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(ii) Identify the foreign country and
explain why the party believes produc-
tion of the document or thing can be
compelled in the foreign country, in-
cluding a description of the procedures
that will be used to compel production
of the document or thing in the foreign
country and an estimate of the time it
is expected to take to obtain produc-
tion of the document or thing; and

(iii) Demonstrate that the party has
made reasonable efforts to obtain the
agreement of the individual or entity
having possession, custody, or control
of the document to produce the docu-
ment or thing in the United States but
has been unsuccessful in obtaining that
agreement, even though the party has
offered to pay the expenses of pro-
ducing the document or thing in the
United States.

(i) Evidence which is not taken or
sought and filed in accordance with
this subpart shall not be admissible.

(j) The weight to be given deposition
testimony taken in a foreign country
will be determined in view of all the
circumstances, including the laws of
the foreign country governing the tes-
timony. Little, if any, weight may be
given to deposition testimony taken in
a foreign country unless the party tak-
ing the testimony proves by clear and
convincing evidence, as a matter of
fact, that knowingly giving false testi-
mony in that country in connection
with an interference proceeding in the
United States Patent and Trademark
Office is punishable under the laws of
that country and that the punishment
in that country for such false testi-
mony is comparable to or greater than
the punishment for perjury committed
in the United States. The administra-
tive patent judge and the Board, in de-
termining foreign law, may consider
any relevant material or source, in-
cluding testimony, whether or not sub-
mitted by a party or admissible under
the Federal Rules of Evidence.

[49 FR 48455, Dec. 12, 1984; 50 FR 23124, May
31, 1985, as amended at 60 FR 14530, Mar. 17,
1995; 65 FR 56793, Sept. 20, 2000; 656 FR 70490,
Nov. 24, 2000]

§1.672 Manner of taking testimony.

(a) Unless testimony must be com-
pelled under 35 U.S.C. 24, compelled
from a party, or compelled in a foreign
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country, testimony of a witness shall
be taken by affidavit in accordance
with this subpart. Testimony which
must be compelled under 35 U.S.C. 24,
compelled from a party, or compelled
in a foreign country shall be taken by
oral deposition.

(b) A party presenting testimony of a
witness by affidavit shall, within the
time set by the administrative patent
judge for serving affidavits, file a copy
of the affidavit or, if appropriate, no-
tice under §1.671(e). If the affidavit re-
lates to a party’s case-in-chief, it shall
be filed or noticed no later than the
date set by an administrative patent
judge for the party to file affidavits for
its case-in-chief. If the affidavit relates
to a party’s case-in-rebuttal, it shall be
filed or noticed no later than the date
set by an administrative patent judge
for the party to file affidavits for its
case-in-rebuttal. A party shall not be
entitled to rely on any document re-
ferred to in the affidavit unless a copy
of the document is filed with the affi-
davit. A party shall not be entitled to
rely on any thing mentioned in the af-
fidavit unless the opponent is given
reasonable access to the thing. A thing
is something other than a document.
The pages of affidavits filed under this
paragraph and of any other testimony
filed therewith under §§1.683(a) and
1.688(a) shall, to the extent possible, be
given sequential numbers which shall
also serve as the record page numbers
for the affidavits and other testimony
in the party’s record to be filed under
§1.653. Exhibits identified in the affida-
vits or in any other testimony filed
under §§1.683(a) and 1.688(a) and any of-
ficial records and printed publications
filed under §1.682(a) shall, to the extent
possible, be given sequential exhibit
numbers, which shall also serve as the
exhibit numbers when the exhibits are
filed with the party’s record. The affi-
davits, testimony filed under §§1.683(a)
and 1.688(a) and exhibits shall be ac-
companied by an index of the names of
the witnesses, giving the number of the
page where the testimony of each wit-
ness begins, and by an index of the ex-
hibits briefly describing the nature of
each exhibit and giving the number of
the page where each exhibit is first
identified and offered into evidence.

168



U.S. Patent and Trademark Office, Commerce

(c) If an opponent objects to the ad-
missibility of any evidence contained
in or submitted with an affidavit filed
under paragraph (b) of this section, the
opponent must, no later than the date
set by the administrative patent judge
for filing objections under this para-
graph, file objections stating with par-
ticularity the nature of each objection.
An opponent that fails to object to the
admissibility of the evidence contained
in or submitted with an affidavit on a
ground that could have been raised in a
timely objection under this paragraph
will not be entitled to move under
§1.656(h) to suppress the evidence on
that ground. If an opponent timely
files objections, the party may, within
20 days of the due date for filing objec-
tions, file one or more supplemental af-
fidavits, official records or printed pub-
lications to overcome the objections.
No objection to the admissibility of the
supplemental evidence shall be made,
except as provided by §1.656(h). The
pages of supplemental affidavits filed
under this paragraph shall, to the ex-
tent possible, be sequentially num-
bered beginning with the number fol-
lowing the last page number of the par-
ty’s testimony submitted under para-
graph (b) of this section. The page
numbers assigned to the supplemental
affidavits shall also serve as the record
page numbers for the supplemental af-
fidavits in the party’s record filed
under §1.653. Additional exhibits iden-
tified in supplemental affidavits and
any supplemental official records and
printed publications shall, to the ex-
tent possible, be given sequential num-
bers beginning with the number fol-
lowing the last number of the exhibits
submitted under paragraph (b) of this
section. The exhibit numbers shall also
serve as the exhibit numbers when the
exhibits are filed with the party’s
record. The supplemental affidavits
shall be accompanied by an index of
the names of the witnesses and an
index of exhibits of the type specified
in paragraph (b) of this section.

(d) After the time expires for filing
objections and supplemental affidavits,
or earlier when appropriate, the admin-
istrative patent judge shall set a time
within which any opponent may file a
request to cross-examine an affiant on
oral deposition. If any opponents re-
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quests cross-examination of an affiant,
the party shall notice a deposition at a
reasonable location within the United
States under §1.673(e) for the purpose
of cross-examination by any opponent.
Any redirect and recross shall take
place at the deposition. At any deposi-
tion for the purpose of cross-examina-
tion of a witness, the party shall not be
entitled to rely on any document or
thing not mentioned in one or more of
the affidavits filed under paragraphs
(b) and (c) of this section, except to the
extent necessary to conduct proper re-
direct. The party who gives notice of a
deposition shall be responsible for pro-
viding a translator if the witness does
not testify in English, for obtaining a
court reporter, and for filing a certified
transcript of the deposition as required
by §1.676. Within 45 days of the close of
the period for taking cross-examina-
tion, the party shall serve (but not file)
a copy of each transcript on each oppo-
nent together with copies of any addi-
tional documentary exhibits identified
by the witness during the deposition.
The pages of the transcripts served
under this paragraph shall, to the ex-
tent possible, be sequentially num-
bered beginning with the number fol-
lowing the last page number of the par-
ty’s supplemental affidavits submitted
under paragraph (c) of this section. The
numbers assigned to the transcript
pages shall also serve as the record
page numbers for the transcripts in the
party’s record filed under §1.653. Addi-
tional exhibits identified in the tran-
scripts, shall, to the extent possible, be
given sequential numbers beginning
with the number following the last
number of the exhibits submitted
under paragraphs (b) and (c) of this sec-
tion. The exhibit numbers assigned to
the additional exhibits shall also serve
as the exhibit numbers when those ex-
hibits are filed with the party’s record.
The deposition transcripts shall be ac-
companied by an index of the names of
the witnesses, giving the number of the
page where cross-examination, redirect
and recross of each witness begins, and
an index of exhibits of the type speci-
fied in paragraph (b) of this section.

(e) [Reserved]

(f) When a deposition is authorized to
be taken within the United States
under this subpart and if the parties
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agree in writing, the deposition may be
taken in any place within the United
States, before any person authorized to
administer oaths, upon any notice, and
in any manner, and when so taken may
be used like other depositions.

(g) If the parties agree in writing, the
affidavit testimony of any witness may
be submitted without opportunity for
cross-examination.

(h) If the parties agree in writing,
testimony may be submitted in the
form of an agreed statement setting
forth how a particular witness would
testify, if called, or the facts in the
case of one or more of the parties. The
agreed statement shall be filed in the
Patent and Trademark Office. See
§1.653(a).

(i) In an unusual circumstance and
upon a showing that testimony cannot
be taken in accordance with the provi-
sions of this subpart, an administrative
patent judge upon motion (§1.635) may
authorize testimony to be taken in an-
other manner.

[60 FR 14531, Mar. 17, 1995]

§1.673 Notice of examination of wit-
ness.

(a) A party authorized to take testi-
mony of a witness by deposition shall,
after complying with paragraphs (b)
and (g) of this section, file and serve a
single notice of deposition stating the
time and place of each deposition to be
taken. Depositions to be taken in the
United States may be noticed for a rea-
sonable time and place in the United
States. A deposition may not be no-
ticed for any other place without ap-
proval of an administrative patent
judge. The notice shall specify the
name and address of each witness and
the general nature of the testimony to
be given by the witness. If the name of
a witness is not known, a general de-
scription sufficient to identify the wit-
ness or a particular class or group to
which the witness belongs may be
given instead.

(b) Unless the parties agree or an ad-
ministrative patent judge or the Board
determine otherwise, a party shall
serve, but not file, at least three work-
ing days prior to the conference re-
quired by paragraph (g) of this section,
if service is made by hand or Express
Mail, or at least 14 days prior to the
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conference if service is made by any
other means, the following:

(1) A list and copy of each document
in the party’s possession, custody, or
control and upon which the party in-
tends to rely at any deposition and

(2) A list of and a proffer of reason-
able access to things in the party’s pos-
session, custody, or control and upon
which the party intends to rely at any
deposition.

(c) A party shall not be permitted to
rely on any witness not listed in the
notice, or any document not served or
any thing not listed as required by
paragraph (b) of this section:

(1) Unless all opponents agree in
writing or on the record to permit the
party to rely on the witness, document
or thing, or

(2) Except upon a motion (§1.635)
promptly filed which is accompanied
by any proposed notice, additional doc-
uments, or lists and which shows good
cause why the notice, documents, or
lists were not served in accordance
with this section.

(d) Each opponent shall have a full
opportunity to attend a deposition and
cross-examine.

(e) A party who has presented testi-
mony by affidavit and is required to
notice depositions for the purpose of
cross-examination under §1.672(b),
shall, after complying with paragraph
(g) of this section, file and serve a sin-
gle notice of deposition stating the
time and place of each cross-examina-
tion deposition to be taken.

(f) The parties shall not take deposi-
tions in more than one place at the
same time or so nearly at the same
time that reasonable opportunity to
travel from one place of deposition to
another cannot be had.

(g) Before serving a notice of deposi-
tion and after complying with para-
graph (b) of this section, a party shall
have an oral conference with all oppo-
nents to attempt to agree on a mutu-
ally acceptable time and place for con-
ducting the deposition. A certificate
shall appear in the notice stating that
the oral conference took place or ex-
plaining why the conference could not
be had. If the parties cannot agree to a
mutually acceptable place and time for
conducting the deposition at the con-
ference, the parties shall contact an
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