U.S. Patent and Trademark Office, Commerce

subsequent to the termination of the
interference as between the parties to
the agreement or understanding.

[49 FR 48455, Dec. 12, 1984; 50 FR 23124, May
31, 1985, as amended at 54 FR 6904, Feb. 15,
1989; 60 FR 20228, Apr. 25, 1995; 65 FR 54679,
Sept. 8, 2000]

§1.671 Evidence must comply with
rules.

(a) Evidence consists of affidavits,
transcripts of depositions, documents
and things.

(b) Except as otherwise provided in
this subpart, the Federal Rules of Evi-
dence shall apply to interference pro-
ceedings. Those portions of the Federal
Rules of Evidence relating to criminal
actions, juries, and other matters not
relevant to interferences shall not
apply.

(c) Unless the context is otherwise
clear, the following terms of the Fed-
eral Rules of Evidence shall be con-
strued as follows:

(1) Courts of the United States, U.S.
Magistrate, court, trial court, or trier of
fact means administrative patent judge
or Board as may be appropriate.

(2) Judge means administrative pat-
ent judge.

(3) Judicial notice means official no-
tice.

(4) Civil action, civil proceeding, action,
or trial, mean interference.

(6) Appelliate court means United
States Court of Appeals for the Federal
Circuit or a United States district
court when judicial review is under 35
U.S.C. 146.

(6) Before the hearing in Rule 703 of
the Federal Rules of Evidence means
before giving testimony by affidavit or
oral deposition.

(T) The trial or hearing in Rules 803(24)
and 804(5) of the Federal Rules of Evi-
dence means the taking of testimony
by affidavit or oral deposition.

(d) Certification is not necessary as a
condition to admissibility when the
record is a record of the Patent and
Trademark Office to which all parties
have access.

(e) A party may not rely on an affi-
davit (including exhibits), patent, or
printed publication previously sub-
mitted by the party under §1.639(b) un-
less a copy of the affidavit, patent, or
printed publication has been served and
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a written notice is filed prior to the
close of the party’s relevant testimony
period stating that the party intends
to rely on the affidavit, patent, or
printed publication. When proper no-
tice is given under this paragraph, the
affidavit, patent, or printed publica-
tion shall be deemed as filed under
§1.640(b), §1.640(e)(3), or §1.672, as ap-
propriate.

(f) The significance of documentary
and other exhibits identified by a wit-
ness in an affidavit or during oral depo-
sition shall be discussed with particu-
larity by a witness.

(g) A party must file a motion
(§1.635) seeking permission from an ad-
ministrative patent judge prior to com-
pelling testimony or production of doc-
uments or things under 35 U.S.C. 24 or
from an opposing party. The motion
shall describe the general nature and
the relevance of the testimony, docu-
ment, or thing. If permission is grant-
ed, the party shall notice a deposition
under §1.673 and may proceed to take
testimony.

(h) A party must file a motion
(§1.635) seeking permission from an ad-
ministrative patent judge prior to com-
pelling testimony or production of doc-
uments or things in a foreign country.

(1) In the case of testimony, the mo-
tion shall:

(i) Describe the general nature and
relevance of the testimony;

(ii) Identify the witness by name or
title;

(iii) Identify the foreign country and
explain why the party believes the wit-
ness can be compelled to testify in the
foreign country, including a descrip-
tion of the procedures that will be used
to compel the testimony in the foreign
country and an estimate of the time it
is expected to take to obtain the testi-
mony; and

(iv) Demonstrate that the party has
made reasonable efforts to secure the
agreement of the witness to testify in
the United States but has been unsuc-
cessful in obtaining the agreement,
even though the party has offered to
pay the expenses of the witness to trav-
el to and testify in the United States.

(2) In the case of production of a doc-
ument or thing, the motion shall:

(i) Describe the general nature and
relevance of the document or thing;
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(ii) Identify the foreign country and
explain why the party believes produc-
tion of the document or thing can be
compelled in the foreign country, in-
cluding a description of the procedures
that will be used to compel production
of the document or thing in the foreign
country and an estimate of the time it
is expected to take to obtain produc-
tion of the document or thing; and

(iii) Demonstrate that the party has
made reasonable efforts to obtain the
agreement of the individual or entity
having possession, custody, or control
of the document to produce the docu-
ment or thing in the United States but
has been unsuccessful in obtaining that
agreement, even though the party has
offered to pay the expenses of pro-
ducing the document or thing in the
United States.

(i) Evidence which is not taken or
sought and filed in accordance with
this subpart shall not be admissible.

(j) The weight to be given deposition
testimony taken in a foreign country
will be determined in view of all the
circumstances, including the laws of
the foreign country governing the tes-
timony. Little, if any, weight may be
given to deposition testimony taken in
a foreign country unless the party tak-
ing the testimony proves by clear and
convincing evidence, as a matter of
fact, that knowingly giving false testi-
mony in that country in connection
with an interference proceeding in the
United States Patent and Trademark
Office is punishable under the laws of
that country and that the punishment
in that country for such false testi-
mony is comparable to or greater than
the punishment for perjury committed
in the United States. The administra-
tive patent judge and the Board, in de-
termining foreign law, may consider
any relevant material or source, in-
cluding testimony, whether or not sub-
mitted by a party or admissible under
the Federal Rules of Evidence.

[49 FR 48455, Dec. 12, 1984; 50 FR 23124, May
31, 1985, as amended at 60 FR 14530, Mar. 17,
1995; 65 FR 56793, Sept. 20, 2000; 656 FR 70490,
Nov. 24, 2000]

§1.672 Manner of taking testimony.

(a) Unless testimony must be com-
pelled under 35 U.S.C. 24, compelled
from a party, or compelled in a foreign

37 CFR Ch. | (7-1-02 Edition)

country, testimony of a witness shall
be taken by affidavit in accordance
with this subpart. Testimony which
must be compelled under 35 U.S.C. 24,
compelled from a party, or compelled
in a foreign country shall be taken by
oral deposition.

(b) A party presenting testimony of a
witness by affidavit shall, within the
time set by the administrative patent
judge for serving affidavits, file a copy
of the affidavit or, if appropriate, no-
tice under §1.671(e). If the affidavit re-
lates to a party’s case-in-chief, it shall
be filed or noticed no later than the
date set by an administrative patent
judge for the party to file affidavits for
its case-in-chief. If the affidavit relates
to a party’s case-in-rebuttal, it shall be
filed or noticed no later than the date
set by an administrative patent judge
for the party to file affidavits for its
case-in-rebuttal. A party shall not be
entitled to rely on any document re-
ferred to in the affidavit unless a copy
of the document is filed with the affi-
davit. A party shall not be entitled to
rely on any thing mentioned in the af-
fidavit unless the opponent is given
reasonable access to the thing. A thing
is something other than a document.
The pages of affidavits filed under this
paragraph and of any other testimony
filed therewith under §§1.683(a) and
1.688(a) shall, to the extent possible, be
given sequential numbers which shall
also serve as the record page numbers
for the affidavits and other testimony
in the party’s record to be filed under
§1.653. Exhibits identified in the affida-
vits or in any other testimony filed
under §§1.683(a) and 1.688(a) and any of-
ficial records and printed publications
filed under §1.682(a) shall, to the extent
possible, be given sequential exhibit
numbers, which shall also serve as the
exhibit numbers when the exhibits are
filed with the party’s record. The affi-
davits, testimony filed under §§1.683(a)
and 1.688(a) and exhibits shall be ac-
companied by an index of the names of
the witnesses, giving the number of the
page where the testimony of each wit-
ness begins, and by an index of the ex-
hibits briefly describing the nature of
each exhibit and giving the number of
the page where each exhibit is first
identified and offered into evidence.
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