
165

U.S. Patent and Trademark Office, Commerce § 1.662 

or § 1.634, and (3) could have been prop-
erly raised and decided in an additional 
interference with a motion under 
§ 1.633(e). A losing party who could have 
properly moved, but failed to move, 
under § 1.633 or 1.634, shall be estopped 
to take ex parte or inter partes action in 
the Patent and Trademark Office after 
the interference which is inconsistent 
with that party’s failure to properly 
move, except that a losing party shall 
not be estopped with respect to any 
claims which correspond, or properly 
could have corresponded, to a count as 
to which that party was awarded a fa-
vorable judgment. 

[46 FR 29185, May 29, 1981, as amended at 54 
FR 29553, July 13, 1989; 60 FR 14530, Mar. 17, 
1995]

§ 1.659 Recommendation. 
(a) Should the Board have knowledge 

of any ground for rejecting any appli-
cation claim not involved in the judg-
ment of the interference, it may in-
clude in its decision a recommended re-
jection of the claim. Upon resumption 
of ex parte prosecution of the applica-
tion, the examiner shall be bound by 
the recommendation and shall enter 
and maintain the recommended rejec-
tion unless an amendment or showing 
of facts not previously of record is filed 
which, in the opinion of the examiner, 
overcomes the recommended rejection. 

(b) Should the Board have knowledge 
of any ground for reexamination of a 
patent involved in the interference as 
to a patent claim not involved in the 
judgment of the interference, it may 
include in its decision a recommenda-
tion to the Commissioner that the pat-
ent be reexamined. The Commissioner 
will determine whether reexamination 
will be ordered. 

(c) The Board may make any other 
recommendation to the examiner or 
the Commissioner as may be appro-
priate.

§ 1.660 Notice of reexamination, re-
issue, protest, or litigation. 

(a) When a request for reexamination 
of a patent involved in an interference 
is filed, the patent owner shall notify 
the Board within 10 days of receiving 
notice that the request was filed. 

(b) When an application for reissue is 
filed by a patentee involved in an inter-

ference, the patentee shall notify the 
Board within 10 days of the day the ap-
plication for reissue is filed. 

(c) When a protest under § 1.291 is 
filed against an application involved in 
an interference, the applicant shall no-
tify the Board within 10 days of receiv-
ing notice that the protest was filed. 

(d) A party in an interference shall 
notify the Board promptly of any liti-
gation related to any patent or applica-
tion involved in an interference, in-
cluding any civil action commenced 
under 35 U.S.C. 146. 

(e) The notice required by this sec-
tion is designed to assist the adminis-
trative patent judge and the Board in 
efficiently handling interference cases. 
Failure of a party to comply with the 
provisions of this section may result in 
sanctions under § 1.616. Knowledge by, 
or notice to, an employee of the Office 
other than an employee of the Board, 
of the existence of the reexamination, 
application for reissue, protest, or liti-
gation shall not be sufficient. The no-
tice contemplated by this section is no-
tice addressed to the administrative 
patent judge in charge of the inter-
ference in which the application or pat-
ent is involved. 

[49 FR 48455, Dec. 12, 1984, as amended at 60 
FR 14530, Mar. 17, 1995]

§ 1.661 Termination of interference 
after judgment. 

After a final decision is entered by 
the Board, an interference is consid-
ered terminated when no appeal (35 
U.S.C. 141) or other review (35 U.S.C. 
146) has been or can be taken or had.

§ 1.662 Request for entry of adverse 
judgment; reissue filed by patentee. 

(a) A party may, at any time during 
an interference, request and agree to 
entry of an adverse judgment. The fil-
ing by a party of a written disclaimer 
of the invention defined by a count, 
concession of priority or 
unpatentability of the subject matter 
of a count, abandonment of the inven-
tion defined by a count, or abandon-
ment of the contest as to a count will 
be treated as a request for entry of an 
adverse judgment against the applicant 
or patentee as to all claims which cor-
respond to the count. Abandonment of 
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