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abandoned, suppressed, or concealed an 
actual reduction to practice (35 U.S.C. 
102(g)). A party will not be permitted 
to argue abandonment, suppression, or 
concealment by an opponent unless the 
notice is timely filed. Unless author-
ized otherwise by an administrative 
patent judge, a notice is timely when 
filed within ten (10) days after the close 
of the testimony-in-chief of the oppo-
nent. 

[60 FR 14524, Mar. 17, 1995]

§ 1.633 Preliminary motions. 
A party may file the following pre-

liminary motions: 
(a) A motion for judgment against an 

opponent’s claim designated to cor-
respond to a count on the ground that 
the claim is not patentable to the op-
ponent. The motion shall separately 
address each claim alleged to be 
unpatentable. In deciding an issue 
raised in a motion filed under this 
paragraph (a), a claim will be con-
strued in light of the specification of 
the application or patent in which it 
appears. A motion under this para-
graph shall not be based on: 

(1) Priority of invention by the mov-
ing party as against any opponent or 

(2) Derivation of the invention by an 
opponent from the moving party. See 
§ 1.637(a). 

(b) A motion for judgment on the 
ground that there is no interference-in-
fact. A motion under this paragraph is 
proper only if the interference involves 
a design application or patent or a 
plant application or patent or no claim 
of a party which corresponds to a count 
is identical to any claim of an oppo-
nent which corresponds to that count. 
See § 1.637(a). When claims of different 
parties are presented in ‘‘means plus 
function’’ format, it may be possible 
for the claims of the different parties 
not to define the same patentable in-
vention even though the claims con-
tain the same literal wording. 

(c) A motion to redefine the inter-
fering subject matter by (1) adding or 
substituting a count, (2) amending an 
application claim corresponding to a 
count or adding a claim in the moving 
party’s application to be designated to 
correspond to a count, (3) designating 
an application or patent claim to cor-
respond to a count, (4) designating an 

application or patent claim as not cor-
responding to a count, or (5) requiring 
an opponent who is an applicant to add 
a claim and to designate the claim to 
correspond to a count. See § 1.637 (a) 
and (c). 

(d) A motion to substitute a different 
application owned by a party for an ap-
plication involved in the interference. 
See § 1.637 (a) and (d). 

(e) A motion to declare an additional 
interference (1) between an additional 
application not involved in the inter-
ference and owned by a party and an 
opponent’s application or patent in-
volved in the interference or (2) when 
an interference involves three or more 
parties, between less than all applica-
tions and any patent involved in the 
interference. See § 1.637 (a) and (e). 

(f) A motion to be accorded the ben-
efit of the filing date of an earlier filed 
application. See § 1.637 (a) and (f). 

(g) A motion to attack the benefit ac-
corded an opponent in the notice de-
claring the interference of the filing 
date of an earlier filed application. See 
§ 1.637 (a) and (g). 

(h) When a patent is involved in an 
interference and the patentee has on 
file or files an application for reissue 
under § 1.171, a motion to add the appli-
cation for reissue to the interference. 
See § 1.637 (a) and (h). 

(i) When a motion is filed under para-
graph (a), (b), or (g) of this section, an 
opponent, in addition to opposing the 
motion, may file a motion to redefine 
the interfering subject matter under 
paragraph (c) of this section, a motion 
to substitute a different application 
under paragraph (d) of this section, or 
a motion to add a reissue application 
to the interference under paragraph (h) 
of this section. 

(j) When a motion is filed under para-
graph (c)(1) of this section an opponent, 
in addition to opposing the motion, 
may file a motion for benefit under 
paragraph (f) of this section as to the 
count to be added or substituted. 

[49 FR 48455, Dec. 12, 1984; 50 FR 23124, May 
31, 1985, as amended at 60 FR 14524, Mar. 17, 
1995]

§ 1.634 Motion to correct inventorship. 
A party may file a motion to (a) 

amend its application involved in an 
interference to correct inventorship as 
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provided by § 1.48 or (b) correct 
inventorship of its patent involved in 
an interference as provided in § 1.324. 
See § 1.637(a).

§ 1.635 Miscellaneous motions. 
A party seeking entry of an order re-

lating to any matter other than a mat-
ter which may be raised under § 1.633 or 
§ 1.634 may file a motion requesting 
entry of the order. See § 1.637 (a) and 
(b).

§ 1.636 Motions, time for filing. 
(a) A preliminary motion under § 1.633 

(a) through (h) shall be filed within a 
time period set by an administrative 
patent judge. 

(b) A preliminary motion under § 1.633 
(i) or (j) shall be filed within 20 days of 
the service of the preliminary motion 
under § 1.633 (a), (b), (c)(1), or (g) unless 
otherwise ordered by an administrative 
patent judge. 

(c) A motion under § 1.634 shall be 
diligently filed after an error is discov-
ered in the inventorship of an applica-
tion or patent involved in an inter-
ference unless otherwise ordered by an 
administrative patent judge. 

(d) A motion under § 1.635 shall be 
filed as specified in this subpart or 
when appropriate unless otherwise or-
dered by an administrative patent 
judge. 

[60 FR 14524, Mar. 17, 1995]

§ 1.637 Content of motions. 
(a) A party filing a motion has the 

burden of proof to show that it is enti-
tled to the relief sought in the motion. 
Each motion shall include a statement 
of the precise relief requested, a state-
ment of the material facts in support 
of the motion, in numbered paragraphs, 
and a full statement of the reasons why 
the relief requested should be granted. 
If a party files a motion for judgment 
under § 1.633(a) against an opponent 
based on the ground of unpatentability 
over prior art, and the dates of the 
cited prior art are such that the prior 
art appears to be applicable to the 
party, it will be presumed, without re-
gard to the dates alleged in the pre-
liminary statement of the party, that 
the cited prior art is applicable to the 
party unless there is included with the 

motion an explanation, and evidence if 
appropriate, as to why the prior art 
does not apply to the party. 

(b) Unless otherwise ordered by an 
administrative patent judge or the 
Board, a motion under § 1.635 shall con-
tain a certificate by the moving party 
stating that the moving party has con-
ferred with all opponents in an effort in 
good faith to resolve by agreement the 
issues raised by the motion. The cer-
tificate shall indicate whether any op-
ponent plans to oppose the motion. The 
provisions of this paragraph do not 
apply to a motion to suppress evidence 
(§ 1.656(h)). 

(c) A preliminary motion under 
§ 1.633(c) shall explain why the inter-
fering subject matter should be rede-
fined. 

(1) A preliminary motion seeking to 
add or substitute a count shall: 

(i) Propose each count to be added or 
substituted. 

(ii) When the moving party is an ap-
plicant, show the patentability to the 
applicant of all claims in, or proposed 
to be added to, the party’s application 
which correspond to each proposed 
count and apply the terms of the 
claims to the disclosure of the party’s 
application; when necessary a moving 
party applicant shall file with the mo-
tion an amendment adding any pro-
posed claim to the application. 

(iii) Identify all claims in an oppo-
nent’s application which should be des-
ignated to correspond to each proposed 
count; if an opponent’s application 
does not contain such a claim, the 
moving party shall propose a claim to 
be added to the opponent’s application. 
The moving party shall show the pat-
entability of any proposed claims to 
the opponent and apply the terms of 
the claims to the disclosure of the op-
ponent’s application. 

(iv) Designate the claims of any pat-
ent involved in the interference which 
define the same patentable invention 
as each proposed count. 

(v) Show that each proposed count 
defines a separate patentable invention 
from every other count proposed to re-
main in the interference. 

(vi) Be accompanied by a motion 
under § 1.633(f) requesting the benefit of 
the filing date of any earlier filed ap-
plication, if benefit of the earlier filed 
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