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as a disclaimer by the applicant of the 
invention defined by the suggested 
claim. At the time the suggested claim 
is presented, the applicant may also 
call the examiner’s attention to other 
claims already in the application or 
presented with the suggested claim and 
explain why the other claims would be 
more appropriate to be designated to 
correspond to a count in any inter-
ference which may be declared. 

(b) The suggestion of a claim by the 
examiner for the purpose of an inter-
ference will not stay the period for re-
sponse to any outstanding Office ac-
tion. When a suggested claim is timely 
presented, ex parte proceedings in the 
application will be stayed pending a de-
termination of whether an interference 
will be declared. 

[49 FR 48455, Dec. 12, 1984, as amended at 60 
FR 14519, Mar. 17, 1995]

§ 1.606 Interference between an appli-
cation and a patent; subject matter 
of the interference. 

Before an interference is declared be-
tween an application and an unexpired 
patent, an examiner must determine 
that there is interfering subject matter 
claimed in the application and the pat-
ent which is patentable to the appli-
cant subject to a judgment in the in-
terference. The interfering subject 
matter will be defined by one or more 
counts. The application must contain, 
or be amended to contain, at least one 
claim that is patentable over the prior 
art and corresponds to each count. The 
claim in the application need not be, 
and most often will not be, identical to 
a claim in the patent. All claims in the 
application and patent which define 
the same patentable invention as a 
count shall be designated to correspond 
to the count. 

[65 FR 70490, Nov. 24, 2000]

§ 1.607 Request by applicant for inter-
ference with patent. 

(a) An applicant may seek to have an 
interference declared between an appli-
cation and an unexpired patent by, 

(1) Identifying the patent, 
(2) Presenting a proposed count, 
(3) Identifying at least one claim in 

the patent corresponding to the pro-
posed count, 

(4) Presenting at least one claim cor-
responding to the proposed count or 
identifying at least one claim already 
pending in its application that cor-
responds to the proposed count, and, if 
any claim of the patent or application 
identified as corresponding to the pro-
posed count does not correspond ex-
actly to the proposed count, explaining 
why each such claim corresponds to 
the proposed count, and 

(5) Applying the terms of any appli-
cation claim, 

(i) Identified as corresponding to the 
count, and 

(ii) Not previously in the application 
to the disclosure of the application. 

(6) Explaining how the requirements 
of 35 U.S.C. 135(b) are met, if the claim 
presented or identified under paragraph 
(a)(4) of this section was not present in 
the application until more than one 
year after the issue date of the patent. 

(b) When an applicant seeks an inter-
ference with a patent, examination of 
the application, including any appeal 
to the Board, shall be conducted with 
special dispatch within the Patent and 
Trademark Office. The examiner shall 
determine whether there is interfering 
subject matter claimed in the applica-
tion and the patent which is patentable 
to the applicant subject to a judgment 
in an interference. If the examiner de-
termines that there is any interfering 
subject matter, an interference will be 
declared. If the examiner determines 
that there is no interfering subject 
matter, the examiner shall state the 
reasons why an interference is not 
being declared and otherwise act on the 
application. 

(c) When an applicant presents a 
claim which corresponds exactly or 
substantially to a claim of a patent, 
the applicant shall identify the patent 
and the number of the patent claim, 
unless the claim is presented in re-
sponse to a suggestion by the exam-
iner. The examiner shall notify the 
Commissioner of any instance where an 
applicant fails to identify the patent. 

(d) A notice that an applicant is 
seeking to provoke an interference 
with a patent will be placed in the file 
of the patent and a copy of the notice 
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