
127

U.S. Patent and Trademark Office, Commerce § 1.489

established as if the priority had not 
been claimed. 

[52 FR 20049, May 28, 1987, as amended at 58 
FR 4346, Jan. 14, 1993; 62 FR 53199, Oct. 10, 
1997; 63 FR 29619, June 1, 1998; 66 FR 16006, 
Mar. 22, 2001]

§ 1.485 Amendments by applicant dur-
ing international preliminary exam-
ination. 

(a) The applicant may make amend-
ments at the time of filing the De-
mand. The applicant may also make 
amendments within the time limit set 
by the International Preliminary Ex-
amining Authority for reply to any no-
tification under § 1.484(b) or to any 
written opinion. Any such amendments 
must: 

(1) Be made by submitting a replace-
ment sheet in compliance with PCT 
Rules 10 and 11.1 to 11.13 for every sheet 
of the application which differs from 
the sheet it replaces unless an entire 
sheet is cancelled; and 

(2) Include a description of how the 
replacement sheet differs from the re-
placed sheet. Amendments that do not 
comply with PCT Rules 10 and 11.1 to 
11.13 may not be entered. 

(b) If an amendment cancels an en-
tire sheet of the international applica-
tion, that amendment shall be commu-
nicated in a letter. 

[58 FR 4346, Jan. 14, 1993, as amended at 63 
FR 29620, June 1, 1998]

§ 1.488 Determination of unity of in-
vention before the International 
Preliminary Examining Authority. 

(a) Before establishing any written 
opinion or the international prelimi-
nary examination report, the Inter-
national Preliminary Examining Au-
thority will determine whether the 
international application complies 
with the requirement of unity of inven-
tion as set forth in § 1.475. 

(b) If the International Preliminary 
Examining Authority considers that 
the international application does not 
comply with the requirement of unity 
of invention, it may: 

(1) Issue a written opinion and/or an 
international preliminary examination 
report, in respect of the entire inter-
national application and indicate that 
unity of invention is lacking and speci-
fy the reasons therefor without extend-

ing an invitation to restrict or pay ad-
ditional fees. No international prelimi-
nary examination will be conducted on 
inventions not previously searched by 
an International Searching Authority. 

(2) Invite the applicant to restrict 
the claims or pay additional fees, 
pointing out the categories of inven-
tion found, within a set time limit 
which will not be extended. No inter-
national preliminary examination will 
be conducted on inventions not pre-
viously searched by an International 
Searching Authority, or 

(3) If applicant fails to restrict the 
claims or pay additional fees within 
the time limit set for reply, the Inter-
national Preliminary Examining Au-
thority will issue a written opinion 
and/or establish an international pre-
liminary examination report on the 
main invention and shall indicate the 
relevant facts in the said report. In 
case of any doubt as to which invention 
is the main invention, the invention 
first mentioned in the claims and pre-
viously searched by an International 
Searching Authority shall be consid-
ered the main invention. 

(c) Lack of unity of invention may be 
directly evident before considering the 
claims in relation to any prior art, or 
after taking the prior art into consid-
eration, as where a document discov-
ered during the search shows the inven-
tion claimed in a generic or linking 
claim lacks novelty or is clearly obvi-
ous, leaving two or more claims joined 
thereby without a common inventive 
concept. In such a case the Inter-
national Preliminary Examining Au-
thority may raise the objection of lack 
of unity of invention. 

[52 FR 20049, May 28, 1987, as amended at 58 
FR 4346, Jan. 14, 1993; 62 FR 53200, Oct. 10, 
1997]

§ 1.489 Protest to lack of unity of in-
vention before the International 
Preliminary Examining Authority. 

(a) If the applicant disagrees with the 
holding of lack of unity of invention by 
the International Preliminary Exam-
ining Authority, additional fees may be 
paid under protest, accompanied by a 
request for refund and a statement set-
ting forth reasons for disagreement or 
why the required additional fees are 
considered excessive, or both. 

VerDate Dec<13>2002 11:53 Feb 03, 2003 Jkt 197133 PO 00000 Frm 00127 Fmt 8010 Sfmt 8010 Y:\SGML\197133T.XXX 197133T


