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(2) The date when a deficiency pay-
ment is paid in full determines the 
amount of deficiency that is due, pur-
suant to paragraph (c) of this section. 

(c) How errors in small entity status are 
excused. If status as a small entity is 
established in good faith, and fees as a 
small entity are paid in good faith, in 
any application or patent, and it is 
later discovered that such status as a 
small entity was established in error, 
or that through error the Office was 
not notified of a loss of entitlement to 
small entity status as required by 
§ 1.27(g)(2), the error will be excused 
upon: compliance with the separate 
submission and itemization require-
ments of paragraphs (c)(1) and (c)(2) of 
this section, and the deficiency pay-
ment requirement of paragraph (c)(2) of 
this section: 

(1) Separate submission required for 
each application or patent. Any paper 
submitted under this paragraph must 
be limited to the deficiency payment 
(all fees paid in error), required by 
paragraph (c)(2) of this section, for one 
application or one patent. Where more 
than one application or patent is in-
volved, separate submissions of defi-
ciency payments (e.g., checks) and 
itemizations are required for each ap-
plication or patent. See § 1.4(b). 

(2) Payment of deficiency owed. The de-
ficiency owed, resulting from the pre-
vious erroneous payment of small enti-
ty fees, must be paid. 

(i) Calculation of the deficiency owed. 
The deficiency owed for each previous 
fee erroneously paid as a small entity 
is the difference between the current 
fee amount (for other than a small en-
tity) on the date the deficiency is paid 
in full and the amount of the previous 
erroneous (small entity) fee payment. 
The total deficiency payment owed is 
the sum of the individual deficiency 
owed amounts for each fee amount pre-
viously erroneously paid as a small en-
tity. Where a fee paid in error as a 
small entity was subject to a fee de-
crease between the time the fee was 
paid in error and the time the defi-
ciency is paid in full, the deficiency 
owed is equal to the amount (pre-
viously) paid in error; 

(ii) Itemization of the deficiency pay-
ment. An itemization of the total defi-
ciency payment is required. The 

itemization must include the following 
information: 

(A) Each particular type of fee that 
was erroneously paid as a small entity, 
(e.g., basic statutory filing fee, two-
month extension of time fee) along 
with the current fee amount for a non-
small entity; 

(B) The small entity fee actually 
paid, and when. This will permit the 
Office to differentiate, for example, be-
tween two one-month extension of time 
fees erroneously paid as a small entity 
but on different dates; 

(C) The deficiency owed amount (for 
each fee erroneously paid); and 

(D) The total deficiency payment 
owed, which is the sum or total of the 
individual deficiency owed amounts set 
forth in paragraph (c)(2)(ii)(C) of this 
section. 

(3) Failure to comply with requirements. 
If the requirements of paragraphs (c)(1) 
and (c)(2) of this section are not com-
plied with, such failure will either: be 
treated as an authorization for the Of-
fice to process the deficiency payment 
and charge the processing fee set forth 
in § 1.17(i), or result in a requirement 
for compliance within a one-month 
non-extendable time period under 
§ 1.136(a) to avoid the return of the fee 
deficiency paper, at the option of the 
Office. 

(d) Payment of deficiency operates as 
notification of loss of status. Any defi-
ciency payment (based on a previous 
erroneous payment of a small entity 
fee) submitted under paragraph (c) of 
this section will be treated under 
§ 1.27(g)(2) as a notification of a loss of 
entitlement to small entity status. 

[65 FR 54661, Sept. 8, 2000]

Subpart B—National Processing 
Provisions

PROSECUTION OF APPLICATION AND 
APPOINTMENT OF ATTORNEY OR AGENT

§ 1.31 Applicants may be represented 
by a registered attorney or agent. 

An applicant for patent may file and 
prosecute his or her own case, or he or 
she may be represented by a registered 
attorney, registered agent, or other in-
dividual authorized to practice before 
the Patent and Trademark Office in 
patent cases. See §§ 10.6 and 10.9 of this 
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subchapter. The Patent and Trademark 
Office cannot aid in the selection of a 
registered attorney or agent. 

[50 FR 5171, Feb. 6, 1985]

§ 1.32 [Reserved]

§ 1.33 Correspondence respecting pat-
ent applications, reexamination 
proceedings, and other proceedings. 

(a) Correspondence address and daytime 
telephone number. When filing an appli-
cation, a correspondence address must 
be set forth in either an application 
data sheet (§ 1.76), or elsewhere, in a 
clearly identifiable manner, in any 
paper submitted with an application 
filing. If no correspondence address is 
specified, the Office may treat the 
mailing address of the first named in-
ventor (if provided, see §§ 1.76(b)(1) and 
1.63(c)(2)) as the correspondence ad-
dress. The Office will direct all notices, 
official letters, and other communica-
tions relating to the application to the 
correspondence address. The Office will 
not engage in double correspondence 
with an applicant and a registered at-
torney or agent, or with more than one 
registered attorney or agent except as 
deemed necessary by the Commis-
sioner. If more than one correspond-
ence address is specified, the Office will 
establish one as the correspondence ad-
dress. For the party to whom cor-
respondence is to be addressed, a day-
time telephone number should be sup-
plied in a clearly identifiable manner 
and may be changed by any party who 
may change the correspondence ad-
dress. The correspondence address may 
be changed as follows: 

(1) Prior to filing of a § 1.63 oath or dec-
laration by any of the inventors. If a 
§ 1.63 oath or declaration has not been 
filed by any of the inventors, the cor-
respondence address may be changed 
by the party who filed the application. 
If the application was filed by a reg-
istered attorney or agent, any other 
registered practitioner named in the 
transmittal papers may also change 
the correspondence address. Thus, the 
inventor(s), any registered practitioner 
named in the transmittal papers ac-
companying the original application, 
or a party that will be the assignee 
who filed the application, may change 

the correspondence address in that ap-
plication under this paragraph. 

(2) Where a § 1.63 oath or declaration 
has been filed by any of the inventors. If 
a § 1.63 oath or declaration has been 
filed, or is filed concurrent with the fil-
ing of an application, by any of the in-
ventors, the correspondence address 
may be changed by the parties set 
forth in paragraph (b) of this section, 
except for paragraph (b)(2). 

(b) Amendments and other papers. 
Amendments and other papers, except 
for written assertions pursuant to 
§ 1.27(c)(2)(ii) of this part, filed in the 
application must be signed by: 

(1) A registered attorney or agent of 
record appointed in compliance with 
§ 1.34(b); 

(2) A registered attorney or agent not 
of record who acts in a representative 
capacity under the provisions of 
§ 1.34(a); 

(3) An assignee as provided for under 
§ 3.71(b) of this chapter; or 

(4) All of the applicants (§ 1.41(b)) for 
patent, unless there is an assignee of 
the entire interest and such assignee 
has taken action in the application in 
accordance with § 3.71 of this chapter. 

(c) All notices, official letters, and 
other communications for the patent 
owner or owners in a reexamination 
proceeding will be directed to the at-
torney or agent of record (see § 1.34(b)) 
in the patent file at the address listed 
on the register of patent attorneys and 
agents maintained pursuant to §§ 10.5 
and 10.11 or, if no attorney or agent is 
of record, to the patent owner or own-
ers at the address or addresses of 
record. Amendments and other papers 
filed in a reexamination proceeding on 
behalf of the patent owner must be 
signed by the patent owner, or if there 
is more than one owner by all the own-
ers, or by an attorney or agent of 
record in the patent file, or by a reg-
istered attorney or agent not of record 
who acts in a representative capacity 
under the provisions of § 1.34(a). Double 
correspondence with the patent owner 
or owners and the patent owner’s attor-
ney or agent, or with more than one at-
torney or agent, will not be under-
taken. If more than one attorney or 
agent is of record and a correspondence 
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