§1.194

amendment under §1.116 would be en-
tered for purposes of appeal and which
individual rejection(s) set forth in the
action from which the appeal was
taken would be used to reject the added
or amended claim(s), then the appeal
brief must address the rejection(s) of
the claim(s) added or amended by the
amendment under §1.116 as appellant
was so advised and the examiner’s an-
swer may include the rejection(s) of
the claim(s) added or amended by the
amendment under §1.116 as appellant
was so advised. The filing of an amend-
ment under §1.116 which is entered for
purposes of appeal represents appel-
lant’s consent that when so advised
any appeal proceed on those claim(s)
added or amended by the amendment
under §1.116 subject to any rejection
set forth in the action from which the
appeal was taken.

(b)(1) Appellant may file a reply brief
to an examiner’s answer or a supple-
mental examiner’s answer within two
months from the date of such exam-
iner’s answer or supplemental exam-
iner’s answer. See §1.136(b) for exten-
sions of time for filing a reply brief in
a patent application and §1.550(c) for
extensions of time for filing a reply
brief in a reexamination proceeding.
The primary examiner must either ac-
knowledge receipt and entry of the
reply brief or withdraw the final rejec-
tion and reopen prosecution to respond
to the reply brief. A supplemental ex-
aminer’s answer is not permitted, un-
less the application has been remanded
by the Board of Patent Appeals and
Interferences for such purpose.

(2) Where prosecution is reopened by
the primary examiner after an appeal
or reply brief has been filed, appellant
must exercise one of the following two
options to avoid abandonment of the
application:

(i) File a reply under §1.111, if the Of-
fice action is not final, or a reply under
§1.113, if the Office action is final; or

(ii) Request reinstatement of the ap-
peal. If reinstatement of the appeal is
requested, such request must be accom-
panied by a supplemental appeal brief,
but no new amendments, affidavits
(§§1.130, 1.131 or 1.132) or other evidence
are permitted.

[62 FR 53197, Oct. 10, 1997, as amended at 65
FR 54676, Sept. 8, 2000]
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§1.194 Oral hearing.

(a) An oral hearing should be re-
quested only in those circumstances in
which appellant considers such a hear-
ing necessary or desirable for a proper
presentation of the appeal. An appeal
decided without an oral hearing will re-
ceive the same consideration by the
Board of Patent Appeals and Inter-
ferences as appeals decided after oral
hearing.

(b) If appellant desires an oral hear-
ing, appellant must file, in a separate
paper, a written request for such hear-
ing accompanied by the fee set forth in
§1.17(d) within two months from the
date of the examiner’s answer. If appel-
lant requests an oral hearing and sub-
mits therewith the fee set forth in
§1.17(d), an oral argument may be pre-
sented by, or on behalf of, the primary
examiner if considered desirable by ei-
ther the primary examiner or the
Board. See §1.136(b) for extensions of
time for requesting an oral hearing in
a patent application and §1.550(c) for
extensions of time for requesting an
oral hearing in a reexamination pro-
ceeding.

(c) If no request and fee for oral hear-
ing have been timely filed by appel-
lant, the appeal will be assigned for
consideration and decision. If appellant
has requested an oral hearing and has
submitted the fee set forth in §1.17(d),
a day of hearing will be set, and due
notice thereof given to appellant and
to the primary examiner. A hearing
will be held as stated in the notice, and
oral argument will be limited to twen-
ty minutes for appellant and fifteen
minutes for the primary examiner un-
less otherwise ordered before the hear-
ing begins. If the Board decides that a
hearing is not necessary, the Board
will so notify appellant.

[62 FR 53197, Oct. 10, 1997]

§1.195 Affidavits or declarations after
appeal.

Affidavits, declarations, or exhibits
submitted after the case has been ap-
pealed will not be admitted without a
showing of good and sufficient reasons
why they were not earlier presented.

[34 FR 18858, Nov. 26, 1969]



