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or by an amendment paper in the re-
issue application, must include the fol-
lowing markings: 

(1) The matter to be omitted by re-
issue must be enclosed in brackets; and 

(2) The matter to be added by reissue 
must be underlined, except for amend-
ments submitted on compact discs 
(§§ 1.96 and 1.821(c)). Matter added by 
reissue on compact discs must be pre-
ceded with ‘‘<U>’’ and end with ‘‘</U>’’ 
to properly identify the material being 
added. 

(e) Numbering of patent claims pre-
served. Patent claims may not be re-
numbered. The numbering of any claim 
added in the reissue application must 
follow the number of the highest num-
bered patent claim. 

(f) Amendment of disclosure may be re-
quired. The disclosure must be amend-
ed, when required by the Office, to cor-
rect inaccuracies of description and 
definition, and to secure substantial 
correspondence between the claims, 
the remainder of the specification, and 
the drawings. 

(g) Amendments made relative to the 
patent. All amendments must be made 
relative to the patent specification, in-
cluding the claims, and drawings, 
which are in effect as of the date of fil-
ing of the reissue application. 

[65 FR 54675, Sept. 8, 2000]

§ 1.174 [Reserved]

§ 1.175 Reissue oath or declaration. 
(a) The reissue oath or declaration in 

addition to complying with the re-
quirements of § 1.63, must also state 
that: 

(1) The applicant believes the origi-
nal patent to be wholly or partly inop-
erative or invalid by reason of a defec-
tive specification or drawing, or by rea-
son of the patentee claiming more or 
less than the patentee had the right to 
claim in the patent, stating at least 
one error being relied upon as the basis 
for reissue; and 

(2) All errors being corrected in the 
reissue application up to the time of 
filing of the oath or declaration under 
this paragraph arose without any de-
ceptive intention on the part of the ap-
plicant. 

(b)(1) For any error corrected, which 
is not covered by the oath or declara-

tion submitted under paragraph (a) of 
this section, applicant must submit a 
supplemental oath or declaration stat-
ing that every such error arose without 
any deceptive intention on the part of 
the applicant. Any supplemental oath 
or declaration required by this para-
graph must be submitted before allow-
ance and may be submitted: 

(i) With any amendment prior to al-
lowance; or 

(ii) In order to overcome a rejection 
under 35 U.S.C. 251 made by the exam-
iner where it is indicated that the sub-
mission of a supplemental oath or dec-
laration as required by this paragraph 
will overcome the rejection. 

(2) For any error sought to be cor-
rected after allowance, a supplemental 
oath or declaration must accompany 
the requested correction stating that 
the error(s) to be corrected arose with-
out any deceptive intention on the part 
of the applicant. 

(c) Having once stated an error upon 
which the reissue is based, as set forth 
in paragraph (a)(1), unless all errors 
previously stated in the oath or dec-
laration are no longer being corrected, 
a subsequent oath or declaration under 
paragraph (b) of this section need not 
specifically identify any other error or 
errors being corrected. 

(d) The oath or declaration required 
by paragraph (a) of this section may be 
submitted under the provisions of 
§ 1.53(f). 

[62 FR 53196, Oct. 10, 1997]

§ 1.176 Examination of reissue. 
(a) A reissue application will be ex-

amined in the same manner as a non-
reissue, non-provisional application, 
and will be subject to all the require-
ments of the rules related to non-re-
issue applications. Applications for re-
issue will be acted on by the examiner 
in advance of other applications. 

(b) Restriction between subject mat-
ter of the original patent claims and 
previously unclaimed subject matter 
may be required (restriction involving 
only subject matter of the original pat-
ent claims will not be required). If re-
striction is required, the subject mat-
ter of the original patent claims will be 
held to be constructively elected unless 
a disclaimer of all the patent claims is 
filed in the reissue application, which 
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disclaimer cannot be withdrawn by ap-
plicant. 

[65 FR 54676, Sept. 8, 2000]

§ 1.177 Issuance of multiple reissue 
patents. 

(a) The Office may reissue a patent as 
multiple reissue patents. If applicant 
files more than one application for the 
reissue of a single patent, each such ap-
plication must contain or be amended 
to contain in the first sentence of the 
specification a notice stating that 
more than one reissue application has 
been filed and identifying each of the 
reissue applications by relationship, 
application number and filing date. 
The Office may correct by certificate 
of correction under § 1.322 any reissue 
patent resulting from an application to 
which this paragraph applies that does 
not contain the required notice. 

(b) If applicant files more than one 
application for the reissue of a single 
patent, each claim of the patent being 
reissued must be presented in each of 
the reissue applications as an amended, 
unamended, or canceled (shown in 
brackets) claim, with each such claim 
bearing the same number as in the pat-
ent being reissued. The same claim of 
the patent being reissued may not be 
presented in its original unamended 
form for examination in more than one 
of such multiple reissue applications. 
The numbering of any added claims in 
any of the multiple reissue applica-
tions must follow the number of the 
highest numbered original patent 
claim. 

(c) If any one of the several reissue 
applications by itself fails to correct 
an error in the original patent as re-
quired by 35 U.S.C. 251 but is otherwise 
in condition for allowance, the Office 
may suspend action in the allowable 
application until all issues are resolved 
as to at least one of the remaining re-
issue applications. The Office may also 
merge two or more of the multiple re-
issue applications into a single reissue 
application. No reissue application 
containing only unamended patent 
claims and not correcting an error in 
the original patent will be passed to 
issue by itself. 

[65 FR 54676, Sept. 8, 2000]

§ 1.178 Original patent; continuing 
duty of applicant. 

(a) The application for a reissue 
should be accompanied by either an 
offer to surrender the original patent, 
or the original patent itself, or if the 
original is lost or inaccessible, by a 
statement to that effect. The applica-
tion may be accepted for examination 
in the absence of the original patent or 
the statement, but one or the other 
must be supplied before the application 
is allowed. If a reissue application is 
refused, the original patent, if surren-
dered, will be returned to applicant 
upon request. 

(b) In any reissue application before 
the Office, the applicant must call to 
the attention of the Office any prior or 
concurrent proceedings in which the 
patent (for which reissue is requested) 
is or was involved, such as inter-
ferences, reissues, reexaminations, or 
litigations and the results of such pro-
ceedings (see also § 1.173(a)(1)). 

[65 FR 54676, Sept. 8, 2000]

§ 1.179 Notice of reissue application. 
When an application for a reissue is 

filed, there will be placed in the file of 
the original patent a notice stating 
that an application for reissue has been 
filed. When the reissue is granted or 
the reissue application is otherwise 
terminated, the fact will be added to 
the notice in the file of the original 
patent.

PETITIONS AND ACTION BY THE 
COMMISSIONER

AUTHORITY: 35 U.S.C. 6; 15 U.S.C. 1113, 1123.

§ 1.181 Petition to the Commissioner. 
(a) Petition may be taken to the 

Commissioner: 
(1) From any action or requirement 

of any examiner in the ex parte pros-
ecution of an application, or in the ex 
parte or inter partes prosecution of a re-
examination proceeding which is not 
subject to appeal to the Board of Pat-
ent Appeals and Interferences or to the 
court; 

(2) In cases in which a statute or the 
rules specify that the matter is to be 
determined directly by or reviewed by 
the Commissioner; and 

VerDate Dec<13>2002 11:53 Feb 03, 2003 Jkt 197133 PO 00000 Frm 00092 Fmt 8010 Sfmt 8010 Y:\SGML\197133T.XXX 197133T


