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§ 1.134 Time period for reply to an Of-
fice action. 

An Office action will notify the appli-
cant of any non-statutory or shortened 
statutory time period set for reply to 
an Office action. Unless the applicant 
is notified in writing that a reply is re-
quired in less than six months, a max-
imum period of six months is allowed. 

[62 FR 53194, Oct. 10, 1997]

§ 1.135 Abandonment for failure to 
reply within time period. 

(a) If an applicant of a patent appli-
cation fails to reply within the time 
period provided under § 1.134 and § 1.136, 
the application will become abandoned 
unless an Office action indicates other-
wise. 

(b) Prosecution of an application to 
save it from abandonment pursuant to 
paragraph (a) of this section must in-
clude such complete and proper reply 
as the condition of the application may 
require. The admission of, or refusal to 
admit, any amendment after final re-
jection or any amendment not respon-
sive to the last action, or any related 
proceedings, will not operate to save 
the application from abandonment. 

(c) When reply by the applicant is a 
bona fide attempt to advance the appli-
cation to final action, and is substan-
tially a complete reply to the non-final 
Office action, but consideration of 
some matter or compliance with some 
requirement has been inadvertently 
omitted, applicant may be given a new 
time period for reply under § 1.134 to 
supply the omission. 

[62 FR 53194, Oct. 10, 1997]

§ 1.136 Extensions of time. 

(a)(1) If an applicant is required to 
reply within a nonstatutory or short-
ened statutory time period, applicant 
may extend the time period for reply 
up to the earlier of the expiration of 
any maximum period set by statute or 
five months after the time period set 
for reply, if a petition for an extension 
of time and the fee set in § 1.17(a) are 
filed, unless: 

(i) Applicant is notified otherwise in 
an Office action; 

(ii) The reply is a reply brief sub-
mitted pursuant to § 1.193(b); 

(iii) The reply is a request for an oral 
hearing submitted pursuant to 
§ 1.194(b); 

(iv) The reply is to a decision by the 
Board of Patent Appeals and Inter-
ferences pursuant to § 1.196, § 1.197 or 
§ 1.304; or 

(v) The application is involved in an 
interference declared pursuant to 
§ 1.611. 

(2) The date on which the petition 
and the fee have been filed is the date 
for purposes of determining the period 
of extension and the corresponding 
amount of the fee. The expiration of 
the time period is determined by the 
amount of the fee paid. A reply must be 
filed prior to the expiration of the pe-
riod of extension to avoid abandonment 
of the application (§ 1.135), but in no 
situation may an applicant reply later 
than the maximum time period set by 
statute, or be granted an extension of 
time under paragraph (b) of this sec-
tion when the provisions of this para-
graph are available. See § 1.136(b) for 
extensions of time relating to pro-
ceedings pursuant to §§ 1.193(b), 1.194, 
1.196 or 1.197; § 1.304 for extensions of 
time to appeal to the U.S. Court of Ap-
peals for the Federal Circuit or to com-
mence a civil action; § 1.550(c) for ex-
tensions of time in ex parte reexamina-
tion proceedings; § 1.956 for extensions 
of time in inter partes reexamination 
proceedings; and § 1.645 for extensions 
of time in interference proceedings. 

(3) A written request may be sub-
mitted in an application that is an au-
thorization to treat any concurrent or 
future reply, requiring a petition for an 
extension of time under this paragraph 
for its timely submission, as incor-
porating a petition for extension of 
time for the appropriate length of 
time. An authorization to charge all 
required fees, fees under § 1.17, or all re-
quired extension of time fees will be 
treated as a constructive petition for 
an extension of time in any concurrent 
or future reply requiring a petition for 
an extension of time under this para-
graph for its timely submission. Sub-
mission of the fee set forth in § 1.17(a) 
will also be treated as a constructive 
petition for an extension of time in any 
concurrent reply requiring a petition 
for an extension of time under this 
paragraph for its timely submission. 
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(b) When a reply cannot be filed with-
in the time period set for such reply 
and the provisions of paragraph (a) of 
this section are not available, the pe-
riod for reply will be extended only for 
sufficient cause and for a reasonable 
time specified. Any request for an ex-
tension of time under this paragraph 
must be filed on or before the day on 
which such reply is due, but the mere 
filing of such a request will not affect 
any extension under this paragraph. In 
no situation can any extension carry 
the date on which reply is due beyond 
the maximum time period set by stat-
ute. See § 1.304 for extensions of time to 
appeal to the U.S. Court of Appeals for 
the Federal Circuit or to commence a 
civil action; § 1.645 for extensions of 
time in interference proceedings; 
§ 1.550(c) for extensions of time in ex 
parte reexamination proceedings; and 
§ 1.956 for extensions of time in inter 
partes reexamination proceedings. 

(c) If an applicant is notified in a 
‘‘Notice of Allowability’’ that an appli-
cation is otherwise in condition for al-
lowance, the following time periods are 
not extendable if set in the ‘‘Notice of 
Allowability’’ or in an Office action 
having a mail date on or after the mail 
date of the ‘‘Notice of Allowability’’: 

(1) The period for submitting an oath 
or declaration in compliance with 
§ 1.63; 

(2) The period for submitting formal 
drawings set under § 1.85(c); and 

(3) The period for making a deposit 
set under § 1.809(c). 

[62 FR 53194, Oct. 10, 1997, as amended at 65 
FR 54674, Sept. 8, 2000; 65 FR 76773, Dec. 7, 
2000; 66 FR 21092, Apr. 27, 2001]

§ 1.137 Revival of abandoned applica-
tion, terminated reexamination pro-
ceeding, or lapsed patent. 

(a) Unavoidable. If the delay in reply 
by applicant or patent owner was un-
avoidable, a petition may be filed pur-
suant to this paragraph to revive an 
abandoned application, a reexamina-
tion proceeding terminated under 
§§ 1.550(d) or 1.957(b) or (c), or a lapsed 
patent. A grantable petition pursuant 
to this paragraph must be accompanied 
by: 

(1) The reply required to the out-
standing Office action or notice, unless 
previously filed; 

(2) The petition fee as set forth in 
§ 1.17(l); 

(3) A showing to the satisfaction of 
the Commissioner that the entire delay 
in filing the required reply from the 
due date for the reply until the filing of 
a grantable petition pursuant to this 
paragraph was unavoidable; and 

(4) Any terminal disclaimer (and fee 
as set forth in § 1.20(d)) required pursu-
ant to paragraph (d) of this section. 

(b) Unintentional. If the delay in reply 
by applicant or patent owner was unin-
tentional, a petition may be filed pur-
suant to this paragraph to revive an 
abandoned application, a reexamina-
tion proceeding terminated under 
§§ 1.550(d) or 1.957(b) or (c), or a lapsed 
patent. A grantable petition pursuant 
to this paragraph must be accompanied 
by: 

(1) The reply required to the out-
standing Office action or notice, unless 
previously filed; 

(2) The petition fee as set forth in 
§ 1.17(m); 

(3) A statement that the entire delay 
in filing the required reply from the 
due date for the reply until the filing of 
a grantable petition pursuant to this 
paragraph was unintentional. The 
Commissioner may require additional 
information where there is a question 
whether the delay was unintentional; 
and 

(4) Any terminal disclaimer (and fee 
as set forth in § 1.20(d)) required pursu-
ant to paragraph (d) of this section. 

(c) Reply. In a nonprovisional applica-
tion abandoned for failure to prosecute, 
the required reply may be met by the 
filing of a continuing application. In a 
nonprovisional utility or plant applica-
tion filed on or after June 8, 1995, and 
abandoned for failure to prosecute, the 
required reply may also be met by the 
filing of a request for continued exam-
ination in compliance with § 1.114. In an 
application or patent, abandoned or 
lapsed for failure to pay the issue fee or 
any portion thereof, the required reply 
must include payment of the issue fee 
or any outstanding balance. In an ap-
plication, abandoned for failure to pay 
the publication fee, the required reply 
must include payment of the publica-
tion fee. 

(d) Terminal disclaimer. (1) Any peti-
tion to revive pursuant to this section 

VerDate Dec<13>2002 11:53 Feb 03, 2003 Jkt 197133 PO 00000 Frm 00084 Fmt 8010 Sfmt 8010 Y:\SGML\197133T.XXX 197133T


