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can be made in an inter partes reexam-
ination proceeding after the right of 
appeal notice under § 1.953 except as 
provided for in paragraph (d) of this 
section. 

(c) If amendments touching the mer-
its of the application or patent under 
reexamination are presented after final 
rejection, or after appeal has been 
taken, or when such amendment might 
not otherwise be proper, they may be 
admitted upon a showing of good and 
sufficient reasons why they are nec-
essary and were not earlier presented. 

(d) No amendment can be made as a 
matter of right in appealed cases. After 
decision on appeal, amendments can 
only be made as provided in §§ 1.198 and 
1.981, or to carry into effect a rec-
ommendation under § 1.196 or § 1.977. 

[65 FR 14873, Mar. 20, 2000, as amended at 65 
FR 76773, Dec. 7, 2000]

§§ 1.117–1.119 [Reserved]

§ 1.121 Manner of making amendments 
in applications. 

(a) Amendments in applications, other 
than reissue applications. Amendments 
in applications, other than reissue ap-
plications, are made by filing a paper, 
in compliance with § 1.52, directing that 
specified amendments be made. 

(b) Specification other than the claims 
and listings provided for elsewhere (§§ 1.96 
and 1.825)—(1) Amendment by instruc-
tion to delete, replace, or add a para-
graph. Amendments to the specifica-
tion, other than the claims and listings 
provided for elsewhere (§§ 1.96 and 
1.825), may be made by submitting: 

(i) An instruction, which unambig-
uously identifies the location, to delete 
one or more paragraphs of the speci-
fication, replace a deleted paragraph 
with one or more replacement para-
graphs, or add one or more paragraphs; 

(ii) Any replacement or added para-
graph(s) in clean form, that is, without 
markings to indicate the changes that 
have been made; and 

(iii) Another version of any replace-
ment paragraph(s), on one or more 
pages separate from the amendment, 
marked up to show all the changes rel-
ative to the previous version of the 
paragraph(s). The changes may be 
shown by brackets (for deleted matter) 
or underlining (for added matter), or by 

any equivalent marking system. A 
marked up version does not have to be 
supplied for an added paragraph or a 
deleted paragraph as it is sufficient to 
state that a particular paragraph has 
been added, or deleted. 

(2) Amendment by replacement section. 
If the sections of the specification con-
tain section headings as provided in 
§§ 1.77(b), 1.154(b), or § 1.163(c), amend-
ments to the specification, other than 
the claims, may be made by submit-
ting: 

(i) A reference to the section heading 
along with an instruction to delete 
that section of the specification and to 
replace such deleted section with a re-
placement section; 

(ii) A replacement section in clean 
form, that is, without markings to in-
dicate the changes that have been 
made; and 

(iii) Another version of the replace-
ment section, on one or more pages 
separate from the amendment, marked 
up to show all changes relative to the 
previous version of the section. The 
changes may be shown by brackets (for 
deleted matter) or underlining (for 
added matter), or by any equivalent 
marking system. 

(3) Amendment by substitute specifica-
tion. The specification, other than the 
claims, may also be amended by sub-
mitting: 

(i) An instruction to replace the spec-
ification; 

(ii) A substitute specification in com-
pliance with § 1.125(b); and 

(iii) Another version of the substitute 
specification, separate from the sub-
stitute specification, marked up to 
show all changes relative to the pre-
vious version of the specification. The 
changes may be shown by brackets (for 
deleted matter), or underlining (for 
added matter), or by any equivalent 
marking system. 

(4) Reinstatement: Deleted matter may 
be reinstated only by a subsequent 
amendment presenting the previously 
deleted matter. 

(c) Claims—(1) Amendment by rewrit-
ing, directions to cancel or add: Amend-
ments to a claim must be made by re-
writing such claim with all changes 
(e.g., additions, deletions, modifica-
tions) included. The rewriting of a 
claim (with the same number) will be 
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construed as directing the cancellation 
of the previous version of that claim. A 
claim may also be canceled by an in-
struction. 

(i) A rewritten or newly added claim 
must be in clean form, that is, without 
markings to indicate the changes that 
have been made. A parenthetical ex-
pression should follow the claim num-
ber indicating the status of the claim 
as amended or newly added (e.g., 
‘‘amended,’’ ‘‘twice amended,’’ or 
‘‘new’’). 

(ii) If a claim is amended by rewrit-
ing such claim with the same number, 
the amendment must be accompanied 
by another version of the rewritten 
claim, on one or more pages separate 
from the amendment, marked up to 
show all the changes relative to the 
previous version of that claim. A par-
enthetical expression should follow the 
claim number indicating the status of 
the claim, e.g., ‘‘amended,’’ ‘‘twice 
amended,’’ etc. The parenthetical ex-
pression ‘‘amended,’’ ‘‘twice amended,’’ 
etc. should be the same for both the 
clean version of the claim under para-
graph (c)(1)(i) of this section and the 
marked up version under this para-
graph. The changes may be shown by 
brackets (for deleted matter) or under-
lining (for added matter), or by any 
equivalent marking system. A marked 
up version does not have to be supplied 
for an added claim or a canceled claim 
as it is sufficient to state that a par-
ticular claim has been added, or can-
celed. 

(2) A claim canceled by amendment 
(deleted in its entirety) may be rein-
stated only by a subsequent amend-
ment presenting the claim as a new 
claim with a new claim number. 

(3) A clean version of the entire set of 
pending claims may be submitted in a 
single amendment paper. Such a sub-
mission shall be construed as directing 
the cancellation of all previous 
versions of any pending claims. A 
marked up version is required only for 
claims being changed by the current 
amendment (see paragraph (c)(1)(ii) of 
this section). Any claim not accom-
panied by a marked up version will 
constitute an assertion that it has not 
been changed relative to the imme-
diate prior version. 

(d) Drawings. Application drawings 
are amended in the following manner: 
Any change to the application draw-
ings must be submitted on a separate 
paper showing the proposed changes in 
red for approval by the examiner. Upon 
approval by the examiner, new draw-
ings in compliance with § 1.84 including 
the changes must be filed. 

(e) Disclosure consistency. The disclo-
sure must be amended, when required 
by the Office, to correct inaccuracies of 
description and definition, and to se-
cure substantial correspondence be-
tween the claims, the remainder of the 
specification, and the drawings. 

(f) No new matter. No amendment may 
introduce new matter into the disclo-
sure of an application. 

(g) Exception for examiner’s amend-
ments: Changes to the specification, in-
cluding the claims, of an application 
made by the Office in an examiner’s 
amendment may be made by specific 
instructions to insert or delete subject 
matter set forth in the examiner’s 
amendment by identifying the precise 
point in the specification or the 
claim(s) where the insertion or dele-
tion is to be made. Compliance with 
paragraphs (b)(1), (b)(2) or (c)(1) of this 
section is not required. 

(h) Amendments in reissue applications. 
Any amendment to the description and 
claims in reissue applications must be 
made in accordance with § 1.173. 

(i) Amendments in reexamination pro-
ceedings: Any proposed amendment to 
the description and claims in patents 
involved in reexamination proceedings 
in both ex parte reexaminations filed 
under § 1.510 and inter partes reexamina-
tions filed under § 1.913 must be made 
in accordance with § 1.530(d)–(j). 

(j) Amendments in provisional applica-
tions: Amendments in provisional ap-
plications are not normally made. If an 
amendment is made to a provisional 
application, however, it must comply 
with the provisions of this section. Any 
amendments to a provisional applica-
tion shall be placed in the provisional 
application file but may not be en-
tered. 

[65 FR 54672, Sept. 8, 2000, as amended at 65 
FR 76773, Dec. 7, 2000]
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