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rejections in applications are con-
cerned, may also rely upon facts within
his or her knowledge pursuant to para-
graph (d)(2) of this section.

(4) Subject matter which is developed
by another person which qualifies as
prior art only under 35 U.S.C. 102(e), (f)
or (g) may be used as prior art under 35
U.S.C. 103 against a claimed invention
unless the entire rights to the subject
matter and the claimed invention were
commonly owned by the same person
or organization or subject to an obliga-
tion of assignment to the same person
or organization at the time the claimed
invention was made.

(5) The claims in any original appli-
cation naming an inventor will be re-
jected as being precluded by a waiver
in a published statutory invention reg-
istration naming that inventor if the
same subject matter is claimed in the
application and the statutory inven-
tion registration. The claims in any re-
issue application naming an inventor
will be rejected as being precluded by a
waiver in a published statutory inven-
tion registration naming that inventor
if the reissue application seeks to
claim subject matter:

(i) Which was not covered by claims
issued in the patent prior to the date of
publication of the statutory invention
registration; and

(ii) Which was the same subject mat-
ter waived in the statutory invention
registration.

(d) Citation of references. (1) If domes-
tic patents are cited by the examiner,
their numbers and dates, and the
names of the patentees will be stated.
If domestic patent application publica-
tions are cited by the examiner, their
publication number, publication date,
and the names of the applicants will be
stated. If foreign published applica-
tions or patents are cited, their nation-
ality or country, numbers and dates,
and the names of the patentees will be
stated, and such other data will be fur-
nished as may be necessary to enable
the applicant, or in the case of a reex-
amination proceeding, the patent
owner, to identify the published appli-
cations or patents cited. In citing for-
eign published applications or patents,
in case only a part of the document is
involved, the particular pages and
sheets containing the parts relied upon
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will be identified. If printed publica-
tions are cited, the author (if any),
title, date, pages or plates, and place of
publication, or place where a copy can
be found, will be given.

(2) When a rejection in an application
is based on facts within the personal
knowledge of an employee of the Of-
fice, the data shall be as specific as
possible, and the reference must be
supported, when called for by the appli-
cant, by the affidavit of such employee,
and such affidavit shall be subject to
contradiction or explanation by the af-
fidavits of the applicant and other per-
sons.

(e) Reasons for allowance. If the exam-
iner believes that the record of the
prosecution as a whole does not make
clear his or her reasons for allowing a
claim or claims, the examiner may set
forth such reasoning. The reasons shall
be incorporated into an Office action
rejecting other claims of the applica-
tion or patent under reexamination or
be the subject of a separate commu-
nication to the applicant or patent
owner. The applicant or patent owner
may file a statement commenting on
the reasons for allowance within such
time as may be specified by the exam-
iner. Failure by the examiner to re-
spond to any statement commenting
on reasons for allowance does not give
rise to any implication.

[62 FR 53191, Oct. 10, 1997, as amended at 65
FR 14872, Mar. 20, 2000; 65 FR 54671, Sept. 8,
2000; 65 FR 57056, Sept. 20, 2000]
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(a)(1) In the course of examining or
treating a matter in a pending or aban-
doned application filed under 35 U.S.C.
111 or 371 (including a reissue applica-
tion), in a patent, or in a reexamina-
tion proceeding, the examiner or other
Office employee may require the sub-
mission, from individuals identified
under §1.56(c), or any assignee, of such
information as may be reasonably nec-
essary to properly examine or treat the
matter, for example:

(i) Commercial databases: The exist-
ence of any particularly relevant com-
mercial database known to any of the
inventors that could be searched for a
particular aspect of the invention.

Requirements for information.



U.S. Patent and Trademark Office, Commerce

(ii) Search: Whether a search of the
prior art was made, and if so, what was
searched.

(iii) Related information: A copy of
any non-patent literature, published
application, or patent (U.S. or foreign),
by any of the inventors, that relates to
the claimed invention.

(iv) Information used to draft applica-
tion: A copy of any non-patent 1lit-
erature, published application, or pat-
ent (U.S. or foreign) that was used to
draft the application.

(v) Information used in invention proc-
ess: A copy of any non-patent 1lit-
erature, published application, or pat-
ent (U.S. or foreign) that was used in
the invention process, such as by de-
signing around or providing a solution
to accomplish an invention result.

(vi) Improvements: Where the claimed
invention is an improvement, identi-
fication of what is being improved.

(vii) In use: Identification of any use
of the claimed invention known to any
of the inventors at the time the appli-
cation was filed notwithstanding the
date of the use.

(2) Where an assignee has asserted its
right to prosecute pursuant to §3.71(a)
of this chapter, matters such as para-
graphs (a)(1)(i), (iii), and (vii) of this
section may also be applied to such as-
signee.

(3) Any reply that states that the in-
formation required to be submitted is
unknown and/or is not readily avail-
able to the party or parties from which
it was requested will be accepted as a
complete reply.

(b) The requirement for information
of paragraph (a)(1) of this section may
be included in an Office action, or sent
separately.

(c) A reply, or a failure to reply, to a
requirement for information under this
section will be governed by §§1.135 and
1.136.

[656 FR 54671, Sept. 8, 2000]
§§1.106-1.109 [Reserved]

§1.110 Inventorship and date of inven-
tion of the subject matter of indi-
vidual claims.

When more than one inventor is
named in an application or patent, the
Patent and Trademark Office, when
necessary for purposes of an Office pro-
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ceeding, may require an applicant, pat-
entee, or owner to identify the inven-
tive entity of the subject matter of
each claim in the application or pat-
ent. Where appropriate, the invention
dates of the subject matter of each
claim and the ownership of the subject
matter on the date of invention may be
required of the applicant, patentee or
owner. See also §§1.78(c) and 1.130.

[61 FR 42805, Aug. 19, 1996]

ACTION BY APPLICANT AND FURTHER
CONSIDERATION

AUTHORITY: Secs. 1.111 to 1.113 also issued
under 35 U.S.C. 132.

§1.111 Reply by applicant or patent
owner to a non-final Office action.

(a)(1) If the Office action after the
first examination (§1.104) is adverse in
any respect, the applicant or patent
owner, if he or she persists in his or her
application for a patent or reexamina-
tion proceeding, must reply and re-
quest reconsideration or further exam-
ination, with or without amendment.
See §§1.135 and 1.136 for time for reply
to avoid abandonment.

(2) A second (or subsequent) supple-
mental reply will be entered unless dis-
approved by the Commissioner. A sec-
ond (or subsequent) supplemental reply
may be disapproved if the second (or
subsequent) supplemental reply unduly
interferes with an Office action being
prepared in response to the previous
reply. Factors that will be considered
in disapproving a second (or subse-
quent) supplemental reply include:

(i) The state of preparation of an Of-
fice action responsive to the previous
reply as of the date of receipt (§1.6) of
the second (or subsequent) supple-
mental reply by the Office; and

(ii) The nature of any changes to the
specification or claims that would re-
sult from entry of the second (or subse-
quent) supplemental reply.

(b) In order to be entitled to recon-
sideration or further examination, the
applicant or patent owner must reply
to the Office action. The reply by the
applicant or patent owner must be re-
duced to a writing which distinctly and
specifically points out the supposed er-
rors in the examiner’s action and must
reply to every ground of objection and



