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801 Introduction

The subject of restriction and double patent-
ing are herein treated under U.8.C. Title 85,
which becanme effective January 1, 1953, and
the revised Rules of Practice that became effec-
tive January 1, 1053, .

802 Basis for Practice in Statutes and
Rules [R-38]

The basis for restriction and double patent-
ing practice is found in the following statute
and rules: T T SO U EPUUE S I Y

35 U.KB.C. 121. Divisional applications. 1f two or
more independent and distinct inventions are clalmed
In one application, the Commissioner may require the
application to be restricted {o one:of the inventions.
If the other invention is made the. subject of a dlvi-
slonal application. which complies with:the require-
ments of section 120 of this title it shall be entltled to
the benefit of the filing date of the original application.
A patent issuing on an application with respect to which
a requirement for restrictlon uunder this section hns
been made, or on-an application flied as a result. of
such a requirement, shall not be used as a reference
elther in the Patent Office or In .the courts against a
divisional application or against the original appllea-
tlon or any patent issued on. elther of them, If the
divisional application ls filed before the lssuance of
the patent on the other appllcation., If a divisional
applieation 18 directed solely to subject matter de-
gcribed and clalmed In the original application as filed,
the Comniissioner may dispense with glgning and exe-
cution by the inventor. The valldity of a patent shatl
not be questioned for fatlure of the Commisgsioner to
require the application to be restricted to one Inventlon.

Rule 141, Different inventions in one application.
Two or more Independent and distinet inventlons may
not be claimed In one appileation, except that more
than one specles of an fnvention, not to exeeed five,
may be swpecifleally elalmed In different clgimg in one
application, provided the appiieation also inclndes an
ullowable elulm generie to all the ¢lulmed gpecles and
all the cluims to each specles In excess of one nre writ-
ten in dependent form (rule 76) or otherwise Inelnde
all the Hmitatlons of the generle clndm,

Rule 152, Requiremaoent for reatriction. (a) 1§ two or
more independent and distinet Inventions are clabmed
In 4 single application, the examiner In hiis actlon shall
regudre the applleant in hls response to that actlon to
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elect that invention to which his clalms shall be re-
being,caled n reqsirement
n'(also known as a requirement for divi-
slon). If. the distinctness and independence of the in-
ventlon®' be tlear, such requirement will be made be-
fore any actlon on the merits; however, 1t .may be
made at_any, time before final action in. the case, st
the discretion of the examiner, .

o

(b) Claims to the Invention or  luventlons. not
elected, If not cancelled, are nevertheless withdrawn
from further consideration by the examinor by tho
election, subjeet however to relugtatement in the ovent
Vth? requirement for restrictlon is withdrawn or over-
ruled,

Rules 141 through 148 outline Office practice
on questions of restriction. ' :

802.01 Meaning of “Independent”,

“Distinet” . . .
85 U.S.C, 121 quoted in the preceding section
states that the Commissioner may require re-
striction if two or more “independent and dis-
tinct” inventions are claimed in one applica-
tion, In rule 141 the statement is made that
two or more “independent. and distinct inven-
tions” may not be claimed in one application.

This raises the question of the subjects as be-
tween which. the Commisgioner may require
restriction. This in turn de?ends on the con-
struction of the expression “independent and
distinct™ inventions. :

“Independent,” of course, means not depend-
ent, If “distinct” means the same thing, then
its use in the statute and in the rule is re-
dundant. If “distinct” means something dif-
ferent, then the question arises as to what the
difference in meaning between these two words
may be. The hearings beforo the committees
of Congress considering the codification of the
patent %a'ws indicate that section 121: “enacts
as law existing practice with respeet to divi-
gion, at the same time introducing a number
of changes.”

The report on the hearings does not mention
as a change that is introduced, the subjects be-
tween which the Commissioner mny vroperly
require division,

',\‘ha term “independent” as alvendy pointed
out, means not dependent. A large number of
subjects betweon which, in the past, division
has been proper, are dependent subjects, such,
for example, as combination and a subcombina-
tion thereof; ns process and npparatus nsed in
the practice of the process; as composition and
the process in which the composition is used;
as process and the produet made by such proc-
ogs, ote, Tf section 121 were intended to diveet.
the Commissioner never to approve division




pendent’” would clearly ha lone
f the Commissioner has authori -
tion to restriet. independent: inventions ~only,

then restriction would be improper as between
dependent inventions, e.g., such: as the ones
used. ~;far.~Fu pose. of illustration: above, - Such
was clearly, Eomver. not. the .intent of Con-
gress. Nothing in the language of the statute
mnothing in.the hearings of the committees
indicate any intent to change the substantive
law on this subject. On the contrary, joinder
of the term. “distinet” with the term “in-
pendent”, indicates lack of such intemt. ‘The
aw. has long been established that dependent.
inventions . (frequently - termed  related inven-
tions) suech ng used for illustration above may
be properly divided if they are, in fact “dis-
tinct” inventions, even though dependent. . = -

While in ordinary parlance, two inventions
that are “independent” (i.e., not dependent)
might also be considered as accurately termed
“distinot”, the converse is not true. Inventions
that may be “distinct” may be dependent, and
thus the term “independent” eould not accu-
rately be used in referring to the same. For
the purpose of this manual, these terms are
used as defined below. - .
~ The: term “independent” (i.e., not depend-
ent) means that there is no disclosed relation-
ship between the two or more subjects disclosed,
that is, they are unconnected in design, opera-
tion or effect, for example, (1) species under a
genus which species are not. usable together as
disclosed or (2) process and apparatus incapa-
ble of being used in practicing the process, ete,

The term “distinct” means that two or more
subjects as disclosed are related, for example
as combination and part (subcombination)
thereof, process and apparatus for its practice,
process and product made, ote., but. are capable
of separate manufacture, use or sale as claimed,
AND ARE PATENTABLE OVER EACH
OTHER (though they may each be unpatent-
able becanse of the prior art). It will be noted
that in this definition the term “related” is
used as an alternative for “dependent” in refer-
ring to subjects other than independent subjects.

It is further noted that the terms “inde-
pendent” and “distinct” are used in decisions
with varying meanings. Al decisions should
be read carefully to determine the meaning
intended.

802.02 Definition of Restriction

Restriction, a generic term, includes that
practice of requiring an election between dis-
tinet or dependent, inventions, for example, elec-
tion between combination and subcombination

_inventions, and the practice relating to an elec-
tion between independen

entions, for ex-

ample, an election of spec :
803  Restriction~~When Proper
. Under the statute an application may prop-
erly bere(immd to be restricted to one of two
or more claimed inventions only if they are
able to ,3,11{5).901‘0 separate patents and they are
either .independent - (%% 06.04-806.04(j)) or
diat_.iuct_(§§'806.(){’:%«80(5. (g)).

~ Ifit is demonstrated that two or more claimed

i

inventions have no digclosed relationship (“in-
dependent”), restriction ‘should be required,
and it is not necesaary to further show that the
claimed inventions are distinct. If it is demon-
strated that two or more eclaimed iumn,t%m),ea
have a disclosed relationship (“dependent”),
then n showing of distinctness is required to
substantiate o restriction requirement.

‘Where inventions are neither independent nor
distinct, one from the other, or they are not suf-
ficiently. different to support more than one
{mtent, their joinder in a single application must
bo permitted. . , ;

Pracricr ne Marrusn-Tyrr Crarvs

This sub-section  deals with Markush-type
clnims which include a plurality of alternatively
usable substances or members. In most cases this
recitation by enumeration is used because there
is no appropriate or true generic language.

Where an application claims two or more in-
dependent am{ distinct inventions, the Commis-
sioner, under the provisions of 35 1.5.C. 121,
may require the application to be restricted to
one of the inventions. TR

A Markush-type clnim is directed to “inde-
pendent and distinet inventions,” if two or move
of its members are o unrelated and diverse that
a prior art reference anticipating the claim with
regpect to one of the members would not render
the claim obvious under 86 U.8.C. 103 with re-
gpect to tho other member (s).

If the claim is of that nature, the examiner
i authorized to rejoct it as an naproper Mar-
kush clnim and for misjoinder under 35 U.S.C.
121 and to require the applicant to vestriet the
npplieation to a single invention. In making
such a requivement, the exnminer will (1) clear-
ly delineate the membors or groups of mems-
bers believed to constitute improperly joined
inventions, and (2) state reasons fully explain-
ing why they are independent and distinet. Ap-
plicant’s response to such a requirement shoulkd
be an election of a single adequately disclosed
and supported invention, with or without re-
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matter into ion: See 38 U8

and In re Welstead, 59 CCPA 1105, 4¢
1110, 179 USPQ #49 (1972)°A vefusal

" a single invention will be treated as:

inventions. In sich a ca
ot follow the procedure outlined ir
ng paragraph and will not require ve

applicant has
pcgm mi(s) to
i the
claim

shall,

stngle invention, the cxaminer shall,
position is adhered to, again reject the claim
and ‘any ‘other Markush claims not restricted
tothe :,‘?(yac:tédv/ihV(afntiQxi.fNo‘fli rther examination
of these claims is required unless and until such
rejection has been overcome. However, if ‘the
search of the single elected invention dévelops
prior art which would render both the elected
mvention and the improper Markush claim(s)
unpatentable, snch prior art. may be applied in
rejections of both without a complete search of
the 'subject matter of the improper Markush
claim (s). Otherwise, only true generic claims
and those restricted to the elected invention will
be examined in the usual manner; - i

Review of the rejection will be by appeal to
the Board of Appeals under 35 U.S.C. 134.

803.01 Review by Primary Examiner
[R-39] SRR e

Requirements for restriction under Titla 85
U.S.C, 121 being discretionary with the
Commissioner, it becomes very important that
the practice under this section be carefully
administered. Notwithstanding the fact that
this section apparently protects the npplicant
against the dangers that previonsly might have
resulted from compliance with an improper

requirement for restrietion, IT STILL
REMAINS IMPORTANT FROM THE

STANDPOINT OF THE PUBLIC INTER-
EST THAT NO REQUIREMENTS BE
MADE WHICH MIGHT RESULT IN THE
[SSUANCE OF TWO PATENTS FOR THE
SAME INVENTION. Therefore to gunard
against this possibility, the primary examiner
must personally review all final requirements
for restriction.
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 jections, One 19 th

‘of ‘double patenting re-
v e ““gaine invention” t
double patenting rejaction based on 36 U.8.C.
101 which statas in the singnlar-that an:inven-
or “may obtain w patent,” This has been inter-

preted as meaning only oné patent. =~
*'The other type 1s the “obviviisness” type dou-
ble patenting’ m{mim\ which {8 o judieially
oreated doctrine based on public poliey rather
than statute and is ,rimurllly intended to pre-
vont prolongation of monopoly by prohibiting
¢lnims in-a’ second ' patent not patentably dis-
tingaishing from elaims in'w first patent, In re
White et 'al., 160 USPQ 4174 In re Thorington
et ul., 163 USPQ 644. Note nlso '§§804.01 and
8()4.()“2_ RN “ ‘ RN R R S T R B I A
“The Court-of ‘Customs and' Patent Appeals
has held: that & terminal diselnimeor is ineffec-
tive in' the first type, where it is attempted: to
twice claim the samo invention; However, the
“ob\rimmlass%’~itvgb ‘double patenting rejection
ma'i‘:beob\*‘iabed y & terminal disclaimer.
“'The term “double:patenting” is properly ap-
plicable only te cases involving' two or more
applications and/or patents having the same in-
ventive entity and where an invention claimed
in one case 18 the same as, or not patentably
distinet from, ‘an invention alrendy claimed.
The term “double patenting® should not be ap-
plied to sitnations involving commonly owned
cases of different inventive entities.
‘The inventive entity is the sola inventor or the
joint inventors listed on o patent or patent ap-
plication. A sole inventor in one a})]")limt,ion and
joint ‘inventors in another application cannot
constitute a single or the samo entity, even if
the sole inventor is one of the joint inventors.
Likewige, two sets of joint inventors do not con-
stitute a single inventive entity if any individ-
nal inventor is inchided in one et who is not
also in¢luded in the other set, Commonly-owned
cases of different inveutive entities nre to be
treated in the manner set out in'§ 804.08.

804.01

Nullifieation of Donblé Patent-
ing Rejection [R-20]

a6 U.S.C. 121, third sentence, provides that
where the Offico requires rvestriction, the patent
of either the parent or any divisional applica-
tion thereof conforming to the requirement can-
not. be used as a reference against the other.
This spparent nullifiention of doublo patenting
as n ground of rejection or invalidity in such
cnses imposes a heavy burden on the Office to
guard ngainst erroncouns requirements for re-
striction where the claims define essentinlly the




whichyifacquie
ance of severa r thy 16
The apparent nullification of double p:
ing as a ground of rejection or invalidity rases
many troublesome questions as to meamng and
situations where it applies.

P ate

A. Srruarions Waere 85 1.S.C. 121 Dors Nor
() The - applicant voluntarily files two or
more cases without requirement by the exam-
iner. : e :
~(b) The claims of the different n_prlicau
tions or patents are not conzonant. with the
requirement made by the examiner, due to the
fact that the claims have been changed in ma-
terial respects from the claims at the time the
requirement was made. e .
(¢) The requirement was made subject to
the nonnllowance ‘of generic or other linking
claims and such linking claims are  subse-
quently allowed. R

B. Srroations WhEere 35 U.S.C. 121 Aprar-
'ENTLY APPLIES . Y SN

It is considered that the prohibition against
holdings of double patenting applies to re-
quirements for restriction between the related
subjects treated in §§ 806.04 throngh 806.05(g),
namely, between combimation and subcombina-
tion thereof, between subcombinations disclosed
as usable together, between proeess and appara-
tus for its practice, between process and prod-
net made by such process and between appara-
tus and product made by such apparatus, ete.,
80 long as the claims in cach cose filed as a result
of such requivement are limited to its separate
subject.

804.02 Terminal Disclaimer Avoiding
Double Patenting Rejection
[R-41]

If two or more cases are filed by a single in-
ventive entity, and if the expiration dates of
the patents, granted or to be pranted, are the
same, cither becanse of n common issne date or
by reagon of the filing of one or more terminnl
diselnimers, two or more patents may properly
be geanted, provided the elaims of the different
craes nre not dranwn to the same invention (In re
Knohl, 156 USPQ 656; In ve Griswold, 150
ISP S04).,

Claims that differ from each other (aside from
minor differences in language, punctnation,
ete.), whether or not the difference is obvions,
are not considered to be drawn to the same inven.
tion for double patenting purposes, Inenses

120.1

AT \ provisi
shall expire intely if it ceases to

be commonly owned with the other application
or patent. Note rule 321 (b). .. . .

. Where there is no diffevrence, the inventions
are the same and a termninal disclaimer is
ineflective, T T

© Rule 821(b), A ‘terminal: dliclaimer, when filed ‘in
an apptication {v-obviate a donble patenting rejection,
must inelude a“proviglon that any patent granted on
that application shall be enforcenble only for and dur-
ing sueh period that anid ‘patent is commonly owned
with the application or patent; which formed the basis
for the rejectlon. Bas rule 21 for fee. :

~ Seo§ 1403 for form.

804.03 Terminal Disclaimer Not Ap-
plicable=—Commonly Owned
Cases of Different Inventive
Entities  [R-39]

Rule 78(e). Where two or more applications, or an
application and a patent naming different inventors
and -owned by the same party contain contlicting
claims, the assignee may be called upon to state which
named llweutnr is the prlor inventor, In addition to
making said statement, the assignee mnay also explain

why an interference should be declared or that no
contlict exists in fact.

In view of 35 17.8.C. 135, it 'is necessary to
determine priority of invention whenever two
different inventive entities nre elniming a single
inventive concept, including variations of the
same concept each of which would be ebvious in
view of the other, 'This ig true regardless of
ownership and the provision of rule 201{c¢)
that interferences will not be declaved or con-
tinued between commonly owned cases unless
good cause is shown therefor. A terminal dis-
claimer ean havoe no effect in this situation, since
the basis for refusing more than one patent i3
35 TLS.CL 102 or 103, and is not connected with
any extension of monopoly.

Accordingly, the assignee of two or more
enses of differont inventive entities, containing
conflicting clnims must maintain a line of de-
mareation between them, 1 sueh o line is not
maintained, the nasignee should be eatled on
to state which entity 18 the prior inventor of
that subject matter and to limit tho claims of
the other applieation accordingly,  1f the ans-
signee does not. comply with this reguirement,
the ease in which the requirement to name the
prior inventor was made will be held aban-
doned.
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If after taking out a patent, a common
assignee. presents. elaims for the first: time in a
copending application not. patentably distinct
from the claims in the patent, the claims of the
application ghould. be rejected on the ground
that the assignee, by taking out the patent, at
a time when the application was not.claimin
the patented invention, is estopped to contenc
that the patentee is not the prior inventor,

If a patent is inadvertently issued on one of
two commonly owned applications by different
inventive entities which at the time when the
‘patent 'issued’ were dldiming ' inventions which
are not patentably 'digtinet, the assignee shonld
be called on to make & determination of priority
as in the case of pending applications. If the
determination indientes that the patent issued
to the senior entity a rejection under 35 U.S.C.
102 or 103 should be made. An election of the
applicant (senior entity) as the first inventor
should not be accepted without a complete (not
terminal) disclaimer of the conflicting claims
in the patent.

804.04 Submission to Group Director
[R-38]

In order to promote uniform practice, every
action containing a rejection on the ground of
double patenting of either a parent or a divi-
sional case (where the divisional case was filed
because of a requirement to restrist by the ex-
aminer under 35 U.S.C. 121, including a re-
quirement to clect species, made by the Office)
must. be submitted to the group director for ap-
proval prior to mailing. When the rejection on
the gronnd of deuble patenting is disapproved,
it ahall not be mailed but other appropriate
action shall bo taken, Note & 1003, item 1.

805

Fffect of Improper Joinder in
Patent  [R--16]

a6 U.S.C. 121, Inst sentence provides: “The
validity of a patent. shall not be questioned for
failure of the Commissioner to require the ap-
plieation to be restricted to one invention.” Tn
other words, under this statute, no patent ean
be held void for improper joinder of inventions
claimed therein.

Rev. 41, July, 1074

ness or in

120.2

ting to’ distinet-
enta

ry, and may

be summarizgd as follows
..} Where. inventions are independent  (i.e.
no disclosed relation therebetwoen), restriotion,
to one thereof is ordinarily proper, §8 806.04-

806.04(3), tho,ugh'nr to 5 species may be claimed

when thereis an allowed claim goneric thereto,
rulo 141, §8 809.02-809.02 (o). .
9, Where inventions are related as diselosed
but are distinct as claimed, vestrietion may be
pmmr' L T TTL L BT IE RS B Eodn i
8. 'Where inventions are related as disclosed
but -are not distinct as claimed, restriotion is
never proper. Since, if restriction is required
by the Office double patenting cannot be held,
it is imperative the requirement: should never
be made, where related inventions gs claimed
are not distinet. For (2) and (8) zee §8§ 806.05-
806.05(g) and 809.08. ,
806.01 Compare Claimed Subject Mat.
. ter B R P

In passing mpon questions of double patent:
ing and restriction, it is the claimed gnbject
miatter that is considered and snch claimed
subject. matter must be compared in order to
determine the question of distinetness or inde-
pendence.

806.02 Patentability Over the Prior
Art Not Considered [R-29]

For the purpose of n decision on the question
of restriction, and for this purpose only, the
claims nre ordinarily assumed to be in proper
form and patentable over the prior art.

This assumption, of conrse, is not continned
after the question of restrietion is settled and
the question of patentability of the several
claims in view of prior art is taken up.

806.03 Single Embodiment, Claims
Defining Same Essential Fea.
fures

Where the claima of an applieation define
the snme essentinl characteriaties of n single
diselosed embodiment. of an invention, restric-
tion therehetween shonld never he reguired.
This is beeanse the eclaims are but (:'li}Yoront
definitions of the same dizelosed subject. mat-
ter, varying in breadth or scope of definition,

Where such elaima appear in different appli-




cations optionally filed by t}’né same inventor,
disclosing the same embodiments, only one
application can be allowed.

806.04 Independent Inventions [R-
38]

If it can be shown that the two or more
inventions are in fact independent, applicant

120.3

_ RESTRICTION; DOUBLE PATENTING 806.04

should be required to restrict the claims pre-
sented to but one only of such independent
inventions. For example:

1. Two different combinations, not disclosed
as capable of use together, having different
modes of operation, different functions or differ-
ent effects are independent. An article of ap-
parel such as a shoe, and a locomotive bearing
would be an examble, A process of painting a
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9. Where the two inventions are  process

andapparatus,and the apparatus cannot be used
to practice the process or: art thereof, they
are independent. A speci ess of molding
is independent from a molding apparatus which

cannot: beused to practice the'spec
3. Where species under a genus are mndepend-
ent. - For example, a genus of paper clips having
species differing in the manner in which n see-
tion of the wire is formed in order to achieve a
greater increase in its holding power.

cifi process.

_ Sercres ARe TrEATED EXTENSIVELY IN THE -
R - Foriowing. SkcrioNs:

806.04(a) Species—Genus [R-38]

The statute (35 U.S.C, 121) lays down the
general Tile that restriction inay be required to
one of two or more independent inventions.
Rule 141 makes an exception to this, providing
that up to five species may be claimed in one
application if the other conditions of the rule
are met. L ' '

806.04(b) . Species May Be Related
¢ . 1, Inventions

- Species, while nsually independent may be
related under the particular disclosure. Where
inventions as disclosed and claimed, are both
(a) species under a claimed genus and (b)
related, then the question of joinder must be
determined by both the restriction practice ap-
plicable to election of species and the practice
applicable to other types of restrictions. If
restriction is improper under either practice it
should not be required. o

‘For example, two different’ subcombinations
usable with each other may enach be a species of
some common generic invention. In ex parte
Tealy 1898 C.D. 157; 84 0., 1281, a clamp for
a handle bar stem and a specifically different
clamp for a seat post both usable together on
n bicyele were claimed.  Tn his decision, the
commissioner congidered hoth the restriction
practico under election of species and the prac-
tico applicabls to restriction between combinn-
tion and subcombinations,

As a further example, species of earbon com-
pounds may boe related to each other as inter-
mediate and final product. Thus these species
are not_ independent and in order {o sustain a
restriction requirement, distinetness mmnst be
shown. Distinetness is proven if it ean be shown
that the intermediate prodnet is nsefnl other
than to make the final produet. Otherwise, the
disclosed  relationship would preclude  their
heing igsued in separnto pntents,

1 y recognized in Fx parte Smith
1888 C.D, 131; 44 ()-(5;: 1188, where it was held
that a subcombination was not generic to the
different combinations in which it was nsed,
"To exemplify, n claim that defines only the
subcombination, .z, the mechanical siructure
of a joint, i8 not n generic or genus claim to
two forms of n combination, e.g., two different
forms of a doughnut cooker each of which
utilize the same form of joint, ,

806.04(d) Definition of a Generic
Clui"m '

e

In en applic .presenting three species
illustrated, for example, in Figures 1, 2 and 3
respectively, a - generie’ claim should read on
eac§1 of these views; but the faet that a claim
doses so read ig not conclusive that it is generic,
It may define only an element or subcombina-
tion common to the several species. . .

It is not possible to define a generic claim
with that procision existing in the case of a
geometrical term, . In general, a generic claim
should include no, material element additional
to. those recited in tho species claims, and must
comprehend within its confines the organiza-
tion covered in each of the species.

For the purpose of obtaining claims to more
than one species in the same case, the generic
clnvim cannot include limitations not present in
each of the ndded. species: clnims.  Otherwise
stated, the cluims to the species which can be
included in a cage in addition to a single spe-
cies must. contain all the limitations of the
generic claim. '

Onee a clnim that is determined to be generic
is nllowed, the claims restricted to species in
addition to one but not to exceed four addi-
tional species, provided they comply with the
requirements, will ordinarily he obvionsly al-
lowable in view of the allowaneo of the generie
elnim, gsince the additional species will depend
thereon or otherwise include all of the limita-
tions thereof,

When all or some of the clnims divected to
one of the species in nddition to the first do
not inchide all the limitations of the genorie
claim, then that species cannot be elaimed in
the same case with the other species, seo
& 80D.02(c) (2).
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oles vlai
of tha disclo

of scope of definition (and thy L

@ generio or gepus. ) I N
" Species are always the specifically different
embadiments,

‘Species are waually but not always independ-
cnt as disclosed (sco §806,04(b)) since there
is usnally no disclosire of relationship. there-
between, The fact that a genus for two differ:
ent’ embodiments’is eapable of being ¢onceived
and defined, does not affeet the independence of
the embodiments, where the case under con-
sideration contains no disclasnre of any cow-
manity  of operation, finetion or effect.”

806.04()

Claims Restricted to Spe-
. cies, by Mutually Exclusive
.. Characteristics ... .

Claims to be restricted to different species
must be mutually exclusive. “ The general test
as to when claims are restricted respectively {o
different. species \is the fact that one claim: re-
cites limitations which wunder the disclosure are
found in a first species but not in a second,
while a second claim recites limitations dis-
closed only for the second species and not the
first. This is frequently expressed by saying
that claims to be restricted to different species,
must recite the mutually exclusive characteris-
tics of such species. ‘

806.04(h)  Species Must Be Patentably

Distinet From Fach Other
and From Genus [R-38]

Where an applicant files . divisional appli-
cation claiming a speecies previously claimed
but nonelected in the parvent case, pursnant to
and consonant, with u requirement to restriet,
there should be no determination of whether
or not the species claimed: in the divisional ap-
plication is patentable over the species retained
m the parent case since such a determination
was made before the requirement to restrict was
made.

Tn an applieation containing claims directed
to more than live species, the exuminer should
not. require restriction to five species unless he
15 satisfied that he would be prepared to allow
claims to ench of the (:lu,imm'] species over the
parent case, if presented in a divisional appli-
eation filed necording to the vequirement,  Re-
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' anshmld not:be
claimed are

required:if the species
considaredmamrlys unpatentable
over-each-ather i ;o t 08 e
i Jn -making- a: requirement :for -restriction in
an- applieation elaiming plurnl species, the ox-
aminer should group together species consid-
ered clearly unpatentable over each other, with
the statement that restriction as between those
gpeeies’is not required. oo oo s
+ ' Where generie clnimsu aro: allowed, applicant
may claim in:the seme application ndditional
species a8 provided by rule 141, As to these, the
patentable distinction hat weon the species or be-
tween the species and genus is not rigorously
investigated, gineo thday ‘will' issue in-the same
patent. However, tho practice stated in § 706.03
(k} may be followed if the clnims differ from
the allowed genus. only by sybject: matter that
can be shown to be old by eitation of prior art.
Where, however, an applicant optionally files
another application with elaims fo a different
species, or for a species discloged but not claimed
in a parent cnse as filed and first acted upon by
the examiner, there should bo elpge _in_x‘_*ost#jz,‘ation
to determine the presence or absence of patenta-
ble difference. See §8 804.01 and 804.02, '

806.04(i)'' Generie’ Claims  Rejected
When ‘Presented for First

- Time After Issue of Speeies

[R-18] '

Where an applicant has separate applica-
tions for plural species, but. presents no generic
claim until after the issue of a patent for one
of the species, the generic claims cannot be al-
lowed, even. though the applications were
copending. . . ,

806.04(j) Generic Claims in One Pat-
ent only [R-18]

(enerie olaims cavering two or more species
which are separately claimed in two or more
patents to the same inventor issued on copend-
ing applications must all be present in a single
one of the patents. 11 presont in two or more
patents, the genevie clnimg in the later patents
are void. Thug generie claims in an applica-
tfion shonld be rejected on the ground of dou-
ble patenting in view of the generic claims of
the patent,

806.05 Related Tnventions  [R-18)

Where two or more related inventions are
being claimed, the principal question to be de-
termined in connestion with a requivement to
restrict or a rejection on the ground of donble
patenting is whether or not the inventions ax
clnimed ave distinet.  Tf they are not distinet,




ropers. . If claime
atents, douh)

with

o Lo tion and - Subeombination
© ' or Element' [R-25] "
A combination or an aggregation is an. or-

ganization of which a subcombination or ele-

ment sa part,
~The distinetion between combination and ag-
gregation is not material to questions of ve:
striction or to questions of double patenting.

Relative to questions of restriction where a

combination is alleged, the claim thereto must

be assumed to be allowable as. pointed out in
$ 806,02, in the absence of ‘tyt_holcmng by the ex-
aminer to the contrary. When a cleim is
found in a patent, it has already heen found
by the Office to be for a combination and not

%n aggregation and must be treated on that
asis. ‘ o o
Combination claims (other than combination

claims which are also genus claims linking

species claims) whether allowable, allowed, or

not allowed and considered the subject of a

proper restriction requirement should he

grouped as a separate invention, see § 806.05 (c).
Combination claims which under past prac-

tice may have served as n basis for joining
claimed’ inventions. are inot considered: to: he
linking elaims. Likewise rejoinder of re-
stricted inventions, should any combination
claim be allowed, will not be permitted,

806.05(b)

0Old Combination—Novel
Subeombination [R-25]

Restriction is ordinarily not proper betiveen
a combination (AB) that the examiner holds
to be old and unpatentable and the subcombina-
tion (B) in wl)n'u,-h the examiner holds the
novelty, if any, to reside, ex parto Donnell 1923
C.D. 5 315 O.G, 395, (See § 820.01.)
806.05(c) Criteria of Distinctness for
Combination, Subcombina-
tion or Element of a Com-
ination—Related  Inven-
tions [R-18)

To support a requirement to restrict between
the claimed inventions of {wo or more combina-
tions; of two or more subcombinutions; of two
or more clements of & combination; of a

KR R B Y A R |

d insepne
patenting

where. the. uddiggmal« ap-  examiner must

0 - 806.05(%)

, demonstrate by appropriate ex-
planation one of the following “eriteria for
(1) Separate classification thereof: = .

" This shows that each distinet subject has as-
tained a recognition in the art as a separate sub-
ject for inventive effort, and also a separate
fleld of search, |
A2) A %fﬂ&t&t@ status in the art when they
are clnssifiable togethey: -

Even though they are classified together, ns
shown by appropriate explanation, each subject
ean be shown to have formed a separate subject
for inventive effort when an explanation in-
dicates a recognition of separate effort by
inventors, =~ T ‘ '
(3) A different fleld of search: o

Where it is necegsary to search for one of the
distinet subjects in places where no pertinent, art
to the other Hubjdet exists, nidifferent ‘field of
search is shown, even though the two are classi-
fied together. The indicated different field of
senrch must in ‘fact be P(\Lrtinent to the type of
snbject matter covered by the claims.

nation en

806.05(e) Process and Apparatus for
' Its Practice—Distinctness

[R-18]

Process und apparatus for its practice can
be shown to be distinct inventions, if either or
hoth of the following can be shown: (1) that
the process ¢s claimed can he practiced by an-
other materially different . apparatus: or by
hand, or (2) that the apparatus as elaimed can
be nsed to practice another and materially dif-
ferent process.

806.05(f) Process and Product
' Made—Distinctness [R-
18]

A process and a product made by the process
can be shown to be distinet inventions if either
or both of the following can be shown: (1)
that the process as elaimed is not un obvious
process of making the product and the process
as olaimed ean be nsed to mnke other and dif-
forent. products, or (2) that the product as
clutmed ean be made by another and materinlly
different proeess,

806.05(g) Apparatus  and Product
Made—Distinetness [R-
25)

The eriterin nre the same as in § 806,00 (f)
substituting appnratus for process,
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lity report practice (§ has ni
effect upon, and does ni ity By
the practice of restriction, bbing designed
merely’ to ‘facilitate the handling of cases in
which restriction'can not properly be r .

808 ' Reasons for lnaisl,ing ‘ UponRe-
.. strietion. . e

_Every Ireiﬂﬁfremm ‘to restrict has two as-
pects, (1) the reasons (as distinguished from
the mere statement of conclusion) why the in-
ventions as claimed are either independent or
distinet, and (2) the reasons for insisting upon

restriction therebetween.

808.01 Independent }l"nymj’tiomi .

. Where the inventions claimed are independ-
ent, i.e.,, where they are not connected in de-
sign, operation or effect under the disclosure of
the particular application under consideration
(8§ 806.04), the facts relied upon for this con-
ehusion wre ‘in ¢ssénce the reasons for insisting
upon vestriction, This situation, except for
species, is but rarely presented, since persons
will seldom file an application containing: dis-
closures of independent things, - e

Where there is no disclosure of relationship
between species (see § 806.04(b)), they are inde-
pendent inventions and election of one follow-
ing o requirement for restriction is mandatory
even thongh applicant disagrees with the exam-
inor. There must be a patentable distinetion be-
tween the species as claimed, see § 806,04 (h).
Thus the reasons for insisting upon election of
one species, nre the facts relied upon for the con-
clusion that there are claims restricted respee-
tively to two or more patentably different
species that ave diselosed in the npplivut,ion, und
it is not necessary to show a separate statns in
the art or separate clagsifieation,

A single disclosed species must be elected as
a prerequisite to applying the provisions of
ritle 141 to fonr additional species if a generie
clnim ig nllowed. IR

Even though the examiner vejects the generie
elnims, and even though the applieant eancels
the snme and thus admits that the genns is un-
patentable, where there is a relationship dis-
closed between species snch diselosed relntion

Rev, 88, Oct, 1078
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ish: the propriety of regtriction,

Election of species should not heé r

1f the species claimed are considered clearly

4

unpatentable over each other. In making a
requirement. for restriction in an_application
claiming’ plural: speoiel, ‘the éxaminer ‘should
group. together species: considered clearly un-
patentable over each .other, with the statement
that restriction as between those species is not
“Klection of species should be required prior
to a search on the merits (1) in all applications
containing claims to o plurality of species with
no generic olaims, and (2) in all applications
containing both species claims and “generic or
Markush elpims. -~ o 0
~In all applications in which no species claims
are present ‘and a generic ¢laim recites such a
multiplicity of spectes that an unduly extensive
and’ burdensome search is required, a require-
ment for an election of ‘species should be made
prior to a search of the generic claim, ;
“In all eases where n generic claim is found
allowable, the application should be treated as
indicated in §§ 809.02(b), (¢) or (e} If an
election is made pursuant to a tclephone re-
quirement, the next action should include a full
and complete action on the elected species as
well as on any generic claim that may be

present,

8()3.02 : Related 1nV¢xl,tiona ~ [R-38]

Where, as disclosed in the application, the
several inventions claimed are related, and such
related inventions are not patentably distinet as
claimed, restriction under 36 U.S.(% 121 is never
proper. §§ 806.05), If applicant optionally re-
stricts, double patenting may be held.

Where the related inventions as elnimed in-
volve different statutory clusses (e.g., process
and apparatus for ity practice, process and
product muce, or apparatus and produet made)
and arve shown to be distinet under the eriterin
of §8 808,08 (e-g), the examiner, in order to es-
tablish reasons for insisting upon restviction,
must: show hy approprinte explanation one of
tho following additionnl ‘eviteria for distinet-

(1) Separate clagsification thereof:

This shows that each distinet subject. has at-
tnined recognition in the art as n separate sub-
jeet, for inventive effort, and also a separate
ficld of search,

(2) A separate statns in the art when they
are clnssi ﬁu})lu together;




fort by inventors, = ,
(8) “A different field ‘of search: =~ =
Where it is necessary to search for ona of the

distinet subjects in places where no pertinent

art to the other subject exists, a different fleld
of search is shown, even though the two are

clasgified together. The indicated different
field of search must in fact be pertinent to the
type of subject. matter covered by the elaims;
here, however, the elassification is the same
and the field of senveh is the same and there is
no clear indieation of separate future classifi-
oation and field of search, no reasons exist for
dividing. among related  inventions. : This is
particularly true in-the. manufacturing arts
where manufacturing processes and the result-
ant product are classificd together, e.g. Carbon
Compounds Class 260, Under these circum-
stances, applicant  may optionally restrict to
one of plural distinet inventions since double
patenting will not be held, and restriction will
not be required. . b i
~Where the related inventions involve com-
binations, subcombinations, elements of a com-
bination, combination and subcombination, or
combination and elements of a combination, the
reasons for insisting wpon. restriction there:
between are implicit.in the showing of distinet-
ness under the criteria of § 806.05(c).

809 Claims Linking Distinet Inven
tions  [R--38] ' :

Where, upon examination of an applieation
containing elaims to distinet inventions, linking
claims are found, restriction should neverthe-
less be required.  See § 809.03 for definition of
linking claims,

It should be noted that a claim drawn to an
aggregation or combination does not link elaims
to two or more elemonts thereof, or to two or
mora subeombinations, see § 806.05(a).

A letter incliding only a restriction require-
ment. or a telephoned requirement to restrict
(the latter being encouraged) will bo offected,
speeifying whicl elaims ave considered finking,
Sea § 812,01 for telephone practice in restriction
requirements,

No art will be indieated for this type of link-
ing elnim and no vejection of these elaims made,

A 30-day shortened statutory period will he
set. for response to n written requirement,  Such
action will not be an “action on the merits” for
the purpose of the sccond aetion finul program.
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my inclu

' o (s)regent ‘examining pro-
gram (i that the second action on the merits
would be made final whenever proper, § T¢
(a). In ‘those applications wherein a
. E y hg) am
by a complate v on: the sof’
olaims; sueh netion will be considered to be an
aation on the merits and the next nction by the
examiner shonld:bo made final, When prepar-
ing a final action in an applieation where appli-
cant had traversed the restriction requirement,
Instating n requirement for restriction, there
should be no citation of patents to show separate
status or classification or utility. The separate
inventions should be identified by a grouping of
the claims with a short deseription of the total
extent of the invention claimed in each group,
specifying the typo or relationship of ench gronp
as by stating the group is drawn to process, or
to subcombination, orto product, ete., and
should Indiente the classification: or separate
status of each group, as for example, by class
and subelass. T L
The linking claims- must be examined with
the invention elected, and should any %nking
claim be allowed, rejoinder of the divided in-
ventions muast be permitted.

809.02  Generie Claim Linking Species
“[,R_,25] G - ,

Under rule 141, an allowed generic elaim may

{ink up to five disclosed species embraced there-
w. .-

“The practico is stated in rule 146:

Rule 148 Blection of species. In the first action on
an_application contnlning n generle claim and clabma
restricted geparately to each of more than one species
embraced thereby, the examiner, 1f of the epinion aftar
a complete search.on:the generle clalms that no generle
eladm presented g allowable, shall -vequive the appll-
cant in hig response o that action to elect that specles
of his Invention to which his clnlmsg shall be reatricted
i no generie clalm s finnlly held ailowable.. However,
if such appiteation containg elpimy. divected to more
than five speejed, the exnminer mny rogquirve reatriction
of the elnbms to not wore than ve spoctes hefore taking
any further actlon in the ense,

The last sentence of rule 146, that the ex-
aminer may require restriction of the claims
so that not. more than five species are saqamte]y
claimed, is permissive. Tt may he nsed in ag-
gravated eases of a mnltiplicity of species,
withont aeting on generie clnims, to narrow
the issues down to five species. But sce
£ 806G.04(h).
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. 'Whare generic; claims are present, a letter.in-

nding only.a restriction requirement or atele-

d requirgznont to restrict (the latter being
ncouraged ) shonld be effected. See § 812,01 for
telephone practice in restriction requivements.
.. Action.as follows should be taken: ... .
(1) Identify generic claims or indicate that
no generic clayns are present, - See § 808.04(d)
for definition of a genericclaim. . . .
(2). Clearly identify each . (or in aggravated
cases at least exemplary ones) -of the disolosed
species, to which claims are restricted. The
spacies are preferably identified as the species
of figures 1, 2 and: 3 or. the species of examples
I, I1 and III, respectively.. In the absence of
distinet, figures or examples to identify the sev-
eral specles, the mechanical means, the par-
ticular. material, or other distinguishing char-
acteristic of the:species: should -be stated for
each species identified. . If the species eannot
be more conveniently identified, the claims may
be grouped in accordance with the species to
which they are restricted. e

(3) Applicant should then be required to
olect, & single disclosed species under 35 U.S.C.
121, and advised as to the requisites of a com-
plete response and his rights under rule 141,

For generic claims, a search should not be
made and art should not be cited. S

- A 80-day shortened: statutory period will be
set. for response when a written requirement is
made without an action on the merits.  Such
action will not be an “action on the merits” for
purpose of the second action final program.

To be complete, a response to a requirement,
made according to this section need only include
a proper election.

In these applieations wherein a requirement
for restriction is accompanied by an action on
all elaims, such action will be considered to be
an action on the merits and the next action
should be made final.

The following form paragraphs are sug-
geated :

“Generie elabms . . . (identify) are pres-
ent in this applieation. Applicant is vequired
under 35 17.8.(% 121 to eleet a single disclosed
ﬁpq‘-ciow to which his clnims shall be restricted
if po generie elaim is finally held allowahle.”

“Applicant is advised that his response
wust inelude, an identification of the diselosed
specics that he eleets consonant with the re-
gnirement, and a listing of all claims rewd-
ahle thercon. An argument that a generic
claing is allowable, or that all c¢laims are ge-
nerie or amended to be generie, nnless accom-
panied by an election, 1s nonresponsive,”
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the nllowance of # generic claim ap-

- plicant will be entitled to considerntion. of |
. olaims to not more.than four:species in addi-
. tion to the single elected species, provided all

. the claims to each additional gpecies are writ-
ten in dependent form or otherwise include
all the limitations of an aliowad genevic claim

;»&M}”‘?{Yldad by rule. 1412 ... o

If claims are added after tho election, appli=

cant: must. indicate which are rendable on: the

elected species, . . .

oo How Exvresswn
The following text is ordinarily sufficient in
requiring election of species: . o
~“Applicant is quredf(lf-% to elect n single
~disclosed  species under 35 [1.8.0. 121, even
~ though this requirement be'traversed and (2)
_to list all claims readable thercon, including
~any claims: subsequently added. Section 809.-
(,{2 n) Manual of: Patent Kxamining Proce-
cdure,” e e T
.This may be used instead of the three quoted
paragraphs in' part- (8) of this section except
where applicant is prosecuting his own case o1
there. are other reasons for believing that the
short form would not be understood. =
It is necessary to (1) identify generic claims
or state that none are present, nnd (2) to clearly
identify each species involved. ' - o

809.02(b) Election Required—Ge-
- meric Claim Allowable
[R-18] '

When a claim generic to two or more claimed
species is found to be allowable on the first or
any subsequent action on the merits and election
of a single species has not been made, applicant
sheuld be informed that the claim is allowable
and generie, and a requirement should be made
that applicant elect a single species embraced by
the allowed genwes unless the species claims are
all in the form required by rule 141 and no more
than five species are claimod. Substantially
the following should be stated:

“Applieant is advised that his response to
bo completes must inclide an identifiention of
tho gingle, disclosed speciesaoithin the allowed
genus that he elects and a listing of all clnims
rendable therenpon. Applieant is entitled to
consideration of claima to not more than fowr
diselosed species in addition to the elected spe-
cies, which species he mnst identify and list
all elaims vestricted to each, provided o/l the
elatims {o each additional species are written
in dependent. form or otherwise include all
the Inuitations of an allowed generie elnim as
provided by rule 141."




tion species

tion on the merits of

claims 7
sh

: nal sp
he as follows:
When any clpim directed to one of sgid addi
tional: species ombraved by 'ani tllowed generic
claim is not in the required:ferm, all claims to
that species should be held to ‘gﬁ withdrawn
B e

from further considerati
The hiolding should be wor

lows: 0 A TR
“Claims Z0_20___Z_ directed to ‘species
__________ are withdrawn from further con-

i»-siderationin tHis case; since;all'sf the claims
to this species do:not depend. upon or other-
wise include all of the imitations of an al-
‘lowed generic claim as required by rule 141.”
. When the case is otherwese ready for issue,
an additional paragraph: worded somewhat as
follows should be added to the holding: *=
“This application is in condition for al-
Jowance except for the preseuce;of such
claims, Applicant 18 given one month from
the date of this letter to amend the ¢laims in
conformance to rule 141 or take other action
(rnle 144). Failure to take action during this
period will be treated as authorization to can-
cel claims to the nonelected species by Ex-
aminer’s Amendment and pass the case to
issne. The prosecution of this case is closed
_except, for consideration of the above matter.”
Claims directed to species not embraced by
nn allowed generic claim should be treated ns
follows: Claims _......__.___ are for species not
embraced by allowed generic claimg - ...
as required by rule 141 and ‘ara withdrawn
from further consideration in this case, rule
142(h).

809.02(d) No Species Claims [R-
18] ,

Where only generic claims are presented no
restriction can be required except in those cases
where the generic claima recite such a multi-
rlieity of species that an unduly extensive and
wirdensome séarch is necessary. See § 808.01(a).
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Whenever a generic claim is found to be al-
lowable in substanee, even thengh it is objeeted
to or rejected on merely formal grounds, action
on ‘the ‘species claims ghall thereupon be’ given
as if the generic claim’ wére'allowed. o

The treatment of the case should be as indi-
cated in 09.02 (b), (e),

809.0.

kS

~There

in’ which an ‘a iy

more properly divisible ir ,
qui %en;tj“ iet' ‘the a,pplig’al n one

would be proper, but, presented in the same case
fre one or more claims {geﬁeran 7 called “link-
ing” claims) inseparable therefrom and’thus
linking together the inventions otherwise
divisible. Tt should be noted that a claim drawn
to an aggregation’or combination does not Tink
the claims of two or more elements thereof, or
of two or more subcombinations, see § 806,05 (a).
The most, common types of linking claims
which, if allowed, act to prevent restriction be-
tween inventions that can otherwise be shown to
be divisible,are: , . . . .
“'Gienusd claims linking species claims. = .
A claim to the necessary process of making a
product 'linking proper process and product
claims. ‘
A claim to “means” for practicing a_process
linking proper appuratus and ‘process claims.
. 'Where linking claims exist; a letter inclnding
a restriction requirement only:or a telephoned
requirement to restrict (the latter being encour-
aged) will be effected, specifying which claims
are considered tobe linking, ‘

809.04 Retention of Claims to Non.
| Elected Invention [R-34]

Where the requirement. is predicated upon
the non-allowability of generic or other type
of linking claims, applicant is entitled to retain
in the case claims to the non-elected inventior
or inventions, ‘ I

If a linking claim is allowed, the examiner
must, thereaftor examine species if the linking
claim is generie thereto, or he must examine
the claims to the nonelected inventions that are
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link:
ng claims, ap-

the non-allowability of the linking claims

plicant, may petition from the requirement un-
der rule 144 without waiting for a final action
on the merits of the linking claims; or he may
defer his petition antil the'linking claims have
jected; but not: later than appeal,

been finally rejes
rule 144, § 818.03(0).

810 Actio_r‘iron‘f Novelty [R-18] -
) !In;gen'qml;,‘ when a requirement. to restrict is
made, no action on novelty and patentability is
given, .

810.01 Not ‘)bieﬂidﬁa‘ﬂe When Cou-
,pg(]ed With Requirement:: [R~
1

~Although an action on novelty and patentabil-
ity is not necessary to a requirement, it is not.
objectionable, ex parte Lantzke 1910 C.1D. 100;
156 O.G.287, . . .
. However, except as noted in § 809, if an action
is given on novelty, it must be given on all

claims. -
810.02 ‘Usnal,‘lyf'lﬂ)eférred :

The Office tpo‘]i‘c‘y is to defer action on novelty
and patentability until after the requirement is
complied with, withdrawn or made final.

S;s‘éx parte Pickles, 1904 C.D. 126; 109 O.G.
‘)Gl%x parte Snyder, 1904 C.D. 242; 110 O.G.

")q'l;lx parte Weston, 1911 C.D. 218; 173 O.G.

810.03 Given on Elected Invention

When Requirement Is Made
Final

Rule 143 last sentence states: “If the require-
ment is repeated and made final, the examiner
will at the samoe time act on the claims to the
elected invention.” Thus, action is ordinarily
given on the elected invention in the nction
making the requirement final. =

811 Time for Making Requircment

Rule 142(n), 2nd sentence: “Tf the distinct-
nesa and independence of the inventions be
clear, such requirement (i.c. election of tha in-
vention to be elnimed as required by 1st sen-
tence) will be made hefore any action upon the
merits; however, it may be made at any time
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This means, make a proper requirement as
early as possible in the prosecution, in the, first
action if possible, otherwise ns soon as n proper
requirement develops, . ,

811.02 Even After Compliance With
... 1. Preceding l%quimmam il

‘Since the rule provides that restriction is
proper at any stage of prosecution up. to final
action, n second requirement mny bs made when
it. bécomes proper, even though there wasg a
prior requirement with which applicant. com-
{’f]il;ﬁdj( Ex parte Benke, 1004 C.D, 63; 108 0.G.

811.03 Repeating After Withdrawal—

~ Where a requirement to restrict is made and

withdrawn, because improper, when it becomes

proper at a later stage in the prosecution, re-

striction may again be required.

811.04 ‘Proper EVen Though Grouped
- Together in Parent Case

Even though inventions are grouped together
in a requirement in a parent case, restriction
thereamong may be required in the divisional
case if proper. Crie

812 Who Should Make the Require-
| ment

The requirement should be made by an exam-
iner who would examine at least one of the
inventions,

An examiner ordinarily should not require
restriction in an application none of the
claimed subject matter of which is classifinble
in his group. Such an application should be
transferred to a group to which at least some
of the subject mattor belongs.

812.01

Telephone Restriction Practice
[R-34]

I'f an oxaminer determines that n requirement:
for restriction should be made in an applica-
tion, he should formmlate a draft of such re-
striction requirement including an indieation of
those cluims  consideved to he  linking or
generie.  No search or rejection of the linking
clatms should be made.  ‘Thereupon, he should
telephone the attorney of record and ask if he
will make an orval clection, with or without




. traverse 1f

Soe §§ 809 &)
§11e11 an

1&0;. m letter
reluding the
mey's name, and a
telophone interview, fol-

éomplet i ,
by a ..omplete action on the elacted claims

lowed
including linking or generic claims if present.

If on examination the examiner finds the
elected claims to be allowable and no. traverse
was made, the letter should be written on POL-
37 (Examiner’s Amendment) “and should in-
clude: cancellation of the non-elected ¢laims, a
statement that the prosecution is closed and that
a notice of allowanee will be sent in due course.

Jorrection of formal matters in the above-noted
situation which cannot. be handled by a tele-
phane call and thus. re&xuuea action by the ap-
plicant should be handled under the B parte
Quayle. g:;actxce, using POL~326; these would
usually be drawin, correctmns or the like re-
quiring payment o charges. =

‘Should the elected clmmq be found allowable
in the first action, and an oral traverse was
noted, the examiner should include in his action
n statement under § 821.01, making tho restric-
tion final ‘and giving applwunt one ‘month to
either cancel the non-clected claims or take other
appropriate action (rule 144). Failure to take
action will be treated as an authorization to ean-
cel the non-elected claims by an examiner's
amendment and pass the case to issue. Prosecu-
tion of this application is otherwise closed.

In either situation {(traverse or no traverse),
enntion should be exercised to determine if any
of the nllowed claims are linking ov generic be-
fore caneelling the non-elected elaims.

Wlhere the respective inventions are loeated
in different groups the requirement. for restrie-
tion should be made only after consultation
with and spproval by all groups involved. If
an oral election would eanse the applieation to
be examined in another group, the initiating
group shonld transfer the upplnnrmn with a
signed memorandum of the restrietion wqmm
ment and n record of the intorview. 'The re-
ceiving group will incorporate the substance of
this memorandum in:its official lotter as indi-
eated above. Differences as to restriction
should be settled by the existing chain of com-

[ to mﬁy Mammem
lmgotmtmn nut,,hm* Other

814 ‘lndioam Exmly How Applieation"
0 IsToe B&a Reatrmcd

vy Speeina.r The mode of indimtmg how to
require. msmchm\ hatweeu spemm is ot forth
in § 800.02(a),

~As pointed out in 'ex parte Ljungstrom 1005

1D, 5415119 0.G, 2 HBBl!; ‘the partzwmlnr limi-
tations in’ ‘the vlaims and the reasons why such
limitations are considered to restrict the claims
to a particular disclosed species should be men-
t:loned if necessary to make the requirement
clear

B Inwentions other than ‘speefes. 1t is nec-
essary, to-reat all of: the claims in erder to de-
termine what the claims cover. . When doing
this, the claims directed to each separate sub-
ject should be noted along with a statement of
the subject matter: to- which they are drawn.
This 1s the best way to most clearly and pre-
cisely indicate to applicant how the application
should be re%trmteg It consists in 1&ntxfymg
each separate subject amongst which restriction
is requued and gronpmg ench clmm with' 1ts
euh]ect '

While every clmm should be accounted for,
the omission to group a claim, or placing a
claim in the wrong group will not affect the
propriety of a final requirement where the re-
anmne,nt is otherwise proper and the correct

disposition of the omitted or ermneouslv
grouped cluim is clear. :

C. Linking claims. The generic or other
linking claims should not be associated with
any one of the linked inventions since such
claims must be examined with any one of the
linked inventions that may be elected. 'This
fact should be clearly stated.

815 Make Requirement Complete

[R-18]

When making a requirement every effort
should be made to have the requivement com-
plete. 1f some of the clrvimed inventions are
classifinble in another art wnit and the exam-
iner has any doubt as to the proper line among
the same, he should rvefer the application to the
examiner of the other art, unit for information
on that point and such exanminer should render
the necessnry assistance.
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The partioular reasons relied wpon by the
examiner for his holding that the inventions

as claimed are either independent or distinct,
: s};;ml;l be concisely: stated. A mere statemert
- of conclusion is inadequate..: The repsons upon
which the conclusion is based should be given,
~..'The separate inventions should be identified
by a grouping of the claims with a short deserip-
tion of the total extent of the invention claimed
in_each group, specifying the type or relation-
ship of each group as by stating the group: is
drawn to.a. process, or to subcombination, or to
product, etc., and should indicate the classifica-
tion, or: separste status of each group, as for

example, by class and snbclass. See § 809, ..

817  Ouiline of Letter for Restriction
‘Requirement hetween ‘Distingt_f lng

| venmtions [R-38) =
. The statement in §§.809.02 through 809.02(d).
is- adequate indication.of the form of letter
when election of s&;cies«is required; :

- No outline.of a is gi

ter is given for other types
of independent inventions since they rarely
wcur’;.;"; R TSTRTUTN N s s E
.. The following outline of a letter for a require-
ment to restrict is intended to cover every type
of ~original restriction requirement between
related inventions including those having link-
ing claims. ' L

Ovruixe or Lerrer

A. Statement of the requirement to restrict and
that it is being made under 35 U.S.C. 121
Identify each group by Roman numeral

“List claims in each group

Check accuracy of numbering
Look for same claims in two groups
Look for omitted claims '

Give short deseription of total extent of
the subject matter claimed in each
group

Pointout critical claims of  different
seope ,

Identify whether combination, subcom-
biltmt,ion, process, apparatus or prod-
uet

Classify each group

B. Take into account clnims not gronped, indi-
eating their disposition.

Linking claims

Indicate---(mako no action)

Statement of groups to which linking
elnims may be assigned for examina-
tion
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Point out faers which show distinctness

~ Treat the inventions as olaim
merely state’ your coneclusio

d, don’t
S yentions inCfact ave distinet 0
A 1& Subcombination or Elemeént— =
v Subcombination or Element 0
' Each are separately classified, have at-
© i tained 'aseparate status in the art, or
o0 involve different fields of search
- (2) Combination—Subrombination or Ele-
gl V) 1 G P T
' Thesamiens (1)above ~
. (3) Combination—Combination =~
. The same as (1) above .. ..
~ (4) Process—Apparatus .. . .
- .. Procesa can be carried. out by hand or
oo by other apparatus oo
- Demonstrate by - examiner's sugges-
- Demonstrate ‘apparatus can be used in
" other process (rare). S
~(8) Process and/or apparatus—Product
~ Demonstrate claimed product can be
. made by other process (or appara-
N M
By examiner’s suggestion
, L " OR o o
- Process (or apparatus) can produ
. other product (rare) = . ~
D. Allegation of reasons for insisting upon re-
striction-—For combination, subcombination,
and elements of a combination the reasons are
implicit in the determination of distinctness,
seo § 806.05(e) -~ .
Separate classification
Separate status in the art,
Diflerent, fields of search
I, Snmmary statement, ‘
Summarize (1) distinetness and (2) ren-
gons for insisting upon rostriction, if
applicable. C T
Include paragraph advising as to response
required.
Indicate effect. of allowances of linking
claims, if any present.

818 FElection and Response [R--38]
Election is the designation of the particular

one of two or more disclosed inventions that
will be prosecuted in the application.




. RESTRICTION; DOUBLE PATENTING

A response is the reply to each point raised
by the examiner's action, and may include a
traverse or compliance.

A traverse of a requirement to restrict is a
statement of the reasons upon which the appli-
cant relies for his conclusion that the require-
ment 1s in error.

To be complete, a response to a requirement
which merely specifies tSm linking claims need
only inelude a proper election,

Where a rejection or objection is ineluded
with n restriction requirement, applicant, be-

131

818.01

sides making a proper election must also dis-
tinctly and specifically point out the supposed
errors in the examiner’s rejection or objection.
See rule 111,

818.01 Election Fixed by Aection on
Claims

Election becomes fixed when the elaims in an
application have received an action on their
merita by the Oflice,

(Bage 132 omitled) ftav, 38, Oct. 1073



; vmt nump
erly added and’ entere the case bofore an
action *is ‘given, they are treated us: ongmal
elnims for purposes of restriction only.
'The -claims -originally -presented: and aoted
ﬁzon by ‘the Office on' their merits determine
invention elected by an applicant, and sub-
sequently presented claims to an’ invention
other than that acted upon should be treatod

as provided in § 821.02.
8"1802( ”icene”‘ . Claims Only—No
" Election of Speciea , [Rw

38]

Whm't- only eneric olmmq Are ﬁrqt; promnmd
nnd prosecuted m an applicatmn in which no
election of & single invention nas been mnde,
and applicant later presents species claims to
more than one species of the invention he must
at that time indicate an election of a single
species. The ‘practice of requiring election of
species in cases with only generic claims of the
unduly extensive and burdensome senrch tvpe 13
set forth in § 808.01(a).

818. 02(c) By Opi'ona‘l’ Cancel]ahon

of Clauils

‘Where. upphcant is clalmmg two or mom
inventions (which. may be species or various
types of related inventions) and as a result of
action on the claims he cancels the claims to
one or more of such inventions, leaving claims
to one invention, and such claims are acted
upon by the examiner, the claimed invention
thus acted upon is elected. :

818 03 Fxprﬂm Flw-tion and Travom

Rule 148. Reconsideration of mqutrmmt
appleant dlmagrm with the requirement for restric,
tion, he may req\wﬁt recongideration and withdrawal
or modification of the requirement, giving the reasons
therefor (see rule 1113, In regquesting reconslderation
the applicant muat indiente a provislonal clection of
one Invention for. prosecution, which: invention shall
be the one elected In the event the reguircment be-
comes fingl, 'The reguirement for restrictlon wili be
recongldered on such n request.  If the reguirement is
repeated and made final, the examiner will at the samo
time act on the clalimg to the Inventlon elected.

If the

hown. ,b_y tlm ﬁx'st senmnw of rule 143
the traverse to & requirement must be complete
as_required by. rule 111& . which  reads in
part: “In order to be entit to. reexamination
or mccmmdemtmn, the mpplam el make
request therefor in writing, and he must dis-
tinotly and, 3pémﬁaall pomt out: the supposed
errors in tho examiner’s action; the applicant
must respond. to. evary ground of objection and
rejection of the prior office a.cmon_,-*-.._»_—..-,
and . the applicant’s action  must  q
throughout to: be. a bona . atiempt 1 ad
vance the ocase to.final qotion, The mers aZJa-
jation that the examiner has erred will not

o receiyed s & proper reason for such ref
examination or reconsideration,” . .

Under this rule, the applicant is. requxmd to
specltlcally point out the reasons on which he
basges his conelnsion that a requirement to re-
strict is in error. - A mere broad allegation that
the requirement. is :in error does not comply
with the requirement. of rule 111. Thus the
required provm]onal election (See § 818, OB(b))
becomes an electlon without- tmverqe. s ~

818 03(b) = Must Flect, Even When
N Requn'ement le Traversed
[R-18]
~As noted in the second sentence of rule 143,
a provisional election must be made even
thou%h the, requirement is. traversed,
requirements should have as a ‘conclud-
ing pamgraph a’'sontence stating in substance:
“Applicant 18 advised that his response to
be complete must include an election con-
sonant with the requiroment, see rule 143.”
The suggested concluding statement should
be 'rewdr% d to fit the facts of the particnlar
requirement, e.g., ns in § 809.02(a) second foxm
paragraph under (3).

818.03(c) Must Traverse To Preserve
Right of Petition

Rule 144, Pelition from requirement for rmmoﬁ(m.
After n finnl requirement for restriction, the applicant,
In additton to nmking any response. due on the re-
mainder of the action, may petition the Commissioner
to review the requirement. Petition may be daterved
until after final action: on or allowance of claimag to
tha lnvention elected, hut must be filed not iater than.
nppeal. A petition will not be considered if reconsid-
arntion of the requirement, was not requeated. (See
ryle 181,)
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Al traverse of the non-allewaride of th

claims is not a traverse of the ;ﬁe:iﬁuimment“ to
rwt*'rn iet, it is a traverse of ‘a holding of non-
" Plection combined with & traverse of the non-
allowance of the linking _ﬁlﬁ'iiﬁfsﬁ@ﬁig is an agree
ment with the position faken by the Office that

restriction is proper if the linking' type claim
is not allowable and mwmper if they are al-
lowable. * If the Office allows such a claim it is
bound to withdraw the requirement and to act
on all linked inventions. But once all linking
olaims are canceled rule 144 would not apply,
since the record would be one of agreement as

to the propriety of restriction. ‘
'Where, however, there is'a traverse on the
ground that there is some relationship " (io'ther'
than and in addition to the linking type elaim)
that alao prevents restriction, the merits of the
requirement are oontested and not admetted.
Assume a particular situation of process and
produet made where the ¢laim held linking 'is
a claim to product limited by the process of
making it. The traversc may set forth partic-
ular reasons justifying the conclusion that re-
striction is improper since the process neces-
sarily makes the product and that there is no
other ‘present known 'process by which the
sroduct’ can be made. ' If/ restriction is made
nal in spite of such traverse, the right to
petition is preserved even though all linking

claims are canceled.

818.03(e) Applicant Must Make His

Own Election

- Applicant must make his own election. The
examiner will not make the election for him,
rule 142, rnle 143, second sentence.

819 Office Generally Does Not Permit
Shift

The general policy of the Office is not to
permit the applicant to shift. to claimipg an-
other invention after an election is once made
and action given on the elected subject matter.
When elrims are presented which the exam-
iner holds are drawn to an invention other
than elected he should treat the claims as out-
lined in § 821.083,

Where the inventions are distinet and of
such a nature that the Office compels restric-
tion, an election is not waived even though the
examiner gives nction npon the patentability
of the claims to the non-elected invention, Fx
parte Toewenhach 1904 C.D. 170, 110 O.G. 857,
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ing -another, the Office is not: precluded from
permitting - a.shift. - It may do so ‘where the
shift results in no: additional: work or expense,
and particularly where the shift. reduces work
as by mmphfym% the -issues (Ix parte Heri-
tage Pat. No. 2,875,414 decided January 26,
1944). - If the examiner has accepted e shift
from claiming one invention to- claiming an-
other, the caso is not abandoned (Meden v.
Curtis, 1905 C.D. 272; 117 O.G. 1786).,

820 Notan Election; Permissible Shift
‘Where the Office rejeots on,the ground that
the process is obvious, the only invention being
in the product made, presenting claims to the
product is not. a shift gEx ‘parte Trevette,
1901 C.D. 170; 97 O.G. 1178). . ..
- Product  elected—no  shift where examiner
holds invention to be ‘in process (Ix parte
Grier, 1923 C.D. 27; 300 O.G. 223). .
 Genus_allowed, applicant may elect up to
four additional species thereunder, in accord-
ance with Rule 141, this not constituting a
shift (Ex parte Sharp et al, Patent %Io.
2,232,739). it e e

820.01 Old Combjnation Claimed—

Where an application originally presents
claims to a combination (AB), the examiner
holding the novelty if any, to reside in the sub-
combination (B) per se only (see § 808.05(b)),
and these claims are rejected on the ground of
“old  combination,” subsequently presented
claims to subcombination (B) of the originally
claimed combination should not be rejected on
the ground of previous election of the combi-
nation, nor should this rejection be applied to
such .combination clnims if they are reasserted.
Final rejection of the reasserted “old combina-
tion” claims is the action that should be taken.
The combination and subcombination ns de-
fined by the claims under thig specinl situa-
tion are not for distinet inventions. (Seo
§ 806.05(¢c).)

820.02 Interference Issues—Not an
Election |

Where an interference is instituted prior to

an applieant’s clection, the subject matter of

the interference issnes is not cleeted.  An ap-

plicant may, after the termination of the in-

184




Clainis' Held to’ be
i

ot "g}ntions

_ Claims held to be drawn to non-elected in-
ventions, including claims to non-elected spe-
cies, are treated as indicated in §§ 821.01
through 821.08. - However, for treatment of
clnims: held to be drawn to species non-elected
without. traverse in applications not ready for
issue- (whers sach holding is not challenged),
see §§ 800.02(c) through 809.02(e). -~ - = -

The propriety of a requirement to rvestrict, if
traversed, is reviewable by petition under rule
144, In re Hengehold, 160 US PQ 473,

All claims that the examiner holds are not
direcied to the elected subject matter should be
withdrawn from further consideration by the
examiner as set forth in §800.02(c) and
§§ 821.01 through 821.03. As to.one or more of
such claims the applicant may traverse the ex-
aminer’s holding that they arve not directed to
the .elected subject matter. The ;)ropriety of
this holding, if traversed, is appealable. Thus,
if the examiner adheres to his position after
such traverse, he should reject the claims to
which the traverse applies on the ground that
they are not directed to the elected subject
matter. Claims for which no traverse is pre-
sented should be withdrawn under rule 142 (b)

as indicated in the other, above noted, section.

821.01 After Election With ’l‘rnvcrsc |

C[R26]

Where the initial requirement is traversed, it
should be reconsidered. If, upon reconsidera-
tion, the examiner is still of the opinion that
restrietion is proper he shall repeat and make
final the requirement in the next Oflice nction.
(See §803.01). In doing so, the examiner
should reply to the reasons or argument ad-
vanced by applicant in his traverse. Tf the
examiner, upon reconsideration, is of the opin-
ton that the requirement for restriction is im-
proper he should state in the next Offies action
thnt the requirement for restriction is with.
drawn and give an action on all the elnims,

If the requirement is repeated and made
final, in that and in each subsequent netion,
the claims to the nonelected invention should
be treated substantially ns follows:

“Claims stand withdrawn from
further consideration by the eximiner, rnle
142(h), as heing for a nonelected invention
(or speeies), the requirement having been trn-

135

When the cage is otherwise ready for issue,

and has not received a final action, the examiner

should treat the ¢ase substantially as. follows:
- 4CIAMDB oo StADd allowed.

- “This application is in condition for allow-
ance. except. for the presence of claims «m...._
to an invention (or species) nonelected with
traverse in paper No. ... . Applicant is

_given one month, from the dmﬂf! this lotter

to eanicel the noted clgims or take other ap-

o propriate netion (rula 144) . Failure to take
action during this perviod will'be treated as
authorization to cancel the nonelected claims
by ‘examiner’s amendment ‘and pass the case

Cfordssue. o s

-+ “The prosecution of this case is closed ex-
cept for consideration of the above matter.”

‘When preparing a final action in an' applica-
tion where there has been: a traversal of a re-
quirement for restriction, the examiner should
indicate in his action that a complete response
must, include cancellation of the claims drawn
to the non-elected invention, or other appropri-
ato action .(rule 144). Where a response to a
final action has otherwise placed the application
in condition for allowance, the failure to cancel
claims drawn to the non-elected invention or to
take appropriate action will be construed as
authorization to cancel these claims by examin-
er's amendment and pass the case to issue after
the expiration of the poriod for response.

Note that the petition under rule 144 must
be filed “not later than appenl”.” This is con-
strued to mean appeal to é‘w, Board of Appeals,
If the case is ready for nllowance affer appenl
and no petition has been filed, the examiner
should simply cnncel the non-elected claims by
examiner's amendment, calling attention to the
provisions of rule 144,

821.02 After Election Without Trav-

erse

Whero the initinl requirement. is not tra-
versed, if wdhered fo, appropriate action should
he given on the ulucleg elnims and the claims
to the noneleeted invention should be treated
substantinlly ns follows:

SClaims ... stand withdrawn from
further considerntion by the examiner, r.uhs
142(h), ns being for a nonclected invention
(or species). Eleetion was made without tra-
verse in paper No, .Y
This will show that applicant has nof rve-

tnined the right to petition from the reguire-
ment under rule 144,

Rev. 38, Oct. 1078



821 03 Clnims fov Diﬁ'erent Invcmimx
tr\gdc&] Aftm' an. Oﬁ‘lw Muon
~26

Clamm udded by amandment f(»llmvm;.r3 ac-
tion by the examiner, §§ 818.01, 818,02(

ap . invention  other ‘than. pmvxoua,l ;lmmed
should be treated as indicated by rule 145.. -

Rule 145, Subsequent presentation of claiing for dif-
ferent tnvention. '1f, after an office ‘action on an ap-
plication, the applicant presents ‘claims dirécted to an
invention  distinet: from and independent: of ‘the inven-
tion ‘previously claimed, the applicant will be required
to restrict the clalms to the invention previously claimed
if the amendment: is entered, subjeet to reconsideration
and review as movtded in rules 148 and 144.

The action should take snbsmntmlly the fol-

lowmg form: = , :
“f, Claims oo “are duw-ted to ______
X ldentlfy the invention) elected by --_._._.

(indicate how the invention was elected, as
by original. presentation of claims, olocmon
with (or withont) traverse in paper No. ...
----y ete.) and applicant has received an ac-
tion on such claims. , =
IL ClAiMS oo are fOF oo
(identify invention, give factual showing of
reasons why, as claimed, it is distinct from
elected invention, show separate clasgifieation
or status, ete., i.e., make complete showing of
propriety of requirement! in manner gimilar
to an original requirement). .

Applicant is required to wﬁtm't the elaims
to the invention previonsly elected, and thus
the claims of group TI are held withdrawn
from further consideration by the exantiner
by the prior election, rule 142(h)."

Of conrse, o mmplou' action on all claims to
the elected invention should be given.

Note that the above practice is intended to
have no effect on the practice stated in § 1101,01.

An amendment eanceling all elaims drawn to
the elected invention and presenting only claims
drawn to the non-elected invention shonld not
be entered. Such an amendment is non-respon-
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(h) Wh@m tmo or umm nm)llcntlona med hy tlm
nma applimnt contain conflieting elaims,  ellinination
of ‘such ‘elnima: from: nll byt one: application may be
required; in: the :absence:of good and sufficient reason
for their mteutwn durlnx mndency in more than one
wpllcaﬂon. RIS TASS

* Seo § 504 for conﬂlctmg aubjeot, mntter in two
;{ohcatmns, sa.me mvantwe ent'lty, . one.

“See §8:305' and 804 03 for conﬁlctmg sub ect
matter, different inventors, common ownershi

“See §708.08(k) for rejection of one claim mx
another in the same application. '

oata =
See S’IOQ 01 for one apphcatmn m mter-
ference.

See §§ 806. 04(h) to 806 04(3) fo;f Specms and‘

genus: n separate applications.

Wherever appropriate, such conflicting apa

icahons should be joined. This is particu-

arly true, where the two or more apphcutlone“

are due to, and consonant with, n requirement
to restrict which the examiner now considers
to be 1mproper

822.01 Co-pcndmg Before the Exam-

iner [R-—26] ;

Inder rule. 78(b) the practmo mlntwe to
overlapping claims in awphcatmns copending
before the examiner (and not the result of an
consonant. 'with a requirement, to restrict, for
which see § 804.01), is as follows:

Where claims in one applieation are unpat-
entnble over claims of another appliention of
the same inventive entity hecanse they recite
the same invention, n <-mnplutc exnmination
should be mado of the claims of one applieation.
The claims of the other application may be
rejected on the claima of the one exawnned,
whether the claima of the one ewamined are
allowed or not.

In aggravated situations no other rejection
need be entered on the claims held unpatentable
over the claims of the other application. How-
ever, any additional claims in the one applica-
tion that nre not rejected on the claims of the
other should be fully treated.

See' ‘@3 706 0‘3(w) and 708 07(b) for res ]lldl-’






