01

th Amkori’ty for Enmi tion{

702.01 mwmusly Informal
703
704  Search

705 l’ntentabillly Reports' -~ =
lnatrucﬂms re Pmeambillty Reportn

705.01 ;
705.01(a) | Nature of P.'R., Its Use and Dlspoual
705.01(b) - Sequence of Examination

705.01(¢) Counting and Recording P. R.'s
708.01(d): Duplicate Printg of melnga '

705.01 (e) - Limitation as to Use' : :
705.01(f) Interviews With Am)llcants -

706. . :Rejection of Claims

706.01 . Contrasted With Objections

706.02 Rejection on Prior Art ‘
706.02(a) . Eatablighing *Well Known" Prlor Art
706.03 Rejections Not Based on Prior Art

706.03(a) Nonstatutory Sabject Matter

706.03(b) Barred by Atomic Energy Act

706.03(¢) Functional o

706.03(d) Vague and Indefinite

706.03(e) Product by Process

708.03(f) Incomplete

708.03(g) Prolix

706.03(h) Nonstatutory Claim

708.03 (1) Aggregation

708.03(J) Old Combination

708.08(k) Duplicate Claims; Double Patenting

706.08(1) Mutiplicity

706.03(m) Nonelected Inventions

706.03(n) Correspondence of Clalm and Disclosure

706.03(0) New Matter

706.03(p) No Utility

708.08(q) Obvlous Method

706.03(r) Mere Function of Machine

708.03(8) Statutory Bar

7066.03(t) Other Assigned Applleation

T706.03(w)  Disclaimer

706.08(v) After Interference or Publlic Use Proceed-
ing

708.03({w) Res Judicata

08.03(x) Relgaue

706.03(y) Improper Markush Group

To6.08(2y  Undue Breadih

706.04  Refection of Previpusly Allowed Clahm
706056 Rejection After Allowance of Application
706.08 Rejoetion of Clalms Copled from Patent
706.07 Final Refection

768.07(a) When Proper on 8econd Actlon
708.07(b) When Proper on First Action
708.07(¢) Premature

“General lufwrmlhn Concerning Patm\tn”
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0 O" Examma“o“ of Apphcatlons

700.07(4) Wlthdruwul of Pwmature :

706.07(e) Withdrawa) ul "inal Rejucuon. G«m«}ml

707 Examiner’s Letter or Actlon ‘

707.01 Primary Examlum Indlcatea Actkm for Now
VO TAssistant

707.02(a)

(am‘u Up for 'Third Actlon and Five-Year
Canes
707.04 Inltlal Sentence .
707.08 (;lmtlon of Refmunc%
707. 05(a) "Coplen of Clted References Provided by
Reforence Order Section
Referenccs Cited By Applicant
order of leumz , :
,Reference bltud in ‘!ulmethnt Actions
Data Used in (‘ltlnu References
Effective Dates of Declasslﬂed Printed
" Matter
707.05(z) Incorrect Cltatlon of Remrencea
70706 Citation of Decisions, Orders, Memorandumsa
" and Notices
707.07 _Completencss and Clarity of Iﬂxamm@r 3 Actlon
707.07(a) Complete Actlon on Formal Matters
707.07(b) Requlring New Oath ‘
707.07(c)  Draftsman's Rﬂqulrement '
707.07(d) Langunge To Be Used in Rejecting Clalms
707.07(e) Note All Outstanding Requirements
707.07T(f)  Answer All Material Traversed
707.07(g) Plecemeal Nxamination
707.07(h)  Notify of Inaccuracles in Amendment
707.07(1) XEach Clalm To Be Mentloned in Rach
Letter
707.07(3) State When Claims Are Allowable
707.07(k) Numbering Paragraphs
707.08 Reviewing and Initialing by Assistant
Examlner
Slgning by Primary
Bxaminer
Entry
Date
Malling
Returned OfMico Actlon
Order of Examination
List of Special Cages
Petitlon to Make Bpocial
Kxaminer Tenders His Reaignation
Suspension of Action
Overlapping Applications by Same Applicant
or owned by Same Asslgnee
710  Period for Response
710.01  Statutory Period
710.01(a) Statutory Period: How Computed

70706 (b)
707.05(c)
707.05(d)
107.05(e)
707.05(2)

707.09 or Other Authoriged

707.10
707.11
70712
70718
708

708.01
TO8.02
T08.03
709

700.01
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' 710.02((1)

tory Porlod

711 O"(u)

Insntﬂcﬁmcy of’ Rmonm
711,02(b)  Special Bituationi lnvolvlng Abandonmant‘
711 02(c) Terminatlon of Proceedm '

711.08 Reconamnrntlon" of Holdlnz of

Revival ' »
711.08(a) ‘Holding Based on’ Insumclency of Responme:
711.03(b) Holdlng aned, on] F‘aﬂure to Reapond With-_

‘In Perlod’

T11:03(¢c) * 'Petitions Relating to Holding ot Abandon-

- ment
711.08(d)
U Astde Exnmlners Holdlnz
71104 Disposition of Abandoned Appllcntlons
711.04 (1) Pulling and F‘orwardlng .
711.04(b)  Ordering Abandoned Files

71105 Letter of Abandonment Recelved' After Applf-

catlon Is Allowed ;
711.06  Abstracts, Abbreviaturea nnd Detensive Pub-
Heations
Citation and Use of Abstructs. Abbrovm-
tures and Defensive 1'ubllcatlons as Ref-
erences o o
712 Abandonment for Failure to Pay Issue Fee
713 Interviews

711.06(a)

713.01  General Policy, How Conducted

713.02 Interviews P’rlor to First Officlal Aetion

713.03 Interviews for “Sounding Out" Emmlner Not
Permitted

71304 Subatance of Interview Must Be Made of
Record

713.05 TInterviews Prohibited or Granted, Special
Situntions

713.06  No Inter Partes Questions Digcussed Bx Parte

718.07  Exposure of Other Cases

713.08  Demonatration, Exhibits, Models

T13.00  Finally Rejected Application

71310  Interview Preceding Filing Amendment Under

Rule 312

714 Amendments, Applicant’s Actions
71401 &ignatures to Amendments

714.01(n) Unslgned or Improperly 8igned Amend.
ment

Rev, 48, Jan, 1970

Diﬂemnces Between Shorttmad Btututory

’Examlneta Statement on Pot!tion '.l‘o Set’

71405

71406 Ar
71407
714.08

\ /n:armnne‘xit Ink. ..
Telegraphic Amendment s ;
Amendments: Before First Office Actlon

714.00

714.10. Claims, Addoed. In Hxcess of Filing Feo.

71411  Amendment., Plled. Durlng . Intertemnm Pm«
ceedings . iy :

714.12 Amendmenta Afmr li‘lrml Rejacﬂ«m or: Amon

71413  Amendments After Final nejeeuoa or Acﬁtm,~
Procedure Followed / S ,

714.14 Amendments After Allowance of All: Olalxm

714,16 Amendment: Reécelved  in” Hxamining Grm:p
After Mailing 'of Notlce of Allowance

71416 Am«mdment Aﬂer Nntlce of Anowanee. Rule

71416(a) Copled"Pntent Olnh_ns

714.16(b) Filed with a Motion Under Rule 231

T14.16(c) Additional Clalms -

71416(d) Handling

714.16(e) Entry In Part

71417 Amendment Filed After the Perlod for ‘Re-
sponse Has Hxpired

71418 Entry of Amendments .

71419 List of Amendments, Entry Denle;d

71420 List of Amendments Entered in Part -

714.21 Amendments Inudvortently Entered, No Lenl
BEffect

714.22 .. Entry of Amendments, Dlrectlons for

71423 Entry of Amendments, Directions for, Defec-
tive

714.24 Amendment of Amendment

71425  Disconrtesy of Applicant or Attorey

715 Swearing Back of Reference—Afidavit or
Declaration Under Rufe 181

715.01  Reference Clalms Forolgn ¥iling Date

715.01(a) Reference a Joint Patent to Applicant and
Another

716.01(b) Referonce nnd Application have Common
Aualgnee

T715.01(¢) Reference s Publleation of Applicant’s
Own Invention

716,02 General Rule as to Generle Clalms

71608 I'ractice Relntive to Chemienl Cusca

715.04  Who May Make Affidavit or Declaration

71606 Patent Clalning Snme Invention

716,07  TFacts and Documentary Kvidence

T15.07(n) Dlligence

715.07(h) Interference Testimony Sometimea Used
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Y7 File Wrapper
717.01 Papers in File Wrapper ... ... |
717.01(a) Arrangement of Papers in File Wrapper
SOTITOU(hY T Peinte 0 0 ey S .
~ T17.02 " Date Entered on File' Wrapper :
CUT17:02 (b)Y Name or Residence of Inventor or Title
Classification During Examination
Index of Claims R
Field of Bearch’
‘71708 ‘Forelgn Fillng Dates”
71707 ‘Related Applications
720 Public Use Proceedings
79001 Preliminary Handling - :
720.02 Examiner Determination of I'rima Facle
~ Bhowing o
72008 Prelimlnaey Heaving ' 00 s
720.04 Public Use Proceeding Testimony
72005 Final Decision '
721 Fraud on the Patent and Trademark Office
721,01 Examination of Patent Applleations Having
- an Issue of Fraud '

717.08
CNT04:
717.05°

701 Statutory Authority for Examina-
tion [R-31] '
33 U.8.C. 131, The Commissioner shall cause an ex-
amination to be made of the applieation and the alleged
new invention; and if on such examination it appears
that the applicant is entitled to a patent under the law,
the Commissioner shall fssue a patent therefor.

The main conditions precedent to the grant
of a patent to an appllcnnt are set forth in
35 U.S.C. 101, 102, 103.

356 U.8.C. 101. Inventions patentadle. Whoever in-
vents or discovers any new and useful process, machine,
manufacture, or composition of matter, or any new and
useful improvement thereof, may obtain a patent there-
for, subject to the condltions and requirements of this
title.

35 U.B.C. 100. Definitions. When used in this title
unless the context otherwise indicates—

(n) The term “Invention” wmeans Inveontlon or
diacovery.

(b) The term "process’” means process, art or method,
and Includes n new ke of a known process, machine,
manufacture, composition of matter, or material,

(c) The terms “"Unlted Htates” and “this country”
mean the United Btates of America, ita torritorles and
possessions,

(d) The word “patentee” Includes not only the
patentee to whom the patent was lssted but algo the
muecessorns in tile to the patentee,

ning group, the examiner should review
the contents of the application to determine if
the application meets the requirements of 33
‘111, Any matters affecting the filing date
of the application; such as lack of an- inal
signature or lack of claims should: be checked
before the application is placed in the storage
racks to await the fiest action, -
The examiner should be careful to see that
the application meets all the requisites set
forth 1n chapter 600 both as to formal matters
and: as to the completeness and clarity of the
disclosure.  If all of tho requisites are not
met, applicant may be called upon for neces-
sary amendments. - Such amendments, how-
ever, must not include new matter.

702.01 Obviously Informal Cases
U mw) |

When an application is reached for its first
action and it is then discovered to be imprac-
tical to give a complete action on the merits
because of an informal or insufficient disclosure,
the following procedure may be followed:

(1) A reasonable search should be made of the
invention so far as it can be understood from the
disclosure, ob‘jects of invention and claims and
any apparently pertinent art cited ;

(2) Informalities noted by the Application
Division and deficiencies in the drawing should
be pointed out by means of attachments to the
examiner’s letter (see § 707.07 (la) Y,

(8) A requirement should be made that the
speciﬁcation be revised to conform to idiomatic
English and United States practice; :

4) The claims should bo rejected as failing
to define the invention in the manner required
by 35 U.S.C. 112 if they are informal. A blanket
rejection is usually suflicient,

The examiner should not attempt to point
out the specific points of informality in the
specifieation nnd claims,  Thoe burden 1s on the
applicant to revise the application fo render
it in proper form for a complete examination,

Tt is obviously to applicant’s advantage to file
the application with an ndequate disclosure and
with claims which conform to the U1.S. Patent
and Teademark Oflice nsnges and requirements.
‘I'his should be done whenever possih‘(‘-. If. how-
ever, due to the presanre of o Convention dead-
line or other reasons, this is not possible, appli-
cants arve urged to submit promptly, preferably
within three months after filing, a preliminavy
amendment. which corrects the obvious infor-
malities, The informalities shonld be corrected

Rev. 48, Jau, 1076



» y
mvantlon permms, or: wit 1eh ot s
nearlyconneécted, to. enable the examiner to
make the examination specified in rule 104, the
examiner should make a reasonable s mmﬁ

the invention so far as it: can be understood ,fmm

the disclosure. The:action ‘of the examiner

may be limited to a citation of what appears to
be the most pertinent prior art. found and a
request that applicant correlate the mmnmology
of his specification with art~mpt(ul termi-
nology, befora further action.is
A suitable form for this action. is as follow-;
“A preliminary examination of this appli-
~cation indicates that the following terminol-
ogy (or properties or units of test data, etc.)
.« which appear(s) at. 1%e(s) v «of the
specification m {are) 8o di st from those
generally' accepted. m the art to which this
- Invention pertaing that it is dificult or 1mpos-
sible to make a reliable search.
Ap‘phumt; is therefore requ%md to provide
n suflicient elucidation of these terms (or
pro’pertws or test data) or correlation thereof
with - art-nccepted terminology so that a
proper comparison wu,h the prior art can
be made.
" A SHORTENED STATUTORY PE-
RIOD FOR RESPONSE TO THIS AC-
TION IS SET TO EXPIRE 30 DAYS
FROM THE DATE OF THIS LETTER.”
For the procedure to be followed when only
the drawing is informal, see §§ 608.02(a) and
608.02(b).

703

“General Information Coneerning
Patents” [R-25]

The pamphlet “General Information Con-
corning Patents” may be sent to an applicant
Immlhng his own caso when the examiner
deems it advisable,

704  Search [R-25]

After reading the specifieation and claims,
the examiner soarches the prior art.

The subject of searching is more fully
treated in chapter 900. See §§ 904 through

Rev. 48, Jan. 1976

~come up ° for actl

also given a
meal prosecutwn.

Pmmovs EKA‘MIN mt’h Sml«m

\’Hmn an examiner is uwgnm to not on an
apphcnhon which has recoived one or more ac-
tions by some other examiner, full faith and
credit should be given to the search and action
of the previous examiner unless there is a clear
error in the previous action or knowledge of
other prior art. In general the second exam-
iner ‘i{mnld not take an.entirely new &}
proach to the case or tll.tumpt to reorient the
point of view of the, previous examiner, or
make n new search in the mere h()pe Of l‘mdmg,
something.. See § T17.06. Lo
705 Patemablhty Reports [R--25]

Where un npphcntmn Fmperly asmgned to
one examining group, is found to contain one
or more claims per se classifinhle in one or more
other groups, which claims are not divisible
inter se or from the clmmq which govern classi-
tication of the application in the first %(mup, the
application may be referred to the other group
or groups concerned for a report as to the pat-
entability of certain designated clnims, }hxs
m port will be known as a Patentability Report

.R.) and will be signed by the primary ex-
mnmer in the reporting group.

The report, if legibly written, need not be
typed. ,

Note that the Patentabilit y ’Repm‘t, practice
15 suspended, except in extraordinary circum-

stances,  See § 705.01(e).
705.01 Instructions re Patentability

[R-25]

When an application comes up for any ae-
tion and the primary examiners involved
agree that a Patentability Report is necessary,
the application will bo forwarded to the proper
group with a memovandum attached, for in-
stanee, “lun l’ntvnmhxhty Nopm't from group
- as to elaimg e

Reports

705.01(a) Nature of P.RR., Its Use and
Disposal  {R-25]

The primary examiner in the group from
which the Patentability Report is vequested, if




705.01 (-)

he approves the request, will direct the prepa-  opinion that final action is in order as to the

ration of the Patentability Report. This Pat-  referred claims, ha should so state. The Pat-

‘ entability Report will be written or typed on a  entability Report when signed by the primary

. memorandum form and will include the cita-  examiner in the reporting group will be re-

tion of all pertinent references and a complete  turned to the group to which the application is
sction on all claims involved. The field of  regularly assigned.

search covered should be endorsed on the file The examiner preparing the Patentability

wrapper by the examiner making the report.  Report will be entitled to receive an explana.

When an examiner to whom a case has been  tion of the disclosure from the examiner to

forwarded for a Patentability Report is of the  whom the case is nssigned to avoid duplieation
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porting group at a Pat-
“entability Report
advise the primary

ner in the forward-

1+ DISAGREEMENT A8 TO CLASSIFICATION ©

Conflict of opinion as to classification may
be referred to a patent classifier for decision.
If the primary examiner in the group
having jurisdiction of the case agrees with the
Patental ilittg. Report, he should incorporate the
substance thereof in his action, which action
will. be complete as to a/l claims, 'The Pat-
entability Report in such a case will not be
given s paper number but will be allowed to
remain in the file until the case is finally dis-
sed of by allowance or abandonment, at
which time it should be removed.
DisacreeMENT ON PATENTABILITY REPORT
~If the primary examiner does not agree
with the Patentability Report or any portion
thereof, he may consult with the primary ex-
aminer responsible for the report. If agree-
ment a8 to the resulting action cannot be
reached, the primary examiner having juris-
diction of the case need not rely on the Pat-
entability Report but may make his own action
on the referred claims, in which case the Pat-
entability Report should be removed from the
file.

Avrear, Taxen

When an appeal is taken from the rejection
of claims, all of which are examinable in the
group preparing a Patentability Report, and
the application 1s otherwise allowable, formal
transfer of the case to said group should be
made for the purpose of appeal only. The
receiving group will take jurisdiction of the
application and prepare the examiner’s
answer. At the time of allowance, the applica-
tion may be sent to issue by said group with its
classification determined by the controlling
claims remaining in the case.

705.01(b) Sequence of Examination
[R-31]

In the event that the supervisory primary
examiners concerned in a P.R. case cannot
agree as to the order of examination by their
groups, the supervisory primary examiner
having jurisdiction of the case will direct that
& complets search be made of the art relevant to
his claims prior to referring the case to another

ppinion alr
order, he should so

- If the sup ry primary examiners are of
the opinion that a different sequence of search

s expedient, the order of mhshou!d he corre-

705.01(c) Counting and [
. PR’ [R-23]

The forwarding of the application for a Pat-
entability Report is not to be treated as o
transfer by the forwarding gmuip When

appl

the P.R. is completed and the wcation is
ready for return to the forwarding group,
it is not counted either as a receipt or action
by transfer. Credit, however, is given for the
time spent, See § 1705, = ,

A box is gg'ovided ‘on each filoe wrapper
headed “P.R. Group -.-___" and the number of
the %mup making the P.R, is entered in
peneil, T MATIME, A8, BT, red

‘The date status of the application in the
reporting group will be determined on the
basis of the dates in the group of original
jurisdiction.” T'o insure orderly progress in the
reported dates, a timely reminder should be
furnished to the group making the P.R.

705.01(d) Duplieate Prints of Draw-
ings [R-23)

In Patentability Report cases having draw-
ings, the examiner to whom the oase is as-
sighed will furnish to the group to which the
case is referred, prints of such sheets of the
drawings as are applicable, for interferenco
search purposes. ‘T'hat this has been done may
be indicated by a pencil notation on the file
wrapper.

When 2 case that has had Patentability Re.
port prosecution is passed for issue or becomes
abandoned, NOTIFICATION of this fact wiil
AT ONCE be given by the group having
jurisdiction of the case to each group that
submitted n P.R. The examiner of each such
reporting group will note the date of allow-
ance or abandonment on his duplicate set of
prints. At such time as these prints become
of no value to the reporting group, they may
be destroyed.

705.01 (¢) Limitation as to Use [R-

31]

The above outlined Patentability Report
practice is not obligatory and shounld be re-
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practice is base proposition: that when
lural, indivisible inventions are claimed, in

some_instances either less.
exmination, tif'%%n Jeatilin g of better qual-
wge_n specinlists oh ‘en

) character of
tion treat;ggl;a claims directed to

"Where claims are directed to the same char-

acter_of invention but differ_in sco)
prosecution by P y. Repart

,, atentabil
o
" Exemplary situations’ whers Patentabilit

P tual i
Reports are ordinarily not proper are as
lows; |

inlrrsdéct;w,j the process can, us

complete, ndequate examination in less total
examiner time than would be consumed by the
use of n Paténtability Report. =~/

(2) Where the ¢claims are related as a prod-
uct and a process which involves merely the
fact that a produet having certain ‘characteris-
ties is made. The examiner having jurisdie-
tion of the product can usually make a com-
plete and uJ)equnte examination, " =

{(8): ' Where the clnims are related as a com-
bination ' distinguished solely by the .charne-
teristics -of n subcombination and such sub-
combination per se. The examiner having
jurisdiction of the subcombinntion can usually
make a complete and adequate examination.

Then:there nre situations where the examiner
seeking the report is sufficiently qualified to
search. the art himself.

In view of these conditions which are ex-
pected to prevail for some time to come, it ix
felt to be in the best interests of the Of-
fice to suspend the present Patentability Re-
port practice. Where it can be shown, howevaer,
that a Patentability Report will save total
examiner time, exceptions may he permittod
with the approval of the group director of
the gronp to which the application is ns-
signed.  The “Approved” stainp should be in-
[I))m[a;m(! on the memorandam requesting the

Rev. 83, July 1972

red for

uations where: un@in%ervifemj is held on
an application in which a Patentability Report

“has been adopted, the reporting group may be

called:on for-assistance at the nterview: when

it concerns claims treated by them, See §§ 713 to
718010 regarding interviews in general

1 s
exmminer
o of b

is
efine

 Rule 106, Rejaction of claims. . (a) 1f the Inveation
is not consldered patentable, or not eonsldered patenta-
ble as ¢laimed, the clalms, or those consldered unpat-
entable-will bo-refeeted.. .. -1 . oo
{b) In rejecting claims for want of noveity or for
ohviousnoss, ‘the' examiner ‘muat’ cite the: best' ref-
crences nt his command.: | 'When a:reference is complex
or shows or describes inventions other than that claimed
by :the: applicant, the particular part relled on tangt be
designated as nearly as practicable. . The pertinence
of ‘each reference; if not apparent, must be clearly ex-
platned .and: each - rejected: claim specified. . . o0
" Patent examinors catry the responsibility of
making sure that the standard of patentabnlity
enunciated by the ‘Supreme Court’and by the
Congress is applied . cach and every case.
The Supreme Court in Graham v. John Deere,
148 USPQ 400, stated that,
“ITnder § 103, the scope and content of
the prior art are to be determined; differ-
ences between the prior art and the claims
at issne are to be ascertained; and the level
of ordinary skill in the pertinent art re-
- wolved. - Against this background, the ob-
viousness or nonobviousness of the subject
matter s determined. Such  secondary
-considerations as commercial success, long
felt bhut unsolved needs, failure of others,
ete., might be utilized to give light to
the circumstances swrrounding the origin
of the subject matter sought to be pat
ented,  As indicin of obvionsuess or non:
obviousness, these inqniries may  have
relevancy. . . . ,

“This is not to suy, however, that there
will not he diffienltics in applying the non-
obvionsness test. ' What is obvious is not &
guestion upon which there is likely to be
uniformity of thonght in every given fae-
tual context.  The difficultios, however, are
comparable to those encountered daily by
the courts in such frames of reference as




In_this

‘connection we note that the Patent Office is

- confronted with a most difficult task. . . .
- This is itself a compelling reason for the
Commissioner to strictly adhere to the 1952
. Act as interpreted here. This would, we
. believe, not only expedite disposition but
bring about a closer concurrence between
 Mdministrative and judicial precedent.”
‘ Accordinigly‘ an application covering an in-
‘vention of ¢ oui)t"ful patentability should not be
allowed, unless and until issues pertinent to
such doubt have been raised and overcome in
the course of examination and prosecution, since
otherwise the resultant patent would not justify
the statutory presumption of validity (85
U.S.C. 282), nor would it “strictly adhere” to
the requirements laid down by Congress in the
19562 Act as interpreted by the Supreme Court.
The standards of patentability applied in the
examination of claims must be the same
throughout the Office. In every art, whether it
be considered “complex,” “newly developed,”
“crowded,” or “competitive,” all of the require-
ments for patentability (e.g., novelty, useful-
ness and unobviousness, as provided in 35 U.S.C.
101, 102, and 103) must be met before a claim is
allowed. The mere fact that a claim recites in
detail nll of the fentures of an invention (i.e., is
a “picture” clnim) is never, in itself, justifica-
tion for the allowanee of such a claim.
When an application discloses patentable
subject mntter and it is apparent from the
claims and the applicant’s arguments that the
claims are intended to be directed to such pat-
entable subject matter, but the claims in their
resent form cannot be allowed because of de-
fects in form or omission of a limitntion, the
examiner should not stop with a bare objec-
tion or rejection of the claims. The exam-
iner’s action should be constructive in nature

66.1

| -completed . that -patentable subject
matter has:been disclosed and the record indi-
cates that the-applicant: intends to claim such
subjeet matter, h

t ma he. in the Office action
that certain aspects or fe

may ,

atures of the patenta-
ble invention have not been claimed and that
if - properly claimed such clnims may be given
favorable consideration. T
Rute H2, Reavamination and reconsideration. After
reaponse by applleant (rule 111): the ‘application will
he reexamined and reconsldered, and the applicusat will
he notified If claims nre rejectéd, or objectives or ve-
quirements mnde, In’the snme manner as after (be frat
examination. Applicant may réspond to suek Odiice ac-
tion, in the same manner provided in rule 111, with or
without amendment, but any amendments after the
second “Office action must ordinarily be resteicted to
the rejactlon or'to the objections or requirements made,
and:the‘application will'be agnin consldered, aed so on
repeatedly, unless the exnminer has indicated that the

netton:is finnl; oo

... [R-23) ,
~ The refusal to grant claims because the sub-
ject matter as clnimed is considered unpatenta-
le is called a “rejection.” The term “rejected”
must be applied to such claims in the exam-
iner's letter. If the form of the claim (as dis-
tinguished from its substance) is improper, an
“objection” is made. The practical differenco
between a rejection and an objection is that a
rejection, involving the merits of the claim, is
subject to review by the Bonrd of Appeals,
while an objection, if persisted in, may be
reviewed only by way of petition to the Com-
missioner.

An example of n matter of form ng to which
objection is made is d((a’pendency of u ¢lnim on a
rejected clnim, if the dependent claim is other-
wise allowable, See § 608.01(n).

706.01  Contrasted With Objection

706.02 [R-

Rejection on Prior Art

31]

386 17.8.0. 102, Oonditioms for patentadllity;: novelty
and logs of right to palent. A person shall be entitled
to n patent unloss-—

(r) the Invention was known or used by others

in this country, or patented or descrlbed in a

printed publeation it thls or a forelgn country,

before the hivention thereof by the applteant for
patent, or

(1) the Invention wag patented or deacribed I n
printed publeation in this or a forelgn country or

Rev. 84, Oct, 1972




iy be mﬁentod by the nmﬂimnt or: m l«m repre-
" 'pentatives or ‘assigns in‘a mw!gn‘f ‘country ‘prior
S0 the am ‘of ‘the’ application” for  patent in  this
emmtry on m uppueation filed more than twelve
! tn umﬂim on !n the

Unlwd Btam, or e
o o @) the - invention: was dwwed m -8 mtm:t
(unml ‘on..an:application :for .patent by .another
filed in . the : United Btates before the . mvanuon
thereof by the appileant. for patent, or . .
(£} he did not: himself invent tbe «umm mamr
-sought to be patented, or.... .
%) hefore-the uppummf'c invemwu tlmmor tho
- invention: was. made -in. this countzz by another
whe: had -not abandoned, :sappressed, or concealed
it. . In determuuing priority: of investion: there shall
~be ‘consldered .not . only the :respective  dates . of
‘eonception and reduction to.practice of the. invea-
tion, but also the reasonable diligence of one whe
was first to conceive and last to reduce to pmctlce.
from a time prior. to conception by the other. .
35 U.8.0. 108. Conditions Jor. patmctaw{ty, non-
obvious subject matter. A patent may not be obtalned
though the invention is not identically disclosed or
described as set forth in section 102 of this title. it
the differences between the subject matter sought to
be patented and the prior art are such that the
subject matter as «# whole would have been obvious
at the time the invention was niade to a person
having ordinary skill in the art to which said subject
matier pertains, Patentabllity shall not be negatived
by the manner In which the invention was made.

By far the most frequent gronnd of rejection
is on the ground of unpatentability in view of
the prior art, that is, that the claimed matter
is either not novel under 35 U1.8.C. 102, or else
it is obvious under 35 U.S.C. 103. The lan-
guage to be used in rejecting claims should be
unequivocal, See § 707.07(d).

35 U.S.C. 102 (AnmcieaTion or Lack oF

Noverry)

The distinction between rejections based on
35 U.S.C. 102 and those based on 35 11.5.C, 103
should be kept in mind. Under the former, the
claim is anticipated by the reference. No ques-
tion of obvionsness is present, It nay be ad-
viseble to identify a particular part of the
reference to support the rejection. If not, the
expression “rejected under 35 US.C. 102 as
clearly anticipated by” is appropriate,

35 U.S.C. 103 (OsvioUsNEss)

In contrast, 35 1.S.C, 103 authorizes a rejec-
tion where to meet the claim, it is necessary to
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| propowcl moﬂlﬁcatxm of ‘the a

66.2

ence(s) necessary to arrive at the claim
jm matter, and - (3) an explal
odification WO

rio ,
ﬂmad strictly t?» the best’ uvmlable art.” Ex g;
tions may properly be made, e.g., (1) where t
propriety of a 85'U.8.C. 102 rejection depends
on a particular mcerpretntion of a claim; (2)
where a claim is met only in terms by a ‘rofer-
ence which does not disclose the inventive con-

ve t involved; or (8) where the most | ertinent
reference aeems likely to be antedated by a rule
181 ‘affidavit or declaration. Such rejections

should be backed up by the best other m‘t rejec-
tions available. Merely cumulative mjwtmxm,
i.e.,, those which' wou\ clenrly fall if the pri-
mary rejection wero not qustumed q}muld be
avmded '

“The Court of Cnstoms and Patent Appeals
has held that expedients which are functionally
equivalent to each other are not necessarily ob-
vious in view of one another. In re Scott, 139
USPQ 207, 51 CCPA 747 (1063) ; In re Flint,
141 USPQ 209, 51 CCPA 1230 (1964)

This Court has also held that when a claim is
rejected under 35 U1.S.C. 103, a limitation which
i considered to be indefinite cannot be properly
disregarded. If o limitation in a claim is con-
sidered to be indefinite, the claim should be
rejected under 85 U.S.C. 112, second pamgraph
In re Wilson, 165 USPQ 494, 57 CCPA 1099
(1970). Note also In re Steele, 134 USPQ 292,
49 OCPA 1205 (1962). Seo § 706.03(d).

Where a reference is relied on te support a
rejection, whether or not in a “minor capacity™
that reference should be positively included in
the statement of the rejection, See In re Hoch,
166 USPQ 408, 57 COPA 1202, footnote 8
(1970).

A T7.S. patent may be a reference agninst an
application even though the patent date is af-
ter the filing date of the application, pro-
vided the filing date of the patent is
prior to the filing date of the application.
It is proper to use such n patent as a basic
or an auxilinry referenco and such patents
muy be used together as basic and auxiliary ref-
orences. 'This doctrine arose in Alexander Mil-
burn Co. v. Davis-Bournonville Co., 1926 C.1D.
303; 344 O.G. B17; and was enacted into law
by 35 U.S.C. 102(e). Tt was held appli-
eable to rejections under 356 U.S.C. 103 by the




ows the applicant
% delay ?x? ﬁ?nng

ich earlier filin
tents long with

fiftn

g , o claim the earlier date appeared at
80 0.G,1084.
~For the proper way to cite s patent issued
after the filing of the application in which it
is being cited, see § 707.05 (e). o

706.02(a) Establishing “Well Known”
o Prior Art [R-34]1 ¢ 0
Things believed to be known to those skilled

in the art are often asserted by the examiner
to be “well known” or “matters of common
kmowledge”. 1f justified, the examiner should
not be obliged to spend time to produce docu-
mentary proof. I})ethe‘ knowledge is of such
notorious character that judicial notice can be
taken, it is sufficient so to state. In re Mal-
colm, 1942 C.D. 589; 543 O.G. 440. If the ap-
plicant traverses such an assertion the exam-
iner should cite a reference in support of his
position,

Failure of the applicant to seasonably chal-
lenge such nassertions establishes them as ad-
mitted prior art. See In re Gunther, 1942 C.D.
332; 538 O.G. T44; In re Chevenard, 1944 C.D.
141; 500 O.G. 196. This applies also to asser-
tions of the Board. In re Selmi, 1946 C.D.
525; 591 O.G. 160; In re Fischer, 1942 C.D.
2056; 538 O.G. 508.

For further views on judicial notice, see In re
Ahlert, 57 CCPA 1023, 165 USPQ 418 (1970)
(assertions of technical facts in nreas of estotorie
technology must always ha supported by eitation
of some reference work) ; Tn re Boon, 58 CCIPA
1035, 169 TISPQ 231 (1971) (n chalenge to the
taking of judicial notice must contrin adequate
information or argnment to create on its face a
reasonable doubt regarding the circumstances
justifying the judicinl notice) ; and In re Barr,
58 CCPA 1380, 170 TTSPQ 330 (1971) (invalved
references held not a snflicient basis for taking
judicial notice that involved controverted
phrases are art-recognized).

‘rejections:  Effort in

_congideration. should not be
relegated to a secondary position while undue

)

emphasis is given to non-priorart or “technical™

centrated on truly essential matters, minimiz)
or eliminating effort. on technical rejections
which are not renlly critical. Where a major
technical rejection is proper.(e.g., lack of proper
disclosure, undue breadth, utility, ete,) such re-
jection should be stated with a full develo mes
of the reasons rather than by a mere conelu
coupled with some stereotyped expression.
Rejections not based on prior art are ex-
Plained‘iu %g 700,08 (a) to 708.08(z). IF 'T}(}?:
TALICIZED LANGUAGE IN THESE
SECTIONS IS INCORPORATED IN THE
REJECTION, THERE WILL BE LESS
CHANCE OF A MISUNDERSTANDING
AS TO THE GROUNDS OF REJECTION.

706.03(a) Nonstatutory Subject Mat-
ter [R—-34] ’ ,

Patents are not granted for all new and use-
ful inventions and discoveries. The subject
matter of the invention or discovery must come
within the boundaries set forth by 35 US.(.
101, which permits patents to be granted only
for “any new and useful process, machine,
manufacture, or composition of matter, or any
new and useful improvement thereof.

The term “process” as defined in 35 U.S.C.
100, means process, art or method, and includes
a new use of a known process, machine, manu-
facture, composition of matter, or material.

Decisions. have determined the himits of the
statutory classes. Examples of sub‘j‘wt; matter
not patentable under the Statute follow :

Printep MarTTER

For example, a mere arrangement of printed
matter, though seemingly a “manufacture,” is
rejected as mot bm’ng within the statutory
clowses. Seo Tn re Miller, 164 USPQ 48, b7
CCOPA 809 (1969) ; Kx parte Gwinn, 112 TTSPQ
439 (Bd. App. 1965); aud In re Jones, 153
USPQ 77, b4 COPA 1218 (1067).

NarvugarLy OQOccURRING ARTICLE

Similarly, a thing occurring in nature, which
is substantially nnaltered, is not a “manufae-
ture.” A shrimp with the head and digestive

tract removed is an example, Ex parte Gray-
son, 51 UUSPQ 413.
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A sc:onmﬁo pﬁncipla, divo y
glble strueture, can be rejected ‘s’ not
in‘the statutory clwees C)*Reﬂly v. Morse,'
15 ‘Howard 62.

This subject matter is further limited by the
Atomic En@rgy Aet axplmmd m 5706 OB(b)

706. 03( b) Barred by Atomic Enrrgy
_Act [R-18]

A hmitatxon on what can be’ patented is im-

iy the Atomic Energy Act of 1954, Sec-

tion 15 (a} (42 US.C. 2181a) themof reads in
part as follows:

No putont nlml) lweattar be zrtnted ror any lnven-
tion or dlncovery which is useful solely in the utiliza-
tlon: of special nuclear material or atomic. _energy in
an atomlc weapon.

The terms “atomrc energy”
nuclear material” are defined in Section 11 of
the Act (42 U.S.C. 2014) ,

Sections 151(c) and  151(d) (42 U.S.C.
2181c and d) set up categories of pending appli-
cations relating to atomic energy that must be
brought to the attention of the 1.S. Atomic
Energy Commission. Under rule 14(0%‘ appli-
cations for patents which disclose or which ap-
pear to diselose, or which purport to disclose,
inventions or discoveries relating to atomic
energy are reported to the Atomic K inergy Com-
mission and the Commission will be given access
to such applications, but such reporting does not
constitute a determinsation that the subject mat-
ter of each application so reported is in fact
nseful or an invention or discovery or that such
application in fact discloses subject matter in
categories specified by the Atomic Energy Act,

All applications received in the Patent Office
are sent to Licensing and Review for seveening
by Group 220 personnel, under rule 14(c), in
order for the Commissioner to fullill his respon -
sibilities under section 181(d) (42 U.S.C.
2181d) of the Alomie lunmgy Act, Paperssub.
gequently added must be inspected promptly by
the examiner when received to (dotermine
whether the application has been nmended to
relate Lo atomic energy and those so related must
be promptly forwarded to Licensing and Re-
view,

and “specinl
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706"03 (c) _F nnctioml [R« 34]

. See Ex ‘parte Ball et ul., 1%8 C.D. 4- 675
0. 5:1n re Arbeit ot ul, 1083 C.D, 409'

g;‘ll ‘ G 848 ami Ex ‘parte ﬁtmxley, 1%} W‘BPQ“

35 Y’S!:’ 11& chﬁﬁmnm !1"1m spee!ﬂmmm shall
contain ‘A written, dmrtmlml of the luwutitmu
and  of the munner apd’ p\'ma of ‘making
and uslng It., in ‘such’ mn clear, councise, and
exact terms as to enable any person’ skilled in the art
to which it pertains, or with which it 1s most nearly
conmected. to. ‘make and use’ tlm same, and shall ml
forth the best mode eontemplumd hy the inmtor of
carrying out his invention, ' -

The specification shall conclude with one er more
claims particularly pointing:out:and dlstinetiy 'clatm-
ing the subject matter which the applicant regards as
hig Invention. A claim may be written In independent
or dependent form, and if in' dependent form, it shall
be eonstrued to inelude all the limitations of the claim
incorporated by reference into the dependent c¢laim.

‘An element in a: claim for a combination way be
expressed as a means or step for performing a specified
function ‘without the recital of structure, material, or
acts in support thereof, and such claim shall be con-
strued to cover the corresponding structure, material,
or acts deacribed in the specification and equivalents
thereof.

Paragraph 38 of 86 U.S.C. 112 has the effect
of prohibiting the m;o('i,mn of a claim for a
combination of elements (or steps) on
the ground that the claim distinguishes
from the prior art solely in an element
(or step) defined as a  “means” (or
“step”) ~coupled with a statement of
function. However this' provision of para-
graph 3 must always be considered as subordi-
nate to the provision of paragraph 2 that the
claim particularly point out and dmtmetl\
claim tfm subject matter. If a claim be fmmd
to contain language approved by paragraph 3
such claim should always be tested additionally
for compliance with paragraph 2 and if it fails
to comply with the requiremonts of paragraph
2, the elaim should be so rejected nnd the rea-
sons fully stnted. ‘

Paragraph 3 of 36 U.S.C. 112 makes no
change in the established practice of rejecting
elaims ng functional in sitnations such as the
following:

1. A clnim which confaing functional lan-
guage not supported by recitation in the elaim
of sufficient structure to warrant the presence




of the functional lan
example of a claim ogfu %ﬁipé ér may be
found in In re Fuller, 1920 C.D. 172; 388 O.G.
having'n tendency to wear
ich recites only a single means
»asses all’ possible means for
performing a desired function.  For an ex-
mjh?lc&,‘s&g’a he  foll m in Ex parte
Bullock, 1907 C.D, 03; 127 O.G. 1880:
In a device of the class described, means for
transferring elothes-carrying rods from one
position and depositing them on n suitable

and thus encom

support. ,
Note tha following cases:

1. In re Hutchinson, 69 USPQ 138, 8
CCPA 879 (1946), the terms “adapted for
use in” and “adapted to be adhered to” were
held not to constitute a limitation in any
patentable sense, e B

2. In re Mason, 114 USPQ 127, 44 CCPA
37 (‘,1957?, the functional “whereby” state-
ment was held not to define any structure and
accordingly conld not serve to distinguish.
8./ In re Boller, 141 USPQ 740, 51 CCPA
1484 (1964), the term “volatile neutralizing
agent” was held to be patentably effective
and commensurate with the breadth of the
disclosed invention, ' o

4. In re Land and Rogers, 151 USPQ 621
(1966), the expression “adapted to he ren-
dered diffusible in said liquid composition
only after at least substantinl development”
was given weight. ‘

5. Tn re Halleck, 164 USPQ 647, 57 CCPA
954 (1970), the term “an effective mmount”
was held not objectionable.

6. In re Swinchart and Sfiligoj, 169 USPQ
226 (1971), held that the menning of “trans-
parent to infra-red rays" is sufficiently clear.

7. In re Barr et al, 170 USPQ 330, 58
CCPA 1388 (1971), held that the expression
“incapable of forming a dyo with said oxi-
dized developing agent,” set forth definite

boundaries. [R-40]
706.03(d) Vaguc and Indefinite  [R-
34]

Wihen the exsuniner is satisfied that patenta-
ble novelty is diseloged and it s apparent to
the examiner that the claims are directed to
such putentuble subjeet matter, he shounld al-
low elnima which define the patentable novelty
with a reasonable degree of partienlarity and
distinctness.  Some Intitude in the manner of
expression and the aptness of terms should be
permitted even thongh the claim langunge iy
not as precise as the examiner might desire.

pesarily justify n re on the ground that
the claim. is vague. and -indefinite or ineom-

plete. In non-chemical cases, a claim may, in
reneral, be drawn us brondly as permitted by
twEl‘ior:m't.'i SRR U E A IR U

The rejection of a claim as indefinite would
nppear to present no difliculties.  On oceasion,
however, a grent deal of effort is required to
explain just what is wrong with the claim,
when writing the oxaminer’s’ letter. Altheugh
cooperation with the attorney is to be com-
mended, undue time should not be spent trying
to guess what the nttorney, was trying to say in
the claim. “Sometimes, a rejection as indefinite
plus the statement that n certain line is mean-
ingless i3 snflicient, The examiner’s action
should be construetive in nature and when pos-
sible he should offer a definite suggestion for
correction, o

The mere in¢lusion of reference numerals in
n claim atherwise nllowable is not a ground
for rejection. But see Ex parte Oshorne, 1800
C.D. 137; 92 0.G. 1707. , ,

Alternative oxpressions such as “brake or
locking device” may make a clnim indefinite if
the limitation covers two different elements.
If two equivalent parts are referred to such as
“rods or barg”, the alternntive expression may
be considered proper. R

The inclusion of a negative limitation shall
not, in itself, be considered a sufficient basis
for objection to or rejection of a claim. How-
over, 1f such a limitation renders the claim
unduly broad or indefinite or otherwise resulta
in a foailure to point out the invention in the
manner contemplated by 35 U.S.C. 112, an ap-
pl,-?priute rejection should be made.

. Generally speaking, the inclusion of (1) nega-
tive limitations and {2) alternative expressions,
provided that the alternatively expressed ele-
ments are basienlly equivalents for the purpose
of the invention, nre permitted if no uncertainty
or ambiguity with respect to the question of
scope or breadth of the claim is presented.

Thoe examiner has the responsibility to make
sure the wording of the claims is sufliciently
definite to reasonably determine the scope, It is
applicnnt’s responsibility to seloct proper word-
g of the elnim, exeept to the extent that the
selection of words makes the elaims indefinite.
Under no chrenmstances shonld a elaim be ro-
jected merely beennge the examiner profers a
different choice of wording,

Still unother way in which a claim can be in-
definite is where n non sequitur ocems.  For
example, a claim is inferentinl and therefore
indefinite when it recites “snid lever” and there
wasg no carlier reference or no antecedent in
the elaim to n lever,  An indivect limitation
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mayf im; claimed by a process of
rovided it is definite. . In re Moeller,
16; 48 USPQ 5&‘2‘ 98 CCPA. 982 i

) 177 USPQ 523 CCI’A 1978) 5.1
o e 1K 56 1%g%§%( (,/IZA 1?)67) und
When thegpt?xo’r art disoloses n 'oduat whw ‘
reasonably a]ipears to be_either '1dentwnl with
ly slightly different a product claimed
uct-by-process chum, a tejectxou based.
: 1 either seetion 102 or 103 of the
statum,xs groprmte. _As a practical matter,
the Patent Office is not equipped to manufacture:
products by the myriad of processes put before
it and then obtain prior art prodnets and make
physical compansons therewith. A lesser burden
of proof is required to make out n case of prima
facie obviousness for pnxlnrtabvnpmcess claims
because of their peculiar naturé than when a
product is claimed in the conventional fashion.
In re Brown, 59 CCPA 1036, 178 USPQ 685
(1972) ; In ro Fessmann, 180 UST’Q 324 ((‘C‘PA

1974).

The fact that it.is necessar y for an upph(‘ant
to describe his product in product-by- -process
terms does not. prevent him from presenting
claims of varying scope, Ex parte Pantzer and
Feier, 176 USPQ 141 (Board of Appeals, 1972).

-

706.03(f) Incomplete [R-27)

A claim can bo rejecmd ng moomplaw if it
omits essential elements, steps or necessary
structural cooperative relationship of elements,
snch omission amounting to n gap between the
elements, steps or necessary struetural connec-
tions. Gireater latitude is permisaible with re-
spect to the definition in a clnim of matters not
essentinl to novelty or operability than with

respect to matters essentinl thereto. Sce also
8708.03(d).
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706 03 (Ix) Nonmmuory Claim [R--

27]

Soma apphcauona when ﬁled contam an om-
nibus claim such as “A device. subﬂtanually a8
shown and described.”. o
Such a claim can be rejected as fOHOWS' |

' Claim ... is're]ected for failing to par
hculnr!y point nd dlshnctly clainthe
“invention as requir ed in 815 0.8.C. 112

For cance]latkm of quch [y clmm bv emnnm
ers amendment, 500, § 180" 04(b)

706 03(1) Aggregatnon ' [R—34]

Re]echons on the ground of agquatwn
should be based upon a lack of cooperation be-
tween the elements of the claim. Many deci-
sions and some legal writers extend the term
to .includo - old .and. exhausted combmatnons
(§706.03(j)). Confusion as to “hat is meant
can be avoided by treating all claims which in-
clude mere than ono. element as combinations
(patentable or unpntentable) if there is actusl
cooperatxon between the elements, and as ag-
gregations if there is no coopomhon ‘

FEeample of aggregation: A washing ma-
chino associated with a-dinl telephone.

Faample of old combination: An improved
carburetor clnimed in combination with a gaso-
ling engine.

A clnim i not nocosanllv nggwgntivo be-
eause the varions clements do not funetion si-
multaneously. A typewn(er for example, is n

od_combination. See nlso In ro Wmumt, 40

'CPA 804, 96 USPQ 381 (1058). Neither is a
claim necessarily aggrogntive moroly bocnuse
olements which do o(mmruw are set forth in
gpecifio detail,

A rejection on nm,rwgatum should bo made
onlv after consideration of the conrt’s comments
in In re Gustafson, 51 CCPA 1.358, 141 USPQ
H86 (1064).




els Moreover,
the cooperation and 'result: between:  the ele-
ments-in.{he reference must be the same us it
isintheelaim. . ... . © 0 0
- A rejection on the ground of old combination
should be made whenever proper. Whether
subecombination claims have Mn ‘presented or
allowed in the same application, or whether
other grounds for rejection of the combination
claims exist, are not determinative of the pro-
priety of this rejection. The rejection is proper
when a single reference discloses broadly a com-
bination of the same elements functionally co-
operating in substantially the same manner to
produce substantially the same results as that
of the claimed combination. Fa parte Silver-
stein, 125 USPQ 238. The fact that an apphi-
cant has improved one element of a combina-
tion which may be per se patentable does not
entitle him to a claim to the improved element
in combination with old elements where the ele-
ments perform no new function in the claimed
combination. 1In re Hall, 41 CCPA 759,

Example: An improved (specifically recited)
carburetor claired in combination with a gaso-
line engine. A reference is cited which shows
2 earburetor combined with n gnsoline engine.
This shows the broad combination to be old.
Both in the reference and in the claimed com-
bination, the cooperation between the earbu-
retor and engine is the same and the end result
is the same. The claimed combination is an
improvement over the prior art only because
of ‘he tmproved earburetor. The earburetor
has separate status, since entire subclasses nre
devoted to earburetors, claimed as such., A
reference is preferably cited to show the sepa-
rate status and development. (See § 904.01
(d).)

Old combination rejections ordinarily ave
based on 36 U.S.CL 112 (failuve to point ont the
invention). The rejeetion shonld make it clear
exactly what the combination is and why it is
thought that any mproved element does not
modify the action of the combination. A ang-
gested form for nse in making an old combina-
tion rejection is as follows:

“Clatm 1 is rejected under 35 1LS.C. 112 as
being drawn to the old combination of n bell,
a battery and a switch connected in series by
wire conductors. This combimation is shown

elaim 1. differs fy
setting forth a speci
tery itself. Since the latter does not modify
the action of the ather elements recited in the

claim in any material manner, no oombina-
tion is seen to exjst, Tn re Hall, 100 PQ
16; 41 CCPA 1750; 908 F. 2d 370 G5

_See also Lincoln Engineering Co., v.
Warnper Co ‘?" 303 11,8, 545, 8T USPQ |
In re McCabe, 48 COPA 881, 120 U
(1961) . (discussion of claim 13) ;.
larly In re Bernhart, 57 CCPA 737,
611 (1969).

706.03 (k)

Duplicate Claims: Double
Patenting [R-27]
Tnasmuch as n patent is supposed to be Hm-
ited fo only one invention or, at mest, several
closely related indivisible inventions, limiting
an application to a single claim, or a single
claim to each of the related inventions might
appear to be logical as well as convenient.
I{owever, conrt decigions have confirmed ap-
plicant’s right to restate (i.e., by plural claim-
ing) his invention in a reasonable number of
ways.  Indeed, o mere difference in scope be-
fween claims has been held to be mmngil.
Nevertheless, when two claims in an appli-
eation are duplieates, or else are so close In
content that t‘llu,ry both cover the same thing,
despite a slight difference in wording, it is
proper after allowing one claim to veject the
other as being n substantial duplicate of the
allowed claim.  Also, it ig possible to reject
one clnim on an allowed claim if thev differ
only by subject matter old in the art. The lat-
ter ground of rejection is set forth in the fol-
lowing paragraph  quoted from Ex parte
Whitelaw, 1915 (., 18; 219 O.(F. 1237 :
“Claim 54 is not patentable over claim 51
and elnims 53, 55 and 56 are not patentable
over claim B0 in view of Comstock, No, 580,657,
whieh shows that it is old to employ an engine-
eaging in fools of this character. The clnims
held patentable are considered as fully cover-
ing applieant’s invention, and apphicant can-
not be permitted to multiply his claims by
presenting alleged combinatiens which distin-
gruish from the real invention only by including
elements which are old in the art and perform
no new function.”
This rejection (the ex parte Whitelaw doe-
trine) is usually not applied if there are only
n few claims in the application.

70.1 Rev. 40, Ape. 1974




§ 8040

Dummm 1 AWNT:NG

W’“}wm €lwm are conflicting elalms in (hﬁ’m"
ent_applications of the same inventor, one of
which 1s m@xgxwd sea § 304, ,

Where the same inventor has two or more
npphmuum for species or for relnted. inven-
tions, see Chapter 800, particularly §§ 804
804 (}“ 806.04 (h), 822 and 822.01 for double pat-

fev. 40, Apr. 1874 70.9

the ap hcatmm cﬂntam canﬂxot:m claums, see

35,{}.,%.
dmmmmi mm}hmmw on t}m pnmnt. patant 1f
the divisional application i filed as a result of
a vequirement for restriction made by the Office
even though the requirement for restriction
relates to species. In re Joyce, 1058 C.D. 2;
115 USPQ 412, See nlso Tn re Herrick et al,,

1958 C.D. 1; 115 Ubl’Q 419 where Llw Com-




~ An. unreasonable. number. of claims;. that is
unreasonable in view of ths nature and scope
of applicant’s invention and the state of the
art, may afford a basis for a rejection on the
ground of ‘multiplicity. A rejection on thig

round should include all the claims in the case
inasmuch g it relates to confusion of the issne.
T'o ‘avoid 'the possibility that an application
which has been rejected on' the ground of un-
due multiplicity o# claims may be appealed to
the éBoaﬂi' of Appeals: prior t6/an axanination
on the merits of at least some of the claims
presented, the examiner should, at the time of
making' the rejection on the ground of multi-
plicity ‘of claims, specify the number of claims
which in' his judgnent is sufficient: to prop-
erly define: applicant’s invention -and require
the avpli‘mntrto; select certain claims, not to
exceed the number speeified, for examination on
the merits. The examiner should be reason-
able in setting the number to afford the appli-
cant somo Intitude: in elaiming his invention.

The earlier views of the Court of Customs and
Patent Appeals set forth in In re Chandler, 117
USPQ 361, 46 CCPA 911 (1958) and In re
Chandler, 138 USPQ 138,50 CCTA 1422 (1963)
have heen somewhat revised by its views in In
ro Flint, 162 TTSPQ 228, 56 C'C'PA 1300 (1969)
and In re Wakefield, 164 USPQ 636, 57 CCPA
959 (1970). : ,

T{ & vejection on multiplicity is in ovder the
examiner shonld make n telephone call oxplain-
ing that the claims are undualy mudtiplied and
will he rejected on that gronnd. Note § 108, Te
should vequest selection of a apecified mmber
of claims for purpeses of examination,

1f time for consideration is requested arrange-
ments should be made for a second telophona
eall, prefernbly within three working days,

When claims are selected, a formal multi-
plicity rejection is made, including a complete
record of the telophone interview, followed by
an action on the selected claims.

When applicant refuses to comply with the
telephone request, a formal multipheity rejee-
tion is made.  No reference should be made to
the unsuccessful telephone enll.

previous: se
net excoedii

2. In the event of a traverse of said rejection
applicant, besides specitically pointing out the
supposed errors-of the multiplieity rejection is
required to confirm his selection previously
made by telephone, or if no previous selection
has been made, select certain claims for purpose
of examination. the number of which iz not
greater “than  the *tamber specified by the
examiner,
If the rejection on multiplicity is adhered to.
all claims retained will be included in such
rt\,!jof_-t,_;gm and the selected claims only will be
add tx;m Ny, examined on their merits.. This
proced

the rejection on multiplicity reviewed by the

re preserves applicant’s right to have

Board'of Appeals. "~

706.03(m) = Nonelected Inventions
| " [R-34] «r |

Soc.§;? 821 to 821.03 for trvatment of claims
held to be drawn te non-elected inventions.

706.03(n)  Correspondence of Claim
© and Disclosure [R-29]

Rule 117. Amendment and revision roquired. The
specifieation, elnims and deawing must be amended and
revised when required, to correct inaccuracies of de-
seription and definltion or unnecessary prolixity, and
to secure correspondence between the claims, the spect-
fleation and the dvawing, '

Another category of rejections not based on
the prior nrt is based upon the relation of the
rejected claim to the disclosure. In chemical
eases, # clnim nmny be so broad as to not be
anpported by disclosure, in which case it is
rejected ng unwareanted: by the disclosure, 11
averments in a chiim do not correspond to the
nverments or diselosure in the specifieation, a
rejection on the ground of naccuracy may be
in order. Tt must bo kept in mind that an
original claim is part of the disclosure and
might adequately set  forth guh‘iect matter
which is completely absent from the specifica-
tion,  Applieant 18 required in such an in-
stance (o ndd the subject matter to the specifi-
cation.  Whenever an objection or rejection is
mnde based on incomplete disclosure, the ex-

Rew, 40, Apr. 1974



r(capable of 1k_ ustra
not:shown in the

706.03(0) New Matter [R-29]

85 USO ’138 Nouw of rejcouon, rwmmtm;wn

ing the reasons for such’ rejecuon, ‘or’ objaction or re-
mmnent. together with auch lnformatlon and refer-
ences as may be useful in judglng ol' the proprmy, of
continuing the prosecution of his nmmcﬂtion and it
after recelving such notice, the applicant persms in his
claim for a patent, with or without amendment, the
application ‘shall ‘be reexumlnr& 'No anmendument shall
Introduce new matter Into the disclosure of the
invention.

I amended cases sub{ect matter not dis-
closed in' the ori mai ‘application is sometimes
added and a clmm directed thereto. Such a
claim!is rejected on the ground that it is drawn
to new matter. New matter includes not only
the addition of wholly unsupported. subject
matter, bt also, adding specific percentages or
compounds after a broader Ol‘l% inal disclosure,
or even the omission of a step from a method.
Seo §8 608.04 to 608.04(c).

In the examination of an application fol-
lowing amendment thereof, the examiner must
he on the alert to detect new matter. The pro-
hibition against new matter has been incorpo-
rated into the patent statuto. These rejections
are based on 85 11.5.C. 1382,

706.08(p) No Utility [R-20]

A rejection on the ground of lack of utility
ineludes the more specific gronnds of inopera-
tiveness, in volving perpr'tuul nwtmn, rivolous,
fraudulent, against public policy. The statu-

tory basis for this rejection is 35 U.S.C. 101,
See § 608.01(p).

706.03(q) Obvions Method [R-40]

In view of n decision of the 1.8, Court of
Customs and Patent Appeals, process claims

Rev, 40, Apy. 1974

1f the produet pmdu
Inre Kan 81

well be obvmm in the &
vious vesult in the procoss mmlf I
158 TISPQ 381 In re Naugﬁbmwr a
USPQ 205 (("(‘PA 1964) i Corning * Glass
Works et)al annm 175 U“)PQ p16. (D. ("
ever, the use of a apecific xmnmul oil in
n, process. was held to be material in In re
buhnmdm et nJ 179 UbI’Q 46 ((‘CPA 1973).

706 03(r) Mem Funchon of Mwhinae:
[R-20) ,

In vmw of the deeision of the Court, of Gus-,
toms: and Patent Appeals in In re Tarcsy-
Hornoch appearing at 158 USPQ. 141, process
or method claims are not subject to rejection b
Patent Office examiners solelv on the groun
that they define the inherent f{uuctmn 0 dis-
closed machme or upparatus.. ,

706. 03(5) Sututory Bar [R-«40] '

Anmher cntognry of ro]vntmnq not ba.sod on
the prior art finds'a basis in some prior act of
applicant, as a result of Whl(‘h the claim is
dcmed lnm

Amvn(mumrr OF Iﬁer'rmN‘
Under 35 U.S.C. 102(e), abandonment of
the “invention” (as distinguished from aban-
donment of an application) results in loss of

right to a patent. Note In re ({ibbs ot al., 168
UHI’Q 378 (OCPA 1971).

Owx Priox Forrun Parent

Eetract from 85 U.8.0, 102, Conditions for patenta-
hility; novelty and loss of right lo patent, A perkon
shall be eatitled to a patent unlegs -

(d) the Invention wau firsl patented or caused to
he patented by the applicant or tifs legnl representatives
or assigns in & foreign country prioe to the date of the
application for patent in this coontry on an applica-
tion filed more than twelve months bofore the fillng of
the application in the United Blates,

The statute above quoted estublishes four
conditions which, if all are present, establish a




pted, 108 0Cenrre
Ev parte Gruschy
discusses the mesning of p
to German procedures.

{4)
4 )

" Susm1ssioN To LIBRARY UNNECESSARY, -

/. Applieations should not be submitted ns'a rou-
tine matter to the library to ascertain if the
foreign application hus becomen patent. < Since
the foreign patent to be a :bar under 35 U.S.C.
102(d) must have been granted before the filing
date: in: this country, the probability: 6f' the
foreign patent having issued after the date of
execution. of ‘the original oath and before the
U.S. filing date is so slight as to make such a
search ordinarily unproductive. =~ '~ o

., Foretox, FiLiNe, WITHoUT LICENGE .

35 U.8.0. 185. Abandonment of imvention for unauthor-
izéd disclosure. The invention disclosed in an applica-
tion for patent subject to' an order made pursuant to
section '181 of this title may’ be held abandoned upon
its belng established by the' Commissioner that in
violation of said order the invention has been published
or disclosed or that an application for a patent therefor
has been filed in a forelgn country hy the Inventor, his
successors, assigns, or legal representativen, or anyone
in privity with him or them, without the consent of
the: Commissioner. The abandonment shall be held to
bave occurred as of the time. of violation. The eonsent
of the Commissloner shall not he given without. the
conenrrense of the heads of the departments and the
chief officers of the agencies who caused the order to
be laseed. A holding of abandonment shall cc)lmllttiute
forfeiture by the applicant, his successors, asslgns, or
legal representatives, or anyone in privity with him or
them, of all elplms agalnst the United States buased
upon snch Invention,

85 U.K.0C. 184. Filing of application in forelgn coun-
try. Bxcept when authorized by n leense obtained
from the Commiusloner a person shall not file or cause
or authorlze to be filed In any forelgn country prior to
#lx months after fillng in the Unlted States an applica-
tion for patent or for the reglatratlon of a utillity model,

721

oneur

G mi

: pive 8 United' 8
invention if that person, or bis m
legal  represeritatives  #hall,  withou
license 'preseribed ' section 184 'of ‘th
mide, or consented 'to’ or’ asnlsted another's ‘making,
application In a forelgn country for & patest of for the
registrution of a utllity model, industrial design, or
wodél tnrespect ‘of’ thd ‘invention: A United’ States
patent lssued {0 uph perddn, his sudcessors, assigus, or
legal representatives shall be invalid, o

If, upon examining an application, the ex-
aminer learns of the existence of a. correspond-
ing foreignu. application which appears to have
been filed before the United States application
had been.on file for six months, and if the in-
vention apparently was made in.this country,
he shall ‘vefer the application to Licensing
and Review Section of Group: 220, calling at-
tention to the foreign application.  Pending
investigation of the ;’)m-'.uil»ﬁ\ violation, the ap-
plication may be returned to the examining
group for prosecution on the. merits, When at
1s otherwise in condition for allowanee, the ap-
plication will be ngnin submitted to Licensing
and Review Section of Group 220 unless the
latter _has already: reported that the foreign
filing involves no bar to the United States
applieation. .
1 it should be necessary to take action under
35 11.8.C, 185, Licensing nnd Review Section of
Group 220 will reqnest transfer of the applicn-
tion to it. ,

Oviign Srarurony Bara

Clnims to an inwintion in public use or on
sale in the United States more than twelve
months before the effective 1.8, filing date are
rejected. 356 U.S.C. 102(D).

706.03(t)  Other Assigned Application
[R-19]

As pointed out in § 304, assignment of one
of several overlapping applications of the same

Rev, 40, Apr. 1074



For re]echon
§§1100 to 1110, ~1© o

The outecome of ubhc uge' p y
also ‘be 'the' basis of a rejection. (Seo r\ﬂé 29&)

“Upaon termination of a public use procecdings
melmiing u ‘ense also involved in interference,
in‘order for a prompt resumption of the inter-
ference proceedings, a notice should be sent to
the Bonrd of Patent Interferences notifying
them 'of the disposition of the pubhc use pro-
oﬂedmgs. : ,

706 03(w) Rc-s Judicnla

[R;zmj

Judicata may constitute Yropor
However, as nowd low,

ﬁ\md for rejection.
Court of Customs and Putent Appeals has
materially restricted the use of res judicata
rejections. Tt should be applied only when the
eartier decision was & decision of the Board of
Appeals or any one of the reviewing courts and
when there is no opportunity for further murf
review of the earlier decision.

The timely filing of a second applieation co-
pomlmg w:th an earlier application does not

Rev. 40, Ape. 1074 72,2

571 (1063).
In re'Katz, 167 USPQ 487
im?()), (prior decision by I‘iai; riot ‘Court).
n ‘the’ following cases tm- various ‘rtmxx’mi,
res judicata rejections wers reversed.
In re Fried, 136 USPQ 429, 50 CCPA 954
(1968) (differences in claims).
In 1o Szwarge, 138 USPQ 208, 50 C(EVPA
1571 (1963 mh(dmﬂemnm in claims). o
In re Hellbaum, 152 USPQ 571, 54 LQPA
1051 (1967). (differences in nlnims).
/In re. Herr, 153 USPQ 448, 54 CCPA 131&
(1 7) (sa.nw clmma, new evxdence, prmr
decision by CCPA
21 Inre! Kaghnn, 156 USPQ 130 55 C}(‘PA
+ 844.(1067) (prior decision by Board of Ap-
peals, final re)ectlon on prior art withdrawn
y examiner “to sim )h}y the issue”, differ-
ences in claims; holding ‘of waiver bu%d on
, lanfuuge inMPEP at.thetime), -
re ("}rmq3 162 USPQ. 157, 56 C(“PA
1438 (1969) . (Board of Appeals. hold second
. get, of claims patentable over prior art). -
" In re Fxslmr, 166 USPQ 18, 567 CPA
1009 (1970). (difference in c]mms)
... In re Russell, 169 USPQ 426, b8 CCPA
- 1081 (1971) (new evndenw, mwctnon on prmr
.art reversed by court).
~Inre Ackermann, 170 U SPQ 34(), 58 (‘(‘PA
1405 (1971) (prior decision by Board of Ap-
~ peals, new evidence, mjwtmn on- prior art
‘raverged by court),
Plastie Contact Lens Co. v, Gottschalk, 179
USPQ 262 (D.C. Cir, 1973) (follows In re
Kayhan), o

5SCCRA7M




yea e
original patent. This is an abso
cannot be excused. This prohib
interpreted to apply to. any. c
broader in any res ha
original patent, . Such claims m

o

&{b& rejected

a8 being barred by . C. 251,
reissue is app

ssue 1s olied. for  within . two
years, the examiner does not go into the ques-
tion of undue delay. . . ..
The same section permits the filing of a re-
issue application by the assignee of the entire
mnterest only in cases where it does not.‘fen)mge
the scope of the claims of the orifinul patent”,
Such claims which do enlarge the scope may
also be rejected as barred by the statute,
_ A defective reissue oath affords a ground for
rejecting all the claims in the reissue appli-
cation. See §1401.08, o
‘Note that a reissue application is “special”
and remains so even if applicant does not make
& prompt response. . B

706.03(y) Improper Mlikuah ;Gl“Olllp
[R-34]

Ex parte Markush, 1928 C.D. 126; 340 O.G.
839, sanctions, in chemical cases, claiming n
geyma expressed s a gm\’;&imnsisﬁn of cer-
ain specified materials. is type of claim is
employed when there is no commonly accepted
generic expression which is commensurate in
scope with the field which the ap;i:licamt. de-
gires to cover. Inventions in metallurgy, ve-
fractories, ceramics, pharmacy, pharmacology
and biology, may be claimed under the Mar-
kush formula but it has consistwt]e’ been held
to be improper to extend it to purely mechani-
cal features or process megs. It is improper to
use the term “comprising” instead of “consist-
ing of”. Ex parte Dotter, 12 USPQ 382, Re-
ﬁmiing the normally prohibited inclusion of

[arkush claims of varying scope in the same
ease, see x parte Barke, 1934 C.D. b 441 ..
50%.

The nse of Markush claims of diminishin
scope should not, in itself, be considered a suffi-
cient basis for objection to or rejection of claims.
However, if such a practice renders the elnims
indefinite or if it resnlts in undue multiplicity,
an appropriate rejection shonld be made. This
practice with respeet to Markush elaimg of
diminishing scope is being continued,

The materials set forth in the Markush group
ordinarily must helong to a recognized physi-
eal or chemical class or to an art-recognized

. However,

erty. While in the ‘nn
bype"elaims:vvua;aplp ied as liberally as possible,

resent practice which holds that claims reeit-
ing - Markush fgmupa' are not generic claims
(§803) may subject the groups to & morve strin-
ent test: for )mﬁvi%y of the recited members.

Vhers & Markush expression is wggﬁd ouly to
a portion of a chemical compound, the propriety
of the grouping is detormined by & consideration
of the compound as a whole, and does not depend
on there being a community of properties in the
members of the Markush expression. .

- When materinls recited in a claim: are so
related as to constitute a proper Markush group,
they may be recited inthe conventional manner,
or alternatively. For example, if “wherein R
is a material selected from the group consisting
of A, B, C and D is a proper limitation then
“wherein R is A, B, C or D” shall also be con-
sidered proper. o o

SosorNvs Cram

A situation may ocenr in which a patentee
has presented a number of examples which, in
the examiner's opinion, are sufficiently repre-
sentative to support & generic claim and yet a
court may subse«}uentzly hold the claim invalid
on the ground of undue breadth. Where this
happens the patentee is often limited to species
claims which may not provide him with suit-
able protection.

The allowance of n Markush type claim under
o true genus claim would appear to be bene-
ficial to the applicant without imposing any
undue burden on the Patent Office or in any way
detracting from the x-i%hts of the pnblic. Such
n subgenus claim would enable the applicant
to cluim all the disclosed operative embodi-
ments and afford him an intermediate level of
protection in the event the true genus claims
should be subsequently held invalid.

The examiners are therefore instructed not
to reject o Marknsh type clnim merely because
of the presence of a true genus elaim embra-
cive thereof.

See nlso &8 608,01 (p) and T16.03.

706.03(z) Undue Breadth [R-32]

In applications directed to inventions in arts
where results are predictable, broad claims may

Rev. 84, Oct, 1972



However, in applications directed to i
tions in arts where the results-are unpredictable,
the disclosure of a single species usually does

ide anadequate basis to support generic

8 is because in arts such ag chemistry it is
not obvious from-the disclosure of one species,
what other species will work. - In re Dreshfield,
1840 C.D. 861; 518  O.G. 255 gives this general
rule: “It is well settled that in cases involving
chemicals and chemical compounds, whieh dif-
fer radically in their properties it must appear
inan applicant’s: specification either by the
enumeration of a sufficient number of the mem-
bers of a group or by other appropriate lan-
ruage, that the chemicals or ehemical combina-
tions included in the claims are capable of ac-
complishing the desired result.” The article
“Broader than the Diselosure in - Chemical
Cases”, 31 J.P.O.S. 5, by Semuel 8. Levin
covers this subject in detail.

706.04 Rejection of Previously Al
o lowed Claims =

A claim noted as allowable shall thereafter
be rejected only after the proposed rejection
has been submitted to the primary examiner
for consideration of all the facts and approval
of the proposed action. ,

(ireat care should be exercised in authorizing
such a rejection. See Kx parte Grier, 1923
C.D. 27; 309 O.G. 223; Ex parte Hay, 1009
C.D. 18; 139 0.G. 197.

Previous Acrion By DirrFereNT EXAMINER

Full faith and credit should be given to the
search and action of a previous examiner mn-
less there is a clear error in the previous action
or knowledge of other prior art. In general, an
examiner should not take an entirely new ap-
proach or attempt to reorient the point of view
of a previous examiner, or make a new search
in the mere hope of finding something.

Beeanse it i8 unusual to reject n previously
allowed claim, the examiner shonld point out
in his letter that the elnim now being rejected
was previously allowed.

706.05 Rejection After Allowanee of

Application
See § 1308.01 for a rejection based on a refer-
ence,

For rejection of claims in an allowed case
which has failed 10 make the date of a senior

Rev. 82, Apr. 1072

-inven-

706.07  Final Rejection

" Rule 113, Final rejection or acton. () On the

second or any subsequeni examination or consldera:
tion, the rejection or other actlon may be made final,
whereupon applicant’s response {s limited to appeal in
the case of rejectlon of any clalin' (rule 191) or to
amendment as specified in rule 118, Petitlon may be
taken to’ the Comniigsioner in the case’ of ‘objections
or requirements not involved In the rejection of auy
elalm' (rule®181). Response ‘to ‘A final' rejection ‘or
action must {nclude eancellation of, or appeal from the
rejection of, each claim so vejected and, If any clalm
stands allowed, compliance with any requirement or
objectlon as to form.

(b) In making such final rejectlon, the examiner
shall repeat or state all grounds of rejectlon then con-
sldered applicable to the clalms in the case, clearly
stating the reasons therefor,

‘Before final rejection is'in order a clear issue
should be developed between the examiner and
applicant. To Dbring the prosecution to as
speedy conclusion as possible and at the same
time to deal justly by both the applicant and
the public, the invention as disclosed and
clnimed should be thoroughly searched in the
first action and the references fully applied;
and in response to this action the applicant
should amend with n view to avoiding all the
gronnds of rejection and objection. Switching
from one subject matter to another in the
clnims pregented by applicant in successive
amendments, or from one set of references to
another by the examiner in rejecting in sue-
cessive actions claims of snbstantinlly the same
subject matter, will alike tend to defeat at-
taining the gonl of reaching a clearly defined
issue for an early termination; i.e., either an
allownnee of the case or a finnl rejection.

While the rules no longer give to an appli-
eant the right to “amend ns often as the ox-
aminer presents new references or reasons for
rejection”, present practice does not sanction
hasty and ill-considered finnl rejections,  The
applicant who is secking to define his invention
in elnimg that will give him the patont protec-
tion to which he is justly entitled should re-
ceive the eooperation of the exuminer to that
end, and not be prematurely ent off in the




‘prosecution of his case. But the applicant  The examiner should never lose sight of the
who dallies in tha‘Frbﬁé@ﬂtioh of his case, re-  fact that in ever; » the applicant 1s entitled
gorting to technical or other obvious subter- - to a full and fair hearing, and that a clear issue
fuges in order to keep the application pending  between applicant and examiner should be de-
before the primary examiner, can no longer  Veloped, if possible, before appeal is prose-
find a refuge in the rules to ward off a final  euted. However, it is to the interest of the
rejection, applicants as a clags as well as to that of the

V4.1 Rev. 34, Oct. 1972
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“rejecticn, all outstand-

grounds of rejection of record should be
ully reviewed, and any such grounds re-
lied on in the final rejection should be reiter-
ated. They must also be clearly developed to
such an extent that applicant may readily judge
the advisability of an appeal unless a single
previous Office action contains o complete state-
ment supporting the rejection. .~ .
 However, where a single previons Office ac-
tion contains a complete statement of a ground
of rejection, the final rejection may refer to
such a statement and also should include a re-
buttal of any arguments raised in the appli-
cant’s response. "If appeal is taken in such n
case, the examiner’s answer shonld contain a
complete statement of the examiner’s position.
The final rejection letter should conclude with
astatementthat: ;

“The above rejection is made FINAL”, or
“This is a FINAT rejection”, -

The Office action first page form POI.-326
ghould be used in all Office actions up to and
including final rejections.

A final rejection mnst be signed by a primary
examiner.

For amendments filed after final rejection,

see 8§ 711.12 and 714.13. [R-29]
706.07(a) Final Rejection, When
Proper on Second Action

[R-43]

Due to the change in practice ns affecting
final rejections, older decisions on questions of
prematurcness of final rejection or admission of
subsequent amendments do not necessarily re-
flect present practice,

Under present practice, second or any subse-
quent actions on the merits shall be finul, except
where the examiner introduces o new ground
of rejection not necessitated by awmendment of
the application by applicant w]ywl,lmr or not. the
prior art is slready of recond. Furthermore, &
second or any subsequent netion on the merits
in any application will not be made final if it
includes a vejection, on newly cited art, of any
claim not amended by applicant in spite of the
fact that other elaims may have heen amended
to require newly eited art,

patentable novelty, the: in ald

wrd not to allow such claims, See §7

Fhe claims, however, may be finally rej

£
in the opinion of the examiner, ‘

ed i
| they are clea ?ly

ot
" Final  Rojoction, - When

Proper ‘on’ First Action
oy
~The claims of & new application may be finally
rejected in the first Office action in those situa-
tions where (1) the new application is a con-
tinuing application of, or.a _substitute for, an
earlier application, and (2) all claims of the new
application (n) are drawn to the same invention
claiced in the. earlier .application, and (b)
would have been f|‘n'op(zrlvAna]ly- rejected on the
rounds or art.of record in the next Office action
if they had been entered in the earlier apyplica-
tion, . S :

- However, it wounld not be proper to make final
a fivst, Office action in a continuing or substitute
application where that application contains
material. which was presented in the earlier
application after final rejection or closing of
rosciition but was denied entry for one of ine
l’ollowin reasons :

(1) New issues were raised that required fur-
ther consideration and/or search, or

~ Fz) The issue of now matter was raised.

further, it would not be proper to make final
a first Office action in a continuation-in-part
application where nny claim includes subject
matter not present in the eavlier application.

A request. for an interview prior to first ac-
tion on a contining or substitute application
should ordinarily be granted.

706.07(¢) Final

ture

Any question as (o prematureness of a final
rejections should be rnised, if nt all, while the
casa i still pending before the primary exam-
iner.  This is purely n qguestion of practice,
wholly distinet from the tenability of the re-
jection, Tt may therefore not he advanced as a
gromul for appeal, or made the basis of com-
plnint. before the Board of Appeals. Tt is re-
viewable by petition,

706.07(d) Fingl
drawal
[R~-29]

If, on request by applieant for reconsidera-
tion, the primary examiner finds the final rejee-

Rejection, Prema-

With.

Premature

Rejection,
of,
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not mean that no further am
ment will be considered. An amendment that
will pluce the ease either in condition for al-
lowance or in better form for appeal may be
admitted. Also, amendments complying with
objections or requirements as to form are to be
permitted after final action in accordance with
rule 116(a). AR SR

'The examiner may withdraw the rejection of
finally rejected claims. If new facts or reasons
are presented such as to convinee the examiner
that the previously rejected claims are in fact
allowable, then tl);e inal rejection should be
withdrawn.' Occasionally, the finality of a re-
jection may be withdrawn in order to apply a
new %:ound of rejection, " a

Although it is permissible to withdraw a final
rejection for the pu ‘of entering n new
ground of rejection, this practice is to be limited
to situations where a new reference either fully
meets at least one claim or meets it except for
differences which are shown to be completely
obvious. - Normally, the previous rejection
should be withdrawn with respect to the claim
or claims involved. ‘

The practice should not be used for applica-
tion of subsidiary references, or of cumulative
references, or of references which are merel
considered to be better than those of record.
Furthermore, the practice should not be used
for entering new non-reference or so-called “for-
mal” grounds of rejection such as those under
35 U1.S.C. 112, o

When a final rejection is withdrawn, all
amendments filed after the final rejection are
ordinarily entered.

707 Examiner’s Letter or Action
[R--43]

Rule 104. Nature of examination; ezaniner's action,
(8) On taking up an application for examination, the
examiner shall make g thorough study thereof and shall
makle a thorough investigation of the avallable prior art
relating to the subject matter of the invention sought to
be patented. The examination ahall be complete with re-
spect both (v compliance of the application with the
statutes and rules and to the patentabliity of the in-
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alding the applicant to judge of the propriety of con-
tinuing the prosecution of his application.

Under the current first nction procedure, the

examiner signif the action form POL-326
certain informe cluding the period set for
response, any attachments, and a “summary of
action,” the position taken on all claims.

“This procedure also allows the examiner, in
the exercise of his professional judgment to
indicate that a discussion with applicant’s
representative may result in . agreements
whereby the application may be placed in con-
dition for allowance and that the oxaminer
will telephone the representative within about
two weeks. Under this practice the applicant’s
ropresentative can be adequately prepared to
conduct such a discussion, Any resulting amend-
ment may be made either by the applicant’s
attorney or agent or by the examiner in an
examiner’s amendment. It should be recog-
nized that when extensive amendments are nec-
essary it would be preferable if they were filed
by the atterney or agent of record, thereby
reducing the professional and clerical workload
in the Office and also providing the file wrapper
with n better record, including applicant’s argu-
ments for allowability as required by rule 111.

The list of references cited appears on a sep-
arate form, Notice of References Cited, PO-892,
(copy in § 707.05) attached to applicant’s copies
of the action. Where applicable, Notice of In-
formal Patent Drawings, PQ-948 and Notice
of Informal Patent Application, PO-152 arc
attached to the first action. o

The attachments have the same paper number
and are to be considered as part of the Offico
action.

Replies to Office actions should include the
3-digit art unit number and the examiner’s
name to expedite handling within the Office.

In accordance with the Patent Statute,
“Whenever, on examination, any cinim for a
patent is rejected or any objection . . . made”
(85 U.8.C. 132) notification of the reasons for
rejection and/or objection together with such
information and references as may bo useful in
judging the propriety of continuning the Hmwmh
cution, as required under the Statnte, should
appear in colums 2-4 of a completed form PO-
1% 12, supplemented by relevant sections of the
Statute on the reverse sido of the form,

Upon proper completion of form PO-1142:

Jolumn 1 will identify the rejected and/or
objected elaim(s) ;




. U.5.-DEPARTMENT .OF COMMERCE
R Patent Office e
Address Opty.  COMMISSIONER OF PATENTS
R  Waghiniglon, O Q. 20234
¢ D Hanry Art Unit 118 Pajer No ’mm__m.«
E)B/El/?’# Gegi) , Q07 :l . I . . R
T b \J 1] ,,l p
John A. Hovel . 14,975
M JAN :
v o v : )
dJohn S, Able GRO
123 Jeltferason Dovia diphuay ,
Arlington, Yirginis 7
This s a communication from the Examines m
charge of your application
Conmprempanes Of Pasaran
! M This application has been exammned
[T Aesponsive 1o commaumcation Med . .. .o o {71 This action is made final.
A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS ACTION 1S SET TO EXPIRE
[— 3 MONTH(S),........ me——fyterd £ ROM THE DATE OF THIS LETTER.
PART
The followng attachmentsis) are part of this action:
@ N tNotea ol Aatorences Cled. Form PO B892 b [T Notca of Informal Patent Drawing. PO-048
¢ [C] Motcw of Informa Patest Apprcation, ¢ T
Farm £0- 152
PART It
Summary af Action
1 M(;‘lmma /',' II e e st 8 s e s e e onnn s AT PTOSONIOA TOF BxAMBIAUON
B ol SO 1 -1
) M Claims, 9 o /I e v e e e e e - WOURE D& Allowable o amondoed as nacated
4 N Chairig / ot 8’ . e O U UURPRPNE L 11 =30 g% e o] {113
5 N(Sl:nn‘l’a 9-11_ e e e ATE OVjOCH 1D
60} Clms.. ... et s ettt s e o A BUROGE WY rORINCHON OF Olchon requireinent
2N MG o o e e e e ety wathdrawn from: Conssterabin
— ) Smee Wig appRcation appears 1o ba in cotion e altowance arcepl tor formal malters, prosecution ags ta the
mesnts 1% lodend w1 ageoreanae with the prachce witer By parto Guayle 1036 C D 1145300 213
W] Sasco b appears that a diseresion soth o grtlioant' s repessitative ety rosult e agroements whmoby e apph
eahon ity b placad o cordition for alfowance the o cmnor will tofophone the reprasontafive within aboat 22
wirerkn (00 ier dhater o s lotler
1) [ Blercenpt o ae knnwledged of papers unsder 35 USE 118 which papera have beet placed of tecont i the tile
VT Appbcant s chsen 1oF prionty based o a0 aggic ation hiled i e an
B whech g 1w aote, Bowover, IGEa Cearbband cogiy dn tegearcd by 30001 143 has net Dot rgcved
te 3 Otor
vea tono B —
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| owe 2 s, uenumt Qt ‘t;m cE
T > M’h 999 799 umw- Rt anry
NO“}ICATION 0' “]!C“ON(S) AND/OI OIIEC"ON(S) (38 UsSC 132)
T YY1 Y HE AROYE ¥ QX"%“GKB . 'MF’@W‘V‘Q”
T 2 L ey 1RERTFICATIONR ARD COMMENTY
B ‘.,‘
1
Axle assemblies of each #Fixed
; Js
2 12,8 | us.c B8/¢c fo Htubular Members (F:g 2 aac ‘
L /02
8, Fig. 4 of C).
Obwous -/b q;—aﬁmd au.xl/:ary w/n.e/s
35 of D F: lacteraltl y as n F
3 16,7 ws.c Dv E+F (,o 2, Is. I- ). Also, obvious o pro-
/103 de. rer-hcall ¢/ wstable wheels
z‘n a3 sﬁown 6y ~ (F:j 3).
"A,omr"/'ur‘c " s misdeseriptive. in
38
4 6, 7 u,s.ce, I deﬁ'n:‘ny a sleeve within a
H2
Frame member,
s | g 35 Obrious fo extend arxils ary wheels
u.s.c. Av E of A (F49 /) /¢+eru/y as 'tn E
103 (,o R, /s I-b
e | 9-/1 - - Objected +o — c/ d From nyccn‘m/
alaim ; will be a.//owcd 1 rewrithen
" lndependarn" .
7 | Claim 6 would be allowed /f amended o recite. ~the
speaitiec hydraulic (wheel- moving arrangem ent,
® | G arted o shows an analogous Aydrau./:e. wheel -
monnj mechanisrm,
EXAMINER e Te. )
5 Camial tetlers tepresenting refereficey are wenhired o ‘ ’m" :‘:“ - _3070
ptiampanying ot Pty -892
B e ha  Jlooan I Uatl
A ahash /0 hetween ledleds repre sents e allemative o a9 Thomas F c.“a&hdv
nr Sec s 1. 1) 102 HRD snd 112 o the Patens Slatute Primary .,-amwer
chilie il the Gaited Shates  ader are topeaden ed 6o the A" ” t qr) 'p
traick e thee beeel U S
-2
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fbmmtion, the par
drawing(s), and/or:
'of the referen

‘ments

condensed language.
«ITn exeeptional ‘cages, as to
ngent requirements under rale 108(b); and
‘in pro se cases where the inventoris unfamiliar
‘with the patent law and’ practice, a more com-
plete explanation may be needed. If necessary,
a regular action, not using form PO-1142, may
be prepared. o e e s
 Revised “Notice -of References Cited” form
PO-892 with the capital letters in the left-hand
margin shonld be used with form P0-1142. To
facilitate the use of these letters for reference
identification, the patents and other references
should be listed in the order they are first used
on form P(O-1142.  Aceordingly, the first U.S.
patent used as a reference in preparing form
PO-1142 will be identified by letter “A” and
listed in the first line of form PO-892 regard-
less of the patent mumber, the second U.S.
patent used will be identified as “B” and listed
in the second line, ete. The first foreign patent
or publication used will be listed on the line
identified by lotter “L”.

- Objections to the disclosure, explanation of
references cited but not applied, indieation of
allowable subject matter, requirements (includ-
ing requirements for restriction if spaco is
nvn,ilnl)]u) and any other pertinent comments
may be written at the bottom of form P(0--1142,

Summary sheet POL-326, which serves as the
first page of the Office action, will continuo to
be used with all first actions and, ns usual, will
identify nny allowed clnims, This summary
sheet, designated as page 1, identifies two parts
of the Office action with Roman numernls as
“Part I” and “Part 11",

Form PQO-1142 hag “Part III” printed
thereon for identification and distinction with
regard to other parts of the action, The form is
to be numbered page 2 in the space provided at

fy *t{h;e"'moi{s

- ’ ’ G‘ ﬂq AL 2
rejection, references and information vertically

aligned with the columns on the upper part of
the form, with or withont extending the vertical
column lines downward and, if extended down-
ward, prefereably without. passing «thmng;hn the

vacant space botween paragraphs 4 and 5.
_ If space in the form including the lower part
i8 inadequate for all the claims that are subject

to_rejection and/or objection, a second farm
PO-1142 may be used, marked as page 3 and
further marked for distinguishing. identifica-
tion ‘as “Part ITT-a” with the lower case letter
“a” inserted after the printed Roman numeral

I,

~ If the space on the form or forms is inade-
quate for completing the rest of the action
?]other' than  rejection and/or. objection” of
claims), a regular blank action sheet may be
used, marked with a page number succeeding
the page number on the form(g;).,”l‘his’; page
should be marked as “Part TV”, and marked
with paragraph numbers in sequential order
starting with number 17, o 1

If form PO-1142 is the last sheet of the action
without additional typed pages annexed, exam-
iner’s signatures and telephone numbers should
be located at the bottom of the form at the indi-
cated location. o

A yellow worksheet form PO-1142A, corre-
sponding to the form PQ-1142, is available for
use by the examiner in preparing his action for
typing. However, the action should ]pmfembly
be written or printed by haund directly on form

«

PO-1142, rather than typed if the writing or
printing is legible and clearly readable in the
opinion of the supervisory primary examiner,
All doubts concerning legihility of writing or
printing shall be resolvmllz in favor of n tvwd
netion. A BLACK INK BALL POINT PEN
MUST BE USED.

The first action should be complete, with a
full explanation of the reasons for decisions on
tho merits in condensed language, using cssen-
tinl words and phrases in abbreviated form.
Identification of patentable subject mattor and
constructive suggestions for rendering the case
allowable should be made whenever possible,
§707.07(3).
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handed in fo P
" (4) 'When actions are returned by the Refer-
ence Processing Section (RPS) for correction,
they should be routed to the examiner by wa
of the supervisory patent assistant (SPA) a’ng
the supervisory primary examiner (SPE).
~(5) When action returned from RPS with
copy indicating defect. o ,

a. If feasible, correct (e.g., insert phone
number), ‘

b. If not feasible to correct, use original
copy of returned P0-1142 as worksheet and
have new PO-1142 typed.

INSTRUCTIONS

(1) PO-1142 can be used for actions on the
merits prior to the attorney’s response to the
first action on the merits, as for example, a mlf)«
Kl&mentul action, the previous action being the

rst action on the merits or for a first action
on the merits which is not the first action in
the case, but it shonld not be used for a second
action on the merits which is not made final
since the attorneys are expected to respond to
all aetions by using the names of the references
rather than the capital letters used on PO--1142,
All other Office actions should also use the
names for the references. If a PO-1142 is nsed
for a supplemental action, the previous action

ing to write o rejection in

iner feols certain that he
room. in a single box in
hould. mevely insert: “See
pgraph nother appropriate para-
graph number) and. write.the rejection.in that
paragraph. If he has any doubts as to  whether

1

rejection will fit in the box, he should write
; the box, On reaching. the last
nds that he will not have enough

end of that line he.should write

,"‘.Cént» . paragraph 6" (or another ap-

propriate paragraph no,) and finish the rejee-
tion in that paragraph. Under no circumstances
should a rejection started in column 4 of any of
the first five paragraphs be continued into: the
next numbered paragraph of that column,

. (4).When PO-1142 is the last page of the
action, the names, signatures, and telephone
number that appears at the end of a conven-
tional action should be placed in the box in the
lower right-hand. corner of the form. The tele-
|I)hone; number should include area code 7038 and
Patent and Trademark Office prefix 557 as well
as the examiner’s extension. T

(5) Examiners are never to fill out address
part of POL-326. L

(6) In Col. 4, the references should always
be referred to by the appropriate letter. The
symbols appearing at the bottom of the form
should never be used in Column 4.

(7). When a section of 1.8.C. is referred to
in Col. 2, it should always include 35 11.8.C. as
well ns the section of tho statate,

(8) Only capital letters representing rofor-
onces and the symbols appearing at the bottom
of the form should appear in Col. 8. For ex-
mnrle, the examiner should not indicate in

Col, 3

AvB

as applied
above
vD
(9) Reference eitation form PO-892 should

he marked with the paper number to which it
is an attachment.

Rev. 48, Jan. 1975 764




(10) Old forms P()L~. 6

with PO-1142 but they may be used with other
actions.

(11) The three parts of the action (forms
POL-326, PO-892 and PO-1142) should be
stapled togethol when finally placed in the file
wrapper. ~

Mostr FreQuunt Drerrcrs

(1) No telephone number,
(2) Reference names uged in Col. 4 and para-
graph 6.
(3) Writing or printing not easily readable:
‘arbon too light
Printing too small or compressed
Handwriting not easily readable

(dated earlier than 10-70), should 1 never be use;d ,

(4-) Refereme@ merely described and m@
combxmd in (‘olumn 4. [R-36]

707.01

Primary Examiner Indicates
Action for New Assistanmt  [R-
20)

After the search has been completed, action
is taken in the light of the references found.
Where the assistant examiner has been in the
Office but a short time, it is the duty of the
primary examiner to go into the case thor-
onghly. The usunl procedure is for the assist-
ant examiner to explain the invention and
discuss the references which he regavds as most

76.5 Rev. 43, Jan. 1976
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X pnrm Qua le actions,
and by applicant: in accordane
(b) and 708,02 are not furnished to applicant
with the Office action, Additionally, copies of
references cited in continuation upplwahona if
they had been previously cited in the parent

application are not fm'nmlwd In the rare in-
stance where no art is cited in a continuation
application, all the references cited durmﬁ the
brosecution of the parent applieation will ¥
isted at allowance for printing in the patent.

This service is furnished by the Reference
Processing Section (R.P.S.) which is in charge
of (1) orc ﬁ*rm copies of the cited U.S. putont»;;
(2) mailing the action with one copy of each
cited reference and (3) after mailing, returning
to the group the ribbon copy of the mailed ac-
tion together with a copy ot each reference to be
placed in the application file,

To assist in providing this service, the exam-
iner should :

(a) Write the citation of the references on
form PO-892, “Notice of References Cited”,

(b) Place the original copy of PO-892 in the
file wrapper and give to the clerk with the com-
pleted (l)l‘uo action for counting,.

(¢) Write the applieation serial number on
the plastic index tab of a special folder. Tnsert
into the folder both enrbon copies of PO-892
together with two copies of any foreign and
other references cited in the action, Such copies
of the foreign patents and publieations should
be made by the Coyping Center. Do not enelose
any ULS. patents,

() Place the folder in the “*Ont Box for
R.P.S”

IForm PO-592 s completed. and the folder
prepaved and forwarded to RS, in all enses
in which w reference is to he provided, vegard.
less of the ty pe referenee eited,

If specinl handling is desived, n Sspecinl”
sticker shonld be attached to the top of the
folder,

Jumbo VS, patents will be furnished to the
applicant, bt will not e placed in the appli-
eation file. A tab eard stumped “Jumbo Patent”

Y RPN A

with §§.707.05,

' pat
tmn by thu Dﬁsngn gmup. Yo
drawings and of the first p
tion of cited pat ; ,
charge, 'Any other subject ‘matter relied om by
the examiner will also be )mmdm‘ weit ot
charge, Where an applicant desires a mmpwe
copy of a patent it may be obtained throusgh
the Customer Services Division at the wsual
charge.

707.05 (b)

“itation of Prior Art by
Applicants [R-41]

This section sets forth positive guidelines
for applicants, their attorneys and ageunts who
desire to submit prior art. for consideration by
the Patent Office. Such citations of relevant art
are welcomed and arve encouraged. In order that
they may be most effectively considered by the
examiner, Lowever, with as little disru MW ion of
the l'ogulm examination process as possible, it is
requested that they be submitted in accordance
with the following guidelines.

(1) Citations should bo submitted within
three months after the application filing date if
possible. Any citation made after the rirst ac-
tion on the merits (if this occurs more than
three months after filing) shonld e accom:
panied by an explanation of why it was not
earlier presented. This may take the form of a
statement that it was made as soon as the art
or other material was discovered. or as soon as
its pertinency was appreciated, indicating the
date of discovery of the cited material ov its
pertinency.,

(2) Full text copies of the pertinent portions
of all such prior art citations or other material
relevant. to patentability of the claimed inven.
tion should he supplied, whether the citation is
made in o geparate paper or in the specification
of the apphieation. This will be wnnecessary in
the ease of pending or abandoned United States
applications (e.gr. Defensive Publications). In
the ense of publieations; o copy of the title page,
its copyright notice or other indication of a pub-
Heation date, mud copics of the entire pages
whieh contain the text of the relevant materiat
will be soflicient.
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furﬁhm
claim:
wught

((') A ﬁtnﬂ, nen ") the upplwant’ or' :
torney or igent ‘that, in“the Judgmont of tlm
person making the statement, the prior art or
other material cited raises a ‘serious question as
to the: putvntuhlhtv of the ¢ lmnmd sul))e(t mat
ter. ‘

~If the mater ml is hnlmntml aﬁel the hnﬂw is-
sue fee s been paid, it must also be accom:
pmm-d bya pohtmn under Rule 183 (37 CFR

L183) roquesting a waiver of Rale 312 (3T CFR

1.312). Sueh petition, if granted. would resnlt
in review of the mit by the examiner uml pos-
mble entry of the amendment, :

“Submitted ' citations ‘will ot in any way
diminish the ol)hgutlon of examiners to conduct
independent prior art scarches, or relieve ex-
aminers of citing pertinent prior art of which
they may be aware, whether or not such art is
cited by the nppliunnt, Nothing in this section is
intended to relieve applieants of any respon-
sibility they may have to cite knnwn prior art
to the Patent Office,

['f the apecifieation or a separate paper filed in
the application containg citations relating to
backgronnd material, applicant has the respon-
sibibity of determining whether or not such
materinl s sufliciently relevant to the elimed
imvention that full comphianee with these gaide-
lines is neeessary,

Prioe avt submitted by applicant i the man
ner provided herein will not he supplicd with
an Oflice action, but will be listed on the form
PO-892, *Notice of References Cited,” nlong
with other prioravt relied spon by the examiner
during the examination. Only that prior art
hsted by the examiner on form PO 892, will bhe
printed on the patent, However. the complete

by ‘the ‘patentes
file witho ~

ecord ni‘ a pat-
b itting

Ccopics. ()f the nled nrt mui of hm Lger tr
nnmug n to tlw P ’tent Oftice,

707 05(c) Ordm' of Lnsling [Rwﬂﬁ

In cmng referencea for the ﬁn&t tmm, t.kw
identifying data of the citation should be
placed on form PO-892 “Notice of References
Cited”, a copy of which will be attached to the
Office’ action. No ‘digtinotion is to be made be-
tween references on which a claim is rejected and
those formerly refarmd tons “pertinent”.  With
the exception of applicant submitted citations
(88 707.05(b) und 08,02), the pertinent fea-
tures of references which are not used as a basis
for rejection, shall bo pointed out brmﬂ‘y ,

Revised “Notice of Reforences Cited™ form
l’()»—B‘)z with the capital letters in the left-hand
ninrgin should be used with form PO-1142, To
facilitute the nse of these letters for reference
identifiention, the patents and other references
should bo listed in the order they are first used
on form PO-1142. Avvordingh. the first U.8
patent used as n reference in preparing form
PO-1142 will be identified by letter ~A™ and
listed in the first line of form PO-8#2 regard-
less ‘of the patent number, the second U.S,
patent used will be identified as “B” and listed
in the second line, ete. The first foreign patent
or publieation ll'-l(‘(l will be listed on the hine
identified by letter “1"

Seo § 1302.12,

Reference Cited in Subse-
quent Actions

707.05(d)

Where an applicant in an amendatory paper
refers to a reference which is subsequently
reliedd upon by the examiner, such reference
shall be cited by the examiner in the usual
manner,

Rewv. 41, July, 1074



! tlw uutlmrizimg nigmn
ture of the' supervisory primary: examiner
required. Applicants who desire a copy. of. dm
complete foreign’ patent orof the portion not
rder it in the ususl manner,
lw age,
%@atx

05(a) for a chart in which foreign
tering indicative of foreign pmm ami
ates to be cited are, lmuad

il

'y Mt the citation of the puttmt.
Mn%m t ; ab! hap&v

patent date. 'S
emtmuati;m-uv

-8 TL .%( fm- mt:mcm o{ nb&tcmcm
abbmvmtum anc defenswe publications. See
§ 901,06(c) for citation of Alien Property Cus-
todian publications, .

In citing a publication, snﬂﬂcmnt mfmmmtm
slmuld be given to determine the identity and
facilitate the location of the publication. The
data - m;ulml by rule 107 (§707.00) with
the specific pages relied on identified. together
with the SCIENTIFIC LIBRARY eall num-
ber will suffice. The call number appears on the
“gpine” of the book if the book is thick enough

e pnrem apphmrmn
for prmtmp; in the

g 707.05(n).

Cnm&Rmmm . | and, in-any event, on the back of the title page.
' Books -on_ interlibrary loan will be marked
M?!ﬁ g::} “"oﬁ;ﬁ{m’m;?nisfl;ﬁzlgmbﬁ l;r}l{m:ked with the call number of the other library, of

, , S course. THIS NUMBER SIIOULD NOT BE
Forriox PATENTS AND PUBLISHED APPLICATIONS  CITED. If the copy relied upon is locatesd

In citing foreign pnt(mts.lhu patent number,  only in the gronp making the action (there
citation date, name of the country, name of the may be no call ,mg‘mber), the ,uddltnonal nfor.
patentee, and class and subclass must be given.  mation, “Copy an Group -----" ghould be given.

Rev, 41, July, 1974 80




e § g Nawn. 33(42)
H1-95. f’i’;““‘ 17,1060, TPLI418,
Note: In this citation, 38 is llw"‘\ Time Hiim-
ber, 42 the isg be
nimbers. boE FoAAs
If the tmgmnl pnlwlmiiﬂw iq Imn'ed ontmd@
the Office, the examiner should immediately
‘order a photocopy of at-least the portion mlmd
upon and indicate the class and subelass in
which it will be filed. The Office action MUST

designate t} by ‘
gt | I s anyswhere in
the app hm‘{ A f"’m@ ﬂi

tles of periodicals are
ubbmvm«l the abbreviations of titles uged in

smical Abstracts, and printed in the list of
periodicals. abstracted by Chem:ml Abstracts
should be adopted. with the following excep-
tions: (1) the abbreviation for the Berichte der
Deutachen. Chemischen Gesellschaft should be
Ber. Deut. Chem. rather than Ber, and (2)
where a countr; éwm. city of origin is a necessary
part of a complete identification, the country or
city of origin should be added in pammhm
efly . Soc. Ql’mm.lm (London). .

707.0@([ ) Eﬂ'miw Dates of Declassi-
' ﬁa{l ‘Printed Matter [ R~
3

In uging declassified materin] as references
there are usually two pertinent dates 1o be con-
sidered, namely, the printing date and the pub-
lication date. 'The printing dale in some in-
stances will appear on the material and may be
considered ns that date when the mnterial was
prepared for limited distribution. The publi-
eation date is the date of release when the mn-
terinl was made available to the publie, See Fx

81

~Where an- error in citation of & veference is
bm:gh& to the-attention of the Office by appli-
cant, & letter corvecting the error and mmam
the previous period for response; together mﬂﬁ

ncorrect copy. of the reference, is sent to appli-
umt. Where the error is d:mwwmd by the ex-
aminer, applicant is nlse notified aud the period
for response restarted, In either case, tfm ox-
nmmpr i dnwlml to correct the error, in ink,
in the paper in which the Crror aAppears, and
place his injtials on/tlw mav in of such paper,
togethe TNt ¢ ‘paper ‘niimbe
of the aeti ion i whiéh the M’ﬁiﬂ(m has been cor-
rectly given. See §710.06.

Form POIL-316 is used to correct an erro-
néous citation or an erroneously furnishe
roference. Clerical instruetions are ontlined in
the Manual of Clerical Procedures, §410.C
(z? and (3),

n_any cuse ol)wrwnﬁe ready for issue, in
which the srroneous citation has not heen for-
nmllv mm-vtml in an official paper, the ex.-
aminer ia directed Lo correct the mmtmn on an
exmoiner's amendment form POL-87. i

I a FOREIGN patent is nmurrw«m c'lmd
for example, the wrong country is indieated
or the countey omitied from the citation, the
CGienernl  Reference - Branch of the Scientific
Library may be helpful.  The date and num-
ber of “the patent aro often sufficient to deter-
mine the correct country which granted the
patent.

To correet n citation prior to umslmg, either
before or after gending the typed action fo
Reference Processing Unit (RP.UL), see the
Manual of Clerieal Procedures, § 410.C:(1).

Rev, 06, Apr. I8



file id f Ex parte
sion of the Board af Amm W
ay POPEP NO. ey v
Uonly:in

Rule 105, Completeneas of mntxm’c action. The
&zmw« action witl be mmpwt@ as tv ,,,w matters,

mt&mﬁ tmd nw ke, ﬂm action of the aumitm may he
mited to such matters before further action 18 magde,
However, matters of form need not lm mtm by me ex-
amfmr ﬁﬁm u ciaim 7] tmxml nimwubm,

707 07 (») Cmupm Aetkm on Fm-mal
"~ Matters  [R-36] ~

~ Forma are placed in mfm'mnl uwhmtﬁmﬁ
listing informalities noted by the ftaman

Hev, 86, Apr. 1073 a2

agmm requirements or s
mgh rﬁquimmmu; not com plmd wnth.

Draflsmun . Rw]uimmu
- {R-36] -

gm.m(n), m ‘:gmm ;

707.07 (c)

(a)

m ‘the merits thereof it sho’:xld bﬂ “we
” and the ground of rejection fully and
clenrly stated, and the word “reject” must be

latm
jectec

used. The examiner should designate ‘the
statutory basis for any ground of rejection by
exp mmfwmn(wtoaﬁwi on of 35 U.8.C. in the

ing sentence of ench ground of rejection.

'oﬁhe claim is rejected as too broad, the reason

for so holding should be given; if: W)N”fvd s
indefinite the examines should pninf ont where-
m the indefinitencas resides; or if rejected as in-

complete, the element or elemierits Inc ing should
he specilied, or the applicant be otherwise ad-
vised as to what the elaim requires Lo render it
com plw e,

Mm.m; for language to be umd




yor. of PUC
him the claims allowed.

Although, not every nd of rejection may
be categorically related to a specific section of
the statute, §112 is considered as the more
apt section for old combination rejection than
§8102 or 103. Ex parte Des Granges, 864
0G. 12. o B

The examiner should, as a part of the first
Office action on the merits, iden’t,i?f any claims
which he judges, as presently advised, to be
allowable and/or should suggest any way in
which he considers that rejected claims may be
amended to make them allowable. If the ex-
aminer does not do this, then by implication it
will be understood by the applicant or his attor-
ney or agent that in the examiner’s opinion, as
presently advised, there appears to be no allow-
able claim nor anything patentable in the sub-
ject matter to which the claims are directed.

IsrroPERLY ExPRESSED REJECTIONS

An omnibus rejection of the claim “on the
references and for the reasons of record” is
stereotyped and usually not informative and
should therefore be avoided. This is especially
true where certain claims have been rejected
on one ground and other claims on another
ground.

A plurality of claims should never be
grouped together in a common rejection, unless
that rejection is equally applicable to all claims

in the group.
707.07(e) Note All Outstanding Re-

quirements

In taking up an amended case for action the
examiner should note in every letter all the
requirements outstanding agaiust the case.
Every point in the prior action of an exam-
iner which is still applicable must be repeated
or referred to, to prevent the implied waiver
of the requirement.

, . "‘U”

As soon 98 allowable subject matter is found,
correction of all informalities then present

should be required

Where the requirements are traversed, or
should make proper reference thereto in ms
action on the amendment.,

Where the applicant traverses any rejection,
the examiner should, if he mg@ts the rejec-
tion, take note of the applicant’s argument and
answer the substance of it.

1f a rejection of record is to be applied to
a new or amended claim, specific identification
of that ground of rejection, as by citation of
the paragraph in the former Office letter in
which the rejection was originally stated,
should be gnven. o |

ANSWERING ASSERTED ADVANTAGES

After an Office action, the response (in addi-
tion to making amendmts,.etc.? may fre-
quently include arguments and affidavits to the
effect that the prior art cited by the examiner
does not teach how to obtain or does not in-
herently yield one or more advantages (new

or improved results, functions or effects),
which advantages are to warrant issue
of a patent on the allegedly novel subject mat-
ter claimed.

If it is the examiner’s considered opinion
that the asserted ndvantages are without sig-
nificance in datermining patentability of the
rejected claims, he should state the reasons for
his position in the record, preferably in the
action following the assertion or argument
relative to such advantages. By so doing the
applicant will know that the asserted ad-
vantages have actually been considered by the
examiner and, if appeal is taken, the Board of
Appeals will aiso be advised.

‘LThe importance of auswering such argu-
ments is illustrated by In re Herrmann et al.,
1959 C.D. 159; 739 O.G. 549 where the appli-
cant u that the subject matter claimed
produ new and useful results. The court
noted that since applicant’s statement of ad-
vantages was not questioned by the examiner
or the Board of Appeals, it was constrained
to accept the statement at face value and there-
fore found certain claims to be allowable.

Rev. 36, Apr. 1978




mnds available, avoiding, however, undue
0 of, rafemnms. (See  §.904.02.)

ajor tachumal re&ectwns on grounds such as

isclosure, . undm bread
sanons 1n efiniteness and. res jt _should
applied where appropriate even though
tlwre may. be a seemingly sufficient. re-
jection on the basis of prior art. Where a major
technical rejection is proper, it should be stated

with 2 full develo t of reasons rather than
by, a mere conclusion, coupled with some stereo
ty d expression., i

on_the basis of pnor art ‘which_ dnsclow the
“W” of the invention (as distinguished from
prior art which merely meets the terms of tha
claims),secondary rejections on minor technical
grounds should ordinarily not be made. Certain
ze&mal n)wtxons eg. negative limitations,

niteness) should not be made where the
mmmer, meogmzmg the limitations of the
% ge, is not aware of an improved
of nmn

- Some situations exist where examination of an
app!wltxon ap%ears best accomplished by limit-
ing action on the claims thereof to a particular
1ssue. These situations include the following:

(1) Where an application is too informal for
a complete action on the merits; see § 702.01;

(2) Where there is an undue multlphmtv of
elaims, and there has been no successful tele-
phone request for election of a limited number
of claims for full examination; see § 706.03(1) :

{3) Where there is a mlsmmder of inven-
tions and there has been no successful telephone

uest for election; see §§ 803, 806.02, 812.01;

'4) Where the disclosure is directed to per-
petual motion: note ez parte Payne, 1904 C.D.
42:108 0.G. 1049.

However, in such cases, the best prior art readily
available should be cited and its pertinancy
pointed out without specifically applying it to
the claims.

On the other hand, a rejection on the grounds
of res judicata, no prima faoze showm,fz for re-

issue, new matter, or inoperativeness (not

involving perpetual motion) should be accom-
plished by rejection on all other available
grounds.

707.07(h) Notify of Inaccuracies in
Amendment [R-27]

See § 714.28.

Rev. 31, Jan. 1972

sily Es , ould conclude
with a summuy of aﬁ c!mms prwenmd for
examination.

Claims retained under rule 142 and claims
retained under rule 146 should be treated as
sd:wutln §§821t08‘?1&33nd8090‘)( ).

See §1109.02 for treatment of claims in the

application of lusing 1n mterference.
jl)'be Index of Llam%n sgonld be kept up to

dateassetfortnm§ﬂ704 .
707.07( j) State, When Clalms Are Al-
- lowable [R-20]

. INVENTOR Fn.m Am.tmnom

When, during the examination of & pro se
case, it becomes apparent to the examiner that
there is patentabip subject matter disclosed in
the application, he shall draft one or more
claims for the applicant and indicate in his
action that such claims would be allowed if in-
corporated in the application by amendment.

is practice will expedite prosecution and
offer a service to individual inventors not repre-
sented by a registered patent attorney or agent.

Although this practice may be desirable and
is permissible in any case where deemed agsm-

riate by the examiner, it will be expect
e apphed in all eases where it is apparent that
the applicant is unfamiliar with the proper pre-
paration and prosecution of patent applications.

ArtowarLe Excerr a8 10 Form

When an application discloses patentable
subject matter and it is apparent from the
claims and the applicant’s arguments that the
claims are intended to be directed to such
patentable subject matter, but the claims in
their present form cannot be allowed because
of defects in form or omission of a limitation,
the examiner should not stop with a bare ob-
jection or rejection of the claims. The exami-
ner’s action should be constructive in nature
and when possible he should offer a definite
suggestion for correction. Further, an exam-
iner’s suggestion of allowable subject matter
may justify his indicating the possible desira-
Lility of an interview to accelerate early agree-
ment on allowable claims.




.. If the examiner is satisfied after the search

has been completed that patentable subject
matter has been disclosed and the record indi-
cates that the applicant intends to claim such
subject matter, he may note in the Office action
that certain aspects or features of the patent-
able invention have not been claimed and that
if pro%erly claimed such claims may be given
favorable consideration.

If a claim is otherwise allowable but is de-
pendent on a cancelled claim or on a rej
claim, the Ofiice action should state that the
claim would be allowable if rewritten in inde-
pendent form.

EarLy Avrrowance oF CrLaius

Where the examiner is satisfied that the
prior art has been fully developed and some of
the claims are clearly allowable, he should not
delay the allowance of such claims.

707.07(k) Numbering Paragraphs

It is good practice to number the paragraphs
of the letter consecutively. This facxgl_ri-;lates
their identification in the future prosecution of

the case.

707.08 Reviewing and Initialing by As-
sistant Examiner [R-24]

The full surname of the examiner who pre-
pares the Office action will, in all cases, be typed
below the action on the left side. The tclephone
number below this should be called if the case
is to be discussed or an interview arranged.

After the action is typed, the examiner who

repared the action reviews it for correctness.

f this examiner does not have the authority
to sign the action, he should initial above the
typed name, and forward the action to the au-
thorized signatory examiner for signing.

707.09 Signing by Primary or Other
Authkorized Examiner [R-31]

Although only the original is signed, the word
“Examiner” and the name of the signer
should appear on the original and copies.

All letters and issues should be signed

promptly.
707.10 Entry [R-16]

The original, signed by the authorized ex-
aminer, is the copy which is placed in the file
wrapper. The character of the action, its paper
number and the date of mailing are entered in
black ink on the outside of the file wrapper
under “Contents”.

EXAMINATION. OF APPLICATIONS. '
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707.11  Date

The date should not be typed when the
letter is written, but should be stamped on all
copies of the letter after .. has been signed
by the authorized signatory examiner and the
copies are about to be mailed.

707.12 Mailing [R-20]

_In cases where no references are to be pro-
vided by Reference Order Section (R.0.S.), the
copies are mailed b{’ the group after the orig-
1pal,egnli)tialid by ]: 1e assistant examiner and
signed by the authgrized. signatory examiner
has been placed i the file. eeny >

In cases where cited references are to be pro-
vided, the original and copies after signing are
forwarded by the clerk to Reference Order Sec-
tion (R.0.S.) for mailing. The file with# copy
of the actio ingigéin the group. After
the copies are Hifuine .0.8,, the original is
returned acement in the file. ‘

707.13 Returned Office Action

Letters are sometimes returned to.the Office
because the Paog s not been able to de-
liver them. , ér should use every
reasonable means to ascertain the correct ad-
dress and forward the letter again, after
stamping it “remailed” with the date thereof
and redirecting it if there be any reason to
believe that the letter would reach applicant

AR

at such new address. 1f the Oflice letter was .

addressed to an attorney, a letter may be writ-
ten to the inventor or assignee informing him
of the returpes lﬁwiﬁe period runnin
against the application begins with the date o
remailing. (Ex parte Gourtoff, 1924 C.D. 153;
329 0.G. 536.)

If the Office is not finally successtul in de:

livering the letter, it is placed, with the ens

velope, in the file wrapper. If the period dat-
ing from the-rema elapses with no com-
munication f#am appiicant, the case is for-
warded to the Abandoned Files Unit.

708 Order of Examination [R-31]

Rule 101. Order of gramination. (a) Applications
filed in the Patent Office and accepted as complete ap-
plications (rules 53 and 55) are assigned for examina-
tion to the respective examining groups having the
classes of inventions to which the applications relate.
Applications shall be taken up for examination by the
examiner {o whom they have been assigned in the or-
der in which they have been filed except for those appli-
cations in which the Office ‘has accepted a request
under rule 139.

Rev. 31, Jan. 1972
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Each examiner give pnorlty to that : ap-
plication in hisd -whether amended or new,
which has the oldest effective U.S. filing date.
Except as rare circumstances may 1ust1fy group
~ directors in : dividual exce ptions,
this basic pohc applies to all applications.

The actual filing date of a ‘continuation-in-
Eu't application is used for docketing purposes.

owever, the examiner may act on a continu-
ation-in-part application by using the eﬂ'ecnve
ﬁhn date, if he desires,

If at any time an examiner determines that

the “effective filing date” status of any apphi-
cation differs from what the records show, he
should so inform the should promptly
amend the records he correct stams,

with the date of correction.

The order of examination for each examiner
is to give ‘top ‘priority to' those special cases
havmg a fixed 30 day due date, such as ex-
aminer’s answers and decisions on motions.
Most other cases in the “special” category (for
example, reissues, interference cases, cases made

cial by petition, cases ready for final con-
cflfsmn, etc.) will continue in this category, with
the first effective U.S. filing date among 'them
normally controlling priority.

All amendments beF ore final rejection should
be responded to within 30 days of receipt.

Action on those applications in which the
Office has nccepted a request under rule 139 is
suspended for the entire pendency, except for

Rev. 31, Jan. 1972

, r to interference proceedings
or 201(b) initiated mthm (53 ﬁm
ymrsoftlm mmwmm U.S. filing

708 01 Lut of Speoial Cuu [R—24]

Ralc 102 A&mm of wmmm;n. (a) Appli-
cations will'not be advanced out of tuarn for examina-
tion or for further action except as provided by these
rules, or upon ‘order of the Commissioner to expedite
the business of the Office, or upen' a verified showing
wmcn.mmeomm Mmcommim wﬂljlutif’
s0 advancing it. e :

{b) Applications wherein the inventkms are dmed
of peculiar importance to some branch of the pablic
service and the head of some department of the Gov-
ernment requests immediate action tor that reason. may
be advanced for examination.

Certain procedures by the examiners take
precedence over actions even on special cases.

For example, all papers typed and ready for
signature should be completed and mailed..

.\II issue cases returtied with a “Printer Wait-

ing” slip must be processed and returned within
the period indicated.
- Cases in which practice requires that the
examiner act within 30 days, such as decisions
on motion (§ 1105.06) and examiner’s answers
{§1208), necesaanly take priority over special
cases without specific time limits.

If an examiner has a case which he is satis-
fied is in condition for allowance, or which he
is satisfied will have to be finally rejected, he
should give such action forthmth mstead of
making the case await its turn.

The following is a list of special cases (those
whxc)h are advanced out of turn for examina-
tion




s BXAMINATION * OF 'APPLICATIONS

(a) Apfplications wherein the inventions are
deemed of peculiar importance to some branch
of the public service and when for that reason
the head of some department of the Govern-
ment requests immediate action and the Com-
missioner so orders (rule 102). .

(b) Cases made special as a result of a peti-
tion. (See § 708.02. .

Subject alone to diligent prosecution by the
applicant, an application for patent that has
once been made special and advanced out of
turn for examination by reason of a ruling
made in that particular case (by the Commis-
sioner or an Assistant Commissioner) will con-
tinue to be special thronghout its entire course
of prosecution in the Patent Office, including
appeal, if any, to the Board of Appeals; and
any interference in which such an application
becomes involved shall, in like measure, be
considered special by all Patent Office officials
concerned.

(c) Applications for reissues (rule 176).

(d) Cases remanded by an appellate tribunal
for further action.

(e) A case, once taken up for action by an
examiner according to its effective filing date,
should be treated as special by any examiner,
art unit or group to which it may subsequently
be transferred; exemplary situations include
new cases transferred as the result of a tele-
phone election and cases transferred as the re-
sult of a timely response to any official action.

(f) Applications which appear to interfere

with other applications previously considered

and found to be allowable, or which it is de-
manded shall be placed in interference with an
unexpired patent or patents (rule 201).

(g) Cases ready for allowance, or ready for
allowance except as to formal matters.

(h) Cases which are in condition for final
rejection.

(i) Cases pending more than five years,
including those which, by relation to a prior
United States application, have an effective

pendency of more than five years. See
$ 707.02(a).

See also §§ 714.13 and 1207.
708.02 Petition to Make Special [R-

39]

New applications ordinarily are taken up for
examination in the order of their effective
United States filing dates. Certain exceptions
are made by way of petitions to make special,
which may be granted under the conditions set
forth below.

87

708.02

I. MaNvOFACTTRE

An application may be made special on the

Er_ound of prospective manufacture upon the

ling of a petition by the applicant or assignee
alleging under oath or declaration :

1. The possession by the prospective manu-
facturer of sufficient presently available capital
(stating approximately the amount) and facili-
ties (stating briefly the nature thereof) to
manufacture the invention in quantity or that
sufficient capital and facilities will be made
available if a patent is granted;

If the prospective manufacturer is an in-
dividual, there must be a corroborating affidavit
from some responsible party, as for example,
an officer of a bank, showing that said in-
dividual has the required available capital to
manufacture;

2. That the prospective manufacturer will
not manufacture, or will not increase present
manufacture, unless certain that the patent will
be granted ;

3. That affiant obligates himself or the pro-
spective manufacturer, to manufacture the in-
vention, in the United States or its Fossessions,
in quantity immediately upon the allowance of
claims or issuance of a patent which will protect
the investment of capital and facilities.

The attorney or agent of record in the appli-
cation (or applicant, if not represented by an
attorney or agent) must file an affidavit or
declaration to show:

1. That he has made or caused to be made a
careful and thorough search of the prior art, or
haﬁ a good knowledge of the pertinent prior art;
an

2. That he believes all of the ciaims in the
application are allowable.

II. INFRINGEMENT

Subject to a requirement for a further show-
ing as may be necessitated by the facts of a
particular case, an application may be made
special because of actual infringement (but not
for prospective infringement) upon the filing of
a petition alleging facts under oath or declara-
tion to show, or indicating why it is not possible
to show; (1) that there is an infringing device
or product actually on the market or method in
use, (2) when the device, product or method
alleged to infringe was first discovered to exist;
supplemented by an affidavit or declaration of
the applicant’s attorney or agent to show, (3)
that he has made a rigid comparison of the
alleged infringing device, product, or method
with the claims of the application, (4) that, in
his opinion, some of the claims are unquestion-
ably infringed, (5) that he has made or caused
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to be made a careful and thetough search of the
prior art or has a good knowl of the perti-
nent prior ‘art, and (6) that he believes all of
the claims in the application are allowable.

Models or specimens of the infringing prod-
uct or that of the application should: not be
sabmitted unless requested.

TIL ArrLiCANi*'s Hmt.m

An application may be made special upon a
showing as by a doctor’s certificate, that the
state of health of the applicant is such that he
might not be available to assist in the prosecu-
tion of the application if it were to run its
normal course. ‘

 IV. APPLICANTS AGE

“An application may be made special upon a
showing, as by a birth certificate or the appli-
cant’s ‘affidavit or declaration, that the appli-

cant is 65 years of age, or more.
V. ENVIRONMENTAL QUALITY

The Patent Office will accord “special” status
to all patent applications for inventions which
materially enhance the quality of the environ-
ment of mankind by contributing to ihe
restoration or maintenance of the basic life-
su_sltaining natural elements—air, water, and
soil.

All applicants desiring to participate in this
program should request that their applications
be accorded “special” status. Such  requests
should be written, should identify the applica-
tions by serial number and filing date, and
should be accompanied by affidavits or declara-
tions under rule 102 by the applicant or his at-
torney or agent explaining how the inventions
contribute to the restoration or maintenance of
one of these life-sustaining elements.

VI. ExXkreY

The Patent Office will, on uest, accord
“specinl” status to all patent applications for
inventions which materially contribute to (1)
the discovery or development of energy re-
sources, or (2) the more efficient utilization and
conservation of energy resources. Examples of
inventions in category (1) would be develop-
ments in fossil fuels (natural gas, coal, and
petroleum), nuclear energy, solar energy, etc.
Category (2) would include inventions relating
to the reduction of energy consumption in com-
bustion systems, industrial equipment, house-
hold appliances, ete.

All applicants desiring to participate in this
E:ogram should request that their applications

accorded “special” status. Such requests
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should be written, should identify the apgica-
tion by serial number and filing date, and

be ‘accompanied by affidavits: or declarations
under rule 102 by the applicant or his attorney
or agent explaining how the invention mate-
rially contributes to category (1) or (2) set
forth above.

VII. SpeciaL ExaMiNING ProCEDURE For CEr-
.~ TAIN' NEW APPLICATIONS—ACCELERATED EXx-
AMINATION

A new application (one which has not re-
ceived any examination by the examiner) may
be granted special statns niovided that appli-
cant - (and this term includes applicant’s at-
torney or agent) :

(a) Submits a written petition to make
special. . ;

(b) Presents all claims directed to a single
invention, or if the Office determines that all the
claims presented are not obviously directed to
a single invention, will make an election without
traverse as a prerequisite to the grant of special
status. ‘ S ‘

The election may be made by applicant at the
time of filing the petition for special status.
Should applicant fail to include an election with
the original papers or petition and the Office
determines that a requirement should be made,
the established telephone restriction practice
will be followed. ;

If otherwise proper, examination on the
merits will proceed on claims drawn to the
elected invention.

If applicant refuses to make an election with-
out traverse, the application will not be further
examined at that time. The petition will be
denied on the ground that the claims are not
directed to a single invention, and the applica-
tion will await action in its regular turn.

Divisional applications directed to the non-
elected inventions will not automatically be
given special status based on papers filed with
the petition in the parent case. Each such
application must meet on its own all require-
ments for the new special status.

{c) Submits a statement that a pre-examina-
tion search was made, and specifying whether
by the inventor, attorney, agent, professional
searchers, etc., and listing the field of search
by class and subclass, publication, Chemical
Abstracts, foreign patents, etc. A search made
by a foreign patent oftice or the International
Patent Institute at The IHague, Netherlands
satisfies this requirement.

{d) Submits one copy each of the references
deemed most closely related to the subject mat-
ter encompassed by the claims.

(e) Submits a detailed discussion of the ref-
erences, which discussion points out, with the
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particularity required by rule 111 (b) and {
how the claimed subject matter is distinguis
able over the references.  Where applicant indi-
cates an intention of overcoming one of the
references by aflidavit or declaration under rule
131, the affidavit or declaration must be sub-
mitted before the application is taken up for
action, but in ne event later than one maonth
after request for special status.

In those instances where the request for this
special status does not meet all the prerequisites
set. forth above, applicant will be notified and
the defects in the request will be stated. The
application will remain in the status of a new
application awaiting action in its regular rurn.
In those instances where a request is defective
in one or more respects, applicant will be given
one opportunity to perfect the request. If per-
fected, the request will then be granted.

Once a request has been granted, prosecution
will proceed according to the procedure set
forth below; there is no provision for *“with-
drawal™ from this special status.

The special examining procedure of VII {ac-
celerated examination) involves the following
procedures:

1. The new application, having been granted
special status as a result of compliance with the
requirements et out above will be taken up by
the examiner before all other categories of ap-
plications except those clearly in condition for
allowance and those with set time limits, such as
examiner's answers, decisions on motions, ete.,
and will be given a complete first action which
will include @7l essential matters of merir a= to
all elaims. The examiner’s search will be re-

e

1

708.02

stricted to the subject matter encompassed by
the claims. A first action rejection will set &
three-month shortened period for response,

2. During the three-month peried for re-
sponse, applicant 1s encouraged to arrange for
an interview with the examiner in order to re-
solve, with finality, as many issues as possible.
In order to atford the examiner time for reflec-
tive consideration before the interview, appli-
cant or his representative should cause to be
placed in the hands of the examiner at least one
working day prior to the interview, a copy
(clearly denoted as such) of the amendment
that he proposes to file in response to the exam-
iner's action. Such a paper will noat become a
part of the file, but will form a basis for discus-
slon at the interview,

3. Subsequent to the interview, or responsive
to the examiners first action if no interview
was had. applicant will file his “record” re-
sponse. The response at this stage, to be proper,
must be restricted to the rejections. objections,
and requirements made. Anyv amendment
which would require broadening the search field
will be treated as an improper response.

4. The examiner will, within one month from
the date of receipt of applicant’s formal re-
sponse, take up the application for final dispo-
sition. This disposition will constitute either a
final action whieh terminates with the setting
of a three-month period for response. or a no-
tice of allowance. The examiner's response to
any amendment submitted after final rejection
should be prompt and by way of forms PO-303
or PO-327, by passing the case to issue, or by an
examiner's answer should applicant choose to
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; i»app] i@ﬁma “are
given top priority for p

ting. See § 1309.
~ Haxouss or Perimons 7o Maxe Seecian.
_Each petition to make specin], regardless of

the ground upon which the.petition is based and
the nature ';)5‘ .the decision, is made of record
in the application file, together with the decision
thereon, The Office that ruies on a_petition
is responsible for properly entering that peti-
tion and the resulting decision in the file record.
The petition, with any attached papers and sup-
porting affidavits, will be given a single paper
number and so entered in the “Contents” of the
file. The decision will be accorded a separate
paper number and similarly entered. To in-
sure entries in the “Contents” in proper order,
the clerk in the examining group wili make
certain, that all papers prior to a petition have
been entered am{fbr’]isted in the application file
before forwarding it for consideration of the
pe_t'»ition. Note §§ 1002.02(a), (¢),and (}). [R-
34

708.03 Examiner Tenders His Resig-
nation.

Whenever an examiner tenders his resigna-
tion, the supervisory primary examiner should
seo that he spends his remaining time as far as
possible in winding up the old complicated cases
or those with involved records and getting as
many of his amended cases as possible ready for
final disposition.

If the examiner has considerable experience
in his particular art, it s also advantageous
to the Office if he indicates (in pencil) in the
filo wrappers of cases in his docket, the field
of search or other pertinent datn that he con-
siders appropriate.

709 Suspension of Action [R-24]

Rule 103. Suapension of action. . (a) Suspension of

action by the Office will be granted at the request of
the applieant for good and sufficicut cause amd for a

reasonable time specified. Only one suspension may

(¢) Action by the examiner may be suspended by
order of the Comunimsioner: in the, case of applications
owned by the United B whenever publication of the
invention by the granting of a patent theveon might be
detrimental to.the public safety. or. defunse, at the re-
quest af the appropriate department or ageney. .. .
() Aetion on applications in which the Office bas
accepted: a request . filed under rule 139 will, be sus-
pended . for:the-entive  pendency of these applications
except for purposes relating te procedings wader rale
901([)). L R R T L
Suspension ‘of action {(rule 108} should not
be confused with extension of time for reply
{rule 186). - It is to be noted that a suspension
of ‘action applies to an impending Office action
by the examiner whereas an extension of time
for reply applies to action by the applicant.
Paragraph (b) of the tule ‘provides for a
suspension of Office action by the examiner on
his own initiative, as in §§ 709.01 and 110101 (i).
Petitions fora second or subsequent suspension
of action in patent applications under rule 103
are decided by the group director. See § 1002.-
02(e),item 11. B
Paragraph (d) is used in the Defensive Pub-
lication Program described in § 711.06. .

709.01  Overlapping Applications by
~ Same Applicant or Owned by
Same Assignee [R-34] ‘

Examiners should not consider ex parte,
when raised by an applicant, questions which
are pending before the Office in infer partes
proceedings involving the same applicant. (Sce
ex parte Jones, 1924 C.1L 539, 327 OG. 681))

]iecnuse of this where one of several appli-
cations of the same uventor which contain
overlapping claims gets into an interference
it was }urm(-,rly the practice to suspend action
by the Office on the applieations not in the
interference in accordance with Kx parte
McCormick, 1904 C.D. 575; 113 O.G. 2508,

However, the better practice would appear to
be to reject eladms in an application related to
another application in interference over the
counts of tl.lw mterference and in the event said
claims are not eancelled in the ontgide applica-
tion, prosccution of smid npylimtion should be
suspended pending the final deternmation of
priority in the interference,

1f, on the other hand, applicant wishes to
progecute tha outside application, and presents
good reasous in support. therefor, prosecution
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Upon fa “of 'the appliean seoute the ‘appii-
cation within six months after any action therein, of
which notice has been given or matled to the applicant,
or ‘within ‘such shorter time, not less than thirty days,
as fixed by the Commissioner in such action, the appli-
eatlon shall ‘be regarded as abandoned by the parties
thereto, unleas it be shown to the satisfaction of the
Commisioner thati such delay. was unavoidable; ...~
188 U.8.0. 2687. Time for taking action in CGovernment
applicationa. Notwithatanding . the: provisions: of see-
tions 138 and 151 of this title, the Commissioner may
extend the time for taking any action to three years,
when. an application has:become:the property of the
United Btates.and the head of the appropriate depart-
ment.or ageney of the Governmeut has certified to the
Commissioner that the invention disclosed: therein is
important to: the armament or defenge of the United
States... SETE A LT ~
See Chapter 1200 for period for response
when appeal is taken or court review sought.

710.01 Statutory Period [R-24]

- Rule 185. Adbandonment for failure to respond within
time limit, (a) If an applicant fails to. prosecute his
application within six months after the date when the
last offictal notice of any action by the Office was mailed
to him, or within such shorter time as may be fixed
(rule 186), the application will become abandoned.

(b) Prosecution of an application to save it from
abandonment must include such complete and proper
action as the condition of the case may require. The
admission of an amendment not responsive to the last
offielal action, or refusal to admit the same, and any
procecdinga relative theveto, shall not operate to save
the applcation from abandonment.

“{(¢) When actlon by the applicant ix 2 bona fide
attempt to advance the case to final action, and is
subatantially a complete responze to the examiner's
action, but conslderation of some matter or complinnee
with gome requirement has been inadvertently omitted,
opportanity to explnin and supply the omiusion may
be given before the question of abandonment s
considered.

(@) Prompt ratifiention or Ming of n correctly
gigned copy may be acrepted in case of an unsighed
or improperly signed paper.

(Bee rule 7.)

The maximum statutory period for responso
to an Office action is six months, 35 U.S.C. 138.
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) Sistutory  Period, How
T Computed [R-24)
- 'The actual time taken for response is com-
puted: from the -date :stamped on the Office
action to the date of receipt by the Office of
applicant’s response. - No cognizance is
of fractions of a day and applicant’s response
is due on the corresponding day of the month
six months or any z-vlmrwnnm){)er of ‘months
specified after the Office action. . =
Response to an Office action with a 3 month
shortened statutory period, dated November 30
is due on the fol ,c)winu%1 February 28 (or 29
if it is a lea ye&?’ while a response to an
Office_action dated February 28 is due on May
28 and not on the last day of May. Ex parte
Messick, 1930 C.D. 6; 400 0.G. 3.
'The date of receipt of a response to an Office
action is given by the “Office date” stamp
which appears on the responding paper.
“In some cases the examinei’s Jetter doos not
determine the begiuning of a statutory re-
sponse period. In all cases where the statutory
response period runs from the date of a previ-
ous action, a statement to that effect should be
included. ‘

710.02 Shortened Statutory Period
and Time Limit Actions
[R-24] ~

Eetract from Rule 136. Time legs than sfe months.
{(a) An applicant may be required to, prosecute bis
application in a shorter thme than six months. but not
less than thirty days, whenever gueh ‘shorter time is
deemed necessary or expedient.  Unlesa the applicant is
notified in writing that reaponse §s required in less than
uix months, the maximum period of six months is
allowed. '

Under rule 136 (35 11.S.C. 133) an appli-
eant may be required to regpond in a shorter
period than six months, not less than 30 days,
whenever it is deemed “necessary or expendi-
ent”, Some conditions deemed “neccasary or
expedient” are Jisted in § 710.02(b).

In other situations, for example, the rejection
of n copied patent claim, the examinor may
require applicant to respond on or hefore a
gpecified date.  These are known as time limit
netions and are established under authority of
0 S0 6. Seme sitnations in. which time
limits are set are noted in §710.02(c). The
time limit requirement should be typed in
eapital letters where required.

An indication of a shortened time for reply
should appear prominently on the first page




. riod: Situations in Which
| . Used [R-32]
- Undev the authority given him by 85 U.S.C.
133 the Commissioner has directed the exam-
iners to set a shortened period for response to
every action, The length of the shortened stat-
utory period to be used_ depends. on the type
of response required. Some specific cases of
shortened statutory period for response to be
given are:

) . Shorlmmd Statutory . Pe-

Tumrry Davys
Requirmmmt;_ for restriction or
election of species—no claim
rejected oo §§ 809.02(a)
' ‘ N o and 817,
Two Montas
Winning party in terminated
interference to reply to unan- ,
swered Office action_ ... ___ § 1109.01
Where, after the termination of an inter-
forence proceeding, the application of the
winning party contains an unanswered Office
action, final rejection or any other action, the
primary examiner notifies the applicant of
this fact. In this case response to the Office
action is required within a shortened statutory
eriod run'ning from the date of such notice.
See Ex parte Peterson, 1941 C.D. 8; 525 O.G. 3.
Ex parte Quayle..__________.___ 871414
When an application is in condition for
allowance, except as to matters of form, such
aa correction of drawings or specification, a
new oath, ete., the case will be considered
special and prompt action taken to require cor-
rection of formal matters. Such netion shonld
inclnde an indication on first page form letter
POL-326 that prosecution on the merita is
closed in accordance with the decision in Eu
parte Quayle, 1935 0D, 11; 453 O.G. 213, A
two month shortened statutory period for re-
sponse should be set,

Multiplicity rejection-—no other 7
rejection — ..o oecacveooon §TO06.03(1)
A new ground of rejection in an
examiner’s answer on appeal.  § 1208.01
Turer MonTus
To respond to any Office action on the merits.
Prrion ror Resroxse Restarren
Incorrect citation by examiner---
regardless of time renmining in
original period. ... ..o § 71008

90.1

special, rarely occurring circumstanc
”f m};onm statutory pe may
less than 80 days. ( .C.188).

710.02(c) TimeLimit Actions: Sit-
ustions in  Which Used
B

As stated in § 710,02, 35 U.S.C. 6 provides
authority for the Commissioner to establish
rules and regulations for the conduct of pro-
ceedings in the Patent Office. Among the
rules are certain situations in which the exam-
iner sets a time limit within which some speci-
fied ‘action should be taken by applicant. & me
situations in which a tiine limit 1s set are:

(a) ‘A portion of rale 208(b) provides that
in suggesting claims for interference;

The parties to whom the clalns are suggested will be
required to make those claims (1. e, prosent the sug-
gested claims in their applications by amendment)
within a specified time, not less than 80 days. in order
that an interference may be declared.

Seo § 1101.01 (m).

(b) Rule 208(b) provides:

Rule 206(b). Where the examiner is of the opinion
that none of the claims can be made, he shall reject the
copled claims stating in bis action why the applicant
cannot make the claims and set a time limit, not less
than 30 days, for reply. If, after response by the
applicant, the rejection is made final, a similar time
limjt shall.be get for appezl. Fallure to respond or
appeal, as the case may be, within the time fixed will,
in the absence of a satisfactory showing, be deemed a
disclaimer of the invention claimed.

See 1101.02(?.

(¢) When np‘p icant’s action is not fully re-
regponsive to the Office action, the examiner
may give applicant one month ov the remainder
of the pm-im's for response, whichever is longer,
to complete his respoise.  See rule 134(c)
which reads as follows:

Rule 185(¢). When action by the applicant is a
bona fide attempt to advance the case to final action,
aud is substantially a complete response to the exam-
iner’s action, but consideration of xome matter or com-
pliance with some regnirement has been inadvertently
omitted, opportunity to explain and supply the omis-
sion may be given before the guestion of abandonment
f= considered.

Seo § 714.08.

(d) In applications filed on or after October
25, 1965, applicant is given one month or the
remainder of the period for response, which-
ever is longer, to remit any additional fees re-
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(o). y ot otherwise corred
signed amendment, applicant is given one
month. .or..the' remainder . of!

P

?‘,!?le,'} ,

Vhere an application is otherwise allow-
contains p traverse of a requirement to
one month is given ta cancel claims to

nonelected invention or species or take other
appropriate 'action, See yules 141, 144, and
S 80002(c) and SBLOL.

... . ened Swtutory and Time-
 Limit Priode [R-241"

__The distinction between a limited time for
reply and a shortened statutory period under

rile 136 should not be lost sight of, The pen-

ttaching to_failure to reply vwithin the

mit (from the suggestion of claims or the

alty n
time h

rejection of copied amte'nt; claims) is loss of the

subject matter involved on the doctrine of dis-
claimer. A rejection on . the ground of dis-
cluimer is n})pealal‘)le, On the other hand, a
complete failure to respond within the set stat-
utery period results in abandonment of the
entire application. This is not onéalnble, but
a petition to revive may be granted if the delay
was unavoidable. Turther, where applicant re-
sponds a day or two after the time limit, this
may be excused by the examiner if satisfac-
torily explained; but a response one day late
in a ense carrying a shortened statutory period
under rule 136, no matter what the excuse,
results in abandonment : however, if asked for
in advance extension of the period may be
granted by the examiner, provided the oxten-
ston does not go beyond the six months’ period
from the date of the Office action. See also
g 1101.02(£).

710.02(e) Extension of Time [R-
32]

Extract from Rule 138, (b) The time for reply, when
a time less than alx months has been set, will he ox.
tended only for good and suffiefent cause, and for a
rearonnable thme specified.  Any requeet for such ex-
tengion must he filed on or hefore the day on which
action by the appHeant 1z due, but In no case will the
mere fllng of the request effect any extenstion,  Only
one extenslon may he granted by the primary examiner
In his digeretion; any further extenslon mst be ap-
proved by the Commiesioner. In no case can nny ex-
tenslon earry the date on which vesponse te an action
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. the pdeikey xSt i OAmidions
‘has authority to extend the shortened statutor

?ﬁmd ‘Ijéé% uest: For ¢ lfl"”exmh?g)ﬁ i3 ﬁ%g
onor/before the ‘day on:which applicant’s re-

sponse is_due. Whils the ghortened period may

six months’ Peribd;*ﬁo‘mxﬁemiﬁh ‘can operate to
extetid the thme beyond the six months. r
“7 Compare, however, rule 135 %\;) ‘and § 714.08.
" Any request under rale 136(bh) for extension
of time for reply to ' Oficenction must state a
Yenson in support ‘thereof: under the l\wemqt
poliey  the applieation of the rale will entail
only a limited evaluation of the stated reasom.
This liberality will not apply to ,
(1) any requests for more than one-month
~__extension,and =~
" (2) second and subsequent reguests for ex-
" tension of time to reply to a partienlar

‘be extended within the limits of the statutory

Office action.

Al first requests for extension of time to an
Office .action are decided by the primary ex-
aminer for any period of time np.to the maxi-
mum six month period. All requests subse-
quent to the first request for extension of time
to respond to a particular Office action are for-
warded to the group director for action. For
an extension of time to file an appeal brief see
- It a request for extension of time is filed in
duplieate and accompanied by a stamped re-
turn-addressed envelope, the Office will indicate
the action taken on the duplicate and return it
promptly in the envelope. Utilization of this
‘procedure is optional on the part of applicant.

In this procedure, the action taken on the
request. should bo noted on the original and on
the copy which is to be retmimed. - The notation
on the original, which becomes a part of the
file record, shonld be gigned by the person
granting or denying the extension, and the
name nnd title of that person should also ap-
peav in the notation on the copy which is re-
turned to the person requesting the extension.

When the request is geanted, no further ac-
tion is necessavy ; when it is denied, a formal
lotter of deninl, giving the renson for deninl,
should be forwarded promptly nfter the mail-
ing of the duplieate,

11 the request for extension of time is granted,
the time extendod ig added to the lust ealendar
day of the originnl period, as opposed to being
added to the duy it wonld have been due when
sid Tnst day is 0 Saturday, Sundny or holiday.

Request. for extengion of time may be made by
hand delivery of n dupliente copy of a request
which has heen filed.  Prompt consideration is

002




_ given and the action taken co

applicant at the earliest practicable time
attorney’s copy as well as the duplicate copy is
submitted, it is sufficient t@_‘nwm;? indicate on
both copies that the extension will be granted
For purposes of convenience, a request for

if the request is timely filed.

an extension of time may be personally de-
livered and left with the examiner to become
an officinl paper in the file without routing
through the mail room. The examiner who ac-
cepts the request for an extension of time will
have it date stamped with the group stamp.

If the request (l‘nr extension 15 not presented
in duplieate, the applicant should be advised
promptly by way of form letter POL~327 re-
garvding action taken on the request so that the
file record will be complete.

Finan Rreoecrion—Tive ror Response

The filing of a timely first response to a final
rejection having a shortened statutory period for
response is construed as including a request to
extend the shortened statutory period an addi-

0.3

from the date of the final action.

ional month, eve yrevious extensions have
been granted, but in no case to exceed six months

During the additional month no applicant or
attorney initiated interview is permitted. Since
a timely first vesponse to a final rejection is
construed as including a request for an exten-
sion of time, any subsequent request for an
extension of time is considered to be a second
request. and must be submitted to the group
director,

An object of this practice is to obviate the
necessity for appeal or filing a continuing case
merely to gain time to consider the exammer’s
position in reply to an amendment timely filed
after final rejection, Failure to file a response
during the shortened statutory period results
inn abandonment of the application.

710.04

Two Periods Running [R-
24]

There sometimes arises a situation where two
different periods for response are running
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cted by ‘an ex p
even by an appenl th

For an except olving suggested clnim:
se0 GAIOLOLIN).
7 004-(&) - Copying Patent  Claims

CR26)

Where, in an application in which there is an
upanswered rejection of record, claims are
copied from a patent and all of these claims
are rejected there resnlts a situation where two
different - periods  for response gsre running
against the application. One period, the first,
is the regular statutory Penod of the unan-
swered rejection of record, the other period is
the limited period set for response. to the re-
jection (either. first or final), estnblished under
rule 206. The date of the last unanswered
Office_action on_ the claims other than the
copied patent claims is the controlling date of
the statutory period. (Ex parte Milton, 164
Ms. D. 1, 63 USPQ 132 and Ex parte Nelson,
164 Ms. D. 361, 26 J.P,O.S. 564.) .See also
§ 1101.02(£). o e

710.05 Period Ending on Saturday,
' ‘Sunday or Holiday [R-26]

85 U.8.C. 21, Day for taking aotion falling on Satur-
day, Sunday, or holidey, When the day, or the last
day, for taking any actlon or paying any fee in the
United States Patent Office falls on Saturday, Sunday,
or a holiday within the District of Columbla, the ac-
tion may be taken, or the fee pald, on the next succeed-
Ing secular or business day.

Rule 7. Times for taking action; expiration on Satur-
day, Sunday. or holiday. Whenever perfods of time
are specified in these rules in days, calendar days are
intended. When the day, or the iast day, fixed by stat-
ute or by or under these riles for taking any action or
paying any fee in the Patent Office falls on Saturday.
Sunday, or on a hollday within the District of Colum-
bia, the action may be taken, or the fee pald, on the
next succeeding day which 18 not n Saturday, Sunday,
or o holiday. See rule 204 for time for appenl or for
commencing civil action,

As of January 1, 1971, the holidays in the
District of Columbin are: New Year’s Day
Jannary 1; Washington’s Birthday, the t,hir(,f
Monday in Februnry; Memorial Day, the last
Monday in May; Independence Day, July 4;
Labor Day, the first Mondny in September;
Columbus Day, the second Monday in October;
Veterans' Day, the fourth Monday in October;
Thanksgiving Day, the fourth Thursday in
November; Christmas Day, December 25; In-
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ny falls on a Saturday, the
friday, is considered to be a holi-
s Distriet of Columbia and the
will'be ~for business on that
Accordingly, any action
( _ ay Friday or Saturday
is to be considered timely 1f the action is taken,
or the fee paid, on the next succeeding day which
is not a Saturday, Sunday or a holiday.
~ When an amendment is filed & day or two
later than the expirntion of the period fixed by
statute, care should be taken to ascertain
whether the last, dyu%‘ of that period was Satur-
day, Sunday or a holiday in the District of
Columbina, and if so, whether the amendment
was filed or tho fee paid on the next succeed-
ing day which is not n Saturdny, Sunday or a
holiday,
An amendment received on such succeeding
day which wag due on Saturday, Sunday or a
holiday is endorsed on the file wrapper with
the date of receipt. The Saturday, Sunday
and/or holiday is also indicated. ‘

710.06 Miscellaneous Factors Deter-
, mining Date [R-26]

Where the citation of n reference is incorrect
and this error is ealled to the attention of the
Office before the expiration of the period for
response, a new period for response starts from
the date of the Office letter giving the correct
citation and forwarding the correct copy. The
previous period is restarted regardless of the
time remaining. See § 707.05(g) for the manner
of correcting the record where there has been
an erroneous citation,

Where for any reason it becomes necessary
to remail any action s§ 707.13), the action
should be correspondingly redatc(i, as it is the
re-mailing date that establishes the l;)egimm}{g
of the period for vesponse. Ka parte Gourtoff,
1924 (",,‘,,}]")_ 153; 320 O.G. 536.

A supplementary action after a rejection ex-
plaining the references more explicitly or giv-
ing the reasons more fully, even though no
further references are cited, establishes a new
date from which the statutory period runs.

1f for any other reason an Offica action is
defective in some matter necessary for a proper
response, applicant’s time to respond begins
with the date of correction of such defect.

711  Abandonment [R-38]

Rule 135, Abandonment for failure to respond within
time limit. (1) 1f an applicant falls to prosecute his

Rev. 88, Oct. 1978




operly aigned paper, (ﬂv 'mle ”)
wl?ule yﬁ“lﬂwmm?ubandonment An ppllcat

!tule 962 an ap ‘ ,umy also ,be'expr galy nbam

doved by filing a written declaration of “abandonmént

sigued by the, attomey, or, agent. of. yepord. JEXpress
abandonment of the app AL M })(~ 0('ognlwd
by the Office unless’it is nctna“’y received by appro-
pﬂnte Omclals ln tlme to act l:hvreon befor(x t:he date
of fampe,

andomm-nt may he thﬂ of' th¢= mvvntmrt
“This discussion is con:’
cerned  with” .lb.unlonuwnt of the .npplwnnon‘

or of an’ app]w.ttmn

for patent.

An abandoned apphvntmn, in accordance
with mles 135 and 138, iz one which is re-
moved from the Office dnokot of pending’ msoq
through: ,

1. formal abandonment = '

a. by the applicant, hrmwlf (noqqucod in

hv the assignee if there be one), or
b. by the attorney or t\gvnt of record (in-
~chiding an associate attorney or agent ap-
pointed by the principal attorney or agent
and whose power is of record but not inelind-

ing a r‘c*gmim'ml nftornr'} or ngent neting in a

u-prvsvn(u,hw«npnvm ander rale 34 (a) ) ; or

2, failure of applicant to take nppwprmw

action within a specified time at some stage in
the prosecution of the case. ,

Where an applicant, himself, formally aban-
dong an applwztmu and there is a corporato as-
signee, the acquicscence must be made through
an officer whose officinl pesition is indieated,

Sw fT12 for. ubuml(mmen( for failure

to pay issue feo,

Rev. 30, Jan, 1074

\pplications may be ex
rovided  for. in rule 13
abwdlpn:ng

f i miner slmuld ro-
d b usmg form 'POL, BQ‘T and by checking
Proprmm boxes which indicate that the
§4n’ mmp]xmwe with rile’ 138 zmd that

feation is bem Lo ' ot
’ﬁ’signa«-

Aband agtfcl Files Unit. Thé ey

ture may appear at the bottom of ‘the form i
such aletter des niot comply withi the -
ments of ‘rule 138, o fully Mplanntorv et‘ter
should be sent,

In'view of the doct’riue sot ' forth m Ex parﬂa”
Lasscell, 1884 C.D: 66; 20 O.(3. 861, un'amend-
ment’ camcelmg all of 'the claims, even though
said ‘amendjnent iz’ ‘signed by the” applicant
himself and the a%ignm, i ‘not'an’ express
abandonment. *‘Such “an 'aniendment is re-
garded s non-responsive ahd" should not be
entered; and’ applicant should be notified ny
explained in $§714.03 to 714.05. But see
§ 603 ()2(1%,’/ for situation ,wi application .is
afmndon, ‘alan wimwmp:s, to
a new application L o

“An attorney or agent not of record inan ap-
plication may file a withdrawal 'of an appeal
under rnle 34(&) except in those instances where
stich withdrawal would result in abandonment
of the upph("m(m\ In such instances the with-
drawal of appeal is in fact an express abandon-
ment. and does not comply with rule. 138. .

An express. abandonment, signed with a hrm
name is properly accoptable only if the power
of attorney naming the firm was filed prior to
Julv ‘2, 1971 an(l has not been rovoknd

Amw No'rwm or A.I.M)WANOFJ

“Tetters of abandonment of allowed applica-
tions wre neknowledged by the Patent. Tssue
Division.

Rule 313 provides that nn ullmwd applica-
tion will not be withdranwn from issue excopt by
approval of the (nnmnqqimxm, and that after
the first portion of the isaue fee has been paid
and the putent to be issued has veceived its date
and number, it will not be withdrawn for any
reason except mistake on the pavt of the Office,
or beeause of fraud or illegnlity in the applica-
tion, or for interference. In caxes where the
second puragraph of rale 313 precludes giving




EXAMINATION OF

effect to an express abandonment, the appropri-
ate remedy s o petition under rule 183, show-
ing an extraordinary situation where justice re-
quires suspension of rule 313,

The Defensive Publication Program is set
forth in § 711.06.

APPLICATIONS 711.02

711.02  Failure To Take Required Ae-
tion During Statutory Period
[R-20]

Rule 135 specifies that an application be-
comes abandoned if applieant “fails to prose-

ftev. 39, Jon, 1074



aminer should notify the applicant or attorney
at once that the application has been aban-
doned by using form letter POIL-327. The
proper boxes on the form should be checked
and the blanks for the dates of the proposed
amendment and the Office action (_:Qm? eted.
The late amendment is endorsed on the file
wrapper but not  formally entored.  (Soe
gridary oo

~To pass on questions of abandonment, it is
essential that the examiner know the dates
that mark the beginning and end of the statu-
tory period under varying situations. Appli-
cant’s response must reach the Office within the
set statutory period for reply dating from the
date stamped on the Office letter. See §§710
to 710.08.) |

711.02(a) Insufficiency of Response
- [R-35]

Abandonment may result from a situation
where upt)liaant’s reply is within the period for
response but is not fulfy responsive to the Office
action. But see § 710.02(¢c), par. (¢).
88 714.02 to 714.04.

711.02(b) Special Situations Tnvolv-
ing Abandonment [R-23]

The following situations involving questions
of abandonment often arise, and ahoulg be spe-
cially noted:

1. Copying claims from a patent when not
suggested by the Patent Office does not consti-
tute a response to the last Office action and will
not save the case from abandonment, unless the
last Office action relied solely on the patent for
the rejection of all the claims rejected in that
nction,

2. A case may become abandoned through
withdrawal of, or failure to prosecute, an np-
peal to the Board of Appeals. See §8 1215.01 to
1215.04. '

See also

93

LTty s

Board’s decision

fully responsive to the
) slon, andonment  results  fro
failure to perfect an ﬁp[))@&l\ as

21

. CLPA. Rulo 25, Soo 48 1

for response
e §1101.01(n).
re transferred under

7

%agaimtt 3 CNBE, 568 §110
5. When drawings a
rule 88, See § 608,02(i).

711.02(¢) Termination of Proeeed-
ings [R-23] '
. “Termination. of proceedings” is an expres-
sion found in 85 U.5,0. 120, As there stated,
a second application is considered to be co-
pending with an earlier case if it is filed before
(ag the patenting, (b) the abandonment of, or
(c) other termination of proceedings in the
earlier cnse. “Before” has consistently been
interpreted, in this context, to mean “not later
than®. R

In each of the following situations, proceed-
ings are terminated: =~ ' ,

1. When the issue fee is not paid and the ap-
plication is abandoned for failure to pay the
issue fee, proceedings are terminated as of the
date the issue fee was due and the application is
the same as if it were abandoned on that date

but if the issue fee is later accepted, on petition,
the application is in a sense revived). See.§ 712

2, 1} an application is in interference involv-
ing all the claims present in the application as
counts and the application loses the Interfer-
ence as to all the claims, then proceedings on
that application are terminated as of the date
appeal or review by civil action was due if no
appeal or civil action was filed.

3. Proceedings are terminated in an appliea-
tion after decision by the Board of Appenls
as explained in § 1214.08,

4. Proceedings are terminnted after a deci-

sion by the conrt ns expluined in §§ 121505 wnd
1216,01,

711.03 Reconsideration of Holding of
Abandonment: Revival

When ndvised of the abandonment of his
applieation, applicant may either ask for recon-
sideration of such holding, if he disagrees with
it on the basis that there is no abandonment. in
fact; or petition for revival under rule 137,

Rev. 36, Jan. 1073



character which he has previous
doned, This is not a revivel of an abandoned ap-
plication but merely a holding that the case’
never abandoned. See also § 714.08.

711.03(b) Holding Based on Failure
" To Respond Within Period

.. When an amendment reaches the Patent
Office (not the examining group) after the
expiration of the period for response and there is
no dispute ns to the dates involved, no question
of reconsideration of a holding of abandonment
ean be presented. B L N T e

However, the examiner and the applicant
may disagree as to the date on which the period
for response commenced to run or ends. In this
situation, as in the situation involving suffi-
ciency of response, the applicant may tnke issne
with the examiner and point out to him that
his holding was erroneous.

711.03(c) Petitions Relating to Aban-
donment [R--35]

Rule 187. Revival of abandoned application. An ap
plication abandoned for fallure to progecute may be
revived as a pending application if it is ghowo to the
gatigfaction of the Commisrioner that the delay was
unavoidable. A petition to revive an abandoned ap-
plication must be accompanied by a verified showing
of the causes of the delay, by the propesed responsge
unless it bhas been proviously filed, and by the petition
foe,

A decigion on a petition to revive an aban-
doned applieation is hased solely on whether a
satisfactory showing has been made that the
delay was unavoidable (35 US.CL133). A peti-
tion to revive is not considered unless the peti-
tion fee and a proposed response to the last
Office action has been received (rule 137).
While a response to a non-final action may he
either an avgiment or an amendment under
rale 11, o response to a final action “must in-
clude cancellation of, or appeal from the rejec-
tion of, each claim so rejected” under rule 113,

Rev. 85, Jan, 1073
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file an appea brief, the nsR,
quired for consideratio \ petition to revive,
xfnust include a brief accompanied by the propar
_The granting of a petition to revive does not
serve in any way as a determination that the
proposed response to the Office action is ¢

letely responsive. R 1 applicat are
orwarded to the examiner to determine the
completeness of the proposed re Such

applications must be taken up Special, 1f the
examiner determines that the response is com.
plete, he should promptly take the case up for
action, If the proposed response is not a com-
pleta response to the last Office action, the ex.
aminer should write a letter to the applicant
informing him of the specific delects in his
response and set a one-month time limit for
applicant to complete his response. If the appli-
cant does not complote his response within the
one-month limit, the application is again
abandoned. B :

A petition to revive an abandoned applica-
tion should not be confused with a petition
from an examiner’s holding of abandonment,
Abandonment may result not only from insufhi-
ciency of response but also from entire failure
to respond, within the statutory period follow-
ing an Oflice action.

¥here the holding of abandonment is predi.
cated on the insufliciency of the response, oy
dizsagreement as to controlling dates the peti-
tion from such holding comes nnder rule 181
and does not require a fee.

Where the applicant acquiesces in the held.
ing of abandonment; or where the petition
from such holding is denied, applicant’s only
recourse, so far as concerns the partienlar case
involved, is by petition to revive,

See § 712 fora petition for lnto pnyment of the
issue fee,

Office Action—Timely Response
The Patent Office has hean veceiving an exces.
sively Inrge volume of petitions to revive bhased
primarily on the Inte filing of amendments ang
other responses to oflicial netions. Many of thege




0 in ‘,ﬁw apﬁ)] ants b
, , the problems and:expenditure nf time
ﬂn(lmf(m oceasioned by aban onni

the exmm nofthe y
sponse is requirved. This sugg

the interest of improving eflieien
vldmg bmtm'aewlcem ]m} bl

CONumeAu I’F'x'mmw iy

Smoe applications that bec
intentionally present burdens to fmth the Patont
Office tmd im upplmm\t, a simplified procedure
hag. : these l)um[l Dy, when
the 'abs ‘ ;mm a delay in'the
mails, This prou edure pmvnleﬁ for an antomatic
l)etltmn to revive or petition to ~wcopt the de-
ayed payment of issue fee,

It is. suggested that when n tmmmunvutmn,
c()mplymg with the circumstanees enumerated
below, is,mailed to the Patent Office more than
three calendar days prior to the due date, 8 con-
ditiona] petition be attached to the communica-
tion. If the commmnication is received in the Pat-
ent Office after the due date and the application
becomes abandoned, the conditional petition will
become effective, suijct to the following re-
quirements, The petition must include (1) anau-
thorization to charge a deposit acconnt, fm unX
wqmw(l fees, including the petition fee (35
U.S.C. 41(a) 7), and (2) an onth or d(-(lm-llwn
signed by the person muiling the communication
and also signed by the applicant or his regis-
tered attorney or agent stnlmg that the coL-
mmnication #nd petition were vither placed in
the United States mailas first elass or air mail,
or placed in the mail outside the United States
as air mail. Since mail handled in this mianner
may reasonably be expected to veach the Patent
Office within three daysof |I)ml ingz, any mal de-
In ys beyond sneh time will be congidered to con-
stitute unavoidable delay and suflicient cause
to grant a petition to re vive (39 LLS.CL B3 or
i potition to wecept delnyed |m'\nu!m of an is-
sue fee (30 ULS.CL 1), For exanmple, if o re-
sponse was due in the Patent Office on Juane 10,
1974, the communiention and conditional poti
Hon must be posted no nter than June 6, 1974
i order for the conditional petition to be ¢floe.
tive, June 7, 1976 s not > wmore than three ealen-
derdays prior to the doe date™ which s June 1o,
IHIER

The ervcumistances under wlieh this procedure
may be uged are those where the commuaneation,

4.1

PrO puate 1
~ -tinal Office action,
2 A m«;ponw o Anal Oflice action-in the

form of an aniendment that cancels all re-
... Jected claims or otherwise primp facie

. -places the app 'm‘lon m comhtmn fur
-+ allowance, ‘ ;
-8, Amotice of uppunl and w-qmmt@ i‘m.

4. Anappeal brief, in tnriphmto, and’ rnqumte

. fea. . ‘

5. A base issue {’eﬂ. P

6. A balance of isane fee, - wi

(‘atv;wr 08 14 \\'nnl(] lmhulv ) ('(m(htum*ﬂ
petition to revive, Categories b and 6 woukl in-
clude o conditionnd potition to aceupt the de-
layed pavment of the issue fee. The boxes ou
the below snggested Imnlnt alll)llltl be ehocked
accordingly. .

]u\mnples for. whn h llus pn ocedure would not
be appropriate and will not apply include the
following types of conmmuiieations when thm
nre forwarded to the Patent: ()ﬂwv' ;

1. Appiication papers. ' ‘

2. A response to a hmﬂ Office nétion oth(\r

-~ ‘than tﬁ at lmhvuh-d in vutvnmlm 2 'md 3,
“above: U

3. K xtonqmnq of time.

4. Petitions for delnyed payment of cither the

issne fee ar balanee of issna feo.

5. Amendments under Rule Kl"

8. Triovity doertments. '

Normal [)(‘flllml pm(luus are not nﬂ"mtml mn
tlms(y.sml'llmus where this proceduve Ls either
not. eleeted or appropriate.

‘A ‘«ngm“zlml %m‘mut for the mmhlum'.l peti
fion iz shown below* - e

ApplHeantis) . oL, i,

- [ Petition to re-
vive

77 Petition to ae-
cenpt de-
Inyed pay-
ment of is-

For. .. .. o o AN fioe

SEri NO e

Pate ¥iled ... .0

I heveby cortify that the aftnched coppmunieation
1 beine deposiiod in

(] the Uatted Statesomnd] as Best elass o ade mndl
() the madl ontsdde the Unifed States as oiv mall

i un eovelope addressgad (o) CGopmnkasloney of Patents,
Washington, DO 20231, on | . , whieh
(hte is more than theee GO oentendne doye ptor to the
due dste from oL , by e

(Laoeation) { Nume of
fudiviiluul)
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and the like so made are punishable by fine or impris-
onment, or both, under SBection 1001 of 'Title 18.0f the
United 8tates Code, and that such willful false state-
ments may jeopardige the validity of the application or
?ny patent lmsulng thereon.: - o0 Vo o 20 D

DALR i ey s gm0 e pe e ooy o

ture and registration number of
Registered Representative) ,

Date il Ll L e L i
(Signature of person maliling, if
S *“other than the above) '~
- The procedure for handling applications be-
coming abandoned dus *o late filing of a com-
munication having a conditional petition at-
tached thereto is as follows: = =~
1. Forward the papers and the application file
wrapper to the Office of the Deputy Assistant
Commissioner for Patents, Room 4-11E14.
2. Do not mail a form jlaOT.r327 or forward
the file wrapper to the Abandoned File Unit.
3. In the event that the application is revived,
the file wrapper will be returned to the forward-
ing group for further action. [R-42]

711.03(d) Examiner’s Statement on
Petition To Set Aside Ex-
aminer’s Holding [R-23]

Rule 181 states that the examiner “may be
directed. by the Commissioner to furnish a
written statement within a specified time set-
ting forth the reasons for his decision upon the
matters averred in the petition, sn )plying n
copy thercof to the petitioner”, ()llton, how-
every the question is passed upon without a
statement being requested, 1f Ilm issne raised
is clenr from the record, Unless reguested,
sneh nostatement should not be prepared,  See
& 1002,01,

71101 Disposition of Abandoned Ap-
plications  [R-23]

Eatract from Kule 14 Abandoned applications may
he destroyed after twenty years from thelr fling date,
except those to which partlewar attention has been
called and which have been marked for preservation,
Abandoned applications will not be returned,

, f abandoned applica-

ons are p forwarded to the Aban-
doned F'iles Unit on a bi-weekly basis in ac-
cordance with the chart in Section 505.E(1) of

the Manual of Clerical Procedure. .~
They should be carefully scrutinized by the
appmﬁwinte examiner to verify that they are

y abandoned. A check shonld be made

actunl
of files containing n decision of the Board of
Appeals for the presence of allowed claims to
avoid their being erroncously sent to.the Aban-
doned Files Unit, P .

711.04(b) Ordering Abandoned Files
.. IR=37} ...

“Abandoned files may be ordered by examiners
by sending (through the messenger service) a
completed” Form PO-125 to the Abandoned
Files Unit. The name and art unit should ap-
pear on the form and the file will be sent to him
through the messenger service. =~

‘Abandoned files ‘more than ten years old
which have not been marked for permanent
retention are stored in o n'mu‘l:wyFeheml Rec-
ords Center. Orders for these old files vequire
at least two days for processing. The file shonld
be returned promptly when it is no longer
needed, IR '

Exreprren Sgrvice

Examiners may expedite service by ordering
abandoned files by telephone (Ext. 73181).

711.05 Letter of Abandoument Re-
ceived After Application Is
Allowed [R-42]

Receipt of a letter of abandonment while an
applieation is allowed, i3 ncknowledged by the
Putent Issne Division.

An express abandonment arriving after the
issiie feo hag heen paid aud the patent to issue
haa received its date and number will not be
aceepted without. n showing of one of the rea-
sons indieated in vnle 313(b), or vlge a showing
under rale 183 justifying suapension of rule 313,

711.06 Absiracts, Abbreviatures and
Defensive Publieations [R-41]
Ansrracrs

Abstracts were prepured in necovdance with
the Notice of January 26, 1940, 619 O.(3, 258,

Rev, 42, Oct. 1074 04.2




. EXAMINATION OF APPLICATIONS 711.06

dach abstract includes a summary of the dis- A BHREVIATURES

closure of the abandoned application, and in ap- Abbreviatures wero {)l’i!!fml‘(!d in accordance
plications having drawings, a figure of the with the procedure indicated m the Notice of
drawing. The publication of such abstracts was  October 13, 1964, 804 O.G. 1. Each abbrevia-
discontinued in 1953. ture contains n specilic portion of the disclos-

0.4.3 Rev, 42, Oct 1974



Rule 130. Waiver of patent rights. An applicant may
waive his rights to an enforceable patent based on a
pending ‘patent ‘application by fiiing in'the Patent Office
a written 'watver of patent rights, a oonsent to:the pub-
lication of ‘an; abstract, an authorization. to open the
complete application to inspection by the general pub-
lie, and a declaration of abandonment sigued by the
applicant and the assignee of record or by the attorney
or agent of record, ©© 1 0 e : :

| z\:Q. Défmmfvé Publication :I’rbgrm

An applicant may request to have an abstract
of the technical disclosure of his application
published as a defensive publication ahstraet
under rule 139, The request may be filed only
él’) while'n pending application 1s awaiting the

rat. Office action in tEa;t‘ﬁpplicatioh or (1,2
within 8 months of the earhest effective T.S.
filing date if a first Office action has been issued
and responded to within said 8 month period.
The application is laid epen for public inspec-
tion anh the applicant provisionally abandons
the application, retaining his rights to an inter-
ference for a limited period of five years from
the earliest effective 1.8, filing date.

The defensive publication of an aq lication
precludes a continuing application (divisional,
continuation-in-part, or continnationf filed un-
der 35 1U.S.C. 120 from being entitled to the
benefit of the filing date of the defensively Emh-
lished application unless a continning applica-
tion is filed within thirty (30) months after the
carliest effective U.S. filing date. Where a simi-
Inr application is not filed until after expivation
of the thirty (30) month period, the application
is examined, but it may not claim the benefit of
the earlier lzvling date of the defensive publica-
tion application. The examiner should require
the cancellation of any claim or statement in-
tended to obtain the benefit of the earlier filing
date in such cases, objecting to its inclusion on
the ground of estoppel, '

If o first continning applieation is filed within
40 months frowm the eur[ivm. LS. effective tiling
date of the application published under the De-
fensive l'nl_)ljiuuﬁlion Program, Inter copending
continning applications (such as divisions if
restriction is required durving the prosecution of
the first continning application) are not bayred
and may be filed during the pendency of the
first  continuing  application, even  thongh
beyond the 30 month period, without loss of the
right to clainy the benefit of the filing date of the
Defensive Publication application.

1'of # Yequest for défensive pub-
18 made by the Supervisory Primary

An application having therein a request for
defensive pablication is taken up special by the

examiner, and if acceptable, the application is

procdssed  proniptly for publication of  the

abstract and opening' of the:application to the

‘publie. A request for defensive publication can-

not be withdrawn nfter it has heen accepted by
'vha()mcé‘ ‘:‘.“; S N  E R T IR NV, [ :
“No fea is required for the defensive publiea-
tion of anapplieation, SRR AR
“The Defeusive’ Publication Abstract and a
selected figure of the drawing, if any, are pub-
lished in the Official Gnzette, ':)efm:sive-l’ub‘ica-
tion ‘Search (lopies, containing the defensive
publication abstract and suitable drawings, if
any, are provided for the application file, the
Public Search Room and the examiner's search
files. L ! ‘ -
The defensive publication application files
are maintained in the mewl'\ Room after
publication: ‘ -

B. Requirementa for a Statement Requesting
: Defensive Publication

An application may be considered for defen-
sive publication provided' applicant files a
request under rile 139 agreeing to the condi-
tions for defensive publication. The statement.
requesting publieation should: (1) be signed by
the assignee of record, or by the attorney or
agent ()f& record, or by the applicant an-1 the as-
signee of record, if any; (2) request the Com-
missioner to publish an abstract of the diselosure
in the O.G.; (3) authorize the Commissioner to
lay open to public inspection the complete ap-
plieation upon publication of the abstract in ﬂlw
O.(r.5 (H) expressly abandon the applieation to
take effect 5 vears from the earliest 1.8, effec-
tive filing date of said applieation unless inter-
ference proceedings hinve heen initinted within
that period: und (5) waive all rights to an en-
forceable patent. based on said application as
well as on any continuing applieation filed more
than 30 montha after the envliest effective 17,8,
liling date of anid applieation, nnless the con-
tinuing applieation was copending with un
earlier continuing application whivt wi filed
within 30 months u.}u-r the enrliest. effective
.S, filing date,

C. Requirementa for Defengive Publieation

The examiner should sean the disclosure of
the application to the extent necessary to doter-
mine whether it is suitable for publication and
he also shonld aseertnin that tl‘m nbstract and
the selected figure of the drawing, if any, ade-
quately reflect the technien! diselosure. ‘1'he ab-
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inyolves nation
‘advertising, f
gutility, or a

sive publication which cannot be corrected

y: Examinar’s Amendment, . the: examiner
hould notify -applicant: in writing, usually
giving the reasons for disapproval. and, indl-
cating how corrections may made. Ap‘)]i%
eantis given a period of one (1) month within
which to make the necéssary: corrections. Fail-
ure to correct a defect as required results in non-
acceptance for defensive publication, and in
resumption of the prosecution of the applica-
tion by the Office in its regular turn. .~ .
In those instances, however, where the sub-
ject matter is not suitable for publication, the
request, may be disapproved without explana-
tion. Under these circumstances, the examiner’s
letter is first submitted to the group director for
approval. .o
“Petition may be taken to the Commissioner
from the disapproval of a request for defen-
sive publication. R .
Where the request is apparently fatally de-
fective and involves subject matter not con-
sidered suitable for publication, for example,
advertising, frivolous, lacking utility, etc., or is
clearly anticipated by readily availuble art,
the examiner should generally examine the
application and prepare a complete Office ne-
tion when nolifying applicant, .

,lf)‘."l"oruml ’R_wqujmmenw of u Defensive
Publication. Application

Correction is required by the examiner of
informalities listed by the Application Division
and by the Draftsman before approval of the
request for defensive publication, Informali-
ties of the drawing nre listed on the Notice of
Informal Patent %mwingﬁ and defeets of the
application are noted on the Notice of Informal
Patent. Application. A letter notifying an ap-
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st meed all
tsman, may
o remaining figures
y. to the extent. of
reproduction. The
on the ,’(ix*t;\\'illg and all
copies of f Informal Patent Draw-
1) : ~ Dofensive . Publication
Inly”. (If ¢ ention is later passcd to
issne, all drawing informalities must be cor-
rected). TI the drvawing corvection. requires
suthority . from the .applicant, the examiner
notifies him in writing that the request. under
rule 139 is. disapproved until authorization for
correction 18 recoived. Pt el Dk

which nee
being sufl
Draftsman

5. Preparation of an Applieation for Defensive
Publication S

Afier determining that the application is
aeceptable for defengive publication the exam-
iner indieates” which papers, if any, are to be
entered. Amendments necompanying the request
are not entered until approved by the examiner,
11 filed after receipt of the request, amend-
ments will be placed in the file, but, will not be
entarved unless the subject, ntter of the amend-.
ment is in rvesponse {to - requirement by the
examiner. : :




data are a})pmpx tely
The De I : -
identifies De tmn A,pphmtmns
only. and 18 athxed by lw wmnunm in the space
on the file. wrapper reserved for: the retention
label. Patent. Insue Division completes the date
of ‘)ul)lmlnng and .G, eitation of the l)eff-mne
Puhlication Retention Label.

In the spaces iitled; “Prep, Aor, _Imw ‘and
“Examined and Passed for Issue” the word
“Issue™ i8 changed to—Def. Publ.—by the ex-
aminer’ before mmnng (’l‘he olork’q ugﬂatuw
is not necessary). :

The ““bluie “issue” slip is used on ‘defensive
publication applications and is completed in the
usual manner except that in the space desig-
nated for the Patent Number the examiner
writes “Defensive Publication”. Cross refer-
ences are designated only in those subclasses
where the examiner believes the subject matter
will be of significant interest to warrant it.

With respect to the drawings the procedure
is the same as for allowance and the examiner
fills in the appropuntv spaces on the margin, in
the Draftsman’s “Approved” stamp area.

F. Citation of Prior Art in a Defensive
Publication Application

Since the defensive publieation procedure
makes the disclosure of an application avail-
nble to the public, usunlly before it or any con-
tinuing application is patented, citation of
srior art under rule 201 by ainy person or party
is accepted for consideration in the event ex-
amination is subsequently conducted. Such ci
tation is endorsed on the file wrapper “Con-
tents” by the Record Room, for the convenience
of the examiner when preparing the applica-
tion or a continuing application of suely an
application for allowanee,

Gi. Defensive Publication Application
Interferences

During the five year period from its earliest
1.8, effective fihing date, interferences may
be deelared hetween defensive publication ap-
plications and other applications and/or pat-

6.1

B REE € - T4 - 4

caipub{watmn? pphw
't.}; same auhq mmmr

ference purm ; m tlw
- application : if thm
e allownble therein, -

: rent: of o defensive publica 'on ap
plication will be stayed during the-period be-
ginning with the: suggostion of clajins or the
filing of claims nupmf from o putent and end-
ing with the terminntion of the interference
proceedings or the mailing of 'a -decision re-
using the interference, .

Termination of the mtcrfcren\,e in favun of
thc defensive publication application would
render the | express ubandmmmnt ineffective but
would not result in the issuance of an enforce-
abla patent. The examiner cancels by exam-
iner's amendment all ‘the claims in the case
except those awarded to applicant and sends the
case to issne. The Notice of Allowance in these
cases will be accompanied by a statement in-
forming the applicant that when the issue
fee is remitted, n disclaimer of the entire term
of the patent in be granted, must be included
in accordance with 35 Ub(‘ 253,

Distinet numbers are assigned to ail Dofen-
sive Publications published after December 186,

1069, for example,

’I,‘ 869 001
!- Number series, 001-999 avall-
able monthly.
- (), (F, VOlUME DUMber,

sy <~ JOEUINENE  cAtegory, T for
Technleal disclosure.

Defensive Publications are included in sub-
class lists and subseription orders. The distinet
numbers aro used for all official reference and
document copy requirements.

A conversion table from the applieation
sorinl mumber to the distinet number for all
Defensive Publications published bhefore Deo-
cember 16, 1969 appears al 869 O.GL 687, | R-41]
711.06(a) Citation and Use of Ab-
stracts, Abbreviatures and
Defensive Publications as
References  [R-24)

I is important. that abstraets, abbreviatures
and defensive publieations  (O.(+. Defensive
Publieation and Defensive Publieation Search
Copy) be referred to s publications and not

Rev. 41, July, 1074




as ! mnm or appi
hmt ions are cited as )
pub mt:wﬁ n tlm Gﬁt al (}umrm p g

“An applieation or portion thereof from whw)t
an abstract; abbreviature or defensive publica-
tion: has - im prepared, in the sense that the
application is evidenee m‘ﬁ yrior knowledge, may
be used as & reference under 35 U.S.C. 1(&(&),
effective from tha twnml d&tﬂ of ﬁlmgg in fha
United States. i

These mbhwtmm mm.* lm umd slone of in
combination with other prior art in m}wtmg
claims under 35 U.S.C, 102 and 103.

Abstracts, Abbreviatures and Defensive Pub-
lications arve listed with Other Re fm*mwm in thg
eitation thereof as follows:
(a) Abstracts and Abbreviatures

Brown, (abstract or abbmvmmm) of Serial
No. oy filed . ey published
in_._. .. OG. .. ... o0 LA
(list classification).
(b) The Q.G. defensive publum ion

Jones, Def. Pub. of Serial No. __________
filed .. .. ....._., published in

P Ly p——

Rev. 41, July, 1974 06.2

: ; »,,,.,,MW* ‘Defensive
*ab g (il &l&mﬁ&%xm)
(@»v yﬁamfh (@p’y diafemm% publicationy {wlmm
0 n disclosure relied on is in the Search Copy
' but notin the O.G. publication)
Jmm, I)@f I’txb,s ‘imwh ("fe}py of  Serial

No.ioaans o umany PUb-
lished m s L b ey OR
. —— I)afmwwa ]’uhhmtmn No. 'I iy iy

(list: Ma%:hmtmn)
(<) A})phmmms or dwm mmwd rortions tharmf
8t racta, t;hbrewmt ures ane dafonmv&a pub

lications
Jones, Application hmwal M)g damindlogadan
file ooy lmd open to publw in.
Spection O L.il..i.oi.ioba...oios a8 noted at
il ) K © R (portion of appli-

aaumn wluad on) (luat (Jmmc«m(m)

712 Ahandnnmem fm' l'atlum To Pav
Issue Fee [R~24] '

Rum 316’ App&watum abammm’d /or failure ta pay
tsaue fee.  (a) .If the feo mm-med in the notice of al-
lowance ie pot paid within three months from the date
of the notice the application will be regarded as aban.




notice of allowance s not timely paid but is submitted;
with the fee for delayed payment, within three months
of ita: due: date with n verified showing or statement
in the: form of a deelaration of sufficient cause for the
late payment, it may be accepted by the Commissioner
a8 though no abandonment had ever ocourred.:: . .
.1 Jeule 811, Delayed payment  of belance o) the issue
fee; .lapaed patents. Any remaining balance of .the
isguo. fee is to-be paid within three months from the
date of potice thereof and, if not paid, the patent lapses
at the termination of the three-month period,. If this
balance is not timely. paid but -is submitied, with tho
fee for delayed payment, within: three maonths. of its
due date with a verified showing or statement in the
form of a declaration: of sufilclent cause for the late
payment, it may be accepied by the Commissioner us
though no lapse had ever oceurred. i o0

An application abandoned by reason of fail-
ure to pay the issue fee was formerly referred to
as a forfeited application. .~~~ "'
~ (Note, the following procedure is that which
was in existence prior to the enactment of Pub-
lic Law 93-601 on January 2, 1975. The proce-
dures for operating under the new Law had not
been‘de;xtab ished when this revision was pre-
ared, ‘ ' '
P When the three months’ period within which
the issue fee might have been paid has expired,
the file is returned by the Patent Issue Division
to the examining group, Certain clerical opera-
tions are performed and the file and drawing
are forwarded to the Abandoned Files Unit.
When the issue fee is not paid and the applica-
tion is abandoned, proceedings are terminated
as of the date the issue feo was due. The appli-
cation is abandoned on that date (but if the
issue feo is later accepted, on petition, the appli-
cation is in a sense revived). During the three
month period following such abandonment, it
is possible to petition the Commissioner to have
the application issned as a patent. Such petition
must be supported by a verified showing of suffi-
cient cause for the late payment, and accom-
panied by the proper issue fee and the fee for
ate payment. If such a petition accompanied
by the required fees is not. filed within the three
month period following the abandonment (six
months after the date of the notice of allow-
anee) and granted, such abandoned applieation
cannot be revived, In this respeet an abandoned
application that has passed through the six
months’ period indicated in rule 316 differa in
statug from an application that has become
abandoned under the provisions of rules 136
and 136 in that the latter may bo revived under
the provisions of rule 137. Bremner v. Ebbert

97

, ,39813‘7.% 762 ;Gartxomn "
Q0. [R-48]

- The_persona] appearance of an. applicant,
attorney, or ngent befove the examiner pre-
senting matters for the lntter’s consideration
is considered an interview, e i f

713.01  General  Policy, How Con-
ducted [R-43] et
Rule 185. Interviews, (a) IYoterviews with exam-
inera concerning. applications and other matters: pend-
ing before the Office must be bad in the examivera’
rooms at such times, within office hours, as the respec-
tive examiners may designate. Interviews. will not be
permitted . at any other time or place without the
authority .of the Commissioner, Interviews for. the dis-
cussion of the patentability of pending applications
will not be had. before the first officia) action thereon.
Interviews should be arranged for in advance. . .
(b) In every. instance where reconsideration is re-
quested. In view of an interview with an examiner, a
complete written statement. of the ressons.presented
&t the intervlew as warranting favorable action must
be filed by the applicant. An interview does not remove
the necessity for response to Ofiice actions as specified
in rules 111,185, o

Interviews are permissible on any working
day except during periods of overtime work.

An interview should normally be arranged
for in advance, ng by letter, telegram or phone
call, in order to insure that the primary exam-
iner and/or the examiner in charge of the ap-
plication will be present in the Office. ' When a
second art unit is involved (Patentability Re-
port), the availability of the second examiner
should also be checked. (See § 705.01(f).) An
appointment for interview once arranged
should he kept. Many applicants and attorneys
plan trips to Washington in reliance upon such
appointments. When, after an appointment has
been made, circumstances compel the absence
of the examiner or examiners necessary to an
offective interview, the other party should be
notified immmliﬂ,toiy so that. substituto arrange-
ments may be made.

When a telephone eall is made to an examiner
and it becomes evident that a lengthy discussion
will ensue or that the examiner needs time to
restudy the situation, the eall should be termi-
nated with an agreement that the examiner will
enll back at a specified time. Sueh a call and all
other ealls originated by the examiner shonld be
made through the T'I'S (Federnl 'Telecommuni-
cations System) even though n collect call had
been authorized. It is helpful if amendments
and other papers, such as the lotter of transmit-
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~ sigmature of the w
~ The unexpected

cularly in'an involved case.
_An examiner’s suggestion of all
ject matter may justv{%r his indicating the possi-
ility of an interview to aceelorate ‘varly agree-
ment on allowable claims, ...
An interview should be had only when the
nature of the case is such that the interview
could serve to develop and clarify specific is-
sues and lead to a mutual understanding be-
tween ‘the examiner and the applicant, and
thareb)i;ﬁdvnnce'the prosecution of the applica-
tion.  Thus the attorney when presenting him-
self ‘for an interview should be fully prepared
to discuss' the issues raised in'the Office action.
When it is obvious that the attorney is not so
prepared, an interview should not be permitted.
“Examiners should avoid unnecessary inter-
ruptions  during ‘interviews with ‘attorneys or
inventors. In this regard, examiners should
notify their receptionist, immediately prior to
an interview, to not complete ‘incoming tele-
phone calls unless such are of an emergency
nature. R

The examiner shonld not hesitate to state, if
such be the case, that claims presented for con-
sideration at the interview require further
search and study. Nor should the examiner
hesitate to conclude an interview when it ap-
pears that no common ground can be reached
nor when it becomes apparent that the appli-
cation requires further amendment or an addi-
tional action by the examiner. . :

It is the responsibility of both parties to the
interview to see that it is not extended boyond
a reasonable period, usually not longer than
thirty minutes. It is the duty of the primary
examiner to see that an interview is not ex-
tended beyond a reasonable period even when
he does mnot personally participate in the
interview,

During an interview with an applicant who
is prosecuting his own case and is not familiar
with Office procedure the examiner may make
suggestions that will advance the prosecution
of this case; this lies wholly within his discre-
tion. Too much time, however, should not be
allowed for such interviews,

Examiners may grant one interview after
final rejection, See § 713.09,

Where the response to a first complete nction
includes a request. for an interview or a tele-
phone consultation to be initinted by the exam-
iner, or where an out-of-town attorney under

Rev. 43, Jun. 1975
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given), the examiner, as soon as he has consid-
ered the effect of the response, should grant
such request if it appears that the interview or
consultation would result in expediting the case
to a final action, 0 oo s
'Where agreement is reached ns o resnlt of an
interview, applicant’s representative should be
advised that an amendment pursuant -to the
agreement should: be promptly submitted. If
the amendment prepares the case for final ac-
tion, the ‘examiner ‘should take the case up as
special.’ If not, the case should await its turn.

‘Consideration of n filed amendment may be
had by hand delivery of n duplicate copy of said

Early communication of the results of the
consideration should be made to applicant; if
requested, indicate on attorney’s copy any agree-
ment; initial and date both copies. . .
~Although entry of amendat"orfv' matter usu-
ally requires actual presence of the original
paper, examiner and clerical processing should
proceed as far as practicable based on the dupli-
cate copy. The extent of processing will depend
on each amendment. .
The substance of any interview, whether in

person or by telephone must be made of record
in the application. See § 713.04.

ExaMinaTioN BY Examiner Orner THaN TaE
Oxe Wro Conovcrep Tur INTERVIEW

Sometimes the examiner who conducted the
interview is transferred to another group or
resigns, and the examination is continued by
another examiner. If there is an indication
that an interview had been held, the second
examiner should ascertain if any agreements
were reached at the interview. here condi-
tions permit, as in the absence of a clear error
or knowledge of other prior art, the second
examiner should take a position consistent
with the agreements praviously reached. See
§ 812.01 for n statement of telephone practice in
restriction and election of species situations,

713.02 Interviews Prior to First OfRi-

cial Action [R-43]

Prior to filing, no interview is permitted.
However, in the oxaminer’s discretion, a lim-
ited amount, of time may be spent in indicating
the field of search to an attorney, searcher or
inventor.

A request for an interview, whethor made
orally or in writing, prior to the first Offico




Search in the %mnpiart,u it should be per-
t

mitted only with the consent of a primary

examiner, o G £
 Exvounping Parext Law ,

The Patent and Trademark Office cannot. act

as an expounder of the patent law, nor as a
counsellor for individuals,

713.03 Interview for “Sounding Out”
Examiner Not Permitted

Interviews that are solely for the purpose of
“gounding out” the examiner, as by a local at-
torney acting for an out-of-town attorney,
should not be permitted when it is appurent that
any agreement that would be reached is condi-
tional upon being satisfactory to the principal
attorney.

713.04

Substance of Interview Must
Be Made of Record [R-43]

A complete written statement as to the sub-
stance of any face-to-face or telephone inter-
view with regard to an application must be
made of record in the nf)phcat.ion, whether or
not an agreement with the examiner was
reached at the interview. See rnle 133(b),
§ 713.01.

This is further brought out by the following
Rule:

Rule 2. Business to be transacted in 1oriting. Al
business with the Patent and Trademark Oflice should
be trangacted in writing. The personal attendance of
applicants or their attorneys or agents at the Patent
and Trademark Office 1s unnecessary, The action of the
Patent and Trademark Office will be based exclusively
on the wrltten record in the Office. No attention will be
pald to any alleged oral promise, stipulation, or under-
standing In relation to which there is disngreement or
doubt.

The action of the Patent and Trademark
Office eannot be based exchisively on the written
record in the Ofliee if that record is itself incom-
plete through the failure to record the snbstance
of interviews,

Applicants and their attorneys or ngents are
responsible for complinnee with the regnire-
ment for a complete written statement exeept,
in those situations in which it s agreed that
the exmminer will issue an Office action upon the
application without further written response on
behalf of applicant. Tn those situations, the ex-
aminer will make the substance of the interview

08.1

~written statement when filing a response will

ertently omitted from -
n statement filed on behalf of applicant.

~ Noncompliance on behalf of applicant with

the above noted requirement for a compiete

vesult in the u];)Flicunt. being given one month
from the date of the notifying letter or the re-

‘mainder of any period for response, whichever

is longer, to complete the response and there-
by avoid abandonment of the application (rule
135(c)).

ExaMiner 10 CHECK FOR ACCURACY

Applicant’s summary of what took place at
the interview should i;u carefully checked to
determine the accuracy of any statement at-
tributed to the examiner during the interview,
(a) If there is an inaccuracy and it bears di-
rectly on the question of patentability, it should
be pointed out in the next Oftice letter., If
the claims are allowable for other reasons of
record, the examiner should withhold allow-
ance by means of an Ex parte Quayle action
until the record is cluriﬁeg. (b) If the inac-
curacy does not bear directly on the question
of patentability, the ease may be sent to issue,
if allowable for reasons of record, but the ex-
aminer should send a letter setting forth his
version of the statement attributed to him.

An inaccuracy with respect to an argument
presented at the interview; e.g., including in
the summary of the interview an argument not
then presented, should be treated as in () or
(b) above.

713.05 Interviews Prohibited or
Granted, Special Situations
[R-43]

Saturday interviews, see § 713.01.

Except. in unusual situations, no interview ig
permitted after the brief on appeal is filed or
nfter o case has bheen passed to issue.

An interview muy bo appropriate before ap-
plicant’s firgt vesponse when the examiner has
suggested  that allowable subject matter is
present or where it will assist applicant in judg-
g the propriety of continuing the prosecution,

Oflice employees nre f‘m‘l)id(t-n to hold either
ornl or written commnnieation with an unregis-
tered or a disbarred attorney vegarding an ap-
lieation unless it be one in which said attornay
18 the applicant, See § 105,

Interviews are frequently requested by por-
sonsg whose credentinls are of such informal
charaeter that there is serious gquestion as to
whether such persons are entitled to any infor-
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eral, interviews abe ot g OPSODS W
lack Pproper authority from “the applicant or
attorney of record.in g}w fotm of a: paper-on £l
in the case or do not have in their possession s
copy of the ap nlieation file, A MERE POWER
TO INSPECT IS:NOT: SUFFICIENT Al

THORITY FOR GRANTING AN I}
VIEW INVOLVING THE M.

PHE APRLICATION. 000 7
 However, interviews muy ‘be granted to regis-
tered'individuals who wre known to be the Joeal
representatives of the attorney in tho case; even
thongh a power of attorney ‘to them is not of
record -in- the - partienlar ‘application, When
prompt action is important; an interview with
the loeal representative may be the enly way
to ‘save the application from abandonment.
(Beo §408.) « © e
I a vegistered individunl seeking the inter-
view hag in liis' possession o copy of the applica-
tion file, the examiner may necept his statement
that he is anthorized to réprasent the applicant
nnder rule 34 or'he is the person named as the

attorney of record, ' o
~Interviews normally should not be granted
ninlesy the ‘requesting pnrty has authority to
b;mgljnvmﬂpﬁncnral con¢erned, o
@ "‘I‘h'o availability of pér’sonr‘ﬂ‘inter}’ie‘ws‘in the
Conference Period”, which is the time between
the filing of npplicant’s thorongh first response
and a concluding nction by the examiner, for
attorneys resident or frequently ‘in‘“’nsl'\in{;mn
18 obvions.  TFor others more reinote, teleplone
interviews may prove valiable, However, pres-
ent Offico policy places great emphasis on' tele-
phone interviews initinted by the examiner to
attorneys and agents of record. See § 408,

LThe examiner, by making a telephone call,
may he able to suggest minor, probably quickly
nceeptnble  changes which wonld result in
allowance. If there are major questions or
saggrestions, the enll might state then concisely,
Ahd aigrpest 0 further telephone or personal
tterview, at n prearranged later time, giving
applicant more time for consideration before
disenssing the points raised. o

For an interview with an examiner who does
not, hava negotintion authority, nreangenents
should alwnys inelude an examiner who does
hl_l\’“ sueh nuthority, nnd who has familinrized
bimself with the ‘ense, so that anthoritative
wreement iy bo renched at the time of the
“”('I"\‘i(i“v'

Grovreen ThreRviews

n Lo : .

For attorneys remota from Washington who
prefor personal interviews, the sronped mter
VIew practieo is etfective, If in any cnse there
18 & prearranged interview, with agreement o

90

ot awgmmmmmwpmm |

e a:pro Upple ment

 tha oase.as nearly av.may be.in. condition. for
concluding action,
“ mental amendment

action, prompt filing of the supple-
, ) gives the case special status,
e brings. it up. Jor immediate, special actian,
713.06° No Inter Partes Qrie
| cussed Ex Parte - [R-26]
© The examiner may not diseuss inter: partes
questions ex parte’ with any of the interested
parties. - For this renson, the telephone number
of ‘the examiner should not be typed:on.deci-
sions con -motions or any: ‘other  interference
papers. See § 111101 by s e
713.07 . Exposure of Other Cases
T T [«szﬁj S U ST sl
 Prior to un intorviow the cxumyinr should
arrange his desk so that files, drawings and
other pupers, except thoss necisary in (ho in.
trview, are pliiced onf of view. See §101.

713.08 Demonstration, Exhibite,
- The invention in question may be exhibited
or demonstrated during the interview by a
model thereof which may be sent to the Oflice
prior to the interview where it is received in
the. Supply. and Receiving Unit and forwagded
to the group. A model is not to be received by
the examiner directly from the applicant or
his attorney, Sea §§ 608.03 and 608.03(n). -
Oftentimes o model or exhibit is not given
into the custody of the Office but is brought
directly into the group by the attorney solely
for inspection or demonstration: during tho
course of the interview. 'This is permissible.
Demonstrations of apparatus or exhibits too
large to _be brought into the Office mav he
viewed by the examiner ontside of the Office,
(in the Washington aven) with the approval of
the supervisory primary examiner, It is pre-
sumed that the witnessing of the demonstration
or the roviewing ol the exiibii is actually cggen-
tial in the doveloping and clarifying of the is-
sues involved in the application.

713.09 Tinally Rejected Application
R 20]

Normally, one interview after final rejection
s pormitied. Tlowever, the intended purposoe
and content, of the interview must bo presented
brieflv, cither ornlly or in writing, - With the
approval of the primary cxaminer, an inter-
view may he granted if the examiner is con-
vineed that disposal or clarification for nppenl
may be accomplished with only nominal further
consideration. Tnterviews merely to restate
arguments of record or to dizeuss now limita-
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| MANUAL OF PATENT EXAMINING PROCEDURE

: &mtw f#lﬁ%*ﬁﬁﬁld%j reqmm tiior.e thnnnm’mnal It wpms ‘.', (mrhanoralmtrostatw) mﬁlad,

reconsideration or new
See §71418.

713.10 Interview Preceding Filing
. . Amendment Under Rule 312

.- After » case is sent to issue, it is technically
no longer under the gurisdictzipn of the pri-
mary examiner, rule 312. An interview with
an oxaminer that would involve -a dotailed
consideration of claims sought to be entered
and perhaps entailing a discussion of the f)t:mr
art for determining whether or not the claims
are allowdble should not be given. Obviously
an applicant is not entitled to o greater degreo
of consideration in an amendment presented
informally than js given an applicant in the
consideration of an amendment when formally
presented, particularly since consideration of
an amendment filed under rule 312 cannot }
demanded as a matter of right. = .
Requests for interviews on cases already
passed to issue should be granted only with
specific approval of the group director upon
a showing in writing of extraordinary circum-
stances. Co ' ‘

search shbuldjbe“deniad:

714  Amendments, Applicant’s Action
[R-26]

Rule 115. Amendment by applicant. The applicant
may amend before or after the first examination and
action, and nlso after the second or subsequent exam-
Ination or reconsideration as specified in rule 112 or
when and az specifiecnlly required by the examiner.

See also § 714.12.

714.01 Signatures
[R-26]

To facilitnte any telephone eall that may be-
come necessary, it is recommended that the com.-
plete telephone number with area cods and ex-
tengion be given, preferably near the signature,
Note $§ 605.04 to 605.05(n) for n discussion of
sigmatures to the application,

714.01 (a)

to Amendments

Unsigned or  Improperly
Signed Amendmenmt  [R-
39]

An unsigned amendimment or one not properly
signed by n person having authority to prose-
cute the caso is not entered. This npplic-g. for
instance, where the nmendment is signed by
one only of two applicants and the one signing
has not been given a power of attorney by the
other applicant,

Rev. 40, Jan. (074
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the signature must: be
are made. § 71407 . oo o D

“An amendment. filed with a copy of a signa-
ture rather than an original signature, may be
entered if an accompanying transmittal letter
containg a proper original signature, . =
Telegraphic amendments must be confirmed
by signed formal amendments. § 714.08. :

A “Tealecopier” document, or nicopy thereof,
without an original signature, is accoptable in
the same manner as a telegraphic amendment
to preserve the dates involved, § 714.08. How-
ever, such a practice is diseouraged because it
results in the filing of duplicate ‘.m\)m's and
much unnecessary paper work. A “Telecopier”
document with the original signature of a regis-
tered attorney or agent acting in a representa-
tive capacity under rule 34(a) is acceptable and
does not, require confirmation,

When an unsigned or. improperly signed

sinendment is received the amendment will be
listed on the file wrapper, but not entered, The
examiner will notify applicant. of the status of
the case, advising him to furnish a duplicate
amendment properly signed or to ratify the
amendment salready filed. Applicant is given
either the time remaining in the period for re-
sponse, or one month, whichever is longer, to file
his supplemental response (rule 135, § 711). .
. Sometimes problems arising from unsigned or
improperly signed amendments may be disposed
of by calling in the local representative of the
attorney of record, since he may have the au-
thority to sign the amendment. Listings of local
representatives of out-of-town attorneys are
kapt available in the various group directors’
oflices.

An amendment signed by a person whose
name is known to have been removed from the
registers of attorneys and agents under the pro-
visions of rule 347 or rule 348 is not entered.
The file and unentered amendment are sub-
mitted to the Office of the Solicitor for appro-
printe nction,

7114.01 (¢)

applied after the copies

Signed by Attorney Not of
Record [R-36]

Seo § 405.

A vegistered attorney or agent acting in a
representative enpacity under rule 34, may sign
amendments even though he does not havo a
power of attorney in the applieation. See § 402.

714.01 (@)  Amendment Signed by Ap-
plicant But Not by Atntor-

ney of Record [R-30]

_ If an amendment signed by the applieant,
is recotved in an applieation in which there




, m“"m 1ttorn
should ‘be ealled to rule 88(
_the action should 'be pre)
to the attorney and the other d
cant. The notation: “Copy to app
appear on the original and on-

71402 : Munt Be Fully | Rmponsive

Rule 111, Reply by applicant. () After the Office
actton, if adverse in any respect, the applieant, If he
persist In his application for a patent, must  reply
thereto and may request reexamination or reconsid-
eration, with or without amendment. '

(b) In order to be entitled to reexamination or: re-
consideration, the applicant must make request there-
for in writing, and he must distinctly and specifically
point out the supposed errors in the examiger's action:
the applicant must respond to every ground of objec-
tion and rejection in the prior Office action (except
that request may be made that objections or require-
menta as to form not necessary to further considera-
tion of the claims be held in abeyance until allowable
subfect matter Is indlcated), and the applicant’s actlon
must appesr throughout to be a bona fide attempt to
advance the case to final actlon. A genera} allegation
that the claims define a_patentable invention without
specifically pointing out how the language of the claims
patentably distinguishes them from the references does
not comply with the requirements of this rule.

(¢) In amending an application in response to a re-
Jection, the applicant must clearly point out the patenta-
ble novelty which he thinks the clalms preseat In view
of the state of the art dizcloged by ‘the references cited
or the objections made. He must also show how the
amendments avold such references or objections. (See
rules 185 and 136 for time for reply.)

1In all cases where response to a requircment
is indicated as necessary to further considera-
tion of the claims, or where allowable subject
matter has been indicated, a complete response
must. either comply with the formal require-
ments or specifically traverse each one not com-
plied with.

Drawing and specificntion corrections, pres-
entation of a niew oath and the like are gener-
ally congidered as formal matters. However,
the line betweer: formal matters and those tonch.-
ing the merits is not. sharp, and the determina-
tion of the merits of a cnse may vequire that such
corrections, new oath, ote,, bo insisted upon
prior to any indication of allowable subject
matter.

Rule 119, Amendment of claims, The claims may be
amended by canceling particular clatme, by presenting
aew elnime, or by rewriting partieuiar clalma as In-
dieated In Rule 121, The requirements of Rule 111 must

101

ERIUENY LI R E S )

714.08

be complied with by pointing out the specific distine
tions believed to render:the claims patentable over the
references in presenting aurguments In support of new
claims and amendments, liier e tuei et

~_An amendment submitted after a second or
subsequent non-final action on the rerits which
1s otherwise respongive but which increases the
number of claims drawn to the invention pre-
viously acted upon is not to be held nonrespon-
sive for that roason alone, (See rule 112, § 708).

‘I'he prompt development of a clear issue re-

uires that the responses of the applicant meet
the objections to and rejections of the claims.
Applicant should also 'zja‘peciﬁcnlly point, out the
support for any amendments made to the dis-
closure.  Seo §YI¢)6;03 (n). '

An amendment attempting to “rewrite” a
claim in the manner set forth in rule 121(b)
may be held non-responsive if it uses paren-
theses, ( ), where brackets, [ .], are, called
" Responses’ ‘to ‘requirements 'to  restrict are
treated-under § 818,70 o0 0

714.03 Amendments Not “Fully_ Re-
‘sponsive, Action To Be Taken
[R-39]

_If there is sufficient time remaining in the
six-month statutory period or set sﬁort@ned
period when applicant’s amendment is found
to be not fully responsive to the last Office
action, a letter should at once be sent applicant
ointing out wherein his amendment fails to
ully respond coupled with 2 warning that the
response must be completed within the time
period in order to avoid the question of aban-
donment. See § 714.05.

Where a bona fide response to an examiner's
action is filed before the expiration of a per-
missible period, but through an apparent over-
sight or inadvertence some point necessary to a
complete response has been omitted,—such as
an amendment or argument as to one or two of
several claims involved or signature to the
amendment,—the examiner, as soon as he
notes the omission, should require the appli-
cant to complete his respouse within a specitied
time limit (nsunlly one month) if the period
has already expired ov insufficient time iﬂ‘]ef(; to
tnke action before the expiration of the period.
If this is done the application should not be
held abandoned even though the presceribed
period has expived, See rule 136 (c). Similarly,
where there s an iiformality as to the fee m
connection with an nmendment presenting addi-
tional claims in w case filed on or after October
26, 1965, the applicant, is notified by the clerk
on form POL. 319, Seo §8 607 and 714.10.

Rev. 80, Jan. 1974



' Clainmis Prc-sontod in Amend
.ment, With  No _Attempt . To
Point Out Patentable: Nowlty
[R-25]

he an amended
case ‘where no attbmf)t is made point out the
patentable novelty, the claims should not be
allowed.  (See Rule 111, § 714.02.)

An amendment fmllng to point out the pat-
entable novelty which the applicant believes to
exist in his case ‘may be held to be NONTesponsive
and a time Timit set to furnish a proper re-
sponse if the qtututmv period has (*\pmrd or

almost expired (§711.03). However, if the
Mmma as amended aro clearly open to l(‘](‘C‘fl()n
on grounds of record, n final rejee tion qhould
generally be made.

714.05 Examiner leuld Immodmtvly
' Im-s]um - [R-25]

Actions hy nprlwnnt Mpor'mlly ﬂm%o filed
near the end of the period for response, shonld
bo inspected inunediately npon filing to de-
termine whether they .ll(‘(mn])l(-h‘h responsive
to the preceding ()mu\ action 5o ns to prevent
abandonment. of the applieation. " 1f found in-
adequate, and saflieient time remaing, nl»plu-vml
should be notified of the deficiencies and
warned to complete the response within the
period, See 714,08,

AN amended  cnses it oon the examiner’s
desk shonld he ingpeeted by him at onee to
determine:

If the
(8 T14.01).

If the amendment has been filed within the
statutory period, set shortened period or time
lmit (§710).

amendment. iz properly signed

Rev. 40, Jan, 1974

other non- permanent i

of n rmmrcmont for
: ﬂﬁ#ﬂ% 03(d), 1000 4 P
If “ulsnly erasable’” paper |
hod of pmpumt ion or
1. 7 e @ Ti14.07,¢
:;-npplwm\t has mtgd l‘l"femﬂﬁt’s Soe
BT0T08(h)and 1802120 :
* 1f a-terminal diselaimer. }um be(m hled %a
\§ H08.01, 804.02,/804.08 und 1403, :

If any. matter: mvolvmg swumfy lms b(wn
uddml %ea § 107. ()l B ,

AOTION Onossm Anmx mum'r

A supplemental action is nsually necessary
when an amendment is filed on or before the
mailing date of the regular action but reaches
1 supplemental
n should be prompt purei It need
eiferate all portions of the previous action

1t are still upplxczdﬂo but it should specify
which portions are to be disregarded, pointing
out that the period for response runs }mm the
mailing of t{u-/wpplmm-n nl netion.  The ne-
tion should be headed “Responsive to amend-
ment, of ( date) and supp]mnmlu] to the action
mailed (date)”. o

714, 06 Amondments Svut to Wrong
- Group e

See § 508.01.

~

714.07 Amendments Not in Perma-
nent Ink  [R-- %‘)] ‘

Ru]e ’)‘2(&) lequlu\q “pm'mmwm mk or its
cquivalent. in . quality” to be used. on papers
wsu‘ 'h- will-hecome part of tho vecord um‘ In re
Benson, 1959 C.D. 5 741 O.G. 353 holds that.
documents on so-called “ensily ernsable” paper
violnte the requirement. 'The faet that rule H2(a)
has not been complied with may be discovered
as soon as the nmendment ree hvs the exmuin-
g group ory Inter. when the case is renched for
action. In the first instance, applieant s
promptly notified that the amendment. is not.
entered and is reguired to file a permanent copy
within one month or to ovder a copy to be made
by the Patent Office at his expense, PPhysieal
entry of the amendment will bo mmlu from the
permunent copy.

If there is no appropriate response within
tho one month pertod, a copy is mudo by the




: quim&é t it the ekargm or smthor arg-

i %fstlxmn} to his deposit account. =~ - .0
n the second instance; when the non-per-
manence of the amendment is discovered-only
when the ease is reanched for action, similar
steps are taken; but’ action ‘en:the cnse is not
held up, the requirement for a permanent copy
of the nmendment being i‘lla:‘ﬂl\.d‘ﬂﬁih; the Office
action, .
_ Offico copier or good carbon copies on satis-
factory paper are acceptable, But see In ro
Application Papers Filed Jan, 20, 1956, 704
O.0r. 4. Although n good copy is acceptahle,
signatures must. be applied. after the copy is
made. . o

Seo § 608.01 for more discussion on nceoptable
copres, ..
714.08  Telegraphic Amendment  [R-

o 23] ‘ o

When a telegraphic amendment is received,
tha telegram'is placed in the file but not entered.
I'f confirmation of this amendment by a properly
signed formal amendment ‘daes not follow in
due time, the applicant is notified that proper
confirmation is required; otherwise, the tele-
gram will not be accepted as n response to the
former Office action. TIf he does confirm
promptly, the amendment ig entered.  (Seo Ex
parte Wheary, 1013 C.D. 253; 197 O.G. 534.)

The same test as to completeness of response
applies to an amendment sent by telegraph as
to one sent by mail. See § 7T14.02.

First

711.09 Amendments  Before
Office Action [R-39]

An amendment filed before the first Office
action, even one filed along with the original
applieation, does not enjoy the status of part of
the original diselasure. See § GOR.O4(D),

In the case of rule 60 (unexeented) appli-
eations, an mmendment stating that, “Phis s a
divigion (eontinnation) of application Serial
No.o oo filed o and eaneeling
uny irrelevant elaims as well as any prelim-
inney amendment shonld accompany the appli-
ention. Amendments shonld vither accompany
the applieation or be filed after the applieation
has received its serind number and filing date.
See § 201L06(a),

714.10

Claims Added in Excess of

Filing Fee [R--36]

The FPee Aet, which beenme effective Oeto-
ber 25, 1965, provides for the presentation of
clnims added in excess of filing fee, On pay-
ment of an additional fee (see § 607), these ox-

102.1

: disnd

cess claims may be presented any time after the

- application is filed, which of course, includes
~ the time before th

firat action. This provision

does not ;apgly: in the case of applications filod
before Octo e

714.11  Amendment Filed During In.

terference

er 25,1065,

Proceedings [R-

S

Final Re-
jeetion or Action  [R-306]

. Rule 116. Amendments qfter final action. (a) After
final refection or actlon (rule 113) nmendments may
be made canceling clalms. or complylng with any ve-
quirements of form which has been made, and anend-
ments presenting rejected clalms in better form' for
considaration on appeal may be admitted ; but the ad-
migsion of any snch amendment or its refusal, and any
proceedings relative thereto, shall not operate to're-
Have the application from its cohdition ns subject to
appeal or to save it from abandonment under rule 135,

(h) 1f amendments touching the metlts of the appli-
cation be presented after final rojection, or after ap-
peal has been taken, or when such nmendment: might
not otherwise be propor, they may be admitted upon a
shdwlng of good nnd sufficient 'reasons why they are
necessary and were not enrler presented.’ ©

" (¢) No amendment can be made ax a matter of right
in appenled cases.  After decision on appeal, amend-
mentg can only he made as provided hinrule 108, or
to carry into effect a recommendation under rule 196,

Once a final rojection that is not premnture
has been entered in a case, applicant no Jonger
has any right to unrestricted further prosecu-
tion, This does not mean that no further
amendment, or argument will be considered.
Any amendiment that will place the case either
in eondition for allowance or in better form
for appeal may be entoved.  Also, amondments
complying with objeetions or requirements as
to form ave to be permitted after final action in
aceordance  with  rules  116(n).  Ovdinarily,
amendments filed nfter the final netion are not
entored nnlogs approved by the sxaminer. See
SR T06.07(¢), THLES and 1207,

T'he prosecution of un application /n}/m'u the
wwaniiner showld ordinarily be concluded with
the final action, Howeeer, one personad inder-
riew by applicant way be entertained aflor sich
final aetion if cipewmstances wareant.Thas, only
one verquest by applicant for w personal nfor-
view after final should he grmnted, bot, in ox-
ceptional  cirenmmstances, a second  personnd
intorview muy be initinted by the eawminer if
i his pudgment this would materially assist in
placing  the appliention in - condition  for
allowinee,
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tion or Action,  Procedure

Frxarn Resperon—Time vor- REsSPONSE

¢
have been. gra in no Ly the pe-
riod for._response exceed six months from the
date.of the final action. The additional month
mway. be used to place the application in condi-
tion, for allowance, to appeal or to file a con-
tinuing application. .~ .
- During the additional month no applicant or
attorney  initiated interview is normally per-
mitted. Since a timely first response to a final
rejection is construed as including a request for
an extension of time, any subsza%ucnt ‘request
for an extension of time 1s considered to be a
second request and must be submitted to the
group director. . . , o
~An object of this practice is to obviate the
necessity for appeal or filing a continuing ease
merely to gain time to consider the examiner’s
position in r(?)ly to an amendment timely filed

after final rejection. Fuilure to file a response
during the shortened statutory period results
in abandonment of the applieation.

Extiy Nor A Marrer or Rignr

It should be kept in mind that applicant
cannof, n8 n matter of right, amend any finally
rejected claimsg, ndd new claims after a final
rejection (see rule 116) or reinstate previously
canceled elnims,

Except. where an nmendment merely cancels
elaims, ndopts examiner suggestions, removes
isartes for appeal, o in come other way requires
only & emsory roview by the examiner, compli-
ance with the reqnirement of a showing under
rale 11A(DLY is expected in all wmendments o fter
final rejection. Failure to propoerly respond to
the tinal rejection vesults in abandonment nunless
i amendment is entered in part (§ 714,20, items
3 and 4).

An amendment filed nt any time after linal
rejection but hefore an appeal brief is filed,

71413 Amendments After Final Rejec-

d be given sufficient deter-
er the claims are in condition for
nd/or whether the issues on appeal
ave simplified, Ordinarily, the specific deficien-
cies: of the gmendment. peed not be diseussed.
The rensons should be coneis xpressed. For
example; e
(1) The claims, if amended as proposed,
would not avoid.any of the rejections set forth
in the last Office action, and thus the amend-
ment wonld not. place the case in condition for
allowance or:in better condition for appeal.
(2). The claims, if amended as proposed,
would avoid the rejection on indefiniteness but
would not avoid the rejection on the references.
The amendment, will be entered upon the filing
ofanappeal. - -

(3) e claims as amended present new. is-
SUCS. reg uirinpi] further consideration or search.

(4) Sinco the amendment, presents additional
clans without canceling any finally rejected
clnims it is not considered nspincing theapplica-
tion in better condition for appeal; Ex parte
Wirt, 1905 C.D. 247: 117 0.G. 599,

Examiners should indicate the status of each
clnim of record or proposed in the amendment,
and which 1’)1‘0])050.& clnims would be entered on
the filing of an appeal if filed in a separate
paper. : , -

Applieant. should he notified, if certain
portions of the amondment wounld be accep-
table as plicing some of the claims in better
form for appenl or complying with ebjections
or requirements ns to form, if a separate
paper were filod containing only such amend-
ments, Similarly, if the proposed amendment
to some of the clnims wonld render them allow-
able, applicant should be so informed. This is
helpful in assuring the filing of a brief con-
sistent with the clnims ns amended. A state
ment that, the final rejection stands and that the
statutory perviod runs from the date of the tinal
rojection is also i order.

Form letter POT,303 should be used to
acknowledge receipt of o response from appli-
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‘Any paper which relates to a pending appli-
“cation may be personally delivered to an Ex-
amining  Group, However, the Examining
Group will aceept the paper only if: (1) the
paper is nccompanied by some form of receipt
~ which can be handed back to the person deliver-
~ ing the paper; and (2) the Examining Group
being asked to receive the paper is responsible
for acting on the paper, '

The receipt. may tnke the form of n duplicate
copy of ,s’ncix paper or o card identifying the
- paper, The identifying data on the card should

~ could not be made allowable by a telsphone call
~to clear up minor matters..
- Any amendment timely filed after a final re-
- jection should be immediately considered to de-~
termine whether it places the applieation in
condition for allowance or in better form for
appenl. Examiners are expected to turn in w 80 complete a8 to leave no uncertainty as to
their response to an amendment after final re--  the paper filed. For example, the card should
‘jeetion within five days from the time the  contain the applicant’s name(s), Serial No., fil-
amendiment renches their desks, Tn those situn-  ing date and a deseription of the paper being
tions where the amendment. reaches theeexamin-  filed. If more than one paper is being filed for
er’s desk after the expiration of the shortened the same 'wp'pli(mti'n-n, the card should contain
statutory period, the examiner is expected to a description of cach paper or item,

return his action to the clerieal force within Under this procedure, the paper and recaipt
three days. In all instances, both before and will be date S‘t!\-ll‘l]’)ﬂd with the Gl‘mlli) date
after final rejection, in which an application is stamp. The receipt \\]i“ be handed back to the
placed in condition for allowance as by an person hand delivering the paper. The paper
interview or amendment, before preparing it Will be correlated with the application and made
for allowance, applicant should be notified  an official paper in the file, thereby avoiding
promptly of the nllowabilit{y of all claims b the necessity of processing and forwarding the
means of form letter POL~327 or an examiner’s paper to the Examining Group via the Mail

amendment. R(’)Qm. ) . . .
Such a letter is important Decause it may T'he Examining Group will accept and date
avoid an unnecessary appeal and act as a safe- stamp a puper even though the paper is accom-

guard against a holding of abandonment. Every panied by n check or the paper contains an
effort should be made to mail the letter before  authorization to charge a Deposit Account.

the period for response expires. ) However, in such an instance, the paper will
p If no “PP‘*“] }!“S l')een filed Wlt';"‘ﬁ{m period ] hand earried by Group personnel to the Office
or response and no amendment, has been sub- of Finance for processing and then made an

mitted to make the case allowable or which can  ps 5, : .
A ofticial paper in the file,

be entered in part (see §714.20), the ecase i o har ol

stands abandoned. All such papers, together with the cash,

theeks, or money orders, shall be hand carried
It should 1 d that w rile 181 ‘
the lﬁi‘l?;; gf ):: :l?lt(: d] glu;)ét‘ilt?g::l“l,il]l}un})tlétfn)v’ to the Cashier’s Window, Room 2-1BO1, be-

the period for reply to an examiner’s nction tween the hours of 3:00 pan. and 4:00 p.m.

which may be running against an application, . The ]’"l"‘-ﬁ"“‘-‘*]"‘” be processed by the account-
See § 1207 for appeal and post-uppenl pro- mg clerk, Oftice of Finance, for pickup at the
cedure. For after finnl rejection practice rela- Cashier’s Window by 3:00 p.m. the following
tivo to afidavits or declarations filed under  work day. Upon return to the group, the papers
ritles 131 and 132 see §§ 715,00 and 716, will be enteved in the applieation file wrappers.
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Under the decision’
beer

ully
dments touct

ave trented
nents after finn
tion may be con-

rejection, thoug may n
matters, See §§ T14.12

tinmed as to the form, y
and 714,13,
See § 607 for additional fee requircments.

714.15 Amvndnwm Received in Ex-
~ amining Gronp After Mailing
of Notice of Allowance [R-

~ Where an amendment, even though prepared
by applicant prior to allowance, does not reach
tﬁ'e Bfﬁce' until after the notice of allowance
has ‘been mailed, such amendment has the
status of one ﬁléé‘nhdcr rile 812, Tts entry
is o matter of grace. For discussion of amend-
ments filed under rule 312, see §§ 714.16 to 714.-
().

1f, however, the amendment is filed in the
Office prior to the mailing out of the notice of
allowance, but is received by the examiner
after the mailing of the notice of allow-
ance, it has the same standing in the case as
though the notice had not been mailed. Where
the case has not been closed to further prose-
cution, as by final rejection of one or more
claims, or by an action allowing all of the
claims, applicant may be entitled to have such
amendment enteved even though it may be
necessary to withdraw the application from
issne. Such withdrawal, hiowever, is unneces-
sary if the amendatory matter is such as the
examiner would recommend for entry under
rale 312.

As above implied, the case will not be with-
drawn from issue for the entry of an amend-
ment that would reopen the prosecution if the
Office action next preceding the notice of allow-
ance closed the ecase to further amendment,
ey by indieating the patentability of all of
the claims, or by allowing some and finally
rejecting the remainder,

After an applicant has been notified that thoe
claims are all allowable, further prosecution of
the merits of the case is a matter of grace and
not of right (Ex parte Quayle, 1935 C.D. 11;
453 O.G. 213). To this extent the practice

714.16 - Amendment After Notice of
o Allowance, Rule 312 [R-41]

Rule 812, Amendments after allowance, Amendments
after the notice of allowance of an application. will
not: be parmitted as o matter of right. However, such
amendments may be made if filed pot later than the
date the issue fee ls pald, on the recommendation of
the primary’ examines, approved by the Commissioner,
avithout withdrawing the case from fasue.

The Commissioner has delegated the ap-
proval of such recommendation to the Super-
visory Primary Fxaminers. o

A supplemental oath is not treated as an
amendment undor rule 312, see § 603.01, :

After the Notice ‘of Allowance has been
mailed, the nk)plicn,tiion"ig technieally no longer
under the jurisdiction of the primary examiner.
He can however, make examiner’s amendments.
(See § 1302.04) and has authority to enter Order
3311 amendments submitted after Notice of Al-
lowance of an application which embody merely
the correction of formal matters in the spec-
ifiecation or drawing, or formal matters in'a
claim without changing the scope thereof, or the
cancellation of elnims from the application,
without forwarding to the Supervisory Pri-
mary Examiner for approval. ‘ :

‘Amendments other than these require ap-
proval by the Supervisory Primary Examiner,
The group director establishes group policy
with respect to the trentment of Order 8311
amendments directed to trivial informalities
which seldom affeet significantly the vital
formal requirements of any patent: namely,
(1) that its disclosure be adequately elear, and
(2) that any invention present be defined with
sufficient. clarity to forin an adequate basis for
an enforceable contract,

Jonsideration of an amendment under rule
312 cannot be demanded as n matter of right.
Prosecution of a caso should be conducted be-
fore, and thus be complete including editorial
revigion of the speoifivation and claims at the
time of the Noticw of Alowance. However,
where amendments of the type noted are shown
(1) to be needed for proper disclosure or pro-
tection of the invention, and (2) to require no
substantinl amount. of additional work on the
mrt of the Office, they mny be considered and,
if proper, enfry may be recommended by the
primary examiner,

The requirements of rule 111(e) (8§ 714.02)
with respect to pointing out the patentable
novelty of any claim sought to be added or
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examination 3 (8) wl
}m’l, (1) “why "the‘. W

o not earlier presented.
Nor To Be Usep ror CoNTINUED PROSECUTION
Rule 312 was never intended to provide «
way for the continued prosecution of appli-
cation after it has been pagsed for issue. When
the recommendation ig against entry, a detailed
statement of reasons is not neeessary in sup-
port of such recommendation. The simple
statement that the proposed claim is not obvi-
ously allowable and briefly the reason why is
usually adequate. Where appropriate, any one
of the following reasons )s considered suffi-
cient: (1) an additional search is required, or
(2) more than g cursory review of the record
18 necessary, or (3) the amendment: would in-
volve materially added work on the part of the
Office, e.g. checking excessive editorial changes
in the specification or claims, © - . .
- Where claims added by amendment under
rule 312 are all of the form of dependent claims,
some of the usual reasons for non-entry are less
likely to apply although questions of new mat-
ter, suficiency of disclosure, or undue multi-
plicity of claims could arise, ... . .
See £8 607 and 714.16(c) for additional fee
requirements. R e

714.16(a) Amendments Under Rule
312, Copied Patent Claims
[R-21] :

See §1101.02(g) for the procedure to be fol-
fowed when an amendment, 18 received after no-
tice of allowance which includes one or more
claims copied or substantially copied from a
patent. '

The entry of the copied patent elaims is not
a matter of right. See § 71419 itom (4).

See &8 607 and 714.16(¢c) for additional fee
requirements. '

714.16(b) Amendment Under Rule
312 Filed With a Motion

~Under Rule 231 [R-21]

Where an amendment filed with a motion

under rule 231(a) (3) applics to n case in issue,

the amendment is not entered unless and until
the motion has bheen grantod. Seo § 1105.08,
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1 urénftar Oeto-
in
mber i addi
fees are required. The amendment is not con-
sidered by the examiner unless accompanied by
the full fee required. See § 607 and 35 U.8.C. 41.

714.16(d) Amendments Under Rule
. Auexoments Nor Unper Onroer 3311

. Amendments under rule 312 are sent by the
Mnil and Correspondence Branch to the Patent
Issue Division which, in" turn, forwards the
proposed amendment, ‘{ile, and drawing (if any)
to tmgroug which allowed the application. In
the event that the class and subclass in which
the application is classified has been transferred
to another group after the application was al-
lawed, the proposed amendment, file and draw-
ing (if any) are transmitted directly to said
other group and the Patent Issue Division noti-
fiedd. If the examiner who allowed the applica-
tion is still employed in the Patent Office but
not_in said other group, he may be consulted
about the propriety of the proposed amendment
and given credit for any time spent in giving it
consideration. e

'The amendment is PROMPTLY considered
by the examiner who indicates whether or not
its entry is recommended by writing “Enter-
312% “Do Not Enter” or “Enter In Part”
thereon in red ink in the upper left corner.

If the amendment is favorably considered, it
15 entered and a notice of entry (POI-~271) is
Yl‘upnrod. "No “Entry Recommended under
Rula 812” stamp is required on the amendment
or on the notice of entry in view of the use
of form (POL~271)., The primary examiner
indicates his recommendation by stamping and
signing his name on the notice of entry form
(POL-271). ~

If the examiner’s recommendation 8 com-
pletely adverse, a report giving the reasons for
non-entry is typed on the notice of disapproval
(POL-271) and signed by the primary exam-
iner.

The file, drawing, and unmailed notices
are forwarded to the supervisory {)rimary ex-
aminer for consideration, approval, and mail-
ing.

For entry-<in-part, sce § 714.16(0).

The flling out of the appropriate form by
the clerk does not signify that the amendment




examiner. 0 o
See §8 607 and 714
requirements.: oo o o
Petitions to the Commissioner velating to the
refusal to enter an amendment under rule 312
will be decided by the group director. - ..

16(c) for a

. AmxNpmENTS UNDER OM~33L1,1‘ '

‘The examiner indicates anrqvaJo‘f amend-
ments concerning merely formal matters b
writing “Enter-3311" thereon. Such amend-
ments do not require submission to the super-
visory primary examiner prior to eutry, See
§ 714.16. The notice of entry (POL-271) 1s date
stamped and mailed by the examining group.
1f such amendments are disapproved ait%i,er n
whole or in part, they are handled like those
not under ()r(sm-;i:%ll. S

714.16(e) Amendments Under Rule
~ 312,Entry in Part [R-»Zl]

The general rule that an amendment cannot
be entered in part and refused in part should
not be relaxed, but ‘when, under rule 312, an
amendment, for example, is proposed contain-
ing a plurality of elaims or amendments to
claims, some of which may be entered and some
not, the acceptable claims or amendments
should be entered in the case. If necessary,
the claims should be renumbered to run con-
secutively with the claims already in the case.
The refused claims or amendments should be
canceled in lead pencil on the amendment.

The examiner should then submit a report
(POI-271) recommending the entry of the ac-
ceptable portion of the amendment and the non-
entry of the remaining l’mrti(m together with
hig rensons therefore. The claims entered
should be indicated by number in this report.

Handling is similar to complete entry of a
rule 312 amendment.

If the application was filed on or after Octo-
her 25, 1965, entry in part is not recommended
unleas the full additional fee required, if
any, accompanies the amendment. See §§ 607
and 714.16(c¢).

714.17  Amendment Filed After the Pe-
riod for Response Has Expired

[R-35]

When an application is not prosecuted
within the period set for response and thereafter
an amendment is filed, such amendment shall

71818

 file wmpper of the;appliw-
Tarmaliy %@}nmrgd» Thai @mmingr
1 immedintely notify. the applicant, by
form l@t@r.l?(;)]fwagrﬂthm}; the amendment was
mﬂt@%wwg btt;n 1tiha m;rm period and therefore
annot be entered and that the application is
ubgpduned.w‘:‘wq; Ki .l.:l.;)afhm ‘t’m: PP *"“‘“‘”‘ 14
: lhk‘ Patent Of im\;h’ag, been l‘%@iving AN ex-
cessivly large volume of potitions to revive based
primarily on the late filing of amendments and
other responses to offivial actions, Many of these
petitions indicate that, the late filing was due to
unusual mail delays i however, the records gen-
Efllylzlmﬁ Fh,at,‘ f:lm hlmg W,gs kon:ly t.wq km-‘ hree
_In order to alleviate, for applicants and the
Office, the problems and expenditures of time
and eeﬁorc oceasioned by abandonments and poti-
tions to revive, it is suggestad that responses to
official action be mailed to the Patent Office at
least one, and preferably two, week(s) prior to
the expiration of the -period’ within which a
response 18 required. This sug%g:stion is made in
the interest of improving e ciency, thereby
providing better service to the public. ;

714.18 gﬁry of Amendments [R-

Amendments are stamped with the date of
their receipt in the group. It is important to
observe the distinotion which exists between
the stamp which shows the date of receipt of
the amendment in the group (“Group Date”
stamp) and the stamnp bearing the date of re-
cmpt”of‘the amendment by the Office (“Office
Date” stamp).  The Intter date, placed in the
left-hand corner, should always be referred to
In writing to the applicant. with regard to his
amendment, o

. All amendments received in the clerical sec-
tions are processed and with the applications
delivered to the su{mrvimrv primary examiner
for his review and distribution to the examiners.

Every mail delivery should be carefully
screened to remove all amendments res ronding
to a final nction in which a time period is run-
ning against the applicant. Such amendments
th):llll be processed within the next 24 hours.

Lhe purpose of this procedure is to ensure
uniformy and prompt tyeatment by the exam-
iners of all cases where the applicant is await-
ing a roply to a proposed amendment after final
action. By having all of these cases pass over
the supervisory primary examiner’s desk, he
will be made aware of the need for any special
treatment, if the situation so warrants. For
example, the supervisory primary examiner
will know whethor or not the examiner in each
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phcant ﬁh
umt:um m “Bllﬁm

qmwl?r
not a owed (,ons(-q on : l~,hsm-
dling will “continue to w}mn these
cases are ‘returned: hv the m to the
@l&rmal sections. ' :

-~The amendment or- letter is p]aced in the me,
gwen its number as a:paper in the application,
and its: oharactm’ endorwd on the ﬁla wrappnr
in ‘red ink.

When &uvui al ame nulm'uf:s arc Iﬁm}t% il an ap-
plication on the same day no particular order
as to the hour of the receipt or the mailing of
the amendmente can be assumed,; but considera-
tion of the case must be given as far as pos-
sible s though all the papers. ﬁled were & com-
pomte single paper.

After entry of the amondmcnt t}m apphoa-
tion s’ “up for action.”' It is placed on the
examiner’s ‘desk, and he is: rosponslb]e for its
proper disposal. - The examiner should imme-
diately inspect the amendment as set forth in
§ 714.05.. - After inspection if no.immediate or
special actmn 18 mqmrod the upplu,atlon awaits
re-emmmatlon in regular order.

714‘.19 List of Amendments, Fntry
Denied [R-41]

The following types of mnendmentq are or-
dinarily denied entry: ;

1. An amendment presenting an unpatent-
able claim, or a claim requiring a rew search
or otherwise raising u new issue in a case whose
yrosecution before the prmmry examiner has
fmn closed, as where

(a) All claims have been allowed,

{b) All clnims have been finally rquul {(for
exceptions seo §§ 714.12, T14.13, and 714.20(4) ),

{¢) Some claims allowed and remainder
finally rejected. See §§ 714.12 to 7T14.14.

2. Substitute specification that has not been
required and i8 not needed. See rule 125,
&8 608.01(q) and 714.20. If the examiner ap-
proves, it may be entered.

3. A patent clnim suggested by the exam-
iner and not pregented within the time limit
st or s reasonable extension thereof, unless
entry 18 suthorized by the Commissioner. See
8 110L02(f).

4. While copied patent claims are generally
admitted even though the case is under final
rejection or on appenl, under certain condi-
tions, the claims may be refused entry. See
£ 1101.02(g).
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7. An amendment 8o worded that it cannot
be entered ‘with certain accuracy. See §714.28.

‘8. An ‘amendment eancelling all  of ' the
claims and presenting no. gub&htum claim’ or
claims. See § T11.01,

9. An ameudment. in a‘case no lenger within
the examiner’s jurisdiction with certain excep-
tions in applications in issue, except on appmval
of the Commissioner, Seq §57 14.16.

10, Amendments to the drawing: held by the
examiner to contain new matter are not. on-
tered until the question of new matter is set-
tled. This practice of non-entry because of
alleged new matter, lmwovm', does not_apply
in the caso of amendments to the qpomﬁcatmn
and claims.

11, An amendatory pnpm ('optmmnw objoc-
tionable remarks Ihut, in the opinion of the
examiner, ‘brings ‘it within:the condemnation
of rule 8, will be submittad £othe Commissioner
with a view toward its bmng 1otmnod to appli-
cant. See § 714.25,

- 12. Amendments - not. in pemnumnh ‘mk.
Amendments on - so-called f“easilv~ emﬁqab]e
paper.” See § 714.07.

13. In an application filed hofme ()cmhm b,
1965, an amendment filed before the first ac-
tion inmeuqing the number of claims when the
total of claims would be in excess of those sup-
ported by the filing fee. Sce § 714.10.

14. In an applieation filed on or after Octoher
25, 1965, an amendment presenting claims (total
and mdependu\t) in excess of the number pre-
viously paid for, and

(a) not accompanied by any portion of the
fee required, or

(b) prior to the first. Office action or not in
response to an Office action, and not accom-
panied by the full fee required, or

(¢) the aunthorization for a charge agminst a
Deposit Account i3 not in the form of a separate
pnlmr (2 coniea)

Fxaminers will not enneel elaims on the
hnsis of an nmendment which argues for certain
claims and, alternatively, purports to author-
iz¢ their enncellation by the examiner if other
clnims nre allowed, in re Willingham, 127 USPQ
211,

While amendments fuihng within any of the
foregoing categories should not be entered by
the examiner at the time of filing, a subsequent
showing by applicant may lead to entry of the
amendment.




'EXAMINATION OF APPLICATION.

714.20 L:st M -Améndhmma Entered i:xi |

Part [R-32]

To avoid confusion of the record the general
rule prevails that an amendment should not be
entered in part. As in the case of most other
rules, the striet observance of its letter may
sometimes work more harm than would result
from its infraction, especially if the amend-
ment in question is received at or near the end
of the period for response. Thus,

(1) An “amendment” presenting an un-
called-for and unnecessary substitute specifica-
tion along with amendatory matter, as amend-
ments to claims or new claims, should be
entered in part, rather than refused entry in
toto. The substitute specification shouh’f be
denied entry and so marked, while the rest of
the paper should be entered. The case as thus
amended is acted on when reached in its turn,
the applicant being advised that the substitute
specification has not been required and is not
necessary and therefore has not been entered,

106.1

714.20

and that any ﬂ@simiychanggs in the original
- specification musat be made

y specific amend-
ments. See also rule 125, and § 608.01(q).

It may be noted in this connection, however,
that the fact that a substitute specification, in
the opinion of the examiner, containg new mat-
ter is not in itself n proper reason for refusing
entry thereof.

{2) An amendment under rule 312, which
in part is approved and in other part disap-
proved, is entered only as to the approved
part. See § 714.16(e).

(3) In a case having some claims allowed
and others finally rejected, where an amend-
ment is received at or near the close of the
period for response cancelling the finally re-
jected elaims and presenting one or more new
ones which the examiner cannot allow, the
amendment, after the period for response has
ended, is entered to the extent only of eancelling
the finally rejected claims.  Of course, if any of
the new claims were, in the examiner’s opin-
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‘admitted, and a same time the case
passed for issue. - -procedure applies on
where there has beennoappeal. . .. -
. (4) Where all of the claims are under final
rejection .and the amendment cancels these
claims and. nts new .
which are deemed allowable by the examine
the same practice is followed as indicated
(8), assuming no appeal has been taken,
(5) In a case having all claims allowed and
some formal defect noted, where an amend-
ment is presented at or near the closs of the
statutory period curing the defect and adding
one or more claims some or all of which are
in the opinion of the examiner not patentable,
or will require 'a further search, the procedure
indicated in (8) is followed. “After the statu-
tory period has ended, the amendment in such
a case will be entered only as to the formal
matter and to any of the newlg ‘presented
claims that may be deemed patentable..

(6) In an amendment accompanying & mo-
tion granted only in part, the nmendnmpt is en-
tered only to the extent that the motion was
granted. gec § 1108, ‘ .

" Nore: The examiner writes “Enter” in ink
and his initinls in the left margin opposite the
enterable portions. [R-22]

714.21

Amendments Inadvertently En-
tered, No Legal Effect  [R-22]

If the clerk inadvertently enters an amend-
ment when it should not have been entered,
such entry is of no legal effect, and the same
action is taken as if the changes had not been
actually made, inasmuch as they have not been
legally made. Unless such unauthorized entry
is deleted, suitable notation should be made on
the margin of the amendatory paper, ns “Not
Officially Entered”.

Tf it is to be retained in the file an amendatory
paper, even though not entered, should be given
a paper number and listed on the filo wrapper
with the notation “Not Entered”™. See Rule 3
and & 714.20, for an instance of a paper which
mny be returned,

714.22 FEmry of Amendments, Direes
tions for [R-35]

Riele 121, Munner of making amendmenta, (n)y Hen-
unires, ndditions, insertions, or alterations of the Offfee
file of papers and records must not be phyaieally
entered by the applicant, Amendments to the applien-
tion (excliuding the elaims) are made by Hling a paper
(whieh should eonform to rule B2Y, dirceting or v

_ (b). Except as otherwise provided herein, a particu:

‘word or.words n ‘
-words deleted. The rewrit
‘will be construed as di

lar claim may be amended only by directions to cancel
or by rewriting such claim with underlining below the

original -claim; however, the original clalm naumber
followed by the parenthetical word “amended” must
be used for the rewritten claim. If a previously re-
written claim s rewritten, underlining and bracketing
will be applled in reference to the previously rewritten
clujin  with the parenthetical expression “twice
amended,” “‘three: times amended,” ete., fellowing the
original .claim number, : . ¥

(¢) A particular claim may be amended in the man-
ner dudieated: for the application in paragraph (a) of
this rule to the extent of corrections in spelling, punc
tuation, and typographical errors. Additional amend-
ments in this manner will be admitted provided the
changes are fimited to (1) deletions andsor (2) the
addition of no more than five words in any one clalm.
Any amendnent submitted with instructions to amend
particular clajms but fﬂ“h]g‘ to conform to the provi-
slons of paragraphs (h) and (c¢) of this rule may be
conéldered non<responsive and treated accordingly

(4} Where underlining or bracketz are intended to
appear in the printed patent or are properly part of the
claimed ‘materinl ‘and not intended as symbolic of
changes in the particular claim, amendment by rewrlt-
ing in accordnnee with paragraph (b) of this rule shall
he prohibited. , ‘

(e} In reissue applieations, both the descriptive por-
tion and the clalmg are to be amended as specified in
paragraph (n) of this rule,

The term “beackets” set forth in rule 121
menns angular brackets, thus: [ ]. It does
not encompass and is to be distinguished from
parentheses (). Any amendment using pa-
rentheses to indicate eanceled matter in a claim
rewritten under rule 121(b) may be held non-
responsive in aceordance with rle 121 (e).

Where, by amendment under rule 121(b), o
dependent. elnim a8 rewritten to be in inde-
wndent form, the subject matter from the prior
mdependent elaim should be considered to be
“added” matter and should be underhined.

714.23 Entry of Amendments, Diree-

tions for, Defcetive |[R-22]

The directions for the entry of an amend-
ment. may be defective, as, inaccuracy in the
line designated, or lack of precision where the
word to which the amendment is directed oec-
enrs more than once in the specified line. If it
is clear from the context what is the correct
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will

t ange, will be made on the margin of the
‘amendatory paper. In the next Office action
the’ a*)plicant should be informed of tlua altera-
ti on n his amendatory paper and the‘entry of
the amendment as thus amended. He will also
be informed of the nonentry of an ‘amendment
‘where defective directions and ccmtext leave
doubtz as to the intent of uppllcant '

714.24  Amendment of Ammdment
[R~25]

" Rule 184.' Amendment of amendments, When an
amendatory clause I8 to be amended, it should be
wholly rewritten and the original insertion canceled,
80 that no interlineations or deletions shall appear in
the ‘clanke “ag finally presented.  Matter canceled by
amendment can be reinstated only by a ambwqmt
amendment prf-mf-nﬂng tho cnnc«led mam-r as n new
|naertlon

However, where n relatlvely small amend-
ment to & previous amendment can be made
casily without causing the amendatory matter
to be obscure or difficult to follow, quch small
amendment should be entered.

714.25 = Discourtesy of Applicant or At-
torney [R-25]

Rule 8. Business to be conducted with decorum and
courtesy. Applicants and thelr attorneys or agents
are required to conduct their business with the Patent
Office with decorum and courtesy. Papers presented
in violation of this requirement will be submitted to
the Commissioner and will be returned by his direct
order. Complaints agalnst examiners and other em-
pioyees must be made in communications separate
from other papers,

All papers received in the Patent Office should
he briefly reviewed by the clerk, before entry,
sufficiently to determine whether any discourte-
ong remarks appear therein,

If the attorney is discourteous in the remarks
or arguments in hig amendment, either the dis-
courtesy should be entirely ignored or the
paper submitted to the group director with o
view townrd its being returned.

715 Swearing Back of Reference-Affi-

davit or Declaration Under Rule
131 [R-25]

RBule 131, Afidavit or declaration of prioy invention o
overcome oited patent or publication. (a) When any
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%lmt dm ot cMm the, mm«a tmcmtion. oF im refer-
‘ence to & foreign patent or to n printed publication,
~and the applicant shall make oath or declaration as to

pmimtzlity for

facts showing a completion of the Invention in this
country before the filing date of the application on

_which the domestic patent lssued, o before the date of
‘the mrwgn mteut. 'or before the date of the printed
,pumimﬁon. then the patem: or piublication clted shall

not bar the grant of a patent to the applieant, unless

the date of such patent or printed publication be more

than oue year prior to the date on which the appHeation
was filed in this country. :
(b} The showing of facty lhall o such. in chnmc-

ter and welght, as to establish reductlon to practice

prior to the effective date of the mramnce. or concep-
tion of the Inyentlon prior to. the effective date of the
reference coupled with due dulgence from said date to

a subgequent reduction to practice or to the flling of
tha—applleation. Original exhibits of drawings or rec-
ords, or photocoplies thereof, myst accompany nnd form
part of the affidavit: or declaration or thelr absence
satisfactorily explained.

Any. prmted publication dated prior to an
applicant’s effective filing date, or any domestic
patent of prior filing date, which is in its dis-
closure pertinent to the clnimed invention, is
available for use by the examiner a4 o reference,
either hasic or auxiliary, in the rejection of the
claims of the apphmtlon.

Such a rejection may be overcome, in certain
instances noted below, by applicant’s filing of
an affidavit or declaration under rule 131, known
as “swearing back” of the reference.

Aflidavits orr declarations undm rule 131 may
be used:

(1) Where the date of the foreign patent or
that of the publication is legs than one year
prior to applicant’s effective ﬁ]ug date.

(2) Where the reference, a .S, Patent, with
a patent date less than one year prior to appli-
cant’s effective filing date, shows but does not
claim the invention.

An aflidavit or declaration under rule 131 is
not. appropriatoe in the following situntions:

(1) Where reference publication date is
more than one year back of applicant’s effective
filing date, Such a veference is n “statutory
bar”,

(2) Where the reference U1.S, patent claims
the invention, See § 1101,02(n).

(3) Where reference is a foreign patent. for
the same invention to applicant or his legal
representatives or assigns issued prior to the
filing date of the domesatic application on an

108




~ (4) Where the effective filing date pli-

~cant’'s parent application or an International
Convention proved filing date is prior to the
effective date of the reference, aflidavit or
declaration under rule 131 is unnecessary be-
cause the reference is not used, See §§ 201.11 to

(5) Where the reference is a prior U.S. pat-
ent to the same entity, claiming the same inven-
tion, the (’luwf,ion involved is one of *double
patenting.

(6) Where the reference is the disclosure of
a prior U.S. patent to the same party, not co-
pending, the question is one of dedication to
the public,

Should it be established that the portion of
the patent disclosure relied on as the reference
was introduced into the patent application by
amendment and as such was new matter, the
date to be overcome by the affidavit or declara-
tion is the date of the amendment, In re Willien
ot al., 1985 C.D. 229 ; 24 USPQ 210.

It should be kept in mind that it is the re-
jection that is withdrawn and not the refer-
ence,

108,1

';I‘héye -_
for use as a prior art reference is not affected

by the foreign filing date to which the patentee
may be entitled under 35 U.S.C, 119, In re
Hilmer, 833 0.0, 13, 149 USPQ 480 (CCPA
1966) ; Lily et al. v, Brenner, 153 USPQ 95
(C.A.D.C.1967). - The reference patent is effec-
tive as of the date the application for it was filed
in the United States (35 U.S.C. 102(e) and
103). Hazeltine Research, Ine. et al, v. Bren-
ner, 824 Q.3 8; 147 USPQ 429; 382 1.8, 252

(U.S, Supreme Court 1065).

715.01(a)

Reference a Joint Patent to
Applicant and Another
[R-25]

When subjoct matter disclosed but not
claimed in a patent issued jointly to S and an-
other is claimed in a later applieation filed by
S, the joint patent is a valid reference unless
overcome by aflidavit or declaration under rule
131. In re Strain, 1051 (.1, 252 89 USPQ 156;
38 CCPA 933. Disclaimer by the other patentee
should not be required. But see § 201.06.
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71 5 Ol (c) Rcf erence Is Puhhcmnon uf
f Apphcam’s Own Inwmmn
[R~~29] i Bgan

Unloss it is a ;,tatntm y bar, a 1e;cdxon on a
yublication may be overcome by a showing that
it was published either by applicant himself or
in his behalf, Ex parte Lemicux, 1957 C.D. 47;
725 0.G. 1; Fw: parte Powell et al., 1938 C D
15; 489 0.G. 231, |

When the, unciaimed qub]ecr, matter of a
patent is apphcant’q own invention, a rejection
on that patent may be removed by the patentee
filing an affidavit establishing the fact that he
derived his knowledge of the relevant subject
matter from applicant. Moreover, applicant
nust furthm show that he himself made the
mwntmn upon ‘which the relevant disclosure
in the patent is based. In re Mathews, 161
[TSI'Q 276; 56 COPA 1033, In re Facius, 161

USPQ 294; 56 CCPA 1348, Sec also § 201.06.

Co-AUTHORSUIP

Where the applicant is one of the co-authors
of a publication, cited against his application,
he is not required to file an affidavit or declara-
tion under rule 131. The publication may be
removed as aorelerence by filing a discluiming
aflidavit or declaration of the other authors, Fx
parte Hirsehler, 110 USDPQ 884,

715.02 General Rule as 10 Generie
Claims [R-22]

A reference applied against generie clnims
muy (in most cases) be antedated as to such
claims by an aflidavit or declaration nder rule
131 showing completion of the inyention of only
a single species, within the genns, prior to the
effective date of the reference (ﬂ%mmng, of

In oht-mu-al ChH, whow ;,mnm,ic- claims have
been rejected on i reférence which diseloses a
species not antedatad by the affiduyit or declara-
tion, the rejection will not m'dlnm'tlv be with:
(hzu\n unless the npplicant is able to establish
that he was in possession of the generie inven-
tion Huur to-the ellective dato of the reference.
In other words, the sffidavit o deelaration un-
der rule 131 must show as much as the mini-
mum digelogure required by a patent specifiea-
tion to furnish support for a generie elaim.
~“The principle 1s woll established in chemical
cases, and in cases involving compositions of
mau:el ‘that the.disclosure of a species in a cited
reference is. sufficient to prevent. a later: ‘apph-
eantfront ohtmmng generic claim.” In re
\teenbook, 1936 C.D: 5045 473 O.GL 495,

Where the only perhnent disclosure in the
reference is a single species, which speocies is
antedated by the aflidavit or doclmmum, the
reference is overcome. In re btempel 1957 C.D.
2003 717 Q.G 886, :

Marxusu Type Cramg

Where a claim reciting a Markush group is
rejected on n reference disclosing but not clatm-
ing a specilic member of the group, ‘the refevence

cannot o avoided by an aflidavit or declaration
under. rule 181 qhuwmg different mombers of
the gr (mp.

715.04 Who May Make Affidavit or
Declaration  [R--22]

Al [‘Im Inventor, ‘

B, One of two joint inventors is accepted
where suitable exense is given for failure of the
other applieant lu«ugn In re Carlson et al, 1036
C.D.oh 162 OG-

oor Im ;\w;,,nm- or other party m intorvest
when it s not possible to produce the aflidavit
or dee l.nnlitm of the inventor. lKx parte Fouster,

1903 CLI. 2135 105 O.GL 261,
715.05 Patent Claiming Same Inven-

[R-29]

When the referenee in question i8 a4 non-
commonly owned patent claiming the sane -

tion

Rav. 34, Oct, 1072
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*The essential thing to ba shown under rule
131 is priority of /invention and this may be
done by any satisfactory evidence of the fact.
FACTS, not conclusions, must be ‘alleged, and
they: must -be shown by evidence in the form of
exhibits accompanying the affidavit or declara-
tion. Each exhibit relied upon should be specifi-
cally referred to in the affidavit or declaration,
in terms of what it is relied upon to show. For
exarfégle’;the? allegations of fact might be sup-
ported by submitting as evidence one or more of
the following: =~ =~

(1 “atta’clged sketches;

2) attached blueprints;

3) attached photographs; ,

(4) attached ' reproductions  of notebook
entries; o :
" (8) an accompanying model;

6) attached supporting statements by wit-
nesses, where verbal disclosures are the evidence
relied upon. e ;

- Tf the dates of the exhibits have been removed
or blocked off, the matter of dates can be taken
care of in the body of the oath or declaration.

The dates in the oath or declaration mmay be
the actual dates or, if the applicant does not
desire to disclose his actual dates, he may merely
allege that the acts referred to oceurred prior
to a specified date. , ,

A ﬁ;ene.ml allegation that the invention was
completed prior to the date of the reference is
not sufficient, Tox parte Saunders, 1883 C.D,
23323 0.1, 1294,

“Tf the applicant made sketehes he shonld so
state, and prodnee and deseribe them; if the
sketehes were made and lost, and their contents
remembered, they shonld be reprodueed and
furnished in place of the originals, The same
course shonld be pursued if the disclosure was
by means of lll()(l]('.]ﬁ. Lf neither sketehes nor
models are relied upon, but it is elaimed that
vorbal disclosures, sufficiently clear to indiente
definite conception of the invention, were made

Rev, 42, Oct, 1074

nowledge of
rte Donovan,

tion 1 nust  state

 in the, comy f his invention
from a time just prior to the:date of the refer:
ence continuously up to the date of an actual
reduction te practice or up to the date of filing
his application . v»ﬁl?ng.,, constitutes n ponstruotive
red o0 practice, 'i‘illéfmi?f. LSRR

of an’invention, though ovi-

e

denced by disclosure, drawings, and even a
model, is not a complete invention under the
patent laws, and confers no rights on an inven-
tor, and has no effect on a subsequently granted
patent to another, UNLESS HE FOLLOWS
IT WITH REASONABLE DILIGENCE
BY SOME OTHER ACT, such as an actual
reduction to practice or filing an application for
a_patent. Automatic Weighing Mach, Co. v,
Pneumatic Scale Corp., Limited, 1009 C.D. 498;
190G 091 T
Conception is the mental part of the inven-
tive act, but it must be capable of proof, as by
drawings, complete disclosure to another per-
son, ete. In Mergenthaler v. Scudder, 1807 C.D,
724; 81 O.G, 1417, it was cstablished that con-
coption is more than a mere vague idea of how
to solve a problem; the means themselves and
their interaction mnst be comprehended also,
The facts to be established under rule 131
are similar to those to be proved in interfer-
enco. The difference lies in the way in which
tho evidence is presented. If applicant disagrees
with n holding that the facts are insuflicient to
overcomo the rejection, his remedy is by appeal
fromn the continued rejection,
- Diselosure Documents (§ 1706) may bo usod as
documentary evidence,

715.07(a)  Diligence [R-22]

Where conception oceurs prior to the date of
the reference, but reduction to practice is after-
ward it is not enongh merely to allego that ap-
plicant had been diligent. Ex parto Hunter,
1880 (1.1, 218; 49 O.G, T33,

What is meant by diligence is bronght out in
Christie v. Seybold, 1803 C.D. b515; 64 O.G.




~are I

diligen

when he is doing nothing, if |
isexcused. oo
- Note, however, that only ‘,dil'i%e?ncak before re-
duction to practice is a material consideration.
The “lapse of time between the completion or
reduction to practice of an invention and the
filing of an application thereon” (Ex parte
Merz, 75 USPQ 208) is not relevant to a rule
131 affidavit or declaration. )

715.07(b) Interference  Testimony
~  Sometimes Used [R-25]
~In place of an affidavit or declarntion the
testimony of the applicant in an interference
may be sometimes used to antedate a reference
in lien of a rule 131 affidavit or declaration,
The part of the testimony to form the basis
of priority over the reference should be pointed
og‘t;. Ex parte Bowyer, 1939 C.D, 5; 42 USPQ

715.07(c) Acts Relied Upon Must
Have Been Carried Out in
This Country [R-44]

The affidavit or declaration must contain an
allagation that the acts relied upon to establish
the date prior to the reference were carried out
in this country. See 35 U.S.C. 104,

85 U.8.0. § 104. Invention made abroad. In proceed-

—p=ings in the Patent and Trademark Office aud in the

courts, an applicant for a patent, or a patentee, may
not establish a date of Invention by reference to knowl-
edge or use thereof, or other activity with reapect
thereto, In a forelgn country, exeept ag provided in gec-
tion 119 of this title. Where an invention was made by
a person, clvil or military, while domleiled In the
United States and serving in a foreign country in con-
nection with operations by or on hehalf of the United
States, he shall be entitied to the snme rights of prior-
ity with respect to such Invention as if the same had
been made In the Unjted States,

715.07(d) Dispesition
[R-34]

Fxhibits, such as those filed ag part of an
affidavit or declaration under rule 131, that are
too bulky to be placed in the application file are
retained in the examining group until the ense
is finally disposed of. When the case goes to
issne (or abandonment) the exhibits nre sent
to the Supply and Receiving Section, notation to
this effect being made on the margin of the
affidavit or declaration, See § 608,03 (a).

of Exhibits

The question of sufficiency davits or
deelarations under rmle 131 should be reviewed
and decided by a primary examiner. .
Review of ¢uestions of formal sufficiency and M
hropriety are by petition to the Commissioner.
Such petitions are answered by the group
directors. (§ 1()(‘)2.()2(;3)', item 4(e)) .
Review on the merits of a rule 131 affidavit or
declaration is to the Board of Appeals.

715.09  Seasonable Presentation
[R-25] .

Affidavits or declarations under rule 131 must
be timely presented in order to be admitted. Affi-
davits :m(f declarations submitted prior to a final
rejection are considered timely. ‘
~An afidavit or declaration presented with a
first response after final rejection for the pur-
pose of overcoming a new ground of rejection or
requirement made in the final rejection 1s
entered and considered without a showing under
rule IIGSb). No other affidavit or declaration
under rule 131 presented after final rejection
will be considered unless a satisfactory showing
is made under rule 116(b) or 195,

All admitted affidavits and declarations are
acknowledged and commented upon by the
examiner in his next succeeding action.

For affidavits or declarations under rule 131
filed after appeal see rule 195 and § 1212,

716 Affidavits or Declarations Travers-
ing Rejections, Rule 132 [R-25]

Rule 132. Afdavits or declarations traversing
grounds of rejection. When any claim of an application
is rejected on reference to a domestic patent which suly-
stantially showa or deseribes but does not claim the
invention, or on reference to a forelgn patent, or to a
printed publication, or to facts within the personal
knowledge of an employee of the Office, or when re-
jected upon a mode or capability of operation attributed
to a reference, or beenuse the alleged invention is held
to be Inoperatlive or lacking In atility, or frivolous or in-
jurlous to public henlth or morals, afidavits or declara-
tions traversing these references or objections may be
recefved,

NOTE TITAT RULE 132 1S NOT APPLI-
CABLE TO A REJECTION BASED ON A
U.S. PATENT WHICII CLAIMS THE RE-
JECTED INVENTION.

It is tho regponsibility of the primary ex-
aminer to personnlly review and decide whether
affidavits or declurations submitted under rule
132 for the pnrpose of traversing grounds of

Rev. 44, Apr. 19756
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Affidavits or dec]amhom; lmdor rule 1

be timely’ présmnt&d in order 'to be admitted.

Affidavits and declarations submitted prmr toa

final rejection are considered timely, G
; r declaration pr thed wi

after final ) '

first response.
pose of overcoming a.
or requirement. made in_the
entered and considered witho
L3

rule, 116(
under. rule

will be. consider

is made under rule 116(b ), or 195.

All admitted affidavits and dwlaratxons are
acknowledged and commented upon by, the
examiner in his. next qu(‘ceedm action. .

The following criteria are. agphcabla to all
aﬂidﬂvxt% or. aclaranons ‘submitted under
rule 132:

(D Aﬁidavxté or dec]nratmm musc he hmehf

or seasonably filed to be entitled to considera-
tion. In re Rothermel et al., 1960 C.DD. 204; 125

USPQ 328. Affidavits or declarntions not tlmely'

filed must meet the requirements of rule 193.

(2) Affidavits or declarations must set forth
facts, not merely conclusions, In re Pike et al.,
1950 C.D. 105; 84 USPQ 235. The facts pre-
sented in the afidavits or declarations must be
pertinent to the rejection. In re Renstrom, 1949
C.D. 306; 81 USPQ 390. QOtherwise, the affi-
davits or declarations have no probative value.

(3) Affidavits or declarations should be
scrutinized closely and the facts presented
weighed with eare. The affiant’s or declarant's
interest is a factor which may be considered,
bt the affidavit or declaration ennnot bhe disre-
garded solely for that reason. In re McKoennn
et al.,, 1953 C.D. 251; 97 USPQ 348; 203 F.2d
T17; Bullard & Co. v. Coe, 1945 C.D. 13; 64
USPQ 359; 147 F.2d 568.

Rule 132 affidavits or declarations may be
clasgsified in five groups, and snch affidavits or
declarations must eonform, in addition, to the
established criteria and standards for the group
into which they fall. These groups and the
applicable standards are:

Rav. 44, Apr. 1975

52 muﬂ

v ground of rejection
gl'ﬁnul mwci on. is

11nless a satisfactory showing

"Where the co
- the reference dt&(‘

should be
181 l;!fS
ghould Ba notad o
uld be required. In

126 USPQ 281;

“the aflidavits or

0 little weight,

vs unexpected re-

e compared with

e recitals of the
e]wcz cation are mntrolhr Abbott v, Coe
1940 C.D. 13; 109 F.2d 449, In re Rossi, 1057
C.D, 130; 118, USPQ 479; 44 CCPA 750. Ad-
s 1ot disclosed: earry’ httle or no weight
lishing: patentability.

Afﬁdmxt,s or dmlamtiona Settmg forth ad-
vantages and asserting that despite familiarity
with the art, the claimed subject matter was not
obvious to affiants or declarants, do not afford
evidence of non-obviousness, where the advan-
tages relied upon are’ molelv those which would
result from following the tonohmg of the prior
art. In re Henrich, 1959 C.D. 3 122 USPQ
388 46 CCPA 933

2. OPERABILITY OF APPLI(‘AN'I"S DISCLOSURE

‘Since it is the examiner’s duty to pass upon
the operativeness of any invention w{;lch he is
cn]]v(i upon to examine he is free to express
his opinion on that question so long as he
gives reasons for his holding with clarity and
completeness, Thercfore, he need not support
every rejection on inoperativeness with refer-
enees, affidavits or (‘lm‘{nrntumq In re Quattle-
baum, 84 USPQ 388.

Affidavits or declarations ntfmnptmg to show
that the structure deemed inoparative was seen
in operation by persons who vouch for its op-
orability, are insufficient. In re Perrigo, 1034
C.D. 512, 48 F.2d 965.

Where the invention involved is of such a
nature that it cannot bo tested by known sci-
entific principles, theoretical nrguments in af-
fidavit or declaration form are unaceceptable,
and the only satisfactory manner of overcoming
the rejection is to demonstrate the operability




by construction and operation of the invention,

Buck v. Ooms, 1947 C.D. 83; 72 USPQ 211; 159 -
F.2d 462. In re Chilowsky, 1956 C.I), 155; 108
USPQ 321; 43 CCPA 775,

3. Inoreramiryry or Rrererrnces

~Since every patent is presumed valid (35
U.S.C. 282), and since that presumption in-

112.1

. EXAMINATION OF APPLICATIONS

716

cludes the presumption of operability—Metro-
politan Eng. Co. v, Coe, 1935 C.D. 54; 78 F.2d
199. Examiners should not express any opinion
on the operability of a patent. Therefore af-
fidavits or declarations attacking the operability
of a patent cited ns n reforence, though entitled

to considerntion, should be treated, not as con-
clusive of the factual natter presented, but

Bev, 4, Ape. 1970




inion &!’ﬁd tﬁf Qr -

clo : not be given any weight. In re
Pierce, 1080 C.D: 843 85 F.2d 781; In re Reid,
. Further, since in a patent.it is presumed that
a process if used by one skilled in the art will
produce the produet or result described therein,
such: presumption s not: .overcoms. by & mnere
showing that it is possible tp operate within
the disclosure without obtaining the alleged
product. It is to be presumed also that skilled
workers. would ns a matter of course, if they
do not immediately obtain desired results, make
certein experiments and adaptations, within
the skill of the competent werker. The fail-
ures of experimenters who have no interest.in
succeeding should not be accorded great weight.
Bullaxd. v. Coe, 1945 C.D, 13 64 USPQ 389:
In re Michalek, 1947 C.D. 458, 74+ USPQ 107;
3¢ CCPA 1124: In re Reid, 1050 C.D. 194; 84
USPQ 478; 3T CCPA-884. .. .0 .

Where the affidavit or declaration. presented
asserts inoperability in some features of the
patent as to. whieh i -was not relied upon, the
matter is of no concern. In re, Wagner, 1939
C.D. 581: 26 CCPA 1193; 103 F.2d 414.

~ Where the affidavit or declaration asserts in-

operability of the process disclosed in the refer-
ence for producing the claimed product, which
product is fully disclosed in the reference, the
matter ‘18 of no concern. In re Attwood, 1958
C.D. 204; 117 USPQ 184; 45 CCPA 824, "

Where the affidavit or declaration presented
asserts that tho reference relied upon is inopera-
tive, it is elementary that the claims presented
by applicant must distinguish from the alleged
imoperative reference disclosure: therefore the
matter is of no concern. In re Crecelius, 1937
C.D, 112: 240 CCPA T18; 86 IF.2d 399: In re
Perrine, 10440 C.D. 465 27 CCPA 1127; 111
F.2d 177: In re Croshy, 1947 C.ID.356: 71 USPQ
73 34 CCPA 701,

Aflidavit or declaration by patentee that he
did not intend his deviee to he nsed as claimed
by applicant is immaterial. Tn ve Pie, 1955 C.1D.
505 104 USPQ 1775 42 COPA 746,

4. COMMERCIAL, SUCCESS

Aflidavits or declarations submitting evidenee
of commercial siuecess enn have no bearing in a
case where the patentability over the prior art
is not in doubt.  In re Jewett ot al, 1957 C.D.
420 15 USPQ 13 247 Fa2d 9531 Inre Trout-
man, 1960 C.D. 308 126 USPPQ 56 47 CCPA
J08,

Aflidavits or declarations showing commereinl
snecess of o structure not related to the claimed

- Affidavits o declarations attribute commer-

9

cinl suecoss invention “described and
claimed” or other equivalent indefinite language
have little-or no evidenciary value. In re Trout-
grx(')fzéh‘,‘ 1960 C.1) 808186 USPQ 56; 47 CCPA

Where affidavits or declarations show com-
mercinl suceess it must appear that such suecess
resulted from the invention as claimed. In re
Hollingsworth, 1958 C.D. 210; 117 USPQ 182;
45 CCPA 830, Otherwise the afidavit or decla-

ration showing is non-pertinent.

7 b, Surrterenoy o DiscLostRE

- Aflidavits or declarations presented to show
that the disclosure of an applieation is suflicient
to one skilled in the art are not. aceeptable to
establish . facts which. the. specification  itself
should recite. In re Smyth, 1951 C.D. 449; 90
USPQ 106; 38 CCPA 1130.

Affidavits or declarations purporting to ex-
plain the disclosure or to interpret the disclosure
of a pending application are usually not consid-
ered. In re Oppenauer, 1944 C.D. 587; 62 USPQ
297; 31 CCPA. 1248. o S

717 File Wrapper '

717.01  Papers inFile ‘Wra[‘)per
[R-22] :

Full details for processing file wrapper papers
are given in the I\} anual of Clerical Procedures.
Papers that do not become a permanent part of
the record should not be entered on the “Con-
tents” of the file wrapper. No paper legally
entered on the *Contents™ should ever be with-
dranwn or returned to npplicant without specinl
authority of the Commnssioner. Certain oaths
exeented abroad are returned but a copy is re-
tained in the file. See § 604,04 ().

717.01(a) Arrangement of Papers in
File Wrapper [R-40]

[Tntil revision for allowanee, the specifica-
tion, amendments and all other communieations
from applicant are fastened to the left side (cen-
ter fold) of the file wrapper. They arve in in-
versoe chronological order; that is, the commn-
nication with the lntest “Mail Room" date is on
top. A similar areangement. is followed on the
right side, where Office netions and other com-
munications from the Office are fastened, ex-
cept. that the print is always kept on top for
the convenience of tho examiner.

Rov, 40, Apr. 1074




! py.
ey only those: paisu's ‘required. by
he pri amad in the ldc (cent‘.er
section): of the file wrapper. L.
+The use of return self-add
&8 0 eccsipt 1s covem ;’im §50€3.

71 7.01 (b) [R—»@O]

The prints of the drawmg are fqunod in-
side the file wrapper by the Customer Services
Division. A paper number is: nsmgnml by the
elerk of the group.

“'The white paper ‘prmts shall always be kopt
on top of the papers on the nght of 'the- ﬁle
wrapper. =

All prints and mked sketches subtsequently
filed to'be part of the record should be ‘en-
dorsed w:th the date of their receipt in the
office and given their approprmte paper Rum-
ber. Note § 608.02(m). :

Prims

717.02 Data Entered on File Wrapper
[R—.37]

See also §§707. 1() 717,01, o

If the examiner notices an error in any of
the data originally entered on the file wrap-
per, he should have it cor rected by the Apph-
cation Division. ,

Rev. 40, Apr. 1074
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: ‘mup,
ing csmmlad but not

’ j(b) . Name or Rm»idence of In-
" ventor or Title (‘hansvd
[R-87] |

Tha dwfmctmn lmtwmn “residence” and Post
Ofﬁm address should not be lost sight of.
~ Section 605.04 (¢) explains the procedure to ba
followed concerning sending the applieation to
the Assignment: Division and the pphcutmn
Division when upplwant changes name,

“Unless' specifically - requested ' by -ap licant,
the residence will not b changed ‘on the file.
For example, if ‘a2 new oath’ gives a different

residence from the orlgmnl the h]e w1ll not
be changed -

717 03 Classiﬁcnhon Durmg Examim—
- tion [R——40] o

\Vhen A new case is mcmved in-an examin-
ing group, the classification of the case and the
initials or name of the examiner: who will ex-
amine it or other assigned docket designation
are noted in }mnm] int the upper lefthand corner
of the first sheot of the “heavy paper” (pink or
buff) print and in the designated spaces on the
file wrapper. 'l‘hese notahons should be kept
current




umendmenh

If the, clalms are amended i m mwmtten form
undor rule 1‘>1(b), the original claim number
should not be stricken from the Index of Claims
but a, notatlon should be made in red ink in the
margm to the left of the orxgxml claim uumbm"
i,e. “Amend, 17'; if the claim is rewritten n sec-
ond time, “Amend. 17 shonld be changed by
striking out “1” and inserting #2" '\1)0\0 it

As any claim is canceled a line in red iuk
should be drawn ‘through its number,

A space ig provided for completion by “the
examiner to indieate the date and type of each
Oflice action together with the xv.snltm,«.: statns
of cach claim. A list of codes for identifying
cach t\, e of Office action appears below the
Index. At the time of allowance, the examiner
places tlw final !Ml(‘lll claim: nmbers in the
colwmn marked “Final”.

71 7.05 Field of Search [R-18]

In each action involving n search, the exam-
iner shall endorse, on the flap of the file wrap-
per, the classes and snbelasses nnd publications
searched, the date when the search was nuul(-
Or wis hlml;.rhl up to date and the examiner's
initialg, all entries. being in BLACK INK.
Great enre should be taken, inasmneh as this
record s important to the history of the ‘ap-
plieation.

717.06 [R--38]
Mee €8 200014 (e) . 202,08 and 20014 (d).

Foreign Filing Dates

nvurmn&, m fled by o
ing info nntiou of the pendency of an: application and
fa fnund, on reference to the primary examiner, 10
owlng: that: thet Jinvebtion: -
renee or clnlnwd ln un um\livatlnn

‘7 h(‘ Imd 1)1‘1’("‘1" ﬂw ("ommiﬂ«
hér''n puhlhv me anw»dtng
; y ﬂtlhn‘eﬂ times may be wt for
um(my‘ wlmh ‘ghall he thkon ‘as pﬁwmml by
rales 2717 to 286, Thié p(-Mtionm' will be heard’in the
proceédings hnt wftdr ("l«-vlulon thereln will not he leard
h\rther In‘the pro-womlnn of ‘fhe 1 m)limtlnn for patont

(h) The petition’ und nwompmwmg papers’ shonid
be filed’ in'’ dupllm to P RePved apon tho mmtio:mt hig
attorney or agent ofiréehrd, mu,l p(‘rluoner shouid offer
to 'bear any enwmn 10 whl('h the (‘)mco mnv ho pnr in
mnuwti(m with th(« pi nm-t-ﬂlng . '

Public. use prouwdmgs are pmvlded for in
Ruln 202, The 1nstitution of public use proceed-
ings is. dl%u‘nomu'_y with the Commissioner.
This section is intended  to provide guidauce
when a. quobtlon concerning public use proceed-
ings avises. 0.

A petition is roquuod to mmutb considera-
tion of whether to instituto a pnblic use proceed-
ing. The petitionor ordinarily has information
concerning - pending application which claiws
\ulnm-l matter lhul the pohlmnor alleges was in
Spublic use” or Fonsale” in this mnutrv more
than one yenr pr ior to the eflective United States
filing .date_of" the pending application (so0 335
| \( « Section 1H), Jst. preageaph, nud Seetion
120). e thus nssorts that a statutory bar (3D
LU 102(h)) exists which prohibits the pat-
mlm;: of the subject matter of the applieation.

There nre two types of public use proceed-
ings: e parte and, ioter paptes, It is important
to undorstand the. dlll(l(‘lu‘v In the ea parte
sitnntion, the |wl|lmm-| is not. entitled, as o
matter of vight, to inspect the pending applien-
tion, I'hus, he stands in no bettor position than
any other member of the publie regarding accoss
to the pending application. ‘In the inter partes
situntion, the petitioner is involved in nninter-
ference with the pending npplication, and now
wishes to nssert that the elnims of the ponding
application (often the commts of the interfer-
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partes situation, the petitioner 1

226). Thus, as pointed out below, the petitioner
in the inter partes situation participates in the
public mse proceedings to a greater degree than
in the ex parfe situation. A petitioner who was
once involved in a terminated interference with
a:. pending application is no-Jonger privy to the
application -contents and will accordingly. bo
treated as an cx parfe petitioner. - o
720.01  Preliminary Handling [R-42]
A petition filed under rule 202 should be for-
warded to the Solicitor’s Office, and served in
acoordance with rule 202(b), fn addition, all
other papers filed velating to the petition or sub-
sequent public use proceeding must be served
in accordance with rules 247 and 248, A member
of the Solicitor's staff will ascertain whether
the formal requirements of rule 292 have been
fulfilled. In particular, the petition will be re-
viewed to see if the alleged use or sale occurred
more than one year before the effective filing
date of the application, whether the petition
contains affidavits and exhibits to establish the
facts alleged, whether there is an offer to bear
expenses, whether there is an offer to produce
witnesses having knowledge of the public use
or sale, and whether the papers have been filed
in duplicate, or one copy has been served ‘on
applicant, The ap{)licution' file is ordered and its
status ascertained so that appropriate action
may be tnken. Where the apphication is involved
in an interference, the interference proceedin
will not. normally be suspended if the proceed-
ing has entered the testimony period. Whether
the interference proceeding is suspended for
ingtitution of the public use proceeding is
normally (lot(-,.rminodp by the patent interference
¢XAminer. ‘

In those e parte sitnations where g petitioner
cannot idenfify the pending application by
serial number, the petition papers will be for-
warded to the approprinte gronp director for
an identifiention search. Onece the application
file (8) is loeated, it shonld be forwarded to the
Solieitor’s Office,

720.02 Examiner Determination of
Prima Facie Showing [R-42]

Onee the Solicitor's stafl member has deter-
mined that the petition meets the formal re-
quirements of rale 202, and the appliention’s
status warrants considerntion of the petition,
e will prepare a Jetter for the Assistant Clon-
missioner for Patents, forwarding the petition
and the application file to the examiner for
determinntion of whethor n prima facie ense
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ontents of the pending application (Rule  whe
~Any other

ed by the
plated inte ‘is' susper
g apers that have been filed by th
parties involved, such as a reply by the appli-
cant or additional submissions by the petitioner,
will'also ba forwarded to the examiner. Whether
additional papers are nceépted is within the dis-
cretion of *’dﬂg@ Solicitor’s stuff member, However,
protracted paper filing is disconraged since the
parties should endeavor to present their hest
case ng to the prima facie showing at the earliest
possible time. No oral hearings or interviews
will be granted at this stage, and the examiner
is cautioned not to answer any inquiries by the
petitionerovapplicant, o

A prima facie caso is established by the poti-
tion 1f the examiner finds that the facts asserted
in the afidavit(s), as supported hy the exhibits,
if Iater proved true by testimony taken in the
public nge proceeding, wonld resnlt in a statu-
tory bar to the claims under 35 1.S.C. 102(b).

“To minke this determination, the examiner
must identify exactly what was in publi¢ use
or on sale, whether it was in use or on sale more
than one year hefore the effective filing date, and
whether the pending claims “read” on what
has heen shown to be in public use or on sale.
On this last point, the examiner should compare
all pending claims with the matter alleged to
have been in use or'on sale, not just the claims
identified by petitioner. While the punblic use
bar arises under 85 U.8.C. 102(b), the examiner
should nlso consider the evidence for possible
later use in a 85 U.8.C. 103 rejection based on
obviousness of the elaimed invention in' light of
what has been established to be in public use
oronsale,. ,

After having made his determination, the
examiner will forward # memorandum to the
Agsistant Comniissioner for Patents, stating his
findings and his decision as to whether a prima
facie ease has been established. Wis findings
shonld include a simmary of the alleged facts,
a comparison of at least one claim with the
devieo alleged to be in public use ov sale, and
any othaer Jwrlimmtv facts which will aid the
Assistant. Commissioner in condueting the pre-
liminary heaving. The veport shonld be prepared
intriplieate and addrvessed to the Assistant Com.
missioner for Patents,

720.03 [R-42]

Where the exmniner conchudes that a prima
facie showing has not been established, both
the petitioner and the applicant are =o notified
and the application proceedings are vesumed
without giving the parties nn opportunity to he
heard on the correctness of the examiner's deci-
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nlly be set until after
-ference. The patent in-
r will notify the Office of the
o interference is suspended.
r fically captioned, the notifica-
tion of this hearing amounts to an order to show
cause why a public use proceeding shonld not be
held. No new evidence is to be introduced or dis-
cussed at this hearing. The format of the hear-
ing is established by the member of the Solici-
tor’s staff, and the Assistant Commissioner for
Patents presides. The examiner may attend as
anobserveronly. R
Where the hearing ig held in the ex parte
situation, great care will be taken to avoid dis-
cussion of ‘any matters of ’thﬁ‘app’]ication file
which are not already of knowledge to peti-
tioner. Of course, applicant may of his own ac-
tion or consent notify the petitioner of the
nature of his claims or other related matters.
~After the hearing is concluded, the Assistant
Commissioner for Patents will decide whether
public use proceedings are to be initiated, and he
will send appropriate notice to the parties.

720.04 Public Use Proceeding Testi-
mony [R-42]

When the Assistant Commissioner for Pat-
ents decides to institute public use proceedings,
the case is referred to the examiner who will
conduct all further proceedings. The fact that
the affidavits and exhibits presented with the
petition for institution of the public use pro-
ceedings have been held to make out a prima
{amfe case does not mean that the statutory bar
18 been conclusively established. The statutory
bar can only be established by testimony taken
mn accordance with normal rules of evidence,
including the right of cross-examination. The
affidvits are not to be considered part of the
testimony and in no case can they be used as
e]videuce on behalf of the party submitting
them.

. The procedure for taking testimony in a pub-

lic use proceeding is substantially tho same as
that for taking testimony in an interforence.
Normally, no representative of the Commis-
sioner need be present at the taking of the
testimony.

The examiner will set a schednle of times
for taking teatimony and for filing the record
and briefs on the basis of the following:

Petitioner’s testimony to close--60 days;
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 filed-—30 days1
= Petitioner’s by
and

o be filed—80 duys later;

~Applicant’s brief to bo filed—20 days later.
Upon proper showing, the examiner may grant
appropriate extensions of time,
- After all testimony has been filed, and briefs
have been filed, or the time for filing applicant’s
brief has expired and he has not ‘ﬁ]ed a brief,
a time will be set for an ornl hearing to be con-
dneted by the examiner in inter partes cases. In
ex parte casos, nn ornl hearing is ordinarily not
held. In inter partes cases the hearing will be
conducted substantially in accordance with rule
256 except that ornl argument will ordinarily
be limited to one-half hour per side. Arguments
are to be restricted to the evidence adduced and
the related law. No new evidence will be ac-
cepted. ‘ o

720.05 Final Decision [R-42]

The final decision of the examiner should be
“analogous to that rendered by the * * * [Board
of Patent Interferences] in an interference pro-
ceeding, analyzing the testimony and stating
* * ¥ conclusions * * *?, I'n re Townsend, 1913
C.D. 55. In reaching his decision, the examiner
is not bound by tho prior finding that.a prima
facie case has been established.

If the examiner concludes that a public use or
sale bar exists, he will enter a rejection to that
effect in the application file, predieating that
rejection on the evidence considered and the
findings and decision reached in the public use

roceeding. Where the application is involved
in a suspended interference and the examiner’s
conclusion applies to one or more of the claims
corresponding to the counts of the interference,
the examiner must dissolve the interference
under rule 237 as to those counts on the basis
of the public use or snle. The twenty-day period
for arguments, reforred to in rule 237, i8 not
applieable wheve the dissolution is based on the
finding of public use, inasmuch ns full con-
sideration has already been given to the issue.
Where the examiner coneludes that there is no
wublie use, or wheroe the public use proceeding
,mﬂ heen condueted conenrrently with the inter-
ference proceeding, the examiner will address a
memorandnm to the patent interference exam-
iner, notifying him of his decision in the pub-
lie use proceeding. The interference will con-
tinue or be terminated in nccordanee with the
netion taken by the oxaminer, The examiner will
enter the approprinte rejection after the appli-
cation ig returned to an ex parte status.
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f uymd '

be'entertmnéd excep

: ,,of clear error, See &

721 Fraud on llw Pamm‘und Trnda-
: mark Office [R—-43]

87 OFR 1.6, Impropm' appucauomr. Auy" appxlmtifm
Bigned or awom to iu blank or wltlmut actual, inspec-

which’ tmy tmud m practleed or attmnpted "tin tlm
Patent and Trademark Office, may be stricken frﬂm ‘the
files. ) L Ly
This section deals with the manner in /wluch
an application, having a question of “fmud”
appearing therem, is to be axa,mmed .

GENERAL

The followmg ]angunge has been extmmtad
from the CCPA decision of Norton v, Curtiss,
167 USPQ 532 (1970), because it reflects the
theme of the recent court decisions and writings
on the matter of fraud and inequitable conduct
in patent prosecutlon

“Phe * * * term ‘traud' in Rule 58 * * * refers
to the very same types of conduct which the courts,
in patent infringement suits, would hold fraudu-
lent .* * * (T)raditionally, the concept of ‘fraud’
has moat often been uged by the courts, In general,
to refer to a type of conduct so reprehensible that
it could alone form the basls of an actionable
wrong (e.g., the common law action for deceit).
That narrow range of conduct, now frequently re-
ferred to as ‘technical’ or ‘affirmative’ fraud, is
lgoked upon by the law aw quite serfous. Becanse
severe penaltles are usually meted out to the party
found gullty of auch conduct, techuical fraud is
generally beld not to exist unliess the following in-
disppusable elements are found to be present: (1)
a repregentation of a material fact, (2) the falslty
of that representation, (8) the Intent to decelve or,
al least, & state of mind so reckless as to the con-
sequences that 1t s beld to be the equivalent of
intent (selenter), (4) a justifiable reliance upon
the misrepresentation by the party deceived which
induces hlm to act thereon, and (B) Injury to the
party decelved as a result of his rellance on the
misrepresentation * * *,
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" necessarily rémilt m a homm; of ‘no traud’ Bmw

. -the courts appear to look at the: equltms of the par-

_ tiular case_and detormine whether the conduct

. before. themn——wbieb might have been admllztemy
.. lesa than frandulent in the teehmcnl BONSC--WAS
. sl so, repwhamibm a8 to justify the court’s re-
. fusing to enforce the. rluhtm of the party guilty of
‘such. conduet, It mmht be said that in such in-
stances the concept of fraud becomes lutermmgmd
... with the equitable doctrine of ‘unclean hands’. A
. .court mlsht suu avaluaw the evidence m llght of
. the trndltioual alonwnta ot te«:hnlwl fraud, but
. willnow include a broader. range of conduct within
each of those elements. giviug consideration to the
equities. lnvolved in the particular case,
“In smts for patent Intringement, unenmrm-
5 ability, as well as neninfringement .or invalidity
_under the patent Jaws, Is a statutory defense. See
35U, 8. C. 282(1); *.*.* (U)nentorceabllity due.to
traudulont procurement {8 a rather common de-
fense. In such clrcumstance, * * * the courts are
~_generally applylng equitable principles in evaluat-
ing the clmrges of misconduct nllvged to be fraudu-
lent. Thus, In suits Involving patents, today, the
-concept of ‘fraud’ on the Patent Office (at least
where a 1)atentee 8 conduvt pertalnlng to the rela-
tive merits of his invention ix concerned), encom-
passes not only that which * * * (has been earl-
ler) termed ‘technical’ fraud, but also a wider
range of ‘lnoqnitable conduct found to justify
holding a patent unonforcvable The courts differ
as to the conduct they will recognize as being sufi-
clently reprehensible so as to carry with it the
consequences of toclmloal fraud.”

As might be expected, the courts have had
considerable dlﬂlcullt,v in ovaluating the conduct
of applicants before the Office to nscortain
whether their dealings were such as to consti-
tute fraud or inequitable conduct. Most. often,
the question reduces itself to whether the appli-
cant. fuiled to disclose to the Offico oither facts
or prior art known to the applicant, but not
known to the examiner. The fact that such a
duty-to-diselose exists has been omphasized in
two Supreme Court Docisions: Precision In-
strument Mfy. Co. v. Automotive Maintenance
Machine Co., 66 U.SP.Q. 1338 (1945) and
Kingaland v, Dorsey, 83 U.S.P.Q. 330 (1949).
Howevor, it is di wult, to state presently with
clarity exactly what prior art or facts the patent
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pli oatwn. The m jo
“fraud” quostmna arise in re pplicatio
where the patent is involved in- litigation. The
reissue application Jnay, or may not, contain "
L;hamms to the & I‘pemﬁcatmn, drawings or claims €
{ 'requently, the reissue applica- :
ed merely the attenti j"

nd i
on deratmn of any que@monﬁ
sasible fraud or improper conduct

of the Ofﬁce prior art which was not eq : ing deferred pending _resolution of all
during the éfnmmahon of the parent iea her 'mnttem (rejections, objections, a%eal
tion. The decision of the Court of Customs and ) i favc‘n' of upglicant. No claim will be in-

(lwated ‘a8 “allowable” or “allowed” in: these

Pat 1 ittry, 180 US 0, ,
déz::l%tlA f::ae:-;rn {(? "o ﬁ’dmw tm 8taghe cases since the application will not be in. condi-
statutes afford no. m’xt,h ,y for reissue where tion.for allowance, even (\‘Q]{u]ns are other-
there has been a failure to assert.a difference in patentable, until after the “fraud” question
scope between the original and reissue claims or is resolved. The action by the examiner should,
where there has been an inclusion of new reissue where appropriate only indicate that the demg.
claims of the same scope as those alrendy nated claims avoid the prior art, the m]ectmns
granted. of record, ete.’ A statement bv the examiner that

B. Protests to the grant of a pm‘mf ‘Another  the claimsare aliowable woul 1d be ina pt{)mpnam
instance in which the issue of “fraud” may be % here ;l, ngqtuntml 1ssue such as fraud remains
raised is through a protest under 37 CFR 1.291, ~unreso've

If the application is a reissue application, the
The protester may be a party to litigation in- | tion by the examiner may oxtend to a dotm‘-

volving a patent and thereby has obtained mmutmn that the “error” required by 35 U.S

knowledge of a pending reissue application, or 951 has not been shown, However, no oomment
simply a third party who has obtained a knowl- @honld be made by the examiner as to whether
edge of a pending application and has submit-  or not any “error” found in the application was
ted facts which he thinks would make the grant  with or without “deceptive intention.”

of a patent improper. When all matters, exeept any issues relating

to possible “fraud” have been overcome, the

721.01 Examination of Patent Appli- examiner should close the prosecution of the
cations Having an Issue of application on its merits using the following

language in his Office nction,
Fraud [R-43] l“’fn x{qw\\ of np|)]wunt’~. communication filed
In the event that a question of “fraud” is pres- <y claimg —— are considered to avoid
. ent in an application, the applieation should be the ]‘ "3“{“"“? of “;‘ "“]l '“f “‘\*‘ '}l’l’]“ ation. ‘A““
examined in accordance with the following ~ (OPCINELY, profeciition hetove the examiner on

the merits of this applieation is closed. How-
, ever, o determination of the igsues relating to
L Forwarding to the Assistant Commissioner  the question of frand remaing ontstanding,
for Patents. The applieation is being referved to the Office
Any applieation in which, or in relation to of the Assistant Clommissioner for Patents for

gnidelines:

which, some faets or representations are made further considerntion in regurd to the question
bearing on the question of “frand” should be  of fraud, Applicant will be sent further com-
forwarded to the Office of the Assistant Com-  ypunieations in due course.”

missioner for Patents as soon as the facts or I'n a gitnation involving an application which
representations are discovered. Such a for-  would have been in condition for allowance on

warded application should be accompanied by a first action except for an issue relating to pos-
| a brief memorandum, signed by the group di-  sible “fraud” the examiner should elose the <__|
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i i
tion of fraud. Apphmnt wﬂl be
communications in due course,”

‘After mailing of the Office nction, the upph-
cation should be transmitted by the group direc-
tor to the Office of the Assistant Commissioner
for Patents for consideration of the question of
fraud. 1t additional information from the ex-
aminer is necessary, or desirable, to the proper
conduct of the. mves&;@tmn, the application
may. be returned to the examiner, by way of the
group director, to supply such- mformahon.

3. Order to show cause iasued, o

1f the mvestlgntmn mveals that a prima facie
case of ‘fraud’ exists, an. “Order to Show Cause”
why the application should not be strmken
under 37 CFR 1.56 will be issued.

A. Stricken. If no satisfactory answer to
such an “Order to Show Cause” is recelved, the

nt: fm'th('r

oken. It o pr.
 fraud does mﬁwmﬁ, or the &]1
 quately rebutted; a decision w ll be entered in
the application: filo atating that the Office has

fmud is adm

found no evidence of fraud necessitating strik-
ing the application under 837 CFR 1.56. After a
decision not to strike, the application will be
returned to the examining group for allowance
of the application or for any other action as

may bhe approprmm. =
4. Immediate aotion mqmred S

- In the event immediate action on tlm questlon
of fraud is necessary, the normal ex parte pros-
ecution by the examiner will be dﬂa)yud unhl
action on the questlon of frimd been
completed. '

5. Abmuimmwnl of applmmon Cey

If the application should: become abandon@d
for any reason, the application, along with a
memorandnm by the group director setting
forth any information relevant to the reasons
for abandonment, should be transmitted tn the
Office of the Assistant Commissioner prior to
the forwarding of the application to the Aban-
doned Flle.s Unit.
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