Ch'ﬁ' ptef 6()0 . ‘Paﬁs, Form and Ct)ntent

Gﬂl e tent of Applkntim
60102 Power.of Attm'my ‘or ‘Author maﬂon of Agent
602 Original Oath or [)wlam!ion : '

40201  Oath Cannot Be Amended :

G02.02 - New Oath ov Substitute for Origlnal

802,08 Defeetive Oath or Declaration

602.04 Forelgn Executed Oath

(iﬂf” O4(n) Forelgn ‘' Exceuted ' Oath ' Ta Ridbboned
' Other ‘Application Papers

662.05 - Outh or Declaration Date of Execution

W208(aY Oath Tr ' Division and Continuntion Cases

603 ~mpplem«nlal Oath or Dm'larmhm

608.01 . Flled After Allowance )

604 Adminfstration or Execution of Oath
604.01  Seal

004.02 - Venue ' o

804.03 : Notarles and Extent of Jurisdiction

604.08 (n)  Notarial Powers of Some Military Omoprs;

604.04 . Consul

604.04 (a) . Omisgsion of Certificate

604.05 . Consnlar Fee Stamp

604,06 By Attorney in Case

605  Applicant

606.01 - Citizenship

805.02  Resldence

608.08  Post Office Address

60504 Stgnatuve and Name

605.04(a) Single Signature Form

605.04(h) One Fyll Given Name Required

600,04 (¢) Change of Name

605.0:4 (¢) Unable To Write

05,04 () May Use Title With Signature

05,04 (1) Jolnt--Order of Names

G0B.04(g) When Nanme Is Corrected, Send to Applica-

tion Mviaton

GOG.04(h) Blgnature to Drawing

606.05  Administrator, Fxeeutor or Other
resentative

BORO5 () Stgnatare of Tegal Representafive

668,06 Filing by Other Than Tuventor

606  Thle of Invention

GHLOT  Kxmbner May Requlee Change In THle

607 Filing Feo

to

637,01 Fee Exempt
00702 Returpabliity of Fees
608  Disclosure

GOR.01  Speelfication
GO6.01 (1) Arrangement of Appleation

Tegal Rep-

33

_J()f Appllcatmn

Almtm(‘t of um Disclosure

608.01(b)

408,01 (¢) . Background of the Invention

608,01 (d)  Brief Bummary of Invention
008.01(e)  Reserviition Cluses Not Pormitted
608.01(F)  Brief Dekcription of Drawlings
008.01(g)  Detalled Dogeription of Tnvention
80801 (h)  Mode of ()pemtlnn of Invention
808.01(1)  Clalms

#08.01 (1) Numbering of Claims

408.01 (k) Statutory Requiremeut of Clabms
608,01 (1) Original Claims

(08.01 () Form of Clalms

608.01(n) Dependent (Mafms

608.01(0) ~ Basig for Terminology in Description
$08.01 (p) Completeness

G0%.01 (q) Substitute or Rewritten Specitteation
G08.01 ()  Devogatory Romzu&ks About Prlor Axt
G08.01(¢) TRestoration of Cunceled Matter

608.01 (t) Use in Subsequent Appleation

(08.01(n)  Of Formorly IMled Incomplete Application
G08.01(v) Trademarks and Names Used in Trade
608.02 Drawing

808.02(a) New Drawing--When Required

G08.02(b) Infermal Drawings

G08.02(c) Drawings or Print Kept in Examining Group
608.02(d) Complete IMustration

G08.02(e) Examlner Defermines

$08.02¢1) Modifieation

008.02(g) Htustration of Prior Art
G08.02(h) Additional, Duplleate, or Substitute
80802 (1) MTransfer From Prioy Application
GOR.02¢ 1) Crnneeled Sheets to Divisfonal
B08.02 (%) Patented, to Relsgue

008.02 (m) Prints

608,02 (n) Patentability Report Cpses,

G0S.02(0) Dates Entoved on Deawing
GoR.02(p) Correctlon of Denwings

4'.08.1'»2(«1) Conditions Precedont to Amendment of
Drawing

GOR.02{1) Heparate Letter (o Dreaftaman

GOR.00 (1) Hatimating Coal of Corrvecting Drawings

GOR.02 (1)
$08.02 (u)

Cancotation of Itgures

Changing Name of Attorney on Drawing
Korbldden

Changes Which RQequire Sketehes

Chunges Which May be Made by Ilxam-
ner's Amendiment Without a 8keteh

Haposttion of Orders for Ameondment of
Drawing

GO8.02(v)
GOS80 (W)

BO8.02(x)
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: 608.04 Nw Matter.
608.04(11) Matter Not in

~608.04(b) m Kﬁeﬂgww,&ménmm :
608.04(¢) Review of Examiner's Holding

(@) A’ apaomcauou. 1m.1ud!ng 2 dmm or clalms.
mrulea?lfo?’i’ , et e
(b) An oath or devl ntkm, Bee rul ,8,05 und 63, -
(¢) Drawings, when necegsanry, Heé riles 81 tu 88,
(d) The preset hod lulng foo (Seo 85 1.8, C. 41 for
filing fees,)

385 U.8.0. 111 Am:limzilon fm pan'nr Appucath)u
for patent shall be mﬂde Dy, the iuventor, except as
otherwise provided In lhla mle, iu wrlt'lug to the Com-
missioner, Such nppﬂcatiou shau hmludc- (1) _a.8pec-
iflcation as proscrlbed by seotlou 11" of this title;
(2) a drawing as prcsulhed by aect!on 113 of .this
title; and (3) an oath by the nppucnnt a8 mescrlhed
by sectfon 115 of this tltle The ﬂpplication must be
signed by the npplicnut nud uccompanl(-d by the, fee
requlred by luw ‘ s

GUIELINES FOR DRAFTING A Monm.‘ PATENT
 APPLICATION

The following guidelines illustrate the Fm—
ferred layout and content for patent applica-
tions. These gmdo]mos are suégestod or the
applicant’s use. ,

Arrangement and Contents of the Spec ification

The following or der of urumgement is pref-
erable in framing the specification and, except
for the title of the invention, each ofﬂmiettmed
items should be prec oded by the hendings
indicated. ,

( a% Title of the Tnvention.
(b) Abstract of the Disclosure.

(¢) Cross-References to Related
tions (if any).

(d) Background of tha Invention.

1. Field of the Invention.
2, Description of the Prior Art,

(¢) Summary of the Invention,

(f) Brief Deseription of the Diawing,

(g) Deseription of the Preferred FKmbodi-
ment (8),

(h) Claim(s).

(n) 7T'itle of the I'nvention : (Nee mlv 2(n).)
The title of the invention should be placed at
the top of the first, pnge of the specification. It

Appliea-

Rev, 20, July 1971

peclﬂcatlon, Oltwgm i

xcr\ﬁw )
’l‘*mmd of the Inver The
1 should set forth the ’Bnukgmund
tion in two »rta
(1) Field of the Inve
of the fiald of ax
pertains, . This -
paraphraging.. of:: t
patent  clagsification: ’ha
statement should be: du‘ectad to the auh»
ject matter of the claimed invention.
( 2) Description of the Prior Art: A pam-
_graph (s) describing to the extent practi-
cal the state of the prior art known to
the applicant, including references to
*Jﬂuﬁv prior axt. where appropriate.
hue applionble, the problams involved
in the prior art, which are solved by the
applicant’s . uweutmn, slmuld be mdu-
cuted,

(e) Summary: A brief summary or (reneml
~.tatunwnt of the invention as set forth in rule
73, Tho summary is separate and -distinet. from
the abstract and is divected townrd the inven-
tion rather than the disclosure as a whele. The
summary may point out:the advantages of the
invention or how it solves problems previouslty
existent in the prior avt (and preferably indi-
cated in the Background of the Invention). In
chemical cases it should point out in. g‘mwmi
terms the utility of the invention. If possible,
the nature and gist of the invention or the
inventive concept should be set forth. Objects
of the invention should bo treated briefly and
only to the extent that they contribute to an
understauding of the inveéntion,

(1) Brief Description of the Drawing: A
referenco to and brief d("«*nphon of’ tho draw-
ing(s) as set forth in rule 74

(&) I)evahun of the I’wﬂ rred- Embodi-
ment(s): A deseription of the preferred em-
Imdnnont( ) of the invention as required in
rule 71, The description should be as short and
specific as s necessary to. adequately and
acenrately deseribe the invention.

Where elements or groups of elements, com-
pounds, and proeesses, which are conv cnhmml
and generally widely known in the field to
which the invention pertaing, form a part of
tho invention deseribed aud their exact nature
or type is not necessary for an understanding
and use of the invention by a person skilled in
the avty they should not be deseribed in detail.
However, where particularly complieated sub-
jeet. matter is involved or where the elements,




. (h) Claim(s) : (See ;
be typed: with the various elements subdivided

'r"\iyl’e 75) A i‘:laiﬁi"m‘a’y‘

in paragraph form. There may be plural inden-
tations to. further segregnte subcombinations
or related steps. 0 oo ;

-~ Reference characters corresponding to ele-

ments recited ‘in the detailed deseription and
the drawings may be used in conjunction with
the recitation of the same element or group of
elements in the claims, The reference charac-
ters, however, should be enclosed within paren-
theses so as to avoid confusion with other num-
bers or characters which may appear in the
claims. The use of reference characters is to be
congidered as having no effect on the scope of
the claims, D
Claims should 'preferably be arranged in
order of scope so that the first claim presented

is the broadest. Where separate species are

claimed, the claims of lik-e”svecies should be
grouped together where possible and physieally
separated by drawing a line between claims or
groups of claims. (Both of these provisions may
not be practical or possible where several species
claims depend from the same generic claim.)
Similarly, product and process claims should
be separately grouped. Such arrangements are

~ for the purpose of facilitating classification

and examination.
The form of claim required in rule 75(e) is
particularly adapted for the description of

~ improvement type inventions. It is to be con-

sidered a combination claim and should be
drafted with this thought in mind.

In drafting claims in accordance with rule
75(e), the preamble is to be considered to posi-
tively and clearly include ali the elements or
steps recited therein as a part of the claimed
combination.

Oath or Declaration

(See rules 65 and 68.) Where one or more pre-
viously filed foreign applications are cited or
mentioned in the oath or declaration, complete
identifying data, including the application or
serinl number as well as the country and date of
filing, should be provided.

Tne ArrLicarion

The specification and oath or declaration must
be in the English language and must be legibly
typewritten, written or printed in permanent

34.1

Soe rule 52 and

eation may be i ‘
in a single document, and an approved single-

Determination of completeness o
eation is covered in § 506,

The specification and oath or declaration are
secured together in a filo wrapper, bearing
appropriate identifying data including the
serial number and filing date (§ 717).

f an appli-

~Nor

Division applications § 201.06.

Continuation npplcations § 201.07.

Reissue applications § 1401,
~ Design applieations, Chapter 1500,

Plant applieations, bhnpter 1600,

A model, exhibit or specimen is not required
as part of the application as filed, althongh it
may be required in the prosecution of the ap-
plication (rules 91-08, § 608.08).

Rule 59. Papers of ocomplete application wot to de
returned. Papers in a complete application, including
the drawings, will not be returned for any purpose
whatever. If applicants have not preserved copies of
the papers, the Office: will: furnish copies at the usual
cost. ~ - .

See, however, § 604.04(a).
~The Patent and 'Trademark Office has ini-
tinted a program for expediting newly filed ap-
plication papers through pre-examination steps,
This program requires the cooperation of appli-
cants in order to attain the desired resuit-—a
reduction in processing time.

Therefore, all applicants are requested to
include a preliminary classification on newly
filed patent applications. The preliminary clas-
sification, preferably class and subelass designa-
tions, should be identified in the upper
right-hand corner of the letter of transmuttal
accompanying the application papers, for ex-
ample “Proposad class 2, subelass 120,

This program is voluntary and the classifica-
tion submitted will be accepted as advisory in
nature. The final class and subclass assignment
remains the responsibility of the Offico. {R-~
'1:41

601.02 Power of Attorney or Author-

ization of Agent [R-35]

The attorney’s or agent’s full ‘mst office ad-
dress (including ZIP code number) must be
given in every power of attorney or authority
of agent. The telephone number of the attorney
or agent should nlso be included in the power.
The prompt delivery of commmnications will
thereby be facilitated.

Rev. 44, Apr. 1976
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85 0.8.0.25. Dmmramm n uau of mth

“(a) ‘The Commissioner may by rule pmaerlbe that
any document to be filed In the Patent and Trademark
Office and which I required by any law, rale, or other
regulation to be under oath may be subseribed to by a
written declaration in such form aas the Commissioner
may prescribe, such declaration to be m Heu of the
oath otherwise (-quired .

(b) Whenever such written dexlamﬁom 18 u&ed, tht‘
document must warn the daolnraut tlmt willtul mlso
statements and the ilke are punlalmhle by ﬂna or
imprisonment. or both (18 U.8.C.1001).

85 U.8.0. 26. Bffeot of defective mecuuon ‘

Any document, to be filed in the Pateut and Trade-
mark Office and which s roqulred by any law. rule, or
other regulation to be executed in a speciﬁed manner
may be’ provlsionally nccepted by the Commissloner
despite a’ defective: execntion, provided a properly ex-
ecuted document ls submlttod within such’ time as muy
be preseribed.

85 U.8.0.115. Oath of appuoant

The applicant shall make oath that he believes him-
self to be the original and first inventor of the process,
machine, manufacture, or composition of ‘matter, or
improvement thereof, for which he soliclts a patent;
and shall state of what country he is a citizen. Such
oath may be made before any person within the United
States authorized by law to administer oaths, or, when
made in a foreign country, before any diplomatie or
consular officer of the United States authorized to

administer oaths, or before any officer having an officlal
sesl and authorized to administer oaths in the foreign

country in which the applicant may be, whoge nuthority
shall be proved by certificate of a diplomatic or con-
sular officer of the United States, and such oath shall
be valid if it complies with the laws of the state or
country where made. When the application {s made as
provided in this title by a person other than the
inventor, the oath may be so varled in form that it can

be made by him,

Rule 65. Btatement of Applcant. (n)(1) The ap-
pticant, If the inventor, must state that he verily be-
lieves himself to be the original and first inventor or
digcoverer of the process, machine, mapufactnre, ¢om-
position of matter, or improvement thereof, for which
he soliclts a patent; that he does not know and does
not bhelleve that the same was ever known or used
in the United States before hia Invention or discovery
thereof, and shall state of what country he 1s a citizen
and where he resides, and whother he 1s & sole or joint
inventor of the invention elaimed tn his apptication, In
every original application. the applicant must d)stinetly
state that to the best of his knowledge and bellef the in-

Rev. 44, Apr. 1978

x 4 3
snbja('totmmvenmi-' certificate in any ' e
try prior to the date of his Appueation mx AR Bppll-
cation: filed by: 3 1 : :
asgigns: more :than twlw montha prior to: his appii
cation in this country. He shall state: whether or zat
any; appleation: for:patont or:inventor's. cortificate om whm
the pame Invention had been. Mled In any foreign epusm
tey, elther-by: himselt or. by his legal representatives
or. assigne. 1f. any such application has been filed, the
applicant shall name the country In which the eapliess
such applicntion was  flled, ‘and. shall glve the daz.
month, and: year of its filing: he shall also identify be
country and. by day, month, and. year of fling, evezy
sueh forelgn applcation filed more than twelve montbus
hetora the filing of the application-in this country.

(2) This statement (1) must be subacribed to by the
applicant, and (11) muat either (a) be swirn to (o
affirmed)  as. provided in.rule 66, or (b). include the
personal declaration. of .the applicant-as prescribed im
rule 68, See rule: 158 for deslgn -cnses and mke 182
for plant cases, . . ..

(b) I1f the. appllcatlon ls made a8 pmvidad in mm
42, 48, or.47, the applicant shall state his relationship
to .the Inventor. and, upon: information and belief m
facts which .the inventor is required by this rule te
atate. c

{¢) An ndditlonal stntement may he required if the
application has not been fligd in the Patent and Trade- “*Y
mark Office within a reasonable time after executiosm -l
of the original statement,

Rule 68,  Declaration in Lieu of Oath Any doca.
ment to be flled in the Patent and Trademark Gifive wa-
and which s required by any law, rule, or other rege
Jation to be under onth may be sul)scrﬂmd to by a writ-
ten declaration with the excepuon of testimony relat-
ing to interferences and other contested cases covered
by rules 271 to 280. Such declaration may be used in
leu of the oath otherwlise required, if, ang only if, the
declarant 18 on the same document, warned that witifal
false statements and the Hke are punishable by fine or
Imprisonment, or both (18 U.8.CC 1001) and wmay jeegr
ardize the valldity of the appliention or any pateat
Issuing thercon, The declarant must set forth in the
body -of the declaration that nll statements made of hix
own knowledge are trae and that all statements made
on information and belief are belleved to e true.

18 U.8.C. 100]1. Statements or entries gonevrally

Whoever, in any matter within the jurigdiction of
nny department or ageney of the United States knowe-
Ingly and willfully falslfies, concenls or covers up by
aay trick, scheme, or device o materinl fact, or makes
any false, fictitions or frandulent atatements or repre-
sentations, or makes or uses any false writing or doeu-
ment knowing the same to contain any false, fictitious
or fraudulent statement or entry, shall be fined not

34.2



™ Oaths and declarations submitted in applica-

~ tions filed after May 1, 1975 must make refer-

ence to the prior filing or non-filing of applica-
L. tions for inventor’s ce

ertificates.
A rule 68 declaration need not be ribboned
to the other papers, even if signed in a country
foreign to the United States. When a declara-
tion is used, it is unnecessary to appear before
any official in connection with the making of the
declaration. It must, however, since it is an
integral part of the application, be maintained
together therewith, Suggested forms for dec-
™ larations ave located in Part 3 of Title 37, Code
Ly © f Federal Regulations,
By statute, 35 U.S.C, 25, the Commissioner
has been empowered to prescribe instances when
a written declaration may be accepted in lieu
of the oath for “any document to be filed in the
=s= Patent and Trademark Office”.

34.0

ten declaration is accept-
z.zxal application oath ma% ~

~The applicant. must state that no foreign ap-
“ plications have been filed, if such is the case

If all foreign applications have been filed
within twelve months of the U.S. filing date,
he is required only to recite the first such
foreign application, and it should be clear that
the foreign application referred to is the first
filed foreign application, The applicant is
required to recite all foreign applications filed
more than twelve months prior to the US.

filing. It ia desirable to give the foreign serial
number as well as the h ing date of the Hrst

filed foreign application, especially if the nven-
tor's name will not appeur in n certified copy of
said foreign application,
The single signature forms mentioned in
§ 605.04(a) includes the oath or declaration,
In the oath, the jurat must be filled out, and
the word “sole” or “rnly” must appear if there

Rev. 44, Apr, 1075



ioint mventar together with eac of the other | decl an or oath an

- Inventors indicating them by name. This may

. be done by stating that he does verily believe

~ himself to be the original, first and joint inven-

.. tor t%%‘ethar thh “A or A & B, etc n ag the mcts
ma :

§§ 604 and 604.01 and rule 66. However onths
executed in many states including ‘Alabama,
Louisiana, Maryland, Massachusetts, New' Jer-
sey, New York, Rhode Tsland, South Carolina
and Virginia need not be lmpmsaed with a seal.

If a claim is presented for matter not orig-
inally claimed ‘or embraced in the original
statement of invention in the specification a
supp]emental (mth is requlred ule 67 §608

602 01 Oath Cannot Be Amended
: [R—25] S

The wordm of an oath or dec]arahon cannot
be amended. If the wording is not. correct or if
all of the required affirmations have not been
made or if it has not been properly subscribed
to, a new: oath or declaration: must be required.
However, in some cases a deficiency in the oath
or declaration can be corrected by a supple-
mental paper and a new oath or declaration is
not necessary.

For example, if the onth does not, set forth
evidence that tfm notary was acting within his
]urndlctwn at the time he administered the
oath a certificate of the notary that the oath
was taken within his jurisdiction will correct
the deficiency. See §§ 602 and 604.02.

602.02 New Oath or Substitute for
Original [R-25]

In requiring a new onth or declaration, the
examiner should always give the reason for the
requirement. and eall attention to the fact that
the application of which it is to form a part
must be properly identified in the body of the
new oath or decleration, pn-fmnbly by giving
the gerial number and the date of filing. 'This
19 done in the first action by means of attach-
ment Form PO-152 (seo § 707.07(a)).

Where neither the original oath or declara-
tion, nor the substitnte oath or declaration is
complete in itself, but the two taken together
give all the required data, no further oath or
declaration is needed.

seal is uaua]ly 1mpmmd on an oath See

m

remedied. However, whmx an apphmuan is
otherwm rea.dy for issue, an examiner.
f;nabory authamty may wawa the follow-
nor deficiencies: e

ili %tmm in ﬁlmg after t;he time
of m the declaration, or the time of
execution in the case of an oath.
~ 2. Residence of an applicant if a post office
~ nddress is given,
3. Mu;‘or deﬁclenuea m tha exeeutmn of an
T oath,
4. Minor deﬁcmncms in tha body of the oath
- where the deficiencies are mlf«wxdeml y
-cured in the rest of the oath, as in an wﬁ
of plural inventors couched in Plur&l terms
cept for use of “sole” for ]011\&, par-
tmu arly where “sole inventors” is as-
serted. In re Searles, 164 USPQ 623.
If any of the above are waived, the examiner
should write in the margin of the declaration or
oath a notation such as “Stale date of declara-
tion (oath waived ; application ready for issue™
and hlS uutlals and tha date.

602.04 Foreign Executed ()ath
 [R-25]

An oath executed in a fomlgn country must
be properly authenticated. See § 604 and rule

602. 04-(a) Formgn Execnted Oath Is
Ribboned to Other Appli-
cation Papers [R-21]
Extract from Rule 66. (b) When the oath is taken
before an officer in a country foreign to the United
States, all the application papers, except the drawings,
must be attached together and a ribbon passed one or
more timeg through all the sheets of the application,
oxcept the drawings, and the ends of sald ribbon
brought together under the meal before the latter la
affixed and Impressed, or each sheet must bo Impressed
with the officini meal of the officer before whom the
onth 1a tuken. 1f the papers as filed are not properly
ribboned or ench sheet tmpresgsed with the seal, the
ende will bhe aceopted for oxamination but before it
i allowed, duplicate papers, prepared in compliance
with the foregoing sentence, must be filed.

Note that a declaration in lien of applica-
tion oath (rule 68) need not be ribboned to the
other papers. Tt must, however, be maintained
together therewith.

Rov. 44, Apr. 1978



; 2
“N om@ of. mformal Patent; Apphmlon” attach-
ment form PO-152 is used to notify a.pphcant
tJmt his oath or declaration is stale. -

- If'no date of execution appears, éaplmant is
rﬁqmred to file either a new oath or declaration
or a certificate from the notary giving the actual
dute when the oath or declamtmn was made.

602 05 (a) Oath or: Declaration in Di-
© o vision - and Conunuation

Cases [R-40]

VVhere the date of ﬁlmg the upph('ahon is
not the date that determines. the statutory
twelve months’ pcnod as in divisional and
continuation cases, it is lmmuterml so far as
concerns the acceptability of the oath or decla-
ration, how long a time intervenes between the
execution of the oath or declaration and the
filing of the application.

hen o dlvxswnnl appheﬂtmn is ulonhcal
with the original nppllcnnon as filed, signing
and execution of the oath in the (1]\’1‘.1()11"!1 case
may be omitted. (See rule 60, § 201.06(a).)

603 Supplemental Oath or Declaration
- [R-44]

Rule 67.  Bupplemental oath or declaration for mat.
ter not originally olaimed, () When an applicant pre.
sents a claim for matter originally shown or deseribed
but not aabstantinlly embraced in the statement of
invention or claim originnlly presented, he shall file
a sapplemental oath or declaration to the effect that
the subject matter of the proposed amendment was part

Rev, 44, Apr. 1076

Lo, and hua D
Wl pnth or declaration

(b) In proper cds«m tlle' muh or deemmuon hem rg-
quired may be made on mformmion and belief by an
applicant oumr than mvaumr

Rule 67 requires in the sn )plomontal Qath
or-declaration substantially all the data’ eqlled
for in rule 85 for the original oath or declara-
tion. As to the purpose to be served by the sup-
plemental oath or declaration, the examiner
should bear in:mind that it cannot be availed
of to mtroduce new mntter mto an upphcatmn.

603.01 QuPplvmental Oath or Declara-
tion Filed Aftcr Allowance
- [R-40]

Since the decision in Cutter Co. v. Metro-
politan Electric Mfg. Co., 275 Fed, 158, many
supp]omontal oaths and (Ioolurahons covering
the claims in the case have been filed after the
case is allowed. Snch oaths and declarations
may be filed as a matter of right and when re-
ceived they will be placed in the file by the
Patent Issue Division, but their receipt will not
be acknowledged to the party filing them. They
shonld not be filed or considered as amendments
under rule 312, since they make no change in
the wording of the papers on file. See § 714.16.

604 Administration or Execution of

Oath  [R-21]

Eatract From Rule 66. Oficers authorized fo ad.
miniater onths,  (n) The onth or affirmation may be
made before any person within the United States au-
thorized by law to administer onths, or, when made in




PARTS, FORM AND CONTENT OF APPLICATION

2 foreign country, before any diplomatic or consular
officer of the United States authorized to administer
oaths, or before any officer baving an official seal and
authorized to administer oaths in the foreign country

in which the applicant may be, whose authority shall

be proved by a certificate of a diplomatic or consular
officer of the United States, the oath being attested
in all cases in this and other countries, by the proper
official seal of the officer before whom the oath or
affirmation is made. Such cath or affirmation shaii be
valid as to execution if it complies with the laws of
the gtate or country where made. When the person
before whom the oath or affirmation ig made in this
country is not provided with a seal, his official charac-
ter shall be established by competent evidence, as by
a certificate from a clerk of a court of record or other
proper officer having 2 seal.
See § 602.04 (a) for foreign executed oath.

604.01 Seal [R-21]

When the person before whom the oath or
affirmation is made in this country is not pro-
vided with a seal, his official character shall be
established by competent evidence, as by a cer-
tificate from a clerk of a court of record or
other proper officer having a seal, except as
noted in § 604.08(a), in which situations no
seal is necessary. When the issue concerns the
authority of the person administering the oath,
the examiner should require proof of author-
ity., Depending on the jurisdiction, the “seal”
may be either embossed or rubber stamped. The
latter should not be confused with a stamped
legend indicating only the date of expiration of
the notary’s commission.

See also §602.04(a) on foreign executed
oath and seal. In some jurisdictions, the seal of
the notary is not required but the official title of
the officer must be on the oath. This applies to
Alabama, California (certain nofaries), Lou-
isiana, Maryland, Massachusetts, New Jersey,
New York, Ohio, Puerto Rico, Rhode Island,
South Carolina and Virginia.

604.02 Venune [R-31]

That portion of an oath or affidavit indicat-
ing where the oath is taken is known as the
venue. Where the county and state in the
venue agree with the county and state in the
seal, no problem arises. If the venue and seal
do not correspond in county and state, the
jurisdiction of the notary must be determined
from statements by the notary appearing on the
oath, or from the listing at § 604.03. Venue and
notary jurisdiction must correspond or the oath
is improper. The oath should show on its face
that it was taken within the jurisdiction of the
certifying officer or notary. This may be given
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either in the venue or in the body of the jurat.
Otherwise, a new oath or declaration, or a
certificate of the notary that the oath was
taken within his jurisdiction, must be required.
Ex parte Delavoye, 1806 C.D. 820; 124 Q.G.
22(13; Ex parte Irwin, 1928 C.D. 13; 367 O.G.

01.

The following language may be used in an
Office action where the venue is not shown:

[1] The oath in this application lacks the
statement of venue. To correct this defect, ap-
plicant is required to furnish either a new
oath. or declaration in proper form, identify-
ing the application by serial number and date
of filing, or a cextificate by the officer before
whom the original oath was taken stating that
he was within his jurisdiction when he ad-
ministered that oath.

‘Where the seal and venue differ the appro-
priate statement on the “Notice of Informal
Patent Application” form PO-152 should be
checked.

604.03 Neotaries and Extent of Juris-
diction

The extent of the jurisdiction of the notaries
in the various states is given below.

COUNTY ONLY

Louisiana Texas

Mississippi
VARIABLE JURISDICTION

(See explanatory paragraphs below)

Alabama (a)
Florida (b)
Hawaii (¢)
Towa (d)
Kansas (e)
Kentucky (d)

Missouri (e)
Nebraska {a)
Qhio (f)
Tennessee {g)
Virginia (h)
West Virginia (d)

STATEWIDE
All other states

{a) Alabama and Nebraska notaries are ap-
pointed for counties and for state at large.

(b} Florida notary commissions are cus-
tomarily for state at large but may be restricted
by commission to less than the state at large.

(¢} In Hawail it is generally limited to the
judicial circuit.

(d) In Iowa, Kentucky and West Virginia it
is limited to county for which appointed, but
notary in any county may qualify and act as
notary in any other county.
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604.03(a)

(e) The jurisdiction of Kansas and Missourt
notaries is coextensive with county of appoint
ment and adjoiring counties.

() In Ohilo,notariesother than attorneysare
appointed by the Governor for a term of 5 years
and have power to act only in county for which
appointed. An attorney or any person certified
by a judge of the court of common pleas of the
county in which he resides as qualified for the
duties of official stenographic reporter of such
state, may, however be commissioned for the
entire state. The extent of jurisdiction is stated
near the notary’s signature.

(g) Tennessee notary publics commissioned
in one county may file In county court of any
other county and thereupon may exercise the
function of his office in such other county. In
such cases, however, notary must attach to his
certificate a statement that he is qualified in the
county in which he acts. Notaries at large are
commissioned by the Secretary of the State.
Notary’s signature must indicate that he is so
qualified. Special seal is prescribed by the Sec-
retary of State.

(h} In Virginia, notaries are limited to city
or county for which appointed except that
notary for city may act in county or city con-
tiguous thereto, and a notary for a county may
act in city contiguous thereto. Notaries may be
appointed for two or more counties and cities or
for the state at large.

The notary does not have to state when his
commission expires but if he does so state, the
oath should be inspected to determine whether
or not the notary’s commission had expired at
the date of execution of the oath.

- 604.03(a) Notarial Powers of Some
Military Officers

Public Law 506 (81st Congress, Second Ses-
sion) Article 136: (a) The following persons
on active duty in the armed forces . . . shall
have the general powers of a notary public and
of a consul of the United States, in the per-
formance of all notarial acts to be executed by
members of any of the armed forces, wherever
they may be, and by other persons subject to
this code [Uniform Code of Military Justice]
outside the continental limits of the United
States:

(1) Al judge advocates of the Army and
Air Force;

(2) All law specialists;

(8) All summary courts-martial;

(4) All adjutants, assistant adjutants, act-
ing adjutants, and personnel adjutants;

(5) All commanding officers of the Navy
and Coast Guard;

Rev, 81, Jan. 1972
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(6) All staff judge advocates and legal offi-
cers, and acting or assistant staff judge advo-
cates and legal officers; and

(7) All other persons designated by regula-
tions of the armed forces or by statute.

(d) The signature without seal of any such
person acting as notary, together with the title
of his office, shall be prima facie evidence of
his authority.

604.04 Consul [R-31]

When the oath is made in a foreign country,
the authority of any officer other than a diplo-
matic or consular officer of the Unifed States
authorized to administer oaths must be proved
by certificate of a diplomatic or consular officer
of the United States, See rule 66, § 604. This
proof may be through an intermediary ; e.g., the
consul may certify as to the authority and juris-
diction of another official who, in turn, may cer-
tify as to the authority and jurisdiction of the
officer hefore whom the oath 1s taken.

604.04(a) Consul-Omission of Cer-
tificate [R-31]

Where the oath is taken before an officer in
a foreign country other than a diplomatic or
consular officer of the United States and whose
authority is not authenicated, the application
is nevertheless given a filing date for purposes
of examination. The ezaminer, in his first
Office action, should note this informality and
require either authentication of the oath by an
appropriate diplomatic or consular officer or a
declaration (rule 68). The following language
is suggested :

[1] *The oath is objected to as being informal

in that it lacks authentication by a diplomatic

or consular officer of the United States; rule

66(a). This informality can be overcome

either by forwarding the original oath to the

appropriate officer for authentication or by
filing a declaration (rule 68), if applicant
wishes to preserve his original filing date. If
authentication is desired, applicant should re-
quest return of the oath for this purpose. Such
request must be accompanied by an order for

a copy of the oath to be retained in the file

until the iEzc'operl_'y authenticated oath is re-

turned. After the oath has been authenticated,
it should be returned promptly to the Patent

Office.”

At the time of the next Office action the
request for return of the oath, together with
the application file and the copy of the oath,
is sugmitte& to the group director. If the
request is approved by him, the oath will be



V’ 'gmup
604. 0‘5 Consular Fee ‘ﬂtamp

L The languum of :
115 is such that an attorney in the case is no
longer barred from administering the oath as

All papers executed on or after June 28,1955,  notary. The Ofiea presumes that an attorney
that formerly required the consular fee wlnmp, «u‘tmg as notary is t*ﬂmnznnt of the extent of his
are acceptable without such stamp. authority and Jurisdietion and will not know-
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Columbia pro-
hibits the administering of oaths by ‘the attor-
ney in the case and hence the old bar still ap-

lies in the case of oaths administered in the

istriet of Columbia. I : known to
be void because of being administered by the
attorney in a jurisdiction where the law holds
this to be: invalid, the: proper action for the
Office to take is to strike the ap{alication‘sinca
there is in effect no proper application hefore
the Office and the examiner will refer the filo
to the solicitor’s office to initiate such action.
(Riegger: v. Beierl, 1010 C.D. 125 150 O.G.
826), See rule 66 and § 604. [R-24]

605 Applicant [R-29]

_Rule 41. Applicant for patent. (a) A patent must be
applied for and the application papers must be signed
and the necessary oath or declaration executed by the
actual inventor in all cases, except as provided by rules
42, 43, and 47, (See rule 60) o

'(b) Unless the contrary is indicated, the word “ap-
plicant” when used in these rules refers to the inventor,
joint Inventors who have applied for a patent, or to
the’ person mentioned in rules 42, 48, or 47 who has
applied for a patent In place of the inventor.

Haztract from Rule 45. Joint inventors, (a) Joint
inventors must apply for a patent jointly and each
must sign the application papers and make the re-
quired oath or declaration: neither of them alone, nor
less than the entire number, can apply for a patent
for an invention invented by them jointly, except as
provided in rule 47. o

For convertibility from a joint to sole or sole
to joint application, see § 201.03.

Rule 46. Assigned inventions and patents. In case
the whole or a part interest in the invention or in the
patent to be issued is assigned, the application must
still be mude by the inventor or one of the persons
mentioned in riles 42, 43, or 47. However, the patent
may be fssued to the assignee or jolntly to the Inventor
and the assignee ng provided in rule 334,

This section concerns filing by the actunl in-
ventor. If filed by other, see § 400.03,
Norr
_ Disposition of application by inventor, § 301
Inventor dead or msane, § 409,
605.01 Applicant’s Citizenship

The statute (35 U.S.C. 1158) requives an np-
plicant to state his citizenship, Where an
applicant is not a citizen of any country, a

~the requirement.

ing the st requan but & state-
ment as to citizenship applied for or fi
papers taken out looking to future citisenship
In this (or any other) country does mot meet

605.02 A‘p"[::licaiit’ay '-Res.idénw‘

- Applicant’s place of residence {not to be con-
fused with his Post Office nddress) can be fur-
nished by the attorney. In the case of an ap-
plicant who is in the U1.8, Army or U.S. Navy,
8- statement to that effect is sufficient as to
residence. For change of residence see
sTiroe(h). -

~ When the post office address is supplied but
the residence is omitted, the post office address
is presumed to be the city and state of his resi-
dence. Applicant shoul(% be so notified by us-
ing language similar to that suggested below,

1] “Applicant’s residence has been omitted
~.from the papers. The city and state of his

post office address will be presumed to be the

city and state of his residence. If the above
-1s 1ncorrect, applicant should submit a state-

‘ment of his.place of residence no later than at

‘the time of payment of the issue fee.”

If both the post office address and residence
are incomplete, not. uniform or owitted, the
“Notice of Informal Patent Application™ form
PO-152 should be used. Note rule 33(a).

605.03 Applicant’s Post Oftice Address
[R-35]

Applicant’s post office address means that
nddress at which he customarily receives his
mail. The post offico address should inclnde
the ZIP Code designation,

The object of requiring applicant’s post of-
fice address is to enable the Office to communi-
cate directly with the applicant if desived;
hence, the address of the attorney with in-
structions to send communications to applicant
in care of the attorney is not sufficient.

If the post office address is entirely omitted
it must be supplied by a letter over the appli-
eant’s own signature.  Where, however, having
given complete data as to his residence. the
applicant identifies his post office address only
by strect and number, it is assumed and so
nceepted, that the ecity and state of his vesi-
dence are the city and state of his post office
address.

Any amendment. of the post office address re-
quires the signatire of the applicant himself,

The “Notice of Informal Patent Applieation™
attachment form 1’0152 is used to notify appli-
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ame [R

Rule 57, Signature, The application must be signed
by the applteant in pergon:: The signature of the:outh
or declaration will be accepted ds the dlgnature to the
application provided the oath or declaration ig attached
to ‘and refers to the specification and élaims to which
it ‘applies.” Otherwise the signature must appear at
the end ‘of the speéification after the élafmw,  Full
names must be given, Including at least one given
name: without abbreviation: together with any other
given name oy initial. ‘ B SRR

. The signing and execution by the nppl‘iéant
of certain applications  may be omitted.
$§201.06 and 2007, . .

_Note: Signature to response see §§ 714.01(a)
to(e). ...
Smgle 7 Signaf'ure ~ Form

The single signature form should be exe-
cuted ‘only when attached to a complete appli-
cation as the last page thereof. Such forms
are shown as 16 and 16a in the List of Forms in
the Rules of Fractice booklet. ‘ o

605.04(s)

605.04(b) One Full Given Name
o o Required . [R-35]

All applications which disclose the full first
and last names with middle initial or name,
if any, of the applicant at any place in the
application papers will be received and con-
sidered as a sufficient compliance with rnle 57
of the Rules of Practice.

When a full given name of the applicant does
not appear cither in the signature or clsewhere
in the papers the examiner will, in the first
official action, require an nmendment over ap-
slicant’s signature supplying the omission, and
}1(,-, will not pass the application to issue until
the omission has been supplied unless n stnte-
ment. be filed over the applicant’s own signature
sotting forth that his name as signed contains
at least one given name without abbreviation
or what is in fact his full first name,

No aflidavit shonld be required.

The requirement shonld be made only when
all of the given names in the signature appear
as mere initials or ag what can he only an
abbreviation of a name.

Rule 7 requires “full names™. One given
name withont abbreviation, together with any

Rev, 35, Jan, 1978

~‘amendment.

here the name is type:
@ ‘name

tter % or initial, but the
-~ signature is without such middle name or ini-
tial, action should be taken us follows:

.

letter, cnll nttention to the
and request information
nt’s signature as to the correct
ame, together with any necessary

s If applicant, in reply, gives the.name with-
out the middle name or initinl unanccompanied
by any instructions to.amend-tho typewritten
name, the :l'ﬁ[iﬂyi may bo-interpreted as a divec-
tion to cancel the middle name or initial from
the application,: It is necessary however, that
such surplus portion of the naine, if it appears
printed on the drawing, should be removed
therefrom. This ‘ean'be done by the Office
draftsman. .~

. If applicant gives the name with the middle
name or initial, interpret the reply as n direc-
tion that the middle name or initinl is to be
used 'in the name on the printed patent. As
the grintel{ takes the name from the face of
the file wrapper, the middle name or initial
should be added thereto in red ink.

If applicant fails to answer the request and
the case is otherwise ready for issue, prepare
an examiner’s amendment indicating ,timt the
name on the drawing has been corrected to
correspond . with the sighature or signaturves,
have the draftsman correct the drawing, and
pass the case to issue. This cannot be done if
there are inconsistencies in the signatures of the
samo applicant.

There shonld be uniformity notwithstanding
that lack of it is not sufficient to affect the
validity of the patent.,

When the name on the filo wrapper is cor-
rected, the file should be sent to the Application
Division for correction of its records.

605.04(¢) Applicant Changes Name
[R-35]

In eases where an applicant’s nnme has been
changed after his upp‘ionlviun has been filed
and the applicant desires that the patent when
issned enrry an endorsement as to the change
in his name, he must submit. n recording fee
necompanied by either an aflidavit signed with
both names and sefting forth the procedure
whereby the change of name was effected, or a
certified copy of the conrt order, snch papers
are recorded by the Assignment Division where
the new name is added on the file wrapper.




No change is mada on the fuca of the fil

b the clerk of the exumining
Iy)le endorsement being made by the

Division. When ready for allowance, the case
be sent to the Drafting Division for the
addition of the new name to the dmwmg if
there is already a name on the drawing.:

‘Where the change of name is m(\rely lw
amendment, suoh s the addition of a full ﬁrﬂt
name or & middle initial and no affidavit is
required, the file is sent to the Application
Divigion for a change in_thair records and if
the application is assigmed it will be forwarded
by the Ap lication Division to the Assignment
I)lvmmn or a chfmgo m a%sxgnmc»nt romrd

605 04((1) App]icam Unablo to erte

If the applicant is unable to wrxte, his mark
as affixed to the application must be attested
to by a witness. In the case of the oath, the
notary’s SIgnatum to the jurat is sufficient to
authentmate the mark

605.04(e) May Use Tltle With Slgna-
~ ture ‘

It is permissible for an
title of nobility or other tit
in connection with his mgnatmo
will not appear in the printed patent.

1pph('ant to use n
such as “Dr.”
The tltle

605.04(f) Signature on Joint Appli-
cations—Order of Names

[R-24]

It is not essential that the names appear in
the same order in the signatures to the petmon,
specifieation, oath or declaration, and dvawing,

The order of names of joint patentees in the
heading of the patent is tauken from the order
in which the typewritten names appear in the
original oath or declaration accompanying the
applieation papers.  Care should therefore be
excreised in selecting the preferred order of the
typewritten names of the joint inventors, be-
fore filing, as requests for subsequent, shifting
of the names would entail changing numerons
records in the Office.  Sinee the particnlar
order in which the names appear is of no conse-
quence insofar as the legal rights of the joint
applicants are concerned, no changes will be
made except for good reasons. A request to
chunge the order of names must be signed by
either the attorney or agent. of record or all the

signed naimne

fpapm*s should be in ¢ e sa

e wr 1tten mmea

41

here the ]mnt applicants

‘declarations, the ovder of

names is taken from the order in which the

soveral oaths or deelarations appear it the ap-

plication: papers unless o different order is
mquesmd nl, tlua time nf filing.

605. M(g) Wlwn Name Is (@Wtf‘dt
~ Send o .apput‘ﬂtiﬁn

Division [R-35]

“When the nune g mnwtml by amendment
or the ovder of the names is chang o, the file
should be sent to the Application Division for
correction of the name m its record. When
the name is changed, see § 605.04 (v},

605.04(h) Signatare to Drawing
[R-29]

Signatures and names ave not permitted
within the sight space of a drawing prepared
under vule 84 g amended on May 2%, 1071, A}
drawings filed after January 1, 1972 must com-
ply w ith the amended rules. The name of the
applicant and othev identifying information
may be placed at the top center of the drawing,
Sea § 608.02.

605.05 Administrator, Executor,

Other Legal Reprt‘s&*matwo
[R-2471

In an application filed by a legal representa-
tive of the inventor, the specification should
not be written in the first person. Instead of
the usual “I have found,” the wording should
be “it was found.”

For progeention by administrator or execu-
tor, see §409.01(a),

For prosecution hy heirs, see §§ 408,01 (a) and
409.01(d).

For prosecution by representative of legally
imeapacitated inventor, see § 409,00

For prosecution by other than inventor, see
$ 109.08.

or

605.05(a) Signature of Legal Repre-

sentative

Tf the drawing is signed by the legnl repre-
sentative it must follow this form:
John A. Jones, deceased,
by Mary A. Jones, Administratrix,
10738

Rev, 35, Jan.



William A Smlth, Atty.
on bears thewmgmmm of\t

addt,d by amend.-
i may make the amend-
mam if tha case is otharwxsa ready for. msue.

605. 06 Filing by Other 'l‘han Inventor
i [Rw%]
See E} 400.08,

606 - Title of lnwmion )

Rule 72(a). The title of the invention, which should
be as short and specific as possible, should appear as a
headiug on the first page. of the speciﬂcatlon. if it does
not otherwim appear at the beginning of the nppllca-
tion ,

606. Ol Exammer May Requnre Change
7 in Title [R-29] o

Where the title is not descnptwe of the i in-
vention claimed, the examiner should require
the snhstitution of o new title that is clearly
indicative of the invention to whlch the claims
are directed. This may 1'esult in slightly
lo r titles, but the loss in brevity of title

be more than offset by the gain in its
mformatxve value in indexing, classifying,
searching, etc. If a satisfactory title is not
supplied by the applicant, th@ examiner may
change the title by examiner’s amendment on
or after allowance,

If a change in title is the only change being
made by the examiner at the time of allow-
ance a separate cxaminer’s amendment need
not be prepared. The change in title will bo
incorporated in the notice of allowance. This
will be accomplished by placing an “X* in the
designated box on the notice of allowance form
and entering thereunder the title ns changed by
the examiner who should initial the face of the
file wrapper.

However, if an examiner’s amendment must
be prepared for other rensons any change in
title will he incorporated therein,

Inasmueh as the words “improved”, “im-
provement of” and “improvement in” are not

Rev. 35, Jon. 1078

' 20, 1965 _per-
ented: nfter an ;fap}.»hmtmn
ply m them

il
1965,

tice:: - - '

“When ﬁlmg an npphcntlon, 0 btwm foe of 86&
@nmlw upplicant to present (10) claims includ-
ing not more than (1) in independent form. If
claims in excess of the above are included at
the_time of . hlmig, an additionnl fee of $10 is
mqmmd for each independent claim in excess
of .one, and a $2 fee for-each claim in excess of
ten (10) olmms (whether mdependenb or de-
pendent),

Upon *mbmxsswn of an nmvndmant (whetlmr
entered or not) aflecting the claims, payment
of the following additional fees is required in

pending application: .
“’%(in,_for each’ mde})endent ‘elaim peudm ‘in
excess of the number of independent

claims already paid for. .

$2.._for cach claim pen(llmg in excess of the
- total number already paid for. (It
should be recognized that the basic
$65 fee puys for ten (10) claims, one
of whulh may be independent, re-
fpzm'clll)etzm of - the  number actually

( .

The Apph(‘atmn Division ]ms been authorized
to aceept all applications, otherwise acceptable,
if the basic fee of $65 is submitted, and to re-
quire payinent of the deficiency within a stated
porm({ upon notification of the deficiency.

Rule 22, Fees payadble in advance. Fees and charges
payable to the Patent Office aro required to be patd
in advance, that s, at the time of making application
for any action by the Office for which a fee or charge
s payable,

Amendments before the first action, or not
filedd in response to an Office netion, presenting
additional claims in excess of the number al-
ready paid for, not nccompanied by the full ad-
ditional fee due, will not be entered in whole or
in part and applicant. will be so advised.  Suck
amendments filed in reply 1o nn Office action
will be regarded as not. responsive thereto and
the practice set forth in § 714.03 will be followed.

The additionnl fees, if any, due with nn
amendment. are calenlated on the basis of thoe




. pendent clai
: a-claim by a claim of the
do not require any additional fees..
or purposes of determining the fee due the
Patent Office, a claim will be treated as depend-
ent if it contains reference to one other claim
in the application, --A claim determined to be
dependent by this test will be entered if the
fee paid reflects this determination, .~
~ Any claim which is in dependent form but
which is so worded that it, in fact is not, as for
example it does not include every limitation of
the cllaim on whieh it depends; will be required
to be canceled as not being a proper dependent
claim; and cancellation of any further claim
depending on such a dependent claim will be
similarly required. ‘The applicant may there-
upon amend the claims to place them in proper
dependent form, or may redraft them as inde-
pendent claims, upon payment of any neces-
sary additional fee. - L =
fter a. requirement for restriction, non-
elected claims will be included in determining
the fees due in connection with a subsequent
amendment unless such claims are canceled.

An amendment accompanying the papers con-
stituting the separate application under rule 60
canceling claims from the certified copy will
be effective to diminish the number of claims to
be considered in calculating the filing fees to
be paid.

T[l)le additional fees, if any, due with an
amendment are required prior to any consider-
ation of the amendment by the examiner.

Money paid in connection with the filing of
a proposed amendment will not be refunded
by reason of the nonentry of the amendment.

Amendments affecting the claims cannot serve
as the basis for granting any refund.

Forms 51 and 52, located in the back of the
Rule Book, may be nsed as an aid in determin-
ing the required fee. Copies of these forms are
available from the Correspondence and Mail
Branch aud from the receptionist in the lobby
of building 3 of the Patent Office.

607.01 [R-22]

There were two types of Fee Kxempt appli
entions: (n) those Nled under 3p 17.5.0C. 266,
repenled ns of October 26, 19656 and (b) those
filed under a ruling of the Comptroller Gen-
oral's Opinion B-111,648 also abrognted as of
the same date:

Beginning October 25, 1965, there are no
longer any applieations which are exempt from
the filing fee or the issue fee. Applientions filed

Fee Exempt

Bame

~All questions pertaining to the return of fees
are referred tof'tf}m ‘Refund Unit of the Finance
Branch of the Budget and Finance Drvision.
No opinioms should be expressed to attorveys or
mg olicants as to whether or not fees are return-
able in partioular cases, SR

608 Disclosure [R-35]

In return for n patent, the inventor gives as
consideration a complete revelation or dis.
closure of the invention for which he seeks

rotection.. All amendments or claims must
ind basis in. the original disclosure, or they
involve new matter, ~Applicant may rely for
disclosure upon the specification with eriginal
claims and drawings, all as filed complete. See
rule 118 and % 608.04. ,

If during the course of cxamination of a pat-
ent application, an examiner notes the use of
language that could be deemed offensive to any
race, 15? gion, sex, ethnic group, or natiemality,
he should object to the use of the language as
failing to comply with the Rules of Practice.
Rule 8 proseribes the presentation of papers
which are lacking in decorum and courtesy.
There is a further basis for objection in that
the inclusion of such proseribed language in a
Federal Government publication would not be
in the public interest. Also, the inclusion in
application drawings of any depictions or
caricatures that might reasonably be consid-
ored offensive to any group should be similarly
objected to, on like authority.

The examiner should not pass the appliea-
tion to issue until such langnage or drawings
have been deleted, or questions relating to the
propriety thereof fully resolved.

608.01 [R-29]

85 U.K.0, 22, Printing of papers filed. The Commis-
sloner may require papers filed in the Patent Office to
bo printed or typewritton,

Rule 71, Dotalled description and specification of the
tnrention,  (n) 'Che speelfiention muat nchnde a writ-
ten degeription of the Invention or dlscovery and of
the manmmer and process of making amd using the
same, and I8 requbred to be In such full, cleay, con-
clge, nhd oxnet terms ny to enable any person skilled
In the art or sclence to which the invention ov die-
covery appertaing, or with which it is most nearly
comected, to make and uge the same.

Specification

Rev. 35, Jan, 1078



as to dist(ngniﬁh it from oth:
~what iz old.
‘emhodiment of .the: process ’ ture,
composition of matter or lmprovement invented, and
must explain the-mode of operation or principle when-
ever applicable;  'The best mode conteraplated by the in:
ventor of carrying out his invention must be set forth,
() -In the case of an-{mprovement, the specification
must particularly point out-the part or parts of the
process, machine, manufacture, or comnposition of mat-
ter to which the improvement relgtes, and the deserip-
tion should be confined to.the specife impmvmxmnt aml
to such parts as necessarlly 'mmxmmw with it or as may
be necessary.to a mmph-m uudurataudilm or, deserip-
tion of if. .

Certain cross notes to othm- mlated npphou-
tions may be mnde. References to foreign ap-
plications or to applications identified only by
the attorney’s docket number should bo re-
quired to be cancelled. See rule 78 and § 202.01.

Rule 52. Lanmmge. paper, u'nling, mqrgin& (n)
The specification and oath or declaration must ba in
the English Innguage, All papers which are to beeouw
a part of the permauent records of the Patent Office
must be legibly written or printed in mrmunent ink
or its equlvnlem in quality. All of the application
papers must be presented in a form having sufficient
elarity and contrast hetween the paper and the writing
or printing thereon to permlt the production of readily
legible coples [n any number by use of photographle,
electrostatic, photo-offset, and mierofilming processes,
1f the papers are not of the reguired quality, substi-
tute typewritten or printed papers of suitabl¢ quallty
may be required.

(b} The application papers (specification, including
claims, oath, or decluration, papers as provided for in
rules 42, 43, 47, ete.) and also papers subscquently
tfiled, must be plainly written on but one side of the
paper. The size of all sheets of paper should be 8 to
814 by 10%4 to 13 lnches (203 to 216 cm. by 20608 to
83.0 em.). A margin of 134 inches (&8 cm.) must be
reserved on the left-hand side and on the top of each
page of the gpeclfientlion, Including claims, The lines
must not be erowded too closely together; typewritten
itnea should be donble spaced. The pages of the specift-
cation, Inchiding elnims, should e numbersd congecu-
tively, starting with 1, the numbers being placed in the
center of the bottom margins,

() Any Interlineation, erasnre, or cancellation or
other alteration of the npplention pagwers as Aled must
have been made before the application was signed and
sworn to or declaration made, and should be dated
and initialed or signed by the applicant In a mar
ginal note or footnote on the time sheet of paper to
indtteate sneh fact. No sueh alterations arve pormissible
after exeention of the applieation pmpers, ( Beo rute 50.)

Rev, 35, Jan, 1978

It must  describe mmpmtely ] specmc.
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Hon may : conmln ‘mm

timi pcortinn of J
only lt;mmcssary to etmﬂmm

clnims may: cm\mm tahl
to. 85 ‘.I 8.0 112 P
by Al :tables: aud (-hmltml umi muthemaﬂw\l fv:m
mnlas in the specification, ingluding cinims, and amend.
ments thereto, must be o pure white durable paper,
the: sarface of which 18 calendered  and smooth, in
order to permit use as camern copy when printing any
patent which-may issue. A good grade of bond paper is
neceptable; watermarks should not ba prominent. tndis
fnk or:its eqnivalent, or s0lid: binek typewriter ribbom
must. be:used to secure perfectly black solld - lines.
(¢) Po- facilitate camera copying when printing,
the  width of: formulas and tables as presented showkd
be limited normally to § inches (127 em.) so that i
may .appear as u- single: columin in the printed: patewns.
I£:4t 4% not possible to:limit the width of a formunla ox
table.to B Inches (12.7 em.); it Is permissible to present
the formnla or: table with.a maximum: width of 1%,
inches (27.8 eni) aud to place it sideways on the sheot,
in which:case the formula or tabla will ‘appear printed
ueross both columnsg of the page in the printed patent,
Typewritten characters unsed fn. such formulas awk
tables must be from.a block (nonscript) type fout oy
lettering style having capitnl letters which are at leasd
0:088 inch (2.2 mn.) high (elite:type). Hand lettesing
must be neat, clean, and have s minlmum character
helght of 0,085 inch (2.2 mm.), A spice at least 3§ inch
(6.4 mm.) high should be provided between the for:
mulas and tables and the text. Tables should have
the lines and columns of data clogely spaced to cow-
gerve space, conslstent with high degree of legibility.

In order that specifications may be expedi-
tiously handled by the Office, page numbers
shon):{ be placed at the center of {he botton
of each page. It is a common practice and
a commendable one, to consecutively number all
the lines of each page (and the lines of each
elnim). A top margin of af least 1% inches
should be reserved on each page to prevent
possible mutilation of text. when the papers are
punched for insertion in a file wrapper.

Applieants shonld make every effort to tile
patent. applieations in a furm that is elear and
reproducible.  The Oflico muy aceapt. for tiling
dnte purposes panpers of reduced quality but will
redquire that uu-vptnhln copies be supplied for
further  processing,  Typed, mimeographed,
xeroprinted, multigraphed or non-smearing
earbon  copy forms  of reproduction  are
neceptable,

Legibility includes ability to be photocopied
and photomicrographed so that suitable ve
prints ean be made, This vequires a high con-
trast, with black lines and a white background.




amination:

at later stages after filing, particularly -when

pi'apa ing for issue. o o
ﬁph ‘aflon  papers -
lico are copies of the

~Some of the patent a
ceived by the Patent Of

original, ribbon copy. These are acceptable if,
in the opinion of the Office, they are legible and
permanent.

The paper used must have a surface such that
amendments may be written thereon in ink. So-
called “Easily Erasable” paper having a special
coating so that erasures can be made more easily
may not provide a “permanent” copy. Rule H
(a). If a light pressure of an ordinary (pencil)
eraser removes the imprint, the examiner
should, as soon as this becomes evident, notify
applicant that it will be necessary for him to
or(ﬁer a copy of the specification and claims to
be made by the Patent Office at his expense for
incorporation in the file. It is not necessary to
return this copy to applicant for signature.

See in re Benson, 1959 C.D. 5; 744 O.G. 353.
Reproductions preparved by heat-sensitive, hee-
tographic or spirit duplication processes are
also not satisfactory.

As stated in rule 52 the specification as well
as oath or declaration must be in the English
language.

The specification is sometimes in such faulty
English that a new specification is necessary
but new specifications encumber the record and
require additional reading, and hence should
not be required or accepted except in extreme
cases.

The specification does not require a date,

If a newly filed application obviously fails to
disclose an mmvention with the clarity required
by 35 U.S.C. 112, revision of the application
should be required. See § 702.01,

As the gpecification is never returned to ap-
plicant un(se‘ any circumstance, he should re-
tain n line for line copy thereof, each line, pref-
ornbly, having been consecutively numbered on
cach page. In amending, the attorney or the
applicant requests insertions, eancellations, or
nIlm'nl,imm, giving the page and the line.

Rule h2(e) relating to interlinentions and
other alterntions is strictly enforeed. See in
re Swanberg, 129 USSP 364,

1'ar or Mermie Sysrey or MeasureEymeNTs 1N
Paresr AvPLicarTions

In order to minimize the necessity in the
future for converting dimensions given in the

~ ments, all patent applicants ave styo
] dinary han-  couraged ’
‘Aling of the file, It may be necossary to require i
that legible and permanent copies be furnished

~metric m N’lmval

patents as re h

to use either (1) only metri

Knglis)

inventions in the ). ons of patent ap-
plications. This practice; howevor, i not being
mademandatoryatthis time. © . . -~ -

The initials S.1. stand for “Systeme Interna-
tional d*Unites”, the French name for the -
ternational Systemr of Units, o modernized
metrie system adopted in 1960 by the Tnter-
national General Conference of Weights and
Measures bused on precise unit measurements
made possible by mm%urn technology.

This vequest 1s mude as part of the long range
program for conversion to metrie wnsts cur-
rently being conducted by the Federal Govern.
ment, | R-41}

608.01 (a)

Arrangement of Applica-
tion [R-29]

Rule 7. Arrangement of application., The follows
ing order of arrangement should be obseeved in fram-
ing the application:

(a) Title of the invention; or an Introduciory por-
tion stating the name, citizenghip, amd residence of the
applicant, and the title of the inventlon may be used.

{(b) Abstract of the disclosure.

(¢) Cross-references to related applications, if any.

(1) Brief summary of the invention,

(e) Brief description of the soveral views of the
drawing, if there are drawings,

(f) Detailed deseription,

(g) Claim or clains,

(h) Signature, (Sece rule B7.)

Nore

Design patent. specification, § 1503.01,

Plant patent specifieation, § 1605,

Reissue patont specifiention, § 140106,

The following order of arrangement is pref-
erable in framing the specification aud, exeept
for the tiile of the invention, each of the lettored
items shonld by preceded by the headings
indieated,

(2) Tle of the Invention,

(b)Y Absteact of the Diselosare,

(¢) Cross-References o Related
tions (if any).

(d) Background of the Invention,

1. FField of the Invention,
2 Desertption of the Trior Art.

(¢) Summunry of the Invention,

Applica-

44.1 ey, 41, July, 1974



&0@ Ol(b) Abstract of the Diac!o&ure

Bule 7@(5) A brlef nb&tmet ﬂf the trwhmeal dis-
closure m the ap@cmmtim must: be get forth immedi.

Hev.

July,

[R41]

1074

44.

d&wrmhm q ckly from a ‘cursory inspection t!m nae;w
and: giat-of the technical disclogure, and the abstedet
shall not: be umd for tnmzpmung the soope of tbw
ecladme, o0

In all cases whwh lack: an &b%mct,, t%w
examiner in the first: Office action should re-




ract e D sponses to:

actions. gshould . der rul
actice like any other formal matte

r.current practice,in all instances where
the applica ontains an abstract when sent
to issue, the
patent, o
* Upon passing the case to issue, the examiner
should see that the abstract is an nﬂegunte and
clear statement of the contents of the disclosure
and "gener’all{' in line with the guidelines, The
abstract shall be changed by the examiner’s
amendment in those instances where deemed
necessary., S e

GUIDELINES FOR THE PREPARATION OF
© Parent ApsTRACTS
Background
The Rules of Practice in Patent Cases re-
quire thai. ench agplmution for patent include
an abstract of the disclosure, rule 72(b). :
The content of & patent abstraet should be
such as to enable the reader thereof, regardless
of his degrec of familiarity with patent docu-
ments, to ascertain quickly the character of the
subject matter covered by the technical dis-
closure and should include that which is new
in the art to which the invention pertains.
The abstract is not intended nor designed for
use in interpreting the scope or meaning of the

claims, rule 72(b).
Content

A patent abstract 1s a coneise statement of the
technieal disclosure of the patent and should
include that which is aew in the art to which the
invention pertains. ‘

If the patent is of a basic nature, the entire
technieal diselosnre may be new in the art, and
the abstract should be directed to the entire
disclosure.

If the patent is in the nature of an improve-
ment, in an old apparatug, process, product, or
composition, the abstract should include the
technieal disclosure of the improvement,

In certnin patents, particularly those for com-
pounds and compositions, wherein the proces:
for making and/or the use thereof are not
obvious, the abstract shonld set forth a process
for making and/or a use thereof.

If the new technical disclosure involves modi-
fications or alternatives, the abstrunct should

459626 ) - 14 - 2

11(b) :

45

~ pplicable, the abstract should include
the following: (1) if a'machine or apparatus,
its organization nnd oparation; (2} if an article,
its method of muking; (3) ifa :
pound, its identity and use; (4) if a mixture,
its “ingredients; ’{‘5) “if a process, the steps.
Extenstve mechanical and design details of
apparatus should not be given, e
- With regard particularly to chemical patents
for compounds or compositions, the genemj
nature of the compound or compesition should
be given ns well as the wse thereof, e.g., “The
compounds are of the class of alkyl bengene sul-
fonyl ureas, ‘useful- as oral anti-diabetics.”
Exemplifieation of ‘a species could be illustra-
tive of members of the class. For proecesses, the
type reaction, reagents and process conditions
should be stated, generally illustrated by a
single example unless varintions ave necessary.

Language and. Format

The abstract should be in narrative form and
generally limited to a single paragraph within
the range of 50 to 250 words. The form and
legal phraseology often used in patent claims,
such as “means’ and “said,” shou\d ba aveided.
The abstract should sufliciently describe the dis-
closure to assist readers in deciding whether
there is a need for cousulting the hﬂl patent
text for details.

The language shonid be clear and concise and
should not repeat information given in the
title, 1t should avoid using phrases which can
be implied, such as, *“This disclosure ¢converns,”
“The disclosure defined by this invention,”
“This disclosure deseribes,” ete.

Responsibility

Preparation of the abstract is the respousibil-
ity of the applicant. Background knowledge of
the art and an appreciation of the applicant’s
contribution to the art are most important in
the preparation of the abstract, The review of
the abstract, for complinnee with these guide-
lines, with any necessary editing and revision
on nHowance of the application 1 the responsi-
bility of the exnuniner,

Sample Abstracts

A heart valve with an annular vaive body defining
an orifice and having a plurallty of struts forming a
palr of cages on opposite sides of the orifice. A sphori-
eal closure momber 18 captively held within the cages

Rev. 41, July, 1074




faeos belng above the char point
uration of application of heat s

“made 80, brief, by n corresponding high rate of ad-
- vance of the boxes through the alr stream, that
. the, g onthe reverge.side of the panels remaing

_substantially nowtacky. The ‘bopd .ls formed  im-
. -mediately after heating within a. period of time for
.. apy one:surface point less than the total time of ex-
. posure te beated air.of that point. Under such con-

ditions the heat applled to soften the thermoplastic

coating is dissipated after completion of the bond by
. absorption into the board acting as a heat sink with-
. out the need for cooling devices. ... .

| Amides are produced by reacting an ester of a car-

.- boxylic; acid with: an amine,  using as catalyst' an

. alkoxide .of "aﬁ,alkall;muml. The ester iz first heated
- to at least: 76° . under a pressure of no more than
500 mm. of ‘mercury to'remove ‘molsture and acid
gases which would prevent the reaction, and then
converted to an amlde without heating to initiate the
reaction. o e "

608.0'1'(c)‘ , :Baékgr’ound of the Inven-
o tion [R-4i]

The Background of the Invention ordinarily
comprises two parts:

(1) Field of the Invention: A statement of
the field of art to which the invention pertains,
‘This statement may inelude a paraphrasing of
tho applicable 1.8, patent classification defini-
tions,  The statement should be directed to the
subject matter of the claimed invention,

(2) Description of the Prior Art: A para-
graph(s) describing to the extent practical the
state of the prior art known to the applicant,
including veferences to specific prior art where
appropriate.  Where applicable, the problems
involved in the prior art, which are solved by
the applicant’s invention, should be indicated.
Seo also §§ 608.01(a), 608.01(p) and 707.05(b).

Rev, 41, July, 1974

£ sumir yof
public, and, more
. ;

ly app numerous preceding

patents. 'That is, the subject matter of the in-
vention should be described in one or more
clear, concise sentences or paragraphs. Stereo-
typed general statements that would fit one
case a8 well as another serve no useful purpose
and may well be required to be canceled as
surplusage; and, in the absence of any illumi-
nating: statement, replaced by statements that
are directly in point as applicable exclusively
to the case in hand, ¢~ oo
- 'The brief summsry; if properly written to
set out the exact nature, operation and purpose
of ‘the invention will be of material assistance
in aiding ready understanding of the patent
in future searches. See § 905.04. The bricf sum-
mary should be more than a mere statement of
the objects of the invention, which statement
is also permissible under rule 73, o

The brief summary of invention should be
consistent with the subject matter of the
claims. Note final review of applieation and
preparation for issne, § 1302,

608.01(e) Reservation Clauses Not
Permitted

Rule 9. Regervation clauses nol permitted, A rea-
ervation for a future application of subject matter dis-
cloged but not clalmed in a pending applicatton will
not. bo, permitted in the pending applientton, but an
applention. disclosing unclaimed subject matter may
confuin a reference to a later fled appleation of the
snme appllicant or owned by a common nsgignee dis
closing and claiming that subject mntter,

608.01(f) Brief Description of Draw-
ings

Rule 4. Reference to drawings. When there are
drawings, there shall be a brief description of the




Detailed De

~_ vention [R-22]

A detailed description of the invention and
drawings follows the general statement of in-
“vention and brief description of the drawings.
‘This detailed description, required by rule 71,
'§608.01, must be in such particularity as to
enable any person skilled in the pertinent art
or science to make and use the invention without
involving extensive experimentation, An ap-
plicant is ordinarily permitted to use his own

terminology, as long as it can be understood.
Necessary grammatical corrections, however,
should be required by the examiner, but it
must be remembered that an examination is
not made for the purpose of securing gram-
matical perfection. e : ;

The reference characters must be properly
applied, no single reference character being
used for two different parts or for a given part
and a modification of such part. In the latter
case, the reference character, applied to the
“given part,” with a prime affixed may advan-
tageously be applied to the modification.
Every feature specified in the claims must be
illustrated, but there should be no superfluous
illustrations.

The description is a dictionary for the claims
and should provide clear support or antecedent
basis for all terms used in the claims. See
rule 75, §§ 608.01(i), 608.01(0), and 1302.01.

Nore.-—-Completeness, § 608.01(p).

608.01(h) Mode of Operation of In-
vention [R-44]

The best mode contemplated by the inventor

of carrying out his invention must be set forth

™ in the description. The Office practice is to ac-

copt an operative example as sufficient to meet.

this requirement of the Statute in the absenco
L,. of information to the contrary.

46.1

6()8.01(i)ﬁlnims -~ [R-351
. Rule 5. Claim(e). (n) The specification musé con-
~ clude with a clalin particnlarly pointing eut awd dis-
~ tinctly elaiming the subject matter which the applicant
. regards as hls Inventlon or discovery.

»

181 USPQ 31 .
- US.C. 112 and rule 71(b)

In chemical cases, cnmplete:d t;a

ff'f]d_r‘,tha;prepax:atim‘)'a.mi use of at least one e
- ample of the invention should be presented.

Norn.—Completeness, § 608.01(p).

(b):More than one clalm may be presenied provided

_they differ substantially from sach other asd are wot

unduly multipied.
(c) ‘When more than one claim is preswated, they

"'muy‘ be placed In dependent form in which a claim
may -refer back to and further restrict a singhe proced-
“ing claim, - Claims in dependent form: sksll be con-

strued  to include all the limitations of the olaim
incorporated by reference into the dependent ciaim.

(@) (1) The clalm or claims must conform to the
invention as get forth in the remainder of the specifica-
tion and the terms and phrases used in the dalms must
find clear support or antecedent basis in {he descrip-
tion go that the meaning of the terms in the claims may
be ascertainable by reference to the description. {See
rule 58(a).)

(2) See rules 141 to 146 as to claiming different
inventions in one application,

(e¢) Where the nature of the case admite, as in the
case of an improvement, any Iindependent clabm should
contain in the followiug order, (1) a preamble com-
prising a general description of all the elements or
steps of the claimed combination which ave conven-
tional or known, (2) a phrase such az “wherein the
Improvement comprises,” and (3) thoge elements, steps
and/or relationsbips which constitate that portion of
the elaimed combination which the applicant conzlders
as the new or improved portion.

Norr,
Numbering of Claims, § 608.01(3).
Form of Claims, § 608.01(m).

Rev. 44, Apr. 1976



121(b), they must be n
Jscutively begluning ‘wi
the highest numbered
‘(whether entered
'reudy for allewan
number the claim
they appear: or i
quested by applieant.

““In'a single claim

case, the claim is not num-

o

608.01(k) ' Statutory Requirement of
-85 T.8.C. 112 requires that the applicant
shall ' partieularly ‘point out' and ‘distinctly
claim the subject matter which he regards as
his invention. " The portion of the application
in which ‘ he ‘does this forms the claim or
claims. This is an important part. of the ap-
plication, as it is the definition of that for
which protection is granted. - -
608.01(1)  Original Claims
 In establishing a disclosure, applicant may
rely not only on'the specifieation and drawing
as filed but also on the original claims if their
content justifiesit, =~
Where subject matter not shown in the draw-
ing or described in the specification is claimed
in the case as ﬁle’d,mui such original claim
itself constitutes a clear disclosure of this sub-
ject matter, then the elaim should be treated on
its merits, and requirement made to amend the
drawing and specification to show this subject
matter. The claim should not be attacked
either by objection or rejection becanse this
snbject matter is Incking in the drawing and
specifieation. It .is the drawing and spacifiea-
tion that are defective; not the elnim,

It is of course to be understood that this dis-
closure in the claim must he sufficiently apecifie
and detailed to support the necessary nmend.
ment of the drawing and gpecification,

608,01 (m) Form of Claims [R-22]

While there is no set statutory form for
clnims, the present Office practice is to insist
that each claim must be the object of a sen-

" Many of the difficulties encountered in the
prosecution of patent applications after final
vejection may be alleviated if each applicant
includes, at the.time of filing or no later than the
first response, claims varying from the broadest
to which he believes he is entitled to the most
detailed that he is willing to accept. . . .

Claims should preferably be arranged in or-
der of scope so thut the first claim presented-is
the "'l‘)x't)ﬁa\(‘.lizst;;'TWhe-re separnte . species  are
claimed, the claims of like species should be
grouped together where possible and physically
separated by drawing a line between claims or
groups of claims. ﬁ?ni’h of these provisions
may not be practical or possible where several
species claims depend from the same generic
claim.) ~ Similarly, product and process claims
should be separately grouped. Such arvange-
ments are for the purpose of facilitating classi-
fiention and examination. ‘

The form of claim roquived in rule T5(e) is
particularly adapted for the deseription of im-
provement._type inventions, It is to be con-
sidered n combinntion clnim,  The preamble of
this form of claim is considered to positively
and clearly inchnde all the clements or steps ve-
eited therein us a part of the clnimed combina-
tion. o
~ Tor vejections not. based on priov art see
8 706,03,

608.01(n) Dependent Claims [R-22]

Rule 78(c), reads as follows:
When more than one elalm s presented, they may
he placed In dependent form in which a claim may refee

Rev, 38, Qet, 1078



(35 U.S.C. , er words that it shall
not conceivably be infringed by anything wh
would not also infringe ﬁm basic claim.” Thus,
for example, if claim 1 recites the combination
of elements a, b, ¢ and @, a claim reciting the
structure of claim 1 in which ¢ was omitted or
replaced by e would not be a proper dependent
claim, even though it placed further limitations
on the remaining elements or ndded still other
elements, o o

" The fact that n dependent claim which is oth-
erwise proper might require a separate search
or be separately classified from the claim on
which it depends would not render it an im-
proper dependent. clnim, althongh it might
result in a requirement for restriction.

Tha fact that the independent and dependent
claimg are in different statutory classes does not,
in itself, render the latter improper. Thus, if
claim 1 recites n specific produet, n elnim for the
method of making the product of elnim 1 in o
partienlar manner would be a proper dependent
claim gince it conld not be infringed without in-
fringing elaim 1. Similarly, if claim 1 recites a
nmethod of making n produet, a elnim for a prod-
net made by the method of claim 1 could be
proper dependeut claini,  Ou, the ofhar hand,
if claim 1recites n method of making a specified
product, nelnim to the product set forth in olaim
I would not. be a proper dependent elain if the
product might be made in other ways. Note,

Rev, 38, Oct, 1978
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/Such a clnim. disguises the
Ay H1N00 16 1800 Teality two

- eVAr;
missible

preceding claim w
other preceding claim,
A claim which depends from a dependent
he separated therefrom, by ey

¢laim shoulc he sep >
claim’ which' does pbé”fﬂé ' depend from saic
“dependent” elaim.. It‘shoiild be kept in mind
that a. dependent claim may refer back to any
preceding independent. claim.  These are the
only restrictions with respect to the sequence of
claims ‘and, in: general, applicant’s sequence
should not be changed. See §608.01(3). .

- Rercrion anp. OpireoTioN

If the base claim has-been cancelled, a claim
which is directly or indirectly dependent thereon
should be rejected ins incompléte. I the base
claim is rejected, the dependent claim should be
objected to rather than rejected, if it is otherwise
allowable, =~

Examiners are reminded that o dependent
claim is divected to a combination including
everything recited in the base claim end what is
vecited in the dependent, elaim, Tt is this com-
bination that must be compared with the prior
art, exactly as if it were pregented as one inde-
pendent claim., S

The numibering of dependent, elaims and the

nmumbers of preceding (‘t{u‘inm teferrad to in de-
pendent elauns should be earefully checked
when elnims ave rennmbered upon allowance.

608.01 (o)

i

Bmuissk for Claim Terminol-
ogy in Description
[R-22]

‘The menning of every ferm used in any of
the claims shonld be apparent from the de-
seriptive portion of the specifiention with clear
disclogure ag to its import, nnd in ‘mechanieal
cases if. should: be idontified in the descriptive
portion of the specitiention by roferenco to the
drawing, designating the part or parts therein




the same th permi
. New: elaims .and amendments to th ms
already in the csse should be serutinized not
only for new: matter but also for new terminol-
ogy. While an applicant i not limited to the
nomenclature : uwg" in the-application as filed,
yet whenever by amendment of his claims, he
departs therefrom, he should make appropriate
amendment of his specification 'so ag to have
therein clear support: or antecedent basis for
the new terms appearing in the claims: This s
necessary in order to insure certainty in con-
struing the claims in the light of the specifica-
tion. Ex parte Kotler 1901 C.D. 62; 95 O.G.
2684. See rule 75, §§ 808,01 (1) and 1302.01,

60801(p) Completanesa B [Rf22:]1:, f

_ Newly filed applications obviously failing to
disclose an invention with the claricy required
are discussed in § 70201, . ;

A disclosure in an application, to be com-
plete, must contain such description and details
as to enable any person skilled in the art or
science to which the invention pertains.to make

and use the invention.

While the prior art setting may be men-
tioned in general terms, the essential novelty,
the essence of the invention, must be described
in such details, including proportions and tech-
niques where necessary, as to enable those per-
sons skilled in the art to make and utilize the
invention. - : k -
Specifie operative embodiments or examples
of the invention must be set forth. Examples
and description should be of sufficient scope as
to justify the scope of the elnims. Markush
elaims must be provided with support in the
disclosure for each member of the Markush
group. Where the constitution and formula of
t chemical compound is stated only as a proba-
bility or speculation, the disclosure is not sufli-
cient to support elaimg identifying the com-
pound by such composition or formula.

A complete diselosure should include a state-
ment of utility. This usually presents no prob-
lem in mechanical eases, In chemient enses,
varying degrees of specifieily are required.

These - guidelines are set down to provide
uniform ﬁmdling of applications diselosing
drug or pharmaceutical utility. They are in-
tended to guide patent examiners and patent
applieants as to criteria for utility statements.
1;1}’\@_ ‘deal with fundamental questions and are
subjeet to:revision and amendment if future

case lnw indieates this to be necessary.
The following ‘two basic principles shall he
followed in considering matters relating to the
adequacy of disclosure of utility in drug cases:
1) The same basic prijnciglm of patent law
which apply in the field of chemical arts shall
ba applioable to drugs,and-
- (2) ‘The Patent Office shall confine s exam-
ination of disclosure of utility to the applica-
tion of patent lnw prineiples, recognizing that
othey agencies of the Government have been
nssigned - the responsibility “of assuring’ con-
formance to the standards established by statute
for the advertisement, use, sale or distribution
of drugs® oo s ‘ o

A drug is defined by 21 TI.8.C. 321(g)

- 'The term “drug” means' (A) sarticles
“recognized in: the official United States
~Pharmacopein, official Homeopathic Phar-

~macopein of the United States, or official
~~National Formulary, or any supplement
to any of them; and (B) arficles intended
for use in the dingnosis, cure, mitigation,
“treatiment, or prevention of discase in man
or other animals; and. (G) articles {other
~than food) intended to affect the structure
or any funetion of the body of man or other
animals; and (D) articles intended for use
a8 o component of any articles specified in
clause (A), (B), or (C); but does not
inelude devices or their components, parts,
or necessories,
Tn addition, compositions adapted to be applied
to or used by human beings, egr., cosmeties,
dentifrices, mouthwashes, ete.,, may be treafed
in the snme manner as drugs subject to the con-
ditions stated.
Any proof of a stated utility or safety re-
quired pursuant. to these gnidelines may be
Ul pe Krimmel, 48 COPA 1116, 202 ¥.24 048, 180 URY(

216: I re Hartop et al, 60 CCPA 780, 311 F.ad 240, 188
VHPQ 410,

Rev. 48, Oct, 1078



and information from the S
i d Wel authorized : by 21

the basic X

forth above, the following, procedures shall be

followed in examining patent applications in
the drug fleld with: regard to disclom resmlat

ing to u'ti,]it,y; i

.

available form,? not merely for further invest
gation or research but commercial availability
1s not necessary. Meve assertions such.as *thera-
peutic. . agents,” * . “for. . pharmaceutical . pur-
es,”+. “hinlogical - netivity,”* “intermedi-
nd,. for ‘making. further ' unspecified
preparations are regavded os insuficient.
- It the nsserted wutility of a: compound 18
believable on its face to persons skilled in.the
art.in view of the contemporary knowledge in
the art, then the burden. is. upon the examiner
to give adequate support. for rejections for lack
of utility under this section.’ On the other hand,
incredible,  statements® or statements deemed
unlikely ito ba: correct by one skilled in the
art® in. view of  the contemporary knowledge
in the art will require adequate proof on the
part of applicants for patents, PRSI
. Proof of utility under this section may be
established by clinical or in vive or in witro
data, or combinations of these, which would be
convincing to those skilled in the art.’> More
particularly, if the utility relied on is directed
solely to the treatment of humans, evidence of
utility, if required, mnst generally be clinical
evidence,’* although animal tests may be ade-
quate where the art would accept these as
appropriately correlated with human utility.'

 Utility .must be_definite and in _éurmu{y

.
‘s

bowg’,
ates,”

9 RBrewner v. Monson, 8583 1.8, 519, 148 USPQ GRS,

A, In re Lovenz el al., 49 CCPA 1227, 204 F.24 878, 134
URPO B12: of. Be parte Brackmann ef al., igz VEPQ 57

2:‘ In re Diedrioh, 60 CCPA 1385, 818 ¥.84 0486, 188 USPQ

tIn re Kirk ot ol., B4 CCPA 1130, 153 URPQ 48 Mo parte
Lanham, 130 URTQ 108,

8 In re Joly et al, 54 CCPA 116D, 183 VI&PQ 48; In re Kirk
el ab, 54 CCPA 1139 1 158 USPQ 48,

TInre (lasave, B4 Copa 1524, 154 ‘}‘VS[’% 02

8 IR re Uitron, 51 CCPA 452, 296 .24 244, 180 VISPO 516
In ve Oberweger, 28 CCPA 7#'9‘ 110 1724 K26, 47 UNRPQ 458
Ew pavte Moore et al 128 USPO 4,

*In ve Ryekin, b3 COPA 872,364 ¥.24 806, 148 Iml’Q\E’.’J 3
In re Pottier, B4 CCT'A 1908, 158 UVADPQ 407; In re Novak
et al., 49 COPA 1283, 206 F.210 024, 134 URPO 835, Bee aluo,
Inre legns, B2 QCPADBIR, 340 17,24 074, 144 URAPQ 881,

®In rﬁ‘frmm, B2 COPA D34, 340 .24 624, 144 DEPQ 451
Ko (mrw Pasphit], B8 VBT 183 K parte Pennel) ot nl., DD
USIQ B8 Ew parte Ferguson, 117 USPQ 220 ; Ke parte Tim-
mise, 123 VKPR 81,

i e parte Timmin, 128 URPO §ut.

C Wy ye Hartop eb o, 50 COPA T80, 311 P24 24, 186
VAPQ 419 ; Ewr purte Murphy, 134 UKI'Q 134,
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If of nssis f
retary of Health,

rinciples set

fleative .w ‘, £y the utility :
ment.*? Proo ety shall bo required only
in, those cases where . adequate -reasons can be

advanced. by -the examiner for believing that
the drufg is unsafe, nnd shall be nccepted if it
establishes. a. reasonable: probability: of safety.

A mere statement of utility for pharmaco-
logical or chemotherapeutic purposes may raise
a question of compliance with section 112, par-
ticulndly % . . as'to:énnble any person skilled
in the art to which it pertains . . . to use the
same,” If the statement of utility contains
within it # connotation of how to use, and/or
the art recognizes that standard wmodes . of
administration are contemplated, section 112 is
satisfied.*” Tf the use disclosed is of such nature
that the art is nnawire of successful treatments
with: chemieally antlogous compounds, a more
complete statement of how to'uise must be sup-
plied than if sueli analogy weie not present.'®
It is . not necessary' to specify the dosage or
method of use if it is obvious to one skilled in
the avt that such information could be-obtained
without undue experimentation.?? s

With respect to the adequacy of disclosure
that n claimed genus possesses an - asserted
utility representative examples. together with
a stafement n splicable to the genus as a whole
will nrdinuril, » bo suflicient. if it would be
deemed likely \y")y one skilled in the art,y in view
of contempornry knowledgo in the art, that the
claimed “genus  would possess the assorted
e, Rlieke v. Treves, 44 CCIPA THD, 2%1 24 718, 115
URDPQO 472 In re Krimmel, 48 OCPA 1110, 202 K20 p4f, 13
USTQ 215: In re Dodagn, A8 COPA 1125, 202 F.20 948, 130
}iﬁl:é 824 In ro Hitchinga, 62 CCTA 1141, 042 .20 80, 144
CU i re Bergel o al., 48 CCPA 1102, 202, $.24 055, 130
URPQ 206 Fa parte Metoin, 180 VSPQ 47,

1 e parte Mavvison et al,, 120 USTQ 172 BEw parte Lewls,

140 USPQ 70 ~ -

v rn re Hartop et gl, BO CCPA 780, 811 F.2d4 249,133
URFO 410, o

TP Tuora Johwsan, 4% CCPA 783, 282 1.2d 870, 127
NRPO 218 T re Hitehinga et al, B2 COPA 1141, 342 10,24 8O,
144 URIQ 637, : : )

LU rr’,\!mu'm et al, B2 COPA 1743, 846 .24 60O, 148
URPQ 4625 In re Sehmide ef ab, 64 CCPA 1877, 168 118PO
G40,
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he 2 fzondwmn h

drug;  whether: old: or ne spemh«-uxample
should: ordinarily ‘he s ,rth, ‘whieh : should
include ‘the organism treated. In approprints
ensos, such an exanmple may be inferred  from
the disclosure taken as a whole and/or the
knowledgo in the art (e.g., gn,rgle)

. Where the claimed, compounds are, mpuhla
of several different uhi]me‘: and one use is ade-
quately described in “accordance with these
,g,,ul;lelnu ul(,lxtmnu,l ‘:‘“«1‘
gated for compliance Ei(ms 101 and 112
only 1f not’ boho\?ahfé* on’'their face to those of

ordinary. skill: in.the art.in.view of the con-

temporary: knowledge. of the. axt. Failure to

meet: these standards may result in a require-
mant to eancel such. mldnhonu] uulmea,%

Immwommow By Rmmmwon

An ﬂ"pp']i('atmn' for n'p;if(*nt when filed may
incorporate “cssentinl material” by refercnce to
(1). a United States patent, or (2) an allowed
LS. ;applieation, subjech. to llm conditions set
forth below. Slssentinl materinl? is defined as
that which is uvecessary to. (1) support the
claims, or (2) for adequate disclosnre of the
invention (35 ULS.CL 112). “Isssential mate-
rial” may not be incorporated by reference to
(1) patents issued by foreign countries, to (2)
nonpatent. public utmns to (i) n palvnt or ap-
plieation which “itself’ incorporates Yossentinl
material” by reference or to (4) a foreign appli-
'llu 1 See In re IFonehe, 169 USPQ 429, '
onessentind subjoet nmlhw may be licor:
[mmfwl by veferenea to' (1) pnlonh issued by
the UTniied States o foreign conntries, (2) prior
filed, conpmonly owned U.S. applications or. (%)

nnnp.ltvn( publications, for purposes of indieat-

ing the buekground of the invention or illustrad -
mgllu- stade of the net,

[“’In re l)ppl nanuer, 31 CCUN 12485, 140 1224 974, 62 Uﬁl’l}
I

R
21
a0

; T re Cavaltita’ of al., 4% CCPA 711, 2R9 1724 a67, 127
{ "‘1:” ""Hlk n"( avallito ¢‘l al,, 4% CCp A 720, ’f‘; o2 g‘ "4 2f(M
i rove Nohugldt, 48 (MY lllll LA NER
|"1“$ 404 In re MIMHIM an oo l'lt 1408 o jo8 ’1(‘!%‘
‘“H'u U0 Inore Mitgv ey, mmw BBL, T0 12 i, 151
l{ l e ve Lund e al,, 58 CCVA TG, 103 VS 8205,
L {nn(: Lanlhum, 121 U ‘41'( L0 e pmlq Moore et ol
128 105 El I ve Oftrsn, 51 CEPA 859, AL W44 248, 10
;vdg’({ "[“Q In u (lulllh h M al , B CCI'A 1114, 328 10,24 I()l(!

f-—-«-v—!-

i3
s

es:will be Inyesti-

If an npp]mﬂzmn 5 fled. w\fh a Qﬂ“\piﬁt&“ dis-
closure, essential material may be cancelled by
amendment and the same material. substitutad
by reference to n patent or:a. p@ndmg and com-
monly owned allowed ‘application in which the
issue foo hns been paid. The amendment must
b nécompanied By an afidavit or declavation
executed by the npplwnnt or his attorney ‘o
ot -*a(nting‘.,-; ithat the materisl cancelled’ from
the sipplication ig the' seme mnterm? Hmt has:
bm\n nu-mporm‘od hv mfen\nce e :

Issnv I* ER PAlu

If an :mplio’zltirm ineorporates -essantial ma-
terial by reference to a 1.5, patent or a pending
and’ onmmnnly owned allowed U.S: apphmtinn
for which the i issue fee has been paid, applicant
will be required prior to examination to furnish
the Patent Office with a copy of the referenced
material together with an nffidavit or declara-
tion execitted by the applicant ov his attorney or
agent stating that the copy. consists of the same
material uumpmntcd by reference in the vef-
crenving application, owever, if a soft. copy
of a TLS.. ‘patent. is furnished, no affidavit, or
d(\,huntlnu is wquuud

IHm s Kew \nv Paw

If an application incorporates cssentinl ma-
terial by reference to a pending and commonly
owned upplu ation other than one in issue w ith
the: fee paid, apphiennt will be required prior to
examinntion Lo amend the disclosure of the
referencing application to inchude the material
incorporated by reference. The amendnient must
be necompanied by an aflidavit or declovation
execnted by the applicant or s attorney or
agent: stating that. the nmendatory materind con.
u1sts of the anme material incorporated by refer-
cuee ln the w{mt meing upphvn( on,

Tavenoren I'no nnmm ATTON

The hlmu date of any *11)phmmm wherein
essentinl material s nnpmpml) meorporated

48.8 Rev. 30, Jan. 1974




or declaration
appli “his attorney or /
the amendator y material consists of ‘the: .mmez
materinl Jm-orporated by reference in the refer-
encing application. In re Hawkins, 179 USPQ
157; In re Hawkins, 179 USPQ 163; In re Iluw
kins, 179 USPQ 167 (CCPA, 197‘3)
“Reliance’ upou a cormnanly assxgned copemd—
ing” application’ by’ a“different inventor may
m» nmrilv be made for the purpose of complet-
the disclosure, See In re Fried et al, 141

1 Q27351 CCPA 1118 and General. Electric
(}ompnny V. Branner, 159 L!SPQ, 336; 407 F. 2d
1258, .

bmee & dmcloaum must. ba complete 2, of the
ﬁlmg date, subsequent. publications or subse-
quently filed apphcatluus cannot. be relied upon
to establish a conqtmctue leductmn to prac-
tice. , Py i

Dmmm'r or: Ml(‘noonmmmus

Some mvuntmns whwh are the sub]ect of
pat,ent upphcatmns depend on the use of micro-
organisms which must ba described in the spec-
ification in accordance with 35 U.8.C. 112. No
problem exists when the microorganisms used
are known and readily available to the public.
When the invention deponds on the uge of a
mwmorgamsm which is not so known and read-
ily available, applicants must take additional
steps to comply with the w(%mromnnts of § 112,

In re Argoudelis, et 168 USPQ 99
(CCPA, 1‘);()) accepted a procedure for meet-
ing the requirements of 356 U.S.C. 112. Ac-
cordingly, the Patent Office will accept the
folkm ing as complying with the requirements
of §112 ﬁn an adequate disclosure of the miero-
organisia required to carvy out the invention:

(1) the applicant, no later than the effective
1.8, filing inh- of the applieation, has made a
deposit. of n culture of the micreorganism in a
depository aifording permanence of the deposit
mul murlv accessibility thereto by the publie if

n patent’ is granted, under conditions which
nsanry (n) that sccess to the enlture will be
availuble during pendency of the !mlun( applhi-
cation to one determined by the Commissioner
to be entitled thereto under rule 14 of the Rules
of Practice in Patent Cases and 36 11.8.0. 192,
and (b) that all restrictions on the availability
to the public of the culture so deposited will be
irrevoenbly removed npon the granting of the
patent ;

Rev. 30, Jan. 1974

mﬂmm mf
: turo t() ﬂm pu lie Lln ough a depository meeting

munt or hm ami nﬂ hm mvxdud
yrianent availability of the cul-

ents of (1), Suech assurance may
1 mmx of an averment under oath or by
declamtxmx by the applicant to'this offects

A-eopy of the applicant’s’ contract w1th the
depository tay be required by the examiner
to be made of record as evidence of making the

tégsum avmluble undm- tho condntmns mwd
above, 5

Nore.—For problemg arising from tlm desxg-
nation of materials’ by tmdemarks and trade

names, w § 608, 01 (v) [R-891
608 01 (q) Substitute or | Rew:-imm
Speaiﬁcatmn [R-26]

‘Rule 185, Subamuta apeo{ﬂcation If the number or
nature of the amendments shull render it difficult to
cousider the case; or to arrarnge the papere for printing
or copying, the examiner may require the entire speel.
fication or ¢lalms, or any part thereof, to be rewritten.
A substitite ‘speclfication ' will'ordinarily not be ac-
cepted unless {t has been required by the examiner.

The specification is sometimes in such faulty
English that a new specification is necessary,
but new specifications cumber the record and
require additional reading, and hence should
not be required or x\cﬂ,pted except m extreme
cases.

A substitute speuﬂcntlon that has not been
required, and is not needed, is not entered. See
§ 71420,

New matter in nmondnu,nt, fwe 8 608,04,

Application prepared for issue, qu\, § 1302.02.
608.01(r) Derogatory Remarks
About Prior Art in Speci-

fication

The applieant may refer to the genernl state
of the art and the advance thereover made by
hig invention, but he is not permitted to mako
derogatory remurks concerning the inventions
of others.

608.01(s) Restoration of Canceled
Matter [R-26]

Canceled text in the specifieation or a can-
coled claim can be restored only by presenting

48.4




PAR

' the cancelled mattér'as a new ingeﬁ‘icn{ Sea

rule 124, § T14.24.

608.01(t) Use in Subsequent Applica-
tion [R-29]

A reservation for a future application of
subject matter disclosed but not claimed in a

48.5

ENT OF APPLICATI

oN 608.01 (1)
pending application will not be permitted in
the pending application, rule 79, § 808.01 ().

hile a specification cannot be transferred
to another application, drawings may be
transferred from a prior application to a later
case by the same inventor if they are no
longer needed in the priov application, note
$§ 608.02(i) to 608.09(k).

Rev., 38, Jan. 1074
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Used in Trade [R-26]

. The expressions “trademarks” and “names
used in trade” as used below have the follow-
in ,mﬁninﬂs;» et wiiptiias Do ablipal aials
- Trademarl: a word, letter, symbol or device
adopted by one manufacturer or merchant and
nmr ‘to identify and’ distinguish his product
from those of others. It is a proprietary word
nting distinctly to the product of one pro-
uwr‘('k 34 FEE AN &S SRR TS I I O ,"14;1: r
- Names Used in Tyade: & nonproprietary
name by which an article or product is known
and called among traders or workers in the art,
although it may not be 8o known by the public
generally..  Names used in trade do not point
to the product of one producer, bt they iden-
tify a single article or product irrespective of
Names used in trade are permissible in' pat-
ent applications if: =~ C
(1) Their meanings are established by an
accompanying definition which is sufficiently
precise and definite to be made a part of a
claim, or " S E
(2) In this country, their meanings are well
known and satisfactorily defined in the litera-
tare. S - ; ,
Condition (1) or (2) must be met at the
time of filing of the complete application.

TRADEMARKS

The relationship between a trademark and
the product it identities is sometimes indefinite,
uncertain and arbitrary. The formula or char-
acteristics of the product may change from
time to time and yet it may continue to be sold
under the same trademark. In patent specifi-
cations, every element or ingredient of the

roduet should be get forth in positive, exact,
intelligible langnage. so that there will be no
uncertainty as to what in meant. Arbitrary
trademarks which are liable to mean different
thinga at the pleasure of manufacturers do not
constitate such langmage,

However, if the product to which the tende-
mark refera is otherwise set forth in such lan-
guage that its identity is clear the examiners
are authorized to permit the nse of the trade-
mark if it is distinguished from common de-

49

ph

; ide o _some

ysical or chemical characteristic of the article

or muterial is involved in the invention.: Inthat

event as also in those cases whe
1 efinite mea

fiicien osure must
dividual case by case basis.
1 Lowe, 161 USPQ 789; 569

tification of a trademark is
dment it must be restricted

of the product known at
as filed to avoid any

ititication of the product sold
5. oF a product referred to

aracter
the time the ap
question of new
e

na. sl
ider the iple
- should hold the

ufficient and reject on the ground of insuf
ficient disclosure any claims based on the
identification of the product merely by trade-
merk or by the name used in trade, If the
product cannot be otherwise defined, an amend-
ment defining the process of its manufacture
may be permitted. Such amendments must be
supported by satisfactory showings establish-
ing that the specific natnre or process of manu-
facture of the product as set forth in the
amendment was known at the time of filing of
the u%plication. o o
~_Although the use of trademarks having defi-
nite meanings is permissible in Jmtent ap-
plications, the proprietary nature of the mar
should be respected and every effort made to
prevent their use in any manner which might
adversely affect their validity as trademarks.
Tho examiner should not permit the use of
language such as “the product X (a descrip-
tive name) commonly known as Y (trade-
mark)” since such language does not bring
ount the fact that the latter is a trademark.
Language such as “the product X (a descrip-
tive name) sold under the trademark Y" is
permissible.

The use of a trademark in the title of an
applieation shonld be avoided as well as the
uso of a trademark coupled with the word
“type”: ie., “Band-Aid tvpe bandage.”

The owner of n tendemark may be identified
in the specification.

Lxaminers shonld reply to all trademark
misuso complaint letters and forward a copy to
tha editor of this manual,

Rev. 48, Oct. 1078




eqmilly ixpacod, fmm ‘th J 4
“(¢) Oharacter of hies. AN drawings must be mado
with drafting Instruments or by a process which will
glve them sntisfactr-ry roproductjon ‘characteristics.
Bvery lln¢~ and letter must be absolutely black and per-
manent; the welght of all 1ines and letters must be
her¥y enongh “to permit ndvqnafe teproduction, This
dlreﬂlun appiies to nll linew hnwever fine, to shading,
nnd to Mnes rvpronentlng cut surfaces 1n sectional
vwwn All Unex must he clean, nhurp. and sold, and
fine or crowded lnes should be avolded. Hold bluck
ghould not be used for sectionnl or surfice nhad!ng.
Freetinnd work should be nvnmml wherever 1t 18 pos-
gible to do 80,

(d) Hatohing and shading. (1) Fatching ghonld be
made by oblique paraliel linex, which may be not less
than about one-twentieth inch (1.3 mm,) apart.

(2) Heavy Hnes on the shade side of objects should
be used except where they tend to thicken the work
and obsetiee reference eharacters, The light shounld
come from the upper left hand corner at an angle of

Rev, 40, Apr. 1074

t5) Rf)'erem'a ekaractera, The different views should
be consecutively numbered figiites. Reference numetals
(and! Jetters, ‘but: nwmerals are preferred) must be
plain, legible and carefully formed, and:not -be engir
glad. Whey ‘showld,. it posdible; :mensure st least one-
elghth of an inch: (3.2 mm.) in height s that they may
bear. reduction. to:one twenty-fourth:of an imch (11
mm.) ;.and they may: be slightly larger when there i&
sufficient. room: They mustinot beso placed in;the close
and complex parts of the dmwing as to interfere with
& thorough comprehension of the same, and: therefore
shonld: rarely. tross or miingle: with:the dined. ‘When
necessarily, grouped around & eertain part, they. should
ba placed. at a.)ittle distance,.at:the closest point where
there, ia. avallable. space, and. conneateid. by. Hoes with
the parts to which they refer. They should ‘mot be placed
upon hatched. or shased. auxfmen but when:necessary, a
blank space may be left in the hatching or:shading
where the charaeter occurs 80 that.it shall-appear per-
fectly distinct and separate from the work. The.same
part- of an.invention. appearing: in more than one view
of the drawing must always he designated by:the same
cnmmcwr. and the same.character muist never be uu-d
to designate different parts.

- (8)..Symhels,. legends. Graphical: drawlnz avmbols
tmd,other labelod representations: may be uged for con-
ventional elements when appropriate, subject to:aps
proval by .the Office, The' elements for. which such
symbola and labeled representations are used ‘must: be
ndcqnnt(-lv identified in the upoclﬂvntl(m While descrip-
tive matter on drawings’ Is not permitted, suftable
_ylcgcuds_ may be. used, or.may: be required; in proper
cages,. as in diagrammatic vlews and flowsheets or to
show materials .or where labelod represontations are
employed to {Mustrate convnnumml elaments.  AFTOWs
may be required, in proper cnses, 10.4how direction of
mnvvment The lettering shouwld. be as large s, or
larger than, the reference characters.

(h) [Revoked)

(1) Views. The drawing mwu <-oumln aa many fig-
ures as may be necessary to show tha luvention; the
figures should be consecutively nmubered if possible
in the ordor in which they appear. The figures may be
plan, elevation, section, or pepspective views, and de-
tatl views of portions or elemonts, on a larger scale if
necossary, may ilgo bo vsed, Bxploded views, with the
goparated parts of the same figave embraced by a
hracket, to show the relationship or order of assembly
of various parts are permisaible. When necessary, a
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part). The plane npen which a sectional view is tiken
should be indicated on:the general view by & broken
Mne, the ends of which should be deslgnated by numer-
ala eorresponding. to the figare number. of: the pectional
view and-have arrows.applled. to indicate: the direction
in whieh the view is tnken. A moved position may be
shown. hy ‘a: broken: }ine:superimposed upon a sultable
figure. £ this can be done without crowding,  otherwise
a separate figure must be used for this purpese, Modi-
fied. forms .of construstion ean only be shown in: gop-
arate figuren. Views shonuld pot be connected hy projec-
tion lines nor shonld centerlines bewsed, . - o
o (Y [ Arrangement: of wviews. All views on the same
sheet must atand: in:the same direction nnd shonld, if
possible; stand zo that they can be read with the gheet
held in:an; upright position. It views Jonger than the
width of the: sheet are neceasary for the clearest 1lus-
tration of the invention, the sheet may be turned on its
stde zo /that the two-dnch (8.1 em,) margin is on the
right-hand side. One figure must not: be placed apon
anather or within the outling of another. S

" (k) : Pigure for Official Gazette. The drawing should,
as far as possible, be so planned that one of the views
will be suitable for publication in the Official Gazette
24 the {llustration of the invention. ‘ ‘

(1) Eatrancous matter. An inventor’s, agent's, or
attorneéy’s nime, signature, stamp, or'‘address, or other
extraneous matter, will not be perniitted upon the face
of a drawing. within or without the margin, except that
identifylng indlcia (attorney’s docket nhumber, Inven-
tor's name, number of sheets, etc.) should be placed
within three-fourths inch (10.1 mm.) of the top edge
and between the hole locations defined in paragraph
(b) of this rule. Authorlzed security markings may be
placed on the drawings provided they be ontside the
iNnstrations and are removed when the materlal is
declassified.

(m) Transmission of drawings. Drawings. transmit-
ted to the Office should be sent flat, protected by a
gheet of heavy binder's board, or mny he rolled for
tranamission 1n g sultable mafling tube ; but must never
be folded. If received creased or mutilated, new draw-
ings will be required. (8ee rule 182 for design draw-
Ings, 165 for plant drawings, and 174 for refssue
drawings,)

Rulo 86. Draftsman to make drawings. (a) Appli-
cants are adviged to employ compotent deaftumoen to
make thelr drawings,

(b) 'The Office may furnish the drawings at the ap.
plicant's expenge as promptly as itg draftsmen can
mitke them, for applicants who cannot otherwise con-
veniently procare them. (See rule 21.)

Design patent. drawings, rule 152, § 1503.02,
Plant patent drawings, rule 165, § 1600,

b1

of drawing must bear the “Ap.
proved” stamp of the zﬁ“l’aﬁtamtm before the
application is allowed. .. .
..'The Record Services :Branch of the Office
Services Division has charge of the drawings in
patented cases, Canceled sheets, however, are
not retained with the patented drawings but are
filed with. the abandoned files and drawings in
the Abandoned Files Unit.
Sear Correction of drawings, §608.02(p).
Prints, preparation and distribution, §& 508 and
608.02 (m). Prints, Return of drawing, § 608.02
(y): Signature to the drawing is treated in
§ 605,04 (h). For pencil notations of classifica-
tion and name or initinls of nssistant examiner
to be placed on drawings see § 717.03.
- The filing of a divisional case under the
provisions of rule 60 Euneoxucuwd case), does
not obviate tho noed for formal bristolbonrd
drawings. See § 608.02(b). .
SR - DrawiNg SymBoLSs
Rule 84( ;Tv) indieates that graphic drawing
symbols and other labeled representations may
be used for conventional elements where appro-
priate, subject to approval by the Qfice. Also,
smlitabie legends may be used, or may be re-
quired, in ]l)mper cases. ‘
 The “Rules of Practice” and Title 37, Code of
Federal Regulations pamphlets include n see-
tion entitle ‘fSymbO{s for Draftsman™ whioch
shows various symbols which may be used in
patent application drawings, Since this set of
symbols is rather limited in scope, attention is
called to the below listed publications. ;
These publications have been reviewed by the
Office and the symbols therein are considered
to bo generally acceptable in Patent drawings,
Although the Office’ will not *approve” all of
the listed symbols as a group because their use
and clarity must be deecided on o case-by-case
basis, theso publications may be used as guides
when selecting graphic symbols,  Qverly spe-
cific symbols should be avoided, Symbols with
unclear meanings shonld be labeled for clari-
fieation.
Theso publieations are available from the
Ameriean National Standards Institute Ine.,
1430 Broadway, New York, New York 10018,
The publications roviewed are the following:
Y32.2-1070  Graphic Symbols for Flectrical &
Electronics Diggrams

Y32.10-1967  Graphic Symbols for Fluid
Power Diggrams

Y32.11-1961  Graphic Sywbols for Procoss
Flow Dingrams in the Petroleumn & Chem-
weal Industries

Rev. 40, Apr. 1974




), 062 Graphié

3 gra«mw(msss ‘Graphic Symbols "
- Pipe Fittings, Valves und Piping =
Z32.2.4-1949 ("1953) Graphic Symbols for
" Heating, Ventilating' & Air Conditioning
£322.6-1950 ' Graphic ' Symbols - for - Heat-
o Power:- Apparatus oo s s iy

© Arrrroations Fiueo Wrrsoor Drawines |

. Applications. filed. without drawing are ini-
tially inspected to determine whether or nut
& drawing, under the. statute, is necessary -be-
fore the applicant can be: given n filing date,
Doubtful :cases are . referred to the group
divector for decision as to the need for such a
drawing, - If, after. an application without. .a
dmwing has been received in the group, it is
clear that o drawing is vequirad, the ap%mation
should be returned to the Application Division
along with a memorandum indicating that a
drawing is required. It has long been the prac-
tice to accept & process case (that is, a case hav-
ing only process or method claims) which is
filed without a drawing, The same practice has
been followed in compesition cases. Other sit-
uations where drawings are usually not. con-
sidered essential for a filing date are: ==

‘1. Coated articles or products, Where the
invention resides solely In coating or impreg-
nating a conventional sheet, e.g., paper or
cloth, or an article of known and conventional
character with a particular composition, the
application containing claims to the coated or
impregnated sheet or article, unless significant.
details of structure or arrangement are in-
volved in the article claims. ,

- II. Articles made {}G’om a particular mate-
rial or composition. Where the invention con-
sists in making an article of a particular mate-
rial or composition, unless significant details
of structure or arrangement are involved in
the article claims.

I11, Laminated structures.  "Where the
claimed invention involves only laminations of
sheots (and coatings) of specified material un-
less significant details of structure or arrange-
ment, (other than the mere order of the lnyers)
are involved in the articlo claims.

IV. Articles, apparatus or systems where
sole distinguishing feature is presence of a par-
ticular material.  'Where the invention resides
golely in the nse of a pavticular materinl in an
otherwise old article, apparatus or system re-
cited broadly in the claims; for example,

a. Hydraulic system distinguished solely by
the ure therein of a particular hydraulie fluid;

b. Packaged sutures wherein the structure
and arrangement of the package are conven-

Rev. 40, Apr. 1074

i8 made under-the second sentence o

‘TupusTrATION SUBSEQUENTLY REQUmED

+The’ acceptance of an application: without a
deawing does not precludo the examiner from
requiring an - ilustration: in'the form of a
drawing under the second sentence of rule 81.
In requiring such ‘& -drawing, the examiner
should - clearly -indicatethat the requirement
and becareful not to state that he is doing
80 “because the nature of the case admits” of
n drawing, as that might give rise to an erre-
neous impression as to the completeness of the
application when - filed.  Examiners making
such requirements are to specifically require, as
a part of the applicant’s next response, at least
anink sketch or permanent print of any draw-
ing  proposed in response to the requirement,
even though no allowable subject matter is yet
indicated.: This will afford the examiner an
early opportunity to determinee the sufficiency
of the 1l ustration and the absence of new mat-
ter. See rule 118. The description should of
course be amended to contain reference to the
new illustration. ‘This: may obviate further
correspondence where an amendment places the
case in condition for allowance, except for the
formal requirement relating to the drawing.
In the event of a final determination that there
is nothing patentable in tho case, the sketch and
authorization for entry will not be forwarded to
the Drafting Division.

PuoTOGRAPHIS

Photographs are not considered to be draw-
ings. Photographs are not acceptable for a
filing date nor for any purpose except as ex-
hibits unless they come within the special catoe-
{;ories set forth in the paragraph immediately
selow. Photolithographs of photographs and
Flmtogmphs mounted on proper size bristol-
sonrd ave never acceptable. Sce In re Taggart
et nl,, 1957 C.D. 6; 725 O.G. 397 and ﬁ re
Myers, 1059 C.1D. 2; 738 O.G3, 947,

Seecian, CATEGoRIkS

The Patent Office is willing to aceept. black
and white photographs or photomicrographs
(not. photolithographs or othor reproductions
of photographs) printed on sensitized paper in
lieu of Indin ink drawings, to illustrate inven-
tions which are incapable of being acenratoely
or adequately depicted by India ink drawings,
restricted to the following eategories: erysial-
line structures, metallurgical microstructures,
textile fabrics, grnin structures and ornamen-




photo or photomi

al effects. The photographs
raphs must show the invention more clearly
an they can be done by India ink drawings

and otherwise comply with the rules concern-
ing drawings.

%uch photographs to be acceptable must be
made on photographic {m}}mr having the fol-
lowing characteristics which are generally rec-
ognized in the photographic trade: double
weight paper with a surface described as
smooth; tint, white.

Norirying APPLICANT

1f the drawings are informal, but may be
admitted for examination purposes the drafts-
man indicates on 2-part form, ]EOWSMS, what the
informalities are and whether they can be cor-
rected or whether new drawings are required.
In cither case the drawings are accepted as satis-
fying the requirements of rule 51.

The examiners are directed to advise the
applicants (see § 707.07(a)) in the first Office
action of the conditions which render the draw-
ing informal, and when indicated, that such

H2.1

because of their ox

ed 80 as to be scceptable,
p, require new drawings
ion unless the necessity
heen  indicated by the

not, in a

therefor shall have
draftsman.

As soon ag allownble subject matter is found,
or an appeal is filed, the requirement for new
drawings should he ingisted upon. Before writ-

ing the action, the draftsman should be con-
sulted to ascertain if, at that time, the new
drawing could be prepared by the Patent Office
on request and, if so, the estimate of cost should
be included in the action, Otherwise, the action
should state:

“Applicant is advised to employ the serv-
ices of a competent patent draftsman out-
side the Office, as the Drafting Division of
the Patent Office does not have the facilities
at the present time, for preparing new
drawings”. '

This procedure, by avoiding a fruitless request
to have the Drafting Division prepave the new
drawing, will promote earlior issuance of the
patent.

Rev. 40, Apr. 1974




be required, but the ' that the
sedd.. illustration, be , shown in w sketch,
ing wi red to one of the

: of the drawings. .
. For the handling of additiona), duplicate, or

aubstitute dmwing,:m § 608.02(h). [R-36]}

60&02( a) N@W : Drawmg""wm’“ Rﬁ-

. PuovovRINTs A8 DrawiNGs

~To expedite filing, applicants sometimes sub-
mit applications with’ Phnmpg'mtst' in lieu of
for 1@15,, drawings, Such applications are ac-
cepted by Application Division for filing only,
provided the photoprints are readable and re-
_producible. - Applicant is notified on form let-
ter, l’(,)Irl()t‘)‘;,,tfxat,fm-mal drawings, in com-
pliance with rule 84, together with a minimum
comparison.. fee: of ten dollars, are. yequired
within  two months, to avoid abandonmant.
This charge may be applied against deposit
accounts | and - authorization to charge such
accounts should be included when the formal
drawings are filed. For those who have no
deposit account, ncceptance of the formal draw-
ings will ‘be contingent upon payment of the
comparison charge within the set period. A
copy of form POI~1094 is placed in the file
wrapper by the Application Division. When
the?ﬁ\n wrapper is received in the properly as-
signed  examining group, the POL-1004 is
promptly mailed. The application will not be
examined until the formal drawings aroe re-
ceived.

In those situations where an application is
filed with informal drawings, applicants are ve-
quested to wait until they receive their *Notice
of Informal Drawings” form, PO-1094 from
the group art anit before submitting the for-
mal deawings and the comparison charge, The
letter of trausmitial aceompanying the formal
drawings shonld adentify the gronp art unit
indieated on forin PO 1094, Also, ench sheet of
drawing shonld inelnde the sevinl ninmber and
group art nnit in the upper right margin, In
the past, some drawings have been mi&%cht‘m‘hwl
hoeanse the gronp art unit indieated on the
filing receipt was nsed rather than that indi-
cated on form PO-1094,

In the event the drawings ave not. timely fur-
nished, the applieation beeomes abandoned after

58

to the exect

ment, of the
is the judge a
Tha drawings \
are sent from plication Div
spected by the tjlm}*tmnan._ 1f sat
stamps. on each sheet “Approved
man.”  Ses also § 608.02,

o

tory, he
Ly Drafts-

Drawixes

~If the new drawings ave timely filed, the
clerk should” immediately send the new draw-
ings with the 'filo wrapper to the Draftsman
for approval as to form, 1f the drawings are
approved as to form by the Draftsman, the
cllm'k‘ checks to soe if the $10 comparizson feo
has been paid or ehnrged to a deposit account.
£ the fee has been paid, this fact should be
noted on form PO-948 or PO-10804 in the Joft
margin thercof opposite the mm{)mi%n fee re-
quirement and initinled by the clerk., A simple
phrase sueh as “fee 0K is suficient, Tf the fee
has not been paid, the applicant or his attorney
should be so notified. This should be done by
the clerk by either telephone or a short letter,
The following langnage may be used -

“Tormal drawings have been reecived in this
:l\mli('ntion.'I*Towm'm', the response is incom-
plete beeanse n comparison fee of 810 hag not
been paid: Applicant is given 30 davs to com-
plete his ros})mmo in order to avoid anv gues-
tion of abandonment.”

If the minimum $10 comparison fee has hoen
paid, the examiner compares the content of the
new drawing to the informal drawing to deter-
mine if the illusteation is suflicient sud whether
new matter has been added. The exanminer
should state in his next Oflice action his cone
chisions. These conclnsions could merely state
that upon compurison, the new drawimgs were
aceeptable or why they were not aceeptable,

I the application is allowed on the first ae-
tion, the examiner should state that the new
drawings were aceepiable in the cxaminer’s
amendment or on forme PO 527,

608.02(b) Informal Drawings [R-

Al

Rule 85, Iafoymal drawings.  The vequiremoents of
rile B4 relaling to deawings will be atetetly enforeed,
A drawing not executed in conforinity thereto, if aguit-
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matter-oran appeal'is fil

608.02(¢) Drawings or Print Kept in

- Examining Group [R-36]
. 'The photocopies of the drawings must always
be kept on top, of the papers on the right of the
file wrapper so as to be visibla upon opening
the wrapper and easily detached. This photo-
copy. (or “print”) is plamd, in the ;d;‘awmg
cabinet when the corresponding large size (10
by 15 inches) drawing is removed during
prosecution. . .. .

No application should be sent to issue or to
the Abandoned Files Unit unless the original
drawing, if any, accompaniesit.

Rule 84 was amended on May 28, 1071 (887
0.G. 1840) to require the drawings in patent
applications to be 815 by 14 inches in size and
to prohibit names within the illustration area
of the drawing. S

Although the rule was changed in May 1971,
filing of bm smaller size drawings did not be-
come mandatory until January 1, 1972,

The small size formal bristolboard drawings
are placed in the center portion of the applica-
tion file wrapper underncath the application
vapers. by the Customer Services Division.

he bristolboard drawing should be retained in
this position for ﬁlin‘g in the examining groups
in all applications filed after January 1, 1972.

608.02(d) Complete Ilustration in
Drawings

Rule 88, Content of drawing, (a) The deawlng must
show every fenture of the invention specified in the
claime, However, conventional features dlgclosed in the
deneription and elaims, where their detalled Nustration
i» not essentlal for a proper underatanding of the inven.
tion, should he §llustrated in the drawing in the form of
a graphical drawing symbol or n labeled representation
{e.g. alabeled rectangular box),

(b) When the Invention consgints of an hnprovement
on an okl machine the drawivg must when possible
exhibit, in one or more views, the lmproved portion

Rev, 41, July, 1974

"7 Completeness of Drawings

~'The -examiner should sea to it that the g
ures are correctly deseribed in ‘the brief de-
scription of the specification and that the
reference characters 'are properly applied, wo
single reference charactor baing used for twa
different parts or for a given part and a moski-
fieation of such part. Fyvery feature covered
by the claims must be illustrated, but there
should 'be no superfluous jllustrations.

608.02(f)  Modifications in Drawings

“Modifications: may not be shown in' broken
lines on figures which show in solid lines
another form of the invention. Ex parte
Badger, 1901 C.D. 1953 97 0.G. 1596.

A1l modifications desoribed must be illus-
trated, or the text canceled. (Ex parte Peck.

1901 C.D. 1865 96 O.G. 2409.) This requive-
ment. does not apply to a mere reference to
minor variations nor to well-known and con-
ventional parts. o

608.02([;) - Mlustration of Prior Arn

Figures showing the prior art are usnally un-
necessary and should be canceled. Ex parte
Elliott, 1904 C.D. 1085 109 0.G. 1337. How-
ever, where needed to understand applicant’s
invention, they may be retained if designated
by a legend such as “Prior Art.”

608.02(h) Additional, Duplicate or
‘Substitute Drawings [R-
36) '

Whaen an amendment is filed stating that at
the same time substitute or ndditional sheets
of deawings are filed and such drawings have
not been transmitted to the examining group,
the docket elerk in the examining group should
eall the Application Division bofore entering the
amendment to ascertain if the drawing was not
received, In the next communication of the
oxaminer the applicant is notified if the draw-
ings have not been received.

Additional and substitute drawings, together
with the file wrappor, are routed through the




Drafting Division where any defects in execu-
tion wi}%be noted. If there are none, they will
be stamped, “APPROVED BY DRAFTS-
MAN". When such drawings are considered
by the examiner, it should be‘ﬁa ot in mind that
the “APPROVED” stamp applieza only to the
size and quality of pn&:mt‘, lines rough and
blurred and other details of execution. The
Draftsman will automatically forward all such
cases to the Customer Services Division for
preparation of the paper prints, The Customer

* PARTS, FORM AND CONTENT OF APPLICATION

4.1

mmm

~ Services Division will return the cases to the

examining groups,

The examiner should not overlook such fac-
tors as new mattoer, the necessity for the addi-
tional sheets and consistency with other gheeta,
Clerks will routinely “enter” all additional and
substitute sheets on the file wrapper. If the
examiner decides that the sheets should not be
entered, urgl)pli(mnb i so informed, giving the
reasons. The entriecs made by the clerk will
be marked “(N.IK)",

Hev, 41, July, 1974



the proffered addition

taken

be used in lieu of the usual sketch required in
making the correction of the original drawi
'If an old, large’ awing is to be
ferred to an application

1972, the drawing together with
Ytar, should be forwarded to the
He will cut down the size of the d

forward the case for preparation of prints.
Only the Draftsman may cut the oversize draw-

ings to size, o ;
For return of drawing, see § 608,02(y). -

608.02(i) Transfer of Drawings From
~ Prior  Applications [R-
M)

Rule 88. Use of old drateings. If the drawings of a

“the Intter may  exp o
together with a ;almwing w

new application are to be identieal with the drawings

of a previous application of /the ‘applicant on file in
the Office, or with part of such drawings, the old draw-

ngs or ‘any sheets thereof may be used if the prior

application is, or is about to be, abandoned, or if the

“‘gheets to be used are canceled in the prior applica-

L

~
L

tion. The new application must be accompanied by a
letter requesting the transfer of the drawings, which
should be completely identitled. -

Transfer of all drawings from a first pending
application to another will be made only after
a written declaration of abandonment has been
filed in the first application.

NewLY SUBMITTED APPLICATION

The transfer of drawings to newly submitted
applications that have not been forwarded to
the examining gronp will be effected by the
Application Division if no drawing prints are
filed and the application is otherwise entitled to
receive a filing date. The transfer of the draw-
ings between applications under rule 88 is proc-
essed in the examining groups if informal
prints are filed with the applieation papers. A
new application filed without drawings but hav-
ing a request for transfer of drawings from a
pending application must be accompanied by a
written declaration of abandonment under rule
138, In order to insure copendency, auch an
abandonment may be worded as to become effec-
tive only after the transfer of the drawings has

== tnken place. When a new applieation is filed

b

with a request to transfer drawings under rule
88, the application papers should inclnde draw-
ing prints to enable the Application Division to
process the case before transfer of the formal
drawings is effected.

bb

tion was not taken earlier. |
 The name of the attorney on the drawing
being = transferred is not changed. See

§608.02(u). , |

When an a};plicntien is gent to issue, any can-
celed ‘sheet of drawing then in the case is sent
to the Abandoned Files Unit. Such eanceled
sheet is available for applicant’s use in another
application directed to its subject matter. It
follows that, except as provided in rule 174,
drawings printed in a patent may not be trans-
ferred to a subsequent case,

608.02(j) Transfer of Canceled
, Sheets of Drawings to Divi-
sional Application [R-44]

In the case of a divisional application, if the
drawing and : descriptive. matter pertaining
thereto have been canceled from the parent
case, the canceled sheet or sheets of drawin
may be withdrawn and used as the origina
drawing of the divisional case. The sheets in-

volved should be taken to the Drafting Division ==

for ernsure of the “CANCEL per” stamp.

608.02(k) Transfer of Drawings to
Reissue [R-32]

In a reissue application, the prints of the
original or patented drawing may be used for
examination purposes, and the formal transfer
of the original drawing to the reissue applica-
tion made when the reissue application is ready
for issue, provided no change whatever, even so
much as the priming of a reference character,
or correction of an obvious error, is made in
the drawing. If there is to be any change
whatsoever in the drawing, n new drawing for
the reissue must be filed.

If there is more than one sheet of original
drawing, a required change on any sheet will
precinde the use of the original drawings which
must. bo kept in the condition existing at the
time of issue of the original patent. Seo
§ 1401.05.

Transfer of the drawing iz made as sot forth
in § 608.02 (i), notation thereof being entered on
the file wrapper of the original apphecation.

Tho letter of transmittal in a reissuo applica-
tion should request transfer of the drawings, if
guch transfer is desired.

Rev. 44, Apr. 19756




n the rig

17.01(b).

ing, of cou
_t;,ha examiner.

, 1tisi ’
her a,
,d !

provided in §608.02(c). S

~» A speond print on heavy weight, colored
paper is prepared of cach drawing in all appli-
cations_haying: a filing, date after Januery 1,

— 1072, The print on colored paper is in addition
to the white paper print.

. Pink paper was used from January 1, 1972 to
January 1, 1974, Buff colored paper has been
L,w“sexi since January 1,197¢,
Primary examiners should place the classifi-
cation and the name of the examiner on the
colored print. ‘ o o -
The colored prints are located above the white
paper prints on the right hand portion of the

- file wrapper, when initially received in the ex-
amining group. ‘

After the application has been classified and

- assigned to an examiner, the colored prints
should be removed and placed in the drawing
cabinets,

1f an application has several sheets of draw-

- ings, the colored s)rinm should be stapled to-
gether at their bottom edges before heing filed.
If the number of sheets of prints is too Inrge to
be stapled, a fastener should be placed through
the holes at the top,

-» The time when the colored prints are removad
from the drawing cabinets js determined by the
group director.

The formal bristolboard drawings submitted
by applicant in cases filed after Jannary 1, 1972
- remain in the file wrapper.

Rev. 44, Apr. 1975

.by th

o, of
ving jurisdic
to each, group. that submitted s p;
report. The examiner of ench such report
group notes.the date of allowaneo or aband
) 0 te sot. o . At suc

. : 6 of n6 value to the report-
ing group, they may |

e destroyed.

)2(0) . Dates Entered on Drawing
oy v R—-M] TN EEL RIS R S ST B

e,;’_l).,lw.:.lmz,ommg <Mail Section - (mail room} e
stamp .and. the *Corrected” stamp applied by
the D) afting Division are. impressed on the b«wfx -
(/),f thﬂdrﬂlwnlg& crhamiiing ctrprrs it e s AN
~The only. dnte entered .on the front. of the
drawings 1s the date of mailing of the Notice
of Allowance, which is done by the Patent Issue =7
Division. TTnder ciirrent’ pructice, the clerk of
the examining group does NOT enter any date
when the cuse 18 ¥sent' to issua”, 7
A]l)pl‘oval of the Drafting’ Division is indi- «e-
cated by a legend ngsociated with the “0.G. Fig.
CL ... Sub. . . .” stamp on the front of each =
sheet, : , o ,

60802( p)  Correction of Drawings

Rule 128. Amendments to the drawing. (a) No
change in the drawing may he made except by perinia-
sion .of the Office.. Permissible c¢hanges in the con-
struction shown In any drawing may be made only by
the Office. A sketch in permanent ink showing pro-
posed changes, to becomo prrt of the record, wust be
filedd.. - The paper requesting niendments to the draw-
ing should be separate from other papers.

(h) Substitute drawings wlll not ordinarily be ad-
mitted in any ease unless required by the Oflice,

Novg-—Correction is defevrable, see § 608,02
(b), correction at allowance wnd issue, see
$3608.02(w) and 130200,

A canceled fipnre may be reinstated. An
amendment shonld be made to the specifiention
adding the brief deseription if a eancoled figure
i3 reinstated.




ch case,

, ant or his attor-
nt, In either case the alterations or
a8 indicated in the sketches filed |

™ with the request of the applicant or his attornay
™ or agent must be given wri al by t
examiner before the case is sent to the Drafting

Ly Div

ivigion. ;

In those cases filed after January 1, 1972,
which contain oversize drawings (larger than
814 by 14 inches), the Draftsman will cut down

the edges of the (imwing in order to allow it to -

be s)laéed in the file wrapper. The Draftsman
will place two copies of a form lotter in each
application in which the drawings were cut.
One copy should be mailed with the first Office
letter as an attachment thereto and the other
copy should be retained in the file wrapper.

The Draftsman will also place two copies of
the form in all applications having drawings
with names within t/llm illustration aren. Names
must be removed from the illustration aren of
all drawings in eases filed after January 1, 1972,
The names will be removed from the drawing
by the Draftsman upon payment of the appro-
priate fee. Kstimates of the fee may be ob-
tained from the Draftsman. Removal of the
border lines will not be required sinee the
printer can easily mask them out when printing
the drawing.

Nore.—Disposition of orders for amend-
ment of drawing, § 608.02(x).

66.1

en approval by the

’ 608.02(3) | Eétimating:(lokt of Gérmct-

or to the Chief Drafts-
ess in other respects

» forwarded by the

‘Nore—Changes which may mquim sketches,
608.02(v). g g

ing Drawings [R-44]

The Draftsman places an estimate of the cost

of correcting any formal defects of the draw-

ing on form PO-948, See §§ 707.07 (a) and (¢).

files and drawings sent from the examin-
ing group to the Draftsman for estimating
the cost of correcting the drawing or of muk-
ing new drawings will be retained by the
draftsman only long enough to estimate the
cost of the work.

If the examiner approves of a pro
correction of a drawing for which an estimate
is requested he will note his approval on the
order for the estimate, attach the order to the
outside of the file and have the docket clerk
of the group forward the filoe and drawing
to the Draftsman, The Draftsman will note
the estimate on the order and also on the
drawing. If the application is not up for ae-
tion the Draftsman sends the estimate to the
applicant. If the application is up for action
the Draftsman does not send an estimate, but.
the examiner should include the estimate in
the next action,

Rev, 44, Apr. 1978

ng Division, and appli- «-
| In the next action by

-



P ey o
estimate has been previously: ummhﬁdon‘form
PO-948. Inoludmg the estimate in the ﬁxml re-
for mrmm}n af, %)m draw]

608.02(t) c.mmioa of Figures.

Cu\celatmn of one or more. hgums whlch do
not. occupy entire sheets of the drawings is
done by. the clerk in the examining group who
encloses 8 figure and its. legend, with g red ink
line. No portion. of the figure itself should be
crossed by the red line. The words “CANCEL
per” and the date of the amendment directing
the cancelation or the date that substitute sheets
are filed should be written in red ink within the
red line. Cancelation of an entire sheet of draw-
ings is done by stamping the words “CANCEL
per” in the top right corner of the drawing
within the marginal line.

When the cancelation of some of the figures
from one sheet of drawings has left the re-
mmmng figures with an inartistic arrangement,
the Chief Draftsmen should be consulted as to
whether the remaining figures should be trans-
ferred to other sheets already in the case or
shown in additional drawings. Cancelation of
a figure may necessitate renumbering of the
remaining figares,

608.02(u) Changing Name of Attor-
ney on Drawing Forbidden

[R-23]

Writing upon the drawings the names of
attorneys &u{mequamly appointed, so as to
make it appear that their names were present
when the drawings were originally filed, is
prohibited.

qe- a4 € - T8 8

tha draftaman for: correctio

 Sketches: ﬁlud by an;applican j ¥
- of the drmv
wul not be: refurned. : 5t
ande for: mvmam t . "
1;::1&:11 skutch_,; that is’ otherwise mmp able
e,uhmm indicated in
by m I)mft,

.02( w) meing CW ‘\«‘Which
"'May ‘Be Made by :‘Examin-

m\
a Sketch [Rw%]

" 'Where an ap lication 1s ready for issue ex-

cept for-a slight defect in the drawing not
involving change in structure, ‘the ‘examiner

will prepare an examiner’s amendment indi-
cating the change made and note in pencil on
the drawing the addition or alteration to be
made and send the drawing to the Draftsman
for the required correction,

As a guide to the examiner the following
corrections are illustrative of those that may
be made by examiner’s amendment without a
sketch .

1. Adding two or three reference characrers
or exponents,

ghanging one or two numerals or figure
mdmu.]s.

3. Removing superfluous matter,

4. Adding or reversing directional arrows.

5. Changing Roman Numerals to Arabic Nu-
mernls to agres with specification.

6. Adding section lines or brackets, where
easily executed,

7. Making simple changes in
name (not his signature).

8. Changing lead lines.

9. Correcting misspelled legends,

In the event that several different kinds of
changes are required or any of the listed
changes ave time consuming, an examiner’s
amendment should not be made.

inventor’s

Rev. 88, Apr, 1078




mxuh ﬁ:’lw tothe dm tsman;
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. should be uael(li é&fter the

b8

If there is an m*cept@dadmwmg in the case,
other drawings (except those ongma]ly hled)

‘that have been finally denied admission will be
‘remmed w ﬂm appheant only ‘at his request.
‘ &t be

filed ‘within'a reason-
"h'awmg may b«idw-




furnish’ #pecimens or lngrf»dwnm‘ for ﬂw nunmnc 01'
inspection or experiment,

Rule 91, M dels not gmmlly Jgequived. a8 PW& of
appi&zdﬁéﬁ’a }j’m Moéleg' wé;'e onee réquired ‘tn
all cased 'admitting o ‘moded; ax w part of the applica-
tion, and these models became a part of the record of
tbe pﬂtent S

complete," anfl camhle of belnz unders;tood to diaclozw
the, Inventlon without the ald of a model), nnd wlll
‘not be admittod nnless specmcally called for. '

Rula 92 Model or emhibit may be mqmred A modnl
worklmz model, ar other physical oxh!hit mav be re-
quired lf deemed neceﬁaary for nnv pumow on oxaml
nauon ot the. appllcatlon

With the exception of cases xnvo]wnp: p(,r-
petuul motion, a model is not. ardinarily re-
quired by the Office to demonstrate the opera-
tiveness of n device. If orrnfl\mwsq of n
device is questioned, the applicant must estab-
lish it to the satisfaction of the examiner, but
he may choose his own way of so doing.

A physieal exhibit, not to be part of the case,
is generally not rpfnqu except when bulky or
dangerous,

Rule 98, Kpecimens. When the invention relates to
a composition of matter, the applicant may be required
to furnlsh speclmeng of the composition, or of it in-
gredients or Intermedintes, for the purpose of inspec-
tion or exporiment,

608.03(a) Handling of Models, Ex
hibits and Specimens
[R-23]
AN models received in this Office, whether

forming part of an applieation, or filed upon
request from the examiner, must be received

nd ,Rmmwngs
A nbgz

uu:e, it, ma) be sen
Umt ;

Rulv 4 thurn of models, cmhib
Models, exhiblts, or apecimens i’ nppllcatlmm which
have become abandoned, and nlso in other applications
on conclusion of the pl(mm‘utlon. Ay be returned to
the: applicant upon fomand ‘and wt his expense, willeds
it be deame@ necessary that.  thay -be preserved (n the
Office.  Such physieal exhibity in contested cnses may
be returned to the pnrrlm at ‘thefv expense. It not
claimed within a rensonable tlme. they may be dlgposed
of at rho dlscretlon of nw Onmmlasloner

When a model is to be retumed a ]ottm
should be w ritten.to upplwnnt by the examining
group stating that it is being returned under
separate cover and the Supply and Receiving
Unit. should be properly notified to veturn the
model.

Nm'rn—Diqpoqition of exhibits which are
part of the record, § T15.07(d).

Models, exhibits and specimens may be pre-
sented to the Office for purposes of interview
and taken away by thu nttorney at the end of
tha interview, Sce § 713,08,

Norg.—Plant, spt-mnwns, § 1607, Rule 166.

Rule 05, Copies of eohibits, Copies of models or
other physleal exhifbits will not ordinarily be furmished
by the Office, and any model or exhiblt In an appllea-
tion or patent shall not be taken from the Office excopt
in the enstody of an employee of the Office specinlly
muthorlzed by the Commissioner,

608.04 New Matter [R-23]

Rule 118, Amendment of disclosure. In origlnal ap-
pHeatlons, nll nmendments of the drawings or apecifi-

Rev, 87, July 1978



‘g:w Mm er b Prdimi-
ﬁi‘y Amm%d%mi TR-23)

')led along with
h amendment

part,of the original
S t(“st. ns t\() ln\()lvm

! &\(1ui~nt date.
36 T)Jt- \

No.

Holdmg; of New. Maum

Whem the new matter ig conﬁned to amend-

. T ’ “spec eview of the ox-

: ‘ o , 1; oy ; nmﬁm\ ;s by

‘ way o ition, "Bi he alleged new

'04'(“) Mauer Not in O"glf,w,,l ngtm‘ zs’r.)?lxtroducml into or affects thi;l claims,

' Specification, ('lalms Or  thus necessitating their rejection on _this

" 'Drawings [R-23] ground, the question lLecomes an appealable

one, and should not be considered on petition

Mutfer not " in the original qpoclhcntmn. even though that new matter has been intro-

olanm or drawings is usnally new matter.  duced into the specification also, Rules 181

Depending on circumstnnces such us the de-  and 191 afford the explanation’ of this seem-

quncy of the originunl disclosure, the addition of  ingly: inconsistent practice’ as nﬂ'ochng nuw
inherent ‘characteristics such as chemienl or mmfm in the qpemﬂmtion '
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