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401 Patent Office Cannot Aid in Selee-
tion of Attorney  [R-24] =

Rule 1. Applicantia May Bo Represented by en Aftor-

. ney or Agent, Aun applicant for patent may file and

 in o prn e &pphmtma and it is ¢
that the. applicant is unfamiliar with the
preparation and proseention: M patm&
tions; the examiner may:sug
cant: that! it .may. be desirak Iﬁ w
registered patent. attorney oragent. h@ yblove-
ing language is auggested for uxmvpmm in
an, Office action:: .. 7 L
{1} #Since ithe vnlua of & ap@i :
dependent upon. the sk:ll}fu mpﬁm&mm of
- the. specification and: claims, applicant may.
-consider it desirable to.employ: tgxe services of
i registered  patent. attorney ov: agent. The
Patent Office cannot aid in t&em}eﬂmﬂ ofan.
attm*nay or agent‘..:s;

4-02 _Power of Attm‘ney [ R‘*‘-ﬁé’}

“Rule 84, Recnynit'mn for r@pwsmmtlon m; wm*
o registered” attornev or ngont twﬂmz i{n % mm@mm-
tive ‘capacity umwum ln noramn or Blsm‘a f mm@- iy
practice before the Putent Office In a patem case, his
personal nm)onram‘e ‘or' smnumw sm«m mmmmw a
representation to the Patent Omw ‘that, under the
provisions of these tules and’ lho mw e ig mm, 5
to ropwmn ‘the pnrﬂmllnr mrty in w hmun w@mw he
acts,” In ﬂllug such ‘a “paper, ‘the ‘attorney or agent
ghonld specify his wp:’mtmrhm nunﬂwr with his @mm»‘
ture. Further proof of mxthnrlty‘m aet in '1 ?mrwmm-
tive eapaclity may be’ roqnir@d ‘

{h) - When an dttorney or mzvnf f:ha!l haw m@a m«
power of’ Mttmwv Lor mmmrmmnn, ﬂulv 3 md hy
the person or personi entitled ‘to prosecute th 'exmm ,
cation, he s n prineipal attorney of record fu Mw m&m@
A principal attorney of ‘agent 50 nppointed. way “ap-
point an - assoctite ntt*nnmv or mwnf whn whatl a!ﬂm
then be'of record.

The Patent Office will continue to give effect
to powers of attorney and nuthorizations of
agent naming lirms filed, with respect to patent
:mplwutmnﬁ;, hefore: thn effective date of the
riles, July 2, 1971 and in'all divisions and con-
tinuations thereof not requiring execution by
the applicant. Powers of attorney or anthoriza.
tions of agent naming firms of attorneys or
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~ for the apphcat;x ' ‘

- The privil aﬂ’ordad by rule 34(3.) as
g mogmtnon 4c:§fg6 istered attorneys and pg
not of record will appl

E whether ﬁled befora ora
cal }

s

oyes Teceiving the ‘original and ‘returned to
the person delivering the paper.-As an-example,
a duplicate copy of ‘& request for an axtt\nsmn
of time to make a response may be marked a
sswed initinted or sxgned, ‘and rett (med to 8
ivering person. i - »
Acceptance of papers hled n patent upphcu-
tions by registered attorneys and agents upon
a represeinitation th.t:the attorney or agent'is
authorized to.act in a representative capaciiy
is for the pm‘ hose of faclitating responses on
behalf of s ap\)) u:ants in patent applications, and,
further, to obviate the.need for filing powers of
attorney or authorization of agent in individual

applications when, there has been a change in
ition of law firms or corporate patont

com
staffe. Interviews with a registered attoiney ov
nt not of record will, in view of 35 U.8.C.

2, be conducted only on the hasis of informa-
txon and files supplied by the attorney. or agent.

Usnally & power of attorney is made a part.

of the application oath or declaration, see
§ §01.02. In order thai this power may be valid,
‘ attorney or agest appointed must Lo

m%swwd ,
hen an apphcuhml for putm:t is filed we-

companied by & power of attor ney or authori-

zation of agent to a person not registered to
practice bafore the United States Putent Office,
the Application Division will send the official
filing receipt directly to the npplicant,, tog\stlmr
with an_explanatory letter. A copy ‘of the
letter will be sent to the person named in the

power of authorization and n copy pisced in

the ifile without being griven w paper number.
The name of the unmgwtav@d person. will not

Rev. 87, Tuly 1978

agam n.mder rule: 34:(b] nainmg smaes or more
dnals m’uy c«ontmlm to be mada.é

pypfoprlatelsr nmrked by It?he Paée:nt Oﬁi(ie ém-‘.‘

24

ith tha apph- -
til the applicant

tioner. An Assoct-

m umtt bt s

agent, except Dapers which are required:to: be:s

by the applleant.or pasty In person :(such a# the appli-
eation itself and aflidavits: or: declarations: required of
applicants). The signature of an aittormey or ajgent
to a paper filed by him, op:the:fling: or presentation
of any paper:hy:bim;: conatitintes n centificate that the
paper has been read; that ifts #ilng is authorized ;
that to the best of his: knowledge, information, and
belief, there ia:good: gronni: e sumum: lt aml tlmt
it ia not interposed: for:delay. ;.o

Seo also §1702.

402.01 " Exceptions as to Registration
[R-37] S

gonerally may, upon n showlngtof clrcumstunc&s\which
render it necessary or justiﬂnble, be ocognized ln the
(‘ommissloner to. prosecute 48, attomey cr agent & spec-
ified nppli(' ation or applications, but this lmited recog-
nition shall not extend. further than the application or
applications specified. e

‘Sometimes in a'joint application one of the
vmnvmtors gives to the other the power of
attorney in the case. Such power will be rac-

ognized even, though the .one to whom it is
given 18 not, mg:stewd L

If u request. for. specinl. rmop’mhon ACCON-
panies the application, the Application Ianvi.
sion will forward the file to the Chairman of
the C onmuﬁu‘ on Em‘ol]lm\m

102. 02 Appﬂinmwm of Aﬁﬁlﬂ(‘iﬁh‘ M~
torngy  [R-27]

The principal attornay (either original or
substitute) may nppmni an assotiate attorney
as provided in rule 32 The associnte aitorney
mu\' not. uppoint. another attorney. See algo

l(\(»

102 O JR-29%
Rule 86 Kevoeation nf power of attorney or awikor.
ization ) witdraiwal of ettorsey or dgent. A power of

Revm'f,.zlion :




g cept an amcmte uttomey or'uent whose 5addremi;1 is
} Ahe m«fpal attmmoy or agent,

powers and be rem'eseuted hy atto ‘
hlu own mleetlon a Rt

Upon revocation of t;he powar of attorney,
appropriate notification is sent by the clerk of
the examining group.

Revacation of the power: of the. principal
attorney revokes power% granted by him to
other attorneys. ..

Revocation of the power of attorney be-
comes effective on the date that the revocation
is': RECEIVED in the Office  (in - contradis-
tmctnon to the date of ALCE ANLL)

402 06 Attorney Withdraws [R——41]

Seo rule 36 in § 402.05. '

In the event that a notlee of w1thdrawul is
filed by the attorney or attorneys of record,
the file will be forwarded to the Office of the
Solicitor where appropriate procedure will be
followed pertaining to the withdrawal. The
withdrawal js effective when approved rather
than when received.

To expedite the handling of requeets for per-
mission to withdraw as attorney, under rule 36,
the request should be submitted in triplicato
Sorlgmul and two copies) and indieate thereon

the present mailing address of the attorney who
is withdrawing. w examining group number
should also appear on all such requests,

402.07 Assignee Can Revoke Power of
Attorney of Applicant [R-37]

The nssignee of record of the entire interest
can revoke the »ower of attorney of the appli-
cant unless an %irrevocable” right to prosecute
the caso hiad been given as in sgome government
owned applications,

Rule 32, Proseoution by cessignee. The amslgnee of
record of the entire Interest in an application for pat-
ent i entitled to conduct the prosecution of the appll-
cation to the exclusion of the inventor.

See rule 36 in § 402.05.

A power of attorney by the assignee of the
whole interest, if the assignment is recorded in
the Office, levokm all powers given by appli-
cant and prior assignecs.

‘shuuld bm\mtemd in such apphcaue:m by the

ey: of any kind

clerk of the group. .~
If a power of utmmey or mvmn@n is re-

c:ewed or an applieation while in interference,

it should be forwarded to the Interference Serv.
ice Branch because ull paﬂ;m to the mmrfamnm
must be nntlﬁed.

403 Corrcaapomlenoe——-With W’ ho m
Held [R-37]"

Rula 33. Garmpand@nm mpecmw ‘patond a@pum-
tame and p«mwﬂdmw (a) The residence and post office
address of the -applicant must appear in the oath or
declaration if not stated elsewhere in the application.

The applicant. may: aleo specify and an atternsy or

agent of record:may upecify a ecorrespondence addross

{0 which communications about the appHeation are to

he. directed. AN notices, official: letters, and ather com-
munications in-the case will be directed. to e corres-
pondence address or, if no such eorrespondence address
is specified, to an attorney or agent of record (seo rule
34(b) ), or, if no attorney.or agent is of recerd, to the
applicant, or to auny  assignee of record .of the entire
interest if the applicant or such assignee o requests,
or to an assignee of an undivided part if the applicant
so- requests, at ‘the post: office, address: of which . the
Office has been natified in the case, Amendments and
other papers filed in the application must be signed:
(1) ‘By the applicant, or (2) if there iy an assignee of
record of an undivided part Interest, by the applicant
and such assignee, or (3) if there iz an assignee of
record of the entire interest, by such asaignee, or (4)
by an attorney or agent of record, or (§) by a rogis-
tered attorney or agent not of record who acts in a
representative capacity under the provisions of rule 34
(). Double correapondence with an applicant and his
attorney or agent, or. with more than one atforney or
agent, will not bo undertaken. If more than one at-
torney or agent be made of record and a corvegpondence
address has not been specified, correspondence will be
held with the one lnnt nade of lwm'd

(b) An npplimmt who has not made of record a
registered attorney or agent may be required to state
whether he recelved awmslatance in the preparation or
progecution of hisw applieation, for which any compen-
sntlon or conglderation was given or charged, and if

g0, to dlaclose the name or names of the person or per-

sons providing such asalstance. This includes the prep-
aration for the applicant of the apecifiecation and
amendments or other papers to be filed in the Patent
Office, &% well ag other assistance {n such matters, but
does not include meroly making drawings by drafts.
men or stenographle services in typing papers.

Rev. 41, July, 1074




applicant’s: selwtmn, such
department, a firm of attorne
an mrhvxdual atbom&
L 3 88

. @appombﬁd ‘
eation’ correspondence  wil e
attorney. Double correspondence with an ap
plicant and his attorney, or with two repre-
sentatives, will not be. und@rtakan. Seo §§ 408,01,
403.02 and 714,01(d). 3 S

In a joint apphcatmn wnth no attornoy the
applicant  whose name first -appears in-the
papers ' receives the  corregpondence, unless
other instructions are- given, All applicants
must gign the responses. Sea § 7T14. Ol(a‘) s

Powers of attorney to firms filed in executed
apphmtmns filed after July 2,1972 are not rec-
ogmz@d ‘by‘ the Patent - Office. ‘However, ‘the
firrn’s address will be considered to be the cor-
respondence address. Tho addreqs should ap-
pear as follows ¢ '

John Doe  (inventor) -

In care of Able, Baker and Charhe (ﬁrm)

234 Jefferson Davis nghway Lo
Arhngton, Vlrgmm ’2"02

103.01

Lorrespondence Hvld With As-
‘sociate Attorney

\Vhere the attorneys bear relation of princi-
pal attorney and associate attorney, the
correspondence will be had with the associate
attorney unlesg the principal attorney directs
otherwise. ' Kx parte E;_,gan, 1911 ( D. QH

172 0.G. 10‘)1

403.02 Two Auomoys for Samo Apph-
~cations  [R-24]

1f appllcant mmultnnmualv nppomts two
principal attorneys he should indicate with
which correspondence is to be conducted. If
one is a Jocal Washington Metropolitan aren
attorney and applicant fails to indicate either
attorney, correspondence will be conducted with
the lecal attorney.

If, after one attorney is appointed, & second
attorney is luter appointed without revoeation
of the power of the first attorney, the nume of
the sccond attorney is entered on the face of
the file (Ex parte Fggnn, 1911 C.D. 213; 172
0.G. 1001), with notation that the Offico let-
ters are to bo sent to him. This applies also
to associnte attorneys,

Rev, 41, July, 1074
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ot of Rmm [R-30]

apam nmy h«a filedd in patent applications by
ﬁt | attorneys or agents not. of . xwarﬁ

34(a). Filing of such papers is con-
siderey a rewmntem that the attorney
ox agent is authorized to act in a re resentative
capacity on behalf of applicant. However, in-
terviews with a registered attornay. or a&wt nok
of record will be conducted only on the basis of
mfm'mnhon and fileg h\l}’) plied hv the attomm*
or agent in view of 35 1 (1. 1.,.,. e

406 Deatll of A‘uorm»y

SOLE A’I"l‘()llNLY

[lwl]

CIf notlhvutmn 13 roceiwd from tlm mpp}wwt
ar nssignee-of the death of the sole principai at-
torney and the application is up for action by
the examiner, correspondence is held with the
applicant or assignes who originally appointad
the deceased attorney.

If notification is received from the office of
the decensed attorney and the application is up
for action, the examiner when preparing the
()ﬂwe action should add a paragraph such as:

"~ [1] “In view of the notification of the death

of the attorney of record, his power is ter-

minated. Applwxmt (or ((.e,qu(w if he origi-
nally appointe d the (ln(*('(zwd ut‘t‘m"m’v) may
' 'n,ppnmt anew attorney noeow

1f nohhcutmn of the death of the sole prin-
cipal attorney is received from the Attorney's
Roster or some oufsxde source, there will be no
paper of record in the file weapper to indicate
that the attorney is decreased. Cor |u-pn|1dum
therefore eontinnes (o be held with the ofice of
the deceased attorney but n copy of the Qtice
action is also mailed to the pe mon who origd
nally appointed the attorney. Tn'sueh an ()ﬂsu
netion where the application js not ready for
allowanee the examiner shonld ndd o para-
graph similar to the following:

2] *“Notice of the death of the attorney of

record has come to the attention of this Offee,

Since hig power of attorney I8 terminated, o

copy of this action 19 being mailed (o apph

ennt (or assignee if he originally appointed

the deceased attorney). Apphieant. (or ns-

stgnee) may appoint o new attorney.

1f notification of the denth of the sole prin-

cipal attorney is received from the Attorney’s
Roster or gome ontside souree and the ap-




;\ppﬁmt;ed bha demw:l
+[8] “Notice of the:
ord has come to
' Sinee his power ¢
minated, and this
: for-allow ame‘, tk%e

in the: nbsem,e of a.. naw:power,of
Note § 405, | L

407 Dmbarred Attorney [R-w24]
Sea §105. o

® ._.37]'

Present Office poliey laces preat emphumq on
telephone interviews initiated by the examiner.
For this reason, it is not necessary for un nttor-
ney to request a telephone interview. Examiners
are not required to note or acknowledpe requests
for telephone calls or state reasons why such
proposed telephoneinterviews would not lyie ‘con-
sidered, eﬂ%tlm to advangee prosecution. How-
ever, it is desirable for an attorney to call the
examiner if the attorney feels the call will be
beneficial to: advance prosecution of the case.
See §§ 718.01 and 713.05. R R T

108 'lelephomng Atmrmz-y

Sl’Ecmd Tm;ﬁénéwt INTERVIEW SITUATIONS
“Restriction of invention (§ 812.01).
Multlphcmy (§706.03(1)).

Many attorneys have offices or representatives
in the Washington area and it: sometimes expe-
dites buginess to inteyview them concerning nn
application. When the examiner believes the
progress of the nppheation would be advanced
thereby, he may call the attorney in the ense by
telephone and ask him to come to the Office.
Listings of Washington representatives of ont-
of-town attorneys are kept in each examining
gronp,

Registored attorneys or agents not of record
inan putvn( uppluntum and acting in a vepre-
sentative capacity under rale 3 () should not
be telephoned for restriction requirements, ap-
proval of examiner’s amedients ov givan nny
information reltive to sueh patent applieation
by telephone unless the telephone number of
such attorney or agent appears in n paper
signed by applicant or an attorney or agent of
record,

Examiners should place all long distance tele-
phone ealls througlh the F'I'S ( Federal 'Telecom.

v

\ttorney incl y the complete Me-
£, with aren code and exte

ppear on’ the la,
or of attol'nev. oath or ‘de aratmn next
tn the attnmev 8 lmme nhd nddre%

1409 Denth, Inﬂanily, or l?navailubihtv
of Inventor [R-37]

I the inventor is dend, insane or otherwise
legally  incapacitated, rofises 10 execute an
application, oreannot he found, an application
may be made by someone other than the in-
ventor, as apm'xhvd m llllt‘\» 4247, §§ 409,01
wgoa s L ) ; i

109.01 [R-30]

Unless a-power of attorney is coupled with an
interest (i.e., an attorey s assignee or part-
nssignee), the death’ of the m\onmr {or one of
the joint inventors) terminates the power of at-
forney and a new power from the lmu‘@. admin.
istrators, executors or nssigns is necessar v if the
attorney is to remain of record (but see § 409,01

(£)).

Death of Inventor

409.01(a) Prosecution by Adminis-
‘trator or Executor
[R=-24] o

35 U.8.0. 117 l)wth or {ncapacity of inventor

Legal representatives of deceased inventors and of
those under legal ineapacity may make application for
patent upon complianén with the regnirementa and on
the same terms mnl ¢ ondltlum applicable to the inven-
tor.

Rule 38 When the nnentor 18 dead. In case of the
death of the inventor, the legal reprezentiative {exeen
tor, ndminisgtrator, ote.) of the decensed Inventor may
Mign the application pnpers and make the pecossary
onth or declaration, and apply for and obiain the pat-
ont, Where the inventor dlea (lm‘ln;z the time inter-
vening hetween the fillng of hiy application aml the
granting of a patend thercon, the etters patent may
he lssued to the legal repregentative upon proper inter-

vention by hiwm,

One who has venson to lmhﬂvu that he will
ho nppointed legnl vepresentative of a deceased
inventor may apply for a |>ntont ng lognl rep-
resontative m accordance with rule 42. Such
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OY ¥
cato from the court that they are all the heirs
and that the estate was undexthe sum requirved
by state law, for the appointment of an ad-
ministrator. o 0wl
409.01(b) Proof of Authority of Ad-
ministrator or Executor

.. Rwle 44 Froof of authority, Ip the cases mentioned
i rules 42 and 43, proof. of the:power or authority of
the legal representative must be recorded in the Pat-
ent Office or. filed in. the application: before the grant
of a patent.: et o SR

‘Whenever: becnuse of the death of ‘un'in-
ventor, the right of applying for and obtain-
ing a patent for an invention devolves upon
an executor or administrator, or whenever an
executor ‘or administrator desires te intérvene
prior to the.granting .of a.patent, ‘u'oof of the
authority of such exeentor:or administrator
should 1 all cases be made of record in the
Patent Office by filing in the application or
recording in the assignment records a certifi-
cate of the clork of a competent court or. the
register of wills that his ap]pointmenh is still
in full foree and effect. Such. certificate shall
be signed by an officer and authenticated by
the sea)] of the conrt by which the same was
issued. The authority of other legal repre-
sentatives of the inventor must be similarly
established. , B o . ‘
_ Should such certifieate of appointment. be
found to be insuflicient for any renson, there
may be required to be filed or recorded a cer-
tified and properly authenticated copy of the
lotters testnmentary or of the letters of ad-
ministration, in order that the seope of author-
ity of the persons who seek to intervene may
he a matter of record in this Office, :

All applications filed by an executor or
administeator. are initially referred to the
Assignment = Division to .ascertain whether

Hev. 37, July 1078

he, exeentar. or admin *of retord in the
case i insufficient, the examiner will require
the filing in the application or the recording
in the Assignment f ini riificate of
auch appointment’ or 4’ tertified s 'of Jetters
testamentary or of letters of ndministration in
such ease before finally passing the case to
15916, Wi

In the case of Toreign exceutors or admini

trators; a.consular oflicer of the United States
may anthenticaie the signature of the foreign
officer attesting to the papers submitted as proof
of anthority. Unusual situations may be referred

409.01(c) After - Administrator ~or
sett o Executor ' Has  'Been I_)is-

o charged  [R-21]

~When: an administrator: or executor has per-

formed his functions and has been’ discharged
and it is desired to make an application for an
invention of the deceased, it is necessary for the
administrator or.executor to take out new Jettors
of administration, in order that he may file a
new application of the deceased inventor.

409.01(d)  Exception in Some For
- ecign Countries [R-21]

. The terms “Executor” and “Administrater”
do not. find an exact counterpart in all foreign
countries and the procedure 1s governed by the
necessity of construing. those. tevms to it the
circumstances of the case, Hence the person ov
persons having authority corresponding to that
of executor or administrator are permitted to
make application ns, for example, the heivs in
Germany. The nuthority of such persons must
be proved by an approprinte certificate.

109.01 ()

If Applicant of Assigned
Application Dies

Where an applicant, carrying on the prose-
cution of an application after assigninent, dies,
his administrator may earry on the prosecution
on filing letters of administration unless and
until the agsignee intervenes, :




applicable to an:aj plammm
‘placed in:condi

409 02 Insamty or Other Legal ln~
”ﬁfcapnci y‘?“‘=[R-2I] |
Rule 48 Whéﬂ the inventor is hmme or lcgally iu»s
capacitated. In cage an inventor la insane or: otherwise
legally . lumpaoltntmh tlm logal rwmmnmtim (;uarﬂ
ian,.conservator, etc) ot such inventor. may sign the
nppllcatlon papers und muke the mnecessary oath or
declaration, and apply. to: and obtain the putent.

Section 409.01(b) is also applicable in case of

insanity - or other legal meap&mty of an

mwntor. EE

409 03 Unnvailability of Inventor
[R-37]

Rnlc 4‘7 Filmg by otht’r than inventor. (n) a jolnt
inventor refuges to join in an application for patent or
cannot be found or reached after. diligent effort, the
application may -be:made by the other. inventor on
behalf of himsclf and the omitted inventor, Such appli-
catlon must be accompanied by proof of the pertinent
facts gnd must state the:lnst known address. of :the
omitted inv 1tor, The > 1nll forward notice
of the nling of the appllcaﬂon to the omitted Inventor
at sald address. Should snch noticeé be returned to the
Office undelivered, or should the address of the omitted
Inventor be uuknown, notlee of the Aling of the appli-
cation shall be publlshed in the Officlal Gagzette, The
omlm'd inventor may ﬂulquuently join in the applica-
tlon on mlng an oath or dvclnrnﬂon of the character
required. by rule 65, A pntont may be grnutm to the
inventor muklng the application, upon n thmmg
antiafactory to the Commissioner, subject to the same
rights which the smitted Inventor wonld have had if
he had been Jolned,

(b) Whenever nn inventor refusmes to execate an
application for patent, or cnnnot be found or reached
after dillgent effort, a person to whom the iauventor
hns aselgned or agreed in writing to asaign the Inven-
tlon .or who otherwise shows sufficlent proprietary in-
terest in the matter justifying such. action way make
application for patent on behalf of and as ngent for
the inventor. Buch application must be accompanled
by proof of the pertinent facts and a showlng that
guch action In neeessary to preserve the rights of the

29 -
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on or allow-

35 U.8.C, 116. Jnmt immntora

th-n an iuvantkm 18 mude’ by two oy More persesns

jomﬂy. tmw ahnll nmfly for pmmat jointly and eselh
algn the appnomicm and make the' req\ﬂml onth, ex-
cept as ptherwise provided h this title.
Vin‘venh)r rofuuea to join in ‘an mw!iwwm
for mtem or camot bﬂ tmmd or reached nfwr Ll
effort, the application may ‘he ‘made by the other fo-
ventor on behalf of himself and the omitted lnventer
The Commissioner, on proof of the pertinent facts and
after such' notice to ‘the omitted inventor us he pre-
seribes, may grint a patent to:the inventor making the
application, subject:: o tho. sama . rights which  the
omitted: invenior. would lmw had if he had been joimed.
The omitted inventor may ﬁubsequeutly jnh\ i the
appllmtion, .

Whom!ver i} pernon is jolm'd in nn applh‘miom toy
patont as joint lnventm thr()ugh orror, or a jolnt i
ventor s not lncludod In an application through esror,
nnd ‘such error arose without any doooptlva intention
on his part, the ¢ ‘ommissioner may permit the appiics.
tion to he nmondod ncmrdinglv undor sueh mmm &
he preseribes;

45 U.s.C. 118, Filing b other than inventor

Wheunever an lnvontm vefuses to execute an appiica-
tion for patent, or cannot be found or reached after
diligent (\n‘orl‘ n person to w hom the inventor has EL
slgned or ngreed in writing ‘to nqsign the fuvention of
who otherwise shows suflielent proprictary fntevest in
the matter Justifylng such action, may make appiica-
non for patent on behnlf of and ag agent for the in-
ventor on proof. of the pm‘llncm facts aud A showing
that such action in necesanry to preserve the vights of
the parties or to prevent irreparable diunam\: and the
Commisaloner may grant n patent to such fuventor
upon m‘,wh'no‘tlce to ‘mm g the Conmlasloner depa
sofficlent, and on compilance with such vegulations
as he prescribes,

Application papers suhmltlvd pursnant. to
rule 47 nre forwarded by the Application Divi-
sion to the Offico of the Solieitor for determina-
tion whoether tho papers are proper, complete,
and aceeptable wnder rule 47,

Rav. 87, July 1978



mﬁa 4:7(a)aa,nd 3:’;
N em;m 2 joint iy
caﬁ?m P fl hxm _li’ andla

zxpphcant L : ;

o In addition. to other reqmrements of law. ( 1

7:8.C: 88 111, 115), .an- applieation. deposited
in the Patent Office pursuant to rule 47 ( a) musta
meet the followmg requirements: o

A1) The ‘rule 47 (a) applicant’ must (1) make

oath on lis own behalf agrequired by rule 85 (a)
or rule 175 (see §§ 602, 605.01, and 1401.08) and
(i if) ‘make oath on behnlf of the omlttod ]omt
inventor as reqmred by rule 65(b).

(2) The. application » must be uccompamed by
ploof ‘that the omitted inventor (i) cannot be
found or reached after diligent effort or (ii) re-
fuses to exeente the application papers. See
§ 409.03(d).

(3) The last known address of the omitted
joint m\ontm mnqt ‘be, qtutod ‘Sce § 109, 0‘3(‘0)

10‘) O3(b) ‘No Inventor Avallnblo
- [R-37] ,

Rnle 47 (b) and 35 1.8 (“l 118 allow a “pm
son" with n demonstrated pr oprietary interest
to make npphmhnn “on behalf of and s agent
for** an ‘inventor who “cannot he found or
reached after diligent effort™ or who refuses to
sign applieation papers. The word “pm son” has
heen construed by the Patent Office to inelude
juristic entities, such nsa ¢ orporation, The per-
son making application pursuant to rule 47(b)
i referred to ng'a “rule 47(b) applicant.”.

In addition to other requirements of law (35
1F.8.C. 88 111 and 115) ,an application deposited
pursuant to rule 47(h) mlmt mn(»t the follm\mg
requirements: ‘
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- ‘:paparﬂz on its behalf. W ]'
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ya regasmmd

or agent's aut
ventor may ‘ot uth ori Vi ;
to act as his agent to mgn application papem
on his behalf. , ; :

(2) The rule
mlatxonshlp t
85(h). -

(3) "The np‘p‘lwahon st b( accom pam@d lw
proof that the iriventor (ﬁ) carnot be found or
reached after o dilige ort or (it} refuses to
execute the application pipers. Seo §:409.08(d).

(4)“THe last knowii ‘addressiof’ the mwntm
must be stated. Sep § 400.08 (e S

(8) ' Tharule 47 (b) applican .-:mn&& nmka out
a prema facie case (i) that the invention has
been assigned to him or (n) that the inventor
has agreed.in weiting:to assign, the invention: to
him or (iii) otherwise demonstrate a proprie-
tary interest in the qub]oct mattm of the nppln
cation. See § 409.03(f)."

~(6) The' mle 47 (b) a‘pphcant muqt prove that
the filing of the application is necessary (i) to
preserve the rights of the g:.rh»s or (i) to pre-
vent n'rf-pm'ablo dumugv e 400, 0‘% { g)

409 03(c) Legal Representatwes of
‘Deceased Inventor Nnt

_Available  [R-37]

Rule 47 gzhmﬂd not be considered an alterna-
tive to rule 42 or 85 1.8.C. 117, since the lan.
guage “cannot be found or renched after diligent
effort” has no reasonable application to a de-
censed inventor, Tn re \pphu\twn Papers Filed
September 10, 1954, 108 USPQ 340 {Comum'r.
Pat. 1955). huu rnle 42 u,nd § 409,01, However,
rule 47 does apply where a known legal vep-
resentative of a deconsed inventor cannot  be
found or reached after diligent eflort, or refuses
to make application. In such cases. the iast
known address of the legal representative must
be given (see §409.03(¢)), and proof-of the
power or authority of the legal representative
must be established bafore the grant of'a patent,
rule’44; -Also, in hardship sithations where timoe
or circumstances do not permit appointment. of
a legal repregentative to make application, rule
47 may apply. In re Schwarz, 147 USPQ 394




for hlmg um‘m '
tion should be submit \\111('}\ fu]]v dese nlww«.
the exact facts which are relied upon to estab-
blish that a diligent effort was made. The dili-
gent effort must: have: béen: made: before the
ap) lcation is: deposited in the Patent Office.

Che affidavit or declaration must: be sngned‘
where at all possible, by a person havi m{g first-
hand’ knowledge of ‘the facts recited therein.
Statements based on hearsay will not normaliy
be accepted. Copies:of documentary evidenee
such as letters, telegrams; ete,, whieh support
a finding-that an omitted inventor could not be
found or: reached should be made part of the
affidavit or declaration. It is important that the
affidavit or declaration’ contain: smtements nf
fact s opposed to conelusions.

~Where o refusal of the inventor to sxgn the
ﬁpphcuhmi papers is alleged, the circumstances
of this refusal must be specmod inan afidavit
or declaration by the person vo whom the re-
fusal was made. Statements' by a party not
present when an nra] rofusnl is que wn]l not be
accopted.

Before a rofuqul can be a]]eg(\d it must be
demonstrated that a bona fide attompt was made
to present a copy of the application papers (spe-
cification, including claims, drawings, and oath
or declaration) to Lhe omitted inventor for
8l gnutm Q.

“When there is an- uxpx o83 or ul refusal, that
fact. along with the time and place of the re:
fusal must:-be stated in the aflidavit or declara-
tion. When there is an express written refusal,
n copy of the document. evidencing that refusal
must h(- nmd(\ part of Hm nﬂuluvn or doclnm
tion,

When it is concluded lw the rale 47 applicant
that an omitted inventor’s conduct constitutes
a refusal, all faets npon which that conelnsion
is based shonld be stated in an affidavit or dee-
larntion. 1f there is docnmentary evidence to
support facts ullvgml i the aflidavit ov dee lnu.m
hm), siich evidende, shonld he submitted,

Whicnever an omitted invenfor gives a reason
for vefusing to sign appliention papers; that
reason should be stated in the aflidavit o
declaration.

30.1

entor customanlv res
) ()3 ()rdmm'llv. the Iam

Imwmuch na an rmuttmi mvmtm m mt;lfimi
thnt anapplication pursuant to-rnle 47 has been
filed on his behalf; other addresses at which the
omml,ed inventor: mav lw vm‘l’w(l «zhemld ‘aksn
ha wvmx.. e o ahest ot t :

40‘) ()3(f ) Proof ol' F‘mprietary lutm\
Cest [R-37]

Wlwu an nppltmtmn is dopo‘nwd pulwmxt
to rule 47 (b), the rule 47(b) applicant must
prove, that, ns of the date the application is de-
posited. in the Patent Offiee, (1) the invention
has been assigned -to-him or (2) the inventor
has- agreed. in writing to assign the Invention
to him or (3) he otherwise has sufficient pro-
prietary interest in the subject mnttm to ]use:f v
the filing of thie application. ..

If the application has been assigned, a mp\
of the assignment. (in .the Knglish. language)
must be qulnmtfod The assignment must clearly
indieate that iho invention described in the rule
4$7(h). upphcntmn was -assigned to the rule
47 (h) applicant prior to the date the applica-
tion is deposited inthe Patent Office. An as-
sigmment of an application and any. “reissue,
division, or continuation of said application™
does not itself establish an assignment of a con-
tinuntion-in-part npplwntmn. Tu re Gray, 115
USPQ 80 (Comm’r, Pat. 1956). An assignment
to a rule 47(b) applicant for the sole purpose
of obtaining a {iling date for a vule 47(b) ap-
plication is not conzidered an assignment withm
the meaning of 35 U.S.(0 118 and ‘rule 47 (b).

‘When an inventor has agreed in writing to
assign' an invention deseribed in‘an application
deposited pursuant to rmle 47 (b)Y a copy of that
agreement should be submitted, Tfan agreement
to asgign is ‘dependent oi éortain specified con-
dmmm Deing met, it nmst belestablished by af-
fidavit or (lw laration that those conditions have
heen met. A typical agreement to assign s an
cmployment  agreement  where  an employee
(omitted inventor) agrees to assign to his em-
ployer (rnle 47(h) applicant) all inventions
made during employment. When such an agree-
ment is relied npon, it mugt be established by
the aflidavit or deelaration of a person having
fivst-hand knowledge of the facts that the in-
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cherwma
w] wmlgn mav

jurisdiction (”f@desral,f‘smte- e
vy ‘the weight of authority: in that jurisdiction
award title of the invention to the rule 47 (b)
applicant, The facts in support of any conelu:
sion that a court wonld award title to the rule
47.(1): applicent should be.mado of: racord by
way of an aflidavit or declaration of the person
having first-hand knowledge of same. The legal
memorandum should be: pmpar@d and: signed
by an attorney: at-law familiar:with the law of
the jurisdiction. involved. A eopy (in tho Kng:
lish' language) ‘of ‘a ‘statute (other than' the
United: gtates statute) ora-conrt decision (other
than:a decision of a:federal conrt or a decision
reported in:the United States Patents Quar-
terly) relied upon to-demonstrate n- I)l‘()}’)l mtm y
mterest shoul be made of remrd

409 03(g) Pmof of Irreparable Dam-
[R-371

Inepamb}n damago may be eqmbhshod b
showing that a filing date is necessary to (1{
avoid: an-imminent’ statutory bav (.%"x u.s
102) or (2) make a claim for priority (356 U S. (‘
119,120, and 121). If astatutory bar is involved,
the nctior publication which' is believed to con-
stitute the bar should be identified. If n claim
for priority is involved, the prior appl[( ation
or apphcutmns should be identified.

Preservation of the rights of the parties may
be demonstrated by a showing that the inventor
may reasonably be vxpovtod to enter into .com-
petition with the rule 47(h) applicant, or that
a firm plan for commercialization of the sub-
ject matter of the application has been adopted.

1409.03(h) Acceptance of a Rule 17
Application [R-37]

A filing date is not assigned to an applien-
tion (Il‘pn‘m(‘d pursnant to rule 47 until the ap-
plieation is found aceeptable by the Ofice of the
Solicitor.,

When papers deposited pursnant to rale 47
are found acceptable, the Office of the Solicitor
enters a memorandum or letter to that effect
in the file, the Applieation Division, ig author-
ized to assign the applieation a filing date, and
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wllownble by :the ex-
P ?gmg;?\i :n the Official

' "Rigm”ot the ¢ itmi ln.
‘ventor [R»»B?]

The mnmted inventor. ( also rvfwred ta as an
“inventor designee”) mity proteat: his designa-
tion as an inventor. ‘Lhe omitted inventor is en-
titled to inspect the application; order copies of
all.or any part thereof (at a prepaid cost of 30
cents per page)-and make hm posltnm of record
in: the file-wrapper of the application. Alter-
uatively, the omitted inventor may arrange to
do any of the preceding thmugh a reglstemd
patent attorney oragent.:- -

. ‘'While the Patent Office will gmm: t;h@ omitted
inventor: agcess to the application, inter partes
proceedings: will not be instituted in a-rule 47
case, In re Hough, 108 USPQ 89 (Comm’r. Pat.
1955). An omitted inventor is. not.entitled to a
hearing (Cogar v. Schuyler, 173 USPQ 389
(D.C. Gir. 1972)) and is not- entatled to: pro-
secnte'the:application., :

An omitted inventor may join in a rule 47
application. To join.in Lhenpll lication, the omit-
ted inventor.should ordinarily file an appropri-
ate rule 65(a) oath or declaration attached to a
copy of the application as originally filed.

The rights of an mmtted lnventor are pro-
tected by the fact that in an application filed
under rule 47(b) and 85 [1.8.C. 118 the patent
must issue to the inventor, and in an application
filed ‘under rule 47(n) and 85 lTS('? 118, the
inventor has the same rights that he wounld have
if he had j %( oined in the ' App lieation; Tn re Hough,
108 USPQ 89 (Comm’r, Pat. 19'”;"))

~If an omitted inventor feels that he is the sole
inventor of an invention claimed in a rule 47
apphcation naming him ag & joint inventor, the
omitted invontor may file his own application
and request that his application be placed n
interferenco with the rule 47 applie nhou 1f the
claims in both the omitted inventor’s applica-
tion and the vule 47 application are otherwise

found ullowable, an. inter forencoe may be
declared.
409.03(j) Acmm Following Accept-

ance of a Rule 47 Applica-
tion [R-37]

After an application deposited pursnant fo
rule 47 is found aceeptable by the Office of the




on in the usual manner, except that
by an inventor who did not originally jc
the application, and papers relating to it

47 status, will be forwarded with the file wrap-

per to the Office of the Solicitor for consider-
ation, £ e

In the event joinder papers are filed, the Office
of the Solicitor will determine whether such pa-
pers meet. the requirements of rule 65, including
the requirement implicit in that rule that the
oath or declaration be made on the basis of ac-
tual knowledge of the application papers on
file. This knowledge may be demonstrated by
reference in the oath or declaration to an at-
tached copy of the application, In re Bernard,
128 USPQ 387 (Comm'r Pat, 1959).

When the examiner determines that a rule
47 ense i8 allowable, he should forward the file
wrapper with a brief memorandum of that fact
to the Office of the Solicitor. The rule 47 aspects
of the ease will then be reviewed. If it appears
that the originally non-signing inventor has
joined in the applieation, or has received notice
and not replied in any way, the file wrapper is
generally reterned to the examiner for allow-
ance without further rule 47 correspondence. On

30.3

papers filed  shown some int
: _ joinder, he may b
ance and given a

he other 1 inventor designee has
shown some interest se short of proper
notified of imminent allow-
al d gty further opportunity to take
any nction he deems appropriate. Where there
has been no proper joinder, & patent on a rule
47(b) application must be granted to the inven-
tor, notwithstanding any recorded assignment
b{ the inventor, In re Schuyler, 119 I&I’Q a7
(Comm’r Pat. 1957), Honee, it is generally ad-
visable for an assigheo to effect the inventor's
proper joinder as soon as practicable. In mauy
instances where the omitted inventor is tempo-
ravily unavailable, his joinder papers are best
submitted as soon as possible, preferably before
the rule 47 application is formally accepted.
Such joinder papers should bo filed with a brief
explanatory letter, requesting that they be in-
corporated with the earlier rule 47 application
papers, The later submission of joinder papers
15 not. prejudicial to an eavhier filing date under
rule 47 if acceptance of the application under
that rule would otherwise be warranted. The
fact that the application was made under rule
47 will be indicated on the patent unless a proper
joinder has been made,

 other hand, if the
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