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301 Asmgnability of Patmls and Appli-
~ cations [R 43] '

8§ USO 281 meuhifp H aulgmmm Subject to
the provisions of this title, patents shall have the
attributes of personal property.

" Applications  for patent, patents, or any intere@t
therein, shall be -assignable in law by an instrument
in writing. The applicant, patentee, or his assigns or
legal representatives may in like manner grant and
convey an exclusive right under his application for
patent, or patents, to the whole or any speclfied’ part
of the United States..

A certificate of m-knowlm]gmant undor tho hand and
official senl of a person authorlzed to administer onths
within the UInited States, or, In a foreign country, of o
diplomatic or consular officer of the United States or
an officer authorized to administer oathg whose nuthor-
ity is proved by a certificate of a diplomatic or consnlar
officer of the United States, shall be primaa face evidence
of the exeention of an assignment, grant or conveyance
of a patent or application for patent.

Au assignment, grant, or conveyance shall be vold
as against any subsequent purchaser or mortgagee for
valuable considepation, withont notice, unless it is
recorded in the Patent and Trademark Offtee within
three months from {tu date or prior to the date of auch
subsequent purchase or mortgage.
a5 VLA 262, Jolnt owners, In the absence of any
pgroement to the contrary, ench of the joint owners
of o patent may make, use or sell the patented Inven-
tlon wlthont the consent of and withaut accounting to
the other owners,

Rule 381. Recording of aasignments. (a) Angign-
menta, including grants and conveyancea, of pntents or
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applications for patents ‘under 35 U.8.C. 281, will be
recorded in the Patent and 'l‘md«mmk ‘Office. Other
fnstruments ‘affecting title to a patent or spplication
for ‘patent, and lcenses, even though the recording
thereof may not #e¥ve as constructive netice under 85
17.8.0% 261, will' be” recorded as provided tn this rule
or in the diseretion of the Commissioner.

(b) No instrument will be recorded which is not
in the English language and which does not amount
to.an. assignment, grant, mortgage, len, incumbrance,
or license, or which does not affect: the title of the
patent or invention te which it relates, aund which
does not .identify  the patent or application to which
1t relates, except as ordered by the. Comumissioner.

-(¢) An instrument relating to a pateut should iden-
Hiy the patent: by number and date (the name of the
inventor .and title of - the inveantion as stated in the
patent should.also. be given) ; an instrement relating
to an. application ‘should-identify the application by
serial number and date of filing . (the name of the
inventor and. title .of the invention as statei in the
application should. also be-given) but if an assignment
is  executed concurrently  with: or subsequent to the
execution of the application but before the application
is filed or before its serial number and filing date are
ascertained, it should ndequately identify the applica-
tion, as by its date of execution and name of the
inventor and title of the invention; so that there can
be no mistake as to the patent or application Intended.

Rule 833. Conditional assignments.  Assignments
which are made conditional on the performance of
certain acts or (‘vents, as the payment of money or
other condition subnequout if recorded in the Office
are regarded ns absolute assignments for Office pur-
poses until cancelled with the written consent of both
parties or by the decree of & competent court. The
Office has no means for determining whether such
conditions have been fulfilled.

301.01 Accessibility of Assignment
Records [R-30]

Rule 12, Assgignment rccorda open to publio inapec-
tion, 'Tho assignment records, relating to original or
reigsue patents, including digests and hwlexes, are open
to publie Inapectlon and copiea of any ingtrumoent re-
corded may be obtained upon payment of the fee there-
for. Assignment records, digests and indexes, relating
to any pending or nbandoned application are not avail-
able to the public, Coples of any such axsigament rece-
ords and Information with respect. thereto ghnll be
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" to the proper conduct of business before the Office or

.88 provided by these rules. An order for a copy of an
assignment should give the identification of the record.
It identified only by the name of the patentee and
number of the patent, or in the cuse of u trademark
registration by the name of the registrant and number
of the registration, or by name of the applicant and
serial number of the appiication, an extra. charge will
be made for the time consumed in making a search for

such assignment. . . .
: -Amignmenta*mlutinq‘to applications for reg-
istration - of ' trademarks are open to public

-ileyﬁcﬁon.* o o
- The Office will not open certain parts only of
an assignment ‘document ‘to public ‘inspection,
If such a document contains two or more items,
any one of which, if alone, would be open to
such inspection, then the entire document will
be ‘open. Thus, if an assignment covers either
a trademark or a patent in addition to-one or
more patent applications; it will be available
to the public ab initio;and if it covers a number
of patent applications, it will be so available as
soon as any one of them is patented. Assign-
ments relating only to one or more pending
applications for patent will not be open to pub-
lic inspection. . , : Co
~If the application on which a patent was
anted is a division or continuation of an ear-
ler case, the assignment records of that case will
be open to public inspection; similar situations
involving continuation-in-part applications will
be considered on their individual merits.
Assignment records relating to reissue appli-
cations are open to public inspection,

302 Effect of Recording [R-43]

Rule 332, Receipt and reccording, Assignments are
recorded In regular order as promptly as possible, and
then transmitted with the date nnd ldentificatlon of the
record stamped thercon to the persons entltled to them.
The date: of record is the date of the receipt of the
asslgnment at the Office in proper form and accom-
panied by the full legal fee for recording speclfied in
a5 U.R.C. 41(a)10.

The Patent and Trademnrk Office will nccept
and record legible eertified copies of original
assignments or other instruments,

The certified copy, if not in the English lan-
yuage, will not be recorded nnless necompnnied

y a translation signed by the translator.

Certification shall be to the fact that the in-
strument. submitted is a true copy of the orig-
inal and shall be made by a notary public or, if
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(rule 68).

303 Endorsing Assignments on Pend-
. ing Applications [R-43]

__ The file wrapper of an application ordinarily
does.not display the endorsement of an assign-

ment during the period an application is before
The name of the assignee is endorsed on the

file of an application only when it is submitted

to the Assignment: Division for a title report.
Therefore, the file wrapper cannot be relied
u;um to accurately reflect: the assipnment status
of an application while it is pending before an
examiner. P
Certified “copies ‘of - patent applications as
filed, do not include an indication of assign-
ments. Applicants desiring an indication of as-
signments of record should reguﬁstssopammly
certified copies of assignment documents.
- When the determination of the assignment
condition of an application is significant, as in
the factnal situations represented by §§ 804
and 305, or when forwarding a form PO-
850 to the Board of Patent Interferences, it is
necessary to submit the application to the As-
signment Division for a title report.

304 thﬂicting Subject Mattér in Two
Applications of Same Inventor,
One of Which Is Assigned [R-
431 |

Where applicant has pending two applica-
tions with overlapping subject matter claimed
therein, and assigns oue of the applications in
its entirety, which assignment is ([;uly recorded
in the Patent and Trademark Office, the as-
signed application at onco may become a refer-
ence against the second application for all com-
mon subject matter disclosed, irrespective of
the dates of filing of the two applications, and
also of any subsequent agsignment of the second
case to another assignee.

305 Different Inventors, Common
Ownership [R-30]

Where there is o common assignee of two or
more np{)licuti(mﬁ by different. inventors involv-
ing conflicting subject matter see § 804.03. Note,
that in order to roject on the gronnds of double
patenting the cases must have the same inven-
tivo entity. Sec § 804,




 Where the applications by different inven-

subject matter or subject matter that is not
patentably different, questions of interference
therebetween and with third parties are han-

dled as indicated in §§ 804.03 and 1101.01(b).

306 Assignment of Division, Contin-
uation, Substitute and Continua-
tion-in-Part in Relation to Parent
Case [R-36]

After the payment of the issue fee, a divi-
sional, continuation, or substitute application is
sent to the Assignment Division where the as-
signment of the original application is applied
without charge to the later application, pro-
vided the date of the assignment of the original
application was before the filing of the later
application. i

In the case of a continuation-in-part, a prior
assignment of the original application is not
applied to the continuation-in-part application
because the assignment of the original applica-
tion gives the assignee only the subject matter
common to both applications. Continuation-
in-part applications require separate assign-
ments if they are to be issued to an assignee.

The heading of the printed patent includes
all identifying parent data of continuation-in-
part, continuation, divisional, substitute, and
reissue applications. Tt should be noted, how-
aver, that inclusion of this information in the
heading does not necessarily indicate that the
claims are entitled to the benefit of the earlier
filing date.

The Assignment Division has discontinned
mailing notification in cases where there is a
conflict in assignment between an original nr«
plication and its divisional, continuation, sub-
stitute, or continuation-in-part application.
Where there are conflicting nssignments, the
patent will normally issue to the applicant.

[R-43]

T 85 1N 152, Tsene of patent (o asaignee.  Prtents
may be granted to the assignee of the inventor of ree-
ord In the Patent and Trademark Oflice, npon the
application made and the speciftention sworn to by the
inventor, except wx otherwise provided in this title,
Rule 334, lssuc of patent to assignee, In case of an
agsignment of the entire interest in the Invention and
application, or of the eutire Intercst In the patent to
be granted, the patent will normaily issue to the as-

307 Issue to Assignee

22.1

~ tors but of common ownership claim the same

inventor and the . If It is desired that the

patent so Issue the amsignment in either case must

_first have been recorded, and at a day not later than

the date payment is made of the {ssue fee or portion
thereof specified In the notice of allowance. At the
time of payment of the lwsne fee, a statement must be
furnished indicating whether or not an assigument has
been filed with the Patent and Trademark Otfice. In the
event an assignment has been filed, such statenwend
must include the name of the assiguee and indicate
whether or not an acknowledgment of a recorded as
algnment has been recelved from the Patent and Trade
mark Office,

For the patent to normally issue to an as-
signee, the assignment must be recorded in the
Patent and Trademark Office at o date not later
than the duy on which the issue fee is paid.

Irrespective of whother the nssignee partici-
pates in the prosecution of the application, the
patent, issues to him unless there are conflicting
assignments.

308 Notice of Allowance Where Appli-
cation Is Assigned [R-43]

The Issue Fee Transmittal Form portion
(POL-85b) of the Notice of Allowance as ro-
vised in December 1969 and May 1973, provides
n space (item 2) for assignment data which
should be completed in ovder to comply with
rule 334 (37 (‘,fﬂ‘l( 1.384) ). Unless an assignee's
name and address are identified in item 2 of the
Issue Feo Transmittal Form POL-83b, the
patent will issue to the applicant. Assigmment
data printed on the patent will be based solely
on the information so supplied.

A request, for correction of error arising from
inmmp\uta or erroncous information furnished
in item 2 of POL~85b will not be granted as a
matter of course and will be subject to adher-
ence to all the requirements of rule 323 (37
CER 1.323).

309 Restrictions Upon Employees of

Patent Office  |R-43]

385 11.8.0. 4. Restriotions on ofilcers and employees
as to intereat in patents. OfMicers and employeea of
the PPatent aud Trademnrk Oflice shall be inenpable,
during the period of thele appointments and for one
yoear thereafter, of applylng for a patent and of ae-
quiring, diveetly or Indlreetly, oxceept by fnheritanee
or beguoest, any patent or any right or Interest in any
patent, fssued or to be fusued by the Offiee, Tn patents
applied for thereaftor they shall not be entitled to nny
priority date carlier than one year after the termina-
tion of their nppointment,
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