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201 Types of Applications

Patent applications fall under three broad
types: (1) applieations for patent under 35

17.8.C. 101 relating to a “new und \weful pwm%
machine, manufacture, or composition of mat-
ter, ote.”; (") applications for plant. ;mwnw un-
der 35 U.S.C. lﬂ}, and (3) applications for de-
sign putents under 85 U.S. }). 171, The fivst
type of patents nre sometimed referred to as
“utility” patents or “mechanical” patents when
bemg contragted with plant or design patents.
The specinlized procedurs which pertains to the
examination of upplieations for design and
lant  patents will” be treated in- detail in
“hapters 1800 and 1600, respectively.

201.01 Sole

“An applicution wherein the invention is pre-
sented ag that of n single porqon is termed a
sole upplwn*mn.

201.02  Joint

A 101111 application is one in which the in-
vention is. proqonlvd as that of two or more
persons.

201.03 C mwvrhlnh!y of Apphcamm
[R-38]

Rule 46, (b) If an nppllcatl(‘m for patant has been
made through error and without any deceptive intoa-
tion hy two ‘or more persons as joint inventors when
they wero not in fact jeint inventors, the application
may be amended fo remove the names of those not in-
ventors upon tling a stateinent of the facts verified by
all of the original applicants, and an oath or dectara-
tion as required by rile G5 by the appiicant who g the
netuand nventor, provided the nmendment {x diligently
wmade,  Such nmendmoent mugt have the writien con-
gont, of nny nasignee.

The requived “statement of the fuets verified
by all of the original applieants’ must inelnde
af the leasty n reeital n} the civeumstances, in-
cluding the relevant dates, of (1) the mis
!unulm' and  (2) the discovery of llw mis-
joinder.  Without such a showing of civeum.
stances, no basis existas for o mmhlmnn {hat
the applieation had been wade in the names
of the original sole or joint applicant (s)
“lln'mlgh error mul without. any tlwnpllm mn-
tention”, and no foundation s supplied for
a ruling that the amendment {0 remove the
names of those not inventors or include those
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. On the matter of d
rected to the d%mwn 0
Otteren v, Ilafmr ot ﬂl,,, 75’1 (
USPQ 13 %‘g pisiaiit s
It is possible to:, ; 2
take the place of the joint ap )lxcm,
to the requirements of rule 45
For the proc@dum to be folkm dd when

, involved in an inter

gence, attentum is d

G. 1026 126

madﬁ thmh BLYOT, and wlthom pmy dmpu
by. less thew: all the actual joint inventors, the. appucm
ton ey e Amended to Inclnde all the jojut inventors
upon #ling 4 statement. of, the. facts v verifid. by, mul an
onth or-deelaration as; renuired. hy, mla a5, ezxe-cutm! h,y.
all the actual jolnt Inveniors, pmth'd the axqvndnwm
ts diligently Juade; Sych. amendment  must haw the
written consent of any assignee.

Any attempt to effect o second’ Hm\vet‘qﬁm ‘ot
either type or to eflect both types of conversion,

ina given application, must. be referred. to

the group director. The provisions of rule
312 apply to attempted conversions after allow-
ance and before issue.  When,any CORYEIBion
is effected, the file should be sent to the Apph»
cation Dlvxsmn for o revision of its records.

“An application which was filed by A~ and
amended to ndd B to form joint anhounts AB,
cannot, be; again, amended to make B the ; sole
applicant.

/here a person is added or reémoved as an
inventor: during the prosecution of an applica-
tion before the Patent Office, problems may oc-
cur upon applicant. claiming {Lb priority in a
foreign hloll case.  Therefore, examiners shonld
nvlmowlodgn any anddition or removal of in-
ventors made in accordance with the practice
under 1ulo 45 and include the following state-
ment in the next vommunmat ion to applicant
or his attorney.

“In view of the papers filed .o e . emy
it. has been found that this applumtmn, ns
filod, through errorand without any deceptive
intmﬂ,itm (failed to include oo

“ns an o actnal joint  inventor;  or  in-
eluded ... . n joint inventor who
was not in fact o joint inventor) and aceord-
ingly, this applieation has heen corrected in
compliance with rule 45.”

201.04  Original or Parent

The terms original and parent are inter-
changeably applied to the 'lirst of a series of
applications of an inventor, all disclosing a

PR
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not be ‘;lmme»d in the first applxcau«m. ;
the C.C.P.A. in Van'ff_; f 201. 05 Re...ue

fer Nlc;,

vention. Such invention may or m:gr

, 3 sue ap !On,wugl plication for &
it to tukM ‘phw(- offat %%a 'J'x%d patent
it is defective in some one or more particu-
A degailed #rentment of reissues will be

Mifoundé in chapter 1400,

201.06 Division - [RM@]

A later application for a distinet. or mtﬁ%
pendent. invention,-carved. eut of. a. pending
application and disclosing. and claiming mﬁy
subject matter disclosed in the earlier-or parest
application, is known as a divisional applica-
tion or “division".: . Eixeept as provided in rule
45, both must be by the snino.applicant.  (See
below. ) The divisional application:should se¢
forth only that portion of the carlier disclosure
which is germane to the invention as: clmnmi
inthe divisional applieation:

In the interest of expediting the: pm«'«\wm,
of newly filed divisional applications, filed as
a result. of . restriction. requirement, nypphmm.u
are requested to include. the appropriate Patent
Office classification of the divisional alpplmatmn
and the status:and. location  of the. paremt
application, on the. papers. submitted, The
appropriate c‘]uqsnﬁcanon for: the. dwlsmm},
application may be found in the office communi-
cation of the parent case wherein the require-
ment was made. It is suggested that this
classifiention - designation: be  placed in - the
upper  right: hand: corner of - the letter of
transmittal m‘vmnpunvmg thoqo divisional
applications.

A design npplication is not to.be ummdemi
to be a division of a utility application, and
is not entitled to the filing date thereof, even
though the drawings of the earlier filed \mht\
application show tho same article as that in the
design applieation. In re Campboll, 1954 C.D.
191; 101 USPQ 4063 (mtmmn denied 348
V.S, 858,

While a divisional . upp]wumun may - depart
from the phraseology used in the parent case
there may bo no departure thevefrom in sub-
stance or \mmlmn in the drawing that would
amount. to “new  matter” if ntroduced by
amendment into the pavent ense. Compare
84 201,08 and 201,11,

RUTI 4b

Sinee rule 1 (h) permits the conversion of a
joint application to a soley it follows that a now
application, restricted to divisible ~mh;mt mat-
ter, filed dnring the pendeney of the joint ap




©+ (a) /It must: appear ‘tha 'ha"fpumlit»i."\ﬁ]i*
cation was filed ‘}zﬁamughﬁm*mrwmd without
any deceptive intention®, - e oo

“(by 'On ‘digeovery of the mistake the new
application” must ‘be ‘diligemly@- filed ‘and the
barden ‘of ‘establishing good' faith rests with
the new applicant or applicants. el

“(e) There must be filed in the new applica-
tion the verified statement of facts’ required
by rlilldiff)’.}' Eowiyyoreegiiande daogud g st EE T

For notation to be put on the file wrapper by
the examiner in the case of a divisional ap-
plicationsee §202.02. =~ =
The rule 147 divisional practice. has been
superseded by the rule 60 practice which became
effective on September 1, 1971. See § 201.06(a).
201.06(a)  Division-Continuation

e . Program . [R-39]

‘Rule 60." Continuing wpplication for: invention dis-
closed and olaimed in @ prior application. A continua-
tion or divisional applicatin (filed under the conditions
gpecified in 35 U.8.C. 120 or 121), which discloses and
claims only subject matter disclosed in a prior appHca-
tion may be filed a8 a separate application before the
‘patenting or abandonment of or termination of pro-
ceedings on the prior application. If ‘the application
‘papera comprlsea ‘copy of the prior appilcation as filed,
slgning nnd execution by the applicant may be omitted
provided the copy elther ls prepared and certified by
the Patent Office or is prepared by the appteant and
verifled by ‘an afiidavit or declarntion by the applicant,
hia attorney or agent, stating that it 1s a true copy of
the prior application as filed. Certification may be
omitted Af the copy is prepared by and does not leave
the custody of the Datent Office. Only amendments
reducing the number of elulms or adding a reference
fo the prior applieation (rule 78(n)) will he entered
before caleninting the filing fee and granting of the
filing dnte. :

The former rule 147 division practice and
strenmline continuation practico have been su-
perseded by the change in the Rules of Practice
catablishing rule 60, which became effective on
September 1, 1971,

application was 1
it was filed un : 1er rul %y
rile =Y ok the cent up-
plicati ving a signe _ claration i
the chain of copending prior applications under

38 U.S.C. 120 mustbeused, .~

ntor bag already ma
, ired by 85 U.S.C. 115, it is net neces-
sary to make another affirmation in a later
application that discloses and claims only the
same subject matter. It is for this reason that &
rule 60 u]pphcathn must be an exact duplicate
of an earlier application executed by the inven-
tor. It is permissible to retype pages te provide

clean coples, = R
‘Rure 60 ArrLicaTioN Coxtext

. As montioned previously, a rule 60 applica-
tion must consist of a copy of an executed appli-
cation us filed (specification, claims, drawings
and oath or declaration), Tho use of transmittal
form 54 is urged since it acts as a checklist for
both applicant and the Qffice.

Although n copy of all original claims in the
prior application must appear in the rule 60
application, some of the claims may be canceled
by request in the rule 60 application in order to
reduce the filing fee (see form B4, item 6). Any
preliminary amendment presenting additional
claims (claims not in the prior application as
filed) shonld nccompany the request for fitling
an application wnder rule 60, but such an
amendment. will not be entered untii after the
filing dato has been granted. Any claims added
by amendment should be numbered consecu-
tively beginning with the nnmber next follow-
ing the highest numbered original claim in the
prior executed application, Amendments made
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4 copies of the
e it the appli-
r 85 U.S.C
ons if they
made to cor

rule 60 application a
and described in th
substantially embraced in the fin
vention or elaims originglly presented, the ap-
plicant ' should file a’ sué)%) lemental oath or
Sét’:lamtion”und‘er ‘rule 67 as promptly as

possible. © © R

In view of the fact that rule 60 applications
are limited to continuations and divisions, no
new matter may be introduced in a rule 60 sb-
plication, 35 1.8.C.. 132, . -

A statement to the effect that the verifier
believes the submitted copy to be a true copy of
the prior application ag filed to the best of his
information and belief is n sufficient verifica-
tion, if an explanation is made as to why the
statement must be based only on belief. -

If the inventorship shown on the original
oath or declaration hns been changed and ap-
proved during the prosecution of the prior ap-
slication, the rule 60 application papers must
indicate such a chango ﬁas,l;men made and ap-
proved in order that the changed inventorship
may be indicated in the rule 60 application, The
rule 60 application papers should also includoe
any additions or changes in an inventor's citi-
zenship, residence or post office address made
and approved in the prior application.

Formar Drawinas ReQuiren

Formal bristolboard drawings are vequired in
raule 60 applications as in other npplications.
Transfer of drawings from abandoned applica-

Rev. 40, Apr. 1074
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should be repeatest
cation if such changes are
1o drawings were changed dur-
ion of the prior application,
8/ vaay be transferred, however, &
ings as originally filed must be
by the rule. 60 application papera te
il“iicllm th(a:m’ig_i.lfml wnmnt- st e o
Affidavits and declapations, such. ag those
under rules 131 and 182 filed during the prosecu.-
tion :of the prior application do not. automatic-
ally become a.part.of the ruls 60 applicatiosn.
Where it is desived to .rely on an eavlier filed
afidavit, the applicant.should make his remarks
of record in the rule 60 application and include
a copy of the original aflidavit filed in the prior
applieation. : ... .. o

g the pr
mach drawi
copy of thie

' ABANDONMENT OF THE PRIOR APPLICATION

~ Undér rule 80 practice the prior application
is not automatically abandoned upon filing of
the rule 60 application. If the prior application
is to bo expressly abandoned, such a paper must
be sigtied by the applicant imself, the'assignee
of record or the attorney: oriagent of record,
rule 138, A registered attorney or agent not of
record acting in a representative capacity under
rule 34 (a) may not expressly abandon an appli-
CREION. o e e e

If the prior application which is ta be ex-
prossly abandoned has a notice of allowance
issued therein, the prior application can become
abandoned by the nonpayment, of the base issue
feo. However, once a base issue fee has beon paid
in the prior application, even if the payment
accurs: following the filing of a continuation
application under rule 60, a petition to with-
draw the prior application from issue must be
filed before the prior application can be aban-
doned (rule 813). The checking of box 8 on form
i is not suflicient to expressly abandon an ap-
plication having a notice of allownnee issued
therein and the base issue fee subwmitted (sec
8 608,02(1)).

11 the prior application which is to be ex-
pressly abandoned ig before the Board of Ap-
peals or the Board of Interferonces, a sopurate
notice should bo forwarded by the applicant to
such Board, giving notico thercof.

After a decision by the CCPA in which the
rojection of all claims is nffirmed, proecedings
are torminated on the date of receipt of tho




the: prwr a.pplimw xsmwmwm durh g oxany
ination of the rule 60 application.. .. z

Any preliminary mnendment filed with a rulo
60 npp&wutmn whl@h is, ;o be antered; in;
mntmg of the ﬁlm date G;lmulci be entere

lerical ‘personnel of the examining group
wherd the application is finally a‘w’i;m ed”to be'
exniined. Accordingly,  these
should 'be classified anél assigned to
examining’ group by taking into :
the rlrifms that will be before the esaminer upon
entry of such « preliminary ame "

“If the examiner finds that a filing date ‘has
been grajited crroneously becanse the ap )llm-‘
tion was incomplete, the application’ should
returned ‘to the''Application Division via’ the‘
Office . of t}m Assxstant , }f" mnusﬁloner for‘
Patents,’ ‘ :

Form 54 is dmlgnod as an aid for u% by both ,
applicant and the Patent Office and should sim--
plify filing and pmccss,mg of apphcatmns
under mle 60. R

Form 54 (modlﬂed) Dlvlsion mnununtiou progrum
applhﬂtlon frnnsmlttnl form.

IN 'rm: Um'rtcn Brum wa:n‘ me,
‘ rk)cket Nn. ,v_».;-.‘ﬂ_,,.,,,y.._ﬂ.a_,

Auﬂcipmvd (‘lnaqm(‘ullmr
of this applle atfon : :
C . Ulass ... &nhclnrm
Prior nm)ucatinu o
EXaminer ..o ioueivmon
Art Unite o oarnein.

Ty COMMIBHIONKER OF PATENTS
Wunh( g/mn, h.e, 20281,

MR TN I8 A rmmom fm' ﬂ"ng n !"] continuntion
7 divistonal appllention nnder 37 CFR A il) of e mllm:
prior: umrﬂuutlnu serisl noy eovsvnn. Bled on. . i)

(ﬁuh'
OF o s e o By e e 50y
(lnwnror onrrmt!y of recoed In priop apple ntlun)

for . o e e ey o e
(titlo of lnvmmnn)

10.1

y olal tibiren saesi
Incf?p«nduﬁat;la] ;

C_’j ’I'hn (mnuulashmer m hemw i
«:charge any foes which may b ammma
eredit.  any- . overpaywmeni e o Acoount
NO. wevvmen A duplicate copy < this sheel
“Amsenclosed.
5 F] A -chieelt:dn the amount of $.. . Mwlm
=7 ("nncoi m this applcation erbggnal olaims
i o the prior
: nrvplleutmn hemre caleulrting 1he dling fee.
(At least one original indepemdent claims
:muat -bo ratained for filing pmrposes.)
7 [0 Amend the specification by nsweting hefore
the firgt 1ing tues seunieiwe o - This 48 8E3
contimmnnn 1 div Nl(uy i ammcmiw
~ qerhﬂ ne;’ _-:;:M_-, Alesk s
‘;'I‘rmmtor the drawings frow the prior ap:%
“t cation tu thiy nppnmtluu and shandon said’
©iprior apylietion awof the Kling Adate
" ‘nceorded this application. A drplicate copw
“ licopyl of this sheet 15 enclosed for Aling In
0 'the prior appleation 'file ¢ May only e
©used i sighed by person autBorined by Tute
“188 and before paymient of bewe usae foe Y
8a. {‘] Now’ formal drawings ave enclesmad.
8!; [] 1’rim~itv of npplention seriabmn 0 0 filed
(m SSRARE ;.h.. ..;,m,.,.m (R
i eomutey )
m clnhmd under 34 U.8.C. L¥R,
171 The certifled. copy has been Gled in prlor ap-
~pleation sertal no, ....... Bhad L ... it
“I'1: 'the prior-application is n&mm of record to

o a4 o b

9 v et v 1= e n onn o [ ——

-0 'l‘ho mW(xr of utmrm\v in tkm ador nmmm
tiom g to L ot o
';.nnm rmtutrnuon Bﬂmww lum nddmm\
n. [J:'The. power appears. in  the original
o apers in the prior appdication,
b. [7] Sinca the power does pot appear in the
original papery, .0 copy «f the power
In the prior applicstion is enclosed.
e- (] Adawm nll mmro wnmmximumm A0
UL (May ondy
L Im unuplﬂm] hy appdiennt, or attor-
Lo ney or agent:of record. b
l ] A pu'llmhmry aleendment is enciosed, (Claima
-adied by this amendment base beon prop-
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im'pris;rmm(*m. or bmh_ mmm' «mcrmn 1001 or Titte 18 of
thie " Untted: Hlatés: Codo  andthist snch owillful false
ﬁraumwmn mnv anﬂm ﬂw vm«uw nt the applica-

RASEALINE R A1) ‘...-..,.u--.“..‘

(duw)
Aftdrosg of slgnators o o0

S b o o i

s v b o oA

(umunm ro)
Lk lmﬂemuu(u)
[} Asgignee:: of: l’Ol]lW'!i'(!

ik T o o bt ]

o g nie Interest
SE] . Attoeney . or ugent of
B o sneened
. Filatl uuder rule 34(n)
201 07 C onthmamm [R-39]

A contmuatlon xs a tomnd i\pphvntlon for
the. same. invention claimed in a prior applicn-
tion .and filed before the  original becomes
nbmukmad Jixcept as, provlded wenle 4b, the
apphcmlb in the continuing application must

bo the same as in the prior application. The
disclosure. presented in the continuation must
be, the: same. as that of the oviginal application,

1,0, -the continuation. should not. include any-
thmg which: would . constitute. new. matter. if
ingarted in the original application, ..

At any time hefore the patenting or ulmu(hm-
ment of or termination of proceedings on his
earlier applieation, an appheant may have re-
course to filing a continnation-in orderto intro-
duce into’the case n new set of claims and to
establish a right to further exnmination by the
primary examiner.

“For noutum to be put on the file wrapper by
the examiner in the case of a continuation np-
plieation ses § 202,02,

CThe Strenmlined Continnation Program has
heen superseded by the vule 60 practice which
beeamo effective on September 1, 1971 (36 I0R.
l%ﬂm)) See § 201, 06(&)

201.08 [R-33]

A contipnation-in-part. is an apphieation filed
during the lifetime of an-earlier application by
the samo applicant, repeating some substantial
portion or all of the earlier applieation and

Continuation-in-Part

Rev. 39, Jan. 1074

 cant may “also clamve fm
~ application showing a porti
ject matter of the later a
the um&*iﬁbms smwd'

!

na only of tlw wb-
np[‘

leation, subject to
age of 'nowole- dis

: He R mrr appimt{mn
ma tierwa ﬁmm wn mmim@ ﬂmlu a}; siivation.
rnotation to bo put:pn:the: 'Raﬁ wrappar by .-
tha examinor in the caseof ‘o nwm\mtmmm
partapplication see § 2 202 Se ﬁ"ma for ordm'
of mmxu‘natum : :

'l‘hejusa‘\pf .the t;erm g to,
Jicatio) v,mh 13 m @Ssence t a

duplu;at 2. of an g phcatmu hy the same a ph~,
"‘%ﬂnﬂpmo}‘ﬁ’ 0 fore Lbe J{lg of tlm i ter
case, finds oflicial 310

6)“10 in, the decision,
, e homenak, 1 b ,4;351;20 3. 139
Current gmctwa,‘{glmsimt raquire applicant to.
insert, in the specification;veference to the earlier
case,., The, nomtxon on;, t;lm file, ww,p per:. (See
§202,0") that oneg case is a Su itute” for an-
other is rmte m the, hc' mg of the patuxt
copies,. 201,1 :

Asis e‘:plamod in S 201.11n “Subshtnte” does
not obtain the benefit of tho hlulg dato of the
prior application.

201.10 ' Refile [R 3‘3]

No official definition has been gwon the term
Refile, though it is’ somoetimes’ uqod as an ulter-
native for the term Substitute. ‘

If the applicant designates his applieation as
“refile” and the examiner finds that. the appli-
cation is in fact a duplicate of a former apph-
cation by the same party which was abandoned
priov to the filing. of the second case, the ex-
aminer should require tha qulmmulmn of the
word substitute for “refile,” since the former
term has official recognition. The endorsemont
on the file wrapper that the caso is n “substi-
tute” will result in the further endorsement by
the Assignment Divigion of any nssignmont of
the parent caso that may havo been made.

201.11

Continuity Between Applica-
tions: When Entitled to ¥ nlmg
Date.  [R-39]

Under certain circumstances an npplontion
for patent is entitled to the benefit of the filing
date of u prior application of the same inven-
tor. The conditions are ‘spo('lﬁ'd in 36 U.S.C.
120,

10.2




original .app 2 1y :
tion in the first applieation:and in the second
application must be sufficient to comply with the
reguirements; of the first paragraph of 35 U.S.C.
117. ?ee In re Ahlbrecht, 168 USPQ 293 (CCPA
1971).

2. The continuing application must be co-
pending with the first application or with an
application similarly entitled to the benefit of
the filing date of the first application.

8. The continuing application must contain
a specific reference to the prior application (s)
in the specification.

The term “same inventor” has been construed
in In re Sehmidt, 1961 C.D. 542; 130 USPQ
404, to include a continuing application of a sole
inventor derived from an application of joint
inventors where a showing was made that the
joinder involved error without any deceptive
intent (85 U.S.C. 116). See § 201.06.

JOPENDENCY

Copendency is defined in the clause which
requires that the second application must be
filed before (a) the patenting, or (b) the
abandonment. of, or (¢) the termination of
proceedings in the first application.

If the first applieation issues as a patent, it
is suflicient for the second application to be co-
pending with it if the second applieation is
filed on the same date, or before ttlm dato the
patent, issnes on the first application.  Thus,
the second application may be filed while the
first is still pending before the examiner, while
it 19 in 1smie, or even between the time the issue
feo is Smid and the patent issnes,

If the first applieation iz abandoned, the
second application must. be filed before the
abandonment in order for it to be copending
with the first. The term “abandoned,” refers to

10.3

il i 0 &n
168 USPQ 625 (r{li)?(,}, a70)

t has bmuamwd A
'mmgma th

ol

3 e L A% v ] %
eral other situations in which proceedings are
terminated as is explained in § 7 ?‘l.%(’e) .

When proceedings in an application ave ter-
minated, the application is treated in the same
manner as an abandoned application, and the
term “abandoned application” may be used
broadly to include such applications.

The term “continnity” is used to express the
relationship of copendency of the same subject
matter in two different applications of the
same inventor, and the second application may
be referred to as a continuing application.
Continuing applications include those applica-
tions which are called divisions, continuations,
and continuations-in-part. As far as the right
under the statute is concerned the name used
is immaterial, the names being merely expres-
sions developed for convenience. The statute is
so worded that the first application may con-
tain more than the second, or the second applica-
tion may contain more than the first, and in
either ease the second application is entitled to
the benefit of the filing date of the first as to the
common subject matter.

RerereNoE 1o Firgr Arriication

The third requirement of the statute iz that
the second (or subsequent) application must
contain a specific reference to the first appliea-
tion, 'This should appear as the first sentence
of the specifieation following the title and ab-
straet, preferably as o separate paragraph.
Status of the parent applications (whether it
s patented or abandoned) should also be
included. I o parent application has become
n padent, the expression *, Patent No, -
shonld follow the filing date of the parent ap-
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X l'lOl' a

wt thnt an upphcutmn is & continuing ap-
plication of a prior one, he should merely call
Mwnmm to this in an' Office mmon, fm' axampke,
in the following languag a- £E
“It is'noted that 't axpliuatmn appears
~to-claim subjeet matter ‘disclosed in AF li-
' cant’s prior copendmg application Seri
filed _ooo i te=ss Avreference to thm
prmr upplicatlon must be inserted in' the
: ification of tha? g?hcation if ap-
v wp ieant intendsto on' tJ\o mg date ofc U
'prmr a,pplicatmn, Rula 78 "o

g ﬁ-----
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pff the ezxamme;r & aware of

dw%aima mnﬁmm»“

B ™o e @

1 Kplieun \
o thls and therule 60 ¢
ullewunce, (sh

' fprim applm@m
tmn he should note it in‘an Office aetion, as in-
dicated above, but should not require the appli-
cant to call attention to the prior applicatios.
“Applications are sometimes filed with a divi-
sion, - ¢ontinuation, = or  continuation-in-part
oath or declaration, in whwh the oath or daciw
ration refers back to s prior application. = if
thereis no reference in the specification, in such
cases, the examiner should mercly call attes-
tion to this fact in his Office action, utilizing,
for example, the languuge auggeated in the first
pamgl ap of thm su tlon. 4o




~ready f ue the examiner shoul rt th
uired reference by examiner's amendment.
‘e‘gomat imes o pending application is one-of a
series of applications wherein the pending ap-
plication is not copending: with the first filed
application but is copending with an intermedi-
ate application entitled to the benefit of the
filing date of the first application,  If applicant
desires that the pending application have the
benefit of the filing date of the first filed applica-
tion he must, besides making reference in the
apecification to the .intermediate application,
also make reference in the specification to the
first application,

See Hovlid v. Asari et al,
134 USPQ 162; 306 F. 2d 747 and Sticker In-
dustrial Supply Corp..v. Blaw-Knox Co. et-al.,
160 USPQ 1‘77’- Coio AT

There i n limit to the number of prior appli-
cations through which a chain of copendency
may be traced to obtain the henefit of the filing
date of the earliest of a chain of prior copendin
apy;ljicate‘ions; See In re Henriksen, 158 USP,(%
224; 853 O.G. 17.. Lo
A second application which .is not copending
with the first application, which includes those
called substitutes in §201.09, is not entitled
to the benefit of the filing date of the prior ap-
plication and the bars to the grant of n patent
are computed from the filing date of the second
application. An applicant is not required to
refer to such applications in the specification
of the later filed application. If the examiner
is aware of such a prior abandoned applicn-
tion he should make a reference to it mn an
Office action in order that the record of tho
second inlicntion will show this fact. In the
case of a “Substitute” application, the notation
on the file wrapper is printed in the heading
of the patent copies and thus calls attention
to the relationship of the twe cnses.

If an applicant refers to a prior nencopend-
ing abandoned ap})}imtion in the specification,
the manner of referring to it should make it
evident that it was abandoned before filing the
second.

For notations to be placed on the.file wrap-
per in the ease of continuing applications sec
$4 202,02 and 1302.09,

Waoen Nor Exrrreen To Beneerr or Fuana
Darr
Where the first applieation is fonnd to be
fatally defective because of insuflicient disclo-
sure to support allowable claims, a second appli-
eation ﬁlwl as a “continuntion-in-part” 0!’ the
first application to supply the deficiency is not
entitled to the benefit of the filing date of the

201

11

. Assignment of nn original applieation car
ries title ta any divisional, continuation, sub-
stitute or reissue. application stemming {rom
the original application and filed after the date
of  assignment. See § 306,

201.13  Right of Priority of Foreign
i Application - [R-37] =
~ Under certain conditions and on fultilling
certain requirements, an application for patent
filed in the United Stntes may be entitled to
the benefit of the filing date of a prior applica-
tion filed in a foreign country, to overcame an
intervening reference or for similar purposes.
The conditions are. specified in 35 U8, 119,
85 U.8.0. 119, Benefit of carlicy filing dote in for
cign country; right to priority. An application for
patent for an invention filed in this country hy any
pergon who has,. or whose legal represontfatives or
assigns have, previously regularly flled an appiication
for a patent for tie same Invention In & foreign
country which affords similar privileges in the case
of applications filed in the Untted States or te citizens
of the United States, shall have the same effect as
the same applieation would have if filed in this coun:
try on the date on whiech the application fer patent
for the same invention way first filed in such farelgn
country, If the application in this country & fited
witkin twelve months from the earliest date on which
such foreign application wag filed; but no patent shall
he granted on any application for patent for am inven-
tion which had been patented or describe! in a
printed publication In any country wmere than one
yeir before the date of the actua! filing of the appll-
ention In this country, or which had been in public
uge or on gale in this country more than one yenr
prlor to such filing.

No appllention for patent shall be entitled to thin
rlght of priority uniess a clalm therefor and a certitied
copy of the original forelgn applleation, spescification
and deawlugs upon which it Is based are fited in the
Patent Office before the patent Is grauted, or at aueh
thne during (he pendeney of the application as reguired
by the Commisaloner not earlier than six months aftor
the filing of the appleation in this country.  Huch cor-
tilcation shall be mnde by the patent office of the
foreign country in which filed and ghow the date of
tho applleation and of the Hiiing of fhe specification
and other papora.  'Che Commibssionor may requlre a
transiation of the pnpers tiled if not lu the Epglish
language aud such other jufurmation as be deemu
necessary.
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o8 right

at the time of such filing. (effectivé August
Public ‘Law 02-358, July 28, 1972, '

*The period of twelve months specified in this
section is six months in the case of designs, 35

USC. 172 Seo §1506,
The conditions, for benefit of the filing date

of a prior application
may bo listed as follows: -
1. The foreign application must be one filed
in “a foreign country which affords’ similar
privileges in the cnse of applications filed in
the United States or to citizens of the United
States.”
2. The foreign application must have been
filed by the same applicant ( ilwento'r? s the

in a foreign country,

applicunt in the United States, or by his legal
representatives or assigns. N

3. The applieation, or its copending parent
United States application must have been
filed within twelve months from the date of the
earliest foreign filing in a *recognized™ country
asexplained below. -

4. The foreigm applieation must be for the
same invention as the application in the United
States. ' ' o

5. In the case where the basis of the claim is
an application for an inventor's certificate, the
requirements of rule 55 (¢) must also be met.

Recoanizen Counrtries oF Forelan Fiuina

‘The right to rely on a foreign applieation is
known as the right of priority in international

tent law and this phrase hns been adopted
in our statute, ‘The right of priority origi-
nated in a multilateral treaty of 1883, to which
the United States adhered in 1887, known as
the International Convention for the Protection
of Industrinl Property is administered by the

Rev. 41, July, 1074

Malawi (1),

g & L
respect to which the right of pri
to'in 85 Ui8.C. 119 has' been recognized.  The
authority in the case ‘of these countries is the
International Qonvention for the Protection of
Industrinl Property (613 0.G. 23, 53 Stat
1748), indicated by the’ letter'I following ‘the
name of the country; the Inter-American Con-
vention ‘relating 'to Inventions,' Patents, De-
sigms and Industrinl Models, signed at Buenos
Afies, August 20,1910 (207 0,6, 035, 33 Stat.
1811), indicated by the letter I after the name
of the counfry; or reciprocal legislation in the
particular country, indicated by theletter 1.
following the name of the conntry. 'Algeria
(T, Argentina (T), Australin (‘]%‘ ustria (1),
Belgium “(I%ﬁ ‘Brazil (I, P), Bulgaria (1),
Cametoon (. 3 , Canada’ ( T), Central African
Republie’ (I), Chad, Republic of (1), Congo,

ot

Republic of (Brazzaville) (T), Costa Rica
(P), Cabn (1, P), ,‘,y#n'ns“[(l')i,"Czochm

slovakin (1), Dahomey (I), Denmark (1),
Dominiean’ Republic (T, P), Eeuador (P,
Finland (T), France (1), Gabon (I), Germauy,
Federal Republic of (1), Greece (1), Guatemala
(P, Haiti (T, P), Honduras (P), Hungary (1),
Teoland (T), Indonesia (1), Tran (1), Treland
(1), Tarnel (1), Ttaly (1), Tvory Const, Republic
of (I), Japan (I), Jordan (1), Kenya (1),
Koren (L), Tebanon (1), Liechtenstein (1),
Luxemlmurg‘]él ), Malagnsy, Republic of %l\,.

Malta /T), Mauritanin (1), Mexico
(TY, Monaeo ( Iz M oceo (1), Netherlands (1),
New Zealand l’),Nicnm ua (P), Niger (1),
Nigeria, Federation of glf, Norway (f’l , Pan.
an (1), Parnguny  (17), Philippines (1),
Poland (1), Portugal 2 1), Rhaodesia %[),
Romanin (T}, San Marino (1), Senegal, Ropub-
lic of (1), South Africa, Republic of (I), Spain
(T), Sri Lanka (formerly Ceylon) (1), Swae-
den (T), Switzerland (1), Syrian Arab Re-
public (1), Tanzanin (1), Togo (1), Trini-




common patent office is ¢ ;
ot Ma!‘%chu “de la” Proprie @
(OAMPI) and is located in Yaounde, Came-
roon. The member countr i PY
Patent Office are Cameroon ;
Republic; Congo, Republic of; d, Rey J
of; Dahomey; (Gabon; Tvory Cloast, Republic
of ; Malagnsy, Republic of ; Mauritania; Niger;
Senegal, Republic of ; Togo; and Upper Volta,
Republic of. Since all these coimtries adhere to
the International Convention for the Protection
of Industrinl Property, nriority under 35 17.8.C,
119 may be claimed of an application filed in
the OAMPI Patent Office.

If any applicant asserts the benefit of the
iiling date of an application filed in.a country
not on this list, the examiner should inquire to
determine if there has been any change in the
status of that country. It should be noted that
the right is based on the countiy of the foreign
filing and not upon the citizenship of the
applicant. :

IpeNTITY OF INVENTORS

The inventors of the U.8S. application and of
the foreign application must be the same, for a
right of priority does not exist in the case of
an application of inventor A in the foreign
country and inventor B in the United States,
even though the two applications mny be
owned-by the same party. However the appli-
cation in the foreign conuniry may bave been
filed by the assignee, or by the legal represent-
ative or agent of the inventor which is per-
mitted in some foreign countries, rather than
by the inventor himself, but in such cases the
name of the inventor is usually given in the
foreign application on a paper filed therein, An
indication of the identity of inventors made in
the oath or declaration aeccompanying the (1.8,
application by identifying the foreign applica-
tion and stating that the foreign application
had been filed by the assignee, or the legal vep.
resentative, or ngent, of the inventor, or an be-
half of the inventor, ns the ense may be, is
neceptable,

Time ror Frana ULS. Arrevication

The United States application, or its copend-
g parent application, st have been filed

“in:Canada on Jan

2, 1068, The
Convention: ‘spec n Ar > (2) thes
“the day of filing is not counted in this
period.” (This is the usual method of comput-
ing periods, for example & six month period far
reply to an Office nction dated January £ does
not: expire: on. July 1 but the reply may be
made on . July 2.) If the last day of the twelve
months is a: Sunday or a holiday  within the
District of Columbin, the U.8, application is in
time if filed on the next succeeding business
day; thus, if the foreign: aq;;limtimt was filod
on September 6, 1952, the U.S. application is
in time if filed on September 8, 1853, since
September 6, 1063 was a Sunday and Septem:
bar 7, 1953 was a holiday. Since January 1,
1953, the Patent Office has not received ap wiﬁ
cations oh Saturdays and, in view of 3% U.S.C.
21, and the Convention which provides “if the
last day of the period i a legnl holiday, or a
day on which the Patent Office 'is not open to
receive ﬁppliehtibnm“in"‘trlm‘cmmtrfr where pro-
tection is claimed, the period shall be extended
until the next working day” {Article 4C3), if
the twelve monthd expires on Saturday, the
U.S. application may be filed on the following
Monday., ‘ '

cation: may

Frrer WoRreioN APPLICATION

“The twelve months i3 from the carliest for-
cign filing oxcept as %)rovx‘«imd in the second to
the last paragraph of 35 U.S.C. 119, If an in-
ventor has filed an applicatior in France on
January 2, 1652, and an application in Great
Britain on March 3, 1952, and then files in the
United States on Fobruavy 2, 1053, he is not en-
titled to the right of priority at ali: he would
not bo entitled to the Lemeﬁt of the date of the
French application since this application was
filed more than twelve months before the 1.8,
application, and ho would not be entitied to the
benefit of the date of the DBritish application
sinco this application is not the firsi oue filed, 1f
the first foreign application was filed in a coun-
try which is not. recognized with: respect to the
right of priority, it is disregardod for this
purpose,

Public Law 87-358 extended the right of
priority to “subsequent” forcign applications if
ono earlier filed had been withdrawn, aban-
doned or otherwise dispised of, under cortain
conditions and for certain ecountries only.

Cirent Britain and n few other countries have
n system of “post-dating” whereby the filing
date of an applieation is changed to a later date.
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-subject mattery
aticn specifienlly
: , , nal disclosure would: bo
entitled to the date of the second foreign ap-
plieation since this: would be the first Toreign
application for that subject matter. R

- Krrecr or Rigpr or Pmiomity

Tho right to rely on the forsign fling ex
tends to overcoming the effects of intervening

references -or uses, but there are certain re-

strictions, For example the one year bar of
35 U.S.C. 102(b), dates from the U.S. filing
date and not from the foreign filing date; thus
if an invention was described in a :gr_mt«ecf pub-,
lication, or was in_public use in this country,
in November. 1952, a ;fdm}%; application filed
in January 1953, and a U.S. application filed
in I)mmger 1953, granting a patent on the
11.S. application is barred by the printed pub-
lication or public use occurring more than one
year priorto its actual filing in the U.S.

The right of priority can be based upon an
application in & foreign country for a so-called
“utility model,” called Gebrauchsmuster in Ger-
many. - T )
201.13(a) Right of Priority based

- upon an Application for an

Inventor’s Certificate
, - [R-39]

Until August 25, 1978, the Patent Office did
not recognize a right of priority based npon an
applieation for an Inventors’ Cortificate such as
used in the UU.S.8.R. Howaver, a claim for
priovity and g certificated copy of an applien-
tion for Inventors’ Certifiente were entered in
the file of the U, applieation and were re-
tained therein. 'This allowed the applieant to
urge the right of priority in possible Inter court,
action,

On August 26, 1973, Articlos 1-12 of the Paris
Convention of Mnareh 20, 1883, for the Pro-
teetion of Industrial Property, ag vevised at
Stockholing July 14, 1967, came into foree with
respect 1o the United States and npply to nppli-
cations filed thereaftor in the United States, A
fourth paragraph to 35 UL.S.C. 119 (enacted by
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applicant or, his attorney or agent, when subumittiog a
claim for such right us specified in paragraph (b} of
this rule, shall include an afMdavit or declaration in-
cluding a_specifie statement that, upon an investiga.
tlon, he has satisfed himself that to the best of his
knowledge . the applicant, when filing hiz application
for the Inventor's certificate, had the aption to fle an
application elther for a patent or an inventor's certit-
cate as to the subfect matter, of the identified cisim
or claims forming the bagls for the claim of priarity.

—An inventor's certificate: may form the basis
for rights of priority under 85 U.S.C. 119 enly
in‘ecountries maintaining patents and inventor’s
certificates as alternative systems for the recog-
nition and reward of inventive contributions
where an applicant has the right toapply at his
discretion for either grant. Some countries ssich
as Bulgaria, Rumania, and the Soviet Union
provide alternatively for either patents or in-
ventor’s certificates on some types of inventions

for some inventors, o

Priority rights on the basis of an inventor’s
certificate npplication will be honored only if
the applicant had the option or discretion to file
for either an inventor’s certificate or a patent on
his invention in his home country. Ceertain coun-
tries which grant both patents and inventor's
cortificates issue only inventor’s certificates on
cortain subject mattor, genevally pharmaceuti-
cals, foodstnffs and cosmetics.

To insure compliance with the treaty and
statute, rule 55((;% provides that at the time of
claiming the benefit of priority for an inventor's
certificate, tho applicant or his attorney must
submit an wffidavit or declaration stating that
the applicant when filing his application for the
inventor’s certifiento had the option either to
file for a patent or an inventor's certificate as to
the subject. matter forming the basis for the
clnim of priority.

Effective Date
Rule 656(e) went into effeet on Aungust 23,

1978, whieh is the date on which the interna-
tional treaty entered into force with respect to




formal requiremen hin T .
If these requirements are not complied with
the right of priority is lost and cannot there-
after hu nsserted,

The requirements of the statute are (a) that
the applicant must file a claim for the right
and (b) he must also file a certitied copy of the
original foreign application; these papers must
bo filed within a certain time limit. The maxi-
mum time limit specified in the statute is that
the papers must be filed before the patent is
gmnte«;‘l, but the statute gives the Commis-
sioner authority to set this time limit at an
earlier time during the pendency of the appli-
cation. If the required papers are not filed
within the time limit set the right of priority
is lost. A reissue was granted in Brenner v, State
of Isracl, 862 O.G. 661; 158 USPQ 584, where
the only ground urged was failure to file a certi-
fied copy of the original foreign application to
obtain the right of foreign priority under 35
U.S.C. 119 before the patent was granted.

It should be Fnrtiqulnrly noted that these
papers must be filed in all cases even though
they may not be necessary during the pendency
of the application to overcome the date of any
reference. The statute also gives the Commis-
sioner authority to require a translation of the
foreign documents if not in the English lan-

uage and such other information as he may
ﬁccm necessary.

Rule 65 requires that the oath or declaration
shall state whether or not any application for
patent on the same invention has \man filed in
any foreign country cither by the applicant or
by his legal representatives or assigns; if any
foreign applieation has been filed the applieant
must state the country and the date of ﬁ‘ing of
the earliest snch up)ﬂicnliml and he must also
identify every foreign application which was
filed more than twelve months hefore the filing
of tho applieation in this country. If !} for-
eign applications have been filed within twelve
months of the U.S. filing the applicant is re-
quired to recite only the first such applieation
and it should be elear in the recitation that the

D). Ap applicant may, clais: the ol
filing date of a prior forelgn applcation ahder the
sonditions specified in 88 U.B.C. 119. The claim to peb
ority need be in no special form and may be made by the
attorney or agent If the forelgn appiication & v
ferred to in the onth or declaration as required hy role
65. ‘The claim for priority and the certifted copy of tha
foreign appleation apecified in the second paragraph of
85 U.B,C. 119 must be flled in the case of interfervme
{rule 224) ; when necesgnry to overcome the date of o
reference relied upon by the examiner; or when spe
cifically required by the examiner, and in 2% other
cases they must be fHed not later than the date the
issue fee i8 pald. If the papera filed are nwot fu the
¥nglish language, a tranglntion need not be filed oxvept
in the three particular instances specified in the preced-
ing sentence, In which event a sworn transiation ov 2
translation eertified as accurate by a sworn or official
translator must be flled,

It should first be noted that the Commis-
sioner has by rule specified an earlier ultimate
date than the date the patent is granted for
filing a claim and a certified copy. The latest
tima at which the papers may {)c filed is the
date of the payment of the i1ssue fee, except
that, under certain circumstances, they are re-
quired at an earlier date. These circumstances
are speciﬁed in the rule ns (1) in the case of
interferences in which event the papers must
be filed within the time specified 1n the inter-
ference rules, (2) when necessary to overcone
the date of a referenco relied upon by the exam-
iner, and (8) when specifically requived by the
examiner,

In view of the shortened periods for prose-
cution leading to allowances, it is recommendesd
that priority papers bo filed as early as possible.
Although rule 55 permits the filing of priovity
papers up to and including the date for pay-
ment of the issue fee, it is advisable that such
papers be filed promptly after filing the appli-
cation. Frequently, priovity papers ave found
to be deficient in materinl respects, such as,
for example, the failure to include the correct
certified copy, and there is not sufficient time
to remedy the defect. Ocensionally a new oath
or declaration may be necessary where the
original onth or declaration omits the reference
to the foreign filing date for which the benefit is
claimed. The early filing of priority papers
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, : ested that //m

e serial mm%g@r of the mrmﬁp&neim

i n be placed. mtgr 1))
(i1

petitions are gr only in extr Yy
situations, when justice requires aml where the
prmtmg of the patent has not yet taken plam
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’I‘he f:lmg, uf
1.5,C, 119 makes th

nited States pate ;
fice does not’ examine the :papers 4o dete )

whether the applicant is in fact entitled to the
right of priority and does not. grant or refuse the
right of priority, except as described in § 201.15
and in cages of interferences,

14.2




‘ wy ap
decla with the resitat
applieation, )

he' certified ‘copy which munst bo-filed is n
copy of the original foreign application with a
certification by the patent office of the fore ign
country in which it was filed. Certitied copies
ordinarily consist of a; co}»y of the specification
macl,_@t:aﬁwwgs of the npplication us filed with a
certificate of foreign patent oflice giving

(ot 21V

certain information. “Aj glmaﬁm i this con-
nection 18 notconsidered to include formal

papers such as a petition. . A copy of the for-
eign patent as issued does not comply since the
application as filed is rvequired;, howeyer, n
copy of the printed specification and drawing
of the foreign patent is sufficient if the certifi-
cation indieates that it corresponds to the np-

plication as filed. A ‘French' ra’tent stamped’

“Service De La Propriété Industrielle—Con-

forme Aux Piéces Déposées A 1./ Appui de La’

Demande” and ‘additionally bearing a signed
seal i also acceptable in lien of a certified copy
of the French application, ‘ : ‘

When the claim to priority nnd the certified
copy of the foreign applieation are received
while the application is pending before the ex-
aminer, the examiner shonld make no exam-
ination of the papers except to sec that they
correspond in date and country to the apphi-
cation identified in the oath or declaration and
contain no ohvious formal defects. The subject
matter of the application is not examined to
determine whether the applicant is actually en-
titled to the benefit of the foreign filing date on
the basis of the diselosure thereof.,

Duming Invenrrrence

Lf priority papees are filed in an interfer-
eneey 1l 18 not neeessary to file an additional
certified copy in the applieation file, The in-
terference examiner wil{ place them in the ap-
plieation file, |

containing the ed copy. In s
examiner shoull acknowledge the ¢
statement as follows: ™

. ‘;1‘] wceAbPlicmibgi claim for sviority, based on

priority pupers filed in application Serial No,
iibean sy sibmitted ander 35 US(CL 119, is
n'(iknbwl‘(}’( ged? o SRR S

Lf the applicant fails to call attention to the
fact, that ‘tzﬁ'mz cortified copy is in the parent or
related application and the examiner is aware of
the fact that p elaim for priority under 35
U.S.C. 119 was made in the parent o velated
application, the examiner should call applicant’s
attention to these facts in an Office action, so
that if a patent issues on the later or reissue
application, the priority data will appear in the
patent. In such eases, the following exemplary
languuge should be used ;.. DU
[2]“Applicant is reminded that.in ovder fora
patent issuing on the instant application, to
contain the priovity data based on prionty
papers filed in parent application Serial No.
cmwme- indor 35 11.S.CL 119, a chaim for such
priority. must be made in. this application,
In making such claim, applicant may simply
idontify the application containing the prior-
ity papers. z R
Where the benefit, of a foreign tiling date,
based on n foreign application, is elaimed in a
later filed application or in a veissue application
and u certified copy of the foreign application,
as filed, has not been filed in a parent or related
application, n claim for priovity may e made in
tho Jater applieation, When such o elging is made
in the lnter npplieation and o cevtified copy of
the foreign application is placed thervin, the
exnminer shonld acknowledge the claim with a
statement ns follows:

[3] “Applicant’s claim for priovity under
3h ULS.CL 119 nne priovity papers filed insup-
port thercofl are hereby neknowledged.”
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No TrrequrarrTIRS .
.. When. the papers under 35 1.5,C. 119 are re-
ceived they are to be endorsed on the contents
?ﬁgn’df'th@ﬁle ns “Latter (or.amendment) and
oreign application”.  Assuming: that, the pa-
sers are regular in form and that there are no
irreguilarities in dates, ‘the examiner ‘in the
riext Office aetion will n‘dviﬁ’e‘11‘}1'(3;”nm)’f‘idnhtﬁ, that
the ‘papers have been' received. “The form' of
acknowledgment 'may be ag follows: '~
1) “Receipt 18 acknowledged of papers sub-
* mitted undeér 35 U.8.C. 119, which papers have
“heen placed of record inthe file.®

“The examiner “will “enter the ‘information’

specified in' '§ 202,03 on ‘the face of the file

wrapper. ' T
If application is in inferference when papers

under 35 U.S.C. 119 are received see § 1111.10.

ParErs INCONBISTENT

T the certified copy filed' does not corre-
spond 'to the  applieation " identified in the
application oath or declaration, or if the appli-
cation oath or declarntion does not refer to the
partienlar foreign application, the applicant has
not complied with the requirements of the role
relating to the oath or declaration.  In sueh
instaneces the examiner’s letter, after acknowl-
edging recoipt of the papers, should require the
applieant to explain the imeonsistency and to file
a new oath or declaration stating correctly the
facts concerning foreign applieations required
by rule 65. A letter in sueh enses may read:

[2] “Receipt is acknowledged of papers {iled
e iannneaany based on oan application filed
in o oon o, Applicant
has not complied with the requirements of
rile 65(a), since the (oath or declaration)
does not neknowledge the filing of any foreign
applieation, A new (ol or declarmtion)y is
required.? RTINSt

Other situations requiving some action by the
examiner are exemplified by the following sam-
ple letters,

Rev, 3D, Jan, 1974
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nyention date,
,_t*yra’f R i iy

- Forutan Averioarions Arn, Morn THan &

o oo Xear Berore U8 Fauva, 0 0
{4] “Receipt is acknowledged of the filing
con Looliiind ooy of wcertified copy of the
Lolioosdendl application veferred to in ‘the
(oath or declaration). A élaim for priority

B e o o 0 o on g eion T o iy

can not be based on said application, since the

United States application was filed more than

accordingly being returned.”

~ Sowe Foretan Arpricartons Morn THaN

' A'Ymar Berors US. Frine
_For_example, British  provisional specifica-
tion filed more than a yenr boefore U S, appli-
cation, but British complete filed within the
vear, and certified copies of: both subwitted.

- [5) “Receipt, is acknowledged of papers filed:

on September 18, 1953, purporting toicomply
with 1‘1\0 requirements 01} 36 U.S.C. 119 Itis
not- seen how. the claim for priovity can be
based on the British specification filed Janu-
ary 23, 1948, because the instant. applieation
was filed more: than. one year tﬁlemnfter.
IHowever, the printed hending of the patent
will note the clnimed priorvity date based on
the complete specification; ie,, November 1,
1048, for such subject. matter ns was not dis-
closed in the provisioun specification.”

Cerrirign Cory Nor tun Fiesy Finen Forelan
\ Arriicarion ‘ :
[6] “Receipt is acknowledged of papers filed
ON ey purpor ing to comply with
(Patoe)
the wgnivements of 36 UsS.CL 119 and they
have been plaeed of record in the file.
Attention is directed to the fact that the
date for which priovity is clnimed is not the
date of the fivst filed foreign application
acknowledged in the onth or «lvglurnlinn.
However, the priovity date clnimed which will
appenr in the printed heading of the puatent
’

will be o)
(date clelmed)

twelve months thereaftor.” ' The papers are




F'l

&;apers for appl:catxons whmh o
the Patent Issue Division
e priority papers. should be sent
ssue vansxon. I‘ha Patent Issue ,

It is somem tes nwessary for the examiner
to return papers filed under 85 U.S.C. 119
mther upon request of the upplmant,’ for ox-
Jyle,too ain a sworn translation of the certi-
oopy of'the fo application, or because
asic req ent of the
where all foreign applications
‘than a year prior to the U.S.

rs have not been given a paper
number and 5“ rsed on the file v%;appor, it is
not necessary to secure approval of the Commis-
sioner for their return but they should be sent
to the group director for cancellation of the Of-
fice stamps. Where the papers have been made
of record in the file (given a paper number and
endorsed on the file wrapper), a request for per-
mission to return the papers qhou]dqbe addressed
to the Commissioner of Patents and Trade-
marks and forwarded to the gronup director for
approval. Where the return is approved, the
written approval should be placed in the file
wrapper. Any questions relating to the return
of papers filed under 35 U.S.C. 119 shonld be
directed to the Office of the Deputy Assistant
Commissioner for Patents. [R-43]

201.14(d) Proper Identification of

Priority Application [R-

43
In order to help overcome problems in deter-
mining the proper identification of priority ap-
plications for patent documentation and print-
ing purposes, the following tables have been

16.1

aismmulmmamh &

chno ogy dooumen ,t;:an and,

orms nf mmnmﬁ«m of

8 a8 used in t,he records of
pawnt office. They also
] ‘Minimum Significant
> - the Number”, the simplified form of
: remntatxon wluch should be used in United

o heading

rly that in the mmphh@d for-

l)ols precedin numerals are
liminated in all cases except Hungary.

(2) A decimal character and numerical sub-

set as part of a number is eliminated in all cases
except France.
(8) Use of. the dash (=) is reduced, but is
atill an essential element of apphcatmn num-
bers, in the case of Czechoslovakia, Japan, and
Vene/,ue]a. s

MINIMUM SIGNIFI()AN'I‘ PART OF AN A?PLICATION
NUMBER PROVIDING UNIQUE H)EN'!‘!F‘I("A'N(\V OF AN
APPLICATION

TABLE I-—Countries Using Annual Application Number Ser

Mihﬁnum

Examplo of
()ountryl applleation = significant Remarks
o number at part of the :
source number

Austria [OE]. A 12110/60 12116/60 The letter A {3 common to all

] patent applications.

Crechoalo- PV3628-72 8628-72 IV {s an abbreviation mean-

vakla [C8]. ing “applieauﬂn of in-

vonti

Denmark

DK} 2086/68 2086/68

F‘gypt kl"’!‘ . 487 1008 87 1008
Finland ’] 4032/60 3082/60

Franee [} 60,38006 0,

(l«rmunv, 1 190407886~ 1040738 Pr=Patent. The first two
Fad. Rep, M digits of the mumber rapre.
of [DT). sent the last two digits of

the WMA sfiteation loas
50 (e.g., ) toan  B0e10;
1079 loss 50=28), The Arsl
digit after the period 18 an

ertor contral digie, The two
digita following the daah
indicate the examining
divigon,

fiee footnotes nt end of table,

Rev. 48, Jan. 1076



xmm IN.... 648/58

7a080-A/70°

i

P

; , : b" ha&&owﬁ

it ar: For
t

4000807 o, | 46-60807
T AC-8I864..... 4081604 do
; i : fln wmch tho

filed (me
mt and - udllity
applications are numlmmd
in separate serles. The
examples glven wero filed
on the same day.

Netheriands ' © 7015038...... 7018038 First two gammdlcnh year
ANLE s of appli o
Nm\:)l’y 1748/70_ .. ... 1748/70 L
Pﬁ)i%lluz 1081/65...... 1031/65
S«mt: Africa  70/4865....... 70/4865
Bweden [8W]. 16414/70 16414/70  The new numbeting system
(old was introduced January !,
system), 1973.
7300008 -0 7300008  Fleat two dlglulmllcale{
(new of appucmlon. The ”?
gystem). after the dash 18 used
: compiter control.
Bwﬂ?ﬂmd 15078/70.. ... 15478/70
({8}
United King- 41852/70._... 41352/70
dom (IR
Vem&mln " 2122-08...... 212268
Y oﬁ‘mu PIIAS/6O. ...  1185/66
Zambia {ZB).. 142/70.......  142/70

FICIREPAT Country ¢ mln Iu lmllmtml ln brm,kam, L' Anutrm
() 4%

*In seder to distinguish wlility model applications from ‘mhml applica-
tiana, 1t 18 necvanary to ldentify tham ua to ty pe of spplication ine mnmm
or Pl ammm Thiz may be done ehther by using the nrime of the wpplloe-
tion Lype in corjunation with the mumber or by usiog the symbel U
in brackets or other enclogure following the nusaber,

Rec. 30, Jan. 1074

Gl
C da [CAJ. xussaa
c“??m&. ! 126050 -

Gl'm((}RL. ““‘1

u"ﬁm

Wl!m.... 8&91 ’

Lummbom 60003
{LY}.

Mexico [MX].. 1m

Monaco

New % daud 181732
NZ

Poland [POL. FI44826
44987

Portwy 52358
P ﬂ?ﬂ 8607
Romania 6521

!
Bovlot Union IM;;?%:’M'-

L .

Un‘ted C EBBTT
Stalon

(u4).

- 2420341
o 1()3828

' m., :
id«ma?’ m e‘lem m‘iy
;}m A mmmwm«m«

‘o a8 the “prioxity
npplicatlou num\m"

'1157‘)

ums WP Wirtschaftaratent, Tm

N Ullall'ﬁ" a’ll‘lwmmu 2 mv
ash are ¢ O 8Y Y-
“hols, A singm n\xmmm

soriod covers AP

. WP appumuom. [

ldtt ors urwé/(mw

S nmber am essential m
- ldmmlyl P
They are \

¢ the  first follo ﬂ'ina
of the applicant’s namo—
“'Phera 13 ‘a separate nud-
;.. bering sories for each paic
of let s,

65211

1867206 . The numbors following the
slagh detiote the examing.
tion dllenn and a pro.
,memln‘y nymber,

HHOHTT. - 'l‘iw highest - number ' as-
wgned In the serles of
~nimbers statted in Jan.
uyary 1960, New soriea
atarted January 1070,

FICTREPAT Conntry (‘udn in!mlh'n!«(lm hnw Mﬂ a4 IU!I
*[u ordor to distingulsh utility mudul appllcations from patont appi-
cations, 1t is necessaty lo lclnnﬂf{ them a4 1o |?pe of appleation in
)

citutions or references, This may

s dune either by nsing Lhe nate of

nm ap seatfon Ly pe In confuetion with the number or by ualng the ayin.
d " i beackots of nther enelosus following the number,

16.2




f . thore is

, .applicont is
“entitled i to repet
the ref ting the rea-
sons why the applicant is onsidered en-
titled to the date. If it is determined that he
is entitled to the date, the rejection is with-
drawn in view of the priority date.

. If the priority papers are already in the me'
when the examiner finds a reference, with. the
intervening effective date, the examiner. will

study. the papers, if they are in the English
language, to determine if the applicant is en-
titled to their date. If the applicant is found
to be entitled to the date, the reference is
simply not used.  If the applicant is found not
entitled to the 'date, the mmpatentable claims
are rejected on the reference with an explina-
tion. Tf the papers are not in the English
]pﬂfwuga and there is no translation, the ex-
aminer may reject the unpatentable claims and
at the same time require an Epglish teanslation
for the purpose of determining the applicant’s
right to rely on the foreign filing date.

'y

- certified co

- fused until

17

plication must be exa d
sufficiency of the disclosure under 35 U

]
(C ;
112, as well as:to détérmine if there is a
for the claims sought, .
_In application
may be submiti ,
“proyisional specifi ~which may also in
some cases, be accompanied by a copy of the

ecification,

“complete specification.” The nature and fune-
tion' of the British provisional specification is
described in. an article in the Journal of the
Patent. Office Society of November 1938, pages
770-774, According to British Inw the provi-
sionpl specification need not contain a complete
disclosure of the invention in the sense of 35
1.8.C. 112, but need only describe the general
nature of the invention, and neither claims nor
drawings are required. Cousequently, in con-
sidering such provisional ‘specifications, the
question of compléteniess of disclosare is impor-
tant. . If it is found that the British provisional
speeifieation is insuflicient for lnck of disclosure,
rolinnee may then be had on the complete speci-
fication and its date, if one has been presented,.
the complete specification then being treated as
a different applieation. 0 o SR
~Tn some instances the specification and draw-
ing of the foreign application may have been
filed. at o dule subsequent to the filing of the
petition in tho foreign country.  Even though
the petition is called the application and the
filing date of thig petition is the filing date of
the application in a partieular country, the date
accorded here is the date on which (he specifica-
tion and drawing were filed.

Rev. 81, Jan. 1972



0 m;;gm 8, 1948, Congtess

et), providing for extensions of the
seriod to take care of delays during the war,
. ‘V_bl '*Layv 220 J’ul

201 17 levcrnmem Camv

The term “Act of 1883 B.Pphcatmn" wis
used in refe,rrin to up%)hmuons of gnvem-
ment_employees filed 'wit ‘
dmd [arch 3, 1883, which was amended
A ril 30, 1928,

niug with this date, there are no 1onger any a

plications which are exempt from the filing oo
or issue fee. ' Such applications are not always
owned by the government. "Other a{)plxcatmnq,
not mventions of government employees, may

nged to and owned by the gov«*rnment‘

01.

202 Cross-Noting

202 01 In Specification [R-31]

Rule 78, Oroswreferences to other appieations, (a)

When an applicant flles. an application clahming an in-
vantlon diseloswd i a, prior Bled eopending application
of the same appleant, the recond application must con-
tafn or bé anended to comtain in the first sentence of
the spevification following the ttle and.abstract a refey.
ence to the prior application, jdentifying 1t by werinl
number pod Bling date and indicating the relationship
of the apulicatipns, If the benefit of the fillng date of
lha prior application is to be clained.  Crosg. mh-rmnmn
ta othier related applications may be mude when mr
propriate,  (Bes rule 14(h).) :

~ Hee also rule 79 and § 201,11,
There is seldom a reason for one application
to refer to the application of snother applicant

Rev. 86, Apr. 1078

P%zhlia Law 600 (sometimes referred: m as’ tsha;&:

Qﬂ 1947 I’behd Law 380,

out fee under an act

This act became 35 U.S.C. 266,
which was repealed October 25, 1965. Begin-,_

18

y ‘snuatmn thut there. Ims been
a parent application because
, filing date is not desirved,

i s to the parent case is made on
the(face of the ﬁ]a wrappe

202.03 On File Wrapper When Prlor\-
ity Is Claimed for I*ormgn Ap—
plication [R-31] ~ '~

In accordance w1t11 §201 14;(@) the axammm
will fill in the spaces concerning foreign appli-
cations on the faco of the older file wrapg

“The information to bo written on the face of
the file wrapper consists of the country, appli-
cation dnte (filing date), and if’ uvmlaisle, the
application and patent nunbers.: In some in-
stances, the particular nature of the foreipn ap-
plication such as “utility model” (Germany
(Gebrauchsmuster) and Japan) must be writ-
ten m parenthoses b@fom the epplication num-
ber.  For example: Apphcutmn umber (util-
ity mudal) 62854, ‘

At the present time, the wmputm pmm'd file
wrapper lubels umlude the prior foreign appli-
cation information. However, the oxaminer must
gtill indicate whether the vmuhhmm of 35 U.8.C.
119 have been met.




202 04 ‘In Oal,h or Declaration |
- [R-44]

As w111 be noted by reference to § 2()1 14, mla

o5 requires that the oath or declaration include

certain mfmmat ion concerning appllmtlons
filed in any foreign country. . If no applications

- for patent or inventor’s Lel‘faﬁbutf‘ have been

filed in any foreign country, the cath or declara-
tion should so siate.

202.65

_ Ruie 179 requies that 5 notice be pleced in
the file of an sriginal patent for which an ap-

plicaticu for reissue has been filed. See § 1401.03,

in (ase of Heissues [

203 Status of Applications
203.01 New

A “new” application is one that has not ye
received an action by the examiner. An
amendment filed prior m the first Office Action
does not alter the status of a “new” applica-
tion.

203.02 Rejected [R-22]

An application which, during its prosecution
in the examining group and before allowance,
containg an unanswered examiner's action is
designated a8 @ “rejecied” application. Its
status ns a “rejected” application continues
as such until acted upon by the applicant in
response to the examiner’s action (within the
allotted response period), or until it becomes
abandoned,

203.03

An “amended” or “old” application is one
that, having been acted on by the examiner,
has in turn been arted on by the applicant in
response to the examiner's action. The appli-

Amended

A.n “allowed” | ph' p
‘in issue” is one which, havmg been emmm@d
i & patent b]act to |

patent or o
P ‘in rule 316. See. §?!%
f allowed cnses are kept in the

203 05 Abandoned [R—-22]

An abandou@d applicatmn 18, inder a&m one
which is removed from ‘the Office: docket of
Ktmdmg cases (1) through formal nbandmmm
the upplwunt (ncquiesced in by the assignoee

if there is one) or by the attorney or agent o PO~
urd (2) through failure of applicant to take ap-
9mate action at some stage in the prosecution
05 ths case, or (8) for failure to pay the issue

(§§ 203 07 711 to 711 05, 712) :

203.06 Incomplete [R-23]

An application lacking some of Lhe ‘essential
arts and not accepted for filing is termed an
meomplete application, (§§ 506 and 506.01)

203.07 Abandonment for Failure to
Pay Issue Fee [R-44]

An allowed application in which the Rase
Issue Fee is not paid within three months after
the Notice of Allowance is abandoned for that
reason, ']‘he issue fee may however be accepted

by the Commissioner on a verified showing that -

the delay in pryment was unavoidable, in which
case the patent will issue as though no abandon-
ment had occurred (§ 712).

203.08 Status Inquiries [R-31]

In an effort to sharply reduce the yolume and
need for status inquiries, the past policy that
diligence must. bn estublished by making unwlv
status requests in connection with petitions to
revive has been discontinued,

When an application has been abandoned for
an excessive period before the filing of w petition
to revive, an approprinte terminal diselaimer
may be r uqmlml It should also be vecognized
that a petition to revive must be accompanied hy
the proposed response unless it hus boen provi-

flev. 44, Apr. 1DTH

mnged numaricaiiv by -




allowed cases would seem to obvia |

status inquiries even as a. utionary measure
where the applicant may be! his new applica-
tion may have been passed to issue on the first
examination. However, as an exception, a status
i ﬂuiry would be appropriate where a Notice of

ance is not received within three months
from receipt of either a form POL~327 or an
Examiner’s: Amendment.. ./ . o0 e
~Current - examining :procedures also aim.to
minimize the spread in dates among the various
examiner dockets of each art unit and group
with to actions on new applications, Ac-
cordingly, the dates of the ‘‘oldest new applica-
tions” ap‘pearing in the OFFIciAL GazETTE Are
fairly reliable guides as to the expected time
frames of when the examiners reach the cases
for action. '
Therefore, it should be rarely necessary to
query the status of a new application. =
, AMENDED APPLICATIONS
Amended cases are expected to be taken up by
the examiner and an action completed within

two months of the amendment date. Accord-
ingly, a status inquiry is not in order after ro-

~__sponse by the attorney until five or sjx months
«~o have elapsed with no response from the Office.

A post card receipt for responses to Office ac-
tions, adequately and specifieally identifying
the papess filed, will be considerved prima facie
proof of receipt of such papers. Where such
proof indicates the timely filing of a response,
the submission of a copy of the post card with a
copy of the response will ordinarily obviate the
need for a petition to revive. Proof of receipt of
a timely response to a final action will obviate
the need for a petition to revive only if the re-

sponse was in compliance with rule 118,

In GexeraL

Such status inquiries as may be still necessary
may be more expeditiously processed by the

Rev. 44, Apr. 1076

plications, by

litled to the in rmag% should be

promptly. Simple’ letters of’ ?niw
regarding the status of applications will be
transmitted from the Correspondence and Mail

Division fc;l t}w exam iﬁih&;gmnpg for direct agme

srzqtiqn rs will be stamped’ “Status

" Tf"the correspondent i3 not entitled to the

information, in view of rile 14, he should be
For Congressional and other official inquiries

see § 203.08(a).

"he original letter of inquiry should be re-
turned to the correspondent together with the
mplr‘.' ‘The reply to an’ inquiry which includes
a se feaddressmi' d, postage-paid postcard should
be made on the postcard without placing it in an
envelope. o 4

In cases of nllowed applieations, & memoran-
dum should be pinned to the inquiry’ with a
statement of date it was forwarded to the Pat-
ent Issue Division by way of the Security
Group. and transmitted to tKe Patent Issue Ih-
vision for its appropriate action. This Division
will notify the inquirer of the date of the notice
of allowance and the status of the application
with respect to payment of the issne fee and
abandonment for failure to pay the issue fee.

In those instances whero the letter of inquiry
goes beyond mere matters of inquiry, it should
not be marked as a “status letter”, or returned
to the correspondent. Such letters must be
entered in the appliention file ng a permanent
part of the record. The inquiry should be an-
swered by the examiner, however, and in a
manner consistent with the provisions of
rle 14,

Another type of inquiry is to be distinguished
from ordinary status letters, When a US, ap-
plication is referred to in a foreign patent (for
priority purposes, for example), inquiries as to
the atatus of said application (abandoned,
pending, patented) shonld be forwarded to the

Applieation Division (§ 102).

-l
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inqu ‘
- applications, by persons entitled tc
-~ tion, should be directed to the ‘
personnel and not to the examiners, Inasmuch
ag the official records and applications are lo-
cated in the clerical section of the examining
groups, the clerical personnel can readily pro-
vide status information without contacting the
examiners.

203.08(a) Congressional and Other
Official Inquiries [R-44]

Correspondence and inquiries from the White
House, Members of Congress, embassies, and
heads of Executive departments and agencies
normally are cleared through the Commission-
er’s Office.

20,1

_ sources request ser
~ formation regardir

oup clerical £ , ness o h
they should, under long-standing instructions,

the desi

he business of m%«m

be referred, at least initially, to the Commis-
sioner’s Office.

"This procedure is used so that there will be
uniformity in the handling of contacts from the
indicated sources, and also so that compliance
with directives of the Department of Commerce
is attained.

Inquiries referred to in this section, partiow-
larly correspondence from Congress or the
White House, should immediately be trans.
mitted to the Commissioner’s Office by spocial
messenger, and the Commissioner’s Office should
be notified by phone that such correspondence
has been recetved.

Rev., 44, Apr. 1978

e from the Office, or in-






