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1701  Examiners Not To Express Opin-
~ ion on Validity [R-35] -
Congress, in 85 U.S.C. 282, has endowed

every patent granted by the Patent Office with

& presumption of validity. Public policy de-

mands that every employee of the Patent Office

refuse to express to any person any opinion
or view as to the invalidity of any United

States Patent. The question of validity or in-

validity is exclusively a matter for the courts

to determine. Each member of the examining
corps 13 cautioned to be especially wary of any
inquiry from any person outside the Patent

Office (including any employce of another

government agency), the answer to which

might indicate that a particular patent should
not have been issued.

_ Further, when a ficld of search for an inven-
tion 18 requested, Patent Office employees should
routinely mq!uim whather the mvention has
been patented.

Exnminers are especially cautioned against
answering inquiries from any person outside the
Patent Office as to whether or not a cortain
roference wag considered and whether or not
a claima would have been allowed over that
reforence. This applies to anything in the
patented file, including the extent of the field
of search and any entry relating thereto, The
record of a patented file must spenk for itself.
Practitioners ean be of material assistance in
this regard by refraining from making such in-

uiries of members of the examining corps.

Answers to inquirics of this nature must of

Miscellaneous

necessity bo refused, and such refusal should be
considered neither discourteous nor an expres-
sion of opinion ag to validity. Searches sug-
gested to membera of the public. who conduct
validity searches might well serve as a basis
for concluding that the examiner who examined
the application during its prosecution over-
looked a pertinont area of prior art during his
search, Thia might adversely affect the pre-
sumption of validity in' the court of patent
litigation, e o

The examiner who offers suggestions as to
fields of search might well find himself in a
position where his offer to help might lead to
statements made by him 'whicﬁ adversely ro-
flect on the patent itself. These statements,
while not part of the Patent Office written rec-
ord, may result in the examiner being sought for
testimony in connection with litigation result-
ing from the issuance of that patent.” While
$1701.01 points out that the testimony of ex-
aminers can be taken by deposition in appro-
priate situations, the circumstances noted ure
not appropriate. Examiner’s testimony is lim-
ited to factual amplification of the written roc-
ord established during the application’s prose-
cution history, In validity search situations,
comments made by the examiner occur after the
fact (issuance of the patent) and could only
lead to improper examiner testimony since they
amonnt to “second guessing” of the original
examiner’s work methods u.ms‘ professional judg-
ment., As pointed out above, the determination
of validity of a United States patent is strictly

a matter for determination by compeient
judicial authority.
1701.01 Examiners Not To Testify as

| R-40]

Inasmuch s public policy does not permit
oxaminers to decide, as judges in the Patent
Office, questions upon which they have been
retained to give opinions as expert witnesses
in patent cases in the courts, overy examiner
who shall testify ag an expert in & patent cnse
pending in any court will be dismissed, unless
he shall have so testified involuntarily, upon

Patent Experts

‘compulsion by competent judicial authority,

and without retainer or preparation,
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‘Whenever an examiner is asked or sub-

poenaed to testify in a suit concerning

_ent, trademark registration, or application for
either, he is directed to report
mediately to the Solicitor. Where the suit in-
volves a patent or an application for a patent,

the examiner must also promptly notify th
Office of the Depiity ?ﬁﬂ%ﬁ%ﬁ Dommiiseioner

for Patents, i R

.. Also, examinors nre reminded that, in view
of the long established policy of the Patent
Office to. refuse to permit, members of the staff
of the Patent Office to testify In patent suits,
they should, before allowing an application, de-
termine that the written record s accurate and
complete., ' i .

. Patent examiners are forbidden to
patent experts or to express opinions,
mony or otherwise, as to the invalidit

mony, or otherwise, as to the invalidity of any
issued patent. Patent examiners have, in con-
nection with litigation involving patent valid-
ity, been called to testify on factual matters. In
those cages, the practice has been to permit the
examiner to testify only upon the jssugnce of a

.. However, under current practice, patent ex-

aminers are permitted to testify on deposition
in patent suits, without the need for a subpoena,
provided the following conditions are satisfied :

‘1) The party proposing to take the testi-

mony will state in writing, that the questions
- to be asked of the examiner will be phrased to
. .comply with the permissible scope of inquir
. as outlined in the protective orders cm‘lminé({
~1n the Court opinions in In re Mayewsky, 162
USPQ 86, 89, and Shaffer Tool Works v. Joy
Manufacturing Co., 167 USPQ 170, 171:
% % ¥ the scope of the oral depositions
of the patent examiners is hereby limited

‘to matters of fact and must not go into

hypothetical or speculative arcas or the

bases, reasons, mental processes, analyses or
conclusions of the patent examiners in act-
ing u?on the patent applications maturing

into the patent [in sultLj.’? 167 USPQ 171.

2) That in addition to complying with the
reguirements of Rule 30 of the Federal Rules
of Civil Procedure, the party taking the testi-
mony will agree to givo notice of the taking
of the deposition of the patent examiner to
the Solicitor, at least thirty days prior to the
date on which the taking of the deposition is
desived. '

3) That the party taking the deposition
arrangoe with the Solicitor to notice the dep-
?%mn at & place convenient to the Patent
Mfice, '

If the party desiring to take the testimony of
the examiner does not agree to the conditions
enumerated, the Patent Office will not permit
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at fact im-

_the examiner to be deposed without a subpoena
~and compliance with the procedure set forth in
. Section 7.02, Department of Commerce Admin-
~istrative  Order 205-12, June 20, 1067 as

amended April 10, 1970. That section states:
In any case where it is sought by subpoena,
der or gther %omé)gii?ry process or other
demand of a vonrt oF ether nuthority (herein-
after reforred to a3 a “demand”) to require
- the production er disclosure of any record in
the files of the Department of Commerce or
- other information acquired by an officer or

. _employee of the Departinent, ag a. part of the

performance of his official duties or because
of his oflicial status, the matter shall be im-
mediately. referred for determination to the
g wppro%w.mm, official. deseribed.  in subsection
4.01 of this order. If such ofligial has discre-
tion with respect to disclosure and he dster-
mines that it would be improper to comply
with the demand, or if he has no discretion
with respect to diselosure, the matter shall be
promptly referred. to:-the Secretary of Com-
merce for_final determination. Unless and
until the Secretary determines that the ree-
-+ ords or. information should be produced; the
officer or employee who appears in answer to
the demand shall inform the court or other

- authority (a) that the section 7 of this orcler

prohibits:the:officer or employe from produc-
“ing or diselosing the records or other infor-

‘mation demanded without the prior npproval

of the Secretary of Commerce, and (b) that

the demand has been, or is being, as the case
- may be, referred for the prompt. consideration
of the Secretary. The officer or cms)loyoe shall
also provide the court or other nuthority with

‘n copy of the regulations prescribed 1n this

-gection 7 of this order, and shall respectfully
request. the court or other authority to stay
the demand pending the receipt of instruc-
tions or. directions from the Sceretary of

Jommerce concerning the demand.

See also  Monsanto  Clompany - v.  Dawson
Chemical Company ot al, 176 USPQ 349
(1972), Standard Packaging  Corporation v.
Curwood, Ine, 180 USPQ 235 }1978) and
Fischer & Porter Company v. Corning Glass
Works, 181 1ISPQ 899 (1974).

1702 Restrictions on Examiners Re-
signing From the Office  [R-31)

Hotraot from Rulo 841, Registration of Attorneys
and Agents.  (g) Former coamdiners. No person who
hag served in the examining corps of the Patent Office
Wil be veglstered nfter termination of hig services, nor,
if reglstered before such service, be reinstated, unless
he undertakes (1) not to prozecule or ald in any
manner fn the prosceution of any appliceation pending

244




: other filed within'two years
after the date he left such group, and assigned to such
group, withont the speeific authorization’ of the Com-
mlssioner. 'Associnted and ‘related classes in other
groups may be required ‘to be included in the under-
taking or designated classes tray be excluded. * In c¢ase
application for reglstration or. Peinstatement iy made
after resignation from the Office; the applicant will:not
be reglstered, or reinstated, if he has prepared. ox
prosectuted, or assisted in the preparation or prosecu-
tion of any such application: as indieated in this para-
graph. (Se¢e further 18 U.H.C. 207).

See also §300. , L
1703 The Official Gazette [R-—40]

The Patent. Official Gasette reports every
Tuesday the patents, and design patents issned
and defensive publications published on that
day. As to each patent, the following informa-
tion is given: ' o o

(1) the name and (2) the city and state of
residence of the applicant with the Post Office
address in the case of unassigned patents, and

3) the same data for the assignee, if any, (4)
the filing date, and () the serial number of the
application, (6) the patent number, (7) thetitle
of the invention, (8) the number of claims, (9)
the U.S. clussifioa;t,mn by class and subelass,
(10) o selected figuro of the drawing, if any,
except in the case of a plant patent, (11) an ab-
stract of the disclosure, (12) international clas-
sification, (13) U.S. parent application datn, if
any, and (14) forcign priority application data,
if any. In the case of a reissue patent there are
published the additionnl data of the number
and date of the original patent and original
applieation; and in the case of a design patent
the term of the patent.

The Patent Official Gazette also includes
notices of patent and trademark suits,
indexes of  patents, disclaimers filed,
Certifieates of Correction issued, list of patents
available for Jicense or sale, and general infor-
mation such as orders, notices, changes in rules,
changes in classifiention, cortain adverse deci-
gions in interferences, the condition of work in
the Office, disbarment and rogistration of at-
torneys, and notices to parties not renched by
mail. Annual subseription $211.00 ($52.75 wddi-
tional for foreign mailing), Single copy $1.10.

Trademark  Official (Pazette. The official
journal of the Patent Offico relating to trade-
marks. Pnblished every Tuesday, it containg an
illustration of each trademark published for op-
pogition, a list of trademarks registered, classi-
fied list of registered trademarks and Patent
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copy $1.25.

n;ad
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wal  subscription - $60.25
foreign mailing). Single

rs should be nddressed and remittances
ade payable to Superintendent of Documents,
U.S. Government Printing Office, Washington,
D.C. 20402, '

[R-40]

The prineipal records kept. in the examining

groups are two sots of cards, serial register
form PO-205% which are arvanged numerically
and docket record form 1’Q-206, of which those
awaiting action are arranged by individual ex-
aminers. Each card containg data concerning
the applications that have been assigned to
the groups, identified by name of applicant, title
of invention, serinl number and filing date. No-
tation of attorneys is also made, Xach sot of
cards also shows the name of the examiner to
whom the examination is entrusted or the
assigned docket designation and the class and
subclass considered most pertinent for examina-
tion, the successive actions taken, and finally the
patenting or pbandonment or transfer of the
case, , ,
Miscellaneous records are also kept relating
to matters such as cases on appeal, cases in-
volved in interference, patentability report
cases tem{)m'nril in or out of the groups,
cases involving cﬁtssiﬁcm:ion questions and ap-
plications or references charged out. )

In the past the location and status informa-
tion on the dram eards of the rotary file in the
Application Division did not indieate when an
application had been allowed by the group and
forwarded to the Patent Issue Division. Infor-
mation which indieates that an application has
been allowed wag not posted on the drum eards
until the applieation matured into a patent.
Therefore, the Application Division records
mevely indicated l%mt snch an application was
pending in an exmuining group.

This procedure resulted in considerable time
and effort being required in order to locate and
determine the status of an application which
had been allowed by the gronp but which had
not yet matured into a patont.

In order to provide morve up-to-date infor-
mation on applications in this eategory, a new
procedure was adopted on December 11, 1072,
Under the new procedure, the date of forward-
ing and an indieation of allowance should be
posted on the docket record card of an u[)plb
cation when it is allowed by the group and for-
warded tothe Patent Issne Division. The docket
record eard is then forwarded to the Applea-
tion Division,

Groups
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i n:: m

: mtaryﬁ to mdm&ta that the ap]; it

allowed and is in the Patent lssue ‘
After the information is recorded on the drum
card, the docket record card is- dtaatmyed :

170.) Examiner’s Work Report nnd
- Aetions 'l‘o Bn Counte(l Thareon
[R-40]

MAmmm Ac'mw C‘Am)s

']‘h@ followmg are instructions for complet-
ing the mark sense action carda;
Employee number—If the number has less
than five digits, use leading zeros. For example,
employee number 3781 is marked--08781. '
Group—Use first two numbers, for: exampla,
for Group 820, mark—82,

Aotzov»mFor ﬁnal re]e('txons m(uk “FIN.
REJ.M.

" For allowances mark “=",
For all other actmns ma.rk “othex
‘  action”.

- Action nwnber—-l’repundmd on PO-528,
use card number corresponding to action num-
ber. lek the action number on all other action
cards.

Art Unit—Use last digit of Group Art Unit
number. 14 or example, for Group Art Unit 323,
mark —

G'Zaas——~Mark all three columns. If the class
has less than 3 digits, mark leading zeros to
complete a 3-digit number. Thus, Class 28 is
marked —028.
 Subclass—Always mark the first three col-
umns. If the subelass has only one or two digits,
use leading zoros. Thus, subclass 3 is marked
~()03.

Tf a decimal number is a part of the subelass,
include the decimal nnmbers, but do not mark
trailing zeros after the decimal number. For
example, subelass 32.8 would be marked —--032.8.

Ignore any alpha characters in the subelass
number. For example, subclass 181,15C: would
be marked ag-—-131.15.

(‘Inqmﬁvutmn 15 to be sense marked on

1. PO-525 and PO-533 eards for all first ne-
tions.

dmpusals (ullowm‘mcs, abandonments, and cx-
aIiner's anawers).

Clagsification i not marked on correction
eards, PO-531 and PO--532.

Colunmm. 1/—Column 11 is the one adjacent to
the extreme right column (column 12). Column
11 i8 also above numerals 76 and 77 at the very
bottom of the enrds.
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* 8 supplemental action.
e action is a. SECOND

oR SUBSEQUE ACTION in the case and

the first action on the merits.
-3, It is no longer necessary. to mark —9— if
the action was made on overtmm. Therefore,

~-~9—~ should be left blank. .

Oolumm 18~-Column. 12 is the extmme ri ht
hand column above numerals 79 and 80 at t
bottom. of the card.

- 1.. Mark-—0-— if the. avmon is ]muwd to a re-
qulmnmnt for restriction. ;

9. Mark —1-— if the action is an advxsory
action after final rejection.

3. Mark ~—2— if the action is an ex parte
Quayle action.

4. 'Mark —8— if the action is an examiner’s
answer to an appeal brief.

5. Mark —4— if the action involves an intey-
forence matter such as n lotter suggesting claims,
declaration or decision on motion, ™

8. Mark —5— if the action nclmowlodges an
expross abandonment.

1. Mark —6— for miscellaneous actions.

8. It is no longer required that —9— be
marked for all actions made nfter a notice of
appeal has been filed in the case. Therefore, line
—9— should not be marked.

bvmm o

For those action cards for which the series
code and serial number ave not Yrepunched and
must. be handwritten in ink (the Case Action
Substitution card (PO-533), the Case Disposi-
tion Record card (PO-526), the Cnse Action
Correction card (PO-531), and the Case Dis-
position Correction card (PO- -532), write the
appropriate application number series code in
the box to the left of the serial number box as
follows:

A. For Invention, Plant, and lncwaue Applica-
tions:

Application
SHRIKS CODE: 861168
3 Tt filing date ig prior to Janu-
ary 1, 1960,
4 If filing date is January 1, 1960
through Decembor 81, 1969,
h I filing date is Junumv 1, 1970

or later.
B. For Design Applications:

Application
NEHRIBS 00D aeries
4 H “D” precedes serinl number.
b H filing date is January 1, 1071

or Jater or “D" does not, pre-
cedo serial number,
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MISCELLANEOUS

The determination of the correct series code

must be made golely on the basis of fling date of
the application. Serial number form and size,
file wrapper color, type, and printed statement
of series do not reliably indicate proper applica-
tion number series.

Series code and serial number are prepunched
in the Case Action Record Card (PO-b25).
However, for the other action cards, Clase Ac-
tion Substitution (PO-533), Case Disposition
Record (PO-5626), Case Action Correction
(PO-531), and Case Disposition Correction
(PO-532), the series code and serial number are
not prepunched and must be handwritten in ink.

Serian, NUMBER

When recording serinl number, there must be
6 digits. Thus, 1f serial number is less than
100,000, use lead zeros to complete a 6-digit num-
ber, e.g., for serial number 2,345, record 002,345
on the cards.

For design applications do not record the “D”
even though it 18 part of the serial number.

SuBMrrTiNg Acriox Caros

All action cards (especially the Case Action
Cards, PO-525's) shonld be submitted promptly
with the applieation upon completion of an
action since pickup of these cards from the
Group clerks is on a daily basis.

SUGGESTIONS

The following suggestions are made relative
to exccution of the sense marking on the com-
puter “action eards.”

Use only the electrographic peneils, Ordinary
or colored pencils do not contain enough
graphite to produce a sufliciently dark dense
mark to conduct electricity.

Make a dense firm mark with a penetl having
a moderately sharp point. A broad mark may

1708

not obtain a continuous unbroken deposii of

graphite. Examiners and clerks should make
two strokes within each space.
~ Mark on a hard smooth surface. Avoid mark-
ing on a soft surfuce such as a blotter, ete.

Confine the muark to the space. Avoid a span
which is either too short or too long. When the
marked cards pass through the Reproducing
Punch, three wire brushes senge the mark in the
middle as woll as at each end, Marks which are
are too short will not be punched; those which
aro too long are likely to invade an adjoining
vertical column, ‘

Murk each space individually, Although it is
possible to mark two or more spaces with an
extended pencil stroke, the quality of the mark
i impaired.

Do not mutilate or staple the tab cards since
a holo in the card will cause mechanical
difficulties.

Never write in o mark sensing avea. Use only
ink when writing on the action cards and write
only in the non-marking area of the card.

Rerorrs

Al voporting of examiner’s production,
docket, and time activities is on a bi-weekly
basis corresponding to the period covered by the
Time and Attendance Reports, PO-H16.

Tha Office of Computer Services generates
the following reports for each art unit.:

Examiner’s Bi-Weekly Time and Activity

Examiner's Case Action Record, Case Action
Corveetion, Case Disposition, and Substitution
Cards, PO-025, 1PO--531, PO-526 and PO-533,
respectively, prepared by the examiner.
Fxnminer’s Bi-Weekly Docket Aetivity Re-
port, PO-200. This veport covers informa-
tion regarding the new and amended appli-
cations awniting actton, The information is
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vanced and reported as the aeizwns are @ounmd
The oldest dates of the reported shall not
lm advnnwd except a8 cunma are mmlnd* :

Cmmw'm’a (m Ac'rmna

A(;TION 8 (.IOU:N TM)

1 ‘Ra u]tu: actmna in new mnd nmnndod
cased including: ~
n) Rﬂqmronwnts for restriction
b) Letters or allowances by ‘the examiner
as the result of the examination of a new ap-
plication or the reconsideration or n\(munmu«
tion of an amended application.
() Rm)uwenwnls for tm'mul dmnpma or

: vormct one .

2o(d). Actums of the. e..\mnmev upplymg or
~carrying into effect final decisions. in inter-
_ ference, either on motions or on priority

- (o) Actions on cases remanded by an ap-
~pellee tribunal for reconsideration in view of
- affidavits or proposed further amendments
by appellants.

2. One action for each aplplmutmn ‘which
consists only in suggesting claims for inter-
ference and one for each apphcutlon in declar-
ing each interference. .

I*n(ammers statements in. answer to peti-
tlons from his actions.

4. Examiner’s answers on appeals.

5 Decisions on motions in interference.

. Letters advising of entry or nonentry of
nmondment after final action.

7. Letter advising applicant that express
abandonment has taken place and the file will
be sent to the Abandoned Files Unit in due
course.

8. Declaration or redeclaration of an inter-
ference.

Where more than one amendment is filed in
any case before it is renched for consideration of
the first of such umon(hnonm, only one action
will he counted in connection with all snch
amendments,

ACTIONS NOF COUNTED

The following should not be counted as ne-
tions: (1) Kxaminer's Amendments; (2) sup-
plemental actions citing additional references
or correcting the data of reforences of record;
(3) letters acknowledging receipt of communi-
cations (new or supplemental onths, orders for
corrections of drawings, ete.), which do not
bring the application np for action; (4) letters
stating that the Notice of Allowance will be

245

s and patent»
ity remrta ed as artxonxs, but;
credit is given for the time spent.

Examiners aro expacted to make a reason-
t\blrv careful examination of applications when
they are first received to determine the proper
alamxficatxan bﬁfnm entmna them on “the
mmﬁtar.

me»examinu ({g tmm is listed on qummnar’%s
l’ormdm Record of “Other” Time PO-690E.

ixaminers should cheeck this in order to make
2um that. tlwv aro. pmlmrly crednmd thh nuch

e :

(OUN’I‘ING or Dmmmm

~ Txaminers receive oredit for a dtspmal upon
submission of o first oxaminer’s answer pre-

ared in an appenled application. A Case Action

ecord Card (PO-5 .)A)S should be marked in
block numbm‘od 3, extreme mp:ht hand column
and turned in wit h the examiner’s answer,

An examiner’s “disposal™ count. consists of
three items: (1) allow ‘ances, (2) abandon-
ments, and (8) examiner’s angwers. These same
items constitute the “disposals” for performance
evalaation of exnmining art nnits and groups.
However, disposals at the Office lovel consists
only of allowances and abandonments.

“Aftor the first examiner’s answer-is submitted,
the group clericnl section should remove the
remaining  Case Action Cards from the file
wrapper. No  further dlapmul crmhf will be
given.

In order to assure that errors be minima), it
is essentinl that the action eards be vm‘ofnlh
mark sensed. The following are COMINON erTors
whicl oceur:

1. Card mark sensed too light.

2. Incomplete or no elass and subelass on first
action, allowanee or abandonment eard.

3. A mark in the last two columns of an
abandonment enrd,

4, Group art, unit number invalid,

5. Failure to identify type of “other action”.

1706 [R-40]

The Patent Office accopts and preserves, for
n Hmited time, “Disclosure Doenments” asg evi-
denco of the dates of conception of inventions,

Disclosure Documents

T Proanant

A papor disclosing an invention and signed
by the inventor or inventors may be forwarded
to the Patent Offico by the inventor (or by any
one of tho inventors when there are joint in-
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letterin

filed. However, like patent applications, these
documents: will ‘be ke t:in confidence by the
Patent’ Office until a patent is granted.
~'This program doos not diminish-the value o
the conventional witnessed and notarized rec-
ords as evidence of conception of an invention,
but it should provide o' more‘ereditable form of
evidence than that provided by the {t@pulm‘
practice of mailing o disclosure to oneself or an-
Qtlierlfgsal'abxl by registered mmal,
~A Disclosure ,ﬁx()c,umetjt; “is available to the
yublic when an application which refers to it

issuesagnpatent, 0
" ConrtenTOF D1scrosore Documenr
Although there are no restrictions as to con-
tent and claims are not necessary, the benefits
afforded by the Disclosure Document. will de-
pend. directly upon the adequacy: of the dis-
closure. Therefore, it is strongly urged that.the
document contain a clear and complete explana-
tion of the manner and process of making and
using the invention in sufficient detail to enable
a person having ordinary knowledge in the field
of the invention to make and use the invention,
When the nature of the invention permits, a
drawing or sketch should be includeg’]. The use
or utility of the invention should be deseribed,
especially in chemieal inventions. o

Frerararion ‘or mire DocuMenT

The Disclosure Document must be limited to
written matter or drawings on paper or other
thin, flexible material, such as linen or plastic
drafting material, having dimensions or being
folded to dimensions not to exceed 814 by 13
inches (21.6 by 83 em.). Photographs also wre
aceeptable, Fanel page should be numbered.
Text and drawings should be safliciontly dark
to permit reproduction with commonly used
office copying machines,

Orner ENCLOSURES

In addition to the fes deseribed below, the
Disclosure Document must be accompanied by a
stamped, sel f-nddressed envelope and n separate

aper in duplicate, signed by the inventor, stat-
ing that he is the mventor and requesting that
the material be received for processing under the
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. _ application should be diligently filed if patent
date ‘of any patent application subsequently

together with a notice indi-
sclosure’ Document may be
y a8 evidence and that a patent

protection is desived. The inventor’s request
may take the following form:

“The undersigned, being the inventor of the
disclosed invention, requests that the enclosed
papers be accepted under the Disclosure Docu-
ment Program, and that they be preserved for

a period of two years,” .

| Dwssmoy

_ The Disclosure Doctunent -will ‘be preserved
in the Patent Office for two yenrs and then will
be destroyed unless it is referred to i a separate
letter in a velated patent application filed within
the two-yenr period. The Disclosure Document
should be referred to in a separate letter filed in
o pending application by identifying the Docu-
ment 'by its title, number, and date of receipt.
Acknowledgement of receipt of snch letters is
made in the next official communication or in
separate letter from the Patent Officer Unless
it 19 desired to have the Putent Office retain the
Disclosure Document beyond the two-year pe-
riod, it is not required that it be veferred to in
a patent application, SRR

- ACKNOWLEDGMENT

- 'When a paper referring to a Disclosure Doe-
ument is Ihv( in o patent application within
two years after the ﬁl.ing of n Disclosure Docu-
ment, the group clerk either prepares (1) &
memorandum indicating that » reference to

Disclosure Document No. . has been made
m xl\)plmul:mn Serinl Now vy 01 (2) 0 cOpy
of the paper filed in the applieation veferring

to the Disclosure Document, The memeoraandum
or copy 15 forwnrded to the Head of the Cor-
respondence and Mail Division, ,

Upon receipt, the Correspondence and Mail
Division prepares o retention label (PO-150)
and attaches it to the Diselosure Docament., in-
dieates on the forwarded memo or copy that
the retention label has bheen applied and veturens
the wmeamo or copy to the group. The veturned
memo or copy is stapled to the ingide left flap
of the tile wrapper so that the examiner's at.
tention is directed to it when he prepares the
next. Oflice action. 1 proseeution before the
examinor has been concluded, n separato letter
mdicating that the Disclosure Document wilt
be retnined should be sent to the applicant by
the group clerk.
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memo or copy is stapled to and retained with
the original paper in the file wrapper referring
to the Disclosure Document. -~ =~ -
A fee of $10 is charged for filing'n Disclosure
Document, Payment must accompany the Dis-
closure Document when it ia submitted to the
Patent Office, R | f
WanrniNg 10 INVENTORS ,
The two-year retention period should not be
considered to be a “grace period” during which
the inventor can wait to file hig patent applica-
tion without possible loss of benefits. It must
be recognized that in establishing priority of in-
vention an aflidavit or testimony referring to a
Disclosure Document must usually also estab-
lish diligence in completing the invention or in
filing the patent appllicntion since the filing of
the Disclosure Document. o ‘
Inventors are also reminded that any public
use or sale in the United States or publication of
the invention anywhere in the world more than
one year prior to the filing of a patent applica-
tion on that invention-will prohibit the granting
of a patent on it. ' '
If the inventor is not familiar with what is
considered to be “diligence in completing the
invention” or “reduction to practice” under the
patent law, or if he has other questions about
patent matters, the Patent Office advises hiim to
congutlt an attorney or agent registered to prac-
tice before the Patent Office. A Directory of
Registered Patent Attorneys and Agents
Arranged by States and Countieas is available for
$2.85 from the Suwrintendont of Documents,
U.S. Government Printing Office, Washington,
D.C. 20402. Patent attorneys and agents may be
found in the telephone directories of most major
cities. Also, many largo cities have nssociations
of patent attorneys which may be consulted.

1710 U.S..German Search Exchange
[R-34]

The Germnn and U1.S. Patent Offices have ini-
tinted n continuing program for exchanging
search resnlts in eases where n\)plivutimm for
the samo inventions are filed in hoth countries.

In general, the plan provides that where an
application i3 filed in the U.S. and LATER a
corresponding n{mplicuti(m claiming U.S. prior-
ity ig filed in Germany (U.S. origin appliea-
tion), the U7.8. search vesults are sent to the Ger-
man Patent Office after the first action on the
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isclosure Do ‘ examiner in his action’ on an ap
number of the acknowledgment. The returned

“ Conversely, tho U.S. Patent Office re.

i references cited by the German
lication filed
"S (German

fi Germany and later in the

“n“g‘]:hcntioh)'." & v -
! Customer Services Division, primarily
through the Foreign Exchange Unit, 18 respon-
sible for processing all matters in connection
with the exchange program in cooperation with
the’ examining groups. ‘ & |

171001 US. Origin Applications
S R )

The German Patent Office will identify Ger-
man applications which refer to a Yri’m- appli-
cation for patent in the 118, for the same in-
vention, and request a search report from the
U1.S. ' This request'is on a printed sheet (blne),
designated by them as Form B, which gives the
serinl number of the U.S. application; and the
applicntion number of the German application.

"'}.‘lm*FQmign‘ Exchange Unit receives and
Eroce,s'sos the forms. Where the application has

ecen disposed of or hns already received an
action’ on the merits, the Foreign Exchange
Unit will prepare from the files the list of eita-
tions for the German Office. If the U.S. appli-
cation has not' yet been acted on., a printed
notice is placed 1n the inside left section of the
file jacket to advise the examiner and the exam-
ining group that the search resulis will be fur-
nished Germany when the action is written.
This notice also contains information to assist
the group in handling such cases. .

b : :

The application will be acted on by the ex-
aminer when its regular turn is reached except
that if il is over 24 months old or when it be-
comes 24 months old, it is to be made “Special®
for the purpose of the first action, or if it is
“Special” for some other reason,

When preparing the first action on the merits
which containg reference citations, the exam-
iner, when filling out PO--892, Notice of Refer-
ences Cited, will check the box at the bottom
marked “Foreign xchange” and will detach
tho Notice nnd include it in the folder with
PO-892 which is forwarded to the Reference
Processing Section.

If the first action on the merits does not cito
any references, or if the application is being
passed to issue on the first action, the clerk will
check the uppm{n'int‘n place on the notice and
return it to the Foreign Tixchange Unit.

1710.02 German Origin Applications
[R-34]

In tho ease of a U8, application which refers
to a prior German applieation for the same in-

Rev. 40, Apr, 1974




jons is o

e left inside m%inn :
o gr u&)‘that gsearch re
In addition to the newly files
cases :already ‘pending ave included iy the: pro-
gram, The Foreign Exchange Unit will
tify and locate applications in the group, insert
a. copy of the notice in -umﬂﬁl@b@ud send a
request. for. search -results on PO-952 to the
German Patent Office. . . ... ..
.. If the examiner notices an application in
which there is.n prior filed German applica-
tion but. which has not been marked by placing
therein the notice, he may in his own digeretion
request the German search results through the
Foreign, Exchange Unit, if there is suflicient
time. before the case is to be reached for action,
~The search report, on Form PO-952 (Form
A), when received from.Germany, together
w,lt}x copies of any references cited, will be for-
warded to: the examining. group. to. be placed
in the file, by the Foreign Exchange Unit.
- Normally, the search report is expected to be
received before the U.S. application:is reached
for action in regular course. ' If it is not in the
file of the application when it is reached for ac-
tion, an' inquiry may be made of the Foreign
Exchange Unit to ascertain if it has been re-
ceived and is in process. But otherwise exam-
ination of the application is not to be deferred
to await a search report. If one is received after
the examiner’s action, the references are to be
considered in the same manner as references
being considered for citation in the second
action. . : : ;
“When the examiner is acting on a case in
which a search report citing references has heen
received from Germany (copies of the refer-
ences will have been placed in the file), he is to
proceed with hig own search and examination of
the application in the usual manner, but taking
advantage of any asgistance furnished by the
references cited by the German examiner; for
example, features or anticipations adequately
supplied need not be searched for agnin. The
references cited by the German examiner, as
well as any additjonal ones found, are to be.con-
sidered, and if pertinent, cited and used in the
usnal manner,  References should not be cited
merely becanse they have been listed by the Ger-
man Patent Office.

th

ja |
applications,

according to a classificntion system’ dovelope

along principles somewhat different from the
.S, classification, and references in relpted, or
analogous arts are not used to the samo extent

ag here. = . R
“In ecording the field of search on the flo
wrapper, the examiner should indicate in the
usual manner those sub-classes in which he has
made his usual search; where he has fonnd it
necessary to make only a partial or updating
search, the. listing of the sub-classes thus
searched should be so marked. o
_ The search report and the notice are removed
from the file _,\\jllxé,nf'thd application is disposed
of and retained in the Foreign Exchange Unit,

1711  U.S.-Philippines = Search  Ex-
[{R—40] o :

The: United States-Philippines search ex-
change program involves: patent applications
filed in  the United States which are subse-
(tln(mtl y followed by corresponding applications
iled in the Republic of the Philippines and pat-
ent, u]])plicut;ions filed in the Philippines subse-
quently followed by corresponding applications
filad in the United States. R

The program will operate ns follows:

"The applicant will file his application in tho
U.S. Patent Offico which will process the appli-
eation in the normal mmniner and oxamine the
application in the usual time sequence, -

If the applicant should Intor file a correspond-
ing applieation in the Philippines Patent Office,
he may elect to use the specinl filing procedure.
Under this special filing procedure, applieant
files his appheation in hm Philippines accom-
panied by a notice of election to participate in
the specinl procedure; which notice of eloction
contains o certifiention that the deseription (ex-
cluding veferences to related  applications)
claims and drawings are identical to those of
the correspouding application originally filed
in the United States. The earlier filed applica-
tion must be fully identified; and, in applica-
tions without a claim of priority, a certified copy
of the earlier filed U1.S, application must be sub-
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mitted to the Philippines Patent Office. In addi-
tion, applicant must also agree that all amend-
ments to his U.S. application will also be made
with respect to his application filed in the Phil-
ippines, ] _

M the U.S. Patent Office, applicant will regu-
larly file two copies of each amendment, one
copy must be marked “Copy for Philippines
Patent Office.” Upon termination of prosecution
the 17.S. Patent Office shall remove all copies
so marked from the U.S. file and promptly for-
ward the same to the Philippines Patent Office.

Election forms for pnrtiml_mtim\ in this spe-
cial program must be signed in duplicate and
sin"m‘tanemml y accompany the application to be
filed in the Philippines, _

Upon receipt of properly filed notice of elec-
tion, the Philippines Patent Office will notify
the 1.8, Patent Office of the election by for-
warding one copy of the election forms to the
11.S. Patent Office. The Philippines Patent
Office will defer action on the Phi‘lippines appli-
cation pending receipt of information as to the
disposition of the application by the 11.S. Patent
Office. If no such information 1s received by the
Philippines Office within a reasonable amount
of time from the date of filing in the Philip-
pines, the Philippines Office may, either on 1ts
own initiative, or at applicant’s request, inquire
as to the statns of the U.S. application and, if
desired, proceed with its own independent ex-
amination. B

Upon disposal of the application by the U.S.
Patent Office, appropriate information will he
sent to the Philippines Patent Office which will
include all necessary identifying data, whether
allowed or abandoned, notice of allowanee, cop-
les of documents ecited during examination, a
copy of the last office action and, when neces-
sary, auy earlier nctions which may be included
by veference in the last action. The Philippines
Oftice will then make their own complete oflice
action based upon the elaims as amended with
the 7.8, Patent Office, performing whatever
checks desired and search for copending inter-
fering applications. Alternatively, the Philip-
pines may request. applicant to show eause why
the results of the I;.H. examination should not
be accepted in the Philippines. All avenues of
appeal will remain open to the applicant.

Where copending applications are cited and
applied doring examination in the U.S. Patent
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application was cited
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are inapplicable in the Philip-
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pines.

Where the applhieation originates in the Phil-
i ]i)l)i”(*?? Patent Oflice and 1s subsequently filed in
the U.S. Patent Office, a similar procedure as
outlined above consonant with U.S. Law will
be followed, ,

It is believed that this program will facilitate
the handling of U.S, ovigin applications filed in
the Republic of the Philippines resulting in a
savings in time and expeunse of prosecution to
U.S. applicants,

Illection forms for participation in this spe-
cial program are now available from The
Foreign Exchange Unit.

1712

U.S.-Swedish Search Exchange

[R-22]

A program for the exchange of search results
between the patent oflices of Sweden and the
United States was initiated in February 1969,
The program involves patent applications filed
in one country which are subsequently followed
by corresponding applications filed in the other,

The program operates as follows:

The applicant files an application in the U.S.
Patent, (!) ice whieh then processes the appliea-
tion in the eustomary manner and in the usnal
time sequence.

If the applicant later files an application in
Sweden elaiming the priority of the U.S. appli-
ation, the Patent Oflice of Sweden notifies the
1S, Patent Office of this filing by forwarding
a vequest. for a list of the references eited by the
1.8, examiner in the first office action on the
merits,

Where the applieation originates in Sweden
and s subsequently filed in the U.S. Patent
Office, a sinilar procedure is followed whereby
the 11.8. Office requests and the Swedish Office
supplies a list of references cited by the
Swedish examiner,

This program, which involves only the fur-
nishing of Hstings of references eited, conld
improve the quality of the patents granted by
ench office.
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