1210,/

1211 «Remaad by tlw Bear& ta (?mwider Ameudment ;
1212 "‘:Relj;land by the ,,Bemﬁ/m (bmld@r Amdavlts or

1218 Decigion by Board: = - k
11218.01 Recammendawam ut Baard :
1214 Actmm: following Decision by Board :

1214.01°" "New Ground of Mw@i@m

1914027 Procedure after Decision

“1214.08° "' Rehearing aud"lie'mm%deratioh
1214.04 Examiner Reversed :

1214.05 - -Cancellation of Withdeawn (laims
1214:.06  “Examiner Sustained In Whole or in Part
121407  Reopening of Prosecution

1215 Withdrnwal or Dimimaf of \pmal

121501 Withdrawsl of Am)eal o
_1215.02 Claims Standing Anqw ed
1215.08  Partial Withdrawal

1215.04  Dismissal of Appeal
1215.05 vage Before the Court
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hwh tlw ﬂpplwant may
patent pmtect,mn to which
f opinien on such
mattors van ! justly resolved on{y by preserib-
ing and following ]udu iab procedures. Where
the dlﬂermwm of opinion ¢oncern the denial of
patent claims because of prior art or material
leficiencies in the disclosure set forth in the
applicatlon, the questions thereby raised are
said to relate to merits, and appeal procedure
within the Patent and Trademark Office and to
the courts hag long been provided by statute.
The line of demarcation between’ appealable
matters for the Board of Appeals and petition-
able matters for the Commissioner of Patents
and Trademarks should be ecarefully observed.
The Board will not ordinarily hear a queshon
which it b(‘hevoq should be ﬂwlded h\, the Com-
missioner, and the Clommisstoner will not ordi-
narily entertain a petition where the question
prowntod is an appealable matter, However,
since rule 181(f) states that any petm(m not
filed within two months frem the action com-
plained of may be dismissed as untimely. aml
sinee rule 144 states that petitions from restrie-
tion requirements must be filed no later than
appeal, petitionable matters will rarely be pres-
ent in a ease by the time it is before the Board
f()l a decision. Note in re Hengehold. 169 USPQ
3, (COPA 1971),

Rev, 43, Jan., 1976
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:‘m d%a to: me appenl

#1:1 60 'days to file ‘appeal
'l.nmo Ko«: | _,'?m,

Deciston on. |
;Feconalderation |
20 @ays to request’ ] :

 reconsideration
Rule187(b)

.' -
Decmon by Bonrd
“ - of Appeals

Oral hearing Rule 194 it
-Iwen brlef Rule

: I

Exmminer's Anawer ' filed
: &mfmbly within: 80 days

Decision by Commissioner
of Patents. .

Petition to Commiesioner
of Patents, Rule 181

i
Brief and $80 fee must he
@led within two months of
appeal or within perlod

for m‘;muuo to action
Rule 102, 35 U.8.C. 41

Notice of appeal to Bonrd
of Appeals and 860 fee
must be flled within
peried for respouse to
aetion, Rule 101

Rejeetion

Requirement, objection or ]
alleged nbune of discretion
I'rlmury Rxaminer's mnul Aotlon

1203 (;ompomtmn of Board [Rw~43]
35 U.S.C. 7, provides for a Board of Appeals
as follows:

35 U.8.0. 7 Board of Appeals. The examiners-in-
chief shall be persons of competent legal knowledge
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review ndverse declslona of exumlmz ;
~ tions for patents, Each appeal sha
© least three members of the Board of Appeals, the mem-
" bers hearing such appeal to be deslgnated: by

upon appllca~
‘heard by at

the Com-

_ missioner. The Board of Apm
o ‘xrant rehearings. '

“he may d

210

Whenever the Commlulonar
to maintain the work of the Board of Appeals current,

esigniate any putent exnniner of the primary
examiner grade or higher, haviug the.requisite ability,
to serve as examiner-in-chief for periods not exceeding

six montha each. An examiner signated shall be
qualified to act as a member of the oprd of Appeals.
Not more than one such primary examlxmr shall be a
member of the Board of Appeals hearlug an appeal
The Secretary of Commerce ls anthorizeﬁ to fix the
per annum- rate of basic commnnution ol each desig-
nated examiner-in-chief:in’'the Patent and Trademark
Office &t not in: excess of the maximum scheduled rate
provided for positionsin grade 16 of the General Sched-
ule of the Classification Act of 1049, ae amended, The
per annum rate of basle compensation of each des-
ignated examiner-in-chief shall be adjusted, &t the
close of the period for which-he was designated to act
as examiner-in-chief, to-the per annum rate of basic
compensation which he. would have been receiving at
the close of such:period if such denlsnation had not
been made.

If subsequent to the he.arm but prior to the
decision, a Board member w 10 heard the case
becomes unable to participate in the decision for
some reason, the applicant will be given the
choice of having a rehearing or of having a dif-
ferent Board member substituted for the one
who is incapacitated.

Should a member die or otherwise become un-
available (for example, retirement) to recon-
sider a demsxon, it is the Board’s practice to have
the remaining two Board members reconsider
the cnse. However, if there is disngreement con-
cerning the position of the Board on reconsider-
ation, a third member may be designated as a
substitute for the absent member,

1204 Administrative Handling [R-
41]

Ex parte appeals to the Board of Appeals,
and uﬁ) papers relating thereto, are forwarded
to the examining group for docketing. All ap-
rou\ papers, such ns the notico of appeal, appeal

rief and request for extension ()¥ time to file
the brief are processed by the appropriate exam-
inin gmn&

The application file and jurisdiction of the
applieation are normally transferred from the




7 the examiner’s Answer and
“hagbeen timely filed, -

+2) *After 20 days from the examiner's answer,

-+ plug mail room time, where no new ground

- of rejection hag been indicated in the ex-

‘aminer’s: Answer and no reply brief has

- been timely filed. Pt L e

3)" After'w supplemental examiner's answeor

has been mailed in reply toa timely reply

4) After the examiner has determined that

he will not prepare a supplemental ex-

“aminer’s ‘answelr in response to atimely

coccpeplychriefo o e e o

© The jurisdiction of an application may be re-

ne re

tnrned to the examining group to consider vari-

ousmatters ¢ o i el i v :
~'I'ha clerk in charge of handling appeals: in
the oxamining fi;'mup is solely responsible for
completion of all. phases of appeal clerical pro-
cedure. All communications from the Board and
all signed Office communieations relating to a&
peals from the primary examiners should
given to the group appeals clerk.

To insure that all records are current, memo-
randum form  PO-262 is attached to the file
wrapper when it is remanded by the Board of
Appeals. It is important that this memorandum
be promptly completed and forwarded by the
group if the application is allowed, the prosecu-
tion 1s reopened, a continuation application js
filed or if the appeal is discontinued for any
other reason, , ‘

Complete elerical instruetions appear in
Chapter 700 of the Manual of Clerical
Procedure.

If the brief is not filed within the time des-
ignated by rule 192, the clerk will notify the
applicant that the appeal stands dismissm{.

" 1

eSeeciar”! Case

Subjeet nlone to diligent prosccution by the
applicant, an application for patent that once
has been made special and advanced out of
turn by the Commisgioner or nn  Assistant
Commissioner for exaumination will continue to
be specinl tln'()utghoul its entire eourse of prose-
cution in the Patent Oflice, including appeal,
if any, to the Board of Appenls.

A petition to make n cnse special after the ap-
peal Nms been forwarded to the Board of Ap-
penls mny be addressed to the Bonrd, However,
no such petition will be granted unless the breief
has been filed and applicant has made the same
type of showing required by the Commissioner
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ndor rule 102 Therefore, diligent prosecu-
tion is essenti n favorable decigion on a peti-
tion to make special,

1205 © Notice of Appeal [R-32]

35 U.8.0. 134, Appeal to the Board of Appeals. An
applicant for a patent, any of whose elaims has been
twice rejected, may appenl from the declsion of the
primary examiner to the Board of Appeals, having
once paid the fee for such appeal.

Eetravt from 35 UM, 41, Patent fees. (a) The
Commissioner shall eharge the following feex: 8. On
appeal for the flest time from the examiner to the
Board of Appeals, £50; in additfon, on Mling a brief in
support of the appeal, $50. - S

Rule 101. Appewl to Board of Appeals,  (a) Bvery
applicant for a patent or for relssue of a patent, any
of the claims of which have been twice rojected, or who
has heen given a final rejection (rule 118), may, upon
the payment of the fee required by lnw, appeal from the
decision of the primary ‘examiner to the Board of Ap-
perls within' the time allowed for response.

(1) The appeal must [dentlfy the rejected clatm or
claims appealed, and must be signed by the applieant
or his duly authorized attorney or agent. (See form
4ty S ‘

(¢) Exceptas otherwise provided by rule 208, appeal
when taken must be taken from the rejection of all
clahny under rejection which ‘applicant proposes to
contest. Questionz relating to matters not affecting
the merlts of the invention may be required to ba
settled before an appent can be considered,

An applicant dissatisfied with the primarv
examiner’s decision in the sccond ov final rejec-
tion of his elaims many appeal to the Board of
Appeals for review of the examiner’s rejection
by filing a notica of appeal, signed by the apph-
cant or his attorney, and the required fee of $50.

The notice of appeal must be filed within the
period for response set in the last Office action,
which is normally three months, The timely fi}-
ing of a first vesponse to a final rejection having
o shortened statutory period for response 1
construed as inelnding & request to extend
tho period for response sn additiona] month,
oven if an. extension has been  previousiy
granted, us long as the period for response does:
not exceed six monthy from the date of the final
rejection, The additional month may be used to
place the application in condition for illowance,
to appeal or to file n continuing application. Sce
§ 714,13, Kailure to place an application in con-
dition for allowance or to file an appeal after
final rejection will vesult in the npp‘i(mtion be-
coming abandoned, even if one or more clnims
have been allowed exeept where elnims sug-
gested for interference have been copied.

The use of form 11 for filing a notice of ap-
peal is strongly recommended. This form is
roproduced below. Copies for duplication may

Rev. 41, July, 1974



tained
Juilding :
: ' Revised “Form 41 :
Norice OF. APPEAL | FROM /THE  PRIMARY EXAMINER
... To THE BOARD OF APPEALS.
Inre application of: .. -
Seeial No,:. G
Fopt © oo
Filed: Senenin e
Iroup Art Unit: ... .. . ;
To Commigsloner.of Patents .
. Applicant_hereby appeals to the Board of-Appeals
trom the decision dated ..o vmrmrowe 0f the Pri-
mary BExaminer finally rejecting .clalmg - evvovcmonn
‘The itew (#). checked below are appropriate; .
-1, 2] An extension of time to respond to the final
! rejection. was. granted on . ... emmnwmomemns
: for wriene montha(s)... . S TURIIR N R
2. {) A timely respouse to.the. final rejection has
... beenfiled, as provided, in 841 0.G. 1411
8..[) Fee $30.00: . . . . . et
{0 Enclosed . o ‘
{1 Not required (Fec paid in prior appeal.)
] Charge to Deposit Account No, rooccee .
(One: additional: copy of this Notice s
- enclosed herewith,) .

L e S e 1m  V i e e e e <t R e et R A Ay @7k
Y oy 0 D T B W Ok un D 4 T o Y . e

_____________________________________

Post Office Address (to which
correspondence s to be sent).

Marrers Hanprep CoNcURReENTLY WiTH
S ArpraL

Rule 206 permits partial appeal in cases where
there are both finally rejected claims copied
froma patent and other ¢laims not ready for ap-
peal. Sce §§ 1210 and 1101.02(f3. '

Ex parte prosecution of an appeal under rule
191 may proceed concurrently with an inter-
ference proceeding involving the same applica-
tion provided the primary examiner who for-
wards the appeal certifies, in o memorandum to
be placed in the file, that the subject matter of
the interference does not confliet with the sub-
ject matter of the appealed clnims,  See rule
212,§ 1103,

The Patent Oflice does not. acknowledge
receipt of n Notice of Appeal by separate letter,
However, if o self-addvessed Post. Card is in-
cluded with the Notice of Appeal it will be date
stanped and mailed.

1206 Appeal Brief [R-41]
Rule 192, Appellant’'s drief. (n) The appellant shall,
within two months from the date of {he appeal, or

Rev, 41, July, 1074

ence characters, and a copy: of the vlalms. involved,
at-the same tima indicating 1€ ho desives an oral hear-
ing. Upon a showing of sufficlent. cause, the Commis-
sloper may: grant extenslons of thme foe fiing the brief.
The Commissioner mnay delogate to appropriate Pat-
ent Office officfals the approval of awich. extensions. All
requests for extensions must he fled prior to the ex-
piration of the period:sought to be.extended. -

" (b) On failure to file the brief, accompanied: by the
requisite fee, within. the time allowed, the.appeal shall
mnd_ﬁlm&md.,, TS S St ; i
. 'Where the brief is not filed, but within the pe-
riod allowed for filing the brief an amendment
is presented: which places the case in condition
for allowance, the amendment: may be entered
since the u})plicut.ion retains its pending status
during said period. Amendments should not be
il‘:dhl(ﬁad cinthe, appeal briefs,  Amendments
should be filed ns separvato papers. See §§ 1207,
121501 and 1215.02. .. I -

‘The copy of the claims required in the brief
should be a clean copy and should not include
any brackets or undorfining: as required by rule
121b). o ey ‘

“"Time Por Finina Averar Brier

“The usual period of time in which applicant
must file his brief is two months from the date
of the appeal. However, rule 192 alternatively
rermits the brief to be filed ‘within the time ai-
owed for response to the action appealed from,
if such time is later”, :

In the event that applicant finds that he is
unable to file o brief within the time allotted
by the rules, he may file o petition, without any
fee, to the examining group, requesting addi-
tional time (usually one month), and giving his
reasons for the request. The petition should be
filed in duplicate and contain the address to
which the response is to be sent, I suflicient
cause is shown and thoe petition is filed prior to
the expiration of the period songht to be ex-
tended (rule 192), the group appeals clerk is
anthorized to grant the extension not in excess
of one month. The group directors have an-
thority to grant subsequent extensions, Addi-
tional time, in excess of two monthg, will not be

ranted, iless oxlxmnrdinnry circnmstanee are
mvolved. The time extended 18 added to the last
calendar day of the original period, as opposed
to being added to the day it wonld have been due
when said last day is a Saturday, Sunday or
holiday.

1f after an appeal has been filed, but prior to
the date for submitting a brief, an interference




able decision of the Patent Interference Exatn-
iner or the expiration of the time for appealing
from the Patent Interference Kxaminer's ap-
Beal‘abls ‘decision, the decision of the Board of
Patent: Interferences or from any subsequent

decision of a reviewing court. If a petition for

reconsideration-is filed, there is n 30 duy appeal
limit following the decision on petition, Tn the
event that n seasonable petition to the Commis-
sioner is filed with respect to the Patent Inter-
ference Iixaminer's ‘decision, a 30 day period
beging with the mailing of the decision on the
petition, See §§ 1109.01 and 1109.02. o
. Litkewise, when ' an: application is revived
after abandonment for failure on the part of
the applicant to make appropriate action after
final rejection, and the petition to revive was
accompanied by a Notice of Appeal, applicant
has two months, from the mni?ing date of the
Commissioner’s affirmative decision on the peti-
tion, in which to file hisbrief. = =

With the exception of the institution of an
interference or the suggestion and timely copy-
ing of clnims for an interference, the appeal
ordinarily will be dismissed if the brief is not
filed within the period provided by rule 192(a)
or within sucly additional time as may be prop-
erly granted. S : ¥

Attention is direoted to the fact that a brief
must be filed to preserve applicant’s right to the
appenled - claims, ,11(‘:‘\T"\‘\‘lf&lﬁfﬁllld‘il]{-r © eireum-
stances: such as; '

(1) the possibility or inminence of an in-
terference involving the subject appli-
cation, but not 1'esuﬁ<ing in withdrawal
of the final rejection prior to the brief’s
due dato; '

(2) the filing of a petition for supervisory
nction under rule 181

(3) the filing of an amendment, even if it
is one which the exmminer previously
has indicated may place one or more
elnims in condition for allowance, nn-
legs the examiner, in asting oun the
wmendment, disposes of rll issues on
appeal;

(4) the receipt of n letter from the exam-
iner stating that. proseention is sns-
pended, without the examiner either
withdrawing the final rejection from
which appeal has heen taken, institut-
mg nn interferenco with the subject
application or suggesting claims for
nn interference,

Although fathure to file the brief within the
permissible time will result in dismissal of the
nppeal, i any elaims stand allowed, the applica-
tion does not. beeeme ubandoned by the dismis-
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~ action on the allowe ‘Sea § 12150
_there are no allowed claims, the case is aban-

urned to the exam iner for his
Howed claims. See § 121504 11

doned as of the date the brief wasdue.
- If the time for filing a brief has paussed and

‘the application haa consequently become apan-

doned, the applicant may petition to revive the
application, as in other cases of abandonment,

_and to reinstate the appeal; if the appeal is dis-

missed, but-the application is not abandoned,
the petition would be to reinstate the clnims and
the appeal, but n showing equivalent to that in
a petition to revive under rule 137 is required.
See § 1215.04. However, the $15 fee for reviving
an application is not required in the latter cuse.
In either event, n - proper brief must be filed
before: the petition wihfbe considered on its
merits, SERERE RS RS e

‘Where the dismissal of the appeal is believed
io. be a mistake resulting from inadvertence,
filing a petition; pointing out the error, may be
sufficient. Y N
~ s Arrpal Brigg:

A $50 fee is required when the brief is filed
for the first time in an application, 35 TLS.C. 41.
Rule 192 provides that tllmy applicant shall file
o brief of the authorities and arguments on
which he will rely to mmintain his appeal, in-
chiding a concise explanation of the invention
which should refer to the drawing by reference
characters, and a copy of the claims involved,
at the same time indieating if he desires an oral
hearing. Rule 192(a) requires the submission
of three copies of the appeal brief.

_ TFor snke of convenlence, the copy of the
claims involved should be double spaced.

The brief, as well as every other paper velat-
ing to an appeal, should indicate the number of
the examining gronp to which the a )k)liuatbion
is assigned and the serial number. k\ hen the
brief is received, it is forwarded to the group
where it s entered in the file, and referred to
the examiner.

Applicants are reminded that their briefs in
appenled cases mugt be rvesponsive to every
ground of rejection stated by the examiner, in-
cinding new grounds stated in his answer,

Where an applicant fails to respond by way
of brief or veply brief to any ground of rejec-
tion, and it appears that the failure ig inad-
vertent, applieant shall be notitied by the exanm-
iner that he is nllowed one month to correct the
defeet by filing a supplementnl bidef, Where
thir procedure has not boen followed, the Board
of Appeals shonld remand the application to the
examiner for complinnee, ‘V‘llt‘ll the record
clenrly indieates intentional failure to respond
by Inief to any ground of rejection, for exam-
ple. by failure to file a snpplemental brief
within the one-month period allowed for that

Rev, 42, Oct. 1974
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00

mpliance:
that the brief m
‘arguments relied
~fails to do so w
rejection, the appeal as to that g
dismissed. 1t i essential that the
peals should be provided with a br

't :
mg the position of the applicant with respect:te
aaé‘hf ‘issue involved in: the appeal so that no
search of the record ia required in order to deter-
mine that position. The fact that applicant may
consider o ground to be clearly improper does
not justify a failure ‘to point out to the Board
the reasons for that bel 1e} ;

pecb':to

, 1de ‘between the Iack
gument and the presentation of argu-
hich carry no conviction. In the formet
case dismissal is in‘order; while in the latter'ense
a decision on the merits is made, although it may
well be merely ‘an ‘affirmance based on- the
grounds relied on'by the examiner.
Applicant must traverse every ground of re-
jection set forth in the final rejection. Oral
argument at the hearing will not remedy such
# deficiency in the brief. Tgnoving or acqitiéscing
in any rejection, even one baseil upon formal
matters which could ‘be cured by snbsequent.
amendment, will invite a dismissal of the appeal
as to the claimg affected. If this involves all of
the elaims, the proceedings in the case are con-
sidered terminated as of the date of the dis-
missnl.  Accordingly, ~any applieation filed
therenfter will not be copending with the ap-
plication on appeal. Tf in his brief, applicant
relies on some reference, he is uxpmtvdl to pro-
vide the Board with at least one copy of it,
Onee the brief hins been filed, a petition to
suspend proceedings may be considered on its
merits, but will be granted only in exeeptional
enses, auch as where the writing of the exam-
iner’s answer wonld be frnitless or the proceed-
ings would work a hardship on the applicant,
For reply brief see § 120801, | R42]

1207 Amendment Filed With or After
Appeal  [R-42]

To expedite the resolution of cases nnder final
vejection, an amendment filed at. any timo after
final rejection but bhefore an appeal brief is filed,
may bo entered upon or after lising of an appeal
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- paper, It should be: noted that an amendment

g 4
, ‘antered on
filad in a separate

lacing a case in condition for allowance will
) enterable by the examiner at any stags prior
to forwarding the answer on appeal. Exeept
whera an. amendment merely cancels claims
and/or adopts examiner: suggestions, removes
1ssues. from. appeal, ov in gome other way re-
quires only a cursory review by the examiner,
complinnes with the reéquirement of a showin
under rule 116(b). will: bo: expected .of a
amendments after final rejection, . . .

If after appeal hasbeen taken, a:paper is pre-
sented which-on its face clearly places the appli-
cation in condition: for allowance, such paper
should be -entéred and: a notice of allowability
(POL~327)  or an examiner’s  amendmoent
promptly seut to applicant. S
~In nceordance with 'the above, the brief
must be directed to the claims and to the
record of the case as they appeared ut the time of
the appeal, but it may, of course, withdraw
from consideration on appeal any claims or is-
sues as desired by applicant. '

A timely filed brief will ba referred to the
examiner: for his consideration of its propriety
as to the appeal issues and for preparation of an
oxaminer’s answer if the brief is proper and
the apphlication is not allowable. - The exam-
iner’s answor will normally be of the shortened
type referring to and relying on the final action;
it may withdraw rejection of clnims or any ob-
jeetion or requirement as desired by the exam-
mer. - Note § 1201, No new ground of rejection
or objection shonld be incorporated in the ex-
aminer's answer without express approval in
cach cuse hy the group dircetor. See § 1003,
(L) and 120801, See § THUS For procedure on
handling amendments filed after tinal action
nnd hefore nppeal.

1208  Examiner’s Answer  [R-42]
Rule 198, Eraminer's answer.  {(n) The primary ex-
aminer may, within saeh time as mny he divected by
the Commiusloner, furnish p weitfen statement in
answver to the appellant’s brief neludbgg sneh explana.
flou of the invention claimed nud ot the referensves and
grounds of rojection ax may he necessary, supplying n
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APPEAL

copy to the appellant,  If the primary examiner shall
find that the appeal is not regular in form ér does not
relate to an appealnble aetion, he shall so state and a
petition from such decizion may be taken to the Com-
missloner as provided in rule 181

(L) The appellant may file & reply brief divevted only
to such new points of argument as way be ralsed in the
examiner’s nuswer, within twenty days from the date
of such answer, However, If the examiner's answer
states o new ground of rejection appellant way e
# reply theveto witiin two months from the date of
anch answer; such reply may include any smendment
or material appropriate to the new ground,

Aeeean Conrerexcr

Appenled cases in which the brief bas been
filed may be reviewed by conferviee in the
group, those participating being (1) a primary

Sl

(TN I TR I

1208

examiner, (2} the exuminer charged with prep-
aration of thc- examiner’s answer and (3} an-
other examiner, known as the conferee, having
suflicient v\pmwnvu to be of assistance in the
consideration of the merits of the issues on
appeal.

The group director has the discretion as to
whether or not appeal conferences are ecessary
in his group and, if so, in which instances they
ave to be held.

I n conference is held, the primary exame-
iner responsible for signing the examiner’s an-
swer should \\"vig,:h the arguments of the other
examiners but itis his res ,pmmlnhn 1o make
the final decision, During the conferesee, con-
siderntion should be given to the posstbility of
dropping cumudative art rejections anmd elimi
nating techniend vejections of doubt ful value,

Rew, 42, Oct, 1974



ference is held. . ... ... .. . . o

~Before preparing tho answor, the examiner
ghould .maic,a. certain. that all amendments. np-
proved for entry, including those to the draw-
ing, have in fact been physically. entered. The
clerk of the Board will return to the group any
application in which approved amendments
have not been enteved.” R

... ANSWER

" The examiner should furnish the applicant
with a written statemient in answer to the ap-
plieant’s brief within 2 months after the filing
ofthebyief. - R
~'The answer should contain n response to the
ailegations ‘or arguments in the brief and
should call attention to any errors in applicant’s
copy of the claims. Grounds of rejection not
argued in the examiner’s answer are usually
treated as having heen dropped, but may be con-
sidered by the Board if it‘}\.esirés to do'so.: 'The
examiner should treat affidavits, declarations
or exhibits in accordance with rule 193, report-
ing his conclusions only on those admitted. Any
aflidavits or declarations in the application
swearing behind a patent should be clearly
identified by the examiner as being cousidered
under either rule 131 or 204. The distinetion is
important since the Board of Appenls will usu-
ally consider holdings on rule 131 afidavits or
deelavations it not on rule 204 aflidavits or
declarations.

Tf the brief fails to respond to any or all
grounds of rejection advanced by the examiner,
he should follow the indieated” procedure for
handhing sueh briefy set forth in § 1206, T the
failure to vespond appenrs intentional or is not
corrected within the period allowed by the notice
enlling the defeet. to applicant’s attention,
the exuminer shonld simply inform the Board
of Appeals of this faet in his answerand specify
the pavticular elnims nffected. Sinee sueh lack
of response to any gronnd of vejection will re-
sult. - dismissal of the appent as to the clajms
affected, the elnims involved need not be treated
further by the examiner in hix answer, A dis-
missal of the appeal will result if all the eluims
are mvolved and the Board coneurs i the ex-
aminer'’s conelusion,

\‘ Tppedls for consideration
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for purpose of ap-
fbefor(aﬁahmrd« f
‘contain claims which
are not the clains treated in the examiner’s
final rejection.  They are either entirely new
claims or amended versions of the finally re-
jected claims, or both. The new claims or fi-
nally rejected claims as amended  froquently
contain limitations not in the claims treated in
the final rejection and the arguments in the ap-
plicant’s brief ave directed to the new claims.
Inder such cireumstances the. mere reference
in the examiner's answer to the final rejection
for n statement of his position would leave the
Board, insofaras the new claimg are concerned,
with an nnerystallized issue and. without the
benefit of tho examiner’s view, which compli-

, many: case 1

" cates the task of randering a decision.

.1t also frequantly happens that-an examiner
will state his position in the answer in n manner
that represents a shift from the position stated
in.the final rejection without indicating that the
last stated. pogition supersedes:tha former. Such
a situation confuses the issue and likewise poses
difficulties for the Board since it is not: clear
exactly what the ‘examiner's ultimate. posi-
tionis, 0 : i :

In: view of the complete and thorough
development. of ‘the issues at the time of final
rejection it.is possible to save time in preparving
the examiner’s answer required by \'nsa 193
hy taking the following steps: ,
~ AL Examiners ny incorporate in the answer
their statement of the grounds of rejection
mevely by reference to the final rejection (ov a
single other action on which 1t is Dbased,
§ 706.07). Only those statements of grounds
of rejection as appear in séngle prior action may
bo imcorporated by rveference,  An examiner’s
answer should not vofer, either diveetly or in-
direetly, to more than one prior Ollice action,
Statenients of grounds of rejection appearing
in actions other than the a I'm'onwn(innuh single
prior action should be guozed in the answer. The
puge nnd paragreaph of the final action or other
single prior action which it is desived to incor-
porate lby reference shoulid be explicitly idonti-
ficdd,  OF course, if the examiner }‘vvl.q that some
further explanation of the rejection is necossary
he should inelude it in the answer but ordinarily
he may avoid another recital of the issues and
nnother elaboration of the grounds of rejection,
Thoe auswer should also inclnde any neecessary
rebutanl of avguwments presented in the appli
eant’s briel i the final netion does not adequately
meet the nrguments,

B. If the applicant (1) fnils to deseribe the
invention, ns required by rule 192, or (2) fails
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longer ‘required 16 p
' “rhﬁex&mr ghoul
description and
feels it necessary to present properly and effec-

tively his case to the Board of Appeals. -

-+ The examiner should reevaluate «l‘l‘iﬂw}m.sibibh '
in the light of the arguments presented in the

brief, and should expressly withdraw any re-
jections not adhered to, especially if:-the rejee-
tion was made in-an action which is incorpe-
rated by reference. This should: be dono even
though any rejection not repeated and discussed
in the answer may be taken by the Board as
having been withdrawn. TERES R
- 'The Board has authority to remand o case
to the examiner for a fuller description of the
claimed invention-and, in the:case of a ma-

chine, a statement of its mode of operation. : In

certain cnses where the pertinence of the ref-
erences is not clear, the ‘Board may call upon
the examiner for n further explanation. In
the case of multiple rejections of a cumulative
nature, the 'Boarg may also remand for selec-
tion of the preferred or best ground. The
Board may also remand a case to the exam-
iner for further search where it feels that the
most pertinent art has not been cited.

All correspondence with the Board of Ap-
peals, whether by the examiner or the applicant
must be on the record. No unpnblished decisions
which are unavailable to the general public by
reason of 35 1].S.C. 122 can be cited by the
examiner or the applicant except that either
the examiner or the applicant has the right to
cite an unpublished decision in an application
having common ownership with the application
on appeal. '

When files are forwarded, soft copies and
prints of references therein shonld not be
disturbed.

Tf an examiner’s answer is helieved to con-
tain # new interpretation or application of the
existing patent law, the examiner’s answer,
application file and an explanatory memoran-
dum should be forwarded to the group direetor
for congideration, see § 1003, item 16, Tf ap-
proved by the gronp divector, the examiner’s
answer should be forwarded to the Oflice of the
Asgistant. Commissioner for Pateuts for final
approval,

A form suitable for the examiner’s answer
is ns follows:

POT.-84

In ne AvrrioarTion or

Ser. No. e
Filed . ...._.

Before the Bonrd of Appeals
For

o s e 0 ot g 20
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explanation in the answer if he

A

" “This ig an appeal from the final rejection of
“elaims L.._... Claims ....._ are allowable.”

~ “A correct copy of the appealed claims n;r
pears on page — of the applicant’s brief,” (If
~any claims areé incorrect, they should be cor-
rectly reproduced in the answer in clean copy
without any underlining or brackets as required
by rule 121(b)). - 7 e
Statement as to any ground of rejection not
argued ov responded to by applicant and the
particular ¢laims affected by such lack of
response, B L S ‘
" “The references of record relied on are:
1,780,481 Smith........6-20
1,804,324 Jonep...ropo7-28
“Noew References” See § 1208.01.

('The examiner’s answer must cite all refer-
ences Ielied on:in the appeal and cannot refer
to other papers for this information, . In citing
non-patent. references, the current location of
the reference should be specified by class and
subclass or, if not classified, the particular loca-
tion in the Office where a copy can be found.  In
addition, the citation shonld specify the precise
{mge‘ or Fuges of the reference relied on,  Omit
listing of references not involved in the appeal.)

“Statement of the grounds of rejection.”

Reference may be made to a final rejection or
single prior action for a clenr exposition of the
rejection, If not all of the prior rejections in
such & referred to prior action are maintained,
they should be specifically noted aus not being
u‘)plied. If necessary, n deseription and ex-
planation of the alleged invention and rvefer-
ences may be made to present the examiner’s
case properly. If pertinent, a statement should
be included that a new gronnd of rejection is
contained in the answer.

Response to the allegations and arguments in
the brief not already met by the final vejection.

If 2 new ground of rejection is ranised, seo
§ 1208.01.

For case having patentability report see
§ 705.01 (a).

Request by the examiner to presont avgu-
ments at the oral hearing,.

1208.01

New Reference, New Objec-
tion or New Ground of Re-
jeetion in Examiner’s Answer
(R-42]

At the time of preparing his answer to an
appeal brief, the examiner may decide that he
shonld eite a new veference, raise n new objec-
fion, or apply n new ground of rejection (new
roference, double putenting, statutory bar or
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otl'wr reason far”e;emf)n) inst some or all
of the appealed _group director’s
approval mu  obtained prior to writing the
answer for any new reference or new trmnnd
of rv}wtnm or nl);mtmn incorporated i the
exawminer’s answer, Mee § 1003, item 15,

After prior approval of the group director

16,1 Rev. 42,

© 1208.01

is obtained, all angwers citing new references or
containing new grounds of rejection or objec-
tion must be routed over the supervisory pri-
mary examiner’s desk, These should then be
brought to the attention of the divector for his
veview and approval, The divector will stamp
“approved™ on all copies of the answer

Qct. 1974




¥ will not. be involved in
ust be completed
m ease of ssu-

pose) or
such ans

parte prosecution before the examiner or to
melude the new rejection in the examiner’s
answer, depending on existing circumstances.
The choice of action to be followed will depend
on guch factars as the history of the prosecution,
the number of claims affected, the importance
of the new ground of rejection, the significance
of the new reference and the naiure of the re-
sponse to be expected. For example, if the ref-
erence is basic and materially better in meeting
all of the ciaims, reopening of the prosecution
and making the action final would ordinarily
be approved.  Should applicant desire to have
the Board review the examiner's action, he
must file # new appeal (without fee) and a new
brief (without fees). On the other hand, if the
new reference anticipates some but not all of the
claims or supplies a minor lack in art already
relied on, inclusion of the new ground in the
oxaminer's answer would normally be the
approved procedure. Of course, if the new
sround of rejection applies to any claim stand-
mg allowed the prosecution should be reopened.

It is important that the new ground with re-
gard to which the group director has heen
consulted be clearly indicated as such so that
the Board of Appeals can readily identify those
applications where the applicant is entitled to a
period of two months for reply. Any now refer-
enco should be cited under the caption “New
Roference(s).”

Likewise when a ground of rejection not in-
volving a new reference is raised for the first
time in the answer after consultation with the
group director the fact that it is 2 new ground
should bo clearly indicated, thus: THIS IS A
NEW GROUND OF REJECTION, or some
equivalent statement.

The examiner’s answer which includes a
new ground of rejection should conclude with
the following paragraph:

“In view of tho new ground of rejection
applicant has two months within which he
may file a reply to this answer. Such reply
may include any nmendment. or materinl ap-
propriate to the new gronnd and may request,
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new ground of rejection will result in dismis-
sal of the appeal of the claims so rejected if
said failure to vespond is construed as an
~acquieseence in this rejection.”

Reery Burige

Where a new ground of rejection is raised
in the examiner’s answer, the applicant, uu-
der rule 193 (b) has two months within which
he may file u veply brief. The applicant’s reply,
insofar as tha new ground of rejection is con-
corned, may include any amendment or mate-
rinl u[f);:{mprinm to the new ground. Congidera-
tion will be limited to amendments and facts
pertinent. to the new ground of rejection.

'The examining group appeal clerks are aw-
thorized to grant, upon the i"irst,mfgumt there-
for, l-month extensions of time to fila tho brief
or n_-.]l:)ly brief, Any further extensions or any
initial request. for an extension of more than
1 month may be granted by the group divectors.

An amendment. limited to the new ground of
rejection is entitled to entry. kx parte Abseck
ot al., 183 USFQ 411. ,

Where new points of argument have been
raised in the examiner’s answer, applicant may
file n veply brief within twenty davs from the
dato of such answer., Applicants should clearly
and specifically indicate in their reply bricfs the
new points of argument “raised n the exam-
' to which said reply briefs are

e ien

iner's answer”
directed. Rule 193(b) does not permit general
rebuttal of each statement made in the cxam-
iner’s answer; consequently a reply brief which
15 not restricted to answering “new points™ may
be refused consideration in toto.

Applicants are reminded that theiv briefs in
appealed enses must bo responsive to every
ground of rejection stated by the exanminer, in-
cluding new grounds stated in his answor.

Where an applicant fails to respond by way
of brief or repiy brief to any ground of rojec-
tion, s it appenrs that. the failuee is inadvert-
ent, appliecant shall be notified by the examiner
that he is allowed ono month to correct the
defect by filing a supplemental brief, Where
this procedure hag not been followed, the Bonrd
of Appeals should remand the applieation to
the exnminer for complinnee. When the record
clearly indieatos intentional failure to respond
by brief to any ground of rvejection, for example,
by failure to file a supplemental brief within the
one-month period nlim\wl for that purpose, the
examiner should inform the Board of Appeals
of this fact in hig answer and merely specify the
chiims affeeted.
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by the applicant followin
gwer, the application should be forwarded to
the Boarg als without any need for the
preparation of a supplemental answer by the
examiner. The examiner should si

“noted” on'tha reply brief alon
and the date, This will indiea
staff and the Board of Appes
iner has seen the reply brief,
good reason to respond is appavent, the exam-
iner may issue a supplemental answer in re-
sponge to the reply brief hefore forwarding the
case to the Board. IR ANERLE S

A supplemental examiner’s answer may not
contain a new ground of rejection. ‘

Ti those situations where a reply brief is
elearly unwarranted (e.g. no new grounds of
rejection or new points of argument in the ex-
aminer’s answer), the examiner shonld refuse
entry of the reply brief. See rule 193 (b). [R-36]

1208.02 Withdrawal of Final Rejee-
tion [R-28]

The examiner may withdraw the final re-
jection at any time prior to the mailing of the
examiner's answer. It is possible that after
reading the brief, the examiner may be con-
vinced that some or all of the {inally rejected
claims are allowable. Where he is of the opinion
that some of the claims are allowable he should
so speeify in the examiner's answer and confine
his arguments to the remaining rejected elaims.
If he finds, upon reconsideration, that all the re-
jected claims are allowable, or where the ap-
plicant in his brief withdraws the appeal as
to some of the rejected claims and the exam-
iner finds the remaining claims to be allowable,
he should pass the case to issue. The Board
should be notified whenever a remanded
application is withdrawn from appeal under
any circumstance. Sec §§ 706.07(¢) to 706.07
(e).

In applications where an interference has re-
sulted from the applieant. copying claims from
the patent which provided the basis for linal re-
jeetion, the rejection based on that patent
should be withdrawn and the appenl dismissed
as to the involved elnims,

1209 Oral Hearing [R-30]

Rule 194, Nearing. 1f no rvequest for oral hearing
has been made by the appellant, the appeal will bo
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ornl argument will be limited to ane-halt hour unless

_If applicant desires

~ appeal

In the.
otherwise ordered before the henving begins,

to argue his case before
he Board, he must file a brief and at the same
ime indicate 1f he desives un oral bearing.
' juest has been by‘a.]i_)[ﬁ)licm\t, the
| ned for consideration and
m will bo rendered

decigion, That
on the brief,
" Preferubly, the request for oral hearing
should appear in the first pnragraph of the brie
and zs’lmull 1 be set out prominently.

A notice of hearing, stating the date, the time
and the docket, is forwarded to the applicant
in due course. If applicant fails to confirm
within the stated time (14 days), the appeal is
removed from the hearing docket nnd assigned
on brief in due course, Similarly, after con-
firmation, if no appearance is made at the sched-
uled hearing, the appeal is decided on brief.
Since failure to notify the Bonrd of waiver of
hearing in advance of the assigned date results
in a waste of the Board's resources, applicant
should inform the Board of a change in p&nns at
the earliest possible opportunity. '

If the time set in the notice conflicts with
prior commitments or if subsequent events make
appearance impossible, the hearing may be re-
scheduled on written request. However, post-
ponements are discouraged and will not be
granted in the absence of convincing reasons in
su{‘)}f)m't of the requested change.

applicant has any specia _l“(et{nc\sty, such as
for a particular date or day of the week, this
will be taken into consideration in setting the
enses, 1f made known to the Board in advance,
ns long ag snch request does not undunly delny
a decision inthe ease,

The argmments at the hearing may be pre-
sented by applieant’s attornay or ngent if he is
duly authorized in accordance with mle 34,

Usually o half hour is allowed for applicant to
explain his position, Tf applieant. Im‘lie.vc-s that
ndditionnl time will be necessary, norequest for
aueh time should be made well in ndvanee and
will he taken into consideration in assigning the
hearing date. The final decigion on whether
additional time is to he geanted rests within the
diseretion of the senior member of the panel
hearing the ease.

Primary examiners are )lwrmitl'(u’l to present,
oral argiments before the Bonrd of Appenls in
appeals where the applicant has heen granted
an oral hearing. A fter the applicant hns made
his presentution, the examiner will bo allowed
fifteen minntes to reply as well as to present a




statement which clearly s
with respect 0
record. Applicant may utilize any allott
not used in the initial presentation for rebuttal.

Currently, up to two examiners are permitted
to attend any one hearing as observers, where
the case is related to the examiners’ field of tech-
nology. The time of a hearing may be obtained
by the examiners by telephoning the Board of
Appeals about one month after the appeal is
forwarded. The time should be checked a fow
days prior to the hearing to see if any change
has been made, The examiner's vequest for an
oral hearing should appear in the last para-
graph of his examiner’s answer,

121€¢  Actions Subsequent to Examin-
er’s Answer but Before Board’s
Decision  [R-39]

JorispicrioN or Boarp

The application file and jurisdietion of the
application are teansferred from the examining
groups to the Board of Appeals at one of the
following times:

1) After 2 months from the examiner’s an-
swer, plus mail room time, if a “new
ground of rejection™ has been indicated in
the examiner’s answer and no reply brief
has been timely filed.

2) After 20 days from the examiner’s an-
swer, plus mail room time, where no new
ground of rejection has heen indieated
m the examiner’s answer and no veply
brief hias been timely filed.

3) After a supplemental examiner’s answer
has been mailed noreply to a timely reply
brief.

4y After the examiner has determined by ini-
tinling and dating the veply brief; that he
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forth his position
to the issues and rejections of -

| not prepare a supplemental exam-
iner's answer in response to a timely reply
brief.

Any amendment, affidavit, or other paper
relating to the appeal, filed thereafter but prior
to the decision of the Board, may be \':()nsixSQr\'&d
by the examiner only in the event the case is
remanded to him by the Board for that purpose.

Divinen Jurmspiorion

Where appeal is taken from the final rejec-
tion of one or more copied claims only, jurisdie-
tion of the rest of the case remains with the ex-
aniiner, and proseeution of the remaining claims
may proceed as though the entire case was un-
der his jurisdiction. Also, where the exam-
iner certifies in writing that there is no conflict
of subject matter, an appeal to the Board of
Appeal may proceed concurrently with an
interference.

ABANDONMENT OF APPEAL
[ 4

To avoid the rendering of decisions by the
Board of Appealsin applications which have al-
ready been refiled as continuations, applicants
should promptly inform the clerk of the Roard
in writing as soon as they have positively de-
cided to refile or to abandon an application con-
taining an appeal awaiting a decision, Failure
to exercise appropriate diligenee in this matter
may result in the Board’s refusing an otherwise
proper request to vacate its decision.

Except m those instanees wheve a withdrawal
of an appeal would result in abandonment of the
n,‘)pli('ntzi(),n, an attorney not of record in an ap-
plication may file a paper undev rule 34 (a) \vi(’%]_
drawing an appeal. In such instances where no
allowable claims appear in the applieation, the
withdrawal of an appeal 15 in fact an express
abandonment and does not comply with rule
138,
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ulo 193(b), will be treated as an amendment
filed after appeal. See § 1207, .. . .. .
. If the proposed amendment is in effect an
abandonment. of the appeal, as, by canceling
the appealed claims, other clwims-_lmm% present
which are patentablo in the opinion of the ex-
aminer, the amendment should be entered and
the clerk of the Board notified in order that the
case may be removed from the Board's docket.
1212 Remand by the Board To Con-
~sider Affidavits or Declarations
. [R-39y ~
Rule 105, Afldavits  or declarations after eppeal,
AfMdavits, declarations, or exhibits subnmitied after the
case hag been appealed will not.be admitted without a
showing of good and sufficient reagons why they were
not earlier presented,

“Affidavits or declarations filed with or after
appeal but before the mailing of the examiner’s
answer will be considered for entry only if
the applicant makes the necessary showing

under rule 195 as to why they were not earlier .

presented.  Authority from the Board is not
necessary to consider such affidavits or declara-
tions. Aflidavits or declarations filed aftor n
final rejection and prior to u notice of appenl
are handled as provided in §§ 715.09 nn(% 716.

In tho ease of affidavits or declarations filed
after the application has heen forwarded to the
Bonrd of Appeals, the examiner is without au-
thority to consider the same in the absence of
a remand by the Board. When a case is ro-
manded to the examiner for the consideration
of such aflidavits or declarations, the examiner,
after having given such consideration as the
facts in the ease vequire, will return the case to
the Bonrd of Appeals with his answer on re-
mand, a copy of which should be forwarded to
tho applicant. If such an aflidavit or declara-
tion s not accompanied by the showing required
under rule 195, the examimer will not consider
its merits, Tf the delay in filing sueh affidavit
or declaration is satisfactorily explained, the
examiner will admit the same and consider its
merits.  1f this aflidavit or declavation is ne-
cepted ng overcoming the reference, or refer-
ences, used in the finnl rejection, and a new
roference having a filing date prior to the
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year pr

r to the applicant’s filing date, is

found, it may be substituted for the one

overcome without thereby reopening the case

to further prosecution befare the examiner,

‘Ex parte Bowyer, 1930 C.D, 5; 42 USPQ 626,
<1t is not the enstom'of the Board: to remand

affidavits or declurations offered in:connection
with a roq;msat for reconsideration of its de-
cision, Aflidavits or declarations submitted for
this purpose, not remanded to the examiner,
are considered only as arguments. In re Martin,
1046 C.D. 1803 69 USPQ 75; 83 CCPA 842

1213 Decision by Board [R~20]

Baxtract of Rule 106, Deoision by the Roard of
Appeals. - (a) 'The Board of Appeals, in its deeision,
may affirm or reverse the decision of the primary ex-
aminer.in whole or in part on the grounds and ea the
claims. specified :by. the examiner. The aflfimnance of
the rejection of a.claim on any of the grounds specified
constitutes. a general affirmance .of the decision of the
primary. examiner on. that claim, except as te aay
ground specifically reversed.

After consideration of the record including
applicant’s brief and the examiner's answer,
the Board writes its decision, affirming the
oxaminer in whole or in part, or reversing his
decision, sometimes also setting forth a new
ground of rejection, ;

On oceasion the Board of Appeals has refused
to consider an appeal until after the conclu-
sion of n pending civil action or appeal to the
C.C.P.A. involving issues identical with and/or
similar to those presented in the later appeal.
Such suspension of action, postponing consid-
oration of the appeal until the leu‘( has the
benefit of a court decision which may be deter-
minative of the issnes invelved, has been rec-
ognized as sound practice. An a?plimnt i3 not.
entitled, after obtaining a final decision by the
Patent Office on an igssue in a case, to utilize the
prolonged pendency of a court proceeding as a
means for avoiding res judicata while relitigat-
ing the snme, or snbstantinlly the same issue in
another applieation. '

An applicant may request {hat the decision
e wil,h]mld to permit. the vefiling of the appli«
cation al any time prior to the mailing of the
decision, Up to 30 duys may be granted, al-
though the time is usunlly Hmited as much as
possibie. The Bonrd will be more prone to enter-
tain the applicant’s request where the request ig
tiled eatly, obvinting the necessity for an oral
hearing or even for the setting of the ornl hear-
ing date. 11 the ense has nll‘omsg' been set for oral
hearing, the petition should melude a request
to vacate the hearing date, not to |]m.qtpone it.

In n gituntion where o withdrawal of the ap-
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o Hatract of Rulel Decision: by the. Board of - Ap-
geals: 5 (e): Should: the decision’ of “the:Board of
‘Appeals include an:explicit statement that a claim may
be allowed tn aménded:form; applicant shaill:have the
right' to -amend: In' conformity with:such: statement,
whieh shall'be biniling on the primary examiner in the
absence ‘of new:references or’ grounds of rejection,:
__If the examiner knows of references or rea-
sons which were not before the Board, such a
favorable recommendation i nfit"éiz‘sd:fn‘gi;u‘xﬁjqn
him, - Likewise, any change in a favorably rec-
ommended claim other than the amendments
recommended would tend to destroy the force
of such recommendation. Tx parte Young, 18
Gour.24:81. o
" In the absencoe of an. express recommenda-
tion, a remark by the Board that a certain
feature does not appear in a claim ig not to
be taken as’'a recommendation that the claim
be allowed if the feature is supplied by amend-
ment. Ex parte Norlund, 1913 C.D. 161; 192
O.G. ogg, T T T , ,

Applicant’s right to amend ‘in conformity
with the recommendation may only be exercised
within the period. allowed for seeking court
review, ordinarily sixty days from the date of
the Bonrd's decision. f :

RN

A

1214 Actions Following Decision by
Board [R-28] :

_ Board of Appeals decigions may be published,

if requested by the Board or group. Tn the event

that the applieation hag become abandoned,

applicent’s permission  is  sought  prior to

pubhieation. ‘

121401 New Ground of Rejection

[R-25]

Batract from Rule 196. Declslons by the I,?o'ard of
Appeals ., . (b) Should the Doard of Appeals have
knowledge of any grounds not fnvolved in the appeal

Rev. 28, Apr. 1071
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| ing
mitter considered by
ement shall be bing-
amendment
record be' mide
primary examiner, avolds
Jeetion wta dect-
Vo

upon ‘the same
‘befor Where request for such’ recon-

LR aﬂﬁ the Board of Appeals shall, if nee-
nder n new decision which ‘shall clude all
grounds upon which & pateutls vefused.: The applicant
miy’ waive reconsideration by the Board of Appeals
and ‘treat the decision, Including the: added grounds

rd of Appeals

A. siders .
must be filed within thirty days from the date
of the decision, the period set by:rule 197(b).
By proceeding in this ‘manner the applicant
waives his right to further prosecution before
the examiner. In e Greenﬁe{d,«‘ 1980 O.D. 531;
5 USPQ 474. A
‘B, Where the Board’s decision completely re-
moves the examiner’s. rejection as to one or
more claims and. substitutes a new one under
rule 196(b), the applicant, if he. elects to pro-
ceedl before. the examiner, must take . such
action within the period for response set in the
Board’s decision, which may not exceed . six
months from the Board’s decision. See In e ap-
plication filed July 13, 1950 at 693 O.G. 136;
1055 C.D. 8, A shortened period. for response
of thirty days ordinarily ig sot. in.the Board's
decision. NIRRT
The applicant may amend the clnims in-
volved, or substitute new claims to avoid the
art or reasons ndduced by the Board. Ex
parte Burrowes, 1004 C.D. 165; 110 O.G, 599,
Such amended or new claims must be directed
to the same subject matter ns the appealed
clnims, Ex parte Comstock, 1923 C.D. 83;
NT0.G. 4. ~ SRR
Argument without amendment of the claims
o rejected can result only in a final rejection
of the claims, sinee the examiner is without
authority to allow the claims unless amended
or unless the rejection ig overcomo by n show-
ing of facts not before the Board. The new
ground of rejection raised by the Board does
not reopen the proseention except as to that
subject matter to which the new rejection was
applied.




a - civil action under 36 US.C. 14
Crowell, 1930 C.D. 360; 397 O.G. 3.
the applicant avails: himself of the third op-
tion, *Ka ‘waives his right to reconsideration by
the Board, or by the exmniner, discussed
above. - In re Heing, 1010 C.D. 202;
1004, 00 o0 —— -
1214.02 Procedure After Decision
T 200
_ Eotract from Rule 197.  Action following deoision.
(n) After decision by the Board of Appeals, the case
shall be returned to the primary examiner, subject to
the applicant’s right of appeal or other revlew, for such
further action by tbe applicant or by the primary ex-
aminer, as the condition of the cuae‘ma'y require, to
carry Into effect the declsion. R

‘After an appeal to the Board of Appeals has
been decided, a copy of the decision is mailed
to the applicant and the original placed in the
file.  The clerk of the Board notes the decision
on the file wrapper and in the record of appeals,
and then forwards the file to the primary ex-
aminer through the office of the group director
immediately 1f the examiner is reversed, and
after 30 days if the examiner is affirmed.

1214.03 Rehearing and Reconsidera-
o tion [R-35]

~Hatract from rule 197. Aetion following decision,
. & (b) ‘Any request or petition for rehearing or recon-
wsideration, or modification of the decision, must be
flled within thirty days from the date of the original
deciglon; ‘unless that ‘decision is 8o modifled as to
become, in effect, a new decision, and:the Board of
Appeanls so states.

“No petition for rehearing or reconsideration
filed outsido the time specified shall operate to
extend the period of sixty days” for appeal to
the U.S. Court of Customs and Patent Appeals
or for commeoncing a civil action, rule 304, The
Commissioner may suspend or waive the sixty
day limit of rule 304, Fcekey v. Watson, 122
USPQ 5; 1959 C.1D. 119, In such:a petition an
adequate showing under rnle 183 is demnnded.

All copies of references in the file wrapper
should be retained therein. ’

1214.01

A complete reversal of the cxaminer’s re-
jection brings the case up for immedinto action
by the examiner.

The examiner should never regurd such a
roversal as a challenge to make a new search to

Examiner Reversed [R-42)
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jected. the o The 1 examiner
should give full faith and credit to his prede-
cessor's. search, Of course, if the examiner
has specific knowledge of the existence of a
particnlar reference which obviously meets the
terms of any of the appealed claims as to
which the examiuver was reversed, he should
submit. the matt, ' roupcgliinmtm for
authorization to reopen prosecution under rule
198 for the purpose of entering the new
rejection, Note §§ 1002.02((:), item 2, and
1214.07. The group director's approval shounld
appear on the action reopening prosecution, .
All requests by the examiner to the Board of
Appeals for reconsideration of a decision, must
be approved by the group director and must be
forwarded to the office oz the Deputy Assistant
Commissioner for Patents. o

1214.05 Cancellation of Withdrawn
7 Claims [R20]

‘Where an applicant withdraws some of the
appealed claims, and the Board reverses the
examiner on the remaining appealed claims,
the withdrawal ig treated as an authorization
to cancel the withdrawn claims. It is not nec-
essary to notify the applicant of the cancel-
lation of the withdrawn claims.

1214.06 Examiner Sustained in Whole
or in Part [R-39]

Hatract from Rule 197. Action following dectsion
.5 . (c) When an :appeal is or stands dismissed, or
when the tiine for: appeal to the court er review by
civil action: (rule 304) has expired and ne such appenl
or civil action has been filed, proceedings in the ap-
plication are considered terminated as of the dismlesal
or expiration date oxcept in those applications In which
claimg stand allowed or In which the wnatgre of the
decislon requires further action by the examiner. If
nn appeal to the court or a civil action haz been filed,
proceedings In the applicatlon are similarly congldered
terminated when the appeat or civil action is termli.
nated,

If the examiner was sustnined either in
whole or in part, it is improper to notify ap-
plicant of the status of the case unless asked
to do s0. Seo Ex purte Buchenberg 1024 C.1D.
Bh; 327 0.G. 216,

The time for secking review of a decision of
the Board of Appeals by the C.C.P.A. or the
Distriet. Court 18 the same for both tribunals,
that is, sixty days, ov sixty days with the ex-
tonsion provided by rule 304 in the event a peti-
tion for recongideration or rehearing is sea-
sonably filed before the Board, or as extended
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‘to_be . ;
ed fles without

akes the case up and passes it to issue on
claims which stand allowed.
should be drawn through t sed claims.

the notation “Board ecision” written in
wargin in red ink.

If uncorrected matters of form which cannot
be handled without written correspondence re-
main in the case, the examiner should take ap-
propriate’ action but prosecution is: otherwise
closed. ‘A ‘letter such ‘as the following is
suggested: fn Dot Dol

= “In view of the fact that the period for
secking court review of the decision by the

Board of Appeals rendered (date of decision)

 has_expired and no further action has been

~ taken by applicant, the proceedings as to the
rejected clatms are considered terminated;
- see rule 197(c).” it
“The application will be passed to issue on
claims (identify) which stand allowed pro-
vided the following formnl matter(s) is

(are) - promptly - corrected. Prosecution is

otherwise closed.”

(Set. out formal matter(s) requiring cor-
“rection.) ; P D
(Set n thirty day Shortened Statutory

Period for response.) : S

C. Claims require action. 1f the decision of
the Board is an afirmance in part and includes
a reversal of a rejection that brings certain
claims up for action on the merits, such as a
decision reversing the rejection of generie
claims In n ease containing claims to nonclected
species not previously acted upon, the examiner
will take the ease up for appropriate setion on
the matters thus brought up, but. the ease is not
considered open to further prosecution except
as to such matters, '

D. Rule 196(b) rejection. Whers the Board
makes a4 new rejection under rule 198(b) and
no action is taken with reference thereto by the
applicant within gix months, or such shorlened
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the examiner’s rejec-
new ground of rejection
196(b), the filing of a request for
ation on. the affirmed rejection will
e end of the period for appeal to the
courts until 30 days after the decision on re-
considaration, to ‘allow time for the éxaminer
to congider any amendments and/or evidence
offered to traverse the new ground of rejection.
_E. Rule 196(c) recommendation. Where the
Board makes a recommendation under rule
196(¢). and no action is tnken with reference
thereto by the applicant within the time per-
mitted for court review, ordinarily sixty days
from the date of the ,’deCisidn,”tim‘ examiner
should proceed in the manner indicated for sit-
uations A, B, or C, depending on which is ap-
propriate to the case. . See § 1213.0L,: . .
‘F. Appeal dismissed. Where the appeal has
been dismissed for: failure to argue a ground of
rejection involving all the appealed claims see

The practice under situations A, B, and C is
similar to-the practice after a decision of the
court outlined 1 § 1216.01. - ST

In view of the above practice, examiners
must be very careful that applications which
come back from the Board 0&,:\.ppeals are not
overlooked because every case, except those in
which all claims stand ' rejected after the
Board’s decision, is up for action by the ex-
aminer in the event no court review has been
sought. Consequently, when a file is received
after decision by the Board of Appeals, it
must be exumineg and appropriate precautions
taken to indicate the presence of allowed
ciaims, if any. This may bo done by writing
the notation “Allowed Claims" or “Rejection
Reversed™ on “Contents™ of file wrapper im-
medintely  below  endorsement “*Decision by
Board". ; '

Seo §§1216.01 and 121002 for procedure
where conrt review is sought,

1214.07 Reopening of Prosecution
[R-25]

Rule 198, Reopening after decigion.  Cases which
have been deelded by the Board of Appenls will not be
reopenad or reconsldered by the primary examiner, ex-
cept under the provisions of rule 14, without the writ-
ten nuthority of the Commissioner, and then only for
the consideration of matters not alvendy adjudiented,
sufliclent enuge helng shown,

Sometimes an amendment. is filed nfter the
Board’s decision which does not carry into ef-
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eant. clearly is not entitl ho
ment entered as o -matter of right. . However,
if the amendment. obviously places the case in
condition- for allowance, the primary exam-
iner should endorse on the amendntory-paper n
recommendation  that  the wmendment: be ad-
mitted, and with the coneurrence of the group
director, the: amendment. will be entered.: Note
§ 1008, item 14, oo i R
Where the amendment cannot be entered, the
examiner should ‘write to the applicant noti-
fying him that the amendment cannot be en-
t.ereg_ and stating the reason why.:: The refusnl
should never be made to appear arbitrary or

capricious, A letter such as the following
m‘ﬁilt beused: . i ... o i
"he amendment filed . oveen- after the

Board’s decision is refused entry because the
. prosecution is closed and the new claims (or

claims as amended). raise new issnes which
. require further. consideration or search.”? -
- In the event that claims stand allowed in the
case under the conditions set forth in § 1214.06
(paragraph B), the case should be passed to
issue. e o

-Since October 16, 1969, the Commissioner has
entertained petitions under rule 198 to reopen
certain cases in which an applicant has sought
review under 35 U.S.C. 141 or 145. This proce-
dure is restricted to cases which have been de-
cided by the Board of Appeals and which are
amenable to settlement without the need  for
going forward with the court proceeding. Note
§ 1002,02(c), item 2. Such petitions will ordi-
narily be granted only in the following cate-
gories of cases:

1. When the decision of the Board of Appeals
asserts that the rejection of the claims is proper
because the claims do not include a disclosed
limitation or because they suffer from some
other curable defect, and the decision reason-
ably is suggestive that claims inclnding the lim-
itation or devoid of the defect will be nllowable;

2. When the decigion of the Board of Appeals
asserts that the rejection of the claims is proper
becnuse the record does not include evidenco of
a specified character, and is reasonably sugges-
tive that if such evidence were presented, the
appealed claims would be allowable, and it is
demonstrated that such  evidence presently
oxists and can be offered ; or

3. When the decision of the Board of Ap-
peals is based on a practice, rule, lvw, or judicial
precedent. which, since the Board's decision, has
been reseinded, repealed, or overruled,

220.3

1 dment, evidence, or. argu-
id to :Plstiﬁyj allowance of ithe claims.

* The petition_further must point out how the

Ils. within one of the . preceding cate-
gories, Failure to do so or failure of the case to
qualify as coming within one. of the categories
will: usually constitute basis for denying  the
petition. In any event, no cage will be reopened
unless it is for tha consideration of matters not

t

nlmm}j adjudicated, and. sufficient  cause  has
been. shown. Such petitions nre referred to the

group .director for de - Note § 1002,02(¢),
item 2. The group director’s approval is-indi-
eated. on the Oflice action which reopens the
prosecution of the application, ‘ ~

Such petitions wih not. be ordinarily enter-
tnined after the filing of the Commissioner’s
brief in cases in which review has been sought
under 35 U.S.C. 141, or after trial ina 35 U.S.C.
145 case. o

In the case of an appeal under 85 U.S.C. 141,
if the petition is granted, steps will be taken to
request the court to.remand the case to the Pat-
ent. Office. and if o remanded the proposed
amendments, evidence, and arguments will be
entered of record in the application file for con-
sideration, and further action will be taken by
the Board of Appeals in the first instance or by
the examiner as may be appropriate. In the case
of civil action under 35 17.8,C; 145, steps will be
taken for obtaining dismissal of the action
without prejudice to consideration of the
proposnls, - [ R-42]

1215 Withdrawal or Dismissal of Ap-
- peal ‘
1215.01 Withdrawal of Appeal [R-
42] o
Except in thoge ingtances whero a withdrawal
of an appeal would result in abandonment of
the application, an attoimiey not of record in an
application may file a paper under rule 34(a)
withdrawing an appeal. In such instances where
no allowable claims appear in the application,
tho withdrawal of an appeal is in fact an express
abandonment and does not comply with rula 138,
Where, after appeal has been filed and be-
fore decision by the Board of Appeals, an
appliennt withdraws his appeal after the period
far response to the final rejection has expired,
the applieation is to bo considered abandoned as
of the date on whieh the appeal was with-
drawn unless thore are allowed elaims in the
ease.
Where a letter abnndoning the application is
filedd in necordance with rule 138, the effective
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I brief : ithir 'ime per:
mitted by rule 102 (or any extension thereof)
and an answer mailed and applicant withdraws
the appeal, the case is Teturned to the oxaminer:

= Ta.avoid: the rendering of decisions by the

Board: of Appeals in ‘applications which have
alveady  been refiled  as: continwations, ap:
plicanta ‘should" pmmFt;ly ~inform the clerk
of -the Board in writing as soon as ‘they
have positively decided ‘to refile or to abandon
an application containing an appeal awaiting
a decision.  Failure to ‘exercise appropriate
diligeneo in this' matter may result in the
Board’s refusing an otherwise proper request
to vaecate its decision, o oo

1215.02 Claims Standing Allowed

If the application contains allowed claims,
as well as claims on appeal,:the withdrawal of
the appeal does not operate as an abandon:
ment:of the application, but is:considered a
withdrawal of the appeal as to those claims and
authority to the examiner to cancel the same.
An amendment canceling the appealed claims is
equivalent to a withdrawal of the appeal.

1215.03 Partial Withdrawal [R-20]

A withdrawal of the appeal as to some of the
claims on appeal operates as a cancelation of
those claims from the case and the nppenl con-
tinues as to the remaining clnims. The with-
drawn elaims will be eanceled by direction of the
examiner when necessary without further ac-
tion by the applicant,

1215.04  Dismissal of Appeal [R-42]

If no brief is filed within the time prescribed
by rule 192, the appeal stands dismissed by
operation of the rule. . The letter (form POL-
333) notifying the applicant that the appeal
stands dismissed ig not an action in the case and
does not start any period for reply. If no
claims stand allowed the application is con-
sidered ag abandoned on the date the brief was
due.  No notification to the applicant that the
application is abandoned is necessary. If clajms
stand allowed in the application, the failure
to file a brief and consequent dismissal of the
appeal is to be treated as a withdeawal of the
appeal and of any elaim not standing nllowed.
The application should be passed to issne forth-
with.

However, if formal matters remain to be at-
tended to, the examiner shounld take appropri-
ate action on such matters, setting n shortened
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a8 to such matters.

Pﬁmti@n m >t0iv-;{m

A letter such as the following is suggested:
co4Ine view of applicant's a%xilumﬁfm file -a
“brief within the time preseribed by rule 192,
- the appenl stands dismissed and the proceed-
ings as to the rejected: clnims nre considered
terminated ; seerule 197(e) o
: “Thiﬁ'a};’ plication will bo passed to-issue o
~elaims ?(immi(‘y/) ~whielr stand allowed pro-
tvided :the - following formal matter(s)  is
(are) corrected. Prosecution ‘is: otherwise
cl()sed,.” T SRR R RE! Serear it i o
- (Set. ont formal matter(s) requiring cor-
creetionm) o s ~
- (Set: & thirty day shortened statutory pe-
“riod for response; ) R :
1215.05

Case Befurc t.lmk:Co‘uﬁ%' [R—-

“'When the case is before the court either on
appeal, 35 U.S.C. 141, or'in & ¢ivil action under
35 U.S.C. 145, the status of the application in
the event of a dismissal must be determined
according ‘to the circumstances leading to the
dismissal. In no event will the application be
considered abandoned as of a date prior to the
date of the dismissal by renson of the dismissak
alone. ‘ R

1216 Appeals to Courts [R-35]

- Rule 804. Time for appeal or olvil notion. The time fox
filing the: notlce: and:reasons: of: nppeal to the: U.S
Court of Customs and Patent Appeals (rule 302) oz
for commencing a ¢lvil action (rule 803) is sixty days
from the date of the declslon of the Board of Appeals
or the Board of Patent Tuterferences, If a petition fog
rehearlng or recons{deration ls-filed within thirty days
after the date of the declsion of the Boavd of Appeals
or Roard of Patent Interferences, the time i extended
to thirty days after action on the petition. No petitivas
for rehenring or veconslderation fited ontside the e
upecified hereln after sach decision, nor any proceed-
Inga on such petition shall operate to extend the peried
of sixty days herclunbove provided. The times apecifled
herein nve ealendnr days, If the Inst day of the tinwe
apeclfied for appeal or commencing o elvil netion falts
on & Saturday, HSanday, or legnl holiday, the the &
extonded to the next day whileh I neither n S8aturday,
Sunday nor n hollday, If n defeated party to an Intue
forenee has taken wn nppeal 1o the VN, Court of Cuse
toms nnd Potent Appenls and an midverse party has
filed notiee wnder 85 118,00, 141 that he clects to have
all further proceedings conducted wndor 356 U.R.C. b4
(rnle 303(e)), the time for filing s clvil netlon thegw
after Ju specitied In 85 1.8.C 141,
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forptehe sttﬂct o*f (]olnmbia, are no

by the Patent Office to the publie, * Rait
“During the pendency of a suit the applmutlon

i# not’ unde - juris m ‘of the examiner;

, yi
a patent for interference purposes, can’ be ad-
mltmd only under the prowsxmm of mle 108,

%ervim of (‘mlrl Papers on Commissioner of
Patents

Those lmvmg oconsmn to serve on the Com-
missioner of Patents papers having to do with
court proceedings are reminded that proper
sorvice by muil may be effected only by mailing
the papers to the Solicitor of the Patent Office
as counsel for the Commissioner. Rule 5(b) of
the Federal Rules of' Civil Proeedure prondes
m pertinent part:

' Whenewr nnder the&e ruleq servlce is reqmmd or
permltted fo be made upon a paity rapresented by an
attorney the ﬁervlco shall be mnde upon the attorney
unless service upon the party himself Is nrdered by
tho court Service upon the attornoy * * % ghall be
mnde by de)lvorlng a copy to him or by nmmng it to
him' at his last known nddrosg .

Rule 25(b) of the Foderal Rules of Appollaw
Procedure similarly provides, “Service on a
party rePro%nted by counsel shall be made on
counsel.” The clerk of the U.S. Court of Customs
and Patent. Appeals has stated that, inasmuch as
the rules of the Court are not specific on the
manner of service in patent cases, the procedure
outlined herein has the Court’s approval.
Accordingly, all service copies of papors filed

in court proceedings in which the Commissioner
of Patents is a party which are served by mail
should bo addressed :

“(Name of Solicitor), Solicitor

U.S. Patent Oftice

Washington, D.C. 20231.”

1216.01 To Court of Customs and Pat-

ent Appeals [R-34]

Rule 301. Appeal to 1.8, Court of Customs and Patent
Appeals. Any nppHennt disentinfled with the declslon
of the Board of Appenls, and any party to an integp-
ference disaatisfled with the declslon of the Board of
Patont Interferences, may appeal to the 1.8 Court
of Cuatomas and Patent Appenls, The appellant must
tike the following ateps In sneh an appeal: (a) In the
Patent Office give notlee to the Commligsloner nna file
the reasons of appeal (gee vrules 302 and 804) ; (b) In
tho court, file & petition of appeal and n certlfied tran-
seript of the record within a apecificd tlme after fling

“the “fee for appeal, as
cotrt. The transeript will
be tmmmltted to ﬂm (”‘mmz by the Patent Office on
order of and at the expense of the appellant. Such
order should be filed with the notice of appeal, but in
Bo ense gshould it be fled later than 15 days thereafter,

- S5 U.8. 0. 141 Appeal to Court of Gustoms and Patent
Ap,wm. An applieant dissatinfed with the declaion of
the Board of Appenls mny appeal to the United States
Couet of Qustoms. g Patent Appeals, theveby walving
bis right to proceed under sectlon 145 of this title. A
party to an interference dlasatlafied: with the:dectsion
of the board of patent Interferences on the question of
prioeity: may. appenl to. the Unlted. States Court of
Customa .and. Pntent Appeals, but such appesl shall be
dismissed 1f any adverse party to such interference,
within twenty days after the appellant has filed notice
of appeal according ‘to gectlon 142 of this title, fles
notice with the Commissioner. that he elects o bave
all further proceedings conducted ns provided n see
tion 148 -of -this: title. Thereupon the appellant shatt
bave thirty days thereafter within which to file a ¢ivil
action under sectlon 146, in default of which the de-
elalon _appealed  from . shall . govern the further
procectdings in the cage.

35 U.8,0, 142, Notloc of appeal Wheu an uppem is
taken to the United States Court of Customs and Patent
Appeals, the. appellant shall give notice thereof to the
Comumissloner, and shall file in the Patent Office his
reasons of appeal, speclfieally set forth in writiug
within such time after the date of the declsion ap-
penled from, uot less than sixty days, as the Commis-
sloner appoints,

35 U.S.C. 1}8. Proccedings on appeal. The United
States Court of Customs and Patent Appesls shall, be-
fore hearing such appesl, give notice of the time and
place of the hearlng to the Commlssioner and the
parties. thereto. The Commissioner shall transmit to
the court certified coples of all the necessary original
papers and evidence In the case specified by the appel-
Iant and any additional papors and evidence speciiied
by the appellee and Inh an ex parte case the Cominis
sioner ghall furnish the court with the grounds of the
decision of the Patent Office, In writing, touching all
the points Involved by the reasons of appeal,

35 U.KB.C. 154 Deelglon on appeal. 'The United States
Conrt of Customs and I'ntent Appeals, on petition, shall
hear and determine such appeal on the evidence pro-
duced before the Patent Office, and the declslon shall be
confined to the polnts set forth In the reagons of appeal.
Upon lta determination the court shall return to the
Commisaloner o cortlllente of Its proceedings and decl-
sion, which shall be entered of record in the 'atent
OfMce and govaern the further procecdings in the case,

Rule 302. Notloo and reasona of appeal. (a) When an
appent 18 taken to the U8, Court of Customs and Patent
Appeals, the appeliant shall give notlee thercof to the
Commisstoner, and filo In the Patent Office, withln the
time apecified in rule 804, hls reasons of appeal speclf-
leally set forth In wrlting.
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22 (b). In interferences and ot
- notice and reasons must be ser
2‘%8. ERE A B \,  s L : E AR GERR Y st
" Tf an applicant is dissatisfied with the decision
of the Board of Appeals and desires to have
said decision reviewed on the record, he must
~ file n “Notice of Appeal” in'the Patent Office,
within 60 days nfter the date of the Board's
decision or 30 days from a decision on recon-
sideration, in order to have the Court of Cus-
toms nnd Patent Appeals consider his appeal.
See85U.S.C. 142, o
When the Office of the Solicitor receives the
notice of appeal, it acknowledge ‘mceilpt-oftha
notice and requests that an order (called prae-
cipe) be filed within 20 days. -The order or
praecipe states the exact papers to be certified
which forms the transeript of record that is
transmitted to the comrt. 0
'The transeript of record, petition and $50.00
fee must be filed in the court within 40 calendar
days from the date upon ‘which said “Notice
of Appeal” was filed; provided the Commis-
sioner does not extend such time. If the 40th
day falls on a Saturday, Sunday or legal holi-
day, the period runs until the end of the next
da whicgeis not a Saturday, Sundny or legal
holiday. See rules 5.2 and 4.1 of the Rules of the
United 'States Court of Customs and Patent

A Is. - v

;i‘ e appeal is docketed in the Court if the
petition, transcript and fee are timely filed. If
not timely filed, there is no specific order of
dismissal by the Court but the rules of the Court
restore jurisdiction to the Patent Office. " If no
claims stand allowed proceedings are consid-
ered terminated on the last day the petition,
transcript and fee were due (since up to this
day the case was alive and applicant could take
some action) Ex parte Vossen, 1967 C.D. 29;
155 USPQ 109. :

After restoration of jurisdiction to the Patent
Office the action taken by the examiner will
be the same as set forth in the paragraphs under
“Action Following Decision by Court” below,

After the court has heard and decided the
appeal, a copy of the decision is sent to the

atent Office and one to the applicant. Where

the applicant files a petition for rehearing, the
Court’s ruling thercon is communieated to the
Office and to the applicant by the Clerk of the
Court.

Finally, the Clerk of the Clonrt forwards to
the Office n certified copy of the Court’s deci-
sion on the appealed claims. This copy is n
duplicate of the uncertified copy first for-
warded, unless modified as a msn,t of the peti-
tion for rehearing or, possibly, altered to cor.
rect some minor error. The date of receipt of
this copy by the Patent Offico marks the conclu-
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becomes n ‘patent,

the .a - becomes ,.the Patent
Office does not give the public acvess to the ap-
plication file. Since a transeript of the applica-
tion becomes a part of the court: record, it may
of course be inspected there by anyone, In re
Mosher, 45 CCPA. 701; 116 USPQ 140,

The Bolicitor enters the cortified copy of the
Court’s decision in the application f‘i,le and
veturng it to the primary examiner, . ~

Action Forrowina Drosion sy Courr

1o All claims rejected, If all claims in the
case stand rejected, proceedings om the applica-
tion are considered terminated om the tfate of
receipt of the Court’s certificate and the appli-
cation is not open to. subsequent amendment
and prosecution by the applicant since the appli-
cation is no longer considered: pending. Conti-
nental Can Company, Ine., ot al, v. Schuyier, 168
USPQ 625 (D.C.D.C. 1970), Exceptions may
ocenr where the court mandate clearly indicates
that another action is to be taken. ,
2. Some claims allowed, If some claims in
the case stand allowed, either by reversal of the
Office decision by the Court or the Board of
Appeals or by having been allowed by the ex-
aminer, proceedings are considered terminated
as to the rejected claims. Action by the appli-
cant canceling the rejected claims is not con-
sidered neceesary. The examiner will pass the
case for issue forthwith on the allowed claims,
the applicant being advised of such action.
The rejected claims may be canceled by the
examiner with an appropriate notation on the
margin, to avoid confusion of the printer.
However, if formal matters remain to be at-
tended to, the examiner should take appro-
priate action on such matters, setting a 30 day
shortened period for reply, but the application
is considered closed to further presecution ex-
copt as to such matters.  If all claims in the case
stand allowed after the Court’s decision formal
matters if any should be tuken care of and the
case passed for issue,

3. Remand. Tf the decision of the Court is
such that it brings certain clnims up for action
on the merits, such as a decision allowing
generic ciaims in a case containing claims to
non-elected species not previously acted upon,
the examiner will take the case up for appro-
priate action on the matters thus brought up,
but the case is not considcred open to further
prosecution except as to such matters. A re-
mand by the Court is a remand to the Board
of Appeals and not to the examiner. The
examiner may only act on the application if
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4. Reopening o

uations it may be desirable

- tion of an application after a

. e

Office actions proposing to reopen pr

_after a court decision must be forwarded to the
Deputy Assistant Commissioner for Patents for
, Jommissioner
for Patents will indicate his approval to reopen

~approval. The Deputy Assistan

~ on the Office action,

Dismissan or APFEAL

After the appeal is docketed in the Court,
failure to prosecute.the appeal, ns by failure
to print the record or failure to file the brief,
wils result in dismissal of the appeal by the
Court; or there may be a dismissal by the (%ourt
at the request of the appellant. The proceed-
ings are considered terminated and the applica-
tion abandoned if applicable ns of the dats of
dismissal, see § 1215.05,

After dismissal, if no claims stand allowed
the action taken by the examiner will be the
same as set forth in paragraph 1 above; if claims
stand allowed the action is in accordance with
paragraph 2.

1216.02 Civil Suits [R-25]

Rule 303. Civil action under 35 UV.8.C. 145, 146. (a)
Any appliennt dissatistied with the declslon of the
Board of Appeals, and any party dissatisfled with the
decision of the Board of Patent Interferences, may,
instead of appealing to the U8, Court of Customs and
I'atent Appeals (rule 301), have remedy by clvil actlon
under 35 U.S.C. 145 and 146 respectively, Sueh civil
actlon must be commenced within the time speelfied in
rule 304.

(b) If an applicant in an ex parte case has taken
an appeal to the U.8, Court of Customs and Patent
Appeals, he thereby walves his right to proceed under
35 1.8.C. 146.

(c) If a defeated party to an interference proceed-
ing has taken an appeal to the U.8, Court of Customs
and Patent Appeals, and any adverse party to the in-
terference shall, within twenty days after the appel-
lant shall have filed notlee of the appeal to the court
(rule 802), file notice with the Conunlssloner that he
elects to have nll further proceedings conducted as
provided In 86 U.H.C. 146, certified coples of such
notices will be transmitted to the 1.8, Court of Cua-
toms and Patent Appeala for suech actlon as mny be
necesanry, The notice of electlon must be served na
provided In rule 248,
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peals may unless appeal ha

3 Ap-

‘ | has ! the United
urt of Customs and Patent Appeals, have rem-

by civil action against the Commissioner in the
United States District Court tor the District of Colum-

_ bla 1f commenced within such time after such decision,
~ not less than sixty days, na the Commissioner appoints. -
- The court may adjudge that such applicant is entitled
_to receive a patent for his Invention, as specified in any

of his claims Involved in the decision of the Board of

~ Appeals, ag the facts {n the case may appear and such
adjudication shall puthorize the Commissioner to issue

such patent on compliance with the requirements of

~law. All the expenses of the proceedings shall be pald

by the applicant.

_If an applicant is dissatisfied with the deci-
sion of the Board of Appeals and desires to
have said decision reviewed, within 60 davs
after the date of the Board’s decision or 30 days
after the date of a Board’s decision on recon-
sideration, he must file a complaint in the
United States District Court for the District of
Columbia and have the marshall serve a sum-
mons on the Commissioner of Patents.

When a suit under 35 U.S.C. 145 is filed
a notice thereof signed by the Solicitor of the
Patent Office is placed in the application file.
The file is kept in the Solicitor’s office pending
termination of the suit. When the suit is ter-
minated, a statement indicating the final dis-
position of it by the Court is placed on the
original notice by the Solicitor and the appli-
cation 18 returned to the examiner, whose
subsequent procedure is the same as his action
following appeal, described in §1216.01. If
the exact date when proceedings were ter-
minated is material, it may be ascertained by
irn%lllrlng at the Solicitor’s office.

he applicant ordinarily furnishes to the
court n certified copy of the file wrapper and
contents at the time of the trial (28 U.S.C.
1744). If the suit is dismissed before coming
to trial, no disclosure of the application to the
public necessarily results, Un\i o an appeal to
the 11.8. Court of Customs and Patent Appoels,
the filing of a civil action does not require the
immediate filing of a transcript of the applica-
tion. The complaint, however, is open to the
publie.

Files subpoenaed by the Court may be sent
to the Court in eare of a Patont Offico employee
along with a certified copy, under stipulation
that the copy be retained by the court and the
original brought back to the Office by said
employee.
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