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In re Lund et al, 153 USPQ 625 (CCPA 1967) o
901.02 Abandoned Applications

37 CFR 110R Abordoned applications not cited. Abandoned appli-
cations as such will not be cited as references except those which
have become sbandoned as a result of the filing and acceptanoe ofa
request under § 1.139.

Where an abandoned application is referred to in an
issued U.S. patent, the disclosure of the application is
incorporated by reference into the disclosure of the
patent and is available t> the public. See § 1.14(b). .

-In re Heritage, 1950 CD. 419, 86 USPQ 160, holds
that where a patent refers to and relies upon the dis-
closure of a copending abandoned application, such
disclosure is available as a reference. See also In re
Lund, 153 USPQ 625, 54 CCPA 1361.

It has also been held that where the reference
patent refers to a copending but abandoned applica-
tion which discloses subject matter in common with
the patent, the effective date of the reference as to the
common subject matter is the filing date of the aban-
doned application. Ex parte Clifford, 49 USPQ 152;
Ex parte Peterson, 63 USPQ 99; and In re Switzer et
al, 612 O.G. 11; 77 USPQ 156.

Published abstracts, abbreviatures and defensive
publications are references (§ 901.06(d)).

§ 901.03 Pending Applicaticns

Except as provided in 37 CFR 1.11(b) pending U.S.
applications are preserved in secrecy (37 CFR 1.14(a))
and are not available as references. However, claims
in one application may be rejected on the claimed
subject matter of a copending application of the same
inventive entity., For applications having a common
assignee and different inventive entities claiming a
single inventive concept see § 804.03.

Applications abandoned under § 1.139 are treated as
pending applications for limited time periods regard-
ing interferences and the filing of a continuing appli-
cation. (See § 711.06.)

§901.04 U.S, Patents

The following different series of U.S. patents are
being, or in the past have been issued. The date of
patenting given on the face of each copy is the publi-
cation date and is the one usually cited. The filing
date, in most instances also given on the face of the
patent, is ordinarily the effective date as a reference
(35 U.S.C. 102(e)).

X-Series. These are the approximately 10,000 patents
issued between 1790 and July 4, 1863. They were not



numbers but only the larger number should ci

Reissue Series. Reissue patents (§ 1401) have been
given a separate series of numbers preceded by “Re.”
In citing, the letters and the number must be given,
e.g., Re 1776. The date that it is effective as a refer-
ence is the effective date of the original patent appli-
cation, not the filing date of the reissue application.

Design reissue patents are numbered with the same
number series as “utility” reissue patents. The letter
preﬁx does however indicate them to be design re-
issues.

Al Series. me 1838 to 1861, patents covering an
inventor’s improvement on his own patented device
were given a separate series of numbers preceded by
“A.L” to indicate Additional Improvement. In citing,
the letters and the number must be given, e.g., A.L
113. About 300 such patents were issued.

Plant Patent Series. When the statutes were amend-
ed to provide for patenting certain types of plants
(Chapter 1600) these patents were given a separate
series of numbers. In citing, the letters “P.P.” and the
number must be given, e.g., P.P. 13.

Design Patents. Patents for designs (Chapter 1500)
are issued under a separate series of numbers. In
citing, the letter “D” and the number must be given,
e.g., D. 140,000,

Numbers for Identification of Bibliographic Data on the First Puge
of Patent and Like Documents (ANID Nambere)

The purpose of INID Codes (“INID” is aa acronym for “Inter-
nationally agreed Wumbers for the Identification of Dafa™) is to
provide a means whereby the various dats appearing on the first
page of patent and like documents can be identifi=d without knowl-
edge of the language vsed and the laws applied. They are now used
by most patent offices and hisve been applied to U.S. patents since
Aug. 4, 1970. Some of the codes are not pertinent to the documents
of & particeler country and some which are may, in fact, not be
used, Those codes which are mot applicable to U.S. patents or not
used are identified in the list below.

INED Codes and Minimum Reguired for the Identificasion of
Bibliographtc Data

(10y Document identification

%(11y Number of the document

8(12y Plain langusge designation of the kind of document

¢8(19) WIPO country code, or other identification, of the coun-
try publishing the document

(** Minimum data element for patent documents only)

(20} Domestic filing data

%(2%) Mumber(sj assigned to the application(s), e.g. “Numéro
d'enregistrement national”, “Aktenzeichen”

©(22) Date(s) of filing application(s)

%(23) Other date(s) of filing, including exhibition filing date and
date of filing complete specification following provisional spec-
ification *

(24y Date from which industrial property rights may have effect

' *(32) Date(s) of filing of prior

(33} Country ‘(countries
(were) ﬁled L :

desired.

s¢41) Date of making available to the publtc by vsewmg. or
copying on request, an wnexamined document, ‘on va!nch no
grant has taken place on or before the said date*

*#(42) Date of making available to the public by vmwmg. or
copying on requcet, an examined document, op . which ro grant
has taken place on or before the said date ! .

*%(43) Date of publication by printing or similar process of an
unexamined document, on which no grant has taken place on
or before the said date ! :

¢¢(44) Date of publication by printing or samxlar procws of an ex-
amined document on which no grant has taken pbce on or
before the said date

8¢(45) Date of publication by printing or similar procm of a
document on which grant has taken place on or before the said
date

(46) Date of publication by printing or smular process of the
claim(s) only of a document !

#2(47) Date of making available to the public by viewing, or

copying on request, a document on which grant has taken

place on or before the said date !

(**Minimum data element for patent documents ouly, the mini-
mum data requirement being met by indicating the deta of making
avsilable to the public the document concerned)

(50) Technical information

#(51) International Patent Classification

{52) Domestic or national Classification

(43) Universal Decimal Classification !

&(54) Title of the invention

(55) Keywords !

(36) List of prior art documents, if separate from descriptive text

{57y Abstract or claim

{58) Field of search
(60) References to other legally related domestic patent documents

including unpublished applications therefor 2

Nore: Priority data should be coded in category (30)

(65) is intended primarily for use by countries in which the na-
tional laws require that re-publication occurs at various procedur-
al stages under different publication numbers and these numbers
differ from the basic application numbers]

(61) Number and, if possible, filing date of the earlier application,
or number of the earlier publication, or number of earlier
granted patent, inventors® certificate, utility model or the like to
which the present document is an addition ?

(62) Wumber and, if possible, filing date of the earlier application
from which the present document has been divided ocut

(63 Number and filing datc of the earlier application of which the
present document is a continuation

(64) Mumber of the earlier publication which is “reissued”

(65) Number of a previously published patent document concerning
the same application

(70) Identification of parties concerned with the document

Note: {(75) and (76) are intended primarily for use by countries in
which the national laws require that the inventor and applicant are
normally the same. In other cases (71) and (72) or (71), (72) and

{73) should generally be used]

¢6(71) Name(s) of applicant(s)

(72) Name(s) of inventor(s) if known to be such !

8%(73) Name(s) of grantee(s)

{74) Name(s) of attorney(s) or agent(s)

(75) Name(s) of inventor(s) who is (are) also applicant(s)
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Cing thereto, the minimum duts rtqmrement-:s met by

geantee, and for other documénts by indicating the: appﬁcuns

. rkauthePansCoum ;
Note The@es(&ﬁ)md(&‘i’)are tetldedto

- —on nationsl documemts when' 1denufymg one or more of the

-relevantﬁlmgdonfpd)hmon dita ofa regwmlor PCTapph-
cation.: :

—onmmldocummiswhw xdcnt:fymgoneorweofthe
relevant filing data or publication data of another regional or PCT
application. These data should be used togcther md prefctably
on a single line. :

(81) Designated State(s) according to the PCT ?

(82) Elected State(s) according to the PCT .

(84) Designated Contracting States under the European Patent
Convention *

(85) Date of fulfillment of the reguirements of article 22 and/or 39
of the PCT for imtroducing the national procedure according
to PCT !

(86) Filing data of the regional or PCT application, i.e. application
number, language in which the published application was origi-
rally filed and application filing date

(87) Publication data of the regional or PCT application, i.e. publi-
cation number, language in which the application is published
and publication data

(88) Date of deferred publication of the search report.t

(89) Document nember and country of origin of the original docu-
ment sccording o the CMEA Agreement on Mutual Recogni-
tion of Inventors’ Certificstes and other Documents of Protec-
tion for Inventioss.?

The INID codes which are preceded by a single asterisk (%)
relate to those datz elements which are considered to be the mini-
mum elements whick should appesr on the first page of a3 docu-
ment-—gnd in an entey im an official gazette.

The INID codes which are preceded by a double asterisk (°)
relate to those deta elements which are considered to be minimum
elements in circumsiances specified in the sccompenying notes.

Notes concerning the application of INID Codes to U.S. patents:

! This item is either not applicable to U.S. patents or, if applica-
ble, is either not coded or not assigned this code.

2 The respective specific data elements within this category are
not individually coded. They are printed in a pasticular format
under the caption “Foreign Application Priority Data” which is
identified by the INIDY Code [30].

3 The specific data applicable to a particular patent is printed
under the caption “Related U.S. Application Data” Where the re-
lationship is due solely to division or to continuation and/or con-
tinuation-in-part, the data is identified by the appropriate specific
INID Code, i.e. [62] or [63], respectively. Where the relationship is
due to any combination of these two specific sub-categories, the
data is identified by use of the generic INID Code [60].

901.08 Foreign Pstent Documents

In some countries, there is a delay between the date
of the patent grant and the date of pubiication. Gener-
ally, a foreign patent should not be cited as a refer-
ence unless the examiner has seen the patent.

Citation data pertaining to those countries from
which the most patent publications are received are
given in the following sections. Additional informa-
tion can be obtained from the Scientific Library.

A, FOREIGN PATENT MATERIAL

There are approximately 25 countries in which the
specifications of patents are published in printed form,
including those in which the specifications are so pub-
lished before the patent is granted. Where an inven-
tion is patented in more than one country, a single

‘ (30) Adentification-of desa velated to International’ Convensions other

. Some general mformatlon on}tforelgn patent laws is
glven “here,  to” summarize: partxcu]arf features:-which
may be:observed-and. to: consider: terminology - used:
Some - additional ‘details may be found under mdxvxdu-
al countries in Part F. -

By way of contrast,. lt is” ﬂrst recalled that in the
Umted Statcs a number of different events all occur
on the same day, the issue date. These events mclude
(1) a patent document, the “letters patent,” which
grants and thereby creates the legal rights conferred
by a patent, is executed and sent to the applicant; (2)
the patent rights come into existence; (3) the patent
rights can be exercised; (4) the specification of the
patent becomes available to the public; (5) the pros-
ecution papers become available to the public; (6) the
specification is published in printed form; (7) an issue
of an official journal, contammg an announcement of
the patent with an abstract or equivalent, is published.
In most foreign countries various ones of these events
occur on different days and some of" them may never
occur at ail. '

a. Applicant. In most countries the owner of the
prospective rights, derived from the inventor, may
also apply for a patent in his own name as applicant;
in a few, other persons may apply as well or be
joined as co-applicants. Hence applicant is not syn-
onymous with inventor, and the appliant may be a
company. Some countries require the inventors’
names to be given and regularly print them on the
published copies; Other countries may sometime print
the inventors’ names, presumably when available or
when requested to do so.

b. Application. The word application is commonly
used to refer to the entire set of papers filed when
seeking 2 patent. However, from the standpoint of
strict statutory language in many laws, and this was
once the case in the U.S. as well, the word applica-
tion refers only to the paper, usually a printed form,
in which a patent is requested. The application, in this
sense, is to be “accompanied by” or have “attached”
to it certain other papers, namely a specification,
drawings when necessary and perhaps other papers.

¢. Publication of pending applications. In general,
pending applications are confidential until a patent is
granted, or until a certain stage in the proceedings, or
until a certain date, as may be specified in a particular
law.

Some countries have adopted a practice of publish-
ing pending applications, meaning the contents or
documents of the application, at a certain time after
filing, the applications being as yet unexamined or in
process of examination. The applicant is given certain
provisional rights on this publication.

This publication may take either of two forms. In
some countries, a notice giving certain particulars is
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o prmted form. In’ Austraha,f.

copies of apphcatlons, In re 'Wyer,.
(CCPA '1981). - ‘
- Several: other countnem pubhsh the specnﬁ
pendmg .applications . in- printed form at. a spec:ﬁed
time after filing. These documents, 'of course, consti-
tute references as printed publications and whether or
not a patent is subsequently granted becom&s unim-
portant.

In dealing w:th forelgn patent matenal the words
“published” and “publication” sometimes refer only to
the opening for inspection and making copies of the
papers and not to a printed publication. In what fol-
lows this will be pointed out when not apparent from
the context. ,

d. Administrative systems. The administrative sys-
tems of issuing patents by a patent office vary from an
inspection of the papers to determine if they are in
proper form to an examination of the merits on the
basis of an extensive search of the prior art. The
former are referred to as nonexamining or registration
countries, although there could be a rejection on mat-
ters apparent on the face of the papers, such as that
the subject matter is what we would call outside the
statutory classes.

Of the examining countries (more appropriately
pre-examining) the extent of the material searched
varies. Only a few, possibly less than a dozen, include
a substantial amount of foreign patent material and
nonpatent publications, as well as their own patents,
in their search files. Some countries specifically liniit
the search by rule to their own patents with very
little or no additional material, or do so for lack of
facilities. An increasing number require applicants to
give information concerning references cited in corre-
sponding applications filed in other countries.

e. Oppositions. Most examining countries consider
participation by the public as an inherent feature of
their examining system. When an application is found
to be allowable by the examiner, it is “published” for
opposition. Then there is a period, usually 3 or 4
months, within which members of the public can
oppose the grant of the patent; this could be any
person of company in most countries, or only one
having an interest in some. The opposition is an inter
partes proceeding and the opposer can ordinarily raise
any ground on the basis of which a patent would be
refused or held invalid, including any applicable refer-
ences.

The publication for opposition, also referred to as
laying onen for opposition, may take the form of the
publicativa of a notice in the official journal with the
application, mezning the contents, being then open to
public inspection and the obtaining of copies. Some
countries, in addition, issue the specifications of the
allowed applications in printed form at or about the
same time and there is hence in these a printed publi-
cation which is available as a reference in the U.S.

Ced by operatlon of law . afte

certam events have oc-
curred. The term “granting’ thé patent™'is uséd for
convemence, but it “should be noted that’ secbons

- 102(a) and’ 102(b) of 35 U.S. C do not use th1s term:-

nology.

A list of granted patents is ordmanly pubhshed in
the official journal, with an abstract or claims in some
countries, but this is usually after the granting date.

Where the specifications - of ' granted - patents are
issued in printed form, this seldom occurs simuita-
neously with the day of grant, but may occur a short
time thereafter in some, or after several years in a
few.

The term of a patent may vary in dlfferem coun-
tries, with respect to the number of years and the
method of determining it. In some countries, it is a
specified number of years after the date of grant but
in many the patent expires a specified number of
yerars after the filing date even though the patent
rights might not commence until a later date.

Most countries require the payment of annual or
periodic fees to maintain a patent in force. These may
start a few years after filing, and increase cach vear.
If not paid within the time allowed the patent lapses
and is no longer in force.

C. STATUTORY BAsis: SECTIONS 102 (a) and (b)

Section 102(a) of Title 35, U.S.C. provides that a
patent cannot be obtained if “the invention was . . .
patented or described in a printed publication in this
or a foreign country, before the invention thereof by
the applicant . . .”” while section 102(b) provides that
a patent cannot be obtained if “the invention was pat-
ented or described in a printed publication in this or a_
foreign country . . . more than one year prior to the
date of the application for patent in the United
States.” The common phrase in these two quotations
“patented or described in a printed publication in this
or a foreign country” refers to two different things
and can be separated as follows:

I. “patented . . . in this or a foreign country”
2. “described in a printed publication in this or a
foreign country.”

These are two different sources of references, namely
(1Y foreign patents (we are not concerned with U.S.
patents here) and (2) printed publications, which can
be used for finding anticipation under section 102 or
for finding obviousness in view of section 103.

The published specifications of foreign patents with
which we are concerned have a dual aspect; they are
printed publications, and at the same time they repre-
sent foreign patents. There may be, and usually are,
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the laws under which: they were issued’ are’ m'eleva.nt

When used ‘as foreign patents some' matters disclosed =

in the specification might not be available for use (see
below), and comp!entxes of foreign laws may arise in
mterpwtatm and in determining the effective date.

~ Excluding the U.S. and the extremely few, if any,
which act similarly, three categones of countries can
be dlstmgmshed

1. Countries in which the specification is issued in
printed form before the patent is granted. These in-
clude those countries which so publish the specifica-
tions at the time of publishing for opposition, and
those countries which so publish the specifications of
pending applications a certain time after filing. Prob-
ably the majority of specifications now received and
placed in the search files are of these kinds. Since
there is a printed publication of earlier date, the date
(and also whether or not) the patent is granted be-
comes irrelevant. Where the specification is printed
again when the patent is granted, the later copies are
sometimes no longer placed in the search files. The
specification of the patent might differ from the previ-
ously published specification in some instances, but
normally this would consist only in a narrowing of
the claims with possibly a corresponding reduction of
the specification. The application, the specification of
which was issued in printed form, may be still pend-
ing or may have become abandoned; these facts are
immaterial to the use of the printed specification as a
printed publication.

2. Countries in which the specification is issued in
printed form only after the patent is granted. Where
the printed publication date is early enough for all
purposes the fact of patenting is not important. But
since the patenting date is earlier, the foreign patent
can be used as a patent when the printed publication
date is not early enough or has been overcome by an
affidavit under 37 CFR 1.131. The effective date as a
patent may be the actual date the patent was granted
or some date which has been established for this pur-
pose. In some countries the specification is issued in
printed form so soon after the patent is granted that
the question of establishing the earlier patenting date
has not even arisen.

3. Countries in which the specification is not issued
in printed form. These form the majority from the
standpoint of the number of countries, but form a
small minority with respect to the proportion of pat-
ents issued. Occasionally one is called to an examin-
er’s aiteation, as in a motion to dissolve an interfer-
ence; these can only be considered as patents and
treated in the same manner as would be patents of

treme exxmple llke this'is not apt to occur, and in the
normal case that comes’ before the examiner thére is
little or no difference between the’ disclosure and
what is pateated. It is not always- necessary for details
relied upon to be specxf cally recited in the claims of
the foreign patent since ‘it is not the claims which is
the reference but, in the language of the statute, the
invention that has been patented Once havmg deter-
mined what subject matter is available in the foreign
patent for reference purposes, it can be used for an-
ticipation or as a basis for determining obviousness,
but any remaining subject matter must be blocked ocut
of consideration. Office practice is illustrated by In re
Fuge, 124 USPQ 105, 1960 C.D. 73 and Ex parte Ovist
et al, 152 USPQ 709. Infringement suit decisions are
Beeves Bros, Inc. v. U.S. Laminating Corp., 157 USPQ
235 (Dist. Ct.,, ED. N.Y. 1968) and The Bendix Corp
et al. v. Balax, Inc. 164 USPQ 485 (C.A. 7, 1970).
There are still, however, a number of matters that
need clarification and the result for some situations
can only be determined when they arise.

D. GENERAL INFORMATION

a. Copies of Printed Specifications. The Patent and
Trademark Office receives, through the Library,
copies of the printed specifications of patents, and of
applications, from nearly all the countries which issue
them in printed form. This is by exchange arrange-
ments with the countries involved. Practice has
changed in recent years with respect to the number of
copies received, the type of records kept, and distri-
bution of the copies. Most important, one copy of
each invention is classified into the U.S. system and
placed in the search files. Copies from nearly all of
the countries received are so handled, all foreign lan-
guage patent documents now being accompanied by
an English language abstract.

Where the specification is printed twice, once
during the application stage and again after the patent
has been granted, only the first printing is in general
placed in the search files. The second printing ordi-
narily does not vary from the first as to disclosure. If
it does the variations normally would be deletions to
correspond to reduction in the scope of the claims or
perhaps to a reguirement for restriction.

b. Unprinted Foreign Patents. Copies of specifica-
tions of patents of countries which do not issue them
in printed form are of course not received. Occasional
ones may come before the examiner; these may be
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ing.a -the spec
avmlable to the public be endorsed on the. copy The
original is retained by the Libfary and a copy - ‘made
for the examiner. .

The Library keeps a ﬁle of copws of unprmted pat-
ents which it has acquired. This file is checked before
any request is made to the foreign patent office.

¢. Qfficial Patent Journals. Most countries issue an
official patent journal, corresponding in general to the
Official Gazette of the U.S. Patent and Trademark
Office. In some both patent and trademark matters are
included, while some countries have a separate jour-
nal for trademarks. These official patent journals may
have the word Journal, Bulletin, Gazette, Record or
an equivalent word, in their title and the official titles
otherwise vary. The term official journal will be used
here in referring to these publications broadly. Some
countries do not have a special official patent journal
but utilize a general government journal which
mainly includes other matters.

Bound sets of the official journals are shelved in the
Library adjacent the numerical patent collection of
the particular country. Official journals are received
from some countries which do not issue printed
patent specifications; these are shelved in a different
location.

Some countries issue annual indexes containing var-
ious lists relating to patents issued during the year,
and other information. These are shelved adjacent the
official journal of the country.

d. Translotions. Examiners may request translators
in the Reference Section of the Library to assist them
orally or with written translations of any specifica-
tions in languages with which the examiner is not fa-
miliar. See §§ 901.06(a) and 903.03. Alternative ver-
sions of specifications, in English or other languages
known to the examiner, can sometimes be found; see
below.

e. Abstracting Services. The official journals of a few
countries include abstracts of the disclosures of the
patents announced or applications published. Separate
classified abstracts, called Abridgments, are published
in Great Britain; the Library has o set of these abridg-
ments.

Many technical abstracting publications include
patent literature; the most notable of these is Chemi-
cal Abstracts. The annual indexes of Chemical Ab-
stracts include, in addition to the subject matter index,
an author index in which the patentee’s and inventor’s
names appear, and patent number lists; corresponding
patents of different countries are identified.

Specifications of unprinted, or as yet unprinted, pat-
ents may be included in some of these abstracting
services.

formation: Retneval among ‘Patent. Ofﬁces) has devel-
oped a numerical. code relating: to: the. bibliographic
information.on the copies:and most countries use this
code by placing the number, enclosed in a- circle or
between brackets adjacent to the corresponding . item,
even before it had 'yet reached its final accepted form.
The major items of interest are listed io indicate the
nature of the information which may appear. These
code numbers are listed in § 901.04.

Some foreign countries list the references cited
during the prosecution, following the practice started
in the U.S. These, espcuially if they are U.S. patents,
may be helpful, either as references of interest to the
exarminer or to suggest an overlooked field of search.

See § 901.05(a) for additional items.

& Citation Dates. The information to be glven in
citing a foreign patent or specification is specified in
§ 707.05(e). The date used for citation purposes may
be the effective date, or one of the effective dates, but
in the case of some countries it may not correspond
to the precise effective date of the reference. Details
regarding dates, for a number of countries, are given
in Part F.

The examiner has the duty of determining in the
first instance that the effective date (or one of them)
of the foreign patent or specification to be used as a
reference is at least earlier than the filing date of the
application being considered. This is no problem
when the reference is at least several years older, in
which case the citation date used may serve merely to
show this fact and as part of the identification. Also,
for most countries the necessary information is con-
tained on the face of the publication. Certain coun-
tries with special problems are treated in detail in Part
F.

A foreign patent may have two different effective
dates as a reference, one the effective date as a patent
and the other the effective date as a printed publica-
tion. This distinction is of importance only when the
specification is printed for the first time after the
patent is granted, and then only if the printed publica-
tion date is too late to be used at all, or too close to
the filing date of the application being considered that
the possibility of being overcome by an affidavit
under 37 CFR 1.131 may exist. Except for these situa-
tions, it is simplest to regard the foreign printed speci-
fication, whether of a patent or of an application,
merely as a printed publication and nothing more.
With this view nearly all of the information in the
present group of sections becomes merely background
information indicating how these printed publications
came into being, perhaps interesting and educational,
but otherwise of no concern.
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to. the mcrease i g tbe number of: mtematwnal ﬁlmgs,'

probably over half of the printed speciﬁcatlons issued
each year are duplicates of others. .. . .

All of the countries listed in Part. are partles to
the Paris Convention for the Protection of Industrial
Property and provide for the right of priority. If an
application is filed in one of the countries, an applica-
tion for the same invention thereafter filed in a second
country, within cae year of the filing of the first ap-
plication, will be entitled to the benefit of the filing
date of the first application on fulfilling various condi-
tions. (This subject is treated in section 201.13) The
second country is required to specify that priority is
claimed and to give the country, date, and the
number of the first application, on the patent or speci-
fication which it issues. This data serves the purpose,
among others, of enabling a patent issued on the first
application to be located. There may be any number
of these second applications, in different countries,
and the group as a whole is usually referred to as a
family of patents.

In general the specification of the second applica-
tion is identical in substance to the specification of the
first; in many instances the second, if in another lan-
guage, is simply a translation of the first with perhaps
some variation in purely formal parts. But in a minor-
ity of cases the two may not be identical. It is permis-
sible to combine two or more first applications for dif-
ferent subject matter into one second application; also
the second application could be filed for only part of
the disclosure of the first. It is also permissible for the
second application to have the relationship to the first
which we refer to as continuation-in-part; the second
application may occasionally include additional sub-
ject matter, such as a further example discovered after
the first was filed. In ome instances the second appli-
cation could have its disclosure diminished or in-
creased, to meet the requirements or practices of the
second country.

The various ones of a family of patents will normal-
ly have different effective dates. In discarding dupli-
cate specifications (§ 903.03) a note should be written
on the one retained giving the data relating to the one
discarded, if the one retained is not the one with the
earliest effective date or dates, or both may be re-
tained for a time.

The examiner may have occasion to specifically at-
tempt to locate a foreign specification corresponding
to a reference he or she may have on hand. This may
be either for language purposes or for purposes of
dates. The Library will assist in or conduct the search
for the duplicate version.

Duplicate or substantially duplicate versions of a
foreign language specification, in English or some

' pr ' 'prior: gn ‘appli
it may sometimes be: desnrable to- determme if the for-

eign appllcatlon ‘has issued or has been: pubhshed ‘to
see-if there is an-earlier ‘date.”A little experience will
ghow when " this' would ‘be fruitless and when some
result is probable. The following situation actually oc-
curred. The claims were-rejected on the basis of a
U.S. patent and the applicant filed affidavits to over-
come- the filing date of the reference; the affidavits
were controversial and the case went to appeal, with
extensive briefs and examiners’ answer being filed.
After all this work, somebody noticed that the U.S.
patent reference claimed the priority of a foreign ap-
plication filed in .a country in which patents were
issued fairly soon, checked the foreign application,
and discovered that the foreign patent had. not only
been issued but also published in printed. form more
than one year prior to the filing date of the applica-
tion on appeal. :

If a foreign patent or specification clalms the prior-
ity of a U.S. application, it can be determined wheth-
er the latter is abandonded, still pending, or patented.
Even if the U.S. case is or becomes patented, the for-
eign documents may still be useful as supplying an
earlier printed publication date.

If a foreign patent or specification claims the prior-
ity of an application in another foreign country, it
may sometimes be desirable to check the latter to de-
termine if an earlier date is possible. An example so
obvious as to be trite and which does not occur very
often is the following; if a British specification being
considered as a reference claims the priority of an ap-
plication filed in Belgium, it is known at once that a
considerably earlier effective date can be established,
if needed. If the application referred to was filed in
one of the countries which publish applications in
printed form a specified period after filing, after such
system was instituted, this publication may give an
earlier date. These remarks obviously also apply to a
U.S. patent claiming a foreign priority.

The determination if a foreign patent corresponding
to known priority data has been issued or the applica-
tion published, is a comparatively simple matter for
some countries, but for some it is quite laborious and
time coz. ming and may not even be possible from
Library suurces, The greatest facility for locating cor-
responding patents from unofficial sources exists in
the chemical field. Chemical Abstracts publishes ab-
stracts of patents of a large number of countries. Only
one is abstracted in full and if a corresponding patent
turns up there is a cross-reference to the other. The
annual indexes include lists of patent numbers, and
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the - latcr one - is: somcumw possxble but. i‘,:wdl not -

refer to the first application. It is hence possible that
there may be duplicate specifications without any in-
dication revealing the fact. These are caught: only by
chance when -the two oopm come together in the
same subclass. .

i Proof of Dates. The examiner is not reqmred to
prove either the date or the occurrence of events
specified on specifications of patents or applications,
or in official journals, of foreign patent offices which
the Patent and Trademark Office has in its possession.
In a court action certified copies of the Patent and
Trademark Office copies of these documents consti-
tute prima facie evidence, in view of 28 U.S.C. 1745,
which reads as follows:

Copies of the specifications and drawings of for-
eign letters patent, or applications for foreign letters
patent, and copies of excerpts of the official jour-
nals and other official publications of foreign patent
offices belonging to the United States Patent and
Trademark Office, certified [by the U.S. Patent and
Trademark Office] in the manner provided by sec-
tion 1744 of this title are prima facie evidence of
their contents and of the dates indicated on their
face.

- An applicant is entitled to show the contrary by com-
petent evidence, but this question seldom arises.

The date of receipt of copies by the Office, as
shown by office records or stamped on the copies,
need only to be stated by the examiner, when neces-

sary.
E. Section 102(d)

Section 102(d) of Title 35 United States Code pro-
vides that a patent cannot be obtained in the United
States if:

“¢d) the invention was first patented or caused two
be patented by the applicant or his or her legal repre-
sentatives or assigns in a foreign country prior to the
date of the application for patent in this country on an
application filed more than twelve months before the
filing of the application in the United States,”.

This section specifies four conditions which, if all
are present, establish a bar to a patent in this country.
These conditions are:

(1) The foreign application must have been filed more
than twelve months before the filing in the
United States;

(2) The foreign application must have been filed by
the same applicant as in the United States or by
his or her legal representatives or assigns;

(3) The invention was patented in the foreign country
on the basis of the foreign application concerned
before the filing in the U.S.;

(4) The same invention is involved.

The l w"f
of the Patent ’ :
first patagraph the precutsor of IOQ(d} ‘was -.that a

person was: barred from'a U.S. patent if the invention
was patented in" the foreign country before the U.S.
patent was granted. The' sitbation ‘was, the other con-
ditions listed - above being present,” that ‘if the U.S.
patent issued first, there was no bar whereas if the in-
vention was patented in the foreign country first,
either before the U.S. case was filed or while the U.S.
case was pending, a U.S. patent was barred. The
change in the law rendered immaterial the patenting
in the foreign country while the U.S. application was
pending.

Under the old law it was the routine practice to
have the library make a search to ascertain if any so-
recited foreign application had become patented.
After tI.c law was changed, this practice was found to
be normally fruitiess and was abandoned. As stated in
§ 706.13(s), the probability of the foreign patent
having issued after the date of execution of the origi-
nal oath and before the U.S. filing date is so slight as
to make such a search ordinarily unproductive.

With respect to the first requirement, the U.S. ap-
plication is in time to prevent the bar from arising if it
is filed on the one year anniversary date of the filing
date of the foreign application. If this day is a Satur-
day, Sunday or Federal holiday, the year would be
extended to the following business day, see Ex parte
Olah et al., 131 USPQ 41 (Board of Appeals, 1960).

No questions appear to have arisen in recent times
in connection with the second requirements, as ordi-
narily the foreign application is recited in the oath or
declaration of the U.S. application, nor in connection
with the fourth requirement.

Cases in which the bar of Section 102(d) might be
applicable do not arise very often since all that an ap-
plicant needs to do to avoid it is to file in the U.S.
before the invention is patented in the foreign coun-
try. Recent cases have been concerned with the
German Gebrauchsmuster (American Infra-Red Radi-
ant Co., Inc., et al. v. Lambert Industries, Inc., et al.,
149 USPQ 722, 360 F.2d 977 (C.A. 8, 1966), the date
of patenting in certain countries, and with special
problems in design cases.

The statute does not refer to the “granting” or “is-
suing” of a patent in the foreign country but uses the
expression “the invention was . . . patented . . . in a
foreign country. . . .”

A period of secrecy after granting the patent before
the specification becomes available to the pubilic, as in
Belgium and Italy, has been held to have no effect in
connection with 102(d). Gramme Electrical Co. v.
Arnoux and Hochhausen Electric Co. et al., 17 Fed
838, 1883 CD 418, involved a predeceszor of 102(d);
Ex parte Weiss, 159 USPQ 122 (Board of Appeals,
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disclose the invention, and no infringement suits could: - w

be brought with: respect to infringements - comnmted or

before the secrecy was removed, was. d:sregarded

Ex parte Rackham; - 1923:CD 4 (Comm of Pat.) ",
In design cases the: period. is six ‘months mstead of

one year, 35 U.S.C. 172.. :Foreign design  registrations

and applications for such registrations are considered

equivalent to U.S. design patents and apphcatlons for.

the purpose of 35 U.S.C. -102(d) and

Weiss, In re Talbott, supra. -

F. NoTES ON INDIVIDUAL COUN'_I‘RIES

The following sections give some data concerning
the published patent material of a number of countries
to assist in their use and citation as references. In
some instances a small amount of information con-
cerning the patent system of the country is included;
this is done in order to give some idea of the variety
of systems and also with the view that the signifi-
cance of the different dates may become clearer. In
general, citation data and the appearance of different
dates on the printed copies refer only to the current
or a recent period and might not apply to earlier
forms of publications. '

1. Australia. Austealia was the first country to adopt
a system of publishing, but only in the sense of open-
ing to public inspection, pending applications a speci-
fied time after filing. At present the time is 18 months
after the filing of the complete specification, or earlier
if the applicant requests. There is an announcement in
the official journal and anyone may inspect or obtain
copies of the application, but the specification is not
issued in printed form at this time. This does not con-
stitute a printed publication. Ex parte Haller, 103
USPQ 332. At the same time that the application is
published in this sense, printed abstracts are issued.
The abstracts published since 1969 are stored in the
Library and can be used as printed publications for
whatever they actually disclose. Australian patents
are now provided in the form of microfilm, In re
Wyer, 210 USPO 790 (CCPA 1981).

Applications 7 examined with a limited search of
the prior art (except as noted below) and after being
found allowable by the examiner, the term “Accept-
ed” is used. Then a notice of the acceptances is pub-
lished in the official journal. There is a 3-month
period for oppositions to be filed. The specifications
of the allowed applications are issued in printed form
a short but variable time after publication of the
notice of the acceptance. The date of this printing
does not appear anywhere; it has no significance in
Australia. (A date which may appear in a footnote
type line at the bottom of the first page is not the date
of the printed publication.) The patent is granted
(sealed) after the opposition period is over or after
any opposition is terminated in favor of the applicant.
The sesling date is normally about six months after

119 Ex parte

ﬁrst paragtaph : L s MR

When dates are fau'ly close the exammcr must as
certain when'the printed copy was received in the Li-
brary, or when the patent was sealed and cite this
date, with an’ explanatlon When the Australian specl-
fication is so old that questlons of its availability as'a
reference, or of swearing back of it, would not be’ apt
to arise, the “Accepted” date can be used for cltatlon
purposes but denominating it as such. ' '

The examination system was modlﬁed in 1970 by a
new law. Under the new system when an application

is reached for examination in its régular turn, the ap-
phcant is sent a letter which notifies him that he must
reguest exammatlon, and pay a special examination fee
within six months (which time can be extended in cer-
tain cases). If the examination is not requested within
the time limit, the application becomes abandoned
(the word “lapsed” is used). In any event the exami-
nation must be requested within five years from the
filing of the complete specification, otherwise the ap-
plication becomes abandoned. The examination is the
same as before except that in certain cases a modified
examination, by paymg a lesser fee, can be requested.
If the application is based on a prior. U.S. or British
application and the prior application is patented, the
applicant can amend the Australian specification to
make it the same as the patented one and ask for a
modified examination; the examiner then, to a certain
extent, accepts the findings of the U.S. or British ex-
aminer.

The number appearing on the printed copies is as-
signed at the time of acceptance; under the new
system, the series was jumped to 400,001 as the
number of the first one. Also under the new system,
the publication of the specifications of application
which became abandoned (lapsed) after they were
opened to inspeciion, has begun. These carry only the
application number.

2. Austria. Printed copies of Austrian patents carry
the expression “Ausgegeben am . . .” followed by a
date. This is the date the patent specification was
issued in printed form and is used for citation pur-
poses as well. It now appears beneath the line in large
type giving the patent number, and formerly appeared
in the upper right hand corner.

Applications are examined and laid open for opposi-
tion if found allowable; the opposition period is four
months. The patent stands granted by operation of
law 30 days after the expiration of the opposition
period if there was no opposition or after the date of
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- The term -of the Amtnm patent is 18 years from A 81
'the date of the laying open for: .opposition; which date i

is “identifiable -as::the date -following' the expression . - et impri

“Beginn der: Patentdaw” (beginning of the. term: of

the patent) which appears on the printed copies.-.

3. Belgium. Belgian -patents are normally granted

wuhm a month from filing, after a. minimum - formal
mspecnon, in some cases the granting is delayed u.ntnl
six months after filing. *

The gmntmg of the patent consists in the makmg
up and signing of a “ministerial decree” or depart
mental order, which remains in the file; in due time
the applicant (now patentee) is sent what amounts to
a certified copy, with an attached copy of the specifi-
cation. In the normal case the specification of the
patent is kept secret for a period of three months after
the patent is granted, by a specific provision in the
statute, after which it becomes available to the public.
Such a period of secrecy is tacked into the granting
date and the date of a Belgian patent as a patent to be
considered in using it as & reference under 35 U.S.C.
102(a) and (b) is taken as the date when the specifica-
tion became open to public i ion, In re Eken-
stam, 1958 C.D. 402; 118 U.S.P.Q. 349. (A period of
secrecy occuring after grant has not been taken into
account in connection with 35 U.S.C. 102(d). There is
no period of secrecy afier granting in the delayed
issue cases and the effective date as a patent for these
cases is the actual date the patent was granted.

The specifications are not issued in printed form
until about two or three years after the patents are
granted. The printed copies received since No.
620,001 (granted January 10, 1963, available to the
public January 10, 1963, printed February 2, 1965)
consist in a reproduction of the granting Order as the
top page, together with a reproduction of the specifi-
cation and drawing. The filing date appears in the
preamble of the Order; the patentee’s name and the
title of the invention, and any claim for priority,
appear in Article 1; and the granting date is at the end
ahove the official’s signature. The date on which the
specification became available to the public appears in
the upper right hand corner in the lower part of a re-
tangular frame, below the expreseion “Brevet mis au
fecture” in the French lsnguage copies. This is the
date to be used for citation purposes and as the effec-
tive date as a patent. The date on which the printed
copies were issued as such does not appear on the
copies, but can sometimes be ascertained from the
tithe page of the bound volumes. The copies are re-
ceived in groups of 50 slready sewn together for
binding, with a title page giving the date on which
they were printed and published.

Belgian specifications were not issued in printed
form until 1950, beginning with No. 493,079 and these
continued up to No. 573,100 (filed November 18,
1958, granted December 15, 1958, available to the
public March 16, 1959, printed September 21, 1982)

date the speclﬁcatlon was avaxla le to the public; after -

the word “Publié,”” which "in* this" instance :does mot
refer to printed: ‘publication. ‘The gmntmg date'is spec-
ified onall, after -the word’ “octroye” on the French

language copies.  Further “details on Belgian patents

with a more particular description of the older printed
copies and the method of determining ‘the effective
date as a patent when not given, are in the Memoran-
dum of March 2, 1959, published at 41 J.P.O.S. 440-
443, June 1959.

Belgian chemical patents are abstracted in various
publications and these published abstracts can be used
as printed publications for what they disclose. If the
examiner needs the full text of a Belgian specification
which has not yet been printed, the Library can be
requested to obtain a certified manuscnpt copy..

4. Canada. Patents have been issued in printed form
since January 1948. The date of issue of the patent ap-
pears on the copies following the word “Issued”, or
the words “Emis le” on those printed in French.
Prior to 1948, mounted clippings from the official
journal were placed in the search files. Recent copies
are coded, the issue date being item 45.

Czechoslovakia. The Czech patent specifications
carry the date the application was laid open to public
inspection for opposition, following the word “Vylo-
zeno” or “Vylozené”, and the later date of publica-
tion of the specification in printed form, following the
word “Vydéno” or “Vydané”. The publication date is
the date to be cited.

6. Denmark, Finland, Norwaey, Sweden. A new
patent law came into effect in each of these countries
on January 1, 1968. Most of the provisions of these
laws are practically identical: uniform laws were en-
acted as part of a long-range plan leading toward a
possible Nordic patent, not yet in effect.

Applications are examined and when found allow-
able published for opposition. Under the new laws the
practice of issuing the specifications in printed form at
this time has begun. This publication is a reproduction
of the manuscript specification with added heading
material; those for Denmark and Norway are on dif-
ferent shades of blue paper and those from Finland
carry the data identification code numbers. They have
been given a new number in the patent number series
of each country, and carry three dates. The first date
is adjacent the application number and is the filing
date; the second date is referred to below; and the
third date, the lastest in time, is the date used for cita-
tion. There will be a second printing after, and if, a
patent is granted.

Under the new laws, applications are opened to
public inspection 18 months after the filing date, or
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in time, the spemﬁcauon was .. folls
expression “Beskrivelse offentilggjort den..”. ...

Finland: The upper right hand corner gtv&s the
date the patent specification was published, following
the expressions “Julkaistu/Publicerad”. The date the
patent was granted, which is earlier, follows the ex-
pressions “Patenti myOnnettilin—Patent beviljades
den”. These expressions are in two languages, first
Finnish then Swedish.

Norway: The date the patent specification was pub-
lished appears in the heading following an expression
beginning with the word “Offentliggjort”.

Sweden: The upper right hand comner bears three
dates; first the date the patent was granted, after the
expression “Beviljat den”, and third the date, later in
time, the patent specification was published, after the
expression “Publicerat den”; the middle date is stated
as the date the patent term starts, which is the date of
publication (not printed) for opposition.

The publication date is the date to be used for cita-
tion of these old law patents; the occasion for resort-
ing to the earlier granting date seldom if ever arises.

7. East Germany. The patents of East Germany
(German Democratic Republic) can only be used as
printed publications. The date of this publication fol-
fows the word “Ausgabetag”, and is the date to be
cited.

Patents are granted after a formal examinatior and
the spec:ﬁcatnon issued in printed form on yellow
paper. An examination as to novelty may be requested
later by the patentee and the patent office will con-
firm the patent or annul it in whole or in part. If con-
firmed (or only annulled in part) the specification is
printed again, on white paper. This second printing
carries its own publication date (Ausgabetag); the date
of the earlier publication is the date following the ex-
pression “In Kraft getren,” as indicated by a footnote
at the bottom of the first page.

8. Finland, See under “Denmark, Finland, Norway,
Sweden”,

9a. France: Law of 1844-1968, In view of a change
in the French system caused by a new patent law
which came into effect January 2, 1969, French pat-
ents are considered in two sections. The present sec-
tion deals primarily with the old law cases but present
tense is mainly used, for convenience.

Prior to the new law patents were granted after an
examination as to formal matters only, but an applica-
tion for subject matter we would call cutside the stat-
utory classes of invention could be rejected. The
granting of the patent consisted in the execution of a
paper called an “arreté ministeriel” which term is lit-

have "been ‘reégularly’ piiblished, ‘in separate prmted
leafléts 'since 1902. Prior to-this time only selected oné
were published in book form with the specifications
and drawmgs in' separate volumes, - and - mounted
copies of the drawings were placed in ‘the search files.

From 1902 up to a date in 1960, the printed specifi-
cations of French patents regularly carried three dates
in' the heading. For example French patent 1234900,
the last one to do so, has the following in the head-

ing:
(0] “Demande le 28 juillet 1959, a 14P 48™ 3 Paris.”
[Filed July 28, 1959 at 2:48 P.M. in Paris.]

(2) “Délivré le 23 mai 1960.”

[Granted May 23, 1960.]

“Publié le 19 octobre 1960.”

[Published October 13, 1960.}

The first date, the “Demandé” date, is the date the
application was filed; the hour of the day is given
since there are no interferences and the patent of the
applicant who filed his or her application first would
be the valid one; the city is given since applications
may be filed in various local government offices
throughout the country. The second date, preceded
by the word “Délivré”, is the date the patent was
granted; the French verb “délivrer” when used with
reference to patents means “to grant.” The third date,
preceded by the word “Publié”, is the date on which
the specification was issued in printed form.

Beginning with Patent No. 1234901 (granted May
23, 1960) the publié date has been omitted from the
printed specification. It is hence not possible to tell
from the printed copies when they were issued in
such form. This information, however, can be found
in the Official Bulletin which contained periodical
lists of the numbers of the specifications which have
been printed giving the dates when the printed copies
were available to the public. Later, the identification
of the Official Bulletin in which the patent was an-
nounced was added to the heading, at first without
the date. Currently, and recently, the heading gives
the filing date, the granting date, and the date and
number of the Official Bulletin. The most recent
format has a coded cover page; item 46 gives the date
of the Official Bulletin.

In 1957 there was a change in the practice in the
French Patent Office, which required a change in the
practice of the U.S. Patent and Trademark Office.
The specifications of granted patents were made inac-
cessible to the public from the date the granting order
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hence necessary to apply In re Ekenstam, 1958 C.D.
402, 118 USPQ 349, to these patents and consider the
date of the Bulletin as the effective date as a patent.

Summary, old law patents: There are numbered
below 2,000,000. The effective date as a patent is the
granting (délivré) date up to No. 1,148,400, and is
taken as the date of the Official Bulletin from No.
1,148,401, The effective date as a printed publication
is about four or five months later, when printed
copies are issued. For citation purposes, the publié
date is used when this appears; the délivré date, or the
date of the Official Bulletin if it appears, is used when
the Pubiié date does not appear.

Patents of Addition: These are referred to as “certifi-
cates of addition” and were numbered in a separate
series and when one of these is cited it must be identi-
fied as an addition.

Special Medical Patents: Beginning in 1958, patents
for medicaments were issued under the heading
“Brevet spécial de médicament”, abbreviasted as
B.S.M., in a separate numbering series, with the letter
“M” after the number. These were granted only after
a search was made and a search report filed.

The separate numbering of patents (certificates) of
addition and of patents for medicaments has been dis-
continued under the new law.

Application Numbers: Patent applications can be
filed in France in a local government office in each
Department. Each local office maintains a register
and has its own series of serial numbers, for applica-
tions filed there. The applicant is given, as a receipt, a
copy of the memorandum or record entered in the
register which is known as a “procés verbal.” The
focal office then promptly forewards the papers to the
patent office in Paris. The application number, when
given, appears on the printed specifications following
the abbreviation “P.V.” While there are thus many
different series of numbers, the ranges covered in a
given year apparently do not overlap and the city of
filing is ordinarily dropped. Under the new law, the
numbering system has been changed.

9. France: Law of 1969. The new law which came
into effect January 2, 1969 did not apply to applica-
tions already on file and the remarks made in the pre-
ceding section apply for an overlapping period after
this date.

Under the new law patents are divided into two
classes: “patents for invention” and “certificates of
utility.” The term of the patent is 20 years from the
filing date and of the certificzte of utility 6 years from
the filing date. Except for the fact that medicaments
can be patented, there is no other difference between
the two in subject matter, the conditions for patent.
ability, or in the rights granted.

v"malBaﬂehnwhmhﬁmWedmthelssuefor July‘
11,1957, and:is teken as beginning with patent No.
1,148,401, the first one announced on'that date. It is

‘ one for “a’ certifi-
cate of utihty o the applicant himself may convert
the apphcatlon to one for a certlﬁcate of utlhty dunng‘
this period. ~

The" novelty search was conducted by the Interna-
tional Patent Institute at the Hague and zn initial nov-
elty report is issued. The applicant may file arguments
and amendments and a second report is issued. This
report and the file are open to the public and third
parties may file references and statements, with the
applicant having an opportunity to file arguments and
amendments. A final novelty report is then issued.
There is no actual rejection or refusal of a patent, but
the patent is granted with the record of the report.

The system of novelty searches commenced in Jan-
uary 1969 with respect to certain classes only, and has
since been extended to additional classes. For the re-
maining classes patents are granted substantially ac-
cording to the old system, without novelty search, but
an action for infringement cannot be brought unless a
novelty report is made. Patents granted under the old
law likewise cannot be sued on unless the patentee
supplies a novelty report. Patentees could order nov-
elty searches and reports directly from the Interna-
tional Patent Institute which is now a part of the Eu-
ropean Patent Office.

Patents (both kinds) under the new law have claims
instead of the old “résumé.”

Under the new law all applications are open to
public inspention 18 months after the filing date, or
the priority date if one is claimed, unless the applica-
tion has been abandoned (withdrawn). The specifica-
tions are also issued in printed form a short time
thereafter. This publication may occur earlier on re-
quest of the applicant. If the patent is granted early
enough, the publication of the application as applica-
tion does not occur.

The system of application numbers has been
changed. When received by the central office all ap-
plications are renumbered in a single series; the first
two digits of the new number are the last two digits
of the year of filing. The new number replaces the
P.V. number and is referred to on the printed copies
as the “national registration number”,

When the specification is published the first time,
either as application or as patent if there was no pre-
ceding application publication, the case is assigned a
publication number. These numbers begin with
2,000,001 and are retained thereafter, being or becom-
ing the patent numbers. The separate numbering of
medical patents has been dropped and they are now
numbered in the same series. Likewise the separate
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'i"may bea'cemﬁcaie of. uzidmon toacert:ﬁcateof
ity, but identification as:such is not essential:

page from set type giving. certam mformatxon, mmed

on light green paper. .
The: specifications of patents are. prmted fmm set

type, with a new format cover page, on white paper.

If it is the initial publication, the words “Premiére et
Unique Publication” (first and only pubhcamm)
appear in a box beneath the heading. If it is the
second publication the words “Deuxiéme Publicaticn
de P'Invention” appear.

In both forms the cover page is coded: application
number, item 21; filing date, item 22; applicant, item
71; publication of patent number, item 11. There have
been some changes in the coding, however, and some
confusion may remain.

The printed specifications of applications give the
date the application was open to public inspection,
uncoded or item 41, but do not give the date they
were published in printed form, which date is of no
concern in France. For the time being the date copies
were received in the Library is the date to be used as
the effective date; if a more precise date is needed,
the Librarian will attempt to obtain further informa-
tion from the French Patent Office.

The printed specifications of patents give the date
of the publication of the notice that the patent was
granted in the uncoded line reading “Publication de la
délivrance.” For the time being the date appearing in
this line is taken as the effective date as a patent.

It appears that publication of lists of numbers of the
specifications available in printed form, with the dates
they were so available, has been discontinued.

10a. Germany. The first patent law of united Ger-
many came into effect in 1877 and printed copies of
specifications of patents have been received from
number 1 of 1877. Applications were examined with a
search of the prior art. When found allowable by the
examiner, the application was published for opposition
and within three months anyone could oppose the
granting of a patent. The procedure is outlined in Ex
parte Gruschwitz et al., 1963 C.D. 859, 138 USPQ 505,
with further details in Ex parte Beik and Thiele 161
USPQ 795.

For patents with numbers below 1,000,000, the
printed specifications carry a date in the upper right
hand corner which is preceded by the words “ausgeg-
ben am”. This is the date on which the specification
was issued in printed form and is used for citation, (It
was also used for the date the patent was granted,
which does not appear on the copies, but this is no
longer of any concern to examiners.) These are print-
ed on white paper.

Prior to September 1955 the only printing of the
specification was after the patent was granted. From
September 1955 through December 1956, the specifi-
cations of allowed applications published for opposi-
tion were issued in printed form in a format similar to

The printed specifications of pendmg apphcaﬁms‘
are. reproductlons .of the original papers; with a cover

in’ pnnted form ‘on’ greén ‘paper. These”are eaded
“Auslegeschnft”.v The' numbers begm “with'1; :000,001.
When and if* the patent is graniied ‘the pec:ﬁcatmn is

‘printed - agam as’a’ “Patentschnft”, ‘onwhite - paper,

and carries the same ‘number. Shortly after this system
began, the placmg of” prmted copies’ of the specifica-
tions of patents in the search files was"discontinued
since these was a prmted publication of earlier date.

‘The numbers had not reached 1 300,000 when a new

law came into effect.

On October 1, 1968, the German Patent Ofﬁce
shifted into a new examination schedule similar to the
deferred examination procedure followed in the Neth-
erlands since 1964, but with a few differences. When
an application is filed it is not up for action on the
merits but just remains a pendmg application until
there is a request for examination, with an examina-
tion fee. If there is no request within seven years from
the filing date the application is no longer pending,
and the application may also lapse for nonpayment of
annual maintenance fees which are due for the third
and following years from the ﬁlmg date. The appli-
cant may ask for a search and citation of references
only, paying one third the fee, and the examination
may be requested later (with the balance of the fee)
but still within the seven years. (Anyone else may pay
the fee and request the examination, but he does not
become a party to the proceedings.) There is no
change in the actual examination procedure, which
still follows that outlined in Ex parte Gruschwitz et al.
The only difference is in the timing, with some cases
having a separate search report in the record before
the first action on the merits, but some cases will
never be examined at all.

Under the new law every application is open to the
public and the specification and drawings ere pub-
lished in printed form, 18 months after the filing date
or 18 months after the priority date if one is claimed,
if then still pending, but a preceding notice must
appear in the official journal.

Applications filed before October 1, 1968 and stiil
pending on that date were brought under the new law
with the exception of those which had reached a cer-
tain stage in their prosecution. Publication of these
prior applications is being spread over a period of
several years,

After the application is published, the applicant has
certain provisional rights, not full patent rights, which
can be exercised against infringers, but which are un-
enforceable if the application becomes abandoned.

The new publications are photo-offset reproduc-
tions of the manuscript specification, and drawings if
any, with a top page printed from sei type. They are
printed on yellow paper. The top page serves as a
heading and gives a certain amount of coded informa-
tion. The German word “Offenlegungschrift” appears
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. ',; i L8 0 gmite
-'theGermanplural ‘en’” word).!
' are numbered with a seven dlglt number greater than
1,400,000, The number. ‘corresponds {0 a new. system -

. 'of numbenng applu.atlons referred . to.:below. . The

items appeanng on the first page are. coded and fol-_-

lowing is the significance of some of them.

21. Aktenzeichen. The. appllcatlon number, the old '

number, if there was one, is in parentheses..

22. Anmeldtag. The filing date.

30-33. Data with respect to a priority apphcatlon

43. Offenlegungstag. The publication date. This is
the date to be used for citation purposes and as the
effective date as a printed publication.

71. Applicant, who need not be the inventor.

72. Inventor. .

The system of numbering applications has been
changed. According to the old system the application
number consisted of the initial letter (or first two or
three letters) of the applicant’s name, followed by a
serial number, with a different series of numbers for
each initial letter; the examining group and classifica-
tion followed the number but these were not used for
identification purposes. According to the new system,
the first case filed in October, 1968, is numbered
1,800,001 and the numbers increase to the end of the
year; the first case filed in 1969 is numbered 1,900,001
and the first case in 1970 is numbered 2,000,001, and
so on. The first two digits of the number are 50 less
than the last two digits of the year. The prior applica-
tions which were brought under the new law were re-
numbered to fit into the new system, beginning with
1,400,001, but here, however, the correspondence
with the year of filing does not regularly exist. As ap-
plications, the numbers also have an additional deci-
mal number following the seven digit number, but this
has only internal significance to the G-rman Office
and is dropped; the letter P may also appear before
the number, this refers to “patent” and distinguishes
from Gm referring to Gebrzuchsmustern. The pub-
lished specification will carry the same number as the
application (dropping the letter P and the decimal
part); if the application is allowed and published for
opposition, it will be printed again on green paper
with the same number; and if a patent is issued the
specification will be printed again on white paper,
with the same number.

The published specifications constitute references as
printed publications, effective on their publication
date, They may be cited and referred to as German
Specifications, with the usual citation data. This term
may also be used for the published (printed) specific-
tions of allowed German applications.

For convenience of distinction, following is a list of
the four types of German publications of specifica-
tions in printed form.

A. Patent specifications (Patentschrift). White paper.
If numbered below 1,00,000 there will not have been
any earlier printed publication except in cases of the
group of paragraph B. If numbered above 1,000,000
and below 1,4000,000 there will have been an earlier

; numbers above: 4, 000000 have ot: been placed m tiu:

search files since 1957. e

B Speaﬁcatwm of allowed apphcanons publtshed fbr
opposmon (Patentanmeldung). - White paper.- ‘The speci-
fications of allowed applications published:for opposi-
tion were issued in printed. form begmnmg September,
1955 and’ through:December, :1956 in’a format ‘similar
to patent specifications. These carried the applicatlon

‘number and the heading “Patentanmeldung.”

“ C. Specifications of allowed appItcattons published for
opposition (Auslegeschrift). Green paper. These began
January 1957 and are numbered above 1,000,000. If
numbered above 1,400,000 there will have been an
earlier printed publication (see paragraph D) except
for those which were allowed before 18 months from
filing. Those numbered above 1,400,000 have a new
format coded cover page; the date of printed publica-
tion is given opposite item 44 and of the earlier print-
ing, if any, opposite item 43.

D. Specifications of applications, unexamined or in
process of examination (Offenlegungshrift). Yellow
paper. Described above; this printing is skipped when
the Auslegeschrift is published first. These documents
are printed publications but should not be considered
to be patents, Ex parte Links, 184 USPQ 429 (Pat.
Off. Bd. Apps. 1974).

10b. Germany: Gebrauchsmuster (Utility Models).
The German law, in addition to the regular patent
law, provides for short term patent rights in new and
useful articles of manufacture (processes and composi-
tions of matter being excluded) which might be (but
not necessarily) of a lower order of inventive merit
than required for the longer term patent. These go by
the name of “Gebrauchsmuster” which word is cus-
tomarily translated as “utility model” and might also
be tramsiated as ‘‘useful article”. The term “petty
patent” is also sometimes used. They are registered
without search and the specifications and drawings,
while available to the public, are not issued in printed
form. The term is three years, counted from the filing
date, and they are renewable for another three year
period. Copies of course are not placed in the search
files except for a few which have come to the examin-
er’s attention.

Right of priority. An application for a Gebrauchs-
muster is considered to be an application for a patent
in a foreign country, and consequently the right of
priority of 35 U.S8.C. 119 can be based upon such an
application. A small proportion of applications for
patent filed in the United States by German residents
claim the priority of a previously filed application for
a Gebrauchsmuster. When endorsing the number of
the foreign application on the face of the U.S. file the
examiner should be careful in noting the nature of the
foreign application as a “utility model” by using the
abbreviation “Gm"".

Not a printed publication. When a German utility
model is registered a notice thereof is published in the
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- of: : tion (wnthnﬁgureofthc‘-_ - doned, ‘an
drang) of regxstereo Gebrauchsmuster began dn
July, 1964, with number 1,895,601, in'a new: penodx-

cal “Auszuge aus den Gebmuchsmustem” ‘which is in
the Library. These abstracts may be used, for: their

content, as. printed publications.” The effective date
would be the date the periodical was published. Seef

Bendix v. Balax, 164 USPQ 485 (7th Cu' 1970). .

Inasmuch as the full specifications are not lssued in
printed form, they cannot be used as printed publica-
tions, in conformity with decisions of the courts and
of the Office that manuscript specifications of issued
patents, and of applications laid open for public in-
spection, are not printed publications.

Prior patents. The examiners may use a Gebrauchs-
muster which has come to his or her attention as a
prior patent, effective as of the date of registration, in
the same manner as they would use a Belgian or Ital-
ian patent for the period of several years after it is
granted and before the specification is issued in print-
ed form. See Part C.

The registration of a Gebrauchsmuster also consti-
tutes the patenting of the invention in a foreign coun-
try for the purpose of Section 102 (d) of the statute.

If the examiner needs the full text of a Gebrauchs-
muster specification and drawings, the librarian will
obtain a copy direct from the German Patent Office.
A file of copies which have been obtained in the past
is maintained in the library. Copies received from
Germany may have a clipping from the official jour-
nal pasted near the top of the first sheet and close to
it a stamped date which is the registration date.

Minor patents of other countries. Some other coun-
tries, including Italy, Japan, Poland, Spain, Brazil,
Portugal, Philippines, also have a system of minor
patents. In the Philippine and Italian laws they are
called “patents for utility models.” In Japan they are
searched and examined, and the specifications are
printed, but these have not been placed in the search
files.

11. Great Britain (United Kingdom). British specifi-
cations published in printed form go back to the 17th
century. From the standpoint of the numbering
system used they are divided into three groups.

1. 1617-1852 (part). Patents are numbered in a
single series from No. 1 of 1617 to No. 14359 of 1852,
The year is necessary in citing one, to avoid confu-
sion with later series. The numbering and printing
was done after 1852,

2. 1852 (part)-1915. Each year has its own number-
ing series and hence the year, which appears on the
specification in large type next to the number is an in-
dispensable part of the identification number, and no
further date need be given. The number and year also
appear on the drawings but occasionally an exponent
appears on the number, giving the corrected year.

3. From 1916, Beginning in 1916, 2 new number
was assigned when the application was allowed (ac-
cepted), starting with No. 100,001, and this is the cur-
rent series.

© certain abandened apphcattons were also pubhshed i

printed form. The word* abandoned is’ not used but
“became vond” rs used ms;ead e ,

either ‘a prows:onal spe i catlon or a complete
spec:ﬁcatn:m ) N ‘

The provisional spectﬁcatlon need only descnbe the
nature of the invention; it does not need to have an
enabling disclosure and neither drawing nor claims
are required. Its purpose is to establish a priority date.
The complete specification must be filed within 12
months, with three months extension possible; if not
filed, the application becomes void. New maiter in the
complete may be given the benefit of the filing date
of the provisional. The subject matter of several
provisionals may be joined in one complete.

Applications are examined, on the basis of the com-
plete specification, but the examination is partial. In
general only prior British specifications are searched
(specifications over 50 years old, of any country, are
not references in any event), and the question of obvi-
ousness cannot be raised by the examiner. When the
application is allowed, the British use the words “ac-
cepted” and “acceptance” where the U.S. Office
would use ‘allowed” and “allowance™. It is published
for opposition and the opposer can cite any applicable
references and raise all questions of patentability.

At the time of allowance and publication for oppo-
sition, the specification is assigned a number and pub-
lished in printed form; these are the copies which are
placed in the search files. The copies for some time
have carried the expression *“complete specification
published”, with a date; this is the date to be cited
and used as the effective date as a printed publication,
see In re Monks, 200 USPQ 129 (CCPA 1978). Older
copies have the expression “complete specification ac-
cepted”, with a date, which is used for citation.
Recent copies are coded, but the number 45 is used,
instead of the apparently more appropriate number
44, for the date the specification was issued in printed
form.

After the opposition period is over, or after a favor-
able decision if these was an opposition, the patent is
“sealed” (there is a sealing fee). This term is used to
signify the granting of the patent involving the
making up of the “letters patent” with the signing and
affixing of a seal, and comes from the time when the
fast act in granting a patent was affixing the Great
Seal of England, which was quite a formal occasion.
Lists of sealing dates are published in the Official
Journal. There is no second printing of the specifica-
tion when or after the patent is granted. Amendments
if any may be printed on slips for attachment, but we
do not use them. A British patent can be amended
similar in extent to a non-broadened or narrowed re-
issue in the U.S. but in a simpler manner, and an
“amended specification” is sometimes published.
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“words “data di concessione”.
granted in 1954, different words or abbrevratxons ‘were
used in refernng to filing (Opd., Domandato) and to
the granting (Dcs., Rilasciato, Concesso).

Copies of the specrﬁcatlons are not issued in prmted ‘

form until some time after the patent is granted, gen-
erally two or three years. Prior to about the middle of
1957 (year of grant) a printer’s colophon on the last
page indicated the month and year of printing. This
has been dropped and it has not been possible since
then to ascertain from any information in our Office
when the specifications were published in printed
form. The date they were received in the Library
here gives a limiting date.

Since Italian patents are granted some time before
there is a printed publication, they are used as patents
when the printed publication date is not early enough.
However the date the patent was actually granted is
not used as the effective date as a patent since the
specification is kept secret by law for a period after
the granting and the date the specification became
available to the public must be used instead, In re
Ekenstam. The period is normally three months
except that in a small proportion of cases the period
of secrecy is extended to six months. The official
journal of the Italian Patent Office, the “Bollettino”,
indicates if there was a six months period of secrecy,
but only through the year 1962.

The Memorandum of October 26,1960, 42 J.P.O.S.
795-8 gives some further details.

The granting date is used for citation purposes.
However, the applicant should be advised of the ef-
fective date as being three months or six months later
when this information may be useful to him. A dilem-
ma is created if the filing date of the application being
examined is between 3 and 6 months after the grant-
ing date of a prospective Italian patent reference. The
Library will write to the Italian Patent Office to at-
tempt to ascertain the date the specification became
available to the public. In the meantime the patent
could be cited for the applicant’s information, pending
determination of its availability.

14. Japan. Japan enacted a new law in 1970, effec-
tive January 1, 1971, which introduced a form of de-
ferred examination procedure,

Referring to cases under the old law, the specifica-
tions of allowed applications are published in printed
form at the tme of publication for opposition. This
date appears on the printed copies in Arabic numer-
als, in the order year, month, and day. The year is
given by the regnal year of the present Emperor and
is converted to the calendar year by adding 1925; thus
“40, 3, 6” is 1965, March 6. The date appears in the

Pnor to s |

gquest a search report paym ‘a fee for the same. After
the search” report is received, the applicant may re-
quest the examination of the appllcatlon ‘leading to
grantmg of the patent, paying another’ fee; this: like-
wise must be done within the seven years except that
there is an extension of up to four months from re-
ceipt of the search report if the search request was
made near the end of the seven years. If there is no
search request within the seven years, or if there was
one but no examination request within the allowed
time, the application becomes abandoned. After the
second year, an annual fee is due to keep the applica-
tion pending.

As part of the system applications are open to
pubhc inspection 18 months after filing, or after the
priority date if one is claimed, and the specifications
are published in printed form unless the application
has already been abandonded. Certain provisional
rights begin with this publication.

The published specifications are reproductions of
the originals with a cover page or heading, printed on
light green paper. The number appears in the upper
right hand corner of the cover page (Octrooiaanvrage
No.); this is a seven digit number the first two digits
of which are the last two digits of the year of filing.
The date of publication is next to the phrase “Datum
van ter inzagelegging:” and the applicant’s name is
next to the word “Aanvrager”.

The Netherlands examination is particularly severe.
When found aliowable, the application is laid open for
opposition and the specification is at that time also
issued in printed form (making a second printing since
1964). If the patent is granted, the specification is
again issued in printed form (making a third printing,
since 1964), an earlier printed publication, the specifi-
cations of granted patents are no longer placed in the
examiner’s search files, Copies of allowed applications
published for opposition were never received by the
U.S. Patent and Trademark Office.

16. Norway. See under “Denmark, Finland,
Norway, Sweden”,

17. Poland, The date the specification of the patent
was published appears in the upper right hand corner
following he word “Opublikowano”.

18. Sweden. See under “Denmark,
Norway, Sweden”.,

19. Switzerlund, Two different systems are in oper-
ation in Switzerland. The majority of patents are
issued without scarch and examination in the light of

Finland,
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follows, in general the r

scribed in Ex Parte Gruschwitz et ,

138 US.PQ. -505. Patents. whlch hav been lssued
under the examination system can be recogmzed from
information given in the headmg which refers to the
publication of the application (in the French and
German language applications, Demande publiée and
Gesuch bekanntgemacht, respectively) for oppomt:on
Ag in the German pmouce when a case is found al-
lowable by the examiner the application is published
for opposition and the specification is issued in printed
form (called Auslegeschrift on the German ]anguage
copies and Mémorie exposé on the French). These
printed copies have not been received by the U.S.
Patent and Trademark Office. The printed copies of
the patent specifications which we do receive carry
the publication date which is used if sufficiently early.
They indicate the date of the earlier printed version
and if it becomes mecessary in connection with a
Swiss patent issued under the examination system to
establich an earlier date, the Library can obtain a
copy of the earlier printed specification from the
Swiss Patent Office.

The effective dates of Swiss patents are discussed in
Ex parte Reuge, 115 USPQ 51 and in Ex parte Appeal
Neo. 194-37, 1966 C.D. 31, 152 USPQ 70.

20. USSR. A general description of the Soviet law
on inventions and discoveries can be found at 43
J.P.O.S. 1-55, January 1961. There have been a few
changes since that date.

With certain exceptions, an inventor may apply for
either an inventor’s certificate (also called an author’s
certificate) or a patent. In the former case the inven-
tion is presented to the state and any establishment in
the country can use it; the inventor is entitled to com-
pensation ordinarily measured on the basis of a per-
centage of the savings from one vear’s use of the in-
vention, not to exceed 20,000 rubles, and fo certain
perquisites. In the case of a patent, the right to ex-
clude others is granted. Nationals do not seek patents.
Less than about 3% of issues are patents, all except
one or two now and then being granted to foreigners,
and foreigners apply for very few inventor's certifi-
cates.

Applications are examined with a search of the
prior art, inclsding foreign patent material. When
granted, the specifications are issued in printed form.
Except for the appearance of identifying words in the
heading, the specifications of author’s certificates and
patents are not distinguishable.

Since the author’s certificates are not patents, they
can only be used as references as printed publications,

o date; the second (bt
_precede this) is the date
journal, the Bulletin;” the . number . of which

g1ven and the thir ich is in the last line preced
ing the horizontal ruling, is stated to be the date of
publication - of the descnptlon This last date IS:;" )¢
date {0 be cited. .

901.05(a) Cxtatlon Data

Foreign patent publlcatlons that use Arablc and
Roman numerals in liéu'of names to indicate the date,
show in order the day, month, and year. Roman nu-
merals always refer to the month.

Japanese patent application pubhcatlons show the
date in Arabic numerals, by indicating in order the
year of the reign of the present Emperor, the month,
and the day. To convert the Japanese year of the Em-
peror to the Western calendar year, add 1925 to ¢he
JAPANESE YEAR. For example: 40-3-6=March 6,
1965.

Foreign language, alphabetxcal lists of the names. of
the months, and of the names and abbreviations for
the United States of America are shown on the fol-
lowing page. The lists set forth only selected, com-
monly encountered foreign language names, and do
not include those which are similar to the English lan-
guage names and thus easily translatable.

In using the lists, identification of the foreign lan-
guage (except for Russian), is not necessary. The
translation into English is ascertained by alphabetical-
ly locating the foreign language name on the list.

The list of the foreign language names and abbre-
viations for the United States is useful in determining
whether a foreign language patent publication indi-
cates the filing of a similar application in the United
States.

Alphabetical List of Selected Foreign
Language Names of Months

a303to August
gofit August
augusti August
avfil April
biezen March
Gervna June
&ervenca July
czerwes June
décembre December
dicembre December
dubna April
elokuy August
febbraio February
Feber February
februari February
février February
gennaio January
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lutego Febroary
mesliskua March
mesrt kfarch
maggio May —
bai May
Mu_j ey ;\;"
maje May U
maraskuy November v >
RAsCE March
mass March
Mazsts March
Wiz Merch
i fried March
mei May
ottobre October
peosince December
tijne October
settembre September
gierpaia Augut
$#pas August
stycanie Senuary
syyehuu
tammikue January
toukokuu May
uBRors February
wriginia September
zeri September
RUSBIAN
aEryeT August
anpens April
Eexalps December
HIORE Fuly
HIOHD June
mafk May
Mapr March
1ou0ps November
oxtalps October
ceuralbps September
despass Febfuuy
KUBEDH

Alphabetical List of Sclecwd Foreign Language
Wames and Abbrevistions for the United States

of America

Asmerilas Forents Stater $tati Uniti &’America

Die Forenete Stater av Ametiks 8.U.

EE.UU. SU.A.

EU. S.Z.A.

BU.A. V.8tA.

EU.d Am. V.8tv. A,

Etats-Unis d’Amérique Ver.8t.V. Amerika)

Sp.St.A. Vereenigde Staten Van
Amerike

Spoj. 8t Am, Vereenigde Staten Van
Moord-Ameriks

Mcmorandum of October 25, 1960 dlstnbuted to all
exariiners and pubhshed in 42 J1.P.O.S. 795-8.

Comments concerning German, French and Belgian
procedure in granting patents are found in Ex parte
Gruschwitz et al., 138 USPQ '505. This case did not
involve anticipation but the bar of foreign patenting
under 35 U.S.C. 102(d). The Board of Appeals has
held that a Japanese appllcatlon was “patented” upon
its publication date, Ex parte lizuka, 171 USPQ 50.

A German Offenlegungsschriften publication is not
considered to be a patent under 35 U.S.C. 102(d),
parte Links, 184 USPQ 429 (Bd. of 'App™. 1974).
However, a German Aus]egeschnft pubi..ation is
considered to provide the legal effect of a patent
under 35 U.S.C. 102(d), Ex parte Beik, 161 USPQ 795
(Bd. of Appls. 1968).

Some countries issue patents of addition and they
should be identified as such and, when separately
numbered as in France, the number of the addition
patent should be cited. “Patents of addition’ generally
cover improvements of a patented parent invention
and can be obtained by the proprietor of the parent
invention. Inventiveness in relation to the parent in-
vention need not be demonstrated and the term is
governed by the term of the parent patent.

For citation of the number of pages of drawing and
specification, see § 707.05(e).

Some foreign countries list the references cited
during the prosecution. These, especially if they are
U.S patents, may be helpful, either as references of in-
terest to the examiner or to suggest an overlooked
field of search.

FEDERAL REPUBLIC OF GERMANY

German allowed applications have been issued in
printed form beginning September 1, 1955. Those
printed from this date up to December 31, 1956, are
captioned “Patentanmeldung.” They should be cited
as “German printed applications” and identified by
the name of the applicant, the serial number of the ap-
plication, and the date of publication. They are print-
ed on white paper. The applications printed after Jan-
uary 1, 1957, are printed on green paper and are cap-
tioned “Auslegeschrifi” and have an additional
number which is larger than 1,000,000 and which will
be the number of the patent, if issued. This new
number should be used instead of the original serial
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On October‘ 1, 1968, the West German

" Under this procedure all -pending applications are

printed.on yellow paper at .18 months after the filmg‘

or claimed priority date as Oﬁ‘cnlegungsschnften
The numbering system is larger than 1,400,000.

German Utility Models (Gebrauchsmuster) may be
used as references as prior_patents, but not as _prior
printed pnblications since the full specifications are
not printed effective as of their registration date.
When necessary, the Librarian will obtain the com-
plete text of the specification from the German Patent
Office. A file of such copies is maintained in the Sci-
entific Library.

NETHERLANDS

Netherlands applications, unless withdrawn, are
printed beginning January 1, 1964. They are cap-
tioned “Octrooiaanvrage”. They should be cited as
Netherlands applications giving the number, date of
publication, “Datum van ter inzagelling”, name of ap-
plicant, “Aanvrager” and data customarily given in
citing foreign patents.

UNITED KINGDOM

Certain United Kingdom applications had become
void and hence lack a date of acceptance. Neverthe-
less, they were given a number in the patent series.
The date of publication (year only) is given following
the statement “Printed for His Majesty’s Stationery
Office,” and this should be cited.

British specifications prior to 1916 have printed in
large heavy type at the head of the first page of the
specification a number and year, as 1451 A.D. 1912
This, together with the name, as required by the
rules, is always the proper citation of the patent. The
year given at the head of the specification is either the
year of filing or the year of acceptance, but in either
case it is the official designation of the patent.

The year printed on the drawing is not always the
year for correct designation of the patent. Where it is
not, the correct year is shown by a small superior
number or exponent placed to the right and above the
serial number of the patent, as—

1910—No. 499

1912—No. 1942112
In instances of this kind the patent should be cited as
No. 499 of 1911 or No. 19421 of 1913.

FrawncE

The date of recent French patents to be taken as
the effective date as a patent for reference purposes is
the date of the Official Bulletin of the French Patent
Office (Bulletin Officiel de la Propriété Industrielle) in
which the granting of the patent was announced. This
date does not appear on the printed copies of the
specifications of the patents. The printed copies give
the date the patent was granted (délivré) and the
number of the particular issue of the Official bulletin

Patent |
Office shifted to a_ deferred examination procedure.

.’*"W but lftllé'pm-lse date is critical the effective
Y ,.,:houldalsobeggveu e HC SHEENS

Th: date used as the effectwe date when the patent
is used ws a patent (rather than as'a’printed" pubhca-'
tion which date is later) has been the date on’ 'which
the patent was granted, indicated on the pnnted
copies by ‘the word- “délivré”, as was established ‘by
decisions of the courts, -the commissioner, -and the
Board of Appeals. Owing o a change in the practice
in the French Patent Office whereby the specifica-
tions of granted patents are now not available to the
public until the date of the Official Bulletin, it is nec-
essary to apply In re Af Ekenstam, 45 CCPA 1022,
256 F.2d 321, 1958 CD 402, 734 OG 290, 118 USPQ
349; and used the date on which the specification
became available to the public as the effective date as
a reference. This practice will apply to recent French
patents, going back to number 1,148,401 announced in
the Official Bulletin of July 11, 1957 and back to
patent of addition number 67,251. No change in prac-
tice is indicated with respect to French patents prior
to these numbers. See also Ex parte Appeal No. 242-
47, 196 USPQ 828 (Bd. Appl. 1976).

SWITZERLAND

The effective dates of Swiss patents are discussed in
Ex parte Reuge, 115 USPQ 51 and in Ex parte
Appeil No. 194-38, 1966 CD 31, 152 USPQ 70. It
shouid be noted that two different systems are in op-
eration in Switzerland. The majority of patents are
issued without search and examination in the light of
references, and the date used for these is the publica-
tion (verdffentlicht, publié, pubblicato) date. In two
fields, inventions relating to time-keeping, and inven-
tions relating to the non-mechanical treatment of tex-
tiles and fibers, applications are searched and exam-
ined in the light of the prior art and the procedure
differs from that followed in the other cases; it fol-
lows, in general, the procedure in the Federal Repub-
lic of Germany as described in Ex parte Gruschwitz
et al.,, 1963 C.D. 859, 138 USPQ 505. Patents which
have been issued under the examination system can be
reccgnized from information given in the heading
which refers to the publication of the application (the
French and German language applications, Demande
publiéz and Gesuch bekanntgemacht, respectively).
As in the German practice, when a case is found al-
lowatie by the examiner the application is published
for opposition and the specification is issued in printed
form (also referred to as Auslegeschrift, German and
Mémoire expose, French). These printed copies have
not been received by the Office. If it becomes neces-
sary in connection with a Swiss patent issued under
the examination system to establish a date earlier than
the date the patent was granted, the library can obtain
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frequent use m that class (§§ 905 Ol and’903
901 05(6) Translatlon . o

Examiners may request: translators in the Transla-'

tion Branch of the Scientific Library to assist them
orally or with written translations of foreign language
specifications thought to be pertinent to an application
being examined. (See § 901.06(a), Translations—Re-
quests for Translations, and §903.03, Classification of
Foreign Patents, below.) Alternative versions of speci-
fications, in English or other languages known to the
examiner, can commonly be found. Searches for alter-
nate versions are performed in the Foreign Patent
Branch of the Scientific Library. As a substitute for
translation, this service materially reduces the appar-
ent problem posed by a foreign language specifica-
tion.

901.06 Non-Patent Publications

All printed publications may be used as references,
the date to be cited being the publication date. Recog-
nized abbreviations of names of periodicals may be
used in their citation (§ 707.05(e)).

‘There are some publications kept or circulated in
every group and each assistant examiner should ascer-
tain which are available in his group and whether or
not any of them is likely to bear on any class assigned
to him.

Where a non-patent literature reference with a doc-
ument identification number is cited, the identification
number and the class and subclass should be included
on form PTO-§92.

The citation should be as follows: (800840001)
Winslow, C.E.A. Fresh Air and Ventilation K.Y., E.P.
Dutton, 1926, p. 97-112, TH 7653. W5, 315-22.

901.06(a) Scientific Library

35 US.C. 8 Library. The Commissioner shall maintain a library
of scientific and other works and periodicals, both foreign and do-
mestic, in the Patent and Trademark Office to aid the officers in the
discharge of their duties.

The technicel literature, foreign patent and services
supplied by the New Documents Processing Branch
and available in the Scientific Library are important
to the examiner for two primary reasons. In the first
place, they provide material which must be known or
searched to determine whether claims of applications
are directly anticipated, and therefore unpatentable
under the provisions of 35 U.S.C. 102. In the second
place, in cases in which the primary search indicates
that there is some novelty as compared {o any single
reference in the art, the library handbooks, textbooks,
periodicals, reports and other materials assist in decid-
ing the question of patentable invention (35 U.S.C.
103). They enable the examiner to make a further
study to determine whether the features novel in the

'Jnly, 1969, the numencal set for many count es.have
been obtained on 16 mm. microfilm reels. Patents on
which there is no . date of publlcatlon (Australla,
France and Italy) show the date of receipt in the Li-
brary. Soviet and Bulgarian authors’ certificates are
date-stamped even though a “date of publication” ap-
pears thereon because there is some doubt whether
“publication” means “printing.”

Foreign P...ent Journals

Most foreign countries -issue. official patent and
trademark journals corresponding to the Official Ga-
zerte. Patent journals are shelved under country names
in the patent collections, and with the numerical sets
of those countries which print their patents. Trade-
mark journals are retained for only 4 months. Most
countries issue name indexes; some also issue classified
indexes. These are shelved with the journals.

Books

A representative selection of books published in the
United States and Great Britian in the fields of ap-
plied technology is systematically acquired by the Li-
brary. In addition to the English language books,
there is a modest selection from French and German
literature, mostly in the filed of chemistry. There are
also collections in the various examining groups of
books and trade catalogs pertinent to the arts which
they examine. The Design Patent Group has a great
many manufacturers’ catalogs.

In selecting books and periodicals to be ordered,
the Manager and the library staff obtain assistance
from members of the examining corps, and sugges-
tions concerning materials to be obtained are wel-
comed at any time. Duplicate copies of books pur-
chased by the Libiary may be ordered by examiners
for use in the groups by addressing a memorandum to
the Manager of the Library via the group director.

The books and trade catalogs procured for perma-
nent assignment to the examining groups are recorded
in the Library’s main catalog, and copies of these
books sometimes are available in the Library also.

Technical Periodicals

Over 1,500 technical periodicals are received.
These include publications of many important scientif-
ic and technical societies. The list includes a number
of titles in the design patent field and in fields of in-
terest to non-examining areas of the Office.
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the requesting of subscnptmns for’new titles at:
titles. The: Lnbrary is alert to mew periodical publica-
tions and it acquires sample: copies: which- it sends to
groups likely to be interested with a 'request,--for
review and recommendation.

An important part of the duties of each exammer
involves constant inspection of nonpatent literature
pertinent to the class or classes that he examines. The
berary hias undertaken to assist in this time-consum-
ing activity.

LIBRARY SERVICES

MNon-Patent Literature

Encyclopedias, dictionaries, handbooks, abstracting
and indexing services and other reference works are
available in the Scientific Library to assist searchers in
finding information pertinent to the subject matter of
a patent application. The Library makes every effort
to obtain current, useful reference tools and welcomes
examiners suggestions for acquisition of available or
forthcoming aids to searching. In conducting library
searches, examiners are encouraged to supplement
their own familisrity, skill and available time with the
reference staff’s knowledge and skills. Queries may be
made in person or by telephone (557-2957).

The Staff of the Reference Section will assist exam-
iners in the use of the resources of the Library. Upon
request, it will provide bibliographies on given sub-
jects.

Another service provided by the Reference Section
is that of computer bibliographic searching. Computer
systems presently available are Lockheed’s DIALOG,
SDC’s ORBIT, Bibliographic Retrieval Services’
BRS, DOE/RECON, National Library of Medicine’s
MEDLINE, DOD’s DTIC/DROLS, and the Mead
Data Central data bases. New data bases are being
added frequently to these systems.

Examiners may request a computer search by sub-
mitting a reguest form to the Reference Section (557~
2957).

The Reference Section (557-2957) has access via a
remote terminal to the data bases of Lockheed, the
Systems Development Corporation, and the National
Library of Medicine. These data bases cover the
entire field of knowledge; print out bibliographies and
in some cases data; and provide a valuable initial
screen of the non-patent literature for the examiner in-
tending to make a search of the secondary sources of
his area of interest.

Main Catalog

This card catalog is located in the Reference Room
and provides access via author’s name, title, and 2 or
3 subject headings, all arranged in one alphabet. All

materials purchased for the Office through the Acqui-
sition Section of the Library are represented in the

time, and the berary itself will occasionally add new. “ i 1 ntit d , :
? ‘shou]d be: sent to. th Library’s: Techmcal Processes

Branch for cataloging to assure that it:may be record-»-'
ed for the benefit of the entire Office. +
The Library of Congress: classification scheme is

'used in classifying the books and periodicals. A print-

ed outline of this scheme is kept on one of the reading
tables on the second floor and a shorter outline is
posted on the end of two of the book stacks. Examin-
ers will find the outline helpful in determining the
general subject area of the field in which they are in-
terested. Near the main card catalog, there is a sepa-
rate card listing of bound periodicals and foreign
patent and trademark journals.

Foreign Patent Information

Upon request made to the Foreign Patents Branch
(557-3545) the Library will order individual typewrit-
ten copies of patents from countries which issue, but
do not print them. Where applicable, the dates of
opening to inspection, of issuance and of publication
will be requested of the forelgn patent office. The
copy of each patent so acquired is retained in a spe-
cial file in the Foreign Pateots Branch and a photo-
copy thereof is submitted to the examiner. As request-
ed by examiners, the Branch performs searches in for-
eign patent journals to ascertain the dates of opening
to public inspection, of grant or sealing, and of publi-
cation of specified foreign patent applications. They
will also make searches to locate patents with an ear-
lier date or in a more familiar language.

L.oan of Books and Other Publications

General

All Library materials except non-circulating items
may be charged out at the Circulation Desk. Materi-
als should be kept as briefly as possible. Since all li-
brary materials are used for reference purposes, none
may be taken outside of the Patent and Trademark
Office. Examiners may use the Department of Com-
merce Libraries as well as other Federal Government
libraries in the area. The Reference Section (557-
2957) can answer questions regarding the accessibility
and lending practices of the other libraries. Books
needed from that Library for official use should be
obtained through the Scientific Library by means of
interlibrary loan as described in the following para-
graph.

Interlibrary Loans

On request, the Reference Section (557-2959) will
borrow from other libraries materials not available in
the Scientific Library. In return for this service, the
Library loans its materials to other libraries in the
District of Columbia so that occasionally an examiner
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recalled for the examiner: rt reqmred vafor 1mmedme.>'_
* use: To borrow books’ from' another library -is costly
" in-terms of both time and effort: therefore, it.is llbraryv.
‘policy not ™ to ' borrow. materials - unless: strictly perti=.
. nient-to official use. Law books cannot :be borrowed
by the Library for use by exammers in connectlon' '

with law courses.

When a book orb pénodxcal is- borrowed from an-

other library, and cited -in an Office action, a photo-
copy of the portion cited should be ordered immedi-
ately and placed in an appropriate class and subclass.
This ciass and subclass should be cited in the Office
Publication Dates

Requests perfaining to the earliest date of publica-
tion or first distribution to the public of publications
and pateats should be made to the Reference Section.
They can obtain the day and month of publication
claimed by the copyright owner for United States
publications and they will write to the foreign source.

Translations

Reguests for Translations

Examiners may consult the translators in the Trans-
lation Branch on the Iobby level of building 6 (557~
3193) for oral assistance in transiating foreign patents
or literature that are possible references for an appli-
cation being examined. Examiners may request writ-
ten translations of pertinent portions of references
cited in applications. Translations are made from all
of the principal European languages and from Japa-
nese.

Card Index of Available Translations

This index lists all translations which have been
made by the Translation Branch of the Library and a
few others gathered from miscellaneous sources. The
card file and over 18,000 translations of foreign pat-
ents and trademarks with some periodical articles and
excerpts from books are located in the Translation
Branch. Translations, which are available to examin-
ers and non-Office personnel, are indexed by country,
patent or trademark number, and patentee or author.
A copy of amy translations coming to an examiner
from outside of the Office should be furnished to the
Translation Branch so that it may make a copy for its
files. In this case the source is indicated on the trans-
lation so that it will not be certified as an official
translation of the Patent and Trademark Office.

961.06(b)y Borrowed Publications
See § 901.06(a), Interlibrary Loans.
901.06(c) Alien Property Custodian Publications

Applications vested in the Alien Property Custodi-
an during World War Il were published in 1943 even
though they had not become patents.

Care must be taken not to refer to these publica-
tions as patents; they should be designated as A.P.C.
published applicaticns.

publlcatlon ‘effective : from ‘the: date of 'publlcatlon,i;
“which is printed on each copy : e

»‘follows ARG Appllcatlon of

- The manner: of citing one of these pubhcatrons is as
i Ser No

............ ; Published:...c.c..:ii. v
The Sc:entrﬁc ‘Library contams a complete set of

© A:P.C: published appllcatlons arranged numencally in

bound volumes. - -

901.06(d) Abstracts, Abbreviatures and Defenswe
Publications

Abstracts and Abbrevnatures are Patent and Tradn-
mark - Office publications of abandoned applications.
Defensive Publications (the O.G. defensive publica-
tion and search copy) are Patent and Trademark
Office publictions of a provisionally abandoned appli-
cation wherein the applicant retains his rights to an
intereference for a limited time period of five years
from the earliest effeciive U.S. filing date. See
§8 711.06 and 711.06(a).

Distinct numbers are assigned to all Defensive Pub-
lications published December 16, 1969 througi Octo-
ber 1980, for example.

T 869 00l—
Number series, 001-999 available monthly.
—0.G. volume number,
—Documents category, T for Technical disclo-
sure.

For Defensive Publications published or and after
No;ember 4, 1980, a different numbering system is
use

The revised numbering system is as follows:
T XXXX XX

l L—»Sequemial Document Number
fficial Gazette Volume Number

»Document Category. “T* denotes Tech-
nical Disclosure

Defensive Publicaticns are included in subclass lists
and subscription orders. The distinct numbers are
used for all official reference and document copy re-
quirements.

A conversion table from the application serial
number to the distinct number for all Defensive Publi-
cations published before December 16, 1969 appears
at 869 O.G. 687.

901.07 Arrangement of Art in Examining Groups

In the examining groups the U.S. patents are ar-
ranged in shoes bearing appropriate labels, each
showing the class, sub-class, and usually the lowest
and highest numbered patents put in the respective
gshoe. The patents should be arranged in numerical
order.

Some U.S. copies are marked “Cross Reference.”
These are patents which are classified in other classes
or subclasses but which have disclosures pertinent to
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; shoes akmg thh ‘the coples of
simplify the tasks of searchmg and ﬁIing

Copies of foreign patents are’ ‘usaally kept in shoes

separate from and . unmedlately fonomng the U S. pat-
ents.

All forelgn patent documents (patents and publlshed
applications) involved in a_reclassification project
issued after January 1, 1974 are filed by year of publi-
cation ounly, within each subclass. Each such foreign
patent document has the year of publication indicated
in the upper right-hand corner of the front page. It is
anticipated that eventually all the classified foreign
patent document search files will be arranged in this
manner. This filing arrangement aids the examiner in

updating his search as well as the Office of Documen-
tation in the maintenance of the mtegnty of the
search files.

Non-patent publications or photocopies thereof
containing disclosures for particular subclasses, if nu-
merous, should be filed in shoes following the foreign
patents, otherwise at the bottom of the last shoe of
foreign patents.

901.08 Borrowing References

The search files in each examining group should at
all times be complete. Where they are incomplete, the
examiners using such files and relying upon their
completeness may miss valuable references. Refer-
ences removed from the files whether for use in the
group or otherwise should, of course, be promptly re-
turned.

901.09 Missing Copies—Replacement

When the original or cross-reference hard copy of a
reference patent is missing from the examiner’s search
files, a soft copy may be ordered on modified buff
colored form PTO-14. The box marked “Notes” on
this form has been stamped with two check boxes,
“OR” for original and “XR’ for cross-reference, and
the words “REPLACEMENT COPY". In ordering a
substitute or replacement copy, the examiner should
complete the “Patent Number”, “Date of Order”,
“Examiner’s Name” boxes, marked the number one -
1- in the “No. of Copies” box and place the classifica-
tion in the first “Class-Subclass/Digest” box. In the
“Motes” box, mark through the appropriate check box
for either “OR” or “XR", depending on which type
document is missing.

To expedite the handling of requests for RE-
PLACEMENT copies and thereby insure the quick-
est response, the following routing procedures should
be adhered to:

(1y Use designated collection drops for copy orders
within each group.

(2) Group clerical personnel should hand carry or
mail the modified Buff colored PTO-14 at least daily
to the Reclassification Branch, Preprocessing Section,
currently located in the Crystal Square Building 4,
Room 1GO7.

The attorneys’ drop sloi at the Customer Services
Division Window should not be used nor should the

mg will result m unnwemry dela
3 All soft copy: replacements cop:

face of ‘the: soft copy will:be stamped either *Substi-
tute for missing OR” or “Substitute for missing XR”.
" If ‘the’ original copy ‘is subsequently ‘found - the re-
placement’ copy should be removed from the ﬁle and
d:scarded

C lPAYEN’r RUMBER

USE A SEPARATE FORMA POR OBDERING EACH MISSING COPY
ERAMINER & NAME ART UNIT DATE OF ORDER

TNG. OF COFIES

V0 REFLACE
HIBSING
conY IN

B e CLALS EUBCLALE GR BIGEEY
| GRECK GNE GOX ONLY.

; OJor (Mt [unknown
]
WETE av s 70 UG CEPARTIMENT OF COMMERCE
PATENRT AND YRADE MARE CEF({CE

EXAMINER'S ORDER POR REPLACEMENYT COPY

902 Official Publications end Indices of U.S.
Patents

902,01 Manusal of Clagzification

The Manual of Classification is published in loose-
leaf form, and supplementary sheets containing
changes are issued from time to time to replace the
existing sheets.

All changes to official subclasses are effected by a
series of Classification Orders. As these changes are
published, examincrs should enter them in their man-
uals so that their manuals will at all times be complete
and up-to-date. As supplementary sheets are issued,
the old sheets should be removed, and the new sheets
substituted therefor.

There are over 300 classes of utility inventions each
having a title descriptive of its subject matter and
being identified by one of a series of class numbers
(some numbers of the series are blank and not present-
ly assigned to any class). Each class is subdivided into
a number of subclasses with each subclass bearing a
title descriptive of its subject matter and being identi-
fied by a subclass number which in many instances
will include decimal fractions and alphabetic charac-
ters. A complete identification of a subclass requires
both the class and subclass numbers, the class number
appearing first and the subclass number second, e.g.,
“417-161" identifies Class 417, Subclass 161.

The Manual of Classification has the following
parts:

A Brief Statement on the Use of the Manual.

Classes Arranged by Related Subjects. Tabulation of
classes, in which the classes are arranged in three
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" each class, the. plant class appearing first, followed by
the utility classes in numerical sequence of class num-
bers, and then the design classes in numerical se-
quence of design class numbers.

%z.ﬂl(a) Index to the U.S. Patent Classxﬁcatml

The Index to Classification is an alphabetic listing
of technical and common terms referring to specific
classes and subclasses of the classification system. It is
intended as an initial entry to the Classification sched-
ule, related definitions and notes and should not be
considered exhaustive. It is particularly useful for
those lacking experience in using the classification
system or unfamiliar with the particular technology
pnder consideration.

The Index is updated in conjunction with Classifi-
cation Orders which affect the classification schedule
or whenever necessary to include appropriate changes
and additions. It is available as a printed publication
and on microfiche. Suggestions for changes and addi-
tions are encouraged and should be directed to the
Office of Documentation.

902.02 Definitions

All of the utility classes (i.e., classes devoted to
technology) except one unrevised class have defini-
tions. None of the design classes has definitions.

Such definitions state the subject matter that is
found in each defined class and subclass much more
explicitly than it is possible to state in short class and
subclass titles.

Each examining group has at least one set of defini-
tions in microfiche form and a microfiche reader.
There are several sets in the Public Search Room.
These microfiche sets of definitions are revised quar-
terly.

Individual class definitions in paper form are availa-
ble from the Information Resource (Editorial) Branch
of Documentation. It should be noted that classifica-
tion orders frequently affect existing definitions. Per-
sonal sets of definitions used by examiners should be
periodically revised to reflect changes caused by issu-
ing classification orders.

902.02%(a) Search Notes

The definitions have search notes as a part thereof’
namely, notes giving information as to where subject
matter related to the class will be found (such notes
appearing after the class definition), and also notes as
te where subject matter pertinent to the subclass will
be found (appearing after the subclass definition).
These notes are intended to indicate both the relation-
ship and the difference between the separately classi-
fied subjects.

mplete subclass ,,schedul&s for

90203 us. -Patent -Classxﬁcatmn Indlces o

A number of mdlces of US patents are available
and may be used to. obtam classxﬁcatnon data of U.S.
paternts. .

902.03(a) Master Classnﬁcatlon Flle (MCF) on
Microfilm

A patent number index of domestlc patents giving
their current original and cross-reference classification
is available on microfilm in the Public Search Room.
Patent numbers are arranged in both numeric and
classified array. The microfilm is updated semi-annu-
ally, in June and December.

902.03(b) Patent Index

Original and cross reference classification informa-
tion for individual patents can be obtained by use of
computer terminals located in the Public Search
Room or by calling the Patent Index telephone serv-
ice, 557-3786. This data is updated bi-monthly with
new issues and reclassifications.

902.03(c) Subclass Lists

Computer print-out listings of patents contained in
subclasses, either separately or merged, may be ob-
tained by request from the Information Resources
Branch of the Office of Docuamentation Planning and
Support. Listings can be inclusive or limited by use of
a cut-off date or patent number. This data is updated
bi-monthly with new issues and reclassifications.

902.03(d) Classification and Search Support In-
formation System (CASSIS)

Computer terminals located in each group will
supply the following information:

(1) Original and cross reference classifications of a
patent;

(2) All patents assigned to a classification;

(3) Classification titles;

{4y Classification titles
keywords.

902,04 Clagsification Orders and Bulleting

Classification Orders are issued from time to time
giving all changes in the classification that have been
made officially, including every change to be made in
the Manual of Classification or in the definition books.

Copies are disiributed to all examining groups for
immediate use.

containing  specified
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‘The statutory authonty for estabhshmg and ‘main-
taining 2 classnﬁcatron 1s glven m the followmg stat-
ute, which: states: i

C35USC 6 Classtf cation of patents. The Comrmssloner may '

revise and maintsin the ‘classification by ‘subject: matter- of United
States letters patent, and such other patents and prmted publications
as may be necessary of pract:cable, for the purposc of determining
with readiness and accuracy the novelty ‘of inventions for which
applications for patent are filed. -

903.02 Basis and Prmcxples of Classrficatron

The basis of classification used in the U.S. Patent
and Trademark Office, the principles followed, and
the reasons why such principles were adopted are set
forth in the booklet Development and Use of Patent
Classification Sysiems, which is available in each art
unit. Since classification is the basic tool of every ex-
aminer, this booklet, particularly as it relates to the
present classification system, should be carefully stud-
ied.

903.02(a) New and Revised Classes

The establishment of new classes or subclasses and
the revision of old classes are done under the supervi-
sion of a patent classifier.

The classifier performing the reclassification secures
a set of patent copies of the present classification.
With these copies, by study and successive groupings,
he or she develops an arrangement of the patents
which is satisfactory for searching.

The definition of the new class or revised class is
written or modified, the lines between the class and
other classes are drawn up and the subclass definitions
are established.

The Index to the U.S. Classification and the Classi-
fication computer files are also updated.

Notification of the new class or subclass is pub-
lished in a Classification Order, and Supplementary
sheets necessary to correct the loose leaf Manual of
Classification are published.

Definitions of all revised classes and subclasses are
included in Classification Orders.

903.02(b) Scope of a Class

In using any classification system, it is necessary to
analyze the organization of the class or classes to be
included in the search.

The initial analysis should determine which one or
ones of the several types of subject matter (manufac-
ture, art, apparatus or stock material) are contained in
the clags being considered.

Further, relative to each type of subject matter, it is
necessary to consider each of the various combina-
tions and subcombinations set out below:

Feature Combined with Basic Subject Matter for
Some Added Purpose. The added purpose is in excess
of the scope of the subject matter for the class, as de-
fined in the class definition, e.g., adding a sifter to a
stone crusher which gives the added function of sepa-
rating the crushed stone.

bat- do perfect
~ overload “release ' means  terids 'to - ‘perfect -a stone
‘crusher’ by prov1dmg ‘means ‘to stop it -on’ overload -
“and thus pervent ruining the- ‘machine. However, this

or’ its mtendcd purpose, e.gy’ “an

perfectmg combinzd feature adds nothmg to the basrc
character of the machine. - ‘

Basic Subject Matter. The’ ‘combination’ of features
necessary and essential to the fundamental character
of the sub_]ect matter treated, e.g., a stone crusher re-
quires a minimum number of features as essential
before it can function as such. -

Subcombinations Specialized to Basic Subject Matter
Each type of basic subject matter may have subcom-
binations specialized to use therewith, e.g., the crush-
ing element of a stone crusher.

Subcombinations of General Utility. Each type of
basic subject matter may have subcombinations which
have utility with other and different types of subject
matter, e.g., the machine elemenis of a stone crusher.
Subcombinations of this character usually are pro-
vided for in some general class so that the examiner
should determine in each instance where they are
classified.

903.02(c) Establishing Subelasses and Cross Ref-
erence Art Collections

When an examiner finds it desirable to create a new
subclass or cross reference art collection the appropri-
ate post classifier should be consulted. The post classi-
fier will assist the examiner in establishing any new
subclass or cross reference art collection by providing
appropriate instructions on how to mark patents to be
transferred from an existing subclass to a new sub-
class, obtaining any additional cross-reference copies
that might be needed, determining the title of the
newly established subclass or cross reference art col-
lection and assigning the numeric designation to be
placed on the new subclass or cross reference art col-
lection.

All newly created subclasses will be made official
so as to be a part of the defined classification system
and will thus appear in both the examiners’ and Public
Search Room files. The intent is to accomplish this
with a minimum amount of disruption to the examin-
ers. Any examiner having the group director’s ap-
proval to create new subclasses should contact the
group post classifier for his group. The classifier will
cooperate with the examiner on the arrangement of
the subclasses he or she wishes to establish and the
definitions thereof. Then, the examiner will physically
establish the subclasses or provide a marked up com-
puter printout of the patents in the subclass or sub-
classes being affected. On a time available basis, the
examiner may be aided in this task by classification
personnel.

At this point, the Office of Documentation will
withdraw the corresponding Search Room copies,
and using data gathered from the examiners’ newly
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“through fnial clencal pr
classes and then returned to:

The above procedures will not only be. beneﬁczalfto |

the Search Room file but will. also provnde thc -exam-
iners with defined subclasses. - -

903.03 Classification of Foreign Patents -

Usually newly received foreign patent documents
are distributed by the New Document Processing
Branch of Documentation, to the Classification
Groups. Classification personnel will classify these
documents and return them to the New Document
Processing Branch for further processing. All docu-
ments will be labeled and routed to the examining
group for inclusion in the examiner search file.

In a few cases, newly received foreign patent docu-
ments will be routed to the examining groups with
forms attached. When such documents are received
the examiner should indicate the proper classification
for the foreign patent on the form.

If the foreign patent is mot properly classifiable in
his or her group, the examiner should indicate on the
form a Group Art Unit and Class in which he or she
consider it to be classifiable, if possible, and return it
with the patent to the New Document Processing
Branch. Any indication of class made by the New
Document Processing Branch is advisory only, and
the final decision as to where the patent is to be
placed is made by the classifier or the examiner in
whose art it is classifiable.

All subclasses in which a copy of the foreign patent
is desired should be indicated on the form. New Doc-
ument Processing Branch will supply any necessary
additional copies and label them with the classifica-
tions indicated on the form.

All foreign patents should be classified and returned
with the forms to the New Document Processing
Branch within two weeks of receipt.

If the examiner desires to update the classification
of a foreign patent by changing, cancelling or adding
copies, he or she should forward the patent to his or
her post classifier with the desired transaction at-
tached.

The Scientific Library retains copies of foreign pat-
ents (See § 901.06(a)), so that foreign patent, known
by country, number, and publication date can be in-
spected in the Scientific Library or photocopies or-
dered.

Examiners confronted with language problems in
classifying foreign-language patents may call upon the
Translation Branch of the Scientific Library for assist-
ance, see § 90!.06(3).

Time spent in cla%xfymg foreign patents is allowed
in computing an examiner’s output. The method used
in classifying foreign patents and the assignment of
such work among the examiners of the group are left
to the supervisory primary examiners. The hours

ongmal or. cross-reference, from one class or. subclass
to another requires the: approval of a: classxﬁer

Exammers must submit to the appropi
tion group all questions of transfer of patents, |

When an examiner desires to transfer official coples
of domestic-patents to a different class or subclass, he
or she should have a memorandum list prepared for
signature of the primary examiner of the numbers of
all patents which are to be transferred mdlcatmg oniy
the class and subclass into which each is to be placed.
Both orginals and properly identified official cross-
references may be included in the same list and these
may involve transfers to or from any number of dif-
ferent classes or subclasses. Additional cross-reference
copies of any listed patent may also be requested by
merely indicating where the cross reference copies
should be placed. This list with the examiner’s copies
of the patents is routed through any other group in-
volved for its prompt approval or comment and is
forwarded to the appropriate classification group.

In those instances where a transfer is approved by a
patent classifier, the class and subclass designations on
both the examiner and Public Search Room copies of
the patents are changed and the classification data
files are altered to agree with the new classification.
When the transfer is not approved, the copies of the
patents will be returned with a notification thereof.

Unauthorized transfers render the subclasses in the
Public Search Room no‘longer duplicates of those in
the examiners’ rooms, and also render incorrect the
classification data files.

When it becomes necessary in the course of a trans-
fer to remove copies from the files in the Public
Search Room or Examiner Search Room, a notice in-
dicating the patents withdrawn and the classifications
to which they are transferred is placed in the search
file.

The procedure for transferring an entire class or
subclass from one group to another is given in the
Manual of Clerical Operations.

903.06 Practice To Be Followed in Ordering Of-
ficial Cross-References

The following alternatives are available for obtain-
ing official cross-reference copies of United States
patents.

a. Send to the classification group a list of patents
and relative to each patent, indicate the class and sub-
class in which it is thought each should be cross-reier-
enced.

b. The procedure outlined in 905.02 for “Updating
of Classification Data File” should be used for the ad-
dition of a patent as a cross reference to the search
file.
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fonnd either in- 'the course: ot' ‘& :search: or:from inspec~ . “F
tion of the Official Gazette each week. Copies. maybe ¥

'plaoedmtheexanunerssearchﬁles See. §905.02.

903.07 - Classifymg and Crms-Referencing at Al-
. lowamece ...

It is the duty of each pnmary ‘examiner to persona&
ly review . the - classification and - cross-referencing
made by his or her assistants of every application
passed for issue and to print his or her full name on
the blue issue classification slip to show that this
review has been made.

Both the blue issue classification slip (PT 0—270)
and the file wrapper provide spaces for the full names
of the “Assistant Examiner” and “Primary Examiner.”

An examiner with full signatory authority who acts
on an application himself and sends it to issue should
print his or her full name on the blue issue slip and
stamp and initial the file wrapper only in the “Primary
Examiner” space. A line should be drawn through the
“Agsistant Examiner” spaces on both the blue issue
slip and the file wrapper to make it clear that the ab-
sence of an initial or signature in the box was not an
oversight.

The initial classification of pending applications and
the drawings thereof will have been indicated in
pencil by the supervisory primary examiner. See
§ 903.08(b).

However, an application, properly classified at the
start of examination, may be improperly classified
when it is ready for allowance. The allowed claims
should be reviewed, in order to determine the subject
matter covered thereby. It is the disclosed subject
matter covered by the allowed claims that determines
the original classification of U.S. patents.

Only the correct official classification should be left
on the file and drawing of each application when
passed for issue.

The examiner fills out 2 blue issue classification slip
(PTP-270) or a salmon slip (PTO-328) in the case of
designs to indicate the class and subclass in which the
patent should be classified and also the classifications
in which it should appear as a cross-reference. The
examiner should be certain that ali subclasses into
which cross-references are placed are still valid. The
examiner attaches the blue issue classification slip to
the inside of the left fold of the file wrapper to be for-
warded to the Patent Issue Division.

The examiner also enters the final official classifica-
tion appearing on the issue classification slip in the
space provided on the front of the file and in the
space provided in the stamping at the top margin of
the drawing. Care should be exercised to see that ail
three entries of the classification are correct and in
agreement, particularly after any alteration of one
entry, for otherwise the patent will be printed with an
erroneous classification or improperly positioned in
the Official Gazette.

All examiners are requested to fill in the class and
subclass on the drawings in large numerals using as

of issue  when ‘appropriate.- “This - applies . to"both the
original classification and the cross-reference’ classifi:
cation. Any. tune that a.patent s being :issued in-or
cross-referenced to a subclass . contammg unofﬁcm]
subclasses, the alpha designation for the: ptoper unoﬂi-
cial ‘subclass must be included on the blue issue slip.
No other desxgnanon is perm1s51ble Inclusion of only
the numeric designation of an official subclass which
includes unofficial subclasses is an mcomplete and im-
proper entry on a blue issue slip. All official sub-
classes which have urofficial subclasses are now des-
ignated with an “R” (denoting residual) and if the
patent does not fit an indented unofficial subclass, the
blue slip should include the “R* designation. It is per-
missible to place multiple copies of a patent into a
single set of unofficial subclasses.

When the original patent is classified in an unoffi-
cial subclass (including the “R” subclass), the front of
the file wrapper and the drawing should also include
the alpha designation.

Digests and cross reference art collections should
also be included on the blue issue slip, but the original
classification must never be a digest or cross reference
art collection. The indication for a copy of a patent in
a digest or cross reference art collection must be in
the cross-reference area of the blue issue slip. A digest
must be identified by class number, alpha characters
DIG and appropriate digest number.

RESUBMISSION

The original classification assignment of an applica-
tion may have involved a “borderline” situation. The
file wrapper of such an application will be stamped,
“RESUBMIT TO CLASSIFICATION
GROUP—————etc.”, the stamp appearing below
the Interference Search box. A “Special” tag should
be attached to the file when resubmitted. Note that
there should be no resubmission if there is, at the time
of allowance, no longer any doubt or dispute about
the proper classification.

Where an official Classification Order affects an ap-
plication already passed to issue, the classification
group makes the necessary changes on the file wrap-
per, blue slip, and drawing, if any. The clerk of the
examining group is notified so that the Serial Register
card may be similarly changed.

Applications which already have been sent to the
printer will be classified by the classification group at
the time the patent issues.

903.07(a) Cross-Referencing—Keep
Notes During Prosecution

Throughout the examination of the case, systematic
notes should be kept as to cross-references needed
either due to claimed or unclaimed disclosure. Exam-

Systematic
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Al exami ers“must mclude unofﬁcmlvsubclass des-. e
: xgnators on'the blue issue: slips: (PTO-270) at the time



nmeoflssue : : SR
90307(!3) Issuing in Another Exammmg Group
‘Without Transfer

When an examiner issues 2 p.ospectwe patent in an-
other. examining group, he or she notes in the space
provided on the blue issue classification stip, in red
ink, the class and subclass of the other group, and in
parentheses the number of said other group. (The ini-
tials of said other primary examiner must appear in
the block to the right of the orlgmal classification.) In
the lower left corner, the examiner writes his or her
own group number in black ink. (When the patent
issues, the classification group will, as a matter of rou-
tine, send the necessary notices to the group in-
volved.)

The sending of cases to issue from one group and
assigning them to classes in another group is restricted
to those situations where both examiners concur in
the proposed classification of the patent, which must
be shown by the concurring examiner initialing the
issue classification slip, or where there has been a
ruling by a patent classifier, who must initial the slip.

903.08 Applications: Assignment and Transfer

The examining group to which an application is as-
signed is responsible for its examination until such
time as the application is officially transferred to an-
other group by the classification group.

The primary examiners have full authority to
accept any application submitted to them that they
believe is properly classifiable in a class in their art
umit.

Applicants may be advised of expected application
transfers by using Form Paragraph 5.03.

503 WNotification of Art and Application Transfer to Another
Group

Applicant is advised that this application and the art to which
this application pestains has been transferred to ancther group. All
further papers submitted in this application should carry the follow-
mg items:

t. Serial Mumber (checked for accuracy).

2. Group Ast Unit (1]

3. Name of Examiner now in charge of this application [2].
4, Filing date.

$. TFitle of invention.

903.08(a) New Applications

Mew applications are assigned to the various exam-
ining groups in the first instance by the Application
Division.

Upon receiving an application from Application Di-
vision, the clerk in charge of processing new applica-
tions, should date stamp the file wrapper and the back
of the docket register card on the day the file is to be
delivered to the supervisory primary examiner. The
complete application (file, drawing, and serial register

opinion .of the primary exammer, does. not belong to
his. or her group, he or she: may ‘request transfer to an-
other group. See § 903.08(d). - S

Form PTO-447, “Transfer Request” consists of ﬁve
copies and is used as a transnuttal group charge and
notification form.

If the search in connectxon with the first action de-
velops art showmg proper classxﬁcatxon elsewhere,
the transfer is initiated after a response is received
from applicant.

BORDERLINE CLASSIFICATION

The classification assignment of an application to
the proper examining group, especially when there is
submission to and assignment by the classification
groups, often involves a borderline situation. Post
classifiers in the classification groups, when assigning
such borderline cases, will stamp the file wrapper di-
rectly below the interference search box when it is
their considered opinion that the classification of such
an application should be reconsidered on allowance.
The stamp will indicate which classification group
will reconsider the case on a “Special” basis. Note
“Resubmission” portion of § 903.07.

903.08(b) Classification and Assignment to Ex-
aminer

Every application, new or amended and including
the drawings, if any, when first assigned to a group
must be classified and assigned to an examiner for ex-
amination.

The supervisory primary examiner normally assigns
them, noting in lead pencil in the space provided in
the face of the file and in the upper left hand corner
of the first sheet of the ‘“‘colored” paper prints the
class and subclass to which the case pertains, and also
the name or initials of the examiner or the assigned
docket designation. The application file is then turned
over to the clerk for processing.

If an examiner other than the supervisory primary
examiner is given the responsibility of assigning appli-
cations, time so spent may, at the group director’s dis-
cretion, be charged to *Assisting SPE”.

903.08(c) Immediate Inspection of Amendments

Upon the receipt of an amendment which makes a
transfer proper, steps should be taken pros ptly in ac-
cordance with the transfer procedure catlined in
§ 903.08(d).
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clwaged to correctly mdlcate :the 'assxgnment_"of the e

application.. The clerk must. also._report. docket

changes on the Exammcr Docket Acthty Report, ,

PTO-690.

Where there is a. dxfference of opuuon among the
supervisory primary examiners as to . assignment
within the same group, the matter is submmed to the
post classifier assigned to that group for rmolutmn
Note § 963.10.

TRANSFERS BETWEEN DIFFERENT GROUPS

Transfer of undocketed and docketed new and
amended applications may be requested between
groups via the regular messenger service without sub-
mission fo, or approval by the classification groups.
However, the forwarding group must send the appli-
cation to the receiving group with a transfer request,
PTO-447, within one calendar week of receipt in the
forwarding group. Amended applications must be sub-
mitted within two weeks of the group receipt date of
the amendment. If an application is not submitted
within the time limit, it must be classified, assigned
and retained in the original group.

Exceptions to these time limits are:

i. All new applications (docketed and undocketed)
trapsferred to Group 220 purely for security reasons.

2. New undocketed applications which are hand
carried.

3. New reissue applications should be retained in
the group indicated by the notice of filing in the Offi-
cial Gazette for two months following the notice
before transfer.

Where a supervisory primary examiner believes an
application does not belong in his group, he dates and
completes form PTO-447 by giving a full explanation
of the reasons for classification in the other group art
unit. In the space provided on the form at least one of
the following must be included:

(1) Identification of the controlling claim examin-

able in another group.

(2) Identification of any existing informal transfer

agreement.

(3) Other reasons—with full explanation.

The supervisory primary examiner may give the
complete file with form PTO-447 attached, to his
transfer clerk for forwarding by regular messenger
service, or he may obtain the docket record card
from the clerk and hand carry the entire file to the
other group art unit. The group clerk retains part
PEO-447(d) of form PTO-447.

If the receiving examiner agrees to accept the appli-
cation, he or she classifies and assigns the case and
initials the form PTO-447 and the face of the file
wrapper. The transfer is effected by the clerk in the
group which accepts the application by transfer. Ap-

Fallute to ﬁlI in. the date ‘on the form by exther the
transmxttmg examiner or the receiving examiner may
result in the assignment of the. apphcatlon to his or
her art unit.

Transfer inquiry after explratlon of the tlme penod
may be made by hand carrying the application direct-
ly to the second group for possible acceptance. If it is
accepted, the transfer is effected, but if it is refused,
the original group must keep and examine the applica-
tion.

Transfer of amended applicatlons (any apphcatlon
having a response {0 an action by the Office) may be
requested by using the regular messenger service, if
transfer is initiated within two weeks from the group
receipt date of the response. The procedure for re-
questing transfer of such an amended application is
similar to the procedure for requestmg transfer of a

new case. The time limit for initiating transfer of an
amended application is two weeks from the group re-
ceipt date of the response. The procedure for hand
carrying an amended application is also similar; if ac-
cepted after the two week period, the transfer may be
effected, but if refused the case remains in the initiat-
ing group. The time limit for refusing the transfer of
an amended case is one week, as for new applications.

The question or need for a restriction requirement
does not enter into the determination of transfer.

PrROCEDURE IN THE CLASSIFICATION GROUP

The post classifier may assign the application in ac-
cordance with the forwarding examiner’s recommen-
dations or, when this is not appropriate, to some other
group. He or she writes the assigned class and group
art unit numbers and his or her initials on the face of
the file wrapper and on PTO-447, briefly giving his
reasons in the space provided on the form.

Where the change results in assignment of an appli-
cation to a class under the jurisdiction of another clas.
sification group, the post classifier obtains the concur-
rence and signature on PTO-447 of a post classifier in
the other classification group.

As heretofore, under certain circumstances a post
classifier may, contrary to controlling classification
rules, assign, an application to a class or group which
in his judgment is better equipped to examine the ap-
plication. This is fully described in paragraph 6 and 9
of §903.08(e); see also the last paragraph of
§ 903.08(a). Assignment by the post classifier beconies
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by briefly statmg his reaso: )
and sending it with the apphcatlon
fication group. Only one such requat will be acepted
The post classifier havmg jurisdiction of the class in
which the application is assigned considers the matter
and writes his decision on PTO-447. However, recon-
sideration may not be requested by a forwarding
group when an application is returned by a post clas-
sifier for examination.

Full clerical procedures for transferring applications
are set forth in s.:*ion 1205 of the Manual of Clerical
Procedure.

903.08(e) General Regulations Governing the As-
signment of Applications for Examination

The fact should be borne in mind that the following
regulations are only general guides, and exceptions
frequently arise because of some unusual condition.
The fact should also be kept in view that the post
classifiers as well as the patent examiners are con-
fronted with an already existing classification, made
up of newly revised classes, those revised years ago
and which have somewhat outgrown their definitions
and limits, and still others made a generation ago and
never changed. Also, these classes are based on differ-
ent theories and plans, some on art, some on struc-
ture, some on functions, some on the material worked
upon, and some apparently, on no theory or plan at
all. The post classifiers cannot change this existing
condition as each application comes up for assignment
but must seek to dovetail the cases into the patchwork
and try to get the applications where they well be
best handled. To do this may violate the post classi-
fier’s views as to what constitutes a really proper clas-
sification.

1. The assignment of applications follows, as far as
possible, the rules or principles governing the classifi-
cation of patents.

2. The most comprehensive claim, that is the claim
to the most extensive combination, governs between
classes, and this is true whether there is only one such
claim and a large number of other claims, or whether
the sets of claims are more evenly divided. It is re-
garded as just as vital that one complex claim be
searched and adjudicated by an examiner skiiled in
the art as that a group of such claims be so searched
and adjudicated.

3. The claims and statement of invention are gener-
ally taken as they read, however, claims must be read
in light of the disclosure (claimed disclosure). Any at-
tempt of a post classifier to go behind the record and
decide the case upon what is deemed the “real inven-
tion” would, it is believed, introduce more errors than

‘his or her classi-

vvvvvvvvvv

rected, but to stralghten ' hn@s as the cases come up
for assignment would require the time of several men
and would often involve a reclassification of an entire
class.)

6. Ordinarily an application cannot be assigned to a
class which includes one element or part only of sev-
eral claimed in combination. The claim is treated in its
entirety. The question of aggregation is not reviewed
by the post classifiers.

7. The post classifiers are authonzed in all cases,
where they evaluate the facts as warranting it, to
assign applications for examination to the group. best
able to examine the same. Since assignment for exami-
nation on this basis will at times be contrary to classi-
fication of patents containing the same character of
claims, the post classifiers will indicate the proper
classification of the patent, if such claims are allowed.

Thus in cases where there is a claim drawn to
hybrid or mixed subject matter and the supervisory
primary examiner in one discipline feels that the appli-
cation requires consideration by, or may be best ex-
amined by, a group in one of the other technical disci-
plines, chemical, electrical, or mechanical, he may
submit the application to his or her post classifier who
may assign the application on a “best examinable”
basis, in accordance with this subsection.

Some examples of applications which may be thus
submitted include:

(1) An application containing a hybrid claim where-
in, for instance, a product is defined merely in terms
of the process for producing it. See § 705.01{e)(1).

(2) Where an application properly assigned to a me-
chanical or electrical class contains at least one claim
to mixed subject matter, a part of which is chemical,
the application may be assigned to the appropriate
chemical art unit for examination; or where the appli-
cation is properly assigned to a mechanical class and a
claim therein contains electrical subject matter, the
application may be assigned to the appropriate electri-
cal art unit for examination.

As indicated earlier, when an application which had
been assigned for examination in accordance with this
subsection ultimately is allowed, it will be classified
according to the controlling claim. In effect, assign-
ment for examination may be on a “best examinable”
basis, but the patent will issue and be classified ac-
cording to the rules of superiority in classification;
thus, the search file will have a constant set of rules
governing placement of patents therein,
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ment explammg the: relation” posmble apphcatmn
of the reference(s) 1o the claim(s); in"case: of dispute
as to the necessity of this procedure, the: “post’ classx-
fier has power to require the statement.” * -

8. A patent application filed subsequent to the ﬁlmg
of a PCT application will nonnally be assigned for ex-
amination purposes to the examiner who seatched the
PCT application.

9. When an application has been taken up by an ex-
aminer for action and a requirement to restrict is
found necessary, a part of the claims being directed to
matter classifiable in the group where the case is
being examined, an action requiring restriction should
be made without seeking a transfer of the case to an-
other group. The action of the applicant in response
to the requirement for restriction may result in
making a transfer of the application unnecessary.

10. Ordinarily where all the claims of an application
are for an article made of a specific composition or
slloy with no other characteristic of the article recit-
ed, the applicaiion will be assigned to the composition
or alloy class.

11. A class of cases exists in which either no art or
a divided art is found and in which no rule or princi-
ple is involved. (Such cases are placed where, in the
judgment of the post classifiers they will be best
searched and adjudicated.) It is often impossible to so
explain a decision in this class of cases as to satisfy, or
in any way aid, the examiners interested. Indeed, the
reasons for or against sending such cases one place or
another may be so evenly balanced that no reason of
any value can be given.

12. An examiner seeking the transfer of a case may
make a search, both of his or her own class and the
class to which he or she thinks the case should be
transferred, and the examiner in charge of the art unit
should exhibit the result of such search to the appro-
priate ciassification group. This is the way the expert
knowledge of the examiners involved is utilized.

13. Applications are occasionally received for a
classification decision in which matters other than the
merits of the classification dispute are involved, for
example, propriety of a restriction requirement , time-
liness of submission for tramsfer, etc. When guestions
of this nature are raised on the record by one of the
forwarding examiners, the following action should be
taken:

a. An informal note should be attached to the appli-
cation indicating the proper classification for the
claims under dispute with a statement that until these
matters are resolved by the examiners, the classifica-
tion groups will not formally assign the application.

the qu&suon of the proper classification of the applxca

tion, -and". either - (1): returns -the : application ‘to the
group which submitted it if he-or she denied the
transfer request, or (2) forwards the application to the
group to which it is transferred. See also §903.10.

903.08(z) Transfer to Another Examimng Group
After Decision

¥f the apphcatlon is to remain in the group which
submitted it for classification, no further procedure is
necessary. If assigned to another group, the classifica-
tion group processes the -case as described in the
Manual of Clerical Procedures. :

If the case is one which has been taken up for
action by an examiner according to its effective ﬁhng
date, it should be treated as specxal by any examiner,
art unit, or group to which it is transferred. See
§ 708.01.

903.09 International Classification of Patents for
Inventions

In accordance with the Strasbourg Agreement Con-
cerning the International Patent Classification, the
United States is required to indicate on its issuing
documents the classification symbols of the Interna-
tional Patent Classification 1979 (Third Edition), here-
inafter referred to as “Int. C1.2”.

The complete Int. Cl.? symbols must be placed in
the indicated space on the Issue Classification Slip
(form PTO-270) when an application or Defensive
Publication Document is issued.

The layout of the Int. CL.3 is explained below with
reference to the sample page.

Section
The Classification represents the whole body of

knowledge which may be regarded as proper to the

field of patents for invention, divided into eight sec-
tions.

(a) Section Symbol—Each section is designated by one
of the capital letters A through H.

(b) Section Title—The section title is to be considered
as a very broad indication of the contents of the
section. The eight sections are entitled as follows:
A Human Necessities
B Performing Operations; Transporting
C Chemistry and Metallurgy
D Textiles and Paper
E Fixed Constructions
F Mechanical Engineering; Lighting; Heating;

Weapons; Blasting

G Physics

H Electricity
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Each section is subdmded mto ciam.

(a) Class Symbol—Fach class’ symbol” conslsts “of the

- section symbol followed by a two d:glt number.”
“Example: A 01

(b) Class title—The class title gwm an . mdlcatlon of

: thcwn@cmoftheclass o
Example: -

A 01 Agrwulture, For&etry, Ammal Husbandry,
Hunting; Trapping; Fishing , :
Subclass ,
Each class comprises one or more subclasses.
(a) Subclass Symbol—Each subclass symbol consists of
the class symbol followed by a capital letter.
1A 0L B
(b) Subclass Title—The subclass title indicates as pre-
cisely as possible the content of the subclass.
Example: ‘

A Ol B Soil working in Agricultare or Forestry;
parts, details, or accessories of Agricultural Ma-
chines or Implements, in General

(c) Subclass Index—Some subclasses have an index

which is merely an informative summary giving a
broad survey of the content of the subclass.

Group

Each subclass is broken down into subdivisions re-
ferred to as “groups”, which are either main groups

or subgroups.

(a) Group Symbol—Each group symbol consists of the
subclass symbol followed by two numbers separat-
ed by an oblique stroke.

(b) Main Group Symbol—Each main group symbol
consists of the subclass symbol followed by a one to
three digit number, the obligue stroke and the
number 00.

Examgple: A 01 B 1/00

(cy Main Group Title—The main group title defines a
field of subject matter considered to be useful in
searching for inventions.

Example: A 01 B 1/00 Hand tools
(dy Subgroup Symbol—Subgroups form subdivisions
under the main groups. Each subgroup symbol con-
sists of the subclass symbol followed by the one to
three digit number of its main group, the oblique
stroke and a number of at least two digits other
than 00.
Example: A 01 B 1/02

Any third or fourth digit after the oblique stroke is
to be read as a decimal subdivision of the second
or third digit, respectively, e.g. 3/426 is to be
read as “threc slash forty two point six”, not
“three slash four hundred and twenty six” and is
to be found after 3/42 and before 3/43, and 5/
1185 is to be read as “five slash eleven point

:,V~,,f'sub‘group tltle soften - a: ¢
... which case -it-begins - thh a capttal letter. ‘A sub-

i rr-exprcssmn, ‘in

-group title begins with a lower case letter if it reads

- as a continuation of the tltle of the next higher, less-
.indented group, .ie. having one dot.less. In all
_cases, the subgroup title must be read as bemg de-
pendent upon, and restricted by, the title of the
group under which it is indented.

Espmples: )
A Ol B 1/00 Hand tools
1724 for treaiing meadows o lawns
(The title of 1724 is 0 be read as: Hmd tools for
treating meadows or lawns.)
AQ1 B 1/00 Hand tools
I/lG Tools for upmoung weeds (The title of 1/16 is a
. complete expression, but owing 1o its hierarchical
position, the ;oo!s for uprooting weeds are restricted
to hand tocls.

Complete Classification Symbol

A complete classification symbol comprlses the
combined symbols representing the section, class, sub-
class and main group or subgroup.

Ezample:
A ol B 1/00 Main group
Section or
Class 1724 Subgroup
Subclass
Group
Guide Headings

The main groups in each subclass are arranged in a
sequence intended to assist the user. It has not howev-
er, been found practicable to standardize the se-
quence. Where several successive main groups relate
to common subject matter, it is usual to provide
before the first of such main groups a “guide head-
ing” which is underlined, indicating this subject
matter (see, for example, the guide heading “Ploughs”
before group A 01 B 3/00). The series of groups cov-
ered by such a heading extends to the next guide
heading or to a line in heavy type extending across
the column, which is used when the following group
or groups relate to different subject matter for which
no guide heading is provided (see, for example, the
line afier A 01 B 75/00).

CLASSIFYING IN THE INT. CL.3 SYSTEM

A. Selecting subclasses (Corresponding to U.S. Class)
The effective scope of a subclass is defined by the
following, taken together:
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SAMPLE PAGE

[AGRICULTURE Je—

: i A 01 | AGRICULTURE; FORESTRY; ANIMAL HUSBANDRY: 1UNTING; TRAPPING; FISHING |¢

.

Ssbclems lnden
HAND TODBLS ....ooocvivi i iannecedennnenas 1789
- PLOUGHS
Genersl consiruction «.vvvvnnnuennes 3500, EB..w_\\.w
Special SESPUHORE «-vnenreernnenrnns 3769, 47/69
BetBE . .covviiinniaiiionrtcicacicenenennnes $5/05
HARROWS
General comBUCtOR voveieriieirianes 19/90. 21760
Spacial epplieations «oovvieieiiiiiiiinienines 25188
L T 23/68

A 4

[JALN PR tsv.tna«.s!qz&..

812 . . whth blades provided with teath
e, . with ethonly

46 |. Vool for uprooting weeds

Wi l. . Tonghike wols

9w . ni.aa.o-gogr;o-fi.s_.

Subsaclion title
i« Class titie
Subclass title
Towing, planting of meruTdg AT T N
e References following
subclass title
PAPLEMENTS USABLE EITHER AS
PLOUGCHS OR HARROWS, ETC. .............conuees 7160
OTHER MACHINES .....oovvniniennannts 27100 10 45/09,
4910, 771D
ELEMENTS OR PARTS OF MACIINES
OR IMPLEMENTS .......oocoiitveniinnn.s 59190 t0 71/00
TRANSPORT IN AGRICULTURE .. .... 54700, 73/60. 7500
PARTICULAR METHODS FOR
WORKING SO .. ..o cvveeninecnnininanans 47100, 79/00
T .. Balance plovem Relference following
3138 . . . withparatlel plough units uwed alieramely main group tile

33 . Ploughs sounted on tracterns
338 . . without ahernating possibitiy
3743 . . Alternating ploughs

3142 . . . Tuw-wrest ploughe
30828 . . . . with 2 headwiock frame made w one
piece {2

¥e® . . . . withabeadutock frame made of wwo ar
wore gans (23
WeL . . . with paratlel plough uaits uved alteranely
3748 . Plovphs supported pantly by tractor amd pardy by
thewr vwn wheels

28§, .6« treanng .93&95 o _-t.z —u.

3705  Ploughs with fined plough-shaves

362 . Klendriven ploughs

64 . Animel-frawn ploughs

06 . . without alierrating Bavuibality, L e wwcapeble of
making an edjavent (urtaw on selura jouney

W8 . . . Swingploughs

348 . . . Trussed-beom plovghs: Single-wheel ploughs

W12 . . . Two-wheel beam ploughs

e . . . Freme ploughs

386 . . Alersating ploughs, Le. capablie of maling
adjecent fustow un returs journey

318 . . . Teraween ploughs

3w . . . Belence ploughs

22 .

H .

¥ . Soi-propeiled ploughs

%2 . . with three or more wheels, or endless tracks

W88 . . . witheut shiernating possibility

W . . . Aheranting ploughy

W . . withiwo wheels

e . . . Ahernating ploughy

362 . . . . Balarce ploughs

5168 . Cable ploughs; tadicating or signalling doviees for

cable plaugh switems

366 . . with motor-driven winding spparates mounted
on the plough

388 . . Cahle systems with one of two engines

30 . . . Systews with ese engine for working uphill

392 . . hleans bor snchoning the cables

378 . Uking clectric power for propeiting ploughs telectric

eurrent cotlectons BOOL 314Dy
3788 Pliveghe with rolling wen.dilven toels, e.g. dives (with
eoiery Siiven wols 990N
8182 . Grawn by animels
/e . izwa by wacton

Reference {oflowing
subgroup title

N .
e .
B . . . Vemwrest piosghs

SI6G . .  wahom SHEIRBLRE POIISHILY
$168 . . Akeraating Sloughs

371® .  mounted o parily-mounted on tracton
3732 . . edhou ehemating possidilny

Precedencenote
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~ the hterarchxcally hxghet clx@s title. Th\
, emesoﬂenmdwatecertampm'tsot'the

classes and are therefore excluded. These parts may
constitute & substantial part of the field described
by the title and, thus, the references are in some re-
spects as important as the title itself. For' example,
in subclass A 47 D—FURNITURE SPECIALLY
ADAPTED FOR CHILDREN—a considerable

- part, namely school benches or desks, of the subject
matter covered by the title is excluded in view of a
reference to particular groups of subclass A 47 B
thus considerably altering the scope of subclass A
47 D

(c) Any references which sppear in groups or guide

headings of a subclass and which refer subject

matter to another class or subclass may also affect

the scope of the subclass in question. For example,

in subclass B 43 K—INSTRUMENTS FOR

WRITING; DRAWING-PENS—writing points for

indicating or recording apparatus are referred out

of group 1/00 to group 15/16 of subclass G 01 D,

thereby reducing the scope of the subject matter

covered by the title of subclass B 43 K;

(&) Any notes or definitions appearing under the sub-
class title or its class, subsection or section title.
Such notes or definitions may define terms used in
the title, or elsewhere, or clarify the relation be-
tween the subclass and other placcs. Examples are
(i) the notes appearing under the title of the subsec-
tion “ENGINES AND PUMPS”, embracing
classes F 01 to F 04, which notes define the terms
used throughout the subsection, (ii) the notes ap-
pearing under the title of subclass F 01 B, which
define its scope in relation to subclasses F 01 C to
F 01 P, and (i5) the definitions following the title of
section C which define groups of elements.

B. Selecting Main-groups (Corresponding to U.S.
Mainline Subclasses)

The scope of a main group is to be interpreted only
within the effective scope of its subclass (as indicated
above). Subject to this, the effective scope of a main
group is determined by its title as modified by any
relevant references or notes associated with the main
group or with any guide heading covering it. For ex-
ample, & group for “bearings” in a subclass whose
title is limited to a particular apparatus must be read
as covering only features of bearings peculiar to that

scribed by the title which are covered by other sub-

; context By contrast references in .the 30 v
.modify the scope of the associated groups.

C. SeIectmg Subgroups (Correspondmg .fo U‘S Indent-

ed Subclassm)
The scope of a subgroup is llkew1se to be mterpret-

" ed ‘only within the effective scope of its main group

and of any subgroup under which it is indented. Sub-
Ject to tkis, the scope of a subgroup is determined by

_its -title as. modified by any relevant references or

notes associated therewith.

Attention is invited to volume 9 of the International
Patent Classification, entitled “Guide, Survey of
Classes and Summary of Main Groups” for detailed
pro:edures for Classxfymg into and searching Int.
Cl ‘

U.S. InT. CL.2 CONCORDAN,CE, Foua‘m EDITIO_N

The Office of International Patent Classification has
prepared a revised Concordance between the U.S.
classes and subclasses and the Int. Cl.5. In many areas
the two systems are conceptually different. With this
in mind, it will be seen that a complete one-to-one
correspondence between the two systems cannot be
attained. An indication in the Concordance may refer
to only one relevant group, and not mnecessarily the
only group in which the patent can or should be clas-
sified. For some inventions, the Concordance may not
indicate any truly relevant group. Accordingly, the
Concordance must be recognized as a guide to be
used in conjunction with the Int. CL3, and not as a
tranglation list.

The fourth Edition of the Concordance includes all
changes in the Int. CL® and all changes in the U.S.
Classification through Classification Order 678, dated
April 9, 1979.

The Concordance may be incomplete in some areas
and contain errors in other areas. Therefore, if correc-
tions need to be made in the Concordance, members
of the examining corps are requested to report any
suggested changes to the appropriate group post clas-
siffer.

IssUE CLASSIFICATION SLIP

The blue Issue Classification Slip (form PTO-270)
permits a maximum of four discrete international nota-
tions.

An ezample of the blue Issue Slip (PTO-270) is re-
produced below with the following exemplary nota-
tions: AOIB 1/2; BOTB 7/083; CO8F 110/04; and
CO8F 267/00.
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“gr 'us covsnnmem PRINTING omcs 1979—299

CPATENT MUMEER T oo Rt L ATy S e

APPLICATION SERIAL NUMEBER

CROSS REFERENCE(S)

© SuBCLASS -
{ONE SUBCLASS PER BLOCK!}

APPLICANT'S NAME (PLEASE PRINTI

IF REISSUE, ORIGINAL PATENT NUMBER

INTERNATIONAL CLASSIFICAT:ON KT, CL.D)

j/o2

ito/ 4
2¢7/00

A
B
c
C

oo [SQ)~|—
AR

ol0lolo

7/083 o

ASSISTANT EXAMINER (PLEASE STAMP OR PRINT FULL NAME!

PRIMARY EXAMINER (PLEASE STAMP OR PRINT FULL NAREY

PYO 27

903.10 Duties of the Post Classifier

Post classifiers were esiablished to improve liaison
between the classification groups and the examining
groups. Examiners should contact their "post classifier
on all classification problems.

Each post classifier is assigned one examining group
as his responsibility. He is charged with all classifica-
tion duties relative to this ome examining group,
except for major reclassification projects.

A post classifier is responsible for:

(1) The technical accuracy, adequacy and com-
pleteness of all search systems in his group including
the monitoring of any need for major and minor re-
classification projects including mechanized systems.

(2) The full range of classification administration
functions including the resolution of classification dis-
putes on pending applications, guidance on classifica-
tion matters to both examiners and the public, which
includes outlining fields of search and answering ex-
aminer’s requests for advice as to the proper classifi-
cation of allowed applications.

(3) The inspection of issuing applications to deter-
mine the accuracy and adequacy of original and
cross-reference classification by working closely with
the supervisory primary examiners and group direc-
tors to insure feedback to correct problem areas.

ISSUE CLASSIFICATION SLIP

US. DEPARTMENT OF COMMERCE
PATENT ANC TRADEMARK GFFICE

(4) Determination of the training needs of the per-
sonnel in his assigned group relative to principles of
classification and supplying this training through
formal and informal channels.

Generally, the post classifiers are to aid the examin-
ers in the use, maintenance, and perfection of the clas-
sification system.

904 How to Search

The examiner, after having obtained a thorough un-
derstanding of the invention disclosed and claimed in
the application, then searches the prior art as dis-
closed in patents and other printed documents. Any
such document used in the rejection of a claim is
called a “reference.”

In all continuing applications, the parent applica-
tions should be reviewed by the examiner for perti-
nent prior art. Where the cited prior art of a parent
application has been reviewed, this fact should be
made of record in accordance with the procedure set
forth at B.5. of § 717.05.

The first search should be such that the examiner
need not ordinarily make a second search of the prior
art, unless necessitated by amendments to the claims
by the applicant in the first response, except to check
to determine whether any reference which would
appear to be substantially more pertinent than the
prior art cited in the first Office action has become
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udmg‘the inventive concepts toward - w}uchrthe

- mded ‘merely to add tmmatenal variant

904 01 Analysis of C!axms T e
' The breadth of the claims in the apphcatnon should
always be carefuly noted; that is, the examiner should
be fully aware of what the claims do not call for, as
well as what they do require. There is always danger
of reading into the claim limitations imported from
the specification or drawing.

904.01(a) Variant Embodiments Within Scope of
Claim

Substantially every claim includes within its
breadth or scope of definition one or more variant
embodiments not disclosed by applicant, which would
anticipate the terms of the definition. The claim must
be so analyzed and understood that any such variant
encountered during the search will be recognized and
selected.

In each type of subject matter capable of such
treatment (e.g., 2 machine or other apparatus), the
subject matter as defined by the claim may be
sketched in order to clearly delineate the limitations
of the claim. Two or more sketches, each of which is
as divergent from the particular disclosure as is per-
mitted by claim recitation, will assist the examiner in
determining the claim’s actual breadth or scope. How-
ever, an applicant will not be required to submit such
sketches of claim structure (In re Application filed
November 16, 1945. 1951 C.D. 1, 646 O.G. 5).

904.01(b) Eqguivalents

All subject matter that is the patentable equivalent
of the subject matter as defined in the claim, even
though specifically different from the definition in the
claim, must be considered.

904.01(¢) Analogous Arts

Not only must the art be searched with which the
invention claimed is classifiable, but also all analogous
arts regardless of where classified

The determination of when arts are analogous is at
times difficult. It depends upon the necessary essential
function or utility of the subject matter covered by
the claims, and not upon what it is called.

For example, a tea mixer and 2 concrete miser are
for the same art, namely the mixing art, this being the
necessary function of each. Similarly a brick cutting
machine and a biscuit cutting machine have the same
necessary function.

904.01(d) Outlining Field of Search

In outlining a field of search the examiner should
note every class and subclass that may have material
pertinent to the subject matter as claimed. Every sub-
class, digest and cross reference art collection perti-
nent to each type of invention claimed should be
listed, from the largest combination through the var-
ious subcombinations to the most elementary part.

claims appear to be directed. It should not be ¢ ex- .

. ’drawn to an old or exhausted combmatlon, ®) that a-
- combination reference is valuable as'a basic reference
where elements thereof may be varied by substituting
: equlvalent elements of a secondary reference; (c) that
_ a convincing aid to a rejection on the ground of old’
" combination is the citation of references showing the

subcombinations to have been' already .recognized as
having practical and more general utility, (d) that
combination claims can be shown unpatentable by

combining separately classified subcombinational ele--

ments where reasons can be given for holding obvi-
ousness in forming the combination, and (e) that in
the rejection of a claim on the ground of aggregation,
the citation of references showing the individual util-
ity of the elements may better prove that the aggrega-
tive structure is no more than the sum of the features
shown by the several elemental patents.

An examiner, in each first action upon an applica-
tion, makes an initial endorsement in ink in the space
provided on the left-hand page of the open file wrap-
per, stating the classes and subclasses of domestic and
foreign patents, abstract collections and the publica-
tions in which search for references was made and
also the date of the search. Note § 717.05.

In subsequent actions, if further search is made, no-
tation of the additional field covered is also endorsed
and initialed on the file wrapper.

904.02 Conducting the Search

it is a prerequisite to a speedy and just determina-
tion of the issues involved in the examination of an
application that a careful and comprehensive search,
commensurate with the limitations appearing in the
most detailed claims in the case, be made in preparing
the first action on the merits so that the second action
on the merits can be made final or the application al-
lowed with no further searching other than to update
the original search. It is normally not enough that ref-
erences be selected to meet only the terms of the
claims alone, especially if only broad claims are pre-
sented; but the search should, insofar as possible, aiso
cover all subject matter which the examiner reason-
ably anticipates might be incorporated into applicant’s
amendment. A complete search should result if appli
cants included, at the time of filing, claims varying
from the broadest to which they believe they are enti-
tled to the most detailed that they would be willing to
accept.

It thus results that the examiner finds references
that, while not needed for treating the claims would
be useful for forestalling the possible presentation of
claims to other subject matter regarded by applicant
as his or her invention, and claimable with the subject
matter being currently claimed, but shown to be old
by these references.
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plying references, any one of which is:as good as, but

1o better than, the others; adds to-the burden and cost
“of - prosecution, ..and .should : therefore be ;avoided. -

However, if doubt exists as to the inclusion of a refer-
ence, it is bettec to err in citing too much art- rather
than too little. - .

The best reference shcmld always be the one used
Sometimes the best reference will have a pubhcatxon
date less than a year prior to the appiication filing
date, hence it will be opes to being overcome under
37 CFR 1.131. In these cases, if a second reference
exists which cannot be so overcome and which,
though inferior, is an adequate basis for rejection, the
claims should be additionally rejected thereon.

In all references considered, including non-patent,
foreign patents and domestic patents, the examiner
should study the specification or description suffi-
ciently to determine the full value of the reference
disclosure relative to the claimed or claimable subject
matter.

908 Miscellaneous

90501 Photocopy Orders

Patents and/or applications received from Ger-
many. Federal Republic of, since October 1, 1968 and
from Japan, France and U.S.S.R. since July 1, 1969
are not in numerical sequence. Inasmuch as the Patent
and Trademarsk Office supplies orders for copies of
these foreign documents from master microfilm reels
made up on weekly or other periodic publishing se-
guences, all orders must include the country, patent
or application number, and the publication date (if
known} of the ordered document. Reference should
be made to §901.05(a) to assist in determining the
publication date of the commonly encountered foreign
patents and applications.

All orders for photocopies on PTO-250 originating
in the examining groups must be authorized by an ex-
aminer having full or partial signatory authority in the
box headed “PRIMARY EXAMINER (Signature)”.
The stamped name of the authorizing examiner will
be indication of authority for Reproduction Section.
Handwritten signatures should not be used.

908,02 Soft Copy Orders

Soft copies for the examiner’s personal use which
are not to be placed in the search file may be ordered
on Blue order form PTO-144 for use by the examin-
er. These orders are filled by Customer Services Divi-
sion via Documentation Planning and Support.

Because of the cost of printing copies of patents,
economy should be exercised in their use. No soft
copies should, however, be returned to Customer
Services Division by examiners,

In view of the high cost of printing patents with
color drawings, orders by examiners for plant patents

,avaiiabie sut oxﬂy the “best.”.(37.CFR L106) Multi- =~ &

cates “his appmva} by stampmg an

: PTO-14B in the EXAMINER'S NOTES box.

UPDATING 01= CLASSIFICATION DaTA FILE

" "All patent copies in Official subclasses; cross refer-'
ence art collections and Digests have been. recorded‘
as of the summer of 1969, In order that each search:
file be complete as to- ‘patent ‘copies, ‘it is necessary
that each patent ‘copy . subsequenily added to the
search file be recorded. , '

The informal placement of cross references as “Un-
official Patents™ into the examiner’s search files has
been discontinued. All patent copies now placed in
the examiner’s search file are official cross references.
Requests for patent copies on pink order form PTO-
14B having classification information noted thereon
will be utilized by Documentation to generate and
classify patent documents as added cross-references.
Documentation provides copies to the Public Search
Room and the examiner’s search files in accordance
with the classification notations on form PTO-14B.

If an examiner desires a soft copy for use other
than for cross-referencing purposes, the form PTO-
14A is used. All soft copies ordered on PTO-14A
will be stamped in red in the upper left hand corner
of the front page of the patent copy. “DO NOT
PLACE IN SEARCH FILE.”

If an examiner desires a soft copy for personal use
and also wishes to add a cross reference to the search
file, both blue PTO-14A and pink PTO-14B must be
used.

L. Procedure to order Soft Copy for examiner use only.
(Sample A)

Use BLUE form PTO-14A. Mark the number of
soft copies desired in the box marked “NO. OF
COPIES” and also complete the “PATENT
NUMBER”, “GR. ART UNIT”, “DATE OF
ORDER", and “EXAMINER’S NAME" boxes.

2. Procedure to add cross references only.
(Sample B)

Use PINK form PTO-14B. Mark “TOTAL
COPIES” box with Two (2) times the number of clas-
sifications listed in boxes numbered 1 through 5 on
PTO-14B so that the number of copies provided will
be sufficicnt to fill the requirement for Public Search
Room copies also. Also complete *“PATENT
NUMBER”, “EXAMINER’S NAME”, “DATE OF
ORDER”, and “CLASS SUBCLASS/DIGEST”
Boxes.

900-37



UE. uEPARrMEN'r oF couwsnce
. no-ua (REV. 5763

. PATENT QRDER FOR EXAMINER'S USE OM.Y

GATE OF ORDER [PATENT NUMBER

B [i-5-9313,u5¢,7¢99

muwmnmmmmunmmu
WWEW G il 14 FERAMINER L€ LR FOTaL COPIES

space (o erdey (we

I s M ﬂtai— copies for exch A
r-t UN f 3-33 B

GHLY ONE GLASSIFICATION PER LINE

?' KAt L3 CLAGS GUBCLASG/DIGEST
364 1200
292 11
F L9
i 2
PHO-148 ev 596 0.6, ne&::m'r 58 ¢ %«m
EXANMINER'S ORDER . CROTS REPEATNCES FOR SEARCH FUES
R #

For the procedure to be used for ordering soft
copies to replace missing hard copies see § 901.09.

To expedite the handling of soft-copy orders re-
quested by Patent and Trademark Office personnel,
and thereby insure the guickest response, the follow-
ing routing procedures should be adhered to:

(1} Use the appropriate PTO-14A or PTO-14B
form. PTO-14A for soft copies for the personal use of
the examiner and other Office personnel. PTO-14B
used to add Cross-References to the search file only.

(2) Use designated collection drops within each
group.

(3) Group clerical personnel should hand carry or
mail the PTO-14A and PTO-14B forms at least daily,
to the Reclassification Branch, Preprocessing Section,
currently located in Crystal Square Building 4, Room
1GO7.

(4) Documentation will stamp the day number of
receipt of PTO-14B orders and record total orders
each day and forwaed to Customer Services Division.

The attorneys’ drop slot at the Customer Services
Division window should not be used nor should the
forms be mailed to Customer Services Division as
consequent rerouting to Documentation Classifiers
Support Section for processing will result in unneces-
sary delay.

%5.@;3“ Ordering of Patented and Abandoned
(2]

In the examination of an application it is sometines
necessary to inspect the application papers of some

PALM locatlon ‘code, employeé number, and:patent
number(s) and/or serial number(s) of the ﬁle(s) that
are needed. After transmxss:on of- the request transac-
tion by the examiner, a ‘“respomnse™ screen appears on
the video display terminal which informs him/her of
the status of the request for each file. The examiner is
informed that the request (1) is accepted; (2) is accept-
ed, but for which the file is located at the Suitland
warehouse (in which case delivery time is increased);
or that the reguest is not accepted since (3) the file is
not located at the repository or warehouse; (4) a pre-
vious request for the file has not yet been filled; or (5)
the patent or serial number inputted i is not valld

Periodically each day, personnel at the Files Re-
pository perform a PALM print transaction which
produces a list of all accepted requests in patent
number order and, for requests for abandoned files, in
serial number order. The printed record of each re-
guest is detached from the list when its associated file
is found. Tt is then stapled to it. Throughout the day,
periodic deliveries of files are made directly to the of-
fices of their requestors by Files Repository person-
nel. Upon delivery of files at the various locations,
files that are ready to be returned to the repository
are picked up.

With the exception of certain older files, the draw-
ings of patented and abandoned files, if any, are now
stored within their respective application file jackets.
Since it is desired not to separate one from the other,
both the file and its drawings are delivered when a
file is ordered.

905.04 Marking Examiners’ Copies of Patents

When the examiners’ copies of patents are sent to
their respective art units to be filed, they should be
routed across the appropriate examiners’ desks prior
to placement in the shoes. The assistant examiners
who examined the application should mark in ink on
the face of the drawings, or the specifications where
there are no drawings, such features as may be
deemed advantageous in aiding understanding of the
patents in future searches.

905,05 Application File Location

All files should be returned promptly to their
proper location.

Whenever an application file is moved from one
PALM location to another, e.g., removed from a
group’s central files or moved from one examiner to
another, the PALM record should be updated with its
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o should be performed. For example, if the' examiner to

current location. The. appropriate bar code‘transacuon,

whom the application is docketed obtains it, he/shef € sl ‘ :
should perform 'PALM  transaction 1023 by pressing the mput of hns/het group number and hls/her em- s
the “TO EXR” key on the bar code reader and scan- ployee number before the label is ‘scanned. Al files'
ning the bar code label of the ﬁle with the lxght pen should be returned promptly to their proper location.
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