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EntryofCourtDecmommPatentFiles
Service of Citation on Patent Owner
Request for Reexamination

Time for Requesting Reesamination
Persons Who May File A Requést
Representative of Requester
Coatent of Request  * =
Feeforkequenmgkeexunmwm
Substantial New Question of Patentability
Statement Applying Prior Art .
Copies of Prior Ast

Copy of Printed Patent
Certificate of Service

Amendments Included in Rewatby PatentOwner

Address of Patent Owner’
Withdrawal of Power of Attorney -
Untimely Papers Filed Prior to Order
Initial Processing of Reguest
Incomplete Reguests

Infoemsel Reguests

Notice of Reguest in Official Gazette
Constructive Notice (o Patent Owner
Processing of Reguest Corrections
Public Access

Processing in Examining Group
Entry of Amendments

Record Systems

Assignment of Reexamination
Transfer Procedure

Time Reporting

Reengmination Ordered at Commissioner’s Initiative

Declzion on Reguest

Time for Deciding Request

Criteria for Deciding Request

Claims Considered in Deciding chuect
Prior Art on Which Determination is Based
Processing of Decision

Decision Ordering Reezamination

Decision on Request for Reezaminstion Denied -
Petition From Denial of Request

Patent Owner’s Statement

Amendment by Patent Owner

225001 Correction of Patent Drawings

2251
2252
2253

22%4

2255
2256

2257
2258
2259

Reply by Requester

Congsideration of Statement and Reply

Considerstion by Ezaminer

Conduet of Reexamination Proceedings

Who Reexamines

Prior Art Patents and Printed Publications Considered by
the Examiner in Reexamination

Listing of Prior Ast

Scope of Reegamination

Collateral Estoppel in Reexamination Proceedings
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.. 2265 Exte
L 2267 g

. 2260
2270 _Clerical Handling

2283

2263
2264

f Inappropriate or Untimely Filed Papers
2268 Petitions for Entry of Late Papers * | )
Reconsideration

2271 Finsl Action -

2272 After-Final Practice
2273 Appeal in Reexamination

2274 Appeal Brief

2275 Examiner’s Answer

2276 .Oral Hearing ...

2277 .Board of .Patent. Appeals Pand Interferences‘ Decision

'2278 - Action Following Decwlon

2279 -Appeals to Cousts. ..

2280 Duty of Disclosure in Reexammauon Proceedings

2281 Interviews in Reexamination Proceedings

2282 Notification of Existence of Prior or Concurrent Proceed-
. ings and Decisions Thereon

Multiple Copendmg ‘Reexamination Proceedings .

2284 Copending Reexamination and Intérference Proceedings

2285 Copending Reexamination and Reissue Proceedings

2286. Reexamination and Litigation Proceedings

2287  Conclusion of Reexamination Proceedings

2288 Issuance of Reexamination Certificate

2289 Reexaminstion Review

2290 Format of Cestificate.

229% Notice of Certificate Issuance in Officizl Gazette

2292 Distribution of Certificate

2293 Intervening Rights

2294 Terminated Reexamination Files

2201 Introduction [R—4]

Statutory basis for citation of prior patents or print-
ed publications in patent files and reexamination of
patents became available on July 1, 1981, as a result
of new sections 301-307 of title 35 United States
Code which were added by Public Law 96-517 en-
acted on December 12, 1980. The rules of practice in
patent cases relating to reexamination were initially
promulgated on April 30, 1981, at 46 Fed. Reg.
24179-24180 and on May 29, 1981, at 46 Fed. Reg.
29176-29187. ***

This Chapter is intended to be primarily a guide for
Patent and Trademark Office personnel on the proc-
essing of prior art citations and reexamination re-
quests. Secondarily, it is to also serve as a guide on
the formal requirements for filing such documents in
the Office.

The flow chart which follows shows the general
provisions of both the citation of prior art and reex-
amination proceedings including reference to the per-
tinent rule sections.
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ty ;
tothePatentdeerkOfﬁcemwntmgptm consistinig

of patents or printed publications’ which' that person’ states 'to be
pertinent and spplicable o the patent and believes ¢ have a bear-
mgcnthcpatcm&biﬁtyofanyﬂhmofapumtpmnh I the
citation is made by the patent owneér, the explanation of pertinency
and ‘applicability my include an ‘explanation of how the claims
differ from the peior art. Citations by the patent owner under
§1.555 and by a reesamingtion’ requester - under  either-§ 1.510 or
§1.535 will bemtmdmthepatentﬁkdmgammmatwn
proceeding. The entry in the patent file of citations mbmmed after
the date of an crder to Teexgmine pursuant to § 1.925 by persons
otherthmthcmcmowner,orareemmreqwmmdﬁ
either § 1.510 or § £.539, will be delayed m:il the reexaxmmtlon
proceedings have been terminated.

(b) If the person making the citation wxshes his or ber :denmy to
be excluded from the patent file and kept confidential, the citation
papers must be submitted without any identification of the person
making the submission.

{c) Citation of palents or printed publicatives by the public in
patent files should either (1) reflect that a copy of the same has
been mailed (o the patent owner at the address zs provided for in
§ 1.33(c); or in the event service is not possible (2) be filed with the
Office in duplicate.

Prior art in the form of patents or printed publica-
tions may be cited to the Patent and Trademark
Office for placement into the patent files. Such cita-
tions may be made without payment of a fee. Cita-
tions of prior art may be made separate from and
without a request for reexamingation.

The basic purpose for citing prior art in patent files
is to inform the patent owner and the public in gener-
al that such patents or printed publications are in ex-
istence and should be considered when evaluating the
validity of the patent claims. Placement of citations in
the patent file along with copies of the cited prior art
will also insure comsideration thereof during any sub-
sequent reissue or reexamination proceeding.

The citation of prior art provisions of 35 U.S.C. 301
and 37 CFR 1.501 do not apply to citations or pro-
tests filed in pending applications.

2203 Persouns Who May Cite Prior Art

The patent owsier or any member of the public may
submit prior art citations of patents or printed publi-
cations to the Patent and Trademark Office. 35 U.S.C.
301 states that “Any person at any time may cite to
the Office . . . .”

“Any person” may be corporate and governmental
entities as well as individuals.

If a person citing prior art desires his or her identi-
ty to be kept confidential, such a person need not
identify himself or herseif.

“Any person” includes patentees, licensees, reexam-
ination requesters, real parties in interest, persons

2200-3

;vmed to not dentnf themselves ywhere"in theu'

Cont' dentlal c1tat10ns’should mclude at 'least an un-

‘signed statement ‘indicating’ that the-patent owner has
‘been 'sent @ ‘copy' of the citation ‘papers. ‘In the event
‘that it ‘is 'not ‘possible to’ serve a copy ofi the patent
‘owner, a’ dupllcate copy should be ﬁied thh the

Office.

Patent exammers shou!d not §, 'at’ thelr own initia-
tive.§ place, ‘or-forward for’ placement, in the patent
file any citations of prior drt. Patent examiners are
charged with the responsibility of makiiig' decisions as
to patentability for the Commissioner. Any activity by
examiners which would appear to indicate that patent
claims are not patentable, outside of those cases pend-
ing before them, is considered to be inappropriate.

2204 Time for Filing Prior Art Citations [R-4]

Citations of prior art may be filed “at any time”
under 35 U.S.C. 301. However, this period has been
defined by rule (*$37 CFR¢ 1.501(a)) to be “any time
during the period of enforceability of a patent”. The
period of enforceability is the length of the term of
the patent (normally 17 years for a utility patent) plus
the six years under the statute of limitations for bring-
ing an infringement action. In addition, if litigation is
instituted within the period of the statute of limita-
tions, citations may be submitted after the statute of
limitations has expired, as long as the patent is still en-
forceable against someone. Also, while citations of
prior art may be filed at any time during the period of
enforceability of the patent, citations submitted after
the date of any order to reexamine by persons other
than the patent owner, or a reexamination requester
who also submits the fee and other documents re-
quired under *$37 CFR¢ 1.510, or in a response under
*$37 CFR4§ 1.535, will not be entered into the patent
file until the pending reexamination proceedings have
been terminated. (37 CFR 1.501(a)). Therefore, if
prior art cited by a third party is to be considered
without the payment of another reexamination fee, it
must be presented before reexamination is ordered.

The purpose of this rule is to prevent harassment of
the patent owner due to frequent submissions of prior
art citations during reexamination proceedings.

2208 Content of Prior Art Citations [R-4)

The type of prior art which may be submitted
under 35 U.8.C. 301 is limited to “‘written prior art
consisting of patents or printed publications”.

Hev, 4, Oct, 1986




the. pmor nrt cited..;
- - It-is: preferred  that copies of all-
—ts ot printed: publications and: any necessary Enghsh
translation be included so that the value of- the. cita-
-tions may be readily determined. .by persons inspecting
the patent files and by the examiner durmg any. wbue-
-guent reexamination proceeding.
Allpmrartcltauomﬁledbypersonsotberthm
the patent owner must either indicate that a copy of
the citation has been mailed to, or.otherwise served
.on, the patent owner at the correspondence address as
defined under *P37 CFR§ 1.33(c), or if for some
reason service on the patent owner is not possibie, 2
duplicate copy of the citation must be filed with the
Ofﬁcealongmthanexpmuounstowhythcwrv
ice was not possible. The most recent address of the

Bev. 4, Oet, 1986

E 1 8N pa
shonm have ﬁrmly attached’ to it:all oﬂmet documents

relatmg to the cmtxon so that the documents will not
; rocessing. The documents
> placed thereon, an identi-

ﬁcatwn of the pateat for which. they are intended. -

- Affidavits or declarations relating to the prior art

documents submitted 'which ‘explain the contents or

pertment dates in more detall may acoompany the ci-
tation.. ,

A commcrcml SUCCEss affidavnt twd in wnth a par-
ticular prior art document may also be acceptable.

No fee is required for the submission of citations
undet *$37 CFR§ 1.501. .

of letters submlttmg pnor art under *§37

CFR‘ 1.501 follow.
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- o CITAmeiFPRIOR"ART A‘ﬁD REEXAMINATION OFPATENTS , 2205
Iﬂ THE’ UN?TED STATES PATENT wn TRADBMARK OFFICB

Joseph Sm:th R
Patent No. 4; 444,444w
Issued: July 7, Y977 ou
For: Cutting Tool

Submission of Prior Art Under 37 CFR 1.501

Hon. Commissioner of Patents and Tradematks
Washington, D. C. 20231

Sig:

The undersigned herewith submits in the above
identified patent the following prior art (including copies
thereof) which is pertinent and applicable to the patent and
is believed to have a bearing on the patentability of at
least claims 1 -~ 3 thereof:

Weid et al Uv.8. 2,585,416 April 15, 1933
McGee U.8., 2,722,794 May 1, 1934
Paulk et al U.8. 3,625,291 June 16, 1936

More particularly, each of the references discloses a
cutting tool strikingly similar to the device of Smith in
having pivotal handles with cutting blades and a pair of
dies. It is felt that each of the references has a bearing
on the patentability of claims 1-3 of the Smith patent.

Insofar as claims 1 and 2 are concerned, each of the
references clearly anticipates the claimed subject matter

under 35 USC 102.

As to claim 3, the differences between the subject matter of
this claim and the cutting tool of Weid et al are shown in
the device of Paulk et al. Further, Weid et al suggests that
different cutting blades can be used in their device. A
person of ordinary skill in the art at the time the invention

was made would have been led by the suggestion of Weid et al
to the cutting blades of Paulk et al as obvious substitutes

for the blades of Weid et al.
Respectfuvlly submitted,

(27
John Jone

2200-5 Rev. &, Oct. 1986



srNo 4, 444,444

CertifiCatéiof'Service‘

I hereby cert1fy on this first day of June 1982, that a t;uef'
and correct copy of the foregoing "Submission:.of PIlOt Art
was mailed by first-class mail, postage paid, to. ¢

Joseph Smith
555 Emery Lane
- Arlington, Va. 22202

,Jphn-Jones‘

Rev. 4, Oct. 1986 2200-6




(ﬂTAIﬂH!OF!RKH!AktmmnzREﬁKAnHNATHMWOFPATBNTS ' 2208

Patent No. @
Issueds July: 7,¢ 1977 ,
For: Cutting Tool ate L

qumiSéidh df ;:ibf‘htt ﬂﬁder!37?CEk.1.Sdi{ﬁ-;

Hon. Commissioner of. Patents and Ttademarks :
Hashington, D. C. 20231 . , ; .

Sir:

The unders1gned herewith submits in the above ,
identified patent the following prior art (1nc1ud1ng copies
thereof) which is pertinent and applicable to the patent, and
is believed to have a bearing on the patentabxlzty of at
least claxms 1 -3 thereof. o ; }

Weid et al ~  uU.S. 2,585,416  April 15, 1933

McGee U.S. 2,722,794 - HMay 1, 1934
pPaulk et al  U.S. 3,625,281 June 16, 1936

More particularly, each of the references discloses a
cutting tool strikingly similar to the device of Smith in
having pivotal handles with cutting blades and a pair of
dies., While it is felt that each of the references has
e bearing on the patentability of claims 1-3 of the Smith
patent, the subject matter claimed differs from the references
and is believed patentable thereover.

Insofar as claims 1 and 2 are concerned, none of the references
show the particular dies claimed and the structure of these
claimed dies would not have been obvious to a person of
ordinary skill in the art at the time the invention was

gade.

As to claeim 3, while the cutting blades required by this

claim are shown in Paulk et al, the remainder of the claimed
structure is found only in Weid et al. A person of ordinary
gkill i1n the art at the time the invention was made would

not have found it obvious to substitute the cutting blades

of Paulk et al for those of Weid et al. In fact, the disclosure
of Weid et al would lead a person of ordinary skill in

the art away from the use of cutting blades such as shown

in Paulk et al.

The reference to McGee, while generally similar, lacks
the particuler cooperation between the elements which is
specifically set forth in each of claims 1-3.

Respectfully submitted,

.\A)ulkbdwség\hbd\__
William Green
Attorney for Patent Dwner

2200-7 Rev. 4, Oct. 1986



" mmﬂMaﬂDnvmmntotheReexammaﬂonPrepm—
cesging Unit for handling.

If the prior art c:tahonrelaiésto a patent cmrenﬂy g
mdergmng reexamination, the Reexamination Prepro-

cessing Unit should promptly forward the prior art ci-
tation to the examining group assigned with the reex-
amination proceeding. If the citation is filed after the

date of an order for reexamindtion, the citation:imre- @~

tained in the examining group by the group’s reexam-
ination clerk until the Preexamination is terminated.

Note 37 CFR 1.501(a) and MPEP 2294.¢ At jthatg® -

time, the citations are processed for placement in the
patent file®?®. Citations filed after the date of an order
for examinsation will not be considered by the examin-
er during the reexamination.

It is the responsibility of the Reexamination Prepro-

cessing Unit personnel where - no reexamination pro-

ceeding is present, or the exunmmg group personnel

where a reexamination proceeding is present, to deter-
mine whether a citation forwarded to them meets the
requirements of the law and rules and to enter it into

CFR 1.501

1. Citations filed by tlm'd party.
A. Prior Order in any pending Ree.xam:natwn Proceed-
ing

If the citation is ptoper (n.e., hmmd to patents and
printed publications) and is filed prior to an orderin a
reexamination proceeding, it should be entered imto
the patent file. If the citation includes an indicaticn of
service on the patent owner, the citation is merely
timely entered and no notice of such enfry is sent to
any party. If the citation does not include an indica-
tion of service, the patent owner ghould be notified

that a citation of prior art has been entered into the

patent file. If a duplicate copy of the citation was
filed, the duplicate copy should be sent to the patent
owner along with the notification. If no duplicate
copywpresent,nocopywﬂlbesentwuhthenoﬁﬁ-
cation. Wording similar to the following should be
used:

Bam, 4, Oet. 1986

I‘rmartcntauohs reomvedmthePatentandTnde—j

mrk Office will-be forwarded by the COHW-‘ & "number

' prior “under35USC 301 and 37
CFR 1. 501 has been filed on_ m your patent
Lo entitled .
“This nottﬂcuuon is; bemg made to, mform you that
the citation of prior art, been placed in the file
wrapper of the above, ﬁentxﬁ d.pal o
The person sn!muttmg th rior: Bﬂ
1. O was not identified: « : 7+ : 10
2. O is confidential
3. 0is
B: Aﬁer Order in 4 yi‘P dmg Reexamination Proceed-
ing
“ If 'the- cltauon is proper “but i ﬁled after an order
for reexamination in' a’ pendmg reexamination, the ci-
tation is not entered at the time because of the ongo-

ing reexamination. The patent owner and sender (if
known) should be alerted of this fact. Such notifica-

_tion is important ' to enable the patent owner to con-
‘sidet’ submlttmg the pnor art under 37 CFR 1.555
“ during the reexammatmn Such notification will also

enable the thn'd party sender to- consxder the desirabil-
ity of ﬁlmg a separate request for reexamination. If

.. the citation does not include. service of a copy on the
the patent file fat the 3W’°Pﬂm umeQ lflt is prope- ' " patent owner and a duplicate copy is submitted, the

$CITATION QUALIFIES FOR ENTRY UNDER 37. . duplicate copy should. be sent to the patent owner

along with the notifiction. If a duplicate copy is not
present, no copy will accompany the notification to
the. patent owner. In. this situation the original copy
(in ‘storage).should be made available for copying by
the patent owner. If the citation includes service of a
copy on the patent owner, the citation is placed in
storage and not entered until the reexamination is ter-
minated. The: patent owner and third party sender (if
known) should be given notice of this action.

_IL Citation filed by patent owner

If a proper prior art citation is filed by the patent
owner it should be entered in the file. This is true
whether the citation is filed prior te or after an order
for reexamination has been mailed. No notification to
the patent owner is necessary.

The followmg diagram shows the various situations
which can occur when a proper prior art citation is
filed and the action to be taken for each alternative
situation:

2200-8




FILED BY PATENT OWNER

: N
“PRIOR TO AEEXAMINATION ORDER | | AFTER REEXAMINATION ORDER N
ND SERVICE | SERVICE 0 SERVICE TSERVICE :
1 b v i % \
T S - ; s :
DALICATE COpY KD QUPLICATE ny DUPLICATE COPY KO DUPLICATE : N
RY=SENT COPY PRESENT N PRESEMT COPY PRESENT N \
M * Y ‘ u 2 [y
' : \ Notice to } Notice to . Notice to N
: . : * thlrd party ~ third party - third party N
: : N nf koot ~ if known . if known \
\Niotice to ! Notice to N ’Notlce to ~ Notice to e Notlce to N
\patent cwner ¢ patent owner : ¢ patent owner ~ patent awner - patent owner N
N 3
\Original copy : ¢ Original copy S Cltatmn * Original copy put ~ Ongmal copy PUt * Citation put E Citation
wentered in file ;entered in file  entered ¥ in storage until - \ in storage until’ ‘ in storage until . entered
N . Vinfile . sreexamination ¢ reexamination . reexamination | in file
\ . N \ terminated ' terminated ! terminated N
& . * ] \
\Duglicate ¢ No copy sent to E ! Duplicate ~ No copy sent to N
scopy sent t0 ¢ patent owner . \ copy seat to ~ patent owner : N
:patent owner o s :patent owner , s .

ACTION TAKEN BY AFPROPRIATE PARTY

CITATION DOES NOT QUALIFY FOR ENTRY
UNDER 37 CFR 1.501

I. Citation by third party

If the citation is not proper (i.e., it is not limited to
patents or printed publications), it should not be en-
tered in the patent file. The sender (if known) and the
patent owner in all cases should be notified that the
citation is improper acd that it is not being entered in
the patent file. The handling of the citation will very
depending on the particular following situation.

A. Service of Copy Included

Where the citation includes an indication of service
of copy on the patent owner and the identity of the
third party seader is known, the original citation
papers should be returned to the third party sender
along with the notification of nonentry. If the identity
of the third party sender is not known, the original ci-
tation papers should be discarded.

B. Service of Copy Not Included: Identity of Third Party
Sender Known

Where the citation does not include an indication of
service on the patent owner, the identity of the third
party sender is known, and a duplicate copy of the ci-
tation is present, the original citation papers should be

2200-9

returned to the third party sender and the duplicate
copy should be sent to the patent owner along with
the notification of nonentry. If the duplicate copy re-
quired in 37 CFR 1.501(c) is not present, the original
citation papers should be sent to the PATENT
OWNER along with the notification of nonentry.

C. Service of Copy Not Included: Identity of Third Party
" Sender Not Known

Where the citation does not include an indication of
service, the identity of the third party sender is not
known, and a duplicate copy of the citation is or is
not present, the duplicate copy (if present) should be
discarded and the original citation papers should be
senit to the patent owner along with the notification of
noneatry.

I1. Citation filed by the patent owner

If an improper prior art citation is filed by the
patent owner, it should not be entered in the file. This
is true whether the citation is filed prior to or after an
order for reexamination. The patent owner should be
notified of the nonentry and the citation papers
should be returned to the patent owner along with
the notification.

The following diagram shows the various situations
which can occur when an improper prior art citation

Revw. 4, Oct. 1906




is filed and the action 40

situation:@. - - 0
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ALTION TAKEN BY AFPROPRIATE PARTY

Apy unusual problems should be brought to the at-
tention of the Office of the Assistant Commissioner

for Patents.

2247 Entry of Court Decisions in Patent Files
[R-4]

The Solicitor’s Office processes notices under 35
U.S.C. 290 received from the clerks of the various
courts and enters them in the patent file.

It is, however, considered desirable to ali parties
concerned that the entire court decision be supplied
to the Patent and Trademark Office for entry into the
patent file. Such entry of submitted court decisions is
performed by the Files Repository personnel unless a
reexamination proceeding is pending.

It is important for the Office to be aware of any
prior court proceedings in which a patent undergoing
reexamination is or was involved, and any results of
such proceedings. 37 CFR 1.565(a) requires the patent
owner to provide the Office with information regard-
ing the existence of any such proceedings and the re-
sults thereof, if known. Ordinarily, no submissions of
any kind by third parties filed after the date of the

Rev. 4, Oct. 1986

order are placed in the reexamination or patent file
while the reexamination proceeding is pending. How-
ever, in order to ensure & complete file, with updated
status information regarding prior proceedings regard-
ing a patent undergoing reexamination, the Office will
accept at any time copies of notices of suits and other
proceedings involving the patent and copies of deci-
sions or other court papers §, or papers filed in the
court,§¢ from litigations or other proceedings involv-
ing the patent from the parties involved or third par-
ties for placement in the patent file. $However, such
submissions must be without additional comment.¢
Persons making such submissions must limit the sub-
mission to the notification and not include further ar-
guments or information. Any proper submission will
be promptly placed on record in the patent file, See
*$MPEP sections§ 2240 and 2242 for handling of re-
quests for reexamination of patents involved in litiga-
tion.
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‘Qaew omt the patent ownetm that the patentL

awww,fuﬂymfmmed as:hqthecoutentofhlsorhe;

; i “patents
begaa'on July 1, 1981, the date when the reexamina-

uon provmons of Publxc I.aw 96—517 came mto

The reexammation statute and ‘rules penmt any
person to file a request for reexamination containing
certain elements and the fee required under 37 CFR"
1.20(c). The Patent and Trademark Office initially de-
termines if “2 substantial new question of patentabll-
ity” (35 U.S.C. 303(a)) is prmnted I such a new,
question has been presented reexammuon wﬂl be or-
dered. The reexamination proccedmgs are very simi-
lar to regular examination procedures in patent appli-
caﬂonsexceptfotcertamhmntaﬁonsmtothehndof
sejections which may be ‘made. When the reexamina-
tion proceedings are terminated, a certificate is issued
which indicates the status of all claims followmg the
reexamination.

The following sections of this Chapter explain the
details of reexamination. ‘ .

The intent of the reexamination procedures covered
in this Chapter include the following:

1. To provide procedures for reexamination of pat-
ents.

2. To implement reexamination in an essentially ex
parte manner.

3. To minimize the processing costs and complex-
ities of reexamination.

4. To maximize respect for the reezmmned patent.

5. To provide procedures for prompt and timely de-
terminations by the Office in accordance with the
“special dispatch” requirements of 35 U.S.C. 305.

The basic characteristics of reexamination are as fol-
fows:

1. Anyone can request reexamination at any time
during the period of enforceability of the patent.

2. Prior art considered during reexamination is lim-
ited to prior art patents or printed publications ap-
plied under the appropriate parts of 35 U.8.C. 102 and
103.

3. A substantial new question of patentability must
be presented for reexamination to be ordered.

4. If ordered, the actual reexamination proceeding
is ex parte in nature.

5. Decision on the request must be made within
three months from initial filing and remasinder of pro-
ceedings must proceed with “special dispatch”.

6. If ordered, a reexamination proceeding will be
conducted to conclusion and issuance of certificate.

2200~11

may ﬁ!e & vequest: fot-:reexammmon by the’ Ofﬁce‘ofany cwm ofa”
patent on the basis of amy:prit “the; :

this tithe. Thereqnest mustsetfonhtkepemnencyandmmcroff
applying cited .prior agt. to-every claim for which- reexamination is
. Unless the th nt

owner of reco ofthe*

37 CFR 1510 Request for reexammatmn. “(a) Any person may. at
any time during the period-of enforceability: of a patent, file & re-
quest for reexamination by the Patent and Trademark Office of any
claim of the patent on the basis of prior art patents or printed publi-
cations cited under, §l 501. The fequest must be accompanied by
the fee forr reqmtmg reexammauon set in §1 20(c) )

(b) Any requut for reexammat!on must mclude the followmg ‘

(l) A statement pomtmg out'esch’ subsumnal new guestion of pat- :
entability based on prior patents and printed publications. :

{2y Ag’identification of: every: claim .for which reexamination is
requested, and, .a.detailed explanation of the pertinency and manner
of applymg the cited prior. art to every claim for. which feexaming- -
tion is, requwted If appropnate the party requestmg teexammatxon
may also ‘point out how claims dxstmgmsh over cited prior arf.

3y A copy of every patent or printed publication relied upon or
referred to in paragraph (b) (1) and (2) of this section sccompanied
by an Eaglish language translation of all the necessary and . perti-
fneat parts of any non-English language patent or printed publica-
tion.”

(4) The entire apeclﬁcauon (mcludmg claims) and drawings of
.» patent for which reexamination is requested must be furnished
in the form of cut-up copies of the original patent with only a
single column of the printed patent ‘securély mounted or repro-
duced in permanent form on one side of a separate paper. A copy
of any disclaimer, certificate of correction, or reexamination certifi-
cate issued in the patent must also be included.

(5) A certification that & copy of the request filed by a person
other than the patent owner has been served in its entirety on the
patent owner &t the address as provided for in § 1.33(c). The name
and address of the party served must be indicated. If service was
not possible, a duplicate copy must be supplied to the Office.

{c) If the request does not include the fee for requesting reexam-
ination or all of the parts required by paragraph (b) of this section,
the person identified as requesting reexgmination will be so notified
and given an opportunity to complete the request within a specified
time. If the fee for requesting reexamination has been paid but the
defect in the request is not corrected within the specified time, the
determination whether or not to institute reexamination will be
made on the request as it then exists. If the fee for requesting reex.
amination has not been paid, no determination will be made and the
request will be placed in the patent file 2s a citation if it complies
with the requirements of § 1.501(a).

(dy The filing date of the request is: (1) the date on which the
request including the entire fee for requesting reexamination is re.
ceived in the Patent and Trademark Office; or (2) the date on
which the last portion of the fee for requesting reexamination is re-
ceived.

{e) A request filed by the patent owner, may include a proposed
amendment in accordance with § 1.121(f).

(D) If 8 request is filed by an attorney or agent identifying another
party on whose behaif the request is being filed, the attorney or
agent must have a power of sttorney from that party or be acting
in a representative capacity pursuant to § 1.34(a).

Rev. 8, Oct, 1966




claim ‘uf the'patent "based on prior art patents or pr
ed publweuons The request :

gardless of who requests the

order may be vacated, see HMPEP§ 2286

2211 Time for Requesting Reexaminntion [R-4]
Under 37 CFR 1.510(a), any person may, at any

time during the period of enforceability of a patent,

file a request for reexamination, This period was set
by rule since no useful purpose was seen for expend-
ing Office resources on deciding pateat validity ques-
tions in patents which cannot be enforced. *pIn this
regard see Patlex Corporation -v. Mossinghoff, - 225
USPQ 243, 249 (Fed. Cir. 1985).¢ The period of en-
forceability is the term of the patent, normally 17
years from the issue date for utility patents, plus the 6
years after the end of the term during which infringe-
ment litigation may be instituted. In addition, if litiga-
tion is instituted within the period of the statute of
limitations, requests for reexamination may be filed
after the statute of limitations has expired, as long as
the patent is still enforceable against someone.

2212 Persons Who May File a2 Request

35 U.S.C. 302 and 37 CFR 1.510(a) both indicate
that “any person” may file 2 request for reexamina-
tion of a patent. Accordingly, there are no persons
who are excluded from being able to seek reexamina-
tion. Corporations and/or govemmental entities are
included within the scope of the term “any person”.
The patent owner can ask for reexamination which
will be limited to an ex parte consideration of prior
patents or printed publications. If the patent owner
wishes to have a wider consideration of issues by the
Office, including matters such as prior public use or
sale, the patent owner may file a reissue application.
It is also possible for the Commissioner to initiate re-
examination on the Commissioner’s own initiative
under 37 CFR 1.520. Reexamination will be initiated
by the Commissioner on & very limited basis such as
where a general public policy question is at issue and
there is no interest by “any other person”. Some of
the persons likely to use reexamination are patentees,
licensees, potential hcensees, attorneys without identi-
fication of their real client in interest, infringers, po-
tential exporters, patent litigants, interference appli-
cants and International Trade Commission respond-
ents. The persons’s name who files the request will
not be maintained in confidence.

Rov. 4, Oet. 1966

requesting .
the Patent and deemrk Oﬁice, PO abandonment,ta
withdrawal, or: ‘striking, ‘of the r uest 15 poss:ble, te- -
circumstances after a court decision, areexamnnauon',

All correspondence for:a: requester:gother than
patent ownerl should be addreesed

patent owner, correspondence will be directed to the
patent owner at the address as indicated in 37 CFR
1.33(c), regardless of the address of the person filing
the request. See. ‘)MPBPQ 2222 for a_discussion of
who receives correspondence on behalf of a patent
owner and bow chz’mges in the correcpondence ad-

ay. r;ot 'bef, represeﬁted during a

oceeding by an . attorney: or, .other

person who is xwt regxstered to practice ‘before the
Office since those mdwlduals are prohibited by 37

CFR 133(c) from slgmng amendments and other

papers filed in a reexamination proceeding on behalf
of the patent owner.

2214 Countent of Request [R-4]
*$37 CFR¢ 1.510 Request for reexamination.

“(a) Any person may, af eny time duriag the penod of enforce-
ability of & patent, file & request for reexamination by the Patent
and Trademark Office of any claim of the patent on the basis of
prior art patents or printed publications cited under § 1.501. The re-
quest must be acoompanied by the fee for requesting reexamination
set in § 1.20(c).”

37 CFR 1.510(a) requires the payment of a fee spec-
ified in 37 CFR 1.20(c).

37 CFR 1.510(b) sets forth the required elements of
a request for reexamination. The elements are as fol-
lows:

“1) a statement pointing out each substentisl mew question of
patentability based on prior patents and printed publications.”

This statement should clearly point out whst the re-
quester considers (o be the substantial new question of
patentability which would warrant a reexamination.
The cited prior art should be listed on a form PTO-
1449 by the requester. See also *PMPEP¢ 2217.

2 An identification of every claim for which reezamination is
reguested, end 8 detsiled enplanstion of the pertinency and manner
of epplying the cited prior art to every claim for which reexamine-

tion ig reqmted if uppmpmw the party requesting reexsmination
msy also point out how claime distinguish over cited prior art.”

The request should apply the cited prior art to
every claim for which reexamination is requested. If
the request is filed by the patent owner, he or she
may also indicate how the claims distinguish from the
cited prior art patents and printed publications.

2200-12

the representa-m

If the ‘request is filed by a person on behalf of the




: "Thmbeenscrvedmltsenurelyonthe"
; _ ; P mpﬁmm at.the address as provided.for.in.§.1.33(c}. The name
as well as a"translanon of each non-Enghsh document =% mﬂ . of the party served must be Mﬂ " lof mm” oo was
is reqmred so that all materials will be available to the mot 4 duplmw copy. mm,be fo the
examiner for full consideration.-Seg" QMPEPQ 2218. I the:. request is-filed b ;pqrson other than the

“(§) The entire specification (including claims) and.drawings of  Patent owner, a certification’ that'a copy of the re-
the u;p:ti_nt for ty.vluch reenmma:fon h: recgﬁ;t]ed must be tlflurmshed quest papers has been’ serv the patent owner
in orm of cut-up copies of the on patent with only a maust be mcluded The request should be as complete
single column of the printed patent securely mounted’or” repro~ ...z : g 1s, no g¢' itee that the exam-

duced in permancnt form on one side of 2 seperste paper. A copy:: _ .

of any disclaimer, certificate of cosrection, or reczamination cemﬁ- inér will consider other prior art when makmg the de-

cate issued in the patent must also be included.” " < @i ision 'on’ the request. “Also, if no statement is filed by
A copy of the patent, for which reexamination is - the patent-owner, no later reply may be ﬁl__ed by the

requested, should be provided in a single column = requester. See also *pMPEP§ 2220.

220013 Rev. &, Oct, 1986
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10.

3 B

12.

i3,

o 'ﬁé\me_‘ﬂ-"id.‘aﬁﬁ@;d&t&i@m requesting ufeiuiﬁé&iio!é .

[J a A check in the amount of $1770 iz enclosed to cover the reexamination fee, 37 CFR

L20(c); or
O b. The Commissioner is hereby suthorized to charge $1770 to the deposit account of

depaosit account no

Any refund should be made by [ check or by [ credit to deposit account
no . 37CFR 1.26 (¢}

3 A cut-up copy of the patent to be reexamined or a permanent reproduction thereof
with only a single column of the printed patent securely mounted on one side
of a separate papee is encloged. 37 CFR 1.510 (b} (4}

3 A copy of any disclaimer, certificate of cotrection or reexamination certificate issued in
the patent is inciuded.

0 Reexamination of claim{s) is requested.

3 A copv of every patent or printed publication relied upon is submitted herewith including
2 listing thereof on Form PTO - 1449.

0 An English language translation of all necessary and pertinent mon-English language
patents or printed publications is included.

3 The attached detailed request includes at least the following items:

a. A statement identifying esch substantial new question of psientability based on
prior petents and printed publicstions. 37 CFR 1.510(b) (1)

b. An identification of every clairn for which reexamination is requested, and a
derailed explanation of the pertinency and manner of applying the cited prior ar to
every claim for which reexamination is requested. 37 CFR 1.510 (b} (2)

J A proposzed amendment is included (only where the patent owne: is the requester).
37 CFR 1.510 (e

T a. 1t is certified that & copy of this request (if filed by other than the patent owner) has
been served in its entirety on the patent owner a5 provided in 37 CFR 1.33 (c).
The name end address of the psrty served and the date of service are:

Dste of Service: ; or
C 6. 4 duplicate copy is enclosad since service was not possible.

) The requester’s correspondence address (If different from Number 2 above):

Authorized Signasure

) Patent Owner

[J Third Party Requester

) Astorney or Agent for Patent Owner
{0 Attorney or Agent for Requester

Hev, 4, Get. 1986
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,REEXn&ﬂNhJﬁONENYPATENTS

44 vhich issued on Ju ¥'7,°1977
enfo:ceable.

Claing for hich;reexaninationﬂlsﬁieguested

neext-inltionffi‘requested QE glaims 1-3 of the Smith patent in view of
the earlier United States patent document number 59¢,225 to Bet:idge B
which is lxsted ‘on lttached fora PTO~1449 and of which & copy is N
enclogsed. 5

Reezalinatton i: a!so tequested ef clajim 4 of the Smith patent in view of
the earlieér Swiss patent document 80,555 to Hotopp in viev of the
disclosure in “American Machinist®™ lagazine, October 16, 1950 issue, on
page 169. An English transletion of the. German language Swiss document
iz enclosed. CQpies of the Botopp and 'Anet;can Hachxnist' docunents ntc
also enclosed. ; ,

Exzplanation of pertinency and manner of applying cited prior art to
evetry clailm for which reexemination 1% zegues! g

ted

Claimg 1-3 of the Smith patent are consideted te be fully anticipated
wnder 35 U.§.C. 102 by the prior ert patent document to Berridge.

Claim 3 of the Smith patent, ‘which is more specific than cleims 1 and 2
in a1l festures, is set forth below with an explanation as te how the
prior acrt patent document to Berridge meets ell the zecited features.

gmith, claim 3:

°In & cutting and ccimping tool® {Berridge page 1, lines 10-13
states his invention is
“an improved tool for crimping
wetsl, which in its preferged
form of embodiment i8 cembined
with & cutting-tool or sheats,
forming therewith a combination~

teol.)
“the combination with the cutting (elements 4 and 5 in Bergidge)
bledes®
®and thelr pivoted handles® (elements 1 and 2 in Berridge)

2200-15 Rev. 4, Oct. 1966




~'ot bosnes nrranged at an angle '
5 get from the plene of
blade

'and criupinq d:es torled on
the meeting faces of said bosses'

‘(“bosses' as: naed én the .

Pat uo..A.Au 4« '

at the same ungla to the plane

' cfﬁ;hg shear blades and Aate

i 8 :
of Berridge have meeting Ry
die-faces 12 and 13 (page 1,

;. line: 53)”£0t pe:t:tmlng cr;np;nq

clail 4 ot the Snith pltene is considered to be unpatentable under 35
U.8.C. ‘163 in view of the priog art Swiss patent document to Hotopp in
view of the prior ert magazine publication on page 169 of the October 16,
31950 issue of Americen Mechinist magazine.

Claim 4 of Smith reads as queted below

°In & cutting and crimping tool,®

2¢the conbinltion of & pair of
pivoted handleg® .

*with cutting jaws at one end

and crimping dies on the opposite
side of the pivot"®

“and rounded prongs projecting
from said cutting jaws®

Statement pointing

out_substantisl new

{The prior ecrt Swiss patent
dceument, -to. Hotopp discloges
cutting Jaws [column 1, line O)
end ' dies "B and "c® which may
be uvsed for erimping.) .

{elements "&% and “e” in the
prior ‘art document to Hotopp).

(The prior art document teo

Hotopp discloses cutting jaws
(column 1, line 8) and crimping
dies "b° and "¢ en the opposite
gide of pivet “d" from the cutting
jaws.)

{Rounded prongs are not
specifically disclosed by Hotopp
but are shown to be old im the
art by the illustratien in
“American Machinist® magazine
under the title “Double-Purpose
Pliers Don't Break Insulation®.
To provide the cutting jaws of
Hotopp with rounded prongs as
shown in the “American Maechinige®
magazine is considered to be @
matter which would have been
obvious to & person having
ordinagy skill in the art at the
time the invention was mede.)

guention of patentabilic

The prior act documents referced to sbove were not of cecotd in the £ile
of the Gmith patent. Bince the cleims in the Smith patent sre not
elloweble over these prior ert documents, & substential new guestion of
petentebility i{s calsed. Fuether, these prioc act documents are closer
to the subject matter of Smith then any prior et which was cited during

the prosecution of the Smith patent.

Biev. 4, Oct, 1966

e

Attorney for trequester
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ﬁnﬁif 0wm
N ose

oy | July 7, l977 T R R PR s NS Wy
et .8.. PATENT DOCUMENTS :
[mmac™ Cwaee s f e Jauseuass |ip BESBRATE

slolalalolshi-1809 UBERRIDGE - ' 140°] 106§

FOREIGK PATENT DOCUMENTE

‘ COCUNENT BULBER | BATE counvay €LASS [ SUBCLASS "’::""""'::‘
8]0[5|5|50L0-1918]  SWITZERLAND R e

GTHER DOCUMENTE (Inchuding Auther, Title, Date, Pastinent Pages, Elc.)

"aAmerican Machinist® magazine, October 16, 1950 issue, page

169 (copy located in class 72, subclags 409)

ERAMINER BATE GOMEIDERED

in conformonce ond net considorsd. lnclude ecogy of this lorm with aenl communication to applicent.

ERAMINER: Gniial i eltetion gansidered, whethes ar met altation I6 in confermance with UPEP 609; Brew line dweugh climtion If et
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ftlons of patentablhty raised are substan

mmuragedb\uttsnsemnatarequnementdthe
law or the rules.. :

2215 Fee for- Requesﬂng Reexaminatiim [R=4]

37CFR IZOPostmancefm

2 ® [

(e} For ﬁling Y requmt iot reemmatmn—-‘) $1,770.00¢

37 CFR 1:36 R M id"by actual mistake
ofinds (%) Money paid by ey ‘,than those based .on pnm: atents.or- prmted publica-

excess, such a5 a payment not reqpired by law, will be refemded,
a party desires to withdraw en application, an appeal, or a regaest

for oral hearing, will not entitle 2 party (o demand such a regurn. . ..

Amoents of one dollar or less will sot be returned unless specifical-

Iy desnanded within a reasonsble time, nor will the payer be moti- |

fied of such amount; amounts over one dollar may be returmed by
check or, if requated by ctedlt to 2 dcpom me

{c) If the Commxmner decndcs not to institute a reexaming

oceedmg.arcfundof‘”mmm.wxllbemadewtherw
of the proceeding. Reexamination requesters should indicate wheth-
er any refund should be made by check or by credit to a deposit
account.

Inorderforatéquesttobeaccepted be given a

filing date and be published in the Official Gazette it is

necessary that the *$§1,770.00§ fee for ﬂlmg a request”
for reexamination be paid. If the fee is not paid, the

request will be considered to be mcomplete

If the request for reexamination is denied or vacat-
ed, 2 refund of *§$1,300.004 in accordance with 37
CFR 1. 26(c) will be made to the identified requester.

As stated in 37 CFR 1.510 (c) and (d) .

{(c} If the request does not include the fee for requesting reezam-
ination or all of the paris required by paragraph (b) of this section,
the person identified as requesting reexamination will be so wotified
and given an opportunity 1o complete the request within a specified
time. If the fee for requesting reexaminstion has been peid Loz the
defect in the request is not corrected within the specified time, the
determination whether or not to institute reexamination will be
made on the request as it then exists. If the fee for requesting reex-
amination has not been paid, no determination will be made and the
request will be placed in the patent file as a citation if it complies
with the requirements of § 1.501(a).

(dy The filing date of the request ig: (1) the date on which the
request mcludmg the entire fee for requesting reexamination is re-
ceived in the Patent and Trademark Office; or (2) the date on
which the last portion of the fee for requesting reexamination is re-
ceived.

Where the entire “$$1,770.00§ fee is not paid, the
request, if otherwise proper, should be treated as a ci-
tation of prior art under *§37 CFR¢ 1.501.

2216[R§zt]bsmntial New Question of Patentability

37 CFR 1.510(b)(1) requires that the request include
“a statement pointing out each substantial new ques-
tion of patentability based on prior patents and print-
ed publications.” Under 35 U.S.C. 304 the Office must
determine whether “a substantial new question of pat-
entability” affecting zny claim of the patent has been
raised. If sucih a new question is found, an order for
reexamination of the patent is issued. It is therefore
clear that it is extremely important that the request
clearly set forth in detail exactly what the requester
considers the “substantial new question of patentabil-

Rev. 4, Oct. 1966

but & mere change of purpose after the payment of money; ss when - - tions, Sich-as-on- pub]lc-t use,,

y k.,

from those ;raised: he; earlmt promutxonv of the

patent before the Office or in prior litigation before

the federal courts., See.pMPEP, 2242¢ If a substantial

ew questton of- patentabxhty is-found-as to-one clmm,
‘claims will be ; examined during the ex parte reex-
i WMPEP. 2243.¢ -

Questions./relating . 0..grounds.- -of. tejectton other

. Oft ?'séle, or-fraud should
not be included in the request and wﬂl not be consid-

‘ered by the examiner if mcluded

Affidavits or declarattons whtch explam the con-
tents or pethnent ‘dates of pnor patents or prmted
publlcauons in more detail’ may be consldered in reex-

~ amination. See pMPEP§ 2258.
2217 Statement Applying Prior Art [R-4)

The third sentence of 35 U.S. C. 302 indicates that

the “request must set forth the pertinency and manner

of applying c;tedpnor art to-every claim for which
reexamination is requested.”: 37 CFR 1.510(b)(2) re-

- quires that the request mclude “An identification of

every claim for which reexamination is requested, and
a detailed “explanation of the pertinency and manner
of applying the cited prior art to every claim for

“which reexamination is requested.” If the request is

filed by the patent owner, the request for reexamina-
tion may also point out how claims distinguish over
ctted pnor art.

The prior art applied may only consist of prior pat-
ents or printed publications. Substantial new questions
of patentability may be based upon the following por-
tions of 35 U.S.C. 102:

‘“(a) . . . patented or described in s printed publication in this or &
foreign country, before the invention thereof by the applicant for
patent, or”

“(b) the invention was patented or described in a printed publica-
tion in this or a foreign country . . . more than one year prior to
the date of the application for patent in the Uniied States, or”

‘“(d) the invention was first patented or caused to be patented, or
was the subject of an inventor's certificate, by the applicant or his
legal representatives or essiyns in a foreign coustry prior to the
date of the application for patent in this country on an application
for patent or inventor’s certificate filed more than twelve months
before the filing of the application in the United States, or”

“(e) the invention was described in a patent granted on an appli-
cation for patent by another filed in the United States before the
invention thereof by the applicant for patent, or on an international
application by ancther who has fulfilled the sequirements of pera-
graphs (1), (2), and (4) of section 371(c) of this title before the in-
vention thereof by the applicant for patent, or”

Similarly, substantial new questions of patentability
may also be made under 35 U.S.C. 103 which are
based on the above indicated portions of *$35 U.S.C.¢
102. “pPublic Law 98-622 enacted on November 8,

1984, changed a complex body of case law and ‘

amended 35 U.S.C. 103 by adding a new sentence

2200-18



employee was treated as § and appk
through §102(g), and possibly through § 102(f) with
respect to a later invéntion made by another ‘employ-
ee of the same organization. Accordingly,. substantial
new. questions of patentability may be. found, under 35
U.S.C. 102(£)/103 or (g)/103 based on the prior inven-
tion of another disclosed in & patent or. pnnted pubh-
cation. See Chapter 2100.§ . =

Substantial new ‘questions of patentabxhty based on
matters other than patents or printed -publications,
such as public use or sale, inventorship, *$35 U.S.C.¢
101, *$35 U.S.C.¢ 112, fraud, etc. will not be consid-
ered when making the determination om the request
and should not be presented in the request. A prior
patent or printed publication cannot be properly ap-
plied as a ground for reexamination if it is merely
used as evidence of alleged prior pubhc use or sale,
insufficiency of disclosure, efc. The prior patent or
printed publication must be applied duectly to claims
under *$35 U.S.C.¢ 103 and/or an appropriate portion
of %35 U.S.C4 102 or relate to the application of
other prior *jpatents or§ printed pubhcauom to
claims on such grounds.

The statement applying the prior art may, where
appropriate, point out that claims in the patent for
which reeramination is requested are entitled only to
the filing date of the patent and are not supporied by
an earlier foreign or United States patent application
whose filing date is claimed. For ezample, under 35
U.S.C. 120, the effective date of the claims would be
the filing date of the application which resulted in the
patent. Therefore, mtervcmng patents or printed pub-
lications are available as prior art under In re Rus-
cetta, 118 USPQ 101 (CCPA, 1958).

Double patenting is normally proper for consider-
ation in reexamination.***

The mere citation of new patents or printed publi-
cations without an esplanation does not comply with
37 CFR 1.510(b)}2). An explanation of how the cited
patents or printed publications are applied to all
claims which the requester considers to merit reexam-
ination should be presented. This not only sets forth
the requester’s position to the Office, but also to the
patent owner.

Affidavits or declarations which explain the con-
tents or pertinent dates of prior patenis or printed
publications in more detail may be considered in reex-
amination. See * pMPEP§ 2258.

9ADMISSIONS

Admissions by the patent owner as to matters af-
fecting patentability may be utilized in a reexamina-
tion proceeding, see 37 CFR 1.106(c).

2200-19

i1 Such admlssxon may ‘be
; : a‘patent or. prmted publi-
catlon raises a “substantial W question of patentabil-
|ty” m the dewmmn er 37 CFR 1.515. An ad-
t is in the'pnor art is simply that, an
admxssxon, and’ reqlnrw no mdependent proof. While
the scope and. content of the admission may some-
times have to be determined, this can be done from
the record and from the paper file in the same manner
as with patents and pnnted publzcatlons To ignore an
adxmssxon by the patent owner, from any source, and
not use the admission as prior art in conjunctmn with
patents and printed publications in reexamination
would make it mposmble for the examiner to proper-
ly determine the scope and content of the pnor art as
required by Graham, supra.

The Board of Appeals ‘upheld the use of an admis-
sion in a reexamination proceeding in Ex parte Seiko
Koko Kabushiki Kaisha, 225 USPQ 1260 (1984) and in
Ex parte Kimbell, 226 USPQ 688 (1985). In Seiko, the
Board relied on In re Nomiya, 184 USPQ 607 (CCPA
1975) holding an admission of prior art in the specifi-
cation of the patent undergoing reexamination is con-
ceded prior art which may be considered for any pur-
pose, including use as evidence of obviousness under
35 U.S.C. 103. In Kimbell the Board referred to the
patent specification and noted the admission by appel-
lant that an explosion-proof housing was well known
at the time of the invention.

It is noted, however, that the Board in Ex parte
Horton, 226 USPQ 6957 (1985) reversed the examiner,
holding that for an admissicn to form some or all of
the basis for a prior art rejection in reexamination
proceedings, such admissions must necessarily relate
to patents or printed publications. The Board further
held that the admission, if any, in the patent file relat-
ed to public use and resolution of this issue is outside
the scope of reexamination. It is further noted thst the
Board in Ex parte Blackburn, Appeal No. 587-96
(1985), Patent No. 4,154,382, refused to sustain a re-
jection based on admissions contained in the patent
specification and the reexamination file. The Board
held the admission in the patent specification is not
prior art of the type permitted by 35 U.S.C. 301, ie,,
a printed publication or patent. The Board held the
admigsion in the reexamination file to be drawn to
public use or sale and outside the scope of reexamina-
tion. The Board held 37 CFR 1.106(c) must be inter-
preted as being with respect to admissions pertaining
to patents or printed publications.
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Blackbu 'fdecmons, however, rej

sions contained in the patent file w
rsnmdrawnmapawutotpnntedpu ication. Tn the
mofadeﬁmhvedecmonbythemrd@rthe
coum,theexammensauthonzedtoutihzeadmmom
by the patent owner as to any mattef affectmg patent-
abihty to determine thescopeand content of the prior
art in conjuncuon with patents or prmted ‘publications
which raise a substantial new question of patentabihty
for purposes of ordering reexamination or in a prior
art rejection whether such admissions result from pat-
ents or printed publications or from some other
source. Any prior art (e.g., on sale, public use, etc.) es-
mbhmhedmthepmrtmdormcourtmaybemd
by the examiner in combination with patents or prmt-
ed publications in a reexamination proceeding.¢

2218 Copies of Prior Art

Izmrequucdﬂmtawofmhpatentorpﬂnwd
publication relied upon or referred to in the request
be filed with the request (37 CFR 1.510(b)(3)). If any
of the documents are not in the English language, an
Eanglish language translation of all necessary and per-
tinent parts is also required. An English language
summary or absiract of s non-English language docu-
ment is usually not sufficient.

It is also helpful to include copies of the prior art
considered during earlier prosecution of the patent for
which reexamination is requested. The presence of
both the old and the new prior art allows a compari-
son to be made to determine whether a substantial
new question of patentability is indeed present. Copies
of parent applications should also be submitted if the
parent application relates to the alleged substantial
new question of patentsbility; for example, if the
patent is a contipuation-in-part and the question of
patentability relates to an In re Ruscetta, 255 F. 2d
687, 118 USPQ 101 (CCPA 1958) type rejection
where support in the parent application is relevant.
2219 Copy of Printed Patent [R-4]

The Patent and Trademark Office will prepare a
separate file wrapper for each reexamination request
which will become part of the patent file. Since in
gome instances, it may not be possible to obtain the
patent file promptly and in order to provide a format
which can be amended and used for printing, request-
ers are required under *$37 CFR¢ 1.510(b)(4) to in-
clude a copy of the entire specification (including
clains) and drawings of the patent for which reexam-
ination is requested in the form of a cut-up copy of
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owncr, ‘the owneér of the 'must be served wnth a
copy of the request in ifs entirety. The service should
bemadetothecorrespondencesddressasmdxcated in
37 CFR 1.33(c). The name’and addréss of the person
served and the’ cemﬁcate of semoe should be mdncat-
ed on the request. ¢

The most recent’ uddress of the attm'ney or agent of
record can be determined by checking the Office’s
register of patenit attornéys and agents maintained by
the Office of -***pEarollmernt and D:sctplmec pursu-
ant to ‘37 CFR ‘010 50 and: NO 11@)¢

2221 Amm Inclnded in Request by
Patent Owner [R-4]

Under 37 CFR L 5i0(c) o patent CWner may include
aproposedamdmenththhmorherrequest,xt‘he
or she so desires. Any such amendment must be in ac-
cordance with *$37 CFR¢ 1.121(f). Seec *“PMPEP¢
2250. Amendments may aiso be proposed by patent
owners during the actval ex parte reexamination pros-
ecution (*$37 CFR¢ 1.550(b)).

The request should be decided on the wording of
the claims without the amendments. The decision on
the request will be made on the basis of the patent
claims as though the amendment had not been pre-
sented. However, if the request for reexamination is
granted, the ex paste reexamination prosecution
should be on the basis of the claims as amended.

2222 Address of Patent Owner [R-4]

37 CFR 1.33, Correspondence respecting patent applications, reex-
amination proceedings, and other proceedings.

(c) All notices, official letters, and other communications for the
patent owner or owners in & reexamination proceeding will be di-
rected (0 the attormey or agent of record (see § 1.34(b)) in the
patent file st the address listed on the register of patent attorneys
end sgents meintained pursuant to §§° © *410.5 and 10.114 or, if
0o attorney or agent s of record, to the petent owner or owners at
the address or addresses of record. Amendments and other papers
filed in 8 reexamingtion g on behalf of the patent cwner
must be signed by the pstent owner, or if there is more than one
owner by ell the owaers, or by an attorney or ageat of record in
the patent file, or by e registered attomney or agent not of record
who scis in a representative capacity under the provisions of
§ 1.34{a). Double correspondence with the patent owner or owners
and the patent owner’s attosney or agent, or with more then one
sttorney or agent, will not be undertaken. If more than one attor-
ney or agent is of record and a corr address has not
been specified, correspondence will be held with the last attorney
or agent made of record.
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- deawal ofpower of: attomey shoiild :be: filed 'in :the
- patent. If the patent owner ‘desires that u:different ‘at-
torney or-sgent réceive correspondence;’ then:a new
- power of attorney must be filed: Correspondence. will
- continue to be sent to the atiorney or agent ‘of record
in the patent file absent a:revocation of the ‘sanie by
the patent owner. I the attorney or agent -of tecord
specifies a correspondence address to which corre-
spondence ‘is to be directed, such direction should be
followed. However, since a change in’ ‘the’ corrcspond
ence address does not withdraw a power of | attomey,
a change of the correspondence address by the patent
owner does mot prevent the correspondence from
being directed to the attorney or agcnt of record in
the patent file under 37 CFR 1.33(c). -

A form for changing correspondence . address or
power of sttorney is set forth below. Such forms
should be addressed to the Commissioner of Patents
and Trademarks, Box Patent Addrm Change, Wash-
ington, D.C. 20231.

CHANGE OF POWER OF ATTORNEY OR CORRESPONDENCE Anmm
e U.S. PATENT _

Address to:
Commissioner of Patents and Trademarks
Box: Patent Address Change
Washingioan D.C. 20231
To the Commissioner of Patents and Trademarks:
In United States patent number’ granted
(list first inventor)
please make the following change:

£ 1. Change the address of the attosrney(s) of record to:

o

O 3.Addapowezafatmmeytoamiaddrmanyfnmrewtre:
spondence to the first named person below

who [ hereby sppoint to transsct all bmmm in the Patem

and Trademark Office.
£ "4. Remove all previous powers of attorney which I bereby
revoke and enter 8 power of attorney and address any futuse cor-

respondence o

----------------------

wbolwwyswoimwtrmmdlbuﬂnminthePM
and Trademark Office
It is cestified that the penon whaose ugmture appears below has
the authority to make the requested changes in the patent.

-------
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37 CFR I 1. AII wmmumcarwm to be addre:sed o Cwnmmouer of

Patents and Memarkr.

‘ (@Y All lefters and other’ commumamona mtended for the Patent

‘aid Tiademark Office tnust be' addressed to' “Conimissioner of Pat-
" ents and Trademarks,” Washington, I.C. 20231, When appropriate,
»alcttershouldalmbemukedforthementlonohpamcﬂarom-
,__cctormdmdual

(b) Letters and othm' commumcatxons re]atmg to mtermnoml ap-
plications during the international stage and prior to the assignment

‘of 8- muonal seml nnmber nhould be uddmonally ‘marked “Box

PCT”

{c) Requests for reemmmntlon ulwnld be addmonally tmrked
“Box Reexam.” .

#(d) Payments of mamtemnce fees in patenu and other communi-
cations relatmg thereto should be addmonally marked “Box M. -

F“ 9 -

(&) Gommunmuom rehtmg to- mterferencea and applications or

petents involved. in an interference ghould be. edditionslly morked

“BOX INTBRFERENCE.

Norte: Sections 1.1 to '1.26 are applxcable to trademark cases 88
well 28 to ngtions!l and intérnational patent cases except for provi-
mspectfcﬂlydnectedtopauntcm See §1.9 for definitions
of “national application” end “international application.”§

All requests for reexamination mailed to the Patent
and Trademark Office should be additionally marked
“Box Reexam.” Such mail will not be opened by the
Correspondence and Mail Division but will be sorted
out immediately and processed by the Reexamination
Preprocessing Unit. Subsequent correspondence
should, however, be dirzcied to the examining group
art unit indicated on the Office letters. Any correction
or change of correspondence address for a United
States patent should be addressed to the Office at Box
“Patent Address Change.”

Letters sent to the Patent and Trademark Office re-
lating to a reexamination proceeding should identify
the proceeding by the number of the patent undergo-
ing reexamination, the reexamination request control
number assigned, examining grovp art unit, and the
name of the examiner. The certificate of mailing prac-
tice (37 CFR 1.8) and “Express Mail” with certificate
(37 CFR 1.10) may be used to file any paper in a re-
examination proceeding.

Communications from the Patent and Trademark
Office to the patent owner will be directed to the first
named, most recent attorney or agent of record in the
patent file at the current address on the Office’s regis-
ter of patent attorneys and agents or to the patent
owner’s address if no attorney or agent is of record,
37 CFR 1.33(c).

Amendments and other papers filed on behalf of
patent owners must be signed by the patent owners,
or the registered attorney or agent of record in the
patent file, or any registered attorney or agent acting
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;See ‘QMPEP‘ 2213, |
.Double correspondence"”wﬁh 3
the attorney;or:agent ne

.. After filing of a request, no papers other‘than (l)
citations of patents or printed publications under *$37
-CFR¢ 1.501; (2) another complete request. undcr *§37
CFR¢ 1. 510 or ' (3) notifications © pursuant’ to
*$MPEP§ 2282, should be filed with the Office by the
 requester, patent owner, or third partles pnor to the
date of the decision on the request for reexamination.
Any papers other than those ander *$37 CFR¢ 1.501
or 1.510 or HMPEP§ 2282 filed prior to the decision
on the request will be returned to the sender by the
. group disector without consideration. A copy of the
letter eccompanymg the returned papers will be made
of record in the patent file. However; no copy of the
~returned papers will be retained by the Office. If the
submission of the returned papers is appropriate later
in the ‘proceedings, they will be accepted by the
- Office at that time. See In re Amp Inc., 212 USPQ 826
(Comis. Pats., 1981); In re Knighs, 217 USPQ 294
(Comr. Pats., 1982) pand Patlex Corporation v. Mos-
singhoff, 226 USPQ 985, 989 (Fed. Cir. 1985)¢.-

2226 Inmitial Processing of Request

The opening of all mail marked “Box Reexam” and
all initial clerical processing of requests for reexamina-
tion will be performed by the Reexamination Preproc-
essing Unit in the Office of Patent and Trademark
Services.

2227 Incomplete Requests [R-4]

37 CFR 1.510, Request for recxaminstion
s * & ' & L ]

(cy If the request does not include the fee for requesting reez-
amination or all of the parts required by paragraph (b) of this sec-
tion, the person identified as reqmmg reexamination will be s
notified and given an opportusity to complete the request within o
specified time. If the fee for requesting reezamingtion has been paid
but the defect in the request is not corrected within the specified
time, the determination whether or pot to institute reexamingtion
will be made on the request as it then exists. If the fee for request-
ing reeaamination has not been peid, no determination will be made
and the request will be placed in the patent file a3 & citation if it
complies with the requirements of §1.501(a).

(@) The filing date of the request is: (1) the date on which the
request including the entire fee for requesting reexamination is re-
ceived in the Patent and Trademark Office; or (2) the date on
which the last portion of the fee for reguesting reexsmination is re-
ceived.

" @ L [ t‘

If the required fee under *$37 CFR¢ 1.20(c) is not
paid in full, the request is considered to be incom-
plete, *$37 CFR¢ 1.510(c), and will not be considered
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,.,but ‘the request does
called for by *$37 CFR¢ 1.510(b), .the request is con-
- sidered. to be informal. All requests, which are accom-
" panied with the entire fee will be assigned a_filing

date f'rom ‘which the thres month penod for makmg a

Unit Wlll notlfy ‘the

-{v-;requester iof the: dcfect and glve the regquester; a:speci-
wfied time;: nofmally:1 month;: toicomplete the request.
;A telephione call may:also:be-made:to:the; requester
J’.:'midlcanng the amount-of the-insufficient: fee. If the re-

i questis: not; timely: completed :any:partial fee will-be

- seturried | -and:the request: will be treated -as-a: cltatmn
~under. ‘037 CFRQ l 501(a) lf

2228

it- eomphes therew1th

If the fee under %37 CFR4 1.20(c) fhas been paid,
.not contam all the elements

decision on the request will be computed, Notice of

filing of all complete requests will be published in the
Official. Gazette approximately 4-5 weeks after filing.

The Reexamination Preprocessing. Unit will attempt

,,to not:fy the. requester of .any. mformahty in the. re-

quest in order to glve the requester time to respond
before a decision is made on the request. If the re-

~quester does not respond and correct the informality,

the decision on the request will be made on the infor-
mation presented. If the information presented does
not present “a substantial new question of patentabil-
ity”, the request for reexamination will be denied.

2229 Notice of Request in Official Gazette
[R-4]

37 CFR 1.11, Files open to the public

{c) All requests for reexamination for which the fee under
$1.20(c) has been paid, will be announced in the Official Gazette.
Any reexsminations at the initiative of the Commissioner pursuant
to §1.520 will also be announced in the Official Gazette. The an-
nourncement shall include at least the date of the request, if any, the
reexamination request control number or the Commissioner initiat-
ed order control number, patent number, title, class and subclass,
name of the inventor, name of the patent owner of record, and the
examining group to which the reexamination is assigned.

(d) All papers or copies thereof relating to a reexamination pro-
ceeding which have been entered of record in the patent or reex-
amination file are open to inspection by the general public, and
copies may be furnished upon paying the fee therefor.

L] s @ - L

Under 37 CFR 1.11(c), reexamination requests with
sufficient fees and any Commissioner initiated orders
made without a request will be announced in the Offi-
cial Gazette. the Reexamination Preprocessing Unit
will complete a form with the information needed to
print the notice. The forms are forwarded at the end
of each week to the Office of Publications for printing
in the Official Gazette.

In addition, a record of requests filed will be locat-
ed in the Public Search Room and in the Reexamina-
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tion Requeats Filed” and will include the name of any
requester along. wxeh the othcr items ‘set forth in ‘t37
_CFRQ Li1().

1230 c»mﬁve Notice to Pateat Owner-

_instances it may not be possxblc,_i ,
maﬂtothepatentownerbecausenocmrentaddrm
is -available. - If - all - efforts “to: correspond with- the
patent owner fail, the reexamination proceeding will

without the patent’ owner. The publication in
theOﬂ'ictaIGazeaeofthenotlceofmcﬁhngofare-
quest or the ordering of reexamination at the initiative
of the Commissioner will serve as constructive notice
to the patent owner in such an instance, S

2231 Processing of Request Corrections

Any payment of insufficient fees should be marked
“Box Reexam” so that the fee may be promptly for-
warded to the Reexamination Preproceseing Unit. If
the fee payment completes the payment of the re-
quired fee, the request will be processed, notice will
be published in the Official Gazette and the request
mﬂbeforwardwtotheappmpmteexmmnggrwp
for determinstion.

Any correction of a defect other than the fee
should be directed to the examining group where the
file is located. The group clerical personnel process
any timely cofrections and enter them in the file of
the reexamination.

2232 Public Access [R-4]

The reexamination folders will be stored in a sepa-
rate central location in the patent examining group
unless being acted upon by the examiner or a commu-
nication is being processed by the group clerical per-
sonnel. In view of the desire to conduct the reexam-
ination proceeding with special dispatch, the reexam-
ingtion folder may NOT be available to the public
when it is in the Reexamination Preprocessing Unit,
and when the examiner has started consideration of
some matter until an action is mailed. However, all
areas should be as reagonable as possible in allowing
access and copying of the file. At times other than
those identified above, the reexamination file will be
made available to members of the public upon re-
quest. Inspection will be permitted in the patent exam-
ining group. If a copy of the file is requested, it may
be ordered from the §Certification Branch of the Ex-
amination Services¢®**® Division or the file wrapper
may be hand carried by a member of the group to the
Record Room and left with a member of the Record
Room staff, The file will be dispatched by using
PALM transsction 1034-*$921¢ A charge card will
be stapled to the file identifying the Reexamination
Control Number, Art Unit Number, Reexamination
Clerk’s name and phone number.

A member of the Record Room staff should call
the reexamination clerk in the group when copying is

2200-23
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m-  tickler reeord of the loca on’ofthe file wrappe: by

ber of ,the}group “The giroupzsho

Smnhrproceduresshouldbeutmzedmtheevent

-fnem and/or >oopymg Accm to the patent de 3
-per. should 'be restricted ‘only ‘when the ‘examiner is
‘preparing an ‘actionin’ the réexamination’ foldet wluch
~reqmru conmderatlon of tbe patent file b

_ Thxs file is charged out ﬁ'om group eeoraensenssasosssossens
Please return promptly by '
" [ Office Mail
a Ca]lmg........'.........; ..............................................
557-.....for pickup of the file
"~ Sale of C Copies of Reexamination Requests
Copies of reexaniination requests, all cited refer-
ences, and the file wrapper and contents of the patent
file for which reexamination is requested are available
at the standard charge per page. Orders for such

‘copies must indicate the control number assigned the

reezamingtion reguest. Orders should be addressed to
the Commissioner of Patents and Trademarks, Wash-
mgton, D.C. 20231, Attenuon *pExaminationg Serv-
ices Division.

To DETERMINE ON PALM IF A REEXAMINATION RE-
QUEST Has BeEn FILED FOR A GIVEN PATENT
NUMBER

Asgsume Patent Number Is 4104156

—Clear PALM Terminal

—Key In: 3110 And Press Send

—When Screen Fills

Enter: PAT NO 4104156 (In Family Name)

Press: TAB

Enter: $ (In Given Name)

Press: TAB

Enter: Y

Press: SEND

Any reexamination for the patent number will be
listed on the return screen.

There will be about a ten (10) day lag between
filing and data entry.

2233 Processing in Examining Group [R-4]

Each examining group has designated at least one
docket clerk and one backup clerk to act as the
reexamingtion clerk and has assigned to that person
those clerical duties and responsibilities which are
unique to reexamination. The regular docket clerks
will still perform their normal duties and responsibil-
ities in handling papers and records during the actual
reexamination process. The reexamination clerk has
sole responsibility for clerical processing until such
time as the request is either granted or denied. If a re-
quest is granted, the responsibility for all docket ac-
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‘Under reexamination, : there are no: fees ue;;other
thanfortherequestandanyappeal brief;: and ;oral
_hearing - fees . under *$37 . CFR{  1.191,::1:192 rand
- 1.194(b). - No; fees are -required for: addmonal clmms
‘added . or for - issue - of the certificate.: Anypetmous
filed under *$37- ‘CFR¢ 1:182:01-1. 183 . rélating to-a re-
examination prc ‘require fees (37 CFR- 1.17(H)).
$Small entity reductions are available: to the. patent
owner for the appeal, brief, and oral; ‘hearing fees.
Small entity reductions in fees are not available for
the reexamination filing fee mor for petition fees.
When a fee is required in a merged proceedmg, only
a single fee is needed even though multiple copies of
the submissions (one for each file) are required.¢

MAILING

A transmittal form with the requmter’s address will
be used to forward copies of Office actions to the re-
guester. Whenever an Office action is issued, a copy
of this form will be made and attached to a copy of
the Office action. The use of this form removes the
need to retype the requester’s address each time a
mailing is required. Whenthcpatentownensthete-
quester, no such form is needed.

The following steps skculd be taken when process-
ing reexamination requests in the examining groups.

1. Report receipt of the reexamination file in the
group on the PALM terminal and forward the file to
the group’s reexamination clerk.

2. Date stamp the date of receipt in
the reexamination file.

3. Charge file to the supervisory primary exzaminer
of the group art unit indicated on the reexamination
file on the PALM terminal and forward the file to the
supervisory primary examiner.

4. The supervisory primary examiner promptly re-
views the subject matter of the patent in which
reexamination was requested and either transfers the
request file (which should rarely occur) or assigns it
to a primary examiner. The primary examiner is in-
formed and the request file is returned to the group’s
reexamination clerk for entry of the examiner’s name
into PALM.

5. At about 6 weeks after the filing of the request,
the request file should be given to the examiner and
charged to him or her on PALM.

6. The primasy examiner then drafts a decision on
the request and returns it to be typed on a “special”
basis, normally within 8 weeks after the filing date of
the request.

7. The typed decision is forwarded to the primary
examiner for signature. After signing, the file iz re-
turned to the group clerical unit for mailing and
PALM update, normally within 10 weeks after the
filing date of the request.

The initial reexamination files “Ppwere§ regular
patent application files which *phad¢ orange tape ap-
plied to the face. **“§The current§ reexamination file

in the group on
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'graph ‘of 'the'
-patent: shall be placed betweén brackets' and wmatter added shall be
underlined. Copies of the printed -clgims from the patent may be
-used with any additions being indicated by cerets and deleted mate-

{f) Proposed amendments presented in patents
amination proceedings mustbepresentedmthefmm of a full copy
of the text of: (1) Each claim which is amended and (2) each para-
decri v'which is amended. Matter deleted from the

rial bemg placed between brackets. Claims must pot be, renumbered

‘and "the numbering of the clmms added for reexammauon must

follow the' ‘mumber of the highest ‘numbered’ patent claim. No
amendment inay enlarpe the scope of the claims of the patent No
new matter mey be iniroduced into the patent.

Amendments which comply with 37 CFR 1.121(f)
are entered in the reexamination file wrapper. An
amendment is given a Paper No. and is designated by
consecutive letters of the alphabet (A, B, C, etc.).

The amendment will be entered by drawing a line
in red ink through the clmm(s) or paragraph(s) can-
celled or amended, and the substituted copy being in-
dicated by reference letter. Claims must not be re-
numbered and the numbering of the claims added
during reexamination must follow the number of the
highest numbered patent claim.

ALL amendments in reexamination proceedings
must be presented in the form of a full copy of the
text of each claim which is amended and each para-
graph of the description which is amended.

If a portion of the text is amended more than once,
each amendment should indicate ALL of the changes
(insertions and deletions) in relation to the current
text of the patent under reexamination.

Examples of proper claim amendment format are as
follows:

1. Patent claim:
A cutting means having a handle portion and a
blade portion.
2. Proper first amendment format:
A [cutting means] knife having a bone handle por-
tion and a notched blade portion.
3. Proper second azu:ndment format:

A [cutting means] knife having a handle portion

and a gerrated blade portion.

Note that the second amendment includes the
changes presented in the first amendment, i.e. {cutting
means] knife, as well as the changes presented in the
second amendment, i.e. gerrated. However, the term
notched which was presented in the first amendment
and replaced by the term serrated in the second
amendment and the term bone which was presented
in the first amendment and deleted in the second
amendment are NOT shown in brackets, i.e. [notched]
and [bone], in the second amendment. This is because
the terms [notched] and [bone] would not be changes
from the current patent text and therefore are not
shown. In both the first and the second amendments,
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PALM—MON!TORING SYSTEMS

'I‘he Patent . Access and "Location. Momtonng
(PALM) system is used to support the rfeexamination
process. The sections below delmcate PALM related
activities.

1. Reexamination File Data on PALM—The routine
PALM retrieval transactions are used to obtain data
on reexamination files. The user keys in the retrieval
transaction code (2952, 2962, etc.) the reexamination
series code (90) and the reexamination control
number. Almost all data displayed for, reexamination
files has the same meanicg as for regular patent appli-
cations, Two changes should be noted. In. the first
named applicant location (normally upper left corner,
abbreviation APPL) the patent | number being reexam-
ined will appear for reexamination files. For a patent
undetgomg reexamination the number of the procwd
ing can be determined on the 2953 retrieval screen.
The pertinent reexamination number(s) will appear in
the “Details” section of the screen as a six digit
number preceded by an “R”. If no “R” number is
present then no reexamination has been filed.

2. Reexamination File Location Control—The loca-
tion of a reexamination file is monitored in the same
manner as regular patent application files. All PALM
transactions are equally applicable to regular patent
applications and reexamination files.

3. Patent File Location Control—The movement of
patent files relsted to requests for reexamination
throughout the Office is monitored by the PALM
system in the normal fashion. Within the groups the
reexamination file and patent file will be kept togeth-
er, from initial receipt until the reexamination is as-
signed to an examiner for determination. At this point
the patent file will be charged to the examiner as-
signed the reexamination file (use tramsaction 1036)
and will be kept in the examiner’s room until the pro-
ceeding is terminated. After the reexamination pro-
ceeding has been terminated, the patent file should be
forwarded with the reexamination file to the Office of
Publications via the appropriate office. Publishing Di-
vision will forward the patent file and the reexamina-
tion file to the Record Room after printing of the cer-
tificate.

4. Reporting Events to PALM—The PALM system
is used to monitor major events that take place in
processing reexamination proceedings. During initial
processing all major pre-ex parte examination events
are reported. During the ex parte phase the mailing of
examiner’s actions are reported as well as owner’s re-
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‘ _Decmon on pentwn mall -:'—,-Denied :
.. Decision.on petition, mailed—Granted. -

Owner response to determination recexved

- Requester response to determination received.

- The mailing of all examiner actions..

The receipt of owner’s responses to examiner’s ac-
tions and Office receipt date, g

" Each of these events, as well as. addmonal events
reported by the Reexamination Preproc&ssmg Unit
will be permaacntly recorded and displayed in the
“Contents” portion of PALM. In addition, status rep-»
resentative of these events will also be displayed. .

5. Status Report—Various weekly “tickler” reports
can be generated for each group. given the event re-
porting discussed above. The primary purpose of
these computer outputs is to assure that reexamina-
tions are, in fact, processed with “special dispatch.”

PALM Reports—A unumber of automated reports
generated from the PALM system are provided to the
groups at the beginning of each week. These reports
serve to indicate to the groups when certain deadlines
are approaching. Each report is subdivided by group
and lists the requests in control number sequence. The
following reports have been identified.

Reguests not pet received in groyp—This report
gerves to indicate to a group those requests assigned
to it for which preprocessing has not been completed
and which have not yet been received in the group.
This report provides an indicator of future workload
as well as identifying potential, problem stragglers.

Reguests Not Yet Assigned to an Examiner——This
report serves to highlight those requests which have
not been assigned to an examiner by the six week an-
niversary of their filing. Requests appearing on this
report should be located and docketed immediately.

Reguests Which Should Be Taken Up for Determina-
tion—This report lists those requests which have been
assigned to an examiner and in which no determina-
tion has been mailed and the six week anniversary of
their filing is past. Requests on this report should be
taken up for determination by the examiner.

Requests for Which Determinations Should Be Pre-
pared—This report lists those requests which have
been assigned to an examiner and in which no deter-
mination has been mailed and the two month anniver-
sary of their filing is past. Determinations for requests
on this report should be in the final stages of prepara-
tion.

®Reguests for Which Determinations Should Have
Been Mailed—This report lists those requests which
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‘Overdue Determmanons——-’l‘lﬁs Yort
quesis’in which no'deteriination has bee
the three month anniversary of the:r ﬁ]mg
“This réport should ‘always be zerg; " 79

Overdue Petitions for Recan.m’eranon of a Den
This’ report Tists those requests in which the i
mtwndemedreexammatxonandnopetmonhasbeen
received and six weeks have passed ‘since the ‘determi-
natmnwasmmled Requmtsontlnsreportshouldbe
terminated. -

Overdue Owner Respom to Determinations—This
report lists those requests in’ wiich the determination
orderei reexamination and the owner has not filed a
response and ten weeks have passed since the mailing
of the determination. These requests should be taken
up for immediate ex parte action by the examiner.

Overdue Reguestér Responses to Staternents—This
report lists  those requests in which a proper owner
statement was received and mo requester reply has
been received and ten weeks have passed since the re-
ceipt of the owner response. ’I‘hwereqwtsshonldbe
taken up for immediate action.

$Overdue First Ex Parte Actions—This report lists
those requests in which reexamination has been or-
dered and a first action has not been mailed and six
weeks have passed since the request became available
for ex parte prosecution. These requests should be
taken up for immediate action by the examiner.

*Overdue Action or Examiner’s Answer—This report
lists those reexaminations which are up for second or
subsequent action by the examiner and no such action
has been mailed and two months have passed since
the filing of an owner responsz to a previous action.

*Overdue Advisory Action—This report lists those re-
examinations which are up for action by the examiner
and no such action hae been mailed and one month
has passed since the filing of an owner response to &
previous final action.

¢Overdue Owner Response—This report lists those
requests in which there has been an action rendered
and four months have pagsed without an owner re-

sponse.

*Overdue Certificates—This report lists those re-
quests in which a Notice of Intent to Issue a Reexam-
ination Certificate has been mailed and three months
have passed since its mailing and no issue date has
been assigned.

$Requests With Prolonged Progecution—This report
fists pending requests which have not matured into a
certificate and fifteen months have passed since the
date of filing.

s Asterisk items require immediate action and fol-
fowup, if appropriate.

6. Historical Reporting—A. variety of historical re-
ports are possible given the event recording described
above. Thus such statistice as the number of requests
filed and determinations made in a specified period or
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subclass in which the _patent to’
rentlyt ‘classified ‘as an orig

’ jec
of the patent. Where no knowledgeablc -prifilary ‘ex-
aminer is avallable, the reexamination may. be assigned
to an assistant examiner. “In’ such an instance the su-
pervisory’ primary examifier must sign all actxons ‘and
take responsxbﬂlty for all actlons taken e

2237 ‘Transfer Procedure

Although the number of réexamination requests
which ‘mist be transferred should be very small, the
following procedures have been established for an ex-
peditious resolution of any such problems.

No transfer inquiry forms (PTO-447A) should be
used in reexamination situations. ‘All reexamination re-
quests in which-a transfer is desired’ must’ be ‘hand car-
ried with the' patent file by the supcmsory primary
examiner to the supervisory pmnary examiner of the
group art unit to which a transfer is desired. Any con-
flict Which’ cansiot be resolved by the supervisory pri-
mary examiners will be rmolved by the groups dlrec-
tors involved.

If the reexamination request is accepted in the
“new” art unit, the “new” supervisory primary exam-
iner asslgns the request to an examiner and the “new”
group’s reexamination clerk PALMS in the request,

2238 Time Reporting [R-4]
A. Clerical time reporting

Both the Program Management System (PMS) and
Payroll systems now used to monitor clerical time
have been modified to report reexamination activities.
Time devoted to processing actual reexamination files
in the groups should be reported using the pappropri-
ate¢ PMS Code* and Project Code®. It should be
noted that all clerical time consumed by reexamina-
tion activities must be reported in the above manner.
Such activities as supervision, copying, typing and
docketing should be included.

B. Professional time reporting

Reexamination fees are based on full cost recovery
and it is essential that all time expended on reexamina-
tion activities be reported accurately. Thus, directors,
supervisory patent examiners and board members ag
well as examiners should report time spent on reexam-
ination on their individual Time and Attendance
Report (PTO-1411) using the following Project
Codes:
119050—~Used to report training.
119051—Used to report all activities related to a spe-

cific reexamination proceeding up until the time ex

parte prosecution is begun.
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2239 Reexamination “Orderéd at 1
sioner’s Initiative (R-4]

37 CFR 1.520. Reexammatian attkemmattnaf the Commwouer
The Commissioner, &t any time during the period of enforceshility
‘ofnpa&em,mydctemunewhethetmmammlnewqm
tion of patentability is faised by patents or printed publications
which have been dlscovercd by the Commummr or which have
been brought to the Commissiones’s’ stteation even though no're-
mfmmxmmmhwbeenﬁhdmmdamewnmﬁlsm

The Commissioner may initiate reexamination without 8 request. for
reexamination pursuant to §1.510. Normally requests from outside
the Patent and Trademark Office that the Commissioner undertake
reexaminstion on'his own initistive will mot be comsidered. Any de-
terminstion to initiste reexamination ender this section will become
apmoftheoﬁicwlﬁlcofthepatcmmdmﬂbegwmmmlad
wthepmentomrattheaddrmuwowdedformﬂﬁ(c)

The Commissioner may initiate reexamination wnth-
out a request bemg filed and without & fee being pmd
Such reexamination may be ordered at any time
during the period of enforcesbility of the patent.

The decision to order reexamination at the Com-
missiosier’s initiative is normally made by the Deputy
Assistant Commissioner for Patents after a review of
all the facts concerning the patent. It may be made by
the Commissioner of Patents and Trademarks, Deputy
Commissioner or Assistant Commissioner for Patents.
The number of such Commissioner initiated orders is
expected to be very small.

If an Office employee becomes aware of an unusual
fact situation in a patent which he or she considers to
clearly warrant reexamination, 2 memorandum setting
forth these facts along with the patent file and any
prior art patents or printed publications, should be
forwarded to the Deputy Assistant Commissioner for
Patents throagh the supervisory chain of command.

If an order to reexamine is to be issued, the decision
is prepared and signed by the Deputy Assistant Com-
missioner for Patents and the patent file is forwarded
to the Reexamination Preprocessing Unit for prepara-
tion of the reexamination file and Official Gazette
notice.

The decision to order reexamination made in the
Office of the Deputy Assistant Commissioner for Pat-
ents is not mailed by that Office. The Reexamination
Preprocessing Unit, once the reexamination file has
been prepared and the Control Number assigned, will
mail the decision letter to the patent owner. Prosecu-
tion will then proceed without further communication
with anyone but the owner.

If the Deputy Agsistant Commissioner for Patents
refuses to issue an order for reexamination, no record
of any consideration of the matter will be placed in
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35 : of
‘threis months fallnwmg ‘thie* filiug “of o' ‘request for! reenmmauon

'mdertheprovmm of séction 302 of: this-title, the; Comimissioner

mth or, witho : f-other patents of prmted pubhca-
tioes. On his own'mmuve,"mdﬁany tlme, ' the’ Cominissioner’ may
determine ‘whither ‘a substantis] new:question: of ' patentshility is
zained by pelents end publications discovered by lmn or cited under
the provisions. of section 301 of this title.. .. ,

®) A record of the Commmoners detcrmmanon under subsec
tion (a) of thw section’ w1ll be placed in the’ official file of the
patent; and 8’ copy’ ‘promptly will be given ‘or'mailed to the owner
of record of the petent and to the ‘person requssting reemmnon,
if any.

- {e) A determination by the Commigsioner; pursuant to subsection
(a) of thm section that no sabsumt:al new question of. patentabmly
has been raised will be’ final md nonappealable. Upon such a deter-
mination, thé Commissioner may ‘refund a’ portmn of the reexamma-
mfeerequuedlmderswummwthutltle .

<37 CFR-1.315. Determination of the request fbr reexammamn. (n)
W'ahm {hree months following the filing date of 2 request for reex-
amination, an examiner - will consider the . -Tequest and determine
whether or not a mbsuntml new question' of patentability affecting
eny claim’ of the patent is ‘raised’ by the request 'and the prior art
cited thereln, with or withost consideration of other :patenats or
printed publications. The examiner’s determination will be based on
the claims in effect at the time of the determination and will
become 8 past of the official file of the patent and will be given or
mailed 1o the patent owner at the address as provnded for in
$ 1.33(c) and to the person reguesting reekamination.

" (b) Where no substantial new question of patentability has been

found, a refund . of 8 portion of the fee.for requesting reersmination
will be mede to the requester in accordance with § 1.26(c).

© The requester may seek review by a peuuon to the Commis-
sioner uader § 1.181 within one month of the ‘mailing date of the
exsminer’s determination refusing reeiamination. ‘Any such petition
must comply with:§ 1.181(b). If no petition is timely filed or if (he
decigion on petition affirms that no substantial new question of pat-
entability has.been raised, the determination shall be final and non-

appealable.

Prior to making a determmatxon on the requmt for
reexamination, the examiner must review. the litigation
records maintained in the Law Library to check if the
patent has been, or is, involved in litigation. The
“sesgl itigation Reviewd” box on the reexamination
file wrapper should be *jcompleted¢ to indicate that
the review was conducted and the results thereof.
#$8]f the patent is or was involved in litigation, and a
paper referring to the court proceeding has been filed,
reference to the paper by number should be made in
the “**%)[ itigation Review§” box as “litigation, see
paper #1C”. If a litigation records search is already
noted on the file, the examiner need not repeat or
update it.

If litigation has concluded or is taking place in the
patent on which a request for reexamination has been
filed, the request must be promptly brought to the at-
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mine whether or not a “mbstmtml new question. of
patentability” affecting amy claim - of - the :patent’ of
whnchreexammatwnwdmed,mrmdmtberequ&t
within a time period of three months following the
filing date of a request. See also “PMPEP§ 2241. Such
a determination may be made with or without consid-

eration of other patents or printed - pubbcauons in ad-
dition to those cited in the request. No input from the
patent owner is considered prior to the determination
unless the patent owner filed the request. $See Patlex
g:g;)mtian v. Mossinghoff, 226 USPQ 985 (Fed. Cir.

4

The claims in effect at the time of the determination
will be the basis for deciding whether a substantial
new question of patentability has been raised. (“$37
CFR¢ 1.515(2)). Amendments which -have been pre-
senwdwnthmemqmtﬁbythepmtowmror
which have been filed in a pending reexamination
proceeding in which the certificate has not been
issued, or amendments which have been submitted in

a reissue application on which no reissue patent has
beenimued,wﬂlnmbecmmideredorcommemed
upon when deciding requests.

The decision on the request for reexamination has

as its main object either the graating or denial of an
order for reexaminstion. This decision is based on
whether or not “a substantial new question of patent-
ability” is found. The final decision as to unpatentabil-
ity will be made during any reexamination proceed-
ings. Accordingly no prima facie case of unpatentabil-
ity need be found to grant an order for reexamination.
It must be noted, however, that a decision to deny an
order for reexamination is equivalent to a holding that
the patent claims are patentable over the cited prior
art, See *PMPEPE 2242 where there have been prior
decisions relating to the patent.

It is only necessary to establish that & substantial
new question of patentability exists as to one of the
patent claims to order reexamination. In & reexamina-
tion, normelly all patent claims will be reexamined.
However, where there has been a prior federal court
decision as to some claims, see *PMPEP§ 2242, The
decision should discuss ALL patent claims in order to
inform the patent owner of the examiner’s position so
that & response thereto may be made in the patent
ownet’s statement.

The examiner should indicate insofar as possible, his
or her initial position on all the issues identified in the
request or by the requester so that comment thereon
may be received in the patent owner's statement and
in the requester’s reply. However, the examiner
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(Fed Cir., 1985)( S
Where a reexammatlo is; pewng at the tnme a
second request for reexammatwn ES to be decxded see
HMPEP§2283. © 77 ,

2241 = Time for Deciding Reqam

The determination whether or not to reexamine
must be made  within three months following the
filing date of a request. See 35 U.S.C. 303(a) and 37
CFR 1.515(a). The examiner should pick up a request
for decision about six weeks after the request was
filed. The decision should be mailed within 2%
months of the filing date of the request. A determina-
tion to reexamine may be made at the initiative of the
Commissioner at ‘any time during the period of en-
forceability of a patent. See 35 US C. 303(a) and 37
CFR 1 520.

2242 Criteria for Deciding Reguest [R-4]

SUBSTANTIAL NEW QUESTION OF
PATENTABILITY

The presence or absence of “a substantial new ques-
tion of patentabnllty” determines whether or not reex-
amination is ordered. The meaning and scope of the
term “a substantial new question of patentability” is
not defined in the statute and must be developed to
some extent on a case-by-case basis. In making a de-
termination whether or not “a substantial new ques-
tion of patentability” is present the examiner must
consider the materiality of the prior art patents and
printed publications to the claims of the patent for
which reexamination is requested. If the prior art pat-
ents and printed publications are material to the reex-
amination of at least one claim of the patent, then a
substantial new ~westion of paxentablhty is present,

unless it is <}+ . “o examiner that the same gues-
tion of pate sty already deen decided by (1)¢
a federal co 6 by the Office either in the

original exasm. $, the examination of a reissue
patent,§ or an =muer concluded reexamination. $The
answer to the qguestion of whether a “substantial new
question of patentability” exists, and therefore whether
reexamination may be had, is decided by the Commig-
sioner, and, as 35 U.S.C, 303 provides, that determina-
tion is finsl, i.e. not subject to appeal. See In re Etter,
225 USPQ 1 (Fed. Cir. 1985).¢

A prior art patent or printed publication is material
to the examination of a claim of the patent where
there is a substantial likelihood that a reasonable ex-
aminer would consider the prior art patent or printed
publication important in deciding whether or not the
claim is patentable. Thus, in making the determination

2200-28




twetosmnlarpnorutalreudy fully considered
the Office in a previous'examination of the' clafim

For “a substantial new. question ofpatentabahty” to
be present it is only necessary that (1) the prior art
patents and/or printed publications be material to the
examination of ‘at least ‘one’ claim and '(2) the same
question of patentability as to the claim has not been
decided by the Office in a previous examination or by
the federal courts in a decision on the ‘inerits involv-
ing the claim. It is not necessary that a “prima facie”
case of unpatentability exist as to the claim in order
for “a substantial new question of patentability” to be
present as to the claim. Thus, “s substantial new ques-
tion of patentability” as to a patent claim could be
present even if the examiner would not necessarily
reject the claim as either fully anticipated by, or obvi-
ous in view of, the prior patents or printed publica-
tions. The difference between “a substantial new ques-
tm of patentability” and a “prima fac:e” 'c?ase of un-

tentability is important.

Inmdecrtofurtherclmfythemmngof “a sub-
stantial new question of patentability” certain situa-
tions are outlined below which, if present, should be
congidered when making & decision as to whether or
not “a substantial new question of patentability” is
present.

POLICY IN SPECIFIC SITUATIONS

1. Prior Favorable Decigions by the Patent and
Trademark Office on the Same or Substantially
Identical Prior Art in Relation to the Same Patent
If the Office has previously decided the same ques-

tion of patentsbility as to a2 patent clgim favorable to
ﬂxepatentownerbasedonthcsameorsubsmmny
identica! prior art patents or printed publications it is
unlikely that “a substantial new question of patentabil-
ity” will be present absent a showing that material
new arguments of interpretations raise “a substantial
new question of pstentabﬂity” Material new argu-
ments or interpretations can raise “g substantizl new
question of patentability” as to prior art patents or
printed publications already considered by the Office.
$In this regard see Ex parte Chicago Rawhide Manu-
Jacturing Co,, 223 USPQ 351 (PTO Bd. App. 1984).¢
However, the “substantial new question” requirement
would generally mean that an argument presented
which hss been already decided by the Office as to a
particular claim would not raise “a substantial new
question of patentability” as to that claim,

2. Prior Adverse Decisions by the Office on the
Same or Substantially Identical Prior Art in the
Same Patent
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{NATION 6F PATENTS

Hons by a Cuimmss:oner or the Bogrd of PpPatent§
Appeals $and Intérferences§ Based Upon' Grounds
“ Other Than Patents or Printed Pnbllcatzou o

Any prior adverse final decision by a Cemmmsxon-

‘er, or the Board of $Patent¢ Appeals ’and Interfer-

encea,‘ on an apphcatnon seekmg to reissue the same
patent on. which. reexamination is. requested will be
considered by the examiner when determining wheth-
er or not a “subatantial new question of patentability”
is present. To the extent that such prior adverse final
decision was based upon grounds other than patents
or printed publications the prior adverse final decision
will not be’ considered in' determining ‘whether or not
a “subsmntml new question of patentablhty” is

‘present. If a' prior final decision by the Board of

PPatent§ Appeals pand Interfercncw‘ in a reissue ap-
plication affirmed the rejection of patent ‘claims on
grounds other than patents or pnnted publications, for
example, because of fraud in obtaining the original
patent, such information will be noted on the certifi-

4 Prior Favorable or Adverse Decisions on the
Same or Substantially Identical Prior Patents or
Printed Publications in Other Cases not Involving
the Patent.

While the Office would consider decisions involv-
ing substantially identical patents or printed publica-
tions in determining whether a “‘substantial new ques-
tion of patentability” is raised, the weight to be given
such decisions will depend upon the circumstances.
For example, if the Office has used the same or sub-
stantially identical prior art to reject the same or simi-
lar claims in another application or patent under reex-
amination, this would be considered as being material
in making a determination. Similarly, if a foreign
patent office or a foreign court has used the same or
substantially identical prior art to reject or invalidate
the same or similar claims, this would be considered
as being material in making the determination. Like-
wise, if a United States Court has invalidated similar
claims in another patent based on the same or substan-
tially identical prior patents or printed publxcauom.
this would be considered as being material in making
the determination. Favorable decisions on the same or
substantially identical prior patents or printed publica-
tions in other cases would be considered, but would
not be controlling.
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party Be ‘

(1) No substantial new guestion of pmntablhty will
befoumdbasedm(a)thcsumepnmartwhwh was
- before the federal court; (b) prior art which'is merely
-cumulative -to that which .was before the . court; and
(c) issues. which were actually resolved on the merits
by the court.

@) In making the determination the examiner w1ll
compare the prior art and issues raised in the request
mththepnorartbeforethefederalcourtandthe
issues resolved on the merits by the court, without
regard to either the finality of the court decision or
whether the claims were held valid or invalid.

(3) Where the claims were all held invalid by a fed-
emlcourtdmnfarauymamnmsubstanﬁalnew
question of patentsbility will be found. -

(4) Where claims have been held vakd by the feder-
al coust, reexamination will be ordered by the examin-
er if (a) additional prior art is relied on which is not
merely cumulative to that before the court; (b) the ad-
ditional prior art raises issues which were not re-
solved on the merits by the court; and (c) the addi-
tional prior art is material to the examination of at
least one claim.

(5) Where the patent contains claims in addition to
those upon which the federal coust ruled, reexamina-
tion will be ordered if (a) a substantial new question
of patentability as to those additional claims is present
and (b) the same question was not resolved by the
court in its decision.

(6) #In making the determination om a request, a
consent judgment that claims are valid will be treated
as a decision on the merits insofar as the parties to the
litigation (or their proxy) are comcerned. A comsent
judgment of validity or invalidity has no effect as to
requests filed by a person not a party to the litiga-
tion.¢

®%7¢) All determinations on requests for reexamina-
tion which the examiner makes after a federal court
decigsion must be approved by the ezamining group di-
rector.

Prior Decisions by a Federal Court on the Same
or Substantially Identical Prior Art in Relation to
the Same Patent
A decision on the merits by a federal court will

normally be controlling as to whether or not “a sub-
stantial new question of patentability” exists on the
same, or substantizily the same, prior art. Thus, the
Office will not find a “substantial new question of pat-
entability” to be present where the patent owner had
obtained a decision, either favorable or adverse, in a
federal court on the same or substantiaflly identical
prior art. Furthermore, the Office will not find “a
substantial new question of patentability” to exist
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the ;_addxtlonal' prior

ﬂart is.not. cumuhuve,k constdemﬁon will be given as to

whether or not the additional. prior.art presents a sub-
stantnl mew: questlcn of: patentablhty

, | ALL CLAIMS INVALID
Where a federal court decmon has Theld. all of the

\'.clalms in the patent to be invalid for any. reason, no

substantial new. question of patentability will be found
by the Patent and Trademark Ofﬁce, even if material
additional prior art is presented in a request. Since a
federal court bas already decided  that the patent

claims are invalid, no reason is seen for using Office

resources 10 .congider the matter further. The Office

-will give full faith and credit to-the court decision.
Reezamination shovld be denied as there is no sub-

stantml new. question of patentabﬂnty
ONLY Somz CLAIMS INVALID

Where a ‘request for reexamination has been filed in
a patent in which a federal court decision has been
issued holding less than all of the claims invalid, only
those claims not held invalid will be considered to de-
termine if “a substantial new question of patentability”
is present.

If reexamination is ordered, the reexamination will
only be made as to those claims not held invalid by
thie court decision. The claims held invalid by the
court decision will not be reexamined and the order
and certificate will so indicate.

HCONSENT JUDGEMENT

A comsent judgment is treated differently than a
court decision on the merits. If a request for reexam-
ination is filed by a person who was not a party to the
litigation, the request may present a substantial new
question of patentability even though the question
was agreed upon by the interested pariies in the con-
sent judgment. Since an agreement is only binding as
to the parties involved, it is not a final resolution of
the matter as to other members of the public or the
Office. See Houston Atlas, Inc. et al v, Del Mar Scien-
tific, Inc. et al, 217 USPQ 1032, 1037 (N.D. Tex.
1982).

A consent judgment is treated as a “decision on the
merits” as to the parties of the litigation, and is con-
trolling as to all of the claims covered in the consent
judgment with regard to any prior art (before the
court of otherwise).

If the consent judgment does not cover alll of the
claims in the reexamination, the reexamination should
be ordered only as to those claims not covered by the
congent judgment. The claims covered by the consent
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The clauns in effect at the time of the detemnnatxon .

will be the basis. for deciding whether.“a substantial
new - quemon of. patentabxhty” is.p
i 515(a)) While the examiner will. ordmanl ncen
trate on those claims, for which reexamination is. re-
quested, the finding of “a substantial new question of
patemabmty” can be based upon'a claim of the. ‘patent
other than the ones.for which reexamination is-re-

quested. For example, the request might seek reexam-
ination of particular claims, but the examiner is. not
hnmedtothoaeclmmsandcanmkeadetermmtwn
that “a substantial new question-of. patentability’ is
present as to other claims in the patent without neces-
sarily finding “‘a . substantial new. questxon” with
regard to the claims requmted. If a substantial new
questm of patentabmty is found as to any claim, re-
examination will be ordered and will’ normally cover
all claims cxcept where some claims. have been held
invalid in & federal court decision on the merits. The
decision should discuss all patent claims in order, to
inform the patent owner of the examiner’s position.
See PMPEP§ 2242 for patent claims which have been
the subject of a prior decision. Ameadments or new
claims will not be considered or commented upon
when deciding a request.

2244 Prior Art on Which the Determination Is
Based [R-4]

The determination whether or not “a substantial
new question of patentability” is present can be based
upon any prior art patents or printed publications.
Section 303(a) of the statute and 37 CFR 1.515(a) pro-
vide that the determination on a request will be made
“with or without comsideration of other patents or
printed publications,” i.e., other than those relied
upon in the request. The examiner is not limited in
making the determination to the patents and printed
publications relied upon in the request. The examiner
can find “a substantial new question of patentability”
based upon the prior art patents or printed publica-
tions relied upon in the request, a combination of the
prior art relied upon in the request and other prior art
found elsewhere, or based entirely on different patents
or printed publications. The primary source of patents
and printed publications used in making the determi-
nation are those relied upon in the request. However,
the examiner can also consider the prior art of record
in the patent file from the earlier examination or a re-
examination and any patents and printed publications
of record in the patent file from submissions under 37
CFR 1.501 which are in compliance with 37 CFR

2200-31

l 515(a)) i <

- #sehThe" Comnnssxoner of Pateiits and Trademarks
has the’ authonty to order reexamination only in those
cases which raise a substantlal new question of patent-
ablhty The substantial new questlon of patentablhty

requirement protecm patentees from having to re-

spond to, or participate in unjustified reexaminations,
Patlex’ Carpara!wn V. Momnghoﬂ' 226 USPQ 985 989
(Fed C1r 1985)‘ , §

2245 Processing of Decnslon |

" After the examiner has prepared the decxston and
proofread and signed the' typed version; the reexam-
ination file and decision are given to the group’s reex-
amination clerk for processing.

The reexamination clerk then- prints the headmg on
the decision by using the computer terminal and
makes 3 copies of any prior art documents not al-
ready supplied by or to the patent owner or requester,
if the request was made by a party other than the
patent owner. If the patent owner filed the request,
only 2 copies are required.

A copy of the decision is then mailed to the re-
quester and the patent owner, along with any re-
quired copies of prior art documents. The original
signed copy of the decision and a copy of any prior
art enclosed is made of record in the reexamination

file.
The file is returned to the special storage area in

the examining group.
2246 Decision Ordering Reexamination [R-4]

35 U.S.C. 304, Reexamination order by Commissioner. If, in a de-
termination made under the provisions of subsection 303(a) of this
title, the Commissioner finds that a substantial new question of pat-
entability affecting any claim of a patent is raised, the determination
will include an order for reexamination of the patent for resolution
of the question. The patent owner will be given a reasonable
period, not less than two months from the date & copy of the deter-
mination is given or mailed to him, within which he may file a
statement on such question, including any emendment to his patent
and new claim or claims he may wish to propose, for consideration
in the reexamination. If the patent owner files such a statement, he
promptly will serve a copy of it on the person who has requested
reexamination under the provisions of section 302 of this title.
Within a period of two months from the date of service, that
person may file and have considered in the reexamination a reply to
any statement filed by the patent owner., That person promptly will
serve on the patent owner a copy of any reply filed.

37 CFR 1.525. Order 1o reexamine. (a) If a substantial new ques-
tion of patentability is found pursuant to §§ 1.515 or 1.520, the de-
termination will include an order for reexamination of the patent

Rev. 4, Oct. 1986



If -the: request mgv;granted, the examiner:
clude that: a: substantisl new. question.iof: patentablhty
hasbeenrmwdbymnfymganchmsmdmues,
the patents or printed. publications - relied om, and a
brief statement .of the rationale supporting each new
question. In a simple case, this may entail adoption of
the reasons provided by the requester. The references
rehedonbytheexammershouldbemtedonal’l‘o-
892, unless already listed on a form PTO-1449 by the
reqwter, and a copy of the reference supplied only
where it has not been previously supplied to the
owner and requester.

Thedecmongtanungthereqwtmmdeonade-
cision form and will remind the owner and requester
ofthestamtorynmcmodsthattheyhavcmwhmh
to respond.

The wording of form paragraph 22.01 should be
used at the end of each decision letter.

2201 New Question of Pazentability '
A substantial new question of patentability affecting claim (1] of
Umwd%wsMNmbaD]mnmdbymemqumreex-
amination,

meomofmemderﬁCFRl.Bé(u)wmﬂmbepermtwd
in reexsminstion proceedings because the provisioms of 37 CFR
1.136 epply only to mtppﬁmt"mdnmtopuminnreem-
ingtion proceeding. Addmmﬂy, 35US8C. 305 that reex-
amingtion proceedings “will be conducted with special dispaich”

Bev, 4, Oct. 1966

an order to reexamme The

e It ‘que paten
ity is raised] will include an order for reexamination of the pntent
for resolation of the q\u:mon. f35.0.8.C.. 304; first sentence]

~If the request’ is granted the examiner’ ‘must identify

‘at lesst one substantial new question of patentability

and exphm how the’ przor ‘art ‘patents or printed pubh-
cations raise such a question. The examirier should in-
dicate insofar as possxble, ‘his or her initial position on
all ‘the issues identified in the request or by the re-
quester (without rejecting claims) so that comment
thereon may be received in the patent owner’s state-
ment and in the requester’s reply. The prior art relied
upon should be listed by the examiner on a form
P’I‘O——Wtfltmnotalreadyhstedonaformm-
1449 by the requester. -

If Wnts are presented as to grounds not based
on prior patents or prmted publications, such as those
based on public use or sale, abandonment under 35
Us.C. 102(0) the examiner should note that such
grounds are improper for reexamination and are not
considered or commented upon. See 37 CFR 1.552(c).

Copies of any patents or printed publications relied
upon, which have not been previously supplied to the
owner and requester, should be included with the de-
cision.

2200-32




- crmmnosmcmm AND REEXAMINATION.OFPATENTS 2246

UNI'I'ED sTATES EEPAHTMEMT OF mmm
Pannt and Tromk Offlce

Addrags : commmn GF PATENTS AND mmmnxs
uhqmm C. 8023t

{ MEEXANM CONTROL MO | FILIMG DAVE | PATENT R | avvossey bocker wo. |
907g000 167 r’-»g";/g.zz/gl;; =T DAY MO 4444444 o ol Puoaen wwn 08030710 00 S

r . | -I - EXAHINER
William Dyre
2400 Jefferson Davis Highway V.D. Turner

Arlington, Va. 22222 BRY 1T T papER WUVVBER

(Patent owner's correspondence address) =~ | 125 - 5
CDATE WAILED 00 /14/51

ORDER GRANTING /7 DENYING REQUEST FOR REEXAMINATION

The reguest for reexamination filed _07/02/81 has been considered.
Identification of the cleims, the references rehed on and the ratwnale
supporting the determination sre attached.

Attachment(s): [ ) PT0-862 [ ] PTO-1449 [ ] Other

1. [x] The reguest for reexeminstion is GRANTED.

‘ RESPCNSE TIMES ARE SET TO EXPIRE A4S FOLLOWS:
For Pstent Ounet’s Statement:
TED WONTHS from the date heveof. 37 CFR 1.530(b).

For Reguester’s teply:

THO HOKTHS from Uhe date of service of &ny patent ocumer’s statement. 37 CFR 1.535.

flotes: If the patent ouner does not file @ timely Statement under 37 CFR 1.530(b). no reply
from the reexgmination requester will be considered. 37 CFR 1.535.
The petent cumer must wubmit, on 8 separete paper, the nanes of the gLoIneys of
agents (maxioum of three) which the ouner desives to have printcd'on the reexamination
certificate. If no names &re submitted, nonc .11 appesr en the certificate.

2. [ ] The reguest for reexeminetion is DENIED

This decision is mot eppesleble. 35 U.5.C. 3(c). Mequester mgy seek geview by 8 petition to
the Comnissioner within one month fzom e meiling dete hereof. 37 CFR 1.515(c).

In due course, 8 sefund under 37 CFR 1.26(c) will be mede [ ] by Tressury check or [ ] oy
eredit ¢o Deposit hecount Wunber to the requester listed below unless notified
othezuise. 356 U.6.C. 303(c).

¢c: John Doe
12 Seemore Street
llew York, Mew York 10001

‘ (Requester's correspomdence address)

2200-33 Rev, 4, Oct. 1986



. s0/000016

A substantial new question of patentability affecting claims 1-4 of
United States patent number 4,444,444 to Smith is raised by the
request. .

The‘tQQueSt indicates the requester considers that claims 1-3 of

Smith are fully anticipated by the prior art patent document of

Berridge under 35 U.S.C. 102.

It is agreed that the consideration of the Berridge patent document
raises a substantial new guestion of patentability as to claims l1-3
of the Smith patent since the Berridge patent document is clearly

material to the examination of the claims of the Smith patent as

pointed out in the request.

The Swiss patent to Hotopp and the "American Machinist® prior art
Gocumente do not raise a substantial new guestion of

patentability as to claim 4 of the Smith patent and are not material
because these prior art documents are considered to be substantial
equivalents to the German patent numbetr 7777 of December 25, 1917 to
Hotopp and the "Popular Mechanics® magazine article of April 1, 1924
considered by the examiner during the initial prosecution of ‘the
application which resulted in the Smith patent. Claim 4 will,

however, be reexamined along with all the other claims in the Smith

atent.

Primary Examiner
Art Unit 125 &

Rev, 4, Oct. 1966 2200-34



grouh&s urged' by the requester.

Any prior art citations under $37 CFR¢ 1. 501 sub-

mitted--after- the -date of the -decision on the order
should be retained in & 'separate file. by the reexamina-
tion clerk and stored until the. reexamination proceed-
mg is terminated, at which time the prior art citation
is then entered of record on the patent file.

2247 Decision on Request for Reexamination
‘Denied [R-4]

The request for reexammatnou wzll be denied if a
substantiai new question of patentability is not found
based solely on patients or printed publications.

If the examiner concludes that no substantial new
question of patentability has been raised because prior
patents or printed publications are not material to the
examination of at least one claim (sece *PMPEP§

2200-35

, ‘mmnamw 01? PATENTS

“presented as o grou
- printed: publications; such as those based on'|
" or sale, ‘'or abandonment under 35 U.S.C. 102(c), the

o 2242)* hé mmmmer should mdxcatc why the clmms‘ c
.are clearly patentable in a manner similar to that used

indicage reasons for aliowance (MPEP§ 1302.14).
The ‘examner should also respond to the substance of

" each argument raised by the requester which is based

on patents or printed publications. If arguments are
i based on: prior. patents or
lic use

examiner should note that such grounds are improper
for reexamination and are not considered or. com-
mented upon. See 37 CFR 1.552(c). - ‘

A copy of any denied request and the decision
thereon are made part of the official patent file.

If the denial of the request is not overturned by a

: petition decision, a refund of *$$1,300.00¢ will be

made to the reguester under *$37 CFR¢ 1.26(c) after
the period for petition has expired.

Use From Paragraph 22.02 as the mtroductory
paragraph in a decision denying reexamination.

22.02 No New anoﬂ of Patentabilny ]
No substantiel Bew qwuon of patentabduy is msed by the re-

' ‘quest for reexamination and prior, art cited thesein for the reasons

set forth below.

Rev. 4, Oct, 1986



LI%E DATE

90/0@0016

r W:Llllc.m Dyre S ‘
2400 Jefferson Dav:Ls nghway
Arlington, Va. 22222

(Patent owner's corresgxondenc,e addre’ssj)

07/02/81 | PAT 10

m mixr

T f PAPER WUYFBER

. 125,

~DATE HAILED 0q/14/3]_

ORDER GRANTING / DENYING REQUEST FOR REEXAMINATION

has been considered.

The request for reexaminstion filed 07/02/81
Identification of the claims, the references rehed en md the rationale
supporting the determination are attached. e

Attachment(s): [ J PT0-B82 [ 1 PT0-1449

ORDER

[ 1 Other

1. [ ] The request for reexemination is GRANTED.
RESPOMSE TINES MRE SET T0 EYPIRE AS FOLLOUS:

For Patent Ouner's Ststement:

THO HOMTHS from the date hereof. 37 CFR 1.530(b).

For Requester's geply:

THO BONTHS from the date of service of any patent ouner's Statement. 37 CFR 1.535.

fiotes: If the patent cuner does not file g timely statement under 37 CFR 1.530(b). no reply
from the reexemingtion requester will be considered. 37 CFR 1.535.
The patent cuner aust Submit, on 6 seperate peper, the names of the atiorneys or
agents (maxisum of three) which the cuner desives to have printed on the reexaaination
certificate. If no names are submitted, none will sppear on the certificate.

2. [x] The request for reexemination is DENIED

This decisicn is not appealeble. 35 U.$.C. 303(c). Requester mey seek review by & petition <o
the Commissioner within ene month from the meiling date heveof. 37 CFR 1.515(c).
In due course, o Tefund under 37 CFR 1.26(c) will e nede [ by Tressury check oz [ ] oy

eredit to Deposit Account Wumber
othegwise. 35 U.5.C. 303(c).

John Doe
12 Seemore Street
Mew York, MY 100601

(Requester's correspondence address)

Rev. 4, Oct, 1986
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L 15No substant:al;

" CITATION OF PRIOR'ART AND REEXAMINATION OF PATENTS

' ew qdestzonyo .pa entabxlufyﬁxs :alsed by the

:ifrequest and ptxor azt‘c1ted thetexn for the reasons set fogtf‘below;fﬁj -

v'-The claxms of the Smxth patent for wh1ch reexam1nat1on is requested
defxne the blades to be no longet than 4 znches and the txps of the
blades to be curved The claims of the Smith patent also def;ne the'

dies to be grooved to allow their use for cr:mp:ng operatzons.

The prior art patent to Berridge is not material to the examination
of the claims of the Smith patent since the essential features of

the claims of the Smith patent referred to above are not present in

Berridge.

An evalustion of the prior art patent document to Berridge as outlined
in the request does nct appear to meet the terms of the Smith patent.
The cutting blades of Berridge are indicated as "being at least six
inches long® and the dies of Berridge have smooth, flat surfaces

used "to flatten bent washers®. There is no suggestion in Berridge
that the features claimed by Smith could be present therein and it
would not be obvious to a person of ordinary skill in the art to so
mocify the structure of Berridge. Since the Berridge prior art
patent does nct disclose a number of the essential features recited
in the Smith patent to which the reguest for reexamination is directed,
the Berridge patent igz not material to the patentability of the Smith
patent and no substantisl new guestion of patentability is raised in

view of the Berridge prior art patent ddcument, either taken alone

st

Primary Examiner
At Unit 125

2200-37 Rev. 4, Oct, 1986

or in combination with other known prior art documents.




37CFR Iszsmmofm mﬁrmmam‘

% E SRR ) e’

(c)ThetequeuermyseekrevwwbyapeuuontotheCommrs-

uowunderﬁll&lwuhmoumonthofthemhngdateofthe“:%:s

examiner’s determination refusing reexamination. Any such petition
muz*complywﬂhﬁllﬂ(b).lfnopeummnmelyﬁledonfme
decision on petition affirins thit no substantial new question of pat-
a:teb!htyhasbeenmsed,thedetermmwonshallbefmalandnon-

appeslable.
Processing of Petition under 37.CFR 1. 515(c)

Once the reque&t for reexamination has been _
denied, the reexamination file will be stored in the -

group central files to await a petition. If no petition is

filed within one (1) month, the file is forwarded to the -

Office of Finance for a refund. If a petition is filed, it

is forwarded to the office of the group director for -

decmon
The director’s review will be de novo. Each deci-
sion by the group director will conclude with the

paragraph:
“This decision is final and nonappealable. 37

CFR 1.515(c). No further communication on this

matter will be acknowledged or considered.”

If the petition is granted, §the decision of the group
director shouid include a sentence setting a two
month period for filing of a statement under 37 CFR
1.530.¢ the reexamination file will §thend be returned

to the supervisory primary examiner of the art unit
that will handle §the§ reexamination for consideration
of reassi to another examiner.

Reassignment will be the general rule and only in
exceptional circumstances where no other examiner is
available and capable to give a proper examination
will the case remain with the original examiner. If the
original determination is signed by the supervisory
primary examiner, the reexamination ordered by the
director will be assigned to a primary examiner.

The requester may seek review of a denial of a re-
quest for reexamination by petitioning the Commis-
sioner under 37 CFR¢ 1.515(c) and 1.181 within one
month of the mailing date of the decision denying the
request for reexamination. A request for an extension
of the time period to file a petition from the denial of
a request for reexamination can only be entertained
by filing a petition under 37 CFR 1.183 with appro-
priate fee to waive the time provisions of 37 CFR
1.515(c). No petition may be filed requesting review
of & decision granfing a request for reexamination
even if the decision grants the request for reasons
other than those advamced by requester or as to
claims other than those for which requester sought re-
examination. No right to review exists if reexamina.
tion is ordered in such a case because all claims will
be reexamined in view of all prior art during the reex-
amination under $37 CFR¢ 1.550.

After the time for petition has expired without a pe-
tition having been filed, or a petition has been filed
and the decision thereon affirms the denial of the re-
quest, & refund of $$1,300.00¢ of the P$1,770.00¢ fee
for requesting reexamination will be made to the re-

BRev. 4, Oct. 1966

v‘2249 Patent Owner’s Staeement :i”[R j

37 CFR 1530 Statement’ and amendment by patent owner. (s)
B :Exeeptu provided in §1.510(¢), no'statement Or ‘other response by

thé patent owner shall be fled prior to the determinations made in

- ¢ socordance: with -§§ 1.515 or 1.520. If .a. [premature - statement or
other response is filed by the patent owner it will not be scknowl-

edged or considered in making the determination.
(b} The order for resxamination will set a period of not less than
two mouths from the date of the order within which the patent

" ‘ovner may filé a statement on the new question of patentability in-

cluding any proposed amcndments the patent owner wishes to
make.. .

(c) Any statement ﬁled by the patent owner shall clearly point
out why the subject matter as claimed is not anticipated or ren-

* dered obvious by the prior art patents or printed publications,

either alone or in any reasonsble combinations. Any statement filed
must be served upon the reexsmination -réquester in accordance
with § 1.248.

(d) Any proposed amendments to the description and claims must
be made in accordance with § 1.121(f). No amendment may enlarge
the scope of the claims of the patent or introduce new matter. No
amended of new claims may be proposed for entry in an eapired
patent. Moreover, no amended or new claims will be incorporated
fnto the patent by certificate issued. after the expiration of the
patent.

(e) Although the Office actions will treat proposed amendments
as though they have been entered, the proposed amendments will
not be effective until the reexamination certificate is issued.

The patent owner has no right to file a statement
subsequent to the filing of the request but prior to the
order for reexamination. Any such premature state-
ment will not be acknowledged or considered by the
Office when making the decision on the request. See
PMPEP¢ 2225.

If reexamination is ordered, the decision will set a
period of not less than two months within which
period the patent owner may file a statement and any
narrowing amendments to the patent claims. If neces-
sary, an extension of time beyond the two months
may be requested under $37 CFR¢ 1.550(c) by the
patent owner. Such requests are decided by the group
directors.

Any statement filed must clearly point out why the
patent claims are believed to the patentable, consider-
ing the cited prior art patents or printed publications
alone or in any reasonable combination.

A copy of the statement must be served on the re-
quester, if the request was not filed by the patent
owner.

In the event the decision is made to reexamine, the
patent statute (*$3S U.S.C.¢ 304) provides that the
owner will have a period, not less than two months
(mipimum time), to file a statement directed to the
issue of patentability. Since the two month period is
the minimum provided by statute, first extensions may
be granted up to one (1) month based upon good and
sufficient reasons. Further extensions should be grant-
ed only in the most extraordinary situations e.g. death
or incapacitation of the representative or owner.

Lack of proof of service poses a problem especially
where the patent owner fails to indicate that he or she
has served the requester in the statement subsequent

220038




& anpplemental ‘papér-indicating: the: manner; and - date
of service on requester. If the patent owner cannat be
contacted, the Reexamination Clerk will then contact
the requester to verify that service has in fact’ ‘béen
made by the patent owiier and’ mdlcate ‘that' ackiiowl-
edgement of- proof ‘of service’ “should accompany ‘re-
qiiester’s ‘reply - (37 CFR 'L 248®Y D). I the ‘two
morith ‘period  for response under 37 CFR '1:530 has
expired and’ requesterhasnotbeenserved theputent
owner’s statement is considered inappropriate (37
CFR 1.248) and may be demed oonslderatlon, see
WHMPEP§ 2267. :

It should be noted that the penod for response by
requester for a reply under 37 CFR 1.535 is two
months from the owner's service date and not two
months from the date the patent owner’s statement
was received in the Patent and Trademerk Otﬁce.

2256 Amendment by Patent Owner . [P-4]
37 C’ER 112} quner of mqkmg nmendment:.

L] © 4 & ¢

(3 Proposed amendments presented in patents involved in rees-
amination ings must be presented in the form of a fuli copy
ofthetextof(l)enchclalmwlmhuamendedand&)mhpnm
graph of the description which is amended. Matter deleted from the
patent shall be placed between brackets and matter added shall be
undeslined. Copies of the printed claims from the patent may be
used with eny additions being indicated by carets and deleted mate-
tial being placed between brackets. Clainis must not be renumbered
and the numbering of the claims added for reexamination must
follow the number of the highest mumbered patent claim. Wo
amendment may enlarge the scope of the claims of the patent. Ko
new matter may be introduced into the patent.

Amendments to the patent may be filed by the
patent owner. Such amendments, however, may not
enlarge the scope of ***§a claimg of the patent or in-
troduce new matter. For handling of new matter see
*$MPEP§ 2270. Additional claims may also be added
by amendment without any fee. Any amendment pro-
posed will normally be entered and be considered to
be entered for purposes of prosecution before the
Office, however, the amendments do not become ef-
fective in the patent until the certificate under 35
U.8.C. 307 is issued.

No amendment will be permitted where the certifi-
cate issues after expiration of the patent. See “H37
CFR¢ 1.530 (d) and (e).

Amendment Entry—Amendments which comply
with 37 CFR 1.121(f) will be entered in the reexam-
ination file wrapper. An amendment will be given a
Paper Number and be designated by consecutive let-
ters of the alphabet (A, B, C, etc.). The amendment
will be entered by drawing a line in red ink through
the claim(s) or paragraph(s) cancelled or amended,
and the substituted copy being indicated by reference
letter.

220039

vertently Omltted from: the pjatent“(,wn“{ r A
it was, thé: patent:owner; should.be advise iwpwt)me. :

text of ithe: patent under: reexnmmauon

" CITATION OF PRIOR ART AND'REEXAMINATION OFBATENTS . =

_ Examples of proper claim amendment format are’

A cuttmg means havmg a handle portlon and a
blade portion.
2. Proper first amendment format T
A [cutting means] knife. havmg a bone handle
- portion‘and & notched blade. portion.
3. Proper second amendment format:
A [cutting means] kmt'e having a handle por-
tion and a serrated blade portion. -

~ Note that the “second’ ‘amenidment mcludes the
changes prcsented in the first amendment; i.e. [euttmg
means] knife, as well as the changes presented in the
second , amendment, ie. serrated "However, the term
notched which was presented in. the first amendment
and replaced by the term serrated in the second
amendment and the term bone which was presented
in the first amendment and deleted in the second
amendment are NOT shown in brackets, i.e. {notched]
and [bone], in the second amendment. This is because
the terms [notched] and [bone] would not be changes
from the current patent text and therefore are not
shown. In both the first and the second amendments,
the entire claim is presented with all the changes from
the current patent text.

No renumbering of patent claims is permitted.

*pNewg claims added during reexamination must
$be underlined and§ follow consecutively the number
of the highest numbered patent claim. $If a new claim
is amended during prosecution, any material which is
deleted will NOT appear in brackets because such de-
leted material would not be a change to the current
patent text. The deleted material would not appear in
any fashion. Further, the new claim as amended will
be COMPLETELY underlined as required by 37
CFR 1.121(f).¢ If the patent expires; during the ex
parte reexamination procedure and the patent claims
have been amended, the Office will hold the amend-
ments as being improper and all subsequent reexam-
ination will be on the basis of the unamended patent
claims. This procedure is necessary since no amend-
ments will be incorporated into the patent by certifi-
cate after the expiration of the patent. ‘

For entry of amendment in a merged proceeding
see *PMPEP§ 2283 and 2285,

pFor handling a depeadent claim in reexamination
proceedings see MPEP 2260.01.¢

Rev. 4, Oet. 1966
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mtobeANYchangemthcdmwmgﬁ;‘” o
drawing' formhsﬁeetchmgedmustbemhmnwd.
The change may NOT be'made on: the ongmal}patent

The new sheets of dmwmgs must be submltted and
approved prior to forwarding the reexammatxon file
to the Office of Publications for issuance of the certif-
icate. The new sheets of draw'.ngs should be entered
in the reexamination file.

2251 Reply by Reguester

37 CFR 1.535 Reply by reguester. A teply to the patent owner’s
gtatement under § 1.530 may be filed by the reexamination reguester
within two months from the date of service of the patent owner’s
statement. Any reply by the requester must be served upon the
petent owner in accordance with § 1.248, If the patent owner does
not file & statement under § 1.530, no reply or other submission
from the reexamination requester will be considered.

If the patent owner files 2 statement in a timely
manner, the requester is given a period of 2 months
from the date of service to reply. Since the statute
(Sectwn304)d1dmtprovmtlusasamxmmumtxme
period, there will be no extensions of time granted.

Thereplyneednotbchnntedtothexsmmmedm
the statement. The reply may include additional prior

art patents and printed publications and raise any issue
appropriate for reexamination.

If po statement is filed by the patent owner, no
reply is permitted from the requester.

A copy of any reply by the requester must be
served on the patent owner.

The requester is not permitted to file any further
papers after his or her reply to the patent owner’s
statement. Any further papers will not be acknowl-
edged or considered. The patent owner cannot file
papers on behalf of the requester and thereby circum-
vent the rules.

2252 Considevstion of Statement snd Reply
(R-4]

37 CFR 1.540 Consideration of responses. The failure to timely file
or segve the documents set forth in § 1.530 or in § 1.535 may result
in their being refused comideration. No submissions other than the
statement to § 1.530 end the reply by the requester pusso-
a5t to § 1.535 will be considered prior to examination.

Although *$27 CFR§ 1.540 would appear to be dis-
cretionary in stating that late responses “may resvlt in
their being refused consideration”, patent owners and
requesters can expect consideration to be refused if
the statement and/or reply is not timely filed. Section
1.540 restricts the pumber and kind of submissions to
be considered prior to examination to those expressly
provided for in *§37 CFR¢ 1.530 and 1.535. Untimely
submissions will ordinarily not be considered. Untime-
Iy submissions, other than untimely papers filed by
the patent owner after the period set for response,
will not be placed of record in the reexamination file,
but will be returned to the sender.
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mqwry should be’ made ot' thesender by: the Teexain-

ination clerk ‘as to whether sérvice was in:fact made.

Ifmwvmewasmadéthepapensphcedmthcre-

ireexammanon xs ordered, any submxsswns
ptopeﬂy ﬁ]ed and . served in accordance. with. ‘037

CFR§ 1.530 and1.535 will-be considered by the pri-

MAry. examiner when preparmg the first:Office action.
The examiner will be guided, in his or her .consider-
ation by the. provisions of *$37 CFR( 1210 with
respect. to any. proposed amendments by the patent
owner to the description and claims and by *$37
CFR¢ 1.530(c) regarding the patent owner’s state-
ment. . If the requester’s reply to the patent owner’s
statement raises issues not prevxously presented such
issues will be. treated by the examiner in an Office
action pursuant to ‘.37 CFR¢ 1.552(c), if not within
the scope of reexamination.
For handling of new' matter see ‘tMPEP‘ 2270.

2254{RCo]nduct of Reexaminatnon Proceedings
'\

35 US.C 305 Conduct of veexamination proceedings. After the
times for filing the statement and reply provided for by section 304
of this title have expired, reexamination will be conducted eccord-
ing w0 the procedures established for initial examination under the
provisions of sections 132 and 133 of this title. In any reexamination
proceeding under this chapter, the patent owner will be permiited
1o peopose any amendment to his petent and a new claim or claims
thezeto, in order to distinguish the invention as clasimed from the
prior art cited under the provisions of section 301 of this title, or in
response to a decision adverse to the petentiability of a claim of a
patent. No proposed amended or new claim enlarging the scope of
a claim of the patent will be permitted in a resxamination proceed-
ing under this chapter. All reexamination proceedings under this
section, including any appesl to the Board of $Patent§ Appeals
’md Imterferences¢ will be conducted with special dispatch within

the Office.

37 CFR 1.550 Conduct of Reexamination proceedings. (a) All reex-
amination proceedings, including sny appeals to the Board of
§Paient§ Appeals pand Interferences§, will be conducted with spe-
cial dispatch within the Office. After issuance of the reexamination
order and expiration of the time for submitting any responses there-
to, the examination will be conducted in accordance with §§ 1.104-
1.119 and will result in the issuance of a reexamination certificate
under € 1.570.

(5) The patent owser will be given at least 30 days to respond (o
any Office action. Such response may include further statements in
response (o any rejections and/or proposed amendments or new
claims to place the patent in & condition where all the claims, if
amended as proposed, would be patentable,

{¢) The time for *®*ftaking any action by a patent owner in a
reezamination proceedingg will be extended only for sufficient
cause, and for e ressonable time specified. Any request for such ex.
tengion must be filed on or before the day on which action by the
patent owner is due, but in no case will the mere filing of the re-
quest effect any extension,

¢d) If the patent owner fails to file & timely and appropriste re-
sponse to any Office action, the reexamination proceeding will be
werminated and the Commissioner will proceed to issue a certificate
under § 1.570 in sccordance with the last action of the Office.

{¢) The reexamination requester will be gent copies of Office ac-
tiony issued during the reexamination proceeding. Any docusment

220040




submitting anyresponsesthetetohaveexpued nofur-
ther active participation by a reezamination requester
mallawedandnothudpattymomwm > 8c-
knowledged or considered unless they are in sccord
ance with *$37 CFR¢ 1.510. The reexaminstion pro-
ceedings will be ex parte because this was the inten-
tion of the legislation. The patent owner cannot file
papers on behalf of the requester and thereby circum-
vent the intent of the legislation and the rules. Ex
parte proceedings also prevent exira proceedings and
reduce possible harassment of the patent owner. The
examination will be conducted im accordance with
*$37 CFR§ 1.104-1.119 (35 US.C. 132 and 133) and
mllrezultmthemsmceofamenmmﬁmmuﬁ
cate under *$37 CFR¢ 1.570. The shall be
conducted with special dispatch within the Office
pursuant to 35 U.S.C. 305, last sentence. A full search
will not be made routinely by the examiner. The reex-
amination requester will be sent copies of Office ac-
tions and the patent owner must serve responses on
the requester. Citations submitted in the patent file
prior to issuance of an order for reezaminstion will be
considered by the examiner during the reexamination.
Reexamination will proceed even if the order is re-
turned undelivered. The notice uader *$37 CFR4¢
i.11(c) is constructive notice and lack of response
from the patent owner will not delay reexamination.

2255 Who Reexamines [R-4}

The examination will ordinazily be conducted by
the same primary examiner in the examining groups
who made the decision on whether the reexamination
request should be granted. See *§MPEP§ 2236.

However, if a petition under 37 CFR 1.515(c) is
granted, the reexamination will sormally be conduct-
ed by another examiner, see *$MPEP§ 2248.

2256 Prior Art Patents and Printed Publications
Congldered by Examiner fm Reexaminstion
(R4}
The primary source of prior art will be the patents
and printed publications cited in the request.
The examiner must also consider patents and print-
ed publicstions
—~cited by & reexamination requester under P37
CFR§ 1.510

—cited in patent owner’s statement under “§37 CFR§
1.530 or a requester’s reply under “$37 CFR¢ 1.535
if they comply with *§37 CFR¢ 1.98

2200-41

Tbe:reeummmon 'ﬁle ust: mdlcate +which pnor
art patents arid° printed: pubhcattons ‘the ‘examiner: has
conndered durmg ex parte exammauon. :

2257 Listing of Prior Arf [R-4]

~The examiner’ must list on'a form PTO-892, if not
already listed on a form PTO-1449, all prior patents
or printed pubhcauons which have been properly

1. cited by the reexamination tequester in the request
under %37 CFR¢ 1.510,

2. cited by the patent owner in the statement under
*$37 CFR¢ l 530 if the citation complm with *§37
CFR¢ 1.98,

3. cited by the reexammatton requester in the reply
under *)37 CFR§ 1.535 if the citation complies
with %37 CFR¢ 1.98,and

4. cited by the patent owner under the duty of disclo-
sure requirements of *37 CFR§ 1.555 if the cita-
tion complies with %37 CFR¢ 1.98.

The examiner must also list on'a form PTO-892, if
not already listed on a form PTO-1449, all prior pat-
ents or printed publications which have been cited in
the decision on the request, or applied in making re-
Jections or cited as being pertinent during the reexam-
ination proceedings. Such prior patents or printed
publications may have come to the examiners’ atten-
tion because:

i they were of record in the patent file due to a prior
art submission under *$37 CFR¢ 1.501 which was
received prior to the date of the order,

2. they were of record in the patent file as result of
earlier examination proceedings, or

3. they were discovered by the examiner during a
prior art search.

In instances where the examiner considers but does
not wish to cite documents of record in the patent
file, notations should be made in the reexamination
file in the manner set forth in *pMPEP§ 717.05, items
BS, C1 and C2.

All citations listed on form PTO-892 and all cita-
tions not lined out on any form PTO-1449 will be
printed on the reexamination certificate under “Refer-
ences cited”.

2258 Scope of Reexamination [R-4]

37 CFR 1.552. Scope of reexamination in reexomingtion proceed-
Ings. (8} Puient claims will be reexamined on the basis of pateats or
printed publications.

(&) Amended or new claims presented during a reexaminstion
proceeding muel not enlarge the scope of the claims of the patent
and will be examined on the basis of petents or printed publications
end elso for complisnce with the requirements of 35 U.S.C. 112 and
the new matter prohibition of 35 U.S.C. 132,
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ings may onlybemade on the'b prior pate
or . printed publications.: Prior’ artrejéctions may be
based upon the following: portions :of35: U.S.C - 102:

“(a) . . . patented or deséiibed in ‘s Printed Publication in’ ‘o
a fote:gn country, bd'ore the mventlon thereof by me apphcant for
patent, or”

“b) the mvenuom was. patented or described in & printed publica-
tion in this or a foreign country moretbmoneyurpnorto
tbedneofthrapp!monforpatentmtheUnitedmor” ‘

“{d) the mvemm was ﬁrst patented or cauﬂed o be puented. or
wes the subject of an inventor's certificate, by the apphcant or his
fegal representatives or assigns in' a foreign country prior to the
date of the application for patent in this country oa an spplication
for patent or inventor's certificate filed more than twelve months
befose the filing of the application in the United States, or”.

“(e) the invention was described.in & patent granted on an. “appli-

fmpmtbymmhetﬁledmthevmwdmbeforethe
invention thereof by the spplicant for patent, or on an international
Wonbymbaw!w!nsfn!ﬁﬂedtberwmmsofpm
graphs (1), (2), and (4) of section 371(c) of this title before the in-
vention thereof by apﬂmtforpuem” R

Similarly, ”"substantxal new queauons of atent-
ability@¢ may also be made under 35 U.S.C. 103 whxch
are based on the above indicated portions of section
102.

sssyDyblic Law 98-622 enacted on November 8,
1984, changed a complex body of case law and
amended 35 U.S.C. 103 by adding a new sentence
which provides that subject matter developed by an-
other which qualifies as prior art only under subsec-
tions 102 (f) or (g) of 35 U.S.C. shall not preclude
patentability under 35 U.S.C. 103 provided the subject
matter and the claimed invention were commonly
owned at the time the invention was made. This
change overrules the practice under§ In re Bass, 177
USPQ 178, (CCPA, 1973) pwherein an earlier inven-
tion by a coemployee was treated as prior art under
§ 102(g) and possibly under § 102(f) with respect to a
later invention made by another employee of the same
organization. Accordingly, a substantial new question
of patentability may be found under 35 U.S.C. 102 (f)
or (g)/103 based oa the prior invention of another
desclosed in & patent or printed publication. See
Chapter 2100.¢

Rejectmwxlimtbebﬂsedonmatmmherthan
patents or printed publications, such as public use or
sale, inventorship, *§$35 U.S.C.¢ 101, fraud, etc. A re-
jection on prior public use or sale, insufficiency of dis-
closure, etc. cannot be made even if it relies upon a
prior patent or printed publication. Prior patents or
printed publications must be applied under an appro-
priate portion of *$35 U.S.C.¢ 102 and/or 103 when
making a rejection,

Rejections may be made in reexamination proceed-
ings based on intervening patents or printed publica-
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i Douple patentmg is normally proper for consadet—

dec!mnons as such,

tion . PSee Ex. parte. Obtaya, 227

tions. "fI‘he rejectnon in such
‘based on the affidavits or
t ‘must be based on the prior
patents or prmted publ catxons 1

QAnmsstons

- Admxsstons by the ‘patent owner as to’ matters af-
*fectmg paientabﬂnty may be utilized m a geexamma-

tlon pmoeedmg, see 37 CFR '1:106(c)..
The’ rules, 37 CFR 106(c), provnde that ‘admissions
by the patent ‘owner as to matters affectmg patentabnl-

ity may be utilized in"a reexamination proceeding.

The Supreme Court when dxscussmg 35 U.S.C. 103 in
Graham v. Jolin' Deere Co., 148 USPQ 459 (1966)

‘'stated, inter alia, “the scope and content of the prior
art are to be determined”. Accordingly, a proper

evaluation of the scope and content of the prior art in
determining obviousness would require a utilization of
any “admission” by ‘the patent owner whether such

“admission results from a patént or printed publication

or from some other source. Such admisison may be
used in detetmmmg whether a patent or printed publi-
cation raises a “substantial new question of patentabil-
lt)” in the determinatior under 37 CFR 1.515 An ad-
mission as to what is in the prior art is simply that, an
admission and requires no independent proof. While
the scope and content of the admission may some-
times have {o be determined, this can be done from
the record and from the paper file in the same manner
ac with patents and printed publications. To ignore an
admission by the patent owner, from any source, and
not use the admission as prior art in conjunction with
patents and printed publications in reexamination
would make it impossible for the examiner to proper-
ly determine the scope and content of the prior art as
required by Graham, supra.

The Board of Appeala upheld the use of an admis-
sion in a reexamination proceeding in Ex parte Seiko
Koko Kabushiki Kaisha, 225 USPQ 1260 (1984) and in
Ex parte Kimbell, 226 USPQ 688 (1985). In Seiko, the
Board relied on In re Nomiya, 184 USPQ 607 (CCPA
1975) holding an admission of prior art in the specifi-
cation of the patent undergoing reexamination is con-
ceded prior art which may be considered for any pur-
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" CITATION OF PRIOR ART:AND REEXAMINATION OF PATENTS .~

: 7 en
It is noted, however, that the Board
- Horton, 226 USPQ 697-(1985)" réversed- th v
holding that for an"admission”to form: someﬁm-‘ﬂl ‘of
.fthebamforapnormrejecuonmreem
proceedings, such-admission ‘must neceéssarily relate to
- paténts or printed: publications. The “Board: further
held that the admission, if any; in'the parent file relat-
- ed to public use and resoluticn of :thig issue 'is outside
the scope of reexamination. It is further noted that the
Board -in Ex parte Blackburn, . Appeal No. 587-96
(1985), Patent No. 4,154,382, refused to sustain & re-
pcﬂonbasedonadmmmncontaxmdmthcpatem
specification and the reexamination file. The Board
heldﬂleadmmonmthepatentspeclﬁcatwnmnm
prior art of the type permitted by 35 U.S.C. 301, i.e.,
a printed publication or patent. The Board held the
admission in the reexamination file to be drawn to
pubhc use or sale and outside the of reexamina-
tion. The Board held 37 CFR 1.106{c) must be inter-
pmtedasbmngthhrespecttoadmmonpeﬂmung
to patenm or printed publications. -

As noted in the above decisions, in reexamination
proceedings admissions can reside in the patent file
(made of record during the prosecution of the patent
application) or may be presented during the pendency
of the reexamination proceeding. With respect to ad-
missions residing in the patent file, the above deci-
sions appear to be in conflict. The Seiko and Kimbell
decisions permit the use of admissions contained in
the patent specifications as a basis for rejecting a
claim. Neither decision requires that the admission be
drawn to a patent or printed publication. The Horton
and Blackburn decisions, however, reject the use of
admissions contained in the patent file when the ad-
mission is not drawn to a patent or printed publica-
tion. In the absence of a definitive decision by the
Board or the courts, the examiner is authorized to uti-
fize admissions by the patent owner as to any matter
affecting patentability to determine the scope and
wmantafmepriorartinwnjmcﬁonwithpmenmor
printed publications which raises a substantial new
question of patentability for purposes of ordering re-
exmmnatmormapmrmrejwuonwhcthermh
admissions result from patents or prinited publications
or fmm some other source. Any prior art (e.g., on
sale, public use, etc.) established in the prior record or
in court may be used by the examiner in combinstion
with patents or printed publications in & reexamina.
tion proceeding.¢

Original patent claims will be examined only on the
basis of prior art patents or printed publications ap-
plied under the appropriate parts of 35 U.S.C. lﬂZnnd
103. See *HMPEP¢ 2217. §During reexamination,
claims are given the broadest reasonsable interpretation
consistent with the specification and limitations in the
specification are not read into the claims. In re Yama-
moto et al. 222 USPQ 934 (Fed. Cir. 1984). In a reex-
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vahdxty 35U.5.C: 282°his o application in’ recxamina-
tnon. In‘re ‘Etter, 225 USPQ 1 (Féd. Cir 1985) C

Where' some ‘of the ‘patent’ ciaims in ) patent bemg
reexammed have been the subject of 2 pnor Office or

“court decision, see ’QMPEPQ 2242 Where other pro-
‘ eeedmgs involving the patent are

copending with the
reexamination proceeding, see *pMPEP§ 2282-2286.
New clazms will be exammed on the basis of prior
art pateénts or printed publications and for compliance
with 35 U.S.C. 112 including the new ‘matter prohibi-
tions. Amended claims will be examined on the basis
of pnor art patents and pnnted publications . and for

,comphance with 35 U.S.C. 112, to the extent that the
'amendatory matter. raises an issue under 35 U.S.C.

112 o
The exammcr should be aware that nﬂw or amend-

"ed clgims are to be examined for compliance with 35

U.S.C. 112 and that consideration of 35 USC. 112
issues should be limited to the. amendatory (i.e., new
language) matter. For example, a claim which is
amended or. a new claim which is presented contain-
ing a limitation not found in the original patent ciaim
should be considered for compliance under 35 U.S.C.
112 only with respect to that limitation. To go further
would be inconsistent with the statute to the extent
that 35 U.S.C. 112 issues would be raised as to matter
in the original patent claim. Thus, a term in a patent
claim which the examiner might deem to be too broad

.cannot be considered as 100 broad in a new or amend-

ed claim unless the amendatory matter in the new or
amended claim creates the issue.

Although a request for reexamination may not
specify all claims as presenting a substantial new ques-
tion, each claim of the patent normally will be reex-
amined. The resulting reexamination certificate will
indicate the status of all of the patent claims and any
added patentable claims.

Restriction requirements cannot be made in a reex-
amination proceeding since no statutory basis exists
therefor, and no new or amended claims enlarging the
scope of a claim of the patent are permitted.

There are matters ancillary to reexamination which
are necessary and incident to patentability which will
be considered. Amendments may be made to the spec-
ification to correct, for example, an inadvertent failure
to claim foreign priority or the continuing status of
the patent relative to a parent application if such cor-
rection is necegsary to overcome a reference applied
against a8 claim of the patent. No renewal of previous-
ly made claims for foreign priority under 35 U.S.C.
119 or continuing status of the application under 35
U.8.C. 120, is necessary during reexamination. Cor-
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. &w patent owner.,: my, if: appropnate, seek . to. raise
thtsmuemanmtetfetenceproceedmgmanappro-
_priate reissue apphmtmn if such & reissue apphcatlon
“may be filed.

 Patent claims riot @ubject to reexammahon because
gdtf!elr prior. adjudmuon by a court should be identi-

§For haudlmg a depcndent clau'n in reexannnatlon
proceedings see MPEP 226001( All added clauns
will be examined.

Where grounds set forth in a prwr Oﬁ'tce or federal
court decision, which are not based on patents or
printed publications clearly raise questions as to the
claims, the examiner’s Office action should clearly
state that the claims have not been examined as to
those grounds not based on patents or printed publica-
tions stated in the prior decision. See )37 CFR¢
1.552(c). See In re Knighi, 217 USPQ 294 (Comr.
Pats, 1982). All claims under reexamination should,
however,bermmdonthcbwsofpmrpatents
and prmted publications.

If questions other than those indicated above (for
example, questions of patentability based on the public
use or sale, fraud, sbendonment under 35 U.S.C.
102(c), etc.) are discovered during a reexamination
proceeding, the existence of such questions will be
noted by the examiner in an Office action, in which
case the patent owner may desire to consider the ad-
visability of filing a reissue application to have such
questions comsidered and resolved. Such questions
could arise in a reexamination requester’s *$37 CFR¢
1.510 request or in a *$37 CFR§ 1.535 reply by the
requester. Note Form Paragraph 22.03.

22,03 [fssue Nos Within Scope of Reexamination

It is noted that an issue not within the scope of reexamination
proceedings has been raised. [1]. The issue will not be considered in
& reexamination proceeding. 37 CPR 1.552(c), While this issue is
not within the scope of reesamination, the patentee is advised that
it may be degirable (o comsider filing a reissue application provided
that the patentee believes one or more claims to be partially or
wholly inoperative or invalid based upon the issue.

Ezgminer Note:

1. In bracket 1, identify the issues,

2. This pamguph may be used either when the request for rexs.
mmmwwmmhupublwwmdc fraud, or
shandonment of the invention, or when questions are discovered
during & reexamination proceeding,

$Where a request for reexamination is filed on a
patent after a reissue patent for the same patent has
already issued, reexamination will be denied because
the patent on which the request for reexamination is
based has been surrendered. Should reexamination of
the reissued patent be desired, 8 new request for reex-
amination including and based on the specification
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..amination. gnd: ‘subsequent reexamination ‘where there
~has been s federal court: decision: onthe: merits as to
- the patent for which reexamination-is requested. Since
-claims ‘held :invalid- by. a_federal: court will ‘be with-
- drawn from consideration and-not:reexamined during
.a reexsminstion : proceeding; no - rejection’ on - the
-grounds of oollateral estoppel wnll be appropmte in
-reexamination. -

2260 OMce Actions [R-4]

ing the: etermmat:on on:a request for reex-

37 CFR 1.104 Nature of examnnatxon, examiner’s
action reads in part: ;
(a) On taking 6p . . . & patent in a reexsmination proceeding, the

| examiner shall make 8 thorough study thereof and shall mske a

thosough mvemgauon of the availsble prior art relating to the sub-

~jectn:i:tiernfftheclllmedmventxon.'l‘hcexammmonshallhecom

plete with respect both to compliance of the . . . patent under re-

- exainination with the npphcab!e stgtutes and ru!u and to the patent-

abﬂuyo{themvenuonuchmed.uwdlummrapectwmat

.- ters of foemm, vnless otherwise indicated. -

. AB)... .mthecascofareexammmonprocwdmg,boththe
patcnt owner end the requester, will be notified of the examiner’s
action. The ressons for any adveérse action or any objection or re-
qmremeat will be stited and such information or references will be
given as may be useful in siding the . . . patent owner, to judge the
propriety of continuing prosecution.

¢ L] ® [} @

It is intended that the examiner’s first ex parte
action on the merits be the primary action to establish
the issues which exist between the examiner and the
patent owner insofar as the patent is concerned. At
the time the first action is issued the patent owner has
already been permitted to file a statement and an
amendment pursuant to *$37 CFR¢ 1.530 and the re-
examination requester, if the requester is not the
patent owner, has been permitted to reply thereto
pursuant to *$37 CFR¢ 1.535. Thus, at this point, the
issues should be sufficiently focused to enable the ex-
aminer to make a definitive first ex parte action on the
merits which should clearly establish the issues which
exist between the examiner and the patent owner inso-
far as the patent is concerned. In view of the fact that
the examiner’s first action will clearly establish the
issues, the first action should include a statement cau-
tioning the patent owner that a complete response
should be made to the action since the next action is
expected to be & final rejection. The first action
should further caution the patent owner that the re-
quirements of 37 CFR 1.116(b) will be strictly en-
forced after final rejection and that any smendments
after final rejection must include “a showing of good
and sufficient reasons why they are necessary and
were not earlier presented” in order to be considered.
The language of Form Paregraph 22.04 is appropriate
for inclusion in the first Office action:
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"22.04 FapentahSubmme..m Rnpm’mdcmm 2:?_ 

( dependen claim should not be object-
.ed to or rejected merely because it depends on a re-
"Jected or cancelled claim.- No: reqmranmt should be
‘made for rewriting the dependent claim in independ-

‘ent form. ‘As the original patent claim numbers are -

not changed in a reexamination proceeding the con-
tent of the cancelled base claim would remain in the
printed patent and would be available to be read as a
part of the allowed dependent claim.

If 2 new claim (a claim other than a claim appear-
ing in the patent) has been cancelled in a reexamina-
tion proceeding, a claim which depends thereon
should be rejected as incomplete. If & new base claim
is rejected, a claim dependent thereon should be ob-
jected to if it is otherwise allowable and a require-
mentmadeforrewnﬂngthedependentclmmmmde-

pendent form.§¢
2261 Special Status For Actim [R-4]
35 U.S.C. 305. Conduct of reexamination proceedings.

All reezamination proceedings under this section, including any
appeal (o the Board of §Patent§ Appeals fand Interferencesd, will
be conducted with special dispatch within the Office.

In view of the requirement for “special dispatch”
reexaminaticn proceedings will be “special” through-
out their pendency in the Office. The examiner’s first
action on the merits should be completed within one
month of the filing date of the requester’s reply (“§37
CFR¢ 1.535), or within one month of the filing date of
the patent owner’s statement (*$37 CFR¢ 1.530) if
there is no requester other than the patent owner. If
no submissions are made under either *§37 CFR§
1.530 or 1.535 the first action on the merits should be
completed within one month of any due date for such
submission. Mailing of the first action should occur
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., involved in htxzauon :
=" 2262 - Form-end Content'

an} sfagitment and any reply thereto.
'tibn,proceedmgs or reissue applications, will

The examiner’s first Office action will be a state-
ment of the examiner’s position and should be so com-
plete that the second Office action ;can_-properly be
made a final action. See ‘bMPB 2271

All Office actions are' to ‘be ‘written or dlctated and

. then typed. The first Office action must be sufficiently
“detailed that the pertinency and ‘manner of applying

the cited prior art to the claims is clearly set forth
therein. If the examiner concludes in any Office
action that one or more of the claims are patentable
over the cited patents or printed publications, the ex-
aminer should indicate why the claim(s) is clearly pat-
entable in a _manner similar to that used to indicate
reasons for allowarce (.MPEP‘ 1302.14). If the
record is clear why the claim(s) is clearly patentable,
the examiner may refer to the particular portions of
the record which clearly establish the patentability of

... -the claim(s). The first action should-also: respond- to
. the substance of each argument raised by the patent
- owner and requester pursuant to *$37 CFR¢ 1.510,

1.530, and 1.535. If arguments are ‘presented which
are mappropnatc in. reexamination, they should be
treated in accordance with *§37 CFR¢ 1. 552(c) It is
especially important that the examiner’s action in re-
examination be thorough and complete in view of the
finality of a reexamination proceeding and the patent
owner’s inability to file a continuation proceeding.

Normally the title will not need to be changed
during reexamination. If a change of the title is neces-
sary, it should be done as early as possible in the pros-
ecution as a part of an Office Action. If all of the
claims are allowed and a Notice of Intent to Issue a
Reexamination Certificate has been or is to be mailed,
a change to the title of the invention by the examiner
may only be done by way of an Examiner’s Amend-
ment. Changing the title and merely initialling the
change is NOT perwiitted in reexamination.

A sample of a first Office action of reexamination
proceedings is set forth below:

Rev. §, Oet. 1986
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~ ‘Reexam Cont. No. 90/000016

c1a1ms 1-3 are not belhg reexamined in view of the decision in

A.B.C, COrg_ v.ESmlth in 1978, publxshed et 300 USPQ l'wh?x

Claim 4 &nd new claim' ‘6 are rejected as being unpatentable over '
Berridge in view of McGee inder 35 U.S.C. 103. Berridge: -
discloses a cutting tool' similar to that claimed by Smith, which
has pivotal handles with cutting blades and a pair of cutting
dies with flat faces being meqntedlon,and p:ojecting,at right
angles to the plane of the handles. McGee also discloses a
cuttlng tool havznq a pair of plvotal handles at one end and Wlth
jawe at ‘the opposxte end, and a pair of dxes w1th mating faces
designed for crimpzng pro;ecting from the Jaws of the pliers. To
provide the cutting tool of Berridge with dies for crimping as in
McGee in place of the flat die surfaces would have been obvious

to a person having ordinary skill in the art.

Claim 5 avoids the prior.patents end printed publications and is
patentable thereover. Claim § recites crimping dies in which the
grooves are alighed with the pivot axis of the handles. This

structure is not shown or taught in the prior art.

2200-47 Rev. 4, Oct. 1966
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_ Reexam. Cont. No. '90/000016

Newly added claim 6 also appears to involve a gquéstion -of
patentability based on_ the ground.of prior public.use raised.
in the above cited ,fzina:'lx;decisi’on'.»r ~-This issue is -not being -
resolved in the Patent ‘and Trademark Office in this reexami-
nation proceeding but may be resolved before the Office by

£iling a reissue application (37 CFR 1.552(c)).

The wass patent to Hotopp and "Amen.can Machmest" magazme
artzcle are made of record to show cuttm.ng toal devzces

similar to that cla:mea in the patent to Smith.

In order to ensure full consideration of any amendments,
affidavits, or declarations, or other documents as evidence

of patentability, such documents must be submitted in response
to this Office action. Submissions after the next Office
action, which is intended to be a final action, will be

governed by the strict requirements of 37 CFR 1.116, which

will be strictly enforced.

'UD-ZW

ec: Requester V. 0. Turaer
Primary Examiner

Art Unig 125
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CITATION OF PRIORART AND REEXAMINATION OF PATENTS 22630
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s 40l 106.
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2
dslelsfejil2a | /33 | weddetar | 140} 206
'°‘3!6 2l 512811 "6'/36 " Pauik et al 1 140] 105
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. e

FOREIGN PATENT DOCUMENTS

Py RYINENT
° BOCUMENT &0, DATE COUNTRY NAME €Lass | oo pes  [SHTS. ) BB
owe lepee,

-

AR LEERE

o

OTHER REFERENCES (Including Author, Title, Date, Pertinent Pages, Ete.)

U

€ % ASAIHT 6 GATE
V. B. Turner 08/20/81

‘ * A copy of this reference is not being furnished with this office sction,
{See Manus! of Patent Exarmining Procedure, section 707.05 (s).}

2200-49 Hev. 4, Oct. 1966



U.5. DEPARTUENT OF CORMERCE

Form PTO"’““ PaTENT anp\vmmmunn OFEE ) Nt
(REV. 8-83). - P - 4,444,444
Patent Owner = = T
INFORMATlO‘N D!SCLOSURE CITATlON : . Josegh Sm:.th

Teroue

e
Julv‘v 1977

(Use menl nheel: :l necesufv)

-{2.8. PATENT DOGWENT‘ L
arian®"| | pocomens wounen| oate. | T e
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TRANSLATION
GOCUHENT BUKBER DATYE GOYHTRY €LALS SUBCLASS T s
URA 8] 0]5/5]510-1918]  SWITZERLAND S I

GIHER DOCUMENTS (Including Author, Title, Date, Perunent Pages, Ete.)

“American Machinist” magazine, October 16, 1950 issue, page

Um 169 (copy located in class 72, subclass 409)

EnaummEn DATE CONSIDERED
[tucedt B TuRNER 14 1998

SERAMMNER: Onisiel (f elitasion gensidered, whether er net cliation ls (n confermance with MPEP 600; Drow lire dweugh citotien If mot
» conformonce end not considored. (anclude copy of this loem with aeut communiesation to eppllcent, ]
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.at-one: month. See *PMPEP§ 2286 pNote, however,

--thet this one-month policy :does:NOT:apply to:the
.- two-month period :for the: filing ‘of a’ statement under
- -37-CFR. 1.530, wh:ch two-momh penod 8. set by 35
USC. 3040

: thteareexammtmnptoceedmghasbeenstayed
because of a copending reissue application, and the re-
issue application is abandoned, all actions in the reex-
amination after the stay has been removed will set a
one month shortened statutory period unless a longer
period for response is clearly warranted by nature of
the examiner’s action, seec PMPEP§ 2285.

2264 Mailing of Office Actions

All forms will be structured so that the prmter can
be used to print the identifying information for the re-
examination file and the owner’s name and address—
usually the legal representative, and only the first
owner where there are multiple owners. The forms
granting or denying the request for reexamination will
bavetbereque@ter’smmeamdaddtessatthcbottom
left hand corner so as to provide the patent owner
with requester’s name and address. All actions will
have a courtesy copy mailed to the reguester by
typing “cc Requester” at the bottom of each action.

A transmittal form is used for each requester and
owner in addition to the one named on the top of the
Office action.

The transmittal form will be used as a master to
make a copy to be sent with the Office action to the
requester and any additional owner. The number of
transmittal form(s) provide a ready reference for the
anumber of copies to be made with each action and
allow use of the window envelopes.

When the requester is the patent owner, the reex-
amination clerk will indicate on the file wrapper: No
copies needed—Requester is Owner. A transmittal
form could also be placed inside the file with a similar
notation to alert typists, the examiner, any anyone else
taking part in the processing of the reexamination that
no additional copies are needed.

2265 Extension of Time [R-4]

The provisions of 37 CFR 1.136 (8) and (b) are
NOT applicable to reexamination proceedings under
any circumstances, Public Law 97-247 amended 35
U.S.C. 41 to authorize the Commissioner to charge
fees for extensions of time to take action in an “appli-
cation”. A reesamination proceeding does not involve
an “application”. 37 CFR 1.136 authorizes extensions
of the time period only in an application in which an
applicant must respond or take action. There is nei-
ther an “application”, nor an “applicant” involved in
a reesamination proceeding. Requests for an exstension
of time in a reexamination proceeding will be consid-
ered only after the decision to grant or deny reexam-

2200-51

];":Thngauon is-stayed-for purposes of :reexamination; in - :

i . S h !- ooy '- B L
-and’ will  be-'decided ' by ‘the group "director of “the

With the. exceptlon ‘ofian. automauc‘one month ex-

‘tensmn of time to take: further ‘action - which: will be

patent examining group conductmg the reexamination
proceeding. These requests ‘for an’ extensxon of time
will be gramed on]y for suffic cxent cause and must be

filed on” or before ‘the day on ‘which action by the
‘patent owner is due. In no case will mere filing of a

reqmt for extension of time automatically effect any
extension. Evaluation of whether sufficient cause has
been shown fuc an extension must be made in the con-
text of providing the vatent owner ‘with a fair oppor-
tunity to present ot argument agamst any attack on
the patent, and the requirement. of the statute (35
U.S.C. 305) that the proceedings, be conducted with
specxal dispatch. In no case, except in the after final
practice noted abovc, wdl the mere ﬁlmg of a request
effect any extension.

Any request for an extension of time in a8 reexam-
ination proceeding must fully state the reasons there-
for. All requests must be submitted in a separate paper
which will be forwarded to the group director for
action. A request for an extension of the time period
to file a petition from the denial of a request for reex-
amination can oaly be entertained by filing a petition
under 37 CFR 1.183 with appropriate fee to waive
the time provisions of 37 CFR 1.515(c). Since the re-
examination ezamination process is intended to be es-
sentially ex parte, the party requesting reexamination
can anticipate that requests for an extension of time to
file a petition under 37 CFR 1.515(c) will be granted
only in extmordmary situations. No extensions will be
permitted to the time for ﬁlmg a reply under “H37
CFR¢ 1.535 by the requester in view of the two
month statutory period.

Ex parte prosecution will be conducted by initially
setting either a one or a two month shortened period
for response, see *HMPEP¢ 2263. The patent owner
also will be given a two-month statutory period after
the order for reexamination to file a statement. 37
CFR 1.530(b). First requests for extensions of these
statutory time periods will be granted for sufficient
cause, and for a reasonable time specified—usually
one month. The reasons stated in the request will be
evaluated by the group director, and the requests will
be favorably considered where there is a factual ac-
counting of reasonably diligent behavior by all those
respongible for preparing a response within the statu-
tory time period. Second or subseguent requests for
extensions of time or requests for more than one
month will be granted only in extraordinary situa-
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fi o giine 30 submit it. The: grant of an extenswnofum in

X . 0, PrC
ings did not change ‘Oct.. l,,“..1982, and the automatxc
. extension of time- policy for response to a final rejec-
nonandmtedpracncearesullmeffectmreex-
' amination proceedings.
; 'Iheﬁhngofatnmelyﬁrstrwponsetoaﬁnalre;&-
tion having a shortened statutory period for response
is construed as including a request to ‘extend .the
shortened statutory period for an additional month,
which will be granted even if previous extensions
havebeengranted,butmnocasemay the period for
response exceed six months from the date of the final
action. Even if previous extensions have been granted,
the primary examiner is authorized to grant the re-
quest for extension of time which is implicit in the
ﬁhngofanmelyﬁrstreuponsetoaﬁnaltejecnon An
object of this practice is to obviate the necmty for
appeal merely to gain time to consider the examiner’s
position in reply to an amendment timely filed after
final rejection. Accordingly, the shortened statutory
penodfs’rewmetoaﬁnalrejectmtowhxcha
proposed response has been received will gmerally be
extended one month.

Normally, examiners will complete a response to an
amendment after final rejection within five days after
receipt thereof. In those rare situations where the ad-
visory action cannot be mailed in sufficient time for
the patent owner to consider the examiner’s position
with respect to the proposed tespome,before termina-
tion of the proceeding, the granting of additional time
to complete the response to the final rejection or to
take other appropriate action would be appropriate.
The advisory action form (PTOL-303) states that
“THE PERIOD FOR RESPONSE IS EXTENDED
TO RUN—MONTHS FROM THE DATE OF
THE FINAL REJECTION.” The blank before
“MONTHS” should be filled in with an integer (4, 5,
or 6); fractional months should not be indicated. In no
case can the period for reply to the final rejection be
extended to exceed six months from the mailing date
thereof.

Bxrengions oF Tie To SUBMIT AFFIDAVITS AFTER
Final REJECTION

Frequently, patent owners request an extension of
time, stating as & reason therefor that more time is
needed in which to submit an affidsvit. When such a
request is filed after final rejection, the granting of the
request for extension of time is without prejudice to
the right of the examiner to question why the affida-
vit is now necessary and why it was not earlier pre-
sented. If the patent owner’s showing is insufficient,
the examiner may deny entry of the affidavit, not-

Hev. 4, Oet. 1966

these circumstances serves :merely o keep-the pro-

- ceeding from: becoming terminated while allowing the
i patent-owner: the: oppomlmty to' present' the: affidavit
«.0f 10, take other: -appropriate ‘action. Moreover,: pros-
~ecution of the reexaminiation' to save it from: termina-
;- tion miust:include :such timely,’ ‘complete and proper
. action as required by-37 CFR1.113. The admission of
*: the affidavit for purposes:-other than allowance of the

claims, or the refusal to admit the affidavit, and any

- proceedings relative; thereto, shall not operatc to save
- the proceeding from termination. '

Implicit in the above practice is the fact that affida-

- vits submitted after final rejection’ are subject to the

same treatment as ‘aniendments submitted after final

rejection. In- re Affidavit Filed After Final Rejection,

152 USPQ 292, 1966 C.D. 53 §(Comr. Pats. 1966}

2266 Responses [R-4]

If the patent ownier fails to file a timely and appro-
pﬂate responsé to any Office action, the reexamina-
tion proceeding will be terminated and the Commis-
sioner will proceed to issue a reexamination certifi-
cate. The certificate wiil normally issue indicating the
status of the claims as indicated in the last Office
man )All rejected claims should be cancelled.¢

The patent owner may request reconsideration of
the position stated in the Office action, with or with-
out smendment to the claims. Any request for recon-
sideration must be in writing and must distinctly and
specifically point out the supposed errors in the exam-
iner's action. A general allegation that the claims
define a patentable invention without specifically
pointing out how the language of the claims patenta-
bly distinguishes them over the references is inad-
equate and is not in compliance with *§37 CFR¢
1.111(b).

Affidavits vnder 37 CFR 1.131 and 1.132 may be
utilized in a reexamination proceeding. Note, howev-
er, that an affidavit under “$37 CFR¢ 1.131 may not
be used to “swear back” of a reference patent if the
reference patent is claiming the same invention as the
patent undergoing reexamination. In such a situation
the patent owner may, if appropriste, seek to raise
this issue in an interference proceeding via an appro-
priate reissue application if such a reissue application
may be filed.

The certificate of mailing procedures (37 CFR 1.8
and 1.10) may be used to file any paper in a reexam-
ination proceeding.

2267 Handling of Inappropriste or Untimely
Filed Papers [R-4]

The applicable regulations (37 CFR 1.501(a),
1.550(e)) provide that certain types of correspondence
will not be considered or acknowledged unless timely
received. In every case, a decision is required as to
the type of paper and whether it is timely.

The return of inappropriate submissions complies
with the regulations that certain papers wiil not be

2200-52
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§ 1.501

§ 1.565(a)
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P, .
For example, the group director may want to locate tha' "Storagf-
File” in a central area in' the:gtoup as:with the reexpmination: clerk

bmmnons by tlurd 'parties. based solely on
prior art patents or ‘publications filed after the
- déte of the ordertoreexmnearenotemered

' into- thie ‘patent file but delayed: vatil’ the reex-
mmauon proeeedmgs lmve been - terminated.

Proper umely ﬁbd cltauom by tlurd pames are placed m the
“Putent File"

PN

2268 Peﬁﬁm for Emry of Late Papem [R-4]

Due to ‘the - “special ' dispatch” - -provision ' of :*§35
U S.C. 305§ it is necessary and appropriate that the
Office ‘adhere strictly to the time. limit: set ‘by- the
Rules. However, due to the fact’substantial property
nghts are involved in patents’ undergomg reexamina-
tion, the Office will consider, in appropriate circum-
stances, petitions to waive the rules pursuant to 37
CFR 1.183 where untlmely papers are filed subse-
quent to the order for reexamination (' *$37 CFR¢
1.525). Such petitions’ wﬂl be decided by the Assistant
Commissioner for Patents. - "Any. such petltxon miust
detail the speciﬁc circumstances necessntatmg the re-
qmt for waiver and provzde ‘evidence to’ _support the
request. Petitioners are cautioned that such petitions
will only be granted in extraordmary circumstances
where justice requires the granting of the relief
sought

Under ordmary cnrcumstanc&, the failure to timely
file a statement pursuant to *§37 CFR¢® 1.530 or a
reply pursuant to *§37 CFR¢ 1.535 would not consti-
tute adequate basis to justify a waiver of the rule re-
gardless of the reasons for the failure since no rights
are lost by the failure to file these documents. How-
ever, the failure to timely respond to an Office action
rejecting claims may, in *jrared circumstances, justify
waiver of the rules if the situation is “extraordinary”
and if “justice requires” the waiver since rights may
be lost by the failure to timely respond. $In this
regard see In re Sivertz, 227 USPQ 255 (Comr, Pats.
1985); In re Reck, 227 USPQ 488 (Comr. Pats. 1985);
In re Siveriz. 228 USPQ 617 (Comr. Pats. 1985); and
In re Bachler, 229 USPQ 553 (Comt. Pats. 1986).¢

2269 Reconsideration [R-4]

After response by the patent owner (37 CFR
1.111), the patent under reexamination will be recon-
sidered and the patent owner notified if claims are re-
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The person deslgnated as the recxammama clerk
will handle most of the initial clerical’ processing of
the reexamination file.

Amendments which comiply with 37 CFR 1.121(f)
will be entéred for purposes of reexamination in the
reexamination file wrapper. See HMPEP¢ 2234 and
2250 for manner of catsring amendments.

- For entry of amenc.nents in & merged reissue-reex-
amination proceeding, see PMPEP§ 2283 and 2285.

All amendments to the specification prior to final
wumwmbeenteredforpurpomofthereexamma
tion proceeding even though they do not have legal
effect until the certificate is issued. Any “new matter”
amendment will be required to be. canceled from: the
description and - claims containing new matter will be
ejected -under. 35. U.S.C. 112. A. “pew matter”
@mdmwthedmwmguordmrﬂymtentemd.
See *HMPEP§ 608.04, 608.04 (a) and (c).

277 Fha! Action  [R-4]

Before & final action is in order, a clear issue should
be developed between the examiner and the patent
owner. To bring the prosecution to a speedy conclu-
sion and at the same time deal justly with the patent
owner and the public, the examiner will twice pro-
vide the patent owner with such information and ref-
erences as may be useful in defining the position of
the Office as to unpatentability before the action is
made final. Initially, the decision ordering reexamina-
tion of the patent will contain an identification of the
new questions of patentsbility that the examiner con-
siders to be raised by the prior art considered. In ad-
dition, the first Office action will reflect the consider-

ation of any arguments and/or amendments contained
mthemqmt, the owner’s statement filed pursuant to
37 CFR 1.530, and any reply thereto by the requester,
and should fully apply all relevant grounds of rejec-
tion to the claims.

The statement which the patent owner may file
under 37 CFR 1.530 and the response to the first
Office action should completely respond to and/or
amend with a view to avoiding all outstanding
grounds of rejection.

It is intended that the second Office action in the
reexamination proceeding following the decision or-
dering recxamination will be made final in accordance
with the guidelines set forth in *PMPEP¢ 706.07(a).
The examiner should aot prematurely cut off the
prosecution with a patent owner who is seeking to
define the invention in claims that will offer the

Bov. 4, Oct. 1986

?may result in the ﬁnal cancellatmn of claims

patent and- that'the patent ‘6wiiér ‘does not have the
ngh: to: mew orfuonm_me the,,sproceedmgs by re&ng‘

sponaes by thespatent owner;: mciudm ea.rly prm»
tion:of evidence undesi37:CFR"1.131 or:1:132, wiii go
far: in: avoulmg such: probléms-and: reaching -a’ desifa:
ble early: termination: of the reexamination: proceeding:

0 makmg & final rejection; all outstanding grounds
of. rejection. of record should, be carefully. reviewed
and any grounds or.rejection. relied upon should be
reiterated. The grounds of rejection must (in the final
rejection) be clearly developed to such an extent that
the patent owner may readily judge the advnsabmty of
an appeal. However, where a single previous Office
action ‘contains a complete statement of a ground of
rejection, the final rejection may refer to such a state-
ment and also should include a rebuttal of any. argu-
ments raised in the patent owner’s response. The final
rejection’ letter should conclude with a statement that:
“The above rejection is ‘made Final *

As with all other Office correspondence on the
merits in a reexamination proceeding, the final Office
acﬁonmmtbesagnedbyapmmryexammer e

2272  After Final Practice [R-4]

It is intended that prosecution before the examiner
in a reexamination proceeding will be concluded with
the final action. Once & final rejection that is not pre-
mature has been entered in a reexamination proceed-
ing, the patent owner no longer has any right to unre-
stricted fusther prosecution. Consideration of amend-
ments submitted after final rejection will be governed
by the strict standards of 37 CFR 1.116. Bota the ex-
aminer and the patent owner should recognize that
substantial patent rights will be at issue with no op-
portunity for the patent owner to refile under 37 CFR
1.60 or 1.62 in order to continue prosecution. Accord-
ingly, both the examiner and the patent owner should
identify and develop all issues prior to the final Office
action, including the presentation of evidence under
37 CFR 1.131 and 1.132.

FINAL REJECTION—TIME FOR RESPONSE

The statutory period for response in a reexaming.
tion proceeding will normally be two (2) months. If 2
response to the final rejection is filed the period for
response typically will be extended to run 3 months
from the date of the final rejection in the advisory
action unless a previous extension of time has been
granted or the advisory action cennot be mailed in
sufficient time. See also *HMPEP§ 2265.

AcTion By ExaMinNgR

It should be kept in mind that s patent owner
cannot, as a matter of right, amend any finally reject-
ed claims, add new claims after a final rejection, or
reinstate previously canceled claims. A showing
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Theﬁrstpmposedamendmentaﬁerﬁnalacﬁonma
reexamination proceeding will be. given sufficient con-
sideraticn to determine whether it, places - all.. the
claims in condition where they are patentable and/or
whetherthemuesonappenlarereducedormmph-
fied. Unless the proposed amendment is entered in its
entirety, the examiner will bﬂeﬂy explam the reasons
for not entering a proposed amendment. For example,
Edwclmmsasamendedpreeentanewxssuerequmg
further consideration or search, the new issue should
be identified and ‘& brief explanation provided as to
why a new search or consideration’is necessary. The
petent owner should be potified if certain portions of

ﬂwamendmentw@dbeentcredrfasepamtepaper

was filed containing only such amendment.

Any second or subseqnent amendment after ﬁml‘

issues for appeal or puts a claim in obvious patentable

Since patents undergoing reexamination cannot
become sbandoned and cannot be refiled, and since
the huldmg of claims tmpatemable and canceled in a
certificate is absolutely final it is appropnate that the
examiner consider the feasibility of entering amend-
ments touching the merits after final rejection or after
appeal has been taken, where there is a showing why
the amendments are necessary and a suitable reason is
given why they were not earlier presented.

2273 Appesl in Reexaminstion [R-4]

35 USC 306 Appeal The patent owner involved in a reexami-
nstion proceeding uader this chapter may appeal under the provi-
gions of section 134 of this title, 2nd may seek court review under
the provisions of sections 141 to 145 of this title, with respect to
any decision adverse to the patentability of any original or pro-
poted amended or new claim of the petent.

A patent owner who is dissatisfied with the primary
examiner’s decisicn in the second or final rejection of
his or her claims may appeal to the Board of
“’Patent‘ Appeals *§and Interferencesd for review of
the rejection by filing a Notice of Appeal within the
required time. A Notice of Appeal must be signed by
the patent owner or his or her attorney or agent, and
be submitted along with the fee required by 37 CFR
1.1%¢e), (37 CFR 1.191(2)).

The period for filing the Notice of Appeal is the
period set for response in the last Office action which
is normally two (2) months. The timely filing of a first
response to a final re;ectron having a shortened statu-
tory period for response is construed as including a
request to extend the period for response an addition-

2200-55

Pﬁnse dom not- o8

Where the brief. is. not- filed, but. within: the penod
allowed for filing. the brief.an amendment is: presented
which. places. the claims. of the patent under reexami-
nation in & patentable: condition; the, amendment may.
be: entered. Amendments should not : be mcluded in
the appeal brief,

- The .time.. for ﬁlmg the appeal bnef is two (2)
months from the date of the appeal or alternatively,
within the time allowed for response to the actlon ap-
pealed from, if such time is later. - =

In"the event that the patent owner finds that he or
she is unable to file a brief within the time allowed by
the. rules, he: or she may file a petition without any
fee,. to. the. examining group; requesting additional
time (usually one month), and give: reasons for the re-
quest. The petition should be filed in duplicate ‘and
contain the -address  to. .which the response is to be
sent.. If sufficient cause-is shown and the petition is
filed prior to the expiration of the period sought to be
extended (37 CFR:1.192), the group director is au-
thorized to grant the extension for up to one month.
Requests. for extensions of time for more than one
month will also be decided by the group director, but
will not be granted, unless extrsordinary circum-
stances are involved, e.g., death or incapacitation of
the patent owner. The time extended is added to the
last calendar day of the original period, as opposed to
being added to the day it would have been due when
said last day is a Saturday, Sunday or Federal holi-
day.

Failure to ﬁle the brief within the permissible time
will result in dismissal of the appeal. The reexamina-
tion proceeding is then terminated and a certificate is
issued indicating the status of ibc ciaims at the time of
appeal.

A fee as set forth in 37 CFR 1.17(f) is required
when the appeal brief is filed for the first time in a
particular reexamination proceeding, 35 U.S.C. 4i(a).
37 CFR 1.192 provides that the appellant shall file a
brief of the authorities and arguments on which he or
she will rely to maintain his or her appeal, including a
concise explanation of the invention which should in-
clude a reference to the invention which should in-
clude a reference to the drawing by reference charac-
ters, and a copy of the claims involved. 37 CFR
1.192(a) requires the submission of three copies of the
appeal brief.

For the sake of convenience, the copy of the claims
involved should be double spaced.

The brief, as well as every other paper relating to
an appeal, should indicate the number of the examin-
ing group to which the reexamination is assigned and
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appeal cmes mwt be responswe 1o every:.ground ;of
rejecuon stated by the examiner. A reg": brief should
be filed in response to any new grounds ;s!ated in the
exammer S answer.

* ‘Where an appellant fails to respond by wWay of brief
or reply brief to-any" ground of rejection, and it ap-
pears that the failure is inadvertent, appeliant should
be notified by the examiner that he or she is allowed
one month to correct the defect by filing a supple-
mental brief. Where this procedure has not been fol-
lowed, the Board of $Patent¢ Appeals Ppand Interfer-
ences§ should remand the reexamination file to the ex-
aminer for complisnce. When the record clearly indi-
cates intentional failure to respond by brief to any
ground of rejection, for example, by failure to file a
supplemental brief within the one-month period al-
lowed for that purpose, the ezaminer should inform
the Board of §Patent§¢ Appeals pand Interferences of
szfactmhwmhetamwermdmerelyspecxfyme
claim affected.

Where the fzilure to respond by bnefappeustobe
intentional, the Board of $Patent§ Appeals gand Inter-
ferences§ may dismiss the appeal as to the claims in-
volved. Oral argument at a hearing will not remedy
such deficiency of & brief.

The mere filing of any paper whatever entitled as a
brief cannot necessarily be considered as compliance
with 37 CFR 1.192. The rule requires that the brief
must set forth the authoritics and srguments relied
upon, and to the extent that it fails to do so with re-
spect to any ground of rejection, the appeal as to that
ground may be dismissed.

It is essential that the Board of §Patent§ Appeals
fand Interferencesd should be provided with a brief
fully stating the position of the appellant with respect
to each issue involved in the appeal so that no search
of the record is required in order to determine that
position. The fact that appellant may consider a
ground to be clearly improper does not justify a fail-
ure on the part of the appellant to point out to the
Board the reasons for that view in the brief.

A distinction must be made between the lack of any
argument and the presentation of arguments which
carry no conviction. In the former case dismissal is in
order, $while in the latter case a decision on the
merits is made,§ slthoush: it may well be merely an
affirmance based on the grounds relied on by the ex-

Appellant must traverse every ground of rejection
set forth in the final rejection. Oral argument at the
hearing will not remedy such a deficiency in the brief,
Ignoring or acquiescing in any rejection, even one
based upon formal matters which could be cured by
subsequent amendments, will invite a dismissal of the
appesal. The reexamination proceedings are considered
terminated as of the date of the dismissal.
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- 4 appeli &
ﬁle & writteni request “for ‘such_heating’ accompamed
by the fee set forth m ‘Q37 CFRQ l 17(g) wrthm.cme

bWhere the appeal mvolvw patents under'gomg‘re-
éxamination, oral hearings are ‘opent to the public as
obwvers unlessm the appellant requests that the hear-
sons for such a request.¢

Section 1209 $of the MPEP‘ relates to oral hear-
ings in appeals in both patent appllcat:ons and patents
undergoing reexammatlon

2277 Board of mmm Appeals md Inta'fer-
eances Decision  [R-4]

Sectmns 1213 thmugh 121302 Qof the MPEP‘,

relate to:decisions of the Bomd of )Patentt Appeals

pand Interferences..
2278  Action Followmg Decision [R-4]

Sections 1214.01-1214.07 pof the MPEP¢ relate to
the handling of applications and patents undergoing
reexamination after the appeal has been concluded.

2279 Appeals to Courts [R-4) |

The normal appeal route provided to the United
States Court of Appeals for the Federal Circuit is
available to a patent owner not satisfied with the deci-
sion of the Board of pPatent§ Appeals pand Interfer-
encesd.

The normal remedy by civil action under 35 U.S.C.
145 is provided for the owner of a patent in a reexam-
ination proceeding.

sssdWhile the reexamination statutory provisions
do not provide ford participation by requester during
any court review B, a court has permitted intervention
in appropriate circumstances, see Reed v. Quigg, 230
USPQ 62 (D.C.D.C. 1986).¢

See also “PMPEP¢ 1216, 1216.01, and 1216.02.

2280 Duty of Disclosure in Reexamination Pro-
ceedings [R-4]

37 CFR 1.535 Duty of disclosure In reexamination proceedings. ()
A duty of candor and good faith toward the Patent and Tredemark
Office rests on the patent owner, on eech altorney or ageat who
represents the patent owner, and on every other individual who is
mﬁvely involved on behalf of the patent owner in & reexam.
ination proceeding. All such individuals who are aware, or become
aware, of patents or printed publications material to the reexamina.
tion which have not been previcusly mede of record in the patent
file suemt bring such patents or printed publications to the attention
of the Office. pAn information disclosure§ © © © statement, prefer-
ably in accordance with § 1.98, should be filed within (wo months
of the date of the order for reexamination, or as soon thereafter as
possible in order to bring such patents or printed publications to the
attention of the Office.
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a‘bﬂntymbehalfofthemawnﬂforthetmmmmpm-
ceeding or through 2 petent owner acting in his of her owa behalf.
Disclosure, to such an sttomney, sgens: or: patent . owner-shall satisfy

the duty of any, other individual. Such an. attoruey, .&gent oF patent:
owncrhunodutytottmwamumwhtchunmm«ldw;

the resxamination.

(c) The duties of candor, modfuth,mdduclosurerequuedm
pamgraph(a)ofthmmhvenotbeencomplwdwnhlfany
frand was practiced or atiempted on the Office or there was any

vnlmonoftlwdutyofdmmnrethmughbadfmthmgmssnegh-,
gmceby,oronbehau'af tbepwmtowmrmthereexannnnmn:

procesding. .
(d)merupombdnywcomph&memtht!mwcumtﬂtsumr
the individuals identified in paragraph (2) of this section and no.

evﬂmmwnﬂbemadc-memxmmtmnprmedmgbythe
Office s to compliance with this section. 'If ‘questions of compli-
ance with this section age discovered during s reexsmination pro-
ceeding, they will be noted as wmresolved questions in sccordance
with § 1.552(c).

The duty of disclosure in reexamination proceed-
ings applies to the petent owner; to each attorney or
agent who represents the patent owner, and to every
other individual who is substantmlly involved on
behalf of the patent owner. That duty is a continuing
obligation on all such individuals throughout the pro-
ceeding. The continuing obligations
amination proceeding is that any such individual who
is aware of or becomes aware of, patents or printed

ications which are material to the reexamination
which have not previously been made of record in
thcp&mtﬁkmmbnngmhpmmmpﬂmedpub-
lications to the attention of the Office.

Such individuals are stromgly encouraged to file
$information disclosure§ ® * * statements, preferably
in accordance with *$37 CFR¢ 1.98, within two
months of the date of the order to reexamine, or as
soon thereafter as possible, in order to bring the pat-
ents or printed publications to the attention of the
Office. pAn information disclosure statement filed
under 37 CFR 1.555 by the patent owner after the
ozder for reexamination and before the first action on
the merits may be submitted as past of the statement
under 37 CFR 1.530 or may be filed as a separate
paper. If the information disclosure statement is filed
wpartofaﬁtatementunduﬂcm 1.530., the sub-
mission may include a discussion of the patentabﬂxty
issues in the reexamination. If, however, the submis-
sion is filed as a ate paper, not part of & state-
ment under 37 CFR 1.530, the submission must be
limited to a listing of the prior art and an explanation
of its relevance. See 37 CFR 1.98. Any discussion of
the prior art relating to patentability issues in the re-
examination would be improper.§

Any individual submmtmﬂy involved in the re-
examination proceeding may satisfly his or her duty by
disclosing the information to the attorney or agent
having responsibility for the reexamination proceeding
or to a patent owner scting in his or her own behalf.
A patent owner may satisfy his or her duty by dis-
closing the information ¢o the attorney or agent
having responsibility for the reexamination proceed-
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CITATION OF PRIOR ART AND REEXAMINATION OF PATENTS

during the reex-

sure is. consxstent w:th the duty plaoed on patent ap-
plxcants by “$37 CFR¢ 1.56(a), with the exceptlon
that issues of fraud are not considered in reexamina-
tion ptoceedmgs Any such issues. dxscovered during a
reéxamination proceedmg will merely be noted as un-
rwolved questions under "’37 CFRQ 1. 552(0) :

'All such mdlvxduals who fail to comply w1th ‘937
CFR{ 1.555(a) do so at the risk of dtmxmshmg the
quality and reliability of the patent reexamination cer-
tificate issuing from the proceeding.

For the patent owner’s duty to dlsclose pnor or
concurrent proceedings in which the patent is or was
involved, see *MPEP§ 2282

ZZSI[R;Iﬁeniews In Reexamination Proceedmm

37 CFR 1 560 Intemews in reexammauan pmceedingr. (a) Inter-
views in reezamination proceedings pending before the Office be-
tween ezeminers and the owners of such patents or their sttorneys
or agents of record must be had in the Office at such times, within
Office houss, as the respective examiners may designste. Interviews
will not be permitied at any other time or place without the authog-
ity of the Commissioner. Interviews for the discussion of the pat-
entability of claims in patents involved in reexsmination proceed-
ings will not be had prior to the first official action thereon. Inter-
views should be arranged for in advance Requests that reeramina.
tion requesters participate in interviews with examiners will not be
granted.

(b) In every instance of an interview with an examiner, & com- |
plete written statement of the reasons presented at the interview as
warranting favorable action must be filed by the patent owner. An
interview does not remove the necessity for response to Office no-
tions as specified in § 1.111.

Only ex parte interviews between the examiner and
patent owner and/or the patent owner’s representa-
tive are permitted. Requests by reexamination request-
ers to participate in or to attend interviews will not be
granted.

Unless the Deputy Assistant Commissioner for Pat-
ents authorizes otherwise, interviews between examin-
er and the owners of patents undergoing reexamina-
tion or their attorneys or agents must be had in the
Office at such times, within Office hours, as the re-
spective examiners may designate.

Interviews for the discussion of the patentability of
claims in patents involved in reexamination proceed-
ings will not be had prior to the first official action
following the order for reexamination and any submis.
sions pursuant to *$37 CFR¢ 1.530 and § 1.535.

However, questions on purely procedural matters
may be answered by the examiner. Except for ques.
tions on strictly procedural matters, an examiner will
not conduct personal or telephone interviews with re-
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er is required. S
‘The exaiminer must complete the present two-sheet

carbon interleaf Interview Summary form PTOL-413
for each interview held where a matter of substance

has been discussed (See *pMPEP§ 713.04). The duph- '

cate copy of the form should be detached and given
to the patent owner at the conclusion of the inter-
view. The original should be made of record in the
reexamination file and a copy mailed to the requester.

The general procedure for conducting interviews
and recording same are described at "MPEP‘
713.01-713.04.

2282 Notification of Existence of Prior or Con-

current Proceedings and Decisions 'l‘hereon
[R-4]

37 CFR 1.565 Concurrent office proceedings. (g) In any reezaming-
tion proceeding before the Office, the petent owner shall call the
attention of the Office to any prior of comcurrent proceedings in
which the patent is or was involved such a8 interferences, reissue,
reexsminations, or litigation and the results of such proceedings.

' ¢ ¢ ] L4 @ ‘

It is important for the Office to be aware of any
prior or concurrent proceedings in which a patent un-
dergoing reexamination is or was involved, such as
interferences, reissues, reexaminations or litigations,
and any results of such proceedings. *§37 CFR¢
1.565(z) requires the patent owner to provide the
Office with information regarding the existence of any
such proceedings, and the results thereof, if known.
Ordinarily, no submissions of any kind by third par-
ties filed after the date of the order are placed in the
reexsmination or patent file while the reezamination
proceeding is pending. However, in order to ensure a
complete file, with updated status information regard-
ing prior or concurrent proceedings regarding the
patent under reexamination, the Office will accept at
any time copies of notices of suits and other proceed-
ings involving the patent and copies of decisions $or
pape;: filed in the court¢ from litigations or other
proceedings involving the patent from the parties in-
volved or third parties for placement in the patent
file. Persons making such submissions must limit the
submisei sns to the notification and not include further
arguments or information. Any proper submissions
will be promptly placed of record in the patent file.
See *PMPEP¢ 2286 for Office investigation for prior
or concurrent litigation.
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the wntten statement of the mtervww on the request-f

ination while a prior reexamination proceeding is still
pending, the decision on whether or not to combine
the proceedings will be made by the group director of
the examining group where the reexamination is pend-
ing. .No. decision:.on combmmg the - reexamination
should be made until such time as reexamination is ac-
tually ordered in the later filed request for reexamin-
ation.

Two situations are possible where a question as to
merger of reexammatxon proceedmgs is ralsed

Pkoczﬁnmcs MERGED

If a second request is filed. where the first certificate
will issue after 3 months from the filing of the second
request, the proceedings normally will be merged. In
this situation. the second request is decided based on
the original patent claims and if reexamination is or-
dered, the reexamination proceedings normally would
be merged. If the first certificate is in issue it will be
withdrawn from issue. The second reexamination pro-
ceeding will be merged with the first reexamination
proceeding and prosecution will continue after the
patent owner and second requester have been given
an opportunity to file a statement and reply, respec-
tively.

If the second request is based upon essentially the
same patents or publications as in the first request or
on patents or printed publications which raise essen-
tially the same issues as those raised in the first re-
quest, the examination of the merged proceeding will
continue at the point reached in the first reexamina-
tion proceeding. If, however, new patents or printed
publications are presented in the second reguest
which raise different questions than those raised in the
firs¢ request, then prosecution in the merged reexam-
ination proceeding will be reopened 10 the extent nec-
essary to fully treat the questions raised.

The patent owner will be provided with an oppor-
tunity to respond to any new rejection in a merged
reexamination proceeding prior to the action being
made final. See “PMPEP§ 2271. If the reexamination
proceedings are combined, a single certificate will be
issued based upon the combined proceedings, *$37
CFR¢ 1.565(c).

SUSPENSIONS

It may also be desirable in certain situations to sus-

pend a proceeding for a short and specified period of

time. For example, a suspension of a first reexamina-
tion proceeding may be issued to allow time for the
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If reexammatwn is ordered on & request for reexam-'




bethh the: exprmwmm:approval of the gmup‘dn‘-

rector. Suspensmwmnmbegrantedwhenmérlxs

anontstandmgOﬁiceacm e
o Mlsncnsafkmmmsmu

The followmg guidelines should be observed when
two reguests for teemtmn dn'ected to a smgle
patent have been filed. :

The second request (Request 2) should be processed
as quickly as possible and assigned to the same exam-
iner to which the first request (Request 1) is assigned.
Request 2 should be decided immediately without
waiiing the usual period. If Request 2 is denied, ex
parte prosecution of Request 1 should continue. If Re-
qwtlxsgmntedandmepr],, are merged,
combined prosecution should be carried out once the
patent owner’s statement and any. teply by the re-
quester have been received in Request 2.

H ex parte prosecution has not begun on Request 1,
it should be processed up to that point and then nor-
mally held uatil Request 2 is ready for ex parte action
following the statement amd reply or until Request 2
is denied. Request 2 should be determined on its own
merits without reference (o Request 1.

Tbedecwwnbythemduectotmergmgthere-
ezamination proceedings should include a requirement
that the patent owner maintsin identical claims in
both files. Any responses by the patent owner must
mmtofamgkrwpmw,ﬁdrwwdmbothﬁlw,
filed in duplicate each bearing an original signsture,
for entry in both files. Both files will be maintained as
separate complete files. :

Whenexpartepmeecutmxsappropnatemmetged
proceedings, a single combined examiner’s action will
be prepared. Each action will cross reference the two
proceedings. A separate action cover form for each
proceeding will be printed by the PALM printer for
each reexamination request control number. Each re-
quester will get a copy of the action with the appro-
priate cover form. The patent owner will get a copy
of each cover form and the body of the action.

When a “Notice Of Inteat To Issue A Recxamina-
tion Certificate” (NIRC) is appropriate, plural notices
will be printed. Both reexamination files will then be
processed. The group should prepere the file of the
concurrent proceedings in the manner specified in
“PMPEP§ 2287 before release to Office of Publica-
tions.

The above guidelines should be extended to those
situations where more than two requests are filed for
& single patent.

2200~59

| will not be merged If the cerﬁﬁcat " :
- amination proceedmg wﬂl issne-before the’ decision ‘on

the secow Tequest must be decided, the reexamination

than the: ongmal claims of the patent. Insuch’ ‘situa-
tions the proceedings will not be merged In NO case
should a decision on the second request be delayed
beyom:l its three month dewdhne :

FF.ES m MERGED PROCEEDINGS

' Where the proceedmgs have ‘been merged and a
paper is filed which. requires payment of a fee (e.g.,
petition fee, appeal fee, ‘brief fee, oral hearing fee),
only a single fee need be"paid.' For example, only one
fee need be paid for an appeal brief even though the
brief relates to merged multiple’ proceedmgs and a
cory myust be ﬁled for each ﬁle m the merged pro—
ceedmg

Pa'm'ms To MERGB MULTIPLE Comnmc
: REEXAMINATION PROCEEDINGS .

No petmon to merge muluple reexamination pro-
ceedings is necessary since the Office will generally,
sua sponte, make a decision as to whether or not it is
appropriate to merge the multiple reexamination pro-
ceedmgs If any petition to merge the proceedings is
filed prior to the determination (%937 CFR¢ 1.515)
and order to reezamine (*)37 CFR¢ 1.525) on the
second request, it will not be considered, but will be
returned to the party submitting the same by the ex-
amining group director. The decision returmng such a
premature petition will be made of record in both re-
examination files, but no copy of the petition will be
retained by the Office. See *pMPEP§ 2267.

While the patent owner can file a petition to merge
the proceedings at any time after the order to reexam-
ine (*$37 CFR¢ 1.525) on the second request, the
better practice would be to include any such petition
with the patent owner’s statement under *§37 CFR¢
1.530, in the event the examining group director has
not acted prior to that date to merge the multiple re-
examination proceedings. If the requester of any of
the multiple reexamination proceedings is not the
patent owner that party may petition to merge the
proceedings as a part of a reply pursuant to *)37
CFR¢ 1.535, in the event the examining group direc-
tor has not acted prior to that date to merge the mul-
tiple proceedings. A petition to merge the multiple
proceedings which is filed by a party other than the
patent owner or one of the requesters of the reexam-
ination, will not be considered, but will be returned to
that party by the examining group director as being
improper under *$37 CFR¢ 1.550(e).
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volvedmmtcrfm gsor'hugﬁm,araremue lppll-
uuonforthemmwﬁledorpendmg.thecommonersbdlde-
tetmmewhetherornouomytheteeummmm.mueormm-
ferwcepfoceed'mg L .

“"(e) If a petcnt in the process of reents
involved in an interference, the Commissioner
tion or the interference. The Commissioner will not consider a re-
quest to stay an interference unless & motion (§ 1.635) to stay the
interference has been presented to, and denied by, an examiner-in-
chief and the request is filed within ten (10} days of a decision by
mmmmwmnymgmemmfwzmymmhm
time as the exammer-m-cbmfmyscu

Thegeneralpolwyofthecﬁicewthatareexam
ination proceeding will not be delayed, or stayed, be-
cause of an interference or the possibility of an inter-
ference. The reasons for this policy are (1) the rels-
tively long period of time usually required for inter-
ferencesmd(Z)thereqmmentofSS U.S.C. 305 that
all reexaminiation proceedings be conducted with

ial dispatch” within the Office. In general, .the
Office will follow the practice ofmakmg the required
and necessary decisions in the reexamination proceed-
ing and, at the same time, proceed with the interfer-
ence to the extent desirable. Decisions in the interfer-
ence will take into consideration the status of the re-
examination and what is occurring therein. The deci-
sion as to what actions are taken in the interference
will, in general, be taken in accordance with normal
interference practice.

DATTEMPTING TO PROVOKE AN INTERFERENCE
WITHE®*® o PATENT INVOLVED IN A REEXAMINA-
TION PROCEEDING

An interference will not be declared between an ap-
plication and a patent which is involved in a reexam-
ination proceeding except upon gpecific authorization
from the Office of the Assistant Commissioner for
Patents. When an amendment **“jsecking to provoke
an interference with¢ a patent involved in a reezam-
ination proceeding is filed in 2 pending application,
the owner of the patent must be notified (see 37 CFR
s81.607(d}g The applicant must identify the patent
under reexamination ***$with which interference is
sought.§ The ***fcorresponding spplicationd claims
may be rejected on any applicable grmmd‘“ includ-
ing, if appropriste, the prior art cited in the reexam-
ination proceeding. Prosecution of the application
should continue as far as possible, but if the applica-
tion is placed in condition for allowance and still con-
tains claims which interfere with claims of the patent
under reexamination, further action om the application
should be suspended untii the certificate on the reex-
amination proceeding has been issued.
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WAL OF, PATBNT*W‘ macznma ST

ng . based. on..the. pnmcular fact smmtlon
However, no consideration . will. be: given.: .such +a
motion unless and until a reexammatlon order is
issued, nor will ‘suspension of the interference normal-
ly be permitted until after any * motions ¢ '* * have
been disposed of. PIf the motion is denied by the ex-
aminer-in-chief a requesi to stay the interference may
be made to the. Commxssmnzr under 37 CFR

1.565(e).4. - o
Rmum BY THE EXAMINER )Fon Acnom
" PURSUANT T0 37 CFR $1. 6414

Normally, examiriers should not “"have to alert
the examiner-in-chief for action under 37 CFR 1.641¢
while the reexamination proceedmg is pending but
should rely upon the parties of the interferénce to file
*2%ha notice under 37 CFR 1. 6600 ‘

RBQUET FOR R.EEXAMINAT!ON FILED "’QDURINGQ
INTBRFERENCE

In view ot' the provisions of ***)37 CFR¢§ 1.510(a),
“Any person may, at any time during the period of
enforceability of a patent” file a request for reezam-
ination. ***)The patent owner must notify the Board
under 37 CFR 1.660 within 10 days of receiving
notice that the request was filed.¢ Such requests for
reexamination will be processed in the normal
manner. No delay, or stay, of the reexamination will
occur because the requester is not a party to the inter-
ference. If the examiner orders reexamination pursc-
ant to *P37 CFR¢ 1.525 and subsequently rejects a
patent claim corresponding to a count in the interfer-
ence, the attention of the ***jexaminer-in-chief§ shall
be called thereto ***jand appropriate action may be
taken under § 1.641.¢

PeTITION TO STAY REEXAMINATION PROCEEDING
BECAUSE OF INTERFERENCE

Any petition to stay a reexamination proceeding,
because of an interference, which is filed prior to the
determination ($37 CFR§ 1.515) and order to reexam-
ine (*$37 CFR¢ 1.525) will not be considered, but will
be returned to the party submitting the same. The de-
cision returning such a premature petition will be
made of record in the reexemination file, but no copy
of the petition will be retained by the Office. A peti-
tion to stay the reexamination proceeding because of
the interference may be filed by the patent owner as a
part of the patent owner’s statement under *§37
CFR4¢ 1.530 or subsequent thereto. If a party to the
interference, other than the patent owner, is a request-
er of the reexamination, that party may petition to
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subsequent {0’ thc date ‘of the order. for reexammatxon[
will be referred to the Office of the Assistant’ Com-’
missioner for Patents for decision. “All declswns on,
the merits of petitions to stay a reexamination pro-
céeding because of an interference will be made in the

Ofﬁce of the Assistant Commxssxoner for Patents

Acnon N Inrmmeucn Fm.wwmc
REEXAMINATION '

If one or more claims of a patent which is involved
in an interference are cancelled or amended by the is-
suance of a reexamination certificate, **“pappropriate
action will be taken by theexammerm-chwfunder 37
CFR 1.641¢

Upon issuance of the reexammatxon cemﬁeate, the
Ment owner must notify the ‘“‘emmer—m-chwfc

ms Copending Reexamination snd Reissue
Proceedings [R-4]

37 CFR 1,568 Concurrent office proceedings.

& & [ L] L4

(d) If & reizssue application and a reexamination proceeding on
which an order pussusat to § 1.925 has been mailed are pending
concurrently on & petent, & decision will normally be made to
mezge the two proceedings or to sisy one of the (wo proceedings.
Where merger of a reissue application and 2 reexaminstion pro-
ceeding is ordered, the merged examinstion will be conducted in
accordance with §§ 1.171-1.179 snd the patent owner will be re-
qmredtoplacemdmmmmﬂwmclmmsmtbcrmueupphm
tion and the reexamination proceeding during the pendency of the
merged proceedmg. The examiner’s actions and any responses by
the patent owner in a merged proceeding will apply to both the re-
wmﬁmﬂmandﬁerumm%wpmceedmgmdbephym&l
ly entered into both files. Any reexamination proceeding merged
with a reigsue application shall be terminated by the grant of the
reissued patent.

’ L & [ @ % ‘

The general policy of the Office is that a reissue ap-
plication examination and a reexamination proceeding
will not be conducted separately at the same time as
to a particular patent. The reason for this policy is to
permit timely resolution of both proceedings to the
extent possible and to prevent inconsistent, and possi-
bly conflicting, amendments from being introduced
into the two proceedings on behalf of the patent
owner. Accordingly, if both a reissue application and
a reexamination proceeding are pending concurrently
on & patent, a decision will normally be made to
mesge the two proceedings or to stay one of the two
proceedings. The decision as to whether the proceed-
ings are to be merged, or which proceeding, if any, is

2200-61

the. patent pnmuant to 37 CFR L 525 Untll such tlme,
as reexamination is ordered ‘the examination of the re-
issue application will proceed A determination on the
request must not be delayed because of the existence
of & copending reissue apphcauon since 35 U.S.C. 304
and *$37 CFR¢ 1. 515 require a determination within
three moaths following the filing date of the request.
See *HMPEP§ 2241. If the decision on the request
denies reezamination(*pMPEP¢ 2247), the examina-
tion or the reissue applications should be continued. If
reexamination is ordercd (“OMPEP§ 2246), the reex-
amination file, the reissue application, and the patent
file shouM be delivered to the Office of the Assistant

mmissioner  for Patents promptly following the
mallmg of me decision ordering reexamination. The
delivery of the files to the Office of the Assistant
Commissioner should not be delayed awaiting the
filing of any statement under *$37 CFR¢ 1.530 and
any reply under *$37 CFR¢ 1.535.

If a reissue application is filed during the pendency
of a reexaminstion proceeding, the reexamination file,
the reissue application, and the patent file should be
delivered to the Office of the Assistant Commissioner
for Patents as promptly as possible after the reissue
application reaches the examining group.

The decision on whether or not the pra:zedings are
to be merged, or which proceeding, if any, is to be
stayed will generally be made as promptly as possible
after receipt of all of the files in the Office of the As-
sistant Commissioner for Patents. However, the deci-
sion on merging or staying the proceeding:s may in
certain situations be delayed until any submissions
under *$37 CFR§ 1.530 and *$37 CFR¢ 1.535 have
been filed. Until a decision is mailed merging the pro-
ceedings or staying one of the proceedings, the two
proceedings will continue and be conducted simulta-
neously, but separately.

The Office may in certain situations issue a certifi-
cate at the termination of a reexamination proceeding,
even if 8 copending reissue application or another re-
examination request has already been filed.

CONSIDERATIONS IN DeCIDING WHETHER To MERGE
THE PRoceEEDINGS OR WHETHER TO STAY A PRO-
CEEDING

The decision on whether to merge the proceedings
or stay a proceeding will be made on a case-by-case
basis based upon the status of the various proceedings
with due consideration being given to the finality of
the reexamination requested.
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determination .on the request :should- -pormally be de-
layed untxl after Ehefhrantmg of the texssue patent and

ongmal patent clalms Since' ‘the ‘réissue apphcatlonr"j
wotild nio longer be: pendmg, the ree:;ammanon would'

bepmc&ssedmanormalmnnner

Where a reissue patent has been issued, the detenm-f

nation on the request for reexamination should point
out to the requester and patent owner that the deter-
mination has been made on the claims of the reissue

patent and not on the claims of the original patent. If

a reissue patent issues on the patent under reexamina-
tion after reexamination is ordered the next action
from the examiner in the reexamination should point
out that further proceedings in the reexamination will
be based on the claims of the reissue patent and not
on the patent surrendered.

thdmg similar to the following may be u&ed in
the examiner’s Office action.

“In view of the surrender of original patent
and the granting of reissue patent number
which has been issued on _____, 19_,

all subsequent proceedings in this reexamination

will be based on the reissue patent claims.”

$Where the reissue patent has issued prior to the
filing of a request for reexamination of the parent
patent, see MPEP 2258.¢

2. Reissue pending, reexamination request filed.

Where a reissue patent will not be granted prior to
the expiration of the three month period for making
the determination, a decision will be made as to
whether the proceedings are to be merged or which
proceeding, if any, is to be stayed after an order to
reexamine has been issued. The general policy of the
Office is to merge the more narrow reexamination
proceeding with the broader reissue application exam-
ination whenever it is desirable to do so in the inter-
ests of expediting the conduct of both proceedings. In
making a decision on whether or not to merge the
two proceedings consideration will be given to the
status of the reissue application examination at the
time the order to reexamine the patent pursuant to 37
CFR 1.525 is mailed. For example, if examination of
the reissue application has not begun, or if & rejection
of the primary examiner has not been appealed to the
Board of §Patent@§ Appeals pand Interferences§ pursu-
ant to 37 CFR 1.191, it is likely that a merger of the
reissue application examination and the reexamination
proceeding will be ordered by the Office of the As-
sistant Commissioner for Patents. If, however, the re-
issue application is on appeal to the Board of Patent§
Appeals $pand Interferences§ or the courts that fact
would be considered in making a decision whether to
merge the proceedings or stay one of the proceedings.

Rev. 4, Oct, 1986

MANUAL OF PATEN"I‘ EXAMINM PRRE

l Ralssue about *‘to‘ it remimuahon request - Seed

i the reissue patent will' idsue’ beforé the determina> I
tion on the reexamination’ request must be:made; the

mat:on proceedmg wnll generally be,stayed untll the
reissué ‘application examination is complete on _the
issues then _pending. After completmn ‘of the examina-
tion on the issues then pendmg in theé reissue applica-
tion examination, the stay of the reexamination pro-
ceeding will be removed: and the proceedings either
merged or the reexamination proceeding will be con-
ducted separately - if the ; reissue application has
become abandoned. The reissue application examina-
tion will be reopened, if necessary, for merger of the
reexamination proceeding therewith. = -

If a stay of a reexamination proceeding has'been re-
moved following a. reissue application examination,
the first Office action will ' be given a shortened statu-
tory period for response of one month unless a longer
period for response clearly warranted by the nature of
the examiner’s action. The second Office action. will
normally be final and also have a one month period
for response. These shortened periods are considered
necessary to prevent undue delay in terminating the
proceedings and also to proceed with “special dig-
patch” in view of the earlier stay.

If the reissue application examination and the reex.
amination proceeding are merged, the issuance of the
reissue patent will also serve as the certificate under
*$37 CFR¢ 1.570 and the reissue patent will so indi-
cate.

3. Reexamination proceedings underway, reissue ape
plication filed.

When a reissue application is filed after a reexam-
ination proceeding has begun following an order
therefor, the reexamination, patent, and the reissue
files should be forwarded to the Office of the Assist-
ant Commissioner for Patents for consideration as to
whether or not to merge the proceedings or stay one
proceeding.

Where reexamination has already been ordered
prior to the filing of a reissue application, the follow-
ing factors may be considered in deciding whether to
merge the proceedings or stay one proceeding:

a. The status of the reexamination proceeding: For
example, has a statement and reply been received, a
first Office action been mailed, a final rejection been
given, or printing of certificate begun?

b. The nature and scope of the reissue application:
For example, are the issues presented in the proceed-
ing the same, overlapping, or completely separate;
and are the reissue claims broadening or related to
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the reissue: practice under. %37 CFR¢.. 1:121(e), see
‘DMPEP( 1455.. The . examiner, ; in - exammmg .the

merged . proceedmg, will apply.. the reissue. etatute,'
tnles,wdcaﬂelawtomemetgedprmedmg “This is.
appropriate in view of the fact that the statutory pro-.

visions for reissue applications and reissue application
examination include, inter alia, provisions. equivalent

to 35 U.S.C.. 305relaungtomeoonductofreexamma_

tion proceedings. :
In any merged reissue. applwatwn and reexamina-

tion proceeding the examiner’s actions will take the
formofaWacnonwhmhmﬂyapphwtobotb,

the reissue application and the reexamination proceed-
mg.'meectmmﬂcwﬁamwdenufymgdmforboth
the reissue application and the reexamination proceed-

ing and will be physically entered into both files,
wmtxw:ubemmnedaswpmateﬁk&Anyte--

sponses by the applicant/patent owner in such &
merged proceeding must consist of a single response,

filed in duplicate, for entry in both files and service of
copy must be made on the reexamination requester. A
copy of all Office actions will be mailed to the reex-
amination requester but not 1o any other third party.

If the applicant/patent owner in such a merged

proceeding fails to file a timely and appropriate re-
sponse to any Office actwn, the merged proceeding
will be terminated, the reissue application held aban-
doned, and the Commissioner will proceed to issue a
reexamination certificate under %§37 CFR¢ 1.570 in
accordance with the last action of the Office unless
further action is clearly needed in view of the differ-
ence in roles relating to reczamination and remsue
proceedings.

If the applicant/patent owner in such a merged
proceeding files an express sbandonment of the re-
fssue appimtwn pursuant o 37 CFR 1.138, the next
Office action of the examiner will accept the express
abandonment, dissolve the merged proceeding, and
continue the resxamination proceeding. Any grounds
of rejection which are not applicable under reexam-
ination should be withdrawn (e.g., based on public use
or sale) and any new grounds of rejection which are
applicsble under reexamination (e.g., improper broad-
ened claims) should be made by the examiner upon
dissolution of the merged proceeding. The existence
of any questions remaining which cannot be congid-
ered under reexamination following dissolution of the
merged proceeding would be noted by the examiner
as not being proper under reexemination pursuant to
37 CFR. 1.552(c).
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Amendments should be: snbm:tted;-m accordance w1th

e Office rwill. generally,{.;
mergelthe pl‘(k’&&dlﬂg&;

1. 515) and. m‘dm' 1o ;reexamme (‘037 CFR( 1. 525) it
will mot:be considered, :but;iwill:bereturned to - itie;
party subsmitting the same by-the exaiining: group di--
rector, regardless of whether the petition is filed in-
the reexamination proceeding, theireissue application,
or - both. - This! is né€cessary: to. prevent premature
papers relating to the reexemination proceeding from
being filed. The decision: returning such a: premature
petition will be'made of record in both the reexamina-
tion -file and the reissue application file, but no- copy
of the petition’ mllberetamedbythe()ﬁice See
*SMPEP§ 2267, &+

The patent owner bmayﬁ ﬁle a petmon tunder 37
CFR 1.182¢ to.merge the proceedings, or _stay one
proceedmg because of the, other,. at. Ptheg, time the
patent owner’s statement undet ".»37 CFRQ 1 530 bis

has not w:ted pnor to that date to’ merge the proceed-
ings or stay one of them. If the requester of the reex-
amination is not the patent cwner, that party may pe-
tition to merge the proceedings, or stay one proceed-
ing because of the other, as a part of a reply pursuant
to *H37 CFR‘ 1.535, in the event the Office has not
acted prior to that date to merge the proceedings or
stay one of them. A petition to merge the proceed-
ings, or stay one of them because of the other, which
is filed by a party other than the patent owner or the
requester of the reexamination will not be considered,
but will be returned to that party by the examining
group diréctor as being improper under *$37 CFR¢
1.550(e). :

All decisions on the merits or petitions to merge the
reissue app!xcatmn examination and the reexamination
proceeding, or to stay one proceedmg because of the
other, will be made in the Office of the Assistant
Commission for Patents. Such petitions to merge the
proceedings, or stay one of the proceedings because
of the other, which are filed by the patent owner or
the requester subsequent to the date of the order for
reexamination wiil be referred to the Office of the As-
sistant of Commissioner for Patents for decision.

FEES IN MERGED PROCEEDINGS

Where the proceedings have been merged and a
paper is filed which requires payment of a fee (e.g.,
petition fee, appeal fee, brief fee, oral hearing fee),
only a single fee need be paid. For example, only one
fee need be paid for an appeal brief even though the
brief relates to merged multiple proceedings and a
copy must be filed for each file in the merged pro-
ceeding.
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Office are jomtly respomble for the overall

sponmb;hty,

systexno»mswhenthe@ﬁiceandm&derﬂooumi'
act in harmony, it is-the: pahcy of 'the Office’ that it
will not “relitigate” in-a reexamination ‘proceeding an-

issue of patentability 'which liss been resolved by a

federal court on the merits after-a thorough ‘consider-
ation of the prior art called to'its attention in'an ad-
versary context. See In rePearneetal, 21‘USPQ466,

(Comir. Pat. 1981),

thlcumthepohdyoftheﬁfﬁoetowmharmo-'

ny with the federal courts, 35 U.S.C. 302 permits a re-
quest for reexamination to be filed “at any. time”.
Thus, requests for reexamination are frequently filed
where the patent for which reexamination is requested
is involved in concurrent litigation. The guidelines set
forth below will generally govern Office handling of
reexamination requests where there is concurrent lm~
gation in the federal courts.

CoURT OBDERED REEXAMINATION Pnocrmnmc OR
Lmamm STAYED FOR Rsmmmmon

Any request for reexamination which mdncatm that

ltwﬁ!edasaresultofamordcrbyacourtorthat
litigaticn is stayed for the filing of a reexamination re-
qmthﬂbetakmupbythcexamrmrfordecmon
mweeksaﬁertherequestwasﬁied. See‘tMPBP‘
2241, If reexamination is ordered, the examination fol-
lowing the statement by the patent owner under “$37
CFR¢@ 1.530 and the reply by the requester uader
*$37 CFR¢ 1.535 will be expedited to the extent pos-
sible. Office actions in these reexamination proceed-
ings will normally set a one month shortened statuto-
ry period for response rather tham the two months
usually set in reexamination proceedings. See
*HMPEP§ 2263. This one month period may be ex-
tended only upon a showing of sufficient cause. See
“YMPEP¢ 2265. See generally Raytek, Inc. v. Solfan
Systems Inc., 211 USPQ 405 (N. D. Cal., 1981); Dress-
er Industries, Inc. v. Ford Motor Co., et al, 211 USPQ
1114 (N. D., Texras, 1981); Digital Magnetic Systems,
Inc. v. Ansley, 213 USPQ 290 (W. D. Okla,, 1982);
sGould v. Control Laser Corp., 217 USPQ 985 (*$Fed.
Cir.¢ 1983); $The Toro Co. v. R.L. Nelson Corp., 223
USPQ 636 (C.D. 1. 1984); In re Vamco Machine and
Tool, Inc., 224 USPQ 617 (Fed. Cir. 1988); and Loff-
land Bros. Co. v. Mid-Western Energy Corp., 225
USPQ 886 (W.D. Okls 1985).¢

Feoeral Counrr Drcigion Known T0 EXAMINER
AT THE Tide THE DETERMINATION ON THE RE-
QUEST POR REBXAMINATION 15 MADE
If a federal court decision on the merits of a patent

is known to the examiner at the time the determina-

tion on the request for reexaminstion is made, the fol-
fowing guidelines will be followed by the examiner,
whether or not the person who filed the request was

a party to the litigation:
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tration of the. Wt-,W ‘In'view of that joint fe-

; aised i the request !
‘the fedéral’ oourt ‘and’ thé’
§ ‘resa i ’by the  court; - Withous
regard ‘eithér the' finality of - ‘the cotirt” decxsxon or/‘
whether the claims were held: valid ‘or invalid.”

-(3) Where the claims were all ‘held invalid by 4 fed-
eral court decision for ‘any' redson 1o substantlal new
questlon of patenitability will be fourid. - '

‘(4) Wlhiere claims have been held valid by the feder-
al court, reexamination will be ordered i vy the examin-
er if (a) additional prior art is relied on' which is noi
merely cumulative to that before the court; (b) the ad-
ditional prior art raises issues which were not re-
solved on the merits by the court; and (¢) the addi-
tional prior art is materml 10 the exammanon of at
least one claim.

- (5) Where the puent contams clmms in addmon to
those upon which the federal court ruled, reexamina-
tion will be ordered if (g) a substantial new question
of patentability as to those additional claims is present:
and (b) the same question was not resolved by the
court in it decision.

$(6) In making the determination on a request, a
consent judgment that claims are valid will be treated
as a decision on the merits insofar as the parties to the
litigation (or their proxy) are concerned. A consent
judgment of validity or invalidity has no effect as to
requests filed by a person not a party to the litiga-
tion§

(7) All determinations on requests for reexamination
which the examiner makes after a federal court deci-
sion must be approved by the examining group direc-
tor.

For a discussion of the policy in specific situations
where a federal court decision has been issued see
*$HYMPEP§ 2242.

REEXAMINATION WiTH CONCURRENT LITIGATION
BUT ORDERED PRIOR TO FEDERAL COURT DECISION

In view of the statutory mandate fo make the deter-
mination on the raquest within three months, the
Office realistically has no choice but to make the de-
termination on the request based on the record before
the examiner without awaiting a decision by the Fed-
eral court. It is not realistic to attempt to determine
what issues will be treated by the Federal court prior
to the court decision. Accordingly, the determination
on the request will be made without considering the
issues allegedly before the court. If reexamination is
ordered the reexamination will continue until the
Office becomes aware that a trial on the merits has
begun at which time the reexamination proceeding
normally will be stayed, sua sponte by the examining
group director unless a proper petition to stay has
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Fenem Coun'r Decrsxou Issmas Ap'n-:n'
REEXAMINATION ORDERED

Pursuant to 37 CFR 1. 565(3), the patent owneér in a

reexamination proceeding must promptly notify the
Office of any Federal court decision mvolvmg “the’

patent. Where the reexamination proceedmg iz cur-
rently stayed and the court decision issues, or the

Office becomes aware of a court decision relating to a’
pending reexamination proceeding, the order to reex-

amine is reviewed to see if a substantial new question
of patentability is still present. If no substemtial new
question of patentability is present the order to reex-

mmvmtedbytheemnnuggmupdmdmand

reexamination is terminated. See In re Hunmter, 213
USPQ 211 (Comyr. Pats. 1982); and In re Wichterle et
al, 213 USPQ 868 (Comr. Pats. 1982). ,

In makmg the review after the court dwmon the
examiner will follow the same guidelines set forth
above when making a determination after a court de-
cision. If the review reveals that only different non-
overlappitig issues are present, the reexamination pro-
ceeding will continue on the different nonoverlapping
issues and any previously ordered stay will be lifted
after the lower court’s decigsion. If the review reveals
that any of the different issues are, or may be, over-
lapping with the issues decided by the court, the reex-
amination proceeding will be stayed, sua sponte, by
the examining group director and any previously or-
dered stay will be coatinued until the court decision
becomes final.

Once the court decision is issved it is controlling. In
circumstances where vacating the order is not appro-
priate, claims not under consideration because of the
court decision will be indicated as having been with-
drawn from comsideration because of the court deci-
gion. Since claims held invalid will be withdrawn
from consideration and not reexamined during a reex-
amnination proceeding no rejection on the ground of
collateral esioppel will be eppropriate in reezaming-
tion.

$A consent judgment is treated as a “‘decision on
the merits” as to the parties of the litigation, and is
controlling as to all of the claims covered in the con-
sent judgment with regard to any prior art (before the
court or otherwise). If a consent judgment between
the patent owner and the reexamination requester
issues, the reexamination proceeding should be re-
viewed to determine whether a substantial new ques-
tion of patentability remains. If the consent judgment
covers all of the claims in the reexamination, notwith-
standing the prior art, the order to reezamine should
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dgment. Since a consent Judgment is on]y bind-
mg as to. the par_tl' "lmolved, it is not a “final resolu-,
tion of the matter as to ‘other’ members of the pubhc
or the Office. See Houston Atlas v. "Del Mar Sc:ennﬁc,
217 USPQ 1032, 1037 (N.D. ‘Tex. 1982) . ‘

A stipulated dxstmssal is not consndered tobe a “de-
cision on the ments” L

PeTITION To STAY REEXAM]NATION PROCEEDING
BECAUSE OF LIT!GATION '

Any petition to stay & reexamination proceedmg,
because of litigation, which is filed prior to the deter-
mination (*)37 CFR¢ 1.515) and order to reecxamine
(*$37. CFR{ 1.525) will not be considered, but will be
returned to the party submitting the same by the ex-
amining group director. The decision retummg such a
premature petition will be made of record in the reex-
amination file, but no copy of the petition will be re-
tained by the Office. See *PMPEP¢ 2267.

A petition punder 37 CFR 1.182¢ to stay the reex-
amination proceeding because of litigation may be
filed by the patent owner as a part of the patent
owner's statement under *$37 CFR¢§ 1.530 or subse-
quent thereto. If a party to the litigation, other than
the patent owner, is a requester of the reexamination,
that party may petition punder 37 CFR 1.182¢ to stay
the reexamination proceeding only if a reply pursuant
to %37 CFR¢ 1.535 is proper. Otherwise the request-
er may only notify the Office of the litigation pursu-
ant to *$37 CFR¢ 1. 565(a) and *PMPEP¢§ 2282. If the
other party to litigation is not the requester, any peti-
tion by that party is improper under *37 CFR§
1.550(e) and will not be considered. Any such im-
proper petitions will be returned to the party submit-
ting the same by the examining group director. Peti-
tions to stay, filed subsequent to the date of the order
for reexamination, will be referred to the Office of the
Assistant Commissioner for Patents for decizion. All
decisions on the merits of petitions to stay reexamina-
tion proceedings because of litigation will be made in
the Office of the Assistant Commissioner for Patents
on a case-by-case basis. If a timely petition to stay is
filed, the examiner should forward the reexamination
and patent files to the Office of the Assistant Commig-
sioner for Patents for consideration.
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ommncumenthngamtheaamm' pomiblefm-»
conducting:a reasonsble investigation for! evidence ‘gs:
to:whether:the: patent: for. which reexamination is re-:
‘litigation.- The in-:
of the reexamination:

quested hay' beenﬁr 9 i ‘yelve_d i
ﬁle the patent ﬁle, and the Imgatmn records: main-

tained in the law library including 1 the . htlgatxon eatd

files and Shepa.rd’s U.S. Citations. -

If the examiner dlscovexs, at any tzm :dunng the re-\. .

examination proceedmg, that there is lmganon or that

therchasbeenafedem!ccmtdecmononthepﬂent,:
the fact will be brought to the attention of the group

dn'ector prior to any furthct action by the examiner.
The | group director must approve any action taken by
the examiner in such circumstances.

FEDERAL COURT DECISION ,Com‘:ioumc N
REEXAMINATION PROCEEDING

Once a federal court has ruled upon the merits of a
patent and resxamination is still appropriate under the
guidelines set forth above, the federal court decision
will be considered controlling and will be followed as
to issues resolved on the merits by the coust. The re-
examination proceeding will be staved where appro-
pmt.unulthecourtdccmbecomﬁnal A con-
sent judgment is not controlling as to requests filed by
a person not a party to the litigation. §See Houston
Atlas, Tnc. et al v. Del Mar Scientific, Inc. et al, 217
USPQ 1032, 1037 (N.D. Tex. 1982).¢

meﬁolwm of Reezsmination Proceedings

Upon conclusion of the reexamination proceedings,
the examiner must complete a “Notice of Intent to
Issue a Reexamination Certificate and/or Examiner’s
Amendment” (WIRC) and prepare the reexamination
file so that the Office of Publications can prepare and
issue & certificate in accordance with 37 CFR 1.570
and 35 U.S.C. 307 seiting forth the results of the reex-
amination proceeding and the content of the patent
following the proceeding. Sce *$MPEP§ 2288.

$The rules do not provide for an amendment to be
filed in a reexamination proceeding after prosecution
has been closed. 37 CFR 1.312 does not apply in reex-
amination. Any amendment filed after prosecution has
been closed must be accompaned by a petition under
37 CFR 1.182 to have the amendment considered.¢

Normally the title will not need to be changed
during reexamination. If a change of the title is neces-
gary, it should be done as early as possible in the pros-
ecution as a part of an Office Action., If all of the
claims are allowed and a Notice of Intent to Issue A
Reexamination Certificate has been or is to be mailed,
a change to th.s title of the invention by the examiner
may only be done by way of an Examiner’s Amend-
ment. Changing the title and merely initialing the
change is not permitted in reexamination.

Hev. 4, Oet, 1966

“Search Notes”-“to'bé dure the filé wramaer'ls“filledf
in with the clssses and subclasses that were: -actually
searched and other areas: consulted.

- b, the “Claim No. For.0.G.” box-—-to be sure that a
representatwe claim wlnch has been reexamined is in-
dicated for publication in the Official Gazette. ..

c.. the “Drawing Fig. For $Certificate - and For¢
0.G.” box—t0 be sure that an appropriate drawing
figure is indicated for printing on the certiﬁcate cover
sheet and in the Official Gazette. .

d. the “Litigation Review” box—to be sure that the
Office is aware of prior or concurrent litigation.

e. Othe‘ face of the file—to be sure ﬂmt the neces-
sary data is included thereon.

f. the “Index of Claims” box—to be sure the status
of each claim is indicated and the ﬁnal claim numbers
are indicated.

The examiner must in all cases fill out a blue issue
slip form PTO—270 dor design issue slip form PTO-
328¢ and include the current international classifica-
tion P(except design patents)¢ and U.S. classification
for both the original classification and all cross refer-
ences.

If any new cross-references are added, the examiner
must order a copy of the patent ***by using form
PTO-14B and place the copy in the search file so that
the certificate may be attached thereto when it issues.

$If the patent owner desires the names of the attor-
neys or agents to be printed on the certificate, a sepa-
rate paper limited to this issue which lists the names
and poeitively states that they should be printed on
the certificate must be filed. A mere power of attor-
ney or change of address is not a request that the
name appear on the certificate.¢

If a §proper§ paper has been submitted by the
patent owner indicating the names of the attorneys
por agents§ to be published on the certificate, that
paper should be physically placed on top of the other
papers in the center of the reexamination file at the
cornclusion of the proceedings.

The examiner must also complete a checklist form
PTO-1516 for the reexamination file which will be
forwarded to the Office of Publications identifying:

a. Any amendments to the abstract and description

b. Any amendments to the drawings

¢. Any terminal disclaimer or dedication filed
during reexamination.

d. Any certificate(s) of correction to the patent.
e. The patentability of claim(s)——
is confirmed.
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‘ ) e
prevnously dtsclmmed

© LB Clmm(s)
dmclauned.

Clmm(s)

(are) cancelled.

Jj- Claim(s)

= (and)

clmm(s) to be prmted on cemﬁcate)
k. Claim(s) . (and) _ dcpendent
on anmﬂended ‘claim, is-(are)-determincd to be pat-

entable. (Note: to be used for claims which are not

amended. Amended claims must be listed in j above).

. New claim(s) . (and)} is (are)
added and determined to be patentable. (Note: these
claim(s) to be printed on certificate.)

m. Claim(s) (and) Wwas (wete)
not reexamined.
n. Other (identify <claims and status)

0. Any decision of the Patent and Trademark
Office, Federal court or other forum which may
affect the validity of the patent, but which have not
been considered during reexamination.

After the examiner has completed the review and
the reexamination and patent files have been turned
in, the reexamination clerk will complete the Reexam-
ination Clerk Checklist Form PTO-1517. The reex-
amination clerk will revise and update the files and
forward the reexamination file, the patent file, clean
copy of the patent, the Examiner Checklist-Reexam-
ination PTO-1516, and the Reexamination Clerk

Checklist PTO-1517 to the Office of Publications for

printing via the appropriate Office.

The clerk should check to see if any changes in es-
pecially:

a. the title,

b. the inventor,

c. the assignee,

d. the continuing data,

e. the foreign priority,

f. the address of the owier’s attormey, or

g. the reguester’s address
have been properly entered on the face of the reexam-
ination and patent files and iz the PALM data base,

zmml_guance of Reexamination Certificate

35 USC. 307. Certificate of patentability, unpatentability, and
claim cancellation (ay In a reexamination proceeding under this
chapter, when the time for appeal has espired or any appesl pro-
ceeding has terminated, the Commissioner will issue and publish a
certificate canceling eny claim of the patent finally determined to
be unpatentable, confirming any claim of the patent determined to
be patentable, and incorporating in the patent any proposed amend-
ed or new claim determined to be patentable,

[ ] [ @ ®

37 CFR 1.570. Issuance of reexamination certificate after veexam-
ination proceedings. (8) Upon the conclusion of reexamination pro-

2200-67

4 (are) deter.
mmedtobepatentableasamended (Nowthese

ination pcoceedmg has been qr‘de
duclmma ﬁied by lhe patent o“'mer w1ll be mad

(c) ’l‘he eemﬁwte w:llsbe mmled; on:the day of its date to the
pﬂeutowwattheudd:wsaspmwded.f m1§133(c) Acopy ofv‘
, : f

@ifa cerbﬁeate ‘has been issued whlch caricels all of the claims
of the petént, no fusther Office proccedmgs will be' conditcted With -
regard to that patent or any reissue applications or reexamination -
requests relating thereto. ...

(e) If the reexamination proceedmg is termmawd by the grant of
8 reissued patent as provided in.§ 1.565(d), the reissued patent will
constitute the reexamination certificate requu'ed by this section and
I US.C. 307,

() A notice of the issuance of each’ certxﬁcate under this section
will be published § in the Oﬁ'mal Gazeite on its date of i 1ssuance

Since abandonment is not possxble in a reexamina-
tion proceeding, a certificate will be issued at the con-
clusion of the proceeding in each patent in which a
reexamination proceeding. has been ordered under
$37 CFR¢§ 1.525 except where the reexammatxon has
been terminated. by the grant of a rexssue ‘patent on
the same patent.

PWhere the reexamination is termmated for a fail-
ure to timely respond to an Office Action, see MPEP
2266.¢

The certificate will set forth the results of the pro-
ceeding and the content of the patent following the
reexamination proceeding.

The certificate will:

a. cancel any claims determined to be unpatentable;

b. confirm any patent claims determined to be pat-
entable:

c. incorporate into the patent any amended or new
claims determined to be patentable;

d. make any changes in the description approved
during reexamination;

e. include any statutory disclaimer filed by the
patent owner;

f. refer to unamended claims held invalid on final
holding by another forum on grounds not based on
patents or printed publications;

g. refer to any patent claims not reexamined;

h. be mailed on the day of its date to the patent
owner at address provided for in § 1.33(c) and a copy
to the requester; and

I. refer to patent claims, dependent on amended
claims, determined to be patentable,

If a certificate issues which cancels all of the claims
of the patent, no further Office proceedings will be
conducted with regard to that patent or any reissue
application or reexamination request directed thereto.

iIf 2 reexamination proceeding is terminated by the
grant of a reissued patent as provided for in
§ 1.565(b), the reissued patent will constitute the reex-
amination certificate required by 35 U.S.C. 307 and
this section.

Rev. 4, Oct. 1986




errors and properprepatatnmm ‘order: to'issue & cer-

tificate. ‘A" patentablkty ‘review “will ‘be made 'in“a"
sample of reexamination cases by the Quahty Rev:ewf‘ :
Examiners. This review is an appropriate . vehiéle to

provide information on the nmfonmty of pracnce and
to belp identify problem areas. .

2290 Format of Certificate [R~4]

The reexamination certificate is formatted much the

same as the title page of current U.S. patents. The
certificate is titled “Reexamination Certificate™ and in-
cludes the patent number of the original patent pre-
ceded by the letter “B” and the number of the reex-
amination proceedmg of that patent. For example, “1”
for first reexamination certificate and “2” for the
second reexaminstion certificate. The letter designa-

uondmmgursheetheeemﬁcucmbemgareexamna_

tion certificate. Thus, a second reexamination certifi-
cate for the same patent would be desxgnated as “Bz”
followed by the patent number.

The certificate denotes the date the certificate was
issued at INID code [45] (see ®MPEP¢ 901.04). The
title, name of inventor, international and U.S. classifi-
cation, the abstract, and the list of prior art docu-
ments gppear at their respective INID code designa-
tions much the same as is presently done in utility pat-
ents.

The primary differences, other than as indicated
above are:

i. the filing date and number of the request is
preceded by “Reexamination Request”;

2. the patent for which the certification is now
issued is identified under the heading “Reexamina-
tion Certificate for”; and

3. the prior art documents cited at INID code
[56] will be only those which are part of the reex-
amination file and cited on forms PT0-1449 (and
have not been crossed out because they were not
considered) and PTO-892.

Finally, the certificate will specify the claims con-
firmed as patentable and those cancelled. Any new
claims will be printed and any amended claims will be
printed indicating the amendments thereto. Any prior
court decisions will be identified as well as the cita-
tion of the court decisions.

Rew. 4, Oct, 1966

claim followmg reexamination. i iy

“Additionaily, a- representative -claim- wxll be pub-,
lished along with an mdlcatton of any changes to the
specification or drawing:

2292 . Distribution of Certiﬁcate

A copy of the .reexamination ‘certificate should be
stapled to each copy: of the patent.in the search files.
A copy.of the certificate will also be made a part of
any: patent copies prepared: by. the Office. subsequent ‘
to the igsuance of the certificate.

A copy of the certificate will also be forwarded to
all depository libraries and to those foreign- offices
which have an exchange agreement w:th the U.S.
Patent and Trademark Office.

2293 Intervening Rights

35 US.C 307. Certificate of paremtability. unpatentability, and
claim carcellasion.

() Any proposed smendment or new claim determined to be
patenitable and incorporated into & patent following a reexamination
proceeding will have the same effect s that specified in section 252
of this title for reimued patents on the right of any person who
made, purchased, or used any thing patented by such proposed
amended or new clazim, or who made substantial preparation for the
same, prior 10 issuance of a certificate under the provisions of sub-
gection (a) of this section.

The situation of intervening rights resulting from
reexamination proceedings parallel those resulting
from reissue proceedings and the rights detailed in 35
U.S.C. 252 apply equally in reexamination and reissue
situations.

2294 Terminated Reexamingtion Files

Terminated reexamination files in which reexamina-
tion has been denied should be forwarded to the Files
Repository (Location Code 920) for storage with the
patent file.

The files sent to the Files Repository must have
either (1) a certificate date and number (i.e. a Reex-
amination Certificate has issued), or (2) the word
“Terminated” written in green ink on the face of the
file at the top between the word “Reexam” and the
patent number. The Reexam Clerk in each group
should make sure that an appropriate refund has been
made before the word “Terminated” is placed ou the
file, and the file is sent to the Files Repository.
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Appl. No.: 932 .

Filed: Jas. 9, 1970 )

m Us, Awlium Data |
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[51] ©© ' ABSTRACT

A cu'cmt Ior provxdmg machmmg pulse off-time

- control retponswe 0 gap. short_circuit. condition and

responsive to. gap open circuit condition. During the
aforessid short circuit conditicn, machmmg current is
redmd by i increasing machmmg pulse off-time. How-
éver, the pulse on-time is maintained constant and is
subm:nmllythewnensbeforetheoccurtemaf
either gap shor: circuit or open circuit condition.

——mllma(m—l
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'l‘HE PATEN‘!‘ s HEREBY Ausm AS
e DICATED BELOW . = ..
Mmer enchoul fa Geavy brackets med h tie
pateat, but bas been dileted snd it o longer & past of
&emmmuaphtdhmhmm
made to the pateat. . ‘

AS A RESULT OF REEXAMINATION. lT HAS

mwhmf;mmdmmuwmhfm
BTE Comparmg voltages end providing a signal output
BEEN D MNEDTHAT - to said pulser 60 increase pulse off-time for each of said
The patentability of Claims 1, § and 6 ilwmﬁrmed. s mmmmz}-ﬁmﬁr each gimolm
Clai smended Pa responsive to] a voltage

2, 3 and 4 are and determined to dtﬁmmmupmmveofmshoﬂ

be patentable. circuit condition.
2. In an apperatus. for machining a conductive ™ “ppy.ooiinaion set/forth in claim 33 In an
workpiece by passing machining power pulses be- o0 6 machining a conductive workpisce by pass-
tween a ool electrode and ssid workpiece scross a 20 mmﬁ@mmrpubabemawdekmvdednd
dielectric coolant fifled gap, 8 power supply, an elec- said workpiece across @ dielectric edolant filled gap, a
M‘m’“‘"‘:ﬁaﬁ“ﬁmﬁ :&?‘"‘” electrode and & pair °f power supply, an electronic switch having @ control elec-
" i trode and neipal electrod neipal
tively connected between said power supply aad_ “'d elec:lm mpnmue:t;d M&nngﬁm
gsp f?: gtowdmg Wﬁ:‘:ﬁ? %:::; polser mw; 25 supply and swid gap for providing power pulses thereto,
w v g;rcm‘“‘d & with dectwdem. puiser means aperatively conmected to the control elec:
switch for operating it with 8 predetermined trode of said switch for operating it with a predetermined
off time ratio for said pulses, wherein the improvement on-off time ratio, @ drive stage coupled between said
comprises means operatively connected 10 said 88D o 1oy gng ssid switch and operable in unison therewith
for sensing gap shost circuit condition, means fESpOR- o, ‘poreis the smprovement comprises @ reference voltage
sive to said condition and operatively connected be- ™ __._ 0 o gup vollage sensing network, means connected
tween said last-mentioned means and said pulser for between said metworks for comparing said voltages and
increasing the off-time of swid switch for esch of sald providing @ signal output to said pulser to increase pulse
pulses, but maintsining its on-time for each of said off-time but o hold pulse on-time constant reponsive to @
pulses constant, and for returning said pulser 0 88id oo o1o0 diperence thereberween representative of gap
predetermined ratio after removal of ssid comdition. ™ .. " . .o condition, wherein ssid reference voltage
3. In an apparstus for machining s mduct:,v: network is operatively connected to said drive stage
wmkpnccebypamngmctumngpowerﬂm . ing it in D} : .
tween a tool electrode and ssid workpiece scross a for keying it in th.
dielectric coolant filled gap, a power supply, sa elec- ¢ ¢ s s 0
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| CITATION OF PRIOR ART AND REEXAMINATION OF PATENTS

. AUGUST31982 .

kaliefencloud in heavy trackets £3 appeus in the paeembu Forms no part pf.lhis reexsmination specification: matier printed
S . © - im Halics indicetes additions made by reexamination

Bl 3,604,368 (11th). - . .

ELECTRICAL DISCHARGE MACHINING SHORT

CIRCUIT PRO'I’ECHO}::YS?YESTEM OF THE KEYED

Walter Lobur, Ciawsoa, Michigen, sssignor te Colt Indns-
tries Operating Corp., New Yeork, N.Y.

Reexamingtica Request Ne, 95/000,039, Jel. 27, 1981.
Eeexamination Certificate for Petent No. 3,614,268, issued
Oct. 19, 1971, Ser. Ne. 1,732, Jea. 9, 1970.

U.S. Ci. 21949 P Ent. CL.° B23P 1/02
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AS A RESULT OF REEXAMINATION, IT HAS
BEEN DETERMINED THAT:

The patentability of claims 1, 5 and 6 is confirmed.

Claims 2, 3 and 4 are amended and determined to be pat-
entable.

£. The method of electrical discharge machining com-
prising the steps of providing mschining power pulses of
8 predetermined on-off time duration scross s machining
gap, wherein the improvement comprises semsing for
short circuit condition of ssid gap. responsive (o said
condition, increasing the off-time of said pulses but main-
teining said on-time constant; and, subsequent to removal
of said condition, restoring the off-time of said pulses to
said predetermined time duration.

B1 4,616,395 (12¢h)

WIRE ELECTRODE FEED SYSTEM FOR
ELECTRICAL DISCHARGE MACHINING
reics Gperetint Corporation, Nom Yorgs Ny, " Lodus:

3 o s N.¥,
Reezaminztion Request No. 90/000,040, Jul. 29, 1961.
Reexamination Certificate for Patent Neo. 6,016,395, lssued
hge. 8, 1977, Ser, No, 532,200, Dec. 12, 1974.

0.8, CL 21965 W ine. CI.° B23P 1/08

AS A RESULT OF REEXAMINATION, IT HAS
BEEN OETERMINED THAT:

The patentability of claims 2-5 is confirmed.
Claim | is determined to be patentable as amended.

. In an efectrical discharge machining epparatus in-
cluding o machine tool having & head which provides

machihing of 2 workpiece by means of a conductive
electrode wire, the combination comprising:

supply reel for the wire mounted in a freely rotatable
manner on said machiae tool;

plurality of guide rollers for retaining and transpori-
ing sald wire in 8 continuous path to provide a
cutting movement refative to the workpiece;

pair of opposed roilers biased one toward the other,
one driven and the other driving, to provide a con-
stant and uniform pulling force on the wire to pro-
vide its continuous movement through said patg as
machining progresses;

means operably connected to said driven roller for
rocking it out of its juxtaposed position relative to
said driving roller to provide clearance therebetween
and silow for initial threading of the electrode wire;

said workpiece being mounted on a first table control-

lsbly movable in an X axial direction, said first table
being furiher mounted on & second table for con-
trolled movement in a8 Y axisl direction; and said
electrode wire being maintained in & precisely adjusi-
sble, vertical path by a pair of guide rollers, each of
s2id guide sollers having its axis of rotation orthog-
onal to the axis of rotation of the other, said guide
rollers further mounted at points spaced from the
upper and lower surfaces of said workpiece, respec-
tively, esch of seid lasi mentioned guide roflers being
adjustable and lockable in the axial direction to pro-
vide for edjustment to & precise degree of the verti-
cal path of said wire proximate to said workpiece
and each of sald last mentioned guide rollers having o
elrcumferential groove for reraining sald wire,

1021 0G 7
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