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Bty of Disclosure

3202001 Typical Issues Present in Original Applications

202002 Typical Issues Present in Reissue Applications

202003 Identification of Issues and Referral ¢n Office of Assistant
Commissioner for Patents

2021 Isitial Review ead Treatment by Office of Assistant Commis-
sloner for Patents

2021.01 Beferral of Decistons on Issues of Conduct Presented in
Protests

2021.02 Suspension of Action Because of Litigation

2021.03 Rewrmng Application to Group Director for Examina-

ion

2021.04 Reqmremems for Information

2022 Examinstion by the Exeminer After Return From the Office
of the Assistant Commissioner

2022.01 Esaminer Notation and Defesral of Additional Issues of
Fraud, $Inequitable Conduct,§ or Violation of the Duty
of Disclosure

2022.02 Claims and Application not Allowable Until Fraud, $in-
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solved

2000-1

2022 04 Apphcchon Abandoncd Durmg Prosecutwn Before Ex—

2022 05. Determmanon of "Error Wlthout any Decnptlve lnten—

2029 Exmmm n to Insues Rehﬁng to 37 CFR 1.56(c) _

2030 Exsmination o5 to iseues of “Fraud” cr. Viciation of the Duty
- of Disclogure .

2031 Reqmrmelt for Information

2031.01. Form. of Response .

2031.02 Time for Response

2032 Ovder to Show Cause

2032.01 Time for Response

2032.02 Effect of Failure to Respond

2033 Rejection Under 37 CFR 1.56(d)

2040 Striking and Rejecting Applications Under 37 CFR 1.56(c) and

1.56(d), Respectively
204001 Standard of Proof
2040.02 Collateral Estoppel

2048 Decigion Striking Application Under 37 CFR 1.86(c) or Refus-
ing Action Under 37 CFR 1.56(c)

2050 Decision Rejecting Application Under 37 CFR 1.56(d) or Re-
fusing Action Under 37 CFR 1.56(d)
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2033 Published Office Declsions Relsting to 37 CFR 1.56

This Chapter deals with the duties owed toward
the Patent and Trademark Office by the inventor and
every other individual who is substantively involved
in the preparation or prosecution of the application
and who is associated with the inventor or the inven-
tor’s assignee. These duties, of candor and good faith
and disclosure have been codified in 37 CFR 1.56, as
promulgated pursuant to carrying out the duties of
the Commissioner under Sections 6, 131 and 132 of
Title 35 of the United States Code.

Also covered is subsection (c) of § 1.56 mvolvmg
possible striking of an application where signed or
sworn to in blank, or without actual review by the
applicant, or where altered or partly filled in after
being signed or sworn to.

This Chapter treats rejecting by the Office under
8 1.56(d) of an application where it is established that
a “fraud” has been practiced or attempted to be prac-
ticed on the Office or where there has been any “vio-
lation of the duty of disclosure” through bad faith or
gross negligence. The standard of proof required to
establish “fraud” §, “inequitable conduct”§ or “viola-
tion of duty of disclosure” is treated in this chapter.
In addition, some aids to attorneys and agents for
helping ensure compliance with the duty of disclosure
are presented herein.
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The..application  of .§.1.5

done on a case by case basis. It is not posmble to set
hard-and- fast-policies which: cover every situation. It

is the intent of the Office to apply § 1.56 in a reasona-

ble and fair manner carefully welghmg the facts and, -
as “much 'as -possible, ‘the “intents ‘and- judgments of -
those bound by the duty of disclosure. Note In re
Stockebrand 197 USPQ 857 (Comr. “Pats. - “1978);
upheld in District Court for Mass; Digital Equipment

Corp. v. Parker, 206 USPQ 428 (1980); and later re-

versed by Court of Appeals for First Circuit, Digital
Equipment Corp. v. Diamond, 210 USPQ 521 (1981).
Also see Kansas Jack, Inc. v. Kuhn 219 USPQ 857
861 (Fed. Cir. 1983):

‘The fact fmder must evaluate all of the facts amd ctrcnmslanc& in
each case.”

And, Orthopedic Equipment Co V. AIl Orthopedlc
Appliances, 217 USPQ 1281, 1287 (Fed. Cir. 1983):

“A holding of fraud or mequltable conduct requn’a support in the
underlying facts.”
$The Court stated in J.P. Stevens & Co. v. Lex
Tex, Ltd., 223 USPQ 1089, 1094 (Fed. Cir. 1984),
“Materiality and intent are factu:al issues subject to
the clearly erroneous standard of review.”§

2001 Duty of Disclosure, Candor, and Good
Faith [R-3]

37 CFR § 1.56. Duty of disclosure; fraud; striking or rejection of ap-
plications,

(@) A duty of candor and good faith toward the Patent and
Trademark Office rests on the inventor, on each attorney or agent
who prepares or prosecutes the application and on every other indi-
vidual who is substantively involved in the preparatioa or prosecu-
tion of the application and who is associated with the inventor,
with the assignee or with anyone to whom there is an obligation to
assign the application. All such individuals have a duty to disclose
to the Office information they are aware of whick is material to the
examination of the application. Such information is material where
there is a substantial likelihood that a reasonable examiner would
consider it important in deciding whether to allow the application
to issue as a patent. The duty is commensurate with the degree of
involvement in the preparation or prosecution of the application.

(b) Disclosures pursuant to this section may be made to the
Office through an attorney or agent having responsibility for the
preparation or prosecution of the application or through an inven-
tor who is acting in his own behalf. Disclosure to such an attorney,
agent, or inventor shall satisfy the duty, with respect to the infor-
mation disclosed, of any other individual, Such an atiorney, agent,
or inventor has no duty to transmit information which is not mate-
rial to the examination of the application.

(c) Any application may be stricken from the files if:

(1) An oath or declaration pursuant to § 1.63 is signed in blank:

(2) An oath or declaration pussuant to § 1.63 is signed without
review thereof by the person making the oath or declaration;

(3) An oath or declaration pursuant to § 1.63 is signed without
review of the specification, including the claims, as required by
§ 1.63(b);

or
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‘allegatlons ralsmg possnble questlons of “fraud”, “i -v“ o
equltable conduct” ~ .

- . duty of disclosure was-violated :through. bad-faith-or gross: neglx‘i
- gence. The claims in an application shall bq~r9jected if upon exami-

(d) No patent will’ be gmnted on_ an’ application in connection
with which fraud on the Office was practiced or attempted or the

and convmcmg evidence (1) that: an:
tempted on the Office in connection with the; uppllcauon, o in.co
nection with any previous: application: upon:which: the: application:
relies, or (2) that there was any violation: of the duty. of disclosure:
through bed faith'or-gross:-negligence’in:connéction with' the appli- -
cation, or in connection-with any prevxous appheauon upon which® -
the application relies. L ey

(e) The examination ‘of an’ apphcatlon for’ complmnce wnh para- '
graph {d) 'of this'section ‘will normally be delsyed’ uritil such time as -
(1) all other matters are resolved, or (2) appellant’s reply brief pur-
suant to § 1.193(b) has been received and: the' application is-other-:
wise prepared for consideration by the Board of Appeals, at which
time the appeal will be suspended for examination pursuant to para-
graph (d) of this section. The: prosecution of:the application will be
reopened to the extent necessary to conduct the examinatics pursu-
ant to paragraph (d) of this section’including any appeal pursuant
to § 1.191. If an appeal has already been filed based on.a rejection
on other grounds, any further rejection. under this section shall be -
treated in accordance with §.1. 193(c)..

() Any member of the pubhc may seek to have an applbcanon ]
stricken from the files  pursuiant to ‘paragraph (¢) of this section by
filing a timely petition to’ strike tHe" apphcauon from the-files. Any -
such timely petition and egny sccompanying papers will be entered
in the application file if the petition and accompanying papers (1)
specifically identify the application to which . the: petition is direct-
ed, and (2) are either served upon the applicant in accordance with
§ 1.248, or filed with the Office in duplicate in the event service is
not possnble Any such petition filed by. an attorney or agent must
16be in compliance with § 1.346.

(g) A petition to strike an applxcatlon from the files submitted in
accordance with the second sentence of paragraph (f) of this sec-
tion will be considered by the Office. An acknowledgment of the
entry of such a petition in a reissue application file will be sent to
the member of the public filing the petition. A member of the
public filing such a' petition in an application for an original patent
will not receive any commiunications from the Office relating to the
petition, other than the return of a self-addressed postcard which
the member of the public may include with the petition in order to
receive an acknowledgement by the Office thai the petition has
been received. The Office will communicate with the applicant re-
garding any such petition entered in the application file and may
require the applicant to respond to the Office on matters raised by
the petition. The active participation of the member of the public
filing a petition pursuant to paragraph (f) of this section ends with
the filing of the petition and no further submission on behalf of the
petitioner will be acknowledged or considered unless such submis-
sion raises new issues which could not have been earlier presented,
and thereby constitutes a new petition.

(h) Any member of the public may seek to have the claims in an
application rejected pursuant to paragraph (d) of this section by
filing a timely protest in accordance with § 1.291. Any such protest
filed by an attorney or agent must be in compliance with § 1.346.

(i) The Office may require applicant to supply information pursu-
ant to paragraph (a) of this section in order for the Office to decids
any issues relating to paragraphs (c) and (d) of this section which
are raised by a petition or a protest, or are otherwise discovered by
the Office.

37 CFR 1.56 defines the duty to disclose informa-
tion to the Office and the criteria for rejecting an ap-
plication when that duty is violatzd.

Subsection 1.56(a) provides that a duty of candor
and good faith toward the Office rests on the inven-
tor, on each attorncy and agent who prepares or pros-
ecutes the application and on every other individual
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codification of the existing Ofﬁce pohcy and is con-
sistent: with the prevazlmg case: law m the fedcral
courts.

The Court. of Appwls in True Temper Corp v,

CF&I Steel Corp., 202 USPQ 412 419 (lé)th Cu
1979) noted :
“that the fact that it was only on March l 1977 with the amend-
ment of Patent Office Rule 56, that patent applicants were put
under an express obligation by rule to disclose material information,
is not dispositive as to plaintifi°s duties as an applicant before that
date. The amended rule mérely represented a-codification of exist-
tag case law on the obligation of applicants to disclose pertinent in-
formation or prior art, or face possible invalidation of the: patent
once issued. See Hazel-Atlas Gluss Co v. Heartford-Empire Co., 322
U.S. 238, 61 USPQ 241 (Sup. Ct. 1944); Admiral Corp. v. Zenith
Radio Corp., 296 F. 2d 708, 131'USPQ 456 (10th Cir. 1961)."

#In Driscoll v. Cebalo, 221 USPQ 745, 750-751
(Fed. Cir. 1984), the Court citing True Temper con-
cluded,

“the regulation [Section 1.56) essentially represents a codification of
the ‘clean hands’ maxim as applied to patent applicants.”

The Court noted in Argus Chemical Corp. v. Fibre
Glass-Evercoat Co. Inc., 225 USPQ 1100, 1102 (Fed.
Cir. 1985),

“In this appeal we lay to rest any further argument that in the past
the standard for disclosure of known prior art only required that a
reference which fully anticipated a patent, thereby destroying nov-

elty under 35 U.S.C. 102, was required to be disclosed to the PTO
under an applicant’s duty of candor.”¢

The Court of Appeals for the Federal Circuit stated
in Kansas Jack, Inc. v. Kuhn, 219 USPQ 857, 862
(1983), when evaluating conduct occurring from 1967
to 1971,

“Where one who knew, or should have known, that a piece of
prior art, or other information, would be material, i.e., important to
the PTO in making its decision, a failure to disclose that art or in-
formation can be sufficient proof that a wrongful intent existed to
mislead the PTO, and may result in a finding of what has come to
be called fraud on the PTO.”

See also U.S. Industries, Inc. v. Norton Co., 210
UsSrQ 94, 108, 110 (N.D. New York 1980); USM
Corp. v. SPS Technologies, Inc., 211 USPQ 130, 131
(N.D. Hlinois, E. Div. 1981).

The Court in Norton v. Curtiss, 433 F.2d 779, 167
USPQ 532, 544 (C.C.P.A. 1970) stated that

“{tjhe ex parte prosecution and examinaticn of a patent application
must not be considered as an adversary proceeding and should not
be fimited to the standards required in inter partes proceedings.”
Thus, the “highest degree of candor and good faith”
is required of those participating in proceedings
before the Office: Kingsland v. Dorsey, 338 U.S. 318,
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o pmpme of therule- changm. n-1977; promul-
gated in the Federal Register Notice, 42 Fed. Reg
5588: (Ja.n. 28 1977), 955 O'G 1054 (Feb 22 1977),
was T sl v H ) o
"to lmprove the quahty and rehablllty ot' xssued patents woo

The pnmary purpose of. many of the provisions of the
rules is to place prior art before the Patent and Trade-
mark Office for evaluation. This ‘was the prmcnpal
focus of the -now cancelled reissue provisions in
§ 1.175(a)(4), the protest provnsxon in § 1.291, the duty
of disclosure requ.urements in § 1.56, and the prior art
statement provisions in §§ 1.97-1.99. Most patents that
are invalidated by the courts are invalidated on the
basis of prior art that was not before the Office
during examination; see Koemg, “Patent Invahdlty—
A Stat:stlcal and Substantlve Analysxs," Clark Board-
man .Co., Ltd. (1976), Section . 5.05(4).. The presump-
tion of validity is generally strong when prior art is
before the Office, and weak when it is not; for exam-
ple, see Bolkcom v. Carborundum Co., 523 F.2d 492,
498, 187 USPQ 466, 471, 472 (6th Cir. 1975); and
John Deere Co. of Kansas City v. Graham. 333 F.2d
529, 530, 142 USPQ 243,244-245 (8th Cir. 1964), af-
firmed 383 U.S. 1, 148 USPQ 459 (1966).

Under § 1:175(a)(4) practice, the Board of $Patent§
Appeals pand Interferences¢ would, where reissue ap-
plicant appealed 2n adverse decision by an Examiner
on patentability of the claims as patented, render an
advisory opinion as to the propriety of the examiner’s
rejections. The C.C.P.A. has, however, refused to
review the Board's advisory opinions citing lack of
jurisdiction by the C.C.P.A. to entertain such appeals:
In re Dien, 214 USPQ 10, 14 (1982); In re Bose, 215
USPQ 1, 4 (1982).

1982 RULE CHANGES

The rule changes in 1982, promulgated in the Fed-
eral Register Notice, 47 Fed. Reg. 21746 (May 19,
1982), 1019 O.G. 37, April 6, 1982 (1) eliminated
8 1.175(a)}4) and the so-called “no defect” reissue ap-
plications thereby discontinuing the advisory actions
provided pursuant to subsection (a)(4); (2) amended
§ 1.291 by the addition of paragraph (c) indicating
participation by a member of the public ends with the
filing of a protest; and (3) amended §1.56 by revising
the title and paragraph (d), and adding new para-
graphs (e) through (i), to provide for the rejection of
claims upon examination pursuant to 35 U.S.C. 131
and 132,

Fev. 3, May 1986



prosecutes the application and on every other individual who is
substantively ‘involved. in the preparation; or:prosecution of the ap-
plication and who is associated with the inventor, with the assignee
or: with gnycne to whom there is an obhg;tnm to mgn the apph-
cation.”: ..y LI
Indmduals havmg a duty of dxsclosure are hmlted to
those who are “substantively involved in the prepara-
tion or prosecution of the application.” This is intend-
ed to make clear that the duty does not extend to typ-
ists, clerks, and: similar personnel who amst with an
application. :

This phrase, when taken w1th the last sefntence of
§ 1.56(a), is believed to provide an adequate indication
of the individuals who are covered by the duty of dis-
closure. The word “with” appears in the first sentence
of § 1.56(a) before “the assignee” and before “anyone
to whom there is an obligation to assign” to make
clear that the duty apphes only to individuals, not to
organizations. For instance, the duty of disclosure
would ‘not apply to a corporation or institution as
such. However, it would apply to individuals within
the corporatlon or institution who were substantively
involved in the preparation or prosecution of the ap-
plication, and actions by such individuals may affect
the rights of the corporation or institution. Corporate
records or information which is known to, or reason-
ably should be known to, the individuals covered by
§ 1.56(a) falls within the duty of disciosure. Other cor-
porate records or information not Loown to the indi-
viduals covered by § 1.56(a) does not fall within the
duty of disclosure, unless such records or information
reasonably should have been kaown to such individ-
uals. See “Duty of Reasonable Inquiry”’ in § 2001.02.

2001.02 Esxtent of Duty To Disclose [R-3]
37 CFR 1.56(a) provides,

“the duty is commensurate with the degree of involvement in the
preparation or prosecution of the application.”

Duty oF REASONABLE INQUIRY

Case law supports that there exists a2 duty of rea-

sonable inquiry. In Chas. Pfizer & Co. v. Federal
Trade Commission, 159 USPQ 193, 199 (6th Cir.
1968), certiorari denied 161 USPQ 832 (1969), the
Court stated,
“We agree with the Hearing Examiner that if Cyanamid’s patent
repregsentative did not know the true facts, he was nevertheless
under a duty to know them and under a duty to reveal the truth to
the patent examiner.”

The court, in Movidyn Corp. v. Hercules, Inc., 185
USPQ 116, 122 (D. Minn., 4th Div. 1975), stated its
belief that

“where ignorance is the only excuse for a2 misrepresentation it is
not & sufficient excuse if it appears from all the circumstances of
the case that the party making the representation was fairly warned
that it might not be true, Hercules failed in an affirmative duty to
investigate further the representations it made to the Patent Office

Rev. 3, May 1986

leewxse,ym SCM Corp v..Radio Corp..of . Amenca,
167 USPQ 196, 206 (S D N:Y. 1970) the Court. mdxcat-
ed,. :

“It was }us [counsel's] duty 10 mform hxmself
avoid responsibility by trying not to ‘see the detaxls

.The duty of disclosure extends to information that
a person covered by section 1.56(a) “knew: or should
have known” would be material: Kansas Jack, Inc. v.
Kuhn, 219 USPQ 857, 862 (Fed. Cir. 1983); In re Jer-
abek, 229 USPQ 530 (Fed. Cir. 1986).¢

As set forth in the promulgation of the Rules of
Practice In Patent Cases, 42 Fed. Reg. 5588, 5589
(Jan. 28, 1977), 955 O.G. 1054 (Feb. 24, 1977) and as
concurred with and stated by the Court in True
Temper Corp. v. CF&I Steel Corp., 202 USPQ 412,
419 (10th Cir. 1979), § 1.56 as amended in 1977

“merely represented a codification of existing case law on the obli-
gation of applicants to disclose pertinent information or prior
art, . " :

Certainly the “duty of reasonable inquiry” such as
represented by the above cited cases is an intergral
part of and included in the duty of disclosure. For in-
stance, if an applicant or applicant’s attorney is aware
of facts which indicate a reasonable possibility that a
bar to patenting or information material to examina-
tion may exist, they are expected to make reasonable
inquiries to ascertain such information and to submit
such to the Office.

2001.03 To Whom Duty of Disclesure is Owed
[R-3]

37 CFR § 1.56(z) states that the ‘“‘duty of candor
and good faith” is owed “toward the Patent and
Trademark Office” and that all such individuals have
a “duty to disclose to the Office” material informa-
tion. This duty “soward” and “to” the Office extends,
of course, to all dealings which such individuals have
with the Office, and is nct limited to representations
to or dealings with the examiner. For example, the
duty would extend to proceedings before the Board
of * * * Patent BAppeals and¢ Interferences, the
Office of the Assistant Commissioner for Patents, etc.

2001.04 Information Under 37 CFR 1.56(a)

Subsection 1.56(a) sets forth

“a duty to disclose . . . informailon they are aware of which is ma-
terial fo the examination of the application” (emphasis added).

The term “information” as used in § 1.56 means all of
the kinds of information required to be disclosed and
includes any information which is “material to the ex-
amination of the application.” Materiality is defined in
§ 1.56(a) and discussed herein at § 2001.05. In addition

He could not
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--mmpassmg mmiar o the ‘scope:of. the term- as dls-
cussed’ with: -respect: to::§1.291(a) - (see +§ 1901.02).
‘However,: as- discussed -in: §2001.05,:§ 1. :56(a) is: not
limited . to information which. would render’ ‘the claims
-unpatentable, but extends {0 .any; information  “where
‘there is.a substantial-likelihood: that a reasonable: ex-
aminer would consider . it 1mportant -in . deciding
whether to allow the apphcat:on to issue as a patent.”

It should be noted that the rules are nof intended to
require information favorable to patentability such as,
for example, evidence of commerc:al success of the
invention. Similarly, the rules are not intended to re-
quire, for example, disclosure of information concern-
ing the level of skill in the art for purposes of deter-
mining obviousness.

200105 Miateriality Under 37 CFR 1.56(a) [R-3]

Subsectton 1. 56(a) provxdes, ;

“All such uﬂnvuduah have a duty to disclose to the omce mforma
tion they are aware of which is material to the examinasion of the

zpplication (emphasis added).”

“Material” connotes somethmg more than a tnvml
relationship. It appears commonly in court opinions.
Subsection 1.56(a) elucidates,

“Such information is material where there is a substantial likeli-
hood that a reasonable ezaminer would consider it important in de-
ciding whether to allow the application to issue as a patent.”

This sentence paraphrases the definition of material-
ity used by the Supreme Court in TSC Industries v.
Northway, 426 U.S. 438, 48 L.Ed. 2d 757,96 S. Ct.
2126, 44 U.S.L.W. 4852 (1976). Although in that case
the court was concerned with rules promulgated by
the Securities and Exchange Commission, the Court’s
articulation of materiality is believed consistent with
the prevailing concept that has been applied by lower
courts in patent cases.

The definition of materiality in § i.56 has to be in-
terpreted in the context of patent law rather than se-
curities law. Principlies foillowed by courts in securi-
ties cases should not be tramslated to patenf cases
automatically. It is noteworthy, however, that in for-
mulating the definition of materiality in TSC Indus-
tries the Supreme Court noted that the standard of
materiality should not be so low that persons would
be “gubjected to liability for ingignificant omissions or
misstatements,” or so low that fear of liability would
cause management “simply to bury the shareholder in
an avalanche of trivial information a result that it is
hardly conducive to informed decision making.”

Although the third sentence of § 1.56(a) refers to
decision of an examiner, the duty of disclosure applies
in the same manner in the less common instances
where the official making 2 decision on a patent appli-
cation is someone other than an examiner, e.g., a
member of the Board of Patent pAppeals and¢ Inter-
ferences ® * *, This is implicit in the duty “of candor
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‘iality” asf”bemg of “c

«4;mean that:if the' Patent Office had been aware*of the: complete ‘or
.-;true facm,, tlne chauenged clauns would not have been allowed i

‘be defined: tvo‘narrowly by statmg that

“ithe a.bove test cannot . be. applled t00. narrowly if. ‘the relatIonshlp
.of conﬁdence and trust between applicants end the Patent Office is

ritical ‘concern;”? and indicated,
“[I}n patent cases;: matemhty has- generally eeii intefpreted’ to

However, the court then mdlcated at page 545 of
the USPQ citation its-concern-that: “magenalxty” not

to have any.real meanmg Findings of materiality-.should not be
limited only to. those. situations. where there can be no dispute that
the true facts, or the complete. facts, if they had been known,
would most likely have prevented the allowance of the particular
claims at issue or alternatively, would provide a basis for holding
those claims invalid.”

“It is our view that a proper interpretation of the “materiality”
element of fraud in this context must include therein consideration
of factors apart from the objective patentsbility of thé claims at
issue, parucu!arly (where possible) the sub_;ectlve considerations of

“the examiner and the applicant. Indications in the record that the

claims at issue would not have been allowed but for the challenged
misrepresentations must not be overlooked due to any certainty on
the part of the reviewing tribunal that the claimed invention,
viewed object;vely, should have been patented. If it can be deter-
mined that the claims would not have been allowed but for the mis-
representation, then the facts were material regardless of their
effect on the objective question of patentability.”

Other courts have also treated the question of “ma
teriality.” Thus, in In re Multidistrict Litigation In-
volving Frost Patent, 185 USPQ 729, 741 (D.Del.
1975), the court characterized the question of “materi-
ality * as follows:

“Some variation of the so-called “but for” test has appeared in
nearly every patent fraud case.

2 L ] L *® *®

“In other words, a finding of fraud is warranted if, but for the
w1.sconduct of the patent applicant, the patent would not properly
have issued. This is what has been referred to as an “objective but
for test”.

LJ & L ] LJ B

“The second “but for” test is the so-called “subjective test”. This
test reguires a court tc examine the effect which fraudulent repre-
sentations had upon the examiner. If misrepresentations caused the
examiner to issue the patent, then this kind of “but for fraud” will
be found.

“The final “‘but for" test has been labeled *“‘the but it may have”
test, i.e., courts look to whether the misrepresentations made in the
course of the patent prosecution may have had an effect on the ex-
aminer.

“Hence, in this Circuit, a misrepresentation which makes it “im-
possible for the Patent Office fairly to assess [the] application in the
prevailling stautory criteria . . . will, given the requisite intent, lead
to a finding of invalidity.”

Citing Digital Equipment Co. v. Diamond, 653
F.2d 701, 210 USPQ 521 (1st Cir. 1981), the Court of
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';‘closely ahgns thh how one ought to: conduct: bwncss with-the
PTO,. There .is.no. seasn, ; howevet, 10 tbe: bound by =ny smgle

ot bcgm el end ‘with' materiality, ‘nor- i
:be;unconnected.to:other considerations:: ;. :

Questions of ‘materiality’- and culpablhty; are oﬂen mterrelated
and intertwined, so that'a lesscr showing of the matenahty of the
‘withheld information may suffice wheti an intentional scherme to de-
fraud i established, wheréas & greates showmg of the materiality of
“withheld -information would necessarily .creite an'inference that its
nondisclosure was ‘wrongful.” (Digital Equlpment Corp v. Dis-
mond, supra at 716, 210 USPQ- at 538, ) >

‘The Patent and Trademark Office “standar " set
forth in 17 CFR 1.56, as amended in 1977, “merely
represented a codification of existing case law on the
obligation of applicants to disclose pertinent informa-
tion or prior art”: True Temper Corp. v. CF&I Steel
Corp., 202 USPQ 412, 419 (10th Cir. 1979). PNote
J.P. Stevens & Co. v. Lex Tex, Ltd., 223 USPQ 1089,
at 1092 (Fed. Cir. 1984); In re Jerabek, 229 USPQ 530
(Fed Cir. 1986)¢

- The Court of Appeals for the Federal Circuit noted
in Rohm & Haas Co. v. Crystal Chemical Co.,
* & #4732 F.2d 1556, 220 USPQ 289, 300 (Fed. Clr

1983), cert. denied, 105 S. Ct. 172 (1984)¢, that

“[ijn contrast to cases where allegations of fraud are based on the
withholding of prior ast, there is no room to argue that submission
of false affidavits is not material,”

200106 Sources of Information

All individuals covered by §1.56 (see §2001.01)
have a duty to disclose to the Patent and Trademark
Office all material information they are aware of, or
reasonably should have been aware of (see § 200.02),
regardless of the source of or how they become
aware of the information. Materiality controls wheth-
er information must be disclosed to the Office, not the
circumstances under which or the source from which
the information is obtained. If material, the informa-
tion must be disclosed to the Office. The duty to dis-
close material information extends to information such
individuals are aware of prior to or at the time of
filing the application or become aware of during the
prosecution thereof.

Such individuals may be or become aware of mate-
rial information from various sources such as, for ex-
ample, co-workers, tradeshows, communications from
or with competitors, potential infringers or other third
parties, related foreign applications (see § 2001.06(a)),
prior or copending United States patent applications
(see § 2001.06(b)), related litigation (see § 2001.06(c))
and preliminary examination searches.

2001.06(a) Prior Art Cited in Related Foreign
Applications

Applicants and other individuals, as set forth in
€ 1.56, have a duty to bring to the attention of the
Office any material prior art or other information
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v prior.art ztedwor where

‘been used in rejectmg the same or similar claims:in
-the foreign: applwatmn See Gemveto Jewelry: Com-
-pany;: Inc:: v Lambert. Bros.,: Inc:; 216 ; SUSPQ: 976
(S:D.New Yark 1982) wheremzfa patent was held m-

‘counsel:‘did* not dlsclose: ‘to’ patentee’s Umted ‘States

‘counsel ‘or ‘to”the:Office ‘prior ait cited by the Dutch
‘Patent Office in ¢onnection with the patentee’s corre-
‘sponding Dutch appllcatton The Court stated at 216
USPQ 985 s ‘
' "Forexgn patent attomeys repr%entmg apphcants for U S patents
through local correspondent firms. surely must bé held’ to the same
standards of conduct which ‘apply to their American counterparts; a
double standard of asccountability would ‘allow foreign attorneys
and their. clients to escape ‘responsibility for fraud or inequitable
conduct merely by withholding from the local correspondent infor-
mation unfavorable to patentability and claiming ignorance of
Umted States dxsclosure reqmrements ”

2001 06(b) Information Relatmg to or From Co-
pendmg United States Patent Apphcatlons

The individuals covered by 37 CFR 1. 56(a) have a

duty to bring to the attention of the examiner, or
other Office official involved with the examination of
a particular application, - information . within. their
knowledge as to other copending United States appli-
cations which are “material to the examination” of the
application in question. As set forth by the court in
Armour & Co. v. Swift & Co., 175 USPQ 70, 79 (7th
Cir. 1972),
“we think that it is unfair to the busy examiner, no matter how dili-
gent and well informed he may be, to assume that he retains details
of every pending file in his mind when he is reviewing a particular
application . . . [T]he applicant has the burden of presenting the
examiner with a complete and accurate record to support the al-
lowance of letters patent.”

See, also § 2004 at No. 8.

Accordingly, the individuals covered by § 1.56(a)
cannot assume that the examiner of a particular appli-
cation is necessarily aware of other applications “ma-
terial to the examination” of the application in ques-
tion, but must instead bring such other applications to
the attention of the examiner. For example, if a par-
ticular inventor has different applications pending in
which similar subject matter but patentably indistinct
claims are present that fact must be disclosed to the
examiner of each of the involved applications. Simi-
larly, the prior art references from one application
must be made of record in another subsequent appli-
cation if such prior art references are “material to the
examination” of the subsequent application.

Normally if the application under examination is
identified as a continuation or continuation-in-part of
an earlier application the examiner will consider the
prior art cited in the earlier application. The examiner
must indicate in the first Office action whether the
prior art in a related earlier application has been re-
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s ‘of inventorship, prior art,-allegations
of “fraud” §,’ “inéquitable’ conduct”§:or “violation of

duty - of “disclosiire”. Such' information * might arise

durmg litigation in, for: ‘example, ' pleadings, “admniis-
sions, discovery including interrogatories, deposntlons
and other documents, and testimony. :

Where a patent for which reissue is bemg sought ns,
or has  been, .involved: in litigation which raised a
question material to examination of the reissue appli-
cation, such as the validity of the patent, or any alle-
gation of “fraud” §, “inequitable conduct”§ or “viola-
tion of duty of disclosure”™, the existence of such liti-
gation must be brought to the attention: of the Office
by the applicant at the time-of, or shortly after, filing
the apphcauon, either in the reissue oath or declara-
tion, or in a separate paper, preferably accompanying
the apphcatlon, as filed. Litigation begun after filing
of the reissue application should be promptly brought
to the attention of the Office. The details and docu-
ments from the htlgatlon, insofar as they are “material

to the examination” of the reissue application as de-
ﬁned in 37 CFR 1.56(a), should accompany the appli-
cation as filed, or be submitted as promptly thereafter
as possible.

For example, the defenses raised against validity of
the patent, or charges of “fraud” or “inequitable con-
duct” in the litigation, would normally be “material to
the examination” of the reissue application. It would,
in most situations be appropriate to bring such de-
fenses to the attention of the Office by filing in the
reissue application a copy of the court papers raising
such defenses. As a minimum, the applicant should
call the attention of the Office to the litigation, the ex-
istence and the nature of any allegations relating to
validity and/or “fraud” Por “inequitable conduct”$
relating to the original patent, and the nature of litiga-
tion materials relating to these issues. Enough infor-
mation should be submitted to clearly inform the
Office of the nature of these issues so that the Office
can intelligently evaluate the need for asking for fur-
ther materials in the litigation. See § 1442.04.

$2001.06(d) Information Relating to Claims
Copied from = Patent [R-3]

Where claims are copied or substantially copied
from a patent, 37 CFR 1.607(c) requires applicant
shall, at the time he or she presents the claims(s),
identify the patent and the numbers of the patent
claims. Failure to comply with 37 CFR 1.607(c) may
result in the issuance of a requirement for information
as to why an identification of the source of the copied
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for example ‘3ewdence of possible prior pubhc use ‘or

stclosm pursuant this ;section may’ be made to the Office
through sn attorney. or. agent-having responsibility. for-the prepara-
tion or prosecunon of the application or through an mventor who
is actmg in his own behalf. Disclosure to such an attomey, ‘agent,
or inventor shall satisfy the duty, with’ respect to’ thie information
disclosed, . of any other individual. Such an attorney, sgent, or in-
ventor has no duty-to transmit information which is not material to
the examination of the application. .- :

200201 By Whom Made

37 CFR 1. 56(b) makes clear that mformatlon may
be disclosed to the Office through an attorney or
agent of record or through a pro se inventor, and that
other individuals may satisfy their duty of dlsclosure
to the Office by disclosing information to such an at-
torney, agent, or inventor who then is responsible for
disclosing the same. to' the Office. :Information that is
not material need not be passed along to-the Office.

2002.02 Must be in Writing

It is clear that the “disclosures . . to the Office”
under 37 CFR 1.56 must be in writi.g as prescribed
by 37 CFR 1.2 which requires that
[a]ll business with the Patent and Trademark Office should be

transacted in writing. ¢ ®* ¢ The action of the . . . Office will be
based exclusively on the written record in the Office.

Further, as provided in 37 CFR 1.4(b),

Since each application file should be complete in itself, a separate
copy of every paper to be filed in an application should be fur-
nished for each application to which the paper pertains, even
though the contents of the papers filed in two or more applications
may be identical.

2002.023 Information Disclosure Statement
As stated in 37 CFR 1.97(a),

As a means of complying with the duty of disclosure set forth in
§ 1.56, applicants are encouraged to file an information disclosure
statement at the time of filing the application or within the later of
three months after the filing date of the application or two months
after applicant receives the filing receipt. If filed separately, the dis-
closure statement should, in .ddition to the idemtification of the ap-
plication, include the Group Art Unit to which the application is
assigned as indicated on the filing receipt. The disclosure statement
may either be separate from the specification or may be incorporat-
ed therein.

While information disclosure statements are a pre-
ferred and one of the safest ways to comply with the
duty of disclosure, it is not necessarily essential to file
information disclosure statements under 37 CFR 1.97-
1.99 to comply with the duty of disclosure in 37 CFR
1.56,

For example, not commenting on the relevance of
information submitted, or not including a copy of the
document cited, will not necessarily constitute a fail-
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Iy, non-tdenﬁﬁ on ‘of af
text could reslll ¢ S e

disclosure;” see, for example, Penn Yan Boats, Inc, v.

Sea Lark Boats, Inc., 359 F. Supp.' 948, ‘175 USPQ
260 {(8.D.: Fla:- l912), affirmed - 479- F.2d ‘1338, .178

USPQ-577 (5th_ Cu' 1973), oertxoran demed 414 US ’

874 (1974).
37 CFR 1 97(b) prov1d&s

(b) A disclogure statement filed in wcordance w:th paragmph )
of this section shall not be construoed as a representation that a
search has been made or that no other material information as de-
fined in § 1.56{a) exists. . .

STATEMENTS NoT LIMITED To DOCUMEN’IS

Information disclosure statements are, of . course,
not limited to documents such as patents and publica-
tions. As provided in § 1.98(2) information disclosure
statements may be used to bring “other information”™
to the attention of the Office.

2002.03(a) Updating of Information Dzsclmm

- Statement [R~3] :

Section 1.99 provides that if at anytime prior to is-
suance of 2 patent, an applicant, pursuant to his duty
of disclosure under § 1.56, wishes to bring to the at-
tention of the Office additional patents, publications
or other information not previously submitted, the ad-
ditional information should be submitted with reason-
able promptness. For example, applicants have a duty
of bringing to the attention of the Office any material
prior art or other information they become aware of
from related United States applications, related for-
eign applications, related litigation (see § 2001.06 (a),
(b), & (c)), or which is otherwise brought to their at-
tention. Applicants should keep the Office advised of
the status of any related litigation. pNote section
2003.¢

2002.04 Foreign Patents and Publications

Applicants should be aware that where the informa-
tion being called to the Office’s attention is a foreign
patent or a publication, the relevance of such informa-
tion may not be readily apparent or a copy readily
available. It may be highly desirable if not necessary
in some cases, in order to ensure compliance with the
duty of disclosure and cosmsideration of the informa-
tio:: by the Office, to provide any translation available
or explain the relevance of the art or provide a copy
of the document.

2003 Disclosure—When Made [R-3]
37 CFR 1.56 provides

All such individuals have a duty to disclose to the Office infor-
mation they are aware of. . . .

As set forth in 37 CFR 1.97

applicants are encouraged to file an information disclosure state-
ment at the time of filing the application or within the later of three
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are aware of’ xmghes that such»,dlsclosure should be
made reasonab%y soon after: they become aware of the.
mformanon, e.g.,. prior:to the- first Office action .or
with the response to. an action if .the, information is
discovered during the period for response thereto. Al-
though the duty of disclosure is expected .to. be ful-
filled promptly, the Court of Appeals for the Federal
Circuit has held that it is possible in certain limited
circumstances, while an application is pending, to cor-
rect an initisl misrepresentation of fects in an affidavit:
Rohm & Haas Co. v. Crystal Chemical Co., $722
F.2d 1556, 220 USPQ 289, 301 (Fed Cir. 1983), cert.
denied, 105 S. Ct. 172 (1984

By submmmg the information ‘early in the examina-
tion process, ie., before the Office acts on the appli-
cation if possible, the submitting party ensures that
the information will be considered by the Office in its
determination of the patentabxllty of the application.
The presumption of validity is generally strong when
prior art was before and considered by the Office and
weak when it was not: Bolkcom v. Carborundum Co.,
523 F.2d 492, 498, 186 USPQ 466, 471, 472 (6th Cir.
1975).

37 CFR 1.99 provides that where
an applicant, pursaant to his or her duty of disclosure unde. § 1.56,
wishes to bring to the attention of the Office additional . . . infor-

mation not previowsly submitted, the additional information should
be submitted . . . with reasonable promptness (emphasis added).

See § 2002.03a)
2003.01 Disclosure After Patent Is Granted
By CrTaTionNs OF PRIOR ART UNDER § 1.501

Where a patentee or any member of the public (in-
cluding private persons, corporate entities, and gov-
ernment agencies) has prior patents or printed publi-
cations which the patentee or member of the public
desires to have made of record in the patent file, pat-
entee or such member of the public may file a citation
of such prior art with the Patent and Trademark
Office pursuant to § 1.501. Such citations and papers
will be entered without comment by the Office. The
Office does not of course consider the citation and
papers but merely places them of record in the patent
file. Information which may be filed under § 1.501 is
limited to prior art patents and printed publications.
Any citations which include items other than patents
and printed publications will not be entered in the
patent file. See §§ 2202-2206.
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T DUTY OF mscwsum, Rmscm AND STRIKING OF A!”I’LICATIONS Lo 200an
REEXAN : g m siick: individual muamm and shall ‘state: th:tchsuch dndic |
it of :

: thle it is. not appropnate to . attempt to. set forth

procedur&s by wlneh attorneys, agents, and other in-
dividuals may ensure compliance with the duty of dis-
closure, the items listed below are offered as examples
of possible procedures which could help avoid prob-
lems with the duty of disclosure. Though comphance
with these procedures may not be required, they are
presented as helpful suggestions for avoiding duty of
disclosure problems.

1. Many attorneys, both corporate and pnvate, are
using letters and questionnaires for applicants and
others involved with the filing and prosecution of the
application and checklists for themselves and- appli-
cants to ensure compliance with the duty of disclo-
sure. The letter generally explams the duty of disclo-
sure and what it means to the inventor and assignee.
The questionnaire asks the inventor and assigriee ques-
tions about '

—the crigin of the invention and its point of depar-
ture from what was previously known and in the
prior art,

~—possible public uses and sales,

-—prior publication, knowledge, patents, foreign
patents, etc.

The checklist is used by the attorney to ensure that
the applicant has been informed of the duty of disclo-
sure and that the attorney has inquired of and cited
material prior art.

The use of these types of aids would appear to be
most helpful, though not required, in identifying prior
art and may well help the attorney and the client
avoid or more easily explain a potentially embarrass-
ing and harmful “fraud” allegation.

2. It is desirable to ask questicns about inventorship.
Who is the proper inventor? Are there disputes or
possible disputes about inventorship? If there are
questions, call them to ihe attention of the Patent and
Trademark Office

3. It is desirable to ask questions of the inventor
about the disclosure of the best mode. Make sure that
the best mode is described. The disclosure of the best
mode may be raised in litigation. See for example,
Carlson “The Best Mode Disclosure Requirement in
Patent Practice,” Vol. 60, Journal of the Patent Office
Society, page 171 (1978).

4. It is desirable for an attorney or agent to make
certain that the inventor, especiaily a foreign inven-
tor, recognizes his or her responsibilities in signing the
oath or declaration. Note that 37 CFR 1.69 requires
that,

(a) Whenever an individual making an oath or declaration cannot
understand English, the ocath or declaration must be in & language
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Note §.602.06 for a:more detailed discussion

::'5. It is desirable: for an attorney or agent to careful-
ly evaluate iand: explain:to:the: applicant-and-othérs in-
volved. the scope of the'claims, particularly the:broad-

est claims. Ask speclﬁc questnons :about possible’prior

art which might ‘be material in'reference to the broad-
est claim’or'claims. There is some tendency to: mistak-
enly evaluate ‘prior art in:the light of the glst of ‘what
is regarded as the inveition: of’ ‘Rarrower’ mterpreta-
tions - of the claims; father than' measuring the art
against the broadest claim with all of its reasonable in-
terpretations. It ‘i desirable to pick out the broadest
claim’ or claims and measure the materiality of prior
art against a reasonably broad mterpretatlon of th&ce
claims.

6. It may be useful to evaluate the materiality of
prior art or other information from the viewpoint
whether it is the closest prior art or other informa-
tion. This will tend to put the prior art or other infor-
mation in better perspective. However, § 1.56 may
still require the submission of prior art or other infor-
mation which is not as close as that of the record.

7. Care should be taken to see that prior art or
other information cited in a specification or in an in-
formation disclosure statement is properly described
and that the information is not incorrectly or incom-
pletely characterized. It is particularly important for
an attorney or agent to review, before filing, an appli-
cation which was prepared by someone else, e.g., a
foreign application. It is also important that an attor-
ney or agent make sure that foreign clients, including
foreign applicants, attorneys, and agents understand
the requirements of the duty of disclosure, and that
the U.S. attorney or agent review any information
disclosure statements or citations to ensure that com-
pliance with § 1.56 is present. See Gemveto Jewelry
Company, Inc. v. Lambert Bros., Inc., 216 USPQ 976
(S.D. New York 1982) wherein a patent was held in-
valid or unenforceable because patentee’s foreign
counsel did not disclose to patentee’s United States
counsel or to the Office prior art cited by the Dutch
Patent Office in connection with the patentee’s corre-
sponding Dutch application. The Court stated, at 216
USPQ 985,

Foreign patent attorneys representing applicants for U.S. patents
through Jocal correspondent firms surely must be held to the same
standards of conduct which apply to their American counterparts; 2
double standard of accountability would allow foreign attorneys
and their clients to escape responsibility for fraud or inequitable
conduct merely by withholding from the local correspondent infor-
mation unfavorable to patentability and claiming ignorance of
United States disclosure requirements,

8. Care should be taken to see that inaccurate state-
ments of inaccurate experiments are not introduced
into the specification, either inadvertently or inten-
tionally. For example, stating that an experiment “was
run” or “was conducted” when in fact the experiment
was not run or conducted i a misrepresentation of
the facts. No results should be represented as actual
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examples should not 'be discn d usin
See §§ 608. Ol(p) item D and 707. 07(1

runi-or: conducted. are inaccurately: reporied: in .the
specification;.e.g: an experiment:isichanged by:leaving
out one-Or more ingredients. See Steierman v.; Connel-
iy, -192: USPQ 433 -(PTO-Bd. of: Pat. Int. 1975), 192
USPQ 446 (PTO Bd:-of Pat. Int. 1976) o

'9..Do-not rely: upon the examiner. of a parhcular ap-
phcatlon to be aware. of other apphcanons ‘elonging
to the same .applicant or assignee. It is desirable to
call such applications to the attention of the examiner
even if there is only a question that.they. might be
“material to the examination™ of the application the
examiner is considering. It is desirable to be particu-
larly careful that prior art or other information in one
application is cited to the examiner in other applica-
tions to which it would be material. Do not assume
that an examiner will necessarily remember, when ex-
amining a particular application, other applications
which the examiner is examining, or has examined.
See Armour & Co. v. Swift & Co., 175 USPQ 70, 79
(7th Cir. 1972) §; Kangaroos U. SA Inc. v. Caldor,
Inc., 222 USPQ 703, 708, 713-714 (S. D N.Y. 1984).

Wmle vacatmg the summary judgement and re-
manding for trial in Kangaroos, the Court, 228 USPQ
32 (Fed. Cir. 1985), stated at page 35 that a “lapse on
the part of the examiner does nor excuse applicant.”§

10. When in doubt, it is desirable and safest to
submit information. Even though the attorney, agent,
or applicant doesn’t consider it necessarily material,
someone else may see it differently and embarassing
questions can be avoided. The court in U.S. Industries
v. Norton Co., 210 USPQ 94, 107 (N.D. N.Y. 1980)
stated “In short, the guestion of relevancy in close
cases, should be left to the examiner and not the ap-
plicant.”

11. It may be desirable to submit information about
prior uses and sales even if it appears that they may
have been experimental, not involve the specifically
claimed invention, or not encompass a completed in-
vention. $Note Hycor Corp. v. The Schleuter Co.,
740 F.2d 1529, 222 USPQ 553, 557-559 (Fed. Cir.
1984)¢

12. Submit information promptly. An applicant, at-
torney or agent who is aware of prior art or other in-
formation and its significance should submit same
early in prosecution, e.g., before the first action by
the examiner, and not wait until after allowance. $Po-
tentially material information discovered late in the
prosecution should be immediately submitted. That
the issue fee has been paid is no reason or excuse for
failing to submit information. See Elmwood Liquid
Products, Inc. v. Singleton Packing Corp., 170 USPQ
398 (M.D. Fla., Tampa Div. 1971).4¢

13. It is desirable to avoid the submission of long
lists of documents if it can be avoided. Eliminate
clearly irrelevant and marginally pertinent cumulative
information. If a long list is submitted, highlight those
documents which $have been specifically brought to
applicant’s attention and/or¢ are known to be of most
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;_’LMANUAL GF PATENT EXAMININB PRB@BURE '
v ;'sxgmﬁcancc. Note‘ ‘ennff' an Boats "Inc v Sea Lark :

* sentations’ can.occur: when ‘experiments ‘Which' were“

where mtetvenmg material; mformatxon or. documents

may exist; particularly ‘watch :out for’ foreign. ‘patents

and pubhcauons related to the parent apphcation and
the

CIP. These and other mtervemng dociime
taterial’ ififormation: In"ve ‘Rusceéfta’ and’ Jenny, ‘118
UsPQ 101,104 (C.C.P:A"1958); In re von Lagenho-
ven, 458 F.2d. 132, 173 USPQ 426 (C.C.P.A. 1972);
Chromalloy Amierican' Corp. v. ‘Alloy Surfaces Co.,

Inc., 339 F. Supp. 859, 173 USPQ 295 (D. Del. 1972).

15. “Watch out for information that might be
deemed to be prior art under Section 102(f) and (g).

Section 102(f) of Title 35 United States Code may
be combined with Section 103; see Corning Glass
Works v. Schuyler, 169 USPQ 193 (D.D.C. 1971),
affd in Corning Glass Works v. Brenner, 175 USPQ
516, (D.C. Cir. 1975) where the DlStflCt Court adopt-
ed defendant’s post trial memorandum on 102(f) and
103; Halliburton v. Dow Chemical, 182 USPQ 178,
186 (N.D.Okla. 1974); Dale Electrozics v. R.C.L.
Electronics, 180 USPQ 225 (Ist. Cir. 1973) and Ex-
parte Andresen, 212 USPQ 100 (Bd. App. 1981).

Note also that prior invention under § 102(g), may
be combined with Section 103, such as in In re Bass,
474 F.2d 1276, 177 USPQ 178 (C.C.P.A. 1973).

$Note 35 U.S.C. 103, second paragraph as amended
by Public Law 98-622 disqualifies section 102(f)/103
or section 102(g)/103 prior art which was, at the time
the second invention was made, owned by or subject
to an obligation of assignment to, the person who
owned the first invention: see 1050 C.G. 316.¢

16. Watch cut for information picked up by the in-
ventors and others at conventions, plant visits, in-
house reviews, etc.; see, for example, Dale Electron-
ics, Inc. v. R.C.L. Electronics, Inc., 180 USPQ 225,
228 (ist Cir. 1973).

17. Make sure that all of the individuals who are
subject to the duty of disclrsure, such as spelled out
in § 1.56 are informed of and fulfill their duty.

18. Finally, if information was specifically consid-
ered and discarded as not material, this fact might be
recorded in an attorney’s file or applicant’s file, in-
cluding the reason for discarding it. If judgment
might have been bad or something might have been
overlooked inadvertently, a note made at the time of
evaluation might be an invaluable aid in explaining
that the mistake was honest and excusable. Though
such records are not required, they could be helpful
in recalling and explaining actions in the event of a
question of “fraud” gor “inequitable conduct”§ raised
at a later time.

2005 Alterations or Partly Filling in Applica-
tions After Execution [R-3]

Applications which have not been prepared and ex-
ecuted in accordance with the requirements of Title
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and! the mlm forbtddmg zalteratx@n after: execatxon

have been in-existénce for many years; the Ofﬁce ‘con-
tinues to receiVe a number of applications: which have
been 1mpr0perly executed - and/or filed: “This _problem

P € ,
lmprovmg ‘the text “of a ‘translation of a t‘orexgn apph-
cation (for ﬁlmg in the US) after execution ‘is_not
permitted without re-execution. There is no, reason for
alterations or insertions after execution which are not
drawn to new matter.

Effective February 27, 1983, Section . 1il of Txtle
35, United States Code (amended August 27, 1982,
Public Law 97-247, sec. 5, 96 Stat. 319) provides, -

Applicaticn for patent shall be made, or authorized to be made,
by the inventor. . . . The fee and oath may bz submitted after the
specification and nny required drawing. .

Thus, § 111 pand 37 CFR 1.53¢ as amended prowdes
time, where necessary, for applicants to execute the
oath or declaration after reviewing and understanding
the contents of the specification, including claims, as
filed and as amended by any amendment specifically
referred to in the oath or declaration, as reguired by
37 CFR 1.63. A preliminary amendment which does
not introduce new matter may be used to make cor-
rections after filing and it avoids any question as to
what was properly in the application at the time of
filing: See 37 CFR 1.118.

Prior to February 27, 1983 § 111 of Title 35, United
States Code required that,
[t]ke application must be signed by the applicant. .

The same requirement appeared in now removed 37
CFR 1.57 which specified that the signature to the
oath or declaration “will be accepted as the signature
to the application provided the oath or declaration

. . is attached to and refers to the specification and
claims to which it applies. Otherwise the signature
must appear at the end of the specification after the
claims.”

The removal of § 1.57 does not remove, however,
the prohibition found in § 1.56(c) against signing the
oath or declaration (1) in blank; (2) without review of
said oath or declaration; (3) without review of the
specification, including the claims, as required by
§ 1.63(b); or against (4) altering the application papers
filed after signing the oath or declaration. If an appli-
cation is altered after execution of the oath or decla-
ration, and because of time considerations the applica-
tion must be filed before it can be resubmitted to ap-
plicants and a new oath or declaration signed, the ap-
plication could be filed without an oath as provided
in § 111 and the application as filed resubmitted to ap-
plications for their review and understanding as re-
quired by § 1.63 and a new oath or declaration prop-
erly executed and filed.

37 CFR 1.52 and 1.56 furnish notice to the public
of the seriousness with which alternations of an appli-

2000-11

the: nppllcatwn ‘papers filed ‘must 'be nisde before the &igning of any
accompanying : oath;or:declaration ‘pursuant; to:§ 1.63 :referring -to
those:, applxcatmn ‘papers. and should be dated and- mmaled or sagned

the apphcatlon papers are pé ;ble after the sxgmng of an oath or
declaration referring to "those’ application ‘papers (§ 1.56(c)). After
the signing-of the oath: or-declaration’ refemng to’' the application
papers, amendmeéunts may only be madc in the manner provnied by
§§ 1.121'and 1.123-1.125.. :

37 CFR L 56(c) as amended February 27, 1983 pro-
vides, .

(c) Any application may be stricken from the files if:

(1) An oath or declaration pursuant to § 1.63 is signed in blank;

(2) An oath or declaration pursuant to § 1.63 is signed without
review thereof by the person making the oath or declaration;

(3) An oath or declaration pursuant to § 1,63 is-signed without
review of the specxﬁcatxon, including the claims, as required by

§ 1.63(b);
or

(4) The application papers fil: d in the Office are altered after the
signing of an oath or declaration pursuant to § 1.63 referring to
those application papers.

Section 1.56(c) is merely a restatement of portions
of § 1.56 as it appeared prior to the 1977 rule change;
see 42 Fed. Reg. 5588 (Jan. 28, 1977), 955 O.G. 1054
(Feb. 22, 1977).

It is therefore necessary that the application, includ-
ing the oath or declaration, be executed in the form in
which it is filed or intended to be filed since it is im-
proper for anyone, including counsel, to complete or
otherwise alter application papers, including the oath
or declaration, after the applicant has executed the
same. The application filed must be the application
executed by the applicant and it is improper for
anyone, including the attorney or agent, to alter, re-
write, or partly fill in any part of the application, in-
cluding the oath or declaration, after execution by the
applicant. Execution of an application with a copy of
the drawings present, rather than the formal draw-
ings, is permissible as long as the copy conforms to
the formal drawings. This avoids the necessity for
transmission, handling, and possible loss of, or damage
to, the formal drawings. See In re Youmans, 142
USPQ 447 (Comr. Pats 1960),

The filing of an application which has been aitered
or partly filled in after being signed or sworn to is
considered by the Office to constitute serious miscon-
duct: Wainer v. Ervin, 122 USPQ 608 (Comr. Pats,
1959). The Commissioner, in refusing to reconsider a
decision striking Wainer’s application stated,

“It is true the penalty of striking an application has not ordinarily
been imposed in the case of an alteration in some minor detail
which obviously does not affect the significance of the application.
However, it is clear that one who alters an executed application

and then improperly files it without resubmitting it to the inventor
for reexecution may gain the advantage of an earlier filing date
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- plied with ‘tlwpmvmnm‘aof _Y‘mlu A
= )] determmmg -whether or-not an: pplicaﬁoa

be strxcken it is necessary to ‘consider all the c:rcum

stances surmunﬁmg the alteration, mclndmg the sub-

stantive nature and the “materiality.of the. change.’? .

Where ‘the ' alterations - involve: ‘substantial - chang&s in
language; in the absence of "a’ clear: and convincing
demonstration that ‘the changes are immaterial or
harmless, they must be regarded.-as such as {0 fequire
the application be stricken: Wainer v. Ervin, 121
USPQ 144 (Comr. Pats. 1959) In - Vandenberg v
Reynolds, 122 USPQ 381, 383 (CCPA 1959) the
court stated,

“Et is the matenahty of the change that should govern the Com-
missioner’s exercise of discretion in striking applications from the
:.'llcs. Materiality is & question of law which must be decided on the
acts, . . ."

In agreeing with the Commissioner’s decision not to

strike the application, the court also agreed with, and
guoted, the Commissioner’s opinion that-
“fijt should be emphasized, however, that while the ma:enahty of
an alteration of an application may determine whether or not an ap-
plication should be mtckeu, this consideration provides no standard of
propriety for an attorney™ (emphasis added by Court).

The Court recommended “the obviously safe
course of altering first and executing afterward.”

2006 Applications Signed or Sworn to in Blank
or Without Review

As stated in § 2005, applications which have not
been executed in accordance with the requirements of
Title 35 of the United States Code and Title 37 of the
Code of Federal Regulations may in appropriate cir-
cumstances, be stricken from the files as having been
improperly executed and/or filed. Prior to February
27, 1983 § 111 of Title 35, United States Code, re-
quired that the application must be signed by the ap-
plicant. The same requirement appeared in now re-
moved 37 CFR 1.57 which specified that the signa-
ture to the oath or declaration would be accepted as
the signature to the application provided the oath or
declaration is attached to and refers to the specifica-
tion and claims to which it applies. Otherwise the sig-
nature must appear at the end of the specification
after the claims.

Prior to February 27, 1983, the application “signed
by the applicant” was required to be a complete ap-
plication and not simply an oath or declaration signed
without remainder of the application. For example,
applicant could not properly sign an oath or declara-
tion and later associate it with a specification and/or
claims without the specification also being signed. Ap-
plications filed on or after February 27, 1983, will re-
ceive a filing date on the filing in the name of the
inventor(s) of (1) a specification containing a descrip-
tion pursuant to 37 CFR 1.71 and at least one claim
pursuant to 37 CFR 1.7 and (2) any drawing re-
quired by 37 CFR 1.81(a) in the Patent and Trade-
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l lé(e). The: later ﬁled ith or declaratnon must“-:

fy: the: specnﬁcatxon #to:which it s’ directed; and must

‘be signéd afisr review of the specification; or an exact

copy ﬂmwof ; vmclud" the clauns, as: ﬁled o

g t to § 1.63 1s slgned ln blank,
(2) Antm.h or declaratlon pursuant to §1. 63 is sxgned wnhout

revxew thereof by the person’ nmkmg the oath or declaratlon ’
(3) An cmh or ‘declaration pursuait to § 1:63 is sngued without

Teview of the specification; including the clmms, as’ reqmred by

§ 1.63(b); or
(4) The application papers filed in the Office are altered after the
signing of an oath ‘or declaration pursuant to § 1.63 referring to

those aptphunon papers.

% [ ] @ @ &

Under 35 U.S.C. 111 in effect after February 27,
1983, applicants still cannot ezecute an oath or decla-
ration attached to, or associated with, a foreign lan-
guage application and. later file such oath or declara-
tion -attached 1o, or associated with, an English-lan-
guage application which has not been executed.. Ap-
plicant can, where appropriate, utilize the procedure
set forth in § 608.01 for foreign language application.

As indicated, such applications “may be stricken
from the files.” Thus, this section provides that strik-
ing of the application is discretionary if there is no
“fraud” present. Whether such applications will in
fact be stricken will depend upon all the circum-
stances involved. However, the Office considers this
very serious misconduct. An oath or declaration
signed or sworn to in blank, or without actual review
of the oath or declaration and specification by the ap-
plicant clearly lacks compliance with 35 U.S.C. §§ 111
and 115. Such an application would obviously not
comply with the requirements of 35 U.S.C. 111 of “an
oath by the applicant as prescribed by section 115 of
this title.” In view of the lack of statutory compli-
ance, no reason would exist for not striking an appli-
cation.

2006.01 International Applications Filed Under
the Patent Cooperation Treaty

The provisions of 35 U.8.C. 363 for filing an inter-
national application under the Patent Cooperation
Treaty (PCT) which designates the United States of
America, and thereby has the effect of a regularly
filed United States national application except as pro-
vided in 35 U.S.C. 102(e), are somewhat different
than the provisions of 35 U.S.C. 111. Under 35 U.S.C.
363 and PCT Article 11(1), the signature of the inven-
tor is not required to obtain a filing date but must be
submitted later. The oath or declaration requirements
for an international application before the Patent and
Trademark Office are set forth in 35 U.S.C. 371(c)(4)
and 37 CFR 1.70. See Chapter 1800.
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to the increasing concern Aof the courts about ‘the rela-
tionship between applicants for patent and the Patent
and Trademark Office. In: view of this concern, and
the importance of  the subject; it:is appropriate that
the Office attempt to define, insofar as possible,. its
substantive policy in this area. This pollcy xs; of
course, subject to change, parhcularly as new court
decisions change the substantxve law.

37 CFR 1.56, as amended in 1977, repr&sented a
mere codificaton of the existing Office policy on
fraud and inequitable conduct, which is consistent
with the prevailing case law in the federal courts. The
expanded wording of § 1.56 was intended to be help-
ful to individuals who are not expert in the judically
developed doctrines concerning fraud. The section
should have a stabilizing effect on future decisions in
the Office and may afford guidance to courts as well:
42 Fed. Reg. 5588, 5589 (Jan. 28, 1977). 955 O.G.
1054 (Feb. 22, 1977). Note True Temper Corp. v.
CF&I Steel Corp . 202 USPQ 412, 419 (10th Cir.
1979); U.S. Industries, Inc. v. Norton Co., 210 USPQ
94, 108, 110 (N.D. New York 1980); USM Corp. v.
SPS Technologies, Inc., 211 USPQ 130, 131 (N.D. Ii-
linois, E. Div. 1981). Also, Kansas Jack, Inc. v. Kuhn,
219 USPQ 857, 862 (Fed. Cir. 1983) $; and Driscoll v.
Cebalo, 221 USPQ 745, 750-751 (Fed. Cir. 1984).¢

The following language has been extracted from
the C.C.P.A. decision of Norton v. Curtiss, 433 F.2d
779, 167 USPQ 532, 543 (1970), because it reflects the
theme of the recent court decisions and writings on
the matter of fraud and inequitable conduct in patent
prosecution:

“[Tlhe term (fraud) in rule 56 . . . refers to the very same types
of conduct which the courts, in patent infringement suits, would
hold fraudulent. . . . [Tjraditionally the concept of “fraud” has
most often been used by the courts, in general, to refer to a type of
conduct so reprebensible that it could alone form the basis of an
actionable wrong (e.g., the common law action for deceit). That
narrow range of conduct, now frequently referred to as (technical)
or (affirmative) fraud, is looked upon by the law as quite sericus.
Because severe penalties are usually meted out to the party found
guilty of such conduct, technical fraud is generally held not to exzist
unless the following indispensable elements are found to be present:
(1) a representation of a material fact, (2) the falsity of that repre-
sentation, (3) the intent to deceive oz, at least, a state of mind so
reckless as to the consequence that it is held to be the equivalent of
intent (scienter), (4) a justifiable reliance upon the misrepresentation
by the party deceived which induces him to act thereon, and (5)
injury to the party decsived as a result of his reliance on the mis-
representation.

$"But the term ‘fraud’ is also commonly used to define that con-
duct which may be raised as a defense in an action at equity for
enforcement of a specific obligation.

@ ] L] L] @

“We have noticed that unenforceability due to fraudulent pro-
curement is a rather common defense. In such circumstances, we
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NG.AND STRIKING OF APPLICATIONS

theu' mterpretaﬁm ‘of" the relatlonshlp-exlstmg between -applicants
~ for patent and the Patent: Office and ‘their scrutmy of the conduct
of applicants in light of that relationship.”¢

The ‘ Cotirt ' of - Appeals for “the: Federal Cnrcult m
Kansas Jack supra at’ 862 stated,

‘Where one who knew, or shou]d have known, t!mt a plece of
prior art, or other mformatlon, would be ‘materizl, i.e.; ; important to
the PTO. in’ making its decision, & failure to disclose that drt or in-
formation can be sufficient proof that a wrongful intent existed to
mislead the PTO, and may. result in a finding of what has come to
be called “fraud” on the PTO. The fact finder, however, must de-
termine not only that the undisclosed art or information was mate-
rial, but that the one charged with nondisclosure knew or should
have known of its materiality at the time.”

It is clear that “technical” fraud is grounds for in-
validating a patent and for rejecting an appllcatlon
under 37 CFR 1.56. The Court of Appeals for the
Federal Circuit, in American Hoist & Derrick Co. v.
Sowa & Sons, Inc. * * ‘.752 F.2d 1350, 220 USPQ
763 (Fed. Cir. 1984), cert. denied 105 S.Ct. 95, 224
USPQ 520 (1984)¢ has noted that the term “technical
fraud” has caused some confusion and that the Court
“will attempt to couch future discussion . . . simply
in terms of ‘fraud’ and ‘no fraud’.” pNote J.P. Stevens
& Co. v. Lex Tex, Ltd., 223 USPQ 1089, 1092-1093
(Fed. Cir. 1984).¢

201001 The Elements of “Technical” or *“Af-
firmative” Fraud [R-3)

1. REPRESENTATION OF A MATERIAL FacT
See § 2001.05 for a definition of “Material.”

2. FALSITY OF THE REPRESENTATION

Insofar as this element is concerned, the court in
Norton v. Curtiss, 433 F.2d 779, 167 USPQ 532, 545
(C.C.P.A. 1970) indicated that
“Whether the representations made to the Patent Office, either ex-

pressly or impliedly, were false, is simply a question of fact, to be
decided on the evidence submitted.”

3. THE INTENT TO DECEIVE OR, AT LEAST, A STATE
oF MIND s0 RECKLESS 4S T0 THE CONSEQUENCES
TeAT IT Is HELD To BE THE EQUIVALENT OF
INTENT (SCIENTER)

The Norton Court, at 535, considered at length the
question of “intent.” Its language has been quoted ex-
tensively by other courts, e.g., In re Multidistrict Liti-
gation Involving Frost Patent, 185 USPQ 729, 742
(D.Del. 1975), and thus bears repeating here:

“The state of mind of the one making the representations is prob-
ably the most important of the elements to be considered in deter-
mining the existence of fraud. Perhaps it is most of all in the tradi-
tional element of scienter that the existence of a fiduciary-like duty
should have its effect. As we have already indicated, the procure-
ment of a patent involves the public interest, not only in regard to
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Under ordmary circumstances, the ﬁzct;o m:srepresentatxeh cou-

pled with proof.that the party making it bad knowledge of its falsi- -
* ty is-enough to warrant drawing the inference that there was a -
fraudulent intent. Where public policy demands & complete and ac-

curate. dnscloxure it ‘may. suffice to. show nothing more, than that. the

nnsrepteseﬂtatlom were made i ;a.n atmosphere of, gross negllgence ‘-

as to their truth.”

This. statement by the Notton Court is- of cntxcal
unportance insofar as the Ofﬁces consnderatxon of
“fraud” or mequxtable conduct” is concemed As is
apparent, direct evidence of “deceptlve intent” is dif-
ficult to obtain. More often than not, a decision as to
the presence or absence of “ deceptive intent” has to
be reached after review of all the circumstances.
Thus, the criteria set forth above from Norton
become extremely important. These are:

() The “inference that there was a fraudulent
intent” is warranted when (1) the circumstances are
ordinary; (2) the misrepresentation is made; and (3)
there is proof that the party making the misrepresen-
tation had knowledge of its falsity.

(b) Under circumstances where “public policy de-
mands a complete and accurate disclosure it may suf-
fice to show nothmg more than that the misrepresen-
tations were made in an atmosphere of gross negli-
gence as to their truth.”

Citing Norton, the Court of Appeals for the Feder-
al Circuit stated in Kansas Jack, Inc. v. Kuhn, 219
USPQ 857, 861 (1983)

“The intent element of fraud, however, may be proven by a
showing of acts the natural consequences of which are presumably
intended by the actor. Statements made with gross negligence as to
their truth may establish such intent. ® ®* ¢ The duty of candor
owed the PTO being uncompromising, it would deal a deathblow
to that duty if direct proof of wrongful intent were required.”

$The CAF.C, in In re Jerabek, 229 USPQ 530
(Fed. Cir. 1986), in sustaining a unanimous decision
by the Board, held

“intent need not be proven by direct evidence. . . . [G]ross negli-
gence is sufficient and can be shown where appellant’s attorney

knew or should have known that the withheld reference would
have been material to the PTO's consideration.”§

The Court of Appeals for the Federal Circuit citing
Kansas Jack stated in Rohm & Haas Co. v. Crystal
Chemical Co., * * *§$722 F.2d 1556, 220 USPQ 289,
301 (Fed. Cir. 1983), cert. denied, 105 S.Ct. 172
(1984).¢

“While direct proof of intent to mislead is normally absent, such
submissions [of false materials] usually will support the conclusion
that the affidavit in which they were contained was the chosen in-
strument of an intentional scheme to deceive the PTO. In any
event, proof of the actual state of mind * * * is not required.”

pNote also I.P. Stevens & Co. v. Lex Tex, Ltd.,
223 USPQ 1089, 1092-1093 (Fed. Cir. 1984); Hycor
Corp. v. Schletter Co., 222 USPQ 553, 561 (Fed. Cir.
1984).¢

In other courts similar results have been obtained
using different language. Thus, in SCM Corp. v.
Radio Corp. of America, 167 USPQ 196, 207 (S.D.
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4 IUS!’IFIABLE RELIANCE BY THE OFFICE ON THE
R MISREPRESBNTATION R

, Whether of not the Ofﬁce rélied. on ‘the m1srepte-
sentauon is usually a questlon of fact as 1s the gues-
tion of whether or not such’ rehance was “justifiable.”
Where the application ‘is an apphcatmn to reissue a
patent, reliance .may be. demonstrated if the examiner
issued the orlglnal patent relying partially or totally
on the misrepresentation. In other circumstances, reli-
ance may be demonstrated if, for example, the exam-
iner withdrew a re_;ectlon or objection relying partial-
ly or totally on the misrepresentation.

5. INSURY AS A RESULT OF RELIANCE ON THE
. MISREPRESENTATION

Thxs is perhaps the easiest element to establish in
view of court oplmons regardmg “injury.” The Su-
preme Court stated in Precision Instrument Mfg. v.
‘Automotive Maintenance Machine Co., 324 U.S. 806,
65 USPQ 133, 138 (1945),

"“A patent by its very nature is affected with a public interest. As
recognized by the Constitution, it is a special privilege. . . . At the
same time, a patent is an exception to the general rule against mo-
nopolies and to the right to access to & free and open market. The
far-reaching social and economic consequences of 2 patent, there-
fore, give the public a paramount interest in seeing that patent mo-
nopolies spring from backgrounds free from fraud or other inequita-
ble conduct and that such monopolies are kept within their legiti-
mate scope. The facts . . . must accordingly be measured by both
public and private standards of equity.”

Based on its reading of the Supreme Court, the
Norton court indicated, at 546,

“[Wlhere fraud is committed, injury to the public through a
weakening of the Patent System is manifest.”

2010.02 Inequitable Conduct;
[R-3]

It is clear that patents can be invalidated or held
unenforceable and applications stricken or rejected
based on equitable principles. While the term “inegqui-
table conduct” was dropped from the proposed rule
change in 1977 of § 1.56 “as covering too great a
spectrum of conduct to be subject to mandatory strik-
ing,” 42 Fed. Reg. 5588, 5590 (Jan. 28, 1977), inequi-
table conduct that is equivalent to fraud is intended to
come within § 1.56. Section 1.56 covers inequitable
conduct equivalent to fraud including conduct result-
ing from “bad faith or gross negligence,” even though
such conduct does not constitute “technical fraud”.
Prior to the 1977 changes the Court of Customs and
Patent Appeals had already interpreted “fraud” in
§ 1.56 to encompass conduct of this sort: Norton v.
Curtiss, 433 F.2d 779, 792, 167 USPQ 532, 543-544

Unclean Hands
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failure, for one reason oranothet:tosahsfyaﬂthedcm&of'zhe
wc&mcaloffenseoﬁwmunotmn!ymukmnho{dugof

“no, frand”. Rather the courts appear 7
partwular case and determing wh : -
which might have been admittedly less than fraudulent in the tech-
nical sense—was. $till $0 reprehensible 2s to justify the cotrt’s refiis-
ing to enforce: the tights of the party. guilty. of such comducet. It
might be said that in sych instances the concept of fraud becomes
intermingled with the equxtable doctrine of “unclean hands™. A
court might still evaluate the evidence in light of the traditional ele-
ments of technical fraud, but ‘will mow include a broader range of
conduct within each of those elements, glvmgcommnwthe
equities involved in the particular case.”

“In suits for patent infringement, unenforceabnhty, as wen as non-
infringement or invalidity under the patent laws, is a statutory de-
fense. See 35 US.C. 282(1) . . . . (U)nenforceability due to frandu-
lent procurement is @ rathercommondefense In such ciremstances,

. the courts are geserally applying equitable principles in evalu-
atmg the charges of misconduct alleged to be fraudulent. Thus, in
suits involving patents, today, the concept of “fraud” on the Patent
Oﬂ’m(atleamtwhereapatemees conduct perfaining to the relative
merits of his invention is' concerned), encompesses not only that
which we have earlier termed “techaical” fraud, but also 2 wider
range of “inequitable” conduct found to justify holding & patent un-
enforcesble. The courts differ as to the conduct they will recognize
as being sufficiently reprehensible so as to carry with it the conse-
quences of technical fraud.”

Because of the nature of the relationship between
the applicant and the Office, and the nature of the
patent grant, applicants and others involved with
preparation and prosecution of the application have a
fiduciary relationship and duty toward the Office.
Such individuals are held to exercising a high degree
of “candor and good faith” in their dealings with the
Office. As stated by the Norton Court,

“Mevertheless, one factor stands clear: the courts have become
more critical in their interpretation of the relationship ezisting be-
tween applicants for patent and the Patent Office and their scrutiny
of the conduct of appli-zuts in light of that relationship. Not unlike
those appearing before other administrative agencies, applicants
before the Patent Office are being held to a relationship of confi-
dence and trust to that agency. The indicated expansion of the con-
cept of fraud manifests an attempt by the courts to make this rela-
tionship meaningful.”

The courts have had considerable difficulty in eval-
uating the conduct of applicants before the Office to
ascertain whether their dealings were such as to con-
stitute “fraud”, “violations of the duty of disclosure”,
or “inequitable conduct”. §In J.P. Stevens & Co., Inc.
v, Lex Tex Ltd.,, Inc, 747 F.2d 1553, 1559, 223 USPQ
1089, 1092-1093 (Fed. Cir. 1984), the Court adopted
the terminology “inequitable conduct” to identify a
breach of the duty of candor to the Patent and Trade-
mark Office in order to make it clear that such mal-
feasance is to be distinguished from common law
“fraud”.¢ As stated by the Court of Appeals in Digi-
tal Equipment Corp. v. Diamond, 210 USPQ 521, 538
(ist Cir. 1981), “Questions of ‘materiality’ and ‘culpa-
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; ‘ y = - %,
: fraud is mtabhslwd, whereas a‘greater showing

matenahty of thhheld mformatxon would necgssmly

Am.encan Hoist & Dernck Corv ‘Sowa & Sons;
* % #2220 USPQ 763;,773:(Fed.. Cir 1984).: In‘ c:tmg
Dlgltal Equipment’ Corp W Dmmond ‘with approval

- the Courtd stated, .

““The PTQ “staddard’ is an’ appropnate startmg pomt for any dns-
cussion of materiality, for it:appedrs to-be the broadest; thus encom:
passing “the others, gnd because: that. materiality: boundary - most
closely. ahgns with . how "one ought 0. oondnct ‘business with- the
PTO. .

The Patent and Tra.iemark Ofﬁoe standard -set
forth in 37.CFR 1.56, as amended in 1977, merely
represented ‘a codification of existing case.law on the
obligation of applicants to disclose pertinent informa-
tion or prior art”: True Temper Corp. v. CF&I Steel
Corp., 202 USPQ 412, 419 (10th Cir. 1979). Most
often, the question reduces itself to whether the appli-
cant failed to disclose to the Office either facts or
prior_ art known to the apphcant, but not known to
the examiner. The fact that such a duty-to-dlsclose
exists has been emphasized in two Supreme Court De-
cisions: Precision Instrument Mfg. Co. v. Automotive
Maintenance Machine Co., 324 U.S. 806, 65 USPQ
133 (1945); and Kingsland v. Dorsey, 338 U.S. 318, 83
USPQ 330(1949).

Courts have held patents invalid or unenforceable
because facts were not disclosed to the Office, even
facts which ultimately may not have rendered the
claims unpatentable or invalid; for example, see SCM
Corp. v. Radio Corp. of America, 318 F. Supp. 433,
449, 167 USPQ 196, 207-208 (S.D. N.Y. 1970) #; prior
art reference need not form the basis of a rejection in
order to be material: In re Kaufman, 212 USPQ 23, 25
(Com’r. Pats. 1981); the “no harm, no foul” argument
“is a myopic view of what is after all an equitable
doctrine, the patent law equivalent of ‘“unclean
hands”; A.B. Dick Co. v. Burroughs Corp., 228
USPQ 65, 75 (M. D. 111 1975): Driscoll v. Cebalo, 221
USPQ 745, 750 (Fed. Cir. 1984).¢ See, also, Duplan
Corp. v. Deering Milliken, Inc., 197 USPQ 342, 414-
415 (D.S.C. 1977). Both * * %*jthe SCM and the
Duplan Corp.¢ decisions quoted as “law” the follow-
ing statement:

“Even though misrepresentations made to the Patent Office are
not legally material to the issuance of a patent, nevertheless, this
court, being a court of equity, can and should refuse to enforce the
patent if the Court finds the patentee made intentional misrepresen-
tations to the patent examiner, i.e., if the patentee come into the
court with unclean hands.”

Corning Glass Works v. Anchor Hocking Glass
Corp., 203 F. Supp. 461, 149 USPQ 99, 106-107 (D.
Del. 1966) mod. other reasons, 153 USPQ 1 (3rd Cir.
1967).
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- AppropIL B1Ve ol
of grounds upcm .which: findings' of - “fmud” o %in-
equitable conduct” have been based, a-few: exemplary :

grounds.are. presented below

1 Noumscmsuxs oF EVIDENCE OF PRIOR- PUBLIC
\ .« USE AND SALE (35 U.S.C.:.102()) > 0.7

A f' ndmg of “fraud” may be based' oun ‘the’ noudls-
closure of evidence of prior.public use and/or. sale.
See, for example, Walker §Process Equipment§, Inc.
v. Food Machinery Co., 382 U.S. 172, 147 USPQ 404
(1965); Monolith’ Portland Midwest - Company  v.
Kaiser Aluminum & Chemical Corp., 152 USPQ 380
(C.D. Calif. 1966, 1967), modified as to amount of at-
torney’s fees at 160 USPQ 577 (9th Cir. 1969); United
States v. Saf-T-Boom, 164 USPQ 283 (E.D. Ark., W.
Div. 1970), affirmed per curiam at 167 USPQ 195 (8th
Cir. 1970).

2. Nowmscwsvma OF ANTICIPATORY Pmon ART (35
U.S.C. 102)

A ﬁndmg of “fraud” may be based on the nondis-
closure of 35 U.S.C. 102 prior art. See Beckman In-
struments, Inc. v. Chemtronics, Inc., 165 USPQ 355
(5th Cir. 1970), certiorari denied, 168 USPQ 1 (1970);
and the related decision on the reissue application, In
re Clark, 187 USPQ 209 (C.C.P.A. 1975). As stated
by the Court in Admiral Corp. v. Zenith Radio
Corp., 131 USPQ 456 (10th Cir. 1961}, at 462,

“fIIf an applicant kaows of prior art which plainly described his
cleimed invention o7 comes so close that a reasonable man would
say that the invention was not original but had been anticipated, he
will not be excused for failure to disclose his knowledge.”

Similarly, the court in In re Clark, 187 USPQ 209
(C.C.P.A. 1975) at 213, stated,

“[Wle do not agree that applicant could, under the state of the
faw in 1956 or now, amend claims expressly to avoid a Section 102

reference unknown to the examiner and fustifiably consider there
was 1o duty to bring that reference to the examiner’s attention.”

Other courts have rendered similar decisions, see,
for example Penn Yan Boats, Inc. v. Sea Lark Boats,
Inc., 175 USPQ 260 (S.D. Fla. 1972), affirmed 178
USPQ 577 (5th Cir. 1973), certiorari denied 414 US
874 (1974).

In Elmwood Liquid Products, Inc. v. Singleton
Packing Corp., 170 USPQ 398 (M.D. Fla., Tampa
Div. 1971), the Court held the patent ‘‘unenforecea-
ble” because of the failure to bring to the Offices’s at-
tention, an anticipatory reference obtained late in the-
prosecution of the U.S. application from counsel’s for-
eign patent associate.

The Court of Appeals for the Federal Circuit in
Orthopedic Equipment Co. v. All Orthopedic Appli-
ances, 217 USPQ 1281, 1286 (1983) stated,

“Although inequitable conduct requires legs stringent proofs as to
both materiality and intent than common law fraud, mere evidence
of simple negligence, oversight, or an erroneous judgment made in
good faith not to disclose prior art is not sufficient to render a
patent unenforceable.”
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~ curiam at 179 USPQ 209 (9th Cir. ;,;1973), stated a8 i
oonclusmn of law at- page 521,

has long existed as evxdenced from In e Clatk supra,
wherein . the. court indicated .that a patent’ applicant
could not “in 1956” “amend claims expressly to avoid
a Section 102 reference unknown to the examiner and
justifiably' consider there was no duty to bring that
reference to the examiner’s attention.” Obviously,
once the claims are amended “expressly to avoid a
Section 102 reference” the reference becomes, at best,
a Section 103 reference.

In U.S. Industries, Inc. v. Norton Co., 210 USPQ
94, 114 (N.D. N.Y. 1980), the Court, in holding patent
no. 3,181,939 which was . applied for in 1961 and
issued in 1965, invalid and unenforceable, held the
duty to disclose a reference which rendered the
claimed invention obvious existed in the early sixties.
The Court stated at pages 106-108 that

“the scope and content of the prior art in patents '490, 491 and
*709 contemplates the teachings of the '939 patent; . . . the neces-
sary conclusion is that the '939 patent is invalid in its entirety as
obvious . . ..

® % L ® %

The specific act upon which plaintiffs argue fraudulent procure-
ment is defendant Norton's failure to cite the *491 patent during the
prosecution of the *939 patent before the Patent Office

) ] % % L

{1}t is too late in the day to argue that failure to cite a highly
relevant prior art reference would not violate the duty of candor
thereby rendering a patent invalid or unenforceable.”

See also True Temper Corp. v. CF & I Steel Corp,,
202 USPQ 412, 415, 421 (10th Cir. 1979) wherein the
court indicated that a duty to disclose a reference that
made the claimed invention obvious existed during
prosecution which occurred in the early sixties
(patent issued December, 1964). In Buzelli v. Minne-
sota Mining & Manufacturing Co., 182 USPQ 307,
311 (E.D. Mich. 1974), 186 USPQ 464, 466-467 (6th
Cir. 1975), the Courts in considering conduct occur-
ring during prosecution of the 3,464,424 patent (1965-
1969) held that plaintiff's failure to disclose prior art
which would render the claims obvious, plus the false
assertion that no such art existed, constituted inequita-
ble conduct before the Patent Office which rendered
the patent unenforceable.

$The Court in Argus Chemical Corp. v. Fibre
Glass-Evercoat Co., Inc., 225 USPQ 1100, 1102 (Fed.
Cir. 1985) stated,

“In this appeal we lay to rest any further argument that in the

past the standard for disclosure of known prior art only required
that a reference which fully anticipated a patent, thereby destroy-
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“fraud” or: “ineqimable conduct” for: the failure to
dxsclose § 103 prior art obwously depends on the rel-
and th

evance of the art

support'a re_]ectlon of claims 7 may tmtlgate the allure
to disclose such reference: however, a pnor art refer-
ence need not form the basxs ofa rejectnon in order to
be deemed material: In re Kaufman, 212 USPQ 23,25
(Comr Pats. 1981). Note also A.B. Dick Co. v. “Bur-
roughs Corp., 228 USPQ 65, 75 (N.D. III. 1985); Dris-
coll v. Cebalo, 221 USPQ 745, 750 (Feb. Cir 1984).4

4. PRIOR ART OR O'mER,INFORMATION DISCLOSED IN
. 4N INADEQUATE MANNER .

In general, the prior art has to be brought to the
attention of the examiner in an adequate fashion.
Thus, in Penn Yan Boats, Inc. v. Sea Lark Boats,
Inc., 175 USPQ 260 (5.D. Fla. 1972) at 272, the Court
indicated,

“[Tlhe purpose of this misrepresentation was to bury the Wollard
Patent in a long list of allegedly old prior art pateats in the hope
that the Patent Examiner, having aiready allowed the Stuart claims,
would ignore the list and permit the Siuart patent to fssue. Such
conduct clearly violates the required standard of candor and fair
dealing with the Patent Office. Stuart had a clear obligation to call
the Wollard patent to the attention of the Patent Office in a proper
faghion. . . .”

5. MISREPRESENTATION OF PRIOR ART OR OTHER
INFORMATION

Misrepresentations regarding the prior art can
render a patent unenforceable as evident from Penn
Yan Boats, Inc. v. Sea Lark Boats. Inc., 175 USPQ
260 (8.D. Fla. 1972}, affirmed 178 USPQ 577 (5th Cir.
1973), certiorari denied 414 U.S. 874 (1974).

6. MISREPRESENTATIONS IN AFFIDAVITS

Misrepresentations in affidavits can result in find-
ings of “fraud” or “inequitable conduct.” In Timely
Products Corp. v. Arron, 187 USPQ 257 (2nd Cir.
1975), a 37 CFR 1.131 affidavit averred that the appli-
cant had been “‘associated with another” in his work
prior to the reference’s filing date without disclosing
that the patentee of the reference was the “another.”

In SCM Corp. v. RCA, 167 USPQ 196, 206
(8.D.N.Y. 1970), the Court found that affidavits relied
upon by Counsel to support his position omitted rele-
vant data and that Counsel “in all likelihood” knew
the data was inaccurate. The Court indicated

“IIfns any event, he <hould have known. . . . It was his duty to
inform himself, . . . He could not avoid responsibility by trying not
to “see the details”.”

See also Cosden Qi & Chemical Co. v. American
Heochst Corp., 543 F. Supp. 522, 214 USPQ 244,
269-270 (D. Del. 1982).

In Chas. Pfizer & Co. Inc. v. Federal Trade Com-
mrigsison, 159 USPQ 193 (6th Cir 1968), certiorari
denied, 161 USPQ 832 (1969), the Court found the af-
fidavits to be misleading. In Monsanto Co. v. Rohm &
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A Haas Co 172 USPQ 323 326 (3rd Cu‘ 1972), the
‘ ‘Courtfoundthat S

“inall, the affidavit showod Jegs. than 25 percent of Husted's tesults,
of 810 tests, only 150 .were submitted. The District Court,conclud.
ed :that t!m close-cwppmg of Hus(ed'sw mdmgsiamounted;to mige

e.. Cour peals . ! ederaI,Cu'cult in
Rohm & Hass Co. v. C rystal Chemical - Co.,
W22 F2d 1556, 220 USPQ 289, 301 (Fed. Cir.
1983), ‘cert. demed 105 'S.Ct. 172 (1984),0 found, in
holding ' the ‘patent “invalid: because of fraud ‘on’ the
PTG durmg procurement, T

“that data in Afﬁdavu E were falsxﬁed a.nd that the dlffenng ex-

perimental condmons that lay behmd the data companson ‘in Affi-
davnt D were not revealed to the PTO." .

See also Armour & Co v Swift & Co 175 USPQ
70, 77-78 (7th Cir. 1972).

7. MISREPRESENTATIONS IN PATENT APPLICATION
OATHS OR DECLARATIONS

Misrepresentations in patent application oaths or
declarations have resulted in holdings of “fraud.” See,
for example, Walker Products, Inc. v. Food Machin-
ery Co., 382 U.S. 172, 147 USPQ 404 (1969); United
States v. Saf-T-Boom, 164 USPQ 284 (E.D. Ark, W.
Div. 1970), affd. 431 F.2d 737, 167 USPQ 195 (8th
Cir. 1570). In Saf-T-Boom the District Court, at 284,
rejected an argument that the applicant signed the
oath in ignorance of its contents, and without reading
it, stating that applicant
“knew that he was applying for a patent, and that he was executing
an affidavit to be submitted to the Patent Office. Regardless of
whether he read the affidavit or knew what was in it, he in effect
represented to the Patent Office that the facts stated in the affidavit
were true and correct to the best of his knowledge and belief, and
he must have known that the Patent Office would or might rely on
the affidavit.”

Chromalloy American Corp. v. Alloy Surfaces Co.,
173 USPQ 295 9, 307¢ (D.Del 1972), represents an-
other situation in which a false oath resulted in a
holding that the patent was “unenforceable because it
was obtained from the Patent Office by clearly inequi-
table conduct” * * *. The patentee had falsely stated,
when filing a continuation-in-part (CIP), that no for-
eign applications corresponding to the parent applica-
tion had been filed. In fact a British counterpart had
been filed and issued more than one year prior to the
filing date of the C-1-P, thereby becoming a refer-
ence under 35 U.S.C. 102(b) for the claims containing
additional matter in the C-I1-P.

However, while misrepresentations in oaths may
result in holdings of “fraud” or “inequitable conduct”,
a mere mistake or an immaterial misrepresentation
will normally not. For example, a mistake or misrep-
resentation of an applicant’s residence, without more,
would normally not constitute “fraud” or “inequitable
conduct.” Similarly, in Langer v. Kaufman, 175
USPQ 172 {(C.C.P.A. 1972), the Court found that,
under the circuinstances, there present, an incorrect
statement in the oath that an application was a con-
tinvation rather than a continuation-in-part did not
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that the alleged ‘misrepresentation’ must be mgterial, and . L L mates
riality extends to ‘indications in the record that the clm 8t -issue

would not have been allowed but far the challenged misrepresenta- -

tion ;7" We have- bccn du‘ected to no wch mdlcatlons. and- we
have foundnone"-r . ;. it §

8 MISREPRESENTATIO SAIN PATENT SPECIFICATIONS

Mlsrepr&sentatlons A patent specxﬁcatlons have re-
sulted in loss of rights to the patentee. See, for exam-
ple Steierman v. Connelly et al, 192 USPQ 433 (PTO
Bd. of Pat. Int. 1975); 192 USPQ 446 (PTO Bd. of
Pat. Int. 1976), wherein the Board of Patent Interfer-
ences, in awarding pnorlty to.the jumor party, found,
at page 436, that

“the record clearly supports a finding that between the time Con-
nelly performed his experiments and the time an -application was
filed, someone . . . decided the Connelly experimental work would
not be repreduced exactly in the Connelly et al application.”

The Board of Patent Interferences concluded, at
page 438, that
“filbe ‘inequitable ' conduct”™ issue presented in this mterfercncc
would not have arisen if Comnelly, Hares, connsel, and possibly
others .. . had seen to it that the experimental work by Connelly
had properly appeared in the Connelly et al application. We cannot
condone what occurred. We are hopefil, indeed, that we will not
encounter in any future cases the type of ‘loose practice’ which oc-
curred in this case, because such ‘loose practice’ only adds to the
‘suspicion and hostility’ with which many, including federal judges,
unfortunately approach the patent system.”

See also Grefco Inc. v. Kawanee Industries, Inc.,
499 F. Supp. 844, 208 USPQ 218, 240 (Del. 1980),
aff’d. wo opin. CA 3, cert. den. 213 USPQ 888 (1981).

2012 Reissue Applications Involving Issues of
Fraud, * * * p Inequitable Conductg¢ and/or
Vlolatmn of Duty of Disclosure [R-3]

Questions of “fraud” §, “inequitable conduct”§ or
violation of “duty of disclosure” or “candor and good
faith” can arise in reissue applications. * * *

REQUIREMENT FOR “ERROR WITHOUT ANY
DECEPTIVE INTENTION”

Both 35 U.S.C. 251 and 37 CFR 1.175 promulgated
pursuant thereto, require that the error must have
arisen “without any deceptive intention.” In re
Heany, 1911 C.D. 138, 180, unequivocally states

“Where such a condition [fraudulent or deceptive intention] is
shown o esist the right to reissue is forfeited.”

Similarly, the court in In re Clark, 187 USPQ 209,
213 (C.C.P.A. 1975) indicated,

“Reissue is not available 1o rescue a patentee who had presented
claims limited to avoid particular prior ast end then had failed to
disclose that prior art . . . after that failure to disclose has resulted
in invalidating of the claime.”

It is clear that “fraud” cannot be purged through
the reissue process. See conclusions of Law 89 and 91
in Intermountain Research and Engineering Co., Inc.
v. Hercules Inc., 171 USPQ 577, 631, 632 (C.D. Calif.
1971).
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: ‘Sets forth ‘the varioiis ‘eléinents wmch._

.consntuté “fraud M In 50 damg, &e: Cou:t mdmmd f B .

ai;phcant who
mg “the entlre

appllcatlon to exammatxon
original apphcatzons” mcludmg the qu&stlon of the
presence or absence. of “fraud” §, “meqmtable con-
duct”§ or “violation of duty of disclosure” in the
prosecution -of the application ‘resulting in the patent
which is sought to be reissued B, or of the reissue ap-
plication itself@. .

37 CFR 1.56(d) provides

(d) No patent will be granted on an application in connection
with which fraud on the Office was practiced or attempted or the
duty of disclosure was violated through bad faith or gross negli-
gence. The claims in an application shall be rejected if upon exami-
nation pursuant to 35 U.S.C. 131 and 132, it is established by clear
and convincing evideace (1) that any fraud was practiced or at-
tempted on the Office in cgnnection with the application, or in con-
nection with any previous application upon which the application
rslies, or (2) that there was any violation of the duty of disclosure
through bad faith or gross negligence in connection with the appli-
cation, or in connection with any previous application upon which
the application relies.

Clearly, where several patents or applications stem
from an original application which contained fraudu-
lent claims ultimately allowed, the doctrine of unclean
hands bars allowance or enforcement of any of the
claims of any of the applications or patents: Keystone,
Driller Co. v. General Excavator Co., 290 U.S. 240,
245, 19 USPQ 228, 230 (1933); East Chicago Machine
Tool Corp. v. Stone Container Corp., 181 USPQ 744,
748 (N.D. Illinois, E.Div. 1974), modified, 185 USPQ
210. See also Chromalloy American Corp. v. Alloy
Surfaces, Inc., 173 USPQ 295 (D.Del. 1972) and
Strong v. General Electric Co., 162 USPQ 141 (N.D.
Ga. 1969), affd 168 USPQ 8 (5th Cir. 1970) where
fraud or inequitable conduct affecting only certain
claims or only one of related patents was held to
affect the other claims or patent. Clearly, “fraud”
“practiced or attempted” in an application which
issues as a patent is “fraud” “practiced or attempted”
“in connection with” any subsequent application to
reissue that patent. The reissue application and the
patent are inseparable as far as questions of “fraud” p,
“inequitable conduct” or “violation of the duty of dis-
closure’’§ are concerned. See In re Heany, supra; and
Norton v. Curtiss, 433 F.2d 779, 167 USPQ 532, 543
(C.C.P.A. 1970), wherein the Court stated,

“We take this to indicate that any conduct which will prevent

the enforcement of a patent after the patent issues should, if discov-
ered earlier, prevent the issuance of the patent.”

Clearly, if a reissue patent would not be enforceable
after its issue because of “fraud” B, “inequitable con-
duct or *violation of duty of disclosure”¢ during the
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. ICIng
violation of the duty of disclosure’ durmg prosecutlon
of the patents sought to be relssuj K N .

2012.01 - Collatersl Estoppel FEPIR

‘The Supreéme Court in’ Blonder-Tongue I..aborato-
ries, Inc. v. University of Hlinois Foundation 402 U.S.
313, 169 USPQ 513 (1971) set forth the rule that once
a patent has been declared invalid via judicial inquiry,
a collateral estoppel barrier is created against further
litigation involving the patent, unless the patentee-
plaintiff can demonstrate “that he did not have” a full
and fair chance to litigate the validity of his patent in
“the earlier- case.” As stated 'in ‘Kaiser Industries
Corp. v. Jones & Laughlin Steel Cbrp, 185. USPQ
343, 362 (3rd Cir. 1975), .

“In fashioning the rule of Blondet—Tongue,-Jusuce White for a
unanimous Court made it clear that a determination of patent inva-
lidity, after a thorough and equitable judicial inquiry, creates a col-
lateral estoppel barrier to further litigation to enfosce that patent.”

Under 35 U.S.C. 251 the Commissioner can reissue
a patent only if there is “error without any deceptive
intention.” The Commissioner is without authority to
reissue a patent when ‘“deceptive intention” was
present during prosecution of the parent application:
In re Clark, 187 USPQ 209 (C.C.P.A. 1975), and In re
Heany, 1911 C.D. 138, 180. Thus, the collateral estop-
pel barrier applies where reissue is sought of a patent
which has been held invalid or umenforceable for
“fraud” or “violation of duty of disclosure” in procur-
ing of said patent. It was held in In re Kahn, 202
USPQ 772, 773 (Comr. Pats. 1979):

“Therefore, since the Kahn patent was held invalid, inter alia, for
“failure to discloze material facts of which ¢ ¢ ¢ [Kahn] was

aware” this application may be striken under 37 CFR 1.56 via the
doctrine of coliateral estoppel as set forth in Blonder-Tongue supra.

L4 % ] ] L

The Patent and Trademark Office . . . has found no clear justifi-
cation for not adhering to the doctrine of collateral estoppel under
Blonder-Tongue in this case. Applicant has had his day in court.
He appears to have had a full and fair chance to litigate the validity
of his patent.”

Note § 2259 for collateral estoppel in reexamination
proceedings.

2013 Protests Involving Issues of Fraud, * * *
dInequitable Conduct¢ and/or Violation of
Duty of Disclosure [R~3]

37 CFR 1.291 permits protests by the public against
pending applications. 37 CFR 1.56(h) as promulgated
effective July 1, 1982 provides,

“Any member of the public may seek to have the claims in an
application rejected pursuant to paragraph (d) of this section by
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- 37 . ed effective July 1, 1982 hmlts
“petmons to strike” (§ 1. 56(D) & (g):to. vnolatlons of
paragraph (c), with any violations of paragraph (d)
being subject matter for protest ‘under § 1.291 and for
rejection under paragraph (d); see §2015. .

‘Any protest filed alleging “fraud” B, “inequitable
conduct”@ or “violation of the duty of disclosure” can
be submitted by mail to the Commissioner of Patents
and Trademarks, Washington, D.C. 20231, and shouild
be directed to the attention of the Office of the Assist-
ant Commissioner for Patents, Buddmg 3 Room
11A13. (See § 1901.03). -

* Protests filed pursuant to §156(h) should be in
conformance with § 1.291(a) and (b), and include a
statement of the alleged facts involved, the point or
points o be reviewed, and the action requested. Any
briefs or memoranda in support of the petition, and
any affidavits, declarations, depositions, exhibits, or
other material in support of the alleged facts, should
accompany the protest.

Protests containing allegations or mformatxon relat-
ing to possible “fraud”, * * * P“inequitable con-
duct”’§¢ and/or violations of duty of disclosure must,
except where the application has previously been re-
ferred to, reviewed by, or returned for examination
by the Office of the Assistant Commissioner for Pat-
ents, be immediate!; referred to that Office along
with the relevani Jles; s2e § 2022.01.

2014 Duty of Disclosure in Reexamination Pro-
ceedings [R-3]

As provided in 37 CFR 1.555, the duty of disclo-
sure in reexamination proceedings applies to the
patent owner. That duty is z continuing obligation on
the part of the patent owner throughout the proceed-
ings. However, issues of * §*fraud”, “inequitable con-
duct” or “violation of duty of disclosure”§ are not
considered in reexamination. See § 2280. If questions
of “fraud”, “inequitable conduct” $or “violation of
duty of disclosure”§ are discovered during reexamina-
tion proceedings, the existence of such questions will
be noted by the examiner in an Office action, in
which case the patent owner may desire to consider
the advisability of filing a reissue application to have
such questions considered and resolved. See § 2258.

For the patent owner’s duty to disclose prior or
concurrent proceedings in which the patent is or was
involved, see §8§ 2282 and 2001.06(c).
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filing & timely: petition: to strike.the &pphcatzou fmm‘thc mes.lmy
such umcly petmon and any \ w
_mtheapphcaumﬁlexfthepeu panym
specifically identify the apphicatioa’to: which the pétition ‘i Ereck
ed, and (2) are either served upon the apphcant -in acoordance with
§ 1.248, .o filed with the Office.in duplicate in the event service is
not possible. Any such petmm filed by an’ attomey o’ agem must

be in compliance with § 1.346. -~ -
“(g)Apeﬂuontosmkeanapplmmn from theﬁlasubmm

accordance with the second sentence of paragraph (f} of this sec-
tion will be considered by the Office. ‘An acknowledgement of the
entry of such a petition in a reissue apphcauon file will be senmt to
the member of the public fdmg the petition. A member of the
public filing such & petition in an application for an original patent
will not receive any communications from the Office relating to the
petition, other than the return of a self-addressed postcard which
the member of the public may include with the petition in order 1o
receive an acknowledgement by the Office that the petition has
been received. The Office will communicate with the applicant re-
gardinig any such petition entered in the application file and may
require the applicant to respond to the Office on matters raised by
the petition. The active participation of the member of the public
filing & petition pursuant to paragraph (f) of this section ends with
the filing of the petition and no further submission on behalf of the
petitioner will be acknowledged or considered umless such suhemis-
gion raises new issues which could not have been earlier presemted,
and thereby constitutes a new petition.” ,

Paragraph (f) continues the long standing practice
whereby any member of the public can file a petition
to strike an application from the files pursuant to
paragraph (c) of § 1.56. Prior to promulgation of para-
graph (f) such petitions were being filed without spe-
cific mention in § 1.56. Paragraph (f) requires that any
such petition alleging a violation of paragraph (c) in
order to be entered in an application file, must (1) be
timely filed, (2) specifically identify the application to
which the petition is directed, and (3) be served on
the applicant or be filed with the Office in duplicate
in the event service is not possible.

Paragraph (f) does not specifically limit a “timely
petition” to any particular point in the examination of
the application. Such petitions will generaily be con-
sidered “timely” if they are filed before final rejection
or allowance of the application by the examiner.
Whether or not a petition filed after final rejection or
allowance of the application by the examiner is con-
sidered “timely” will depend upon the circumstances
and the , ~int in the prosecution at which the petition
is submitteci.

Paragraph (f) requires that the petition specifically
identify the application to which the petition is direct-
ed. While an identification by application serial
number is not §absolutely§ essential, the identification
must include enough specificity that the Office can
deterinine with certainty the application to which the
petition is directed. Paragraph (f) requires service of 2
copy of the petition on the applicant, or a duplicate
copy in the event service is not possible, before the
petition will be entered. While the Office might, in
some circumstances, reproduce and serve a petition
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! apphcatxon fite. Howev-
er, the Office will not municate ‘with the member
of the public filing such a petmon m'non-relssue ap-
plications, except for the return of any' self-addressed
postcard which was enclosed which merely acknowl-
edges_ receipt . of the petition. . The member of the
public filing the petition will not be permitted to con-
tact the Office as to. the disposition, or status, of the
petition; or to participate in any Office proceeding re-
lating to the petition. No further papers will be ac-
knowledged or considered unless they raise new
issues' which could not have been earlier presented
and -thereby constitute a new proper petition. Mere
arguments relating to the Office’s decision on the peti-
tion or applicant’s response to the petition would not
qualify as a new proper petition. The disposition of
the petition, once one has been filed will under para-
graph (g), be an ex parte matter between the Office
and the applicant.

Paragraph (g) provides for communication by the
Office with the applicant regarding a petition to strike
the application which has been entered in the applica-
tion file. Under paragraph (g) the applicant could be
required by the Office to respond to the petition. Any
such response would be ex parte and would not be
served on the member of the public filing the petition.

Petitions to strike, in addition to complying with
§ 1.56(f), should contain a statement of the alleged
facts involved, the point or points to be reviewed, and
the action requested. Any briefs or memorandum in
support of the petition, and any affidavits, declara-
tions, depositions, exhibits, or other materials in sup-
port of the alleged facts, should accompany the peti-
tion.

Petitions to strike can be submitted by mail to the
Commissioner of Patents and Trademarks, Washing-
ton, D.C. 20231, and should be directed to the atten-
tion of the Office of the Assistant Commissioner for
Patents, Room 3-11A.13,

Petitions under § 1.56(f) must, be immediately re-
ferred to the Office of the Assistant Commissioner for
Patents along with the relevant application files (see
2022.01).

$2016 Fraud, Inequitable Conduct or Violation
g]f Duty of Disclosure Affects All Claims [R-

A finding of “fraud”, “inequitable conduct’ % vio-
lation of duty of disclosure with respect to any claim
in an application or patent, renders all the clai-..
thereof unpatentable or invalid: Chromalloy American
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“Once a court concludw that meqmtable -conduct
occurred, all the claims—not just the particular claims
to which the. inequitable conduct is.directly. connect-
ed—are .unenforceable. See . generally, cases' collected
in 4 Chisum, PATENTS, paragraph 19.03[6] at' 19-85
n. 10.(1984). Inequitable conduct “goes to the patent
right as a whole, mdependently of particular. claims”.
In re Clark, 522. F.2d 623, 187 USPQ 209, 212
(CCPA).” :

The Court noted in Stevens that while in

“In re Multidistrict Litigation Involving Frost Patent,”
340 F.2d 601, 611, 191 USPQ 241, 249 (3rd. Cir.
1976}, some claims were upheld despite nondisclosure
with respect to others. The case is not precedent in
this court.”

As stated in Gemveto Jewelry Co. v. Lambert Bros.,
Inc., 542 F. Supp. 933, 216 USPQ 975, 984 (S.D.N.Y.
1982),

“The gravemen of the fraud defense is that the pat-
entee has failed to discharge his duty of dealing with
the examiner in a manner free from the taint of ‘fraud
or other inequitable conduct’. If such conduct is es-
tablished in connection with the prosecution of a
patent, the fact that the lack of candor did not direct-
ly affect all the claims in the patent has never been
the governing principle. It is the inequitable conduct
that generates the unenforceability of the patent and
we cannot think of any cases where a patentee partial-
ly escaped the consequences of his wrongful acts by
arguing that he only committed acts of omission or
commission with respect to a limited number of
claims. It is an all or nothing proposition. [Emphasis
in original.]

Clearly, “fraud”, “inequitable conduct” or “viola-
tion of duty of disclosure” with respect to any claim
renders all claims in an application unpatentable and
subject to rejection in accordance with 37 CFR
1.56(d): see 2033.¢

2019 Examination of Applications Having Issues
Under 37 CFR 1.56(c) [R-3]

Consideration of issues under 37 CFR 1.56{(c) will
not normally, comsistent with long standing Office
practice, be deferred, but will occur prior to examina-
tion as to issues of patentability, or as socn as such
issues are discovered or identified. Similarly, consider-
ation of petitions to strike under § 1.56(c) will not
normally be deferred. Section 1.56(g) provides that
such petitions, when filed in conformance with
§ 1.56(f) will be considered by the Office.

Edentification of Issues and Referral to Office of
Agsigtant Commigsioner for Patents
As soon as possible issues under 37 CFR 1.57(c) are

identified to por byd the examiner (note §§ 2005 and
2006), the application should be forwarded to the
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mm Examimuon of Applications Havmg Issuw
" of Fraud; $Inequitable Conductg * * * ‘and/
or leaﬁon of the Duty of Dlsclosure [R—3]

, Whﬂe x:ssum of fraud Q, mequitable conduct‘ or
vmlatlon of the duty. of . disclosure do not arise in a
large percentage of the. appllcatlons examined by the
Office, such issues arise with sufficient frequency that
examiners and other Office personnel should be cogni-
zant of such issues and how they are treated proce-
durally .within the Office. A review of the preceding
sections of this Chapter will render it clear as to the
types of issues which can be raised, or which can be
present. In addition, it is appropriate to-identify typi-
cal issues which can be raised, or: which are present,
with some degree of frequency in various types of ap-
plications in otder that Office personnel w111 be cogni-
zant of the same.. :

202001 Typlcal ‘Issues Present in Original Ap-
plications [R-3]

Typical issues found in original applications, i.e.,
applications other than reissue, relate to such matters
as irregularities in affidavits and allegations that im-
proper inventors have been knowingly and fraudu-
lently named. Inventorship disputes typically arise
where one or more of the named inventors believe
that the inventive entity is improperly constituted, or
in circumstances where an unnamed individual be-
lieves he or she should be named as an inventor and
alleges that the failure to do so occurred as a result of
bad faith. Another issue which arises with some
degree of frequency is the failure to identify the
source of copied patent claims as required by 37 CFR
1.205(b) and § 1101.02(d). Other issues arise through
the failure to disclose to the Office prior patents to
the same applicant or assignee, or prior abandoned or
copending applications of the same applicant or as-
signee, which are “material to the examination” of the
application under consideration: Note Armour & Co.
v. Swift & Co., 175 USPQ 70, 79 (7th Cir. 1972).
& & & pUndisclosed priorg publications of the same
applicant and/or assignee are also the source of some
issues in original applications, as are prior public uses
and/or sales which are either not discloscd by the ap-
plicant, but are discovered by the Office, or are dis-
closed to the Office by someone other than the appli-
cant. Allegations that the oath or declaration is faise
in some material respect also arise in original applica-
tions, e.g., an oath or declaration stating that no for-
eign application has been filed when foreign applica-
tions have in fact been filed.
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tion of the duty of disclosure” arise in reissue apphca-
tions than in original ‘applications is not" surprising in
view of the public accessibility of the reissue applica-
tions and also the fact that the issues can be raised
with regard to both: the original prosecutlon of the
patent and also the prosecution of the reissue applica-
tion.. Probably the most common ‘issues arise as a
result of the failure to disclose during the prosecution
of the original application which resulted in the
patent the existence of (1) prior art patents and/or
publications known to those individuals covered by
37 CFR 1.56(a) during the pendency. of the original
application or (2) prior public use and/or on sale
issues which resulted from activities on behalf of the
apphcant and/or the assignee more than one year
prior to the effective filing date to which the claims
are entitled. For example, if the ongmal patent issues
without disclosure to the Office of prior pateénts or
publications, or without disclosure. of public use and/
or on sale questions regarding activities more than
one y.ar prior to the effective filing date to which the
claims are entitled, issues of ‘“fraud” or ‘“violation of
the duty of disclosure” are present in the reissue ap-
plication if the individuals identified in § 1.56(a) had
knowledge of the information prior to the issuance of
the patent.

Other examples of issues which can arise are any
one or more of those set forth in § 2011. Any issue re-
lating to “fraud” or “violation of the duty of disclo-
sure” which can be raised in litigation relating to the
patent can also be raised, or can be present, in Office
proceedings for reissuance of the patent.

2020.03 Identification of Issues and Referral to
Office of Assistant Commissioner for Patents
[R-31]

As soon as an issue of “fraud” §, “inequitable con-
duct”@ or “violation of the duty of disclosuse” is
identified in, or with regard to, an application, the ap-
plication should be forwarded to the Office of the As-
sistant Commisgsioner for Patents. The application
should be accompanied by a brief memorandum iden-
tifying the issue(s) of “fraud” §, “inequitable con-
duct”§ or “violation of the duty of disclosure” and
pointing out what facts and/or allegations raise the
issue(s)and where in the documents and/or other ma-
terials the facts and/or allegations can be located.

The brief memorandum should include the wording
of Form Paragraph 20.01.
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" Patents via the Offfice

of the Dlrector of Exammmg Grou 7 for

revxew af snch smes

i This form paragiaph i used for purposes g mduarig almemomn
dum {10 ‘the. Office of the A.mstam Commissioner ﬁ»‘ Patents:: It zs nat
used:in Office actions. ;-5 ;
Where ‘the ‘referral comes’ fro an’‘examin gf grOup;
the ' memorandum’ should besigned by the group di-
rector. Apphcatxons which’ have’ been previously re-
ferred to the Assistant Commissioner’s Office and- Té-
turned for examination, need ‘not be referred agam,
until aﬂer the close of prosecutlon before the examin-
er, even thcugh ‘additional “fraud” §, “meqmtable
conduct”§ or “violation of the duty of disclosure”
issues are raised. However, the initial referral must
not be delayed, but must. take place as soon as as the
issue is identified..

2021 Inmitial Rev:ew and Treatment by Ofﬁce of
* Assistant Commissioner for Patents [R-S]

After recexpt of the apphcatlon in the Office of the
Assistant Commissioner for Patents, the apphcauon is
reviewed to determine what action is appropriate at
that stage of the examination.

DEFERRAL OF “Fraup” @, “INEQUITABLE CON-
DUCT”§ OR “VIOLATION OF DuUTY OF Dlscmsum:”
ISSUES

37 CFR 1.56(e) as promulgated effective July, 1982
provides,

“The examination of an application for compllance with para-
graph (d) of this section will normally be delayed until such time as
(1) ail other matters are resolved, or (2) appellant’s reply brief pur-
suant to § 1.193(b) has been received and the application is other-
wise prepared for consideration by the Board of Appeals. . .”

New Section (e) continues the present Office policy
of deferring consideration of issues of “fraud” $§“in-
equitable conduct”§ or “violation of duty of disclo-
sure” in any application until the other issues are re-
solved or the application is otherwise ready for con-
sideration by the Board of $Patent¢ Appeals pand
Interferences§ (note § 1448).

Thus, under normal circumstances an application
referred to the Office of the Assistant Commissioner
for Patents would be returned to the group director
for examination along with any appropriate examining
instructions After completion of examination before
the examiner, or at such time as the application is oth-
erwise ready for conmsideration by the Board of
#Patent@ Appeals pand Interferencesq, the application
is returned to the Office of the Assistant Commission-
er for Patents (see § 2022.03) for consideration of the
issue(s) of “fraud” §, “inequitable conduct”¢ and/or
“violation of the duty of disclosure”. See In re Gabri-
el, 203 USPQ 463 (Comr. Pats. 1978); and § 2030.
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468 (Comir. Pats. 1978);

The ex:sung Ofﬁce 'polxcy of defemng consxder-
ation of issues of “fraud”. §, “inequitable conduct”§
and “violation of duty of disclosure”, as provided for
in 37 CFR 1. 56(e) (see §2021), extends to such. issues
where presented in protests. filed. under §§ 1.56(h) and
1.291(a). Matters other than “fraud” §, “inequitable
conduct™§ or “violation of the duty of disclosure”
raised in a protest, for example, patentablhty in light
of referenc_es, will be treated by the examiner or other
appropriate official. Requests relating to procedural
matters involving examination of the application will
be decided by the examining group director; unless
such requests have already been ‘treated by:the Office
of the' Assistant Commissioner for Patents.

- Protests raising issues of possible “fraud” §, “inequi-
table conduct”§ or “violation of duty of discinsure”
filed after an apphcatlon ‘has been  initially - reviewed
and returned for examination by the Office of the As-
sistant Commissioner for Patents will ordinarily be ac-
knowledged by the examining group director as set
forth in §1.291(c). In Acknowledging such protest in
a reissue application, the group director will indicate
that the protest will be forwarded to the Office of the
Assistant Commissioner for Patents for decision on
the conduct issues after all other issues are resolved
or the application is otherwise ready for consideration
by the Board of $Patentg Appeals pand Interfer-
ences§

2021.02 Suspension of Action Because of Litiga-

tion [R-3]

In order to avoid duplication of effort, action is
sometimes suspended because of the litigation. See
§ 1442.02. Under some circumstances, examination is
expedited. See § 1442.03. Under the expedited exami-
nation procedures, issues of “fraud” §, “inequitable
conduct”§ or “violatior: of the duty of disclosure” are
deferred until other issues are * $resolved, or the ap-
plication is otherwise ready for consideration by the
Board of Patent Appeals and Interferences§. See
§1448 and §1.56(¢).

2021.03 Returning Application to Group Direc-
tor for Examination [R-3]

Following the initial review by the Office of the
Assistant Commissioner for Patents of an application
containing possible issues of “fraud” §, “inequitable
conduct”@ or “violation of duty of disclosure”, under
most circumstances the application is returned to the
group director for immediate examination as to all

2000-23

2021.04 Reguirements for Informatmn

Under some circumstances the initial rev1ew by the
Office of the Assistant Commissioner for Patents re-
veals the necessity. or desirability, of seeking more in-
formation relating to specific -issues. Such issues re-
quiring more information include: (1) execution of an
application in blznk or without review thereof, (2) al-
teration of application papers after signing of the oath
or declaration prior to decision on § 1.56(c) quéstions,
and (3) inventorship or possible public use and/or
sale, prior to or as part of a decision returning the ap-
plication  for examination. Such requirements for in-
formation are. provided, for, consistent with: .existing
Office procedures, in paragraph (i) of §1.56 as pro-
mulgated effective July 1, 1982. Authority for such
requirements is provided by 35 U.S.C. 132. Require-
ments for information may be utilized where it ap-
pears that more information may be necessary in
order for the examiner to reach a proper decision, and
where it appears that such information may be avail-
able to applicant. The requirements frequently take
the form of written guestions directed to those indi-
viduals likely to have desired information or to have
access thereto.

2022 Examisation by the Examiner After
Return From the Office of the Assistant
Commissioner [R-3]

It is important that the examiner’s actions on appli-
cations returned for examination under this Chapter
be complete, thorough, and set forth detailed reasons
for any conclusions reached by the examiner. Detailed
reasons are important since subsequent decisions by
the Office of the Assistant Commissioner for Patents
frequentiy refer to, and rely upon, the decision of the
examiner on issues such as whether or not the claims
aviod the prior art, and the materiality of prior art
references. The basis for the examiner’s decision, and
the reasons for reaching that decision, must be clearly
reflected in the examiner’s actions. The examiner must
be careful that no significant issues are overlooked
and that the materiality, or lack of materiality, of the
refernces is apparent from the actions. Any examining
instructions from the Office of the Assistant Commis-
sioner for Patents must be followed explicitly. In ad-
dition, the examiner must conduct a ‘“‘normal” exami-
nation on the merits, including a thorough search of
the relevant prior art.
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&F 1k app.
under the provisions of this Chapeer shonld mclude
Form Paragraph 20 02

2002 DeferraI of conduct rss'ues

Consxder:mon of any issues relatmg to possxble ‘fm " 'or viola-
tion of the duty of disclosare are being ‘deferred, consmem with 37
CFR: 1.56(c), pending resolution-of all other metters in favor of ap-
plicant, or the application being otherwise ready for consideration
by the Board of §Patent§ Appeals Pand  Interferencesf, at which
time this application will be referred to the Office of the Assistant
Commissioner for Patents for consideration of any such issues.

The paragraph should oaly be included in Office actions after the
applwatwn has been temrmd to the exanuner under MPEP 2022

mz 01 Ezaminer Natation and Deferral of Ad-
- ditional Issues of Fraud §, Inequitable Con-
({l:;ct or leaﬁoa of the Duty of Disclosure

-3 '

Where the application has p'reviou'sly been referred
to, reviewed by, and returned for examination by the
Office of the Assistant Commissioner for Patents, and
the examiner becomes aware of additional issues of
“fraud” §, “inequitable conduct”§ or “violation of
duty of disclosure”, the examiner will note the exist-
ence of such issues in the next Office action. Howev-
er, the examiner will not comment on the substantive
merit of such issues, and will indicate that consider-
ation of such additional issues will be deferred until
all other matters before the examiner have been dis-
posed of or the application is otherwise ready for
consideration by the Board of § Patent§ Appeals pand
Interferencesq, at which time the case will be §re-
turned§ * to the Office of the Assistant Commissioner
for Patents for consideration of such issues.

Form Paragraph 20.03 should be used in the office
action.

20,03 Examiner notes additional conduct Issues

It is noted that additional issues as to conduct by or on behalf of
the applicant have been raised in [1]. Consideration of these addi-
tional issues will be deferred until all other questions as to patent-
ability have been resolved in favor of applicant, or the application
is otherwigse ready for consideration by the Board of §Patent§ Ap-
peals pand Interferencesq, at which time this application will be for-
warded to the Office of the Assistant Commissioner for Patents for
consideration of any questions concerning conduct by or on behalf
of applicant,

Examiner Note:

The blank should be filled with reference to the protest, declara-
tion, paper no., etc., in which the additional issue is raised.

This form paragraph should only be employed if the application
previously has been referred to the Office of the Assistant Commis-
sioner.
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NUAL OF PATENT EXAMINING PROCEDURE

allowed” in thcse caseslsmce the: appllcatlon w111 not
be-in condmon for allowance, even df

clalms are allowable w uld be mappropnate where a
substantial ‘issue sich as “fraud” §, “inequitable con-
duct”( or “violation’ of the duty of “disclosure™ re-
mains’ unresolved ‘Under no’ ‘circumstances should the
examiner pass the apphcatlon for issue without con-
sideration of, and a-decision on, the issue(s) of “fraud”
$, “inequitable ronduct”‘ or “violation of the duty of
disclosure” by the Office of the Assnstant Commis-
sioner for Patents.

2022.03 Close of Prosecutxon and Forwardmg of
Apphcatmus to Office of Assistant Commis-
sioner for Patents After All-Other Matters
- Are . Resolved: -or. Apphcatlon is - Otherwise
Ready . for Consideration by Board of
bPatentQ Appeals pand Interferenccs‘ [R-3]

When all other matters exceépt issues relating to
possible “fraud” §, “inequitable conduct”§ or “viola-
tion of the duty of disclosure” have been resolved in
favor of applicant, the examiner should close the pros-
ecution of the application on its merits using the fol-
lowing language from Form Paragraph 20.04 in the
Office action:

20.04 Closing prosecution-conduct issues remain

In view of applicant’s communication filed on [1], claim [2] con-
sidered to avoid the rejections of record in the application. Accord-
ingly, prosecution before the examiner on the merits of this applica-
tion is closed. However, a determination of the issues relating to
questions as to conduct by or on behalf of applicant remains out-
standing.

This application is being referred to the Office of the Assistant
Commissioner for Patents pursuant to MPEP 2022.03 for further
consideration in regard to the question of conduct. Applicant will
be sent further communications in due course.

Exunminer Note:

Use either this paragraph or the following paragraph 20.05 to
close prosecution.

In a reissue application filed with and containing
only a 37 CFR 1.175(a)(4) type cath or declaration
(note § 1414.02), and where all issues execpt those re-
lating to possible “fraud” §, “inequitable conduct”§ or
“violation of duty of disclosure” have been resolved
in favor of patentability, the examiner’s action should
include the following wording from Form Paragraph
20.06.

20.06 Reissue containing only 37 CFR 1.175(a)(4) and conduct issues

As a result of examination of this application, all claims are con-
sidered to avoid the art of record. A determination of issues relat-
ing to questions of conduct by or on behalf of applicant remains
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- DUTY 7F DISCLOSURE; REIECTING AND STRIKING/OF APPLICATIONS

been _received, the exammer should ‘suspend the
appea] and forward the apphcatlon to 'the Ofﬁce of
the Assistant Commissioner for Patents using the fol-
lowing language from Form ‘Paragraph 20.07 in, the
Office action:

20.07 Forwarding to Assistant Cawr._.s'wner jbr Patems after Ra'ezpt
of Reply Brief

This application is ready for consideration by the Board of
$Patent@ Appesls gand Interferencesg following receipt of appli-
cant’s chly Brief pursuant to 37 CFR 1.193(b) filed v,
except that issues remain relatmg to questions of conduct by or on
behalf of applicant. The appeal is hereby suspended and this appli-
cation is being forwarded to the Office of the Assistant Commis-
sioner for Patents for comsideration of such issues (gee 37 CFR
1.56(e)). Applican: will be sent further comfmunications in due
course. - o
- Where an application, other than an application
under § 1.175(a)(4), would have been in condition for
allowance on first action except for issues relating to
possible “fraud” §, “inequitable conduct”§ or “viola-
tion of the duty of disclosure”, the examiner should
close the prosecution of the application on the merits
using the following language from Form Paragraph
20.05 in the Office action:

2005 Closing prosecution-conduct issues remain

Prosecution before the examiner on the merits of this application
is closed. However, a determination of the issues relating to the
question of conduct remains outstanding.

This application is being referred to the Office of the Assistant
Commissioner for Patent pussuant to MPEP 2202.03 for consides-
ation in regard 1o the question of conduct by or on behalf of appli-
cant. Applicant will be sent further communications in due course.

Essminer Note;

Use either this paragraph or paragraph 20.04 to close prosecu-
tion.

After mailing of the Office action, the application
should be transmitted via the supervisory primary ex-
aminer and the group director to the Office of the As-
sistant Commissioner for Patents for consideration of
the gquestion of “fraud” §, “inequitable conduct”§ or
“yiolation of the duty of disclosure”. If additional in-
formation from the examiner is necessary, or desira-
ble, to properly conduct the investigation, the appli..a-
tion may be returned to the examiner, by way o’ the
group director, to supply such information; such a-
for the examiner’s opinion as to “'materiality” of cer-
tain prior art or information; or further examination a¢
to matters of patentability other than “fraud” $, “in-
equitabie conduct”@ or ‘“violation of duty of disclo-
sure”.
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tion of - “Error Wnthout Any
Deceptlve Intention” :

If the apphcatlon is"a reissue appllcatlon, the action
by the examiner may extend to-a determmatlon as to
whether the “error™ requlred by 35 U.S.C. 251 has
been alleged and shown. Further, the examiner should
determine whether applicant has avérred in the reissue
oath or declaration, as required by 37 CFR
1.175(a)(6), that said “errors” arose “without any de-
ceptive intention.” However, the examiner should not
comment or question as. to. whether in fact the
averred statement as to lack of deceptive intention ap-
pears correct or true. See §§ 1414.04 and 1444, If any
question of conduct exists, the application should be
referred to the Office of the Assistant Commissioner
for Patents pursuant to § 2020. 03.,

2029 Examinstion as to Issues Relatmg to 37

 CFR 1.56(c)

On receipt of an application containing issues relat-
ing to § 1.56(c), the application will be examined as to
such issues, normally without deferment of such con-
sideration, by the Office of the Assistant Commission-
er for Patents (see § 2019). The § 1.56(c) questions are
first investigated so that the Office has as many facts
of record as possible in deciding the issues. This in-
vestigation commonly includes a requirement for in-
formation where the initial investigation indicates the
necessity or desirability of acquiring further informa-
tion (note §§ 2021.04 and 2031, and § 1.56(i)). During
the examination for compliance with § 1.56(c) the ap-
plication may be remanded to the Primary Examiner
for opinion(s) as to materiality, or for further action
where appropriate.

Where the investigation reveals that sufficient facts
and information are present to warrant striking the
application under § 1.56(c), an order to show cause
may be issued; see § 2032. If no satis.uctory answer to
the “order to show cause” is received or if the prima
facie case is not overcome, a decision striking the ap-
plication under 37 CFR 1.56(c) may be issued. Where
the “order to show cause” is adequately rebutted or
the prima facie case shown not to exist, a “decision
refusing action under 37 CFR 1.56(c)” will normally
be entered. See § 2050.

2030 Examination as to Issues of “Fraud” or
Violation of the Duty of Disclosure [R-3]

An application containing issues of “fraud” #$, “in-
equitable conduct”§ or “violation of the duty of dis-
closure” will be returned to the Office of ‘he Assist-
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quirement 6f "§ 2020.03 to mmalfy fer the ap
to the Office of the Assistant Comimissioner for P:
ents.as soon as an issué of “fraud” §; “inequitable con-
duct’§ or “violation of the:duty:of disclosure” is
identified should not be overlooked by the examiner.
“Fraud” §, “mequltable conduct”‘ and “duty of dis-
closure” questmns are first. mvestlgated so. that the
Office has as many of the facts of record as possible
in deciding the issues. ‘
See §§ 2031 and 2033.

EXAMINATION WHERE PriMARY ExaraweERS Has
CLOSED PROSECUTION WITHOUT APPEAL

When the Primary Examiner concludes examination
without appeal to the Board of §Patent§ Appeals
$and Interferencesq, i.c., when all matters other than
examination for comphance with - paragraph ' (d) of
§ 1.56 are resolved wiihout appeal, the Primary Ex-
aminer will close the prosecution of the application
on the merits using. the language set forth in §2022.03.
The application will then be returned to-the Office of
the Assistant Commissioner for Patents, where the
prosecution of the application will be reopfened to the
extent necessary to conduct the examination for com-
pliance with § 1.56(d), including any appeal pursuant
to § 1.191. See § 1.56(e). Prior to reopening the pros-
ecution applicant may be required under § 1.56(i) to
supply information pursuant to § 1.56(2) in order for
the Office to decide any issues present; see § 2031. If
it is determined that a rejection pursuant to §1.56(d) is
required, the prosecution of the application will be re-
opened in order to make such a rejection; see § 2033,
During the examination for compliance with § 1.56(d)
the application may be remanded to the Primary Ex-
aminer for opinion(s) as to materiality or other mat-
ters, or for further action where appropriate. An
appeal to the Board of $Patent§ Appeals pand Inter-
ferences¢ may be taken from any decision finally re-
jecting the claims pursuant to § 1.56(d), or wherein
the claims have been twice rejected; see § 1.191. The
normal appeal procedures will be followed. If it is
concluded that no rejection for failure to comply with
§ 1.56(d) is appropriate, a decision refusing action
under 37 CFR 1.56 will be mailed to applicant; see
€ 2050. The application will then be returned to the
Examining Group Director for appropriate action by
the Primary Examiner; see § 2051.

EXAMINATION WHERE PRIMARY EXAMINER'’S
RESeECTION HAS BEEN APPEALED

Where the Primary Examiner’s rejection has been
appealed to the Board of $Patent§ Appeals $and
Interferencesg, the Primary Examiner will have sus-
pended the appeal (see § 2022.03) prior to the applica-
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g qmred under § 1. 56(1)
to supply mformatxon pursuant t0.-§:1.56(a) .in’ order
fog t.he Office to deczdg any wsues present; see §2031

Te approprial
determmed that a re_;ectwn pursuant to § 1. 56(d) is re-
quu'ed the decxswn rejecting ‘the claims will, in ac-
cordance with § 1.193(c), constitute a’ supp]emental
examiner’s answer introducing a new ground of rejec-
tion and removing the suspension of the appeal §:
note, for example, In re Jerabek, 229 USPQ 530 (Fed.
Cir. 1986, wherein the Court of Appeals for the Fed-
eral Circuit affirmed the Board of Appeals decision
sustaining the Special Programs Examiner’s rejection
of all claims, upon examination pursuant to 35 U.S.C.
131 and 132 as provided in 37 CFR 1. 56(d) for viola-
tion of duty of disclosure, which rejeciion was set
forth in a2 Supplemental Examiner’s Answer under 37
CFR 1.193(c)¢. Appellant’s reply to the new ground
of rejection will be due within two months from the
date of the supplemental examiner’s answer. Such
reply will be considered and responded to as meces-
sary. Appellant may file a reply brief directed to any
such response within one month of the date of the re-
sponse or within such other time as may be set in the
response. See § 1.193(c). If it is concluded that no re-
jection for failure to comply with § 1.56(d) is appro-
priate a decision refusing action under 37 CFR 1.56
will be mailed to appellant. That decision will also
remove the suspension of the appeal and the applica-
tion will be forwarded to the Board of pPatentg Ap-
peals pand Interferencesq for decision on the appeal.

2031 Requirement for Information

The investigation (see §§ 2029 and 2030) by the
Office of the Assistant Commissioner For Patents has
normally been by means of “Requirements for Infor-
mation” in the form of a written set of questions sent
to the applicant and/or others which require or re-
quest information. Such “Requirements for Informa-
tion” are provided for in general by 35 U.S.C, 132,
and with respect to reissues specifically by 37 CFR
1.175(b).

In conformance with existing Office practice, 37
CFR 1.56 was amended effective July 1, 1982 to in-
clude subsection (i) which provides,

(i) The Office may require applicant to supply information pursu-
ant to paragraph (a) of this section in order for the Office to decide
any issues relating to paragraphs (c) and (d) of this section which
are raised by a petition or 8 protest, or are otherwise discovered by
the Office.

New paragraph (i) provides for the Office requiring
the applicant to supply information pursuant to para-

2000-26




examiner discovering the’ msuc"whﬂe stud the e ,
% e ap- ~ case of “fraud” E

plication filé; Any requirements for information under

newpmgtaphﬁ)m!lbeexpartemnaturebetm ‘

theOfﬁceandtheapphmt.Theexpanemtmeeﬁ

the . requirements: for . information under’ new : para-

graph (i) differs:from past practice under: which infor-
mation was:required, -or reguested, from- apphcant and
one or more petitioners or-protestors. in 'some cases.

Where the examination reveals the need for more
information or that more information would be neces-
sary or appropriate, additional “Reqmrements for In-
formation” may be necessary

2031.01 Form of Re@ponse

Where the “Requirement for Information” contains
qguestions directed to applicant’s registered attorney or
agent, the answers supplied by counsel may be over
counsel’s signature. Where questions are directed to
persons other than applicant’s registered attorney or
agent, the answers are required to be in the form of
affidavits or declarations. Responses should be direcs-
ed to the attention of the Office of the Assistant Com-
missioner for Patents.

2031.02 Time for Response

The “Requirement for Information” will normaﬂy
set a2 time for response, usually one or two months de-
pending on the nature of the questions and the status
of the applications, e.g., reissue, litigation stayed, etc.
The time may be extended up to four months as pro-
vided in 37 CFR 1.136(a), if a petition for an exten-
sion of time and the fee set in § 1.17 are filed prior to
or with the response. However, for requirements in
reissue applications wherein the patent sought to be
reissued is involved in litigation and applicant has
been notified in an Office action that an extension of
time cannot be obtained under § 1.136(a), any exten-
sion of time to respond must be obtained under
§ 1.136(b), which request will only be granted for suf-
ficient cause; see § 710.02(e).

2032 Order Te Show Cause

Where the investigation reveals a prima facie case
exists that the cath or declaration was signed in blank,
or without review thereof and of the specification, in-
cluding the claims, or that the application filed in the
Office was altered after signing of the oath or declara-
tion; an “Order To Show Cause” why the application
should not be stricken under 37 CFR 1.56(c) may be
issued. Note §§ 2005 and 2006.

2032.01 Time for Response

A time for response will be set in the “Order to
Show Cause”, usually two months.
2032.02 Effect of Failure To Respond

Failure to respond of the ﬁlmg of an insufficient re-
sponse may result in or necessitate a decision striking
the application from the files in accordance with 37
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. DUTY OF DISCLOSURE; REJECTING AND STRIKING OF APPLICATIONS

; ‘ "¢ or” “yicla-
tion of duty of disclosure” exists; all the ‘claims 'of the
apphcauon will be rejected upon. examination pursu-
ant to 35 U.S.C. 131 and 32 on the ground that ap-
phcant is not entitled patent under the law. This
oceurs if it is- estabhshed by clear and convmcmg ‘evi-
dence ‘(1) that ‘any “fraud:§”, or “inequitable’ con-
duct”§ was: practiced ‘or ‘attempted:on the: Office in
connection with - the application;. or:in : connection
with -any. previous apnplication upon -which the appli-
cation relies, . or.(2) that.there was. any “vioclation -of
the duty of disclosure”. through -bad: faith or gross
neghgence in connection - with -any previous applica-
tion upon which the. apphcatxon relies. Under amend-
ed paragraph (d), any rejection which would be made
would include all the claims in the application.

For purposes of § 1.56(d), a reexamination proceed-
ing on a patent would be considered as being “in con-
nection with the ;;application”:.insofar as consideration
of any subsequent reissue application is concerned.
The phrase also includes within its scope the mere re-
filing of the subject matter of an application in an-
other apphcatmn without relying in the second appli-
cation upon the first application. Thus, an appropriate
rejection upon examination pursuant to 35 U.S.C. 131
and 132 based on conduct or actions proscribed by
§ 1,56(d) could not be avoided merely by refiling the
subject matter of the application in a second or subse-
quent application which did not rely upon the earlier
application. The phrase “in connection with any pre-
vious application upon which the application relies” is
intended to include all applications upon which the
application under consideration relies, either directly
or indirectly. For example, an application to reissue a
patent obviously relies upon the application which re-
sulted in the patent sought to be reissued. Likewise,
continuation applications, continuation-in-part applica-
tions, and divisional applications also rely upon one or
more parent applications.

STANDARD OF PROOF

The standards used in rejecting claims under
§ 1.56(d) as amended effective July 1, 1982 are the
same as those utilized by the Commissioner in striking
applications pursuant to § 1.56(d) prior to July 1,
1982, i.e., clear and comvincing evidence of “fraud $”,
“inequitable conduct”§ or any “violation of the duty
of disclosure” through bad faith or gross negligence;
see § 2040.01.

No CLAIMS PREVIOUSLY REJECTED

Where the investigation reveals that a rejection
under § 1.56(d) is proper, and claims in the application
have not previously been rejected, the prosecution
will be reopened (if not previously reopened) and all
the claims in the application so rejected. If after con-
sideration of applicants response to said rejection, it is
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Where the. anary Emmmet hm ptewously re_;ect—
ed any ‘or all of the claims in appllcatlon on-_any
grounds, e.g., unpatensbility -over prior-art, but such
rejection has been overcome; and the investigation by
the Office of the Assistant Commissioner for ‘Patents
reveals 2 rejection upon examination pursuant to 35
U.S.C. 131 and 132 for violation of § 1.56(d) is war-
ranted, a rejection of all the claims on that ground
will be given. Applicant can reply to such rejection
uader §1.111 or may appeal such ﬁnal rejection as
provided by §1.121(a).

APPLICATION OTHERWISE READY FOR Consmen-
ATION BY BOARD OF QPA'nzmc APPEALS 'AND
INTERFERENCESC

Where the application is otherwise ready for con-
sideration by the Board of $Patent§ Appeals pand
Interferences, and for example, appellant’s reply brief
pursuant to § 1.193(b) has been received, the appeal
will be suspended and the application forwarded to
the Office of the Assistant Commissioner for Patents
for examination pursuant to § 1.56(d); see § 1.56(e). As
provided in § 1.56{(¢), where an appeal has already
been filed based on a rejection of any or all claims on
other grounds, any rejection under § 1.56(d) shall be
treated in accordance with § 1.193(c). Paragraph (c)
of § 1.193 provides that any decision rejecting claiwms
pursuant to § 1.56(d) in an application already on
appeal from a rejection based on other grounds shall
constitute a supplemental examiner’s answer introduc-
ing a new ground of rejection and removing the sus-
pension of the appeal introduced pursuant to § 1.56(e)
pnote In re Jerabek, supra§ Prior to entering any
such supplemental examiner’s answer under paragraph
(c), the Office may require information from applicant
pursuant to paragraph (i) of § 1.56. Under paragraph
(c) of §1.193, the appellant may file a reply to the
supplemental examiner’s answer. Paragraph (c) pro-
vides that the appellant’s reply to the supplemental
examiner’s answer will be considered and responded
to as necessary with appellant being provided with an
additional month, or such other time as may be set,
within which to reply to any such response from the
Office. After introduction of a supplemental examin-
er’s answer pursuant to paragraph (c) and any replies
and response thereto, the application will be forward-
ed to the Board of $Patent§ Appeals pand Interfer-
encesd for consideration.
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by statute (35 U.8.C.:131),:

sponmble for xssmng patents : Thxs responmbshty 1n- :

pat
stances.-This-duty was: exphcntly stated by the Coutt
of Appeals for «the: District: of :Columbia’in: - Draw-
baugh - v. - Seymour,’ Commlssmner of Patents. 1896

CID>:527;:534, 535 as fo]lows'

i is the duty of the Oommlssloner ‘of Patems, represeutmg “the
public, and also the private rights' of ‘the iriventor involved in the
pendmg application,: as well as all other-inventors. having the sanc-
tion of the Patent Office, to see. that entire. justice be done to all
concerned. The law has provided certain official agencies to aid
and advance the work of the:Patent Office; such .as the anary
Examiners, the Examiners of Interferences, and the Examiners-in-
Clnef ‘but they are all subordinate, and’ subject to official direction

of the Commissioner of Patents, excépt in the free exercise of their
Judgments in the matters submitted for their examination and' deter-
mination. The Commissioner is the head of the Bureau, end he is
rspomlble for the general issue of that Bureau. 'If, therefore there
may be any substanuaL ‘reasonable ground; within' the knowledge
or cognizarice o6f the Commissioner, why the patent should not
igsue, whether the specﬂc objection be raised and acted upon by
the Examiners ornot, it is his duty to refuse the patent. .

Thus, when the patent should not issue for “any
substantial, reasonable ground, within the knowledge
or cognizance of the Commissioner,” “it is his duty to
refuse the patent.”

37 CFR 1.56

Section 1.56(c) provides that

Any application may be stricken from the files if: (1) An oath or
declaration pursuant to § 1.63 is signed in blank; (2) An oath or
declaration pursuant to § 1.63 is signed without review thereof by
the person making the ocath or declaration; (3) An oath or declara-
tion pursuant to § 1.63 is signed without review of the specification,
including the claims, as required by § 1.63(b); or (4) The application
papers filed in the Office are altered after the signing of an oath or
declaration pursuant to § 1.63 referring to those application papers.

Thus, the authority to strike by the Commissioner
is discretionary in such cases if there is no “fraud”
present. As noted in §§ 2005 and 2006 the Office con-
siders this at least serious misconduct.

Section 1.56(d) provides:

(d) No patent will be granted on an application in connection
with which fraud on the Office was practiced or attempted or the
duty of disclosure was viglated through bad faith or gross megli-
gence. The claims in an application shall be rejected if upon exami-
nation pursuant to 35 U.S.C. 131 and 132, it is established by clear
and convincing evidence (1) that any fraud was practiced or at-
tempted on the Office in connection with the application, or in con-
nection with any previous application upon which the application
relies, or (2) that there was any violation of the duty of disclosure
through bad faith or gross negligence in connection with the appli-
cation, or in connection with any previous application upon which
the application relies.

Thus, where it is established by clear and convinc-
ing evidence that “fraud” was practiced or attempted
on the Office, the application must be rejected. Simi-
larly, where there is clear and convincing evidence of
any violation of duty of disclosure through bad faith
or gross negligence, the application must be rejected.
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The Commxssnoners authonty o strike
applications rests upon'35 . S.C. 6 and 37 CFR 1:56,
established  pursuant thereto. The- authonty ‘has not
been questioned by the ‘courts. See Norton v. Curtiss,
433 F.2d 779, 167 USPQ- 532 542, (CCPA 1970)
and cases cited therein. =

That the Commissioner’s authonty o stnke applwa-
tions parallels that of the courts to hold patents in-
valid or unenforceable for “fraud” or “inequitable
conduct”, is treated at length by the Court of Custom
and Patent Anpeals in Norton v. Curtiss, 167 USPQ
532. The court found that a finding of “fraud” could
be made within the Office without a prior such find-
ing by the court (page 542).

At page 543, the court stated
“that any conduct which will prevent the enforcement of & patent
after the patent issues should, if discovered earlier, preveat the issu-
ance of the patent. The only rational interpretation of the term
fraud in Rule 56 which could follow is that the term refers to the
very same types of conduct which the courts in patent infringement
suits, would hold fraudulent.”

$See In re Jerabek, 229 USPQ 530 (Fed. Cir.l 1986)
wherein the Court of Appeals for the Federal Circuit
affirmed a Board decision sustaining the Special Pro-
gram Examiner’s rejection of all reissue claims, upon
examination pursuant to 35 U.S.C. 131 and 132 as pro-
vided in 37 CFR 1.56(d), for violation of duty discio-
sure.d

204001 Standard of Proof [R~3]
37 CFR 1.56(d) sets forth:

“The claims in an application shall be rejected if upon examina-

don. . . ., it is established by clear and convincing evidence that any
fraud was practiced or attempted on the Office. . . . (emphases
added).

See Norton v. Curtiss, 167 USPQ 532, at 546, 547,
and, for example, In re Gabriel, 468 USPQ 468, 470
(Comr, Pats. 1978); note also Digital Equipment
Corp. v. Diamond, 210 USPQ 521, at 538 (lst Cir.
1981). Chief Judge Markey speaking for the Court of
Appeals for the Federal Circuit in Environmental De-
signs, Ltd. v. Union Oil Co. Cal., 218 USPQ 865, 870
(1983) found the necessary standard of proof to be
“by clear and convincing evidence.” pAs stated by
the Court in American Hoist & Derrick v. Sowa &
Sons, 220 USPQ 763, at 770 (Fed. Cir. 1984),

“Neither does the standard of proof change; it must be clear and
convinecing evidence or its equivalent, by whatever form of words
it may be expressed” (emphasis in original).¢

2040.02 Collateral Estoppel [R-3]

Where a patent has been held by a court to be in-
valid or unenforceable because of “fraud” §, “inequi-
table conduct”§ or ‘“violation of the duty of disclo-
sure,” an application for reissue of such patent may be
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pplicati n: Under 37
Refnsing Actlon Under 37

DEClsmN STRIKING APPLICATION UNDER 37 CFR
: . 1.56(c) - ‘

If no satrsfactory answer to the “Order to Show
Cause”. is received, or if the prima facie case has not
been overcome (see §2032), the application may be
stricken in accordance with 37 CFR 1.56(c). -

DEcIsIoN REFUSING ACTION UNDER 37 CFR 1.56(c)

If a prima facie case of violation of § 1.56(c) does
not exist, or the alleged violation is adequately rebut-
ted, a decision will be entered in the application file
refusing action under 37 CFR 1. 56(c)

2050 . Decision Rejectmg Apphcatlon Under 37
CFR 1.56(d) or Refusing Actxon Under 37
CFR 1.56(d) [R-3]

DEcisioN REJECTING APPLICATION UNDER 37 CFR
1.56(d) . :

If a prima facie case of “fraud” $, “inequitable con-
duct”§ or “violation of the duty of disclosure™ exists,
the application will be rejeced under 37 CFR 1.56(d).
The applicant must reply to said rejection in order to
avoid abandonment of the application for non-re-
sponse—see § 1.111. In applications where the claims
have been previously rejected on other grounds all of
which grounds have been overcome, applicant may
appeal the rejection under 37 CFR 1.56(d) as provid-
ed in § 1.191(a), even though not a final rejection. In
applications where claims have been previously re-
jected on other grounds and said previous rejections
are now under appeal, the rejection under 37 CFR
1.56(d) shall, as provided in § 1.193(c), constitute a
supplemental examiner’s answer introducing a new
ground of rejection §: note In re Jerabek, 229 USPQ
530 (Fed. Cir. 1986) wherein the Court of Appeals for
the Federal Circuit affirmed the Board decision sus-
taining the Special Program Examiner’s rejection of
all claims, upon examination pursuant to 35 U.S.C.
131 and 132 as provided in 37 CFR 1.56(d), for viola-
tion of duty of disclosure, which rejection was set
forth in a Supplemental Examiner’s Answer under 37
CFR 1.193(c)¢. The appellant may, as provided under
37 CFR 1.193(b), file a reply brief thereto within two
months from the date of such answer. See § 1208.01.

DEecCISION FINALLY REJECTING APPLICATION UNDER
37 CFR 1.56(d)

If no satisfactory answer to a rejection under 37
CFR 1.56(d) is received, or if the prima facie case of
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vIf a pnma acie Gase of “frau i abl
duct”d or “vtolatnon of the duty j isclosure’

plication file stating that the Office has _fqund no clear
and convincing evidence of “fraud” P, “inequitable
conduct”§ or “violation of the duty of disclosure™ ne-
cessitating re_;ectmg the' apphcatxon under 37 CFR
1. 56(d)
2051  Action After Resolutwn of Issuw Under 37
&Fl;ll 56 (¢) or (d) m Favor of Patent.lbihty
When all the issues under 37 CFR 1.56{c) or 1.56(d)
have been decided in favor of patentability, e.g., after
a decision not to reject or strike, the application will
be returned from the Office of the Assistant Commis-
sioner for Patents to the examining group, for immedi-
ate action by the examiner. The examiner will take
such action as may be appropriate, ‘and Mf andg when
all remaining issues have been resolved in favor of ap-
plicant, will prepare and pass the application for issue.

2052 Action After Application is Stricken or Re-
jected; or Abandoned With Issues of Fraud §,
Incquitable Conduct¢ or Vieclation of the
Duty of Disclosure Unresolved

An application which has been stricken or rejected
pursuant to 37 CFR 1.56 may be referred to the

Office of $Enroliment and Discipline¢ for consider-
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Pats 1976), upheld. in District Court for, the. District
of: Columbxa—Altenpohl v.. Diamond :(May -12,- 1980)
BNA PTCJ No. 483, page A=12 (June 12, 1980), and
In re Stockebrand, 197 USPQ 857 (Comr: Pats. 1978);
upheld. in: District . Court for Massachusetts—Digital
Equipment :Corp. v. Parker, 206 USPQ 428 (1980);
and later reversed by the Court of Appeals for the
First Circuit—Digital - Equipment Corp. v. Diamond,
210 USPQ 521 (1981). the Office found a failure to
comply with the duty. of disclosure and the reissue ap-
plications involved were stricken. .

In each of the cases, In re' Gabriel, 203 USPQ 463,
468 (Comr. Pats. 1978),:In.re Kubicek, 200 USPQ 545
(Comr Pats. 1978), In. re Cebalo, 201 USPQ 395
(Comr. Pats. 1977), and In re Lang, 203 USPQ 943
(Comr. Pats. 1979), (Note also Carter v. Blackburn,
201 USPQ 544 (Bd. Pat. Intf. 1976)) the Office found
no necessity to strike the applications pursuant to 37
CFR 1.56.

$In In re Jerabek, 229 USPQ 530 (Fed. Cir. 1986)
the Court of Appeals for the Federal Circuit affirmed
the Board decision sustaining the Special Program
Examiner’s rejection of all claims upon examination
pursuant to 35 U.S.C. 131 and 132 as provided in 37
CFR 1.56(d), for violation of duty of disclosure.§
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