1204
1505 Aﬂnwueeud'l‘ncﬂ)edgll’m
sE8e
$1509 Reissue of a Dangn Pazem
1510 Reexammatlon
1511 Protest -~ -

!5!2 Rehuomh:p between Dmgn Ptmt, Copyngkt md dee-:

1513 Mnsceihneoust

1501 PStatutes anunulea App!imble [R-4]
Thenghttoapatentforadeslgnstemsfmm

38 USC. 171 Patents for designs, Whoever invesnts any wew,
origina! and ormamental design for ‘ai article of mansfactere may
o&imapatenttherefor,wbjmtothecondxmm:eqwemenw

of this title.
mmommofmuﬂerehmgwmuformshall

spply to patents for designs, except as otherwise provided. * * ®

37 CFR 1151, Rules applicable. The tules relating to applications
fmpmwmrothcrmvmmordmvmmm%&xa&ew
apphcations forpaxcmfmdeagmexuptaso%hcrwmpmvnded
@gsusc.imy -

37CFR * 1. 152-1 155, wlnch telate only to desngn
patents, are reproduced i in the sections of this chapter.

§I¢ is noted that design patent applications are not
included in the Patent Cooperation Treaty (PCT), and
the procedures followed for PCT international appli-
cations are not to be followed for design patent appli-
cations.

The practices set forth in other chapters of this
Manual of Patent Examining Procedure (MPEP) are
to be followed in examining applications for design
patents, except as particularly pointed out in the
Chapter. Somesectmsofthts(fthtermakcspeciﬁc
reference to other sections or chaptcts the
Manual.¢

1502 Definition of 2 Design [R~4]

The design of an object consists of the visual char-
acteristics or aspects displayed by the object. It is the
appearance presented by the object which creates
s#4ga visual impact§ upon the mind of the observer.

$Since§ a design is manifested in appearance, the
subject matter of a design bpatent§ application may
relate to the configuration or shape of an object, to
the susface ornamentation *jon an objectd or both.

ssspDesigng is inseparable from the object $to
which it is applied¢ and cannot exist alone merely as
& scheme of surface ornamentation. It must be a defi-
nite, preconceived thing, capable of reproduction and
not merely the chance result of a method,

$(35 U.S.C. 112, first and second paragaraphs).
Form Paragraph 15.43
SUBJECT MATTER OF DESIGN PATENT

15001

gt - -p. . .
patent ““tﬁled under 35 U.S.C. 1010 (see Chapter

600). However, unlike the latter where a preamble to
the specxﬁcatton is no lc_mger reqmred a preamble still

i ) claun is: a nec&ssary elcment of a deslgn patent;
apphcanon

A dmwmg is an’ essent:al element of a desngn paxent
apphcatmn. (See later § 1503. 02 of tlns Chapter for re-
quirements for drawings). -

Fonn Paragmph 18, 05 : ' S
DESIGN PATENT APPLICATION ARRANGEMENT

The fuuowmg ordcr of arrangement should be observed m fram

ms design patent apphcanons .
(8). Preamble, stanng the namc ofthe apphcnnt and txtlc ofthe

deési

(tgn'l)ucnpmn of the ﬁgure or ﬁgures of the. dnwmgs. :

(¢) Description, if any, : : -

(@) Claim. :

(e) Signed cath or declaratlon (See 37 CFR 1. 153(b))

In addition to the drawings filed as required, it is
premissible to include with the application papers a
photograph of the article, or in the case of a thin, flat
material such as cloth, a sample showing & complete
unit of the design.

For filing date purposes, in those design patent ap-
plications containing photographs. for drawings con-
trary to the requirement for ink drawings, the Appli-
cation Division has been authorized to construe the
photographs as informal drawings, rather than to hold
the applications incomplete as filed. By so construing
photographs when filed as informal drawings in
design patent applications, the Office can accept the
applications without requiring applicants to file peti-
tions to obtain the original deposit date as the filing
date. If such informal photographic drawings are
filed, it is the responsibility of the examiner to deter-
mine whether or not the formal drawings, when filed,
contain new matter, See discussion of new matter in
MPEP 1504.

In view of the new matter problems and subsequent
questions of disclosure under 35 U.S.C. 112, first para-
graph, which may result, the use of the photographs
as informal drawings should be mininal rather than
routine.¢***

1503.01 Specification and Claim [R-4]

37 CFR 1.153. Tvtle, description and claim, oath or declaration. ()
The title of the design must designate the pasticular articte. No de-
scription, other than e reference to the drawing, is ordinarily re-
quired. The claim shall be in formel terms to the ornamental design

Rev. 4, Oct. 1566



Them!euofgreat:mportamemademgnbpatentt
nppm:mm It serves to identify the article in which
the design is embodied ®* * ¢ by the name generally
anownamtusedbythepubhc ‘The title should be
**®definite Pand stated in singular form. For exam-
ple,g**® g stove Pehould§ * be called a “Stove” and
not Pag “Heating Device.” The title may particulsrize
the type of article named by specifying a use “Bottle
for Perfume” or by indicating a structural type—
“Vacuum Bottle.” @Uniformity  in theg®*® title
should appear§®®® in the preamble to the specifica-
tion, in the description of the drawing, * in the claim
$and in the oath or declaration. Subsequent changes
in the title are to be effected throughout the applica-
tion, except in the original oath or declaration§ The
title §recited in the claim@*** must correspond. to the
name of the §subject matter§ shown in the drawing.

$Fore Paragraph 15.05.1
TITLE OF DESIGN INVENTION

The tidle of the article being claimed in & design patent must cor-
respond to the name of the srticle shown in solid lines in the draw-
ing.¢

To allow latitude of construction it is permissible to
add fa phrase such as— “or similar article”—¢§ to the
title, © ® ¢
¢Form Paragraph 15.05.2

USE OF “OR SIMILAR ARTICLE” IN THE TITLE

The title must be in the singular but to allow Istitude of constroc-
tion, & is permiscible to add to the title the phrase “or similsr arti-
cle”.

For pasagraph 15.59
AMEND TITLE
For [1 insers reason], the title {2] smended throughout the appli-

cation, originel osth or declaration excepted, to read: [3].
Ezaminer Note: in bracket 2, insert “must be” or “has been” .4

DESCRIPTION

Any description of the * design in the apecnﬁcaticm,

other than s brief description of the drawing, is
ally not necessary, since as & general sule,¢**® tlwil
lustration §in the drawing viewsd is its own best de-
scription. §In addition to the figure descriptions,
where necessary for clarity, the following types of
statements are permissible in the specification:

a. Description of the appearance of portiong of

the claimed design which are not illustrated in

the drawing disclosure.

Higv, 6, Oct. 1986

dA “chamctenstlc” featurw stat
ing a parncuhr festure: of: novelty
nessxnthechnneddeslgﬁ 37 C

CHARACTBRISTIC FEATURE STATEMENT

A “characteristic” feature statement describing a pamculat fu-
mefmvdtyoruobvmmtheclmmeddmgnmybeper-

“The characteristic feature of the design resides in fbrief but accu-
rate description] or, if combined with one of the figure descriptions,
in terms such es’ the characteristic festure. of which  resides in [2
brief but accirate description]. While consideration ‘of the claim
goes to the total or overall appearance, the use of a “characteristic
feature” statement may serve later to limit the claim. (McGrady v

A.peng!aa Carp. et al m USPQ 242)

The followmg types of statements are not pcnnmst
ble in the specification:

a. Statements dwcnbmg the constructlon or func-
‘tion of the claimed désign.-
b. A disclaimer statement dn'ected to any portlon
of the cliimed design’invéntion. (See Ex parte
Remington, 114 O.G. 761, 1905 C.D. 761, (Comr.
Pats 1904); In re Blum. 153 USPQ 177 (CCPA
1967).
c. Statements which describe or suggest modifica-
tions of the claimed design which are not illus-
trated in the drawing disclosure.

Form Paragraph 15.60
AMEND ALL FIGURE DESCRIPTIONS

For {1 insert reason] the figure descriptions {2] amended to read:
{3} -

Examiner Note:

o bracket 2, ingert “must be” or “have been”.
Form Paragraph 15.61
AMEND SELECTED FIGURE DESCRIPTIONS

For [1 insest reason] the description(s) of Fig(s). [2] [3] amended
to read: [4]

Examiner Notes:
In bracket 3, insert “must be” or “has or have been”.¢

CLAIM

A fsingleg claim gonlyg is requu'ed and should be
in formal terms to §*“Thed® ornamental design for the
article (as specified in the title) as shown.” **¢ (Secd
In re Rubinfield, 1959 C.D. 412, 123 USPQ 210
$(CCPA 1959)¢)

¢Form Paregraph 15.62
AMEND CLADA “AS SHOWN”

For proper form (37 CFR 1.153), the claim [1] amended to read:
f2] claim: The ornamenta] design for [3] 23 shown.
Examiner Note:
1. In bracket 1, insert “oust be” or “has been”.
2. In bracket 2, insert “I" or “We".
3. In bracket 3, insert the title.

1500-2




: _proper:.
forms of the claimed dwgn, orothcrmpaiymclwd—
-ed-descriptive: matter in ' the ‘s i
“and described™" muszbepartofthcc!am,andmust
follow the term “shown.”: - -

Form Pacagraph 15.64 ; -
- ADDITION OF “AND DBS&IBED" TOCLAIM

Bmeof[lm‘tm}—mddmibed——[ﬂwwme
-claim sfler “showa”.

Exsminer Note: '
!nbucketz,mm"mbe”or“hmbee:n“

The omamcnul dmgn which is clm st be
abowumsohdlmeamthedrawmg.'l‘hetemnopor—
- claimed 'design which sre immaterial or un-
'mportmt.(Sw Iu re Blum, 352 OG 1045 553 USPQ
§177, (CCPA 196T)).¢*%*

1503.02 Dﬂtwing R-4] .

37cmuszm'memmmmmby.
deasving made in conformity with the rules laid dows for drawings
of mechenics! iaventions snd must contein a wfficient number of
views to constitute o complete disclosure of the appesrance of the
mwmmmumwmmm
mwmaﬂhemmmm

$STANDARD FOR DRAWINGS§

- The necm;ty far good drawings in $ad design
¢ application be . overemphasized. As
&wmamgcommm‘mwmdmmedthe
design, it is of utmost importance that it be so well
executed both as to clarity of showing and complete-
ness that nothing regarding the ***jdesigng sought to
be patented is left to comjecture. An insufficient draw-
ing may be fatal to validity. (35 U.S.C. 112 ¢, first and
second paragraphs@) Moreover, an insufficient draw-
mgwou!dpreventcbtaﬂmgthebeneﬁtofthceﬁ'ec-
tive filing data of the parent in & continu-
ing application since 3§ U.S.C. 120 requires that the
invention in the parent application be disclosed in the
manner provided by the first paragreph of 35 U.S.C.
112
The drawing figures should be appropriately sug-
face shaded to show cleasly the character and/or con-
tmn-afaﬂmfmtepremted ‘I’Imwafpﬁmcum
importance in the showing of three-dimensional acti-
cbswhere:tmmmwywwmtepm,mve,
conves, raised and/or depressed surfaces of the sub-
Jject matter, and to distinguish between open and solid
areas.

Wote alzo the w?uiremcnts of 37 CFR 1.84.
Porm Paragraph 15
DRAWING DISCLOSURE OBJECTED TO

The drawiag disclosure is objected to [1 insert resson].

1500~3

o the wWords

mmgmp“ 11:""

- Anympuloftbedwgnch:mmmtmcludeacoﬂecﬂonoﬂhe
drawings in sccordance with Ex parte Bevan, 142 USPQ 284 and
m&llowtbepmadurenctf«thmm-unattachedtom
No. [lmthaperNumber]

‘,'medmaﬁmlrejwtwn wberemom-

Fotm!’mgmpb 1506 S f 
PROCEDURE FDR CORRECTION OF DRAWIN
. corrections must be moade by s Bonded

‘ ed d
DrmmmaﬁngOMeofAﬂowmcembeenrewved (See at-

tached PTO-1474), ., i

_ Examiner Note: !

o Secfmmmmmmw«mforaddlmﬂ paragraphs
. .1@; drawing changes. -

Foml’mguphlsm

AVOIDANCEOFNBWMATI‘BR
Whmprepamgmdnwmgsmwmplmewnhtherequm-

ment therefor, care must be exercised to avoid introduction of any-

mmgwhichwuldbemﬂmedwbenewmtm.themmebemg

prohibited by 35 U.S.C. l32md3‘ICFRHlB :

Form ngmph 1549
SURPACE $HADING NECESSARY

Thednwmgﬁgmushauidbenppmpmtelyﬂndedw&how
clw-ly the character and/or contour of ell surfaces represented.
Thhhofpnrnml:rmparminmeshowingofthree dimeasion-
of srticles where it i necessary to delineste plane, concave, convex,
tmedmd/ordeprwedsurfwuoﬁhembjectmtter.mdtodu-
tinguish between open and closed sress.

Drawingdisc!mreoldeﬁgncwm‘

The ornamental design which is being claimed must
be shown in solid lines in the drawing. pBrokend lines
for the purpose of indicating unimportant or immate-
rial features of the design ® are not permitted. There
are no portions of a claimed design which are imma-
terial or unimportant. In re Blum, 852, 0.G. 1045, 153
USPQ 177. p, (CCPA 1967 >: In re Zahn, 204 USPQ
988 (CCPA 1980).

For questions of new matter, see MPEP 1504.

Form Paragraph 15.50
DESIGKN CLAIMED SHOWN IN FULL LINES (IN RE ZAHN,
04 USPQ 968)

The ornamentsl design which is claimed must be shown in solid
lines in the drawing. Dotted lines for the purpose of indicating un-
important or immaterial festures of the design are not permitted,
Theremwpordmofnclmmddmmwhmhueimmﬁem]
unimportent. (See In re Blum, 852 O.G. 1045, 153 USPQ 177; In re -
Zahn. 204 USPQ 988).

While a sectional view which more clearly brings
out the design is permissible (see Ex parte Lohman,
1912 C.D. 336, 184 O.G. 287 (Comr. Pats. 1912)),

Rev, 4, Oct. 1986




»thtee

NECESSITY. R
GRAPHSIANDZ)
_The necessity for goodd:;:rmp in a

disclomire of the design; it i of vimost i e that it be 50 well

aecuwdbmhmtochmyohbowmgandcompmmmm

ing regarding the design sought to be patented is left to conjecture.

An mmfﬁcmdmwmgmybemaltovalmuy (35 USC 112,

first and second paragraphs). Moreover, an ' insufficient drawisg

mthawﬂveef&ctwﬂhrwmthe@ﬁwuwﬁlmaw
application.

of e continuing
UseofBrokeanee‘
. 9%y Unclaimed  environmental§ - strucmre pin the
drawing disclosure§¢ may be shown only in broken
lines, where necessary, as where the nature and in-
mdedapphcatmofthcchmddeaxgncamotbem-
dicated adequately by a remnably concise title or
: amsetforthmiMPEPt
1503.01. Suchmgbybrokenunesahoﬂdmbc
wmtedcmamanwaswobwureorconfmthe
appearance of the claimed design (note 35 U.S.C.
1!2) Ingenem} $wheng such broken lines dare used,
they@ should not intrude upon or cross the showing
of the claimed design and should not be of heavier
wmghtthmmehmmedmdepwﬁngmecw
design. Where a broken line showing of environmen-
mﬁstrmtmnmmnlycrmormtmdcm
the representation of the claimed design, $such¢ an il-
fustration **%jehould beg included as a separate figure
fxgﬂ addmmn to the potherg ﬁgures $pwhich disclosed
‘ .

thcnubjectmatterq %o forwhwhthedes:gnpm—
tection is sought. * * ¢

§Form Paragraph 15. 50 t
USE OF BROKEN LINES TN DRAWING

Erviwmmmﬁmctmcmaybedtmmdbybmkm!mesmme
dmwms if cleasly designated as enviroument in the apecﬁaﬁm
(See MPEP 19030%).
Form persgraph 15.50.2
DESCRIPTION OF BROKEN LINES

The following statement must be used 1o describe the broken line
on the drawing:—The broken lines showing of [1] is for Hllusteative
mm%ymwgmwmc%?mmumm
statement [2] inserted in the specification preceding the ¢

Veamlner Mote:

In bracket f, tnsert name of structure. In bracket 2, imsest
“must be* or “has been”,
Form parsgraph 15.50.3
OBSECTIOWNABLE USE OF BROKEN LINES IN DRAWING

 Diotted lines or broken lines used for environmental structure
-should not croms or intrude upon the representation of the claimed

PROPER

Photographs’ ‘and" “Spedml,,,u
608.02. It is emphamzed that the aeceptance ot' photo-

BROKEN LINES

£ where bmken «disclosure: inithe
dwgn

| }USE OF INDICIA -

Indicia or legible matter should riot' be’ reqmred to
be removed from' the showing of ihe claimed subject

-matter -unless- it ‘appears -to- be-merely' instructional,

such as game rules, move sequences Of ‘the' like ‘dnd
trade names, or such similar matter. whlch ‘manifestly
ns not a part of the mvenuon clauned

. Attention, is_directed. to‘ the,,,patagmpbsr headed

graphs as drawings in special categories is a very re-
stricted practice. It is further emphas:zed that ‘the

‘phrase “ornamental effects” ‘as used in MPEP- 608.02
was never’ intenided, and is niot mtended to be a blan-
ket inclusion of drawmgs in design patent applications

directed to ornamental designs. Because of the techni-
cal problems in printing United States design patents,
reptoducuom of photographic drawings tend to result
in vague and indefinite disclosure. In those rare situa-
tions whete photographic'drawings are permissible in
design  patent hcatmns, strict -adherence to the

,'guxdelmes set forth m MPEP 60802 wﬂl be requu'ed
‘Form Pmmh 1545

PHOTOGRAPHS AS mmkMAL DRAWINGS

memgdmmrposu.mtlmebmgn Patent uppmuomcon
taining photographs for drawings contrary to the requirement for

uﬂ:dmwmp, the Application Division has been authorized o con-
strue the 3 informal dmwmgs, rather thea to hold the
epplications mccmplete as filed. By so. construing photographs
when filed 'ss’ informal drawings in design patent applications, the
U.8. Patent and Trademsark Office can sccept the spplications with-
outteqmmgwplwtstoﬁlepeﬂﬁomtoobﬂmtheonaxmldz-
posit date s the filing date. :
Form paragreph 15.57 /
NOT-ENTERED DRAWINGS RETURNED
The ncm»enwfed drawmgm filed [1] will be retumed to spplicant(s)
upm proper request, The request must be filed within a reasonable

time, Otherwise the deawing may be disposed of at the discretion of
mmmmmwmmv»‘

1504 Examination [R-4]

pa. Novclty and Unobvnousness (35 U.S.C. 102; 103)¢

In design *$patent applications§ as in "“Qutlhty
“patent applwatmnu, novelty and unobviousness are
necessary prerequisites to the grant of a patent. In the
case of pad design, the inventive novelty $or unob-
viousness§ resides in the shape or configuration ®

1500-4




. bAnalogous Arxt-

(a) Single Anticipatory Reference |

‘I’!wusetowlmhanartxclemwbe uthasno
bemugonuapatentabdxtyaxadwgn,thusnfthe
prior art discloses any article of substantially the same
appearance as that of spplicant, it is immaterial what
the use of such an article is. The Court of Customs
and Patent Appeals i In re Glavas, 109 USPQSQ
(CCPA 1956) has established that insofar as anticipa-
tion by a single prior art disclosure is concerned,
therecanbenoqmﬂonastononanalogousartm
design cases. o , '

(b) Combination of References h '

- As stated in MPEP 99401(0), “the determination of
which arts are analogous is at times difficult. It de-
pends. upon the necessary essentis! function or utility
of the subject matter covered by the claims and not
upon what it is calied. For example, & tea mixer and a
concrete mixer are for the same art, namely the
mixing art, this being the necessary function of each.
Similarly, a brick cuiting machine and a biscuit cut-
ting machine have the same necessary function.”
While the above gmdelmes are followed by both
demgn and utility examiners, the above guidelines
cited in the In re Glavas decision further provides
guidelines which supplement MPEP 904.01(c) . and
also govern the combination of prior art in design
claim rejections under 35 U.S.C. 103. The following
quotation from the Glavas decision explains the
Court’s position which is established practice in exam-
ining design patent applications.

“As regards the combination of reference in
design cases, a different situation is presented. A
design, from the standpoint of patentability, has
no utility other than its ornamental appearance,
and the problem of combining references is there-
fore one of combining appesrances rather than
uses. The principle of nonanalogous arts, there-
fore, cannot be applied to design cases in exactly
the same manner as to mechanical cases. The
question in design cases is not whether the refer-
ence sought to be combined are in analogous arts
in the mechanical sense, but whether they are so
related that the appearance of certain ornamental
features in one would suggest the application of
those features to the other.

1500-§

type just mentioned since it mv:"_,
tion to a tank of surface orn '
ly applled to a mxcrophone

nation’ o_t' ‘teferences” involves” material modifica-
tions of the basic form of one a.ticle in' view:of
another, the nature of the articles: involved is a
. definite factor in «determining. whether the pro-
. posed change involves invention.” . - ..
HeretheCourthmheldmparagraphs I and2that
where features or components of a prior art reference
are ornamental in nature, rather than functional, these
features. may he relied \upon:in. 35 U.S.C. 103 design
clhim rejection” even though the prior art reference
itself is nonanalogous. In situations as defined in the
last pmgraph of the above. quoted statement, .the
examiner., must tely on .MPEP: 90401(c) for

design.
pohcy gnzdelmes concermng analogous art. -
S " Noveltyg

Inssmuch as a desxgn patent deals with appeamnce
oaly, the test to be applied in determining the ques-
tion of pnoveltyg® is identity or similarity of appear-
ance. If a reference is found QwhxchQ‘ is identical in
appwance bto that claimedg, the quesnon of pnovel-

ty€® is, of course, definitely settled in the negative (35
U.S.C. 102).

$Form Puagnph 15.11
35 U.S.C. 102(a) REJECTION

‘The claim is rejected under 35 U.S.C. 102(g) as clearly anticipat-
ed by [1] because the invention was known or used by otherss in
this country, or patented or described in a printed publication in
this or = foreign country before the invention thereof by the appli-

Form parsgreph 15.12
35USC. !M(b) REJECTION

The claim is rejecwd under 35 U.S.C. 102(b) a8 cleasly anuenpat
ed by [1] because the invention was patented or described in a
printed publication in this or a foreign country or in public use or
tale in this country more than one year prior to the application for
pateat in the United States.

Form Parageaph 15.13

35 US.C. 102(c) REJECTION

The claim is rejected under 35 U.S.C. 102(c) because the inven-
tion hae been abandoned,

Form Paragraph 15.14
35 U.S.C. 102(d) REJECTION

The claim is rejected under 35 U.S.C. 102(d) as modified by 35
U.8.C. 172, us clearly anticipated by [1] because the invention was
first patenied or caused to be patented, or was the subject of an

Rev. 4, Oct, 1566




35 u. S C lOZ(t) RFJBCTION

‘l'bclmnure)ectedum%uscwza)bmeappﬁmdnd
mthfmmttbemmmmmghtwbemm

Form Paragraph 1517
35 U.S.C. 102(g) REJECTION . T

The clsim is rejected under 35 US.C. '102(g) becaise before the
applicant’s invention thereof the invention wes made in this country
WWWMMMWV'W“Wﬂ.

Uncbviouimensé -

However,nmoreoﬁenoccursthxttherefaenm
differ in some respects from the design claimed and
the question of unobviousuess is thus presented §(35
U.S.C. 103)§ pAred® the differericés in |
$and/or surface@ ornamentation in the claimied design
unobvious and do the differences add to its ornamen-
tal value? PAred® the differences for structural or
functional reasons, or for the purpose of ornamenta-
m?“.

$35 US.C. iOSandaﬂofthecasclawmterptetmg
that statute applies with equal force to a determina-
tion of the obviousness of either a design or & utility
patent application. As in any analysis of the obvious-
ness issue, consideration must be given to the follow-
ing:
(Grakam et al v. John Deere Co. of Kansas City et al.,
148 USPQ 459 (Sup. Ct. 1966) and Litton Systems Inc.
v. Whirlpool Corp., 221 USPQ 97 (Fed. Cir. 1984).

(1) Scope and content of the prior art

“Thewapemdconwntofthcprmmhwbeen
defined as that ‘reasonably pertinent to the particular
problem with which the inventor was involved.” ”
quoting Point Plastics Inc. v. Rainin Instrument Co.
Inc., 225 USPQ 519 at 521 (D.C. N.D. Calif. 1984). In
resolving the question of obviousness under 35 U.S.C.
103, the inventor is charged with full knowledge of
aﬂaftbepmraﬂmthcﬁeldofmduvm

(2) Difference between the Prior Art and the Claim in
Tesue.

An anslysis of the prior art must be made to deter-
mine if the claimed invention as & whole is cbvious in
light of the differences between the prior art and the
claim.

(3y Level of Ordinary Skill in the Art

In design applications, the fictitious section 35
U.8.C. 103 person of ordinary skill is the “designer of
articles of the types presented”. In re Nalbandian. 661

Hisv, &, Oet, 1966

of which are bwcally the same &s the claimed dee:gn.
In re Rosen, 213 USPQ 347 (CCPA 1982). See also
comments under analogous art above

Form nguph iS. 18

35 us.c. 103 kEJECI'ION (S!NGLE REFERENCE) ,
ThcdﬂmmrqectedunderSSUSClOSu’oemgunpumubk
over [1]. Althoagh' the invention is niot identically disclosed or de-
scribed as set forth in 35 U.S.C 102, if the differences between the
subject matter sought to be pateated and the prior, art are such that
the subject matier as 8 whole would have been cbvious at the time
the invention was made to & person having ordinary skill in the art
.tgghwhnﬂwbjmmﬂuwmmthemvenmmmmtem

Form Paumb 1519 :
35 U.S.C. 103 REJECTION (MULTIPLE RBFERENCES) '
. The claim is rejested mdzr 35 US.C. 103 -4 being unpatentsble
over {1} in view of [2].
Although the iavention is not identically disclosed or described
as set forth in section 102 of the stafiute, if' the differences between

the subject matter sought to be patented and the prior art are such
that the subject matter as & whole wonsld have been obvious at the
time the invention wes made to a person of ordinary skill in the art
gl;vbich said mbject matterperwns, the invention is not patent-
Forml’mmhlswl
SUMMABRY STATEMENT OF REJECTIONS
The clgim stands rejected under [1).
Exsminer Note: -
§. Use as summary siatement ofre;ectm(s)momceacuon.
2. In bracket l,msenappropnntebm for rejection, i.e. statg-
tory provisions, etc.

For Paragraph 15.58
CLAIMED DESIGN IS PATENTABLE

The claimed design is patentable over the references cited.
Other considerations

1. For guidelines and cases to be cited in rejections
based on public use of sale, see MPEP Chapter 2100.

2. Registration of a design sbroad is considered to
be equivalent to patenting under 35 U.S.C. 119 and
102(d), whether or not the foreign grant is published.
(See Ex parte Loncaster et al, 833 0.G. &, 1966 C.D.
20 (Bd. Appls. 1965); Ex parte Marinissen, 842 O.G.
528, 158 USPQ 528 (Bd. Appls. 1966); Appeal No.
239-48, Decided April 30, 1965, 833 O.G. 10, 1966
C.D. 22 (Bd. Appls. 1965); Ex parte Appeal decided
September 3, 1968, 866 O.G. 16, Bd. Appls. 1968). The
basis of this practice is that if the foreign applicant -
has received the protection offered in the foreign
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- will vest, If,ontheoﬂzc:hwd,the'U’S*a

- not timely filed, a statutory bar arises
.102(6) modlﬁed by ‘

,;m& o .
‘possible statutory bcrs.:;:«tlw U.S. design. patent 'apphca

Mnmustbemadcmthmmmonthsofthefme:gn
filing. (See also MPEP 1504.10). ..

The laws of each foreign country vary in one or
more respects. For example, underithe German Law
(Federal Republic of Germany), -Industrial: Designs
are called Geschmackmusters and the _grant of protec-

tiom is effective from the day the ap for regis-
tration is filed, In re Talbott, 170 USPQ 281 (CCPA
1971) and Ex parte Weiss, 159 USPQ 122 (Bd. Appls.
1967). Like the British Law, the Swedish Law re-
qmmsmapphcmontobcsubjecttoexammuonto
establish whether requirements for registration of the
design are satisfied. See In re Monks, 200 USPQ 129
(CCPA 1978). A design patent does not gain legal
force, under Swedish Law, for purposes of 35 U.S.C.
102(d), until registration is granted, following publica-
tion of the application, even though Swedish Law
pmvmfmrecoveryofdamaguformmhomcd
exploitation during the application’s pendency. See Ex
parte Lander, 223 USPQ 687 (Bd. Appls. 1983).

improper Subject Matter under 35 U.S.C. 171,

i. Design patent applications which disclose subject
matter which is obvicusly the result of purely func-
tional considerations will be rejected as not meeting
the requirements of ornamentality under 35 U.S.C.
§71. This includes designs where the differences over
the prior art are purely functional in purpose and der-
ivation, as well as those which disclose no susface or-
namentation or configuration which can be attributed
to ornamental considerations. (In re Carletti et al, 140
USPQ 653 (CCPA 1964); In re Cornwall, 109 USPQ
§7 (CCPA 1956); Ex parte Jaffe, 147 USPQ 45 (Bd.
Appls. 1964) and In re Garbo, 129 USPQ 72 (CCPA
1961)).

Form Paragreph 15.08
35 U.S.C. 171 REJECTION AS PURELY FUNCTIONAL

The claim is rejected vader 35 U.S.C. 171 mmemeetmgthcrc-
quirements of ornamentality, the wb_pect matter being cbviously the
regalt of purely functionsl conside
Form Paragraph 15.09

ISUV.S.C. 171 REJECTION

The clsim is rejecwd under 35 U.8.C, 171 for the reason that [1].

Esgminer Wote

Awmmmmggtmcfmwormmnmny includes
the more specific grounds of functionality, frivelity, fraud, con
trary (o public policy. Tbemuwry‘mmfmchwremmm.‘is
UV.9.C. 171. (See MPEP Clugter 1300). s.820, identily the specific
ground(s) uot complisd with ead give reasons why.

Form Pecagraph 15.41
PUNCTIONAL, STRUCTURAL FEATURES HOT CONSID-
ERED

Astention is directed to the fact that design patent spplications
aze concerned solely with the crnamental appearance of an asticle

1500-7

i Desiga i inse the object ' '
zcmmdmmdyuawhmoformnmwn Itlmustbe

- definite thinig; - capable - of.. reproduction; :and: not

e ‘peeconceived :
fwe!ythednugemuhafamethod.(ﬁ 1.8.C::171;:35¢ USC.

‘matter which ’oould be. deemed oﬁ'enswe to any race,

religion, sex, ethnic group, or .nationality; . such. as
those which include caricatures or dgpl_c_txqqs,,‘_,should
be rejected. as not meeting the requirements of orna-
mentality under 35 U.S.C. 171. *** Form Paragraph
15.10 should be used.

Form Paragraph 15.10
FRIVOLOUS, OFFENSIVE SUBJECT MA’I'I‘ER

Thedmmemdtlmeforethecm:nmmappmnmre
jecwd 22 Being frivolous and -against public policy, and therefore
improper subject matter for design patent protection under 35
USC. 171. Such subject matter is. not.seen to meet the require-
menis of crmemestelity under 35 U.S.C. 171. Moreover, since 37
CFR 1.3 prosceibes the presentation of papers which are lacking in
decorem and courtesy, and this includes depictions.or caricstures in
the disciosure, drawing end/or claim which might reasonably be
congidered offensive, such subject maiter o8 presented herein is
deemed to be clearly contrary to 37 CFR 1.3. (See Section 608 of
the Manual of Patent Examining Procedure).
ege

pIndefiniteness
Form Paragraph 1521 '

REJECTION, 35 US.C. 112, FIRST AND SECOND PARA-
GRAPHS

The claim & rejected under 35 U.S.C. 112, first and second para-
graphs, as the clsimed invention is not described in such full, clear,
concise and exact terms as {o enasble any person skilled in the art to
miske and vse the same, and/or for failing to particularly point out
and distinctly claim the subject matter which epplicant regards as
the invention.

Exsminer Note:

1. This pasagreph should not be used when it is appropriate to
make ope or more separate rejections under the first and/or the
second peragraph of 35 U.S.C, 112, In other wotds, sepasate re-
jections under either the first paragraph or the second paragraph
of 3§ U.S.C. 112 are preferred. This paragraph should only be
used when cither the fisst or second paragraph of 35 U.S.C. 112
could be applicable, but due to some question of interpretation,
uacertginty exists a8 to whether the claimed invention iz suffi-
ciently described in the enabling teachings of the specification or
the clsizn langusge is indefinite.

2. A& $ull explanstion should be provided with this rejection.

15.22 RESECTION, 35 U.S.C. 112, 2nd PARAGRAPH

The cisim is rejected under 35 U.S.C. 112, second paragraph, as
being indefinite for feiling to particulasly point cut and distinctly
:il:gm the subject matter which the applicant regards as the inven.

Exsminer Naote:
1. Use this peragraph when claims are vague, indefinite, con-
fusing, incosrect or cannot be understood,
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troa,nfavulabie,regardmgﬁeidlofmpumtm:ﬁ.ad-
vertising brochures and the filing of copending utility applications
would also prove belpful. lfnmﬂnyapplwamnhasbeenﬁled,
- please farnish its scrisl number. .
mmmmmmbembmedmmefmofaupum
mamdahouldnmbemwdmthespemﬁcm(wcmwﬁ)
SeeahoﬂCFRlSﬂ l98mdl.99
lmmmyuummm:pplmmfmsmu-
spoad to & request for information and es otherwise deemed ap-
Form Paregraph 15.56
RBQUIREMENI‘FORINFORMAHON
Apmhmmryrevrewofthmappﬁmmmmthatthedwg
mmdmemwkckmedmwmmnwmudﬁcmfor
- the examiner t0 meke o proper exsmination afthcdammreqmed
by 37 CFR 1.04. - '
Pﬁmepmvidemfncmnpkmwmdwdmeddesmmw
tion regarding its’ nature end intended wse 30 that the most sppro-
priste docket sseignment end pertinent search can be made. This in-
‘mmummwmmormnm and

i ‘regarding ﬁeldsofmrch,per-
tinent peioe act, advertising brockeres, sad filiag of copending wtili-
ty applications world sl prove helplul and should be included in
the response. Attention is also directed 1o 37 CFR 1.56 and the pro-
cedure in sectiot 609 of the Manual of Fatent Examining Procedure
&8 authorized by 37 CFR 1.97, 1.9 and £.99.

Failuge to respond prior to a first Office action on the merits may
result in 8 rejection vader 35 U.S.C. 112 on such fitst Office action
f the examiner is casble to make a proper examingtion.

The new case status of this application for the purpose of issu-
ance of a first Office action on the merits in filing date order, will
continue under the provigions of 37 CFR 1.101, MPEP 708,

Form Parsgsaph 15.66
EMPLOY SERVICES OF PATENT ATTORKEY OR AGENT
(DESIGN)

Mthevalueofdwgnpatcﬂtuhzgeiydependentnpmtheskﬂl-
ful preparation of the drawings and specification, applicant might
congider it desirable to employ the seevices of & registéred patent
attorney or agent. TbePntentdeademkafﬁcemnotudm

the selection of an attorney or egent.
New Matter

In design patent applications, as in applications filed
under 35 U.S.C. 101, additional or amended illustra-
tion involving new matter is in violation of 35 U.S.C.
132; 37 CFR 1.118. In & design patent application era-
sure of portions of the original disclosure may consti-
tute new matter. In general terms, if the additicnal or
amended illustration is reasonably supported by the
original disclosure under 35 U.S.C. 112, first and
second paragraphs, it will not be refused entry. Any
entered amendment of the claim involving new matter
will result in & new rejection based on 35 U.S.C. 112,
first paragraph. (see In re Rasmussen, 211 USPQ 323
(CCPA 1981).

Rev. 4, Oct, 1966

' EN'CES)

" The arguments praen d have efiliy considered, but are

‘9ot persussive dmﬁe‘repcﬁonofthecluﬁunder [l insertbm]
'ahou!dbemthdm

Form Paragraph 15 39 T
OBVIOUSNESS UNDE.R 35 u. S C. 103 REPEATED

"It remains the: examiner’s position that: the [I name of deetan]
des:gnclamedmobvwmunder3SUSC 103mv1ewof[2] 3

Form Paragraph 15.39.1

35 USC. 103 REJBC‘I'ION REPEATED (MULT,IPLE REFER-

under 35 U.S.C. 103 over [l msert referenca] m wew of [2 mwrt
other’ refcrence(s)} '

Form Paragraph 15.35. 2
FINAL RE&HON UNDER 35USC. 103 (SINGLE REFER-
ENCE)
- The claim is sgam and FINALLY REJECTED vnder 35 U.S.C.
103 over {1].
Ezaminer Note:
See paragraphs in Chapter 700, for “Action i3 Final” and “Ad.
visory sfter Finsl” Paragraphs.

Form Peragraph 15.40

FINAL REJECTION UNDER 35 U.S.C. 103 (MULT]PLE REF-
ERENCES)

The claim is again and FINALLY REJECTED under 35 USC
103 &s being unpatentsble over [! insert reference] in view of I2
insert other reference(s)]-

Exeminer Note: _
See paregraphs in Chapter 700, for “Action is Final” and “Ad-
visory After Final” Paragraphs.

Form Paragraph 15.40.1

FINAL REJECTION UNDER STATUTORY PROVISIONS
OTHER THAN 35 U.S.C. 103

The claim is again and FINALLY REJECTED under [1 insert
basis] as [2 insert reason].

Formn Paragraph 15.51

NEW MATTER (35 US.C. 132) REJECTION UNDER 3§
U.8.C. 112, FIRST PARAGRAPH

The proposed additiosal or emended illustration has been en-
tered, however said amendment introduces new meatter (35 U.S.C.
132; 37 CFR 1.118). Since the original disclosure does not include
reasonable support for the proposed changes, the claim is rendered
indefinite under 35 U.8.C. 112, first parsgreph. Accordingly, the
claim is rejected under 35 U.S.C. 112, first paragraph, due to indefi-
niteness, (In re Rasmussen, 211 USPQ 123).

Form Pasagraph 15.53
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RESTORE TO PENDING—LATE ASSOCIA‘I'ION OF
PAPERS. - : 5
Thewﬁhd[l]wmnmmcmdwnhtheﬁleoﬂheap-
mmmﬂmdAbMOmwmﬂed

The response was timely filed.

© Accordingly, the Notice of Abandonment is vacated, mdthez:p—
pbuﬁmumommpendmgmtomvefunhercmder
mmbythcemmermthemrmalwmxofbmm :

Form Paragraph 15.65
AMENDMENT MAY NOT BE POSSIBLE
The[l]m:gmbefuallydefecuve,thaus.umsgmmbepmbk
to [2] without introducing new matier.
Essminer Note:
In [1] specify either “disclosure™ or “claim™.
M[Z]dmrkeapowbkmvemmafwtmwmh
© could réesult in new matter.

150408 Restriction and Double Patenﬁng [R-4]
Restriction, ‘Multiple Embodiments, ‘and Double
Patenting Procedures for handling restriction and
douktle patenting situations are fully covered in
MPEP Chapter 800, to which reference should be
made.
1. MULTIPLE EMBODIMENTS

It is permissible, in & proper case, to illustrate more
than one embodiment of a design invention in a single
application. However, such embodiments may be pre-
sented only if they involve a single inventive concept
and are not patentably distinct from one another. The
dis:losure of plural embodiments does not require or
justify more than a single claim, which claim must be
in the formal terms stated in MPEP 1503.01 Sec In re
Rubinfield, 123 USPQ 210, 1959 C.D. 412 (CCPA
1959)). The specification should make clear that multi-
ple embodiments are disclosed and may particularize
the differences between the embodiments.

2. RESTRICTION—WHEN PROPER

Restriction may be required under 35 U.S.C. 121 if
subject matter in s design patent application as dis-
closed in the drawing is either independent or distinct
and is able to support separate design patents.

8. INDEPENDENT INVENTIONS

Design inventions are independent if there is no ap-
parent relationship between two or more subjects dis-
closed in the drawings; that is, they are unconnected
in design and operstion. For example, a pair of eye-
glasses and 8 door handle; a bicycle and a camera; an
eutomobile and a bathtub. Also note examples in
MPEP 806.04. Restriction in such cases is clearly
proper. This situation may be rarely presented since

1500-9

Farm Pamgraph lS 27 ;
RESTRICTION UNDE“’; 35 U. S C 121

Restriction’ to one of the followmg mventlons is requu'ed under
35U.8.C. 121: '

Group I—Figures [1] drawi to'a [2].

Group I!—Flgurea [3] drawn toa [4]

‘ Emlnu Note' _ ,
~ Add groups as necessary.

The inventions &3 grouped are dmunct from each ‘other because
each presents dii over-all appearance which is elther new of unob-
vious over the other.

Because the inventions are distinct for the reamn(s) given above,
aad have acquired seperate status in the art, restriction for examina-
tion purposes es indicated is proper (35 U.S.C. 121).

Applicant is reminded that the response (0 be complete must in-
clude a provisional election of ome of the enumerated inventions,
even though the requirement may be traversed. 37 CFR 1.143.

In view of the above requirement, action on the merits is de-
ferred pending compliance with the requirement in accordance
with Ex parte Heckman, 135 USPQ 229.

Applicant s given 30 days from the date of this letter 1o make an
election to avoid a question of shandonment.

Form Paragraph 15.28
RESTRICTION UNDER 35 U.S.C. 121 (TELEPHONIC)

Restriction to one of the following inventions is required under
35U.S.C. i21:

Group I-—Figures [1] drawn to e [2}.

Group [I—Figures [3] drawn to a {4].

Ezeminer Notes
Add groupe e necessary.
The inventions a8 grouped are distinct from each other because
each presents an over-all appeasance wh:ch is either new or unob-
vious over the other,

Eszaminer Note:
Add eomments or explanations as necessary.

Because the inventions are distinct for the reason(s) given above,
and have scquired separute status in the art, restriction for examina-
tion purposes ag indicated is proper (35 U.S.C. 121).

During a telephone discussion with [5] or [6], & provisional elec-
tion was made [7 (with traverse, without traverse)} to prosecute the
invention of Group [8]. Affirmation of this election should be made
by applicant in responding to this Office action.

Group [9]) withdrawn from fusther consideration by the examin-
er, 37 CFR 1.142(b), as being for a non-elected invention.

Form Paragreaph 15.31
PROVISIONAL ELECTION REQUIRED. (37 CFR 1.143)
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drawings of segregable partx-combmat!on/subcombt-
nation subject matter inherently tepresents distinct in-
ventions. Restriction in such cases is clearly proper.

It is emphasized that independent subject matter
and segregable part-combmauon/subcombmuon sub-
ject matter must be supported by separate claims
whereas only a single claim is permissible in a design
patent application. -

A requirement for restriction under 35 uUs.C. 121
in a design patent application is supported by the
holdings in Ex parte Heckman, 135 USPQ 222 (PO
Super. Exam. 1960) and In re Kelly, 200 USPQ 560
(Comr. Pats. 1978).

Form Paragraph 15.29
RESTRICTION UNDER 35 U.S. c. (SEGREGABLE PARTS)

Remriction (o one of the following inventicus is required ender
I8 USC. 121:

Group [—Figures [llmmam

Group —Figuees [3] drawn to a [4].

Eeusniner MNote:
Add grovps as necessary.

The inventions a5 grouped are distinct from esch other since
under the law a design patent covers only the invention disclosed
as an ewntirety, and does mot estend w segregable parts: the only
way to protect such segregable part is to apply for separate patents
(Ex parte Sanford, 1914 C.D. 69, 204 O.G. 1346; and Blumcraft of
Pistsburgh v. Ladd, Comr., 144 USPQ 562).. Itufuﬂhanoﬁedﬂm
combinstion/subcombination subject matter must be supporied by
separate cleims, wheress ounly s single cleim is permissible in 2
design pateat spplication. (/n re Rubinfield, 123 USPQ 210).

Exominer Note:
Additional comments if necesssry.

Because the inventions are distinct for the remon(s) given sbove,
and have scquired separate atatus in the art, restriction for examina-
tion purposes a6 indicated is proper (35 U.S.C. 121).

Applicant is reminded that the respouse 1o be complete must in-
clude & provisionel election of ome of the enumerated inventicns,
eveﬂ though the requirement may be traversed, 37 CFR 1.143.

in view of the above requirement, sction on the merits is de-
ferred pending ¢ with the requirement in accordence
with Ex parte Heckman. 135 USPQ 239.
fs given 30 days from the date of this letter to make an
election to avoid & question of sbandoument.

Form Pacageaph 15.30

RESTRICTION UNDER 35 USC.
PARTS) (TELEPHONIC)

festriction to one of the following inventions is required uader
350.8C. 121;

Group I—PFigures [1] drawn to & (2],

Group H—Figures [3] drawn (o o {4],

Exaniner Note:

121 (SEGREGABLE

Rev. &, Oet. 1966

Y- separide ¢ &'single
design pmm apphcauon Unre Rubmﬁeu 123 strch)

Addoommmexphmtwnsumy

Dunngatclephomdmcummmth[ﬂon(&],apmvmonﬂelec
tion was made [7.(with traverse, without traverse)] to prosecute the
invention of Group [8]. Affirmation of this election should be made
byapphcantmrmpondmgtothmOfﬁceactm

.Group [9) wuhdmwnfromfunhcreom:dewwnbytheexamm
er, 37.CFR. 1.142(b) a3 being fornndn-elected -ventwn ,

Form Paragraph 15.32:
ACTION ON MERITS DEFBRRED (Ex PARTE HECKMAN
135 USPQ 229)

In view of the foregomg restncuon reqmrcmcm, sction on the
menumdefmedpmdmgwmphmuwnhﬂwrequuementmac-
cordance with Ex parte Heckman, 135 USPQ 229

Form Paragraph 15.3¢ : :
GROUPS WITHDRAWN FROM CONSIDERATION AFTER
TRAVERSE

Group[l]wxmdmwn fmmﬁmhercowdenﬁonbytheexmn
ez, 37 CFR 1.142(b), as being for & non-elected invention, the re-
quu-emcm havmgbeentravemdml’aperNo. [2]

Form Paeagreph 15.36
GROUPS WITHDRAWN FROM CONSIDERATION WITH-
OUT TRAVERSE

Group [1] withdrawn from further considerstion by the examin-
er, 37 CFR 1.142(b}, as being for the non-elected invention. Elec-
tion was made without traverse in Paper No. (2]

Form Paragraph 15.37
CANCELLATION OF NON-ELECTED GROUPS, NO TRA-
VERSE ‘

In view of the fact that this appliction is in coadition for allow-
ance except for the presence of Group [1] directed to an invention
or inventions non-elected without traverse and without the right to
petition in Paper No. [2], szid groups bave been cancelled.

3. Double Patenting—Attention is directed to the
Patent Law Amendment of 1984 (Public Law 98-622)
regarding modification of the double patenting prac-
tice.

There are two types of double patenting rejections
which apply in the examination of design patent appli-
cations as in the examination of “Utility” applica-
tions—the “same invention” type end the “obvious-
ness” type. In addition, double patenting may exist (1)
between two or more design patent applictions and/
or patents and (2) between e design patent applica-
tions and a “utility” appliction and/or patent.

(a). Design-Design Double Patenting

(1) The “same invention” type double patenting re-
jection in design-design situstions is based on 3§
U.8.C. 171 which states in the singular that an inven-
tor “may obtain a patent”. This has been interpreted
as meaning only one patent, thus prohibiting twice

1500-10




m w;(” g 3 vy
ton etaL 163 USPQ ‘644 (CCPA 1969} Inre- Rmﬂ,'

enting - may b  OVEICome by ‘termingl - disclaimer:
where (a) same inventive entities ezists, or: where, (b)
different inventive entities exist but said inventions are
commonly owned by the same pemm, gee: MPEP,
804-804.03). . , L ,
Dmgn—-(lality Darible Patm:ag :

(!)Auﬁhtypatentandadmgnpatcxnmaybe‘
based om the same matter; however, there-uatbe
ckaxpmmbkdmmb&wmm ,

(Z)Whuethedwgnmvenﬁonmd@fmedbythe
claim as shown in the drawing views and the utility
invention as defined by the claim language cross read,
mmyawmgemThmmvo&mﬂmmemvm-
tion type double patenting. See Adidas Fabrigue
Andsmore r Corp, 223 USPQ 1109 (DC
S.D. N.Y. 1984); Wahl et al v. Rexnord, Inc. 206
USPQ 865 (C.A. 3d 1980); Transmatic, Inc. v. Gulton
Industries Inc., 202 USPQ 559 (C.A. 6th 1979)).

(3) The Court of Appeals for the Federal Circuit in
Carmen Industries Inc. v. Wakl et al, 220 USPQ 481
(Fed. Cir. 1983) also supports the broader test of
double patenting between design and utility claims
based on obvious variations. This type double patent:
ing rejection may be overcome by a terminal dis-
claimer where same inventive entities or common

ownership exist.
Form Parsgraph 15.23
35 U.S.C. 171 DOUBLE PATENTING REJECTION

The claim is rejected under 35 U.S.C. 171 on the grouvnd of
Wm@gﬁtkclﬁmhwpﬁmﬂpﬁm&&m@tn&
3

Form Paragraph 15.24

OBVIOUSNESS DOUBLE PATERTING REJECTION (SOLE
REFERENCE)
mm-wmmwmm«m
shvicusnews-type double petenting of the claim in applicant’s [1].
mﬁmw“emMmt,Mymmmmydb
tinet from esch other because [2], The cbvicussess type double pat-
enting rejection is judicially emablinhed docwine besed on public
policy and is primarily intended (o prevent proloagation of monop-
Mybypfoénmmgaclmmmnmudpmﬂmpamumydmm
guishable from s cleim in 2 fisst patent.
hMnymmldewxﬂo@varejwm
(MPEP 1430), In re Vogel, 164 USPEQ 619.

Exemiuer Note:

I bracket 1, insert—copending appliction-—ocr—prior
U.S. Pateat Na e

In bracket 2, and explanation is necessary.

1500-11

112 USPQ 58 (CCPA 1956)) “This type of double pat-

35 US.C 172 Rtgkt ofpmnty lenght ofpnontyprovnded for'
by section ll9ofﬂ|untleandthenmespectﬁedmse::hon 102(d)
smnbemmonﬂmmmemeofdwgns.r& e

The provisions of 35 U.S.C.1 19 apply also to
design patent applications. However, in order to
obtain the benefit of an earlier forelgn ﬁlmg date, the
United 'States 'application 'must ‘be filed within six
months of the earliest date on which any forengn ap-
plication. for the same des:gn was filed. ,

FoumgmphlSOl , e o
CX)NDITIONSUNDERMUSC.HD L '
Appimt:sadvueddcondxﬁomuspeclﬁedeSUSC 119.
Anawhcaﬁonfotndwgnpatmformmvmmﬁkdmthis
wmuybymypermwbohu,orwhoselegalreprmuum
have previously ‘filed s application for o' design’ patent or eguiva-
lent protection for the same design in 8 foreigh country which
offers similar privileges in' the case of applications’ filed in the
United States of (o citizens of the United States, shall have the
effect as the same application would have if filed in this country on
the date on which the application for patent for the same invention
was firet filed in such country. If the epplication in this country is
filed within six months from the wlmt dateonwhlch such foreign
application was filed.

Form Paragraph 15. 03
ACKNOWLEDGE RECEIPT AND NOTICE OF RETURN OF
UNTIMELY PRIORITY PAPERS.

Receipt is acknowledged of the filing on {1} of & certified copy of
the {2] application referved to in the cath or declarstion. A claim
fcrprwntycennotbebmdonmdapplmtmnmmetheUmted
Stztes was filed more then gsix months thereafter. (35
U.8.C. 172). The papers sre sccordingly being returned.

The United States will recognize claims for the
right of priority under 35 U.S.C. 119 based on appli-
cations filed under such bilateral or multilateral trea-
ties as the “Hague Agreement Concerning the Inter-
national Deposit of Industrial Designs” and the “Uni-
form Benelux Act on Designs and Models.” In filing a
claim for priority of e foreign application previously
filed under such a treaty, certain information must be

to the United States Patent and Trademark
Office. In addition to the application number and the
date of filing of the foreign application, the following
information is required: (1) the name of the treaty
under which the application was filed, (2) the name of
at least one country other than the United States in
which the application has the effect of, or is equiva-
lent to, a regular nstional filing and (3) the name and
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proper -euthotity 'of ‘the foreign countty 'in whick: filed . énd: show
the date of the application and of the filing of the specification nd
other papers. The Commissioner. may. require a tramsiation of the
pnpersﬁledifnotmtthugﬁakhnmgemdmhothermfcm
tios as he deems necessary. .

The notation reqmrcniént on’ dmgn patent apphca-
tion file wrappers when foreign pnonty is clanned is
set forth in MPEP 202.03 -

Foem ngraph 1504

FRIORITY UNDER BILATERAL OR MUL'I'H..ATERAL
TREATIES .

‘IthmtedSmtcswﬂ! clmfattbenshtafpnomy
rder 35 U.S.C. ll9bmdonappﬁuuomﬁhdmdermchbﬂamﬂ
or multilatersl treatics as the Hague Agreement Concerning the
Internations! Deposit of Industriel Designs, and the Benelux De-
siges Convention. In filing & claim for priority of a foreign spplice-
tion previopdy filed under such o treaty, certain informstion must
uwmmvsmmrmmmmw
the application number snd dafe of Bling the the. fol-
lowmmfmmnquw%(l)memofmeuwym
which the application wes filed, (2} the name of st feayt one coun-
tey other than the United Siates in which the spplication has the
effect of, or is equivalent (o & regular nstionsl filing, and (3) the
mewdbmd&ewmdmmmwwmemﬂm
thority which received such application.

Form Paragraph 15.52 ,
EXAMINATION OF PRIORITY PAPERS

While the U.S. Patent and Trademark Office does not normally
examine the priority papers to determine whether the applicant is in
fact entitled to the right of priceity, in cases of & design patent ep-
plication, the priority pepers will sormally be imspected to deter-
mine that the foreign application is in fact for the same invention a9
mwmmmumm(ssu.s.c 119). Inspection of
the papers herein indicates that the prios was not for
the same invention as claimed in this spplication. Accordingly, the
priority claim is improper, and the papers are being returned.

Attention is also directed to the paragraphs deahng
with the requirements where an actual model was
originally filed in Germany in MPEP 201.14(b).

See MPEP Chapter 200 and 37 CFR 1.78 for fur-
thcr%mcmmnoﬂhepmc&mmdpmcedmcm«
35 US.C. 119

1504.20 Benefit under 35 U.S.C. 120 [R-4]

If applicant is entitled under 35 U.S.C. 120 to the
benefit of an earlier U.S. filing date, the statement
that, “This is a division [continuation] of dwgu appli-

cation Serial No, —= == —, filed « — —,” should
appear in the specification, either before or after the
description of the drawing figuzes.

Attention is directed to the requirements for “con-
tinuing” applications set forth in MPEP 201.07, 201.08

Blov, 4, Ohet. 1966

Omeawmmemkesm«amhmmﬁtheMr
ency of the wpplicetion ns reiuited by the Commissioner; not-easlier:
tham six-months after theé filing of the -svplicution in this-covatry.
Such certification shall be made’ by tee’ patent office or .other:

ence or to, avo:d,: :ntervenmg mt‘erence, there is no
need for the examiner to make a determination as to.
whether the  requirement -of . 35 U.S.C.+120: is - met.
Note: the holdings m In e Corba (212 USPQ 825
(Comr. Pats. 1981)."

In both utility and dmgn apphcatlons, apphcants
are entitled to claim the benefit of filing date of earli-
er applications .for later claimed.inventions under 35
US.C. 120 OMy when the earlier, application discloses
that invention in: the manner, requlred by 35 USC,
112, first paragraph. -

 Where the’ comlmom of 35 USC 120 are met,
design’ applmtson may be considered ‘@ ‘continuing ap-
plication of an earlier utility apphcauon ‘Conversely,
this aleo applies fo a utility apphcauon relying on the
benefit of the’ ﬁlmg date of an earl:er filed design ap-
plication.

In light of the KangaROOS USA, Im: v. Caldor Inc.
228 USPQ 32 (Fed. Cir. 1985).and In re Berkman, 209
USPQ 45 (CCPA 1981). The holdings in Jn re Camp-
bell, 101 USPQ 46 are no longer controlling.

Note also In re Berkman, 209 USPQ 45 (CCPA
1981) where the benefit of a design patent application
filing date requested under 35 U.S.C. 120 was denied
in the later filed utility application of the same inven-
tor. The Court of Customs and Patent Appeals took
the position that the design application did not satisfy
35 U.S.C. 112, first paragraph, as required under 25
U.S.C. 120.

Form Peragraph 15.26
Rule 60 (37 CFR 1.60) REQUIREMENT

Applicant is reminded of the following requirement:

In 37 CFR 1.60 cases, applicant, in the amendment cancelling the
non-elected inventions, should iaclude directions to enter *This is o
[t (continuation) (division)] of application Serial No. [2], filed {3]"
as the first gsentence of the specification following the preamble.§

1505 Allowance and Term of Design Patent
(R-4]
38 US.C. 173. Term of design pateni. Patents for designs shall be

granted for the term of fourteen years. §{Amended Auvgust 27, 1982
Public Law 97-247, § 16, 96 Stat. 321).¢

$37 CFR 1.16 National application filing fee

150012




37 CFR LI5S, Tssue avid term af&mm (@) If, on examing-

tion, i shall appear that the spplicant iv entitled 1o & design patent;
undermehw 2 notice of allowance will be sent to the applicant,

' attorney of agent, calling for the payment of the issue

fw@ll&(b)) If this issue fee is not paid within 3 months of the.

dm:oﬂhemﬁuofallawme,meappﬁmnmnberega:dedu
shendoned.

(b)m(:ommmimmymptmeptymtofthem&e‘
fater than (hree months after the mailing of the notice of allvwance

3 though no sbandonment had ever cocmered ¥ upon petition the
delay in payment is shown to have been unavoidable. The petition
10 accept the delayed payment must be promptly filed after the ap-
plicant is notified of, or otherwise becomes aware of, the sbandon-
ment, and must be accompanied by (1) the tssue fee, unless it has
been previously submitted, (2) the fee for delayed paymess
(€ 1.17(D). and (3) & showing that the delay was unavoidable. Such
showing must be a verified showing if made by & person not regis-
tered 1o practise before the Patent snd Trademark Office.

{c) The Commissioner may, upon petition. accept the payment of
the izue fee later than three months sfier the mailing of the notice
of allowance ss though no sbandonment hed ever occurred if the
delay in payment wes unintentional. The petition to accept the de-
layed payment must be filed within ose year of the date on which
the application beceme abandoned or be filed within three months
of the date of the first decision on a petition uader paragraph (b) of
this section which was filed within one year of the date of abag-
donment of the application. The petition to accept the delayed pay-
ment must be accompanied by (1} the isue fee, unless it has been
previcusly submitted, (2} the fee for umintentionally delayed pay-
ment (§ 1.17(m)), and (3) & statement that the delay was uninten-
tional. Such statement must be a verified statement if made by 2
person not registered to practice before the Patent and Trademask
Office. The Commissioner may require additional information
where there is a question whether the sbendonment was uninten-
tional. The three-month pericd from the date of the first decisicn
referred to in this paragraph may be extended under the provisions
of §1.136(z), but no fusther extemsions under §1.136() will be
granted. Petitions to the Commissioner under § 1.183 to waive any
time perinds for requesting revival of an uaintentionally sbandoned
application will not be considered, but will be returned to the appli-
cant.

(dy Any petition pursuant to paragraph (b) of this section not
filed within six monthe of the date of shandonment must be sccom-
panied by a terminel disclsimer with fee under § 1.321 dedicating to
the public & terminal pagt of the term of eny patent granied thereon
equivalent to the period of abandonment of the application, §40 FR
44813, Sept. 30, 1975 and 47 PR 33086, July 30, 1982, effective Oc¢-
tober 1, 1962).9%¢

$1509 Reissue of & Design Patent [R-4]

See MPEP Chapter 1400 for practice and proce-
dure in reissue applications.

Design Reissue filing and issue fees.

37 CFR 1.16 National application filing fees

1500-13

pisiz Rélaﬁoump ‘between .. Design ~Patent,;

Copyright and Trademark [R-4]
Form ngraph 15. 55 S
DESIGN PATENT / COPYRIGHT OVERLAP-

There is an area of overlap between copyright and design patent
statutes where the author/inventor can secure both a copyright and
& design patent. Thus an ornamental design may be copyrighted as
& work of art and may algo be the subject matter of a design patent.
The author/inventor may not be required to elect between securing
& copyright or a design patent, (see In re Yardley, 181 USPQ 331).
in Mazer v. Stein, 100 USPQ 325, the Supreme Court noted the
election of protection doctrine but did not express any view on it
since & design patent had been secured in the case and the issue was
not before the Court.

It is the policy of the Patent and Trademark Office
to permit the inclusion of a copyright notice in a
design patent application, and thereby any patent issu-
ing therefrom, under the following conditions.

(1) A copyright notice must be placed adjacent to
the copyright material and, and therefore, may appear
at any appropriate portion of the patent application
disclosure including the drawing. However, if appear-
ing on the drawing, the notice must be limited in print
size from Y inch to % inch and must be placed
within the “sight” of the drawing immediately below
the figure representing the copyright material. If
placed on a drawing in conformance with these provi-
sions, the notice will not be objected to as extraneous
matter under 37 CFR 1.84.

(2) The content of the copyright notice must be
limited to only those elements required by law. For
example, “© 1983 John Doe” would be legally suffi-
cient under 17 U.S.C. 401 and properly limited.

(3) Inclusion of & copyright notice will be permitted
only if the following waiver is included at the begin-
ning (preferably as the first paragraph) of the specifi-
cation to be printed for the patent:

A portion of the disclosure of this patent docu-
ment contains material to which a claim for
copyright is made. The copyright owner has no
objection to the facsimile reproduction by anyone
of the patent document or the patent disclosure,
ag it appears in the Patent and Trademark Office

Rev. 4, Oct. 1986



the patent document. or the patent dis

pears in the Patent and Trademark Office patent ¢ file

ed to as lmproper

Thus, an ornamental dwgn may: be oopynghted 23

aworkofartandmyalsobethcsubjectmatterofa
design patent. (See In re Yardley, 181 USPQ 331 5
(CCPA. 1974)). In Mazer v. Stein, 100 USPQ 325 (Sup '
Ct. 1954), the Supreme Court noted the’ election of
protection doctrine but did not express any view on it
gince a design patent had been secured in the same
case and the issue was not before the Court.

Rev. 4, Oct. 1966

required under:.condition (3) abowsdoes mt)mclude;'
the specific language “(he copynght owner has no;
objection to the facsimile ! mproductgon by anyone: of:

USPQ §75 (CCPA. 1964); later afﬁfmed by thie? ‘satme court at 152

USPQ'$93 (CCPA 1967), has held ‘thiat thie' anderlying purpose and

_essence of patent tights are sepiifited and distinct from those per-

tgining to trademarks, and that no right sccruing from one is de-
pendcntarcomﬂmmdby the nght concommnttothe othcr‘ ’

.1513 Milcellaneous [R-4]

- With. respect 1o copies. of . references supplied. to ap-
plwant | a dwgn patcnt»’v«a phcauon ‘gee MPEP.
707,05(8).-

“Effective May 8, 1985, “the "’Statutory Inventlon
Registration (SIR), new 35 US.C. 157 and 37 CFR
1.293—1.297 replaced the former Defensive Publica-
tion Program (37 CFR 1.139). The. Statutory. Inven-
tion Registration. (SIR) Program. applm to utthty,
phnt and. deugn patent appllcamns.q
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