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101 General

35 US.C. 122. Confidential status of applications. Apphcatwm for
patents chall be kept in confidence by. the Patent and Trademark
Office and no information concernitig the same given without au-
thmnydtheapphcan!orwmmlwmmywcamomtbe
peovisions of any Act of Congress oz in such special circumstances
as may be determined by the Cc

18 U.S.C. 2071, Concealment, I, or mu!ila!wn generally. (a)
Whoever willfully and wnlawfully comceals, removes, mutilstes,
ome,wdemmorammmdom. or, with intent to do

so tekes amd carries away amy record, proceeding, map, book,

peper, émtmothﬂmmdordemwdwnhmydak

or officer of any court of the United States, or in any public office,

or with smy judiciel or public officer of the United States, shall be
fined mof more than $2,000 or imorisoned not more than three
years, or both.

(b) Whoever, having the custody of any such record, proceedmg,'

map, book, document, paper, or other thing, wilifully and unlawful-
By comceals, removes, mutilates, cbliterates, fakifies, or destroys the
same, shall be fined not more tham $2,000 or imprisoned not more
than theee years, or both; and shall forfeit his office and be disquali-
fied from holding sny office uuder the United States.

37 CFR 1.14. Patent application preserved In secrecy. (8) Except as
provided in § 1.11(b) pending patent spplications are preserved in
secrecy. No information will be given by the Office respecting the
filing by amy particular person of an application for a patent, the
wmye{%ymﬂwwmewmemmthesubmmuww
any particular application, nor will sccess be given to or copws fw-
nished of any pending application or papers relating thereto, with
out written authority in that particular application from the e;spss
cant or his ssdignee or attorney or agent of record, unless the apph-
cation has been identified by serial number in a published patent
document or the United States of America has been indicated as 2
Designated State in a published imtermational application, in which
case status information such as whether it is pending, abandoned or
patented may be supplied, or valess it shall be necessary to the
proper conduct of business before the Office or as provided by this
past. Where an application hes been patented, the patent number
and issue day may also be supplied.

g & [ @ @

All Patent and Trademark Office employees are le-
gally @bligated to preserve pending applications for
patents in confidence, 35 U.S.C. 122 and 18 U.S.C,
2071 impose statutory requirements which cover the
handling of patent applications and related docu-
ments. Suspension, removal, and even criminal penal-
ties may be imposed for violations of these statutes.

In order to provide prompt and orderly service to
the public, application files must be readily available
to authorized Patent and Trademark Office employees
at all times. Accordingly, in carrying or transporting
applications and related papers, care must be exer-
cised by Patent and Trademark Office employces, es-
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No part of any apphcanon or »paper related thereto-
should be reproduced or copxed except for oﬁ'tc:al‘
purposes.”

- No patent appllcatlon or related document may be
removed from the premxses ‘occupied ‘by. the Patent
and Trademark Office, except for handling as re-
quired by the issue process, unless specifically author-
ized by the Commissioner.  If: such authorization. is
given, the employee having custody will be responsi-
ble for maintaining confidentiality and otherwise con-
forming with the requirements of law.

Applications must not be placed in desk drawers or
other locations where they might be easily over-
looked or are not visible to authorized personnel.

Whenever an application is removed from the oper-
ating area having custody of the file, a charge on the
PALM system must be properly and promptly made.

Papers arriving within the groups must be properly
and promptly piaced within the appropriate files, If
papers are received with faulty identifications, this
should be corrected at once. If papers ace received at
a destination for which they are not intended due to
faulty identification or routing, appropriate corrective
action should be taken at once to insure the prompt
receipt thereof at the intended destination. See
§§ 508.01 and 508.03.

All Patent and Trademark Office employees should
bear in mind at all times the critical importance of in-
suring the confidentiality and accessibility of patent
application files and related documents, and in addi-
tion to the specific procedures referred to above,
should take all appropriate action to that end.

Examiners, classifiers and other Patent and Trade-
mark Office employees who assist public searchers by
outlining or indicating a field of search, should also
bear in mind the critical importance of insuring the
confidentiality of information revealed by a searcher
when requesting field of search assistance. See
§ 713.02. Statutory requirements and curbs regarding
the use of information obtained by an employee
through Government employment are imposed by 15
U.S.C. 15(b) and 18 U.S.C. 1908.

Ezaminers, while holding interviews with attorneys
and applicants, should be careful to prevent exposures
of files and drawings of other applicants.

Extreme care should be taken to prevent madver-
tent disclosure of the filing date or serial number of
any application filed by another party. This applies
not only to Office actions but also to notes (usually in
pencil) in the file wrapper.




- firms provided they: (1) Have an unexpired. identifica-

tion card, (2) Present an order sngned by a party of

record - in. the  application, and (3) Leave a. recenpt
which can be ﬁled asa charge card..

Normally, drawings will be retumed w1thm three
days. Any drawings which have not been returned
within five days or which are returned in damaged
condition should be reported n'nmedwtely to the
Office of Publlcatmns (557-3794).

102 Information ss to Status of an App!icatlon

Status information of an apphcatlon means only the
following information:

1. that the application is abandoned, or

2. that the application is pending, or '

3. that the application was issued as a patent and
the patent number, issue date and classification of
such patent.

PATENTED

If an application on which status information is re-
quested has matured into a patent, the fact that the
application is patented and the patent number, issue
date and classification relative to the application may
be given to anyone.

PENDING OR ABANDONED, No REFERENCE

If an application is in pending or abandoned status
and has not been referred to by number and date in a
United States or foreign patent or printed application,
status information indicating only that the application
is pending or abandoned may be given only io Patent
and Trademark Office employees and parties of
record such as:

{a) The applicant.

(b) The attorney or agent of record in the applica-
tion.

{c) The assignee of record in the Patent and Trade-
mark Office.

(dy Anyone who has and furnishes written authority
from 2, b, or c.

REFERENCED APPLICATION

If an application has been referred to by number
and date in a United States or foreign patent or print-
ed application, status information may be given to
Patent and Trademark Office employees and to
anyone who furnishes the Patent and Trademark
Office with a written request citing the application in
question by serial number and date of filing. The
source document (a United States or foreign patent or
printed application) must be identified in the written
request by the country, number and date of such
patent or application.

" ized to relénse: drawmgs 1o~ representatww of  these: _ment tefers to the apphca,u
' plymg the status informati

~ tion mot accompamed with a

ment may require_the Offi

source document for verification before. tatusé infor-
mation can be supplied. This may result in some’ delay-

before the desired status information can’ be forward-
ed to the requester. 5

REFERRED APPLICATION, SOURCE DOCUMENT
PRESENTED

Ifa copy of the source document is presented the
Office will verify that the United States application in
question is cited therein, After checking, status infor-
mation may be immediately given and the source doc-
ument  copy may be-returned to the requester.. In
either case, at the time the status information’ is sup-
plied, the person supplying the rtatus information
marks the request “Information furnished”, the date
and his or her name. The request is then placed in the
file wrapper or forwarded to the appropriate area
(group art unit, abandoned files, etc.) for inclusion in
the file wrapper as part of the official record of the
application. The applicant is not consulted. See
§ 203.08

STaTUS LOCATION INFORMATION FOR OFFICE
PERSONNEL

~When it is desired to determine the current location
or status of an application, office personnel should use
their PALM terminal.

However, inasmuch as all 60 series applications
prior to 714,000 are not currently in the PALM
system, Office personnel requesting status/location in-
formation on those applications determined not to be
in the PALM system will be requested to contact the
Record Services Branch at 557-3181 where the nu-
merical index records of the above mentioned applica-
tions are maintained.

103 Right of Public to Inspect Patent Files and
Some Application Files

37 CFR 1.11. Files open to the public. (a) After a patent has been
issued, the specification, drawings, and all papers relating to the
case in the file of the patent are open o inspection by the generel
public, and copies may be cbtained upon paying the fee therefor.
After an award of priority by the Board of Patent Interferences as
to all parties, or after termination if no such award is made, the file
of any imterference which involved a patent, or an application on
which a patent has issued, is similarly open to public inspection and
procurement of copies. See § 2.27 for trademssk files,

(b) All reissue applications and all applications in which the
Office has accepted a request filed under § 1.139, and related papers
in the application file, are open to inspection by the general public,
and copies may be obtained upon peying the fee therefor. The
filing of reissue applications will be announced in the Official Ge-
zette. The announcement shall include at lesst the filing date, reissue
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emm a8
{@Aﬂptpersorcopwst!wteofre!amgtoareenmmatmpm-'
eeetmgwhchhavebecnentetedefmordmthepatcntorreex'
mmﬂemopmtom@ecmbymegenemlpubhc.md

copies mey be farnished upon paying the fee therefor. .
37ICFR. L.14 Patentapphcam prese:ved in secrecy

L ¢ & 2 ‘

(e)mmwtb'ynmembcrofthepnblic secking access to, or
copies of, sny pending or ebandoned spplication preserved in secre-
cy pussuant to para,gmphs;(a)fmd (&) of this section, or of amy

pagers relating thereto, must (1) be in the form of a petition and he
wcommdbythepeﬂtxonfeeaetfoﬂhmﬂ l7(z)or(2)mclﬂdc
written smthority granting access to the member of the public im
that particular application from the applicant or the applicant’s as-
signee of stiormey of agent of record.

Whenever = natent relies. upcn the filing date of an
earlier but still- pending application, the public is enti-
tled to see the portion of the earlier application that
relates to the common subjectmatter and also what
prosecution, if any, was had in the earlier application
of subject matter claimed in the patent. The interested
party may file a petition, accompanied by the petition
fee, to the Commissioner for access to the application.
(See § 1002.02(k).)

Inssmuch as the Post Office add:ms is necessary for
the complete identification of the petitioner, it should
always be included complete with the ZIP Code
number. ,

The petition may be filed either with proof of serv-
ice of a copy upon the applicant, owner or attorney
of record, if kmown, in the application to which
access is sought, or may be filed in duplicate, in
which case the duplicate copy is sent by the Solicitor
to the a:pplzcant, attorney or owner of the application,
who is given a limited period, as a week or ten days,
within which to state any objection he may have to
the granting of the petition. If no objection is raised,
the petition is approved by the Solicitor. If there is no
objection the petitioner is permitted to see the entire
parent application. Otherwise, the petitioner is al-
lowed to order a copy of only that portion of the
perent application that relates to the common subject
matter. A separate petition should be filed for each
application to which access is desired, or sufficient
extra copies provided so there may be one for place-
ment in each application file, if the petition be grant-
ed, and one for service upon each attorney of record,
if the applicant has different attorneys in his applica-
tions. Each petition should show not only why access
is desired, but also why petitioner believes he is enti-
tled to access.

The Solicitor also handles all petitions for access to
applications involved in an interference or having an
interference background.

1003

| publxc Sectlon l ll(b) also provndes for axmounce—

ment of the filings' ‘of ‘réissue apphcatxons m the Offi=

cial Gazette. This announcement will' give interested

members of the public an ‘opportunity to'submit to the
examiner information pertinent to patentability of the
reissue application.

Section 1.11(b) is applicable only to those reissue
apphcatlons filed on or after March 1, 1977. Those re-
issue applications previously on file will not be auto-
matically open to inspection but a liberal policy will
be followed by the Office of the Solicitor in granting
petitions for access to such apphcatlons

For those reissue applications filed on or after
March 1, 1977, the followmg procedute will be ob-
served:

(1) The filing of reissue applications will be an-
nounced in the OFFICAL GAZETTE and will in-
clude ceriain- identifyingdata as specified in
§ 1.11(b). Any member of the general public
‘may request access to a particular reissue appli-
cation filed after March 1, 1977. Since no
record of such request is intended to be kept,
an oral request will suffice. In the Record
Room only the regular application charge card
need be completed and submitted. The charge
card will not be made part of a pending or
abandoned reissue application.

(2) The reissue application files will be maintained
in the examining groups and inspection thereof
will be supervised by group personnel. Al-
though no general limit is placed om the
amount of time spent reviewing the files, the
Office may impose limitations, if necessary,
e.g., where the application is actlvely being
processed.

(3) Where the reissue application has left the ex-
amining group for administrative processing,
requests for access should be directed to the
appropriate supervisory personnel in the divi-
sion or branch where the application is cur-
rently located.

(4) Requests for covies of papers in the reissue ap-
plication file must be in writing addressed to
the Commissioner of Patents and Trademarks,
Washington, D.C. 20231 and may be either
mailed or delivered to the Office mailroom.
The price for a copy of an application as filed
is $18.00 for each 50 pages or fraction thereof
(37 CFR 1.19(2)(3)), or 30 cents a page for por-
tions of the application file. Since no useful
purpose is seen for retaining such written re-
quest for copies of papers in reissue applica-




- Extract from 37 CFR 1.14, Patent’ apphcatrms,pmvedmmre-;

. R A .

(b) Except as prov:ded in §l 11(b) sbandoned apphcauons are

likewise not open: to public inspectiva, except that if an spplication’

referved to in 2 U.S. patent, or in an application which is open to
imspection pursuant. to § 1.139, is abandoned and is available, it may
be inspected or copies obtained by any person on written reguest,
without notice to the applicant. Abandoned applications may be de-
stroy-d afler 20 years from their filing date, except those to which
perticuisr attention hag been called and which have been marked
mpreaetvauon Abandoned apphcatmswrllnotberctumed

] o . o ® & L

(d)Anydecimioncfth‘eBoMoprpealsortbeBo&tdofPatem
Interferences, or any decision of the Commissioner on petition, not
otherwise open to public inspection shall be published or made
available for public inspection if: (1) The Commissioner believes the
decision involves an.interpretation of patent laws or regulations
thet would be of important precedent value; and (2) the applicant,
or any perty involved in the interference, does not, within two
months sfter being notified of the intention to make the decision
public, object in writing on the ground that the decision discloses a
trade secret or other confidential information, if a decigion discloses
gach information, the applicant or party shall identify the deletions
i the teut of the decision considered necessary to protect the infor-
mation. If it is considered the entire decision must be withheld from
the public to protect such information the applicant or party must
explain why. Applicants or parties will be given time, not less than
twenty daye, to request reconsideration and seek court review
before any portions of decisions are made public over their objec-
tion. See § 2.27 for trademark applications.

2 & * ® &

Section 1.14(d) makes explicit the conditions under
which significant decisions of the Patent and Trade-
mark Office will be made available to the public, and
includes reference to decisions of the Board of Patent
Interferences, in addition to decisions of the Board of
Appeals and the Commissioner.

The section is applicable to decisions deemed by
the Commissioner to involve an interpretation of
patent laws or regulations that would be of significant
precedent value, where such decisions are contained
in either pending or abandoned applications or in in-
terference files not otherwise open to the public. It is
applicable whether or not the decision is a final deci-
sion of the Patent and Trademark Office.

Section 1.14(d) is considered to place a duty on the
Patent and Trademark Office to identify significant
decisions and to take the steps necessary to inform the
public of such decisions, by publication of such deci-
sions, in whole or in part. It is anticipated, however,
that no more than a few dozen decisions per year will

rmnanve of the Commxssroner under § 1. 520 wﬂl .,ei
p@hhed Jn . the Ofﬁcrat .Gazette. . Procedurs Afor:
access angd obtmmng copies.are the same as- -those for,
reissue applications indicated ‘above, See also.§ 2232,

access is avaﬂable 1o any pnor apphcatlon or contmu-
ing apphcatxon in the §1.62 appllcatlon B
37 CFR 1.15 Reguests jbr 1dentlf able records. (a) Requests for

records. not disclosed to the public as part of the regular informa-
tional ‘activity. of the Patent and Trademark Office and which are

not otherwise deslt with in these rules in- this part may bé made by

completing  Form CD-244; “Apphcatlon to Inspect Department
Records,” and ‘submitting ﬂus form, in person or by mail, to the

Commissioner of Patex.ts and Trademarks Wmlungwn, D.C. 20231,

A nonréfundable applicetion fee of sz musi. gccompany each apph-
cation. Copies of T'oi:z: ©D-244 are aviilable in the Central Rerer-
ence ‘and Records Inspection Facility; Room 2122, Department of
Commerce, Building, Washington; D.C. 20230, the vearch room:of
the Patent Reference Branch of the Patent snd Tradcmark Office,
the search room of the Trademark Exammmg Opermon. and in
many pubhc information offices and field offices of tie Depamnent
of Commerce. If ‘the requested ‘tecord is rdentxﬁable, the request
will be reviewed by the appropiste official suthorized to makeé an
initial determination of the availability of the record. If it is deter-
mined that the material is not to be made ‘available to the request-
ing person, said person shall be notified in writing of that fact and
the reasons why the record will not be disclosed. If the record is to
be made available, inspection will be permitied in the appropriate
Patent and Tredemark Office search room. Fees for copies of
records and for searches and related services are payable in accord-
ance with the schedule of fees and charges established in § 4.8 of
Title 15, Code of Federal Regulations.

(b) Any person whose application io inspect a record has been
refused may request a reconsideration of the initial denigl by com-
pleting and submitting the appropriate section of the Form CD-
244, The request for reconsideration should be made within 30 days
of the date of the original denial. In submitting such request the
party should include any written argument he desires to support his
belief that the record requested should be made available. No per-
sonal appearance, oral argument, or hearing shall be permitted. The
decision upon such request shail be made by the Commissioner of
Patents and Trademarks, and shall be based upon the original re-
quest, the denial, and any written argument submitted by the
pesson seeking access to the record. The decision upon review shall
be promptly made in writing and communicated to the person seck-
ing access, If the decision is wholly or partly in favor of availabil-
ity, the requested record to such extent shall be made available for
inspection as described in paragraph (a) of this section. To the
extent that the decision is adverse to the request, the reasons for the
denial shall be stated. A decision upon review completed as pro-
vided herein shall constitute the final decision and action of the
Patent and Trademark Office as to the availability of a requested
record, except & may be required by court proceedings initiated
pursuant to § U.S.C. 552(a)(3). Reconsiderations resulling in final
decisions as prescribed herein shall be indexed and made available
in the search room of the Patent Reference Branch.

(¢) Procedures applicable in the event of a subpoena, order, or
other compulsory process or demand of & court or other authority
shall be those set forth in Section 7 of Department Order 64 (32

_F.R. 9734, July 4, 1967).
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- opinioas need. not be. made . avadable fo. the
public {5 U.S:C. §552(a)(2)], in order to-satisfy the
need, copies on non-final opinions issted by the Board
will be kept in @’ ﬁle in the Service Branch of the
Board in the U.S. Patent and Trademark Office
(Crystal Gateway 2, 1225 Jefferson Davis nghway,
Room 10001, -Arlington, Virginia).  Opinions in the
file may be reviewed by the public during normal
business hours (8:30 A.M. to 5:00 P.M.). Copies of
oplmons may be made by the public o reproducing
equipment in the Service Branch with tokens at a cost
of ‘$0.20 per page or copies may be ordered at-a cost
of $0.30 per page 37 CFR 121(3) and 37 CFR
L1SGaX3)]

In view of the provisions of 35 U.S.C. § 122 and 37
CFR §1.11(a), a consent will be obtained by the
Office from all parties in an interference before an
opzmon issued in connection with the interference is
placed in the file if the interference file is not other-
wise available to the public. Preliminary indications
are that the parties and their counsel generally con-
gent.

In order to obtain optimum dissemination of the in-
formation contained in the file, opinions placed there-
in will be indexed according to specific topics. Copies
of the index will be updated from time to time as the
need occurs. Specific questions relating to the index
and file may be directed to the Patent Interference
Examiners.

The initial index is as follows:

INDEX

1.00 Discovery in general [37 CFR § 1.287]

1.10 Reguests and service under § 1.257(2)

1.20 Reguests under § 1.287(b)

1.30 Motions for additional discovery under § 1.287(c)
1.31 Related to derivation
1.32 Related (o abandonment, suppression, and conceal-

ment

1.33 Related to inequitable conduct
1.34 Other

1.40 Motions under § 1.287(d)X(1)

1.50 Action uader § 1.287(d)X2)

1.60 Agreements under § 1.287(e)

104 Power to Inspect Application

No person but the applicant (any one of joint appli-
cantg), applicant’s legal representative, the assignee
whose assignment is or record, or the attorney, agent
or associate attorney of record will be permitted to
have access to the file of any pending application,
except as provided for under 37 CFR 1.11(b) or under

power’ ,properly stgned by ‘one: of the: above mdxcat—‘
ed parties, and' if acceptable, ‘enters in: mto the file If

When a power to mspect recexved wh1le a ﬁle is
under the Jun;dlctlon of a service. branch such as the
Customer Services Division, the Service Branch of
the Board of Appeals, and the Patent Tssue Division,
the question of permission to inspect is decided by the
head of the branch who, if he or: she approves, indi-
cates the approval directly on the power.

Power to inspect. may be granted. when a duplicate
copy of a filed power to inspect: is hand delivered.
The copy with: mdlcatlon of approval is. placed in the
file. - .

A “power to mspect” is, in- effect, the same as &
“power to inspect and make copies.”

Where an applicant relied- upon his apphcatmn asa
means to interfere with a competitor’s business or cus-
tomers, permission to inspect the application may be
given the competitor by the Commissioner. (Ex Parte
Bonnie-B Co. Inc., 1923 C.D. 42; 313 O.G. 453.)

An unrestricted power to inspect given by an appli-
cant is, under existing practice, recognized as good
until and unless rescinded. The same is true in the
case of one given by the attorney or assignee so long
as such attorney or assignee retains his connection
with the application.

Permission to inspect given by the Commissioner,
however, is not of a continuing nature, since the con-
ditions that justified the permit to inspect when given
may not obtain at a letter date.

ACCESS TO PATENT APPLICATION AND
INTERFERENCE FILES

In order to insure that access to patent applications,
other than reissue applications filed after March 1,
1977, and interference files is given only to persons
who are entitled thereto or who are specially author-
ized to have access under 37 CFR 1.14 and to insure
also that the file record identifies any such specially
authorized person who has been given access to a file,
the following practice will be observed by all person-
nel of the Patent and and Trademark Office:

1. Access, as provided for in the Rules of Practice,
will be given on oral request to any applicant, paten-
tee, assignee, or attorney or agent of record in an ap-
plication or patent only upon proof of identity or upon
recognition based on personal acquaintance.

2. Where a power of attorney or authorization of
agent was given to a registered firm prior to July 2,

100-5



teredasapartoftheoﬁcmlﬁle :
105 - lhslmrred Attemey Cannot Inspect

Patent and Trademark Office employm are forb&d-:

den to hold either oral or written communication
with an attomey ‘who has béen suspended or excluded
from practice regarding an apphcatlon unless it be one
in which said attorney is the applicant. Power to in-
spect glven to such an attorney will not be accepted.

106 Control of Inspection by Assngnee

The assignee of the entire interest in an application
may intervene in the prosecution of the case, appoint-
ing an attorney of his own choice. (See 37 CFR 1.32.)
Such intervention, however, does not exclude the ap-
plicant from access to the application to see that it is
being prosecuted properly, unless. the assignee makes
specific request to tha¢ “effect. Even when such re-
quest is made, the applicant may be permitted to in-
spect the case on sufficient showing why such inspec-
tion is necessary to conserve his rights, In re The Kel-
logg Switchboard & Supply Company, 1906 C.D.
274.

106.01 Rights of Assignee of Part Interest

While it is only the assignee of the entire interest
who can intervene in the prosecution of an applica-
tion or interference to the exclusion of the applicant,
an assignee of a part interest or a licensee of exclusive
right is entitled to inspect the application.

107 “Secrecy Order” Cases

Title 35, United States Code, section 181 provides,
in part, that any invention in which the Government
does not have a property interest, and whose publica-
tion or disclosure by the granting of a patent might,
in the opinion of the Commissioner, be detrimental to
the national security, shall be made available to the
defense agencies. Upon notification by the defense
agencies, the Commissioner is directed to order that
such inventions be kept secret and to withhold the
grant of a patent for such period as the national inter-
est reguires. Where the Government has a property
interest, the interested Government agency deter-
mines whether to notify the Commissioner to keep the
invention secret.

35 U.S.C. 184, Filing of application in foreign country. Except
when suthorized by a license obtained from the Commissioner 2
person shall aot file or cauge or authorize to be filed in any foreign
country prior to six months after filing in the United States an ap-
plication for patent or for the registration of a utility model, indus-
trial design, or model in respect of an invention made in this coun-

try. A license shall not be granted with respect fo an invention sub-
ject to an order issued by the Commissioner pursuaat to section 181

pubhc stenographers, and aii oﬂ:er persons: mnvmhn S
‘the provisions . of pamgmphs 1:and 2 ‘above will: be ~
given:access: only spon’ prweutauon of a writtem. ¢z- .
thorization: for-access - sighed by :a. person: specified in’
paragraph . 1-above, vhich: authonzatton wﬂl be m«

nd; ‘with respect’ o 'inventions mnde in the Umed Smm, to sppli-
cations filed in"any foreign  country or any i ‘piithotity
other than' the United : States: Rece:vmg ¥ %re. The (1) fiting ‘of &
nations} or an internatiosial ‘application in'a. ihmancomry or with
an international. mthonty “other than the Umm Seates Reeemng
Ol'ﬁce, or (2) transmmal of an intérnational 8 foreign
agency- or ‘an international suthority ‘other 'than the United States
RccewmgOfﬁce:soonsnderedtobeafmmﬁmgwﬁhmme
meaning of Chapter 17 of Title 35, United States Code. -« -,

.(b) In eccordance with the provisions- of 35 U.S.C. 181, patent
applications . containing. -subject. matter the disclosure of which
might be damnmu!%thmuoml aecurny are made available for
inspection by defense’ agencies as ‘specified in'said séction. Only ap-
plications ‘obviously relating ‘to national security, sad spplicétions
within fields indicated to the Patent and Trademark Office by the
defense agencies 83 so related; are;made available. The inspection
will be made only be responsible represenmxm agthorized by the
agency {0 review applications. Such reprmnunm ase requu'ed to
sign ‘4 dated acknowledgement’ of ‘access’ woeptmg the condition
that information: obtained from thé i will be used for no
purpose other then the administration of 35 U.S.C. 181-188. Copies
of apphcatmns may be made available to such representatives for,
mspecﬂon outside the Patent and Trademark Office under condi-
tions assuring that the confidentislity of the nppuuuons will be
maintained, including the conditions that: (1) oil copies will be re-
turned to the Patent and Trademark Office prompely if no secrecy
order is imposed, or upon rescission of such order if one is im-
posed, and (2) no edditional copies will be made by the defense
agencics. A record of the removal and return of copies made avail-
sble for defense inspection will be maintained by the Pateat and
Tredemark Office. Applications relating to atomic energy are mads
aveilable to the Department of Energy as specified in § 1.14 of this
chapter.

37 CFR 5.2 Secrecy order.

(a) When notified by the chief officer of s defense agency that
publication or disclosure of the invention by the grasting of a
patent would be detrimental to the national security, an order that
the invention be kept secret will be issued by the Commissioner of
Patents and Trademarks,

(b) The secrecy order is directed to the applicant, his successors,
any and all assignees, and their legal representatives; hereinafter
designated as principals.

(c) A copy of the secrecy order will be forwarded to esch princi-
pal of record in the application end will be sccompenied by a re-
ceipt, identifying the particular principal, to be signed snd returned.

() The secrecy order is directed to the subject matter of the ap-
plication. Where any other application in which e secrecy order has
not been issued discloses a eignificant part of the subject matter of
the application under secrecy order, the other application and the
common subject matter should be called to the attention of the
Patent and Trademark Office. Such & notice may include any mate-
rial such as would be urged in & petition to resciad secrecy orders
on either of the applications,

37 CFR 5.3 Prosecution of application under secrecy orders; with-
holding patent,

Unless specifically ordered otherwise, action on the application

‘by the Office and prosecution by the applicant will proceed during

the time an application is under secrecy order to the point indicated
in this section:
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3 P phcatlon is found to be i condition’ "for
allowance - ‘except for the “secrecy ‘order ’the applicant” and “the
agency which caused the secrecy order to be issued will be noti-
fied. Thmnohce(wluchxsnotanonceofalbwmccunderﬂﬂi
of this’ ‘chapter) -does not requlre response by the’ apphcant and
places the national application in'a condition of suspension until the
secrecy order is removed. When the secrecy order is removed the
Patent and Trademark Office will issue a notice of allowance under
% 1.311 of this chapter, or take such other action as may ‘then be
warranted

(d) International apphcanons under wcrecy order \mll not be
mailed, delivered or otherwise transmitted to the international au-
thorities or the applicant. International applications under secrecy
order will be processed up to the point where, if it were not for the
secrecy order, record and search copies would be trazsmitted to
the mtemauomt authorities or the applicant.

37 CFR 5.4 Petition for rescission of secrecy order.

(@) A petition for rescission or removal of a secrecy order may
be filed by, or on behalf of, any principal affected thereby. Such
petition may be in letter form, and it must be in duplicate. The peti-
tion must be aeccompenied by oae copy of the spplication or an
order for the same, valess a showing is made that such a copy has
already been furnished to the department or agency which caused
the secrecy arder to be issued.

(B) The petition must recite any and all facts that purport to
render the order ineffectual or futile if this is the basis of the peti-
tion. When prior publications or patents are alleged the petition
must give complete dats as to such publications or patents and
should be ied by copies thereof.

{c)} The petition must identify any contract between the Govern-
ment and any of the principals, under which the subject matter of
the application or any significant part thereof was developed, or to
which the subject matter is otherwise reisted. If there is no such
coniract, the petition must so state.

(df) Unless based upon facts of public record, the petition must be
verified.

37 CFR 5.5 Permit to disclose or modification of secrecy order.

(&) Consent to disclosure, or to the filing of an application
abroad, as provided in 35 U.S.C. 182, shall be made by a “permit”
or “modification” of the secrecy order.

(b) Petitions for a permit or modification must fully recite the
reason or purpose for the proposed disclosure. Where any proposed
disclosee is known to be cleared by a defense agency to receive
classified information, adequate explanstion of such clearance
should be made in the petition including the name of the agency or
department granting the clearance and the date and degree thereof.
The petition must be fifed in duplicate and be accompanied by one
copy of the application or an order for the same, unless a showing
is made that such a copy has already been furnished to the depart-
ment or agency which caused the secrecy order to be issued.

{c) In a petition for modification of a secrecy order to permit
filing abroad, all countries in which it is proposed to file must be
made known, as well as all attorneys, agents and others to whom
the material will be consigned prior to being lodged in the foreign
patent office. The petition should include a statement vouching for
the Inyalty and integrity of the proposed disclosees and where their
clearunce status in this or the foreign couniry is known all details
should be given.

(d) Consent to the disclosure of subject matter from one applica-
tion under secrecy order may be deemed to be consent to the dis-
closure of common subject matter in other applications under secre-
¢y order so long as not taken out of context in a2 manner disclosing
material beyond the modification granted in the first application.

‘ apphcanom, the petmom may, be_yomed
37 CPR 5 7. Campemnon. :

Any reqwt for compensamon as prov:ded in 35 U. S C. 133 must
not be made o the Patent. and Trad»mans Ofﬁce but shom be
made Girectly to. the dcplrment or:agency whlch caused the secre-
cy order to be issued, Upon written request persons having a right
to such  information ‘will, be informed ‘as to the department or

" agency which caused the secrecy order to be issued.

37 CFR 5. & Appeal to Secrttary

Appeal to the Secretary of Commerce, as provided by 35 USC.
181, from a secrecy order cannot be taken until after a petition for
rmlssmofthesecrecyorderhasbeen made and denied. Appeal
must be taken within 60 days from the date of the denial, asd the
party eppealing, a5 well gs the depariment or agency which caused
the order to be issued will be notified. of the time and place of bear-
ing. The appeal will be heard and decrded by the Secretary or such
omceroroﬁicemashemydenmte ‘

37 CER S.11 License for filing applzcatton m fore:gn country or for
tronsmisting mtemanonal application.

(2) When no secrecy order hag been wsued under §5.2, a license
from the Commissioner of Patents and Trademarks under 35 U.S.C.
184 is regquired before filing amy application for patent or for the
registration of a utility model, industrial design, or model, in & for-
eign country, or transmitting an international application to ary for-
eign patent agency of any international agency other than the
United States Receiving Office, or causing or authorizing such
filing or teansmittal, with respect to an invention made in the
United States if:

(1) The foreign spplication is to be filed or its filing caused or
authorized before a nationsl or international application for patent
is filed in the United States, or

(2) The foreign application is to be filed, or its filing caused or
authorized, or the transmittal of the internationa! application is
caused or authorized, prior to the expiration of six months from the
filing of the application in the United States.

(b) When there is no secrecy order in effect, a license under 35
U.S.C. 184 is not required if:

(1) The invention was not made in the United States, or

(2) The foreign application is to be filed or the internationsl ap-
plication is to be transmitted, or its filing or trensmittal caused or
suthorized, after the expiration of six months from the filing of the
national application in the United States.

{c) When a gecrecy order has been issued under § 5.2, an applice-
tion cannot be filed in & foreign country, nor can an international
application be transmitted to any agency other than the United
States Receiving Office except in accordance with § 5.5.

37 CFR 5.12 Petition for license.

(8) Filing of an application for patent for inventions made in the
United States will be considered to include a petition for license
under 35 U.S.C. 184 for the subject matter of the application. The
filing receipt will indicate if a license is granted, If the initial auto-
matic petition is not granted, a subsequent petition may be filed
under paragraph (b) of this section.

(b} Petitions for license under 35 U.S.C. 184 should be presented
in letter from and should include petitioner’s address, and full
instructions for delivery of the requested license when it is to be
delivered to other than the petitioner.

37 CFR 5.13 Petision for license; no corresponding application.
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37 CFR 5 4 Peti ion for Itcen.re, oonmpond,

(a) Where there is a corresponding United ‘States. apphwmm on
file the petition for license must identify this. application by serial
number, filing date, inventor, and title, and & copy of the materisl
upoa whick the llcense is desired” is ‘nof ‘required.’ The' sabject
matter lcensed will be measured by the: disclosure of the United
States apphcatxon Where the iitle is niot descriptive, and the sabject
matter is clearly of no interest from e security standpoint, fime may
be szved by a short statement in the petmon as to-the nature of tbe
invention.

(b) Two or more United States applications should not be re-
ferred to in the same petition for license unless they are to be com-
bined in the foreign or internationsl application, in which event the
petition should so state and the identification of each Umwd Smses
application should be in separate paragraphs.

(c) Where the application to be filed or transmitted abroad con-
tains matier not disclosed in the United States application or appli-
cations, including the case where the combining of two or more
United States applications introduces subject matter not disclosed in
any of them, acopyoftheapplmonasrtwtobeﬁledmtbe
foreign country or international application which is to be trasemit-
ted to a foreign international or national agency as it is to be ﬁ!ed
in she Recciving Office must be furnished with the petition. If,
however, all new matter in the foreign or international application
to be filed is readily identifiable, the new matter may be submitted
in detail and the remainder by reference to the pertinent United
States application or applications.

37 CER 515 Scope of license.

(a} A license to file an application in a foreign country or trang-
mit an international application to any foreign or international
agency other than the United States Receiving Office, when gramt-
ed, includes authority to forward all duplicate and formal papers to
the foreign country or international agencies and to make amend-
ments and take any action in the prosecution of the foreign or inter-
national application, provided subject matter additional to that cov-
ered by the license is not involved. In those cases in which so k-
cense is required to file the foreign application or transmit the inter-
national application, no license is required to file papers in connec-
tion with the prosecution of the foreign or international application
not involving the disclosure of additional subject tnatter. Any paper
filed abroad or with an international agency follcwing the Bling of
a foreign or international application which involves the disclosure
of additional subject matter must be separately licensed in the same
manner as 2 foreign or international application.

(b) Licenses separately granted in connection with two or more
United States applications may be exercised by combining cr divid-
ing the disclosures, as desired, provided additional subject matter is
not introduced.

(c) A license does not apply to acts done before ihe license was
granted unless the petition specifically requests and describes the
particular acts and the license is worded to apply to such acts.

37 CER 5.16  Effect of secrecy order.

Any license obtained under 35 U.S.C. 184 {5 ineffective if the
subject matter is under a secrecy order, and 8 secrecy order prohib-
its the exercise of or any {urther action under the license unless sep-
arately specifically authorized by a modification of the secrecy
order in accordance with § 5.5.

37 CFR 517 Who may use license.

Licenses may be used by anyone interested in the foreign filing
or international transmittal for or on behalf of the inventor or the
inventor's assigns.

37 CFR 5.18 Arms, ammunition, and implements of war.

secrecy order to penmt ﬁlmg abroad; a separate reqmt to the. De-
partment, of State for authority to export classified. mformznou is
not required (22 CFR. 125.05(d)). , .

37 CFR 5.19 . Export of technical data.

(a) Under regulanons (15 CFR 370. 10(|)) established by the U.S.
Department of Commerce, International Trade Administration,
Office of Export Administration, a validated export license is.not
required in any case to file a patent apphcatmn or part thereof in a
foreign country if the foreign filing is in accordance with the regu-
lations (37 CFR 5.11-5.23) of the Patent and Trademark Office.

(b) A validated export licensé is not réquired for ‘data contained
in g patent application prepared wholly from foreign-origin techni-
cal data where such applcation is being sent to the foreign inventor
to be executed and. returned to the United States for: subseguent
filing in the U.S. Patent and Trademark Office (15 CFR 379.3(c)).

(c) Inquiries concerning the export control regulations for the
foreign filing of techaical data other than patent applications should
be made to the Office of Export Administration, International
Trade Administration, Department of Commerce, Washington,
D.C. 20230.

GENERAL

37 CFR 5.21 Effect of modification, rescission or license.

Any consent, rescission or license under the provisions of this
part does not leseen the responsibilities of the principals in respect
to any Government contract or the requirements of any other Gov-
erngicnt agency.

37 CFR 522 Papers in English language.

All papers submitted in connection with petitions must be in the
English language, or be accompanied by an English translation and
a transiator’s certificate as to the true, faithful and exact character
of the translation.

37 CFR 5.23 Correspondence.

All correspondence in connection with this part, including peti-
tions, should be addressed to “Commissioner of Patents and Trade-
marks (Attention Patent Security Division), Washington, D.C.
20231.”

All licenses granted by the Commissioner of Pat-
ents and Trademarks to file patent applications in for-
eign countries are made of record in the application
to which they correspond. A petition for a license
and the license resulting therefrom are given paper
numbers and endorsed on the file wrapper. Petitions
for licenses which are not approved are recorded and
placed in the application file wrapper.

If a secrecy order is applied to an international ap-
plication, the application will not be forwarded to the
International Bureau as long as the secrecy order re-
mains in effect. If the secrecy order remains in effect
at the end of the 15th month after the priority date of
the international application, the international applica-
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the Patent and Trademark Office to apprecnate the
possible interest of the defense  agencies in pending ap-
plications and to. mke steps to make them avaﬂable to
such agencies.

All new applications recelved in thc Patent md
Trademark Office are screened by Group 220 person-
nel to determine which applications should be made
available for review or treated under the Atomic
Energy and Space Acts for property interests. -

All applications that have been screened by Group
220 will be stamped “LICENSING & REVIEW”
inside the file wrapper. This stamp simply indicates
that the apphcation has been initially screened and is
not to be considered as a conclusive indication of the
security status of the application or as’an md:catxon
that a license for foreign filing will be granted.”

All papers subsequently filed must be inspected by
the examiner to determine whether matter of an obvi-
ous defense interest which requires a security review
or matters of obvious property right interest under
the Atomic Energy or Space Acts has been intro-
duced into the application. In such applications for-
warded to the Licensing and Review Section of
Group 220, it is helpful if a check mark is placed in
the margin opposite to the part which is significant in
suggesting security or property right review.

Applications in Group 220 for the review thereof
by the appropriate defense agency may be borrowed
by the examiner when reached for action. Allowable
applications requiring consideration for processing
under Section 152 of the Atomic Emergy Act (42
U.S.C. 2182) and/or Section 305c of the Space Act
(42 U.S.C, 2457c) are processed to issue, including
counting of the issue, and forwarded through Group
220 to the Patent Issue Division. When the security
status of the application cannot be promptly decided,
Group 220 will report the progress that has been
made to the group director. Any action to be taken in
the case, for the purpose of advancing said group
date, must be arranged through the group director:

107.02 Prosecution of “Secrecy Order” Cages

“Secrecy Order” Cases are examined as in other
cases, but may not be passed to issue; nor will an in-
terference be declared where one or more of the con-
flicting cases is secret. See § 1111.04.

In case of a final rejection, while such action must
be properly responded to, and an appeal, if filed, must
be completed by the applicant to prevent abandon-
ment, such appeal will not be set for hearing by the

Under 35 USC. 181 the obhgat:on is directly ‘on |

"Appbmtxons for patr.nts whlch dmclose or wluch appcar 0. dm-

close, or: which. purpest:to disclose, invéntions or discoveries relat-
ing to atomic energy are. reporied. to the Department of Eger

which Department will be given access to such applications, bm
such reportmg ‘does 'not constxtute a determination’ that the subject
giter of each ‘application s5 feposted is in fact useful or an inven:
tion of drscovery ot that such application in:fact discloses subject
matter in; categories specified by .sections. 151(c) and 151(d) of the
Atomic Energy Act of 1954, 68 Stat. 919; 42 U. S.C. 2181 {c) and

(d)'

" The Atomic Energy Act of 1954 tequires that the
Commissioner of Patents and Trademarks shall notify
the Department of Energy of :all apphcatxons for
patent which, in his opinion, disclose inventions or
discoveries requlred to be’ reported under subsection
15 l(c) (42 Us.C. 2181(c)) which. reads in part as. fol-
lows:

“, . . any invention or dmcovery useful in the productm or unl:-
zation of special nuclear material or atomic energy. 2

The term “atomic energy” is defined as all forms of
energy released in the course of nuclear fission or nu-
clear transformation (42 U.S.C. 2014(c)).

All applications received in the Paient and Trade-
mark Office are sent to Licensing and Review for
screening by Group 220 personnel in order for the
Commissioner to fulfill his responsibilites under sec-
tion 151(d) (42 U.S.C. 2181(d)) of the Atomic Energy
Act, now administered by the Department of Energy.
Papers subsequently added must be inspected prompt-
ly by the examiner when received to determine
whether the application has been amended to relate to
atomic energy and those so related must be promptly
forwarded to Licensing and Review.

When applications are forwarded to Group 220 for
consideration of the above requirements, it is helpful
if a check mark is made in the margin opposite to the
part of the paper which is significant in suggesting
that the application be reported.

In considering applications under the terms of 37
CFR 1.14(c), the relation of the subject matter to na-
tional security under § 107.01 is not a significant
factor. EVEN applications using a well-known radio-
active source for any purpose or which disclose in-
ventions having special relation to atomic energy
MUST BE SUBMITTED TO Group 220. See
§ 706.03(b).

109 Security Markings

Under Executive Order 11652, 37 Federal Register,
Number 48, pages 5212 et seq., standards are pre-
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Order and showmg that’ such mrkmg is apphed by,;
or at the direction'of;:a: Gcaemment ‘Agency, are ac-
cépted | in’-patent . -applications. - All - applncatlons OF

papers in the: Patent and Trademark Ofﬁce bearirs.
words. such as: - ““Secret,”. or. “Confidential,” must: be
promptly referred to Group 220 f clanﬁcatlon .or
security treatment. Under no circumstances’ Can any
such application, drawing, ‘exhibit, or other paper be
placed in- public records, such as the patenied files,
until all security markings have been consxdered md
declassified or otherwise explained. -

Authorized security. markings may be placed on the
patent application drawings when filed provided that
such markings are outside the illustrations and that
they are removed when the material is declassified, 37
CFR 1.84(}).

116 Confidential Nature of International Appli-
cations

PCT ARTICLE 30

Confidential Nature of theilutemca?onul Application

(I)¥(=) Subject to the provisions of subparagraph (b), the Interna-
tional Buresu and the International Searcling Authorities shall not
allow access by any person or authority 1o the international appli-
cation before the international publication of that application, unless
requested or authorized by the applicant.

(b) The provisions of subparagraph (a) shall not apply to any
transmitial to the competent Internstional Searching Authority, to
transmittals provided for under Article 13, and to communications
provided for under Article 20.

(2)(a) No national Office shall allow access to the international
application by third parties, unless requested or authorized by the
applicant, before the earliest of the following dates:

(i) date of the international publication of the international
application,

(i) date of the receipt of the communication of the
international application under Article 20,

th it N
mgraph"(Z)(a) shall ‘spply to an 'recetv-
ing Office except as far as transmltmls prowded fm mde-r Artlcle
12(1) are concerned. . o = 3 ;

%) For the purposa of thxs ttxcle. the tenn aCeess” cove:
means by which third parties may acquire cognizance, ific udmg in-
dividusl comimunication and’ general publication; pr(mded howev-
er, that'no national Office ‘shall generally publish an -international
application or its translation before the internstional publication or,
if international publication has not taken place by the expiration of

20 months..from the- priority, date, before the explmtlon of 20

_months from the said priority date.

35 U.S.C. 368. Secrecy of certain inventions; filing international ap-
plications in foreign countries. (a) Internationsl applications filed in
the Patent Office shall be subject to the. provisions of chapter 17 of
this title.

) In. accordance with arucle 27(8) of the treaty, the ﬁ!mg of an
internationial applxcatxon in a country othier thaa the United States
om the invention mede in this country shall be considered to consti-

tate the filing of an application in a foreign coentry within the
mﬂmng’o. chapu:r i7. of this title, whether or not the United
States is designated in.that international apphcauon.

(c) If & license to file in & forelgn country is refused or if an mter-
national application is ordered to be kept sécret and = permit re-
fused, the Patent Office when acting 85 2 Receiving Office 'or Inter-
national Searching Authority, or both, may not disclose the con-

- tents of such application to anyone not authorized to receive such

disclosure.

37 CFR 1.14(a) relating to access to international
applications is found in § 101.

Although most international applications are pub-
lished soon after the expiration of 18 months from the
priority date, PCT Article 21(2)(a), such publication
does not open up the Home Copy or Search Copy to
the public for inspection.
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