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§ 2300.01 Introductlon [R=2]"

Title 11 of the Patent Law Amendments Act of
1984 (Public Law 98-622) combined the Patent and
Trademark Office Board of Appeals and Board of
Patent Interferences into a new board, the Board of
Patent Appeals and Interferences (Board), and amend-
ed 35 U.S.C. 135(a) to provide that in an interference
the jurisdiction of the new Board would extend not
only to priority of invention, but also to questions of
patentability. These provisions took effect on Febru-
ary 8, 1985. On the next working day, February 11,
1985, the former interference rules, 37 CFR 1.201 to
1.288, were replaced with a new set of rules, 37 CFR
1.601 to 1.688. With a few exceptions, the new rules
apply to all interferences declared on or after the date
of their adoption; interferences declared prior to that
date will continue to be governed by the old rules
covered in Chapter 1100.
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U0 FR. 410 s i
January 29, 1985 (1050 O0.G. 385), included not only
the text of the rules, but also a discussion of the rules
and analysis of the comments received, ‘hlch serve
as the “legislative history” of the rulés. A pra
who is or may become-involved in-an mterference
under the new rules would be well advnsed to study
this notice closely,

Attention is also directed to the correctlon notlce
published in the Federal Register on May 31, 1985 (50
F.R. 23122) and in the Official Gazette on October
22, 1985 (1059 O.G. 27).

It is believed that the statutory changes, and the
new rules, will result in a'more rapid determination of
the rights of the parties, and avoid the lengthy pro-
ceedmgs which have characterized some interferences

in the past. Since the Board has been given: jurisdic-
tion to decide patentability, it will no- longer be neces-
sary to decide whether or not an issue is “ancnllary to
pnonty”, the Board. can now decide all. patentability
issues in the interference, if properly raised by the
parties, without the necessity for dissolving the inter-
ference and pursuing patentability questlons ex parte
(in which case a reversal of the ‘ex parte ‘rejection
would require reinstatement of the mterference) ‘Each
interference under the new rules is ass1gned to an ex-
aminer-in-chief, who is expected to exercise such con-
trol over the interference that it wiil not normally be
pending before the Board more than two years (37
CFR 1.610). 37 CFR 1.616 provides. that appropriate
sanctions may be imposed by an examiner-in-chief
against a party who fails to comply with'the interfer-
ence rules or an order of the examiner-in-chief or
Board. The ultimate sanction, entry of adverse judg-
ment against the party, may be imposed by the Board
in an extreme case.

The interference practice is based on 35 U.S.C. 135,
as amended by P.L. 98-622

35 U.S.C. 135. Interferences. (a) Whenever an application is made
for a patent which, in the opinion of the Commissioner, would
interfere with any pending application, or with any unexpired
patent, an interference may be declared and the Commissioner shall
give notice of such declaration to the applicants, or applicant and
patentee, as the case may be. The Board of Patent Appeals and
Interferences shall determine questions of priority of the inventions
and may determine questions of patentability. Any final decision, if
adverse to the claim of an applicant, shall constitute the final refus-
al by the Patent and Trademark Office of the claims involved, and
the Commissioner may issue z patent to the applicant who is ad-
judged the prior inventer. A final Judgment adverse to a patentee
from which no appeal or other review has been or can be taken or
had shall constitute cancellation of the claims involved in the
patent, and notice of such cancellation shall be endorsed on copies
of the patent distributed after such cancellation by the Patent and
Trademark Office.

(b) A claim which is the same as, or for the same of substantially
the same subject matter as, a claim of an issued patent may not be
made in any application unless such a claim is made prior to one
year from the date on which the patent was granted.

(c) Any agreement or understanding between parties to an inter-
ference, including any collateral agreements referred to therein,
made in connection with or in contemplation of the termination of
the interference, shall be in writing and a true copy thereof filed in

e Officisl 'Gazétie 'on”

terferenee as between the said parties to the agreement or under-

standing. If any. pe e 50 requests, the copy shall be
kept separate from the file of the interference, and made available
only to Government sgencies on written request, or any person of
a showing of good csuse. Failure to file the copy of such agree-
ment or understanding shell render permanently unenforceable such
agreement or understanding and any patent of such parties involved
in the interference or anmy patent subséquently issued on any appli-
cation of such parties so involved. The: Commissiotier: may, howev-
er, on a showing of good cause for failure to file within the: time
prescribed, permit the fling of the apreement orflindersta.nding
during the six-month period subsequent to the termination of the in-
terference as between the pames to the agreement or understand-
ing.

The Commissioner shall give notlce to the pamw or: thelr attor-
neys of record, a reasomable time prior. to-said termination of -the
filing requirement of this section. If the Commissioner gives such
notice at a later time, irrespective of the right to file such agree-
ment or understanding within the six-motith period on a showing ‘of
good cause, the parties may file such agreement or understandmg
within sixty days of the receipt of such notice. g

Any discretionary action of the Commissioner under this subsec-
tion shall be’ tewewable amder secuon IO of the Adxmmstrauve Pro-

oedure Act. .

“'(d) Parties to a patent mterference, w1thm such time as may be
specified by, the Commissioner by regulatlon, may determine such
contest or any 'aspect thereof’ hy arbltrauon Such arbm'auon sha]l
be governed b the proms ‘of title’'9 to ‘the éxterit such title is
not inconsistent with this section.” The parties’ shall give notice of
any arbitration award to the Commissioner, and ‘such award' shall;
as between the pam&s ‘to the arbitration, be dispositive of the issues
to which it relates. The arbitration award ‘shall be unenforceable
until such notice is given. Nolhmg in this subsection shall preclude
the Commissioner,_ from determmmg patentablhty of the mventnon
involved in the interference. .-

The Patent and Trademark Ofﬁce (PTO) conducts
interference proceedmgs to- determine who as ‘be-
tween two Or more apphcants for patent or one or
more applicants and one or more patentees is the first
inventor of a patentable invention. Prior to February
11, 1985, the Zetermination was made by a Board of
Patent Interferences. The Patent Law Amendments
Act of 1984, Public Law 98-622, §§201-202 com-
bined the Board of Appeals and the Board of Patent
Interferences into a single Board of Patent Appeals
and Interferences (Board) and authorlzed the Board
to consider priority and patentability in interference
cases.

In view of the discretion given the Board under 35
U.S.C. 135(2), as amended by Public Law 98-662
(“The Board . . . . may determine questions of pat-
entability . . . .”), the rules set forth in this chapter
will apply to all interferences declared on or after
February 11, 1985, except in special circumstances,
such as: (1) interferences which are declared as a
result of 2 motion made in another interference which
was pending before the Board before February 11,
1985, (e.g., an interference declared as a result of a
motion under 37 CFR 1.231 to declare an additional
interference); (2) an interference related to another in-
terference declared prior to February 11, 1985 (e.g.,
an interference involving a method of using a com-
pound where an interference involving the same par-
ties and the compound was declared prior to Febru-
ary 11, 1985); and (3) an interference reinstituted after
having been dissolved under the old rules (37 CFR
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§§ 1.201-1.288) (e.g., an interference reinstituted ‘after
having been dissolved as a:result of a motion under 37
CFR 1.231 to dissolve on the grounds of unpatentabil-
ity where the applicant has obtained allowance of the
claims held: unpatentable in the decision on.motions).
For these mterferences the pmv:smns of Chapter 1100
remain in effect. .o oo T

*Through - the. rules and prowsmns of thts chapter,
the PTO seeks to improve interference procedure so
that - the: rights-of 'parties in’ interferences are ‘deter-
mined at an early date and the overall process of ex-
amining patent applications which become mvolved in
interferences is simplified. -

- The new rules for interferences are set forth herein
in §§ 1.601 through 1.688. The new rules replace en-
tirely the previous interference rules (37 CFR 1.201
through 1.288). A “six hundred” number series is used
for the new rules. The use of a six hundred number
series for the new rules will permit interested individ-
uals to research published decisions (e. g F.2d,
USPQ) or computenzed legal research servzca (e g s
LEXIS) citing the new rules. =

‘An-index of the headings of §§ 1. 601 1688 and a
table  correlating: 37 CFR - §§ 1.201 through 1.288
(former ' rules) to -§§ 1.601 through l 688 (revnsed
rules) appears below.

‘Rule Correlatton Table :

~ Former Rule Rev:sed Rule
1.201(a) L 601(1)
1.201(b) 1.601(i)
1.201(c) 1.602
1.202 none
1.203(a) “1.603
1.203(b) 1.605(a)
1.203(c) 1.605(b)
new 1.604 (a)
1.203(d) 1.604()
1.204(a) none
1.204(b) 1.608(a)
1.204(c) 1.608(b)
1.205(2) 1.606
1.205(b) 1.607(a), (c)
1.205(c) 1.607(d)
new 1.608 (a)
1.206(a) 1.607(b)
1.207(a) 1.609
new 1.610
1.207(b) 1.611
1.208 1.613(b)
1.211 1.614
1.212 1.615
new 1.616
1.228 1.617
new 1.618
1.215(2) 1.621(a)
§.215(b) 1.621(b)
1.215(c) 1.629(c)
1.216(a) 1.622(a), (b)
1.21642) (1)-(6) 1.623(a)
1.216{b) 1.623(c), 1.624{(c) 1.625(c)
1.216{(c) 1.666

§ 2300.01 -
- Rule Correlation Table—Continued

. Former Rule Revised Rule
1.217(a} 1.624(a), 1.625(a)
1.217¢%) 1.623(a)
1.218 : 1.621(a)
1.219 C 1.627
1.222 1.628
1.223 1.629
1.224 ‘ 1.630
1225 ¢ ST T L640(d)s (), and 1.65HeX4)
1.226 1.612
1.227 1.631
new 1.632
1.231 ‘ : - 1.633, 1.634
1.237 _ 1.641
1.238 1.642
1.242 1.643
1.243 : 1.635,  1.636, 1.637(b) 1.638

: -through 1.640 -
1.244 . 1.644
1.245 1.645(a)
1.246 1.645()
1.247 : 1.646 :
1.248 . ) 1.646.
new . 1.647
1.251 ) U res
1252 ' © 1652
1.253 : . -1.653
1.254 : . 1.656
1.255 1.656(c)
1.256 1654
1.257 (a) 1.657
1.257 () “ '1.658(c)
1.258 . 1.655
1.259 1.659
new 1.660
1.262 1.662(a)
1.263 1.622(c)
1.264 1.662(b)
new 1.662(e)
1.265 1.663
1.266 1.664
1.267 1.665
1.268 1.666
1.271 1.671(h)
new 1.671(g)
1.272(2) 1.672(a), (b)
1.272(6) 1.672(d)
1.272(c) 1.672(e), (O
1.273(a) 1.673(a), (c), (d),
new 1.673(e)
1.273®) 1.673(H
1.274 1.674
1.275 1.675
1.276 1.676
1.277 1.677
1.278 1.678
1.279 1.679
1.281 1.645(a)
1.282 1.682
1.283 1.683
1.285 1.685
1.286 eliminated
1.287(a)(1)(1)(ii) 1.673(b)
1.287(a}{ 1)(iii) 1.673(a)
1.287¢a}(2), (3) eliminated
1.287() 1.687(b)
1.287(c) 1.687(c)
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Rule‘aCor‘r.eIaubn‘*T able-—Continued

Former Rule Revised Rule
L2287 .o 1.673(c)
1.287(d)2) R 1.616
1.287(e) : 1.687(d)
1.288 L 1.688

2300.02 . Outline of Interference Procedure [R-?Z]

The following statement appears in a “section-by-
section” analysis submitted for the Record by Repre-
sentative Kastenmeier during discussion of H.R. 6286
(Pub. L. 98-622) on the floor of the House (130 Cong.
Rec. H10528, columns 2 and 3):

“It is expected that interferences will become
simpler, more. expeditious, and less costly. Under
the bill, all issues of patentability and priority
which arise in an interference can be decided in a
single proceeding rather than in a series of com-
plicated inter partes and ex parte proceedings.”

Under the revised. tules, interferences are decided
by the Board. The Board has jurisdiction to determine
(1) priority of invention, (2) patentability of any claim
corresponding to a count both as to applicants and
patentees, (3) any issue of interference-in-fact as to
any count, and (4) any other issue necessary to re-
solve the interference. The rules permit an interfer-
ence to be declared on the basis of a single count de-
fining one patentable invention in interferences in-
volving patents as well as applications. The Board
also has jurisdiction to determine whether counts are
patentably distinct.

When an interference is declared, an examiner-in-
chief is assigned to handle the interlocutory stages of
the interference. An examiner having full signatory
authority determines when one or more applications
or one or more applications and a patent claim the
same patentable invention. When the examiner makes
such determination, the examiner will forward any in-
volved applications or patents to the Board. The ex-
aminer will designate, at the time the involved appli-
cations or patents are sent to the Board, the claims of
any application and patent which correspond to each
count. The examiner-in-chief can subsequently desig-
nate additional claims to correspond to a count. The
examiner-in-chief assigned to handle the interference
will issue a notice to the parties declaring the interfer-
ence.

The object of the interference will be to resolve all
controversies as to all interfering subject matter de-
fined by one or more counts. A final decision in the
interference will determine who, if anyone, is entitled
to claims which correspond to a count. Any decision
adverse to an applicant by the Board will constitute a
final refusal by the PTO to that applicant of the
claims involved. Any decision adverse to a patentee
constitutes cancellation from the patent of the claims

involved.

MANUAL OF PATENT EXAMINING PROCEDURE

-Any -decision by. the Board -on any. issue is binding
on the. examiner and wonld govcm further proceed-
ings in the PTO.:

~'The - desxgnauon of a: smgle cmmmer-m»chlef to
handle the interlocutory ;phases of -an interference will
permit better management: of, and control:over, inter-
ference proceedings. The rules provide that times:be
set-and. the: examiner-in-chief - exercise ‘control  over
proceedings in the interference such- that pendency of
the: interference before the Board from. declaration to
final  decision: will- not normally. exceed 24 :months.
The examiner-in-chief should be familiar with the his-
tory of the interference and .will be accessible to
counsel for: the parties. For example, an examiner-in-
chief, where appropriate, may conduct telephone con-
ference calls to obtain agreement of the parties on the
setting of schedules. The rules also permit the examin-
er-in-chief to hold hearings in the PTO or by confer-
ence telephone call in order to expedite or settle inter-
locutory issues .in- interferences. -Any hearing: can be
transcribed:by :a court reporter: under :such conditions
as an examiner-in-chief or the Board deems appropri:
ate. The examiner-in-chief,. where appropriate;. will be
available by:phone to rule on the admissibility of evi-
dence in the event. parties encounter unusual problems
during the taking of depositions. The examiner-in-
chief will also be available to rule on requests for pro-
duction of documents which take place during cross-
examination. Oral orders given by phone will be fol-
lowed by written orders.

At the time an interference is declared, ‘the’ examin-
er-in-chief will set a time for filing preliminary mo-
tions. The preliminary motions can include:

(1) A motion for judgment on the ground that a
claim corresponding to the count is not patentable to
an opponent under 35 U.S.C. §§ 102, 103, 112, or any
other provision of law.

(2) A motion for judgment on the ground that
there is no interference-in-fact between the claims of
the opponents in the interference.

(3) A motion to add or to substitute new counts,
to amend a claim corresponding to a count, to desig-
nate an application or patent claim to correspond to a
count, to designate an application or patent claim as
not corresponding to a count, or to require an appli-
cant to present a claim to be designated to correspond
to a count.

(4) A motion to substitute another application for
the application involved in the interference or to add
an application for reissue to the interference.

(5) A motion to declare another interference.

(6) A motion to be accorded the benefit of an
earlier application or to attack the benefit of an earlier
application which has been accorded to an opponent.

Other motions are permitted as necessary, such as a
motion to amend the count and/or a claim corre-
sponding to the count in response to a preliminary
motion for judgment.

Oppositions to motions are permitted if filed within
a time set by the examiner-in-chief. Replies are also
authorized. Papers which are not authorized by the
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rules:or requested by the exammer-m-cluef cen be Te-
turned unfiled.

A prehmmary statement wﬂl be ﬁled pnor to or
concumently w1th the prellmmary motxons outlmed
above:i o

Motlons wﬂl be dec1ded by an- exammer-m—chfef
who . inay:consult. with. an-examiner:on-questions. of
patentability which have not: previously been decided
by -the-examiner. The examiner-in-chief-may grant a
motion, deny a motion, defer consideration : .on the
merits of a motion to final hearing, or take such other
action with respect to a motion, as may be. _appropri-
ate, e.g., dismiss an entlre]y mappropnate motion. .

At the time preliminary motions are decided, the
preliminary statements will be opened. If a decision
on a motion or an mspectxon of the prehmmary state-
ment results in entry of an order to show cause why a
judgment ‘should not be entered, the party against
whom _)udgment might be entered can request g hear-
ing before the ‘examiner-in-chief and two ' additional
examiners-in-chief. The decision ‘will govern further
proceedmgs If adverse, the decnsnon will constltute a
final agency action. If favorable, ‘the mte nce 'w1ll
proceed before the examiner-in-chief. e

After’ prelunmary miotions are’ decuﬁed and assum-
ing’ judgment does not result, a ‘period may ‘be set for
the parties to file motions for additional * discovery.
The scope’ of the additional dlscovery would be the
same as under current’ practlce =

When a time period is set for filing dlscovery mo-
tions, or after discovery has closed, the examiner-in-
chief will set a‘peric‘)dfor taking testim‘ony: ‘Any party
wishing to take the festimony of-a witness can elect to
have the testimony of the witness taken by deposition
or presented by affidavit. A transcript of an ex parte
deposition can be used as an affidavit. If an affidavit is
presented, the opposing party ‘may then cross-examine
on oral deposition. Any redirect will take place ‘at the
deposition. The party calling the witness is responsi-
ble for securing a court reporter and filing the tran-
script and record associated with cross-exammatlon of
its witness.

In the event a party needs testlmony from a thll‘d-
party who will not appear unless a subpoena is issued,
including a hostile witness, direct and cross-examina-
tion testimony may be taken on oral deposition. The
rules provide that prior authorization of a examiner-
in-chief is required before a party can take testimony
by issuance of a subpoena under 35 U.S.C. § 24. The
revised rule thus adopts the policy of Sheehan v.
Doyle, 513 F.2d 895, 898, 185 USPQ 489, 492 (ist
Cir.), cert. denied, 423 U.S. 874 (1975), and Sheehan v.
Doyle, 529 F.2d 38, 40, 188 USPQ 545, 546 (Ist Cir.),
cert. denied, 429 U.S. 870 (1976), rehearing denied, 429
U.S. 987 (1976), and rejects the policy announced in
Brown v. Braddick, 595 F.2d 961, 967, 203 USPQ 95,
101-102 (5th Cir. 1979). Testimony obtained in other
proceedmgs, e.g., another interference or an infringe-
ment action, may be used if otherwise admissible.

Under the rules, the Federal Rules of Evidence are
made applicable to interferences, except for those por-
tions which relate to criminal actions, juries, and

2300.02

other matters: not relevant to mterferenoes Thcme por-
tions include: i . .

(1) Rule 103(c) :

(2) Rule 104 (c); (d), and (e)

" (3) The' language in Rule 105 whxch reads “and
mstruct the jury accordmgly e

“'(4) Rule 201(g). R

(9. The language m Rule 403 whlch reads “or
mrsleadmg the’ Jjury”

(6) Rule 404(a) (1) and @.

(@) The word “charge” in Rule 405(b)

R ()] The language or criminal” and proviso (i) in
Rule 410.

® Rule 412

(10) Rule. 606..

(11) The language “whether by an accused” and
“other” in the last sentence of Rule 607.

(12) The provisions of the first sentence of Rule
611(c) relating to leading questions on direct examina-
tion do not apply to statements made in an affidavit
authorized to be filed under the rules. s

(13) The language “Except as otherwise provided
in criminal proceedings by section 3500 of title 18,
United - States Code” .and . “except .that in criminal
cases ‘when the prosecution elects not to comply, the
order shall be one striking the testimony or, if the
court in its discretion determines that the interests of
justice so require, declaring a mistrial”in Rule 612.

(14) Rule 614. '

(15) Rule 706. ’

(16) The language “excluding, however, in crimi-
nal cases matters observed by police officers and
other law enforcement personnel” and *“and against
the Government in criminal cases’ in Rule 803(8).

(17) The language “but not including, when of-
fered by the Government in a criminal prosecution
for purposes other than impeachment, judgments
against persons other than the second” in Rule
803(22).

(18) The language ‘“‘prosecution for homicide or
in-2” in Rule 804(b)(2).

(19) The language “A statement tending to
expose the declarant to criminal liability and offered
to exculpate the accused is not admissible unless cor-
roborating circumstances clearly indicate the trust-
worthiness of the statement” in Rule 804(b)(3).

(20) Rule 1101 (a), (b), (d)(3), and (e).

The examiner-in-chief will set a period for filing the
record and briefs. Oral hearings normally will be held
before a panel consisting of the examiner-in-chief as-
signed to the interference and two other examiners-in-
chief. The panel will render a final decision in the in-
terference. Requests for reconsideration are permitted.

In rendering its decision, the Board will consider
only that evidence which can be made available to
the public under §1.11(a). Accordingly, the Board
will not consider evidence which is submitted under a
protective order issued by a court if release of that
evidence under § 1.11(a) would be inconsistent with
the terms of the court’s order.
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2301.01

<A final'decision of the Board is reviewable in the

U.S. Court of Appeals for the Federal Circuit or an
appropriate U.S. district court. Any: reviewing:court
can review all aspects.of the decision including pat-
entability, . priority, .and. all. relevant mterkocutary
orders, such as denials of dtscovery ~

Except as noted above, the revnsed rules are apph—
cable to_all; interferences declared. on or at‘ter Febru-
ary 11, 1985. Interferences declared prior to Fe!mxary
11, 1985, continue to be governed by the prior rules
(37 CFR §§ 1.201-1.288 (July 1, 1984)) and will be de-
cided by personnel of the Board of Patent Appeals
and Interferences. Actions prevnously taken by a
patent interference examiner or examiners of interfer-
ences will be taken by an examiner-in-chief.

An anticipated time schedule for a tw0~party nter-
ference follows:

Time from last

: : Total thme in
Event in Interference -event in the :
interference imerferesce
Interference declared (1.611). - i . : L
F ling of preliminary statements (l 62!) 3months . 3moaths
" and prelrmmary motions (1.633). - ’ T ;
Filing oppositions * of. preliminary mo- % month ... 3% momths .
ums (1.638(a)). a 638(b)) %' . b %
iling replies to appositions (1.638(b)) ...... Y month © mosths
on. . preliminary - - motions 1 month .. - 5% months
© (1.640(bX1)), ‘open preliminary state- i i
mm(lﬁ:&l),settmesforﬁl mo-
- tigas for discovery (1.687(c) and tesu- : L
mony (1.651(2)).
Filing of motions of discovery (1.635, -1 month 6% months
1.651(2), 1.687(c)).
Filing of opposition to motion for dis- % month 7 mouths
covery (1.638(a)). - )
Filing reply to opposmon to mouon for % month 7% months
discovery (1.6 :
Decision on motlon for diSCOVETY ..covuurr % month 8Ys months
Time for ‘compliance with any discov- % month 9 months
ery. . o .
Junior party tesumony (case-in-chief;
1.672(b)): :
Testimony 2 months 11 months
Senjor party cross- exammatmn of 1 month 12 months
affisnts if needed.
Senior party testimony (case-in-chief
and cese-in-rebuttal, 1.672(b):: :
Testimony 1% months 13%5 months
Jenior party cross-examination of 1 month 14% moaths
affiants if needed .
Junior pasty testimony (case-in-rebuttal):
Testimony % month 16 months
Senior parly cross-examination of % month 16% months
affiants if needed.
Filing of record (1.653(C)) -.ovueivnrrnmvrvocrunnees 18 months
for junior party (1.656). 19 months
Brief for senior party (1.656) 1 20 months
Reply brief for jumor pasty (1.656)........... % month 20% monaths
Final heating (1.654)......c.cccveresmrsssmssasercese .. | month 21% months
Decision (1.658) 2 months 23% months
2301.01 Preliminaries to an Interference [R-2]

An interference is often an expensive and time-con-
suming proceeding. Yet, it is necessary to determine
priority when two applicants, or an applicant and a
patentee, are claiming the same patentable subject
matter and their filing dates are close together that
there is a reasonable possibility that the first to file is
not the first inventor. The fact that an application is a
reissue application does not preclude it from being in-
volved in an interference.

The greatest care must therefore be exercised both
in the search for interfering applications and in deter-
mining whether an interference should be declared.

MANUAL OF PATENT EXAMINING PROCEDURE

Also the claims in recently issued: patents, especially
those used as references against the application claims,
should be considered for possible interference. -
'+ The question of the propriety: of initiating: an inter-
ference in any given case is affected by so many fac-
tors that a discussion ‘of them-here is impracticable.
Some circumstances  which' render’ an interference un-
necessary “are hereinafter noted, but: each “instance
must be carefully consrdered lf senous errors are’ to be
avonded

In determrmng whether ‘an’ mterference is neces-
sary, a clatm should be glven the broadest mterpreta-
the fo]lowmg general priniciples: -

~ (a) The interpretation should not be stramed

(b) Express limitations in the claim should not be
lgnored nor should hmltatlons be read therein.

(© Before a claim (unless itisa patented claim) is
considered as the basis for the count of an interfer-
ence the claim should be allowable and i in good form.
No. pendmg claim which is indefinite, blguous or
atherwxse defectxve should be. the bams for a ount of

an intérference. S

(d) A claim copled from a patent if amblguous,
should be mterpreted in. the hght of the patent in
which it originated. .

- (e) Since an mterference between cases havmg a
common assignee is not normally instituted, all cases
must be submitted to the Assxgnment Division for a
title report.

(f) If doubts. exlst as to whether there is an inter-
ference, an, mterference should not be declared.

2301. Ol(a) “In leferent Groups [R-2]"

An mterference between applications ass:gned to
different groups is declared by the group where the
controlling interfering claim would. be class:ﬁed Ap-
propriate transfer of cne of the applications is made.
After termination of the interference, further transfer
may be necessary depending upon the outcome.

2301.01(b) The Interference Search [R-2]

The search for interfering applications must not be
limited to the class or subclass in which the applica-
tion is classified, but must be extended to all classes,
in or out of the examining group, which it has been
necessary to search in the examination of the applica-
tion. See § 1302,08.

Moreover, the possibility of the existence of inter-
fering applications should be kept in mind throughout
the prosecution. Where the examiner at any time finds
that two or more applications are claiming the same
invention and the examiner does not deem it expedi-
ent to institute interference proceedings at that time,
the examiner should make a record of the possible in-
terference as on the face of the file wrapper in the
space reserved for class and subclass designation.
Such notations, however, if made on the file wrapper
or drawings, must not be such as to give any hint to
the applicants, who may inspect their own applica-
tions at any time, of the date or identity of a sup-
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posedly mterfcrmg apphcntton Senal numbers - or
~ of conf ttngg,,aglpheauons must never; be

iner-in-chief may: however, be consulted for advtce

The group director should be consulted if it is be-
lieved that the circumstances justify an interference
between appllcatlons nelther of wluch is ready for al-

lowance

2301.02 Defimtlons [R-2]

37 CFR 1601 Scope of rules, definitions. 'This subpart governs the
procedure in patent interferences .in the Patent and Trademark
Office. This subpart shall be construed to secure the just, speedy,
and mexpenuve detérmination of: every:interference: For the mean-
ing of terms in the Federal Rule of Evidence as applied to interfer-
ences, see §1.671(c). Unless othierwise clear’ fmm the context, the
followmg definiitions apply to this:subpart: -~ -

-(8) “Additional discovery™ is discovery to whlch e party may be
entitled under § 1.687 in addition to discovery to' whlch the party 1s
cntltled as a matier of right unider'§ 1.673(a) and (b).

- (b) “Affidavit” means affidavit, decldration under § l 68 or statu-
tory- declaration under 28 U.S.C. §1746. A transcnpt of an ex parie
deposition may be used as an'affidavit.-

- {c) “Board”" means the Board of Patent Appeals and Interfer-
ences. -

«) “Case-m-chxet" means that portion of a party’s case where the
party has the burden of going forward with evidence.

@) “Case-m-rebuttal” means that portion of a party’s case where
the party presents evndence in rebuttal to the case-in-chief of an-
other party. :

® A “count” deﬁnes the mterfenng subJect matter between (1)
two or more applications or (2) one or ‘more applications and one
or more patents. When there is. more than one count, each count
shall define & separate patentable invention. Any claim of an appli-
cation or patent which corresponds to a couat is a claim involved
in the interference within the meanmg of 35 US.C. §135(a) A
claim of a patent or application which is identical to a count is said
to “‘correspond exactly” to the count. A claim of a patent or appli-
cation which is not identical to a count, but which defines the same
patentsble invention as the count, is said to "correspond substantial-
Iy” to the count. When a count is broader in scope than all claims
which correapond to the count, the count is a “phantom count.” A
phantom count is not patentable to.any party.

(g) The “effective filing date” of an application or a patent is the
filing date of an earlier application accorded to the application or
patent under 35 U.5.C. §§ 119, 120, or 365.

(h) In the case of an application, “filing date” means the filing
date assigned to the application. In the case of a patent, “filing
date” means the filing date assigned to the application which issued
as the patent.

(i) An “interference” is a proceeding instituted in the Patent and
Trademark Office before the Board to determine any question of
patentability and priority of invention between two or more parties
claiming the same patentable invention. An interference may be de-
clared between two or more pending apphcatxons naming different
inventors when, in the opinion of an examiner, the applications con-
tain claims for the same patentable invention. An interference may
be declared between one or more pending applications and one or
more unexpired patents naming different inventors when, in the
oprmon of an examiner, any apphcanon and any unexpired patent
contain claims for the same patentable invention.

(§) An “interference-in-fact” exists when at least one claim of a
party which corresponds to a count and at least one claim of an

‘oppouent . .which: eortesponda to. the count: deﬁne the. same paxem-

able invention. ... . |, i

k) A “lead“ attorney or agent isa reglstc‘ed" tomey m’ agent
of vecord who 'is primarily’ respons:ble for prosecutmg an interfer-
ence on behalf of a party and is:the atlorney or-agent whom an
exsminer-in-chief may contact to set tnmes and take other aacuon in
the interference. .. .0 . Cenetine

) A “party” is. (l) an appl C t or patentee mvolved in the in-
terference or.(2) a legal representatlve or an assignee ‘of an appli-
‘cimt or patentee mvolved in an' interférence. Where acts ‘of a party
gré hormally: performed by ahattorney or agent, "party" may be
construed to mean the attorney or agent. An “inventor” is the indi-
vidual named as inventor in an apphcatlon involved in an interfer-
€nce or the mdtvndual named ¢ as 1nventor ina patent 1nvolved in an
interference. :

(m) A “senior party" is the party w1th earl|est eﬁ'ectlve filing
date as to all counts o, if there is no party with the earliest effec-
tive filing date as to all counts, the party with the carliest filing
date. A’ “junior party" is any ‘other party.

(n) Invention “A” is the “same patentable invention” as an inven-
tion “B” when invention “A” is the same as (35 US.C, § 102) or is
obvious (35 us.c §103) in view of invention “B” assuming inven-
tion “B” is prior art with' respect to invention “A”. Invention “AY
is a "separate patentable invention” with respect to. invention “B”
when invention “A” is iew (35 U.S.C. §102) and ‘non-obvious (35
U.S.C. §103) in view of invention “B” assummg mventxon “B“
prwr art wnh respect to invention "A" : .

(o). "Swom means sworn or affirmed.

) "Umted Statec" ineans the Un|ted States of Amenca, its tem—
tones and possesstons ‘

Under § 1.601, the rules shall be construed to
secure the just, speedy; and inexpensive determination
of . interferences. Section 1.601 defines various terms
used in Subpart E of the Rules-of Practice:including
“additional .-discovery,”. . “‘affidavit,” “case-in-chief,”
“case-in-rebuttal,”. “count,” “effective filing date,”
“filing date,” “interference,” - “interference-in-fact,”
‘“junior- party,” *lead” -attorney, “party,” “phantom
count,” ‘“‘same patentable invention,” ‘“‘separate patent-
able invention,” ‘‘senior. party,” “sworn,” and “United
States.” “Affidavits” include declarations under 35
U.S.C. §25 amd 37 CFR § 1.68 as well as statutory
declarations. under 28 U.S.C. §1746. The definition
“United States” is the same as the definition of United
States in 35 U.S.C. § 100(c).

The definition of “interference” permits an interfer-
ence between one or more applications and one or
more patents. Thus, the revised rules follow the
policy of Wilson v. Yakel, 1876 CD. 245 (Comm’.
Par. 1876) and, to the extent inconsistent therewith,
do not follow the policy announced in Touval v. New-
combe, 194 USPQ 509 (Comm’r. Pat. 1976). Howev-
er, in view of the statutory requirement for the pres-
ence of at least one application in an interference, if
an applicant were to concede priority or otherwise be
terminated from an interference involving only one
application and more than one patent, the interference
would have to be terminated for lack of subject
matter jurisdiction unless one or more of the patentees
filed an application for reissue which could be added
to the interference under § 1.633(h).

A “count” defines interfering-subject matter. An in-
terference may have two counts only if the second
count defines a “separate patentable invention” from
the first count. The reason the second count must
define a separate patentable invention is to permit the
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PTO to lawfully: issue separate ‘patents to” dlﬂ'erent
parties in an interference when a single party does not
prevanl s to all ‘counts. A “separate patentable inven-
tton” is defined in. § 1.601(n): - .
- Invention (A) is a separate patentable mventxon
_with respect to invention (B) when invention (A)
is” new (35 U.S.C. §102) and non-ﬂbmous (35
L US. C. §103) in view..of ' nvent:on B). assummg
_.invention (B) 18 pnor art wnth respect 10 mven-
< tion (A) A

§2302 Ownershlp of Apphcatmns and Patents
Involved in an Inferference [R-2] S

37 CFR 1.602 Interest in apphcatmns and patem‘s mfw{red in.an

mlerference (a) Unless good cause is shown, an interference shall

not be declared or continued between (1) applications owned by a
single party or (2) appllcatlons and ; an unexpired patent owned by a

single party. .

(b) The pames, within 20 days after an mterference Fid declared
shall notify the Board of any and all right, title, and interest in any
application or patent involved. or ‘relied upon in the interference
unless that right, title, and mterest is set forth in the noace declar-

ing the interference.

©Ifa change ‘of any nght, title, and’ interest in any apphcatlon
or patent involved or relied upon in the interference occurs. after
notice is given declaring the interference and ‘before the time ex-
pues for seeking judicial review of final decision of the Board, the
partics shall nottfy the Board of the change wnthm 20 days of ‘the

change. - -

Sectlon l602(a) contmues the previous. PTO prac-
tice (37 CFR § 1.201(c)) of not declaring or continu-
ing an interference between (1) two' or-more applica-
tions owned by the same party or (2) an application
and a patent owned by a’'single party unless good
cause is shown. A’ corporatlon and its wholly-owned
subsidiary are considered a' “single party” within the
meaning of § 1.602(a). Under’ prior rules, when a
patent and an application involved in an interference
became commonly owned, the interference was not
“dissolved.” Rather, the PTO required that the inter-
ference be terminated with a judgment. Chillas v.
Weisberg, 1928 C.D. 24 (Comm’r. Pat. 1928); Malone
v. Toth, 202 USPQ 397 (Comm’r. Pat. 1978); and
Morehouse v. Armbruster, 209 USPQ 514 (Comm’r.
Pat. 1980). Under the revised rules, all interferences,
including those involving omly applications, will be
terminated with a judgment. As noted in Chiflas v.
Weisberg, supra at 25 “the common owner can allow a
judgment against the junior party to be rendered by
default or it can file a concession of priority from one
party to the other.” Paragraphs (b) and (c) of § 1.602
continue the previous PTO practice (37 CFR
& 1.201(c)) of requiring a party to notify the PTO of
any real party in interest not apparent on the face of
the notice declaring the interference (see § 1.611) or
of any change in the real party in interest after the in-
terference is declared. The PTO needs to know the
identity of any real party in interest to propesly en-
force § 1.602(a) and to enable an examiner-in-chief to
determine whether refusal is necessary or appropriate.
A new requlrement in paragraph (b) and (c), of
81.602, not present in 37 CFR § 1.201(c), is a 20-day
time period for advising the PTO of the identity of,
or any change in, the real party in interest.

MANUAL OF PATENT EXAMINING PROCEDURE

but of commcn ownershlp claxm
matter or subject matter that ls n

reatment by
rejectlon is. set forth m §. 804 03 ‘
IL Where an. mterference with a thu'd party is
found to  exist, ‘the" commonly-owned apphcatlon
havmg the earliest effective filing date will be be placed
in intereference with the third party. The common as-
signee may move during the interferenice under 37
CFR . 1.633(d) to: substitute . the other commonly-
owned apphcatlon, lf desnred ;

§ 2303 Interference Between Applicatlons [R-2]

] 603 Interference betwwn qophcanons, sulyect matter of the mter-
Jerence. Before an interference is declared between two or.more ap-
plications, . the. examiner. must be of the opinion .that there:is inter-
fering subject matter claimed in the apphcatlons which is patentable
to each applicant.subject to a judgment.in the interference. The
interfering subjiect matter shall.be defined by one or more counts.
Each count shall define a scparate_patentable.-invention. Each appli-
cation must contain, or be amended to. contain, at least one claim
which - corresponds . 1o each count. All claims in . the applications
which define the same patentable invention as a count shall be des-

ignated to correspond to-the count.: .

Where two or more apphcatxons are found to be
clalmmg the same patentable invention they may be
put in interference, dependent on the status of the re-
spective applications and the difference between their
filing dates. One of the applications:should be in con-
ditions for allowance. Unusual circumstances may jus-
tify an exceptlon to this if the approval of the group
director is obtained. -

Interferences will not be declared between pending
applications if there is a difference of more than 3
months in the effective ﬁlmg dates of the oldest and
next oldest applications, in the case of inventions of a
simple character, or a difference of more than .6
months in the effective filing dates of the applications
in other cases, except in exception situations, as deter-
mined and approved by the group director. One such
exceptional situation would be where one application
has the earliest effective filing date based on foreign
priority and the other application has the earliest ef-
fective United States filing date. If an interference is
declared, all applications having the same interfering
subject matter should be included.

Before taking any steps looking to the formation of
an interference, it is essential that the examiner make
certain that each of the prospective parties is claiming
the same patentable invention (as defined in 37 CFR
1.601(n)) and that at least one claim of each party cor-
responds to each count of the interference and is
clearly readable upon the disclosure of that party and
allowable in its application.
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one apphcatxon is dlsclosed and clalmed"m another
application, but ‘the claims therein to 'such subject
matter are. either nonelected or subject to election, the
questlon of mterference should ‘be considered. The re-
quirement of 37 CFR 1.601(i) that the conflicting ap-
plications shall contain claims for the same patentable
invention should be interpreted as meaning:generatly
that the conﬂicting claimed subject matter, is. suffi-
ciently supported in each applxcatlon and is patentable
to each applicant over the prior art. The statutory re-
quirement of first inventorship is of transcendent im-
portance and every effort should be made to avoid
the:improvident i issuance of a patent when there is.an
adverse claimant. et

Followmg are ll]ustratwe smlatlons where the £X-
ammer should take actlon toward mstltutmg mterfer-
ence-

A Apphcatlon ﬁled w1th clauns to d1v1s1ble in-
ventlons I and 1I. Before action requiring restriction is
made, examiner discovers another case having. al-
lowed claims to invention 1.

The situation is not altereéd by the fact that a re-
quirement for restriction had actually been made but
had not been responded to. Nor is the situation mate-
rially different if an election of noninterfering subject
matter had been-made without traverse but no action
given on the merits of the elected invention.

B. Application filed with claims to divisible in-
ventions I and IT and in response to a requirement for
restriction, applicant traverses the same and elects in-
vention I. Examiner gives an action on the merits of L.
Examiner subsequently finds an application to another
containing allowed claims to invention II and which
is ready for issue.

The situation is not altered by the fact that the elec-
tion is made without traverse and the nonelected
claims possibly cancelled.

C. Application filed with generic claims and
claimed species a, b, ¢, d, and e. Generic claims re-
jected and election of a single species required. Appli-
cant elects species a, but continues to urge allowabil-
ity of generic claims. Examiner finds another applica-
tion claiming species b which is ready for issue.

The allowability of generic claims in the first case
is not a condition precedent to setting up interference.

D. Application filed with generic claims and
claims to five species and other species disclosed but
not specifically claimed. Examiner finds another appli-
cation the disclosure and claims of which are restrict-

P gen cle A
auve of .an “intention to. cover all : speczes dlSClO d
which come under the generic claim. . = . .
. In.all the above. _situations; the applicant has_ hown
an intention to claim the subject matter which is actus
ally being. claimed i in another application, These.are 10
be dlsnngutshed from., sxtuatxons,where a, distinct in-
vention is, claimed in one application but merely dls-
closed .in another application .without evidence of an
intent to claim the same. The question_ of interference
should not be considered in the latter instance. How-
ever, if the applxcatlon dlsclosmg but not claumng the
invention is senior, and the junior application is ready
for issue, the matter should be discussed with the
group . du'ector to determme the actxon to be taken.

§ 2304 App]lcant Requests Interference Between
‘ Apphcatlons [R-2]

37 CFR 1.604 Request Jor mterference betweeu amlzcatwns by an
app[xcant @ An apphcant may seek to have an mterference de-

count and presenting: a'claim’ corresponding to:the proposed count,
{2)-identifying the other application and;-if known; a-claim ir the
other application. which corresponds to the proposed count, and ©))
explaining why an interference should be declared.

(b) When an applicant presents a cla:m known to the apphcant to
define thé' same patentable invention claimed in a pending applica-
tion of another, the applicant shalt identify that pending application,
unless- the claim is: presented.in. response to a suggestion by the ex-
aminer. The examiner shall noufy the Commissioner of any instance
where it appears an applicant may have failed to comply thh the
provnslons of thlS paragraph.

§230[§2 2l]*lxammer Suggests Clalm to Apphcant

37 CER' 1.605 Suggestion of claim to applicant by examiner. (a)
The examiner may suggest that an applicant present a claim in an
application for the purpose of an interference with another applica-
tion or a patent. The applicant to whom the claim is suggested shall
amend the application by presenting the suggested claim within a
time specified by the examiner, not less than one month." Failure or
refusal of an applicant to timely present the suggested claim shall
be taken without further action as a disclaimer by the applicant of
the invention defined by the suggested claim. At the time the sug-
gested claim is presented, the applicant may also (1) call the exam-
iner’s attention to other claims already in the application or which
are presented with the suggested claim and (2) explain why the
other claims would be more appropriate to be included in any inter-
ference which may be declared.

(b) The suggestion of a claim by the examiner for the purpose of
an interference will not stay the period for response to any out-
standing Office action. When a suggested claim is timely presented,
ex parte proceedings in the application will be stayed pending a de-
termination of whether an interference will be declared.

Although the subject of suggesting claims is treated
in detail at this point in the discussion of a prospec-
tive interference between applications, essentially the
same practice here outlined is also applicable to a pro-
spective interference with a patent.

If the applications contain claims covering the
entire interfering subject matter the examiner pro-
ceeds under 37 CFR 1.609 to form the interference;
otherwise, proper claims must be suggested to some
or all of the parties.
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'Under § 1,605, tlmely ﬁlmg of an amendment
sentmg a claim suggested by the examiner’ fOr‘pur-
poses of an interference would stay ex pzme proceed-
ings in the application in which the claim is presented
pendmg a determination by the exammer of whether
an " interference = will be 'declared.  Also ‘ufider
§ 1:605(a); when aii' examiner suggests a claim, the’ ap-
plicant will be’ reqmred ‘to copy verbatim the suggest-
ed claim. At the time the" suggested claim 'is' copled
however, the’ appllcant may also (1) call the examin-
er’s ‘attention to other claims already in'the applica-
tion or which are presented with the copled ‘claim-and
(2) explain why the other claims would be more ap-
propriate to be included in’ any mterference whnch
may be declared.

~'It should be noted at this point that if an apphcant
presents a claim which corresponds’exactly -or sub-
stantially to a claim in another application or patent
without suggestlon by the examiner, 37 CFR 1.604(b)
and 1.607(c) require him or her to 1dent1fy the other
application or patent. See § 2308. -

‘The question of what claim or claims to suggest in
the interfering applications is one of great importance,
and failure to suggest such claims as will define clear-
ly the matter in issue leads to confusmn and to pro-
longation of the contest.

Before deciding what claim or claims to’ snggest to
an applicant, the ‘examiner should decide what the
count or counts of the prospective interference will
be, keeping in mind that the count must be patentable
over the prior art and define the parties’ common in-
vention (see §2309 regarding the formulation of
counts). The claim suggested to the applicant need
not be identical to the prospective count, but rather
should be the broadest claim within the scope of the
prospective count which the applicant’s disclosure
will support, and which is otherw:se patentable to the
applicant.

A response to the examiner’s suggestion of a claim
is not complete unless it includes an amendment
adding the exact claim suggested to the application.
Even though the applicant may consider the suggest-
ed claim unpatentable, too narrow, or otherwise un-
suitable, it must be presented; otherwise, the invention
defined by the suggested claim is considered to be dis-
claimed. The applicant must make known any such
objections to the examiner, and may at the same time
present other claims, or call the examiner’s attention
to other claims already in the application, and explain
why those claims would be more appropriately in-
cluded in the interference.

If, in copying a suggested claim, an error is intro-
duced by the applicant, the examiner should correct
the applicant’s claim to correspond to the suggested
claim.

Notification of the fact that the parties have the
same attorney should be given to both parties at the
time claims are suggested event though claims are
suggested to only one party. See also § 2313.01. Nota-
tion of the persons to whom this letter is mailed

should be made on all copies.

MANUAL OF PATEm'“ NT EXAMINING PROCEDURE

The followmg Sentence 1s""usually‘“
lem:r suggestmg ‘claims where the same attorney or
agent is of record in apphcanons of dxfferent owner-
ship whxch have canﬂtcﬁng subject ‘matters

~ Attention is called to the fact’ that the attomey

~_(or agent) in_this application is also the attorney

.. (or agent) is an apphca on of another ‘party and

o of dlfl‘erent ownerslnp claiming substantlally the
" same' patentable invention as clalmed in the

B ‘above-ldenuﬁed applxcatlon

~ The attention of the Commxssxoner is not called to
the fact that two confhctmg partnes have the same at-
tomey until an actual interference is set up and then it
is done by notifying the. exammer-m-chlef as explamed
in § 2308.01.

Form Paragraphs 11 04 and 11.05 may ‘be used to
suggest claims for purposes of interference to appli-
cants.

Form Plngrlph 11.04
SUGGESTION OF CLAIM

The followmg allowable clmm is suggested for the purpose of an
mterference g _

;[l]._,, e ; ‘
The suggested clalm must be copied exactly, although othet clalms
may be proposed under 37 CFR 1.605(a). HEPTTRIEY
APPLICANT SHOULD MAKE THE SUGGESTED CLAIM
WITHIN ONE ' MONTH "'FROM' THE:. DATE ' OF -THIS
LETTER. FAILURE TO DO SO WILL BE CONSIDERED A
DISCLAIMER . OF -THE -SUBJECT MATTER OF . THIS
CLAIM UNDER THE PROVISIONS OF 37 CFR'I. 603(2). THE
PROVISIONS OF 37 CFR 1.136(z) DO NOT APPLY TO THIS
TIME PERIOD. ‘

Claim [2] considered unpatemable over the above suggested claim.

Exsminer Note:

1. In bracket 1, insert the suggested claim.

2. In bracket 2, list all claims pending in the application not
considered to be patentably distinct from the suggested claim.

3. Only one claim shouid be suggested vnless claims to a sep-
arate patentably distinct invention are present. 37 CFR 1.601(n).
To suggest an additional claim to a separate distinct mventlon,
forin paragraph 11.05 should follow this paragraph

4. If the Office action addresses other issues, such a3 a rejec-
tion of other clajims, paragraph 11.06 should be included at the
end of the action.

Form Paragraph 11.05
SUGGESTION OF ADDITIONAL CLAIM FOR A DISTINCT
INVENTION

The following claim is considered allowsble and directed to a sepa-
rate patentable invention from the claim suggested above:

1

The additionaily suggested claim must be copied exactly, although
other claims may be proposed under 37 CFR 1.605(a).

APPLICANT MUST ALSO MAKE THIS ADDITIONALLY
SUGGESTED CLAIM WITHIN ONE MONTH FROM THE
DATE OF THIS LETTER. FAILURE TO DO SO WILL BE
CONSIDERED A DISCLAIMER OF THE SUBJECT OF THIS
CLAIM UNDER THE PROVISIONS OF 37 CFR 1.605(a). THE
PROVISIONS OF 37 CFR 1.136{a) DO NOT APPLY TO THIS
TIME PERIOD.

Claim [2] considered unpatentable over this additionally suggested
claim.

2300-10




- INTERFERENCE.~ >

Emm N@ee D S

T]us paragraph must be preceded by paragrayb 5104 and
should only be used to. suggest a patentably dlsxmct claim from
“.the one suggested in paragraph 11.04. - : ST

I-‘nrm Pmmph 11, 06 | I
SUGGESTION OF CLA!MS—PROSECUTION SUSPENDED

Applicant need not respond to the remammg issues in this action if
a suggested claim is copied for the purpose-of-gm interfevence
within the time limit specified above. 37 CFR 1.605().- =

Examiner Note:

This paragraph should be used at the end of any Office action
where claims are suggested using cither paragraph 11.04 or 11.08
and where additional issues (e.g., a rejection of other claims) are
addressed in the action that will be suspended should applicant
copy the suggested claim.

2305.01 Action To Be Made at Time of Suggest-
ing Claims [R-2]

At the same time that the claims are suggested an
action is made on each of the applications that are up
for action by the examiner, whether they be new. or
amended cases. In this way possible-motions under 37
CFR 1.633 (c) and (d) may be forestalled. That is, the
action on the new or amended case may bring to hght
patentable claims that should be included as corre-
sponding to the count of, or as forming the basis for
an additional count of the interference, and, on the
other hand, the rejection of unpatentable claims will
serve to indicate to the opposing parties the position
of the examiner with respect to such claims.

When an examiner suggests that an applicant
present a claim for interference, the examiner should
state which of the claims already in the case are, in
his or her opinion, unpatentable over the claim sug-
gested. This statement does not constitute a formal re-
jection of the claims, but if the applicant presents the
suggested claim but disagrees with the -examiner’s
statement, the applicant should so state on the record,
not later than the time the claim is presented. In re
Bandel, 348 F.2d 563, 146 USPQ 389 (CCPA 1965). If
the applicant does not present the suggested claim by
the expiration of the period fixed for its presentation,
the examiner should then reject those claims which
were previously stated as being unpatentable over the
suggested claim on the basis that the failure to present
constituted a concession that the subject matter of
those claims is the prior invention of another in this
country under 35 U.S.C. 102(g) and thus prior art to
the applicant under § 103. In re Oguie, 517 F.2d 1382,
186 USPQ 227 (CCPA 1975). If the applicant does
present the suggested claim, when the interference is
declared, the claims stated to be unpatentable over
the suggested claim will be designated as correspond-

ing to the count.

2305.02 Time Limit Set for Presenting Suggested
Claims [R-2]

Where claims are suggested for interference, a lim-
ited period determined by the examiner, not less than
one month, is set for reply. See § 710.02(c).

Should any one of the applicants fail to present the
claim or claims suggested within the time specified,

| 230504

all claims’ not patentable: to that applicant thereover
are rejected on the ground that the applicant has dis-
claimed the invention. to. which they are directed. If
the applicant presents. the suggested clatms later they
will _be . rejected on .. the ~same ground (See
§ 706 03(u) ). :

2305 03 Suggested Claims Presented After
Period: for Response lemng Agamst Case
o [R=2]-

If suggested clalms are presented w1thm the time
specnﬁed for making the claims, the applicant may
ignore any outstanding rejections in the application.
Even if claims:are-suggested .in- an-application ‘near
the end of the period for response running against the
case, and the time limit for presenting the claims ex-
tends beyond the.end of the period, such claims will
be admitted if filed within the time limit even. though
outsnde the period for. response to the rejection (usual-
ly a three month shortened statutory perlod) and even
though no amendment ‘was_filed responswe to the
Office’ action’ outstandmg agamst the case at the tlme

of suggéstinig ‘the ‘claims. 'No " portion ‘of the case is

abandoned provided the appllcant presents the sug-

gested claims ‘within the time ‘specified. However, if

the suggested claims are not:thus presented within the
specified time, the:case becomes. abandoned: in the ab-
sence; of .a responsive amendment filed within the
period for response to the rejection. 37 CFR. 1.605(b).

2305.04 Snggestlon of Claims, Apphcatwn m
Issue or in Interference [R-Z]

‘An apphcatnon will not be withdrawn from issue
for the purpose of suggestmg claims for an interfer-

ence. When an appllcatlon pendmg before the examin-

er contains orie or more claims deﬁmug ‘an-invention
to which claims ‘may be presented ‘in"'a case in issue,
the examiner may write a letter 'su‘ggesting such
claims to the applicant whose case is in issue, statmg
that if such claims be presented within a certain speci-
fied time the case will be withdrawn from issue, the
amendment entered and the interference declared.
Such letters must be submitted to the group director.
If the suggested claims are not presented in the appli-
cation in issue, it may be necessary to withdraw it
from issue for the purpose of rejecting other claims
on the implied disclaimer resulting from the failure to
present the suggested claims.

When the examiner suggests one or more claims for
the purpose of interference with a case in issue to an
applicant whose case is pending before him or her,
the case in issue will not be withdrawn for the pur-
pose of interference unless the suggested claims shall
be presented in the pending application within the
time specified by the examiner. The letter suggesting
claims should be submitted to the group director for
approval.

In either of the above cases the Publishing Division
should be notified when the claims are suggested, so
that in case the issue fee is paid during the time in
which the suggested claims may be presented, proper
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e 'stepa may be taken to prevent the issue fee from bemg
applied, - w : )

The exammer should borrow the allowed applm—
tion from the Publishing: Division and tiold' the file

~ until the claims are presented or ‘the time limit ex-
pires. This avoids any possible issuance of the apphca-~

“tion‘as & patent should the issue fee-be paid.. To ‘fur-
ther insure against the issuance:of’the application, the
examiner may pencil in the blank space labeled, “Date
paid”. in the lower right-hand. corner of the file wrap-
per the initialled request: “Defer for interference.”
The issue. fee is not applied to ‘such. an apphcatxon
until the following procedure is carried out. -

~When notified that the issue fee has been received,
the examiner shall prepare a memo to the’ Publishing
Division requesting that issue of the patent be de-
ferred for a period of three months due to a possible
interference. This allows a period of two months to
complete any action needed. At the end of this two

month period, the apphcatlon must either be. released
to the Publishing Division or be w1thdrawn from
isspe.

When an apphcatlon 1s found clalmmg an mvenuon
for which claims are to be suggested to other applica-
tions already involved in interference, to form another
interference, the primary- examiner :borrows"the last
named ‘applications from the Service Branch of. the
Board of Patent Appeals and Interferences. In.case
the application is to-be added to.an extstmg mterfer-
ence, the primary examiner need only send the appli-
cation and Form PTO-SSO (rllustrated in §2309.02),
properly filled out as to the additional apphcatlon and
xdentrfymg the mterference, to the examiner-in-chief
in charge of the interference who will determme the
action to be taken. Also see § 2342.

Form Parsgraph 11.07
SUGGESTION OF CLAIMS-APPLICATION IN ISSUE

This application has been withdrawn from issue for consideration
of a potential interference based on the claims suggested in this
action.

Examiner Note:
1. If a conflicting application is in issue, it should be with-
drawn using paragraphs 10.01 or 10.02 prior to suggesting claims

for interference.
2. Either paragraph 11.04 or 11.08 must be used in conjunc-

tion with this paragraph.

Form Paragraph 11.08
REQUIREMENT TO COPY PATENT CLAIM

The following claim number [1] from U.S. patent no. [2] is suggest-
ed to applicant under 35 U.S.C. 135(a) for the purpose of an inter-

ference:
[2]

The suggested claim must be copied exactly, although other claims
may be proposed under 37 CFR 1.605(a).

MANUAL OF PA"IWF‘EXAMIN!NG PROCEDURE
 APPLICANT MUST COPY THE PATENT CEAIM WITHIN

ONE MONTH FROM THE DATE OF THIS LETTER. THE
‘EXTENSION OF TIME PROVISIONS OF § 1.136(2) DO NOT
APPLY TO THIS TIME PERIOD. FAILURE TO COPY THE
CLAIM WILL BE TAKEN AS A'CONCESSION THAT THE
SUBJECT MATTER OF THIS CLAIM IS THE PRIOR IN-
VENTION OF ANOTHER UNDER 35 US.C. 102(g) AND

- THUS ALSO: PRIOCR ART: UNDER 35 U.S.C, 103. Inre Oguie,

186 u. S P Q 227 (CCPA 1975)

Examiner Noee: . R : :

1. In bracket 1, insert the number from the patent of the sug-
gested claim. o

2. In bracket 2, insert a copy of the patent ‘claim.
. 3. Only one claim from the patent should be suggested for in-
terference unless other claims.to a separate patentably distinct in-
vention are claimed in the patent and can be made by the appli-
-cant.. To .suggest an’ additional claim, paragraph 11.09 should
follow this paragraph.

4. If the Office action addresses other issues, such as a rejec-

‘tion of other claims, paragraph 11.06 should be mcluded at the
end of the Office action.

Form Paragraph 11.09

COPYING  ADDITIONAL PATENT CLAIM FOR A DIS-
TINCT INVENTION ' )

CIaxm number [l] from uUs. patent no. [2] is suggested under 35
U.SC: 135(a) in addition to'claim’ {3} of the patent, suggestd above.
Theé'inventions: definéd by these’ paient claims are considered to be
“separate paténtable inveations”™ under 37 CFR 1.601(n). that could
form the basis for plural counts in an interference. -

The suggested patent claim, reproduced below, must be copied ex-
actly, although other c!arms may be proposed under 37 CFR
1.605¢a): ,

MW
APPL!CANT MUST COPY THE ADDITIONAL . PATENT
CLAIM WITHIN ONE MONTH FROM THE DATE OF THIS
LETTER. THE EXTENSION OF TIME PROVISIONS OF 37

CFR 1.136(a) DO NOT APPLY TO THIS TIME PERIOD.
FAILURE TO COPY THIS ADDITIONAL CLAIM WILL BE

TAKEN -AS ‘A 'CONCESSION  THAT THE SUBJECT

MATTER OF THIS CLAIM IS THE PRIOR INVENTION OF
ANOTHER UNDER 35 U.S.C. 102(g).

Examiner Note:

1. In bracket 1 insert the number of the patent claim that is
patentably distinct from the claim specified in paragraph 11.08.

2. This paragraph must follow paragraph 11.08 and should
only be uvsed in those rare instances where both the patent and
the application claim distinct, interfering inventions.

Form Paragraph 11.11

FAILURE TO APPLY TERMS OF COPIED CLAIM TO THE
DISCLOSURE

Claim [1] of this application has been copied from U.S. patent [2]
for the purpose of an interference.

Applicant has failed to specifically apply the terms of the copied
claim to the disclosure of the application, as required under 37
CFR 1.607(a)(3).

APPLICANT IS REQUIRED TO CORRECT THIS DEFI-
CIENCY WITHIN ONE MONTH FROM THE DATE OF
THIS LETTER. THE EXTENSION OF TIME PROVISIONS
OF 37 CFR 1.136a) DO NOT APPLY TO THIS TIME

PERIOD.

Form Paragraph 11.18
FOREIGN PRIORITY NOT SUBSTANTIATED
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Shouldapp!mmdwretoobwnthebeneﬂoffomgnmmty
under 35 U.S.C. 119 prior to declaration of an interference, a sworn
translation of the foreign application should be submmed under 37

CFR l 55 i respome to-this action.
- Examiner Note: - S »
This paragraph may be used when claims are suggested to ap-

- plicant from either an application or a patent .and applicant has &
claim for priority not substantiated. by a sworn translation.

2306 Interference Between an Application and a
‘Patent [R=2]

37 CFR 1.606 Diiterference between an application and a patent;
subject matter. of the interference. Before an interference is declared
between an apphcauon and an unexpired patent, an examiner must
determine that there is mterfermg subject matter claimed in the ap-
plication and the patent which is patentable to the apphcant subject
to a judgment in the interference. The interfering subject matter
will be defined by one of more counts. Each count shall define a
separate patentable invention. Any application must contain, or be
amended to contain, at least one claim which corresponds to each
count. All claims in the application and patem which define the
same patentable invention as a count shall be des:gnated to corre-
spond to the count. At the time an interference is initially declared
(8 1.611), a count shall not be narrower in scope than any patent
clairs which corresponds to 'the count any any single patent claim
will be presumed, subject to a motion under § 1.633(c), not to con-
tain separate patentable inventions.

An interference may be declared between an appli-
cation and a patent if the application and patent are
claiming the same patentable invention, and at least
one of the applicant’s claims to. that invention are pat-
entable to the applicant. Since at least one of the ap-
plicant’s claims must be patentable, an interference be-
tween an application and a patent cannot be declared

1. The patent is a statutory bar agamst the appli-
cation under 35 U.S.C. 102(b);

2. The applicant’s claims are not supported by
the application disclosure, or otherwise do not
comply with 35 U.S.C. 112;

3. The applicant was not claiming the same or
substantially the same invention as claimed in the
patent within one year after the date on which the
patent was issued (35 U.S.C. 135(b));

4. The patent is a reference against the applica-
tion under 35 U.S.C. 102(e), unless the applicant has
filed a showing under 37 CFR 1.608. See § 2307 con-
cerning the rejection of claims in am application
which correspond to claims of a patent.

Since the claims of a patent may not be altered
(except by reissue or reexamination), the appllcant
must claim the same patentable invention as is claimed
in one or more claims of a patent in order to provoke
an interference with the patent. The fact that the
patent may disclose subject matter claimed by the ap-
plicant is not a basis for interference if the patent does
not claim that subject matter.

The practice followed prior to the adoption of 37
CFR 1.606, wherein each patent claim formed the
basis for a separate count of the interference, no
longer applies. Under present practice, the counts of
the interference are formulated in essentnally the same
manner regardless of whether a patent is involved. As
stated in 37 CFR 1.606, each count “shall define a
separate patentable invention.” Therefore, instead of

having the same number of counts as copied patent
claims, the examiner determines how many separate
patentable inventions are claimed by the applicant and
the patentee. When the interference is declared, there
will be one count for each separate patentable inven-
tion, with all the claims of the applicant and of the
patentee -which claim each invention designated as
corresponding  to the count for that invention. See
§ 2309 for a more detailed discussion of the formula-
tion of counts. C

An interference between an application and a
patent may arise in one of the following ways:

1. During examination of an application, the ex-
aminer may determine that the application contains
one or more allowable claims which are drawn to the
same invention as claimed in a patent. In that event,
the examiner may proceed to initiate the interference
as described in § 2305.

2. The examiner may discover a patent which
claims an invention which is disclosed by the appli-
cant and to which the applicant could present patent-
able claims. In that event, the examiner may suggest
to the applicant a claim which would define the same
mventxon and would be patentable to the applicant.

See §2305.

3. The apphcant may provoke an interference
with a2 patent by presenting a proposed count and a
claim corresponding thereto.

The requirement that the claims of the appllcatlon
and of the patent define the same patentable invention
in order for an interference to exist does not mean
that the application claim or claims must necessarily
be identical to the correspondmg claim or claims of
the patent. All that is required under present practice
is that a claim of the application be drawn to the same
patentable invention as & claim of the patent. An ap-
plication claim is considered to be drawn to the same
patentable invention as a patent claim if it recites sub-
ject matter which is the same as (3§ U.S.C. 102), or
obvious in view of (35 U.S.C. 103), the subject matter
recited in the patent claim. 37 CFR 1.601(n). The test
is analogous to that applied for do»ble patenting, i.e.,
if the applicant’s claim would have been subject to a
double patenting rejection of the “same invention” or
“obviousness” type (see § 804) if the patent and appli-
cation were by the same inventive entity, then the ap-
plication and patent claim are directed to the same in-
vention. In all cases the examiner should keep in mind
the fundamenta! principle that the issuvance of two
patents for inventions which are either identical to or
not patentably distinct from each other must be avoid-
ed. Aelony v. Arni, 547 F.2d 3566, 192 USPQ 486
(CCPA 1977).

37 CFR 1.601(i) includes the possibility that an in-
terference may include more than one unexpired
patent. The PTO does not have jurisdiction to deter-
mine interferences involving only patents, since 35
U.S.C. 291 grants that jurisdiction to the courts.
However, if the examiner discovers two or more pat-
ents which are claiming the same invention as an ap-
plication, an interference may be instituted between
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the' app}iemiun and the: patems “The ‘gtoup direttor’s
appraval mivet be obtainied Before an: mtert‘erence m-
volvmg multiple patefiteswill be declared: ' !
“When an interference with a’patent is: propcmd it
should be ascertained’ before any steps' are’ taken
whether there s 'commion: ownersth !Note' § 804:03.
A title:repoft must-beplaced in both: the ‘application
and theipatented file when the papers for aninterfer-
ence between an: application and ‘4 patent are forward-
ed. To this end the examiner, before initiating an:in-
terferenceinvolving ‘a patent, should refer: both the
application and: the:'patented file. to the Assrgnrnent
varsxon for notatron asto ownership.- :

PATENT m DIFFERENT GROUP

When an apphcant ‘seeks to, provoke an mterference
wrth a patent classified in another group,. ‘the’ proprie-
ty of declari mg “the ‘interference is decnded by and the
interference is initiated by the gtOup where the patent
is classified. In such a case, it may be necessary to
transfer the apphcatron including_ the drawings, tem-
porarﬂy to. the group whxch w'll mltlate the mterfer-

patent. claim desrgnated to correspond toa count"does
not, embrace separate patentable inventions. More-

will be narrower in scope ‘than. the ‘broadcast patent
claim desrgnated to correspond to that count. The
presumption is rebuttable and may be challenged and
overcome by a motnon under § l 633(c) '

2307 Applrcant Requests Interference Wlth .a
Patent [R-2] .. . ,

37 CFR 1.607 Reguest by appllcant Jor mrerference with patent. (a)
An applicant may seck to have an interference declared bétween an
application and au unexpired patent. by. (1) presenting a proposed

count and a claim coruspondmg to the proposed count and, if any
claim of the patent or applicition does not correspond exactly to
the proposed count, explaining why an interference should be de-
clared, (2} identifying the patent and- indicating which claim in the
application and which claim or claims of the patent correspond to
tie proposed count, and (3) applying the terms of the application
claim corresponding to the count to the dlsclosure of the applica-

ticn.
{b) When an applicant seeks an interference with a patent, exami-

mation of the application, including any- appeal to the Board, shall
be comducted with: special dispatch within the Patent. and Trade-
mark Office. The examiner shall determine whether there is inter-
fering 5ubject matter claimed in the application and the patent
which is patentable to the applicant subject to a Judgment in an in-
terference. If. the examiner determings that there is any. interfering
subject matter; and interference will be declared. If the examiner
determines that there is no interfering suchct matter, the examiner
shall state the reasons why an mtcrference is not being dcclared
and otherwise act on the application.

(cj When an appiicant presents a claim which corresponds exact-
%y or substantially to a ciaim of & patent; the applicant shall identify
the patent and the number of the patent claim, unless the claim is
presented in response (o a suggestion by the examiner. The examin-
er shall notify the Comnissioner of any instance where an applicant
fails to identify the patent.

{4} A notice that an applicant is seeking to proveke an interfer-
ence with a patent will be placed in the file of the patent and a
copy of the notice will be sent to the patentee. The identity of the
applicant will not be disclosed unless an interference is declared. If
2 final decision is made not fo declare an interference, a notice to

MANUAL OF PATENT EXAMINING PROCEDURE

that effect’ wril be p!aced in the patem ﬁle and will be sent to the
patentee o

2307.01 Presentation of Claims Corresponding to
Patent Cliams Not a Response to Last Office
Action [R—Z]

“The: pres«entatron of claims correspondmg to claims

‘ of a patent when not suggestéd by the Office does not

constitute a response to-the: last. :Office action unless
the last Office action relied solely on ‘the. patent for
the rejection of all the claims rejected in that action.
- Under 37 CFR 1.615, upon declaration of an inter-
ference, ex parte prosecution of an application in-
volved in the interference is suspended and any out-
standing Office actions are.considered as withdrawn
by -operation of the rule. Ex parte Peterson, 49 USPQ
119 (Com’r. 1941). Upon termination of the interfer-
ence, the examiner will reinstate the action treated as
withdrawn by operation of 37 CFR 1.615 and set a
statutory perlod for response.

2307.02 Rejectmn of Claims Correspondmg to
Patent Claims [R-2] -

.REJECTION NOT APPLICABLE TO PATENT

When claims: correspondmg to clarms of a patent
are presented, the application is taken up at once and
the examiner may reject such claims in the application
if 'the ground of rejection -would not also be applica-
ble to the patent. Examples of such grounds of rejec-
tion are insufficient disclosure in the application, a ref-
erence whose date is junior to that of the patent, or
because the ‘claims are barred to - applicant by the
second paragraph of 35 U.S.C. 135, which reads: “(b)
A claim which is the same as, or for the same or sub-
stantiailly the same subject matter as, a claim of an
issued patent may not be made in any application
unless such a claim is made prior to one year from the
date on which the patent was granted.” See Ex parte
Fine, 217 USPQ 76 (Bd. App. 1981). The anniversary
date of the issuance of a patent is “prior to one year
from the date on which the patent was granted”,
Switzer v. Sockman, 333 F.2d 935, 142 USPQ 226
(CCPA 1964).

It should be noted that an applicant is permitted to

.copy a patent claim outside the year period if he has

been claiming substantially the same subject matter
within the year limit. See Thompson v. Hamilton, 152
F.2d 994, 68 USPQ 161 (CCPA 1946); In re Frey, 182
F.2d 184, 86 USPQ 99 (CCPA 1950); Andrews v.
Wickenden, 194 F.2d 729, 93 USPQ 27 (CCPA 1952);
In re Tanke, 213 F.2d 551, 102 USPQ 93 (CCPA
1954); Emerson v. Beach, 215 F.2d 290, 103 USPQ 45
(CCPA 1955); Rieser v. Williams, 255 F.2d 419, 118
USPQ 96 (CCPA 1958); Stalego v. Heymes, 263 F.2d
334, 120 USPQ 473 (CCPA 1959); Corbett v. Chis-
holm, 568 F.2d 759, 196 USPQ 337 (CCPA 1977).

As long as one of the presented claims is patentable
to the applicant and is claiming the same invention as
at least one claim of the patent, an interference should
be declared.
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37 CFR 1.607(b) requires that “When an_applicant
seeks an interference with a patent, examination of the
application, including any appeal to 'the Board, shall
be. conducted with special dispatch within the: Patent
and Trademark Office.” Therefore, when all the

claims presented are rejected on a ground not applica- -

ble to the paténtee the examiner sets & time limit for
reply, not less than thirty days,‘and all' subsequent ac-
tions, “including action of . the Board' on- appeal, are
special. ‘Failure torespond ‘or appeal ‘as the! ‘caseimay
be, within the time fixed; will, in the absence of a sat-
isfactory showing, be deemed a disclaimer of the in-
vention claimed. .

‘While the time limit for an appeal from the ﬁnal re-
_]ectlon of a claim corresponding to a patent claim is
usually set under the provisions of 37 CFR 1.607(b),
where the remainder of the case is ready for final
action, it may be advisable to set a shortened statuto-
ry period for the entire case in accordance with 37
CFR 1.134.

The distinction between a limited time for reply
under 37 CFR 1.607(b) and a shortened statutory
period under 37 CFR L. 134 should not be lost sight
of. The penalty resulting from failure to reply within
the time limit under 37 CFR 1607(b) is loss of the
claim or claims involved, on the doctrine of disclaim-
er, and this is appealable; while failure to respond
within the set statutory period (37 CFR ‘1.134) resulis
in abandonment of the entire application. That is not
appealable.

The rejection of claims presented for mterference
with a patent sometimes creates a situation where two
different periods for response are running against the
application—one, the statutory period dating from the
last full action on the case; the other, the limited
period set for the response to the rejection (either first
or final) of the presented claims. This condition
should be avoided where possible as by setting a
shortened period for the entire case, but where un-
avoidable, it should be emphasized in the examiner’s
letter.

In this connection it is to be noted that a reply to a
rejection or an appeal from the final rejection of the
presented claims will not stay the running of the regu-
lar statutory period if there is an unanswered Office
action in the case at the time of reply or appeal, nor
does such reply or appeal relieve the examiner from
the duty of acting on the case if it is up for action,
when reached in its regular order.

Where an Office action sets a time limit for re-
sponse to or appeal from that action or a portion
thereof, the examiner should note at the end of the
letter the date when the time limit period ends and
also the date when the statutory period ends. See

§ 710.04.

REJECTION APPLICABLE TO PATENT AND
APPLICATION

If the ground of rejection is applicable to both the
claims in the application and the claims in the patent,
any letter including the rejection must have the ap-
proval of the group director. See § 1003, item 10.

§ 2%733

An mterference will not be declared where the ex-
aminer is aware of a reference for the ¢laims which
correspond to the patent claims, even if it would also
be applicable to the patent. If such a reference is dis-
covered while an interference involving-a patent is
pending, the examiner should call the reference to the
attention. of the examiner-in-chief in charge of the. in-
terference, for poss1ble action under 37 CFR I 641,

Fam Paragraph 11.12 f ‘

R.FJECT 1ION OF CLAIM CORRESPOND]NG TO PROPOSED
COUNT

C‘lmm {1] of this application has beén copied by the applicant from
U.S. patent No. {2]. 'I‘hls claim is not patentable to the applicant
because [3]. .

An interference cannot be initiated since a prerequisite for interfer-
ence under 37 CFR 1.606 is that the claim be patentable to the ap-
plicant subject to a judgment in the interference.

Examiner Note:
This paragraph must be preceded by a rejectlon of the claim.

Form Paragraph 11. 13
CLAIMS NOT COPIED WITHIN ONE YEAR

Clmm [1 re_]ected under 35 U.S.C. l35(b) as not being made prrdr
to one year from the date on which U.S patent [2] was granted.

Form Pnragraph 11.14 ‘
COPIED CLAIMS DRAWN TO DIFFERENT INVENTION

Claim [1] of this application is asserted by applicant to correspond
to claims of U.S. patent [2]. )
The examiner does not consider this claim to be directed to the

same invention as that of U.S. patent [3] because [4]. Accordingly,
an interference cannot be initiated based upon this claim.

§ 2307.03 Presentation of Claims for Interfer-
ence With a Patent, After Prosecution of Ap-
plication is Closed [R-2]

An amendment presenting a claim to provoke an in-
terference in an application not in issue is usually ad-
mitted and promptly acted on. However, if the case
had been closed to further prosecution as by final re-
jection or allowance of all of the claims, or by appeal,
such amendment is not entered as a matter of right.

An interference may result when an applicant pre-
sents claims to provoke an interference with a patent
which provided the basis for final rejection. Where
this occurs, if the rejection in question has been ap-
pealed, the Board of Patent Appeals and Interferences
should be notified of the withdrawal of this rejection
so that the appeal may be dismissed as to the involved
claims.

Where the prosecution of the application is closed
and the presented claims relate to an invention dis-
tinct from that claimed in the application, entry of the
amendment may be denied (Ex parte Shohan, 1941
C.D. 1 (Comr. 1940)). Admission of the amendment
may very properly be denied in a closed application,
if prima facie, the claims are not supported by appli-
cant’s disclosure. An applicant may not have recourse
to presenting a claim corresponding to a patent claim
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1 _"J""phcanl has no nght to make as a ‘means to
rteopein ar pro]ong the prosecutxon of hls case. “See
§714‘ 9(4) : )

AFI‘ER Nenca 01= ALLOWANCE

Wh *amendment which- mcludes one of- ‘more
clmms presented 10 pmvoke an' interference with ‘a
patent’is received ‘after the Notice ‘of Allowance and
the examiner finds ome or more of the clalms _patent-

”"f'able to the apphcant and an interference to exist, the

examine-"should prepare a letter, requesting’ that the
apphcatlon be withdrawn from issue for the purpose
of - interference. ‘This lettes,..which: should ‘designate
the claims to be involved, together with the file and
the proposed amendment, should be sent to the group
director. :

" 'When an amendment whleh mcludes one or more
clalms presented to provoke an interference with a
patent is received after Notice of Allowance; and the
examiner finds basis for refusing the interference on
any ground, the examiner should make an oral report
to the supervisory primary examiner of the reasons
for refusmg the requested interference. :Notification to
applicant is made on Form PTOL-271 if the entire
amendment or a portion ef the amendment (mc]udmg
all the presented claims) is refused. Form Paragraph
11.01 should be employed to express the adverse rec-
ommendation as to thie entry of the: presented claims.

§ 2307.04 Presentation of Claims - For Interfer-
ence With a Patent Involved in 2 Reexamma-

- tion Proceeding [R-2]

An mterfere_nce will not be declared with a patent
which is involved in a reexamination proceeding
except upon specific authorization from the Office of
the ~Assistant Commissioner for Patents. When an
amendment is filed in 2 pending application presenting
claims for the purpose of interference with a patent
involved in a reexamination proceeding, the owner of
the patent must be notified (see 37 CFR 1.607(d). The
applicant must identify the patent under reexamina-
tion with which interference is sought. The claims
may be rejected on any applicable ground, including,
if appropriate, the prior art cited in the reexamination
proceeding. -Prosecution of the application should
continue as far as possible, but if the application is
placed in condition for allowance and still contains
claims which interfere with the patent under reexam-
ination, further action on the application should be
suspended until the reexamination proceeding is termi-
nated. See also § 2284.

Form Paragraph 11.15.
PATENT CLAIMS UNDERGOING REEXAMINATION

This application contains claims which conflict with the claims of
U.S patent No. {1}, now involved in a reexamination proceeding.

Prosecution in this application is SUSPENDED UNTIL TERMI-
NATION OF THE REEXAMINATION PROCEEDING.

Applicant should inquire as to the status of this application six
months from the date of this letter,

Examiner Note:

MANUAL OF PATENT EXAMINING PROCEDURE

T!m. pemgmph should only" be used when the apphcatton :s
otherwmemwndnmn for nllowa.nee ' :

230705 Corresponding Patent Claims Not Iden-
- tified [R-Z]

37 CFR 1607(c) reqmres that “when an apphcant
stantta.ﬂy jy,to a claxm -of a patént;,_ :_the,applleant__shall
identify .the patent-and the number of the patent
claim, unless. the claim is- presented in response to a

“suggestion by. the examiner.” .

This reqmrement of 37 CFR 1607(c) apphes to
claims presented in an. apphcatlon at the time of filing
as well ds to-claims ‘presented in an amendment toa
pending appllcatton If “an apphcant “attorney, or
agent presents a claim corresponding exactly or sub-
stantially to a patent claim without complying with 37
CFR 1.607(c) the examiner may be led into making an
action different from what would have been made
had the examiner been in possession of all the facts.
Therefore, failure to comply with .37 CFR 1.607,
when presentmg a clalm correspondmg to a_ patent
claim, may result in the. issuance of a requnrement for
information as to why an xdentlﬁcatlon of the source
of the. clalm was not made.

The examiner should requlre the apphcant to supply a
full identification of the copied patent claims by using
Form Paragraph 11.10.

Form Paregraph 11.10.
FAILURE TO IDENTIFY SOURCE OF PATENT CLAIMS

Claim () of this application has apparently been copied from a U.S.
patent without being suggested by the examiner., The patent
number and the number of the copied claim have not been properly
identified. 37 CFR 1.607(c).

Applicant is required to identify the patent and claim numbers and
supply information explaining why a complete identification of the
copied patent claim(s) has not been presented. Following appli-
cant’s response to this requirement or the abandonment thereof, the
application ‘will be forwarded by the examiner to the Office of the
Assistant Commissioner for Patents for appropriate review as noted
under 37 CFR 1.607(c).

APPLICANT IS REQUIRED TO RESPOND TO THIS RE-
QUIREMENT WITHIN ONE MONTH FROM THE DATE OF
THIS LETTER TO AVOID ANY QUESTION OF ABANDON-
MENT.

Examiner Note:

The primary examiner must refrain from commenting as 1o the
reasons for applicant’s failure to disclose the U.S. patent identifi-
cation.

After the applicant’s response or abandonment of the
application, the examiner is required to “notify the
Commissioner of any instance where an applicant fails
to identify the patent” under 37 CFR 1.607(c). The
examiner’s notification should be in the form of a
memorandum directed to the Office of the Assistant
Commissioner for Patents. The memorandum must be
accompanied by the application and a copy of the
patent from which the claim(s) was copied.
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2307.06 Prmntatxon of . Clams for Interference
' E’litg] a Patent, Patentee Must be Neﬁﬁed
When an apphcant seeks to provoke an mterference

with a patent, 37 CFR 1.607(d) Tequires that the pat-

entee be notified (1) when the attempt to provoke: the
~mterference is first made, and’ (2), if an interference is

not declared, of the fmal decnsron not to declare an. m—

terference

*'This regulatxon prowdes a patentee wnth nonce as
soon as an applicant attempts to provoke an interfer-
ence with: the patent so that the patentee can preserve
- the invention records:from the moment the notice is
received until the time, in some instances many vears
later, when the interference is ultimately declared be-
tween the patentee and the applicant. ‘

Form Paragraphs 11.19 and 11.20 should be used to

notify the patentee.

Form Paragraph 11.19

NOTICE TO PATENTEE, INTERFERENCE SOUGHT
You are hereby notified under 37 CFR 1.607(d) that an appiicant is
seeking to provoke an interference with your pateat No. [1}.

The ldermty of the apphcant will not be dlsclosed nnlees an inter-
ference is declared.

Ke fmal decision is made not to declare an interferénce, a notice to
that effect will be placed in the patent file and will be seat to the
patentee. . . .
If an interference is declared, notice thereof will be made under 37
CFR 1.611.

Form Paragraph 11.20

NOTICE TO PATENTEE, INTERFERENCE NOT DE-
CLARED

Notice was communicated to you under 37 CFR 1.607(d) on {i]
that an applicant was seeking to provoke an interference with your
U.S. patent No. [2].

A final determination of this issue has resulted in a decision not to
declare an interference.

No inquiries regarding the identity of the applicant will be enter-
tained.

Examiner Note: . _

In bracket 1, insert the date of mailing of the earlier notice that
claims had been copied from that patent.

It is anticipated that patentees may make inquiries
as to the status of the application after the first notifi-
cation has been received. Since the group having re-
sponsibility for the application will be indicated on
the letter and the letter will not contain any informa-
tion pertaining to that application, it will be necessary
for each patent examining group to establish and
maintain some type of permanent record. The type of
permanent record is left to the discretion of the group
director. This permanent record must be independent
of the application file and the patented file in order to
provide adequate information for patentee inquiries
relative to non-receipt of either a second notice or a
notice of declaration of interference either before or
after either is mailed from the Patent and Trademark
Office. Additionally, the permanent record must asso-

ciate: both. the . appropriate . patent number and the
serial number of the application.: This:record: could be
a separate group file for 1.607(d) notices sent to- pat-
entees ‘having appropnate ldentlficatlon of the patent
and apphcatno“ .

S summary, CFR«::1«607(d) notlce (Form para-
graph 11:19)is- prepared by “a ‘person ‘in the group
having jurisdiction over the application attempting to
provoke aniinterference ‘with a patent. The original is
placed .of record in the ‘patented file, one copy.is sent
to the patentee;. and.an entry; is: made in the perma-
nent group record for 37 CFR 1.607(d) notices. If a
final ‘decision: is made’that no, interference will be de-
clared, a primary examiner will prepare and sign a 37
CFR 1.607(d) notice (Form paragraph 11.20).

‘The original ‘of this notice is-entered of record: in
the patented file, one copy is sent to the: patentee, and
another entry is made in the permanent record for 37
CFR '1.607(d) notices. If an interference is to be insti-
tuted, the declaration- of interference notice wiil be
sent by an: exammer-m-chlef and no addltxonal form
wﬂl besent by the examiner. -

ALTHOUGH 'THE' ‘PERMA-NENT RECORD
FOR' SECTION - 1.607(d) NOTICES INCLUDES
IDENTIFICATION BOTH OF THE PATENT
AND  APPLICATION,. . THE  PATENTEE
CANNOT AND SHOULD NOT BE GIVEN ANY
INFORMATION CONCERNING THE PARTY
OR APPLICATION -ATTEMPTING TO - PRO-
VOKE AN INTERFERENCE UNLESS AND
UNTIL AN INTERFERENCE IS DECLARED 35

U.S.C. 122,

2308 Interference Between an Apphcatlon and a
Fatel]lt, Prima Facie Showing by Applicant
R-2 ;

37 CFR 1.608 Interference between an application and a patent;
prima facie showing by applicant. (a) When the earlier of the filing
date or effective filing date of an application is three months or less
after the earlier of the filing date or effective filing date of a patent,
the applicant, before an interference will be declared, ‘shall file an
affidavit alleging that there is a basis upon which applicant is enti-
tled to a judgment relative to the patentee.

(b) When the earlier of the filing date or the effective ﬁlmg date
of an application is more than three months after the earlier of the
filing date or the effective filing date under 35 U.S.C. § 120 of a
patent, the applicant, before an interference will be declared, shall
file (1) evidence which may consist of patents or printed publica-
tions, other documents, and one or more affidavits which demon-
strate that applicant is prima facie entitled to a judgment relative to
the patentee and (2) an explanation stating with particularity the
basis upon which the applicant is prima facie entitled to the judg-
ment. Where the basis upon which an applicant is entitled to judg-
ment relative to a patentee is priority of invention, the evidence
shall include affidavits by the applicant, if possible, and one or
more corroborating witnesses, supported by documentary evidence,
if available, each setting ocut a factual description of acts and cir-
cumstances performed or observed by the affiant, which collective-
ly would prima facie entitle the applicant to judgment on priority
with respect to the earlier of the filing date or effective filing date
of the patent. To facilitate preparation of a record (§ 1.653 (g) and
(h)) for final hearing, an applicant should file affidavits on paper
which is 8% x 11 inches (21.8 by 27.9 cm.). The significance of any
printed publication or other document which is self-authenticating
within the meaning of Rule 902 of the Federal Rules of Evidence
or § 1.671(d) and any patent shall be discussed in an affidavit or the
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explanation. Any printed’ publication or ofher document which is

not elf-authenticating shall be ‘autlienticated snd discussed: with
particularity. in an affidavit. Upon a showing, of sufficient «cause, an
affidavit may be based on informstion and belief. If 2 examiner
finds an appllcatxon to 'be in condition for declarstion of an interfer-
ence, the exsminer will comsider the evidence and explansiion only
to the: extent of determinifig Whether a basis upon which the apph-
cant would be entitled to-a judgment relative to the pateatee is al-
leged and xf a baszs is aueged, an. mterference may be du:lared

Under § 1.608, the PTO will contmue ‘the. prev:ous
practice under deleted 37 CFR § 1.204(c) of reqguiring
an applicant seeking to provoke an interference with a
patent to submit evidence which demonstrates that
- the applicant is prima facie entitled to a judgment rel-
ative to the patentee. Evidence would be submitted
only when the earlier of the filing date or effective
filing date of the application is more than three
months after the earlier of the filing date or effective
filing date under 35 U.S.C. § 120 of the patent. The
evidence may relate to patentability and need not be
restricted to priority. When the evidence (1) consists
of prior printed publications and - patents and (2)
shows that the claims of the application are not pat-
entable, the claims in the application would be reject-
ed and the applicant could ﬁle a request for reexam-
ination of the patent.. -

2308 01 Patent Has Fnlmg Date Earher than Ap-
phcatlon [R-2]

- When an applicant attempts to provokc an mterfer-
ence with a patent, the examiner must determine the
effective filing dates of the application and of the
patent. In determining the effective filing date of the
patent, only the patent’s effective United States filing
date will be considered. Any claim of foreign priority
by the patentee under 35 U.S.C. 119 will not be taken
into account when determining whether or not an in-
terference should be declared, in order to be consist-
ent with the holding in In re Hilmer, 359 F.2d 859,
149 USPQ 480 (CCPA 1966) to the effect that the ef-
fective date of a United States patent as a reference is
not affected by the foreign filing date to which the
patentee may be entitied under 35 U.S.C. 119. If the
patentee is determined to be entitled to the benefit of
a prior United States application as to claimed subject
matter involved in the interference, that application
must be listed on the PTO-850 form (see § 2309).

If the effective date of the applicant is three months
or less later than that of the patented application, the
applicant must submit an affidavit or declaration al-
feging that there is a basis upon which applicant is en-
titled to a judgment relative to the patentee, 37 CFR
1.608(a). The affidavit or declaration may be made by
persons other than the applicant. See § 715.04.

If the effective filing date of the application is more
than thre> months after the effective filing date of the
patent, 37 CFR 1.608(b) requires that the applicant
must file (1) evidence, such as patents, publications
and other documents, and one or more affidavits or
declarations which demonstrate that applicant is
prima facie entitled to a judgment relative to the pat-
entee, and (2) an explanation stating with particularity

MANUAL OF PATENT EXAMINING PROCEDURE

the basis upon which the’ apphcant is pnma facm enti-
tled to the judgment. * .

If an applicant is claiming the same mventlon as a
patent ‘which has an earlier -effective United. States
filing date but is:not a statutory bar against the appli-
cation, and the applicant has not submitted the items
required ‘by: 37 CFR 1.608 (a) and.(b), :(as appropri-
ate), -the . application should be: rejected - under 35
U.S.C. 102(e)/103. A statement should be included in
the rejection that the patent cannot be overcome by
an affidavit or declaration under 37 .€FR -1.131 but
only through interference proceedings. Note, howev-
er, 35 U.S.C. 135(b) and  §2307.02.. The applicant
should also be advised that an affidavit under 37 CFR
1.608(a) or evidence arnd an. explanation under 37
CFR 1.608(b) (as appropriate) must be submitted and
it should be stated, if applicable, that the patentee has
been accorded the benefit of an earlier U.S. applica-
tion.

If the applicant does not agree that he or she is
claiming the same invention as the patent, and files an
affidavit under 37 CFR: 1.131, the rejection should be
repeated and made final. The rejection should specify
what the count or counts of the interference between
the application and the patent would be. If the appli-
cant still disagrees with the examiner, the rejection
may be appealed to the Board of Patent Appeals and
Interferences, and the question of whether the appli-
cation and the reference patent are claiming the same
invention may be argued on appeal, inasmuch as the
37 CFR 1.131 affidavit cannot be considered unless
the applicant is found to be claiming an invention
which is patentably distinct from that claimed in the
patent. See In re Hidy, 303 F.2d 954, 133 USPQ 650
(CCPA 1962) and In re Clark, 457 F.2d 1004, 173
USPQ 359 (CCPA 1972).

2308.02 Showing Under 37 CFR 1.608(b) [R~-2]

The showing under 37 CFR 1.608(b) must be such
as to show that the applicant is prima facie entitled to
a judgment relative to the patentee. Since 35 U.S.C.
135(a), as amended by Public Law 98-622, now gives
the Board of Patent Appeals and Interferences juris-
diction in an interference proceeding over questions
of both priority and patentability, the 37 CFR
1.608(b) showing need not attempt to show prior in-
vention by the applicant, but may instead demonstrate
that the applicant would be entitled to a judgment
against the patentee on a ground of unpatentability
(as, for example, that the claims of the patent which
will correspond to the count or counts are unpatenta-
ble over prior art or prior public use, or that the
patent does not comply with 35 U.S.C. 112).

An applicant in preparing affidavits or declarations
under 37 CFR 1.608(b) to provoke an interference
with a patentee whose effective U.S. filing date ante-
dates the applicant’s by more than three months,
should have in mind the provisions of 37 CFR 1.617,
and especially the following:

1. That after these affidavits or declarations are
forwarded by the primary examiner for the declara-
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tion-of -an: mtetference they wdl be exammed by an:

exammer-m-chlef

2. 1 the- aﬁldavrts or: declaratxons faxl to estahlxsh;
that applicant would prima facie be entitled to.a judg-
ment relative. fo.the patentee, an-order. will .be issued:
concurrently: with the- natice of interference;: requiring .
applicant ; to show .cause . why :summary;: judgrnent;

should not be entered -against-the. applicant..

.. 3. Additional, evidence'in response 1 such order.
wrll not be. consxdered unless justified by a. showmg;.
under the provisions of 37 CFR 1.617(b). If the appli-
cant responds, the applicant must serve. the. patentee.
and any other.opponents with a copy of the original

showing under 37 CFR 1.608(b) and of the response,

and they will be. entitled to ‘present thexr ylews wrth'

respect thereto (37 CFR 1.617(d)). .
‘4. ANl affidavits or declarations. submrtted must

describe acts which the affiants performed or ob-

served or circumstances observed ‘such as structure;
used and results. of use or test, except on a proper

showing as provided in 37 .CFR 1. .608(b). Statements
of conclusion, for example, that the invention of the
counts was reduced to practice, are generally consid-

ered to be not accéptable. It should also ‘be kept in’

mind that documentary exhibits which are not self-au-

thenticating must be authenticated and discussed with’

particularity by an affiant having direct knowledge of
the matters involved. However, it is' not necessary
that the exact date of conception or reduction ‘to
practice be revealed in the affidavits, declarations, or
exhibits if the affidavits or declarations aver observa-
tion of the necessary acts and facts, including .docu-
mentation when available, before the patentee’s effec-
tive filing date. On the other hand, where reliance is
placed upon diligence, the affidavits or declarations
and documentation should be precise as to dates from
a date just prior to patentee’s effective filing date. The
showing should relate to the essential factors in the
determination of the question of priority of invention
as set out in 35 U.S.C. 102(g).

5. The explanation required by 37 CFR 1.608(b)
should be in the nature of a brief or explanatory re-
marks accompanying an amendment, and should set
forth the ‘manner in which the requirements of the
counts are satisfied and how the requirements for con-
ception, reduction to practice or diligence are met, or
otherwise explain the basis on which the applicant is

prima facie entitled to a judgment.
6. Published decisions of the Court of Customs

and Patent Appeals and the Board of Patent Interfer-
ences concerning the guantum of proof required by
an applicant to make out a prima facie showing enti-
tling the applicant to an award of priority with re-
spect to the filing date of a patent so as to allow the
interference to proceed, 37 CFR 1.617(a), second sen-
tence, include Kistler v. Weber, 412 F.2d 280, 162
USPQ 214 (CCPA 1969); Schwab v. Pittman, 451
F.2d 637, 172 USPQ 69 (CCPA 1971); Murphy v.
Eiseman, 166 USPQ 149 (Bd.Pat.Int. 1970); Golota v.
Strom, 489 F.2d 1287, 180 USPQ 396 (CCPA 1974);
Howvitz v. Pritchard, 182 USPQ 505 (Bd.Pat.Int. 1974);
Azar v. Burns, 188 USPQ 601 (Bd.Pat.Int. 1975) and

V&4

Wermore, v Quieks. 53& :Fidd 937, xl9§) HSPQ;-ZZSg
(CCPA 1976). o

As noted.above,, the evaluation ef a.
37 CFR 1.608(b) is made by an
However, when a showin under 37
ﬁled the

merely. determme that at ] ‘te‘pnor 10 the
effective. filing date . of the. .patent. xs alleged if so, the
examiner should proceed to institute:the. interference
as described in’ § 2309. If the’ showing is based on al-
leged unpatentabxhty of the patent’ clalrn or. Claimis,
the examiner should determlne ‘whether,.any. ground
of unpatentability allegcd is-such: that it would also
apply to: the applicant; for example, if the applicant al-
leges ;that .the. claims. of. the patent .are_statutorily
barred, by.a- referenee whrch-would also be a bar to
the . apphcant If the € er. finds. that an, alleged
1ld also apply to the ap-:
he -in ould..not, be. declared and
the- apphcantﬁ iclaims. wluch are; drawn, to the same
invention: as: the. claims-of. the -patent; should be reJect-
ed on -this -admission.; of . -unpatentability, without
regard. to the merits:of the matter. Compare. Ex parte
Grall, 202 USPQ 7701, (Bd.App. -1978).. Although the.
applicant-may. wishto contest the question of . whether
the comsnon-invention-is: patentable. to. the .patentee,
an interference cannot be declared unless the common
invention is patentable to -the applicant. Hilborn v.
Dann, 546 F.2d 401, 192 USPQ 132 (CCPA 1976) If
the alleged unpatentability is- ‘based ‘on patents’ or
prmted publications, the’ appllcant may still be able to
file a'request for reexammatlon of the patent under 35
U. S.C: 302. :

2308, 03 Patent has Fnhng Date Later Than Ap-
plication [R-2}- .. .

Although a patent which has an effective U.S.
filing date later than the effective filing date of an ap-
pllcatlon is not prior art against that application, the
application should not be issued if the apphcatron and
patent contain claims to the same patentable inven-
tion. In order to avoid the issuance of two patents to
the same patentable invention, the examiner should
take steps to institute an mterference between the ap-
plication and the patent.

If the application contains at least one allowable
claim drawn to the same patentable invention as at
least one patent claim, the examiner may initiate the
interference by proceeding as described in § 2309. If
the application docs not contain such an allowable
claim, such a claim should be suggested to the appli-
cant, as described in § 2305.

If the application discloses, but does not claim, an
invention claimed in the patent, so that a patent could
be granted to the applicant without an interference
proceeding, the patent should only be cited to the ap-
plicant. The applicant can then determine whether to
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present ehims to provoke an mterfermce thh the
patent.

2309 Pmpnutim of Interference Papers by Ex-
~ aminer [R-Z] ‘

37, CFR 2609 hmmtm of mterference W &y exammer
When the examiner detetmines that an interference should be ‘de-
clared, the examiner shall forward to the Board: .

{a) All relevant spplication and patent ﬁlec snd

- (b) A statement identifying: e
(1) The proposed count or counts,
(2) The claims of any spplication or patent which eorrspond

to each count, stating whether the claims correcpond euctly or

substantially to each count;

(3) The claims in any apphcatlon which are decmed by the ex-
aminer to be patentable over any count; and

(4) Whether an spplicant or patentee is entitled to the benefit
of the filing date of an earlier application and, if so, sufficient in-
formation to identify the esrlier application.

Section 1.609 sets forth what an examiner shall for-
ward to the Board when an interference is declared.
For the most part, § 1.609 continues previous practice
However, under § 1.609(b)(3), the examiner 'must
identify all claims in an application which the examin-
er believes are patentable over the proposed counts.
Thus, a claim in an application will either correspond
to a count or will be indicated as being patentable
over the count. For instance, in' Example 3, § 2309.01,
the éxaminer must indicate that (1) claims 1 and 2 of
application E and claims 11 and 12 of application F
cotrespond to the count and (2) claim 3 of application
E defines a separate patentable mventlon from the

count.

2309.01 Formulation of Counts [R-2]

Before preparing the “Interference-Initial Memo-
randum” (Form PTO-850), the examiner must deter-
mine precisely what the count or counts of the inter-
ference will be. Unlike previous practice, under the
revised rules (37 CFR 1.601-1.688) the question of
whether the interference involves a patent is essential-
ly irrelevant to the formulation of the counts.

In formulating the count or counts, the examiner
must decide two interrelated questions: (1) how many
counts will there be, and (2) what will the scope of
each count be. The following principles should be
kept in mind:

1. Each count must be drawn to a separate pat-
entable invention, that is to say, the invention defined
in each count must not be the same as, or obvious
over, the invention defined in any other count. How-
ever, a count may properly be included if it is unob-
vious over another count, even though the reverse
might not be true. For example, a count o a species
and a count to a genus might properly both be includ-
ed in the interference if the species is patentable over
the genus, even though the genus might not be pat-
entable, given the species.

It is expected that most interferences will involve
only one count or a very small number of counts, in
view of the requirement of separate patentability.

2. A count should normally be sufficiently broad
as to encompass the broadest corresponding patent-
able claim of each of the parties. However, a situation

may arise where the examiner considers that an appli-:
cant’s corresponding claim includes not only the
common invention, but also another invention; in that
case, the count should be limited to the common in-
vention, and may be narrower than the correspondmg‘
claim which  recites  the ‘additional 'invention. Note
that 37 CFR 1.606 provides that a count may not ini-
tially be narrower ‘in ‘scope than any patent claim
which corresponds to it; this does not preclude later
substitution of a count whlch is narrower than the
patent claim, as the result of a prehmmary motion
under 37 CFR 1.633(c).

~ 3. A count may not be so broad as to be unpaten-
table over prior art. If a count cannot be made suffi-
ciently broad in scope as to embrace the broadest ¢
responding patentable claims of the parties witho.
being unpatentable, that would indicate either that the
parties’ correspondmg claims are unpatentable or per-
haps, if the parties’ claims do not overlap, that they
are drawn to two separately patentable inventions and
there is no interference in fact between them.

The followmg examples illustrate how _ counts
should be formulated. An examiner-in-chief should be
consulted in unusual snuatmns Wthh do not fit any of
the examples.

Example I: Application A contains patentable claxm l (engine).
Application B contains patentable claim 8 (engine). If an interfer-
ence is declared, there will be one count (engine). Claim 1 of ap-
plication A and claim 8 of application B would be designated to
correspond to the count.

Example 2: Application C contains patentable claims 1 (engine)
and 2 (6-cylinder engine). Application D contains patentable
claim 8 (engine). An engine and a 6-cylinder engine define the
same patentable invention. If an interference is declared, there
will be one count (engine). Claims 1 and 2 of application C and
claim 8 of application D would be designated to correspond to
the count.

Example 3: Application E contains patentable claims 1
(engine), 2 (6-cylinder engine), and 3 (engine with a platinum
piston). Application F contains patentable claims 11 (engine) and
12 (8-cylinder engine). Claims 1 and 2 of application E and
claims 11 and 12 of application F define the same patentable in-
vention. Claim 3 of application E defines a separate patentable in-
vention from claims ! and 2 of application E and claims 11 and
12 of application F. If an interference is declared, there will be
one count (engine). Claims 1 and 2 of Application E and claims
11 and 12 of application F would be designated to correspond to
the count. Claim 3 of application E would not be designated to
correspond to the count.

Exemple 4: Application G contains patentable claims }
(engine), 2 (6-cylinder engine), and 3 (engine with a platinum
piston). Application H contains patentable claims 11 (engine) and
15 (engine with a platinum piston). Claims 1 and 2 of application
G and claim 11 of application H define the same patentable in-
vention. Claim 3 of application G and claim 15 of application H
define a separate patentable invention from claims 1 and 2 of ap-
plication G and claim 11 of application H. If an interference is
declared, there will be two counts: Count 1 (engine) and Count 2
(engine with a platinum piston), Claims 1 and 2 of application G
and claim 11 of application H would be designated to correspond
to Count 1. Claim 3 of application G and claim 15 of application
H would be designated to correspond to Count 2.

Example 5: Application J contains patentable claims ! (engine),
2 (combination of an engine and a carburetor) and 3 (combination
of an engine, a carburetor, and a catalytic converter). Applica-
tion K containg patentable claims 31 (engine), 32 (combination of
an engine and a carburetor), and 33 (combination of an engine, a
carburetor, and an air filter). The engine, combination of an
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.engine and carburetor, and comhmwon of an. engme carburetor,;
:and: air ﬁltcr define the same patcntablc invention: The combina-

“tion of an_engine, carburetor, ‘and catalyuc converter define. a
separate patentable invention from' engine. If'an interference is

declared, there will be oné count (engine). Claims | and 2 of ap-
_ plication -J ‘and claims 31, 32 and 33 of ‘application: K:: would be.
designated to. ‘correspond to.the count. Claim 3 of appheauon 3

“‘would not be.designated as correspondmg o the count,

- Example 6: The PTO will continue to follow Waldeck v. Lewis,

120 USPQ 88 (Comm’r.Pat. 1955). Application L. contains patent-

-able: claims : 1 -(Markush group .of benzene-or toluene), .2 (ben-

_zene), md 3 (toluene).. Application M contams patentable clmms
‘11 (benzene) Benzene and toluene define the same patentable in-

‘vention. If an interference is declared, there will be one count'

(Markush group of benzene or toluene). Claims 1;,2 and 3 of ap-
plication L and claim 11 of application:M would be. designated to
correspond to the count.

- Example 7: Appllcatlon N contains patentable claim 1" (ben-
zene). Application P contains patentable claim 11 (xylene). Ben-
zene and xylene define the same patentable invention. If an inter-
ference is declared, there will be one count (benzene or xylene).
Claim 1 of application N and claim 11 of apphcatlon P would be
designated to correspond to the count. ]

Example 8 Application Q contains patentable claims 1 (Mar-
kush group of benzene or chloroform), 2 (benzene), and ‘3. (chlo-

.roform). Application R contains patentable claim; 33 (benzene). If
benzene and chloroform define the same patentable invention and

an intérference is declared, there will be one “count (Markush‘

"group of benzene or chloroform). Claims 1,2 and 3 of ‘applica-
tion @ and claim 33 of application R would be designated: to:cor-
respond to the count. If chloroform defines a separate patentable

.invention from benzene and an interference is declared, there will
be one count. (benzene). Claims 1 and 2 of apphcatton Q and
claim 33 of application R would be designated to correspond to
the count. Claim ‘3" of zpplication Q would not be desngnated %
correspond to the count.

Example 9: Application S cofitains patentable claims 1 (Mar-
kush group of benzene or chloroform), 2° (benzene), and 3 (chlo-
‘roform). Application T contains patentable claims 11 (Markush
group of benzene or chloroform), 12 (benzene), and 13 (chlor&
form). If benzene and chloroform define the same patentable in-
vention and an interference is declared, there will be one count
(Markush group of benzene or chloroform). Claims 1, 2 and 3 of
application $ and claims 11, 12 and 13 of application T would be
designated to correspond to the count. The PTO will continue to
adhere to Becker v. Patrick, 47 USPQ 314 (Comm’r.Pat. 1939).
An interference can have two counts only if one count defines a
separate patentable invention from another count. If chloroform
defines a separate patentable invention from benzene and an in-
terference is declared, there will be two counts: Count 1 (ben-
zene) and Count 2 (chloroform). Claims 1 and 2 of application §
and claims 11 and 12 of application T would be designated to
correspond to Count 1. Claims 1 and 3 of application S and
claims 11 and 13 of application T would be designated to corre-
spond to Count 2.

Example 10; Patent A contains claim 1 (engine). Apphcatlon u
contains patentable claim 11 (engine). If an interference is de-
clare, there will be one count (engine). Claim 1 of patent A and
claim 11 of application U would be designated to correspond to
the count.

Example 11: Patent B contains claims 1 {(engine) and 2 (6-cylin-
der engme) Application V contains patentable claim 8 (engme)
An engine and a 6-cylinder engme define the same patentable in-
vention. If an interference is declared, there will be one count
(engine). Claims 1 and 2 of patent B and claim 8 of application V
would be designated to correspond to the count,

Example 12: Patent C contains claims 1 (engine) 2 (6-cylinder
engme) and 3 (engine with a platinum piston). Application W
contains patentable claims 11 (engine) and 12 (8-cylinder engine).
Claims 1 and 2 of patent C and claims 11 and 12 of application
W define the same patentable invention. Claim 3 of patent C de-
fines a separatc patentable invention from claims | and 2 of
patent C and claims 11 and 12 of application W. If an interfer-
ence is declared, there will be one count (engine). Claims 1 and 2
of patent C and claims 11 and 12 of application W would be des-
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-ignated to ‘correspond to the count.. Claim 3.0f patent C would
not be designated to correspond to the count. -

Example 13: Patent D confains’ ‘claims I (engine), 2 (6~cylmder
engine), and 3’ (enginé with a’ platmum piston): Application X

iccnunns patenisble claims 11 (éngine) and 15 (¢engine with a plat-
 inuim pistoin). ‘Claims 1 and 2 of patent Dy and claim 11 of apphca-
“‘tion X define the Same patentablé invention. Claim' 3 of patent D
"and clmm\ 15 of application X deﬁne a separate ‘patentablé inven-

‘ Imms 1'and 2 of patent D and’ c!alm 11 of appllcatton

‘.X If an mterfereuce is declared there wﬂl be two counts Count
o ) (engme) and Count 2 (engme with 2 p]atmum ‘pistan). Claims 1

and 2 ‘of patent D and ‘claim’ 11°6f applxcatxon X would be desig-

: nated to correspond to Count 1. Claim 3 of patent D and claim
"5 of ‘appllcatton X would be designated to correspond to Count

'Example 14: Patent E contains claims 1 (Markush group of
benzene or toluene), 2 (benzene), and 3 (toluene). Application Y
contains, patentable claim 11 (benzene). Benzene and toluene

.. define . the same. patentable invention. If an interference is de-
-clared; -there ‘will be one count (Markush group of benzene of

-1toluene). Claims 1, 2-and 3 patent E and claim 11 of application
'Y would be designated to-correspond to the count.

= Examplet 15:-In this example, the claims of patent E and appli-

‘cation: Y- in Example 14 are reversed.  Patent E contains claim 1
:(benzene) Application 'Y contains patentable claims 11" (Markush
-group 'of benzene or toluene) 12 ' (benzene), and 13 (toluene). If
“-an- interference is- declared,” the count ‘will be the same as the
‘count’in Example 14-—(Markush' group of benzene or tolulene).
*Claim 1 of ‘patent'E and claims 11, 12 and 13 of application Y
" would be designated to correspond to the count.

"Example’ 16: The PTO ‘will contimie to follow cases such as

'Case v. CPC Iniematta}ial Inc, 730 F.2d 745, 221 USPO 196
" (Fed. Cir. 1984), cert. demied,” 105 S.Ct. 233, 224 USPQ 736

(1989); Aelany v. Arni, 547 F.2d 566, 192 "USPQ 486 (CCPA
1977); and" Nitz v. Ehrenveich, ‘537 F.2d 539, 190 USPQ 413

(CCPA 1976), and declare interferences where interfering patent
“and appllcatlon clalms are mutually exclusive provided the claims

define the same; patentable invention. Patent F contains claim 1
(benzene). Appllcatlon Z contains patentable claim 11 (xylene).
Benzene and xylene define the same pateritable invention. If an
interference is declared, there will be one count (benzene or

'xylene). Claim 1 of patent F and claim 11 of application Z would

be designated to correspond to the count.

Example 17: 1t will be the practice of the PTO under 37 CFR
1.606 to initially declare interferences with counts which are
identical to or broader than patent claims which correspond to
the counts. A single patent claim would be presumed, subject to
a motion under 37 CFR 1.633(c), not to define separate patent-
able inventions. Patent G contains claims 1 (Markush group of
benzene or chloroform),:2 (benzene), and 3 (chloroform). Appli-
cation AA contains patentable claim 33 (benzene). If an interfer-
ence is declared, initially it will be presumed by the PTO, subject
to a later motion under 37 CFR 1.633(c), that benzene and chlo-
roform define the same patentable invention. There will be one
count (Markush group of benzene or chloroform). Claims i, 2
and 3 of patent G and claim 33 of application AA would be des-
ignated to correspond to the count. If a party believes benzene
and chloroform define separate patentable inventions, that party
could file 2 motion under 37 CFR 1.633(c) to redefine the count
and the claims corresponding to the counts.

Example 18: Patent H contains claim 1 (Markush group of ben-
zene or chloroform), 2 (benzene), and 3 (chloroform). Applica-
tion AB contazins patentable claims 11 (Markush group of ben-
zene of chloroform), 12 (benzene), and 13 (chloroform). Benzene
and chloroform initially would be presumed, subject to a motion
under 37 CFR 1.633(c), to define the same patentable invention,
because they are recited as a Markush group in a single patent
claim. If an interference is declared, there will be one count
(Markush group of benzene of chloroform). Claims 1, 2 and 3 of
patent H and claims 11, 12 and 13 of application AB would be
designated to correspond to the count. If a party believes ben-
zene and chloroform define separate patentable inventions, the
perty could move under 37 CFR 1.633(c) to substitute a count
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z:~'(bmn) for: (Markush group o!' bcamc oF chlm'ofmm) md to
. atdd a coumt (chloroform).:

-Example 1% Under 37, CFR 1606, the PTO Wl“ commue o

“follow the, practice announced in Ex parte.Card and Card, 1904
_..'C.D 383 (Com’ r) Patent I contams claim. 1 (method of mlxmg,

wou]d not preclude an mterference If an mterference is deciared
there will be one count (method of mixing and heatinig). Claim 1
of patent J and claim 8 of apphcanon AC would be desngnated to
correspond-to ‘the count.”
Exemple 20: The facts in this emnp!c are the same as 'Example
-18. Assume that applicant: AB believes- that benzene and-choloro-
forin define separate patentablé inventions. Applicant AB: would
file 2 wiotion under §1.633(c)(1) to substitute Count-2’ (benzene)
for Count'1 (Markush grovp of benzene os chloroform) and ‘add
Count 3 (chloroform). If ‘the examiner-in-chief grants the motion,
the interferénce - would- be redeclared by deleting. Count ! and
substituting -in its place Counts. 2 and 3. Claims 1 and 2 of the
patent H. and:.claims-11:and. 12 of application AB will.be desig-
‘nated .to correspond -to Count 2. Claims 1 and.3 of patent,H.and
claims. 11 .and. 12 of application AB will be designated :to, corre-
. spond to. Count 3. If .one party. praves priority..with respect to
‘both - benzene-and choloroform, that party would .be entitled to
ail claims in its application-or.patent corresponding: to- Counts 2
. and 3. The other party would not be entited to a patent contain-
.ing any ‘claim carrespondmg 1o Counts 2 and 3.0 patentee H
‘proves. priortly with respect to benzene and apphcant AB proves
pﬂonty with. respect 1o, choloroform (assuming there was 1o
issue raised at final hearing with respect to the patentable dis-
tinctness of benzene and chloroform), the judgment will. provide
that patentee H is not entitled to a patent with clalms T and 3,
but is entitled to a patent with claim -2 and that apphcant AB is
not enmled to 2 patent. with claims 11 and 12, but is entitled to a
patent with claim 13. If an issue is properly raised at fi nal hearing
as to whether benzene and chloroform are the same patentable
mvennon and the Board holds that they are the same patentable
invention, the patty proving the earlisest priority as to cither ben-
_zene or chloroform would prevail as 1o all claims. Thus, if pat-
entee H invented benzene before applicant AB invented benzene
or chioroform, patentee H would be entitled to a patent contain-
ing claims 1 through 3 even if applicant AB invented chloroform
before patentee H invented chloroform. Applicant AB would not
be entitled to a patent with claims 11 through 13.

2309.02 Preparation of Papers—Initial Memo-
random [R-2]

The only paper prepared by the examiner is the Ini-
tial Memorandum (Form PTO-850 Revision ¥s or
later) addressed to the Board of Patent Appeals and
Interferences which provides authorization for prepa-
ration of the declaration notices. The latter papers are
prepared in the Service Branch of the Board.

A sample of a filled-out Form PTO-850 is shown
below.

A separate form is used for each count of the inter-
ference. The form need not be typed unless the count
is not identical to any claim of any of the parties. If
the count is identical to a claim of one of the parties,
"the number of that claim is circled. If the count is not
identical to any claim of any the parties, the count
should be typed in the space provided on the form
(an additional plain sheet may be attached if needed).

The files to be included in the interference should
be listed by last name (of first listed inventor if appli-

MANUAL OF PATEN'FWNG PROCEDURE

canon is joint), serial number; and ﬁlmg date irrespec-
tive of whether an application or a patent is involved.

The sequence of the listed applications is completely
immaterial.. If .the -examiner has determined  that -a

party is entitled to.the benefit of the filing date of one

or more" apphcatmns {or patents) as to the ‘counts, the
blanks prov1ded on. the form for, mdlcatmg this fact

. should be filled in as to all 'such. appllcatlons It-is par-

ncularly important to list' all intermediate applications
niecessary to provxde contmmty of pendency to the
earliest benefit application to which a party is entitled.

-An applicant-will be accorded the benefit of a for-
eign application on the Form PTO-850 and declara-
tion notices only if the papers required by 37 CFR
1.55, mcludmg a sworn translation, have been filed
and the pnmary examiner has determined that the ap-
plicant is in-fact entitled to-the benefit of such appli-
cation. A’ paténtee may be accorded the benefit of the
filing date of a foreign application in the notice of in-
terference. provided he has complied. with the require-
ments-of 37 CFR 1.55, has -{iled a sworn translation,
and the’ prlmary examiner has determined that at least
one. specles within the count involved in the interfer-
ence is supported by the disclosure of the foreign ap-
plication. Note, -however, that a patentee: should not
be accorded the benefit of a foreign application if an
spphcatlon in the interference has an effective filing
date subsequent to the filing date of the foreign app11~
cation. See § 2308.01.

The claims in each party’s case whlch correspond
and do not correspond to the count must be listed in
the spaces provided on the form. A claim corresponds
to a count if, considering the count as prior art, the
claim would be unpatentable over the count under 35
U.S.C. 102 or 103. If the examiner is in doubt as to
whether a party’s claim does or does not correspond
to a count, it should be listed as corresponding to the
count. If the party disagrees with this listing, a motion
may be filed under 37 CFR 1.633(c)(4) during the in-
terference to designate the claim as not corresponding
to the count.

Note that for each count, every claim in a party's
application or patent must be designated as either cor-
responding or not corresponding to the count. The
fact that a claim may be under rejection does not
mean that it should not be designated. For every
claim of an application which is listed on the form,
the examiner must indicate whether or not that claim
is allowable by writing ‘“‘(allowable)” or “(not allow-
able)” next to the claim number(s). At least one of the
claims designated as corresponding to the count must
be allowable.

If an involved case contains multiple dependent
claims, the examiner should be careful to indicate
which embodiments of each multiple dependent claim
correspond or do not correspond to each count. An
embodiment of a muitiple dependent claim should not
be circled on form PTO-850 as being the count, but
rather, the embodiment should be written out in inde-
pendent form in the space provided.

2300-22




Aﬂer 2 Form PTO-850 is ﬁl}ed out for each count

af the proposed interference, it must be signed by the
' prtmary ‘examinerin the ‘space prowdcd. The :form
must atso be: sngned by the group dlrector, :f the di-

are more than 6 months apzttt)" “"

- 'Wheh thie foriii' or forms are: sxgned they are for-
warded to the Board of Patent Appeals and Interfer-"

ences, together w1th

. 1. The file of each US apphcatxon or. patent
listed on the’ form(s), mcludmg all” ’apphcatmns or
patent of which benefit is being accorded.
-2.7A récent: title Teport for each of the mvolved
apphcatmn(s) and patent(s) :
If two' of the parties- have the samie. attomey or

agent, the ‘examiner will in'a separate memorandum

call the attention of the- Board to ‘that fact when the
Imtlal Memorandum is- forwarded.  The ‘examiner-in-
chief, when'the interference is declared, ‘can ‘then take
such -action ‘as may be appropnate under 37 CFR

L613(b).

U.S. DEPARTMENT OF mm

(0%A BYC-8B0
REV V85 :

INTERFERENCE—-INITIAL MEMORANDUMV :

"PATENT AND TRADEMARE OFFICE

(mwerzmm a

EXAMINERS INSTRUCTIONS—TM form nead Aot be typewiitien. Complate thy kewws below end forwerd to the Group Clerk with el
files MMMdMMMMTﬁmunNMluhlwmmm

order, Use & sapareie fenm for each Count.

BOARD OF PATENT APPEALS AND INT ERFE!ENCES. M hmﬂﬂmo I6 found ta exlst between the lolhwlnq caeee:

The claims of this party which conmespond (o this cours! &r@:

1% (aliowable)

Ths cownt ). of lcoumm o
. NAME FILING DATE ) PATENT NO., IF ANY
Swmith JY .d 113 '\f\,(,, £-22-¢2  |4,562,850
Thccbunsolﬂupmvwhchcmupoﬂdtomm-r . TM cumtolmmvmhdonm::wupond loth:eo-m
Omsqq/.. S-??/ok
e e - SERINL NO. | FIING DATE  PATENT NO.,IF ANY
_2.nawE o SERIALKO. : FILIG DATE PATENT NO., F ANY
RY T 345, (7§ 13- - P2
mm.dwmymhdomlcomw\dmtﬁum

3—Q (T\GT 0..“0(»1\.6\(3
7-10(ailowable)

Thodmdmsumvwhchmnpomwmmm

i A”g&"ﬂwm of: SERIAL HO. FILING DATE PATENT NO., IF ANY
.S, 182,654 2-9-27% Y,45¢.7%89
V.S, 019,348 pi-1v-21

3. HAME ] SERIAL NO. FILING DATE PATENT RO., F ANY
waTAnake ol 450,189 S-15-93 '
Thochirmo(mpmvmdomcomswud‘ww|gm

[, (not allowable) o

3 - S((LHDLLLL‘.“) G(ﬂ.“bkl.h‘é,,)
: “f:"o’b‘y':w“ o SERIAL HO. FILING DATE PATENT NO., IF ANY
Teparn, (0.000/74 L-10-§3

sheet if necessary):

Mocwnolmpmyismmolmuﬂh:m.hMbocivclodlbon.Hm.wwwmhtmlwoulmhwdim

’TMunllnumbwlndf-(mgd-loolnchWmnw“dmummdwbomwmnbounw It is not sufficient w0

y for

mesrely Lot the easkast epphication & (hre ere RiSTvanng epp
DATE PRIMARY EXAMINER TELEPHONE NO. ART UNIT
A-11-98 | WO Tohosen $57-100¢ | 101

Clask’'s insisuctions:
1. Obiain a mle repods for el cases and include a copy.

2 Forwerd sl fles including thoee benefit of which is belng ecoarded.

GROUP DIRECTOR SIGNATURE ¢ required)
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. When there are of tecord»m the ﬁle oft kefa hce
tion affidavits or declaratxons umder 37 CFR.-1. 131 -Of
1608, they .should not be sealed but should be left in

the: ﬁle for.- consnderanon by the . Board of-Patent: Ap-.

normally---th_ese‘ afﬁdav:_ or declaratxons w1ll be re-’
moved. and .sealed..up: by the . Service Branch of the,
Board ‘of Patent - Appeals -and - Interferences and Te-,

tained with the interference.
Affidavits or declarations under 37 CFR 1. 131 and

1.608 are available  for inspection by-an- opposmg-

party to an interference- after the prehmmary motions

under 37 CFR 1633 ‘are dec:ded See 37 CFR

1.612(b).

Affidavits or declaratlons in the fi le of ‘8 patent are

not removed, inasmuch as they have been avallable toj o
SRR examlmng group should, in"addition; contain the iden-

the public since the date the patent issued. "

2309.04 Recnrd in- Each Interference Completet. ol

[R-2]

When there are two’ or mare related mterferencee -

pending. in the Patent and Trademark Office, in order

that the record of the proceedings in each particular

interference may be- kept separate and distinct; all-mo- - - -
tions and papers sought- to-be filed thersin must'be.
titled in and relate -only to the. particular interference

to which they belong, and no motion or .paper can be
filed in any interference which relates to, or in which

is joined, another interference or matter affectmg an-

other interference.

2309.05 Consultation With Exammer-m-Chlef a

[R-2]

The examiner should consult with one of the exam-
iners-in-chief in any case of doubt or where the prac-
tice appears to be obscure or confused. In view of
their specialized experience they may be able to sug-
gest a course of action which will avoid considerable
difficulty in the future treatment of the case.

2309.06
Order” Cases [R-2]

37 CFR 5.3 Prosecution of application under secrecy order; with-
holding patent. (b) An interference will not be declared involving
national applications under secrecy order. However, if an applicant
whose application under secrecy order copies claims from an issued
patent, a notice of that fact will be placed in the file wrapper of the

patent. (See § 1.205(c)).

Since declaration of an interference gives immediate
access to applications by opposing parties, no interfer-
ence will be declared involving an application which
has a security status therein (See §§ 107 and 107.02).
Claims will be suggested so that all parties will be
claiming substantially identical subject matter. When
all applications contain the claims suggested, the fol-
lowing letter will be sent to all parties:

“Claims 1, 2, etc. (indicating the conflicting
claims and claims not patentable over the applica-
tion under security status) conflict with those of
another application. However, the security status
(of the other application/ of your application)

MANUAL OF PATENT EXAMINING PROCEDURE

Interfering Subject Matter in “Secrecy

o of an interfer-
' ence.- Accordingly, ‘action’ on’the appllcattons is’
- suspeénded for so long as. this situation continues.
-+ o2 f“Upon: removal of the security. status. from all,
,»apphcatnons, an: mterference will be declated .
The letter should also .ind th allowabxhty of
the s remaining claims, if any.
A notice that claims havé'been ‘presented in a “se:
curity.-type”’: .application. for . the purpose of interfer-
ence with a patent should be. placed in_ the patented
file. Also, in accordance with 37 CFR 1607(d), the
patentee should be notified. The question’ of ‘an inter-
ference is taken up. upon termination of the “security
status” of the application in which patent claims are

“'presented: The" suggested notxces should be modified
“accordingly. 4

The notlces sho_uld be s:g ed by, the;ptlmaty exam-
f the notice retained.separately in the

tification: of the a.pphcatlons and patents mvolved and
the’ mterfermg clauns

+2310° Handling by Exammer-m-Chxef [R-2]

37 CFR 1 610 A.mgnment qf mterference ta exammer-m-cbzef time
period for completing interference.; (a) Each interference will be de-

. clared. by..an. exa.nnner-m-chxef who thay enter all interlocutory

orders in.the-interference, except t,ha’t;o‘xﬂy 8 ‘pnnel consisting of at

"least three’ membérs of the ‘Board shall’ (1) hear oral argument at

-final -hearing;- (2) -enter 8-decision-under. §§ 1.617, 1.640(c) or (e),

.. 1652, 1.656(1).or 1.658 or (3) enter any other order which termi-
'+ mates the interference.

" (b) AS necessary, ‘another” ‘examiner-in-chief may-act in place of
the one who declared the interference. -Unless otherwise provided

- i this section;-at-the discretion of ‘the .examiner-in-chief assigned to

the interfererice; a panél’ consisting of two or more members of the
Board may enter interlocutory orders.

(c) Unless otherwise provided in this subpart, times for taking
action by a party in the intérference will set on a case-by-case basis
by the examiner-in-chief. assigned to the interference. Times for
taking action shall be set and the examiner-in-chief shall exercise
control over the interference such that the pendency of the in:erfer-
ence before the Board does not normally exceed two years.

(d) An-examiner-in-chief. may hold a conference with the parties
to consider: (1) simplification of any issues, (2) the hecessity or de-
sirability of amendments to counts, (3) the possibility of obtaining
admissions of fact and genuineness of documents which will avoid
unnecessary proof, (4) any limitations on the number of expert wit-
nesses, (5) the time and place for conducting a deposition
(§ 1.673()), and (6) any other matier as may aid in the disposition
of the interference. After a conference, the examiner-in-chief may
enter any order which may be appropriate.

(€) The examiner-in-chief may determine a proper course of con-
duct in an interference for any situation not specifically covered by
his part, _

Under §1.610, each interference will be declared
by an examiner-in-cheif. The examiner-in-chief enters
all interlocutory orders in the interference. As neces-
sary, another examiner-in-chief may act in place of
the examiner-in-chief assigned to the interference. At
the discretion of the examiner-in-chief assigned to the
interference, a panel of two or more examiners-in-
chief may enter an interlocutory order. The examiner-
in-chief will set times and control proceedings such
that pendency of the interference normally will not
exceed 24 months. Under § 1.610(d), the examiner-in-
chief is authorized to hold conferences. Any confer-
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enice can’ “be. by ‘a telephone: ‘conférénce call “Under

§L 610(e), an exammer-m-chief is authorized to deter-
mine & proper course of conduct for any S'tuatton not-

spectﬁcally covered by the rules

2311 Declaratmn of Interference [R-2]

37 CFR I 611 Det'laratmn of rnlerjérertce (a) Nottce of declaratron
of an mterferencc wrll be sent to each party

Trademark Off ice undehvered or in any other crrcumstance where
gppropriste; an’ éxaminer-in-chief may (1) send a.copy of the notice
o a patentee: namied in & patent involved in an interference or the
patentee’s assignee of record in the Patent and Trademark Office or
(2) order publication of an appropriate notice in the Official Gazette.

{c) The notice of declaration shall specify:
() the name and resrdence of each party mvolved ll‘l the tnter-

ference; '
(2) the name and address of record of any attorney of agent of

record in any apphcatron or patent involved in the interference;
(3) the name of any' assignee of record in ‘the Patent and

Trademark Office;
(4) the ldenttty of any appllcatlon or’ patent mvolved in the in-

terference; -
(5) where a party-is accorded the. beneﬁt of the ﬁ!tng date- of

an earlier application, the identity of the earller application;
_ (6) the count or counts;
{7 the claim of claims of any apphcatxon or any patent wh|ch
nd to each count; and” ;
(8) the ordes. of the:parties. . .-

..(d) The,notice of .declaration . may also specxfy the trme for ( l)
ﬁlmg a prelnnmary statement as provxded in§ L. 621(a) (2) serving
notice that a prehmmary statement has been filed ‘as’ provided: in-
g1 621('b), 3 ﬁlmg preliminary ‘motions authorized: by § 1.633,

oppositions to the motions, and replies. to the oppositions. .
{e) Notice may be.given in the Official Gazette that an lnterfer-

ence has been declared mvolvmg a patent.

Upon receipt of the Interference Imtlal Memoran-
dum (Form PTO-850) and the case files from the pri-
mary examiner, the interference is assrgned to an ex-
aminer-in-chief, who is thereafter responsible for han-
dling it during its pendency before the PTO. Under
the revised rules, the examiner-in-chief has wide dis-
cretion as to what actions he or she may take, particu-
larly with regard to the setting of times, and in study-
ing the rules it will be noted that many of their provi-
sions are modified by a gualification such as “unless
otherwise ordered by an -examiner-in-chief.” There-
fore, it may well be that different examiners-in-chief
will follow somewhat different procedures in the
interferences assigned to them.

PREPARATION OF DECLARATION NOTICE

The papers necessary in declaring an interference
are prepared at the Board of Patent Appeals and
Interferences. The notices to the parties and the dec-
laration sheet are signed by the examiner-in-chief,
who declares the interference by mailing the notices
to the several parties to the proceeding. Thereafter
the applications and interference files are kept at the
Board where they are also recorded in a card index.

The fact that an application that has been made spe-
cial by the Commissioner becomes involved in an in-
terference does not entitle that interference to be
taken up out of turn. Strickland v. Glaser, 214 USPQ
549 (Comr. 1980). The parties may expedite the pro-
ceeding by takmg action promptly when times are set,
and by requesting that certain time periods be re-
duced or eliminated.

" Under’ § 1. 6ll(a), the” PTO" will’ normally “notify
each party at its correspondence address (37 CFR
1.33(a)) that an interference is declared :

Under § 1:611(a), the PTO'could, in an apptopnate
c:lrcumstance, also. send a notlce toa patentee or an
assignee. An, approprtate c:rcumstance for; sending an
additional notice would be a situation where a patent
was issued. on the basis of an application filed under
37.CFR 147. The matters. to be, spectf' ed in a notice
declarmg an: 1nterference are set out in § 1.611(c). One
item to be set out is. the * order of the partres,” mean-
ing the order.in which. the partles will ‘take testtmony
The “order of the parties” is.a procedural tool. It in-
dicates the style” -of the case—which practmoners
are encouraged to use If there are two counts and
one party is. senlor as to one count and * _;umor as
to another count, the party has the burden as proof as
to that count to whlch the party is “junior.” See
§ 1.657. Appropnate testimony periods - will be set
@G 1. 651(b))  to. ‘accommodate” dlffermg burdens of
proof in cases where .a party is “semor on one count
and * Jumor on another count. .

If Jones is the junior party | and. Smith is the semor
party, the order. of the parties is: Jones ». Smith, The
order of the. parties- -may. change as a result of the
granting -of a .motion under .§ 1.633 (d), (), or (g).
Under § 1. 6ll(d), the notice declanng the interference
may. also set. dates. for filing preliminary statements,
notices that prehmtnary statements have been filed,
motions under § 1.633, oppos1tlons to those motions,
and replies to the oppositions.

In setting the times for filing preliminary statements
and preliminary motions, the examiners-in-chief may
follow differesit procedures. Some may hold a tele-
phone conference with the lead attorneys to work out
times acceptable to all parties, while others may speci-
fy times in the declaration notices and state that those
times will be final unless a lead attorney requests by a
certain date that they be changed. In either event, the
times, once finally set, will not be changed except for
good cause shown. Any motion to extend time must
reach the examiner-in-chief before expiration of the
time period to be extended, and may not be granted
even if it is unopposed. Note that 37 CFR 1.645 spe-
cifically provides that “The press of other business
arising after an examiner-in-chief sets a time for taking
action will not normally constitute good cause.”

Once an interference is declared involving an appli-
cation, ex parte prosecution of the application is sus-
pended and the applicant need not respond to any
PTO action outstanding as of the date the interference
is declared.

2312[ Aticess to Applications in Interference
R-2

37 CFR 1.612 Access to applications. (a) After an interference is
declared, each party shall have access to and may obtain copies of
the files of any application set out in the notice declaring the inter-
ference, except for affidavits filed under § 1.131 and any evidence
and explanation under § 1.608 filed separate from an amendment.

(b) After preliminary motions under §1.633 are decided
(§ 1.640(b)), each party shall have access to and may obtain copies
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of aany, atﬁdavit tiled un@er §1.131 and any. evrdcace and esplana-

tion filed under § 1.608 in uny apphcatron set out in tbe mmce de-‘

claring the nerfereiice.

(c) Any aevidence and exphnaﬂoa filed under &L 60@ in the ﬁle of
any. application .identified: in. the notice declaring the interference
shall be served when required by § L. 617(b)

S The parties at’ any timé ‘may agree’ to exchange mres of
papers in ‘the files of an -'app!muon rdenuf' ed m the notme deelar-‘

mg the' interference

Under §1612 except “for’ afﬁdavrts under’ §l 131
and any evrdence and explanatron ‘under’ § 1.608(b)

filed ‘separate from’ an amendment, each party has'

access to the file of every other party’ after ‘an inter-
ference is declared The files of applications ‘and pat-
ents mvolved in an interference are maintained in the
Service Branch of the Board of Patent Appeals and
Interferences for inspection and copying. Any expla-
nation which is filed as part of an amendment or an
amendment which discusses details contained in an af-
fidavit. under §1.i131 is not to be sealed under
§1. 612(a) Thus, § 1.612(a) continues the practice dis-
cussed in Moorman v. Martin, 103 USPQ ' 273
(Comm’r. Pat. 1950) and Calvert, An Overvzew of In-
terference Practice, 62 J. Pat.” Off. Soc’y. 209; 293
(1980). Under § 1.612(b), each party has access to an
opponent’s affidavit under §1.131 or' an” opponent’s
evrdence and explanatron under § 1. 608(b) when a de-
cision” is ‘rendered on motions under ‘§ 1.633. Under
§1612(c), a party is required to serve any evidence
and explanatlon under § 1. 608(b) if an order to show
cause is issued under § 1.617(a) and the party responds
to the order under § 1.617(b). Under § 1.612(d), the
parties may agree to exchange copies of their respec-
tive fi les

2313 Lead Attomey or Agent [R-2]

37 CFR 1.613 Lead ottorney, same attorney representing different
parties in an interference, withdrawal of attorney or agent. (a) Each
party. may be required to designate one attorney or agent of record

as the lead attorney or agent.
(b) The same attorney or agent or members of the same firm of

attorneys or agents may not represent two or more parties in an
interference except as may be permitted under this Chapter.

(c) An examiner-in-chief may make necessary inquiry to deter-
mine whether an attorney or agent should be disqualified from rep-
resenting a party in an interference. If an examiner-in-chief is of the
opinion that an attorney or agent should be disqualified, the exam-
ineg-in-chief shall refer the matter to the Commissioner. The Com-
missioner will make a final decision as to whether any attorney or

agent should be disqualified.
(d) No attorney or agent of record in an interference may with-

draw as attorney or agent of record except with the approval of an
examiner-in-chief and after reasonable notice to the party on whose
behalf the attorney or agent has appeared. A request to withdraw
as attorney or agent of record in an interference shall be made by

motion (§ 1.635).

Under § 1.613(a), when a party has appointed more
than one attorney or agent of record, the party may
be required to designate a “lead” attorney or agent. A
“lead” attorney or agent is a registered attorney or
agent of record who is primarily responsible for pros-
ecuting an interference on behalf of a party and is the
individual whom an examiner-in-chief can contact to
set times and take other action in the interference.
Section 1.613(b) continues the practice of not permit-
ting the same attorney or agent to represent two or

MANUAL OF PATENT EXAMINING PROCEDURE

more parties in an interference.except as permitted by,
Chapter 1, see e.g., §1.344. Under § 1. 613(c), an . ex-
aminer-in-chief can . .make. an appropriate mqurry to
determine whether an attorney. or:agent should be dis-.

qualified from representmg a. party A ﬁnal decrsron
to disqualify an’ attorney or" agent 1s made by the
Commissioner under 35 U S. C § 32 SR

2314 Junsdrctron Over Interference [R-2]

37 CFR i.614 Jansdrctran over. mtel_'ﬁ'rence (a) The Board sha.ll
assume jurisdiction over an mterference when the mterfercnce is
declared under § 1.611. : ‘

‘(by When the interference is declared the’ mtert‘ercnce is'a con-
tested case within the meaning of 35 U.S.C. $24.

(c) The examiner shall have junsdrcuon over any pendmg appli-
cation until the interference, is declared. An examiner-in-chief,
where appmpmre, may for a lrmlted purpose restore jurisdiction to
the examiner over any application mvolved in the mterference

Section 1.614 specifies when the Board gains juris-
diction over an interference. The section also indi-
cates when an interference becomes a.contested case
within the meamng of 35 US.C. §24."A ‘remand to
the examiner is authorized and may be usefuI in -cer-
tain situations, such as, when.a party ‘moves.. under
§ 1.633(c) to add a proposed count which: is- broader
than any count in an intérference. Alternatlvely, :
examiner-in-chief .can obtam ‘informal opinions, from
examiners during the course of an interference. Noth-
ing in the rules, however, is intended to authorize in-
formal conferences between an examiner-in-chief and
an examiner with respect fo the merits of an applica-
tion before the Board in an'ex parte appeal from an
adverse decision of the examiner. °

‘Where an interference is declared all questions in-
volved therein are to be determined inter partes. This
includes not only the question of priority of invention
but all questions relative to the patentability to each
of the parties of the claims in issue or of any claim
suggested to be added to the issue. '

Examiners are admonished that .inter partes ques-
tions should not be discussed ex parte with any of the
interested parties and that they should so inform ap-
plicants or their attorneys if any attempt is made to
discuss ex parte these inter partes questions.

The interference is declared when the examiner-in-
chief mails the notices of interference to the parties.
The interference is thus technically pending before
the Board of Patent Appeals and Interferences from
the date on which the notices are mailed, and from
that date the files of the various applications set out in
the notices are opened to inspection by the other par-
ties to the extent provided in 37 CFR 1.612.

Obvious minor errors in the counts or correspond-
ing claims of an application may be corrected by the
examiner-in-chief before the declaration notices are
mailed. The changes will be made in red ink and ini-
tialled in the margin by the examiner-in-chief.

Throughout the interference, the interference and
application files involved are in the keeping of the
Service Branch of the Board except at such times that
action is required, such as for concurrent prosecution,
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when: they ‘are temporarily-in ‘pomsion of the tribfu-
na! before whom the particular: question is pending. -

If mdependem ‘of the mterference, action'as ' to-one’

or' more ‘of the appltcatxons ‘becomes ‘necessary, the

exammer shcmld consult the exammer-m-chlef m'

2315 :ivauspemion of Ex parte Pmsecutlon [R-z]‘

37 CFR A 615 Su.tpen.fwn af ex parte prasecunan. (a) When an in-
terference is’ declared, ex parte prosecutlon of an appheatlon ine
volved in ‘the ‘interference is ‘suspénded. - Amendments and other
papers related: to the application received durmg pendency of the
interference will -mot be entered or considered .in the interference
without thc consent of an exammer-m-chxef -

(b) Ex parte prosecution as to specnf ed matters may be contlnued
concurrently with the mterference w1th the consent of the examm-

r-m-chlef -

The treatment of amendments ﬁled dunng an inter-
ference is considered .in detail in § 2364. . .

Ex parte . prosecution of an: appeal under 37 CFR
1.191 may. proceed concurrent]y with an  interference
proceeding involving the -same - application with - the
consent of the examiner-in-chief provided :the. primary
examiner - who forwards the: appeal. certifies, in: a
memorandum to be placed in the file, that the subject
matter of the interference does not conflict with the
subject matter of the appealed -claims. The approval
of the examiner-in-chief in charge of the interference
must be obtained before undertaking any concurrent
prosecution of the application

231501 Suspenswn—Overlapping Applications
[R-2]

Where one of several applications of the same in-
ventor or assignee which contain overlapping claims
gets into an interference, the prosecution of all the
cases not in the interference should be carried as far
as possible, by treating as prior art the counts of the
interference and by insisting on proper lines of divi-
sion or distinction between the applications. In some
instances suspension of action by the Office cannot be
avoided. See § 709.01.

Where an application involved in an interference in-
cludes, in addition to the subject matter of the inter-
ference, a separate and divisible invention, prosecu-
tion of the second invention may be had during the
pendency of the interference by filing a divisional ap-
plication for the second invention or by filing a divi-
sional application for the subject matter of the inter-
ference and moving to substitute the latter divisional
application for the application originally involved in
the interference. However, the application for the
second invention may not be passed to issue if it con-
tains claims broad enough to dominate matter claimed
in the application involved in the interference.

From Paragraph 11,16
REJECTION BASED ON COUNT OF AN INTERFERENCE

1f'

The, rejection of claim [1] above based upon count 12].of Interfer.
ence No. [3], to which applicaat is & party. isa provmoml rejec
tion for the purpose of resolvmg all remaining issues in this applica-
tiom. - The provisional. assumption. that the .count.is prior art under
35 U.S.C. 102(3) against. this. application may. of- may not be-true,
apd. prosecution in this case will be suspended pending final deter-.
mimtion of priority; in the«interferenee_. if and: when no:other issues.
. Examiner Note

“This’ paragraph must fotlow all re_)ecnons under B UscC. '
102 or 103 using the count of an mterference as prior art. :
2. This paragraph is apphcable ‘only to an appllcatxon that is
,commonly owned by a party m the mterference but is #ot in-
~velved in ‘the interference.

R

Form nguph ll 17

'SUSPENSION OF PROSECUTION PENDING OUTCOME OF.

INTERFERENCE

The outcome of mterference No. [1] has a material bearing on the
patcntabtllty of the claims in this application. Prosecution in this ap-
plication is SUSPENDED pendmg a final judgment in the interfer-
ence..

Applicant should call this case up for actién upon termination of
the interference.

Ezeminer Note:

- This: paragraph should only ‘be used in an application - that is
mt in the interference but is commonly owned by one of the pas-
- ties thereto.

2316 . Sanctions For Failure to Comply With
Rules or Order [R-2]

37 CFR 1. 616 Sanctions for fadure to comply with rules or order.
An exsminer-in-chief or the Board may impose an appropriate sanc-
tion against a party who fails to comply with the regulations of this
part or any order entered by an examiner-in-chief or the Board. An
appropriate sanction may include among others entry of an order:

(2) Holding certain facts to have been established in the interfer-

ence;

() Precluding a party from filing a motion or a preliminary
statement;

(c¢) Precluding a party from presenting or conlestmg a particular
unsue,;

{d) Precluding a party from reguesting, obtaining, or opposing
discovery; or

{e) Granting judgment in the interference.

Section 1.616 permits an examiner-in-chief or the
Board to impose appropriate sanctions against a party
who fails to comply with the rules or with an order
entered in the interference. Paragraphs (a) through (e)
of §1.616 set forth some of the possible sanctions
which can be entered. The particular sanction to be
entered will depend on the facts of a given case and
ordinarily will not be entered prior to giving the af-
fected party an opportunity to present its views. An
individual examiner-in-chief cannot impose a sanction
granting judgment inasmuch as entry of a judgment
requires action by the Board. See § 1.610(a). A party
desiring sanctions imposed against an opponent can
move under § 1.635 for entry of an order imposing
sanctions.

For examples of cases where sanctions are warrant-
ed, see Woods v. Tsuchiya, 207 USPQ 228 (Comm’r.
Pat. 1979) and Tezel v. Bellantoni, 188 USPQ 688
(Bd.Pat.Int. 1975).
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231_7{ Summary Judgment Agamst mﬁmt

R-2] .

37 CFR 1617 Summary jlldgmenl‘ agamst applmc (a) An emm-?
iner-in-chief ‘shall' review any ‘eviderice filed by an ‘applicant under
§ 1.608(b) to détermine if the applicant s prima facie entitled to-a
_ Ju.dgment relgtive’ to the patentee.: If ' the ‘examiner-in-chief deter-:
mines that the evidence shows the applrcant*ls prima facie entitled.

toa Judgment relative to the patentee, the interference shall, pro-
ceed in the normal manner under the regulations of ‘this® ‘part. If in
the opinion of the examiner-in-chief the evidence fails to show that
the applicant. is prima. faae entitled 10 a judgment relative to the
patentee, the. exammer-m-chxef shaﬂ concurrenﬂy wrth the notice
declarmg the mterl'erenee, enter an order statmg ‘the. reascms for the
opinion and directing the applicant, within a_time set in the order,

to show cause why summary judgment should not be entered

against the applicant.

(b) The applicant may file a response to the order and srate any‘

réasons ‘why summary jedgment should not be ‘entered.” Any -re-

quests by the applicant for a hearing before the Board. shall ‘be:

made in the response. Additional evidence shall not be pmemed by
the applicant or ‘considered by the Board'- unless the applicant
shows good cause why any addmonal evidence" was not’ mmally

presénted with the evidence filed inder § 1.608(b). ‘At ‘the fife an’

applicant files a response, the applicant shall serve on each oppo-
nent 2 copy of any evidence filed under § 1.608(b) and this para-

grah

(c) If a response is not timely filed by the applrcant, the Board

shall enter a final decision granting summary judgment agaiast the
applicant. ,

-1 (d) 'If"a ‘response ‘is timely filed by: the-applicant, all opponents
may file a statement within a time:set by:the examiner-in-chief. The
statement may set forth views as to why summary judgment should
be granted against the applicant, but the statement shall be lumted
to ‘discussing Why- all the evidence presented by’ the: ‘applicant 'does
not overcome the reasons given by the examiser-in-chief for issuing
the order to show cause. Evidence shall not be ﬁled by an oppo-
nent. An opponent may not request hearing.

{e) Within 2 time authorized by’ the examiner-in-chief, an applr-
cant may file 4 reply to any statement filed by any opponent.

{f) When more than two parties are involved in an interference,
all partres fiiay paruclpate in summary Judgment proceedmgs under
this section.

(g) If a response by the applicant is tlmely ﬁled the examiner-in-
chief or the Board shall decide whether the evidence submitted
vnder § 1.608(b) and any additional evidence properly submitted
under paragraph (b) of this section shows that the applicant is
prima facie entitled to a judgment relative to the patentee. If the
applicant is not prima facie entitled to a judgment refative to the
patentee, the Board shall enter a final decision granting summary
judgment against the applicant. Otherwise, an interlocutory order
shall be entered authorizing the interference to proceed in the
normal manner under the regulations of this subpart.

(h) Only an applicant who filed. evidence under § 1. 608(b) may
request a hearing. If that applicant requests a hearing, the Board
may hold a hearing prior to entry of a decision under paragraph (3]
of this section. The examiner-in-chief shall set a date and time for
the hearing. Unless otherwise ordered by the examiner-in-chief or
the Board, the applicant and any opponent will each be entitled to
no more than 30 minutes of oral argument at the hearing,

Section 1.617 provides for summary judgment pro-
ceedings in those cases where a junior party applicant
is required to file evidence and an explanation under
§ 1.608(b). To avoid summary judgment, the junior
party applicant must establish that it is prima facie en-
titled to judgment relative to the senior party patent-
ee. For the most part, practrce under § 1.617 will be
the same as the previous practice under 37 CFR
1.228. The major changes from the previous practice
are the followmg

(1) A prima facie case can be based on patentability

as well as priority.

{2y Asstricter standard will be imposed for present-:
ing additional .evidence .after entry of .an order to:
show. - cause. : Under. previous. . practice . (37 . CER
§.1. 228 BOW. deleted), -additional . evrdence could be.
submitted. with a response to.an. ordet to; show, cause.

“when a showing in excuse of ... {its} omission from
the original” showing, 1s,made The “good cause”
showmg reqmred by §] 617(b) 1mposes a stricter
standard than was required under the | prior. rules. 'I‘hej
stricter standard is considered necessary in order to
ericourage’ applicants copying:claims:from apatent to
better _prepare their initial showings under § 1.608(b).
Under previous practice, the Board of Patent Interfer-
ences found that substantial time was. lost in.issuing
orders to-'show cause ‘based: on an - inadequate -initial
showing only to have ‘an ‘adequate’ showmg ‘made
with the response to- ‘the order to show cause. Under
the “good cause” Standard ignorance by a party or
counsel of the provisions of thé rules or the substan-
tive reqmrements of the law w1li not constltute good
cause. i

(3) When an’ mterference mvolves ‘more- than two
partles, ‘all ‘opponents are: permitted- to participate’in
summary. ' judgment: proceedings.: Thus,the: revised
rules overrule:Chan: v Akiba'v.. Clayton, 189 USPQ
621 (Comm’r!: Pat. '1975)./ - ¢

: (4) Previously,:an’ appllcant had to ﬁle two copres
of its initial showmg under 37.CFR §1.204(c). Under
§1.608(b), ‘a'party need 'only file one .copy: of ‘the
showing. However, any party: respondmg ‘to-an order
to- show cause must serve a .copy: of iits initial showing
under: § 1.608(b) with: any response to ithe order to
show cause.

(5) A single exammer-m-chref may order an inter-
ference to proceed ‘after ‘issuance of ‘an’ order to ‘show
cause under § 1.608(b) and the filing of a response by
an applicant under § 1.617(b).. Only the Board, how-
ever, may enter. a summary judgment. See § 1.617(b).

Any opponent may .attack the sufficiency of an ap-
plicant’s showing under § 1.608(b) when that showing
is presented as evidence under §1.672. In. summary
judgment proceedings, all an applicant need do is
make out a prima facie case. If the interference is al-
lowed to proceed in the normal manner, the applicant
must prove priority by a preponderance-of evidence
(when the application and the patent are copending)
or beyond a reasonable doubt (when the application
was filed after the patent issued). . Manifestly, the
burden in summary judgment proceedings is not as
strict as the burden in proceedings following summary
judgment. Breuer v. DeMarinis, 558 F.2d 22, 28, 194
USPQ 308, 313 (CCPA 1977) and Schwab v. Pittman,
451 F.2d 637, 640, 172 USPQ 69, 71 (CCPA 1971).

The second sentence of §1.617(d) is intended to
make clear that opponents may file statements in re-
sponse to an applicant’s “response,” but the statement
“shall be limited to discussing why all the evidence
presented by the applicant does not overcome the rea-
sons given by the examiner-in-chief for issuing the
order to show cause.” The PTO does not intend to
expand summary judgment proceedings into a “mini-
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interference.” ‘An applicant presents evidence under
§ 1.608(b). If the examiner-in-chief finds that evidence
insufficient, an order t6 show cause. statmg reasons for

the insufficiency. is issued, An applicant. may. respond

and,: if -appropriate, - file: “addxtlonal evidence.”’: The.
PTO _mtends fo be rather strict in permitting the ﬁlmg‘
A fter the’ apphcant responds ' (with-
or. wrthout faddmonal evidence), any opponent may

file & statement. In the statement; the. -opponent should
be free to comment on all thé evidence (original and
additional) which the applicant presents. Compare In
re Plockinger,- 481 F.2d 1327, 179 USPQ 103 (CCPA

1973). Under. § 1.617(d) the opponent may not urge a.

rationale for summary. judgment. which does mnot
appear in the order to show cause issued by the exam--
iner-in-chief. Hawever, it is not the PTO’s intent.to
interpret § 1.617(d) in’the narrow manner the Court
of Customs and Patent Appeals interpreted’ 37 CFR
§ 1.204(c) in Kahl v. Scoville, 609 F.2d 991, 995-996,
203 USPQ 652, 656 [headnote 6] (CCPA 1979). An
example. will dlustrate how the PTO intends to mter-‘
pret § 1.617(d).
Example. An apphcant copies claims from ‘a patent and is re-
--quired' to sobmit & showing under §1.608(b). Upon review of the
showing under § 1.608(b), the examiner-in-chief concludes that
- the 'showing fails to make out a prima jocie case of prigrity, be-

cause applicant has failed to show an actual reduction to prac-

‘tice.' Applicant files a response and includes additional’ évidence
which purports to show an actual reduction to practice. The pat-
entee: then files a statement in which two arguments are made.
First, patentee argues that the additional evidence has not: been:
properly. authenticated. Second, patentee argues that even if appli-
cant has shown an actual reduction to practice, summary judg-~
- ment: is nevertheless appropriate because applicant suppressed
and concealed after the actual reduction to practice. The first ar-
gument - is proper, but the second argument is not. A patentee
may comment on the sufficiency of the applicant’s evidence.
Fairness, however, dictates that summary judgment be granted
only after fair notice in the order to show cause, Accordingly,
summary judgment will not be based on a rationale raised by a
patentee in & statement which does not correspond to the ration-
ale used by the examiner-in-chief in the the order to show cause.

Once summary judgment proceedings have con-
cluded, an interference will proceed “in the normal
manner.” The change is intended to codify the deci-
sions in Walsh v. Sakai, 167 USPQ 465 (Comm’r.Pat.
1967) and Ing v. Chtau, 207 USPQ 321 (Comm’r.Pat.

1979).
2318 Return of Unauthorized Papers [R-2]

37 CFR 1618 Return of unauthorized papers. (a) The Patent and
Trademark Office shall return to a party any paper presented by
the party when the filing of the paper is not authorized by, or is
not in compliance with the requirements of, this subpart. Any paper
returned will not thereafter be considered by the Patent and Trade-
mark Office in the interference. A party may be permitted to file a
corrected paper under such conditions as may be deemed appropri-

ste by an examiner-in-chief.
(b) When presenting a paper in an interference, a party shall not

submit with the paper a copy of a paper previously filed in the in-
terference.

Under § 1.618, the PTO has authority to return to a
party any paper presented in an interference which is
not authorized by, or is not in compliance with the
requirements of, Subpart E of the Rules of Practice.
When an improper paper is filed, a party may be

2322+

given an opportunity -to.file a - proper paper .under
such conditions-as an examiner-in-chief may deem ap-:
propriate. Two -examples of improper papers are: (1)
replies i to replies :which are: not: authorized by .the.
rules- and :(2): papers  presented which have attached
thereto a paper prevrously filed'j in the interference.

2312 Prelrmmary Statement. Time for Fllmg_
o IR=2) |
37 CFR 1 621 Prehmmaly statemenl, mne far f Img. nwm:e of f Img
(a) Within the time set for filing preliminary motions under § 1.633,
each party may file a preliminary statement. The preliminary state-
ment may be signed by any individual having knowledge of the
facts recited therein or by an attorney oragent of record.

() When a ‘party files a preliminary statemeént, the party shall’
also srmultaneously file and serve on all opponents in the interfer-
erice a notice stating that a preliminary statement has been filed. A
copy of the preliminary statement need not be served until ordered
by an examiner-in-chief.

-Sections 1.621 through 1.629 govern preliminary
statements which continue to be _required in interfer-
ence cases.

~Under - § 1.621, -a preliminary statement can be
srgned by any " individual ‘having' knowledge of the
facts (e.g., the inventor) or by an attomey or agent of
record, Permitting an attorney or agent of record to
sign-.a preliminary- statement - eliminates unnecessary
mailing of papers between partres and therr attorney
or agent.

A prehmmary statement serves several useful pur-
poses ‘in an interference: (1) it serves to limit a party’s
proofs as to time, (2) it serves as a vehicle for permit-
ting the examiner-iri-chief or the Board to issue orders
to show cause in those cases where it would be futile
to take testimony, and (3) it serves as notice to an op-
ponent of the case which is alleged by a party. Under
the rules the issues which: will be raised and decided
by the Board at final hearing are made known during
the interlocutory stage through (a) the preliminary
statement, (b) motions under § 1.633 and decisions
thereon, and (c) notices under §1.632 of a party’s
intent to argue abandonment, sup_pression, or conceal-
ment. .

. The preliminary statements must be filed within the
time set for filing preliminary motions, and the oppos-
ing parties notified of their filing. However, they are
not served until ordered by the examiner-in-chief,
after preliminary motions (if any) have been decided.

2322 Preliminary Statement, Invention Made by
Who and Where [R-2]

37 CFR 1.622 Preliminary statement, who made invention, where in-
vention made. (8) A party’s preliminary statement must identify the
inventer who made the invention defined by each count and must
state on behalf of the inventor the facts required by paragraph (a)
of §§ 1.623, 1.624, and 1.625 as may be appropriate. When an inven-
tor identified in the preliminary statement is not an inventor named
in the party’s application or patent, the party shall file a motion
under § 1.634 to correct inventorship.

(b) The preliminary statement shall state whether the invention
was made in the United States or abroad. If made abroad, the
preliminary statement shall state whether the party is entitled to the
benefit of the second sentence of 35 U.S.C. § 104.
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~Under §:1.622, the: preliminary statement must iden-
tify: the inventive entity: who:made the invention de-
fined by each count. If one-of the inventors incleded:
in the ‘inventive entity: identified inthe: prctiminary.
statement is-not an inventor named in the application.
or patent ifivolved. in the interference, a. motion under.
§1634 must. be drhgently ﬁled to correct mventor-,

ship.’

2323 Prehmmary Statement Inventmn Mmde m
United States [R-2]

37 CFR I 623 Prekmmary smtement .invention made in Umtedr
States. (a) When-the invention was made in the United States or a-
party is entitled to the benefit of the second sentence of 35 U.S.C..

§ 104, the preliminary statement must state the followng facts as to
the invention defined by each count:

(1)-The. date on which the fi rst drawmg of the mvcnuon was
made. -
@ The date on which the first written descnpmm of the in-
vention was made.

- (3) The date on which the invention was first disclosed by the
mventor to another person..

(4) The daté on which the mventron was first concewcd by the

inventor.

- (5) The date on which the invention was first: actuany reduced '
to practrce. If the invention. was not actually. reduced. to practice by.

or on behalf of the inventor pnor to the party s fi lmg da'te, tbe pre-:
hmmary statement shall so state.
(6) The date after the inventor's conception’ of tha& invention’

vwhen -active ‘excercise of reasonable: diligence toward reducmg the:

invention to practice begam. .- .

() If a party intends to prove derwatlon, the prehmmars state-
ment must also comply with § 1.625.

(c) When & party alleges unider paragraph (a)}{(1) of this section
that a drawing was made, & copy of the first drawing shall be filed
with.and identified in the preliminary statement. When a party. al-
!eges under paragraph (a}2) of this section that a written descrip-
tion of the invention was made, a copy of the first written descrip-
tion shall be filed with and identified in the preliminary statement,
See § 1.628(b) when & copy of the first drawing or written dmcnp-
tion cannot be filed with the preliminary statement. .

Sections 1.623, 1.624, and 1.625 respectwely set out
the allegations which should be made in, and the at-
tachments which should accompany, a preliminary
statement when (1) the invention was made in the
United States, (2) the invention was made abroad and
was introduced into the United States, and (3} deriva-
tion by an opponent from a party is to be an issue.

2324 Preliminary Statement, Invention Made
Abroad [R-2]

37 CFR 1.624 Preliminary statement; invention made abroad.. (a)
When the invention was made abroad and a party inteads to rely
on introduction of the invention into the United States, the prelimi-
nary statement must state the following facts as to the invention de-
fined by each count:

(1) The date on which 2 drawing of the invention was first in-
troduced into the United States.

(2) The date on which a written description of the invention
was first introduced into the United States.

(3) The date on which the invention was first disciosed to an-
other person in the United States.

(4) The date on which the inventor’s conception of the inven-
ton was fisst introduced into the United States.

(5) The date on which an actual reduction to practice of the
invention was first introduced into the United States. If an actual
reduction to practice of the invention was not introduced into the
United States, the preliminary statement shall so state.

(6) The date after introduction of the inventor's conception
into the United States when active exercise of reasonable diligence

MANUAL OF PATENT EXAMINING PROCEDURE
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(¢) When 2 party allegés undér pumgraph (a)(l) of this - géction
that a drawing was introduced into the United States:a copy: of that.
drawmg shall be:ﬁled; with. and identified in the prelumrury state-,

United States a' copy ‘of that written ‘description shall be'filed ‘with-
andidentified “in ‘the: preliminary  statémest. See §:1:628(b) ‘when'a;
copy: of :.the, first drawinig ot first written description. mtroduced in’
the Umted Statcs cannot be ﬁled wrth the preliminary statement..

" Breuer v.: DéMaririis, 558 ‘F.2d 22,194 -USPQ 308'
(CCPA '1971), illustrates a“case where an ‘actual re-
duction to practrce abroad ‘was: mtroduced mto the
United States. - :

5

2325 Préhmmary Statement, Denvatron by an
Oppone

37 CFR 1625 Prehmmary statement, denvauom by an opponent (a)
When the invention-was made in.the United States or abroad and a
party intends, to prove derivation by ‘an opponent from the party,
the prelrmlnary statement must state the followmg as to the mven-‘
tion defined by each count: C

~ (1) The name of the opponent.. ~

(2) The datc on whrch the fi rst dmwwng of the mvenuon was
m&de

(3) The date on whlch the ﬁrst wntten dcscnptron of the in-
vention was made.: . .

(4) The:date on whrch the mvemxon WES ﬁrst drsclosed by the
mvcntor to-another person. )

(5) The date on:which the mventlon was ﬁrst concewed by the
inventor. ~. -
(6) The date on whrch the mventron was ﬁrst commumcated to
the opponent. - ‘

" (b) If a paity intends to: prove pnonty. the preliminary statement
must also comply with § 1:623 or § 1.624.

(c) When a party slleges under paragraph (a}(2) of this section
that a drawing was made, a copy of the first drawing shall be filed
with and identified in the preliminary statement. When a party al-
leges under-paragraph (a)(3) of this section that a written descrip-
tion of the invention was made, a copy of the first written descrip-
tion shall be filed with and identified in the preliminary statement.
See § 1.628(b) when a first drawing -or first written dcscription
cannot be filed with the prellmmary statement.

A party does not have to allege derivation in'a pre-
liminary statement where the party does not know
derivation occurred until the testimony period. Sec-
tion 1.625 requires a party to file a preliminary state-
ment when derivation is an issue. If derivation is not
known or discovered prior to the date the preliminary
statement is due, a party must move to amend the
preliminary statement and allege derivation promptly
after existence of derivation is discovered.

2326 Preliminary Statement, Earlier Application

37 CFR 1.626 Preliminary statement; earlier application. When a
party does not intend to present evidence to prove a conception or
an actual reduction to practice and the party intends to rely solely
on the filing date of an earlier application filed in the United States
or abroad to prove a constructive reduction to practice, the prelim-
inary statement may so state and identify the earlier application
with particularity.

Section 1.626 permits a party to file a preliminary

statement which states that the party only intends to
rely on the filing date of an earlier United States or
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' access (o any othe} "‘prellmmary statement fi Ied (see

E § 1.631(b)). Section. 1.626 permits a junior. party -who

' only intends to- rely on an earher applxcatlon to: have

o ing [R=2]
37 fore. filing, opemng

of statement. (a) The preliminary statement and copies of any. draw-

ing o written description.shall be. filed. i .in 2 Sealed envelope bearing.

only. the pame of, the party. filing the statement and the style (e.g.,
Jones v.. Smitk) and number of the mterference The. sealed enve-

lope should contain. only. the preltmmuy statement and coples of

any drawing or written description. If the prelnmnary statement. is
filed through the mail, the sealed envelope should be enclosed in an
outer envelope.. addressed to the Commmxoner of Patents and

Trademarks in accerdance wnth §L l(e)
{b) A prelumnary statement may be opened only at the duect:on

of an exammer-m-chxef

2328 Prehmmary Statement, Correctmn of Error
CIR2) . ,

37 CFR 1.628 Prehmmaty statement. correcnan af error.: (a) A ma-
terial error arising through: insdvertence or mistake: in connection
with ‘(1) 2 preliminary statement or (2} drawings or-a written de-.
scription submitted therewith or omitted thereform, may be. cor-:
rected:by-& niotion (§1.635) for leave to. file a corrected statement.
The motion shail be supported by an affidavit and shall show :that
the correction is essential to the ends of justice and shall be accom-
panied by -the corrected statement.. The motion shall be ﬁled as
soon as practical after discovery of the error.

(b) When a party cannot attach a copy of a drawmg or a written
description to the party’s preliminary - statement as required by
§§1.623(c), 1.624{c), or 1,625(c), the party (1) shall show good
cavse and explain in the preliminary statement why a copy of the
drawing or written description cannot be attached to the prelimi-
nary statement and (2) shall attach to the preliminary statement the
earliest drawing or written description made in or introduced into
the United States which is available. The party shall file a motion
(§ 1:635) to amend its preliminary statement promptly after the first
drawing, first written description, or drawing or written description
first introduced into the United States becomes available. A copy of
the drawing or written description may be obtained, where appro-
priate, by a motion (§ 1.635) for additional discovery under § 1.687
or during a testimony period.

Section 1.628 sets out how an error in a prellmmary
statement may be corrected. )

Section 1.628(b) covers the possibility that a draw-
ing might not be available, e.g., a drawing de.troyed
in “a fire.,” Section 1.628(b) permits a party to allege a
date when a first drawing or first written description
was made in those circumstances where the first
drawing or first written description is not available.
The party is required (1) to show good cause and ex-
plain in the preliminary statement why a copy of the
drawing or written description cannot be attached to
the preliminary statement and (2) attach to the prelim-
inary statement the earliest drawing or written de-
scription made in or introduced into the United States
which is available. The party is also required to file a
motion to amend its preliminary statement promptly
after the drawing or written description becomes
available. It is the PTO’s intent by the amendment to
§ 1.628(b) to overrule the holding of headnote [1] of
Reddy v. Davis, 187 USPQ 386, 388 (Comm’r Pat.

1975).

2329 - Preliminary Statement,Effeet@f[R—Z] Sl

. preliminary. statement or (2), complianc

2327. . Preliminary :Statement, Sealmg andOpea-

2338 -

37 CFR'1.629 Effect of preliminary siaterent. (a) A pérty shall be
strictly held' to ‘any- Me alleged ‘in the preliminary m:ement.;

e ‘with formal requirements
will be resolved against the-party filing ‘the statement by restricting;
the party to ilie earlier of its filing date or effective filing date or'to’
the Jatest date of 'a period alleged: in: the . prelmuwy statement 'as;
may. be appropriate. A party may not correct a, preliminary state-.
ment except as prowded by §1.628. .. :
(b) Ev:dence which’ shows ‘that an act a]leged in the prehmmary-
statement ‘ccurred prior €6 the ‘date alleged i the statement ghall
establish only the act occurred as-early as the:date alleged in the
statement.
“{e) If & party does not file & preliniiniary:statement, the party:. -
(1) shall be restricted to the earlier of the party's filing, d.ate or
effective filing date and
(2) ‘will not be pertiitted to prove that:
@ the party made the mventxon pnor to the pm-tys filing
date or’
(i) any 6pponent denved the ‘invention from the party.-
(d) lf a party files & preliminary statement which cosntsins an alle-
gation of ‘& date of fi rst drawing or first written description and the:
party does not file a copy ‘of the: first drawing-or written descrip-
tion . with -~ the ~preliminary statement. as’ required’ by §:1.623c),
§ 1.624(c), or § 1.625(c), the party will be restricted to the earliér-of
the party’s filing date or effective filing date as to that allegation
unless the party complies 'with §1. 628(b). The content of any draw-
ing o Wiitten description ‘submitted ‘with & preliminary. statement
will not normally.bé evaluated or considered by the Board. . .. ..
. {€) , A.-preliminary. statement shall not . be used as ewdence on
behalf of. the party ﬁlmg the statement

. Section. 1.629. sets out the effect of a prehmmary
statement. -A party who fails to ﬁle a preliminary
statement . will not be permitted to prove (1) that the
party made the invention defined by a count prior to
the party’s filing date or (2) that an opponent derived
the invention from the party.

2330 ' Reliance on Earlier Apphcatlon [R-Z]

37 CFR 1. 630 ReI:am:e on earlier application. A party shall not be
entitled to rely on the filing date of an earlier application filed in
the United States or abroad unless (a) the earlier application is iden-
tified (§1.611(c)5)) in the notice declaring the interference or (b)
the party files a preliminary motion under § 1.633 seeking the bene-
fit of the filing date of the earlxer application.

2331 Preliminary Statement Access [R-2]

37 CFR L.G3I Access to preliminary statemeént, service of prelimi-
nary statement. (a) Unless otherwise ordered by an examiner-in-
chief, concurrently with: entry of a decision by the examiner-in-
chief on preliminary motions filed under § 1.633, any preliminary
statement filed under § 1. 621(a) shall be opened to inspéction by the
senior party and any junior party who filed a preliminary state-
ment. Within a time set by the examiner-in-chief, a party shall serve
a copy of its preliminary statement on each opponent who served a
notice under § 1.621(b).

(b) A junior party who does not file a preliminary statement shall
not have access to the preliminary statement of any other party.

(c) If an interference is terminated before the preliminary state-
ments have been opened, the preliminary statements will remain
sealed and will be returned to the respective parties who submitted

the statements.

Under § 1.631, preliminary statements normally will
be opened for inspection when an examiner-in-chief
decides preliminary motions filed under §1.633. A
Jjunior party who does not file a preliminary statement
is not entitled to 2ss to a preliminary statement of
any other party{/V>den an interference is terminated
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before preliminary’
nary statement. which has been filed. will -be returned

unopened to the party who submrtted the statement ‘
ale : i ' mi-:

: prehmmary statement ﬁled

8§ 1:631(b).. However, a junior party is only. requxred' to\

serve a senior party who files a statement. -

2332 Abandonment, Suppressron or. Concealment
- to be Argued [R-2] '

37 CFR 1.632 Notice of intent 1o. argue abandonnient, ,.t-upp_resrion‘

or concealment by apponent. A notice shall be.filed by 2 party who
intends to argue that an opponent has abandoned, suppressed, or
- concealed. an actual reduction to practice (35 U.S.C. §102(g)). A
party will not-be permitted to argue abandonment, suppression, or

concealment by an opponent unless the notice is timely frled.;Unless.

authorized otherwise by .an examiner-in-chief,. a notice is tlmely‘
when filed within ten (10) days of the close of the testnnony-m-
cb:ei of the.opponent. .

Under §1632 a notrce must be flled by a party_

who mtends to argue. that: an opponent ‘abandoned,
suppressed, ‘or concealed an actual reduction to prac-
tice. 35 U.S.C. 102(g). A “party will not be pemntted
to brief (§ 1.656) or argue at final hearmg (§ 1.654)
that an opponent abandoned, suppressed, or concealed
an’ actiial teduction ‘to practice unless the notice is
timely filed. A motice is timely if filed within -ten (10)
days after the close of the testimony-in-chief peﬂod of
an opponent. Whilea party has the burden of proving
that an opponent abandoned, suppressed, or con-
cealed, the burden may be discharged on the basis of
the opponent’s evidence alone. Shindelar v. Holdeman,
628 F.2d 1337, 207 USPQ 112 (CCPA 1980). See also
Correge v. Murphy, 705 F.2d 1326, 217 USPQ 753
(Fed. Cir. 1983); Horwath v. Lee, 564 F.2d 948, 195
USPQ 701 (CCPA 1977); and Peeler v. Miller, 535
F.2d 647, 190 USPQ 117 (CCPA 1976). Under previ-
ous practice ‘where notice was not reqguired, it was
possible that a party might learn for the first time that
abandonment, suppression, or concealment was an
issue when the party received an opponent’s brief at
final hearing. See Klug v. Wood, 212 USPQ 767, 771
n. 2 (Bd.Pat.Int. 1981). At that point, it was often too
fate to reopen proceedings in the interference. The
purpose of requiring the notice under §1.632 is to
make the parties and the Board aware during the in-
terlocutory stage of an interference that abandonment,
suppression, or concealment may be an issue in the in-
terference. Early notice permits the parties to ask for
and the examiner-in-chief to set appropriate testimony
periods for a party to present evidence related to
abandonment, suppression, and concealment, particu-
larly in those cases where long unexplamed delays
tend to prove the allegation of suppression or con-
cealment. Early notice also eliminates the need for the
party moving to reopen the testimony period. Klug v.

Wood, supra.

atements ‘are’ opened; wny prehnn-f
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2333 Preliminary Motions [R-Z]

37 CFR 633 Prellm_ ary Mauons. A
mg prelnninary motions:© o

“{a) ‘A motion for judgment: on ‘the: ground that ‘an opponent's
claim’ corresponding:-to-a count is not patentable to the opponent.
In determining a smotion filed. under this patagraph, & claim may be
construed by reference to the prior art of record. A ‘motion undeér
this paragraphishall :not:be based on: (l) priority:of inverition of the
subject matter of a count by the moving party as apainst any Oppo-
nent or (2) derivation of the subject matter of a count by an oppo-
nent from the’ moving party: See § 1.637(a)

(b)Y A motion for' judgment ‘on’ the ‘ground that there is no mter-
ference-in-fact. A motion under this paragraph is proper only if: (1)
the interference involves'a desrgn appln:atron or' patent or a plant
apphcatron or patent or'(2) no claim of & party ‘which corresponds
to acount i§ identical to any claim: of an opponent whlch corre-
sponds to that' count. See § 1. 637(a)

(c} A motlon to ‘redefine the’ mterfermg subJect matter by (1)
adding or ‘substituting a count, (2) amendmg an applleatron claim
corresponding to a count or adding a-claim in the moving party’s
apphcatlon to be desrgnated to ‘correspond to a count, (3) designat-
ing an application or patent claim to correspond to a count, {4} des-
ignating an apphcatlon or. patent claim as not corresponding to &
count, or (5) requiring 2n opponent who is an appllcant to- add a
claim and to demgnate the clalm to correspond to a count. See
§ 1.63%(a) and-(c). -

~{d}-Amotion:to- substltute a: drfferent apphcauon owned by &
party: for an appllcatlon mvolved in- the mterference See § 1.637 (a)
and (@) e

(e) A rnotlon to declare an addmonal mterference (l) between an
additional. application not involved: in the interference and owned
by:a party and an opponent’s application or: patent involved in the
interference or:(2) when an interference involves three or more
partles, between less than . all applications and:any ‘patent. involved
in the interference. See § 1.637 (a) and (e).

() ‘A motion to be accorded the benefit of the filing date of an
earlier application filed in' the United States or abroad. See §1.637
(a) and (f).

(g) A motion to attack the benefit accorded an opponent in the
notice declanng the interference of the filing date of an earlier ap-
plication filed in the United States or abroad. See § 1.637 (2) and
()

(h) When a patent is involved in an interference and the patentee
has on file or files an application for reissue under § 1.171, a motion
to add the application for reissue to the interference. See § 1.637 (a)
and (h).

(i} When a motion is filed under paragraph (a), (b), or (g) of this
section, an opponent, in additior to opposing the motion, may file a
motion to redefine the interfering subject matter under paragraph
(c) of this section or a motion to substitute a different application
under paragraph (d) of this section.

(i) When a motion is filed under paragraph (cX1) of this section
an opponent, in addition to opposing the motion, may file a motion
for benefit under paragraph (f) of this section as to the count to be
added or substituted.

Under § 1.633, a party may file preliminary motions
for judgment, to redefine the interference, to substi-
tute a different application in the interference, to de-
clare an additional interference, to be accorded the
benefit of an earlier application, to attack benefit pre-
viously accorded an opponent, or to add a reissue ap-
plication to the interference. The motions are called
“preliminary motions” in order to distinguish the mo-
tions from other motions which might be filed during
the course of an interference. The preliminary mo-
tions replace motions authorized by former 37 CFR
§ 1.231, now deleted.

It was particularly important, under previous prac-
tice, to review one’s proofs in advance and bring such
motions under 37 CFR 1.231 as might be necessary to

'y‘ﬁte the fonow ,
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‘conform ‘the: counits to the proofs’ and ‘to-avoid post-
interference estoppel. 'See Torchin, The Pitfall of In-
Vrerferem:e ‘Practice: 37 CFR 1231, 60 JP.O.S. 579
{1978). Closeattention: to ‘the’ prehmmary ‘motions-is
even ‘more necessary under: the ‘new rules, in view:of
the more: strlngent estoppel provisions imposed ‘by37
CFR 1. 65 ), drscussed below in the “Fmal Heanng”
section.: - i

Umder §1 633(a), a party can' ﬁle a motlon for Judg-
ment on the ground that an opponent’s claim_corre-
sponding to a count is unpatentable t "the opponent.
With two exceptions, unpatentability can be based on
prior art (35°U.S.C. 102, 103), insufficiencyof disclo-
sure (35 U.:S.C. 112, first paragraph), indefiniteness of
claims (35 U.S.C. 112, second paragraph), double pat-
enting, estoppel or ‘any other ground’which would
support a holding ‘that claims corresponding  to- a
count are not patentable. The two:exceptions are (1)
priority of invention of the subject matter of a count
by the moving party as against any opponent and (2)
derivation-of the subject matter of 2 'count by the.op-
ponent from the moving party.: The two exceptions
are directed to issues which are’traditional *‘priority”
issues, e.g., which inventor made ‘the invention_ de-
fined by a count ‘first or, when deérivation is an lssue,
who made the invention: Resolution of those “priori-
ty” issues alinost always requires ‘the: taking ‘of testi-
mony. A motion for judgment, however, is proper
when a party believes an individual not mvo]ved in
the interference made the invention defined by the
count prior to an’ opponent in the interference, but
subsequent to the moving party. Thus, a patentablhty
issue, such as that raised under 35 U.S.C. §102(g) in
Sutter Products Co. v. Pettibone Mulliken Corp., 428
F.2d 639, 166 USPQ 100 (7th Cir. 1970), can properly
be raised with a motion- for judgment: under
§ 1.633(a). Derivation by an opponent from an indi-
vidual not involved in the mterference can also be
raised under § 1.633(a).

Under § 1.633(b), a party can move for a judgment
when the party believes there is no interference-in-
fact. A motion for judgment on the ground of no in-
terference-in-fact is only proper under one of three
conditions: (1) when an interference involves designs,
(2) when the interference involves plant applications
or a plant application and plant patent, or (3) when no
claim of a party which corresponds to a count is iden-
tical to any claim of an opponent which corresponds
to that count. An example illustrates when a motion
under § 1.636(b) is proper.

Example I. Application AD contains patentable claim 1 (6-cyl-
inder engine). Application AE contains patentable claim 3 (8-cyl-
inder engine). An interference is declared with a single count (6-
or 8-cylinder engine). Claim 1 of application AD and claim 3 of
spplication AE are designated to correspond to the count. Appli-
cant AD believes that a 6-cylinder engine is a “separate patent-
able invention™ (see § 1.601(n)) from an 8-cylinder engine. Appli-
cant AD can file 2 motion under § 1.633(b) for a judgment on the
ground of no interference-in-fact stating why a 6-cylinder engine
is patentably distinct from an 8-cylinder engine. If the Board ulti-
matcly agrees with applicant AD, a patent can issue fo AD con-
taining claim 1 of application AD and a second patent can issue
to AE containing claim 3 of application AE.

INTERFERENCE' & 100 o s 12333 ¢

:Under-§1.633(c), 'a party may move to redefine
mterfermg subject matter. On¢: way to redefine inter-
fering mb}ect matter is to: add ‘or: substitute a-count.
Whien a party seeks to-add ‘a count, the:party is re-
quired to demonstrate. that-the proposed count:to:be
added is directed to ' “separate ‘patentable: mventron"
from every other count in: the interference.: i

“ A" -motioni’ may be filed" to “amend ‘an apphcatlon
claun which has already been designated to corre-
spond‘to a° “count. See - §1633(c)(2) ‘Such ‘a ‘motion
may be filed' when ‘a party believes an appllcatlon
claim designated to' correspond to a count is unpatent-
able and the amended clalm 1s beheved to be patent-
able.

An appllcant may move to add a clalm to the appll-

h Du

added to,eorrespond to ‘a count "See §1. 633(c)(2)
Such a motron may be t'rled when the apphcant dis-

Example 2. Appllcatlon AF contams patentable clalm 1
;,:.(engme) Patent K. contains claims 3 (engme) and 5 (6-cylmder
‘engine). Clarm 1 of appllcatlon 'AF and claim 3 of patent K are
dwgnated 10 correspond 10- the count. Applrcant AF believes a

6-cylinder’ enginé - is “the .'“same  paténtable ‘invention” (see

. 8'1:601(n)) as enpine. Applicant -AF .can file a2 -motion ender
- § 1:633(c)(3) to designate claim 5 of patent K as corresponding to

the count. If the motion is granted and applicant AF prevails in
the interference, judgment will be entered against patentee K and
both claims 3 and 5 of patent K will be cancelled under 35

US.C. §135(a).

Example 3. Apphcatlon AG contams patentable claim 1
(engine). Patent L conteins claims 3 (engine) and 5 (8-cylinder
engine). An interference is declared with one count (engine).
Claim 1 of application AG and claims 3 and 5 of patent L are
designated to correspond to the count. Patentee L believes that
an 8-cylinder engine defines a “separate patentable invention™
(see § 1.601(n)). from engine. Patentee L should. file a motion
under § 1. 633(c)}4) to des:gnate claim 5 of patent L as “not cor-
respondmg" to the count. If the motion is granted and an adverse
judgment is entered against patentee L, only claim 3 will be can-
celled from the patent pursuant to 35 U.S.C. § 135(a).

A motion to redefine the interfering subject matter
may also request that an opponent who is an applicant
be required to add a claim to the opponent’s applica-
tion and to designate the claim to correspond to a
count. See § 1.633(c)(5). Such a motion may be filed
when a party sees that the opponent discloses, but
does not claim, subject matter which the party be-
lieves should be involved in the interference.

Section 1.633(i) continues the previous practice
(from 37 CFR § 1.231) of allowing a party to move to
redefine the subject matter of the interference or sub-
stitute a different application when an opponent
moves for judgment (see § 1.633(a) and (b)) or to
attack benefit (see § 1.633(g)).

Paragraph (j) of § 1.633 permits an opponent to
move for benefit when a party moves to add or sub-
stitute a count. Thus, when a motion to add a count is
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~ ﬁledbyapartyandanoppmwmwantsbencﬁtofan
- earlier application: in- the event - the motion t¢; add- is
" granted, :thei‘opponent i should file.a motion under
§ 1.633(j) to - be accorded benefit. The mere fact-that
- the opponent_had, been accorded benefit of an earlier
“application. when. the interference  was: declared. does
not mean the.opponent will be accorded benefit as-to
some other count - whrch may be. added ofl, motron of
-80IneE other party. gooo Y S T
. Section 1.633(e) ‘adc .
by the Court_of Customs, and Patent Appeals in Avery
v. Chase, (101 F.2d 205, 40 USPQ 343 (CCPA 1939),
cert. a'enwd, 307.U.S.-638 (1939)..

The following comment by the CCPA in 1ts opm-
ion.in Jn re Shimer, 69 F.2d 556, 558, 21 USPQ 161,
163 (CCPA 1934), accurately expresses the intent of
the PTO in promulgating §§1.633(e) and 1. 658(c)

" “It ' may be stated that this ru]e works no hard-

shtp to him who is drhgent in pursuit of 'his

rights. When an mterference is declared, the files

of his contestants ‘are open to him. He has full

ir disclosures and claims. So ad-

mes ‘his duty to put forward every

[Rule 1.633(e)] . . affords’ him

ity. If’ the’ nile be not enforced or

enforceable, then delays and litigation are greatly

- increased. It is quite obvious that the doctrine of

 estoppel, as applied in these cases, results in’ the

 better conduct of the business of the Patent [and
Trademark] Office and in the public good.”

- If a party believes that an opponent has committed
“‘fraud” or has engaged in “inequitable conduct,” the
‘party may file a motion under §1.633(a) for judg-
ment. Obviously, a motion for judgment on the basis
of “fraud” or “inequitable conduct” must make out a
case by clear and convincing evidence. The examiner-
in-chief has sufficient authority under the rules to pre-
clude a party from proceeding in an interference on a
baseless charge of “fraud” or “inequitable conduct.”
See also 37 CFR 10.23(c)(18).

2333.01 Preliminary Motions—Related to Appli-
cation Not Involved in Interference [R-2]

Whenever a party in interference bnngs a motion
under 37 CFR 1.633(d) or (e¢) concerning an applica-
tion not aiready included in the interference, the ex-
aminer-in-chief should at once send the primary exam-
iner a written notice of such motion and the primary
examiner should place this notice in said application
file.

The notice is customarily sent to the examining
group which declared the interference since the appli-
cation referred to in the motion is generally examined
in the same group. However, if the application is not
being examined in the same group, then the correct
examing group should be ascertained and the notice
forwarded to that group.

This notice serves useful and essential purposes, and
due attention must be given to it by the examiner
when it is received. First, the examiner is cautioned
by this notice not to consider ex parte, questions
which are pending before the Office in inter partes
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proceedings -involving the same :applicant. or .party. in
interest. Second, it the.. appltcatlon which- is. the sub-
pct of ‘the :motion is ‘in ‘issue and. the last. date. for
paying the issue-fee will not: permit. determmat;on of
the .motion, -it. will be necessary to withdraw. the- ap-
plication-from issue,: Third, if the . .application. contains

-an - affidavit: or’ declaration.. under: 37 CFR-1.131 or

1.608, this must be sealed because the opposmg partres
have access to the appllcatlon G

2333.02 ‘Preliminary Motions—Benef‘ t of Fm'-
i eign Filmg Date [R-2]

If a request for. the beneﬁt of a forelgn ﬁlmg date
nnder 35 U.8.C. 119 is.filed while an application is.in-
volveds:in.interference, the papers are:to be-placed in
the application file in the same manner as.amendments
received.during. interference, and-appropriate actlon
taken after the termination of the interference.. . .

A party who desiresito be accorded the benefit: of a
foreign filing date which: was not accorded in the dec-
faration papers should file a: motion. for benefit of that
filing date under.37 CFR-1.633(f)-and the matter. wrll
beconsxdered on an:inter partes basis.: ;1o :

23& Motlon to Correct Inventorshlp [R-2]

"37: CFR 1.634 Motion: to ‘correct mvemorsth. A rparty. may- ﬁle a
motion to (z) amend. its applicstion. involved: in. an interference to
eoarect mventorshlp as prowded by § 148 or (b) correct inventor-

of its patent involved i in an mterference as provnded in § 1. 324

See § 1. 637(3)

Section 1 634 authonzes a motlon to correct 1nven-
torship in an applxcatlon (see. § 1.48) or a patent (see
£ 1.324) involved in an interference.

A party who wishes to change the named 1nvent1ve
entity of its application or patent-involved in an inter-
ference must do.so by way of a motion under 37 CFR
1.634. ‘Such a motion must. be accompanied by the
items required by 37 CFR 1.48 (in the case of an ap-
plication) or 37 CFR 1.324 (in the case of a patent),
and is decided by the examiner-in-chief. If the pri-
mary examiner becomes aware that papers under 37
CFR 1.48 or 1.324 have been filed in an application
or patent, respectively, involved in an . interference,
the examiner should call them to the attention of the
examiner-in-chief in charge of the interference.

2335 Miscellaneous Motions [R-2]

37 CFR 1.635 Miscellaneous motions. A party seeking entry of an
order relating to any maiter other than a matter which may be
raised under §§ 1.633 or 1.634 may file a motion requesting entry of
the order. See § 1.637(a) and (b).

Section 1.635 authorizes the filing of motions other
than those specified in §§ 1.633 or 1.634. Motions filed
under § 1.635 will be referred to as “miscellaneous
motions” to distinguish from “preliminary motions”
under § 1.633. Instances where a miscellaneous motion
can be filed include motions to correct an error in a
preliminary statement, to extend time for taking
action or to seek judicial review, to obtain permission
to proceed under 35 U.S.C. § 24, or to obtain addi-
tional discovery.
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'2336 Time for: Filing Motions {R—Z]

g . time for Jiling. (3) Preltmmary ‘motion
"\lndef TaH 633(:) through’ (h) shal] be: ﬁled wrthm a tnne penod set
by an examiner-inichief; -

: (b) A preliminary motlon under § L 633(1) or (]) shall be ﬁled
.wrthm 20 days. of the service of the preliminary motion under
'8 1.633(z), (b), (c)(l) or (g) unles otberwrse ordered by an e'xamm-
'er~m-ch're ? i :

i(e): A motion: under § 1. 634 sha]! be drlrgentiy ﬁled aﬂer 20 efTor
is discovered in the. inventorship of an application. or patent in-
volved in an rnterference unless otherwrse ordered by an emmmer-

m-chlef w
(d@)-A motron under § 1 635 shaﬂ be ﬁled as specrf ed in thrs sub-
‘part or when: appropnnte unlees otherwrse ordered by an exammer-

ln-chref

Sectlon 1.636 sets out - the tlmes wrthm whlch a

motion can be filed. r

A party must exercise dtllgence mn correctmg inven-
torship. Van Otteren v. Hafner, 278 F.2d 738, 126
USPQ 151 (CCPA 1960) o

2337 Motion Content [R-Z]

- 37 CFR L 637 Coment af monans. (a) Every motion shall include
(l) a statement. of the precise relief requested (2) a statement of the
material facts in support of the motion, and (3) a full statement of
the reasons why the relief requesied should be granted. ...

(b) A motion . under. 51635 shall contain .2 certrf cate by the
movmg party statmg that the moving. party has conferred with all
opposmg parties in:an effort in good faith to tesolve by agreemcnt
the issues raised by the motion, A moving party: shall. indicate in
the motion_whether any other party plans to oppose | the motion.
The provisions of. this. paragraph do not apply to a motion to sup-
press evidence (§1.656(h)).

(A preltmmary motion . under §1 633(c) shall explarn why the
interfering subject should be redefined.

m A prehmmary motlon seekrng to add or substrtute a count

shall:":

(i) Propose each count to be added or substrtuted :

(ii) When the moving party is an apphcant show the pat-
entability to’ the applicant of all claims in, or proposed to be

- added to, the-party’s ‘application which correspond to each

proposed.count and apply the. terms of the claims to the dis-
closure of the party’s application; when necessary a moving
party applicant shall file with the motion an amendment
adding any proposed claim to the application.

(iii) Identify all claims in an opponent’s application which
should be designated to correspond to each proposed count;
if an opponent s application does not contain such a claim,
the moving party shall propose a claim to be added to the
opponent’s application. The moving party shall show the
patentability of any proposed claims to the opponent and
apply the terms of the claims to the disclosure of the oppo-
nent’s application.

(iv) Designate the claims of any patent involved in the in-
terference whick define the same patentable invention as
each proposed count.

(v) Show that each proposed count defines a separate pat-
entable inventicn from every other count in the interference.

(vi) Be accompanied by a3 motion under § 1.633(f) request-
ing the benefit of the filing date of any earlier application
filed in the United States or abroad.

{2y A preliminary motion seeking to amend an application
claim corresponding to a count or adding a claim to be designat-
ed to correspond to a count shall:

(i) Propose an amended or added claim,

(ii) Show that the proposed or added claim defines the
same patentable invention as the count.

(iii) Show the patentability to the applicant of each
amended or added claim and apply the terms of the amended
or added claim to the disclosure of the application; when
necessary a moving party applicant shall file with the motion
an amendment making the amended or added claim to the

application.

' ‘Gv} Be accompanied by & motion uader-§ 1.633(f) request-
ing the benefit of the filing: dete. of any earlrer appllcatron
" ifiled in the United $tates or abroad. -
(3) A preliminary motion seekmg to demgmte an apphcntron or
patent claim to correspond to'a'count shall: :
(') ldenttfy the claim and the count. C
A im'defines the same patentable mvenuon

(iii) Be eccompamed‘by a motlon u’rder $§ 1.633(f) request-

““ing the benefit 'of thé fi lmg date of any earlrer appllcatlon

" filed in' the United States or abroad

, (4) A prelrmmary miotion’ seekmg to designate an applleatron or
patent ¢laim as not correspondmg t0a count sha]l
) @ Idennfy the claim ‘and ‘the ‘couit.

, (u) Show the claim does not ‘define thc same patentable in-
vention as any’ other clalm desrgnated in the notlce ‘declaring
the interference as correspondmg to the count.

A prehmmary motion seeking to require an opponent who
is an applicant to add a claim and deszgnate the claim as corre-
sponding to count shall:

(|)J’roposes a claim to be added by the opponent

(i) Show the patentability to the opponent of the claim
and apply the terms of the claim to the disclosure of the op-
ponent’s applrcatlon '

(i), Identlfy the count to whlch the claim shall ‘be desig-

. nated to correspond.. r

(w) Show the claim deﬁnes the same patentable invention
as the count to which it wrll be des:gnated to correspond.

(d) A preliminary motion under § L 633(d) o substltute a differ-
ent application shall: k \

-(1).Identify the different appllcatlon .

(2) Certify that:a complete copy of the file of the dlfferent ap-

- plication, except for ‘documents filed under § 1. 131 or §1. 608(b)
has been served on all opponents.-

(3) Show the patentability to-the applicant of all claims in, or
proposed- to be added to, the different application which corre-
spond to. each count and apply the terms of the claims to the dis-
closure of the different application; when necessary the applicant

.- shall file with the motion an amendment addmg a clmm to the
different application.

(4) Be accompanied by a motion under § l 633(f) requestmg
the benefit of the filing date of an earller apphcatlon filed in the
United States or abroad.

(e) A preliminary motion to declare an additional interference
under § 1.633(e) shall explain why an additional interference is nec-
essary.

(1) When the preliminary motion seeks an additional interfer-
ence under § 1.633(eX1), the motion shali:

(i) Identify the additional application.

(ii) Certify that a complete copy of the file of the addition-
al application, except for documents filed under § 1.131 of
§ 1.608(b), has been served on all opponents.

(iii) Propose a count for the additional interference.

(iv) Show the patentability to the applicant of all claims
in, or proposed to be added to, the additional application
which correspond to each proposed count for the additional
interference and apply the terms of the claims to the disclo-
sure of the additional application; when necessary the appli-
cant shall file with the motion an amendment adding a claim
to the additional application.

(v) When the opponent is an applicant, show the patent-
ability to the opponent of any claims in, or proposed to be
added to, the opponent's application which correspond to
the proposed count and apply the terins of the claims to the
disclosure of the opponent's application.

(vi) When the opponent is a patentee, designate the claims
of the patent which define the same patentable invention de-
fined by the proposed count.

(vii) Show that each proposed count for the additional in-
terference defines a separate patentable invention from all
counts of the interference in which the motion is filed.

(viii) Be accompanied by a motion under § 1.633(f) re-
questing the benefit of the filing date of an earlier application
filed in the United States or abroad,
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= 42} When the prehmmry motion seeks an. addmona! mterfer—
ezwe under.§ 1.633(e)(2), the motion shali:

(i) identify any npphcamon of paﬁent to be mvolved in the

- additiona) inferference. i

(i1) Propose a:count. for dre adduwml mterference. o

(iiij) When the moving party is an appl:eant, show the pat-

-, entability. to, the applicant.of all clsims in, or, .proposed to be

added to, the party’s appltcauon which correspond to each

... proposed count and apply . the terms.of the claims to the dis-

. -closure;of the party’s appheetmn; when necessary .4 .moving

party applicant shall_file with the .motion an amendment

.- adding any. proposed clmm to. the apphcant :

(iv) Identrfy all claims in any opponent’s apphcatton whtch
should be desxgnated to correepond to.each proposed count;

. if an opponent s apphcatxon does not contgin such a claim,

the | movmg party shall propose a claim to. be added to the
opponent’s applxcatxon The moving party. shall show the
patentablllty of any proposed claims to_the. opponent and
apply the térms of the claims to the dxsclosure of the oppo-
nent’s application.

(v) Designate the claims of any patent involved in’the in-
terference which define the same patentable mventlon as
each proposed count.

(vi) Show that each proposed count for the additional in-
terference defines a separate. petentable mventlon from all
counts in the interference in which thé motion s filed.

(vii) Be accompanied by a motion under § 1. 633(f) request-

' 'mg the ‘benefit of the filing date of an earlter appllcatton filed

~in the United States or gbroad. -

g (D A prelimindry motion for bénefit under § 1. 633(0 sha]l

(1) Identify the earlier application.

{2) When the earlier application is an’ apphcauon flled in the
-+ United States, certify that-a complete copy of the file of the:earli-
" er “application, ‘ except: .for documents filed - under ‘§ 1.131: or
8 1.608(b), has been served on ali opponents. When the earlier-ap-
- plication is an application filed: abroad; certify that a copy of the
application filed abroad has been served on all opponents. If the

‘earlier application filed abroad is not in English, thc requrrements

of § 1.647 must also be met.

(3) Show that the earlier apphcatm constmxtes a constructlve
reduction to practice of each count.

(g} A preliminary motion to attack benefit under & l 633(g) shall
explain, as to each count, why an opponent should not be accorded
the benefit of the filing date of the earlier application.

(h) A preliminary motion to add an application for reissue under
€ 1.633(h) shall:

(1) Identify the application for reissue.

2) Cemfy that a complete copy of the file of the application
for reissue has been served on all opposents.

(3) Show the patentability of all claims in, or proposed to be
added to, the application for reissue which correspond to each
count and apply the terms of the claims to the disclosure of the
application for reissue; when necessary a moving applicant for re-
issue shall file with the motion an amendment adding a claim to
the application for reissue.

(4) Be accompanied by a moticn under § 1.633(f) requestmg
the benefit of the filing date of an earslier application filed in the

United States or abroad.

Section 1.637 sets out the content of motions. In
prior interference practlce, parties and their counsel
have had difficulty meeting all the “unwritten” re-
quirements for motions under former 37 CFR § 1.231.
Section 1.637 is quite specific in sefting out the re-
quirements for each type of motion, particularly the
preliminary motions. By setting out with spec:ﬂcrty
the requrrements for each type of motion, it is intend-
ed to minimize disposition of motions on technicali-
ties.

Section 1.637 sets out the requirements of a motion
under § 1.633(c)(5). Those requirements are: the
moving party must (1) propose a claim to be added to
the opponent’s application, (2) show the patentability
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of the claim to the opponerit-and apply the (termsiof
the claim to, the disclosure of the opponent’s applica-

tion, (3) identify.  the :count. to: which . the. proposed

claim shall be dwgmted to. correspond and (4) show
‘that “the" proposed claim ‘definés the ‘same’ patentable
invention as the count to which'it 'will be, desxgnated
to correspond. The followmg example ‘illustrates how
practice: under §§ 1. 633(0)(5) and 1 637(c)(5) is expect-
ed to'occur. " ° - ¢

Example. Apphcrmon AV dlscloses englnw ﬂnd in parttcular a
. 6-gcylinder-. engine. . Application: AV . contsins -only  claim. 1
. (engine).. Application AW discloses: engmes in general,-but does
not specifically disclose a 6-cylinder engine. Application AW
contgins only a single claim 3 (engine). Seemg thet application
AV speclﬁca!ly discloses a 6:cylinder engine and behevmg that a
6-cylinder engine is the same patentable .invention: as' “engine,”
- AW: could move under § 1.633(c)(5) to: require applicant AV to
- add & claim-(6-cylinder enginc) and to have the claim des:gnated
‘to correspond to the count (engme) Appllcant AV ‘could oppose
on the ground that a 6-cy11nder engine is not"the “same’ patent-
able invention” as “engine.” If the motion:is.granted, applxcant
AV would be required to add a claim to 6-cylmder engine and
“the*claifn would be designated 'to' ‘correspond to the count. If ap-
* plicdnt AV loses the intetference;  the judgment would ‘preclude
*" applicant' AV from obtmmng a: patent with ‘claims to“engine’ or
.“6-cylmder engine.” "I the motion is denied on the basis that a'6-
" cylinder -éngine is fot the ' ‘sgim entable invéntion; applicant

AV would 1ot “be reguiréd ‘to present ‘a“claim ‘to ~§-cylinder

" enging'and woild be able to pursiie such a clmm ‘ex parre even lf
‘ apphcant AV foses thie interference. e
“If 'an apphca.nt is ordered by an exammer-tnchlef to ﬁle an
amendment t6 present a clzim and the apphcant fails ar refuses to
timely present the amendment, the failure or refusal will'be taken
without further action as 2 disclaimer by the apphcant of the sub-
- Ject matter of the claim. See the second sentence ‘of § l .640(b)(1).

Under the rules, it is not the mtent of the PTO to
allow a senior party to test the sufficiency of the case-
in-chief of a junior party prior to final hearing. Thus,
a “motion for a directed verdict” (see Rule 50(a) of
the Federal Rules of Civil Procedure) at the conclu-
sion of the junior party’s case-in-chief and prior to a
senior party’s case-in-chief is not authorized under the
rules. If a senior party believes the. case-in-chief of the
junior party is insufficient as a matter of law, the
senior party may elect to proceed immediately to final
hearmg If the senior party is incorrect, however, the
senior party will have waived any right to present
any case-in-chief or. rebuttal. See e.g., Comstock v.
Kroekel, 200 USPQ 548, 550 n. 4 (Comm’r. Pat. 1978);
Lorenian v. Winstead, 127 USPQ 501, 508 (Bd.Pat.
Int. 1959); and, more recently, Burson v. Carmichael,
731 F.2d 849, 221 USPQ 664 (Fed. Cir. 1984) (“There
is no support in law for repeated bites at the apple™).
This would be true even if the only evidence relied
upon by the junior party is a showing under
§ 1.608(b). In this respect, the rules codify the deci-
sion in Walsh v. Sakai, 167 USPQ 465 (Comm’r. Pat.
1970).

2338 Opposition and Reply [R-2]

37 CFR 1.638 Opposition and reply, time for filing opposition and
reply. (@) Unless otherwise ordered by an examiner-in-chief, any op-
position to any motion shall be filed within 20 days after service of
the motion. An opposition shall (1) identify any material fact set
forth in the motion which is in dispute and (2) include an argument
why the relief requested in the motion should be denied.
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(b) {Unless : otherwise -ordered by an iexaminer-in-chief, 'a_reply
shal be il ¥ 1 £

Any oppoéntlon must 1dentlfy any mat,enal fact in.dis-
pute. A:reply to.an . opposmon is authonzed for all

2339 Evrdence dn Snpport of Motlon, Oppom
Hie tron, or Reply: [R-Z]

2 ‘639 Evidence in mpport of manan. opposmon, -oF reply
(&) Proof of" any- material ‘fact alleged in & motion, ‘opposition, or
reply: must be filed and served with the motion, opposition, or reply
unless the. proof. relied upon . is part of the interference file or the
file of any patent or applrcatron involved in the. mterference or any
earlier apphcatlon filed in the United States of whlch a party has
been ‘accorded or seeks to be accorded benefit.

i(b) Proof may be in- the form of patenls, pnnted publlcauons, and
affidavits, :

(c) When a party belleves that testlmony lS necessary to suppon
or oppose a preliminary motion under § 1.633 or a motion to cor-
rect inventorship under § 1.634, the party shall describe the nature
of the testimony needed. If the examiner-in-chief:findg that testimo-
ny is needed to decide the motion, the eéxaminer-in-chief may: grant
appropriate interlocutory relief and enter an order authorizing:the
taking of tesnmony and defernng a decnsron on the motlon to fmal
hearing. o G e s e T G AT
Section l 639 sets forth the ev1dence whlch -may-ac-
company a motlon, opposition, .or reply Every mate-
rial fact alleged .in-a motion, opposition, or -a reply
miist b& supported by proof. Section 1. .639(b) author-
izes affidavits to be used as proof for any motion. “The
affidavit may later be used by a party during the testi-
mony period (see §§ 1.67 l(e) and 1.672(b)). When a
party believes that testlmony is necessary to decide a
motion under § 1.633 or § 1.634, the party must de-
scribe the nature of the tesnmony needed. If an exam-
iner-in-chief agrees that testimony is. needed, appropri-
ate interlocutory relief. will be granted and testimony
will be ordered.

It should be noted that if affi davits’ cannot be timely
prepared to be filed with a motion, the moving party
may wish to take advantage of paragraph (c) of
§ 1.639 which requires a party to specify any testimo-
ny needed to resolve a motion. A moving party or an
opponent may describe any testimony needed to re-
solve a motion under either § 1.633 or § 1.634. Often,
testimony is needed to resolve inventorship disputes.
Accordingly, a party may describe testimony needed
to resolve motions to correct inventorship under
§ 1.634. It should be noted that if a party relies solely
on affidavits in support of a motion (under § 1.633 or
§ 1.634) and the issue raised in the motion is to be
considered at final hearing, the party must comply
with § 1.671(e).

Example. An interference is declared with one count between
apphcatlon AH and application AJ. Applicant AH files a prelimi-
nary motion under § 1.633(c)1) to redefine the interference by
adding a second count. In order to succeed, applicant AH must
show that the proposed count to be added is directed to a “sepa-
rate patentable invention” (see § 1.601(n}) from the count already
in the interference. In the motion, applicant AH sets forth in
detail the testimony which will be requlred to prove that the sub-
ject matter of the proposed count is to a separate patentable in-
vention from the subject matter of the count in the interference.
Applicant AJ opposes the motion on the ground that the pro-

.-posed sl present:.counts define the “same paténtable invention”

(see § 1.601(n)). An examiner-in-chief determines that: & meterial
- fact is in dispute and that applicant AH has established testimony
“is needed to proper!y rule on ‘the’ motion. Under the  circim-
“‘stances, the motion ‘will be'deferred to final hearing and a’testi-
‘mony- period. will ‘be’ ordered. The question of (1) whether the
N | and present counts define the same patentable mvenuun
) ‘md (2) pnmvzty will be decided at, f nal bearmg .

2340 Mohons, Hearmg and Decision [R-2]

37 CFR ja 640 M i s hearrng and decrswn, redeciaranan of inter-
femm:e, ord’er to show ‘cause. (a) A heanng on a motIon may be held
in the discretion of the examiner-in-chief. The examiner-in-chief
shall set the date and time ‘for any tearing. The lehgth of oral argu-
ment 2t & hearing On a motion is'a matter within the discretion of
the examiner-in-chief; - An exammer~rn-chret' may direct. that a hear-
ing take place by telephone.

(b) Motions will be decided by an exammer-nmchref An examin-
er-m-chref may consult w1th an examiner m decrdmg motions in-

of deny any motioii 'or take such other action which will secure the
Jjust; speedy, and inexpensive determination of the interference.

(l) When- preliminary .motions. under § 1.633 are decided, the
examiner-in-chief will, when necessary, set a time for filing any
amendment to an appllcatlon mvolved in the interference and for
filing a supplememal prehmmary statement as to- any new counts
involved in' the interference. Failure or refusal of a’ ‘party to umely
present: an . amesdment requlred by an. examineér-in-chief shall- be
taken without further actiou as a'disclaimer by that party of the in-
vention involved. A supplemental prelmunary statement shall meet
the requirements specrf ied in §§ 1.623, 1.624, 1.625, or 1626 but
need riot Be filed if 3’ party’ ‘states that it intends to tely-on a prelnm-
nary statement previously filed under §1.621(a). After the time éx-
pires for filing any amendment and supplemerital preliminary state-
ment; the examiner-in-chief will if necessary redeclare the interfer-
ence.

(2). After a decrsxon 1s emered on. prellmmary motions filed
under § 1. 633, a i'urther motion under § 1.633 will not be considered
except as provided by § 1.655(b):’

(c) When & decision on any motion under: § 1.633, 1.634, or 1.635
is entered which does not result in the issuance of an order to show
cause under paragraph (d) of this section, a party may file a request
for reconsxderatlon within 14 days after the date of the decision.
The filing of a request for reconsideration will not stay any time
period set by the decision. The request for reconsideration shall
specify with particularity the points believed to have been misap-
prehended or overlooked in rendering the decision. No opposition
10 a reguest for reconsideration shall be filed unless requested by an
examiner-in-chief or the Board. A decision of sirigle examiner-in-
chief will not ordinarily be modified unless an opposition has been
requested by an examiner-in-chief or the Board. The request for re-
consideration shall be acted on by a panel of the Board cousisting
of at least three examiners-in-chief, one of whom will normally be
the examiner-in-chief who decided the motion.

(d) An examiner-in-chief may issue an order to show cause why
judgment should not be entered against a party whem:

(1) A decision on a motion is entered which is dispositive of
the interference against the party as to all counts;

(2) The party is a junior party who fails to file a preliminary
statement; or

(3) The party is a junior party whose preliminary statement
fails to overcome the earlier of the filing date or effective filing
date of another party.

(e) When an order to show cause is issued under paragraph (d) of
this section, the Board shall enter a judgment in accordance with
the order unless, within 20 days after the date of the order, the
party against whom the order issued files a paper which shows
good cause why judgment should not be entered in accordance
with the order. Any other party may file a response to the paper
within 20 days of the date of service of the paper. If the party
against whom the order was issued fails to show good cause, the
Board shall enter judgment against the party. If a party wishes to
take testimony in response to an order 10 show cause, the party’s
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response sh@uki be accompanied by ‘a motlon (§ 1 635) wqmg

the teatimony pemd See § 1.65HH4).

Under § 1.640, an exammer-m-chlef will decide all
motions. & hearmg (m person or. by telephone). may
be held on a motion in the discretion of an examiner-

in-chief. ‘Where: appropriate, an examiner-in-chief may

consult wnh an exammer on a questxon of patentabﬂ

ence. For example, a party may allege unpatentabdxty
over a refetence not ‘previously considered, ‘or may
attempt to add a count drawn to subject matter which
was not previously examined. Consultation will not be
necessary where the examiner had already ruled on
the patentability question which comes before the ex-
aminer-in-chief or the Board.

The extent of the consultation will be determmed
by the examiner-in-chief; the examiner may be con-
sulted merely on one point of patentability, or may be
asked to conduct a search of newly-presented counts
or claims. The consultation may be informal, as by a
telephone call, or may be by a more formal wntten
memorandum to the examiner.

It should be noted that nothing in § 1. 640 authonzes
conferences-between examiners-in-chief and. examiners
in ex parte appeals under 35 U.S.C. 134 from ‘an’ ad-
verse decision of an examiner.

In rendering a dec:snon, the exammer-m-chlef is not
limited to granting or- denying a motion, but is also
empowered to. “take such other action which will
secure the just, speedy, and inexpensive determination
of the interference.” 37 CFR 1.640(b).

A party is ‘entitled to request reconsideration of a
decision on a motion by a single examiner-in-chief. An
opposition to a request for reconsideration may not be
filed unless ordered by an examiner-in-chief or the
Board, but the decision by the single examiner-in-
chief will not normaily be modified unless an opposi-
tion has been requested. The request for reconsider-
ation will be acted on by a panel of the Board consist-
ing of at least three examiners-in-chief, one of whom
will normally be the examiner-in-chief who decided
the motion. It is believed that parties in interference
cases will feel that. their requests for reconsideration
are being more fully considered if more than one
person considers their request. The two additional ex-
aminers-in-chief can consult with the examiner-in-
chief most familiar with the case, but can control the
decision on reconsideration by a majority vote. Use of
the examiner-in-chief who decided the motion and
two additional examiners-in-chief (1) minimizes delay
which would occur if three new examiners-in-chief
were used who were unfamiliar with the record and
(2) minimizes the possibility that reversible error oc-
curred if only the examiner-in-chief who decided the
motion also individually decided the request for re-
consideration.

After the decision on motions is rendered, the inter-
ference may take a number of different courses. If a
motion for judgment is granted, the examiner-in-chief

will issue an order to show cause against the party or
parties to whom the motion apphes Judgment will be
entered against the party or parties by the Board if

they ‘do not' respond -to the ‘order.’ If a motion for
judgment is niot granted an order to show cause w:ll
be issued against a junior party who dld not file a pre-
liminary statement, or whose ‘statément fails ‘to over-
comé another party's effective filing' date;” otherw:se,
the interference proceeds to'the'testimony stage.

The former rules (37 CFR 1:231(d)) prov:ded that a
request for reconsideration: of a:decision:on § 1.231
motions would not be entertaiiied;  however,: a party
could petltlon the Commnssxoner under. 37 CFR 1.244
for the exercise of supervisory authority with respect
to.a motion decision. The revised rules effectively re-
verse this arrangement by providing that a party may
request ‘that "the’ Board _feconsider an’ exammer-m-
chiefs ' decision on any motion, . except a decision
granting a motion for judgment (37 CFR 1.640(c)).
On the other hand, the ability to petition a decision
on motions is sharply curtailed by the provision of 37
CFR 1644(a)(2) that petitions seekmg to invoke the
superv:sory authority of the Commissioner may not
be filed pnor to a decxslon by the Boaxd awardmg
judgment ; -

2341 Unpatentability Dnscovered [R-2]

'37'CFR 1. 641 Unpatentabxlny dtscovered By exammer-m-chtef
During the pendency of an intérference, if the ‘examiner-in-chief be-
comes aware of -a: reason ‘why & iclaim: corresponding to.a’ count
may not be patentable, the examiner-in-chief may notlfy the parties
of the reason and set 2. time within which each party may present
its views. After conmdermg any- timely filed views, the examiner-in-
chief shall decide how the mterference shall proceed. :

If the examirer, while” the mterference is pendmg,
discovers a reference or other reason which he or she
believes would render one or more of the parties’
claims correspondmg to the count(s) unpatentable, the
reference or other reason should be brought to the at-
tention of the examiner-in-chief in charge of the inter-
ference. The examiner-in-chief will determine what
action, if any, should be taken in the interference.

2342 Addition to Interference [R-2)

37 CFR 1.642 Addition of application or patent to interference.
During the pendency of an interference, if the examiner-in-chief be-
comes aware of an application or a patent not involved in the inter-
ference which claims the same patentable invention as a count in
the interference, the examiner-in-chief may add the application or
patent to the interference on such terms as may be fair to all par-
ties.

Section 1.642 permits an examiner-in-chief to add a
newly discovered patent, as well as newly discovered
applications, to an interference since 35 U.S.C. 135(a)
authorizes interferences between applications and pat-

ents.

EXAMINER DISCOVERS ANOTHER APPLICATION OR
PATENT DURING INTERFERENCE

If, during the pendency of an interference, the ex-
aminer discovers another application or patent claim-
ing subject matter which is the same as, or not paten-
tably distinct from, the invention defined in a count of
the interference, the examiner should bring the appli-
cation or patent to the attention of the examiner-in-
chief in charge of the interference. The examiner-in-
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INTERFRENCE

- ¢hief will ‘determingé ‘what® actron, 1f any,- should be
taken in the interference.

+ If - the: apphcatmm ‘in: question - is: for: renssue.of a
patent mvolved in the mterfererwe, see § 2360

s:gnee ‘of ‘tecord in the Patent and “Trademark Office of the' entrre
iterest'in’ an’ applicétion o patent involved in an inteiference is en-
titled: to conduct prosecuuon of the: mterference to: the exclusion, of
the inventor.. ...

®) An asstgnee of a part mterest m an applrcatron or patent in-
volved in‘an mterference may file a motion (§ 1:635) for ‘entry of an
ordeér authiorizing ‘it t6 prosecute the interference. The motion shall
show (1) the inability or refusal of the inventor to prosecute; the in-
terference or (2) other cause why the ends of justice require: that
the assignee, of a part interest be permltted to prosecute the interfer-
ence. The examiner-in-chief may allow the assignee of a part inter-
est to prosecute the mtcrference upon such terms as may ‘be appro-

priate..

2344 Petltlons [R-2]

37 CFR 1.644 Pemrons in mre;fbrences () There is no appeal to
the Commxssroner in an interference from a decision of an examin-
er-in-chief or a-panel consisting of miore than ‘one examinér-in-chief.
The Commissioner: will- not.consider - a' petmou in_an. interference
unless: .-,

(1) The petmon is from a decrslon of an, exammer-m-chlef ora
panel and the examines-in-chief or the pancl shall be of the opirion
@ that the decrslon involves & controlling questron of procedure-or
an interpretation of a'rule as to which thére i a: substantial ground
for. a difference, of ‘opinion and (i) -that an rmmednate decision .on
petmon by the. Comrmsswner may matenally advance the ultlmate
termination of the interferenice;
© 7 () The' petition seeks to mvoke the superwsory authority of
the Commissioner.and is not filed prior to the decision of the Board
awarding judgment and does. not relate to (i). the merits of priority
of invention or patentability or (i} the admissibility of evidence
under the Federal Rulés of Evidence; or

‘(3) The petmon seeks relief under § 1.183. i

(b) A petition 'under paragraph (a)}(1) of this section filed more
than 15 days after the date of the decision of the examiner-in-chief
or the panel may be dismissed as untimely. A petition under para-
graph (a)(2) of this section shall not be filed prior to decision by the
Board awarding judgment. Any peitition under paragraph (a)}(3) of
this section shall be timely if it is made as part of, or simultaneously
with, a proper motion under §§ 1.633, 1.634, or 1.635. Any opposi-
tion to a petmon shall be filed within 15 days of the date of service
of the petition.

(c) The fi hng of a petition shall not stay the proceeding unless a
stay is granted in the discretion of the examiner-in-chief, the panel,
or the Commissioner.

(d) Any petition must contain a statement of the facts involved
and the point or points to be reviewed and the action requested
Briefs or memoranda, if any, in support of the petition or opposi-
tion shall accompany or be embodied therein. The petition will be
decided on the basis of the record made before the examiner-in-
chief or the panel and no new evidence will be considered by the
Commissioner in deciding the petition. Copies of documents al-
ready of record in the interference shall not be submitted with the
petition or opposrtron

(e) Any petition under pasagraph (a) of this section shall be ac-
companied by the petition fee set forth in § 1.17(h).

(f) Any request for reconsideration of a decision by the Commis-
sioner shall be filed within 15 days of the decision of the Commis-
sioner and must be accompanied by the fee set forth in § 1.17(h).
No opposition to a request for reconsideration shall be filed unless
requested by the Commissioner. The decision will not ordinarily be
modified unless such an opposition has been requested by the Com-
missioner.

(g) Where reasonably possible, service of any petition, opposn-
tion, or request for reconsideration shall be such that delivery is ac-
complished within one working day. Service by hand or “Express

Mail” complies with this paragraph.

3384

(Y A oral hearing jon: the petition will not . be granted ex«x:ept
when considered necessary by the Comxmsswner B

@ The Commissioner may delegate to. appropnate Patent am:l
Trademark Offi ce employees the detemunatron of petmons under
thrs secmm .

Under § 1 644 petltrons to the Commrssroner are
authonzed in interference’cases under certain restrict-
ed’ conditions. Petitions in interferénces have in the
past been - the 'source’ vof substantial delay. - Section
1.644 attempts to minimize those delays. Section 1.644
authorizes a petition to‘the Commissioner from a deci-
sion of 'an examiner‘in-chief or'a panel when the ex-
aminer-in-chief or the panel shall be of the’ opmlon (D
that the decision mvolves a contro]]mg questlon of
procedure or an mterpretatlon of a rule as to which
there is d substantial ground for a drfference of opin-
jon and (2) that an. immediate decision on petition
would matenally advance the ultlmate termination of
the mterference The standard is intended to be analo-
gous to that of a dlstnct court certifying a question to
a court of appeals under 28 U.S.C. § 1292(b). A peti-
tion can be filed seeking to invoke the supervisory au-
thority of the Commissioner. However; .the petition
cannot be filed prior to entry: of judgment and. cannot
relate to.the merits of \priority or: patentability or the
admissibility of evidence under the Federal Rules .of
Evidence. A ‘petition may also be filed seeking waiver
of ‘a rule. A fee as set forth in 37 CFR 1.17(h) is
charged for each petition and for each request for re-
consideration of a decision on petition. Any petition
will be decided on the record made before the exam-
iner-in-chief or the Board and additional evidence
cannot by submitted with the petition. An opposition
cannot be filed unless ordered by the Commissioner.
Where reasonably pOSSlble, service of a petition must
be such that delivery is accomplished within 1 day.
Service by hand or “Express Mail” complies with this
requirement.

When a PTO employee is granted authority to
decide a petition under § 1.644(i) in an interference
case, the employee will not be the examiner-in-chief
handling the interference or an employee on a panel
of the Board deciding the petition. It is expected that
an employee deciding a petition by delegation of au-
thority will be one who could exercise independent
judgment on the petition bearing in mind that a peti-
tion will be decided on the record made before the
examiner-in-chief or the panel. In connection with this
latter point, findings of fact by an examiner-in-chief or
the Board will be presumed to be correct usless
shown to be clearly erroneous. Discretionary action
by an examiner-in-chief or the Board will not be over-
turned unless it is shown that an abuse of discretion
occurred.

A petition under § 1.644(a)(2) cannot be filed until
after the Board has entered judgment and the petition
cannot relate to the merits of priority of invention or
patentability or a question of whether evidence is ad-
missible under the Federal Rules of Evidence.
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" ‘The provisions of § 1.644(g) apply only to pemmns
filed under § 1.644; those' prov:sxons do not app!y 10
oppemtmm under § 1.638.

“The' CCPA 'has ‘stated ‘that,  “in" performmg his
dlmes, the Commissioner cannot usurp the functions
or: impinge - upon: 'the: :jurisdiction @ of = the
Board:. . . established by 35 U.S.C. 135" In re Dick-
inson, 299 F.2d-954,-958, 133 -USPQ 39, 43 (CCPA
1962).-See also Myers-v. Feigelman, supra, 453 F.2d at
599 n. 8, 172 USPQ at 583 n..8. However, it is also
true that the. Commissioner “shall superintend or per-
form. all duties tequired by. law respecting the grant-
ing and issuing of patents . . ..” 35 US.C. §6;
Kingsland v. Carter. Carburetor Corp., 83 US.. App
D.C. 266, 168 F.2d 565, 77 USPQ 499 (DC Cir.
1948); In re Staeger, 189 USPQ 284, 285 n. 2
(Comm’r. Pat. 1974). The Commissioner, subject to
approval of the Secretary of Commerce, establishes
the procedure by which the examiner-in-chief and the
Board will consider interference cases. 35 U.S.C. 6.
See also 35 U S. C 23 re]atmg to afﬂdavnts and deposn-
tions.

Under the: rules, the Commlssnoner wﬂl not: deter-
mine - on petition ‘¢ither “priority of invention” -or
“patentability.” See § 1.644(a)(2). Likewise, the Com-
missioner will not c¢onvider whether: evidence shonid
have béen admitted or. excluded ‘under the Federal
Rules of Evidence.: The F YO believes that the Feder-
al courts, which routinely rule. on admissibility under
the Federal Rules, are in a better position:to deter-
mine whether the Board properly interpreted the Fed-
eral Rules of Evidence.

While the Commissioner will not decide “priority
of invention” or “patentability” under 35 U.S.C.
135(a), it does not follow that the Commissioner is
precluded from interpreting PTO rules on procedural
matters, including procedural matters related to the
admissibility of evidence on some basis other than the
Federal Rules of Evidence, e.g., whether a party has
-complied with a PTO rule such as § 1.671(e) (proce-
dure for relying on affidavits) or § 1.671(g) (permis-
sion required for obtaining evidence by subpoena).

2345 Extension of Time [R-2]

37 CFR 1.645 Extension of time, late papers, stay of proceedmgs. (a)
A party may file a motion (8 1.635) seeking an extension of time to
take action in an interference, to file a notice of appeal (§§ 1.302,
1.304}, or to commence a civil action (§§ 1.303, 1.304). The motion
shall be filed within sufficient time to actually reach the examiner-
in-chief before exptrauon of the time for takmg action, filing the
notice, or commencing the civil action. A moving party should not
assume that the motion will be granted even if there is no objecnon
by any other party. The motion will be denied unless the moving
party shows good cause why an extension should be granted. The
press of other business arising after an examiner-in-chief sets a time
for taking action will not normally constitute good cause. A motion
seeking additional time to take testimony becausc a party has not
been sble to procure the testimony of a witness shall set forth the
name of the witness, any steps taken to procure the testimony of
the witness, the dates on which the steps were taken, and the facts
espected to be proved through the witness.

(b} Any paper belatedly filed will not be considered except upon
motion (§ 1.635) which shows sufficient cause why the paper was

not timely filed.
(c) The provisions of § 1.136 do not apply to time periods in

interferences.

{d).In an appropmte cxrcumstance. an emmer—mchmf may stay
proceedmgs in an interference. . et ;

Section 1.645' permlts al party to ﬁle ‘a motlon to
seek an éxtension of time to take action in an: interfer-
ence or to seek Judxcxal review,: The motion: must. be
filed within sufﬁcxent time to actually reach an exam-
mer—m-chelf prior to expxratlon of the txme for takmg
action.. Under § 1.645,.a moving party cannot.assume
that'a motion for an-extension of time- will be granted
Under § 1.610(d)(6), a request for an extension of” time
can be made orally and an appropriate order will then
be entered: thus ehmmatmg ‘considerable paper work.
The order will be the written record of the request
and decision. See 37 CFR '1.2. ‘Extensions of ‘time
have in the past caused numerous delays in mterfer-
ence cases. Under _previous. interference practlce,
some delays were caused because attorneys -and
agents on many occasions, -unexpectedly. received
orders setting times. Under the revised practice, attor-
neys and agents can expect times to be set for filing
prehmmary statements, . preliminary motions, motions
for additional dlsoovery, testimony, and -briefs-after a
conference call. It is expected that use of conference
calls’ will penmt an exammer-m-chlef an ,',attorneys or
agents for parties.to sét a time schedule which is mu-
tually ‘satisfactory. A: motion :to extend time will not
be granted ‘unless a party shows good cause: The use
of ‘conference calls will allow, schedules to be set
before orders setting time .are entered and therefore
the press. of other ‘business which arises after-the ex-
aminer-in-chief and attorneys and  agents agree to
times will not normally be considered good cause.

Section 1.645(a) specnﬂes the procedure to be used
when a written motion is filed. It should be noted that
an examiner-in-chief may require a written motion
notwithstanding a conference call.

When counsel and an examiner-in-chief agree to a
schedule and times are set, the parties are expected to
adhere to the schedule unless there are unusual cir-
cumstances. Apart from work that counsel may have
in an interference, an examiner-in-chief has a docket
and must manage not only the interference involving
counsel, but numerous other interferences. The U.S.
Court of Appeals for the Federal Circuit recently said
the following in Rosemount, Inc. v. Beckman Instru-
ments, Inc., 727 F.2d 1540, 1549-1550, 221 USPQ 1,
10 (Fed. Cir. 1984):

“The conduct of a trial, granting of continuances

and the like, is not, however, solely or entirely a

matter of balancing conveniences of the parties.

The Federal Rules of Civil Procedure recognize an-

other consideration—the need for the exercise of

discretion by the trial court in carrying out its duty
of managing the judicial process, the business of the
court, and the administration of justice.”

However, the rules recognize the need for the exer-
cise of discretion of an examiner-in-chief in carrying
out his or her duty of managing the interference
(§ 1.61C), the business of the PTC (§ 1.610), and the
administration of justice (§ 1.601).
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r&pmqfofm. (a)Aoopy of
Pntem _aud Trademark Office in an interfer-

.-{b) Semce shall be on an attomey or agent fora pnny If there
is no attomey or agent for the party, servxce shall be. on the party
-An examiner-in-chief nmy order additional. serv:ce or wawe .service
‘where appropriate. .

(¢) Unless otherwxse ordered by an exammer-m-chxef or except
as otherwise provxded ‘by. this subpart, servxce of .2 paper shall be
made as follows: . . L

(1) By handing a copy of the paper to r.he person served ‘

(2) By leaving & copy of the paper with someone employed by
the person at the person's usual place of business.

{3) When the person. served has no usual place of busmess, by
leaving & copy of the paper at the person’s residence with someone
of suitable age and discretion then residing therein.

‘ (4)-By mailing a copy’ of the paper by first class mail; when
gervice is bymml the da;e of mailing: is- regardedu ‘the: date- of

service, . . it
(5) When it |s shown to the satlsfactlon of 2 xammer-m-c!uef

that none of th, above- methods of obtaining or servmg the' copy’ ‘of
the’ papet’ was’sticcessfil, the’ ‘examiner-in-chief may ofder service
by publication of an appropriate notice in the Official Gazette.

(d).An exammer-m-chsef my order. that. a, paper. be: served by
hnnd or "Express Mul :

(€) Proof of service must be made before a paper will be consrd-
ered in an interference. Proof of service may appear o or be af-
fixed to the’ paper. Proof of service ‘shall include:-the’ date 'and
manner of service. In the case:of personal service under paragraph
(c)(1) through (cX3) of this section, proof of service shall include
the names of any person ; served and the person who made the | serv-
ice. Proof of service may be miade by dn acknowledgment of serv-
ice by or on behalf of the person served or &' statemient signéd by
the party or the party’s attomey or agent containing. the, informa-

tion required by this section. A staterment of an attormey. or agent
attached to, or appearing in, the paper stating the date and manner
of service will be accepted as prima facle proof of service.

2347 Translations [R-2]

37 CFR 1.647 Translation of documient in foreign language, When
& party relies on a document in a language ‘other than English, a
translation of the document into English and an affidavit attesting
to the accuracy of:the transiation shail be filed wrth the document

Under § 1.647, when a party relies on a- document
in a non-Bnglish language, an English. language trans-
Iation of the document and an affidavit attesting to
the accuracy of the translation will be required. The
rule applies to any document, including evidence sub-
mitted with motions, foreign applications for which a
party seeks benefit, testimony, and exhibits introduced
in evidence during testimony.

2351 Times for Discovery and Testimony [R-~2]

37 CFR 1.651 Setting times for discovery and taking testimony, par-
ties entitled 1o take testimony. (a) At an appropriate stage in an inter-
ference, an examiner-in-chief shall set (1) a time for filing motions

(§ 1.635) for additional discovery under § 1.687 (c) and (2) testirmo-
ny periods for taking any necessary testimony.

(b) Whsre sppropriate, testimony periods will be set to permit a
party to:

(1) present its case-in-chief and/or case-in-rebuttal and/or
(2) cross-examine an opponent’s case-in-chief and/or a case-in-

rebuttal.

of the senior party; ..

() A party is not entltled to uke testnmony to present a eme«m
uiiless;

Mchwf

(1) The exammer-m-chxef orders the takmg of tesnmony under
§ 1.639(c).., . -

~(2) the party alleges m lts ptehmmary smtemem 2 date ot' in-
vention pnor to the earher of the ﬁlmg date or effectlve ﬁlmg date

*:(8) & testimony period. has been set to penmt an opponem to
prove & date:of invention prior to the earlier of ‘theifiling date: or

‘effective -filing ‘date of :the  party -and the party has filed a prelimi-

nary*statement allegmg a:date - of invention -ptior. to that -date; or
* (4) & miotion (§'1 635)‘is ﬁled showmg good cause why a tesn

'mony penodshould be seti

(@) Testimory ‘shall‘ be- taken durmg the tectxmony penods set
under paragraph (a) of thls sectlon

Under §1. 651 after a decnslon is entered on prehm-
inary’ motions, ‘an examiner-in-chief sets times for
filing motions for addmonal drscovery and for taking
testimony.. Any .motion for additional discovery will
be to obtain answers: to interrogatories, requests. for
admissions, and documents.and things necessary for a

party 'to; prepare rts case-m-chxef

2352

Jndgment for Fa}lure To Take Testlmony

37 CFR I 652 Judgment Jor failire to take’ testimony or file mord
Ifa Jumor party fails to' timiely’ ‘take- testunony ‘authorized under

;§ 1.651, or-filé 4 record urider § 1.653(c); dn exammer-m-cluef with
or wrthout a motlon (§ 1.635) by‘another party; may issue an ordér

to show “cause’ why Judgmient shiould not be entered- against” the

" juniof party Whien an order is lssued undér this section; the Board

shall enter Judgment in d@ccordance ‘with -the order unfess, within 15
days after the' date of the ordet, the junior party'files a paper which
shows ‘goods ‘cduse why Judgment should not be entered in accord-
ance with the order. Any other party may file a response to the
paper within 15 days of the date of service of the paper. If the
party against wWhom' the order was issued fails to show good cause,
the Board shall enter judgment against the party.

2353 Record and Exhibits [R-2]

37 CFR L 653 Recara' and exh:bzts. (a) Testimony shall consist of
affidavits under §§ 1.672 (b) and (e), transcripts of depositions under
§5 1.672' (b) and (¢), agreed statements of fact under § 1.672(f), and
transcnpts of interrogatories, cross-mterrogatones, and recorded
answers under § 1.684(c).

{b) An affidavit shall be filed as set forth in § 1.672 (b) or (e). A
ceriified transcript of a deposition including a deposition cross-ex-
amining an affiant, shall be filed as set forth in § 1.676. An original
agreed statement shall be filed as set forth in § 1.672(f). A transcript
of interrogatories, cross-interrogatories, and recorded answers shail
be filed as set forth under § 1.684(c).

(c) In addition to the items specified in paragraph (b) of this sec-
tion and within a time set by an examiner-in-chief each party shall
file three copies and serve one copy of a record consisting of:

(1Y An index of the names of each witness giving the pages of
the record where the direct testimony and cross-examination of
each witness begins.

(2) An index of exhibits briefly describing the nature of each
exhibit and giving the page of the record where each exhibit is first
identified and offered into evidence.

(3) The count or counts.

(4) Each (i) affidavit, (ii) transcript, including transcripts of
cross-examination of any affiant, (jiii) agreed statement relied upon
by the party, and (iv) transcript of interrogatories, cross-interroga-
tories, and recorded answers filed under paragraph (b) of this sec-
tion.

(5) Each notice, official record, and publication relied upon by
the party and filed under § 1.682(a).

(6) Any evidence from another interference, proceeding, or
action relied upon by the party under § 1.683.
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written interrogatory and lhe answer upon whrch a party
rely under'§'1.688. ° SR

{(d) The pages of the record slmll be consecuuvely num&ted.‘

(e)'l‘hemmeol‘eechwﬁnessahallappeer ' top: ‘
‘of each affidavit'or transcripe.

() The record may be typewritten or pnnted

(@) Whenthereoordrspnmed,rtmayhepmduoedbymdﬂd
'typographlcal prifiting: or by any process:capable’ of:produciag 8
clear black permanent: image.: All printed: matter. except:on-coviers
‘must dppear in at lsast 11 point: type ‘on opague; unghzed PEDES.
Masrging: must. be Jusuﬁed, JFootnotes may. not:be..printed i type
smaller than 9 point. The page size shall be 8% by. 11 incles, (2! 8
by 21.9 cm.) with type roatter 6% by 9% inches (165
The record shall be bound to lie flat. when. open. ., .. ,

(h) When the record is typewritten, it must be clearly legible on
opeque, unglazed, durable :paper spprozimately 8% by 11;inches
(21.8 by -27.9. cm.) in size. (lener size). Typing. shall be double-
npm on one side of the paper in not smaller than pxca-type vmb a
margin of 1‘/2 mches (3 8 cmi.) on the’ leﬂ-hand "sn e of the page.
‘The pages ‘of the record ‘shall be bound with covers af ‘thefr Teft
edges iin/such manner to lie flat when open. in-one or more volumes
of convenient size (approximately 100 pages per volume. is suggest-
ed). Multigraphed or otherwise reproduced copies. wnformmg to
the standards specified in this paragraph may bé accepted.

(i) Bach party:shail file its exhibits with the record specified in
paragraph (c) of this section. One copy of ¢ each do tary ‘exhifb-
it shall be served. Documentary exhibits shall be fil 1 envelop
or folder, and shall not be bouod as part of the record. Physical ex-
hibits, if not filed by an officer. under. § 1.676(d), shall be filed with
the record.. Each exhibit shall contain:a label whic enuﬁes the
pacty submrtcmg the. exhibit and an exhibit number, the style.of the
interference; (eg, Jones V. Smxth), angd. the mterference number
Where. possible, the label should. appear. at the. bottom_ nghtlnnd
.corner of each documentary. exhibit. Upon termma of an mter-
ference, .an examiner-in-chief may return_an: exhil the party
filing .the exhibit. When any exhibit is- retumed. the examiner-in-
chief shall enter an appropriate order. indicating that the exhibit. has
been returned. -

() Any termmony, record, or exhrbrt whrch does not co-ply
wnh this section may be returned undet $L 618(3) i

Section 1.653 sets out what shall be in the record to
be considered by the Board at final hearmg “The
record continues to be pnnted or typed on paper 8%
iniches by 11 inches in size. Accordmgly, when a
party files an affidavit, the party should use 812 by 11
inch paper for the affidavit.

2354 Final Hearing [R-2]

37 CFR 1.654 Final hearing. (a) At an appropriate sulge of the
interference, the parties will be given an opportunity to appear
before the Board to present-oral argument at a- final hearing. An
examiner-in-chief shall set a date and time for final hearing. Unless
otherwise ordered by an examiner-in-chief or the Board, each party
will be entitled to no more than 60 minutes of oral argument at
final hearing.

(b) The opening argument of a junior pasty shall include a fair
statement of the junior party’s case and the junior party’s position
with respect to the case presented on behalf of any other party. A
junior party may reserve a portion of its time for rebuttal.

(c) A party shall not be entitled to argue that an opponent aban-
doned, suppressed or concealed an actual reduction to practice
unless a notice under § 1.632 was timely filed.

(d) After final hearing, the interference shall be taken under ad-
visement by the Board. No further paper shall be filed except under
§ 1.658(b) or as authorized by an examiner-in-chief or the Board.
No additional oral argument shall be had unless ordered by the
Board.

Section 1.654 continues the practice or holding a
final hearing where oral argument may be presented
by all parties. No fee is charged for appearing at oral

argument at final hearing in an interference.

‘ation under this sectmn

dence, (5)"an mieriocutory wiatter’ deferred ‘to final

(6) any other mauer _mecessary to resolve the interfere

" (b) A party shall not be ‘entitled €0 raise for conmderahon at’ f’ nnl

heanng a matter which properly could have ‘been’véj

‘motion under'§§ 1.633'or 1.634 ‘Uinless” (1) the motion was properly

filed, (2) the matier was propetly taised by a party in an opposition
to a motion under §% 1.633 or 1.634 and the motion was granted
over the opposmm, or Q) the party “shows good cau ; why the
issué was ‘not tnne!y faised by motxon or opposition, " <V

.(c) To prevent manifeat” inju trce, ‘the’ Board' may'consrder an
issue ‘even though it wcmld ne erwise be” umled to consrder-

:conSIdered in- rendenng afi nal decrsron Patentabrhty
is an issue whrch_ may be raised. The Board can also

Vény xrrteriocutod order wxll’be precumed to be:cor-

fect and- the burden’ of" showmg error ”shall be on ;he

;before a party seeks Judleral révrevr of. an interlocuto-
,‘ry order along wrtb jlldlcm] rrevrew of the Board’

t' ' will ‘init ly. be determmed by a smgle

exammer-m—ehlef See §8 1.610(2) and 1.640(b). If the

examiner-in-chief determines.that a claim of a party is
unpatentable’ to that- party, an- order to show cause
why Judgment should not be entered as to that claim
will be issued to that party. See § 1. 640(d) If a re-
sponse to the order to show cause is filed,"a decision
will be entered by -the.Board. See §8§.1.610(a) and
1.640(e). If the Board determines that the claim is.not
patentable to the party; a final decision and judgment
will be entered holding the claim to ‘be unpaténtable.

‘Review of the final decision and judgment is by judi-

cial review under 35 U.S.C. 141 or 146. It should be
noted, however, that if there are other claims in the
party’s application or patent which:are deemed to -be
patentable, an interlocutory . order will - be .-entered
holding only that certain claims are unpatentable. A
final order holding those claims unpatentable will be
entered after final hearing on other issues. Such a
practice will avoid piecemeal judicial review.

2356 Briefs for Final Hearing [R-2] .

37 CFR 1.656 Briefs for final hearing. (a) Each party shall be enti-
tled to file briefs for finel hearing. The examiner-in-chief shall de-
termine the briefs needed end shall set the time and order for filing
briefs.

{b) The opening brief of & junior party shall contain under appro-
priate headings and in the order indicated:

(1) A table of contents, with page references, and a table of
cases (slphabetically arranged), statutes, and other authorities cited,
with references to the pages of the brief where they are cited.
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f (Z)Asuwnhherssues presemed fordccmon m lhemet
erence. .

o {(3) A smtew@ of the facts relevant w the mm ptesented for
decision-with sppropriate references.to the record. . - .. -

(4) An argument, . whnch may. .be.: preccded by a summary
which shall contain the contentions of the party with respect to the
issues to.be dccnded, and the. [FEasons therefor, ‘with citations 10 tbe
cases, smtutes. ‘other au:honues, ‘and; parts "of the record relxed on.
A9A shon concluswn statmg the precise | relxef requested o

qinreinents of pmgmph (b) of this section’ except o :
(1) a statement of the issues and of the facts need not be made

unless_the party is dissatisfied with the statemment -in the .opening
bnef of the junior party and

(2) an appendix containing a copy of ‘the Counts ‘nééd not- be
included if the copy of the counts in the openmg bnef of the Jumor
party is correct.’

{d) Briefs may be printed or typewmten If typewntten. legal-
size paper may be used. The opening brief of each party in excess
of 50 legal-size daub!eapaced typewritten pages or any other brief
in excess of 25 legal-size double-space typewrltten ‘pages: shall be
printed unless ‘a satisfactory reason’ be given why ‘the:brief:should
not be printed. Any printed brief shalil comply with the require-
ments of § 1.653(g). Any typewritten brief shall cornply with the re-
quirements of § 1.653(h), except legal-slze paper may be used and
the binding and covers speclﬁed are not required. :

" (e) &b original and- threé copies of each brief must be filed:
- {fy Any brief which does. not comply..with the requuement.s of
this section may be returned under § 1. 618(&)

{(g) Any party, separate from its opening bnef but ﬁled concur-
remly therewith, may file dn original and ‘three copies’ of concise
proposed findings of fact and conclusions. of law. Any. proposed
findings of fact shall be supported by specific ‘references to the
record. Any proposed conclusions of law shall be supponed by ci-
tation of cases, statutes, or other authority: Any opposing party,
separate from its opening or reply brief, but filed concurrently
therewnh may file & paper acceptmg or ob_lectmg to an,yrproposed
must be given. The Board may adopt the proposed findings. of fact
and conclusions of law in whole or in part, .-

(h) If a party wants the Board in rendering its fmal decmon to
rule on the admissibility of any evidence, the party shail file With
its opening brief an original and three copies of 2 motion (§ 1 .635)
to suppress the evidence. The provisions of § 1.637(b) do not apply
to a motion to suppress under this paragraph. Any ob_pectlon previ-
ously made to the admissibility of an opponent’s evidence is waived
unless the motion reguired by this paragraph is filed. An original
and three copies of an opposition to the motion may be filed with
an opponent’s opeumg brief or reply brief as may be appropnate

(i) When a junior party fails to timely file an openmg brief, an
order may issue requiring the junior party to show cause why the
Board should- not treat failure to file the brief -as:a ¢oncession of
priority. If the junior party fails to respond within a time period set
in the order, judgment may be entered against the junior party.

Once the parties have filed their evidentiary
records, times will be set for filing briefs, and then the
case will be set for hearing. 37 CFR 1.656 is specific
as to the contents of the briefs.

In large measure, § 1.656 follows the requirements
of Rule 28 of the Federal Rules of Appellate Proce-
dure. An original and three copies of a brief are re-
qmred Under & 1.656(h), if a party wants the Board
in rendermg its final decision to rule that any evi-
dence is inadmissible, the party must file with its
opemng brief an original and three copies of a motion

to suppress the evidence. Any prevmus objection to
the admissibility of evidence i3 waived unless the
motion to suppress is filed. This procedural provision
makes clear that an objection to the admissibility of
evidence must be renewed at final hearing and will be

SINTERFBRENCE:
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oons&dered by the: Board, in: rendermg its ﬁ'mal dem—
mon--’z-"f:.;{ i ;

»If & junior: 1party fails to' tlmely f le an openmg bnef
an order to show cause may:be issued agamst -the
party, dn accordance thh 37 CFR l 656(1)

ﬁlmg dates or effectw fil lmg dates The burden of proof sha!l be
upon 2 party who contends otherwxse o

2358 Fmal Declsmn [R-2]

“37°CFR L658- ‘Final decision. @) After final heanng, the Board
shall: enter: 4 decision resolvingthe issues raised at final hearing.
The-decision may- (1) -enter _]udgment, in::whole or in part, {2)
remand the mterference to an. exammer-m -chief. for furthet proceed-
‘_not mcomlstent with law. A judg-
ment a8 to 2 count shall state Whither ‘of not each: party is entitled
fo 4 patesit containing the claims in the party’s patent o application
which correspond to the count.-When the Board enters a decision
awarding judgment as to al ts, the decnsxon shall be regarded
as a final decision: "~ i

-{b) ‘Anyrequest for. reconsideration . of a. decnsnon uuder para-

graph {a) of this section. shall be:filed within 14 days after the date

of the decision.: The request:for- reconsnderatlon shall specify with

_“particularity - the: .points believed to.-have been- mlsapprehend& or

overlogked in rendering. the:decision.. Any reply to a reqguest for
reconsideration shall be: filed -within 14. days of the, date of service
of the request-for reconsideration. Where reasonably -possible, serv-
ice :of the request for reconsideration shall be such that delivery is
accomplished by hand or “Express -Mail.” The Board shall enter a
decision on the reguest for réconsideration. If the Board shall be of
the opinion that the decision on the request for reconsideration sig-
nificantly modifies. its.ofiginal -decision under paragraph (a} of this
section, the Board may designate the decision on the request for re-

- consideration as a new decision.

(c) A judgment in an interference settles all issues which (1) were
raised and decided in the interference, (2) could have been properly
raised and decided in: the interference by a motion under § 1.633 (2)
through (d) and (). through () or § 1.634 and (3) could have been

_properly raiséd and decided in an addmonal interference with a

motion under § 1. 633(e) ‘A losing party who could have properly
moved, but failed to’ move, under' §§ 1.633 -or 1.634, shall be es-
topped 'to take ex parte or inter partes action in the: Patemt and
Trademark Office after the interference which is inconsistent with
that party’s failure to properly move, except that a losing party
shall not be estopped with respect to any claims which correspond,
or properly could have corresponded, to a count as to which that
party was awarded a favorable judgment. .
In its final decision, the Board can (1) enter judg-
ment, in whole or in part, (2) remand the interference
to an examiner-in-chief, or (3) take further action not
inconsistent with law. A judgment as to a count will
state whether or not each party is entitled to a patent
containing claims which correspond to the count.
When judgment is entered as to all counts, the deci-
sion of the Board is considered final for the purpose
of judicial review. Section 1.658(c) defines the doc-
trine of interference estoppel as it is to be applied in
the PTO after an interference is terminated. The defi-
nition of interference estoppel is designed to encour-
age parties in interference cases to settle as many
issues as possible in one proceeding. Section 1.658(c)
creates an estoppel both as to senior and junior parties
unlike the previous practice (37 CFR § 1.257) which

limited estoppel in some instances to junior 's,

—
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‘Anestoppel ‘will not apply with respect-fo any claims
which correspond, or which properly could have cor-
responded, to a:count as’ to whlch the gmtty i85 award-
ed: a favorable judgment. -

After the :Board ‘of Patent Appeals md Interfer-
ences has rendered a final decision .in an. interference,
the losing party may' either appeal ‘to “the Court of
Appeals for the Federal Circuit, under 35 U.S.C: 141,
-or file a civil action in @ United States district court,
under 35 U.S.C. 146. Upon the’ ﬂlmg of an appeal to
the Court of Appeals for.the Federal Circuit, the op-
posing party may elect to have the prooeedmg con-
ducted in a district court.’ In’ either ‘event, the' files
will be retained at the Board until the.court proceed-
ing has terminated. (The PTO may, but normally does
not, issue the application of a winning party in an in-
terference involving only applications, notwithstand-
ing the filing of a civil action under 35 U.S.C. 146 by
the losing party. See Monaco v, Watson, 270 F 2d 335,
122 USPQ 564 (D.C. Cir. 1959).) - :

2359 Board Recommendation [R-Z]

37 CFR 1.659 Recommendation. (&) Should the Boerd have
knowledge of any -ground - for rejecting any spplication claim: not
involved ‘in the judgment of the intérference, it may include in its
‘decision a recommended rejection of the claim. Upon resamption of
ex parte prosecution of the application, the examiner shall be bound
by the recommendation and shall enter ‘and maintsin the recom-
mended rejection uniess an amendment or showing of facts not pre-
-viously of record is filed which; in-the opinion of the eummer
overcomes the recommended rejection.

(b) Should the board have knowledge of any ground for TELXAm-
ination of a patent involved in the interference as to & patent claim
not involved in the judgment of the interference, it may inclade in
its decision a recommendation to the Commissionter (st the patent
be reexamined. The Commissioner will: deterrnine whether reexam-

ination will be ordered.
(c) The Board may make any other recommendatxon to the ex-

sminer or the Commissioner as.may be appropriste.

Under § 1.659, the Board can make recommenda-
tions to examiners and the Commissioner, including
recommendations that application claims not involved
in the interference be rejected and that a patent be re-
examined as to patent claims not involved in the inter-
ference.

When a patent is involved in an interference each
claim of the patent will be designated to (1) corre-

" spond to a count or (2) not correspond to a count. All
claims which are wltimately determined to correspond
to a count will be “involved in the judgment of the
interference.” Inasmuch as they are involved in the
judgment of the interference, there is no need to rec-
ommend reexamination of those claims. The claims in-
volved in the interference are either patentable or un-
patentable based on the final decision of the Board.
Section 1.659(b) merely authorizes the Board to rec-
ommend reexamination of patent claims which (1) are
not involved in the judgment and (2) for one reason
or another neither party saw fit to move to designate
as corresponding to a count.

2360 WNotice of Reexamination, Relusue, Pmmt
or Litigation [R-2]

37 CFR 1,660 Notlce of recxamingtion, relsiue, protest, or im’mum
() When a request for seexamination of s patent involved in an in-

MANUAL OF PATENT EXAMINING PROCEDURE

terference is-filed, the' patent owner: shall ‘notify ‘the Board: wnhm
10 days of receiving notice that the request was filed. .

- (b) 'When' an- application for veiteué is ‘filed by ‘a patentee in-
volved in an interference, the patentee’ shall not:fy the chrd wnthm
10 days of the day the appl:catzon for retssue is filed. -

' '(c) When a’ protest indér § 1.291°1s filed’ agamst ‘an apphcanon

‘mvolved in sn mterference, the” apphcant shall notlfy the Board

within 10 days of recewmg nouce that the protest was filed.”

(d) A party in an mterference shall notxf 1 e‘Board pmmptly of
any liigation related 10 any patent or apphcatlon'mvolved in.an in-
terference, mcludmg any cwll action commenced under 35 US C.

§146.

"Under § l 660 a party is requlred to notlfy ‘the
Board when the party’s patent or. apphcatton becomes
involved .in. other PTO. proceedings. (reexamination,
reissue, or protest) or litigation. The requirements of
§ 1.660 are designed to keep the PTO and'a party’s
opponent informed of activity which is relevant to an
interference. These rules attempt, to. the extent possi-
ble, to eliminate procedural surprise.. Inasmuch as mail
delays occur and the PTO cannot react instantaneous-
ly to every paper filed in connection with every ap-
plication or patent the prov1510ns of § 1.660 are be-
lieved . helpful . in. preventing . surprise. on . the part.of
opponents ‘and unnecessary “work'' by examiners-in-
chief or the Board due to a'lack of knowledge of rele-

-vant activity which may be taking ‘place. in the PTO.
' REISSUE APP]_-ICATION FILED WHILE PATENT IS IN:

INTERFERENCE

37 CFR 1, 660(b) requires ‘the patentee involved -in
the interference to notify the Board of Patént Appeals
and Interferences of the filing, of the reissue apphca-
tion within' 10 days of its ﬁlmg date. ‘

The reissue application may be the subject of a
motion under 37 CFR. 1.633(h), or may have been
filed under 37 CFR 1.662(b) for the purpose of avoid-
ing the interference. Before taking any action on the
reissue, the primary examiner- should consult the ex-
aminer-in-chief in charge of the interference. It is par-
ticularly important that the reissue application not be
granted without the approval of the examiner-in-chief.

2361 Termination of Interference After Judg-
ment [R-2]

37 CFR 1.66]1 Termination of interference after judgment. After a

final decision is entered by the Board, an interference is considered

terminated when no appeal (35 U.S.C. 141) or other review (35
1.S.C. 146) has been or can be taken or had.

Section 1.661 sets forth when an interference is
considered terminated after a judgment is entered in
the interference. For the purpose of filing copies of
settlement agreements under 35 U.S8.C. 135(c), if an
appeal or civil action is not filed, the interference is
congidered terminated as of the date the time for
filing an appeal or civil action expired. 37 CFR 1.661;
Tallent v. Lemoine, 204 USPQ 1058 (Comr. 1979). See
also Nelson v. Bowler, 212 USPQ 760 (Comm'r. Pat.
1981). If an appeal is taken to the Coust of Appeals
for the Federal Circuit, the interference terminates on
the date of receipt of the court’s mandate by the
PTO. In re Jones, 542 F.2d 65, 191 USPQ 249 (CCPA
1676). If a civil action is filed, and the decision of the

2300-44




district. coutt is.not. appcalad the interference  termi-
nates.on the date of the court’s decision. .

2362[RRzojquest for Entry of Adverse “Judmt

' 37 CFR 1 662 Reque fbr entry of adveme judgment, Peisswe ﬁleu'
by’ pamwae. ‘(@) A'party ‘may, at’ any time during 'an’interference,
Tequest and agree 1o entry of an ‘adverse: judgment. Theﬁhngbym
applicast or patentee. of a written disclaimer. of. the invention de-
fined by. & count, concession “of. .priofity or unpatcntabmty of the
subject, matter of a count, abandonment of the invention defined by
s count, &f sbandonment of the contest as to ‘4 count'will be treated
as 4 request for entry of an: adverse judgment agsinst the applicant
or patentee as to all claims which correspond to the count. Aban-
donment of an application by an applicant, other than an applzcant
for reissue having a claim of the patent sought to be reissued in-
volved in the interference, will be treated as a‘request for entry of
an adverse judgment against the -applicant as to all claims corre-
sponding to all counts. Upon the filing by & party of .a request for
entry of an adverse Judgment, the Board may enter Judgment

against the party.
() If a patentes involved -in an interference files an application

for reissue during the interference and omits all claims of the patent
corresponding to the counts of the interference for. the purpose of
avoiding the. interference, Judgment may be entered against the pat-
entee. A patentee who files an application ‘for reissue other than for
the purpose of avoiding the interference shall timely ‘file s prehml-
nary: moticn under § 1.633(h) or show good cause. why. the motion
could not have been timely filed. ‘

(c) The filing of a statutory ‘disclaimer under 35 'US.C. § 253 by
8 patentec will delete’ any’ statutonly disclainied ‘claims from being
involved i the interference.. A::statutory disclaimer will not be
treated 28 @ Tequest for entry of an adverse judgment against the
patentee unless it results in the delctxon of ail patent claims corre-

spondmg to 2 count.

Section - 1.662 provndes tha.t a party may request
that an adverse judgment be entered. The section also
provides that when a written disclaimer (not a statu-
tory disclaimer), concession of pnonty of unpatenta-
bility, abandonment of the invention, abandonment of
an application, or abandonment of the contest is filed,
the disclaimer, concession, or abandonment will be
treated as a request for entry of an adverse judgment.
Section 1.662(b) provides that when a patentee files a
reissue application and omits all claims of a patent
corresponding to the counts of an interference for the
purpose of avondmg the interference, judgment will
be entered against the patentee. Under §1.662(c), the
filing of a statutory disclaimer will not be treated as a
request for entry of an adverse judgment unless all
patent claims corresponding to a count are disclaimed.
Under § 1.662(d), if after entry of a judgment or after
filing of a statutory disclaimer no interference exists,
the interference will be terminated as to any party
against whom judgment has not been entered and any
further prosecution of any application involved in the
interference will be ex parte before the examiner.

When some of the patent claims corresponding to a
count are disclaimed, the interference proceeds on the
basis of the remaining claims which correspond to the
count. If all patent claims corresponding to a count
are disclaimed, judgment will be entered. The third
sentence of & 1.662(a) does not apply to an application
which is not involved in an interference. If an appli-
cant files a continuation-in-part application and suc-
cessfully moves (§ 1.633(d)) to substitute the continu-
ation-in-part for the application involved in the inter-

ference, sbandonment of the application originally in-
volved in the interference would have no bearmg on
the interference. :

2363 Action After Interference [R-Z]

37 CFR 1.66¢ Actfon aﬁer mlerﬁm é.:(a) After termination.of an
intesference, the. examiner will promptly take such action in any &p-
plmuon prevxously mvolved in the interference 23 may be neces-
sary. Unless ‘entered by order of an exnmmer-m-chxef amendments
presented during the interfercnce shall not be entered, but may be
subsequently presented. by the applicant subject to the provisions of
this subpert provided prosecution of the application is not other-
wise closed.

(b) After judgment, the application of any party may be held sub-
Jject to further examination, mcludms an interference with ancther

apphcatlon

.. The ﬁles are. not returned to the exammmg group
untll after termination of the interference. Jurisdiction
of the examiner is automatically restored with the
return of the files, and the’ cases of all parties are sub-
ject to such ex parte action as their respective coadi-
tions may require. The date when the priority deci-
sion: becomes final does not mark the beginning of a
statutory period for response by the: apphcant See Ex
parte Peterson,; 1941 C.D. 8 (Com’r). -

The action to be taken by the examiner followmg
termination of the interference: depends upon how the

interference ‘was terminated, and in some instances,

the ‘basis of the termination. All interferences conduct-
ed under rules 37 CFR I 601-1 688 will be termmated
by judgmient. :

*When the ﬁles are returned to the examining group
after termiination of the interference, the primary ex-
aminer is required to make an entry on the index in
the interference file on the next vacant line that the
decision has been noted, such as by the words “Deci-
sion Noted” and the primafy examiner’s initials. The
interference file is then returned to the Service
Branch of the Board of Patent Appeals and Interfer-
ences when the examiner is through with it. There it
will be checked to see that such note has been made
and initialed before filing away the interference
record.

If an appllcatlon has been w:thdrawn from issue for
interference and is again passed. to issue, a notation
“Re-examined and passed for issue” is placed on the
file wrapper together with a new signature of the pri-
mary examiner in the box provided for this purpose.
Such a notation will be relied upon by the Publishing
Division as showing that the application is intended to
be passed for issue and makes it possible to screen out
those applications which are mistakenly forwarded to
the Publishing Division during the pendency of the
interference.

See § 1302.12 with respect to listing references dis-
cussed in motion decisions, and § 2364 concerning the
entry of amendments.

Form Paragraph 11.02 may be used to resume ex
parte prosecution.

Form Paragraph 11,02
EX PARTE PROSECUTION IS RESUMED
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236301

Hiterfevence No. {1) has Besw temmmed v i decmon 2l W
cant; Ex: paete prosecution;is resumed:

Examiner Note:
In bracket z\msert whether favorable or unfavorable.

2363 01 No Interferenee In Fact [R-2]
nay, if it“ﬁnd&i ‘ ﬂl‘at ‘fhét

a case. each._party-applicant. may be gra:vted a_patent
on-the claims-of the application .designated s corre-
sponding: to the ‘count, 'if ‘those claims are otherwrse
patentable

2363.02 The Wmmng Party [R-Z]

If the prosecution of the winning party’s case had
‘not been closed, the winning party generally: may be
allowed additional and broader claims to the common
‘patentable - subject matter.: (Note, however, fn ‘re
Hoover: Co.; Etc., 134 F.2d-624, 57 USPQ: 111, 1943
C.D. 338 (CCPA).) The winning party of the interfer-
ence is not denied anything. he -or she. was in posses-
sion of prior to the interference; nor does he or she
acquire and additional -rights as a result of the inter-
ference. His or her case thus stands as it.was. prior:to
the: interference. If the application was under: final re-
jection ‘as- tosome of its. claims at the time the inter-
ference was formed; the institution: of the interference
acted to suspend, but not to vacate,the final rejection.
;After termination of the interference-a letter is. written
the applicant, as in the case of any other action. unan-
swered at the time the interference was instituted, set-
ting a shortened period of 2 months within. whlch to
file an appeal or cancel the ﬁna}ly rejected clatms

Form Paragmph 103 _
OFFICE ACTION UNANSWERED ‘

This' application contains an unanswered Office action - mailed ‘on
-{1}. A SHORTENED STATUTORY PERIOD FOR:RESPONSE
TO SUCH ACTION IS SET TO EXPIRE [2] FROM THE
DATE OF THIS LETTER. o , .

Examiner Note:

This paragraph must be preceded by paragraph 11 .02.
In bracket [2] insert date, days, or months.

2363.03 The Losing Party [R-2]

37 CFR 1.663 Status of claim of defealed applicant aﬁer mlerﬁ:r
ence. Whenever an adverse judgment is entered as to a count
against an applicant from which no appeal (35 U.S.C. § 141) or
other review (35 U.S.C. § 146) has been or can be taken or had, the
claims of the application cor respondmg to the count stand finally
disposed of without further action by the examiner. Such claims are
not open to further ex parte prosecutlon

The Board’s judgment in an interference conducted
under 37 CFR 1.601—1.688 will state that the losing
party is not entitled to a patent containing the claims
corresponding to the count or counts. Under 37 CFR
1.663, such claims “stand finally disposed of without
further action by the examiner.” See also 35 USC
135(a). When the files are returned to the examining
group after termination of the interference, a pencil
line should be drawn through the claims as to which

a judgment of priority adverse to an applicant has
been rendered, and the notation “37 CFR 1.663”

MANUAL OF PATENT EXAMINING PROCEDURE

should bé‘wnt*en m‘ ‘the'mhrgm to mdn"::ate the mwm
celed by the, apphcant and -the case is otherwise ready
for issue, these notations should be replaced by a line
in.red ink and the notation ''37 CFR 1.663” in red ink
before passing the case to issue, and the applicant no-
tified of the cancellation by an ‘Examiner’s Amend-
ment. If an dction is necessary in the application after
the mterf‘erence, ‘the applicant should also be informed
that “Claims (designated. by numerals), as to which a
judgment adverse to apphcant has . been rendered,
stand finally’ dnsposed of in accordance wnh 37 CFR
1.663.>

If all the claims in the apphcanon are eliminated, a
letter should be written informing the applicant that
all the claims in the application have been dlsposed
of, indicating the circumstances, that no claims remain
subject.to prosecution, and that the application will be
sent to the abandoned files with the next group of
abandoned applications. Proceedings are terminated as
of the date ‘the interference terminated. See §236l
thtrd paragraph of text. ,

- 'If 'the losing party’s case was under rejecnon at the
time the interference was declared, such rejection is
ordmanly repeated (etther in full or, by reference to
the previous: action) and, in addition, any other suita-

‘ble rejections, as discussed below, are made. If the

losing party s application was under final rejectxon or
rwdy for issue, his or her right to reopen the prosecu-
tion is restricted to subject matter related to the issue
of the mterference

Where the losing party failed to get a copy of the
opponent’s drawing or specification during the inter-
ference, the losing party may order a copy thereof to
enable said party to respond to a rejection based on
the successful party's disclosure. Such order is re-
ferred to, the examiner-in-chief who has authority to
approve orders of this nature.

In addition to repeating any outstanding rejectlon,
the examiner should consider whether any remaining
claims in the -losing party’s apphcatlon should be re-
jected on the ground of unpatentability under 35
U.S.C. 102/103, or on the ground of estoppel.

1. UNPATENTABILITY UNDER 35 U.S.C. 102/
103

‘The examiner should determine from the Board’s
decision the basis on which judgment was rendered
against the applicant. If the judgment was that appli-
cant was not the first inventor of the subject matter in
issue, the application claims may be rejected under 35
U.S.C. 102(g)/103 as unpatentable over the lost
counts. If the judgment was based on a holding that
applicant derived the invention from another, a rejec-
tion of claims as unpatentable over the lost counts
under 35 U.S.C. 102(f)/103 may be in order. Where
the Board rendered judgment against the applicant be-
cause his or her claims were unpatentable over prior
art, under 35 U.S.C. 112, or on other grounds, the
other claims in the applicaiion should be reviewed to
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determine whether any of those grounds may be ap-
phcable to them. r :

2 ESTOPPEL
~ Claims which casnot be rejected as unpatentable
over the lost counts may still be subject to rejection
on the’ ground of estoppel. As stated in 37 CFR
1658((:), a losing ‘party who could have properly
moved undeér 37 CFR 1.633 or 1.634, but failed to do
so, is estOpped to “take subsequent action in the PTO
whrch is inconsistent with the party’s failure to prOp-
erly move. However, in the event of a “split awar
the losing party is not estopped as to claims Whlch
corresponded, or properly could h'we corresponded
to a count which he or she won.

“The following examples illustrate the application of

estoppel to the losing party:

Example 1. Junior party apphcant AL and senior party appli-
cant AK both disclose separate patentable inventions “A” and
“B” and claim only inveation A in their respective applications.
An interference is declared with a single count to invention .A.
Neither party fi files a motion under 37 CFR 1.633(c){1) to add a
count to invention B. Judgment as to all of AL's claims corre-

“ sponding to the sole coant is awarded to junior parfy applicant

. AL. Senior - party apphcam AK will be estopped to thereafter
obtain' a patent containing claims to-invention B, because appli-

. cant AK failed to move to add a count:to invention B in the in-
terference Junior’ party applicant AL will not be estopped to
obtain a patent containing clzims to invention B. -

Example 2: In this example, the facls are the same as in Exam-
ple 1 except that judgment is awarded as to all ‘AK's claims cor-
responding to the count to senior party applicant AK. Junior
party applicant AL will be estopped to obtain a patent containing
claims to invention B in the interference. Senior party applicant
AK will not be estopped to obtain a patent containing claims to
invention B.

Example 3. Junior party apphcant AM and senior party appli-
cant AP both disclose separate patentable inventions “C”, “D",
and “E"” and claim inventions C and D in their respective appli-
cations. An interference is declared with two counts. Count 1 is
to invention C and Count 2 is to invention D. Neither party files
a preliminary motion to add a proposed Count 3 to invention E.
Judgment as to all AM’s claims corresponding to Counts 1 and 2
is awarded to junior party applicant AM. Senior party applicant
AP will be estopped to thereafter obtain a patent containing
claims to invention E, because applicant AP failed to move to
add a count to invention E in the interference. Junior party appli-

. of some newly discovered pnor arf, junior party AM could prop-

erly antedate the prior ert by seeking the benefit under 35 US.C.
120 of the earlier application. Thus, even though junior party

" AM was 2 “losing party” as to Count 2 (an edverse judgment as

to junior party AM's claims corresponding to Count 2 having

‘been entered), junior party AM was awarded a favomble Judg-

ment (37 CFR 1.658(c)) as to Count 1. Junior party AM will be

" estopped in subsequent ex parte prosecution from attemptlng to

be accorded the benefit. of the ‘earlier apphcatron as to the inven-
tion of Count 2. .
Example 6. Applicant AQ dlscloses and clarms invention “F."

" Applicant AR discloses and claims separate patentable inventions

“F" and “G.” The assignee of applicant AQ also owns an appli-
cation AS which discloses and claims invention “G.” An interfer-
ence is declared between applicant AQ and applicant AR, The
sole count is directed to invention F. No motion is filed by appli-
cant AQ or its assigree to declare an additional interference be-
tween applicant AR and applicant AS with a count to invention
G A Judgment as to all of AR’s claims corresponding to the sole
count is awarded to apphcant AR. Apphcam AS and the assrgn~
ee will be estopped to obtain a patent contammg claims to inven-
tion G, because applicant AR and the asmgnee failed to move to
declare an addmonal interference with a count to invention G.

Example 7. The facts in this examplc are the same as the facts
in Example 6 except that Judgment as to all of AQ’s claims corre-
sponding the sole count is awarded to applicant AQ.. Applicant
AS and the assignee would noi be estopped, because ‘applicant
AQ was not a “losing party” (37 CFR 1.658(c)). )

Example 8. Appllcant AT discloses a generic-invention to “sol-
vent” and a species to “benzene.” Application AT contains 2 pat-

" entable claim 1 (solvent) ‘and no -other claims. Appllcant AU dis-

closes the generic invention to “solvent” and species to “‘ben-
zene” and “toluene.” Application AU contains patenlable claim 3

. (solvent) and no other claims. An interference is declared with a

single count (solvent). Claim 1 of application AT and claim 3 of
application AU are designated to correspond to the count. No
preliminary motions are filed. A judgment is entered in favor of
applicant AT on the claim corresponding to the sole count. Ap-
plicant AU would be estopped to obtain a patent containing a
claim to benzene, because applicant AU ‘failed to file a prelimi-
nary motion under 37 CFR 1.633(c){1) seeking to add a count to
benzene and benzene was disclosed in winning party AT's appli-
cation. Applicant AU would also be estopped to obtain a patent
containing & claim to.toluene, unless “toluene™ defines a “sepa-
rate patentable invention™ from “solvent.” A basis for interfer-
ence estoppel (37 CFR 1.658(c)) exists if toluene” and *solvent”
define the “same patentable invention,” because a claim to “tolu-
ene” could properly have been added and designated to corre-
spond to the count. See 37 CFR 1.633(c)}(2).

The following two examples illustrate the applica-

cant AM will not be estopped to obtain a patent containing claim
to invention E.

Example 4. In this exzmpie, the facts are the same as in Exam-
ple 3 except that judgment is awarded as to all AP’s claims cor-
responding to Counts | and 2 to senior party applicant AP.
Junjor party applicant AM will be estopped to obtain a patent
containing claims to invention E, because applicant AM failed to
move to add a count to invention E in the interference. Senior
party applicant AP will not be estopped to obtain a patent con-
taining claims to invention E.

Example 5. In this example the facts are the same as in Exam-
ple 3 except that judgment is awarded on all of AM’s claims cor-
respondmg to Count | to junior party applicant of AM and judg-
ment is awarded to all AP’s claims corrcspondmg to Count 2 to
senior party applicant AP. Both pnruce will be estopped to
obtain a patent containing claims to invention E, because neither
moved to add a count to invention E during the interference.
Assume that junior party AM could have properly moved under
37 CFR 1.633(f) to be accorded the benefit of an e¢arlier applica-
tion, but did not do so during the interference. Junjor party AM
will not be estopped in subsequent ex parfe prosecution from
asking for benefit of the earlier application as to the invention de-
fined by Comnt ). Accordingly, if the examiner were to reject
junior party AM’s claim corresponding to Count 1 on the basis

tion of estoppel against an applicant who lost the in-
terference based solely on the fact that the applicant
was unable to establish a date of invention prior io
the opponent’s foreign filing date (see Ex parte Tytgat,
225 USPQ 907 (Bd. App. 1985)):

Example 9. Application AV discloses engines in general and in
particular a 6-cylinder engine. Application AV contains only
claim 1 (engine). Application AW discloses engines in general,
but does not specifically disclose a 6-cylinder engine. Application
AW contains only a single claim 3 (engine). The U.S. “filing
date” (37 CFR 1.601(h)) of the AV application is prior to the
U.S. filing date of the AW application, but the AW application
claims a foreign priority date under 35 U.S.C 119 based on an
application filed in a foreign country prior to the filing date of
the AV application. An interference is declared. The sole count
of the interference is to “an engine.” Claim 1 of the AV applica-
tion and claim 3 of the AW application are designated to corre-
spond to the count. During the interference, applicant AV does
not move under 37 CFR 1.633(c)2) to add a claim to a 6-cylin-
der engine and to designate the claim to correspond to the count.
Applicant AW is awarded a judgment in the interference based
on the earlier filing date of the foregin patent application. After
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the. mterfemnce. app&cm AV adds clalm 2 (&cyllnder exagme)
R - the AV applmxmz: Whether AV would be entitled to a
_ patent containing a claim to a 6-cy1mder engine will depend
solely on whether 2 G-cvlinder engine is a “separate patentable
invention™ from’ “engine™—the subject matter of the count. If &
_6-cylinder engine is a. “separate patentable invention™ within the
. mesning of 37 CFR 1.601{n), applicant AV could not haveé suc-
* cessfully moved under 37 CFR 1. 633(c)(2) to add claim 2 and to
" designate it to correspond 1o the count. Therefore applicant AV
. could obtain a patent containing claim 2. If, on the other hand, s
» 6-cylinder engine is not & “separate patentahle mvent:cm," claim 2
" “of the AV application would be rejected on the basis of interfer-
ence estoppel because clsim 2 could have been added by a
motion under 37 CFR 1.633(cX2). See 37'CFR 1.658(c).
. Example 10. This example is basically the same as Example 9,
~ except that application AV initially contains claim 1 {engine) and
claim 2 (6-cylinder engine). When the interference is declared,
both claims 1 and 2 of application AV are designated to corre-
spond to the count. During the interference, applicant AV does
not move under 37 CFR 1.633(cX4) to dwgnate claim 2 as not
corresponding to the count. A judgment in the interference is en-
‘tered for applicant AW based on the earlier filing date of the for-
eign patent application. After the interference, applicant AV
would not be able to obtain a patent containing claim 2, because
that claim was designated to correspond to a count and entry of
the judgment constitutes a final decision by the PTO refusing to
grant applicant AV a patent contammg claim 2.

A1LOWANCE OF LosiNG PARTY'S APPLKCATION

Before allowing a losing party’s application, the ex-
aminer should carefully consider whether the grounds
of estoppel have been fully applied. In order to pro-
mote uniform application of the doctrines of lost
counts and estoppel, the examiner must consult the
examiner-in-chief who was in charge of the interfer-
ence before allowing the losing party’s case.

2364 Entry of Amendments [R~2]

Under 37 CFR 1.637(c) (1) and (2), (d)(3), (e) (1)
and (2), or ¢h), a moving party is required to submit
with his or her motion as a separate paper, an amend-
ment embodying the proposed claims if the claims are
not already in the application concerned. In the case
of an application involved in the interference, this
amendment is not entered at that time but is placed in
the application file.

An amendment filed in connection with a motion to
add or substitute counts in an interference must in-
clude any claim or claims to be added and be accom-
panied by the appropriate fees (or fee authorization),
if any, which would be due if the amendment were to
be entered, even though it may be that the amend-
ment will never be entered. Only upon the granting of
the motion may it be necessary for the other party or
parties to present claims, but the fees (or the fee au-
thorized) must be paid whenever claims are presented.
Claims which have been submitted in response to a
suggestion by the Office for inclusion in an applica-
tion must be accompanied by the fee due (or fee au-
thorization), if any. Money paid in connection with
the filing of a proposed amendment will not be re-
funded by reason of the nonentry of the amendment.

If the motion is granted the amendment is entered
at the time decision on the motion is rendered. If the
motion is not granted, the amendment, though left in
the file, is not entered and is so marked.

MANUAL OF PATENT EXAMINING PROCEDURE

“If the motion is granted only in part and denied as
to another part, only so much of the amendment as is
covered in the grant of the motion is entered, the re-
maining part being indicated and marked “not en-
tered” in pencil. (See 37 CFR 1.664.)

In each instance the applicant is mformed of the
dlsposmon of the amendment in the first action in the
case followmg the termination of the interference. If
the case is otherwise ready for issue, the applicant is
notified that the application is allowed and the Notice
of Allowance will be sent in due course, that prosecu-
tion is closed and to what extent the amendment has
been entered. ,

As a corollary to this practice, it follows that
where prosecution of the winning application had
been closed prior to the declaration of the interfer-
ence, as by being.in condition for issue, that applica-
tion may not be reopened to further prosecution fol-
lowing the interference, even though additional claims
had been presented in connection with a motion in
the interference.

It should be noted at this point that, under 37 CFR
1.663, the entry of an adverse judgment against a
party who requests same pursuant to 37'CFR 1.662(a)
finally disposes of all claims of that party’s application
which are designated as corresponding to the count.

2364.01 Amendments Filed During Interference
[R-2]

If the amendment is filed in response to a letter by
the primary examiner, suggesting a claim or claims
for interference with another party and for the pur-
pose of declaring an additional interference, the exam-
iner enters the amendment and takes the proper steps
to initiate the second interference.

OTHER AMENDMENTS

When an amendment to an application involved in
an interference is received, the examiner inspects the
amendment and, if necessary, the application, to de-
termine whether or not the amendment affects the
pending or any prospective interference. If the
amendment is an ordinary one properly responsive to
the last regular ex parte action preceding the declara-
tion of the interference and does not affect the pend-
ing or any prospective interference, the amendment is
marked in pencil “not entered” and placed in the file,
a corresponding entry being endorsed in ink in the
contents column of the wrapper and on the serial and
docket cards. After the termination of the interfer-
ence, the amendment may be permanently entered
and considered as in the case of ordinary amendments
filed during the ex parte prosecution of the case.

If the amendment is one filed in a case where ex
parte prosecution of an appeal to the Board of Patent
Appeals and Interferences is being conducted concur-
rently with an interference proceeding (see § 2314),
and if it relates to the appeal, it should be treated like
any similar amendment in an ordinary appealed case.

When an amendment filed during interference pur-
ports to put the application in condition for another
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interference either with a pending application or with
a patent, the primiry examiner must personally con-
sider the amendment sufficiently to determine wheth-
er, in fact, it does so.

If the amendment presents allowable claims direct-

ed to an invention claimed in a patent or in another

pending application in issue or ready for issue, the ex-
aminer borrows the file, enters the amendment and
takes the proper steps to initiate the second. interfer-
ence.

Where in the opinion of the examiner, the proposed
amendment does not put the application in condition
for interference with another application not involved
in the interference, the amendment is placed in the file
and marked “not enmtered” and the applicant is in-
formed why it will not be now entered and acted
upon.

When the amendment seeks to provoke an interfer-
ence with a patent not involved in the interference
and the examiner believes that the claims presented
are not patentable to the applicant, and where the ap-
plication is open to further ex parte prosecution, the
file should be obtained, the amendment entered and
the claims rejected, setting a time limit for response.
If reconsideration is reguested and rejection made
final a time limit for appeal should be set. Where the
application at the time of forming the interference
was closed to further ex parte prosecution and the dis-
closure of the application will prima facie, not support
the claims presented, or where the claims presented
are drawn to a non-elected invention, the amendment
will not be entered and the applicant will be so in-
formed giving very briefly the reason for the non-
entry of the amendment.

2365 Second Interference [R-2]

37 CFR 1.665 Second interference. A second interference between
the same parties will not be declared upon an application not in-
volved in an earlier interference for an invention defined by a
count of the earlier interference. See § 1.658(c).

2366 Interference Settlement Agreement [R-2)

37 CFR 1.666 Filing of interference settlement agreements. (a) Any
agreement or understanding between parties to an interference, in-
cluding any collateral agreements referred to therein, made in con-
nection with or in contemplation of the termination of the interfer-
ence, must be in writing and a true copy thereof must be filed
before the termination of the interference (§ 1.661) as between the
parties to the agreement or understanding.

(b) If any party filing the agreement or understanding under
paragraph (a) of this section so requests, the copy will be kept sepa-
rate from the file of the interference, and made available only to
Government agencies on written request, or to any person upon pe-
tition accompanied by the fee set forth in § 1.17(i) and on a show-
ing of good cause.

(c) Failure to file the copy of the agreement or understanding
under paragraph (a) of this section will render permanently unen-
forceable such agreement or understanding and any patent of the
parties involved in the interference or any patent subsciuently
jssued on any application of the partics 50 involved. The Crimmis-
sioner may, however, upon petition accompanied by the {ee set
forth in § 1.17(h) and on a showing of good cause for failure 1o file
within the time prescribed, permit the filing of the agreement or
understanding during the six month period subsequent to the termi-
nation of the interference as between the parties to the agreement

or understanding.

Section 1.666 sets out the procedure for filing set-
tlement agreements in mterference cases. The PT: O i is.
merely a repository for copies of agreements filed
under 35 U.S.C. § 135(c) and does not undertake to
rule on whether the statute requires that a copy. of
any partu,ular agreement be filed. Nelson v. Bowler
212 USPQ 760 (Comm r. Pat 1981) \

2371  Evidence [R-2]

37 CFR 1.671 Ewdence must camph with rules. (a) Evidence con-
sists of testimony and exhibits, official records and publications filed
under § 1.682, evidence from another interference, proceeding, or
action filed under § 1.683, and dlscovery relied upon under § 1.688,
and the specification (including claims) and drawings-of any appli-
cation or patent:

{1} Involved in the interference.

{2) To which a party has been accorded benefit in the notice
declaring the |nterference or by a prellmlnary motion granted
under § 1.633.

(3) For which a party has sought, ‘but has been denied, benefit
by a preliminary motion under § 1.633.

(4) For which benefit was rescinded by a preliminary motion
granted under § 1.633.

(b Except as ‘otherwise provided in this part, the Federal Rules
of Evidence shall apply to interference proceedings. Those pomcm
of the Federal Rules of Evidence relating to criminal actions, juries,
and other matters not relevant to interferences shall not apply.

(c) Unless the context is otherwise clear, the following terms of
the Federal Rules of Evidence shall be construed as follows:

(1) “Courts of the United' States,” “U.S. Magistrate,” “court,”
“trial court,” or “trier. of fact” means examiner-in-chief or Board as
may be appropriate.

(2) “Judge” means examiner-in-chief.

{3) “Judicial notice™ means official notice.

(4) “Civil action,” “civil proceeding,” *action,” or “trial,”
means interference.

(5) “Appellate court” means United States Court of Appeals
for the Federal Circuit or a*United States district court when judi-
cial review is under 35 U.S.C. § 146.

(6 “Before the hearing” in Rule 703 means before giving testi-
mony by oral deposition or affidavit.

(7) “The trial or hearing” in Rules 803(24) and 804(5) means
the taking of testimony by oral deposition.

(d) Certification is not necessary as a condition to admissibility
when the record is a record of the Patent and Trademark Office to
which all parties have access.

(e) A party may not rely on an affidavit filed by that party
during ex parte prosecution of an application, an affidavit under
§ 1.608(b), or an affidavit under § 1.639(b) unless (1) a copy of the
affidavit is or has been served and (2) a written notice is filed prior
to the close of the party’s relevant testimony period stating that the
party intends to rely on the affidavit. When_proper notice is given
under this paragraph, the affidavit shall be deemed filed under
§ 1.672(b). A copy of the affidavit shall be included in the record
(§ 1.653).

(f) The significance of documentary and other exhibits shall be
discussed with particularity by a witness during oral deposition or
in an affidavit.

(g) A party must file a motion (§ 1.635) seeking permission from
an examiner-in-chief prior to taking testimony or seeking docu-
ments or things under 35 U.S.C. § 24. The motion shall describe the
general nature and the relevance of the testimony, document, or
thing.

(h) Evidence which is not taken or sought and filed in accord-
ance with this subpart shall not be admissible.

Section 1.671 sets out what will be considered evi-

dence.

37 CFR 1.671 (b) and (c¢) provide that the Federal
Rules of Evidence apply to interference proceedings
to the extent indicated in the rule, It should be noted

that this provision does not eliminate the we]l-af":d
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requl {cnt for” mdependent corroboratwn of pnor

mventwe acts performed by a party.

Under § 1. 671(e), a party cannot rely on a prevxous-”

ly filed aff davxt such as an ‘affidavit under 37 CFR
1.131, 1.132, L. 608(!3) or 1. 639(b) unless ‘the affidavit is

served and notice is given that’ the party. mtends 10
rely on the affidavit. The purpose for the notice is to
permit an opponent to determiné whether a deposition-

for cross-exammatwn is necessary (see §8 1. 672(b) and
1.673(e)). - :

Section l 67l(e) is mtended o overrule prior con-
struction -of PTO rules in Holmes v. Kelly, 586 F.2d
234, 237 n. 7, 199 USPQ 778, 782 n. 7 (CCPA 1978)
and Brecker v. Jennings, 204 USPQ 663 (Bd.Pat.Int.
1978), which considered a Rule 1.132 affidavit in the
file of an involved application to be part of the
“record” in an interference. Under § 1.671(e}, a party
intending to rely on such an affidavit must give notice
and serve a copy of the affidavit on the opponent.

Even though the affidavit may have been consid-
ered by the examiner-in-chief in deciding a prelimi-
nary motion, it may not be considered by the Board at
final hearing unless § 1.671(¢) has been complied with.
Slmllarly, while § 1.671(a) provides that the specifica-
tion (including claims) and drawings of the involved
and certain other cases are in evidence, other papers
in those files are not in evidence unless specifically in-
troduced as exhibits.

Under § 1.671(f), the significance of documemary
and other exhibits must be discussed with particularity
by a witness during oral deposmon or in an affidavit.
Section 1.671(f) sets out in the regulations an eviden-
tiary requirement imposed by precedent. See Popoff v.
Orchin, 144 USPQ 762 (Bd.Pat.Int. 1963) (unexplained
experimental data should not be considered); Chandier
v. Mock 150 F.2d 563, 66 USPQ 209 (CCPA 1945)
(records standing alone were held to be meaningless),
and Smith v. Bousguet, 111 F.2d 157, 45 USPQ 347
(CCPA 1940) (unexplained tests in stipulated testimo-
ny are entitled to little weight). See also In re Bor-
kowski, 505 F.2d 713, 184 USPQ 29 (CCPA 1974) and
Triplett v. Steinmayer, 129 F.2d 869, 54 USPQ 409
(CCPA 1942). Under § 1.671(g), a party is required to
obtain permission from an examiner-in-chief prior to
proceeding under 35 U.S.C. § 24. This requirement in-
sures that a subpoena is necessary (e./g., a subpoena
ordinarily should not be necessary where testimony of
an opponent is sought) and that testimony sought
through a § 24 subpoena is relevant before a subpoena
is issued. The motion seeking permission to proceed
under § 24, any opposition thereto, and the order of
an examiner-in-chief authorizing the moving party to
proceed under § 24 will be of assistance to a federal
court in the event a party is required to resort to a
court to enforce the subpoena or to compel answers
to questions propounded at any deposition where a
witness is appearing pursuant to a subpoena. See Shee-
han v. Doyle, 529 F.2d 38, 188 USPQ 545 (Ist Cir.),
cert. denied, 429 U.S. 870 (1976), rehearing denied, 429

U.S. 987 (1976).

" Under § L671(H); any evidence which is not' taken
or sought and filed i accordance wtth the regulatlons<
will not beé admissible. - ‘ :

The courts have articulated a rule of law whlch the«’
PTO will continue to-apply'in determining admissibil-
ity ‘of laboratory- notebooks: under the’ “shop’ book™:
Rule: 803(b)(6) of the Federal Rules of Evidence. See:
e.g., Alpert v. Slatin, 305 F.2d 891, 134 USPQ:296
(CCPA: 1962) and' Elliott '~v.  Barker, 481 F.2d: 1337f
179 USPQ 100 (CCPA 1973). g

Ordinarily, the examiner-in-chief can order a party
to produce an individual for a deposition as long as
the individual is a party or is under the control of the
party, e.g., an employee of "an ' assignee. - Where'so-.
called “‘third parties” are concerned, however; issu-
ance ‘of -a subpoena may be necessary, because the
PTO has no authority to compel attendance of thlrd
parties. - :

2372 Manner of Taking Testiinonyz '[R‘-Z] .

37 CFR 1.672 Manner of taking testimony. (a) Testimony of a wit-
ness may -be taken by oral dcposmon or affi daVIt in. accordance
with this subpan .

(b) A party w15hmg to take the tesumony ‘of a witness whose tes-
timony ‘will not be' compelled under 35 U.S.C. §24' may elect-to’
present the testimony of the witness by affidavit or depasition. A
party electing to present testimony of a witness by affidavit shall,
prior to the close of the party’s relevant testimony period, ﬁle and
serve an affidavit of the witness or, where appropriate, a notice
under §1.671(). To facilitate preparatton of the record (§ 1.653(g)
and (h)); a party should file an affidavit: on paper which is 8% by
11 inches (21.8 by 27.9 cm) A party shall not be entitled to tely on
any document referred to in the affidavit unless a.copy of the docu-
ment is filed with the affidavit. A party shail not be entitled to rely
on any thing mentioned in the affidavit unless the opponent is given
reasonable access to the thing. A thing is something other then a
document. After the affidavit is filed and within a time set by an
examiner-in-chief, any opponent may file a request to cross-examine
the witness on oral deposition. If any opponent’ réquests cross-ex-
amination of an affiant, the party shall notice a deposition under
§ 1.673(e) for the purpose of cross-examination of any opponent.
Any redirect and recross shall take place at the deposition. At any
deposition for the purpose of cross-examination of a witness whose
testimony is presented by affidavit, the party shall not be entitled to
rely on any document or thing not mentioned in one or more of the
affidavits filed under this paragraph, except to the extent necessary
to conduct proper redirect. A party electing to present testimony of
a witness by deposition shall notice a deposition of the witness
under § 1.673(a). The party who gives notice of depaosition shall be
responsible for obtaining a court reporter and for filing a certified
transcript of the deposition as required by § 1.676.

{c) A party wishing to take the testimony of 2 witness whose tes-
timony will be compelled under 35 U.S.C. § 24 must first obtain
permission from an examiner-in-chief under § 1.671(g). If permission
is granted, the party shall notice a deposition of the witness under
§ 1.673 and may proceed under 35 U.S.C. § 24. The testimony of
the witness shall be taken on oral deposition.

(d) Notwithstanding the provisions of this subpart, if the parties
agree in writing, a deposition may be taken before any person au-
thorized to administer oaths, at any place, upon any notice, and in
any manner, and when so taken may be used like other depositions.

{e) If the partics agree in writing, the testimony of any witness
may be submitted in the form of an affidavit without opportunity
for cross-cxamination. The affidavit of the witness shall be filed in
the Patent and Trademark Office.

(N If the parties agree in writing, testimony may be submitted in
the form of an agreed statenient setting forth (1) how a particular
witniess would testify if called or (2) the facts in the case of one or
more of the parties. The agreed statement shall be filed in the
Patent and Trademark Office. See § 1.653(a).
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. Section 1.672 sets forth the manner in which testi-

moaxy shall be:taken. Testimony can be taken by dep-
osition or’ affidavit at the election of the party’ present-
ing the t&stlmony A party presenting testtmony by af-
fidavit must file and. serve. the affidavit. If the party
presents. testtmony by affidavit and an opponent elects
to cross-examine the affiant; the party is: required ‘to
notice a’ deposition for the purpose of cross-examina-
tion. Re-dlrect and re-cross will take place at the dep-
osition. Where the parties agree, testimony can be
presented ‘by affidavit without opportonity for cross-
examination (see § 1.672(e)) or by stipulated testlmony
or an agreed statement of facts (see'§ 1.672(f)). ©

- An affidavit' may be used only when a witness
agrees to sign- the affidavit. If an individual refuses to
sign an affidavit or voluntarily appear at a deposition
the party calling the witness will have to compel at-
tendance at a deposmon by a. subpoena under: 35
U.S.C. 24 after receiving permission from an examin-
er-in-chief.

Before setting the times for dtscovery, takmg testi-
mony, and filling the record, the examiner-in-chief in
charge of the interference will in all likelihood hold a
pre-trial ‘conference with the parties’ lead “attorneys.
At this conference, the attorneys should be’ prepared
to discuss whether they intend to take testimony, and
whether the testimony will be by oral deposition, by
affidavit or otherwise; the issues to be determined; the
time which will be required; and other matters rele-
vant to the conduct of the testimony. Fo]lowmg the
conference the examiner-in-chief will normally issue
an order setting the times for discovery, taking testi-
mony, and filing the record, and making such other
rulings as may be necessary in the particular case.

Former rule 37 CFR 1.287(a) required that a party
provide discovery by servmg copies of documents
and lists within a specified time before taking his testi-
mony. The essence of this requirement is carried for-
ward in 37 CFR 1.673 where the testimony of a wit-
ness is to be by deposmon If a witness’ testimony will
be by affidavit, prior service of documents and lists is
not required, but copies of documents referred to in
the affidavit must be filed and served therewith, and
the opponent must be given reasonable access to any
thing mentioned therein. 37 CFR 1.672(b).

2373 Notice of Examination of Witness,[R?-Zl

37 CFR 1.673 Notice of examination of witness. (a) A party elect-
mg to take testimony of a witness by deposmon shall, after comply-
ing with paragraphs (b) and (g) of this section, file and serve a
single notice of deposition stating the time and place of each depo-
sition to be taken. Depositions may be noticed for a reasonable time
and place in the United States, Unless the parties agree in writing, a
deposition may not be noticed for any other place without approval
of an esamines-in-chief (see § 1.684), The notice shall specify the
name and address of each witncss and the general nature of the tes-
timony to be given by the witness. If the name of a witness is not
known, a general description sufficient to identify the witness or a
pamcular class or group to which the witness belongs may be
given instead.

{b) Unless the parties agree otherwise, a party shall serve, but not
file, at least three days prior to the conference reguired by para-
graph (g) of this section, if service is made by hand or “Express
Mail,” or at least ten days prior 1o the conference if service is made

by any other means, the following:

ERENCE ..oy oo 50 vanyy

(l) A hst am wpv of each document m the pany’s, posswsmu,
- (2P A list Mm a proﬂ‘er of reasonable BECEHS 1O thmgs in ‘the
P@"}'S possession, castody,” or' control and upmt wtm:h the party
intends to rely at aay deposition.” 2

(c) A party shall not be permitted to rely at any deposntton on
any wi witness not tisted i in ‘the nottce. or any document not served or
any thmg not listed as requtred by pa‘agraph (®) of this section, (1)
unléss all. opponems agree in \sntmg or on_the recard 10 permtt “the
party to rely on.the witness, document, or thtng or (2) except upon
a motion (§ 1.635) promptly filed which is accompamed by any
proposed notice, additional; documeénts, or lists and which shows
sufficient cause why the notice, documents, or lists were not served
in accordance with this section. . .

(d) Each opposing ‘party shall have d full opportumt\ 10 attend a
deposition and cross-examine. If an opposing party attends a deposi-
tion of a: witness not named in-a notice and éross-examines the wit-
ness. or fails to object 1 the taking of the deposition, the opposing
party shall be deemed to have waived any right to obtect o the
taklng of the deposmon for lack of proper notice.

) A pany electmg 10 present testtmony by, affidavit and who is
requlred to, notice deposrtlons for the purpose | of cros-exammatlon
under &L 672(b), shall, after wmplymg with paragraph (@) of thxs
secuon, file and serve a smgle notice. of deposxtton stating the time
and place of each cross-exmnmauon deposition to be taken. . _

(t) The. partjes. shall not take: depositions in more than - one place
ai. the same time: or 's0. nearly. at the same time that reasonable op-
portunity to: travel fmm ane’ place of" deposmon to another cannot
be.had.:

‘(g) Before’ sefving & notice: of deposition and aﬁer complymg
with paragraph ®) of this section,' a’ party shall have an oral confer-
ence with’ all opponems ‘to attempt to agree on a mutually accepta-
ble time and place for conducting the deposition. A certificate shall
appear: in the notice siating that the oral conference took place or
explaining why the conference could not be had. If the parties
cannot agree to a mutually acceptable place and time for conduct-
ing the deposition-at the conference; the parties shall contact an ex-
aminer-jn-chief who shall then designate the time and place for con-
ducting the deposition.

(1) A copy of the notice of deposition shall be attached to the
certified transcript of the deposition filed under. § 1.676(a).

Section 1.673 sets out how a deposition must be no-
ticed. A deposition can be noticed for any reasonable
place in the United States. The extent to which par-
ties, witnesses, and attorneys or agents have to travel
may be considered in determining whether a place is
reasonable. Prior to serving a notice for a deposition,
a party is required to-take two procedural steps.
Under § 1.673(b), a party is required to serve a copy
of the documents and a list of the things in its posses-
sion, custody, and control upon which it intends to
rely. Under § 1.673(g), the party is required to have
an oral conference (in person or by telephone) with
all opponents to attempt to agree on a mutually ac-
ceptable time and place for taking the deposition. An
examiner-in-chief may set the time and place if agree-
ment is not reached. A single notice listing all the wit-
nesses and the general nature of their expected testi-
mony is then served. Under § 1.673(c) and except as
provided, a party can not rely on any witness not
mentioned in the notice, any document not served, or
any thing not listed. Under § 1.673(h). a copy of any
notice must be attached to the certified transcript of
each deposition filed.
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2374 Persons Depositions Taken Before [R-2)

37 CFR 1.674 Persons before whom depositions may be taken. (a)
Within the United States or a territory or insular possession of the
United States a deposition shall be taken before an officer author-
ized to administer oaths by the laws of the United States or of the
place where the examination is held.

(b) Unless the parties agree in writing, the following persons
shall not be competent 1o serve as an officer: (1) a relative or em-
ployee of a party, {2) a relative or employee of an attorney or agent
of a party, or (3) a person interested, directly or indirectly, in the
interference either as counsel, attorney, agent, or otherwise.

Section 1.674 sets out the persons before whom
depositions can be taken.

2375 Examination of Witness [R-2]

37 CFR 1.675 Examination of witness, reading and signing tran-
script of deposition. (a) Each witness before giving an oral deposition
shall be duly sworn according to law by the officer before whom
the deposition is to be taken.

(b) The testimony shall be taken in answer to interrogatories with
any questions and answers recorded in their regular order by the
officer or by some other person, who shall be subject to the provi-
sions of § 1.674(b), in the presence of the officer unless the presence
of the officer is waived on the record by agreement of all parties.

(c) All objections made at the time of the deposition to the quali-
fications of the officer taking the deposition, the manner of taking
it, the evidence presented, the conduct of any party, or any other
objection to the proceeding shall be noted on the record by the of-
ficer. Evidence objected to shall be taken subject to any objection.

(d) Unless the parties agree in writing or waive reading and sig-
nature by the witness on the record at the depaosition, when the tes-
timony has been transcribed a transcript of the deposition shall be
read by the witness and then signed by the witness in the form of
(1) an affidavit in the presence of any notary or (2) a declaration.

Section 1.675 sets out how a deposition is to be
taken.

2376 Filing Transcript of Deposition [R-2]

37 CFR 1.676 Certification and filing by officer, marking exhibits.
(a) The officer shall prepare a certified transcript of the deposition
by attaching to a transcript of the deposition a copy of the notice
of deposition, any exhibits to be annexed to the certified transcript,
and a certificate signed and sealed by the officer and showing:

(1) The witness was dufy sworn by the officer before com-
mencement of testimony by the witness.

(2) The transcript is 2 true record of the testimony given by
the witness.

(3) The name of the person by whom the testimony was re-
corded and, if not recorded by the officer, whether the testimony
was recorded in the presence of the officer.

(4) The presence or absence of any opposing party.

(5) The place where the deposition was taken and the day and
hour when the deposition began and ended.

(6) The officer is not disgualified under § 1.674.

(b) If the parties waived any of the requirements of paragraph (a)
of this section, the certificate shall so state.

(c) The officer shall note on the certificate the circumstances
under which a witness refuses to sign a transcript.

(d) Unless the parties agree otherwise in writing or on the record
at the deposition, the officer shall securely seal the certified tran-
script in an envelope endorsed with the style of the interference
(e.g., Smith v. Jones), the interference number, the name of the wit-
ness, and the date of sealing and shall promptly forward the enve-
lope to BOX INTERFERENCE, Commissioner of Patents and
Trademarks, Washington, D.C. 20231. Documents and things pro-
duced for inspection during the examination of a witness, shall,
upon request of a party, be marked for identification and annexed
to the certified transcript, and may be inspected and copied by any
party, except that if the person producing the documents and things
desires to retain them, the person may (1) offer copies to be marked
for identification and annexed to the certified transcript and to
serve thereafter as originals if the person affords to all parties fair

opportunity to verify the copies by comparison with the origirals
or (2) offer the originals to be marked for identification, after
giving to each party an opportunity to inspect and copy them, in
which event the documents and things may be used in the same
manner as if annexed to the certified transcript. The exhibits shall
then be filed as specified in § 1.653(i). If the weight or bulk of a
document or thing shall reasonably prevent the document or thing
from  being annexed to the certified transcript, it shall, unless
waived on the record at the deposition by all parties, be authenti-
cated by the officer and forwarded to the Commissioner in a sepa-
rate package marked and addressed as provided in this paragraph.

Section 1.676 sets out how a court reporter should
prepare and file a certified transcript of a deposition.
Section 1.676(d) sets out how exhibits are to be
marked for identification, used at depositions, and
filed. Provisions similar to those of Rule 30(f)(1) (A)
and (B) of the Federal Rules of Civil Procedure are
applicable to interferences.

2377 Form of Transcript of Deposition [R-2]

37 CFR 1.677 Form of a transcript of deposition. (a) A transcript
of a deposition must be typewritten on opaque, unglazed, durable
paper approximately 8% by 11 inches (21.8 by 27.9 cm.) in size
(letter size). Typing shall be double-spaced on one side of the paper
in not smaller than pica-type with a margin of 1% inches (3.8 cm.}
on the left-hand side of the page. The pages must be consecutively
numbered throughout the entire record of each party (§ 1.653(d))
and the name of the witness must be typed at the top of each page
(§1.653(e)). The questions propounded to each witness must be con-
secutively numbered unless paper with numbered lines is used and
each question must be followed by its answer.

(b) Exhibits must be numbered consecutively and each must be
marked as required by § 1.653(i).

Section 1.677 sets out the form of a transcript of a
deposition.

2378 Time for Filing Transcript of Deposition
[R-2]

37 CFR 1.678 Transcript of deposition must be filed. Unless other-
wise ordered by an examiner-in-chief, a certified transcript of a
deposition must be filed in the Patent and Trademark Office within
45 days from the date of the deposition. It a party refuses 1o file a
certified transcript, the examiner-in-chief or the Board may take ap-
propriate action under § 1.616. If a party refuses to file a certified
transcript, any opponent may move for leave to file the certified
transcript and include a copy of the transcript as part of the oppo-
nent’s record.

Under § 1.678, a transcript of a deposition must be
filed in the PTO within 45 days of the date of the

deposition.
2379 Inspection of Transcript {R-2]

37 CFR 1.679 Inspection of transcript. A certified transcript filed
in the Patent and Trademark Office may be inspected by any party.
The certified transcript may not be removed from the Patent and
Trademark Office for printing (§ 1.653(g)) unless authorized by an
examiner-in-chief upon such terms as may be appropriate.

2382[ Otiﬁcial Records and Printed Publications
R~2

37 CFR [.682 Official records and printed publications. (a) A party
may introduce into evidence, if otherwise admissible, any official
record or printed publication not identified on the record during
the taking of testimony of a witness, by filing a notice offering the
official record or publication into evidence. If the evidence relates
to the party’s case-in-chief, the notice shall be filed prior to close of
testimony of the party’s case-in-chief. If the evidence relates to re-
buttal, the notice shall be filed prior to the close of testimony of the
party’s case-in-rebuttal. The notice shall (1) identify the official
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record or printed publication, (2) identify the portion thereof to be
introduced in evidence, (3) indicate generally the relevance of the
portion sought to be introduced in evidence, and (4), where appro-
priate, be accompanied by a certified copy of the official record or
a copy of the printed publication (§ 1.671(d)).

(b) A copy of the natice, official record, and publication shall be
served. .

(c) Unless otherwise ordered by an an examiner-in-chief, any
written objection to the notice or to the admissibility of the official
record or printed publication shall be filed within 15 days of serv-
ice of the notice. See also § 1.656(h).

Section 1.682 sets out hcw a party may introduce in
evidence, if otherwise admissible, official records or
printed publications. When a notice is served, a party
is also required to serve (but not file) copies of the of-
ficial records and printed publications. Any objection
to the notice or to the admissibility of any official
record or publication must be filed within 15 days of
the date of service of the notice.

If an official record or printed publication is made
an exhibit during a deposition or in an affidavit, it
need not be submitted under § 1.682. Section 1.682
permits a party to make an official record or printed
publication part of the evidence being considered at
final hearing without calling a witness. The official
record or printed publication must, however, be self-
authenticating. On the other hand, a party may
present the official record or printed publication as an
exhibit during testimony. When this latter course is
followed, there is no need to take advantage of the
provisions of § 1.682.

2383 Testimony From Another Interference or
Proceeding [R-2]

37 CFR 1683 Testimony in another interference, proceeding, or
action. (a) Prior to close of a party's appropriate testimony period
or within such time as may be set by an examiner-in-chief, a party
may file a motion (§ 1.635) for leave to use in an interference testi-
mony of a witness from another interference. proceeding, or actic
involving the same parties, subject to such conditions as may he
deemed appropriate by an examiner-in-chief. The motion shali
specify with particularity the exact testimony to be used and shall
demonstrate its relevance.

(b) Any objection to the admissibility of the testimony of the wit-
ness shall be made in an opposition to the motion. See also

§ 1.656(h).

Section 1.683 sets out how a party may use testimo-
ny from another interference or proceeding.

2384 Testimony in a Foreign Country [R-2]

37 CFR 1.684 Testimony in a foreign country. (a) An examiner-in-
chief may authorize testimony of a witness to be taken in a foreign
country. A party seeking to take testimony in a foreign country
shall, prior to the ¢lose of the party’s appropriate testimony period
or within such time as may be set by an examiner-in-chief, file a
motion (§ 1.635):

(1) Naming the witness,

(2) Describing the pasticulas facts to which 1t is expected that
the witness will testify.

(3) Stating the grounds on which the moving party believes that
the witness will so testify.

(4) Demanstrating that the expected testimony 1$ relevant.

(5) Demonstrating that the testimony cannot be taken in this
country at all or cannot be taken in this country without hardship
to the moving party greatly exceeding the bardship lo.which_ all
opposing parties will be cxposed by the taking of the testimony in a

foreign country.

(6) Accompanied by an affidavit stating that the motion is made
in good faith and not for the purpose of delay or harassing any
party.

(7) Accompanied by written intexrogatories to be asked of the
witness.

(b) Any opposition under § 1.638(a) shall state any objection to
the written interrogatories and shall include any cross-interrogato-
ries to be asked of the witness. A reply under § 1.638(b) may be
filed and shall be limited to stating any objection to any cross-inter-
rogatories proposed in the opposition.

(c) If the motion is granted, the moving party shall be responsible
for obtaining answers to the interrogatories and cross-interrogato-
ries before an officer qualified to administer oaths in the foreign
country under the laws of the United States or the foreign country.
The officer shall prepare a transcript of the interrogatories, cross-
interrogatories, and recorded answers to the interrogatories and
cross-interrogatories, and shall transmit the transcript to BOX IN-
TERFERENCE, Commissioner of Patents and Trademarks, Wash-
ington, D.C. 20231, with a certificate signed and sealed by the offi-
cer and showing:

(1) The witness was duly sworn by the officer before answering
the interrogatories and cross-interrogatories.

(2) The recorded answers are a true record of the answers given
by the witness to the interrogatories and cross-interrogatories.

(3) The name of the person by whom the answers were record-
ed and, if not recorded by the officer, whether the answers were
recorded in the presence of the officer.

(4) The presence or absence of any party.

(5) The place, day, and hour that the answers were recorded.

(6) A copy of the recorded answers was read by or to the wit-
ness before the witness signed the recorded answers and that the
witness signed the recorded answers in the presence of the officer.
The officer shall state the circumstances under which a witness re-
fuses to read or sign recorded answers.

(7) The officer is not disqualified under § 1.674.

(d) If the parties agree in writing, the testimony may be taken
before the officer on oral deposition.

(e) A party taking testimony in a foreign country shall have the
burden of proving that false swearing in the giving of testimony is
punishable as perjury under the laws of the foreign country. Unless
false swearing in the giving of testimony before the officer shall be
punishable as perjury under the laws of the foreign country where
testimony is taken, the testimony shall not be entitled to the same
weight as testimony taken in the United States. The weight of the
testimony shall be determined in each case.

Section 1.684 sets out how a party may take testi-
mony in a foreign country.

Section 1.684 does not apply to cross-examination.
If a party submits an affidavit under § 1.672(b) or in-
tends to rely on an affidavit under § 1.617(e), the
party must make the affiant available for cross-exami-
nation at a deposition. See § 1.673(e). A deposition
may be noticed only ‘“‘for a reasonable time and place
in the United States.” See § 1.673(a). Accordingly, it
is not expected that § 1.684(a) will be used to cross-
examine affiants residing in foreign countries. The
party filing the affidavit will be required to make the
affiant available for cross-examination in the United
States.

2385 Errors in Deposition [R-2]

37 CFR 1.685 Errors and irregularities in depositions. (a) An error
in a2 notice for taking a deposition is waived unless a2 motion
(§ 1.635) to quash the notice is filed as soon as the error is, or could
have been, discovered. i

(b) An objection to a qualification of an officer taking a deposi-
tion is waived unless:

(1) The objection is made on the record of the deposition
before a witness begins to testify.
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(2) If discovered after the deposition, a motion (§ 1.635) to sup-
press the deposition is filed as soon as the objection is, or could
have been discovered.

(¢) An error or irregularity in the manner in which testimony is
transcribed, a certified transcript is signed by a witness, or a certi-
fied transcript is prepared, signed, certified, sealed, indorsed, for-
warded, filed, or otherwise handied by the officer is waived unless
a motion (§ 1.635) to suppress the deposition is filed as soon as the
error or irregularity is, or could have been, discovered.

{d) An objection to the competency of a witness, admissibility of
evidence, manner of taking the deposition, the form of questions
and answers, any oath or affirmation, or conduct of any party at
the deposition is waived unless an objection is made on the record
at the deposition stating the specific ground of objection. Any ob-
jection which a party wishes considered by the Board at final hear-
ing shall be included in a motion to suppress under § 1.656(h).

{e) Nothing in this section precludes taking notice of plain errors
affecting substantial rights although they were not brought to the
attention of an examiner-in-chief or the Board.

Section 1.685 sets out how objections during the
taking of depositions must be raised. Under § 1.685(a),
an error in a notice of deposition is waived unless a
motion to quash the notice is filed as soon as the error
is, or could have been, discovered. Under § 1.685(b),
any objection to the qualifications of an officer is
waived unless (1) the objection is noted on the record
of the deposition before a witness begins to testify or
(2) if discovered after the deposition, a motion to sup-
press is filed as soon as the objection is, or could have
been, discovered. Under § 1.685(c), any error in the
manner in which testimony is transcribed, the tran-
script is signed by a witness, or the transcript is pre-
pared or otherwise handled by the court reporter is
waived unless a motion to suppress is filed as soon as
the error is, or could have been, discovered. Under
§ 1.685(d), any objection on the merits to the admissi-
bility of evidence (e.g., under the Federal Rules of
Evidence) is waived unless an objection is made on
the record at the deposition stating the specific
ground of objection. Often objections are cured by
subsequent testimony. Accordingly, any objection
which a party wants the Board to consider at final
hearing must also be made the subject of a motion
under § 1.656(h).

Section 1.685(d) requires an objection to be stated
on the record. An objection to the admissibility of
evidence must be stated on the record and a motion
under § 1.656(h) renewing the objection at final hear-
ing must be filed. No longer will a party be permitted
t attend a deposition and fail to enter an objection
onjy to raise the objection at final hearing.

A single examiner-in-chief may rule on admissibility
of evidence “where appropriate” and in “‘unusual”
circumstances. There are times during interferences
where a motion in limine can be helpful. For example,
4 junior party during its case-in-chief may wish to ex-
amine a witness on a document which was not served
as required by § 1 673(b)(1). The senior party objects
and realizes that if the junior party is permitted to ex-
amine the witness on the document, extensive cross-
cvamination using numerous documents would be
necessary. In order to avoid wasting considerable
time. the parties could contact the examiner-in-chief
by phone for a determination in limine on whether the
junior party <hould be able to examine the witness on

the document. Under the circumstances outlined the
examiner-in-chief in his or her discretion could enter
an order excluding the document from evidence. The
order would be subject to a request for reconsider-
ation. See § 1.640(c). Ordinarily, however, it would be
expected that parties would present evidence subject
to objection. See § 1.675(c), last sentence. It is not en-
visioned that a single examiner-in-chief will routinely
rule on the admissibility of evidence.

2387 Additional Discovery [R-2]

37 CFR 1.687 Additional Discovery. (a) A party is not entitfed to
discovery except as authorized in this subpart.

(b) Where appropriate, a party may obtain producition of docu-
ments and things during cross-examination of an opponent’s witness
or during the testimony period of the party’s case-in-rebuttal.

(c) Upon a motion (§ 1.635) brought by a party within the time
set by an examiner-in-chief under § 1.65! or thereafter as authorized
by § 1.645 and upon a showing that the interest of justice so re-
quires, an examiner-in-chief may order additional discovery, as to
matters under the controt of a party within the scope of the Feder-
al Rules of Civil Procedure, specifying the terms and conditions of
such additional discovery.

(d) The parties may agree to discovery among themselves at any
time. In the absence of an agreement, a motion for additional dis-
covery shall not be filed except as authorized by this subpart.

Section 1.687 sets out how a party could seek and
obtain additional discovery. “Additional discovery” is
defined in § 1.601(a). Section 1.687(c) does not change
the standard (“interest of justice”) for obtaining dis-
covery.

Additional discovery obtained under a protective
order issued by either the PTO or a district court will
not be admitted in evidence in the PTO in determin-
ing the interference. All evidence submitted in an in-
terference must be made available to the public under
the provisions of § 1.11(a). Accordingly, any protec-
tive orders have to be vacated before a document
could be admitted in evidence in the PTO which is
subject to a protective order. The following example
illustrates how the practice would work.

Example. An interference involves party X and party Y.
During the interference, party X files a motion for additional dis-
covery under §1.687(c) asking that party Y be required to
produce certain documents. Party Y opposes on the sole ground
that the documents contain trade secret and confidential informa-
tion. Party Y indicates that it has no objection to producing the
documents for inspection by counsel for party X, but insists that
party X not be permitted to inspect the documents. Accordingly,
party Y asks the examinsr-in-chief to authorize the discovery sub-
ject to entry of a protective order. Party Y argues, however, that
the sanctions of § 1.616 are not sufficient in the event of a viola-
tion of the protective order. An examiner-in-chief concludes that
additional discovery should be ordered, that a protective order is
appropriate. and that the sanctions of § 1.616 are not sufficient in
the event of a violation of the protective order. Under the cir-
cumstances, the examiner-in-chief would enter an order directing
party Y to produce the documents for inspection by counsel of
party X on the condition that party X seek production of the
documents by a subpoena duces tecurm under 35 U.S.C. 24. Upon
issuance of any subpoena, party Y could move the district court
for entry of a protective order. If the district court enters the
protective order, party Y can produce the documents to counsel
for party X. If the protective order of the examiner-in-chief is
violated, an appropriate sanction up 10 and including judgment
may be entered by the Board. In addition, party Y would be in a
position to seek coniempt or other sanctions in the district court.
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The documents produced for inspection by counsel for party X
could not be admitted in evidence in the interference (until the
protective order is vacated), because those documents are aot
documents which can be made available to the public under

§ 1.11(a).
2388 Use of Discovery [R-2]

37 CFR 1.688 Use of Discovery. (a) If otherwise admissible a party
may introduce into evidence, an answer to a written request for an
admission or an answer to a written interrogatory obtained by dis-
covery under § 1.687 by filing a copy of the request for admission
or the written interrogatory and the answer. If the answer relates

to a party’s case-in-chief, the answer shall be filed prior to the close
of testimony of the party's case-in-chief. If the answer relates to the
party’s rebuttal, the admission or answer shall be filed prior to the
close of testimony of the party's case-in-rebuttal. Unless otherwise
ordered by an examiner-in-chief, any written objection to the ad-
missibility of an answer shall be filed within 15 days of service of
the answer.

{b) A party may not rely upon any other matter obtained by dis-
covery unless it is introduced into evidence under this subpart.

Section 1.688 sets out how a party can introduce
into evidence admissions and answers to interrogato-
ries obtained as a result of additional discovery.
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