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801 Introduction

The subject of restriction and double patent-
ing are herein treated under U.S.C, Title 85,
which became effective January 1, 1983, and
the revised Rules of Practice that became effec-
tive January 1, 1953. o '

802 Basis for Practice in Statutes and
Rules [R-45] ‘

The basis for restriction and double patent-
ing practice is found in the following statute
and rules: ' ‘ ' S

85 U.8.C. 121. Divisional applications. 1If two or
more Independent and dlstinct Inventions are clalmed
in one applleation, the Commissioner may require the
application to be restricted to one of the inventions.
If the other Invention 1s made the subject of a divi-
slonal hpplk:xitlnn which complies with the require-
ments of sectlon 120 of this title it shall be entltled to
the benefit of the filing date of the orlginal applicatton.
A patent Issuing on an application with respect to which
a requivement for restriction under this sectlon has
been made, or on an application flled ay n result of
such a requirement, shall not be used ag a reforence

~= cither in the Patent and Trademark Office or fn the

courts agalust n divisional application or against fhe
orfginal appleation or any patenf Issued on either
of thew, If the divisionnl applieation is filed before the
issuence of the patent ou the other applicntion. If a
divisional appleation Is directed solely fo subject
matter desertbed and claimed in the origlnal applica-
tion ax filed, the Commisgioner may dispense with slgn-
ing and exeeution by the Inventor, The valldity of a
patent shall not be questioned for fallure of the Com-
misgioner to require the appllieantion to be resteleted to
one invention,

Rule 141, Different inventions in one application.
Two or more Independent and distinet Inventions may
not be elnlmed In one application, exeept. that more
than one specles of an Inventlon, not to exceed five,
may be spectfleally elaimed In different elalms In one
applleation, provided the appllention nlso Inelhudes an
allowable elnim generle fo nll the elnlmed speeles and

Rev. 40, July 1975

all“t‘he claims to each species in excens of one are writ-

819 Office Generally does not Permit Shi =~
_ 819.01 Ofice May Waive Election and Permit Shift
/820 Not an Election; Permissible Shift . .

~ 820,01 Ol Combination Claimed——Not an Election
£20.02 Interference Issues—Not an Election

©élect that'i

ten in” dependent form (rule 75) or otherwise {uolude
all the limitations of the generie claim,

Rule 142, Requiremant for restriction, (a) If two or
more independent and distinct inventlons are claimed
aminer in his action shaid
, 5 tesponge 10 that gction to
nvention to which his claims shall be re-
stricted, this offielal actlon belng ealled a requirement
for restriction (also known as a requirement for divi-
sion). If the distinctness and Independence of ‘the in-
ventions be clear, sueh requirement will be made be-
fore any asction on-the meérifs; however, it may be
made at any time before final action in’ the case, at
the discretion of the examiner, - - I

(b) Clalms to the Inventlon 'or inventions not
elected, {f not cancelled, are wevertheless withdrawn
from further conslideration by “the ‘examiner by the
election, subject however to' relnstatément In the event
the rx)c’lixl;*élxxe!xxt ‘for restriction Iy withdrawn or over-
iled. o R

Rules 141 through 146 outline Office practice
on questions of restriction. T

802.01 Meaning of “Independent™,
" “Digtinet” [R-45]

35 U.S.C. 121 quoted in the preceding section
states that the Commissioner may require ro-
striction if two or more “independent and dis-
tinet” inventions are claimed in one applica-
tion. In rule 141 the statement is made that
two or more “independent and distinct inven-
tions” may not be claimed in one application.

This raises the question of the subjects as be-
tween which the Commissioner may require
restriction. This in turn depends on the con-
struction of the expression *independent and
distinet” inventions,

“Independent,” of course, menns not depend-
ent. If “distinct” means the same thing, then
its use in the statute and in the rule 18 re-
dundant, I “distinet” means something dif-
ferent, then the question arises as to what the
difference in meaning between these two words
may be, The hearings bafore the committees
of Congress considering the codification of the
patent Taws indieate that seetion 121: “ennets
as law existing practice with respect to divi-
sion, at the snme time introducing a number
of changes.”

The raport on the heavings does not mention
as a change that is introdueed, the subjects be-
fween whielh the Commissioner may properly
require division,

‘he term “independent” as already pointed
out, menns not dependent. A lnrge number of

subjects between which, prior to the 1952 Act, |
division had been proper, are dependent. sub- |




-+ tus used in the-practice of the process; as com-
position and the process in which the composi-
tion is used; as process and the product made

-+ by such process, ete. If section 121 of the 1952
Act were intended to direct the Commissioner
never to approve division between dependent
inventions, the word “independent” Wou}d clear-
ly ‘have been used nlone. If the Commissioner
has authority or discretion to restrict independ-
ent inventions ‘only, then restriction would be
improper as between dependent inventions, e.g.,
such as the ones used for purpose of illustration
above. Such was clearly, however, not the intent
of Congress. Nothing in the language of the
statute and nothing in the hearings of the com-
mittees indicate any intent to change the sub-
stantive law on this subject. On the contrary,
joinder of the term “distinct” with the term “in-

ndent”, indicates lack of such intent. The
aw has long been established that dependent
inventions (frequently termed related inven-
tions) such as used for illustration above may
be properly divided if they are, in fact “dis-
tinct” inventions, even thongh dependent.

— INDEPENDENT

The term “independent” éi.e., not depend-
ent) meuans that there is no disclosed relation-
ship between the two or more subjects disclosed,
that is, they are unconnected in design, opera-
tion or effect, for example, (1) species under a
genus which species are not usable together as
disclosed or (2) process and apparatus incapa-
ble of being used in practicing the process.

—> Dismncr

The term “distinet” means that two or more
subjects as disclosed ave related, for exnmple
as combination and part (subcombination)
thereof, process and apparatus for its practice,
process nid product made, ete., but are enpable
of soparate manufacture, nse or sale as elaimed,
AND ARE PATENTABLE OVER EACH
OTHER (thongh they may each be unpatent-
able beeause of the prior art). It will be noted
that in this definition the term “related” is
used ag an alternative for *dependent™ in refer-
ring to subjects other than independent subjects,

It is further noted that the terms “mde-
pendent” and “distinet™ are nsed in decisions
with varying meanings.  All decisions should
be read carefully to determine the meaning
intended.

802.02 Definition of Restriction
[R-45]

Restriction, n generie term, ineludes that
practice of requiring an election between dis-

GUAOTH AR

jects, such, for example, as combination and'a
subcombination thereof; as process and appara-

119

inct inventions, for example, election betwoen =
combination and: xubémngination ‘inventions,
and the practice relating to an election between
independent inventions, for example, an elec-
tion of species, - :

803 Restriction—When Proper [R-
a5 SRR
~ Under the statute an application may prop-
erly be required to be restricted tu one of two
or more claimed inventions only if they are
ablg to _ﬁ_us)port separate patents and they are
either independent (8§ 806.04-806.04(j)) or
distinet (§§ 806.05-806.05(g) ).
Tf it is demonstrated that two or more claimed
inventions have no disclosed velationship (“ins
dependent”), restriction should be vequired. 1f
it 18 demonstrated that twoe or more elaimed in-
ventions have a diselosed relationship (“depend-
ent”), then a showing of distinetness is vequired
to substantiate a restriction requirement.
Where inventions are neither independent nor
distinet, one from the other, or they are not suf-
ficiontly different to support more than one
putent, their joinder in a single application must
be permitted.

Pracrice Re MarRkUsH-Tyre Craus

This sub-scction denls with Markush-type
claims which inelude a plurality of alternatively
usable substances or members. In most cases this
recitation by enumeration is nsed because there
1s no appropriate or true generie language.

Where an application claims twa or more in-
dependent mn:l distinet inventions, the Commis-
sioner, under the provisions of 35 VN8N 121,
may require the application to be restricted to
one of the inventions.

A Markush-type claim s directed to “inde-
pendent and distinet inventions,” if two or more
of its members are so nnrelated and diverse that
a priorart reference anticipating the elaim with
respect. to one of the members would not render
the elaim obvions under 33 TLS.CL 103 with re-
speet to the other member(s).

If the elaim is of that nuture, the examiner
is nuthorized to reject it as an improper Mar-
kush cluim and for misjoinder nnder 35 TS
121 and to require the applicant to vestriet the
application to o single invention. Tn nuking
such a requirement, the examiner will (1) eleav.
Iy delineate the members or groups of menm:
bers believed to coustitnte improperly joined
inventions, and (2) stute reasons fully expluin-
ing why they are independent and distinet. Ap-
phicant’s response to such arequirement shonld
be an eleation of a single ndeguately disclosed

Rov. 45, July 19TH
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_ the case in which ;t,lx%ixx{equimm@nti%qnamef the
_prior inventor was made will be held aban-

An application in which a requirement to
name the priorinventor has been made will not
be held abandoned where a timely response in-
dicates that the other application is abandoned
or will be permitted to become abandoned. Such
a response will be considered sufficient since it
renders the requirement to identify the prior in-
ventor moot because the existence of conflicting
claimsiseliminated. =~

If after taking out a patent, a common
assignee presents elaims for the first time'in a
copending application not patentably distinct
from the cinims in the palent, the claims of the
applieation. should be rejected on the ground
that the assiguee, by taking out the patent at
a time when the application was not claiming
the patented invention, is estopped to contend
that the patentee is not the prior inventor.

If a patent is inadvertently issued on one of
two commonly owned applieations by different
inventive entities which at the time when the
patent issned were claiming inventions which
nre not patentably distinet, the assignee should
bo ealled on to make a determination of priority
as in the case of pending applications. If the
determination indieates that the patent issued
to the senior entity a rejection under 35 U.S.C.
102 or 103 should be made. An election of the
applicant (senior entity) as the first inventor
should not be accepted without a complete (not
terminal) disclaimer of the conflicting claims
in the patent.

804.04 Submission to Group Director
[R-38]

In order to promote uniform practice, every
action containing n rejection on the ground of
double patenting of either a parent or n divi-
gional case (where the divisional case was filed
because of a requirement to restrizt by the ex-
aminer under 35 U.S.C. 121, including a re-
quirement to cleet species, made by the Office)
must he submitted to the group director for ap-
proval prior to mailing. When the rejection on
the gronnd of donble patenting is disapproved,
it shall not be mailed but other appropriate
aetion shall be taken, Note 8 1003, item 4.

805 Efieet of Improper Joinder in

Patent  [R-16]

35 11.8.0C. 121, Inst sentence provides: “The
validity of a patent. shall not. be questioned for
failure of the Commissioner to require the ap-
plication to be restricted to one invention.,” In
other words, under this statute, no patent can

Rev, 48, July 107H
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 be'held void for improper joinder of inventions
_claimed therein. . .

806 Determination of Diﬂi)lét‘uew'f' or

Independence of Claimed Inven-
- ﬁom’ B [R-20]

The general principles relating to distinct-
ness or independence are elementary, and may
be summarized ns follows: , ,

1. Where inventions are independent (ie,
no disclosed relation therebetween), restriction,
to one thereof is ordinarily proper, §§ 806.04-
806.04 (), though up to 5 species may bo elaimed
when there is an allowed claim generic thereto,
rule 141, §8 809.02-800.02(e). o

2. Where inventions are related ns disclosed
but are distinet as claimed, restriction may be
proper. ! , .

3. Where inventions are related as disclosed
but are not distinct as clnimed, restriction is
never proper. Since, if restriction is required
hy the Office double patenting cannot be held,
it is imperative the requirement should never
be made where related inventions as claimed
are not distinct. For (2) and (3) see §§ 806.05-
806.05(g) and 800.03. '

806.01 Compare Claimed Subject Mat.
ter ‘

In passing upon questions of donble patent-
ing and restriction, it is the elaimed subject
matter that is considered and such eclaimed
snbject matter must be compared in order to
determine the question of distinetness or inde-
pendence.

806.02 Patentability Over the Priorv
~ Art Not Considered [R-29]

For the purpose of a deeision on the question
of restriction, and for this purpose only, the
claims are ordinarvily assumed to be in proper
form and patentable over the prior art.

This assumption, of conrse, 15 not continued
after the question of vestriction is settled and
the question of patentability of the several
claims in view of prior art is taken up.

806.03 Single Embodiment, Claims

Defining Same Essentinl Fea-
tures [R-45]

Where the claims of an applieation define
the same essentinl charneteristics of a single
diselosed embodiment of an invention, restrie-
tion therebetween should never be required.
This is because the clnims are but different
definitions of the same disclosed subjeet mat-
ter, varying in breadth or scope of definition,




RESTRICTION; DOUBLE PATENTING 806.04

- Where such claims ag:pear in different appli-  should be required to restrict the claims pre-
cations optionally filed by the same inventor,  sented to but one of such independent inven- ==
. r* disclosing the same embodiments, see §§ 804-804, tions. For example:

15) . . . .

02, 1. T'wo different combinations, not diselosed
: . s capable of use together, having different

806.0: ndepende renti R- ! . N ’
306.04 gl% lependent Inventions [R modes of operation, different functions or differ-
1 ent effects are independent. An article of ap-
If it can be shown that the two or more  parel such as a shoe, and a locometive bearing
inventions are in fact independent, applicant  would be an example. A process of painting s

120.3 Rev. 45, July 1975
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806.04(x) Species—Genus [R-38]
The statute (35 U.S.C. 121) lays down the

e required to

general rule that restriction may !
one of two or more ,i))dcpemf, !

Rule 141 makes an exception to this, providing
that up to five species may be claimed in one

are met, .

806.04(b) .. Species. May : Be . Related:

nventions .. :[R-45]

- 8pecies, while -asually independent may be

related under the particnlar disclosnre. Where

inventions as disclosed and claimed, nre both

(a) species under a claimed genus and (b)
(R then the question of restriction must be

determined by both the practice applicable to

clection of species and the practice applicable to’

~~other types of restrictions such as those covered
LD 88 806.05-808.05 (). 1f restriction is improper

under either practice, it shonld not be required.
For example, two different subcombinations.
h ‘other may ench be a species of

usable with eac
some common generi¢ invention. In ox parte
Healy 1898 C.D. 1567; 84 O.(. 1281, o clamp for
a handle bar stem and n specifically different
clamp for a seat post both usable together on
a bicycle were claimed. In his decision, the
commisgioner cousidered: both the restriction
practice under election of species and the prac-
tice npplicable to restriction between combina-
tion and subecombinations, ‘ ,

As u further example, species of carbon com-
Ceponnds nay be related to each other as inter-

medinte and final produet. Thus these species
“Tare not independent. and in order to snstain a

restriction requirvement, distinetness must.  he

shown. Distinetness is proven if it ean be shown
that the intermediate product is useful other
than to make the final product.  Otherwise, the
disclosed velationship would preclude  their
being issued in separate patents,

per clips having
nowhich & geos

nt. inventions,

application if the other conditions of the rule

Hi ag not g
ons in which it

a claim that

‘Definition of 'a Generic

806.04(d) ion of
" Claim [Rf45]'

In an ap
iNlustrated,’ Xfm igr
respectively, a -genericiolaim’ should read on
each of these views; but the fact that a claim
does so read is not conclusive that it s generic,,
It may define ;op,ly: an element or subcombina-.
tion common to the several species. . . .

It is not possible to define a generic claim.
with that precision existing in the case of a
geometrical term. In general, a generic claim
should include no material element additional
to those recited in the species cleims, and must
comprehend . within its confines the organiza-.
tion covered in each of the species. PR

For the purpose of obtaining claims to more.
than one species in the same case, the generic
cldim cannot in¢lude limitations not .present
cach .of the added species claims. Otherwise
stated, the claims to the species which can be
included in & case in addition to a single spe-
cies must contain - all the limitations of the
generic claim. : Lo e oy
~Onee a clnimn that is determined to be generic
ig alowed, all of the claims drawn to species
in addition to the elected species whieh include

all the limitations of the generie claim will ordi- -

narily be obviously allowable in view of the al-
lowanee of the generie elnim, since the addi-
tional species will depend thereon or otherwise
include all of the limitations thereof.

When all or some of the claims directed to
one of the species in addition to the elected
species do not include all the limitations of the
goneric elaim, then  that species cannot  be
clnimed in the same caso with the other species,
see & 809.02(e) (2). : o
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 Species are usually but not always independ-

ent as disclosed (see §806.04(b)) since there
is usnally no disclosure of relationship there-

between, The fuct that a genus for two differ-

ent_embodiments is capable of being conceived
and defined, does not affect the independence of
the embodiments, where the case under con-
sideratiop contains no di

mnnity of dpqx;i;’;tfio;g‘j{‘fix }cﬁﬁ
806.04(f) Claims Restricted to Spe-

or efféet.”

. cies, by Mutually Exclusive

L B Characteristics -

_Claims to be restricted to different species
must be mutunlly exclusive. The general test
as to when claims are restricted respectively to

different species is the fact that one claim re-
cites limitations which under the disclosure are

found in a first species but not in a second,
while a second claim recites limitations dis-:

closed only for the second species and not the
first. 'This is frequently expressed by saying
that claims to be restricted to different species,
must recite the mutually exclusive characteris-

tics of such species.
806.04 (h)  Species Must Be Patentably
o Distinet From Each Other
N and From Genus
Where an applicant files a divisional appli-
cation claiming na species previously claimed
but nonelected in the parent case, pursuant to
“and consonant with a requirement to restrict,
there should be no determination of whoether
or not the species claimed in the divisional ap-
- plieation is patentable over the species retained
in the parent case since such a determination
was made before the requirement to restrict was
made.

In an applieation containing claims directed
~to more than five species, the examiner should
not require restriction to five species unless he
_ 18 satigfied that he would be prepared to allow
claims to each of the clnimeg species over the
parent case, if presented in a divigional appli-
cation filed according to the requirement. Re-

Rev. 45, July 1975

~ claimed are con
. overeachother. . .. ..
- In making a requirement for restriction in
_an application claiming plural species, the ex-
- aminer should i
- ered clearly unpatentable over each other, with

- species: i8: not: requived.

sclosure of any. com-

[R-38]

»

group together species consid-

the statement that restriction as between those

' Where generic claims are allowed, applicant
may claim in the same application. additional
species as provided by rule 141, As to these, the
patentable distinction between the species or be-
tween the species and genus is not rigorously
investigated, since they will issue in the same
patent. However, the practice stated in § T06.03
(k) may be followed if the claims differ from

the ‘allowed genus only by subject matter that

can be shown to be old by citatlon of prior art.
“Where, however, an applicant optionally files
another application with clnims to a different
species, or for a species disclosed but not claimed
in a parent case as filed and first acted upon by
the examiner, there should be close investigation
to determine the presence or ahsence of patenta-
ble difference. See §§ 804.01 and 804.02.

806.04(i) Generic ' Claims Rejected
" When Presented for First
‘Time After Issue of Species

[R-45] o '

~Where an applicant has separate applica-
tions for plural species, but presents no generic
claim until after the issue of a patent for one
of the species, the generic claims cannot be al-
lowed, even though the applications were
copending, In re Blattner, 114 USPQ 209, 44
C.C.P.A. 994 (CCPA 1957),

806.04(j) Generic Claims in One Pat-
ent only [R-45]

Generio olaims covering two or more species
which are separately claimed in two or more
hatents to the same inventor issued on copend-
ing applications must all be present in a single
one of the patents. If present in two or more
patents, the generic claims in the later patents
are void. Thug generic claims in an applica-
tion should be vejected on the ground of dou-
ble patenting in view of the generic claims of

1& m)tba o mmd xf ﬂm species
considered clearly unpatentable

-
pad

the patent, Fx purte Robinson, 121 TISPQ 613,47

(Bd, App., 1956).
806.05 Related Inventions. [R-45]

Whera two or more related inventions are
being claimed, the principal question to be de-
termined in connection with a requirement to
restrict or a rejection on the ground of donble

2
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patents, double pate:
where the addit mnul apy
""smulnl with a requin
The various pairg
,notud in tl\ufol\

8()6 0'5(&) “Combination or Aggrpgu-
: tion_and" Suhonmbinatimn
~or Elememt " [R- 40]

A oombmatu)n or an aggregatlon is ancor-
ganization of wlnvh a subecombination or ele-
ment is a part,

- The distinction between.combination and ag-
gregutlon is not material to_questions of re-
striction or to questions of double patenting.
Relative to questions of restriction where a
combination is alleged, the claim thereto must
he assnmod to be allowable as pointed out in
§ 806.02, in the absence of a lml({mn‘ by the ex-
aminer to the contrary. When a ‘claim - is
found in a patent, it has already been found
by the Office to be for a combination and not
an aggregation and must be treated on . that
asis.

e
806.05(b) Old Combilml,iml-—-qunl

Sulummbimninn

Restriction is ordinavily not J:roper lwl\\von
n conmbination (AB) that the examiner holds
to be old and unpatentable and the subeombina-
tion (B) in which the examiner holds the
nn\oHv, if any, to reside, ex parte Donnell 1923
(.. 54, 31 5 0L 508, (See §820.01.)

Criteria of Distinetness for
Combination, Subcombina-
tion or Element of a Com-
bination [R-15]

In order to establish that combination and
subecombination tnventions are distinet. fwo.
way distinetness mnst. he demonstirated,

Tosupport o requirement for restrie ion, both
two-wny (llwfllltllll“n und reasons for insi w'l““
on u-mn {ion are necess=nr v,

1t can he shown that o combinntion, s
ulnimml

(1) does not requive the particabnrs of the
subeombination s chimed Tor patentability,
i ‘

(22 the snbeombimation ean he shown to have
utiliey cither by itself or i other amd diflerent
relations, the inventions arve dJistinet. When

806.05(¢)

ARE-OTH ) - h .

he Afﬁl.h;m ng

~eral guidance,

g

L ,vnunmm AT m\‘f \n'r Essenyisg ™

. : ipl .j i
W lmw f onmlmmtmn a% olmmmk dhves not set
forth the details of the subcombinstion as sepa-

rately claimed and the subeombinatios has sepa-

rate utlht\. the inventions are distizet and ro-
strietion is proper if rensons exist for insisting
upon the vestrietion, .0, sepirate chessification,
status, or field of search,

This situation ean be dingramed az contbing-

tion B, and sube mnlnnuhnn B.. B, indy
‘ntvx ‘that in the combination the subeambina.
tion is broadly recited and that the sprecific char-
acteristios set forth in the subcombiaation claim
B, ave not set Torth in the combinagion claim.
Sinee claisg to hoth the subconbination and
combination ave presented and assumed to be
patentable, the omission of details of the elaim-
e subeombination 2, in the combinagion elaim
A By s evidenee that the patentability of the
combination does not vely on the details of the
spectfie subeombination.
9

9, SrRcoMBINATION JSSENTIAL TO COMBINATION

AR
i T No vest vletion

I there 15 no evidence Hmt combing mmn t ..
is patentable without the details of &, vestric.
tion should not he required. Where the relation-
ship between the elanms is sueh that the sepa-

rately elatmed subcombination /2, constitntes
the essential distinguishing fenfure of the von
bination A /2, as elpimed, the inventious are
not distinet and a requirement for restrietion
must not be made, even though the =ihe “
tion has separate utility,

*)
",
I AT URES OF THE SUBCOMBIN ATION B80T Ornee
Costmyarion Covias Gove Bvioesor Toae

THE SUBCOMBINATION 15 Nor [Sssusran ro
THE CoOMBINAVPION,

A0,

M (lvidens e clann)

1., Rest ric‘tm‘nprnlwr

Clavm L 22 san evidenee edaim which dv
entes that the combination does not hl\ npon
the specitie details of the subeambination for s
putentability, 1f clann Ay, s u% upunll\
found to e unaflowable, the guestion ol ve
joimder of the inventions restricted saust be e
considered and the lettor to the appheant shouhd
«o state, Therefore, where the combiuntion evy
(1yee

Rev, Juty

Soave Coammnarion Cranes Recery Serernae
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 tion B,,, hae; sepéiram uﬁzhfﬁ

- forinsisting upon the vestriction,
In applieations claiming plural ‘inventions
~enpnble of being viewed as related in two ways,
for example, ag wth mmbumtmn-»nlwnmlnnn-
tion and also as different statutory categories,
both. applicable. criteria for distinetness  must
he . demonstarted to.
quirement, See also §

8(‘)6;05(1(1) . Subcomhmatmus R aulﬂé
~ioo o Together  [R-45]

Two or more chiimed wllbc‘mlll)lllufI()l\\, dis-
closed as usable together in a single combina-
tmn, und wln('h can be she \n ta be so}mnnulv

tinct from each other
, e d in this situ-
ntmn to dotmmmo xf?tlw 50 r:ﬂ subeombina-
tions are generienlly claimed. (See 506.04(1).)

806.05 (e) Proeess and Appnratus for
Its Pracuw-—l)istmcmous

[R—45]

In up])h( ations ¢ Immmg inventions in differ-
ent statutory categories, only one-way distinet-
ness is generatly neoded to suppmt a restriction
requirement, However, see § 80G.05 (¢).

§ S06.04(h).

e DProcess and apparatus fm its praetico enn

be shown to be distinet inventions, if either ov
hoth of the following ean be shown: Sl) that
the process as claimed can be practiced by an-
other materinlly different apparatus or by
hand, or (2) that the apparatus ax elaimed can
he used (o practice another and matervially dif-
ferent. process,

806.05(f) Process and  Product
Made—Distinetness  [R-
18]

A process and a product. made by the process
ean he shown to be distinet inventions J either
or both of the following can be shown; (1)
that the process as eleimed is not an ohvious
process of making the product and the process
as elaimed ean e nsed to make other and Jif-
ferent. produets, or (2) that the prodoct o
cluimed enn be made by another and materintly
different. proeess,

806.05(g) Apparatus  and  Produet
Made—Distinetness  [R-

15]
An apparatns and a product made by the ap-
paratis ean be shown 1o be distinet inventions

Hev, 40, July 197D

~ distinet and restrietion is proper i wasmna oxM .

support. & lwh'wtlun re-

¢ lowing can h(‘ vam pihe
(1 , ppara claimed is not anob.
~vious apparatus for making the product and
‘the apparatus as claimed can be used to make
~other and different produets, or (2) that the
~ product as claimed: ean be made hv anotherand
: nmturmllvchﬂv 'ntammrnhw. ,

, -
807‘ Pat«mmbillty Huporl Prauti(-«a “m-\

No Effeet on Restriction Practice
[R 25]

Pateutainlny l'(‘[)()l’t pnwl e ('\\‘ 705), has no
offect, upon, and_ does not modify in any way,
the practice of restriction, heing de ernml
mere llv to facilitate the handling: 'of cases in
which restriction ean not properly he wqmrwl

808 ‘Reasons for Inﬁisting Upmn Re-
‘ slrictum '

T‘verv l'equn'enmnt to rom‘wt has two as-
pects, (1) the reasons (ns distingunished from
the mere statement of (-on(lumon) why the in-
ventions as elaimed are either mdo]wndvnf ov
distinet, and (2) the reasons for 1!1‘11‘5(1)\*" upon
reqh’xchon therebohvoen ‘

808.0] Independent Inventions
[R-25]

Where the inventions claimed are independ-
ent, i.e,, where they are not conneeted in de-
sign, operation or effect under the diselosure of
the particular application under consideration
(§ BO6.04), the facts velicd wpon for this con-
clusion are in esse nee the reasons for insisting
wpon pestriction. This situation, except for
species, is but rarely presented, since pevsons
will seldom file an appliention containing dis.
closures of independent. things.

808.01(a) Species  [R-38]

Where there is no digelosare of velationship
hetween species (see § 8S06,01(h)), they are inde-
pendent inventions mud election of one follow -
ing a requirement: for restrietion is mandatory
even though applicant disngrees with the exam
ter. There must be a patentable distinetion he
tween the species as elnimed, seo § 806,04 (h),
This the reasons for insisting upon clection of
one species, ave the fnets rehied upon for the con-
eliston that there are elnhms restricted respee.

tively to two or more patentably  ditferent

species that are disclosed in the appheation, nnd
i s not necessnry to show o separate statns in
the et or separate elassifiention,




- separate classification.
- (2) A separnte
~are classifiable

discussed a
lusion’

y in orde - to estab-
mle e
quired
early

f restr

es should not be

Yo B [ ’ L.
n those species is not

required, -

~ Klection of éipe, g should be required prior
to a search on the merits (1) in all applications
containing claims to a plurality of species with

no generic claims, and '(2) in all applications
containing both species claims and generie or
Markush claims, = N AR
~In all applications in' which no species ¢laims
are present and a generic claim recites such a
nultiplicity of species that an unduly extensive
and burdensome search is requived, n require-
ment for an election of species should be made
prior to a search of the generic claim,

In all cases where a generic claim is found
allowable, the applieation should be treated as
indieated in §§ 809.02(b), (¢) or (e). If an
election is made pursnant to a telephone re-
(uirement, the next action should inelnde a full
and complete action on the elected species as
well as on any generie elaim that may be
present,

808.02 Related Inventions  [R-45]

Where, a8 disclosed in the appliention, the
severnl inventions elnimed are related, and snel
relnted inventions arve not patentably distinet ns
clnimed, restriction under 35 TS 121 18 never
proper (£ 806.05), 1I applicant optionally ve-
stricts, double patenting may he held.

Where the related inventions as elaimed ave
shown to be distinet. under the eriterin of
L8 806,00 (¢-gry, the exnminer, in order to es-
tablish reasons for insisting upon restriction,
Ly inust show by appropriate explanation one of

the following :

(1y Separate classification thereof:

>

125

separate su
3 & separate
not be eited to show

‘-‘

status in the art when they
ther; - ..
wre clagsified, together, as
tte explanation each
» formed a separate
- when an explanation

[l soparafe inventive of -
parate status mn the art Y
iting patents whieh are evi-
: status, '
- (8) el of search: ;
- Whe search for one of the
listinet subjects in places where no pertinent
art: to-the other subject exists, n different field
of search is shown, even thongh the two are
The indicated ditferent

Even th

¢
for

indicates a 1«
fort. by iny

wed

clussified together,
field of search must in fact be pertinent to the
type of sub;ecﬁ matter covered by the elatms.
Patents need not be cited to show different fields
ofsearch, oo P
~‘Where, however, the classification is the same
and the field of searchis the same and thero is

no clear indieation of separate future classifi-
cation and field of search, no reasons exist for
dividing among related inventions, -
809 Claims Linking Distinct Inven-
tions  |R-45]

Where, upon examination of an application
containing claims to distinet inventions, linking
claims arve found, restriction can nevertheless
be reguived, See § 809003 for definition of linking
claims.

A letter inclnding only u restviction require-
ment or a felophoned requirement. to pestrict
(the latter being encomraged) will be offeeted,
specifying which claims are considered linking.
See § 812,01 for telephone practice in vestriction
requirements,

No art will be indieated for this type of link.
ing elnim and no rejection of these elnims made.

A 30-day shortened statntory period will he
sef for response to n written requirement. Snch
netion will not. he an “action on the merits” for
the purpose of the second action final program.

To bo complete, a vesponse to a reguirement
made necording to this seetion need only include
n proper election,

The linking claims must he examined with
the invention eleeted, nnd should any Zinking
claim be allowed, vejoinder of the divided in-
ventions must be permitted.

i
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Tnder rule 141, an allowed generic claim may

by, STV e e o
The practice is stated in rule 146:
'Rule 146, Blection of species. In the first action on

an application contnining a generie claim and clalms.

restricted separately to ench of move than one species
embraced thereby, the examiner, If of the opinion after
- a complete search on the generie claima that no generle
elabm p'rvszw\tm]\m‘nllownbhz.' shall regnire the appli-
cant fn his response to that action to elect that species

e of Biis invention to which his clnims shall be restricted

i no generie claim is finally held nllowable. Howaver,
it aych amﬂlammn vontiing claims’ dirveeted to” more
than five species, the examiner may requive restriction
of the elalms to not more than five species before taking
any further action in the case, e
The last sentence of rule 146, that the ex-
aminer may require restriction of the claims
“ g0 that not more than five species are separately
“claimed, is permissive. It may be used in ag-
gravated cases of o multiplicity of specics,
without acting on generie claims, to narrow
the issues down to five species. But see
§ $06.04(h). i
- 809.02(a)

Election Required

[R-25]

Where generie claims are present, a letter in-
cluding only a restriction requirement or a tele-
phoned requirement to restvict (the Intter being
encouraged) shonld be effected. See § 812.01 for
~ telephione practice in restriction requirements.

Action as follows shonld be taken:

(1) Tdentify generic claims or indicate that
no generie elnims are present,  See § 806.04(d)
for definition of a generic claim.

{2) Clearly identify ench (or in aggravated
cases at least exemplary ones) of the disclosed
species, fo which claims are restricted.  Tho
species arve preferably identified as the specles
of figures 1, 2 and 3 or the species of examples
L. IT and I11, vespectively. In the absence of
distinet fignres or exnmples to identify the sev-
eral speeies, the mechanienl means, the pav-
ticular materinly, or other distinguishing (-rmr-
acteristic of the species should be stated for
ench species idenfified,  Tf the species cannot
he maore conveniently identified, the claims may
he gronped in nccordance with the species to
which they are restricted,

(%) Apphieant ghonld then be vequired to
eleet a single diselosed speeies under 35 US.(C,
121, and advised as to the requisites of a com-
plete response and hig rights nonder vale 1L

Rev. 40, July 1075

ma

~link up to five diselosed species embraced there-

de and art should not be cited.
A 30-day shortened statutory period will be

oclaims,

~set for response when a written requirement is

made without an action on the merits.  Such

_action will not be an “action on the merits” for
. purpose of the second action final program.

- Ta be complete, n response to a requirement
mads according to this section need only include
a properelection, .. . ,
_In those applications wherein o requirement
for restriction is accompanied by an action on
all claims, such action will be considered to be
an. action on the wmerits nnd the next action
should be made final, % S ,
The: following form. paragraphs are sug-
gested: - s , ; ,
. YGeneric claims . . . (identify) are pres-
ent in this a}')plicutimx. Applicant is required
- under 35 U.8.C. 121 to cleet o single disclosed
species to which his claims shull De restricted
I}. no generie elaim is finally held allowable.”
~“Applicant. is_advised that his response
~must include, an identification of the disclosed
‘species that he elects consonant with the ve-
quirement, and a listing of all claims read-
abla therecon. An argument that a generic
claim is allowable, or that all claims ave ge-
nerie or amended to be generie, nnless accom-
panied by an election, is nonresponsive.”
“Upon the allowance of a generie claim ap-
plicant will be entitled to consideration of
claims to not more than four species in addi-
tion to the single clected species, provided all
~the clnims to ench additional species are writ-
ten in dependent form or otherwise include
all the Iimitations of an allowed generic claim
as provided by rnle 141.”
If elaims arve added after the election, appli-
eant must indieate which ave readable on the
elected speeies,

How Exvruriessen

The following text is ordinarily suflicient in
requirving election of species:

“Applicant is required (1) to eleet n single
disclosed species under 35 U.S.CL 121, even
thongh this requirement. be traversed and (2)
to list all elaims readable thercon, inclnding
any clnims subsequently added. Seetion 809,
02(n) Manual of Patent. Kxamining Proce-
Jdure,”

This mny be wsed instead of the three quotod
puragraphs in part. (3) of this section excopt
where applieant is proseeuting his own ease o1
there are other rensons for believing that the
short form would not be understood.

It s necessary to (1) identily generie elaims
or state that none are present, md (2) to eleavly
identify ench species involved,




RESTRICTION | DOUBLE PATENTING - -

809.02(!)') Election Réqui‘red‘-ﬁ-—-(;e-
neric Claim Allowable

[R-18]

When a claim generic to two or more claimed
species is found:-to be allowable on the first or
any subsequent action on the merits and election
of @ gingle species has not been made, applicant
should be informed that the elaim is allowable
and generie, and a vequirement should be made
that applicant elect a single species embraced by
the (zl}ow(vd genus unless the species elaims nre
all in the form required by rule 141 and no nore
than five species are claimed.  Substantially
the following shounld be stated :

“Applicant is advised that his response to
be complete must inelude an identification of
the single, diselosed species within the allowed
genus that he elects and a listing of all elnims
rendable thevenpon, Applicant is entitled to
consideration of claims to not more than four
disclosed species in addition to the elected spe-
cies, which species he must identify and list
all claims vestricted to each, provided a/l the
claims to each additional species ave written
in dependent. form or otherwise include all
the limitations of an allowed genevie claim as
provided by rule 141.”

809.02(¢c) Action Following Election
[R-18]

An examiner’s action subsequent to an elee-
fton of species should inelude a complete ae-
tion on the merits of all elaims n-adnl)%e on the
cleeted species.

(1) When the generie claims
claims not. readable on the elected species
should be treated substantinlly as follows:

“Claims ... are held to be with-
drawn from further consideration nnder rale

112(b) as not readable on the elected species.”

(2) When o generie claim is subsequently
found to be allomweable, and not more than 4
additional gpecies ave elaimed, treatment shonld
be as follows:

When any clnim direeted to one of said addi-
tional species cmbraced by an allowed generie
elaim is not in the requirved form, o/ elaims to
that species shonld be held to be withdrawn
from further considerntion by the examiner.
The holding should he worded somewhat as fol-
Jows:

“Clhiims

are rejected, all

divected (o species
o Sare withdrawn from further con-
sidderation in this ease, sinee al/ of the elaims
to this speeies do not depend upon or other-
wise inchide all of the himitations of an al-
lowed generie elaing as requived hy rale 141,

]

7

809.03

When the case is athereise ready for issue,
an additional paragraph worded somewhat as
follows sh()uldllm added to the holding:

“This application is in condition for al-
lowance except for the presence of such
elaims, Applicant is given one month from
the date of this letter to amend the elaims in
conformance to rale 141 or take other action
(rnle 144). Failure to take action during this
period will bo treated as anthorization to ean-
cel elnims to the nonelected species by Fx-
aminer’s Amendment and pass the case to
issue. ‘The proseeution of this case is closed
except for consideration of the above matter.”
Claims divected to species nof embraced by

nn allowed generie elnim should be treated as
follows: Claims . ..o are for species not
ombraced by allowed gonevic elaims ... ..
as required by rule 141 and arve withdrawn
from further consideration in this case, vule

142(b).

809.02(d) No Species Claims
18]

Where only generie claims ave presented no
restriction can be required except in those cases
where the generie claims recite such a multi-
olicity of species that an induly extensive and
urdensome senreh is necessary. See § 308,01 (a).
If after an action on only genervic claims with
no restriction requirement, applicant presents
species elaims to more than oune speeies of the
invention he mmst at that time indieate an
election of u single species,

809.02(¢) Generie Claim Allowable in
Substance [R-18]

Whenever a generie elaim is found to he al-
lowable in substance, even though it is objected
to or rejected on merely formal gronnds, aetion
on the species elaims shall thereupon be given
as i the generie elaim were nl]n\w«a.

The treatment. of the ease shonld be as indi-
eated in §§ 809,02 (b), (¢), or (d).

809.03 [R-45]

There are o nnmber of situations which arise
in which an appliention has claims (o two or
more properly divisible inventions, so that a re-
quirement. (o restriet. the application to one
wonld be proper, but. presented in the same caso
ave one or more claims (generally ealled “link-
ing” elnims) inseparnble therefrom snd thus
linking  together the inventions  otherwise
divisible,

The most common types of linking cluims
which, if allowed, net to prevent restrietion he-

[R

Linking Claims
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mkmg
traverse uﬁ ru]vct on of lmkmg;

L...’* Ms u.i(d)

80‘) 01 RN«mtmn of (“laimﬁ 1o Nt:m-
Flvvted Iuvontmn '

Wihere the requirement is p\‘edwated upon
the non- ul]ownln‘nv of generic or other type
of, lm]\mg claims, upplw ant is entltled to mtam
in the case claims to the non eleoteﬁ invention
or inventions.

If a linking claim is allow od the examiner
must thereafter examine species if the linking
claim is generic thereto, or he must examine
the claims to the nonelected inventions that are
linked to the clected mvontum by such allowed
linking elain.

When a final 1‘0qun'ement, is contingent on
the non-allowability of the linking claims, ap-
plicant may pohtmn from the requirement un-
der rule 144 without waiting for a final action
on the merits of the linking claims; or he may
defer his petition until the linking claims have
been ﬁnalr ’ro]ovted but not later than appeal,
lulan,§RlRO'¥((‘ e

810 [R-18]

In general, when a reqnirement to restrict is
made, no netion on novelty and patentability is
given,

Action on Novelty

810.01 Not Objectionable When Cou-
pled With Requiremenmt  [R-

45]

A basie poliey of the present examining pro-

gream s that the second netion on the merits
shonld he made finnl whenever proper, § 706,07
(#). In those npplications wherein a require-
mient. for restriction or clection is necompanied
by a complete action on the merits of all the
elaims, such action will be considered to be an
action on the mevits and the next action by the
examiner shonld be made final. When prepar-

Lo ing a final action in an applieation where appli-

Rev. 40, July 197H

'Usually Dofrrrvd

'1‘]1@ ()ﬂu;n soli ey is to (lm‘vr aetion on nov elt ¥
and: pwtamalnhty until after the requirement is

_ complied with, withdeawn or made. final,-
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1833!‘8‘ ‘parte Pl(:kleb, 1904 ( D, 196 109 0.G.
gﬁ%x pm’m Snvdm* 19()1- (,, I) 242, 110 0.G.
gslw p'ai-ie Weston,, 911 ( D. ms 113 O.G.

810 03 Gwon on Flected lnvenhon

~ When Reqmromom Is Made
~ Final

Rnlo 143 Inst sentence states: “If the require-
ment is repeated and made final, the examiner
will at the same time act on the claims to the
elected invention.” 'I‘luw, action is ordinarily
given on the elected invention in the action
making the requirement final.

811 Time for Mzikillg Reijuiremenl

Rule 142(a), 2nd sentence: “If the distinct-
ness -and independence of the inventions be
clear, such requirement (i.e. election of the in-
ventmn to be. claimed as u'qmrcd by 1st sen-
tence) will be made before any action upon the
merits; however, it. may be made at any time
before final action in the cose, nt the discrotion
of the examiner.”

This meang, make a propor wquu‘onmnt ag
onrly as possible in the prosecution, in the f{irst
nction if possible, otherwise ag soon as a proper
requirement. dovelops.

811.02 Even After Compliance With
Preceding Requirement

Sineo the rule provides that restriction is
proper al uny stnge of prosecution up to final
action, n second requirement may bs made when
it lmvmm-x proper, even ll\oup:h thero was n
prior requivement. with which applicant com-
plied (Ex parte Benke, 1904 C.D. 635 108 O.G.
1588).




re o requirement to restrict is ;
1, because improper, when it becomes
t n later stage in the prosecution; re-
ay agein be required, o

Proper Even Though Grouped
Together in Parent Case .

- e

1.04

8

~ Tven though inventions ave grouped togother

in a requirement in a parvent case, vestriction

_therenmong may be required in the divisional
ense if proper. . oo

812 Who Should Make the Require-
~ment  [R-45] ‘

_The requirement shonld be made by an exam-

iner who would examine at least one of the

inventions, ' ‘ S

== An examiner should not require vestriction in

an application none of the cliimed subject mat-
ter of which is classifiable’in his group. Such
an application should be transferved to a group
to which at least some of the subject matter
helongs.

812.01

Telephone Restriction Practice

[R-34]

If an examiner determines that a vequirement
for restriction should be made in an applica-
tion, he shonld formulate n draft of such re-
striction regquirement including an indieation of

those claims  considered to be  linking or
generie.  No search or rejection of the linking

clnims should be made.  Thereupon, he should
telephone the attorney of record and ask if he
will make an oral election, with or withont
traverse if desired, after the attorney has had
timo to congider the restriction requirement.
The examiner should wrrange for a sccond tele-
phone eall within a reasonable time, genorally
within three working days. I{ the attorney
objects to making an oval election, or fails to
respond, the wsual restriction letter will be
nutled, and this letter shonld NO'T contain any
reference o the unsuecessfnl telephone eall,
See 8 809 and 809,02 (a).

When an oral election is made, the examiner
will then proceed to incorporate into his letger
a formal restriction requirement inehuding the
date of the clection, the attorney’ name, and a
complete record of the telephone interview, fol-
lowed by a complete action on the elected elaims
melnding linking or generie elanns i present,

g made and

ion the examiner finds the
allowable and no traverse
honld be written on POL~
, wlment) and shouald in-
clude cancellation of the non-elected claimes, a
statement that the prosecution is cloged and that
a notice of allowance will be sent in due course,

“Correction of formi matters in the above-noted

gituation which eannot be handled by a tele-
phone eall and thus requires aetion by the ap-
plicant should be handled under the Fa parte
Quayle ?l‘ﬂ.(".-(’.i(m, using POL~326; these would
usually ‘bha drwing coveections or the like ve-

quiring payment of charges,

Should the elected elnims e found atlowable
i the fivst action, and an oval traverse was
noted, the examiner should inelnde in his action
a statewment under § 821.01, making the vestrie-
tion - final and giving applicant one month to
either cancel the non-elected elnims or take other
appropriate action (rule 144). Failure to: take
action awill bo trented as an auihorization to can-
cel the non-eleated. elnims by an examiner’s
amendment and pass the ease to issue. Prosecn-

tion of this application is otherwise closed.

In either situation (fraverse or no traverse),
caution should be exercised to determine if any
of the allowed claims are linking or generie be-
fore eancelling the non-elected claims,

Where the respective inventions arve located
in ditferent. groups the requirement for vestric-
tion should be made only after cousnltation
with and approval by all groups involved. If
an oral election would canse the application to
be examined in another gronp, 1{10 initiating
group should transfer the applieation with a
signed memorandum of the vestriction require-
ment and wovecord of the interview,  The re-
ceiving gronp will incorporate the substance of
this memorandum in its oflicial letter as indi-
cated  above. Differences as  to restriction
shonld be settled by the existing chain of com-
mand, c.g. supervisory primary examiner or
group dirvector,

This practice is limited to use by examiners
who have at least negotintion anthority,  Other
examiners must haye the priovapproval of their
SUPCIVISOTY PrIary examiner,

811 Indieate Exactly How Application
I« To Be Restrieted  |[R-45)

AL Npeedey, The mode of indieating how to
require restriction befween species s set forth
in g 809,02 (n),

As pointed ont in ex parte Ljnngstrom 1905
C.D. DL EE O, 2335, the particular Timi-
tations in the elnims and the veasons why such
limitntions nre considered to vestriet the eluims
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~to a particular disclosed species should be men-

tioned if necessary to make the requi
elear, 0 oF s Dl s i
" B. Inventions other than species. Tt is nee-
essary to read all of the claims in ovder to de-
termine what the claims cover, ' When doing
this, the claims directed to each separate sub-
ject should be noted ‘along with n statement of
the subject matter to whicl they are drawn.

This 18 the best way to most clearly and pre-
cisely indieate to applicant how the application
should be restricted. Tt consists in i(ientiifying
ench separate subject amongst which restriction
is requived, and grouping ench clnim: with its
subject., U

The separate inventions should be identified
by a grouping of the claims with a short de-
seription of the total extent of the invention
elaimed in each gronp, specifying the type or re-
lationship of each group as by stating the group
i8 drawn to process, or to subcombination, or
to product; ete., and should irdieate the clas-
sification or sepavate status of each group, ns

Ly fOr example, by ¢lnss and subelass,

While every claim should be accounted for,
the omission to group a claim, or placing a
claim in the wrong group will not affect the
propriety of a final veqnivement where the re-
quirement is otherwise proper and the correct
disposition of the omitted or erroneonsly
gronped claim is clear,

C. Linking claims. The generic or other
linking clanims should not he associated with
any one of the liuked inventions since such
claims must be examined with any ons of the
linked inventions that may be elected. This
fact should be clearly stated.

815 Make Requirement Complete

[R-18]

When making a requirement every effort
should be made to have the requirement com-
plete. T some of the claimed inventions arve
elagsifinble in another avt it and the exam-
iner has any doubt as to the proper line nmong
the samie, he shonld vefer the applieation to the
examiner of the other art unit for information
on that point and sueh oxaminer should render
the necessnry assistance,

816 Give Reasons for Holding of Inde-
pendence  or Distinetness  [R-

15]

The particular reasons relied upon by the
examiner for hig holding that the inventions
as claimed ave cither independent or distinet,

Rev. A5, July 1075
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the

concisely

hould be concisel Jmere statement
of conclusion is inadeqt NE upo

PASONE U

B . s ! ° G 2 ) ] b
“which the conclusion is based ghould be given.
. For exmnp]a,ﬂ relative to combination and s -

subcombination thereof, the examiner should

point ont. the reasons why he considors the

subcombination to have utility by itself or in
other combinations, sud why he considers that
ymbination as elaimed does not rely upon
v subcombination ag e essential distingaish-
ingpart. ool

[ach other relationship of elnimed invention
should be similarly treated and the reasons for
the conclusions of distinetness of invention as
elnimed set forth, : , :

The separate inventions should be identified
by a grouping of the elnims with a short deserip-
tion of the total extent of the invention clajmed
in each group, specifying the type or relation-
ship of ench group as by stating the group is
drawn to o process, or to subcombination, or to
product, cte., and shonld indicate the classifica-
tion or separsto status of each group, as for
oxample, by class and subelass, Sco § 809.

817 Outline of Letter for Restriction

Requirement between Distinet In-
ventions [R-45]

The statement in §§ 809.02 through 809.02(d)}
is adequate indication of the form of letter
when election of species is required.

No ontline of n letter is given for other types
of independent inventions sineo they ravely
ocenr.,

The following outline of a letter for a require-
ment to restrict is intended to cover every type
of original vestriction regnirement between
related inventions ineluding those having link-
ing claims.

OQurrane or Lerrer

A. Statement of the requirement. to vestriet and
that it s being made nnder 35 TL.S.CL 121
Identify oach group by Roman numeral
List claims in each group
Check accuracy of mumbering
Look for same claims in two groups
Look for omitted clnims
Give short deseription of total extent of
the subject matter elnimed in each
group
Point out
scopoe
Identify whether combination, subcom-
bination, process, npparatus or prod-
uet
Classify each group

eritien]l elaims of different




~ mmsTRIOTION;

“cating their disposition.

Linking claims ;
Indicate—(make no action)
Statement of groups to which linking

claims may be assigned for examina-
tion ‘

Other ungrouped claims
Indieate disposition

o, previously nonelected, nonstatu-
tory, canceled, ete.
C. Allegation of distinctness
Point ont. faets which show distinetness
Treat the inventions as eleimed, don’t
merely state your conclusion that in-
ventions in fact ave distinet
l"'“) Subcombination -— (Subeombination
(digclosed) as usable together) _
Each usable alone or in other identified
combination
Demonstrate by examiner’s  sugges-
tion

(2) Combination—Subeombination

Combination as claimed does not require
subeombination
AND
subecombination usable alone ov in other
combination
Demonstrate by examiner’s  sugges-
tion
(3) Process—-Apparatus
b Process can be carried out by hand or
by other apparatus
Demonstrate by  examiner’s sngges-
tion

B. Take into account claims not grouped, indi--

OR
Demonstrate apparatus ean be used in
other process (rave).
== (1) Process and ‘or appavatns-—Produet
Demonstrate claimed  produet can be
made by other proeess (or appara-

tug)
By examiner's suggestion
OR
Process  (or apparatus) ean  produee

other produet (rave)
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DOUBLE PATENTIN‘G

- 818.01

‘D. Allegation of reasons for insisting upon re- ™

striction.
“Separate status in the art
i)iﬂ'erent(,'.lussii’i('ﬂti(m
Same classifieation but recognition of di-
vergent subject matter
Divergent fields of seavch
gearch required for one group not re-
- quired for the other -l
d. Summary statement
Summarize (1) distinctness and (2} rea-
sons for insisting upon restriction, if
applicable.
Include pavagraph advising as to response
required,
Indicate effect of allowaunces of linking
claims, if any present.
Indieate effect. nll' eaneellation or non-altow-
ance of evidence elaims (see § 306,05 () b, <

[R-38)

=

818 Election and Response

Election is the designation of the partienlar
one of two or more disclosed inventions that
will be prosecuted in the application.

A response is the reply to each point raised
by the examiner’s action, and may include »a
traverse or compliance.

A traverse of n requirement to restrict is a
statement. of the reasons npon which the appli-
cant relies for his conclusion that the require-
ment is in error.

To be complete, a response to a requirement
which merely specifies thm linking claims need
only include a proper election.

Where a rejection or objection is ineluded
with a restriction requirement, applicant, be-
sides making a proper eleetion must also dis-
tinetly and speceifienlly point out the supposed
errors in the examiner’s rejection or ohjection,
Seoe rule 111,

818.01 Election Fixed by Action on
Claims

Eleetion becomes fixed when the elaims in an
applieation have received an action on their
merits by the Oflice,

(Page 182 omttted) Revo 44, Jdaly 107,




~ 115 provided in §

818 02 (a) By
L.lanna

Wlwm c]mms to anothe invention are prop-
eﬂy added and entered in the (‘d‘%f}bﬁ '

action ‘is given, :
elaims for purp
“The claims orlgmnlly ,
upon by the Office on ‘their meri determine
the invention elected by an applicant, and sub-
sequently presented: claims' to ‘an invention
other than thut ‘acted upon almuld be treated

821.08.

mited ' e’md avted

8'18 02(]») Generic C Ialms On])—-—No
E]eclmn of ‘qwcivs [R-
- 38) o

~ Where only generic elaims are first pwsontvd
nud pmqocntod in an application in which no
election of a single invention has been made,
and applicant later presents species clnims to
more than one species of the invention he must
at that time indicate an election of a single
species. “"The practice of requiring election of
species in cases with only generie claims of the
unduly extensive and burdensome search type is
set. forth in § R08.01(a).

818.02(¢) By (‘)'pkti'(“,)mil Cancellation
of Claims

Where applicant is claiming two or more
inventions (which may be species or various
types of related inventions) and as a result of
action on the claims he eancels the elaims to
one or more of such inventions, leaving claims
te one invention, and such claims are acted
upon by the examiner, the claimed invention
thus acted upon is elected.

818.03 Express Election and Traverse

Rule 148, Reconsideration of requivement, 1f the
applicant disagrees with the requirement for rvestrie-
tion, o may reguest recongideration and withdrowal
or modifieation of the requivenent, giving the reasony
therefor (sec rule 111), In requesting recongdderntion
the applicant must Indieate n provistonal eleetion of
ones Invention for prosccention, which invention shabl
be the one elected fn the event the reguirement he-
comes finnl. ‘The reguireimest for resteiction witl be
reconsidered on such a request. 1 the regubrement s
repeatad and made final, the examiner will at the snme
time act on the clahimy to the inventlon eleetoed,

Y Tequirement
vith or without an accomp.
he Tequiremen

818 03 ( a) lhmponsv Must Bc- C ompl«»w

An almwu by the hrat gentence of rule - 14@3,
the traverse to a requirement must be mmpleiu
as - required by . ru{e 111(11)) which reads in
part: “In order to be entitled to reexamination
or. mwnnmdcrnlmu, the applicani must make
request. therefor in writing, and he must dis-
tinctly and specifioally ;meez! out the supposed
errors in the examiner’s action; the applicant
must respond to every ground of objection smd
rejection of the prior office action........ .
and - the  applieant’s action must np;ww
throughout to be a bona fide attempt fo ad-
vance the case to final action. The merc alle-
gation that the examiner has erred will not

e received as o proper reason for sm‘h re-
examination or reconsideration.”

Under this rule, the applicant is required tn
specifically point-out the reasons on which he
bases his conchision that a requivement to re-
strict is in evror. A mere broad allegation that
the rm}mmment is in error does not comply
with “the requirement of rule 111, Thus the
required provisional election (See § 818.03(h))
becomes an eloctmn without traverse.

818.03(h) Must  Elect, Even When
' Requirement Is Traversed
[R-18]

As noted in the second sentence of rule 148,
o provisional eclection mmst he made oven
though the requirement is traversed.
All requivements should have as a cone Iud-
ing paragraph a sentence stating in substance:
“Applieant is advised that his response to
be complete must include an eloction con-
sonant with the requirement, see vule 143"
The suggested coneluding statement. should
bo reworded to fit the facts of the partieniar
requirenient, e.e,, ns in {80002 (a) seeond form
paragraphander (3).

818.03(¢) Munst Traverse To Preserve
Right of Petition

Rule 154 Petition from requirement for vestriefion.
After o final veguirement for resteietion, the applicant,
in addition to making any vesponse due on the re
mainder of the action, may petition the Commissioner
to review the requivement.  Petitlon may he deferred
until after final netion on or allowanee of ¢lnhng o
the invention elocted, but must he tiled not Inter than

A poetition will not be considered i reconsid-
(See

uppenl.
erntion of the vequlvement wrs not vequestod,
rule 1819

Rev, 1, duly 1970




wllowance of g ]
ment with the position taken :bK-.t 10 Offic _
restriction is proper if the linking type claim
is-not’ nllownble: and improper if they are al-
lowable,: If the Oftice al\owﬁ- such o claim it is
bound to withdraw the requirement and to-act -
on all linked inventions. But once all linking
elaimgs are. canceled rule 144 would not upply,
since the record would be one of agreement ns
to the propriety of restriction.” = - 0

Where, however, there is-a traverse on:the
ground that there is some relationship (other
than and in addition to the linking type claim)
that also prevents restriction, the merits of the
requirement  are contested. and not -admitted.
Assume a particular situntion of process - and
product made. where the claim held linking is
& claim to product limited by the process of
making it. The traverse may set forth partic-
ular reasons justifying the conclusion that. re-
striction is improper since the process neces-
sarily makes the product and that there is no
other present  known 'process by which the
product .can be made. If restriction is made
final in spite of such traverse, the right to
petition is preserved even though all linking
claims are canceled. '

818.03(e¢) Applicant Must Make His
o Own Election

Applicant mnst make his own election. The
examiner will not make the election for him,
rale 142, rule 143, second sentence,

819 Office Generally Does Not Permit
Shift

The general policy of the Oflice is not to
permit the applieant (o shift to clniming an-
other invention after an eleetion is once made
and action given on the clected subjeet matter.,
When elnims are presented which the exam-
iner holds nre drawn to an invention other
than elected he should treat the eluims ng out-
lined in § 821,08,

Where the invenfions are distinet and of
auch a nature that the Office compels restrie-
tion, an election is not. waived even though the
examiner gives nction upon the pntentability
of the ¢lnimsg to the non-elected invention, Tox
parte Loewenbach 1904 €LD. 170, 110 O.G3. 857,
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~ shift results in no additiol
'~ and particularly where t
~as by simplifying the issu
o tage I

ming el

ing another, the Office is not, precluded from
permitting u shift. It may do so where the
! k or expense,
raduces work
Ex parte Heri-

decided January 26,
' the examiner has necopted. s shift
Hing one invention to claiming an-

I)ﬂt' NO- i 2,375,414 :

~other, the case is not abandoned (Meden v.

Curtis, 1905 C.D. 272; 117 O, 1795).

820 Not an Election; Permissible Shift

~ Where the Office rejects on the ground that

the process is obvious, the only invention being
in t{m product made, presenting claims to the
product. is not..a shift (Ex parte Trevette,

1901 C.D. 170; 97 O.G. 1173). :
Product elected—no . shift. where examiner

holds invention to be in process (Ix. parte

Grier, 1923 C.D, 27; 309 O.G}. 228). .
Genus allowed, applicant may elect up to

four additional species thereunder, in accord-

ance with Rule 141, this not constituting a

shift (Ex parte Sharp et al, Patent No.

2,939,739).

820.01 Old Combination Claimed—
' ""Not an Election [R-45]
Where an application orviginally preseuts

claims to a combination (AB), the examiner

holding the novelty if any, to reside in the sub-

combinntion (B) per se only (sce § 806.05 (b)),

and these claims are rejected on the ground of

“old  combination,” subsequently presented

claims to subcombination (B) of the originally

claimed combination should not he rejected on

the gronnd of previous clection of the combi-

nation, nor should this vejection be applied to

such combination elnims if they nro reasserted.

x parte Donnell, 1923 LD, i4. Tinal rejection «g—

of the reasserted “old combinntion™ elnims s the

netion that should be taken, The combination
and subeombination ag defined by the elnims un-

der this specind situation nve not for distinet in-

ventions, (See § 806,05 (¢).) See nlso § T06,03( ), <=

820.02 Interference
Election

Where an interference is instituted prior to

an applieant’s election, the subjeet matter of

the interference issnes is not eleeted, An ap-

plieant may, after the termination of the in-

Issnes—Not an




+.-Claims held to be drawn to non-elected in-
ventions, including claims to non-elected spe-
cies, are treated ns indicated in §§ 82101
through §21.03. However, for treatment of
clnims held to be drawn to species non-elected
without traverse in applications not ready for
issne (where such holding is not challenged),
seo §§ 809.02(¢) throngh 809.02(e).
The propriety of a requirement. to restriet, if
traversed, is reviewable by petition under rule
144, Tnre Hengelhold, 169 USPQ 473, +
All claims that the examiner holds ave not
divected to the elected subject matter should be
withdrawn from further consideration by the
examiner - as - set. forth in - § 809.02(¢c) ~and
§§ 821.01 through 821.03. As to one or more of
such claims the applicant may traverse the ex-
aminer’s holding that they are not directed to
the elected subject matter. The })mpriﬁty of
this holding, if traversed, is appealable. Thus,
if the examiner adheres to his position after
such traverse, he should reject the claims to
which the traverse ap})lies on the ground that
they ave not directed to the elected subject

=g rintter,

After Election With Traverse
[R-26]

Where the initial requirement is traversed, it
should be reconsidered. 11, upon reconsidera-
tion, the examiner is still of the opinion that
restriction is proper he shall repeat and make
final the requirement in the next Office action.
(See §803.01), In doing so, the examiner
should reply to the reasons or argument ad-
vaneed by applieant in his travevse. 1f the
examiner, upon reconsiderntion, is of the opin-
ion that the requirement for restrietion is im-
proper hie should state in the next Ofice action
that. the vequivement for vestriction is with-
drawn and give an action on all the elaims,

If the requivement is repented and made
final, in that and in each subsequent aetion,
the cliims fo the nonelected invention shonld
be treated substantinlly g follows:

“Cahms -ostand withdrawn from
further consideration by the examiner, rule
H2(b), as being for a nonelected invention
(or species), the requirement having heen fra-
versed in paper Noo o "

821.01

135

. under rule 144.

. applicant has retained
om  the requirement
: 03(e).)y « oo
‘When the cnse ig otherwise ready for issue,
and has not received a final action, the examiner
should treat the case substantially as follows:

-~ #Claims . . stand allowed.
~ “This appliention is in condition for allow-
ance except: for the presence of elaims _._.
to an invention (or speeies) noneleeted with
traverse in puper No. —wo Applicant is
given one month from the date of this letter
- to cancel the noted claims or take other ap-
propriato nction. (rule 144). Failure to take
action during this period will be treated as
authorization to cancel the nonviected claims
by examiner’s amendment and pass the ease

for issue, ,
_ “The prosecution of this ease is closed ex-

co}ptv for consideration of the above matter.”
~ When preparing a final action in an applica-
tion where there ‘fms been a traversal of a rve-
quirement for restriction, the examiner should
indicate in his nction that a complete response
must inelude cancellation of the claims drawn
to the non-elected invention, or other appropri-
ate action’ Srule 144).  Where a response to a
final action has otherwise placed the application
m condition for allowance, the failure to cancel
claims drawn to the non-elected invention or to
take appropriate action will be construed as
authorization to cancel these claims by examin-
er'’s amendment and pass the ease to issne after
the expiration of the period for response.

Note that the petition under rule 144 must
be filed *not latev than appeal™. This is con-
strued to mean appeal to the Board of Appeals,
If the case is l'vmfy for allownnce affer appeal
and no petition has been filed, the examiner
should simply eancel the non-elected elaims by
examiner’s amendment, ealling attontion to the
provisions of rle 144,

821.02 After Flection Withont

CIree

Frav-

Where the initinl requirement is not tra-
versed, 1f adhered to, appropriate action shonld
be given on thoe elected elnims and the elnims
to the nonelected invention should he treated
substantinlly ns follows:

“Claims Cstand withdrawn from
Nuether consideration by the examiner, role
112 (b)Y, as being for n nonelected invention
(or species). Eleetion was made anithowt tra-
verse in paper No, oo
This will show that applicant has not re-

tained the vight to petition from the vegqnire-
ment ander rule 144,
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Und “eire
otherwise mady for
nonelected invention,. including

; cted Bpe-
~ cies, may be canceled by an examiner’s. amend- .

ment, and the case passed for issue, The exam-

iner’s amendment should state 1 in substance:

“In view of the fact that this application is -

- in econdition for ullnwanw except, for the pres-
ence of elaims _....... to.an invention (or
species) nonelected without traverse in paper

1\}0. i ey those clnum have been canceled.”

821 03 (‘luims fm' Diﬂ'ﬂ-em lnwnhon
“Added After an Dﬂicp Aolmn
[R-26]

Claims added by amendment followmv m'
tion by the examiner, §§ 818,01, 818.02(a),
an_invention other than previousl olmmod
should he treated as indicated by rn?,a 145,

Rule 14.;. Suuquue-nt musmlation of claime for difs
ferent. invention, . If, after an office action on an ap:
" plication, the applicant presents claima ulre(‘tml to an
invention distinct from and independent of the luvon-
tion. previously clulmed the applicant will be required
to restrict the clalms to the invention ;}:evluusly claimed
if the amendment is entered, subject to wconaldomtion
and rev lﬂW as m‘mlded in rules 143 and 144,

The action should take suhstzmtmllv the fol-
lowing form:

“I. Claims are directed to ...
(ulonhfy the invention) clected by .
(indieate how the invention was “elect od as
by original presentation of claims, elecfion
with (or without) traverse in paper No. ...
mmy ote) and applicant has received an ac-
tion on such elaims.

IT. Claims ... are for
(identify m\(’ntmn, give factnal szhm\mg ol‘
rensons why. as elaimed, it is distinet {from
clected invention, show separate elassification
or sintus, ete., Ley, make complete showing of
propriety of requirement in manner similar
to an original requirement).

Applieant is reguired to yestriet the elaims
to the invention previously elected, and thus
the clnims of gronp 11 are held withdrnwn
from forther considerntion by the exnminer
by the prior election, vale 142(h).”

Of ¢ourse, n complete action on all elnims to
the elected invention should be given.

Note that the abhove practice 15 infended to
havo no effect on the practice stated in § 1101.01,

An nmendment eaneeling all elnims deawn to
the elected invention and presenting only claims
drawn to the non-elected invention should not
be entered. Such an amendment is non-respon-
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mt slmuld be numﬁmi ns dlrecmd m ‘

Vol
- 88 i 14 g‘?and T14.05.
;322 Clal,ms to hwemiouss That Am Nm

Distinet in Plural Applications of
- Same Invontiw l‘mity [R-29]

’l‘he tx' atment of plural n fpplwatmm of the
which has become
 patont, is treated in rule 78 ns follows:

(b) Whm‘p twp or more. appile utlnna filed by the
‘same. applicant contain conflicting clnims, elimination
of such clalms from: all bl one application may be
required in . the. absence of mmd and sufficlent reason
for their ro!eutlnn durlng penduuov In:more than onme
application.

See & 304 for vonihctmg subwvt nmtter in two
u.pp]watlmls, same mvcmtwe mltnt;y, one
assngned '

See §§ 305 and 804,08 for c*(mﬂutmg aub;eet
mnttel' diffevent inventors, common ownership.

Seo §70() 03(k) for rejection of ona claim on
another in the same npplication,

See §§ 706. O%(w) and T06. ()7(1)) for res judi-
onta. '

See 570& 01 for one npphoatmn in mter~
ference.

Seo §§ 806.04(h) to 8()0 ()4( i) for species and
genus In separate applications.

Wherever appropriate, such conflicting ap-
})hcatmns should be joined. This is particu-

rly true, where the two or more applications
are due to, and consonant with, a requirement
to restrict. which the o‘mmlnm now cousiders
to be improper.

822.01 Co-pending Before the Exam-
iner [R-26]
Under vule 78(b) the practice relative to

overlapping claims in applications copending
before the exnminer (nm‘ not the result of and
consonant with a vequivement. to vestrict, for
which see § 804.01), is ns follows:

Where clamm in one application nre nnpat:
entable over elnims of another application of
the snme inventive entity beeanse they vee ite
the same invention, n complete examination
should be made of the ¢laims of one applieation,
'The clnimg of the other appliention may be
rejected on the claims of the one exnmined,
whether the olatns of the one cvamined are
allowed or not.

In nggravated situations no other rejection
need bo entered on the clnims held nnpatentable
over the elaims of the other npplication. How-
ever, any additionnl elaims in the one applica
tion that nre not rejeeted on the clnims of t]w
other should be Tully treated,






