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701  Statutory Authority for Examina-
tion [R-31] '

85 U1.8.C. 181. The Commissioner shall cause an ex-
amination to be made of the application and the alleged
new invention; ausd if on such examination it appears
that the applicant iz entitled to a patent under the law,
the Commiesloner shal! issue a patent therefor.

The main conditions precedent to the grant
of a patent to an appheant are set forth in
35 U.S.C. 101, 102, 103.

35 U.B8.C. 101. Inventions patentable. Whoever in-
vents or discovers any new snd useful process, machine,
manufacture, or composition of matter, or any new and
useful improvement thereof, may obtain a patent there-
for, subject to the conditions and requirements of thig
title,

35 U.B.C. 100. Definitionse. When used in thils title
unleas the context otherwiso indleates -

(n) The term “invention” means
dlscovery.

(b) The term "process’” means proceas, art or method,
and Includes a new uwse of a known procegs, machine,
manufactare, composaitlon of matter, or material,

() The terms “United States” and “this country”
mean the United States of Amerlea, 1ts territories and
possessions,

(1) The word “patentee” inchudes not only the
patentee to whom the patent was lsgued but algo the
sneceasors in title to the patentee,

invention or

63

en a new application is assigned in the

~examining group, the examiner should review

the contents of the application to determine if
the application meets the requirements of 30
U.8.C: 111, Any matters affecting the filing date
of :the application, such as lack of an original
signature or lack of claims should be checked
before the application is placed in the storage
racks to await the first action. *

~The examiner ‘should be careful to see that
the application ‘meets all the requisites set
forth 1n chiapter 600 both as to formal matters
and as to the completeness and clarity of the
disclosure. If all of the requisites are not
met, applicant may be called upon for neces-
sary  amendments, - Such amendments, how-
ever, must not include new matter. B

702,01 ”Ob‘Viously’ Inforinal Céées :
~ [R-43] " o

When an application is reached for its first
action and it is' then discovered to be imprac-
tical to give & complete action on the merits
because of an informal or insufficient disclosure,
the following procedure may be followed:

(1) A reasonable search should be made of the
invention so far as it can be understood from the
disclosure, objects of invention and claims and
any apparently pertinent art cited ;

(2) Informalities noted by the Application
Division and deficiencies in the drawing should
be pointed out by means of attachments to the
examiner’s letter (see § 707.07 sa) ),

(8) A requirement should be made that the
specification be rovised to conform to idiomatic
English and United States practice;

4) The claims should bo rejected as failing
to define the invention in the manner required
by 36 U.S.C. 112 if they are informal, A blanket
rejection is nsually sufficient.

The examiner should not attempt to point
out the specific points of informality in the
specification and claims. The burden is on the
applicant to rovise the application to render
it 1 proper form for a complete examination.

Tt is obviously to applicant’s advantago to flle
tho applieation with an adequate disclosure and
with elaims which conform to the U.S. Patent
and Trademark Office nsages and reguirements,
'This should be done whenever l)()&‘%il)l(‘. T, how-
ever, due to the pressuve of o Convention dead-
line or other rensons, this is not possible, appli-
eants are urged to submit promptly, preferably
within three months after filing, a preliminary
amendment. which correets the obvious imfor-
malities, The informalities should be corrected

Rov. 48, Jan. 1076



‘are in proper form, f{u‘timﬂaﬂy to depend-
ency, and otherwise clearly define the invention.
“New matter? must be exeluded from these

o the & the,disel
 derstood and the claims

amendments since preliminary amendments do

not enjoy original disclosure status, § 608,04 éb
Whengver, npon examination, it is found: hat
~ the terms or phrases of modes of characteriza-
tion used to describe the’invention -are: not
sufficiently consonant with the art to which the
invention pertaing, or with which it is: most
nearly - connected, to.enable the: examiner to
make the examination specified in rule 104, the
examiner should make :a reagonable search. of
the invention so far ag it can be understood from:
the disclosure. The action of ‘the examiner
may be limited to a citation of what appears to
be the most. pertinent prior art found and a
reqquest that uPplioa,nt, correlate the terminology.
of his specification with art-nccepted termi-
nology hefore further action is made. - 0
A suitable form for this action is as follows:
“A preliminary examination of this appli-
~cation indicates that the following terminol-
ogy (or properties or units of test data, etc.)
~+ '+ . which appear(s) at page(s) . . . of the
_specification is (are) so &iﬁfmnt from those
generally accepted 1n the art to which this
invention pertains that it is difficult orimpos-

sible to make a reliable search, o

Applicant is therefore requested to provide
a sufficient elucidation of these terms (or
pm}‘mrties or test data) or correlation thereof
with art-accepted terminology so that a
proper comparison with the prior art can
be made, :

A SHORTENED STATUTORY PE-
RIOD FOR RESPONSE TO THIS AC-
TION IS SET TO EXPIRE 30 DAYS
FROM THE DATE OF THIS LETTER.”
For the procedure to be followed when only

the drawing is informal, seo §§ 608.02(a) and
608.02(b).

703

“General Information Concerning
Patents” [R-25]

The pamphlet. “General Information Con-
cerning Patents” may be sont to an applicant
handling his own ense when the examiner
deems it ndvisable,

704+  Search [R-25]

After rending the specifiention and claims,
the examiner searches the prior art,

The subject of searching is more fully
treated in chapter 900, See §§ 904 through

Rev. 43, Jan. 1975

904, .Th : ixiventieﬁi?éhoilld":'~be ﬂ;io‘mughly :

understood ~-before ‘4 search: is undertaken.

“However, iuformal cases, or those which can

only be imperfectly understood when they
come up for action in their regular turn are
also given d search, in order to avoid picce-
meal prosecution, o
Pureyious ExaMinei’s Sraron

When an examiner is assigned to act on an
application which has. recoived one or more ac-
tions by some other examiner, full faith and
credit should be given to the seprch and action
of the previous examiner wnless there is a clear
errar in the previous action or knowledge of
other prior art, In genecral the second exam-
iner should not take an entirely -new -ap-
proach to the case or attempl to reorient the
point of view of the previons examiner, or
make & new search in the mere hope of finding
something.. See § TIT.06, . o

705 Patentability Reports [R-25]

Where an application, properly assigned to
one exmmnining. group, is_}ound to contain one
or more claims per se classifinble in one or more
other groups, which clnims are not divisible
inter s¢ or from the claims which govern classi-
fication of the application in the first group, the
application may be referred to the other group
or groups concerned for a report as to the pat-
entability of certain designated claims. '{‘his
report will be known as a Patentability Report
(P.R.) and will be signed by the primary ex-
aminer in the reporting group. :

The report, if legibly written, need not be
typed. :

Note that the Patentability Report practice
is suspended, except in oxtraordinary cireum-
stances.  Sece § 705.01 (e).

705.01 Instructions re Patentability
Reports  [R-25]

When an application comes up for any ac-
tion and the primary examiners involved
agreo that a Patentability Report. is necessary,
the applieation will be forwarded to the proper
group with a memorandum attached, for in-
stanee, “For Patentability Report. from group

e 08 0O CIIINE o,
705.01(a) Nature of P.R., Its Use and
Disposal  [R-25]

The primary examiner in the group from
which the Patentability Report is requested, if




he approves the request, will direct the prepa-
ration of the Patentability Report. This Pat-
entability Report will be written or typed on a
memorandum form and will include the cita-
tion of all pertinent references and a complete
action on all claims involved. The field of
search covered should be endorsed on the file
wrapper by the examiner making the report.
When an examiner to whom n case has been
forwarded for a Patentability Report is of the

UEN

 EXAMINATION OF APPLICATIONS

 705.01(a)

opinion that final action is in order as to the
referred claims, he should so state. The Pat-
entability Report when signed by the {)rim&ry
examiner in the reporting group will be re-
turned to the group to which the application is
regularly assigned,

The examiner preparing the Patentability
Report will be entitled to receive an explana-
tion of the disclosure from the examiner to
whom the case iy assigned to avoid duplication

Rev, 43, Jan, 1075



group i e
Report is not 1

advise. the pi “examiner. in the forward-
| Dmummmu‘ a . As'ro (klasamif\muox

Conflict of opinion as to classification may
be referred to a patent classifier for decision.

If the primary .examiner in the group
having jurisdiction of the case agrees with the
Patentability Re;f)ort;, he should incorporate the
substance thereof in his action, which action
will 'be complete as to all claims. The Pat-
entability Report in such a case will not be
given a paper number but will be allowed to
remain in the file until the case is finally dis-
posed ‘of by allowance or abandonment, at
which time it ‘should be removed.

 D1saGREEMENT ON PATENTABILITY REPORT

-If the primary examiner does not agree
with the Patentability Report or any portion
thereof, he may consult with the primary ex-
aminer responsible for the report. If agree-
ment ' a8 to the resulting action cannot be
reached, the primary examiner having juris-
diction of the case need not relfr on the Pat-
entability Report but may make his own action
on the referred claims, in which case the Pat-
entability Report should be removed from the
file. ,

Arrvar, Taxen

When an appeal is taken from the rejection
of claims, all of which are examinable in the
group preparing a Patentability Report, and
the application 1s otherwise allowable, formal
transfer of the case to said group should be
made for the purpose of appeal only. The
receiving group will take jurisdiction of the
application and prepare the examiner’s
answer, At the time of allowance, the applica-
tion may be sent to issue by said group with its
classifieation determined by the controlling
claims remaining in the case. "

705.01(b) Sequence of Examination
[R-31]

In the event that the supervisory primary
oxaminers concerned in a P.R. case cannot
agree as to the order of examination by their
groups, the supervisory primary examiner
having jurisdiction of the case will direct that
a complete search bo made of the art relevant to
his claims prior to referring the case to another

rder, he should so

for report. The group to which the case
referred will be vi%o%theim!ts of this
¢ 11 the supervisory - eXAININers are o
the opinion that a diﬁ’em::y sequence of search
is expedient, the order of search should be corre-
spondingly modified. -~ -

705.01(c) ' Counting and Recording
7 PR’ [R-23] |

* The forwarding of the application for a Pat-

entability Report is not to be treated as a

transfer by the forwarding group. When
the’ P.R. is comploted and tﬁe‘ appﬁcatim\ is
ng group,

ready for return to the forwardi
it is not counted either as a receipt or action
by transfer. Credit, however, is given for the
time spent. Seo § 1705.

A box is provided on each file wrapper
headed “P.R. Group -_____" and the number of
the jfroup .making the P.R. is entered in
pencil. o L

The date status of the application in the
reporting group will be determined on the
basis of the dates in the group of original
jurisdiction. To insure orderly progress in the
reported dates, a timely reminder should be
furnished to the group making the P.R.

705.01(d) Duplicate Prints of Draw-

ings [R-23]

In Patentability Report cases having draw-
ings, the examiner to whom the case is as-
signed will furnish to the group to which the
case is referred, prints of such sheets of the
drawings as are applicable, for interference
search purposes. ‘I'hat this has been done may
be indicated by a pencil notation on the file
wrapper.

When a case that has had Patentability Re-
port prosecution is passed for issue or becomes
abandoned, NOTIFICA'TION of this fact will
AT ONCE be given by the group having
jurisdiction of the case to each group that
submitted a P.R. The examiner of each such
reporting group will nota the dato of allow-
ance or abandonment on his duplicate set of
prints. At such time as these printa become
of no value to the reporting group, they may
be destroyed.

705.01(e¢) Limitation as to Use [R-

31]

The above outlined Patentability Report
practice is not obligatory and should be re-

Rev. 81, Jan. 1972




tal examiner time- that

ion-of an up ki

practice is based on the preposition. that when
‘plural, indivisiblehinventiops}n;-a c]mmeg, g;l;
- some _instances either less time is requived: fo
&X%W&’t%, or the | Wﬁ ATy of‘beu%»,r qual-
ity, when specinlists oh'‘each character of
claimed i tion_treat.the claims directed:
However, i

plete examinat

practice,
“Where claims are directed to the same char.
acter of invention but differ in scope only,
pr ion by Patentability Report. s never
pr%g;e N T ST,
emplary situations where Pntentqb;htfr
Reports are ordinarily not proper are as fol-

lows: ' TP
(1) Where the claims are related as & manu-
facturing process and a product defined by the
process of manufacture, The examiner having
jurisdiction, of the process can usually give a
complete, adequate examination in less total
examiper time than would be consumed by the
use of a Patentability Report: ' '

(2) Where the claims are related as a prod-
uct and a process which involves merely the
fact that a produet having certain characteris-
tics is made. The examiner having jurisdie-
tion of the product can wsually make a com-
plete and/a({;qume examination. =

(8) 'Where the claims nre relatéd ns a com-
bination distingunished solely by the charae-
teristics of a subcombination and such sub-
combination per se. The examiner having
jurisdiction of the subcombination enan usually
make a complete and adequate examination.

Then there are situations where the examiner
seeking the report is sufficiently qualified: to
search the art, himself. :

In view of these conditions which are ex-
pected to prevail for some time to come, it is
felt to be in the best interests of the Of-
fice to suspend the present Patentability Re-
port practice. Where it can be shown, however,
that a DPatentability Report will save total
examiner time, cxeeptions may be permitted
with the approval of the group director of
the group to which the applieation is au
signed. The “Approved” stamp should be im-
ll)’nrmed on the memornndum requesting the

R,
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an application in which a Patentability Report

importance. - Patentability. ‘Report  hag boen adopted, the reporting group may

called on for assistance at the interview when
it concerns claims treated by them, See §8 713 to

718,10 régarding interviews in general, -

of Claims  [R-33]

is part of the Marual explains
ejecting claims, the examiner
erlook the importance of his
role in allowing claims which properly define
the invention. ..
 Rulg 106, Rejaciion of claims.. (a) If the Invention
is not consldered patentable, or not considered patenta-
ble as clalmed, the clalms, or those considered unpat-
entable.wil be rejected.. ..

the procedu

shonld neve:

(b) In rejecting clalms for want of novelty or for
obviousness, the examiner ‘must: clte the: best: ref-
crences at-his command..: When a referench is complex
or shows or deseribes inventions other than that claimed
by the applicant, the particular part relled on must be
designnted as:nearly as:practicable. : The pertinence
of each reference; if not:apparent, must be clearly ex-
platned .and: each rejected’ clatm specified. . :
~ Patent examiners carry the responsibility of
making sure that the standard of patentability
enunciated by the Supreme Court and by the
Congress is applied @ each and every case.
The Supreme houw‘ih Graham v. John Deere,
148 USPQ 459, stated that,

. “Under § 108, the scope and content of
the prior art are to be determined; differ-
ences between the prior art and the claims
at igsue are to be ascertained ; and the lovel

“of ordinary skill in the pertinent art re-

* solved.  Against this bac}:gmund,the ob-
viousness or nonobviousness of the subject
“matter is determined. Such secondary
considerations as commercial success, long
felt but unsolved needs, failure of others,
ote,, might be utilized to give light to
the circumstances surrounding the origin
of the subject. matter sought to be pat-
onted.  As indicia of obviousness or non-
‘obviousness, these “inquiries may * have
relevancey. . . .

“This is not to suy, however, that there
will not be difficulties in applying the non-
obviougness test. ' What is obvious ia not o
question upon which there is likoly to be
uniformity of thought in every given fac-
tual context. The difliculties, however, are
comparable to those encountered daily by
the courts in such frames of reference ns




' gmt ~uniformity and definjtiveness which
Congress called for in the 195
“While we have focused att

To await litigation is--for all practical
wrpoae&@t;o ebilitate the patent system.
e have obgerved a notorious difference
between the standards applied by the Pat-
ent Office and by the courts, ‘'While many
reasons can be adduced to explain the dis-
crepancy, one may well be the free rein
often exercised by examiners in their use
of the concept of “invention.” 1In this
connection we note that the Patent Office is
confronted with a most difficult task. . . .
This is itself a compelling reason for the
Commissioner to strictly adhere to the 1952
Act as interpreted here. This would, we
believe, not onl{_ expedite disposition but
bring about a closer concurrence between
administrative and judicial precedent.”
Accordingly, an application covering an in-
vention of doubtful patentability shouid not ha
allowed, unless and until issnes pertinent to
. such doubt have been raised and overcome in

the course of examination and prosecution, since
otherwise the resultant patent would not justify
the statutory presumption of validity (85
U.S.C. 282), nor wounld it “strictly adhere” to
the requirements Inid down by Congress in the
1952 Act as interpreted by the Supreme Conrt.
The standards of patentability applied in the
examination of clnims must’ be the same
throughout the Office. In every art, whether it
be considered “complex,” “newly developed,”
“crowded,” or “competitive,” nll of the require-
ments for patentability (e.g., novelty, useful-
ness and unobviousness, as provided in'35 U.S.C,
101, 102, and 103) must be met hefore a claim ix
allowed, The mere fact that a claim recites in
detail all of the features of an invention (i.e., is
n “picture” elnim) is never, in itself, justifica-
tion for the allowance of such a claim.
When an application discloses patentable
subject matter and it is apparent from the
claims and the applicant’s arguments that the
claims are intended to be directed to such pat-
ontable subject matter, but the claims in their
Fmﬁcnb form cannot be allowed beeanse of de-
eets in form or omission of a limitation, the
examiner should not stop with a bare objec-
tion or rejection of the claims. The exam-
iner's action should be construetive in nature

“has been. completed

If the examine

ted. that patentable subject
matier has been disclosed and the record indi-
cates that the npplicant intends to claim such
subject matter, he may note in the Oflice action
that certain nspects or features of the patenta-
ble invention have not been claimed and that
if properly claimed such claims may be given
favorable congideration.

“Rule 112, Reepaminalion and reconsideration. After
redponse by applieant (rule 111) ‘the application will
he reexnmined and reconsldered, and the applicant will
he notifled if clainis are rejected, or objections or re-
aquiroments made, in° the snme manner as after the first
examinntion. Applicant may respond to such Office ac-
tion, in the same manner provided in ruole 111, with or
without amendment, but any amendments after the
pecond Office actlon: must ordinarily be vestricted to
the rejoction or-to the objections or reguirements made,
and-the appHeation will be again constderad, nnd 8o on
repentedly, uniess the exnminer has indicated that the
action Is finnl, ‘ :

706.01 Contrasted With Objection
| [R-23]

The refusal to grant clnims because the sub-
jeet matter ns claimed is considered unpatenta-
ble is called a “rejection.” The term “rejected”
must be applied to such claims in the exam-
iner’s letter. If the form of the claim (as dis-
tinguished from its substance) is improper, an
“objection” is made. The practical difference
between a rejection and an objection is that a
rejection, involving the merits of the claim, is
subject to reviewﬁ)y the Board of Appeals,
while an objection, if persisted in, may be
reviewed only by way of petition to the Com-
missioner.

An example of a matter of form ag to which
objection is made is dependency of a clnim on a
rejected claim, if the dependent elaim is other-
wise allowable. See § 608.01(n).

706.02 Rejection on Prior Art [R-

31]

45 11.8.0. 102, Conditiona for patentability: novelly
and Ings of right to patent. A person shall be entitled
to n patent unlesy-

(n) the fnvention was known or used by others

in this country, or patented or degerlbed in a

printed publeation in this or a forelgn country,

before the Invention therecof hy the applieant for
patent, or

() the Invention was patented or deseribed fn n
printed publeation in this or a forelgn country ov
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niwd Btates, or Bt RN IOE ¢
st s{ @) the - invention was ﬁmcﬂbed in 2 pamnt
o grmted on;-ansappiication ‘for. patent by another
" fled:kn - the:  United. Btates. -before: the ‘lnv@ntmn
- thereof. by the -applicant-for patent; or ..o
-4 (£) hedid-not: himself hwem. the mbm mntwl‘
;mmt to be: patented, or:: :
2y before:the nppllaanr’s lmmuu«m th:mmt tho
‘r‘inwnuon was: -made -in. this country.by arother
. whoehad not abandoned, suppressed, or:coucealed
it I determiping : priority of invention. there shall
«-be. consfdered «not - only -the -reapective, dates  of
- conception and reduetion: to:practice of the inven-
tion, but also the reasonable dlligence:of one.whoe
was first to concelve and last to reduce to pmctlw.
from a. time prior. to conception by the other.. . -
35 U.8.C. 108. Conditions for-p ,entabimy, non-
obuious subject matter. A patent may not be obtained
though  the invention is not 1dentlcally dlsclogsed  or
deacrihed as get forth in ‘section 102 of this title, if
the dlffermxces between the subject matter sought te
be patented and the prior art are such that the
subject matter as a whole would hnve been obvious
at the time the lnventlon was made . to a person
having ordinary sklll In the art to which sald subjeet
matter pertains, Pntentablllty shall not be uegauved
by the manner in which the mventlon was made

By far the most frequent ground of rejection
ig on the ground of unpatentability in view of
the prior art, that is, that the clnimed matter
is either not novel under 35 17.5.C. 102, or else
it 18 obvious under 35 U.S.C. 103. The lan-
guage to be used in wjectlng claims should be
unequivocal, See § T07.07(d).

35 U.S.0C0 102

(ANriorearion or Lack orF
NoverLry)

The distinetion between rejections based « on
35 17.8.C. 1022 and those based on 356 U.S.(" 103
should be kept in mind, Under the former, the
claim is anticipated by the reference. No ques-
tion of obvionsness is present. 1t may be ad-
visable to identify a particular part of the
reference lo support the rejection. If not, t]m
expression “rejected under 35 U.S.C. 102
clearly anticipated by" is approprinte.

35 11.8.C, 103 (OBVIOUSNEsH)

In contrast, 35 U.S.C, 103 authorizes a vejec-
tion where to meet tluv ¢lmm, it 18 nec essary to
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‘pertinent

involved ; or (8)
8 rule
poti

rence seems lnkésly to he

’I‘ha Jourt of (‘ustoms und Pntmt Appeals
huq held that expedients which are funetionally
eqmv t‘to each other are not necessavily ob-
vious in view of one another. In re Scott, 139
USPQ 297, 51 CCPA 747 (1963) ; In re Flmt.
141 U‘%I’Q 299, 51 CCPA 1230 (_19(54) ,

This Court has also held that when a cluim 1S
rejected under 35 U.S.C. 103, a Jimitation which
is considered to be indefinite cannot be properly
disregarded. If a limitation in a claim is con-
sidered to be indefinite, the claim should be
rejected under 85 U.S.C. 119, second paragraph.
In re Wilson, 165 USPQ 494, 57 CCPA 1029
(1970). Note also In re Steol(- 134 TUSPQ 292,
49 CCPA 1295 (1962). Seo §7OG 03(d).

Where a reference is wllo(l on to support a
vejection, whether or not in a “minor capacity™
that reference should be [)()th\'(!]y inchided in
the statement, of the rejection. Ses In ve Hoch,
166 USPQ 406, 57 CCPA 1292, footnote 3
(1970).

A U.S. patent may be a reference amnnqt an
n.pplwutmn even though thoe patent date is af-
ter the filing date of the application, pro-
vided the filing date of the patent is
prior to the filing date of the applieation.
It is proper to wuse such a patent as a basie
or an auxiliary reference and such patents
may be used togoﬂwr ns bagie nnd nuxiliary ref.
evences, 'This doctrine arosoe in Alemander Mil-
burn Co. v. Davis-Bournonville ('o., 1926 C.D.
303; 344 O.G. 817; and was enacted into law
by 35 ULS.C. 102(a). Tt wns held apphi.
cable to rejections under 35 U8, 103 by the




~Public Law 92-84 provided for situations
caused by the postal emergency which began
on March 18, 1970 and ended on or about
March 30, 1970. Thig law allows the applicant
to claim an earlier filing date if delay in filing
was caused by the emergency, Such earlier filing
dates were printed on the patents along with
the actual ﬁ]ing dates whenever it was possible,
Mowever, patents issued with earlier filing dates
claimed under Public Law 92-34 are effective
a8 prior art under 35 U.S.C. 102(e) only as of
their actual filing dates and not as of such
claimed earlier fihng dates, The details of the
procedure to elaim the earlier date appeared at
889 0.G. 1064, |
For the Fl'()pmf way to cite n patent issued
after the filing of the application in which it
is being cited, see § T07.058(0).

Establishing “Well Known”’
Prior Art [R-34]

Things believed to be known to those skilled
in the art are often asserted by the examiner
to be “well known” or “matters of common
knowledge”. If justified, the examiner should
not be obliged to spend time to produce docu-
mentary proof. If the knowledge is of such
notorious character that judicial notice can he
taken, it is suflicient so to state. In re Mal-
colm, 1942 (LD, 589; 543 O.G. 440, If the ap-
plicant traverses sueh an assertion the exam-
iner should cite a reference in support of his
position.

Failure of the applicant to seasonably chal-
lenge such assertions establishes them as ad-
mitted prior art.  See Tn re Gunther, 1042 C.D.
325 538 O.G. THE; Inore Chovenard, 1044 C.D.
1415 500 O.G. 196, 'This applies also o asser-
tions of the Board. In re Selmi, 1946 C.D.
5255 591 O.G. 1605 In re Fischer, 1942 CUD.
206 538 O.(z. 503,

For further views on judicinl notice, see In re
Ahlert, 57 CCPA 1023, 165 USPQ 118 (1970)
(nssertions of technien! faets in arens of estoleric
teehnology must alwnys b supported by citation
of some reference work) + ITn re Boon, bs (C'C'PA
1030, 169 USPQ 281 (1971) (a challenpe to the
tnking of Judicinl notice st contnin ndeguate
information or argument to ereate on its face a
reasonable donbt regrarding the circumstances
pstifying the judicial noticey : and In vo Barr,
DY CCPA I3RS 1T TSPO 230 (1971 (involved
references held not a saflicient basis for taking
judicial notice  that  involved  controverted
phegases are artrecognized ).

706.02(a)

U.S. Supreme Court in Hazeltine Research, Inc.

et nl. v. Brenner, 147 USPQ 420 (1965), 706

03 -“Rﬁj&éﬁons Not Based on Prior

The primary object of the examination of an
application is to d,m:m‘minm whether or not the
ullaimts define n patentable advance over the
prior art. This consideration should not be
relegated to a secondary position while undue
emphasis is given to non-prior art or “technical”
rejections.  Effort in examining should be con-
centrated on truly essentinl matters, minimizing
or eliminating effort. on technical rejections
which are not veally eritical.  Where a major
techaical rejection is proper {e.g., lack of proper
diselosure, undue breadth, utility, ete.) such re-
jection shonld be stated with a full del«,);{nwm
of the reasons vather than by a mere conclusion
coupled with some stereotyped expression.

Rejections not based on prior art are ex-

lained in §8§ 706,03 (n) to T06.08(»), IF THE
}",I,"“AI';[CIZICI‘,) LANGUAGE IN THESE
SECTIONS IS5 INCORPORATED 1IN THE
REJECTION, THERE WILI, BE LESS
CHANCE OF A MISUNDERSTANDING
AS TO THE GROUNDS OF REJECTION.

706.03 (a)

Nonstatutory Subjeet Mat-
ter [R-34]

Patents are not. granted for all new and use-
ful inventions and discoveries. The subject
matter of the invention or discovery must come
within the boundaries set forth by 36 U.S.(C.
101, which permits patents to be granted only
for “any new and useful process, machine,
mannfacture, or composition of matter, or any
new and useful improvement thereof.

The term “process” as defined in 35 U.NS.CL
100, means process, art or method, and includes
a new use of a known process, machine, manu-
facture, composition of matter, or matevial,

Decisions have determined the haiats of the
statntory classes, Kxamples of subjeet matter
not: patentable wunder the Statuie follow

Prinven Marrer

For example, a mere avrangement of printed
matter, thongh seemingly a “manufacture” s
rejected as nof being within the  statutory
elngses, See Inore Miller, 164 USPQ 46, W7
COPPA S0 (1969) 1 Iy parte Gwinn, 112 FTSPQ
439 (Bl App. 19500 and In ve Jones, 153
UISPQ 77, bl CCPA 1208 (1967).

Narvrarry Ovccovnrise Avnmiere

Sintlarly, n thing ocenrring in nature, which
15 substantially unaltered, is not a “mannfae.
ture,” A shvimp with the head and digestive
tract removed is an example. Ex parte Gray-

aon, H1 USPQ 413,
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n the statutory classes. O’

15 Howard 62. o
This subject matter is further limited by the

Atomic Energy Act explained in § 706.08(b).

706.03(b) Barred by Atomic’ Energy

illy v. Morse,

7 Aet [R-18]

- A limitation on what can be patented is im-
pased by the Atomic Energy Act of 1954, Sec-
tion,;ml(u? (42 U1.8.C. 2181a) thereof reads in
partas follows: .~ 0

‘No patent shall hereafter be granted for any inven-
tion or discovery which ig ugeful solely in the utfliza-
tion of special puclear material or atomic energy in
an atomic weapon. = o '

The terms “atomic energy” and “special
nuclear material” are defined in Section 11 of
the Act (42 U.S.C. 2014). 5

Sections 151(c) and 151(d) (42 U.S.C.
2181c and d) set up categories of pending appli-
cations relating to atomic energy that must be
brought to the attention of the U.S. Atomic
Energy Commission. Under rule 14(c), appli-
cations for patents which disclose or which ap-
pear to disclose, or which purport to disclose,
inventions or discoveries relating to atomic
energy are reported to the Atomic Energy Com-
mission and the Commission will be given access
to such applications, but such reporting does not
constitute a determination that the subject mat-
ter of each application so reported is in fact
usefnl or an invention or discovery or that such
applieation in fact discloses subject matter in
categories specified by the Atomic Energy Act.

All applientions received in the Patent Office
are sent to Licensing and Review for sereening
by Group 220 personnel, under rule 14(c¢), in
order for the Clonnnissioner to fullill his respon-
sihilities under section 181(d) (42 U.K.C.
2181dY of the Atomic Energy Act. Paperssub-
sequently added must he inspeeted promptly by
the examiner when reccived to determine
whether the application has been amended to
relate to atomic energy and those so related must
he promptly forwarded to Licensing and Re-
view.

Rev. 84, Oct, 1072

Gl SOmNTIFIC Pai con 0@ B In ret Arbeit
A scientific principle, divorced from' any

ta_xiggb‘le structure, can- be rejected as not
withi I%e

h by Group 220 personnel.
706,03(c) Functional [R-34]
- See Ex parte Ball et:al, 1088 C.D. '4; 675
(. 5¢ , ot al, 1983 Q.. 409;
677 0.G. 843 and Ex parte Stanley, 121 USPQ
35 U.8.0. 118. Specification. The specification shall
contain. a written deseriptlon of the inventlon,
and  of the manner and process of making
and using it, In such full, clear, concise, and
exact terms a6 to enable any perdon skilled In the art
to which It pertains, or with which it is most nearly
connected, to make and use the same, and shall set
forth the best mode contemplited by the inventor of
carrying out his {nvention, R '
The specification shall conclude with one or more
claims: partionlarly pointing out and distinetly claim-
ing the subject matter which the applicant regards as
hig Invention. A claim may be written in independent
ar dependent form, and if in dependent form, it shall
be construed: to inciude all the limitations of the claim
incorporated by reférence into the dependent claim,
An element in a claim for & combination may be
expressed as a means or step for performing a specified
function without the recital of structure, material, or
ucts in support thereof, and such claim shall be con-
strued to cover the corresponding structure, material,
or acts deacribed in the speclfication and equivalents
thereof,

Paragraph 3 of 35 U.S.C. 112 has the effect
of prohibiting the rejection of a clnim for a
combination of elements (or steps) on
the ground that the claim distinguishes
from the prior art solely in an element
{or wstep) defined as a  “means” (or
“step”)  coupled with a statement of
function. However this provision of para-
graph 3 must always be considered as subordi-
nate to the provision of parngraph £ that the
elaim particularly point out and distinetly
claim the subject matter. If a claim be found
to contain language approved by paragraph 3
sich claim should always be tested additionally
for compliance with paragraph 2 and if it fails
to comply with the requirements of paragraph
2, the claim should ba so rejected and tho rea-
sons fully stated.

Paragraph 3 of 35 1L.S.C. 112 makes no
change in the established practice of rejecting
elaimy a8 functional n situations such as the
following:

1. A claim which containg functional lan-
guage not. supported by recitation in the elnim
of suffictent structure to warrant the presence




of the functional langua
'exam[i)le of a claim of t
found in

279,

means for
transferring_clothes-carrying rods from one
Pposition and depositing them on n suitable
support. e
Note the following cases: =~
1. In re Hutchinson, 69 USPQ 138, 33
CCPA 879 (1946), the terms “adapted for
‘use in” and “adapted to be adhered to” were
held not to constitute a limitation in any
patentable sense. - o oo o
2. In ve Mason, 114 USPQ 127, 44 CCPA
937 (1957_), the functional “wherehy” state-
ment was held not to define any structure and
accordingly could not serve to distingunish.

8. In re Boller, 141 USPQ 740, 51 CCPA
1484 (1964), the term “volatile neutralizing
agent” was held to be patentably effective
and commensurate with tho. breadth of the
disclosed invention, " o

4. In re Land and Rogers, 151 USPQ 621

1966), the expression “adapted to be ren-
dered diffusible in said liquid composition
only after at least substantial development”
was given weight. o

5. In re Halleck, 164 USPQ 647, 57T CCPA
954 (1970), the term “an effective nmount”
was held not objectionable. :

6. In ve Swinehart and Sfiligoj, 169 USPQ
226 (1971), held that the meaning of “trans-
parent to infra-red rays” is sufficiently clear.

7. In re Barr et al,, 170 USPQ 330, 58
CCPA 1388 (1971), held that the expression
“ineapable of forming a dyo with said oxi-
dized doveloping agent,” set forth definite
boundaries. [R-40]

706.03(d) Vague and Indefinite [R-
34]

When the examiner is sutisfied that patenta-
ble novelty is disclosed and it is apparent to
the examiner that the claims are directed to
such putentable subject matter, he should al-
low clnims which define the patentable novelty
with a reasonable degree of particulavity and
distinetness,  Some Iatitude in the manner of
expression and the aptness of terms should he
permitted even though the clnim languge is
not as precise as the examiner might desire.

the claim. 18 vague and .indefinite or incom:

-n rejection on the ground that

plete. In non-chemical cases, a claim may, in
%mm_l,.‘be drawn us. brondly as permitted by
the prior art.: - . . o

The rejection of a claim :asind%ni&e-umld
appear to:present no difliculties,  On eceasion,
however, a great deal of effort is required to
explain just’ what is wrong with the claim,
when writing the ‘examiner’s letter. Although
cooperation: with the ‘attorney is to be com-
mended, unduoe time should not be spent trying
to guess what the atlorney. was trying to say in
the claim. Sometimes, n rejection as indefinite
plus the statement that a certain line is mean-
ingless is suflicient, The examiner’s action
should be constructive in nature and when pos-
sible 'he should offer . definite suggestion for

correction. S o
- The mere inclusion of reference numerals in
a claim otherwise allowable is not a ground
for rejection, But see Ex parte Osharne, 1900
CD. 187,92 OG. 1797. ©

Alternative expressions such as “brake or
locking device” may make a claim indefinite if
the limitation covers two different elements.
If two equivalent parts are referred to such as
“rods or bars”, the alternative expression may
be considered proper. ‘

The inclusion of a negative limitation shall
not, In itself, be considored a sufficient basis
for objection to or rejection of a claim. How-
ever, 1f such a limitation renders the claim
unduly broad or indefinite or otherwise results
in a failure to point out the invention in the
manner contemplated by 35 U.S.C. 112, an ap-
propriate rejection should be made.

, Generally speaking, the inelusion of (1) nega-
tive limitations and (lg) alternative expressions,
provided that the alternatively expressed ele-
ments are basically equivalents for the purpose
of the invention, nre permitted if no uncertainty
or ambiguity with respect to the question of
scope or breadth of the elaim is presented.

The examiner has the responsibility to make
sure the wording of the claims is sufficiently
definite to reasonably determing the scope, It, Is
applicant’s responsibility to select proper word-
ing of the claim, except to the extent that the
selection of words makes the claims indefinite.
Under no civeumstances should a claim bo re-
jected merely beeanse the examiner prefers a
different choice of wording.

Still unother way in which a claim can be in-
definite is where n won sequitur occurs. For
example, a claim is inferential and therefore
indefinite when it recites “said lever™ and there
was no earlier reference or no antecedent in
the claim to o lever. An éndirect lmitation
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In ro Castni PQ 550 (COPA 1070);
In re Fisher, 166 (CCPA, 1970) ; and
In re Wakefleld, 636 (CCPA. 1970).

" An neticle may bo claimed by a. process of
making it provided it is definite. . In re Moeller,
1941 C.D. 816; 48 USPQ 542; 28 CCPA 932;

In re Luck, 177 USPQ 523 (CCPA, 1973) 5 In
re Steppan, 156 TUSPQ 143 (CCPA 1967) ; and
In re Pilkington, 162 USPQ 145 (CCPA 1069).
~ 'When the prior art discloses a product which
reasonably appears to be either identical with

or only shightly different than a product claimed.
in & product-by-process claim, & rejection based

alternatively on either section 102 or 103 of the
statute is appropriate.. As a practical matter,
the Patent Office is not equipped to manufacture
products by the myriad of processes put before
it. and then obtain prior art products and make
physical comparisonstherewith. A lesser burden
of proof is required to make out & case of prima
facie obvionsness for product-by-process claims
because of their peculiar nature than when a
produet; is claimed in the conventional fashion.
In re Brown, 59 CCPA 1036, 173 USPQ 685
(1972) ; In re Fessmann, 180 USPQ 324 (CCPA.
tor4), | | :

The fact that it is necessary for an applicant
to describe his product in product-by-process
terms does not prevent him from: presenting
claims of varying scope, ¥x parte Pantzer and
Feier, 176 USPQ 141 (Board of Appeals, 1972).

706.03 (f) [R-27]

A claim can be rejected ng incomplete if it
omits egsential elements, steps or necessnry
structural cooperative relationship of clements,
such omission amounting to a gap between the
elements, steps or necessury strnctural connec-
tions. Greater Jatitude is permissible with re-
spect to the definition in a claim of matters not
essential to novelty or operability than with

respect to mattors essentinl thereto. See also
§ 706.03(d).
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Incomplete

' t&in,, i,ong
(0}

: JOPA 1968).
iteness were reversed: in

70603 ( e) Priwduetby Proms [R-
T ey

recitations of

which hi 'dr;i)bém

1925 C.D. 308; 33

706.08(h) 'N;smmmy Claim “[R—-
2 .

~ Some applications when filed contain an om-
nibus claim such as “A device substantially as
shown and described.” . .. .. .
Such a claim can be rejected as follows: .

" | Claim --._ is rejected for failing to par-
. ticularly point out and distinctly claim the
‘invention as required in 36 U.S.C. 112

- For cancellation of such a claim by examin-
er’s amendment, see § 1302.04(b).

706.03(i) Aggregation [R-34]

Rejections on the ground of aggregation
should be based upon a lack of cooperation be-
tween the elements of the claim. Many deci-
sions and some legal writers extend the term
to .include old and exhausted combinations
(§706.08(j)). Confusion as to what is meant
can be avoided by treating all claims which in-
clude mere than one element. ns combinations
(patentable or unpatentable) if there is actual
cooperation boetween the elements, and as ag-
gregations if thero is no cooperation.

Ewample of aggregation: A washing ma-
chine associated with n dial telephone.

Fwxample of old combination: An improved
carburetor claimed in combination with a gaso-
line engine. : ) o

A claim is not necessarily aggrepative be-
cnuse the varions elements do not funection si-
multaneously, A typewriter, for example, is a
gog)d combinntion, Seo nlso In ro Worrest, 40
JCPA 804, 06 USPQ 381 (1958). Noither is a
claim necessarily aggrogative morely becausoe
olements which do cooperate are set forth in
specifio detail.

A rejection on aggregation should bo made
only nfter consideration of the court’s comments
in In re Gustafson, 61 CCDPA 13568, 141 USPQ
585 (1064),




d combination
per.” Whether
sen presented or
allowed in the same application, or whether
other grounds for rejection of the combination
claims exist, are not determinative of the pro-
priety of this rejection. The rejection is proper
when a single reference discloses broadly a com-
bination of the same elements functionally co-
operating in substantially the same manner to
produce substantially the same results as that
of the claimed combination, FEaz parte Silver-
stein, 125 USPQ 238. The fact that an appli-
cant has improved one element of a combina-
tion which may be per se patentable does not
entitle him to a claim to the improved element
in combination with old elements where the ele-
ments perform no new function in the claimed
combination. In re Hall, 41 CCPA 759.
Ixample: An improved (specifically recited)
carburetor claimed in combination with a gaso-
line engine. A reference is cited which shows
a carburetor combined with a gasoline engine.
This shows the broad combination to be old.
Both in the reference and in the clnimed com-
bination, the cooperation between the enrbu-
retor and engine is the same and the end result
is the snme. The e¢laimed combination is an
improvement over the prior art only because
of he improved carburetor. The earburetor
has separate statug, since entire subelasses are
devoted to ecarburetors, clnimed as such. A
reference is preferably cited to show the sepa-
rate status and development. (See § 904.01

d).
( 2)1)(1 combination rejections ordinarily are
based on 35 11.8.C°, 112 (failure to point ont the
invention). The rejeetion should mnke it clenr
oxnctly what the combination is and why it is
thonght. that any improved element does not
modify the action of the combination. A sug-
gested form for use in making an old combina-
tion rejection is as follows:

“Cloam 1 is rejected ander 35 U.S.C. 112 as
being drawn to the old combination of a bell,
o battery and a switch conneeted in series by
wire conductors. This combination is shown

tery itself. Since the latter does not modify
the action of the: other elements recited in the
claim in any material manner, no new combina-
tlon is soen to exit, In re Hall, 100 USP(
46; 41 CCPA 7595 208 T, 2d 870; 680 O.Gn.5.)
See also Lincoln Engineering Co., v. Stewart-
Warner Corp., 803 U1.5, 548, 37 ESP(% 1 ,}1}.%3 ;
In re McCabe, 48 COPA 881, 120 USPQ 149
(1961%1 (diseusaion of claim 13); and particu-

larly In re Bornhart, 57 CCPA 737, 163 USPQ
611°(1069),

706.03(k) Duplicate Claims; Double

Patenting [R-27]

Inasmuch ag o patent is supposed to be lim-
ited to only one invention or, at most, several
closely related indivisible inventions, limiting
an applieation to a single claim, or a single
claim to ench of the related inventions might
appear to be logical as well as convenient.
However, court decisions have confirmed ap-
plicant’s right to restate (i.e., by plural claim-
mg) his invention in a reasonable number of
ways. Indeed, a mere difference in scope be-
tween clnims has been held to be enough.

Nevertheless, when two claims in an appli-
cation are duplientes, or else are so close in
content that they both cover the same thing,
despite a slight difference in wording, it is
proper after allowing one claim to reject the
other ns being n substantial duplicate of the
allowed claim. Also, it is possible to reject
one claim on an allowed claim if they differ
only by subject matter old in the art. The lat-
ter ground of rejection is set forth in the fol-
lowing pnragraph  quoted from Ex parte
Whitelnw, 1015 C.D. 18; 219 O.G. 1237:

“Claim B4 is not patentable over eclaim 51
and clnims 53, 55 and 56 are not patentable
over claim 50 in view of Comstock, No. 590,657,
which shows that it is old to emiploy an engine-
eaging in tools of this charncter. The claims
held pntentable are considered as fully cover-
ing applicant’s invention, nnd applicant ean-
not be permitted to multiply his claims by
presenting ulleged combinaticns which distin-
gish from the real invention only by including
elements which are old in the art and perform
no new function.” 4

This rejection (the ex parte Whitelaw doc-
tring) is usunlly not applied if theve are only
n few claims in the application,

70.1 Rev. 40, Apr. 1074




hREe h@m 88 COMmMON a%m%
or moreapplications by different inventors, and
the applications contain conflicting claims, see

§ 80408

Dousre PatentiNeg
 Where there are conflicting claims in differ-
ent_applications of the same inventor, one of
which 18 assigned, see § 304.

Where the same inventor has two or more
applications for speciea or for related. inven.
tions, see Chapter 800, particularly §§ 804
804.02, 806.04 (h), 522 and 822,01 for double pat-

Rev. 40, Apr. 1074 70.9

Ing rejections o ions not patentable
over each other. .

ArrLioarioN. Fuen Usper 35 US.C 124

.. The Commissioner has determined that under
35 U.5.C5 121, the Patent Office cannot reject a
divisional: application on the parent patent if
the divigional application is filed as o vesult of
- requirement for restriction made by the Office
even though' the requirement for restriction
relates to species. In re Joyce, 1958 C.D. 2;
115 USPQ 412, See also Tn ve Herrick ot al,,
1966 CD. 1; 115 USPQ 412 wheve the Com-




: $ CH
unrensonable in. view of the nature and sco
of .applicant’s invention and the state of the
art, may afford a basis for a rejection on the
ground of multiplicity. A rejectio this
ground should include all the clai

i . (C ;

To avoid the possibility that an application
which has been rejected on the ground of un-
due multiplicity of claims may be appealed to
the Board of Appesals prior to‘an axamination
on the merits of at least some of the claims
presented, the examiner should, at the time of
making the rejection on the ground of multi-
plicity ‘of claims, specify the number of claims
which in his judgment is sufficient to prop-
erly ‘define’ applicant’s invention and require
the applicant to select certain claims, net to
ex‘wx? the number speeified, for examination on
the merits. The examiner should be reason-
able in setting the number to afford the appli-
cant some latitude in eclaiming his invention.

_The earlier views of the Court of Customs and
Putent Appeals set. forth in In re Chandler, 117
USPQ 361, 45 CCPA 011 (1958) and In re
Chandler, 138 USPQ 138, 50 CCPA 1422 (1963)
have been somewhat revised by its views in In
re Flint, 162 USPQ 228, 56 CCPA 1300 (1969)
and In re Wakefield, 164 USPQ 636, 57 CCPA
059 (1970). | |

Tf a rejection on multiplicity is in order the
examiner should ke a telephone call explain-
ing that the claims are undnly multiplied and
will bo rejected on that ground. Note § 408, He
should request gelection of a specified number
of cluima for purposes of examination,

If time for consideration is requested arrange-
ments should be made for a second telephone
endl, preferably within three working days.

When clnuns ave selected, a formal multi-
plicity rejection is made, including a complete
record. of the telephone interview, followed by
an netion on the selected clnims, -

When applicant refuses to eomply with the
teloaphone reqnest, a formal multiplicity rejee-
tion is made. No reference shonld be made to
the unsnecessful telephone call,

ERYAC KPR L I

fo to n numbe
fied by the ex-
overcoming the

h of multiplicity,

ion bused v

2, In the event of a‘traverse of said rejection
applicant, besides specifically pointing out the
supposed errors of the multiplicity rejection is
required to confirm hia selection previously
made by telephone, or if no previous selection
has been made, select certain claims for purpose
of examination. the number of which is not
greater * than the ‘number specified by 'the
examiner,

. If the rejection on multiplicity is adbered to.
all claims retained will ba included in_such
rejection and, the selected claims only will be
additionally examined on their merits. This
procedure preserves applicant’s right to have
the rejection. on multiplicity reviewed by the
Board of Appeals, . - TR

Seoalso §706.08(k)., ‘
706.03(m)  Nonelected Inventions
S (R34

Seo §§ 821 to 821.03 for treatment of claims
held to be drawn Lo non-elected inventions.
706.03(n) . Coirréspdndéhce of Claim

- and Disclosure ' [R-29]

Rule 117, Amendment and vevision required. . The
specification, elnime and drawing must be amended and
ravised when required, to correct inaccuracles of de-
scription and definition or unnecessary prolixity, and
to secure correspondence between the clalms, the specl-
ficatlon and the drawing. :

Another category of rejections not based on
the prior nrt is based upon the relation of the
rejected claim to the disclosure. In chemical
cases, o clnim may be so broad as to not be
supported by diselosure, in which case it is
rejected ng unwarrantad: by the diselosure, - If
averments in a_claim do not correspond to the
avermonts or disclogure in the specification, a
rejection on the ground of inaceurncy may be
in"order. Tt must be kept in mind that an
originnd elaim ig part of the disclosure and
might adequately set forth S\ll)‘il!(,‘.t matter
whieh is completely absent from the specifica-
tion., Applicant is required in such an in-
stance to ndd the subject matter to the specifi-
etion.  Whenever an objection or rejection is
mnde based on incomplete disclosure, the ex-
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rejection based on incomplete dis-
he entire &ﬁh@@% is often
y to determine whether or not. “new
involved, Applicant should therefore
1 ut.. the .. support . for. any

the disclosure, ... .

' If subject matter capable of illustration is
originally: claimed. and it is. not.shown in the
cant is required to add it to the drawing. - See
st Bkl i (o s cravig. S

. See. §706,08(z) for rejections on . undue
bmdﬂl, Pre i Bl
706.03 (o). . .New Matter [R-29].

85 U.8.0. 138. Notice of rejection; reswamination.

“Whenever, on examination, any elaim for a patent ls
rejected, or any objection or requirement made, the
Commissioner shall notify the applicant thereof, stat-
Ing the reasons for such rejection, or obfectlon or re-
quirement, ‘together with such information and refer-
ences us may be useful in judging of the propriety of
continuing the prosecution of his upplication; and if
after receiving such notice, the applicant persists in his
claim for a patent, with or without amendment, the
application shall be reexamineéd. No amendment shall
introduce new matter inte  the  disclosure of the
invention. }

“In"umended cases, subject matter not dis-
closed in' the originai application is sometimes
added and a claim directed thereto. Such a
claim is rejected on the ground that it is drawn
to new matter. . New matter includes not only
the addition of wholly unsupported subject
matter, but algo, adding specific percentages or
compounds after a broader original disclosure,
or even the omission of a step from a method.
See §8 608.04 to 608.04(c). -

In the examination of an appliention fol-
lowing amendment thereof, the examiner must
he on the alert to detect new matter. The pro-
hibition against new matter has been incorpo-
rated into the patent statuts. These rejections
are based on 85 11.S.C. 132,

706.03(p) No Utility [R-20]

A rejection on the ground of lack of utility
includes the more specific grounds of nopera-
tiveness, involving perpetual motion, frivolous,
fraudulent, against public policy. 'The statu-
tory basis for this rejection is 35 U.S.C. 101
Seo § 608.01(p).

706.03 () Method [R-40]

In view of a decision of the U.S. Conrt of
Customs and Patent Appeals, process claims

Obhvions
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a»t.

: one gl wi?x the art would
t.once be aware of a-method of making it, In

A process may be unpatentable, however, aven
if the produet produced: therefrom {is: patenta:
ble, In re Kanter, 158 USPQ 331 (CCPA 1968).
The mere substitution of a new starting mate-
rial in an otherwise conventional process may
well be obvious in the absence of some unob-
vious result in the procossitsolf, In re Kanter,
168 USPQ 3813 In ro Neugebauor ot al., 141
USPQ 205 (CCPA 1964); Corning Glass
Works et al. v. Brenner, 175 USPQ 518 (D.C.
Cir.1072),

However, the use of a specific mineral oil in
a process was held to: be material in In re
Schneider et al., 170 USPQ 46 (CCPA 1073).

706.03(r) " Mere Function of- Michine

~In view of the decision of the Court of Cus-
toms and Patent Appeals in In re: Tarcay-
Hornoch appesring at 158 USPQ 141, process
or method claims are not subject, to rejection b
Patent Office examiners solely on the groun
that they define the inherent Tunction of a dis-
closed machine or apparatus. :

706.03(s) Statutory Bar [R-40]

Another category of rejections not based on
the 1L)rior art finds a basis in some prior act of
applicant, as a result of which the claim is
denied him, R

ARANDONMENT OF INVENTION

Under 35 U.S.C. 102(¢), abandonment of
the “invention” (as distinguished from aban-
donment of an application) results in loss of
right to a patent, Note In re (}ibbs et al., 168
USPQ 578 (OCPA 1971).

OwnN Prion Forglan PATENT

HEatract from 35 U.8.C. 108. Conditions for patenta-
bility; movelty and loas of ripht to patert, A person
shall be entitled to a pntont unless---

(d) the invention was firsl patented or canszed to
be patented by the applicaut or bix legnl representatives
or aasigns in a foreign country prior (o the date of the
application for patent in this conntry on an applica-
tion filed more than twelve months befere the filing of
the application in the United States,

The statute above quoted estublishes four
conditions which, if nll are present, estublish a




vich it n“bgésaid that the invention was p
ented, has occurred. It need not be rublismd.
Ez parte Gruschwitz et al,; 188 USPQ: 505
discusges the meaning of “patented” as applied

b PO B “,

to German proce
i £4) ~The a?m

. 'Applications should not be submitted asa ron-
tine matter: to the library to ascertain if the
foreign application hus becomen patent. - Since
the foreign patent to-be a bar under 35 U.S.C.
102(d) must have been granted before the filing
date in this country, the probability of the
foreign patent having issued after the date of
execution of the original onth and before the
1.8. filing date is so slight as to make such a
search ordinarily unproductive. S
» . ForeloN F1LIN0. WITHOUT LICENGE
35 U.8.0. 182. Abandonment of invention for unasthor-
fsed disclosure. The invention disclosed in an applica-
tion for patent subject to an order madé pursuant to
section 181 of this title may be held abandoned upon
its being established by the Commisstoner that in
violation of said order the invention hag been published
or disclosed or that.an application for n patent therefor
has been: filed In a foreign country by the Inventor, hls
succesgors, asslgns, or legal representatives, or anyone
in- privity with him-or tliem, -without the consent of
the: Commissioner. The abandonment shall ‘be held to
have occurred as of -the time.of violation, The consent
of the Commissioner shall not be given without the
concurrence of the heads of the departments and the
chief officers of the agencles who caused the order to
be fsavned. A holding of abandonment shall constitute
forfelture by the applicant, his succeasors, aguigns, or
legal representatives, or anyone fn privity with him or
them, of all clatms agninat the United States based
upon such inventlon.

35 U.B.C. 184. Filing of application in foreign coun-
try. Except whenh nathorlzed by a license obtained
from the Commissloner a person shall not file or cause
or authorize to be filed (n any forelgn country prior to
six months after fillng in the Unlted States an applics-
tion for patent or for the registration of a utility model,

721

by the Commisél

title witho

an

en inadvert-
not disclone
f this title.

: «d In’ this chapter
includes applications and any modifications, amend-
meits, or suppléinents thereto, or 'divisions thereof.
85 U.8.0.185. Putent burved for filing without Heense,
Notwithstanding auy other provisions of law any per-
#on, ‘and his successors, assigns, or legal represents-
tives, shall niot teceive a United Statés patent for an
invention {f that person, or his successors, assigns, or
legal ‘represenitatives’ ®mhall, without procuring ‘the
license  preseribed in séetion 184 '0f ‘this ‘title, have
made, or consented to  or’assisted’ another's making,
application in a forelgn country for a patent or for the
registrution of a utlilty model, Industrial design, or
model 1n:reapect ofi the ‘invention. A United States
patent {ssued g puch-person, hig snecessors, assigns, or
legal representatives shall be Invalld.

If, upon examining an application, the ex-
aminer learns of the existence of a. correspond-
ing foreign application which appears to have
been filed before the United States application
had been on file for six months, and if the in-
vention apparently was made in this country,
he shall refer the.application to Licensing
and Review Section of Group 220, calling at-
tention to :the foreign application. Pending
investigation of the possible violation, the ap-
plication may be returned to the examining
group for prosecution on the merits. When it
1s otherwise in condition for'allownnce, the ap-
plication will be again submitted to Licensing
and Review. Section of Group 220 unless the
latter has alrendy reported that the foreign
filing involves no bar to the United States
application. N ~

11 it shonld be necessary to take nction under
85 11.8.C. 185, Licensing and Review Section of
Group 220 will request transfer of the applien-
tion to it. ,

Oruen Srarurony Bars

Claims to an invention in public uge or on
sale in the United States wore than twelve
months hefore the effective .S, filing date are
rojected. 36 11.8.C. 102(b).

706.03(1) Other Assigned Application

[R-19]

As pointed ont in § 304, assignment of one
of soveral overlapping applications of the sane
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. Sconlsof§

Al

isclaimer may . arise, for exam-
5),,,cun‘lfa,gfanl;ure,:.m Gl e
‘make_ claims suggested for. interfer.
ence with another
(§110000(m)),

(b)_to.copy a.claim from a patent when sug-
gested by the examiner (§1101.02(f)), or
(c). to respond. or appeal, within the time
limit . fixed, to the examiner’s rejection of
claims. copied from a patent (see rule 206(b)
and § 1101.02(£)).. . . ,
'The rejection on. disclaimer applies to all
claims not patentably distinet from the. dis-
claimed subject matter as well as to the claims

application under rule 203,

directly involved. . .
706.03(v) = After Interference or Pub-
oo lieUse Proceeding - [R-20]
For rejections following an interference, see
§§1109 to 1110. S o o
The outcome of public use proceedings may
also be the basis of a rejection. '(See rule 292).
“Upon termination of a public use proceedings
including a case also involved in interference,
in order for a prompt resumption of the inter-
ference proceedings, a notice should be sent. to
the Bonrd of Patent Interferences notifying

them of the disposition of the public use pro-
ceedings. ‘

706.03(w) Res Judicata [R-40)

Res Judicata may constitute o proper
ground for rejection. ITowever, as noted below,
the Court of Customs and Patent Appeals has
materially restricted the use of res judicata
rejections. Tt should be applied only when the
carlier decision was a decision of the Board of
Appeals or any one of the reviewing courts and
wllwn there is no opportunity for further court
review of the earlier decision.

The timely filing of a sccond appliention co-
pending with an carlier application does not

Rev. 40, Apr. 1074 72.

»
on should or o also on
basis of r art, especiplly in ‘continuing

applications. < o 7
ng cases ‘a rejection of a claim
“of res judicuta was sustained
y based on a'prior adjudication
aFu‘ma ‘inventor on'the same ¢lai m,a patent;
ably nondistinct claim, or a ¢laim involving the
™ Bdgerton v. Kingsland, 75 USPQ 807
: udgerton v. Kingsland, 75 USPQ 307
g (D.(}%%ir.,*lﬂﬂ): A i e
- In re Sware, 138 USPQ 208, 50 CCPA

1571 (1963). A

~ In re Katz, 167 USPQ 487, 58 CCPA 713
‘ §1970),‘ (prior decision by Distriot ‘Court).

n the following cases for various reasons,
res judicata rejections were reversed. =
In re Fried, 136 USPQ 429, 50 CCPA 954

(1963) (differences in claims).

- In re Szware, 138 USPQ 208, 50 CCPA
1571 (1968) (differences in claims).

- In re Hellbaum, 152 USPQ 571, 54 CCPA

‘1051 (1967) (differencesin claims).
- In re Herr, 168 USPQ 448, 5¢ CCPA 1315
- (1967) . (same- claims, new evidence, prior
decision by CCPA). -~ -« :
- In re Kaghan, 156 USPQ 130, 55 CCPA
- 844 (1967) (prior decision by Board of Ap-
als, final rejection on prior art withdrawn
y examiner “to simplify the issue”, differ-
ences in claims; holding of waiver based on
language in MPEP at the time). - o
~In re Craig, 162 USPQ 157, 56 CCPA
1438 (1969) (Board of Appeals hold second
set of claims patentable over prior art).

In re Fisher, 166 USPQ 18, 57 CCPA
10909 (1970). (difference in claims).

In re Russell, 169 USPQ 426, 68 CCPA
1081 (1971) (new evidence, rejection on prior
art reversed by court).

In re Ackermann, 170 USPQ 340, 58 CCPA
1405 (1971) (prior decision by Board of Ap-
peals, new evidence, rejection on prior art
reversed by court).

Plastic Contact Lens Co, v. Gottschalk, 17
USPQ 262 (D.C. Cir, 1973) (follows In re
Kayhan).

2




for within two years the grant of the
original patent. This is an ahsolute bar and
cannot be excused. This prohibition has been
intm:sxmt&d to apply to. any, cl
broader in any respect' than ) of the
original patent.. Such claims may. be rejected
as_being barred by 38 U.8.C. 251. However,
when the reissue is applied for within two
years, the examiner does not go into the ques-
tion of undue delay, .~ .

‘The same section permits the filing of & re-

issue application by the nssignee of the entire

mtmmtpulg in cases where it does not “enlarge
the scope of the claims of the original patent”.
Such eclaims which do enlarge tﬁe scope may
also be rejected as barred by the statute.

A defective reissue onth affords a ground for
rejecting all the claims in the reissue appli-
cation. See § 1401.08, R '

Note that a reissue application ‘is “special”
and remains so even if applicant does not make
& prompt response, ' SRR R

706.03(y) Improper Markﬁéh | Group
T [R-34] |

‘Ex parte Markush, 1925 C.D. 126; 340 O.G.
839, sanctions, in chemical cases, claiming a
genus expressed ns a gm\}& consisting of cer-
tain specified materials. This type of claim is
employed when there is no commonly accepted
generic expression which is commensurate in
scope with the field which the applicant de-
sires to cover. Inventions in metallurgy, re-
fractories, ceramics, pharmacy, plmrmacoiogy
and biology, may be cluimed under the May-
kush formula but it has consistently been held
to be improper to extend it to purely mechani-
cal features or process steps. It is improper to
use the term “comprising” instead of “consist-
ing of”.  Ex parte Dotter, 12 USPQ 382. Re-
k}“di"g the normally prohibited inclusion of

arkush claims of varying scope in the same
case, see Fx parte Burke, 1934 C.D. 55 441 O.G
504,

The use of Markush claims of diminishing
scope shonld not, in itself, be considered a sufli-
cient basis for objection to or rejection of clnims,
However, if mu-flx n practice renders the elaims
indefinite or if it results in ndue muliplicity,
an appropriate rejection shonld be made. This
practice with respect {o Markush claims of
diminishing scope is being continued.

The materials set forth in the Markush group
ordinarily must belong to n recognized physi-
cal or chemical class or to nn art-recognized

" the ‘specification to possess at least one

nation (siot a single compound), it is sufficient
if the members of the group are disclesed in

prop-
erty in common . which is ‘mainly maponm’t?ga
for their function in the claimed relationship,
and it | ar from their very nature or from
the prior art that all of them possess this ﬁm?
erty, While in the past the test for Markush-
type elaims was applied as liberally as possible,
present practice which holds that claims recit-
ing Markush groups are not generic claims
(§ 803) may subject the groups to a move strin-
gent test for propriety of the recited members.
Where a Mar usE expression is applied only to
a portion of a chemieal compound, the propriety
of the grouping is determined by a congideration
of the compound as u whole, and does not depend
on there being a community of propertics in the
members of the Markush expression.

- When materinls recited in a claim are so
related as to constitute a proper Markush groun,
they may be recited in the conventional manner,
or alternatively. For example, if “wherein I
is o material selected from the group consisting
of: A, B, C and D” is a proper limitation then
“wherein R is A, B, C or D” shall also be con-
sidered proper. R

- Suncenus Cramg

A situation may occur in which a patentee
has presented a number of examples which, in
the examiner’s opinion, are sufficiently repre-
sentative to support u generic claim and yet a
court may subsequently hold the claim invalid
on the ground of undue breadth. Where this
happens the patentee is often limited to species
claims which may not provide him with snit-
able protection.

The allowance of a Markush type claim under
a trne genus claim would appear to be bene-
ficial to the applieant without imposing any
undue burden on the Patent. Office or in any way
detracting from the rights of the public. “Such
n subgenus elnim wonld enable the applicant
to claim all the disclosed operative embodi-
ments and afford him an intermediate level of
profection in the event the true genus claims
should be subsequently held invalid.

The examiners are therefore instructed not
to rejeet. & Markush type elnim morely because
of the presence of a true genns elnim embra-
cive thereof.

Sea also §8 608,01 (p) and 715,03,

706.03 (z) (R-32]

In applieations direcied to inventions in arts
where results are predictable, broad claims may

Undue Breadth
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, app ,
tmna in arts whem the results are: unpmdl
the disclosure of ‘a single apmm umml y'
not provide an adequate basis ‘
claims.  Inre 1938 C.
This is because in arts such as ehe*ml Ty itiis
not obvious from the disclosure of one s 20ing,
what other species will work, « In re Dreshfield,
1040 C.D. 351; 518 O.(+. 255 grives this general
rule: “It is woll settled that in cases involvin
chemicals and chemical compounds, which dif-
for radically in their properties it must appear
inan u%)phount’a cifieation either by the
enumeration of a sufficient number of the mem-
bers ‘of a group or by other appropriate lan-
guago, that the chemicals or chemical combina-
tions included in the claims are mpahle of ac-
complishing the desired result.” The article
“Broader than the Disclogure in ' Chemical
Cases”, 31 J.P.O.S. 5, by Samuel q Levm
covers thm sub]ect in’ detall ‘

706 04- Re;ecuon of Previously Al
“lowed Claims

A claim noted as allowable shall thereafter
be rejected only after the proposed rejection
has been submitted to the primary examiner
for consideration of all the 1} cts and approval
of the proposed action.

Gireat care shonld be exercised in mxthorvmgz
such n rejection. \ee Ex parte Grier, 192
C.D. 27; 309 O.G. 223: Ex parte Hay 190‘)
C.D. 18; 139 O.G. 197

Previous AcrioN sy DirrerenT EXAMINER

Full faith and credit shoul@ be given to the
search and action of a previous examiner un-
less there is n clear error in the previous action
or knowledge of other prior art. In general, an
examiner should not take an entirely new ap-
proach or “attempt to reorient the point of view
of a previous examiner, or make a new search
in_the mere hope of finding something,

Beeause it is unusual to rejeet a previonsly
tllowed claim, the examiner should point out
in his letter that the elnim now being rejected
was previously allowed.

706.05 Rejection After Allowanece of

Application

See § 1308.01 for a rejection based on a vefer-
ence,

For rejection of claims in an allowed ease
which has failed to make the date of a senior

Rev. 32, Apr. 1072

See§ 1101‘02(f)
706.07 Final Rejectwn

‘Rule 113 Final mjewtwn ‘or aption. (a) ‘On the
gsecond  or uny m;bmquent m:mmnnﬂon or cohgidera-
tion, the' wjm-tlon or other actlon may be made final,
whereupon applicant’s response s’ llmltﬁd to appeal in
the casp of rejection of any clatm” (mla 101) or to
amendment as specifled in rule 116, Petition may be
taken to the Commimsloner in the dase of objections
oy’ r«qulrem@um not mvolw-d n ﬂm Tejection of any
elalm  (rule’ 181). Reaponae to s ﬂnnl rejectlon or
netlon m\mt tuc-lude oam-anation ot‘ or nppeal tmm the
ro]eotlon of em‘h claim so wlec-led and, if any clatm
ﬂtmldﬂ n]lowad. compllunce wuh any requlmment or
ol)]evtlon as to form,

(b) In making such final rejectlon. the examm?r
ﬂha!!, yepeat or state all glounda of rejection then con-
sidered applicable to the clalms in the case, clearly
stating the reasons therefor,

" Before final rejection is'in order a clear issue
should be developed hetween the examiner and
applicant. To bring the prosecution to as
speedy conclusion as possible and at the same
time to deal justly by both the applicant and
the public, the invention as disclosed and
claimed should be thoroughly searched in the
first action and the references fully applied:
and in response to this action the applicant
should amend with a view to avoiding all the
grounds of rejection and objection. Switching
from one subject matter to another in the
claims presented by applieant in successive
amendments, or from one sel. of refevences to
another by the exnminer in rejecting in sue-
cassive actions claims of substantially the same
subject maticr, will nlike tend to defeat at-
taining the gonl of renching n clearly defined
isste for an onrl\' termination; .., cither an
allownnee of the caso or a finnl rejection.
While the rules no longer give to an appli-
eant the right to “mmend as often as the ex-
aminer presents new veferences or reasons for
rejection”, present practice does not sanetion
hasty and ill-considered finnl vejeetions, The
applicant who is seeking to d(*hn«- his invention
in elaims that will give him the patent protee-
tion to which he is justly entitled should re-
ceive the cooperation of the examiner to that
end, and not be prematurely cut off in the




. EXAMINATION OF APPLICATIONS

prosecution of his case. But the applicant
who dallies in the prosecution of his case, re-
gorting to technical or other obvious subter-
fuges in order to keep the application pending
before the primary examiner, can no longer
find a refuge in the rules to ward off a final
rejection.

4.1

706.07

The examiner should never lose sight of the
fact that in every case the applicant 1s entitled
to a full and fair hearing, and that a clear issue
between applicant and examiner should be de-
veloped, if possible, before appeal is prose-
cuted. However, it i5 to the interest of the
applicants ag a class ng well as to that of the

RHev, 34, Oct. 1972




r-’
Lo

publie

- as few actions as
- consideration of

. Neither the statutes nor
confer any right oﬁfan’a?{)
prosecution. “Ex parte

3;4900.G.8.«

ogendam, 1939 C.D.

StaTEMENT OF GROUNDS

‘In making the final rejection, all outstand-
ing grounds of rejection of record should be
carefully reviewed, and any such grounds re-
lied on in the finnl rejection should be reiter-
ated. They must also be clearly developed to
such an extent that applicant may readily judge
the advisability of an appeal unless a single
previous Office action containg o complete state-
ment supporting the rejection. U

However, where a single previous Office ac-
tion contains a complete statement of a ground
of rejection, the final rejection may refer to
such a statement and also should include a re-
buttal of any argnments raised in the appli-
eant’s response. Tf appeal is taken in such n
case, the examiner’s answer should contain a
complete statement of the examiner’s position,
The final rejection letter should conclude with
nstatementthat: -

“The above rejection is made FINAL”, or
“Thig is & FINAL rejection”,

The Office action first page form POI-326
should be used in all Office actions up to and
including final rejections.

“A final rejection must be signed by a primary
examiner. ‘

For nmendments filed after final rejection,

sco §§ 714.12 and 714.13. [R-29]

706.07(a) Final Rejection, When
Proper on Second Action
[R-43]

Due to the change in practice ns affecting
final rejections, older decisions on questions «)Lf
prematureness of final rejection or admission of
subsequent amendments do not necessarily re-
flect. present. practice,

Under present practice, second or any subse-
quent actions on the merits shall be final, except
where the examiner introduces a new ground
of rojection not necessitated by amendment of
the applieation by applicant whether ov not the
prior art is alveady of vecord, Farthermore, w
gecond or any subsequent action on the merits
in any applieation will not be made final 1f it
inelndes o rejection, on newly cited art, of any
claim not amended by applicant in spite of the
fact that other elaims may have been amended
to requive newly eited nrt,

- generic claims no

(i

ims in an amended

In the consideration nend
: atte ‘to point out the

 where no attempt i
patentable novelty, the examiner should be on
guard not to allow such claims. See § 714.04.
The claims, however, may be finally rejected if,
in the opinion of the examiner, they are clearly
open to rejection on grounds of record.
706.07(b)  Final Rejection, When

SR Proper on First Action
[R-43]

The claims of & new application may be finally
rejected in tha first Office action in those situa-
tions where (1) the new application is a con-
tinning application of, or a_substitute for, an
earlier application, and (2) all cluims of the new
application (a) are drawn to the snme invention
claimed in the earlier application, and (b)
would have been properly tlmally rejected on the
grounds or art of record in the next Office action
if they had been centeved in the earlier applica-
tion, . . T :

However, it would not be proper to make final
a first Office action in a continuing or substitute
application where that application contains
material which was pregented in the earlier
application after final rejection or closing of
prosecution but was denied entry for one of the
following reasons: ~

(1) New issues were raised that required fur-
ther consideration and/or search, or

(2) The issue of new matter was raised.

Further, it would not be proper to make final
a first Office action in a continuation-in-part
application where any claim ineludes subject
matter not present in the enrlier application.

A request for an interview prior to first ac-
tion on a continuing or substitute appliention
should ordinarily be granted.

706.07(¢) Final
ture

Any question as (o prematureness of a final
rojection should be rmsed, if nt all, while the
case is still pending bofore the primary exam-
iner. This is purely n question of practice,
wholly distinet. from thoe tenability og thoe re-
jeetion. Tt may therefore not he advanced as a
ground for appeal, or made the basis of com-
pluint before the Bonrd of Appeals. Tt is re-
viewable by petition,

706.07(d) Final
drawal
[R-29]

If, on request by applicant for reconsidera-
tion, the primary exnminer finds the final rejec-

Rejection, Prema-

With-

Premature

Rejection,
of,

Rev. 48, Jan. 1076




lowance or in better form for appeal may be
admitted. ~Also, amendments complying with
objections or requirements as to form are to be
permitted after final action in accord

‘The examiner may withdraw the rejection of
finally rejected claims. If new facts or reasons
are presented such as to convince the examiner
that the previously rejected claims are in fact
allowable, then tfl’e final rejection should be
withdrawn. Occasionally, the finality of a re-
jection may he withdrawn in order to apply a
new ground of rejection. 7 o
‘Although it is permissible to withdraw a final
rejection for the purpose of entering a new
ground of rejection, this practice is to be limited
to situations where a new reference either fully
meets at least one claim or meets it except for
differences which are shown to be completely
obvious. ' Normally, the previous rejection
should be withdrawn with respect to the claim
or claims involved. : o ‘

The practice should not be used for applica-
tion ‘of subsidiary references, or of cumu]ativc
references, or of references which are merely
considered to be better than those of record.
Furthermore, the practice should not be used
for entering new non-reference or so-called “for-
mal” grounds of rejection such as those under
35 U.S.C. 112.

When a final rejection is withdrawn, all
amendments filed after the final rejection are
ordinarily entered.

707 Examiner’s Letter or Action

[R-43]

Rule 104. Nature of coaminatlion; examiner's action,
(a3 On taking up an applleation for examination, the
examiner shall make a thorough atudy thereof and shall
make a thorough Investlgation of the avallable prior art
relating to the subjeet matter of the invention sought to
be patented, The examination ghall be complete with re-
spect both to compliance of the application with the
statutes and rules and to the patentabllity of the in-

Rev. 43, Jan, 1976

~ aiding the applica :
~ tinuing the prosecution of his application.

ction procedure, the
ion form POL~326
‘jod set for

action,” the posi
_This procedure
the exorcise of |

ntative ms
W y the applicatic
dition for allowance
will telephone the rep
two weeks, Under t]

may be placed in con-
d ‘that the examiner
ntative within about
_the applicant’s

Ve dequately prepared to
onduct such a discussion, Any resulting amend-
ment may be made either by the applicant’s
attorney or agent.or by the examiner in an
oxaminer’s amendment. It . should. be recog-
nized that when extensive amendinents are nec-
essary it would be preferable if they were filed
by the attorney or agent of record, thereby
reducing the professional and clerieal workload
in the Office and also providing the file wrapper
with a better record, including applicant’s argu-
ments for allowability as required by rule 111.

The list of references cited appears on a sep-
arate form, Notice of References Cited, PO-892,
(copy in § 707.05) attached to applicant’s copies
of the action, Where applicable, Notice of In-
formal Patent Drawings, PO-948 and Notice
of Informal Patent Application, PO-152 are
attached to'the first action. - “ '

. Theattachments have the same paper number
and are to be considerad as part of the Office
action,

Replies to Office actions should include the
3-digit art unit number and the examiner's
name to expedite handling within the Office.

In accordance with the Patent Statute,
“Whenever, on examination, any clnim for a
patont is rejected or any ohjection . . . made”
(35 U.8.C. 132) notifieation of the reasons for
rejection and/or objection together with such
information and references ns may be useful in
judging the propriety of continuing the H)rt‘)&wm
eution, ng required under the Statute, should
n;»pmr in colums 2-4 of n_completed form PO--
1142, supplemented by relevant, sections of the
Statute on the reverse side of the form,

Upon proper completion of form PO-1142:

Column 1 will identify tho rejected and/or
objected elnim(s) ;
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ices Cited”

of the references s applied being indi-  on
cated by symbols illustrated defined at the -

bottom of the f

+ Column 4 ly the ne
tion useful in judging the p
tinuing the prosecution. -
- 'When' considered necessar
formation, the partienlar figure(s) < of 'the
drawing(s), and/or page(s) 'or paragraph(s)
of the reference(s), and/or any relevant com-
ments briefly stated  should be  inserted in
column 4. For rejections nnder section 103, the
way in ‘which a reference is modifled or plural
references ‘are combined shonld ‘be ‘set out in
condensed language, BRI LERS

y for adequate in-

' In exceptional cases, as to satisfy the moro
stringent requirements under' rute 106 (b), and
in pro se cases where the inventor is unfamilinr
with the patent law and practice, a more com-
plete explanation may:be needed. If necessary,
a regular action, not nsing form PO-1142, may
be prepared. ¢ o o
 Revised “Notice of References Cited” form
PO-892 with the capital letters in the left-hand
margin should be used with form PO-1142. To
facilitate the use of these letters for reference
identification, the patents and other references
should be listed in the order they are first used
on form P(O-1142. Accordingly. the first 1.8,
patent used as a reference in preparing form
PQO-1142 will be identified by letter “A” and
listed in the first line of form PO-892 regard-
less of the patent number, the second U.S.
patent used will be identified as “B” and listed
in the second line, ete. The first foreign patent
or publication used will be listed on the line
identified by letter “L”.

Objections to the disclosure, explanation of
references cited but not applied, indication of
allowable subject matter, requirements ¢includ-
ing requirements for restriction if gpaco is
available) and any other pertinent comments
may be written at the bottom of form PO-1142,

Summary sheet. POI~326, which serves as the
first. page of the Office nction, will continue to
be used with all first actions and., ns usnal, witl
identify any allowed claims, ‘This summnry
sheet, desigmated as page 1, identifies two parts
of the Office nction with Roman numernls as
“Part 17 and “Part 117,

Form TPO-1142 has “Part TIT” printed
thereon for identification and distinction with
regard to other parts of the action, The form is
to be numbered page 2 in the space provided at

76.3

to be e‘qﬂﬁt@izf‘ﬂ‘ o he clai

~ purpose, they
1

hs numbered 1-4
h '}11142 are expected
t to rejection and

Smay be-ar on the
part of the form with the claims, reasons for
rojection, references and information vertically
aligned with the eolimns on the upper part of
the form, with or without extending the vertical
column lines downward and, if extended down-
ward, prefereably without passing through the
vacant space between paragraphs 4 and 5.

" Tf space in the form including the lower part
is‘inadequate for all the claima that are subject
to rejection and/or objection, a second form
PO-1142 may be used, marked as page 3 and
further marked for distinguishing identifica-
tion as “Part TIT-a” with the lower case letter
“a” ingerted after the printed Roman numeral
N e A e e
“T£ the space on the form or forms is inade-
quate for completing the rest of the action
?other than rejection and/or  objection of
clnims), a regular blank action sheet may be
used, marked with n page number succeeding
the page number on the form(s). This page
sh’ouli)d be marked. as “Part IV”, and marked
with paragraph numbers in sequential order
starting with number “1”,

~If form PO-1142 is the last sheet of the action
without additional typed Ijmges annexed, exam-
iner’s signatures and telephone numbers should
be located at the bottom of the form at the indi-
eated location. ' ‘

A yellow worksheet form PPO-1142A, corre-
spOn‘(‘liﬂF to the form PO-1142, is available for
use by the examiner in preparing his action for
typing. However, the action should ]pro.fe.mbly
e written or printed by hand directly on form
PO-1142, rather than typed if the writing or
printing is legible and clearly readable in the
opinion of the supervisory primary examiner.
All doubts concerning legibility of writing or
printing shall be resolved in favor of a typed
action. A BLACK INK BALL POINT PEN
MUST BE USED.

The first nction should be complete, with a
full explanation of the reasons for decisions on
the merits in condensed languago, nsing essen-
tial words and phrases in abbroviated form,
Identification of patentable subject mattor and
constructive suggestions for rendering the case
allowable should be made whenever possible,
§707.07(3).

Rev. 48, Jan, 1876



/(1) When examiner writes a signifieant por-
tion of the action on PO-1142, decides to make
a major change, rather than rewriting the ac-
tion, the PO--1142 should be compl wf{ and one
?h‘%“s‘?ﬁl, as o worksheet for having the action
~ (2) Tf an examiner’s initial attempts at hand
written or printed actions are not deemed to be
easily readable, rather than assuming that all

of hig actions ’si;quld be typed, he should be en-
couraged to make further attempts, adjusting
his writing or printing by making the individ-
ual letters Wider,ﬂandgby_making all letters as
large as the space between the lines permits.
" (3) All carbon copies of PO-1142 should be
checked for legibility before the action is
handed in for counting, ,

(4) When actions are returned by the Refer-
ence Processing Section (RPS) for correction,
they should be routed to the examiner by wa
of the supervisory patent assistant (SPA) and
the supervisory primary examiner (SPE).

(5) When action returned from RPS with
copy indicating defect. '
n. If feasible, correct (e.g., insert phone
number),
b. If not feasible to correct, use original
copy of returned 1°0--1142 as worksheet and
have new PO-1142 typed.

INsTRUCTIONS

(1) PPO-1142 can be nsed for nctions on the
merits prior to the attorney’s response to the
firat. action on the merits, as for exnmple, n sup-
Elﬁmentnl action, the previous action heing the

rat nction on the merits or for a first action
on the merits which is not the first action in
the case, but it should not. be used for a second
action on the merits which is not made final
since tho attorneys are expected to respond to
all actions by using the names of the references
rather than the capital letters usod on PO-1142,
All other Office acttons should also use the
names for the references. 1f o PO-1142 is used
for a supplemental action, the previous action

Rev. 48, Jan, 1976

76.4

inds it ssary to cite more: references on
PO-892 than is provided for on the form for
any-of the three types of references, he should
use. an additional . PO-802 drawing a line
through the letters used to designate that type
of reference and to the left of these letters insert
V, W, X, Y, Z, as necessary. . - .

- (3) Prior to starting to write a rejection in
olumn 4, if the exaniiner feols certaln that he
will not_have enough room in a single box in
that column, he. aﬁou]d ‘merely  ingert: “See
pami;mph 6" _(or nanother appropriate para-
graph number) ‘and write the rejection in that
paragraph, If he has any doubts as to whether
the rejection will fit in tﬁ'a box, he should write
the rejection in the box, On reaching the last
line, if he finds that he will not have enough
room, at the end of .that line he should wnte
“Continued: in. paragraph 6" gor another ap-
propriate paragraph no.) and finish the rejec-
tion in that paragraph, Under no eircumstances
should a rejection started in column 4 of any of
tho first five paragraphs ba continued into the
next numbered paragraph of that column,

(4) When PPO~1142 js tho lnst"gh.gﬁ of the
action, the. names, signatures, and telephone
number that appears at the end of a conven-
tional action should be placed in the box in the
lower right-hand corner of the form. The tele-
)i)honu:mlmber should include area code 703 and

atent and Trademark Office prefix 557 as well
as the examiner’s extension.

(5) Examiners are never to fill out address
part of POI-326.

(6) In Col. 4, the references should always
bo referred to by the appropriate letter. The
symbols appearing at the bottom of the form
should never be used in Column 4.

(7) When a section of 17.S.C. is referred to
in Col. 2, it should always include 356 VI.S.C. ns
woll ns the section of the statute.

(B) Only capital letters ropresenting vefor-
ances and the symbols appearving at the bottom
of the form should appear in Col. 3. For ox-
um]pla, the examinor should not indicate in

Col, B

AvB

as applied
above
vD
(9) Reference citation form PO-892 should

be marked with the paper number to which it
is an attachment,

L




EXAMINATION |

(10) Old forms POL-326 and PO-892
(dated earlier than 10-70), should never be used
with PO-1142 but they may be used with other
actions.

(11) The three parts of the action (forms
POL~326, PO-892 and PO-1142) should be
stapled together when finally placed in the file
wrapper.

Most Frequent Drerecrs

(1) No telephone number.
(2) Reference names used in Clol. 4 and para-
graph 6.
(3) Writing or printing not easily readable:
Carbon too light
Printing too small or compressed
Handwriting not easily readable

OF APPLICATIONS 707.01

(4) References merely described and not
combined in Column 4. [R-36]

707.01 Primary Examiner Indicates
Action for New Assistant [R-
20]

After the search has been completed, action
is taken in the light of the references found.
Where the assistant examiner has been in the
Office but. a short time, it is the duty of the
primary examiner to go into the case thor-
oughly. The usual procedure is for the assist-
ant. oxaminer to explain the invention and
discuss the references which he regards s most

76.5 Hev, 43, Jan. 1076



pertinent# The

_cate the action to be taken, whether restriction

. or election of -species is to: be required, or

' whether the claims are to be considered on
. their merits. If action on the merits is to be
- given, he may indicate how the references are

tobe :;plied in cases where the claim is to.-be ...
or authorize allowance if it is not met -

| rejected, ;
 in the references and

i."‘, known' ok L i
1 707.02(a) Cases Up for Third Action

- [R-41]

no further field of search

‘The suyrefviwvy; pnmury examiners should -
ieir assistants with the fact that the on “Apphication where r
ap- | been cited during the prosecution of the parent

impress ¢ tants w ;
_ shortest path to the final disposition of an ap-
~ plication is by finding the best ref

 the first search and carefully applying them.

The supervisory: primary examiners are ex-
check on the pendency of

pected to personally checl dex)
- every application which is up for the third or

- subsequent official‘action with a view to finally

- concluding its progecution.
~_Any case’ that has been
- should be carefully studied

:Z ‘plish this case
- “special” by the examiner.

'707.04 Initial Sentence [R-22]

Five-Year Cases ,

ferences on ..

géhd‘iﬁg five years
i y the supervisory -
. primery examiner and every effort made to
. terminate its prosecution. In order to accom-
result, the case is to be considered. .

Al allowed applicat
.citation of the prior art for printing in the

s gores
Citation of References

E\mng the axammntlon of an application the

- examiner should cite appropriate prior art

which is nearest to the subject matter defined
in the claims. When such prior art is cited, its

pertinence should be ax‘?laine%; 1d contai
ons should contamn a

patent. Only in  rare instances involving

_pioneer inventions, such as new chemical com-
- pounds, would it be appropriate to send a case

 todssue with no art cited, In the exceptional case

- wh

The “First Page of Action” form POL-826
contains an initial sentence which indicates the -

status of that action, as, “This application has

case, or, “Responsive to communicention filed
- Other papers received, such as sup-

~-application, no

ere no prior art is cited, the examiner must

__werite “None™ on n form PO-892 and insert it in
the file :
- tinuation application where references have

wrapper. On ‘the allowance of a con-

additiona) citation of the prior

2o

~art is necessary. See §1302.12.

applications, the parent

~In u]lsfmnﬁmuih’“
bqreyle\\*ed for pertinent

applications should
priorart. . R

“'Rule 107,

Ditation of veferences. 1f domestic pat.

. sents be clted, thelr numbers and dates. the names of
' the patentees, and the classes of inventlons must be
stated. "If foreign patents be cited, their nationality
*. | or country, numbers and. dates, and the names of the
_patentees must be stated, and such other data must be
. turnished as may be necessary to enable the applicant
' to fdentify the patents cited. . In citing foreign pat-
‘ents, in case part only of the patent be involved, the
_particular pages and sheets containing the parts relied
' upon must be identifled. If printed publications be

cited, the author (if any), title, date. pages or plates,

; S ad? 1.5t 36 the Bret: xofion ingla . aDd.place of publication, or place where a copy can be
been examined” if it is the first action in the . found, shall be given. When a rejection is based on

' facts within the personal knowledge of an employee of

plemental amendments, affidavits, new draw-

ings, etc., should be separately mentioned.
A Xrelimmnry amendment in a new case
should be acknowledged by adding a sentence

such-as “The amendment filed (date) has been

“received.”

(4

the Office, the data shall be as specific a& possible, and

the reference must be supported, when called for by the
appticant, by the afidavit of such employee, and such

affidavit shall be subject to contradiction or explana-

~tion by the affidavita of the applicant and other
. persons. .

Rev. 42, Oct. 10874
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- Copies of cited ; ,
below) - are automati 1i: hou
charge to applicant together with the Office ac-
tion.in, which they are cited, Copies of the cited
references nre also placed in the application file
for use by the examiner during the prosecution,
- Copies of references which are cited at the
time of allowance, in Tix parte Quayle actions,

~.and by applicant in accordance with 8§ 707.05
02 are ne ) to apphi
, c onally, copies
referen ted in ion applications i
they had been previously cited in the parent
" application are not furnished. The examiner
should check the left hand column of form PO-
892 if'n copy of the reference is not to be furn-
L._ishedto'thc applicant. SO I

In the rare instance where no art is eited in
a continuation application, all the references
cited during the prosecution of the parent appli-
cation will be listed at allowance for printing
in the patent.

This serviee is furnished by the Reference
Processing Section (R.P.S.) which is in charge
of (1) ordering copies of the cited U.S. patents:
(2) mailing the action with one copy of each
cited reference and (3) after mailing, returning
to the group the ribbon copy of the mailed ac-
tion together with a copy of each reference to be
placed 1 the application file.

To assist in providing this service, the exam-
iner shonld :

(n) Write the citation of the references on
form PO-892, “Notice of References Cited”.

(b) Place the original copy of PO-892 in the
filo wrapper and give to the elerk with the com-
pleted (B ice netion for counting.

(e) Write the applieation serinal number on
the plastic index tab of a speeial folder. Insert
into the folder both earbon copies of 1'0--892
together with two copies of any foreign and
other references cited in the action. Sueh copies
of the foreign patents and publieations should
he made by the Copying Center, Do not enclose
any 1S, patents,

() Place the folder in the “Out Box for
R.P.S.”

Form PO-892 is completed and the folder
preparved and forwarded to RS, in all eases
in which a reference is to he provided, regard.
less of the type reference eited.

If specin]l handling is desired, o “special”
aticker should be attached to the top of the
folder,

H8A-OT8 () » Th - 3

- account for the missing r
. Detailed instructions
outlined procedure, and the procedure to be
~ followed 1n correcting an Office action prior to
- mailing are found in Chapter 400 of the Manual

78.1

p t;i(gl*ﬂ]e; A

atent” will be inser
rence. CEa '

garding the above

of Clerical Procedures, S ,
- Inthecase of '%n applications, procedures
are the same ag sot {

( g) : exm‘m Lthat less than the entire disclosure
[

tion by the Design group. Copies of all sheets of
drawings and of the first page of the specifica-
ited f}mten‘m are furnished - without
ny other subjoect matter relied on by
the examiner will also be provided without
charge. Where an applicant desires a complete
copy of a patent it may be obtaired through
the Customer Scervices Division at the wusuaal
charge. st sty

707.05(b) Citation of Prior Art by
Applicants [R~-45]
This section sets forth positive guidelines

for applicants, their attorneys and agents who
desire to submit prior art for consideration by

the Patent and Trademark Oflice. Such cita- <=

tions of relevant art are welcomed and are en-
couraged. In order that they may be most effec-
tively considered by the examiner, however, with
as httle disruption of the regular examination
process as possible, it is requested that they be
submitted in accordance with the following
guidelines. i

(1) Citations should be submitted within
three months after the application tiling date if
possible. Any citation made after the first ac-
tion on the merits (if this oceurs more than
three months after filing) should be accom-
panied by an explanation of why it was not
earlier presented, This may take the form of a
statement that it was made ns soon as the art
or other materint was digcovered, or as soon as
it pertinency wag appreciated, indicating the
dote of discovery of the cited material or its
pertinency.

(2) Full text copies of the pertinent portions
of all sueh prior art citations or other miaterial
relevant to patentability of the claimed inven-
tion should be supplied, whether the citation is
made in aseparate paper or in the speetfication
of the applieation. This will be ununecessary in
the ease of pending or abandoned United States
applications (o.g. Defensive Publications). In

Rev. 45, July 1976

orth in sectiom 707.05(a)~ =

a cited patent may be supplied with the ae-



will be sufficient.
> Also, where the. wplmam has sublmtted prmr

art in accordance with this section in a prior

or.

the submission of the rior art tlwrmn will
be sufficient - for the continuing. applwmon.
Howovel, any change in. apphc&m 8. position
regarding . the cited art and its relevancy to the

Lo claimed subject matter should be indicated.
- 'While patent copies are, of course, available
—~+in the Patent and . radmnark Office, fsulme of
the applicant to molud«a copies of the cited art
means that the examiner must interrupt his ex-
amination until copies can be ordered and re-

apslmtmn, reference to tlm ] application

cetved. Since the person making the umtnon will

have copies in hand, an overall saving in time
and more expculmouq examination wil rosnlt Lf;
copies are supplied with the citation, .
(3) If the reference is not. in English, a
translation of its pertinent portions should bt,
r—lncludod Altmnatwoly, in leu 01' atr unslatlon,

Rev. 45, July 1975

3 sop Bl ’,
whmhwn&m tlm text of ,hm relwan materml

t.
panying itation sh()uld be
an indication of jts Yertmmvy to the claimed
subject matter, together with any reasons ap-
plicant may wish to point out why the claims
are conmdﬁmd to ba patentan]@ over the cﬂed
mnwmﬂ i
Al mtmmma of rior art or othm‘ matorm]
m:bmntted in accordance with the nbove guide-
lines and sulmutted before all'clnims have been
indicated ns allowable will bc fu]lv cnnsndored
by the examiner,

While tho Patent nml Trademark Office will <=

not knownq,]v ignore any prior art which might
anticipate or sn(,,g%t the claimed invention, no
assurance ean be given that cited art or other
materia) not submitted in accordance with theso
guidelines will be considered by the examiner,
Jonsgequently, any patent issuing on the appli-

cation in question would not be expected: to be

accorded the usual presumption of validity with
respect to such cited mt or muterml

78.2




e g-examiner @«g-; &ﬂll\g 3 8
Eo 8@#&%3*13 action, a notice of allowabili
(POL~827), an examiner’s amendment (POL-

87), or a Notice of Allowance, any citations sub-
mitted will be placed. in the file. Since prosecu-
tion has ended, however, such submissions will
not ordinarily be considamd;gg the examiner
unless the citation is accompanmied by .

(a) A proposed amendment cancelling or
further restricting at least one independent
c,lninr}n and narrowing the scope of protection
sought; o N

(b) A timely affidavit under Rule 181 (87
JFR 1.131) with respect to the material cited;
(c) A statement by the applicant or his at-
torney or ngent that, in the judgment of the
person making the statement, the prior art or
other material cited raises a serious question as
to the patentability of the claimed 3u‘bject mat-
ter. ' o ’

If the material is submitted after the base is-
sue fee has been paid, it must also be accom-
panied by a petition under Rule 183 (37 CFR
1.183) requesting a waiver of Rule 312 (37 CFR
1.312). Such petition, if granted, wonld result
in review. of the art by t,ﬁe examiner and pos-
sible entry of the amendment. ,

Submitted citations will not in any way
diminish the obligation of examiners to conduct
independent. prior art searches, or relieve ex-
aminers of citing pertinent prior art of which
they may be aware, whether or not such art is
cited by the applicant. Nothing in this section is
intended to relieve applicants of any respon-
sibility they may have to cite known prior art

—»t0 the Patent and Trademark Office.

If the specification or a separate paper filed in
the application contains citations relating to
background material, applicant has the respon-
sibility of determining whether or not such
material is sufficiently relevant to the claimed
invention that full compliance with these guide-
lines is necessary.

Prior art submitted by applicant in the man-
ner provided herein wiﬁ not he supplied with
an Office netion, but will be listed on the form
PO-892, “Notice of References Cited,” along
with other prior art relied upon by the examiner
during the examination. Aecordingly, the ex-
aminer should cheek the space on form PO-
#92 to indiente that no copy of that referenece
need be furnished to the npplicant. Only that
prior art listed by the exnminer on form P0O-
892 will be printed on the patent.

However, if the prior art is submitted in a
mnnner which does not comply with this seetion,
it 1 not. necessary to hst all cited prior art on

Ly form PPO-892 in order to make the eitations of

7

20rd the complete listing: of
ﬂthca tions will be in the application
file and will be available for inspection by the
public after issunnce of the patent. The exami-
ner may state that he has considered ail the prior
art cited by applicant, even if it was sabmitted
in a manner which does not fully comply with
the requirements of thissection. ;

- Citations of lpricm art may be placed of record
in the patented file after the grant of the patent
at the request of tho patentee (see Section
100(d) of Title 35, United States Code, for
definition of patentes). Any such submissions
by the patentee will be placed in the patented
file without comment by the Patent and Trade-
mark Office. Citations submitted to the Patent
and Trademark Office. by third parties will not
be placed in the record of a patented file unless
the party submitting the art cortifies that he has
sent the owner of record copies of the cited art
and: of his letter transmitting it to the Patent
and Trademark Office,

707.05(c) Order of Listing [R-41]

In citing references for the first time, the
identifying data of the citation should be

laced on form PO-802 “Notice of Referances

ited”, a copy of which will be attached to the
Office action. No distinction is to be made be-
tween references on which a claim is rejected and
those formerly referred to as “pertinent™. With
the exception of applicant submitted citations
(8% 707.()5%10) and 708.02), the pertinent fea-
tures of references which are not used as a basis
for rejection, shall be pointed out briefly.

Revised *“Notice of References Cited” form
PO--892 with the capital lotters in the left-hand
margin should be used with form PPO-1142. To
facihitate the use of these lettervs for reference
identification, the patents and other references
should be listed in the order they are first used
on form PO-1142. Accordingly, the first ULS,
{mtont usedd as o reference in prepaving form
20-1142 will be identified by letter “A" and
listed in the first line of form PO-892 regard-
less of the patent number, the second U.S.
patent nsed will be identified ns “B™ and listed
i the second line, ote, The first foreign patent
or publieation used will be listed on the line
identified by lotter “L".

Seo § 1302.12.
707.05(d) Reference Cited in Subse-
quent Actions

Where an applicant in an amendatory paper
refers to a reference which 1s subsequently
relied upon by the examiner, such l‘ﬂ}nrence
shall be eited by the examiner in the usual
manner.

Rev, 448, July 1076




= set, forth nlong wi

3 () oy
tails concerning the vari : :
enits and how to cite them. Note that patents
o X-Series (dated prior te July 4,
cited by (

rer number should becited.. - o oo
~1f the patent date of a .S, patent is after
and the effective filing date of the patent is
before the effective U.S. filing date of the ap-
plication, the filing date of the patent must
ﬁx the citation of the patent.
This calls attention to the fact that the par-
tieular patent relied on is a reference: because
of its filing date and not its patent date. Simi-
larly, when the reference is a_continuation-in-
part of an earlier-filed application which dis-
closes the anticipatory matter and it is neces-
to_go back to the earlier filing date, the
fact that the subject matter relied upon was
originally disclosed on that date in the first
application should be stated. - =~
n the rare instance where no art is cited in a
continuation application, all the references cited
during the prosecution of the parent application
will be listed at allowance for printing in the
patent. See § 707.05(a).

SROSS- REFEREN CES

Official cross-references should be marked
“X” and unofficial cross-references “UX".

ForriaN PaTeNTs AND PUBLISHED APPLICATIONS

In citing foreign patents, the patent number,
citation date, name of the country, nanme of the
patentee, and class and subclass must be given.

Rev. 456, July 1975

. appropria

1, 1836) are
: / imber, Some 118, patents
issued in 1861 have two numbers thereon, The

80

“specifieations shou

publieation te be furnished ‘(other than

: re left blank.
Publications such us German_ allowed p-
plications a’ndﬁl’mlg n i itherlands printed

cati d be similarly handled.  If
the total number of sheets and pages in any

patents) exceeds 15, the authorizing signa-
ture of the supervisory primary examiner is

- required. Applicants who desire o copy of the

complete foreign patent

NDPIoLe - , ‘of the portion not
“relied on” must orde e usun

"' must orc n the usual manner.
S )1.05(a) for a chart in which foreign
language terins indicative of foreign patent and

publication dates to be cited are listed.

e - PoBLications o
' See .§;711r.06,(u3 for citation of abstracts,
abbreviatures . and ‘defensive publications, See
§901.08(c) for citation of Alien Property Cus-
todian publications, ¢ e 0 o

In citing a publication; sufficient information
should be given to determine the identity and
facilitate the location of the publication. The
data required by rule 107 (§707.05) with
the specific pages relied on identified together
with the SCTIENTIFIC LIBRARY .call num-
ber will suffice. The call number appears on the
“spine” of the book if the book is thick enough
and, in any event, on the back of the title page.
Books on interlibrary loan will be marked
with the call number of tho other library, of
course. THIS NUMBER SHOULD NOT BE
CITED. If the copy relied upon is located
only in the group making the action (there
may be no call number), the additional infor-
mation, “Copy in Group ——-—"ghould be given.




dustrial Press, 19
“Calvert, R, Patents (Patent Taaw). ' In'F
vedin of Chemienl Technology, ed. by R.E.

D, ner. N.Y., Interscience

an
52)‘,‘ P

1526-1

%mmme mmw:m J/
Hine, J. 8. Physieal Organic Chemistry.
N.Y., McGraw-Hill, 1056, p, Bl. QDAT6.HS.
Noyes, W. A Jv. 'A'Climiate for"'B?\éi’c"‘Cl’tgﬁf—
icnl Research, Tn Chem. & ing. News. 38(42):
p. 91-95. Oct. 17,1060, TPLI418, . .
Note: In this citation, 38 is the volume num-
ber, 42 the issue number, and 91-95 the page
If the original publication is located outside
the Office, the examiner should immediately
order a photocopy of at-least the portion relied
upon and indicate the class and subelass in
which it will be filed. The Office action MUST
de%xatemwlw and subclass. i

1

_Whenever, in citing references anywhere in
the application file the titles of periodicals are
abbreviated, the abbreviationsn{ titles used in
Chemical Abstracts and printed in the list of
periodicals. abstracted by Chemical Abstracts
should ‘be adopted. with the following excep-
tions: (1) the abbreviation for the Berichte der
Deutschen Chemischen Gesellschaft should be
Ber. Deut. Chem. rather than Ber, and (2)
where a country or city of origin is a necessary
part of a complete identification, the country or
city of origin should be added in parentheses;
e.g.,J. Soe. Chem, Ind. (London).

707‘.05‘( f )’ " Effective Dates of Declassi-

“fied Printed Matter [R-

In using declassified materin)l as references
there are usually two pertinent dates to be con-
sidered, namely, the printing date and the pub-
lication date. The printing date in gsome in-
stances will appear on the materinl and may be
congidered na that date when the materinl was
prepared for limited distribution. The publi-
cation date is the date of release when the ma-
terial was made available to the publie, See Fix

81

fere
-~ Depa

' noted mate-

For the purpose of anticipation predicated
upon.prior knowledge under 85 U.S,C. 102(a)
the above noted declassified material may be
taken. .ns. prima . facie avidence of such prier
knowledge as of its printing date even though
such. qaterial < was. clagsified . at that  time:
When 50 used tha.materinl does not.constiinte
an absolute statutory bar and its printing dute
may. be antedated by an affidavit or declaration
wnderewle 381, o 0 0 o

707.05(g) - Incorreet Citation of Ref-
s bl erences‘”f [R~—36] Lot

-~ ‘Where an error in citation of a reference is
brought: to the attention of the Oilice by appli-
cant, a'letter correcting the error and restarting
the previous period for response, together wit
n correet copy of the reference, is sent to nppli-
cant. Where the error is discovered by the ex-
aminer, applieant is also notified and the period
for response restarted. In either case, the ex-
aminer is directed to correct the error, in ink,
in tho paper in which the ervor appears, and
place his injtials on the margin of, such. paper,
together with n notation of the paper number
of the action in’whieh the citation has been cor-
rectly given. See § 710.06, , ;

~ Form POI-316 is used to correct an erro-

néous citation or an erroneously furnished
voference.  Clerieal instrnetions are ontlined in
the  Mannal of  Clerical Procedures, §410.C
(2') and (3), 1

. In _any cugse otherwise ready for issue, in
which the erroneous citation has not bheen for-
mally corvected in an official paper, the ex-
aminer is directed to correct the eitation on an
axaminer’s amendment form POL-37. :

If n FOREIGN patent is incorrectly eited;
for exnmple, the wrong country is indiented
or the country omitted from the citation, the
(lenernl Referenco Branch of the Scientifie
Library may be helpful.  The date and num-
ber of the patent are often sufficient to deter-
mine the correct country which granted the
patent,

To correct n eitation prior to mailing, either
hefore or after éending the typed action to
Reference Processing Unit (R.P.U.), see the
Manual of Clerical Procedures, § 410.C(1).

Rev. 86, Apr. 1973



In citin court d@clsmns, the U.S., C.C
or Federal Reporter citation shoul d bﬁ
in addition to the TSP citm
nvenientto dos ' e
The eitation’ ’of‘man‘umnpt'die sions’ which
are not avmlable to the publ! 'ahould be

avoided
manusmpt demsion whwh s

“In’ utmg
wm]nble to the public but which has not been
published, the tribunal rendering the decision
and complete datn identifying the paper should
be given.  Thus, a'decision of the Board of
Appeals which ‘has’ not" beent’ _published but
which is'‘available to the' Pubﬁc in'the patented
file should be cited, ns “Ex parte ..., deci-
sion of the Board of Appeals, Putent ‘No.
===y PAper NO. ey e pages.”

- Decisions: found only in paténted files'should
be cited only when there is no published deci-
sion on the same point.

When' a Commissioner’s order, notice  or
memorandum not yet incorporated into :this
manual is cited in any official action; the title
and date of the order, notice or memorandum
should be given. When ap fproprmm other data,
such a8 a gpecific issue of the Journal of the
Patent Office Society or of the Official Gazette
in which the same may be found, should a.lso be
ngen

707. 07 Completeness and Clarnty, of
Examiner’s Action [R-31]

Rule 105, Completeneas of m'am{nm-a action. Tbe
examlnora action will be complete as to all mattem.
except that in appropriate circumstances, such as mis-
Joinder of inventfon, fundamental defects In the appit-
eatlon, and the like, the action of the examiner may be
Himited to such mntters before further actlon iy made.
However, matters of form need not he ralged by the ex-
aminer until a claim 18 found allowable.

707.07 (a) Complete Action on Formal
Matters [R--36]

~ Immm are placed in informal nll)plwutu)ma
listing informalities noted by the Draftsman

Rev. 86, Apr. 1978

~and a copy to
: pmt of the examiner’s first action, v
- cifically referred to as attnchments to the lett w

d t«l% Am&hm&m Divi
‘ Each  of these fm
,mgmal for the file yecord
be mailed to applicant as s
ey dre

re_marked with its tpaper number.
nstance’ whem these forms are to be
they should be mailed with the examiner's fires
letter, and any additional formal requirements
which the examiner desires to: malm a}wulct Em«
included in the fiyst letter,

When any formal requuement is mnda in an
examiner’s. m'tlon, that action should, .in all
cases where it indicates allownble subject mas-
ter, call attention to rule 111(b) and aﬁ ate that
a_complete response must either comply with
all formal requirements or specifically traverse
ezwh reqmmment not comphed w1th

707 07 (b) Requiring Now Oath
T [R 31] g ~
bee§60°02

707 07(c) Drafisman’s Reqmwmam

" [R-36]

| bee S707.07(n); also 88 608.02(a), (o).

and (8). |

707.07((1) Langnage To Be Used In

Rejecting Claims [R»%ﬁ

Whem & claim is refused for any reason re-
latm to the merits thereof it should be “re-
jected” and the ground of rejection fully and
clearly stated, and the word “reject” must be
used. The examiner should - designate the
statutory basis for any ground of lej‘wtmn hy
express reference to a seetion of 35 U.8.C. in the

¥emng sentence of ench ground of rejectien.
the claim is rejected as too broad, the reason
for so holding should be given; it m;oﬂvd
indefinite the exnminer should point out whem
in the indefiniteness resides; or if rejected as in-
complete, the element or elements lne king ghould
he specified, or the applicant be otherwise ad-
vised ns to whut the elnim requires to render i
mmplo!o
See § 706,02 for langmage (o be used.




"of patentable merit
of the application }fxam,ln_ed, e

should not express in th
 ap

onsidered as the more
apt section for old combination rejection than
§5102 or 105, Bx pate Des Granges, 804

Y Merits, jaent >
which he judges, as presently advised, E
allowable angi%o; should suggest any way in

which 'he congtders that 'ejitacted claims may be
amended to make them allowable. If the ex-
aminer does not do this, then by implication it
will be understood by the applicant or his attor-
ney or agent that in the examiner’s opinion, as
presently advised, there appears to be no allow-
able claim nor anything patentable in the sub-
ject matter to which the claims are directed.
ImrrorERLY ExrrEssEp REJECTIONS

An omnibus rejection of the claim “on the
references and for the reasons of record” is
stereotyped and usually not informative and
should therefore be avoided. This is especially
true where certain claims have been rejected
on one ground and other claims on another
ground. ' R

A plurality of claims should never be
grouped together in a common rejection, unless
that rejection is equally applicable to all claims

in the group.

707.07(e) Note All Outstanding Re-
quirements

In taking up an amended case for action the
examiner should note in every lotter all the
requirements outstanding agninst the case,
FEvery point in the prior action of an exam-
iner which is still applieable must be repeated
or referred to, to prevent the implied waiver
of the requirement,

7(f)  Answer ANl Material Tra:
Cooversed

Where the requirements are traversed, or
suspension ' thereof requested, the exammer
should ‘muke proper reference thereto 1n his
action on the amendment. -~~~ = ‘
" 'Where the npplicant traverses any rejection,
the examiner should, if he repeats the rejec-
tion, take note of the applicant’s argument und
answer the substanceof it. Co
“1f' a rejection of record is to be applied te
a new or amended claim, specitic identification
of that ground of rejection, as by citation of
the paragraph in-the former Office letter n
which “the 'rejection  was originally  stated,
should be gaven. T
'/ ANSWERING ASSERTED ADVANTAGES

. After an Office action, the response (in addi-
tion to making amendments, ete.). may fre-
quently include arguments and afidavits to the
effect. that the prior art cited by the examiner
does not teach how to obtain or does not in-
herently yield one or more advantages (new
or improved results, functions or effects),
which advantages are ur to warrant issue
of a patent on the allegedly novel subject mat-

ter clnimed. N -

If it is the exmpminer's considered opinion
that the asserted ndvantages are without sig-
nifieance in defermining patentability of the
rejocted clnims, ho should state the reasons for
his position in the record, preferably in the
action following the assertion or argument
relative to such advantages. By so doing the
applicant . will know that the asserted ad-
vantages have nctunlly been considered by the
examiner and, if appeal is taken, the Board of
Appeals will also be advised.

L'he importance of answering such argu-
ments is il?natmmd by In re Herrmann et al.,
1059 C.D. 189; 739 O.(1. 549 where the appli-
eant urged that the subject matter claimed
produced new and useful results, 'The conrt
noted that since applieant’s statement. of ad-
vantages was not questionad by the examiner
or the Board of Appeals, it was constrained
to accept the statement nt face value and there-
fore found certain cluims to be allowable.

Rev, 86, Apr, 1978




on ahou“ld" '

Ptly Sould Terect sl i on
grounds available, ‘ “undue
mlﬁm% ferences, .- (Sea . §.904.02.)

l& ,

flicient ; re-
) he bagie here . major
technical rejection 1. be ;

tvlmh full develop

;exists a sound rejection

\ cases. where, there, ¥
f priop art which discloses. the

“heart” of the invention (as distinguished.from

prior art which merely meets the terms of the
claims),secondary rejections on-minor technical
grounds should ordinarily not be made. Certain
teehnical rejections’ (e.g. negative limitations,
indefiniteness) ‘should ' not be made’ where the

examiner, recognizing ‘the limitations of the
English’ language, is not aware of an improved

i

mode of ‘definition. /> !

I3

~ SBome situations exist whereexamination of an

application appears best accomplished by limit-

ing action on'the claims thereof to a particular
issue. © These situations include the following s
(1) Where an application is too informal for
a complete action on the merits; see § 702.01;
(2) Where there is an undue multiplicity of
claims, and there has been no successful tele-
phone request for election of n limited nnmber
of claims for full examination; see § 706.08(1) ;

(3) Where there ig ‘a misjoinder of inven-

tions and there has been no successful telephone
request for election ; see §8 808, 806.02, 812.01;

(4) Where the disclosure is directed to per-
petual ‘motion; note e parte Payne, 1904 C.D.
42;108 0.G. 1049, - S

However, in such cases, the best prior art readily
available should be cited and its pertinancy
pointed out without specifieally applying it to
the claims. o :

On the other hand, a rejection on the grounds
of res judicata, no prima facie showing for re-

issne, new mntter, or inoperativeness (not

invelving perpetual motion) should be accom-
plished by rejection on all other availabla
grounds,

707.07(h) Notify of Inaceuracies in
Amendmenmt  [R-27]
Seo § 714,23,
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See §1109.02 for treat

akp%l jon of Jusing par
date’ §717.0

707.07(j). State When Claims Are Al
oo lowable s [R-20]00 o
AR IvanmnFumn Armm'rxmm 4
When, during tho sxamination of a pro s
case, it becomes apphtant 40 the praminer that
there is patentable subject matter disclosed in
the application, he shall draft one or more
claims for the .applicant .and  indicate in his
action that such claims would be allowed if in-
cm‘lpn‘mted in the a‘)plicati‘on: by amendment,

ff

his' practice will ‘expedite prosecution and
offer a service to individual:inventors not repre-
sonted by u registered patent attorney or agent.
Although this practice may be desirable and
is, permissible in any case where deemed appro-
minte by the examiner, it will be expected to
{m applied in all cases where it is apparent that
the applicant is unfamilinr with the proper pre-
paration and prosecution of patent applications.

Arvowanry Excerr ag To Forsm:

When. an. application discloses: patentable
sibject matter and it is apparent from the
claims and the applicant’s arguments that the
claims are intended to be directed to such
patentable subject matter, but the claims in
their present form cannot be allowed because
of defects in form or omission of n limitation,
tho examiner should not stop with a bare ob-
jection or rejection of the claims. The exami-
ner’s action shonld be constructive in nature
and when possible he should offer a definite
suggestion for correction. Further, an exam-
iner’s suggestion of allowable subject matter
may justify his indieating the possible desira-
Lility of an interview to nceelerate early agree-
ment on allowable claims,




cates that the apphcant mtendshe

tzor, be may note

‘ “typed when the
ritten, but. should be stamped on all
~the leht;ar

. the claims are clearly allowable,
- delay the allowance of such claxms.

"i,ll‘7o7.07(k) Numbering Paragraphs

‘It is good’ practlce to number the pa phs
~_of the letter consecutively. Thxs facilitates
. their ldentxhcatxon in the future prosacutxon of -

ts or features

erly claimed such: clnum may
orable: oonmdamtxon. ik 4

G If o claim is otherwise nllowabla but, m de-

- pendent on s cancelled claim or on a rejected
~ claim; the Office action should. state that the
claim would be allowublo nf rewritten in mdﬁ-;

pendem form. b B

Emr A.wovuncl o Gums o o

Where the examiner is satisfied t.ho.t the
prior art has been fully develo

tbecase

1 707.08 Reviewing and Imtialmg by A,’f“ . reasonable means to ascertain the correct ad-
. dress and forward the letter agnin, after

-stamping it “remailed” with the dato thereof

~ sistant Examiner [R-24]

The full surname of the examiner who pre.

res the Office action will, in all cases, be typed
Jow the action on the left side. ' The telephone
number below this should be called if the case

' is to 'be’ discussed or an interview arranged.-
After the action is typed, the examiner who
Yrepared the action reviews it for correctness. -

f this examiner does not have the authority
to sign the action, he should initial above the
{pe name, and forward the action to the au-

orized signatory examiner for signing.

707.09 Signing by Primary or Other
Authorized Examiner [R-31]

Although only the original is signed, the word
“Examiner” and the name of the signer
should appear on the original and copies.

All letters and issues should be signed

promptly.

- 707.10 Entry [R-16]

The original, signed by the authorized ex-
aminer, is the copy which is placed in the file
wrapper. The character of the action, its paper
number and the date of mailing are entered in
black ink on the outside of the file wrapper
under “Contents”.

of the pntent-“
ntion have not been claimed and that

and some of
he ahould not"" .

_copies. .of it _bas been stgned
by the authorized signatory examiner and the

oopms are about to be mm ed

[R-20]
In cases where no references are to be pm~

:Vid@d by, Reference Order Section (R.0.S.), the
Qcopiea are mailed b Y the
“i,\mul initialed by the

oup after the orig-
stant examiner and
signed by the authorized signatory examiner,
ha.s been placed in the file.

~ In cases where cited references are to be pro-

. vided, the original and copies after signing are
. forwarded by gthe clerk to‘i)ia v
~tion (R.O.8.
. of the action is retained in the

. the copies are mailed by R.0.S,, t 1e orxgmal is
returned for placement in the

7 07.13 Remrned Ofﬁce Action

ference Order Sec-
for mailing, The file with a copy
up. After

IAtteu are somenmes returned to the Office
the Post Office has not been able to de-
hver them The examiner should use every

and redirecting it if there be any reason to
believe that the letter would reach applicant

- at such new address. 1f the Oftice letter was
~addressed to an attorney, a letter may be writ-
~ten to the inventor or assignee informing him
‘of the returned letter. The period runnin

against the ap lication begins wlth the date of
remailing. x parte Gourtoff, 1924 C.D. 153;
329 O.G. 536. )

If the Office is not finally successful in de-
livering the letter, it is placed, with the en-
velope, in the file wrapper. If the period dat-
ing from the remailing elapses with no com-
munication from applicant, the case is for-
warded to the Abandoned Files Unit.

708 Order of Examination [R-31]

Rule 101. Order of ezamination. (a) Appllcationn
filed in the Patent Office and accepted as complete ap-
plications (rules 83 and 65) are assigned for examina-
tlon to the respective examining groups having the
clagacs of Inventions to which the applications relate.
Applications shall be taken up for examination by the
examiner to whomn they have been assigned in the or.
der in which they have been filed except for those appli-
cations in which the Office has accepted a request
under rule 189,

Rev. 81, Jan, 1072
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tegory, wlth
nmong them

Rule 108. Advancemen mmtm (&) Appl-
; g for exawina.

wherein:the \mmhm are doemed
otpeeullﬂr importanm to some branch e: the puhllc

k o’ on special cases.
" For ‘ex; mpies' ‘all 'fiapersk typed and ready for
sngtmlurc should be com m)d mail

Albi 188U wsege !‘etum’ d it Prmter Wmt-

on motion (§ 1105.08) an ”t»xam‘merea answers
s, sarily take priority over special

fic time limits.
$'a case which he is satis-

, gﬁad is in condition for allowance, or which he
.-5;18 satisfied will have to be finally rejected, he

Id. give such action forthwith instend of

f.makmg the case await its turn,

The following is a list of 3pec1§l cases (thoso

" ~'whlc)h are advauced out of mm for examina-
oo tion Gl i

88




m-;hﬁ,ofmme«dhpwm%‘ the Govern-

ment requests immediate action and the Com-
missioner so orders (rule 102). g
It of . peti-

(b) Cases made special as a resu
tion. (See$708.02)

“Subject alone to diligent prosecution by the
applicant, an application- for ‘patent that has

once been made special and advanced ‘out of

turn: for examination by reason of a ruling
made in that particular ease (by -the Commis-
sioner or an Assistant Commissioner) -will con-
tinue to be special thronghout its entire course
of prosecution in the Patent Office, i‘ncl‘uding
appenl, if any, to the Board of Appeals; an
any interference in which such an application
becomes involved shall, in' like measure, be
considered special by all Patent Office officials
concermed, . o
. (c) Applications for reissues (rule 176).
éd) Cases remanded by an appellate tribunal
for further action. = . . . .

(e) A case, onee taken up for action by an
examiner according to its effective filing date,
should be treated as special by any examiner,
art unit or group to which it may subsequently
be ‘transferred; exemplary situations include
new cases transferred as the result of a tele-
phone clection nnd cases transferred as the re-
sult of a timely response to any official action.

(f) Applications which appear to interfere
with other n"pﬂ!icntions previously considered
and found to be ;
manded shall be placed in interference with an
unexpired patent. or patents (rule 201).

(g) Cases ready for allowance, or ready for
allowance except ns to formal matters.

(h) Cases which are in condition for final
rejection.

(i) Cases pending more than five years,
including those which, by relation to a prior
United States application, have an effective
pendency of more than five years. See
8 T07.02(n).

Seo also §§ 71413 and 1207,

708.02 Petition to Make Special  [R-
391

New applications ordinarily are taken up for
examination in the order of their effective
United States filing dates. Certain exceptions
are made by way of petitions to make specinl,
which may be granted under the conditions set
forth below.

allowable, or which it is de-

ios e made special on the
ound. of . prospective manufacture upon the

\ling of a petition. by the applicant or assignee

alleging under oath or declaration: - .

1. The possession by the prospective manu-
facturer of sufficient presently available capital
(stating approximately the amount) and facili-
ties (stating briefly the nature thereof) to
manufacture the invention in quantity or that
sufficient capital and facilities will be made
available if a ‘patent is granted ; o

‘It the 'prospective manufacturer is an in-
dividual, there must be a corroborating affidavit
from some responsible party, as for example,
an officer of a bank, showing that said in-
dividual has the réquired 'avaﬁable capital to
manufacture; ,

2, That the prospectiva manufacturer  will
not manufacture, or will not increase present
manufacture, unless certain that the patent will
be granted; ’

3. That affiant obligates himself or the pro-
spective manufacturer, to manufacture the in-
vention, in the United States or its possessions,
in quantity immediately upon the nhowan?m of
claims or issuance of a patent which will protect
the investment of eapital and facilities.

The attorney or agent of record in the appli-
cation (or applicant, if not represented by an
attorney or agent) must file an affidavit or
declaration to show: =~

1. That he has made or caused to be made a
careful and thorough search of the prior art, or
lm.z(a;i a good knowlecﬁge of the pertinent priorart;
nn N H .

2. That he believes nll of the claims in the
application are allowable,

1I. INFRINGEMENT

Subject to n requirement. for a further show-
ing ns may hoe necessitated by the facts of a
particular ease, an application may be made
special because of u(:tun& infringement (but not
for prospective infringement) upon the filing of
o petition alleging facts under oath or declara-
tion to show, or indieating why it i3 not possible
to show; (1) that there is an infringing dovice
or product actually on the market or method in
use, (2) when the device, produet or method
alleged to infringe was first discovered to exist;
supplemented by an affidavit or declaration of
the applicant’s attorney or agent to show, (3)
that he has made a rigid comparison of the
aleged infringing device, produet, or method
with the clnims of the application, (4) that, in
his opinion, somoe of the claims are unquestion-
ably infringed, (5) that he has made or cansed

Rev. 89, Jan. 1974
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11 V. ENVIRONMUNTAL QU

+;:The Patent Office will neeord “specinl® status
to all patent applications: for inventions-which
materinlly. enhance the quality of the enviren-
ment of mankind: by contributing to: the
restoration: . or:maintenance of the: basie: ' Tife-
au.é]tniming ‘natural : eletients--air; water, and
8015 il SIE ST SRR T L SRR RN
All applicants desiring to-participate in this
rogram should- request that: their applications
accorderl *special” status. Smﬁ - requests
should: be written, should identify the applica-
tions by serinl number and filing date, and
should be accompanied by affidavits or.daclara-
tions under rule 102 by the applicant or his at-
torney or agent explaining how the inventions
contribute to the restoration or maintenance of
one of these life-snstaining elements. ‘

VI. E’N’MY

The Patent Office will, on request, accord
“gpecinl” status to- all patent applications for
inventions which materially contribute to (1)
the discovery  or ‘development of energy rve-
sonrees, or (2) the morn.efliciont utilization and
conservation of energy resources, Kxamples of
inventions in category (1) wonld be develop-
ments in fossil fuels (natural gaes, coal, angd
petrolenm), nuclear onergy, solur energy, cte.
Category (2) would include inventions relating
to the reduction of cnergy consnmption in com-
bustion systems, industrial equipment, honse-
hold appliances, ete.

Al applicants desiring to pnrticipate in this
program should request that their applications
L@ accorded “gpecial”  status. SIIOL requests

Rev. 89, Jan., 1974
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expla
rially contributes:to

‘ famhnbo

‘application  (one ‘which ‘has not: ve
iived ‘any axatiination By the examiner) ma
be :granted: speoial: status: provided. that appl-
cant - (and. this term includes .applicant’s. at-
mﬂ&yﬂl‘ Mm’l\t) Vet ol 0 potsamrt o
fo(a)Subinits i written . petition ;to . make

inve Office detormines t}
claims presented are not obviously d

.

, Will make an electi

a single invention, will mak lection witho
£ isite to the grant of special

fraverse as
status, i s s TR
The election may be made by npplicart at the
time ‘'of filing the :petition for special status.
Should npplicant fail to include an election with
the: original papers: or petition:and the Office
determines: that. a requirement should be made,
the  established . telephone. restriction  practice
“1“ be followed. . .. .. s
1f  otherwise; proper, e

‘ xamination, on . the
merits will. proceed. on claims drawn to the
clected invention.
I applicant refuses to make an election with-
out traverse, the application will not be further
examined at’ that time. "Tho ‘petition will be
denied’ on the ‘ground’ that the claims are not
directed to'a single invention, and the applica-
tion:will await action in its regular turn.

Divisionalapplications divected to the non-
elected. inventions will -not antomatically be
given special status based on papers filed with
the petition in . the parent case. Kach such
applhieation must. meet on its own all require-
ments for the new special status, .

_(¢) Submits a statement, that a pre-oxaming-
tion senrch was made, and specifying whether
by the inventor, attorney, ngent, professionnl
searchers, ete., and listing the field of search
by eluss and subelnss, publication, Chemical
Mhatracts, foreign patents, ‘ete. A search made
hy w foreign patent oflice or the Tnternationnl
Patent. Institnte at The Hague, Netherlands
satisfies this requirement. ,

(d) Submits one copy each of the references
deemed most closaly related to the subject mat-
ter encompassed by the elnims,

(0) Submits a detailed discussion of the rof-
erences, which discussion points ont, with the




articularity required
gaw the claimed subjec r i8 distinguish-
able over the references.  Where applicant indi-
cates an intention of overcoming one of the
references by affidavit or declaration under rule
131, the affidavit or declaration must be sub-
mitted before the application is taken up for
action, but mm no event later than one month
after request for special status,

In those instances where the request for this
special status does not meet all the prerequisites
set. forth above, applicant will be notified and
the defects in the request will be stated. 'The
application will remain in the status of a new
application awaiting action in its vegular turn,
In those instances where a request 19 defective
in one or more respects, applicant will be given
one opportunity to perfect the request. If per-
fect:eci, the request will then be granted.

Onee a request has been granted, prosecution
will pmcea({ according to the procedurs set
forth below; there is no provision for “with-
drawal” from this special status,

The special examining procedure of VIT (ac-
('elel.'at,e(ll examination) involves the following
procedures:

1. The new application, having been granted
special status as a result of compliance with the
requirements set out above will be taken up by
the examiner before all other categories of ap-
plications except those clearly in condition for
allowance and those with set time limits, sueh as
examiner’s answers, deecisions on motions, etc.,
and will be given a complete first action which
will include o// essential matters of merit as to
all claims. The examiner's search will be re-

88.1

(b) and (c), stricted to the

o ?(mdm

bject matter encompassed by

the claims. A first action rejection will set a

‘three-month shortened period for response,

2. During the three-month period for re-
sponse, applicant is encouraged to arrange for
an interview with the examiner in order to re-
solve, with finality, as many issues as possible.
In order to afford the examiner time for reflec-
tive consideration before the interview, appli-
cant or his representative should cause to be
placed in the hands of the examiner at least one
working day prior to the interviaw, a copy
(clearly denoted as such) of the amendment
that he propeses to lile in response to the exam-
iner’s aetion, Such a paper will not become a
part of the file, but will form a basis for discus-
sion at the interview.

3. Subsequent to the interview, or responsive
to the examiner's first action if no interview
was had, applicant will file his “recard” re-
sponse. The response at this stage, te be proper,
must. be restricted to the rejections, objeetions,
and requirements made. Any amendment
which would require broadening the search field
will bo treated as an improper response,

4, The examner will, within one month from
the date of receipt of applicant’s formal re-
sponse, take up the application for final dispo-
sition. This disposition will constitute either a
final action which terminates with the setting
of a three-month period for response, or a no-
tice of allowance. The examiner’s response to
any amendment submitted after final rejection
should be prompt and by way of forms PO-303
or PO-327, by passing the case to issue, or by an
examiner’s answer should applicant choose to

Rev., 39, Jan, 1974
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- number and so entered in ]
. file; - The decision will be accorded a separate

es might be
the tel

" Each patition'to make specis, rega

the ground upon which the petition is based and
the decision, is made of record
<+ ~inthe application file, together with the decision -
2w thereon: Tbllm()ﬂicetha.i; rules; on: :;hpeut.xo_n m
»: +is responsible for proper’y entering ”‘t"pw"‘";__,fPa,mgmpf &.of the rule provides for a

the nature

. tion and the resulting decision in the file record. -
petition, with any attached papers and sup- -

 porting afidavits, wi 1;be£iven«-.~single paper

paper number and similarly entered. To in-

sure entries in the “Contents” in proper order,
the, clerk-in the examining group will make
certain that all Jgaperg prior to a petition have

/or listed in the application file

been entered an (
before forwarding it for consideration of the

- ggt]:ition. Note §§:1002.02(ka),’ () and (j). [R-

~ 708.03 Examiner Tenders His Resig=

nntion -

Whenever an examiner tenders his resigna-
tion, the supervisory primary examiner should

see that he spends his remaining time as far as
possible in winding up the old complicated cases
~or those with involved records and getting as

many of his amended cases as possible ready for

final disposition.

If the examiner has considerable experience
in his particular art, it is also advantageous
to the Office if he indicates (in pencil) in the
file 'wmrpem of cases in hig docket, the field
of search or other pertinent data that he con-
siders appropriate.

709 Suspension of Action
Rule 108. Buspension of aotion.

[R-24]

(a) RBuspension of

action by the Office will be granted at the requeat of

the applicant for good and sufficlent cause and for a
reasonable time specified. Only one suspension may

. notified of the reasons therefor.

except for purposes relating to proceedings under rule

e “Contents” of the

‘ex parte Jones, 1924 (D). 59; 32
- Because of this where one of several appli-

5 2 i

(c)"Ketion by the exaiminer may be suspended by
seloner, in the case of applications
Btates whenever publication of the
ting of a patent thereon might be

* ‘detrimental to the public safety or defense, at the re-
_'quest of the appropriate department or agency.
(@) Action on applications fn which the Office has

d under rule 139 will be sus.
_pendency of these applications

o Suspansxon Ofuctlon(rula ",103_3’.)2 .should not
_be_confused with extension of time for reply
. (rule 136),. It is to be noted that a suspension

of action applies to an impending Office action

by the examiner whereas an extension of time

for reply applies to action by the applicant.

suspension of Office action by the examiner on
his own initiative, asin §§ 709.01 and 1101.01(i).
Petitions for a second or subsequent suspension

‘of action in patent applications under rule 103
* are decided by the group director. See § 1002.-

02(e), item 11. o
 Paragraph (d) is used in the Defensive Pub-

| yli,catrionillj’rogrnm described in § 711.08.

709.01 Overlapping Abplicaiions by
. Same Applicant or Owned by
' 'S’nme“As’uignee [R-34]

Examiners should not consider ex parte,

“ when raised by an applicant, questions which

are pending before the Office In inter partes
proceedings involving the same applicant. (See
0.G. 681.)

cations of the same inventor which contain
overlapping claims gets into an interference
it was formerly the practice to suspend action
by the Office on the applications not in the
interference in accordance with KEx parte
McCormick, 1804 C.D. 575; 118 O.G. 25608,

However, the better practice would appear to
be to reject clnims in an application related to
another application in interference over the
counts of the interference and in the event said
claims are not cancelled in the outside applica-
tion, prosceution of said application should be
suspended pending the final determination of
priority in the interference.

1f, on the other hand, applicant wishes to
prosecute the outside application, and presents
good reasons in support therefor, prosecution

Rev. 84, Oct, 1672
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‘a8 nxod by tha Oommluioner in uuch actlon. the appli-
_cation shall ‘be regarded as abandoned by the parties

' thereto, unless it be shown to the satisfaction of the

' Commisfoner that such delay was unavolduble e

35 U.8.0. 267. Time for taking action in Government

R cppuoatm: Notwithsmndinz the provisions of sec-

' tions 188 and ‘151 of this title, the' Commissioner may

" ‘extend ‘the time for taking any actlon 'to three years, |

" 'when' an’ application has become the property of the =

' United States and’ the head of the npproprlate depart-:

' ment or agency ‘of the ‘Government has certified to the
!'Commissioner that the invention disclosed therein is

Important to: the armnment or derense or the United L

' States =

‘ See Chapter 1200 for penod for res onse',
‘ ,‘,when appeal is taken or court review sought.

710.01 Sultutory,Period V[R—24]

' Rule 135. Abandonment Jor failure to respond within

time limit. (a) If an applicant fails to prosocnto his

" application within six months after the date when the
‘lant official notice of any action by the Office was mailed
- to him, or within such shorter time as may be fixed

(rule 136), the application will become abandoned.

{(b) Prosecution of an application to save it from
abandonment must. include guch complete and proper
action as the condition of the case may. require. The
admission of an amendent not responsive to the last
official action, or refusal to admit the same, and any
proceedings relative thereto, shall not operate to save
the application from abandonment. :

(¢) When action by the applicant is a bona fide
attempt to advance the case to final actlon, and is
substantially a complete response to the examiner's
action, but conslderation of some matter or compliance
with some requirement has been inadvertently omitted,
opportunity. to explain and supply the omission may
be given before the questlon of abandonment is
considered.

(d) Prompt ratification or fillng of n correctly
signed copy may be accepted In case of an unuigned
or improperly signed paper.

{8ee rule 7.)

The maximum statutory period for response
to an Office action is six months, 35 U.S.C. 138.

Rev. 84, Oct. 1672
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1 a.;» plicant’s response.
~is due 'on the corresponding da
~six months or any lesser number of months

- shortened statuto
- 18 due on the followin Fehruuy 28 (or 29

if it is a leap year), while a response to an
- Office action dated February 28 is due on Ma “‘

4 - tica ly. all cases, see § 710 Oﬁ(b)
?"'7 0'01 (a) Smumry

brtnmd perioda are eurmntly used m prnc-
Pariod

H
Compuwd [R-24] .

'ﬂm wtuul tnme mkm for response is com-

"‘pmdfro the date’ stamped on the Office

action to tha aam of receipt by the Office of
o cognizance is taken
fractions of # day and ap hcanf’a response
of the month

specified after the Office action.
Response to an Office action with a 3 month
period, dated November 80

28 and not on the last day of May. Ex pa
Memwk 1930 C.D. 6; 400 O.G. 8."

'The duta of receipt 'of & ‘to an Office

 action: is given by ' the “Office: date” stamp
J which ‘appears on the responding paper.

- In some cages the examiner's letter does not

determine - the beginning of a statutory re-
~sponse period. . In all cases where the statutory
- response period runs from the date of a previ-
- ous actmn, 8 statement to tlmt eﬂmt should be
E moluded

: ’710 02 Shortened Slamtory Period
L and Tnme leit Actions
- [R-24] :

 Eotract from Rule 136. Time less than six months.
(a) An applicant may be required to prosecute his
application In a shorter time than six months, but not
less .than thirty days, whenever sach shorter time is
deemed necessary or expedient. Unless the applicant is
notified in writing that response is required In less than
Bix ‘months, the mnximum period of nlx months {a
allowed. ‘

Under rule 186 (35 U.S.C. 188) an appli-
cant may be required to respond in a shorter

~ period than six months, not less than 80 da
whenever it is deemed “necessary or expen

ent”. Some conditions deemed “necessary
expedient” are listed in § 710.02(b).

In other situations, for example, the rejection
of a copied patent clmm, the examiner may
require applicant to respond on or before a
specified dnte, These are known as time limit
actions nnd nre established under authority of
3 US.C. Some situations in which time
limits are S(‘t are noted in § 710.02(c). The
time ‘limit requirement should be typed in
capital letters where required.

An indication of a shortened time for reply
should appear prominently on the first page




)

of all copies of actions

‘of response

time

' 710.02(b) Shortened Statutory Pe--
ST rods Situations in Which

. Used [R-32]

 Under the suthority given him by 35 U.S.C.

188 the Commissioner has ‘di ‘the exam-

- iners to set a shortened period for response to
~every action. The length of the shortened stat-
utory ' period to ‘be used depends on the type
juired. Some specific cases of

shortened statutory period for response to be
oo Tarrry Days o
Requirement for restriction or
election of species—no claim

rejected - ocoooniiinion - §8 809.02(a)
‘ and 817.
: : Two MoxNTHs SR
Winning party in: terminated
interference to reply to unan-. T
swered Office action......... - §1100.01

- Where, after the termination of an inter-

ference proceeding, the application of the

winning party contains an: unanswered Office
action, final rejection or any other action, the

_primary examiner notifies the applicant of
. this fact, In this case response to the Office

action is required within a shortened statutory
geriod'runnin_ from the date of such notice.
ee Ex parte Peterson, 1041 C.D. 8; 825 O.G. 3.

When an application is in condition for
allowance, except as to matters of form, such
as correction of drawings or sxciﬁcation, 8
new oath, etc.,, the case will considered
special and prompt action taken to require cor-
rection of formal matters. Such action should
include an indication on first page form letter
POL-326 that prosecution on the merits -is
closed in accordance with the decision in Ew

arte Quayle, 1935 C.D. 11; 453 O.G. 213. A
wo month shortened statutory period for re-
sponse should be set.

Multiplicity rejection—no other
rejection ......ocececcacoo £ 706.08(1)
A new ground of rejection in an
examiner's answer on appeal. § 1208.01
Turer MoNTHA
To respond to any Office retion on the merits.
Periop ror Response ResTARTED
Incorrect citation by examiner—
regardless of time remaining in
original period. ... _. § 710.06

ich 71002(c) TimeLimit Actions: Sic-

ONs o T 7‘1002(4:)

_The above periods may be changed under

ig);ericjd “may not be

A shortened statuto
C. 138).

. less than 30 days (35

" special, rarely occurring circumstances.

uations ' in  Which Used
[R-32)

. As stated in gmm,'aa U.S.C. 6 provides

authority for the Commissioner to establish
rules and regulations for the conduct of pro-

- ceedings in the Patent Office, Among the

rules are certain pit:uutionsg”in which the exam-
iner sets a time limit within which some speci-

- fied action should 'be'taken by applicant. Some
.1 1 situations in which a.time limit 15 set are:

- .1(a) A portion of yrule 203(b) provides that
" in’ suggesting claims for interference:
. The parties to whom the clalms are suggested will be

requized to make those claims (1. e., present the sug-

"1 gested - elaima -1b thelr applications by amendment)
- within & specified time, not less than 30 days. in order
‘that an interference may be declared. -

. See ',,1k1'01.01(m;. |

(b) Rule 206(b) provides: - ’
“Rule 206(b). Where the examiner is of the opinion
that none of the ¢laims can be made, he shall reject the

"‘copled claims stating in his action why the applicant

cannot make the claims and set a time limit, not less
than 30 days, for reply. If, after response by the
applicant, the rejection is made final, a similar time

, , “‘Himit shall be set for appeal. Failure to respond or
Ex parte Quayle_____.._____ .. ... §714.14

appeal, as the case may be, within the time fixed will,
in the absence of a satisfactory showlng, be deemed a
disclaimer of the invention claimed.

Sce %101.02(1?.
(c¢) When applicant’s action is not fully re-
responsive to the Office action, the examiner
may give applicant one month or the remainder
of the period for response, whichever is longer,
to complete his response. See rule 135(c)
which reads as follows:

“Rulc 185(0). When actlon by the applicant ia &
bona fide attempt to advance the case to final action,
and {s substantially a complete response to the exam-
Iner's action, but conslderation of rome matter or com-
pliance with gome reguirement has been lnadvertently
omitted, opportunity to explain and supply the omis-
sion may be given hefore the question of abandonment
is considered.

Seo § 714.03,
(d) In applications filed on or after October
25, 1985, applicant is given one month or the

remninder of the period for response, which-
ever is longer, to remit any additional fees re-

Rev. 84, Oct. 1072
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607 and 714.03,

~(e) To ratify or otherwise correct an un- .
signed amendment, applicant is given  one..
. month or the remainder’ of the period for

sey Whichever:is longer.

(f

809.02(c) and 821.01,

~ 710.02((!) _ Difference liétween Short-

~‘ened Statutory and Time-
- Limit Periods  [R-24]

‘ ,,,The,:\dirstincﬁon ‘between :a- limited time for‘:
~reply and a shortened statutory period under

rule 136 should not be lost sight of. - The pen-
alty attaching to failure to reply within the

time limit (from the suggestion of claims or the

rejl:action of copied Ynten't clnims) is loss of the
su

ject matter involved on the doctrine of dis-
claimer. A rejection on the ground of dis-
__claimer is appealable. On the other hand, a

complete failure to respond within the set stat-

utory period results in abandonment of the

entire application. This is not appealable, but

a petition to revive may be granted if the delay
‘was unavoidable. Further, where applicant re-
‘sponds a day or two after the time limit, this
“may be excused by the examiner if satisfac-

torily explained; but a response one day late
in a cnse carrying a shortened statutory period
under rule 136, no matter what the excuse,
results in nbandonment; however, if asked for
in advance extension of the period may be
granted by the examiner, provided the exten-
sion does not go beyond the six months’ period
from the date of the Office action. See also
§ 1101.02(f). '

710.02(e) Extension of Time [R-
32]

Eetract from Rule 136. (b) The time for reply, when
a time less than six months has been set. will he ex-
tended only for good and sufficlent cause, and for a
reasonable thme speclfied. Any request for such ex-
tension must be filed on or before the day on which
action by the applicant is due, but in no case will the
mere fillng of the request effect any extenaion, Only
one extenslon may be granted by the primary examiner
in his discretion; any further extension must be ap-
proved by the Commissioner. In no case can any ex-
tenston earry the date on which response to an actlon

Rev. 34, Oct. 1072

’hag authority to extend the shortened statuto
_period unless request for the extension is file

here an application is otherwise allow-

able but. contains.a traverse of a requirement to
_ restrict, one month is given to cancel claims to
nonelected invention or species or take other
| gg»gropri&m:action. See rules 141, 144, and -

noted that neither

fully

on or before the day on which applicant’s re-
sponse is due. While the shortened period may

- be-extended within the limits of the statutory
- six months’ period, no extension can operate to
_extend the time beyond the six months.

Compare, however, rule 135(‘0) and § 714.08.
~_Any request under rule 186(b) for extension
of time for reply to nn Office action must state a

- reason in support thereof; under the present

policy the application of the rule will entail
only a limited evaluntion of the stated reason.

This liberality will not apply to
(1) any requests for more than one-month

- extensionyand ¢

(2) second and subsequent requests for ex-
~tension of time to reply to a particular

... Office action. . ,

All first requests for extension of time to an

- Office action are decided by the primary ex-

aminer for any period of time up to the maxi-
mum. six month period. ' All requests subse-

- quent to the first request for extension of time

to respond to a particular Office action are for-

~warded to the group director for action. For

an extension of time to file an appeal brief see

81206,

~ If a request for extension of time is filed in
duplicate and accompanied by & stamped re-
turn-addressed envelope, the Office will indicate
the action taken on the duplicate and return it
promgt]y in the envelope. Utilization of this
procedure is optional on the part of applicant.

In this procedure, the action taken on the
request should be noted on the original and on
the copy which is to be returned. e notation
on the original, which becomes a part of the
file mcordé,; should be signed by the person
granting or den}}ing the extension, and the
name and title of that person should also ap-
pear in the notation on the copy which is re
turned to the person requesting the extension.

When the request is granted, no further ac-
tion is necessary; when it is denied, a formal
letter of denial, giving the reason for denial,
should be forwarded promptly after the mail-
ing of the duplicate.

11 the request for extension of time is granted,
the time extended is added to the last calendar
day of the original period, as opposed to being
added to the day it would have been due when
said last day is a Saturday, Sunday or holiday.

Request for extension of time may be made by
hand delivery of a duplicate copy of a request
which has been filed. Prompt consideration is

90.2

the primary examiner nor the CommlwimnD




given and the action taken communicated to
applicant at the earliest practicable time; if an
attorney’s copy as well as the duplicate copy is
submitted, it 1s sufficient to merely indicate on
both copies that the extension will be granted
if the request is timely filed.

For purposes of convenience, a request for
an extension of time may be personally de-
livered and left with the examiner to become
an official paper in the file withont routing
through the mail room. The examiner who ac-
cepts the request for an extension of time will
have it date stamped with the group stamp.

If the request }or extension 1s not presented
in duplicate, the applicant should be advised
promptly by way of form letter POL-327 re-
ﬁarding action taken on the request so that the

le record will be complete.

Finvarn Resecrion—TIME vorR RESPONSE

The filing of a timely first response to a final
rejection having a shortened statutory period for
response is construed as including a request to
extend the shortened statutory period an addi-

FORM AND CONTENT OF APPLICATION

710.04

~ tional month, even if previous extensions have
been granted, but in no case to exceed six months
from the date of the final action.

During the additional month no applicant or
attorney initiated interview is permitted. Since
a timely first response to a final rejection is
construed as including a request for an exten-
sion of time, any subsequent request for an
extension of time is considered to be a second
request and must be submitted to the group
director.

An object of this practice is to obviate the
necessity for appeal or filing a continuing case
merely to gain time to consider the examiner’s
position in reply to an amendment timely filed
after final rejection, Failure to file a response
during the shortened statutory period results
in abandonment of the application.

710.04 Two Periods Running [R-
24]

There sometimes arises a situation where two
different periods for response are running

80.3 Rev. 84, Oct. 1072



regular statutory

ted period set in a &

The running of i : 1

pended nor- affected by an ex parte limited

time action or even by an appeal therefrom.
ne action o’ \ qested claims,

710.04(a)  Copying Patent

T 2

Where, in an application in which there is an
unanswered rejection of record, claims are
copied from n patent and all of these claims
are rejected there results a situation where two
different periods. for response are running
agninst the application. One period, the first,
is the regular statutory period of the unan-
swered rejection of record, the other period. is
the.limited. period set for response to: the re-
jection (either first or final), established under
rule 206, The date of the last unanswered
Office action on the claims other than the
copied patent claims is the controlling date of
the statutory ,I})eriod._ (Ex parte Milton, 164
Ms. D. 1, 63 USPQ 132 and Ex parte Nelson,
164 Ms. D. 361, 26 J.P.0O.S. 564.) See also
8 1101.02(f). C

710.05 Period Ending on Saturday,

Sunday or Holiday [R-45]

85 U.8.0. 21. Day for taking action falling on Satur-
day, Sunday, or holiday. When the day, or the last
day, for taking any action or paying any fee in the

 Claims

== [Inited States Patent and Trademark Office falls on

Saturday, Sunday, or a holiday within the District
of Columbia, the action may be taken, or the fee paid,
on the next snceeeding secular or business day.

Rule 7. Times for taking action; expiration on Satur-
day, Bunday. or holiday. Whenever periods of time
are specified In these ruleg In daye, ealendar days are
Intended. \When the day, or the last day. fixed by stat-
ute or by or under these rules for toking any actlon or

== paying any fee In the Patent and Trademark Office fallsg

on Saturday, Sunday, or on a holiday within the Dig-
triet of Columbla, the action may be taken, or the fee
pald, on the next snceeeding day which is not a Bature-
day, Bunday, or n holiday. 8ee rule 804 for tlme for
appenl or for commencing eivil action.

As of Jannary 1, 1971, the holidays in the
District of Columbin are: New Yemr's Day,
January 1; Washington's Birthday, the third
Monday in Febraary; Memorial Day, the last
Monday in May; Independenco Day, July 4;
Labor Day, the first Monday in guptmn%m'i
Jolimbus Day, the second Monday in October;
Veterans’ Day, the fonrth Monday in October;
Thanksgiving Day, the fourth Thursday in
November; Christmas Day, December 255 Tn-

91

nuary 20, every four years).

_ liday falls on o Sunday, the fol-
day (Monday) 'is also a holiday. Ex.

Order 10,8585 17 F.R.5200.

“When a holiday falls on a Saturday, the
receding day, Friday, is considered to be a holi-
ay within the District of Columbia and the

Patent and Trademark Office will be closed for <=

business on that day (5 U.8.C. 6103). Accord-
ingly, any action or fee due on such a holiday
Friday or Saturday is to be considered timely
if the nction is taken, or the fee paid, on the next
succeeding day which is not a Saturday, Sun-
day or a holiday. ' - - ~

' ( hen an amendment is filed a day or two
Inter than the expiration of the period fixed by
statute, ‘care should be taken to ascertain
whether the last day of that period was Satur-
day, Sunday or: a ‘holiday in the District of
Columbia; and if g0, whether the amendment
was filed or the fee paid on the next succeed-
ing day which is not u Saturday. Sunday or a
holiday. -

An amendment received on such succeeding
day which was due on Saturday, Sunday or =
holiday is endorsed on the file wrapper with
the date of receipt. The Saturday, Sunday
and/or holiday is also indicated.

710.06 Miscellaneous Factors Deter
mining Date [R-26]

Where the citation of a reference is incorrect
and this error is ealled to the attention of the
Office befora the expiration of the period for
response, n new period for response starts from
the date of the Office letter giving the correct
citation and forwarding the correct copy. The
previous period is vestarted regardless of the
time remaining. See § 707.05(g) for the manner
of correcting tho record where there has been
an erroncons citation.

Where for nny reason it becomes necessary
to remail any action Sg 707.13), the action
should be correspondingly redated, as it is the
re-mailing date that establishes the beginning
of the period for response. Fa parte (}ourt:oiﬁ
1924 C.D. 1563 329 O.G. 530.

A supplementary nction nfter a rejection ex-
pinining tho references more explicitly or giv-
ing the reasons more fully, even though no
further references are cited, establishes a new
date from which the statntory period runs.

1f for any other venson an Office nction is
defective in some matter necessary for a proper
response, applieant’s time to respond begins
wit,|h the date of correction of such defect.

711  Abandonment [R-45]

Rule 135. Abandonment for failure to respond within
time limit, (n) 1f nn nppiicant fails to prosecute his
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(rule 186), the application will become abandoned,
- (b)-Prosecution of an application to save It from
abandonment must. include such. complete and proper
action as the counditlon of the case may require. 'Lhe

official action. or refusal to admit the same, and any
proceedings relative thereto, shall not operate to save
the application from abandonment. . .. .. . . .
2 {e)-When actlon by the appllcant 1s.a .bopa fije. at-
tempt to.advance the.case to finel nctlon, and is sub-
stantlally a complete response to the examiner's actlon,
but: consideration of some matter or..compllance with
some - requirement has been Inndvertently. omltted, op-
portunily to. explain and. supply. the omission may be
given before the questlon of abandonment Is consldered.
(4): Prompt ratification or.fling of a correctly slgned
copy  may be accepted in ease of an unsigned .or im-
properly.signed paper, . (Seerule?.) - . . .o
. Rule 188, Kepreas abundonment. Anapplication may
be expressly abandoned by filing in the Patent and

Ly Trademark . Office a. written declaration of abandon-

ment signed: by the applicant himself.and the assignee
of record, if any,-and identifying the application. Xx-
cept as-provided in Rule 262 an.application may also
be expressly abaudoned. by fling a written declara-
tion of abandonment signed by the attorney or agent
of record. Express abandonment of the application may
not be recognized by the Office unless it is actually re-
celved by appropriate officlals in time to act thereon
before the date of issue. ;

Abandonment may be either of the invention
or of an application. This discussion is con-
cerned with abandonment of the application
for patent.

An abandoned application, in accordance
with rules 135 and {38, is one which is re-
moved from the Office docket of pending cases
through:

1. formal abandonment

a. by the applieant, himself (acquiesced in

bv tho assignee if there be one), or
b. by the attorney or agent of record (in-
cluding an associate attorney or agent ap-
pointed by the principal attorney or agent
and whose power ig of record but not includ-

ing a registered attorney or agent acting in a

representative capacity under rule 84(a)) ; or

2, failure of applicant to take appropriate
action within a specified time at some stage in
the prosecution of the case.

Where an applicant, himself, formally aban-
dons an application and there is n corporato as-
signee, the acquiescence must be made through
an officer whose official position is indieated.

Seo §712 for abandonment for failure
to pay issue fee,

Rev, 48, July 1976

v admlssion of an amendment not:responsive to the last

02

~ Theap

ess or Formal Abandon-

(Ras)
‘The applicant, the assignee of record and the
attorney or agent of record, if any, can sign an
express abandonment. It is imperative that the
attorney or agent of racord exercise every pre-
caution in ascertaining that the abandonment of
the application is in accordance with the desives
and best interests of the applicant prior to sign-
ing & declaration of express abandonment of a
patent application. Moreover, special care
should be taken to insure that the appropriate
alftxplmatibn is correctly identified in the letter

abandonment. ; ;

“A " declaration’ of “abandonment = properly
s.i'%ned becomes effective when an appropriate
official of the Office takes action of recognition
of the declaration, When so recognized, the date
of abandonment may be the date of recognijtion
or a different dn‘m*ify o specifled in the declara-
tion itself. For example, where a continuing ap-
plication ‘is filed with a request to abandon 'tEe
prior application as of the filing date accorded
the continning ‘application, the date of the
abandonment of the prior application will be
in accordance with' the request once it is
recognized. '

Action in recognition of an express abandon-
ment may take the form of an acknowledgment
by the examiner or the Patent Issue Division of
the receipt of the express abandonment, indicat-
ing that it is in complinnce with rule 138
Alternatively, recognition may be no more than
the transfer of drawings to a new application
pursuant to instructions which include a request
to abandon the application contnining the draw-
ings to be transferred (see rule 60 and § 608,
02(i)).

It is suggested that divisional applications
being submitted under rule 60 be reviewed be-
fore filing to ascertain whether the prior ap-
plication should be abandoned. Care should be
oxerciged in sitautions such as those as the Office

looks on express abandonments as acts of de-
liberation, intentionally performed. -l

Applications may be expressly abandoned
as provided for in rule 188, When a letter
expressly abandoning an application (not in
issue) is received, the examiner should acknowl-
edge receipt thereof, indicate whether it does or
does not comply with the requirements of rule
138,

If it does comply, the examiner should re-
spond by using form POT~327 and by checking
the appropriate boxes which indiente that the
letter is in complinnee with rule 138 and that
tho application is being forwarded to the
Abandoned Iiles Unit.  The examiner’s signa-




ture may appear at the bottom of t rm.
such a letter does not comply with the require-
ments of rule 138, a fully explanatory letter
should be sent. , _

In view of the doctrine set forth in Ex parte
Lasscell, 1884 C.D. 66; 20 O.G. 861, an amend-
ment canceling all of the claims, even though
said amendment i3 signed by the applicant
himself and the assignee, is not an express
abandonment. Such an amendment is re-
garded as non-responsive and should not be
entered, and applicant should be notified as
expinined in §§714.03 to 714.05. But sce
8§ 608.02(1) for situation where application is
abandoned along with transfer of drawings to
» new application,

An attorney or agent not of record in an ap-
plication may file a withdrawal of an appeal
under rule 34 (a) except in those instances w{wm
such withdrawal would result in abandonment,
of the application. In such instances the with-
drawal of appeal is in fact an express abandon-
ment and does not comply with rule 138,

An express abandonment signed with a firm
name is properly acceptable only if the power
of attorney naming the firm was filed prior to
July 2, 1971 and has not been revoked.

92.1

form. If

. 71102

~ Arrter NOTICE OF ALLOWANCE

Letters of abandonment of allowed applica-
tions are acknowledged by the Patent Issue
Division. '

Rule 318 provides that an allowed applica-
tion will not be withdrawn from issue except by
approval of the Commissioner, and that after
the first portion of the issue fee has been paid
and the patent to be issued has received its date
and number, it will not be withdrawn for any
renson except mistake on the part of the Oflice,
or because of fraud or illegality in the appliea-
tion, or for interference. In eases where the
second paragraph of rule 313 precludes giving
effect to an express abandonment, the appropri-
ate remedy is o petition under rule 183, show-
ing an extraordinary situntion where justice re-
quires suspension of rule 313,

The Defensive Publication Program is set
forth in § 711.06.

711.02

Failure To Take Required Ae-
tion During Statutory Period
{R-20]

Rule 135 specifies that an application be-
comes abandoned if applicant “fails to prose-
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pe Od, (v Tt R R e ) R
-2, insufficiency  of response, i.e., -
take “complete and: proper action, as.the condi-
tion of the case may require” within the statu-
th«period(rule AB Yo sy e
~Abandonment by entire failure to respond
presents no problems. . s SR

Nor is there ordinarily any particular diffi-
culty when an amendment reaches the Office
(not the group) after the expiration of the
statutory period. The case is abandoned and
the remedy is to petition to revive it. The ex-
aminer should notify the applicant or attorney
at once that the application has been aban-
doned by using form letter POL~327, The
proper boxes on the form:should be checked
and the blanks for the dates of the proposed
amendment and the Office action com {):ted.
The late amendment is endorsed on the file
wrapper but not formally entered. (See
§ 714.17.) ' ‘

To pass on questions of abandonment, it is
essential that the examiner know the dates
that mark the beginning and end of the statu-
tory period under varying situations. Appli-
cant’s response must reach the Office within the
set statutory period for reply dating from the
date stamped on the Office letter. See §§ 710
to 710.08.)

711.02(a)

Insufficiency of Response

[R-35]

Abandonment may result from a situation
where applicant’s reply is within the period for
TeSponise {')llt is not fully responsive to the Office
action. But see § 710.02(¢), par. (¢). Seealso
§§ 714.02 to 714.04.

711.02(b) Special Situations Involv.
ing Abandonment [R-45]

The following situations involving questions
of abandonment often arise, and Sh()ul(‘i be spe-
cinlly noted:

1. Copving claims from a patent when not

—pbggested by the Patent and Trademark Offiee

does not constitute a response to the last Office
action and will not suve the ease from abandon-
ment, unless the ast. Oflice action relied solely
on the patent. for the rejection of all the elnims
rejected in that action,

2. A case mny become abandoned throngh
withdrawal of, or failure to proseeute, an ap-
peal to the Board of A,]';V('uls. See 88 121501 to
1215.04.

03

: SIY mendment putting the case
in condition for issue or fully responsive to the
Board’s decision. Abandonment results from
failure to po ' peal as required by
C.C.P.A. Rule e §8 1215.08

4. Where claims are sugge
ance near the ond of the pe resp:
running againgt tho case, see § 1161.01(n).

5, When drawings are transferved under
rule 88. Seo § 608.02(i).

711.02(¢) Tennhmlion of Proceed.
~ ings [R-23]

-*“Termination of proceedings™ is an expres-
sion found in 85 U.8.C. 120,  As there stated,
a second application is considered to be co-
pending with an earlier case if it is filed before
( a; ‘the patenting, {b) the nbandonment of, or
(¢) other termination of proceedings in the =
earlier cnse. “Before” has consistently been
interpreted, in this context, to mean “not later
than”.

In each of the following situations, proceed-
ings are terminated:

1. When the issue fee is not paid and the ap-
plication is abandoned for failure to pay t{m
issue fee, proceedings are terminated as of the
date the issne fee was due and the application is
the same as if it were abandoned on that date
(but. if the issue fee is Inter nceepted, on petition,
the applieation is in o sense revived}. Sea § 712,

2. I an applicatiou is in interference involv-
ing ull the claims present in the apphication as
counts and the application loses the interfer-
ence as to all the claims, then proceedings on
that application are terminnted as of the date
appeal or review by civil action was due if no
appeal or civil action was filed.

3. Proceedings ave terminated in an applica-
tion after decision by the Board of Appeals
as explained in § 121.4.06.

4. Proceedings are terminated after a deci-
sion by the court as expluined in §§ 1215.05 and
1216.01,

711.03

Reconsideration of Holding of
Abandonment; Revival

When advised of the abandonment of his
application, applicant may either ask for recon-
sideration of such holding, if he disagrees with
it on the basis that there is no shandonment in
fact ; or potition for revival under rule 137,
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* Applicant may deny that his response was
f)‘u’;()mpk’.te‘ soErdRESG

to act upon“mnpg tion in which no action by
applicant was taken during the period for re.
sponse, he may reverse his holding as to whether
or not an amendment received during such
period was vesponsive and act on a case of such
character which he has previously held aban-
doned, This is not a revival of an abandoned ap-
plieation but merely a holding that the case was
never abandoned, See also § 714.08,

711.03(b) Holding Based on Failure
' " /To Respond Within Period

When an_amendment reaches the Tatent

While the primary examiner has no authority

=»and Trademark Office (not the examining

group) after the expiration of the period for
response and there is no dispute as to the dates
involved, no question of reconsideration of a
holding of abandonment can be presented.

However, the examiner and the applicant
may disagree as to the date on which the period
for response commenced to run or ends. In this
situation, as in the situation involving suffi-
ciency of response, the applicant may take issue
with the examiner and point out to him that
his holding was erroneous.

711.03(¢)

Pectitions Relating to Aban-
donment [R-45]

Rule 137. Revival of abandoned application. An ap
piication abandoned for faflure to prosccute may be
revived as o pending npplieation if it 18 shown to the
gsatisfaction of the Commissioner that the delny was
unavoldable. A petition to revive an abandoned ap-
plicatlon must be accompanied by a verified showing
of the cauges of the delay, by the proposed response
unless it hag been previously filed. and by the petition
fee.

A deeision on a petition to revive an aban-
doned applieation is based solely on whether n
satisfactory showing has been made that the
delay was unavoidable (35 U.S.CL133), A peti-
tion to revive is not considered unless the peti-
tion fee and n proposed vesponse to the last
Office nction has been received (rule 137).
While a response to a non-final action may he
either an argument or an amendment under
rule 111, a response to a finnl action “must in-
clude eancellation of, or appeal from the rejee-
tion of, each claim so rejected” wnder rulo 113,
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* must be _ ]
‘cancels all the rejected claims or otherwise prima

04

facie places the application in -condition for

~ allowance, When a notice of appeal is the ap-

propriate response accg)mmiying:a petition to
revive, the brief required hy rule 102 is due
within two months from the date the petition to
revive is granted. In those situations where
abandonment occurred beenuse of the failuve to
file an appeal brief, the proposed responso, re-
quired for consideration of u petition to ravive,
;mlst: include a brief accompanied by the proper

The granting of a petition to revive does not
serve in any way as a_determination that the
proposed response to the Office action is com-
pletely responsive.  Revived -applications are
forwarded to the examiner to determine the
completeness of the proposed response, Such
applications must be taken up Speoial, 1f the
examiner determines that the response is com-
plete, he should promptly take the case up for
action, If the proposed response is not a com-
plete response to the last Office ‘action, the ex-
aminer should write a letter to the applicant
informing him of the specific defects in his
response and set a one-month time limit for
applicant to complete his response, If the appli-
cant does not complete his response within the
one-month limit, the application is again
abandoned. . G _ .

A petition to revive an abandoned applica-
tion should not be confused with a petition
from an examiner’s holding of abandonment.
Abandonment may result not only from insuffi-
ciency of response but also from entire failure
to respond, within the statutory period follow-
ing an Office action.

Where the holding of abandonment is predi-
cated on the insufliciency of the response, or
disagreement as to controlling dates the peti-
tion from such holding comes wnder rnle 181
and does not. require u fee,

Where the applicant aequiesces in the hold-
ing of abandonment, or where the petition
from such holding is denied, applicant’s only
recourse, so far as concerns the particular ense
involved, 18 by petition to revive,

See § 712 for a petition for Inte payment of the
issue foo.

Nom#FcATioN or CiaNae o1 ADDRESS

Applieations have become abandoned ns n
consequence of a change of correspondence ad-
dress therein, where an Office netion is maniled
to the old, uneorrected address and fails to reach
the addressee sufliciently early to permit him to

‘-‘




ed degree of
, t hi n exe in adhering to the
requirement (see § 601.03) for prompt notifica-
tion in each concerned application of the change
of address. In such instances, the showing of
the cause of unavoidable delay must inc '
adequate showing that n timely notification’
the change of address was filed in the applic

care that has been exercised in a

n-
tion concerned, and in a manner reasonably cal-
culated to call attention to the fact that it was
a notifieation of a change of address. The mere
inclusion, in a paper filed in an application for
another pur{)(m, of an address differing from
the previously provided correspondence address,
without mention of the fact that an address
change was being made, ordinarily will not be
considered suflicient notification of a change of
address. Tf no such notifieation was filed, or was
filed belatedly, the showing must include an ade-
qllmlie explanation of that failure or delay. A
showing that notification was made on a paper
filed in the Patent and Trademark Office hst-
ing plural applications as being affected will not
be considered to constitute a proper notification.

Orrice Action—"TiMeELY RESPONSE

s The Patent and Trademark Office has been
receiving an excessively large volume of peti-
tions to revive based primarily on the late filing
of amendments and other responses to official
actions. Many of these petitions indicate that
the late filing was due to unusual mail delays;
however, the records generally show that the
filing was only two or three dnys Iate.

In order to alleviate, for applicants and the
Office, the problems and expenditures of time
and effort occasioned by abandonments and peti-
tions to revive, it is suggested that regponses to

M official action be mailed to the Patent and Trade-

L_mm'k Office at least one, and preferably two,
week (¢) prior to the expiration of the period
within whicl a response is required. This sug-
gestion is made in the interest of improving ef-
ficency, thereby providing hetter sevvice to the
public.

ConprrioNan Perrrion To Revive

Sinee applications that become nbandoned un-
intentionally present burdens to both the Patent

e« a0l ‘Trademark Oflice and the apphieant, a shn-
plified procedore has been devised to allevinte
these burdens when the abandonment resnlts
from a delay in the mails, This procedure pro-
vides for an nutomatic petition to revive or peti-
tion to nccept the delayed payment of issue fee.

It is snggested that when a communication,
complying with the cireumstances enumeratedd

== helow, is mntled to the Patent and Trademark

94,1

711.03(e)

) conditional petition be attached to the
communication, ' RN RN E
If the communication is received in the Pat-
ent and Trademark Office after the due date and <=
the application becomes abandoned, the condi-
t,fiona{ setition will become effective, subject to
the fOIvaing requirements, The petition must
include (1) an authorization to charge a deposit
acconnt for any required fees, including the peti-
tion fee (35 T0.8.C. 41(a)7), and (2) an oath
or declaration signed by the person mailing the
communication nnd nlso signed by the applicant
or his vegistered attorney or agent, The word-
ing of the petition s dependent on the type of
mail service used to forward the communication,

(1) If first class or air mail service is used,
the onth or declaration must state that the con- g
munication and petition were either placed in
the United States mail as first class or air mail,
or placed in the mail outside the United States
as air mail. Since mail handled in this manner
may reasonably be expected to reach the Patent
and Trademark Office within three days of
posting, any mail delays beyond such time will
be considered to constitute unavoidable delny we-
and suflicient cause to grant a petition to revive
(35 U.S.C. 133) or a petition to accept delayed
payment of an issue fee (35 U.S.C. 151). Tor
example, if a response was due in the Patent
and Trademark Office on June 10, 1974, the ag—
communication and conditional petition must
be posted no later than June 6, 1974 in order
for the conditionnl petition to be effective.
June 7, 1974 is not “more than three ealendar
days prior to the due date™ which is June 10,
1974.

(2) I the “Post Office to Addressee” expross <™
mail serviee (see § 502) is used, the eath ov de-
claration must state that the communication and
petition wera deposited at an Express Mail win-
dow no later than 5:00 p.m. on a day which s at
least the day preceding the dne date, and were
requestedd to be mailed via the “Post Office to
AA(‘!‘OSS(‘(\” Iixpress Mail Service, Sinee mail
handled in this manner may veasonably be ex-
pected to reach the Patent and Trademark Of-
fice no Tater than 3:00 pam, of the next workday
following its deposit. before 5:00 pau. at any
postal facility in the United States with an Iox-
press Mail window, nny mnil delays beyond such
time will be considered to constitute nnavoid-
nblo delay to grant n petition to revive (35
ULS.CL133) or npetition to aceept delayed pay-
ment of an issue fee (36 ULS.CL 101). -

The cireumstances under which this proceduro
may be used are those where the commumeation,
if timely filed, (1) would be a proper and com-
eto response to an action or request by the
{’nl‘onlﬁ and ‘Prademark Oftice, and (2) wonld <=
stop o period for vesponse from continuing to
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: A bulmwe of issue fw. b
‘Categories 1-4 would mclude 8 condxtmnal
petition to revive. Gatagﬂrlea 5 and 6 would in-
de a condztwna) petition to ‘accopt the de-
‘of the issue fee, The boxes on
ormat "sxhon' ba chewlmil

les s for whlch't]ns’ promdum would not ,

ate anfd
pes of communic
l to the Pa‘

ill not apply include the
ations when the
und deemar

~pare for urg

Office.
©L Applicatlon papers.

2. A response to &' ﬁnal Oﬂice actmn other

' than that mdlcated m categorles 2 and 3,

" above. -

‘8. Extensions of time.

4. Petitions for delayed pa ment of either the
‘issue fee or balance of issue fee,

5. Amendments under rule 312,

8. Priority documents.

Normal petltmn pmctlces are not aﬂ'ected in
those situations where this procedure is either
~-not alected or propriate.

.. format for the conditional peti-
rmn w here the communication and petition are
placed in the United States mail as first class
or air mail, or placed in the mail outside the

Le United States as air mail is shown below:

Appleant(8) ..o e 7] Petition to re-
vive

Serial NOwo e v e [[] Petition to ac-
cept de-

Date Flled ..o o e e e cnn e layed pay-
ment of ig-

) U sue fee

I hereby certify that the attached communication
s belng deposited In

{7 the United States mail as fivst class or aly mall

{71 the mall outslde the United States as air mafl
In an envelope addreased to: Commissioner of Patents,

~pand Trademarks Washington, D.Q. 20281, on........
... which date {8 more than three (3) calendar

days prior to the due date from .. ... cvonwy
hy . e ( Lm'ntl(m )
(Numc- ot
Individual)
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nvallnhle

melnta were

tatements

, “fine or impris-

10 Title 18 of the

United States (mdw, uml that such wumu false state-

ments may jeopardize the validity of the appllcntlon or
any patent laauluz‘ themon ,

2 € W e e O 5 o i o 4 o0 0 o 00 Wt w0 $0 e, 5 . 6 4 e Y I

(Slguatum ot appueﬂnt or: aigna-
.+ ture and registration number of
‘ Rez}stered Rprzfaenmt;h'e) L

(Slgnnture of person malllng. it

: e -other than fhe above) ’

A suggested format for the conditional peti- "
tion where the communication and petition are
placed in the United States “Post Office to Ad-
dressee” express mail, is shown below:

Applicant(8) o e c—— 1 Petition to
Berial NO. e ccecicnamc e revive
Date Plledo oo [ Petition to
THIe e e “accept de-
layed pay-
ment of
- issue fee

T hereby certify that the attached communieation is
being deposited at an express mail window In a United
States’ Postal Service facllity and infended it to be
mailed using the Postal Service's “Post Office to Ad-
dressee” express mail service tn an envelope addressed
to: Commissioner of Patents nnd Trademarks, Wash-

ington, D.C. 20231, prior to H:00 pan. on iy

which date is at least the day preceding the due date,

b i DY e et e e et e
(lomllnn) (Name of individual)

In the event that such communleation Is not timely
filed in the Patent and Trademark Office, it 18 requested
that this paper be treated ns a petition and that the:

7] delay in prosecution be held unavoldable—33
V8.0, 133,

3 delayed payment of the fee be accopted—3846 U.8.C.

151.

The petition fee required by 85 U.8.0, 41(!1) 7 18 au-
thortzed to be charged to Deposit Aceount No, .oeenoo.
in the name of ...

The undersigned declare furllwr lhut all salMPmenm
made herein are true, based upon the best avallable
Information; and further, that these statements were
made with the knowledge that willful false statements
and the like =0 made are punishable by fine or impris-

94.2




ments may jeopardize t}
any patent issuing thereon. L
~ Date ... .. oo

2 e 0 K o oy T R A . T R 20 P 2 2 e 0 W

o (Blgnature of applicant or slgna-
ture and reglstration number of -
R@gifwmmdﬁl&exmmmjm)h e

e . T . O Sy WD UK

{8ignature of person mall
- other than the above)
The procedure for handling applications be-
coming abandoned due to late filing of a com-
munication having a conditional petition at-
tached thereto is as follows: O

1. Forward the papers and the application file
wrapper to the Office of the Deputy Assistant
Commissioner for Patents, Room 4-11E14,

2. Do not mail a form POL-327 or forward
the file wrapper to the Abandoned File Unit.

8. In the event that the application is revived,
the file wrapper will be returned to the forward-
ing group for further action.

B L L T

711.03(d) Examiner’s Statement on
Petition To Set Aside Ex-
aminer’s Holding [R-23]

Rule 181 states that the examiner “may be
directed by the Commissioner to furnish a
written statement within a specified time set-
ting forth the reasons for his decision u{.)on the
matters averred in the petition, supplying a
copy thereof to the petitioner”. Often, how-
ever, the question is passed upon without a
statement being requested, if the issue raised
is clear from the record. Unless requested,
such a statement should not be prepared. See
$ 1002.01.

711.04  Disposition of Abandoned Ap-

plications [R-23]

Batract from Rule 14. Abandoned applications may
be destroyed after twenty years from their filing date,
except those to which particular attention has been
called snd which have been marked for preaservation,
Abandoned applications wlll not be returned.

As explained in § 1302.07, a retention label is
used to indieate applications not to be de-
stroyed.
711.04(a) Pulling and Forwarding

[R-23]

The files and drawings of nbandoned npplica-
tions are pulled and forwarded to the Aban-
doned Files Unit on a bi-weekly basis in ae-
cordance with the chart in Section 505.15(1) of
the Manual of Clerieal I’rocedure.

94.3

of fi :
~Appeals for the presence of allowed claims to
avoid their being erronco
doned FilesUnit.

711.04(h)

scrutinized by the

‘ rify that they are

ed. A check should be made
ing n decision of the Board of

usly sent to the Aban-

':(')i*kdcr"u"lg Abandoned Files
- [R-37]

Abandoned files may be ordered by examiners
by sending (through the messenger service) a
completed Form PO-125 to the Abandoned
Files Unit. The name and art unit should ap-
pear on the form and the file will be sent to him
through the messenger service.

Abandoned files more than ten years old
which have not been marked for permanent
retention are stored in a nearby Federal Rec-
ords Center. Orders for these old files require
at least two days for processing. The file should
be returned promptly when it is no longer
needed.

Ixreprrep Service

Examiners may expedite service by ordering
abandoned files by telephone (Ext. T3181).
711.05

Letter of Abandonment Re-
ceived After Application Is
Allowed [R-42]

Receipt of a letter of abandonment while an
application is allowed, is acknowledged by the
Patent Issue Division.

An express abandonment arriving after the
igsue fee has been paid and the patent to issue
has received its date and number will not be
accepted without a showing of one of the rea-
gons indicated in rule 313(b), or else a showing
under rule 183 justifying suspension of rule 313.

711.06 Abstracts, Abbreviatures and
Defensive Publications [R-41]
Ansrracrs

Abstracts were prepared in accordance with
the Notice of January 25, 1949, 619 Q.. 258,
Ench abstraet includes o summary of the dis-
closure of the abandoned applieation, and in ap-
plieations having drawings, a figure of the
drawing. The puﬁlimtion of such abstracts was

discontinued in 1953,

ANBREVIATURES

Abbreviatures were prepared in accordance
with the procedure indieated in the Notice of
October 13, 1964, 808 O.G. 1. Each abbrevia-
ture contains a specific portion of the disclos-
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gml; Rk
aive his rights to an enfo _patent based o
jrig patent ‘appieation by in'the Patent .
2 written -waiver.of patent rights,: a: consent to the:
k miract, an: autherization o o)

. “An applicant may request to have an abstract
of the technical ‘disclosure of his applieation
published as n defensjve publication abstract
under rule 139, The request may be filed only
1) while'a pend;,n%;@pgl ication 18 awaiting the
rat ‘Ofice action In that application or (%)
within ‘8 months of the earhest effective U.S.
filing date if a first Office action lias been issued
and responded to within said 8 month period.
The application is laid open for publi¢ inspec-
tion and ‘the applicant provisionally abandons
the application, retaining his rights to an inter-
ference for a limited period of five years from
the carliest effective 1I.S, filing date, ©

" The defensive publication of an a)i’plicntion
precludes a continuing application’ (divisional,
continuation-in-part, or ‘mntiuuntion? ‘filed un-
der 35 11.9.C. 120 from being entitled to the
henefit of the filing date of the defensively pub-
lished application unless a continuing applica-
tion is ﬁﬁed' within thirty (30) months after the
earliest effective U.S. filing date. Where a simi-
larapplication is not filed until after expiration
of the thirty (30) month period, the application
is examined, but it may not claim the benefit of
the earlier filing date of the defensive publica-
tion application. The examiner should require
the cancellation of any claim or statement in-
tended to obtain the benefit of the earlier filing
date in such cases, objecting to its inclision on
the ground of estoppel,

Ifafirst continuing ﬂ‘rplication is filed within
30 months from the earhicst 1.8, sffective filing
date of the application published under the De-
fensive Publication Program, Inter copending
continning applietions (such as divisions if
restriction is required dnring the prosecution of
the first continuing applieation) are not barred
and may be filed during the pendency of the
first continuing applieation, even  though
heyond the 30 month period, without loss of the
right to claim the benefit of the filing date of the
Defensive Publieation applieation,

sceptable,
ptly for

'No fee is required for the defensive publica-
tion of an applieation, oo e
“The Defensive: Publieation Abstraet and a
gelected figure of the drawing, if nny, are pub-
lished in the Officinl Giazette. Defensive Publica-
tion' Search’ Copies, containing the defensive
publication abstract and suitable drawings, if
any, are provided. for the application file, the
Publie' Senrch Room and the examiner's search
ﬁleﬁ",*‘, T A VTS SR TRV EEV T SEETE S ER AR EEEE O et
©The ‘defensive’ publieation application files
are ‘maintained in’ the Recm(ll ‘Room after
publication. S A B L B

.+ Defensive Publication. :

An application may he considered for defen-
siva’ publication provided applicant ‘files a
reqnest under riale 139 agreeing to the condi-
tiong for defensive pnblication. The statement
requesting publieation should: (1) be signed by
the assignee of record, or by the attorney or
agent of record, or by the applicant and the as-
signee of record, if any; (2) reqnest the Clom-
missioner to publish an abstract of the disclosure
in the O.G.; (3) anthorize the Commissioner to
lay open to public ingpection the complete ap-
plication upon publication of the abstract in the
0. (F) expressly abandon the application to
take effect 5 yenrs from the earliest U8, effec-
tive filing date of said applieation unless inter-
ference proceedings have been initinted within
that period; and (5) waive all rights to nn en-
forceable patent based on said ‘application as
well a8 on any continuing applieation filked more
than 80 montha nfter the earlicst effective 1.8,
filing date of snid application, unless the con-
tinning applieation was copending with an
earlier continning np})]icmion which was filad
within 30 months after the emrliest effective
ULS. filing date.

B. { Réquiimhénéé fm a '»Sté.w‘mQt: Requ&stmg

C. Reguirements for Defensive Publieation

Tho examiner should sean the disclosure of
the application to the extent necessary to deter-
mine whether it is snitablo for publication and
he also should ascertain that t:llm‘ abstract and
the selected figure of the deawing, if any, ade-
quately reflect. the technienl diselosure; The ab-
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‘Abstract” and may contain np te. 200
be an expanded version of the abst
under. rule 72(b) i : f A
«'The request for defensive publication is.d m&
ed if (1) there is some informality. in. the
i drawings, (2). the requirements
aquesting defensive publica.
al in.B.above have not been met,
or (3) the subject.matterof the wpplication is
not considered suitable for publication beeause:
(ul)% it-involves national seeurity ;. (b) it:is con-
sidered advertising, frivolous, seandalous, lnck:
ing wtility, or against publie policy, ete., or (c)
the disclosure ;is_glearly anticipated by readily
available art,.and publication would not add
anything to.the fund of public knowledge (mat-
ters of ,{sutemmbilnity ave generally not: consid-
ered and nogearch s made). ...
. 1f there are defecis in.the request for de-
fensive publication which cannot ba corrected
E;]{" Examiner’s Amendment,  the: examiner
should  notify . applicant. in. writing, usually
giving the reasons for disapproval and indi-
cating how corrections may be made. Appli-
cant is given a period of one (1) month within
which to make the necessary corrections. Fail-
ure to correct.a defect as required results in non-
acceptance, for defensive publication, and in
resumption of the prosecution of the applica-
tion by the Office in its regular turn.

Tn those instances, however, where the sub-
ject matter is not suitable for publication, the
request may be disapproved without explana-
tion. Under these circumstances, the examiner’s
letter is first submitted to the group director for
up{)roval. T TR

Petition may be taken to the Commissioner
from the disapproval of a request for defen-
sive publication. , , :

Where the request is apparently fatally de-
fective and involves subject matter not con-
sidered suitable for publication, for example,
advertising, frivolous, lacking utility, etc., or is
clearly anticipated by readily available art,
the examiner should generally examine the
application and preparo a complete Office nc-
tion when notifying applicant.

D. Formal Requirements of a Defensive
Publication Applieation

Correction is required by the examiner of
mformalities lsted l)y the Application Division
and by the Draftsman before approval of the
request for defensive publication. Tnformali-
ties of the drawing are listed on the Notice of
Informal Patent Drawings and defects of the
application are noted on the Notico of Informal
Patent. Application, A letter notifying an ap-
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uest for defensive publication has

roved in view Qﬁ;fie_lv oted_infor-
IS GIVEN ONE (1)
1CHTOMAKE THE

A nlurs within the sof. period will
result in resumption of the prosecution of the
applioation “in" the normal manner - -
. Where the heading “Defensive Publication
Abstract” has. been omitted, it is inserted by
a letter in the form of an 'Exmninar’aAm@mi)w
ment, as are other corrections to the abstract,
The examiner has the authority to add to the
abstract reference numerals of the figure. se-
lected for the O.G., and to designate a figure of
the. drawing for printing in the O.G., or to
chango the selection made by applicant, by a let-
ter in the form of an Examiner’s Amendment.
_Informalities noted by the Draftsman on the
Notice of Informal Patent Drawings should be
corrected . where appropriate. and: should be
handled as follows: ;(ll,“lﬁzo,o;mm inor notes in pen-
cil in the Jeft, margin of the drawing the num-
ber of the figure selected for defensive publica-
tion in the 5(} and returns the. (lna;,\\ving' with
the file to the Dreaftsionan for further considera-
tion in view of the request under rule 139
Although the selected fignre itself must. meet, all
the drawing standards, the Draftsman may
waive requirements as to the romaining figures
which need. be formal only to the extent of
being sufliciently clear for reproduction, The
Draftsman will note on the (srm\fjng and all
copies of the Notice of Informal Patent Drgw-
ings “Approved for Defensive Publication
Only™. g f the application is later passed to
issue, @/ drawing informalities must bo cor-
rected). Tf the drawing  correction requires
authority from the applicant, the examiner
notifies him in writing that the request under
rule: 139 i8 disapproved until nuthorization for
correction is received. -

I, Preparation of an A pplication for Defensive
Publication

After determining that the application is
acceptable for defonsive publication the exam-
iner indieates which papers, if any, ave to ho
ontered. Amendments necompanying the request
are not. entered until approved by the examinor,
T filed after receipt of the request, wmend-
maents will be placed in the file, but will not he
entored nnless the subjeel matier of the amend-
ment is in respouse to a requirement by the
examiner.




e Uds kﬂmgx
liow gjx provided that
atsoever uwt‘ e made in the

copy of the
agp'gfhmt O
"he d

wrapper. f
priority ax
datn are appropriat 1y ¢

The D Publi
identifies

‘ )
only and is. affixed bv the examiner in the space
on the file wrapper reserved forthe retention
label. Patent Issue Division completes the date

Applications

“J
=

of publishing and O.G. citatien o Hw Defensive
Pn‘r]nmtwm Jatention Labelooo o Wi

In the spaces titled “Prop. zfov Imm and
“Fxamined and Ps ssed for Issue” the word
“Isgue” is changed to—Def. Publ.—-by the ex-
aminier before mgmng (’I‘ha e‘!@rk’ﬂ; signature
is not necessa

“The “blue iksue” slip 'is ‘nsed ‘on defensive
publication apphmtums and is completed in the
usual manner except that in the space desig-
nated for the Patent Nnmbm' the examiner
writes “Defensive Publication™. Cross refer-
ences are designated only in those subelasses
where the examiner believes the subject matter
will be of significant interest to warrant it.

With respect to the drawings the procedure
is the same ag for allowance and the examiner
fills in the appropr iate spaces on the margin, in
the Draftsman’s “Approved” stamp area.

I, Citation of Prior Art in a Defensive
Publication Application

Since the defensive publication procedure
makes the disclosure of an application nvail-
able to the publie, usually before it or any con-
tinning application is ‘patented, citation of
prior art under rule 291 by any person or pm’tv
is nccepled for consideration in the event
amination is subsequently conducted. Sue h el
tation is endorsed on the file wrapper “Con-
tents” by the Record Room, for the convenience
of the examiner when prvpurmg the applica-
tion or n continuing application of such an
apphieation for allowance,

(i. Defensive Publieation Applieation
Interferences

During the five year period from its earliest
1.8, effective filing date, interfercnees may
be declared botween defensive publication ap-
plieations and other applications and/or pat-

006.1

be @uggm d f i Py t
defensiv j fzpplm&!x@n :i them
vlmnm would be ullowable therein.

Abandonment. of ‘n defensive publication ap-
p]u%tmn will'be stayed during the period be-
ginning with the suggestion of claims or the
filing of claims copied from a patent and end-
ing with the terminution of the interference
proceedings or the mailing of ‘a decision ve-
fusing the interference. ,

Termination. of the. nﬂerfwmm in famr of
the defensive publication application would
render the express abandonment. ineffective but
would not result in the issuance of an enforce-
able patent. The examiner cancels by exam-
iner’'s amendment all the claims in the case
except those awarded to applicant and sends the
case to issue. The Notice of Allowance in these
cases will be accompanied by a statement in-
forming the applicant that when the issue
fee 1s remitted, a disclaimer of the entire term
of the patent to be granted, must be ineluded
in accordance with 35 1.S.Cl. 253,

Distinet numbers are assigned to all Defen-
sive Publications published after Decomber 16,

1969, for example.
P 569 001

Number series, 001-880 avail-

able monthiy.

- -0, voluine number,
Doenment category, T for

Technieal disclosure.

Defonsive Publieations are included in sub-
class lists and subseription orders, The distinet
numbers are used for all official reference and
document copy requirements.

A conversion table from the application
serinl number to the distinet number for all
Defensive Publications published  before De-
cember 16, 1909 appenres ab 869 O, 687, [ R-41]

711.06(a) CGiation and Use of Ab-.
stracts, Abbreviatures and
Defensive Publications as
References  [R-24]

It s important that abstracts, abbreviatures
and defensive publieations (O.G. Defensive
Publieation and Defensive Pnblieation Search
Copy) be referred to as publications and not

,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,,

Rav. 41, July, 1974




Ummd ‘,ta.wﬂ

These. publmatmm may ba umd alrme or in
combination with other: prior art in m]eetmg
claims under 35 U.S.C.-102 and 103,

- Abstracts, Abbreviatures and I)ﬂfenmve Pub-
lications are listed with Other Re femnm in th(t
citation thereof as follows: : ;

(a,]) Abgtracts and Abbreviatures e
drown, (abstract or abbreviature) of %rml

No, oo, filed ooy pubhahed
in L .l 00.G. ___';__;_-, on‘; ,,,,,,,,,,,,,,
(list clagsification).

(b) “The 0.G. defensive pubhcatxon , o
Jones, Def. Pub. of Serial No. _____...__
filed - eeeo, pubhs}ml in

- e ot e e o
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e Tosed 1}% clmﬁczmﬁn)

y Copy o publication ; (where
) dwclosum réelied on mpm the Search (‘opy
but not in the () G. pul;lwa&um)

Def. Pub. & mmh Copy of Serial
chiled o iiiiininannsy pub-
_____ i («.).(}. i ey O
. Defensive. Publmatwn No. I‘ e
(list: elwmhmtmn) ~
(d) ;Ag;t)l icationg or dms] glmmd émmom thc:mof

racts, abhmvm( ures and defensive pub-
lications

Jones, Apphmncm Serinl Nn. ;;-,“..,.; _________
filed

IR (V11 open to public in-
P e i a8 noted at

8 € T ( portmn of appli-
mtmn relmd on) (lmt elussxl ication).

el e e e i

712 Abandanmem for Failure To Pay
Issue Fee '[R-24] :

Rulc 315 Ayplwation abanduned ,for jauum to pay
issue fee. (a) If the fee specified In the uotice of al-
lowance is not paid within three months from the date
of the notice ihe applicatlon wili be regarded as aban-




doned. Such an abandoned application will: not be
considered as pending. before. the Patent and Trade-
.: (b) -If the issue fee or portion thereof specified in the
notice of allowance:is not timely paid but is submitted,
with the fee for delayed payment; within three months
of its. due date with a verified showing or statement
in the form of a Geclaration of suficient: cause for the
late payment,: it. may :be accepted by the Commissioner
ag though no abandonment had ever oceurred.. .
Rule 817, Delayed payment of balance of the {ssu

fee; lapsed patents, -Any remalning . halance of the
fasue fee js to be paid -within three months from the
date of notice thereof and, if not paid, the patent lapses
at the termination of the three-mnonth pertod. If this
balance is not timely paid but is submitted, with the
feo for delayed payment, within three months of its
due date with a verified showing or statement in the
forin of a declaration of suficient cause for the late
payment, it may be accepted by the Commissioner ns
though no lapse had ever occurred. : . S

An application abandoned by reason of fail-
ure to pay the issue fee was formerly referred to
as a forfeited application. ,

(Note, the following procedure is that which
was in existence prior to the enactment of Pub-
lic Law 93-601 on January 2, 1975. The proce-
dures for operating under the new Law had not
been established when this revision was pre-
pared.)

When the three months’ period within which
the issue fee might have been paid has expired,
the file is returned by the Patent Issue Division
to the examining group. Certain clerical opera-
tions are performed and the file and drawing
are forwarded to the Abandoned Files Unit.
When the issuoe fee is not paid and the applica-
tion is abandoned, proceedings are terminated
as of the date the issue fee was due. The appli-
cation is abandoned on that date (but iF the
issue feo is later accepted, on petition, the appli-
cation is in a sense revived). During the threo
imointh lperiod following such abandonment, it
i8 possible to petition the Commissioner to have
the application issued as a patent, Such petition
must be supported by a verified showing of sufli-
cient cause for the lnte payment, and accom-
,mniul by the proper issue fee and the fee for

ate payment. If such a petition accompanied
by the required fees is not filed within the three
month period following the abandonment (six
months after the date of the notice of allow-
ance) and granted, such abandoned applieation
eannot be revived, Tn this respect an abandoned
application that has passed through the six
months’ period indieated in rule 316 differs in
gtatug from an applieation that has becomeo
abandoned nnder the provisions of rules 130
and 136 in that the lntter may be revived under
the provisions of rle 137, Brenner v. Ebbort
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et al., 157 USPQ 600; 308 F. 2d 762; Certiorari
denied, 159 USPQ 799. [R-48] 2

713 * Interviews = [R-24]

The personal appearance of an applicant,
attorney, or agent before the examiner pre-
senting matters for the latter’s consideration
is considered an interview, R

713.01 General Policy, How Con-
ducted [R-43]

Rule 133. Interviews. (a) Interviews with exam-
inera concerning appileations and other matters pend-
ing before the Office must be bad in the examiners’
rooms at such times, within office hours, as the respec-
tive examiners may designate. Interviews will not be
permitted  at any other time or place without the
authority of the Commissioner. Intarviews for the dls.
cussion of the patentabillty of pending applications
wili. not be had before the. first official action thereon.
Intarviews shonld be arranged for in advance.

{b) In .every instance where reconsideration is re-
quested in view of an interview with an examiner, a
complete written statement of the reasons presented
at the interview as warranting favorable action must
be filed by the applicant. An interview does not remove
the necessity for response to Office actions as specified
in rules 111,185,

Interviews are permissible on any working
day except during periods of overtime work.

An interview should normally be arranged
for in advance, ns by letter, telegram or phone
call, in order to insure that the primary exam-
iner and/or the examiner in charge of the ap-
plication will be present in the Office. When a
second art unit is involved (Patentability Re-
port), the availability of the second examiner
should also be checked. (See § 705.01(f).) An
appointment for interview once arranged
should be kept. Many applicants and attorneys
plan trips to Washington in reliance upon such
appointments. When, after an npl:])(')intnmnt. has
been made, cirenmstances compel the absence
of the examiner or examiners necessary to an
offective intorview, the other party should be
notified immediut..(.siy s0 that substitute arrange-
ments may be made.

When o telephonae eall is made to an examiner
and it becomes evident that a lengthy discussion
will ensue or that the examiner needs time to
restudy the situation, the call should be termi-
nated with an agreement that the examiner will
eall back at a specified time. Such a eall and all
other enlls origimated by the examiner should be
made throngh the 'S (Federal Telecommuni-
cations System) oven thongh a collect eall had
been nuthorized. It is helpful if amendments
and other papers, such as the letter of transmit-
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 tal, include the complete teloph

~ area code and. extension, preferably near the
~ signature of the writer.

he unexpected appearance of an attorney
or applicant requesting an interview without
any previous notice to the examiner may well
justify his refusal of the interview at that time,
particularly in'an involved case. -~

An examiner’s sugfge‘ tion of allowable sub-
ject matter may justify his indicating the possi-
Lility of an interview to accelernte early agreo-
ment on allowable claims. ..

An interview should be had only when the
nature of the case is such that the interview
could serve to develop and clarify specific is-
sues and lead to a mutual understanding be-
tween the examiner and the applicant, and
thereby advance the prosecution of the applica-
tion. " Thus the attorney when presenting him-
self for an interview should be fully prepared
to discuss the issues raised in'the Office action.
When ‘it i8 obvious that the attorney is not so
prePared, an interview should not bs permitted.

“Examiners should avoid unnecessary inter-
ruptions’ during interviews with attorneys or
inventors. In this regard, examiners should
notify their receptionist, immediately prior to
an interview, to not complete incoming tele-
phone calls unless such are of an emergency
nature. :

The examiner should not hesitate to state, if
such be the case, that claims presented for con-
gideration at the interview require further
search and study. Nor should the examiner
hesitate to conclude an interview when it ap-
pears that no common ground can be reached
nor when it becomes apparent, that the appli-
cation requires further amendment or an addi-
tional action by the examiner.

It is the responsibility of both parties to the
interview to see that it is not extended beyvond
a reasonnble period, usually not longer than
thirty minutes. It is the duty of the primary
examiner to see that an interview is not ex-
tended beyond a reasonable period even when
he does not personally participate in the
interview,

During an interview with an applicant who
is prosecuting his own ease and is not familiar
with Office procedure the examiner may make
suggestions that will advance the prosecution
of this ease; this lies wholly within his discre-
tion. Too much time, however, should not be
allowed for such interviews.

Examiners may grant one interview after
final rejection. See § 713.09.

Where the response to a first, complete action
includes a request. for an interview or a tele-
phone consultation to be initiated by the exam-
iner, or where an out-of-town attorney under

Rev. 43, Jan, 10758
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ith  similar circumstances requests that the exam-

_Iner defer taking any further action on the case
~ until the attorney’s next visit to Washington

98

~(provided: such visit is not beyond the

ate
when ‘the Office action would ‘normally  be
given), the examiner, as soon as he has consid-
ered the effect of the response, should grant
such request if it appears that the interview or
consultation would result in expediting the case
to a final action, " ' ©o
- ‘Where agreement is reached as o result of an
interview, applicant’s representative should be
advised that an amendment pursuant. to the
agreement should be promptly sabmitted. If
the amendment prepares the case for final ac-
tion, the examiner should take the case up as
apecial, - If not, the case should await its turn.
“Consideration of a filed amendment may be
had by hand delivery of a duplicate copy of said
amendament.. R R A S
Early communication of the results of the
consideration should be made to applicant; if
requested, indicate on attorney’s copy any agree-
ment; initial and date both coptes. =~ =~

Although entry of amendatory matter usu-
ally requires actual presence of the original
paper, examiner and clerical processing should
proceed as far as practicable based on the dupli-
catecopy. The extent of processing will depend
on each amendment. ‘

The substance of any interview, whether in

erson or by telephone must be made of record
in the application, See § 7138.04.

ExamiNarioN ny ExaMiNer Orner Trax Tre
One Wuo Conpverep Tae INTERVIEW

Sometimes the examiner who conducted the
interview is transferred to another group or
resigns, and the examination is continued by
another examiner. If there is an indication
that an interview had been held, the second
oxaminer should ascertain if any agreements
were reached at the interview. Where condi-
tions permit, as in the absence of a clear error
or knowledge of other prior art, the second
examiner shonld take a position consistent
with the agreements proviously reached. See
8 812.01 for n statement of telephone practico in
reatriction and olection of species situations.

713.02 Imterviews Prior to First Ofhi-
cial Action [R-43]

Prior to filing, no interview is permitted.
However, in the examiner’s diseretion, a Jim-
ited amount of time may be spent in indicating
the field of search to an attornoy, searcher or
inventor.

A request for an interview, whether made
orally or in writing, prior to the first Offico




_EXAMINATION OF APPLICATIONS

action is untimely and will not be acknowledged

if written, or granted if oral; rule 133 (a).
SearcuING IN GROUP

Search in the group art unit should be per-
mitted only with the consent of a primary
examiner.

Exrounoing Parent Law
The Patent and Trademark Office cannot act,
as an expounder of the patent law, nor as a
counsellor for individuals,

713.03

Interview for “Sounding Om”
Examiner Not Permitted

Interviews that ave solely for the purpose of
“sounding ont” the examiner, as by a local at-
torney acting for an out-of-town attorney,
should not be parmitted when it isapparvent that
any agreement that wonld be reached is condi-
tional upon being satisfactory to the principal
attorney.

713.04 Substance of Interview Must
Be Made of Record [R-43]

A complete written statement as to the sub-
stance of any face-to-face or telephone inter-
view with regard to an application must be
made of vecord in the apphieation, whether or
not. an  agreement  with the examiner was
reached at the interview, See rule 133(b),
b ryogy
§ 713,01,

This is further brought out by the following
Rule:

Rule 2. Business to be transacted in writing. Al
business with the Patent and ‘I'rndemark Office should
be tennsaeted in writing, The personanl attendance of
applicants or their attorneys or agents at the Patent
and Trademnrk Ofllee is unnecessary. The action of the
P’atent and Prademark OfHee will be based exelusively
on the written record in the Oflice, No attention will be
paid to any alteged oral promise, stipilation, or under-
standing In relatfon to which there s disagreement or
doubt,

The action of the Patent and Trademark
Ollice ennnot be based exelusively on the written
record in the Office if that record is itself incom-
plete through the failure to record the substanee
of interviews.

Applieants and their attorneys or agents ave
responsible for complinnee with the requive-
ment, for a complete written statement except
in those sitnations in which it is agreed that
the examiner will issue an Oflice netion upon the
application without further written response on
behalf of applicant. In those situntions, the ex-
aminer will muke the substanee of the interview

8.1

713.05
of record in the Office action. The examiner may
also complete the record of an interview if sig-
nificant matters are inadvertently omitted from
a written statement filed on behalf of applicant.

Noncomplinnee on behalf of applicant with
the above noted vequirement for a complete
written statement when filing a response will
result in the applicant being given one month
from the datoe ni! the notifying letter or the ve-
muinder of any peviod for response, whichever
is longer, to complete the response and there-
by avoid abandonment of the application (rule

135(¢)).
Examineg o Cneck ror ACCURACY

Applieant’y summary of what took place at
the Interview should be earefully checked to
determine the acenracy of any statement at-
tributed to the exnminer durving the interview,
(n) IT there is an inaccurney and it bears di-
rectly on the question of patentability, it should
bo pointed oul. in the next Office lotter, 1f
the elaims are allowable for other rensous of
record, the examiner should withhold allow-
ance by means of an Ex parte Quayle action
nntit the record is uhu‘iﬁe}l. (b) If the inac-
curacy does not bear direetly on the question
of patentability, the ease may be sent to issue,
if allowable for reasons of record, but the ex-
nminer should send n letter setting forth his
version of the stutement attributed to him,

An inacenracy with respect to an nrgument
presented at the interview; e.g., including in
the sunumary of the interview nn argument not
then presented, should be treated as in (a) ov
(b) above. ‘

713.05

Interviews Prohibited or
Granted, Speeial Situations

[R-43]

Suturday intorviews, see § 713.01.

Fxcept m unusual situntions, no interview is
permitted after the brief on appeal is filed ov
after a case hus been passed to issue.

Au interview may be nppropriate hefore ap-
plicant’s fivst response when the examiner has
suggested that allowable subject matter is
present or where it will assist applieant in judp-
ing the propriety of continning the prosecution,

Office employees are forbidden to hold either
oral or written communication with an unregis-
tered or nodisharred attorney vegarding an ap-
plication unless it be one in which said attorney
1s the npplicant, See § 105,

Interviews are frequently requested by per-
sons whose credentinds are of sueh informal
character that there is serions (question ns to
whether such persons are entitled to any infor-
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“the nttomw n *the maa, oven
ttorney to them is not.of
ticular *application. ‘When
important an-interview. with

“representative may be the only way
to’ save : the apphoubmn imm ubtmdonmnt..
(Bea §408.)

If a re ﬂt(‘l‘(‘d dend\ml m»okm the mtm'-
view has in-his posscssion a copy of the applica-
tion ﬁlv, the'examiner may accept his statement
that he is authorized: ‘to represent the upphmnt
underrule 34 or he i IB the pm*son nunwd s t...
utem'nﬂy ‘of record.

Interviews nmmnl! gl .ou‘d not be gmnted
nnless the: requestmg ‘party has nnthm'lty to
bind the principal concerned.

‘The nvailability of personal’ mterwe“s in the
“Conference Period”, which is the time between
the filing of applicant’s thorough first response
and 'a concluding action by the examiner, for
attorneys resident or frequently in Wa«hmf,t on
is‘obvious. ' For others more remote, telephone
interviews may prove valunble, However, pres-
ent Office pnhrv places great emphasis on tele-
phone interviews initiated by the examiner to
attorneys and agents of record, See § 408,

‘The examiner, by making a telephone eall,
may bo nble to suggest minor, probably qmoklv
acceptable changes which ‘would result
allotrance.  If there are smajor questions or
suggestions, the eall might state them concisely,
and suggest o further telephone or personnl
interview, at a pmmnmw«l later time, giving
applicant more time for umsnlorutmn bvfow
disenssing the points raised.

For an interview with an examiner who does
not have negotintion .nuhmuy. nrreangements
should always include an examiner who does
have such authority, and who has fumilinrized
himselT with the ense, so that authoritative
agreement may be reached ot the time of the
interview,

(hmm'm Inrenviews

Tor aftnrn('vu wmntu from Washington who
prefer personal interviews, the grouped inter-
view practice is cflective, It in any case there
s a prearvanged interview, with agrecment Lo

09

» oase 8]
Wlal arcﬁmn.

cussﬂl Fx Pan,

~The: examinar may not. dsmuss wm partes
questlmxzs ow parte with any of the interested
parties.. For this reason, the telephone number
of ‘the examiner. should not be typed on deci-
sionson-inotions.: or any othm mwrfemnm
papars, hm § 111108

713 (.)‘7 Exyosum-
g - [R~26] .

Prior to an interv:ew the examiner w‘hould
arrange hig desk so that files, drawings and
other papers, excert those necessary in the in-
texviuw, nre p]n('o oup of vw\\ See § 101

7]3 ()8 Domouslralion. :
" "Models  [R-26]

_'The invention in queatnon muy be exhibited
or demonstrated during the interview by a
model thereof which may be sent to the Office
prior to the interview where it is received in
the Supply, and Receiving Unit and forw arded
to the group. A model is'not to be received by
the examiner directly from the applicant or
his attorney. See §§ (08.03 and 605.03(a).

‘Oftentimes & model or exhibit is not given
into the custody of the Oflice but is brought
directly into the group by the attorney solely
for inspection .or. demonstmtmn during the
course of the interview. This is permissible.
Demonstrations of apparatus or exhibits too
large to be brought into the Office mnv be
viowed by the examiner outside of the Office,
(in the \V:lq]nngtnn area) with the approval of
the supervisory nnuuly examiner, 1t. is pre-
sumied that the witnessing of the demonstration
or the reviewing of the oxhibit is actnally eseen-
tind in the developing and clarifying of the is-
sues involved in the application.

713.09

of Othm‘ Caaeﬂ

Fxhnhitu,

finally Rowclwl \pplwalmn
[R-267

Nm:rmlly, one intorviow after final m]ootmn
is permitted. Tlowever, the intended purpose
and content. of the interview must be presented
briefly, cither orally or in writing. WVith the
nppmvnl of the primary examiner, an inter-
view may he granted if the examiner is con-
vinced that disposal or clarification for appeal
may be umnmprahml with only nominal further
consideration, Interviews merely to restate
nrguments of record or to discuss new limita-
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" Tnterview
- Amendment . Under/Rule: 312

’After o case is sent to issue, it is technically
no ‘longer under the gﬁri’udwtigu ‘of ‘the pri-
mary examiner, rule 312.-An interview with
an- examiner: that would involve ‘a- detailed
consideration of claims sought to be entered
and perhaps entailing a discussion’ of the prior
art f’qr determining whether or not the claims
are ‘allowable’ "i;ﬂou d’ not ‘be ‘given. Obviously
an applicant is not entitled to-a greater degree
of comsideration in an amendment presented
informally than js given an applicant in the
consideration of an amendment when formally
presented, particularly since. consideration of
an amendment filed under rule 312 cannot be
demanded ‘ns & matter of right, .1 0

Requests for  inferviews, on , cases nlreud?'
passed to issue should be granted only with
specific approval of the group director upon
a showing In writing of extraordinary circum-

stances. '

714 Amendments, Applicant’s Action
[R-26] | |
Rule 115. Amendment by applicant. The applicant
may amend before or after the first examination and
actlon, ‘and nlso after the second or subgequent exam-
thation or reconsiderntion as specified in rule 112 or
when ond as spocmonIJy required by the examiner.
See also § 714.12.

714.01 Signatures to Amendments
[R-26]

To facilitate any telephone eall that may be-
come necessary, it is recommended that the com-
plete telephone number with aren cods and ex-
tension be given, prefernbly near the signuture,
Note §§ 605.04 to 605.05(n) for n discussion of
signatures to the application,

714.01 (a)

Unsigned or TImproperly
Signed Amendment  [R-
391

An unsigned amendiment or one not properly
signed by a person having authority to prose-
cute the case is not entered. 'I'his npplies, for
instance, where the amendment is signed by
one only of two applicunts and the one signing
has not been given a power of attorney by the
other applicant.

Rev. 89, Jan. 1974

Preceding Filing

: H"QP‘% norelwtm ucm)mﬁled. a5
the signature must be applied nfter the copies

- An amendment filed with a copy of a signa-
ture rather than an original signature, may be
entered if an accompanying transmittal letter
containg a properoriginal signature. =

“"Pelegraphic amanﬁma ta must be’ uanﬁrlhﬁd

by -aignzid!' ormal amendments. §714.08.
A “Telecopier” document, or n copy thereof,
without an original signature, is acceptable in
the same manner as a telographic. amendment
to preserve the dates involved, §714.08. How-
ever, such a practice is disconraged because it
results in the filing of duplicate papers and
much unnecessary paper work. A “Il‘esggﬁopier”
document with the original signature of a regis-
tered attorney or agent ncting in a representa-
tive capacity under rule 34 (n) is ncceptable and
does not require confirmation. - SIS
“When .an: unsigned .or improperly signed
awmnendment is received. the amendment will be
listed on the file wrapper, but not entered. The
examiner will notify applicant of the status of
the case, advising him to furnish a duplicate
amendment properly: signed or to ratify the
amendment alveady filed, Applicant. is given
either the time remaining in the period for re-
sponse, or one month, whichever is longer, to file
his supplemental response (rule 135, § 711),
_ Sometimes problems arising from unsigned or
improperly signed amendments may be disposed
of by calling in the local representative of the
attorney of record, since he may have the au-
thority to sign the amendment. Listings of local
representatives of ont-of-town attorneys are
kept available in the various group directors’
oflices. e ~
An amendment signed by a person whose
name is known to have been removed from the
registers of attorneys and agents under the pro-
visions of rule 347 or rule 348 is not entered.
The file and unentered amendment are sub-
mitted to the Office of the Solicitor for appro-
priate action.

714.01(¢) Signed by Attorney Not of
Record [R-36]

See § 405.

A registered attorney or agent acting in a
representative capacity under rule 34, may sign
mmnendments even thongh he does not have o
power of attorney in the application. See § 402.

711.01(d)  Amendment Signed by Ap-
plicant But Not by Attor
ney of Record [R-30]
If an amendment signed by the applicant
is received in an application in which there




to ru '83(3
1a b prope

irect to appli-
plicant” should

Rule 111. Reply by applicant. - (a) After the Office
action, if adverse .in any respect, the applicant, {f he
perslst In his application for a patent,’ must: reply
thereto -and may request: reexamination or reconsid-
eratlon, with or without amendment.. ‘

(b) In order to be entitled to reexamination or re-
consilderation, the applicant must make reguest there-
for in writing, and he must distinctly and speclfically
polnt out the supposed errors in the examiner's action ;
the applicant must respond to every ground of objlec-
tion and rejectlon in the prior Office actlon (except
that request may be made that objections or require-
ments as to form not necessary to further constdera-
tion of the claims be held in abeyance until allowable
subject matter Is indlicated), and the applicant’s action
must appear throughout to be a bona fide attempt to
advance the case to final action. A general allegation
that the clalms define a patentable luvention withont
speclfically pointing out how the langnage of the clnlms
pute'ntaybly distinguishes them from the references does
not comply with the requirements of this rule.

{c) In amending an application In response to a re-
Jectlon, the applicant must clearly point out the patenta-
ble novelty which he thinks the claims present {n view
of the state of the art disclosed by the references clted
or the objectlons made. He must also show how the
amendments avoid such references or objections. (See
rules 185 and 136 for time for reply.)

In all cases where response to a requirement
is indicated as necessary to further considera-
tion of the claims, or where allownblo subject
matter has been indicated, a complete response
must either comply with the formal require-
ments or specifically traverse each one not com-
plied with.

Drawing and specification corrections, pres-
entation of a new oath and the like nre gener-
ally considered as formal matters. lowever,
the line between formal matters and those touch-
ing the merits is not sharp, and the determinan-
tion of the merits of a case may vequire that such
corrections, new oath, ete, be ingisted npon
prior to any indication of allowable subjeet
matter,

Rule 119, Amendment of claims, 'The clalms may be
amended by eanceling particular clajma, by presenting
new clalma, or by rewriting particular claims as in-
dicated In Rule 121, The requirements of Rule 111 must

KNI T A T E T |

references in premmting

‘being sent  claims and awendments.

) wntm‘é';mt'm&"m distine-
to ronder the claims pateutable over the
arguments in support of new

 An amendment submitted after a second or
subsequent non-finul netion on the merits which
is otherwise responsive but which increases the
number of claims drawn to the invention pre-
viously acted upon is not ¢s be held nonrespon-
sive for that reason nlone. (See rule 112, § 706).
‘The prompt development of a clear issue re-
uires that the responses of the applicant meet
the objections to and rejections of the claims,
Applicant should also specifically point out the
support for sny nmenc menmmad% to the dis-
closure. See §708.08(n).

An amendment attempting to “rewrite” a
claim in the manner set forth in rule 121(h)
may be held non-responsive if it uses paren-
theses, ( ), where brackets, [ ], are called
" ‘Responsed’ ‘to ‘requirements to - restrict are
treated-under § 818,/ 00

714.03 Amendments ’,Notw Fully Re-
' sponsive, Action To Be Taken
[R-39]

If there is sufficient time remaining in the
six-month statutory period or set sﬁortened
period when applicant’s amendment is found
to be not fully responsive to the last Office
action, a letter should at once be sent applicant
ointing onut wherein his amendment fails to
ully respond coupled with a warning that the
response must be completed within the time
period in order to avoid the question of aban-
donment. Seo § 714.05.
~ Where a bona fide response to an examinor's
action is filed before the expiration of a per-
missible period, but through an appavent over-
sight or inadvertence some point necessary to a
complete response has been omitted,—such as
an amendment or argument as to one or two of
several claims involved or signature to the
amendment,—the examiner, as soon as he
notes the omission, should require the appli-
cant to comploto his response within a specified
time limit (usunlly one month) if the period
has alveady expirved or insuflicient time iHHl,‘, ft to
take action before the expiration of the period.
If this is done the application should not be
held abandoned even though the preseribed
period has expired. Seo rule 135 (c). Similarly,
where there is an informality as to the fee in
connection with an amendment presenting addi-
tional elaims in w case filed on ov after October
25, 1965, the applicant, is notified by the clerk
on form POL, 3190, Seo §8 607 and 714,10,
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’ The pmctlca outlined above ‘does
here there has been dehbﬁm,ta

pl{*lm
from the Is

714 04 (’ lnims ]’rosenlod m Amend
-ment. With , No Attempt . To
" Point Out Patentable Novelty
[R-25]

;«,,,Tu,tfbe c@nsxdomth_, pf c]' g in an amended
case where no attempt’is made to point out the
patentable novelty, the claims should not be
allowed,  (See Rule 111, § 714.02.)

'An amendment fmhng to point out ‘the put-
entable novelty which (he applicant believes to
exist. in his cage may be held to'be nonresponsive
and a_time limit set to furnish a proper re-
H)onm it the, statntory period has expired or
almost expired (§711.03).  Tlowever, if the
laims ag amended are clearly open to rejeetion
on grounds of record, a final rejection qhould
generally be made,

714.05 Fxaminer Should Immndmh-lv
Inspeet  [R-25]

Actions by np{)hf'.mt ospwmlh those filed
near the end of the period for regponse, shonld
b ‘inspected nmm(,lmtvly npon filing 1o de.
termine whoether they nn-mmph-tvl\ nmphn Ave
to the preceding ()ﬁuc- action =0 a8 ta prmont
abendonment of the appliention. 11 found in-
adequinte, and saflicient time vemains, applicant
shoulit he notified of the deficiencies and
warned (o mmplr- e the response within the
period.  See @ 714,08,

All mm-ndwl enses patoon the examiner’s
desk should "he ingpected by Tim at once to
determine:

If the
(3714.01),

If the amendment has been filed within the
gtatutory period, get shortened period or time
limit (8 710),

....4

amendment  is  properly  sigmed

Rev. 30, Jan, 10471
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o £ elaims: suggos
ference purposes. have boe
If th a traverse
rostuietin See § 818, 0‘3{:::) ;

If “easily erasable” paper hua
other non-permanent method nf pmpumtmn or
m prodiiction: : See § 71407,

‘applieant : has:- mtwl
§% 707 O&(b)and 1302,19;

-1 -a terminal disclaimer. htw hmn hled
\&; HOS8.01, 80402580408 :and- 1403,
~ I any matter m.volvm;z w'unt ¥ Ims hevu
!td(l(!(l? "%a §107.01 :

rnfnmnoea. o Hoe

Ac'rmx Crosss ,umwmmwr :

A. aupplemcnml actwn s usually necessary
an an ent is llﬂml on or bofore the

mailing . damf of
tlm

DLEVIO
| > still | aplphulb] Ishould'qpocnf
whieh | portions are to be d sregarded, pomting
out, that the period for response runs from the
mailing of l{:o supplemental action. The ne-
tion should be headed “Responsive (o amend:
ment of gd.xlu) and supplcnwnlul to the action
nuuled (daie).” .

714 06 . Amondmeuts &vut to Wrong
Group

See § 508.01,

714.07  Amendments- Not in Perma-
nent [nk [R-39]

Rule ’)’(a) wqmms “pelmmwni ik or its
equivalent in quality™ to be used on papoes
which will-becomne part. of the record and In e
Benson, 1959 CLD. b T OL3, 303 holds that
doenments on so-called feasily ernzable” pupm'
violate the requivement. The Fact that vale H2(a)
has not: been gomplied with may be discovered
s soon s the smendment reae les the examin-
g gronp ory later. when the cnse is reached for
action. I the first instunee, applieant i
prompily notified that the smendment, 15 not
entered nnd s required to file e permanent. copy
within one month or to order a copy to be made
by the Patent Oflice at his expense, Physieal
entry of the amendment will be made from the
per manent. ‘opy.

If thers is no appropriate responss within
the one month period, n copy is made by the




manence of the anwndnwnt is ‘discovered - m\ly
when the case is reached for action, similar
steps are taken, but: action on:the case is not
held up, the requirement for a permanent capy
of the amendment being mclndt-d in. thn Offico
action.

‘Office copier or gom’i carbon - vnples on satis
factory paper_are ncceptable, l&ut gee In ro
Ap )hcnfmn Papers Fi ‘ed Jan, 20, 1956, 700

0.G. 4. \“h(mf.&h n m)ml mpv la nc mp(nl)](\
sighatures wust be :11»])]19(1 nl‘tm' the copy s
made,

See § 608.01 for more diseussion on acceptablo
(()ph\s ‘

714 08 ' Tc-lt-graphw f\lm-ndmnm [R-
23] :

When a telegraphic amendment is veceived,
the telegrs am is placed in the (ile hut not entered.
Tt confir mation of this amendment by aproper Iy
signed’ formal amendment does not follow 'in
due time, the applicant is notified that proper
confirmation is required; otherwise, the tele-
gram will not be accepted ‘as n response to the
former Office action. Tf he docs eonfirm
promptly, the amendment is enforvd.’ (Seo Tox
parte Wheary, 1913 C.D. 2535 197 O.G. 534.)

The same fest as to mmpk‘tonm of regponse
applies to an '\m(‘ndmm\t sent by telegraph as

to one sent. by ni n] See §TH 0" '
711.09 Anwndmt-nm Before  First
Office Action  [R-39]

An amendment filed hefore the first Oflice
action, even one filed along with the original
applieation, does not enjoy the status of p‘nl of
the original diselosure, See $ 608040 ().

In the ease of rule 60 (unexeentod) applhi-
entions, an amendment stating that, “Uhis s a
division  (continmation) of application Serial
Noo oo filed oo 07 nnd eanceling
any irrelevant claimsg as well as nny prelim-
inary amendment shonld acconipany the appli-
ention. Amendments shonld either accomprny
the npplication or be filod after the application
has received its sermd number and filing date.
See £201.06(a),

T14.10  Claims Added in Exeens of
Filing Fee [R-306]

The Fee Act, whieh beeame offoetive Octo-
her 250 1965, provides for the presentation of
claimg added in excess of filing fee, On pay-
ment. of an additional fee (see 8 CGOTY. these ox-

102.1

premnte»d any time after the
f course, includes

h ho first action. This provision
does not. ap{)ly in the case of applications filed
before. ()cto rer 20, 1965,

714. 11. Amendment Filed During In-
tm'fem-m-e me‘edmga f R
Heo. §1112| O

714.12  Amendnients’ ﬂ'tm' Final Re-
jeetion o Action {R-36]

Rule 116. Amendments after jfinal action. (a) After
ﬂm\l xo]m'tion or action (rule 118) mmmdmnts way
b made cnnwllua <1ulum ur vnmplyingg with any re-
qnir@nwnts of fur,m whlch hns been made, and amend-
ments pwwnnnp; vo]m ted clafms In hatter foym for
(-omldm'ntinn on_appeal may be admitted ; but the ad-
ml*ishm of Any, such amendment or ity refusal, and any
prnc('('dlng“s uﬂmlv(\ thereto, shall not operate to re-
lgve tlm nppllcntlm\ from ltg condition as subject to
appenl or to save It from nhnndnnmmxt under rule 135.

(h)y 1¢ amendments tonehing the merits of the appli-
eatlon he, presented after finol rejection, or after ap-
peal has been taken, or when' such amendment might
not ptherwise be pmpm. they may be attmltted upon a
showing of good and gutficlent veasons why they are
necessary and were not earlier prewntod

{¢) No amendment can he made as n matter of vight
in .I})])("ll(‘d cases. After decision on appeal, amend-
ments ean only be made a8 provided n rmale 108, or
fo carry into ul‘fmt n recommendation under vitle 196

Once a final rejection that is not premature
has been entered 1n a case, a;;plwm( no longer
has any right to unrestvicted further prmm-n
tion. This does not mean that no further
amendment or argument. will be considered.
Any amendment thai will place the ease either
in condition for allowance or in better form
for appeal may he enteved.  Also, amendments
mmp‘l\nw wifh objections or loqmnnwnts as
to form ave to be permitted after final uetion in
aecordance with  mles  116{a). Oudinarily,
amendments filed after the final action ave not
entered unless approved by the examiner, Ses
SR T06.0T (), THLIY and 18 ‘lu

'he proseention of an application hefore the
caaminer should ovdinarily be concluded with
the finol action. Howerar, ane P cwontd nter
e by r/p/;/u ant way be entertained after such
Jinad aetion i feircrwmstances wareant. Phas, onty
one reqnest by applicant. for a personal intor-
view after fiunl should he granted, but in ex-
'upllmml ciremimstnnees, 0 second |,w|'._\~m:.ll‘
intorview may o initiated by the eaaminer i
in his ||ul'_rnwnl this wonld nmlmnll\ fssisl
placing  the application i condition  for
allvwanee.

oy, 30, Jan., 1974



 The ling of n timely first
rejection hav ' shortened statutory period
for response is construed as including a request
to extend the s ‘ utory period an
additional month, even if p
have been granted, but in no case may the p
riod . for. response exce mo

date of the final action. The additional mbr{ﬂi

may. be used to place the application in condi-

tion_ for allowance, to appeal or to file a con-
tinuing applieation.. .. .. .
- During the additional month no applicant or
attorney initiated interview is normally ‘p‘eré
mitted. Since a_timely first response to a final
rejection is construed as including a request for
an extension of time, any subsequent request
for an oxtension of time 1s considered to be a
second request and must be submitted to the
group director. B ‘ .
An object of this practice is to obviate the
necessity for appeal or filing a continuing ease
merely to gain time to consider the examiner’s
position in reply to an amendment timely filed
after final rejection. Failure to file a response
during the shortened statutory period results
in abandonment of the application,

Exrry Nor o Marrer or Rionr

Tt should be kept in mind that applicant
cannot, ns o matter of right, amend any finally
rejected elaims, ndd new claims after a final
rejection (see rule 116) or reinstate previonsly
ennceled elnims,

Fxeept. where an amendment. merely eancels
clnims, adopts examiner suggestions, removes
isanes for appenl, or in some other way requires
only # enysory veview by the examiner, compli-
ance with the requirement of a showing under
rile L16(D)Y is uxln»(-lml in all amendments nfter
final vejection. Failure to properly vespowd to
the finnl rejection results in abandonment unless
an amendment isentered in part (§ 714,20, items
3 and 4).

An amendment. filed at any time after finnl
rejection bt before an appeal brief is filed,

Rev. 86, Apr. 1973

y elaims are in condition for
: ‘whether the is on appeal
are simplified. Ordinarily, the specific deficien-
cies: of the amendment. need not be disenssed.
The reasons should be coneisely expressed, For
oxample: e

(1) .The claims, if amended as proposed,
would not avoid any of the rejections set forth
in the last Office action, and thus the amend-
ment, would not place the case in condition for
allowance or in better condition for appeal.

:(2) The clajms, if amended as proposed,
would avoid the rejection on indefiniteness but
would not avoid the rejection on the references.
Tho amendment will be entered upon the filing
of an appeal. . S DR

(3) The claims as amended present new: is-
sues requiring further consideration or search.

(4) Since the nmendment. presents additional
claims without canceling any finally rejected
claims it is not considered asplacing the applica-
tion in better condition for appenl; Ex parto
Wirt, 1905 C.D. 247; 117 O.G. 599.

Examiners should indicate the status of each
¢laim of record or proposed in the amendment,
and which propnsc(‘ll claims would be entered on
the filing of an appeal if filed in a sepurnte
paper. . .

Applicant. should - be uotified, if certain
portions of the amendment. wounld be accep-
table as placing some of the elaims in better
form for appeal or complying with objections
or requirements as to forny, if a4 separate
paper were filed containing only such amend-
ments.  Similarly, if the proposed amendment
to soma of the clnims wonld render them allow-
able, applicant should be so informed, This is
helpful in assuring the filing of u brief con-
gistent. with the clnims ns amended. A state-
ment. that the final rejection stands and that the
statutory period runs from the date of the finnl
rejection is also in order,

Form letter TOL-303 should be nsed to
seknowledge receipt of a response from appli-

102.2




h response

final rejection e '
' peal which does

is prior to filing of a 'no[,ine‘(.)‘ d w |
~not._place the application in condition fm"gxl-
lowance. This form has been devised to advise
applicant of the disposition of the proposed
amendments to the v{nims and of the effect of
any argument ov affidavit not placing the ap-
plication in condition for allowance or which
could not be made allowable by a telephone call
to clenr up minor matters.

Any amendment timely filed after a final re-
jection should be immediately considered to de-
termine whether it places the applieation in
condition for allowance or in better form for
appeal. Examiners are expected to tuen in
their response to an amendiment after final re-
jection within five days from the time the
amendment, reaches thete desks. In those situn-
tions where the nmendment reaches the examin-
er's desk after the expiration of the shortened
gtatutory period, the examiner is expected to
retirn his action to the clerieal foree within
three days. In all instances, both before and
after final rejection, in which an application is
aced in condition for allowance as by an
interview or amendment, before preparing i
for allowance, applicant should be notified
promptly of the nllowability of all claims by
means of form letter POL-327 or an examiner’s
amendment.

Such n letter is important. becanse it may
avoid an nnneeessary appeal and act as a safe-
guard against a holding of abandonment. Every
effort shonld be made to mail the letter before
the period for response expires, '

If no appeal has been filed within the period
for response and no anmendment has been sub-
mitted to make the case allowable or which can
be entered in part (sce §714.20), tho case
stands abandoned.

It should be noted that, under rvule 181(f),
the filing of a rule 181 petition will not stay
the period for reply to an examiner’s action
which may be rimning against an applieation.
Seo § 1207 for appeal and post-appeal pro-
cadnre, For after final rejection practice rela-
tiva to afidavits or declarations filed under
rules 131 aud 132 see 88 71500 and 716,

cant after

102.3

~ HaNp DELIVERY OF Parers 5

~Any paper which relates to a pending appli-

cation may be personally delivered to an Ex-

amining Group. However, the Examining
Group will aceept the paper only if: (1} the
paper is accompanied by some form of receipt
which ean be handed back to the person deliver-
ing the paper; and (2) the Examining Group
being asked to receive the paper is responsible
for acting on the paper.

The rum,-i\)l; may tnke the form of a duplicate
copy of such paper or a eard identifying the
{)u,pm‘. The identifying data on the card should
w50 complete ag to lenve no uncertainty as to
the paper filed. For example, the cand shounld
contain the applicant’s name(s), Serial No, fil-
ing date and a deseription of the paper being
filed. If more than one paper is bemng filed for
the same application, the card should contain
& deserviption of each puper or item.

Under this procedure, the paper and receipt
will be date stamped with the Group date
stamp. The receipt will be handed back to the
person hand delivering the paper. The paper
will be correlated with the application and made
an oflicial paper in the file, thereby avoiding
the necessity of processing and forwanding the
paper to the Examining Group via the Mail
Room.

The Examining Group will accept and date
stamp a paper even though the paper is accom-
panied by o check or the paper contains an
anthorvization to charge o Deposit Account.
However, in such an instanee, the paper will
be hand earried by Group personnel to the Office
of Finanee for processing and then made an
oflicial paper in the file,

ANl such papers, together with the ecash,
cheeks, or money orders, shall be hand carried
to the Cashier’s Window, Reom 2-1BO1, be-
tween the hours of 3:00 pom. and 4:00 pum,

The papers shall be processed by the aecount-
ing clerk, Office of Finance, for pickup at the
Cashier’'s Window by 3:00 p.n. the following
work day. UTpon return to the group, the papers
will be entered in the applieation file wrappers.

Rev, 30, Jan. 1074




Under the decision ir; Ex pm'té Q.uayle, 10385
CD. 113 453 0.G. 213, after all claims in n
e been. all

owed the prosecution of the

ase on. the merits is clos 0. though there
may be outstanding. formal. objections which
preclude fully cl Df the prosecution,

~:Amendments touching the merits arve treated
in & manner similar to amendments after finnl
rejection, though the prosecution may be con-

Lo nal matters, See §§ 714,12

71415 Amendment Received in Ex-
7 amining Group' After Mailing
 of Notice of Allowance [R-

., Where an amendment, even though prepared

by applicant prior to allowance, does not reach
m‘e'&)ﬁca' ‘until after the notice of allowance
has ‘been mailed, such amendment has the
status of ‘one filed under rule 312. Tts entry
is a matter of grace. For discussion of amend-
ﬁxé‘l‘\tsfﬁléd under rule 312, see §§ 714.16 to T14.-
16(0). Sy

If,) however, the amendment is filed in the
Office prior to the mailing ont of the notice of
allowance, but is received by the examiner
after the mailing of the notice of allow-
ance, it has the same standing in the cage as
though the notice had not been mailed. Where
the case has not been closed to further prose-
cution, as by final rejection of one or more
claims, or by an action allowing all of the
claims, applicant may be entitled to have such
amendment entered even though it may be
necessary to withdraw the application from
issue.  Such withdrawal, however, is unneces-
sary if the amendatory matter is such as the
examiner would recommend for entry undoer
rirle 812,

As above implied, the case will not be with-
drawn from issue for the entry of an amend-
ment that would reopen the prosecution if the
Office netion next preceding the notice of nllow-
ance cloged the ease to further amendment,
i, by indieating the patentability of all of
the claims, or by allowing some and finally
rejecting the remainder.

After an applicant has been notified that the
clnims are ul{ allowable, further prosecution of
the merits of the case is a matter of grace and
not of right (Ex parte Quayle, 1936 C.D. 11;
453 0.G. 213). To this extent the practice
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wﬂm

of allowance,

without withdrawing the case from {saue.

g the status of an amendment: received

-on.the. date of mailing the notice
" alloy ‘a8 set. forth in: Ex parte Maller,
1922 C.D. 86; 306 O.G:, 419, is modified.

714.16 "'Amend:mei;/t After Notice of
bt e Allnwanép.,nul« 312 | wa;]]

.. Rule 812. Amondmonts after allowance. Amendments
after the notics. of allowance of an application will
not. be permitted as 4 matter of right. However, such
amendments may be made. if filed not later thaw the
date the issue feo la pald, ou the recommendation of
the primary examiner, ‘approved by the Commissioner,

'APPLICATIONS

The Commissioner has delegated the ap-
proval of such recommendation to the Super-
visory Primary Examiners,

A supplemental oath is not treated as an
amendment under rule 312, see'§ 603.01,

‘After the ‘Notice of ‘Allowance has been
muailed, the application is technically no longer
under the jurisdiction of the primary examiner.
He can however, make examiner’s amendments.
(See § 1302.04) and has authority to entor Order
3311 amendments submitted after Notice of Al-
lowance of an application which embody merely
the correction of formal matters in the spec-
ifieation or drawing, or formal matters in 'a
claim withont changing the scope thereof, or the
cancellation of claims from the application,
without forwarding to the Supervisory Pri-
mary Examiner forapproval. '

‘Amendments other than these requive ap-
proval by the Supervisory Primary Examiner.
The group director establishes group policy
with respect to the treatment ()ik Order 3311
amendments directed to trivial informalities
which seldom affect significantly the vital
formal requirements of any patent; namely,
(1) that its disclosiire be adequately clear, and
(2) that any invention present be defined with
sufficient. clarity to form an adequato basis for
an enforceable contract,

Consideration of an amendment under rule
312 canmot be demanded as n matter of right.
Prosecution of n case should be conducted be-
foro, and thus be complete including editorial
revision of the specification and claims at the
time of the Notica of Allowance. However,
where nmendments of the type noted are shown
(1) to be needed for proper disclosure or pro-
tection of the invention, and (2) to require no
substantial amount. of additional work on the
purt of the Offico, they may be considered and,
if proper, entry may be recommended by the
primary examiner.

Tho reguirements of rule 111(c) (§ 714.02)
with respect to pointing ont the patentablo
novelty of any claim sought to be added or

Rev. 41, Jaly, 1074




3) s
r that add a claim, the
¢ ‘amendment . must
fully ‘and gle ate. the reasons on which
reliance is plac ow: (1) why the amend-
ment i needed ;' (2) why the proposed amended
or’ new ‘claims require no additional search or
examination ; (8) why the claims are patentable
and, (4) 'why they were not earlier presented.
Nor To Br Usep ror ConTINUED PROSECUTION
Rule 312 was never intended to provide a
way for the continued prosecution of appli-
cation after it has been passed for issue. When
the recommendation is against entry, a detailed
statement of reasons is not necessary in sup-
port of such recommendation. The simple
statement that the proposed claim is not obvi-
ously allowable ami) briefly the reason why is
usually adequate. Where appropriate, any one
of the following reasons 1s considered suffi-
cient: (1) an additional search is required, or
(2) more than a cursory review of the record
is necessary, or (3) the amendment would in-
volve materially added work on the part of the
Office, e.g. checking excessive editorial changes
in the specification or claims. G
~ Where claims added by amendment under
rule 312 are all of the form of dependent claimns,
some of the usual rcasons for non-entry are less
likely to apply although questions of new mat-
ter, sufficiency of disclosure, or undue multi-
plicity of claims conld arise.
See 48 607 and 714.16(¢) for additional fee
requirements. o

714.16(a) Amendments Under Rule
- 312, Copied Patent Claims
[R-21] '

See § 1101.02(g) for the procedure to be fol-
lowed when an amendment 18 reccived after no-
tice of allowance which includes one or more
claims copied or snbstantially copied from a
patent.

The entry of the copied patent claims is not
a matter of right. Sce § 714.19 item (4).

See 88 607 and T14.16(¢) for additional fee
requirements,

714.16(b) Amendment Under Rule

312 Filed With a Motion

Under Rule 231  [R-21]

Where an amendment filed with a motion

under rule 231(a) (3) applies to a case in issue,

the amendient 8 not entered unless and until
the motion has been granted. See § 110508,

scope of
remarks

Rev, 41, July, 1074
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*If the application was filed on or after Octo-
ber 25, 1965, and the amendment under rule 312
adds claims (total and independent) in excess
‘of the number gmvi’ﬁualy “puid for, additional
fees are required. The amendment is no? con-
sidered by the examiner unless accompanied by
the full fee required. See § 607 and 35 U.S.C. 41.

714.16(d) Amendments Under Rule
312, Handling [R-41]
. Ameyoyents Nor Unper Onpen 3311,

- Amendments under rula 312 gre sent by the
Mail and Correspondence Branch to the Patent
Issne Division which, in turn, forwards the
proposed amendment file, and drawing (if any)
to the group which ailowcd the application. In
the event that the class and subclass in which
the application is classified has been transferved
to another group after the application was al-
lowed, the proposed amendment, file and draw-
mf; (1f any) are transmitted y(iimctly to said
other group and the Patent Issue Division noti-
fied. If the examiner who allowed the ?‘pp]im-
tion is still employed in the Patent Office but
not in said other group, he may be consulted
about the propriety of the proposed amendment
and given credit for any time spent in giving it
consideration. S S

‘The amendment is PROMPTLY considered
by the examiner who indicates whether or not
its entry is recommended by writing “Enter—
312", “Do Not Enter” or “Enter In Part”
thereon in red ink in the upper left corner.

If the amendment is favorably considered, it
is entered and a notice of entry (POL~271) is
Vropumd. No “Entry Recommended under
Rule 312” stamp is required on the amendment
or on the notice of entry in view of the use
of form (POL-271). The primary examiner
indicates his recommendation by stamping and
m;zning his name on the notice of entry form
(POL-271).

If the examiner’s recommendation is com-
pletely adverse, o report giving the reasons for
non-entry is typed on the notice of disapproval
(POL-271) and signed by the primary exam-
mner,

The file, drawing, and unmailed notices
are forwarded to the supervisory primary ex-
aminer for consideration, appm’va{, and mail-
g,

For entry-in-part, see § 714.16 (o).

The filling out of the appropriate form by
the elerk does not signify that the amendment




~antil ap
examiner, = 0 chiio s ity ety

See §§ 607 and T14.16(c) for additional fee
juirements, o o LY
Patitions to the Commissioner relating to the
refusal to enter an amendment under rule 312
will be decided by the group director. - .-

AueNpMENTs UNnpER OnDER -3311 |

The examiner indicates approval of amend-
ments concerning merely formal matters. by
writing “Enter-33117 . thereon. Such amend-
ments %O not require submission to the super-
visory primary examiner prior to entry. See
§ 714.16. The notice of entry (POL-271) 1s date
stamped and mailed by the examining group.
If such amendments are disapproved either in
whole or in sm'rt. they are handled like those
not under Order 3311, '

714.16(@) | Aiﬁendnient;a, Under Rule
~ 312,EnryinPart [R-21]

The general rule that an amendment cannot
be entered in part and refused in part should
not be relaxed, but when, under rule 312, an
amendment, for example, is proposed contain-
ing a plurality of claims or amendments to
claims, some of which may be entered and some
not, the acceptable claims or amendments
should be entered in the case. If necessary,
the claims should be renumbered to run con-
secutively with the claims already in the case.
The refused claims or amendments should be
canceled in lead pencil on the amendment.

The examiner should then submit a report
(POL~271) recommending the entry of the ac-
captable portion of the amendment and the non-
entry of the remaining portion together with
his reasons therefore. The claims entered
should be indieated by number in this report.

Handling is similar to complete entry of a
rule 312 amendment.

If the application was filed on or after QOcto-
ber 25, 1965, entry in part is not recommended
unless the full additional fee required, if
any, accompanics the amendment. See §§ 607
and 714.16(c¢).

714.17 Amendment Filed After the Pe-

riod for Response Has Expired

[R-35]

When an application is not prosecuted
within the period set for response and thereafter
an amendment is filed, such amendment shall

71408

be endorsed on the file wrapper of the applica-
~ tion, but not formally entered. The examiner

shall . immediately notify the applicant, by
form letter POL,-327, that the amendment was
not filed within the time period and therefore
cannot be entered and that the application is
abandoned. See § 711.02. et

~ 'The Patent: Office has been receiving an ex-
cessivly large volume of potitions to revive based
primarily on the late filing of mnendments and
other responses to official actions. Many of these
petitions indicate that the late filing was due to
unusual mail delays; however, the records gen-
erally show that the filing was only two or three
days late. SRR NPT RS ‘
~In order to alleviate, for applicants and the
Oftice, the problems and expenditures of time
and effort oceasioned by abandonments and peti-
tions to revive, it is suggested that responses to
official action be mailed to the Patent Office at
least one, and preferably two, week(s) prior to
the expiration of the period within which a
response is required. This suggestion is made in
the interest of improving e%ﬁeienay, thereby
providing better service to the public.

714.18 Entry of Amendments
s , ,

Amendments are stamped with the date of
their ‘receipt in the ‘group. 1t is important to
observe the distinction which  exists between
the stamp which shows the date of mcei]gc of
the amendment in the group (“Group Date”
stamp) and the stamp bearing the date of re.
ceipt of the amendment by the Office (“Office
Date” stamp). The latter date, placed in the
left-hand corner, should always be referred to
in writing to the applicant. with regard to his
amendment.

All amendments received in the clerical sec-
tions are processed and with the applieations
delivered to the supervisory primary examiner
for his review and distribution to the examiners.

Every mail delivery should be carefully
sereened to remove all amendments responding
to a final action in which a time period is run-
ning against the applicant. Such amendments
should be processed within the next 24 hours.

The purpose of this procedure is to ensure
uniform and prompt treatment by the exam-
iners of all cases where the applicant is await-
ing a reply to a proposed amendment, after final
action. By baving all of these eases pass over
the supervisory primary examiner's desk, he
will be made aware of the need for any special
treatment, if the situation so warrants. For
example, the supervisory primary examiner
will know whether or not the examiner in each

;[R*
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When seveml amendments are made in an p~
plication on the same day no particular ord:
a8 to the hour of the receipt: or the maili
the nmendments can-be assumed; but con
tion-of ‘the case mu ‘given as far as pos-
gible as though all the pape ﬁled were a coin-
poslte single paper. e :

After £ f

proper dlsposal The-
diately inspect the nmendment, as set forth in
§ 714.05.: .. After inspection if no immediate or
special action is required, the application awaits
re- emmmntlon in wgular order.

7 14. 19 Lmt of Amendments, Emry
' Denied - [R-41] :

The followmg types of amendments are or-
dinarily denied entry:

1. An amendment, presentmg an  unpatent-
able clalm, or a claim requiring a new search
or otherwise raising a new issue 1n a case whose
prosecution before the primary examiner has

en closed, as where

(a) All claims have been allowed,

(b) Al claims have been finally mwcted (for
exceptions seo §§ T14.12, 714.18, and 714.20(4) ),

(e) Some claims allowed and. remainder
finally rejected. See §8 714.12 to 714.14.

9.. Substitute specification that has not been
required and i8 not needed. See rule 125,
8§ 608.01(q) and 714.20. lf the examiner. " ap-
proves, it may be entered.

3. A patent claim sugmstml by the exam-
iner and not presented within the time limit
set or a reasonable extension thereof, unless
entry is anthorized by the (?ommlmmnm See
8 1101.02(f).

4. While copied pnt(mt clmma are mmemlly
admitted even though the case is under final
mjectmn or on appeal, under certain condi-
tions, the claims may be refused entry. See
§ 1101.02(g).

Rev. 41, July, 1074

clmms and pmmntm
claims. See § 71101,
9. An amen

“apply
,&,ﬁcﬁ%

and claims, " R

11. An nmondutmy 1mpm‘ 'mmﬂr objec-
tionable remarks that, in the opinion of the
examiner, brings ‘it ‘within::the condemnation
of rule 8, will be submitted toithe Commissioner
with a view toward its bomg mtnrnod to apph-
cant. See §714.25. . ..

L 19: Amea\dments not. . in . permanent ink.
Amendnwnts SO §O- (.ullcd “easa}y emsable
paper.” See § T14.07. .

18, Inan npphcnhon ﬁlod bofom ()otnlwr 25

10656, an amendment ‘filed before the first ac-
tion increasing the nimber of elaims when the
total of claims would be in excess of those eup

ported by the ﬁlmg feo. Seo § 714.10.

14. In an application filed on or after October
25,1965, an amendment presenting claims (total
and mdependent) in excess of the number pre-
viously paid for, and

(n). not accompanicd by cmy portwn of the
fee roquired, or .

~(b) prior to the fir st Office action or not in
response to an Office action, and not accom-
panied by the full feo reqmmd or

(¢) the authorization for a charge against a

Doposit Account is not in the fnrm of a separate
paper (2 copies). :
15, Examiners will not eancel elaims on the
basis of an amendment which argues for certain
clnims and, alternatively, purports to anthor-
ize their mm eHation by the examiner if other
cinims nre ullnwod inre W\llmglmm 127 USPQ
21 ,

While umendmonm fnllmp; within any of the
foregoing entegories should not be entered by
the examiner at the time of filing, a subsequent
showing by applicant may lead to entry of the
amendment.




714.20 List of Amendme
Part [R-32] ;

To avoid confusion of the record the general
rule prevails that an amendment should not be
entered in part. As in the case of most other
rules, the strict observance of its letter may
sometimes work more harm than would result
from its infraction, especially if the nmend-
ment in question is recetved at or near the end
of the period for response. Thus,

(1) An “amendment” presenting an un-
called-for and unnecessary substitute specifica-
tion along with amendatory matter, as amend-
ments to claims or new claims, should be
entered in part, rather than refused entry in
toto. 'The substitute specification should be
denied entry and so marked, while the rest of
the paper should be entered. The case as thus
amended is acted on when reached in its turn,
the applicant being advised that the substitute
specification has not been required and is not
necessary and therefore has not been entered,

106.1

ments. See also rule 125, and § 608.01 (}(})

es in the dri@‘n&l
gpecific amend-

It may be noted in this connection, however,
that the fact that & substitute specification, in
the opinion of the examiner, contains new mat-
ter is not in itself o proper reason for refusing
entry thereof.

(2) An amendment under rule 312, which
in part is approved and in other part disap-
proved, is entered only as to the approved
part. See § T14,16(e).

(3) In a case having some claims allowed
and others finally rejected, where an amend-
ment is received at or near the close of the
period for response cancelling the finally re-
jected elaims and presenting one or more new
ones which the examiuner cannot allow, the
amendment, after the period for response has
ended, is entered to the extent only of cancelling
the finally rejected claims.  Of course, if any of
the new claimg were, in the examiner's opin-
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admitted, and at the same
passed for issue. This proced
f'whemthamhnsbeennorapfw‘al.», b
- (4) ‘Where all of the claims are under final
“rejection -and the amendment cancels these
claims and presents new ones, only some of
which are deemed allowable

the examiner,
the same practice is followed as indicated in
(8), assuming no appeal has been taken,

(5) In a case having all claims allowed and
some formal defect noted, where an amend-
ment is presented at or near the close of the
statutory period curing the defect and adding
one or more claims some or all of which are
in the opinion of the examiner not' patentable,
or will require a further search, the procedure
indicated 1n (8) is followed, “After the statu-
tory period has ended, the amendment in such
a case will'be entered only as to the forma]
matter and ‘to any of the newlg’ presented
claims that may be deemed patentable.

(6) In an amendment accompanying & mo-
tion granted only in part, the amendment 1s en-
tered only to the cxtent that the motion was
granted. See § 1108, ' o

Note: The examiner writes “Enter” in ink
and his initinls in the left margin opposite the
enterable portions. [R-22]

714.21

—

Amendments Inadvertently En-
tered, No Legal Effect [R-22]

1f the clerk inadvertently enters an amend-
ment when it should not vae been entered,
such entry is of no legal effect, and the same
action is taken as if the changes had not been
actually made, inusmuch as they have not been
legally made. Unless such unauthorized entry
is deleted, suitable notation should be made on
the margin of the nmendatory paper, as “Not
Officially Entered”.

Tf it is to be retained in the file an amendatory
paper, even though not entered, shonld be given
n paper number and listed on the file wrapper
with the notation “Not Tntered”. See Rule 3
and § 71425, for an instaneo of a paper which
may he returned.

714.22

Entry of Amendments, Diree-
tions for [R-35]

Rule 121, Manner of making amendments, (n) Wrea-
mures, additions, insertions, or alterations of the Offlee
file of paperas nnd records must not bhe physically
entered by the applicant, Amendments to the applien-
tion (excluding the elafms) are made by fillng a paper
(whieh shonld conform to rule 52), direeting or re

iV

indieated where the de

must’ be. specified and the precise polnt
stion or insertion js to be made.
- (b) Except as otherwise provided hereln, a particu-
lar claim may be amended only by directions to cancel
or by rewriting such claim with underlining below the

T

‘word or words added and brackets around the word or

107

words deletad. The rewriting of a claim in this form

‘wlll-be construed as directing the cancellation of the

original . claim; however, the original claim aumber
followed by the parenthetical word “smended” must
be used for the rewritten claim. If a previously re-
written cinim s rewritten, underliniug and bracketing
wili be applied in reference to the previously rewritten
claim  with the paventhetical expression “twlee
amended,” “three: times amended,” ete., following the
orlginal -elaim number,: ;

Ae) A partieular claim may be amended in the man-
ner -dndicated: foy the application in paragraph (&) of
thls rule-to the extent of corrections in spelling, pune-
tuation, and typographical errors. Additional amend-
ments In this.manner will be admitted provided the
changes are llmited to (1) deletions and/or (2) the
addition of no more than five words in any one clalm.
Any nmendment submitted with instructions to amend
partleular claims but failing to conform to the provi-
glons of par‘ngi‘nphs {(b) and (c¢) of this rule may be
considered non-responsive and treated avcordingly

(d) Where underlining or brackets are intended to
nppear in the printed patent or nre properiy part of the
claimed materinl ‘and  not intended ax symbolic of
changes in the particular claim, amendment by rewrit-
Ing in necordance with paragraph (b) ef this rule shall
be prohiblted.

(e) In reigsue npplications, both the deseriptive por-
tion and the claims are to he amended as specified in
paragraph (n) of this rule.

The term “brackets™ set forth in rule 121
means angular brackets, thus: [ ]. It does
not encompass and is to be distinguished from
purentheses (). Any amendment using po-
rentheses to indieate canceled matter in n elaim
rewritten nnder rule 121(b) may be held non-
responsive in accordanes with rule 121(e).

Where, by nmendment under rule 121(h), a
dependent. elaim is vewritten to be in inde-
pendent form, the subjeet matter from the prior
m(:l«-’mml«mlx chitim should be considered to b
“added” matter and should be wnderlined.

714.23  Entry of Amendments, Diree-

tions for, Defective [R-22]

The directions for the entry of an amend-
meni. may be defective, a3, inaccuracy in tho
line designated, or Inck of precision where tho
word to which the amendment is direeted oc-
curs more than once in the specified line. If it
ig clear from the context what is the correct
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‘place of entry, the amendatory paper wil
properly amended in ‘the examining: group,
‘and rotation thereof, initialed in ink by the ex-
aminer, who will assume full responsibility for
the change, will be made on the margin of the
amendatory paper. In the next Office action
the _'Pplicunt should be informed of this altera-
tion in his amendatory paper and-the entry of
the amendment as thus amended, He will also
be informed of the nonentry of an amendment
where defective directions and context leave
doubt as to the intent of applicant.

714.24  Amendment of Amendment
~ [R-25]

Rule 124 Amendment of amendments. When an
amendatory clause lg to be amended, it should be
wholly rewritten and the original Insertion canceled,
o that no Interlineations or deletions shall appear in
the clause as finally presented. Matter canceled by
amendiment can be relnstated only by a subseguent

amendment presenting the canceled matter as a new
tesertion.

However, where a relatively small amend-
ment to a previous amendment can be made
easily without causing the amendatory matter
to be obscure or difficult to follow, such small
amendment should be entered.

714.25 Discourtesy of Applicant or At-

torney [R-25]

Rule 3. Business to be conducted with decorum and
courtesy. Applicants and thelr attorneys or agents
are required to conduct thelr business with the Patent
Office with decorum and courtesy. Papers presented
In vlolation of this requirement will be submitted to
the Commlssioner and will be returned by his direct
order. Complaints agalnst examiners and other em-
ployees must be made In communications separate
from other papers.

All papers received in the Patent Office should
be briefly reviewed by the clerk, before entry,
sufficiently to determine whether any discourte-
ous remarks appear therein,

1f the attorney is discourteous in the remarks
or arguments in his amendment, either the dis-
courtesy shounld be entirely ignored or the
paper submitted to the group director with n
view townrd its being returned.

715  Swearing Back of Reference-Afli-
davit or Declaration Under Rule
131  [R-25]

Rule 131, Afidavit or deelaration of prior invention Lo

overcome (led patenl or publication. (1) When any

Rev. 45, Jan, 19743

domestic patent: which substantially shows or describes

 application is rejected on reference to &

but does: not- claim:the. rejected invention, or on refer-
ence to a forelgn patent or £o « printed publication,
and the applicant shall make onth or declaration as o
fucts showlng a completion .of the invention in this

comtry before the filing date of the application on

which the domestic patent lksued, or before the date of
t_l’m ‘foroign patent, ‘or before the date of the printed
publication, then the patent or publication cited shall
not bar the grant of a patent to the applicant, unless
the date of such patent or printed publeation be more
than one year prior to the date on which the npplication
was filed in this country. ‘

_(b) The showing of facts shall be such, In charac-
ter and welght, as to establish reduction to practice
prior to the effective date of the reference, or concep-
tlon of the Invention prior to the effective date of the
reference coupled with due diligence from said date to
a subsequent reduction to practice or to the flling of
the appllcation. Orlginal exhibits of drawings or rec
ords, or photocoples thereof, must accompany and form
part of the afidavit or declaration orv their absence
satlsfactorily explained,

Any printed publication dated prior to an
applicant’s effective filing date, or any domestic
patent of prior filing date, which is in its dis-
closure pertinent to the claimed invention, is
available for use by the examiner as a reference,
either basic or auxiliary, in the rejection of the
claims of the application.

Such a rejection may be overcome, in certain
instances noted below, by applicant’s filing of
an affidavit or declaration under rule 131, known
a8 “swearing back” of the reference.

Affidavits or declarations under rule 131 may
be used:

(1) Whero the date of the foreign patent or
that of the publication is less than one year
prior to applicant’s effective filing date.

(2) Where the reference, a [1.S, Patent, with
a patent date less than one year prior to appli-
cant’s effective filing date, shows but does not
claim the invention.

An aflidavit or declaration under rule 131 is
not appropriate in the following situntions:

(1) Where reforonce publication date is
more than one yenr buek of applicant’s effective
filing date. Such a reference is a “statutory
bar”.

(2) Wheve the reference U.S. patent claims
the invention, See § 1101,02(n).

(3) Where reforence is a forcign patent for
the same invention to applieant or his legal
representatives or assigns issued prior to the
filing date of the domestic application on an
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(4) Where the effective filing date of &pg&li:’

cant’s parent application or an International
Convention proved filing date is prior to the
effective date of the reference, affidavit or
declaration under rule 131 18 unnecessary be-
cause the reference is not used. See §§ 201.11 ¢
201.15. '

(6) Where the reference iz a prior U.S. pat-
ent to the same entity, claiming the same inven-
tion, the %uaﬁtion involved i one of “double
patenting. ,

(6) Where the reference is the disclosure of
a prior U.S. patent to the same party, not co-
pending, the question is one of dedication to
the publie.

Should it be established that the portion of
the patent disclosure relied on ng the reference
was introduced into the patent application by
amendment and as such was new matter, the
date to be overcome by the affidavit or declara-
tion is the date of the amendment. In re Willien
et al., 1935 C.D. 229 24 USPQ 210,

It should be kept in mind that it is the re-
jection that is withdrawn and not the refer-
ence.

108, 1

715.01

15.01(a)

Reference Claims Foreign Fil-
‘ ing Date [R-22]

~ The effective date of a United States Patent
for use as a prior art reference is not affected
by the foreign filing date to which the patentee
may be entitled under 35 US.C. 119, In re
Hilmer, 833 O.(}. 18, 1490 USPQ 480 (COPA
1966) ; Lily et al. v. Brenner, 158 USPQ 95
(C.AD.C.1067),  The reference patent is effec-
tive as of the dato the upplication ’%m‘ it wasg filed
in the United States (35 U.S.C. 102(e) and
103). Huzeltine Research, Ine. et al. v, Bren-
ner, 824 O.G. 83 147 USPQ 4205 382 1S, 252
LS. Supreme Court, 1965).,

715.01 (a)

Reference a Joint Patent to
Applicant and Another
[R-25]

When subject matter disclosed but not
claimed in a patent issued jointly to S and an-
other is claimed in o later application filed by
S, the joint patent is a valid reference unless
overcome by affidavit or declaration under rule
131, In re Strain, 1951 C.1), 252 89 USPQ 156
38 CCPA 933, Disclaimer by the other patentee
should not be required. But see § 201.06,
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715 ()l (c) Merenw s Publication of
s Applicam . Own lnmntmn
Un]ess it is a statutoxy,, AT, @ m jection on a
’ publication may be overcome by a sgmwmg that
t was published either by applicant himself or
in his behalf, Ex parte Lemieux, 1957 C.D. 47;
728 0.G. 4; Ea parte Powall et al., 1938 C.D
lo 489 OG 231, -

“When ‘the unclaxmed sub]ect “matter of a
patent is applxmnt,’s own invention, a rejection
on that patent may be removed by the patentee
filing an affidavit establishing the fact that he
derived his knowledge of the relevant subject
matter from applicant. Moreover, applicant
must further show that he himself made the
invention upon which the relevant, disclosure
in the patent is based. In re Mathews, 161
UUSPQ 276; 56 CCPA 1033. In re Facius, 161
UQPQ 294; 56 CCPA 1348, See also § 201.06.

Co-/ ,\Lruonsum

- Where the applicant is one of the co-authors
of a publieation, cited against his application,
he 18 not required to file an afidavit or declara-
tion under rule 131. ‘The publication may bo
removed as a.reference by filing a diselniming
affidavit or declaration of the other nuthors, Kx
parte Fhirsehler, 110 USPQ 384,

715.02  General Rule as to Generie
Claims [R-22]

A reference applied against genorie claims
may (in most cases) bo antedated as to such
claims by an aflidavit or declaration under rule
131 showi ing completion of the invention of only
a single species, within the genus, prior to the
effective date of the reference (assuming, of

o(la b lara

tion, the rejection wxlfynot ordmurt!v be wmh—
drawn unless the applicant is able to establish
that he was in possession of the generic inven-
tion prior te the effective date of the rafexence.
In other words, the affidavit or declaration un-
der rule 131 must show as much as the mini-
mum disclosure required hy & patent. mpeonﬂca—
tiony to. furnish. support for a generic olaim.
- “The prmupm 18 well estabﬁ.lwd in chemical
cases, and in. cases involving. compaositions of
matter, that thedisclosure of & speciesin a cited
reference 18 suflicient to-prevent a-later apphi-
cant - from ahtsammg ‘generic claim.” In re
bteenbock 1936 C.D. 594 478 O.G. 495,

“Where the only pertumnt disclosure in' the
referenice is n single species; which species is
antedated by tho affidavit or declaration, the
reference is overcome. In re Hmmpel 1057 CD.
200; 717 O.G. 886, S

Mang Usu YI‘E CL.uu

Where a claim reciting a Markush group is
rejected on a reforence dlsclosmg but not claim-
ing a specific member of the group, the reference
cannot be avoided by an affidavit or declaration
ander rule 131 showing dltferent membars of
the group. .

715 04 Who May Mak&* Aﬂ‘:davn or
- Declaration [R-22]

A, The Inventor.

B. One of two joint inventors is accepted
whers suitable exeuso is griven for failure of the
other applicant to sign. In re Carlson et al, 1930
C. l) 945 462 O.G. 479,

. Tho Assignee or other party in intarest
whun it is not. poasible to produce the aflidavit
or declaration of the inventor. Ex parte Foster,
1903 C.1, 213 ;5 105 O.G, 261,

715.05 Patent Claiming Same Inven-
tion [R-29]

When the reference in (uestion is n non-
commonly owned patent clniming the same in-
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715.07 Facts 'and Documentary ' Evi.
+The-essential thing to be shown under rule
131 .is priority ‘of ‘invention and: this may be
done by any satisfactory evidence of the fact.
FPACTS, not conclusions, must be alleged, and
they must be shown by evidence in the form:of
exhibits-accompanying the aflidavit-or declara-
tion. Each exhibit relied upon should be specifi-
cally referred to in the aflidavit or declaration,
in terms of what it is relied upon to show. For
example, the allegations of fact might be sup-
perted by submitting as evidence one or more of
the following: =~
(1) attached sketches;
?2 attached blueprints;
(3% attached photographs;
(4) attached ' reproductions of notebook
entries; :

5) an accompanying model; ‘
6) attached supporting statements by wit-
nesses, where verbal disclosures are the evidence
relied upon. - ' ‘

If the dates of the exhibits have been removed
or blocked off, the matter of dates can be taken
care of in the body of the oath or declaration,

The dates in the oath or declaration may be
the actual dates or, if the applicant does not
desire to disclose his actnal dates, he may merely
allege that the acts referred to occurred prior
to a specified date.

A general allegation that the invention was
completed prior to the date of the reference is
not suflicient, Ex parte Saunders, 1883 C.DD,
2323 (.G, 1224,

“If the applicant madoe sketehes he should so
state, and produce and deseribe them; if the
sketches were made and lost, and their contents
remembered, they shonld be reproduced nnd
furnished in place of the originals, 'The same
course should bo pursued if the disclosure was
by means of models, If neither sketehes nor
models are relied upon, but it is eloimed that
verbal disclosures, sufficiently clear to indicate
definite conception of the invention, were made
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ior to the effective
thero has not been
to the date of the
pplicant. . must. . -also. show
ompletion of his invention
from a t una just: prior to the date of the refer-
ence continuously up to the date of an: actual
reduction te practice or up to the date of filing

= t'tlﬁgas & construotive

denced by disclosure, drawings, and even a
model, is not a complete invention under. the
patent laws, and confors no rights on an inven-
tor, and hns no effect on a subsequently granted

patent to another, UNLESS HE FOLLOWS
IT WITH REASONABLE DILIGENCE
BY SOME OTHER ACT, such as an actual
reduction to practice or filing an application for
a patent. Automatic Weighing Mach. Co. v.
Pneumatic Scale Corp., Limited, 1909 C.D, 498;
1390.G.991. o
~ Conception is the mental part of the inven-
tive act, but it must be capable of proof, as by
drawings, complete disclosure to another per-
son, ete. In Mergenthaler v. Scudder, 1897 6)1“)
7245 81 O.G. 1417, it was cstablished that con-
ception is more than a mere vague idea of how
to solve a problem; the meang themselves and
their interaction must be comprehended also.

The facts to be established under rule 131
are similar to those to be proved in interfer-
ence. The difference lics in the way in which
the evidence is presented. Lf applicant disagrees
with a holding that the facts are insuflicient to
overcomo the rejection, his remedy is by appeal
from the continned rejection,

Disclosure Documents (§ 1706) may be used as
documentary ovidence,

715.07(a) Diligence [R-22]

Wherae conception occurs prior to the date of
the reference, but reduction to practice is after-
ward it is not enough merely to allege that ap-
plicant. had been diligent. lix parte Hunter,
1889 C.D, 218; 49 O.G. 733 _

What is meant by diligence is brought out 1n
Christie v. Seybold, 1803 C.. 516; 64 O.G.




Merz, 75 USPQ 206) is not

131 affidavit or declaration,

715.07(b) I,iiytétferqhéa "~ Testimony
o o - Sometimes Used [R-25]
In place of an affidavit or declaration the
testimony of the applicant. in an"interference
may be sometimes used to antedate a reference

in lieu of a rule 131 affidavit or declaration,
The part of the testimony to form the basis
of priority over the reference should be pointed
ogéh ‘Ex parte Bowyer, 1939 C.D. 5; 42 USPQ
715.07(c) Acts Relied Upon Must
Have Been Carried Out in

This Country [R-44]

The pﬂidavit or declaration must contain an
allegation that the acts relied upon to establish
the date prior to the reference were carried out

tn this country. See 35 U.S.C. 104, ,
85 U.B.0. § 104. Invention made adroad. In proceed-

—p=ings in the Patent and Trademark Office and in the

courts, an appHeant for a patent, or a patentee, may
not establish a date of inventlon by reference to knowl-
edge or use thereof, or other actlvity with respect
thereto, in a forelgn country, except as provided in sec-
tion 119 of this title, Where an invention was made by
a pergon, clvil or military, while domiciled In the
United States and serving In a forelgn country In con-
nection with operations by or on behalf of the United
Btates, he ghall be entitled to the same rights of prior-
ity with respect to such invention as if the same had
heen made in the United States.

715.07(d) Disposition
[R-34]

Exhibits, such as those filed as part of an
affidavit or declaration under mle 131, that are
too bulky to be placed in the applieation file are
retained in the examining group until the case
is finally disposed of. When the case goes to
issue (or abandonment) the exhibits are sent
to the Supply and Receiving Section, notation to
this effect heing made on the margin of the
aflidavit or declaration. See § 608.03(n).

of Exhibits

su nm’f&ﬁ or
ule 181 should be reviewed

und
‘and decided by a primary examiner. . ,
Review of questions of formal sufficiency e,md_"' :
: %}r(?;mietys are by petition to the Commissioner.
00 3

) petitions are answered by the group
directors, (§ 1002,02(c), item 4(e)) .
< Review on the merits of a rule 131 affidavit or

declaration is to the Board of Appeals.
715.09  Seasonable Presentation
~ [R-281

Affidavits or declarations under rule 131 must
be timely presented in order to be admitted. Affi-
davits and declarations submitted priortoa fina
rejection are considered timely.

An affidavit or declaration presented with a
first response after final rejection for the pur-
pose of overcoming a new ground of rejection or
requirement made in the final rejection 1is
entered and considered without a showing nunder
rule 116(b). No other affidavit or declaration
under rule 131 presented after final rejection
will be considered unless a satisfactory showing
is made under rule 116(b) or 195. »

All admitted affidavits and declarations are
acknowledged and commented upon by the
oxaminer in his next succeeding action.

For affidavits or declarations under rule 131
filed after appeal see rule 195 and § 1212,

716 Affidavits or Declarations Travers-
ing Rejections, Rule 132 [R-25]

Rule 188 Afidavits or deolarations traversing
grounds of rejection. When any claim of an application
ls rejected on reference to a domestic patent which sub-
stantiaily shows or describes but does wnot claim the
invention, or on reference to a foreign patent, or to a
printed publication, or to facts withiu the personal
knowledge of an employee of the Office, or when re-
Jected upon a mode or capability of operation attributed
to a reference, or becanse the alleged invention iz held
to be Inoperative or lacking in utility, or frivolous or In-
jurious to puble heaith or morals, affidavits or declara-
tions traversing these references or objlections may be
recelved.

NOTE THAT RULE 132 IS NOT APPLI.-
CABLE TO A REJECTION BASED ON A
US. PATENT WHICH CLAIMS THE RE-
JECTED INVENTION.

It is the responsibility of the primary ex-
aminer to personally review and decide whether
sffidavits or declurations submitted under rule
132 for the purpose of traversing grounds of

Rev. 44, Apr. 1976
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Aflidavits or declarations under rule 132 must
be timely ‘presented in order to be admitted:
Aflidavits and declarations submitted prior to a
final rejection are considered timely. . -
_An aflidavit. or declaration presented with o
first response after final rejection for the pur-
pose of overcoming a new ground of rejection
or requirement made_ in_the final rejection is
entered and considered without s showing under
rule 116(b).. No other affidavit or declaration
under rule 132 presented after final rejectior
will be considered unless a satisfactory showing
is. made under rule 116(b) or 195. - - = .

L%

1.admitted afidavits and declarations aﬁa
the

acknowledged and commented upon by
examiner in his next succeeding acg;n.

. The followin ia. g ‘
affidavits . or
rule 132: : . , :

(1) Aflidavits or declarations must be timely
or seasonably filed to be entitled to considera-
tion. In re Rothermel et al., 1960 C.D. 204; 125
USPQ 328. Afidavits or declarations not timely
filed must meet the requirements of rule 195.

(2) Affidavits or declarations must set forth
facts, not merely conclusions. In re Pike et al.,
1950 C.D. 105: 84 USPQ 235. The facts pre-
sented in the affidavits or declarations must Le
pertinent to the rejection. In re Renstrom, 1949
C.D. 308; 81 USPQ 890. Otherwise, the affi-
davits or declarations have no probative value.

(3) Affidavits or declarntions shonld be
serutinized closely and the facts presented
weighed with ecare. The affinnt’s or declarant’s
interest is n factor which may be considered,
but the affidavit or declaration eannot be disre-
garded solely for that reason. In re McKenna
et al,, 1053 C.D. 251; 97 USPQ 348; 203 F.2d
717; Bullard & Co. v. Coe, 1045 C.D. 13; 64
USPQ 359; 147 F.2d 568,

Rule 132 affidavits or declarations may be
clagsified in five groups, and such affidavits or
declarations must conform, in addition, to the
established criteria and standards for the group
into which they fall. These groups and the
applicable standards nre:

licable to all

criteria, are a

Rev. 44, Apr. 1978

under

leclarations submitted under

112

e refe In re
08 USPQ 195 43 CC!
fi declnrations

0N

re,
should be explained--in re Finley, 1049 C.D.
2841 81 USPQ 38886 CCPA 990 and if not ex-
plained should be noted’and evaluated, and if
significant, explanation should be required. In
re Armstrong, 1000 C.D. 422; 126 USPQ 281;
47 CCPA 1084, Otherwise, the aflidavits or
declarations may be entitled to little weight.

‘Where the comparison shows unexpected re-
sults or advantages, it should be compared with
the application disclosure, since recitals of the
specification” are ‘controlling. Abbott v. Coe
1940 C.D. 13; 109 F.2d 449. In re Rossi, 105
C.D, 130; 112. USPQ 479; 44 CCPA 750. Ad-
vartages not disclosed carry little or no weight
in ‘establishing patentability.:

Affidavits or declarations setting forth ad-
vantages and asserting that despite familiarity
with the art, the claimed subject matter was not
obvious to affiants or declarants, do not afford
evidence of non-obviousness, where the advan-
tages relied upon are merely those which would
resnlt from following the teaching of the prior
art. In re Henrich, 1959 C.D. 853; 122 USPQ
388; 46 CCPA. 933,

2. OPERABILITY OF APPLICANT'S DiIscrLosure

Since it is the examiner’s duty to pass upon
the operativeness of any invention which he is
cnlled upon to examine he is free to cxpress
his opinion on that question so long as he
gives reasons for his holding with clarity and
completeness. Therefore, he need not support
every rejection on inoperativeness with refer-
ences, aflidavits or «l(-cfu,rntimm. In re Quattle-
baum, 84 USPQ 383. ‘

Affidavits or declarations nttempting to show
that the structure deemed inoperative wns seen
in operation by persons who vouch for its op-
erability, are suflicient. In re Perrigo, 1031
C.D. 512, 48 F.2d 965,

Where the invention involved is of such a
nature that it cannot be tested by known sei-
entific principles, theoretical arguments in af-
fidavit or declaration form are unacceptable,
and the only satisfactory manner of overcoming
the rejection is to demonstrate the opernbility




by construction and operation of the invention.
Buck v. Ooms, 1947 C.D. 33; 72 USPQ 211; 159
F.2d 462. In re Chilowsky, 1956 C.D. 155; 108
USPQ 321; 48 CCPA 775.

3. IworEraBILITY OF REFERENCER

~ Since every patent is presumed valid (35
US.C. 282), and since that presumption in-

112.1

716

cludes the presumption of operability—Metro-
‘politan Eng. Co. v. Coe, 1935 C.D. 54; 78 F.2d
199, Examiners should not express any opinion

on the operability of a patent. Therefore af.
fidavits or declarations attacking the operability
of u patent cited as a reference, thongh entitled
ta consideration, should be treated, not as con-
clusive of the factual matter presented, but

ev, 04, Apr
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prod is to be presu
workers. would as a matter
immediately obtain desired results, make
iments and- adaptations, within
worker. - The fuil-

There the affidavit or declaration. presented
asserts inoperability in some features of the
patent.as to, which it was not. relied upon; the
matter is of no concern..In re. Wagner, 1939
C.D. 581; 26 CCPA'1193; 103 F.2d 414.
- 'Where the affidavit or declaration asserts in-
operability of the process disclosed in the refer-
ence for producing the claimed product, which
product 1s fully disclosed in the reference, the
matter is of no concern. In re Attwood, 1958
C.D. 204 117 USPQ 184; 45 CCPA 824.
Where the affidavit or declaration presented
asserts that the reference relied npon is inopera-
tive, it is elementary that the claims presented
by applicant must distinguish from the alleged
inoperative reference disclosure: therefore the
matter is of no concern. In re Creceling, 1937
C.D. 112; 24 CCPA 718; 86 I7.2d 399: In ve
Perrine, 1940 C.D. 465; 27 CCPA 1127; 111
F.2d 177: In re Crosby, 1947 C.D. 35; 71 USPQ
73; 34 CCPA 701,

Affidavit or declaration by patentee that he
did not intend his device to be uged a9 clnimed
by a}:)plicm)t is immaterial, In re Pio, 1955 C.D.
59; 104 USPQ 177; 42 CCPA 746.

4, CoMMERCIAL SUcceas

Affidavits or declarations submitting evideneo
of commercial success ean have no bearing in a
case where the patentability over the prior art
15 not in doubt. In re Jewett et al, 1957 C.D.
420 115 USPQ 134 ;247 F.2d 953 Tn re Tront-
man, 1960 C.D. 308; 126 USPQ 56; 47 CCPA
308,

Affidavits or declarations showing commereinl
suceess of a structure not related to the claimed

118

indefinite language
iary value. . In re Trount-
Q 56; 4T CGPA

~ Affidavits or:declarations presented to show
that the disclosure of an application is sufficient
to-one skilled in the art are not, acceptabla to
establish, faots which. the ,,,s¥miﬁcm:ion itself
should recite. In re Smyth, 1951 C.D. 449; 90
USPQ 106; 38 CCPA 1180,

_ Affidavits or declarntions purporting to ex-
plain the disclosure or to interpret the disclosure
of a pending application are usually not consid-
ered. In re Oppenauer, 1944 C,D. 587; 62 USPQ
297; 31 CCPA 1248, R

717 File Wrapper =

717.01  Papers in File Wrapper
RrR-221 .. »

‘Full details for processing file wrapper papers
are given in the Manual ofﬁ?‘lericm Procedures.
Papers that do not become a permanent part of
the record should not be entered on the “Con-
tents” of the file wrapper. No paper legally
entered on the “Contents” should ever be with-
drawn or returned to applicant without special
authority of the Comnussioner. Certain oaths
oxecuted abroad are returned but a copy is re-
tained in the file. See § 604.04 (). )

717.01(a)  Arvangement of Papers in
File Wrapper [R-40)

Until revision for allowance, the specifica-
tion, amendments and all other communications
from applicant are fastened to the left side (cen-
ter fn]dg of the filo wrapper. They are in in-
verse chronological order; that is, the commu-
nication with the lntest “Mail Room" date is on
top. A similar areangement is followed on the
right side, where Office netions and other com-
munications from the Office are fastened, ex-
cept that the print is always kept on top for
the convenience of the examiner.

Rev. 40, Apr. 1074



The prints of t.he drawux% are fusmned in-
side the file wrapper by the Customer Services
Division, A paper number is' asmgned bv t}m
el@wk of the group.

- "The white paper prmts shull alwnya be kapt
m top of the papers" on the ;“g'ht”of 'th “ﬁle

\1 pmnts and inked sketches mxbsequently
filed to be part of the record should be ‘en-

HTse ‘1th ‘the date of ‘their receipt in the
uta,pupar num-

e and given their’ approp
ber. Note § 608.02(m). '

717.02 Data Entered on File '
[R- 37]

See also §§707. 10 717 01,

If the examiner notices an ervor in any of
the data originally entered on the file wrap-
per, he should have it corrected by the Apph-
cation I)1v1sxon ;

Vrapper
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: 3 “m&id&nc«a” und Po@t
0 ce address should not be lost sight of, -
n 605,04 ( 6) explamﬁ the pmdumwba
ng' I “apxlxcnimm to
6 eat:

P ' ,
resxdonce from the origmal'"
be changed.‘ il

71 7.03 Classiﬁcatlon During Examina-
‘ “tion [R—40] '

When a new. case: s reomved in-an-examin-
ing group, the classification of the case and the
initials or name of the examiner who will ex-
amine it or other assigned docket ‘designation
are noted in peneil in the upper lefthand corner
of the first sheet of the “heavy paper” (pink or
buff)- print and in the designated spaces on'the
file w rappex These notabmna should be kept
current o

\ ’ ﬁle w:nll : not

114




i ou ,,
per of all- apphcamo
to dam 80 a8 to be a. reliable
-8 case, and of the
to be. fou

peairmg 1,
numlm /8

numb«armg of the allowed ¢
Independent. claims should
the, Index of Claims by en
number in ved ink. ‘

A line in red ink should be drawn below the
number corresponding to the number of claims
originally presented, Thereafter, a line in red
ink should be drawn below the number corre-
sponding to the highest numbered ¢laim added
by each amendment. Just outside the Index of
Claims. form opllxmte the number correspond-
ing to the first claim of each amendment there
should be placed the letter designating the
amendment.

If the claims are amended in rewritten form
under rule 121(b), the original claim number
should not be stmcken from the Index of Claims
but a notutlon should be made in red ink in the
margin to the left of the original claim number,
i.e. *Amend. 17; if the claim is rewritten a sec-
ond time, “Amend. 17 should be changed by
striking out “1” and inserting “2” nbove it.

As any claim is canceled n fine in red ink
should be drawn through its number.

A space is provided for completion by the
examiner to indicate the date and type of each
Office action together with the resulting statns
of each elaim. A list of codes for ultlmivmcr
cach type of Oflice action appears helow the
Tndex. At the time of allowance, the examiner
places tlu- final patent claim numbers in the
columin marked “Iinal”,

717.05 [R-18]

In cach action involving a search, the exam-
iner shall endorse, on the flap of the file wrnp-
per, the elasses and snbelasses and publieations
searched, the date when the seareh was made
01 was Imm;,rh( up to date and the expminer’s
initinls, all entries Dbeing in BLACK INK,
Gireat enre shonld be taken, inasmueh as this
record 15 hnportant to the history of the ap-
plication.

0 dem nnted in
cireling the claim

Field of Secarch

717.06 | R-38]
See 88 20014 (e), 20208 and 201,14 (d).

Foreign Filing Dates

115

20
1 [R-‘—sa]

720 Pllblie law Prom-mlingﬁ [R~4"]

Rum 208 l’ubm' i pwwmdhwn. {a) When a petl-
Llon for the: Institution: of publle wse proceedings, sup-
ported b.s' aMdavits or declarn ooy, 15 filed by one havs
ing Information of the pendendy: of an spplication: and
is fouud, on referonce (o the primary examiner, o
make a prima; facle. showlog, that the [invention: in.
volved In an inferference or claimed fw an .tppllvatinu
Imllm ed to he on file had Dhéen In public wse or on sale
ime' yenr ‘hefore the flthg of ‘the application, or before
the date alleged hy an interforing parey ia his prelimi-
nary statement or the dute 'of inventlon establishied by
snch party, a:hearing may be had lefore the Commis-
sloner ‘to determine whether a public use proceeding
ahould be Instituted, 1f Instituted, times may Dbe set for
taking testimony, wlitch shall be taken as provided by
rules 2717 to 286, The petitloner will b heard it the
proceedings but afrer declsion therein wift not be heard
further in the prosecution of the application for patent.

(b) The petition and accompanylug papers should
be filed: in’duplleate; or served vipon the applicant, his
attorney or agent of record, nnd petitioner shonld offer
to bear any expense to which thie Office may be pnr in
connection with the proceeding,

Public use procc -t-dmgq are provided for in
Rule 292, The institution of public use proceed-
ings is dxscletmnury with the Coemmissioner.
This section is intended to provide guidance
when a question concerning publw use proceed-
ings arises.

A petition is required to initiate considera-
tion of whether to institute a public use proceed-
ing. The petitioner ordinarily has information
concerning n pending upplwm ion which claims
subject matter that the polllmnm' alleges was in
“public use™ or “on sale” in this country more
than one year prior to the effective United States
filing date of the pending application (see 3D
U.S.C., Seetion 119, st paragraph, and Seetion
120). He thus asgerts that a statutory bar (3d
1.5, 102(b)) exists which prohibits the pat-
cuting of tlu- stbject matter of the application.

There are two Lypes of publie use proceed-
ings: e parte and inter partes, 1t s important
to nndevstand the difference, Tn the ca parte
situntion, the petitioner is not. entitled, ns n
matter of right, to inspect the pending applica-
tion. Thus, he stands 1n no better position than
any other member of the publie regarding aceess
to the pending application. In the inter partes
sitnation, the petitioner is involved in an intor-
ference with the pending upplication, and now
wishes to assert that the elnims of the pending
apphication (often the conmts of the mterfer-
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apen g app:
applicatio \ ne
treated as an ex parte ioner,

dl

72001 Preliminary Han

- A petition filed under rule 202 should be for-
warded to the Solicitor’s Office, and served in
aceordance with rule 292(b). In addition, all
other papers filed relating to the petition or sub-
sequent public use. proceeding must be. served
in :mmf&ma with rules 247 and 248. A member
of the Solicitor’s staff will ascertain whether
the formal requirements of rule 202 have been
fulfilled. In particular, the petition will be re-
viewed to see if the alleged use or sale ocourred
more than one year before the eflective. filing
date of the application, whether the, petition
contains affidavits and exhibits to establish the
facts alleged, whether there is an offer to bear
expenses, whether thero is an offer.to produce
witnesses having knowledge of the public use
or sale, and whether the papers have been filed
in duplicate, or one copy has been served on
aippli‘cant;'wa application file is ordered and its
status ascertained so that appropriate action
may be taken, Where the application is involved
in an interference, the interference proceedin
will not normally be suspended if the proceed-
ing has entered the testimony period. Whether
the ‘interference proceeding is suspended for
institution of the public use proceeding is
normally determi‘nodp by the patent interference
examiner. ‘ '

In those e parte situations where a petitioner
eannot identify the pending application by
serial number, the petition papers will be for-
warded to the appropriate group director for
au identification search. Once the application
tile(s) is loeated, it should be forwarded to the
Solieitors Office. '

720.02 Examiner Determination of
Prima Facie Showing [R-42]

Once the Solicitor's staff member has deter-
mined that the petition meets the formal re-
quirements of rule 292, and the application’s
status warrants consideration of the petition,
he will prepare a letter for the Assistant (fom-
misgioner for Patents, forwarding the petition
and the application file to the examiner for
determination of whether n prima facic case

Rev. 42, Oct. 1974

ing [R-42]

is cautioned not to answer any inqui

petitioner orapplicant, o0 o
A prima facie case is established by the peti-

tion 1f the examiner finds that the facts neserted
in the afidavit(s), as supported by the exhibits,
if later proved true by testimony taken in the
publi¢c use proceeding, would result in'a statu-
tory bar to the claims under 85 1.8.C. 102(b).
"' 'l;'d ‘make_ this determination, the examiner
must identify exactly w0kat was in public use
or on sale, whether it was in use or on sale more
than one year before the effective filing date, and
whether the. pending claims “réad” on what
has heen shown to be in public use or on sale.
On this last point, the examiner shonld compare
all pending claims with the matter alleged to
have been in use or on sale, not just the claims
identified by petitioner. Whilo the public nse
bar arises under 35 U.S.C. 102(b), the examiner
shonld also consider the evidence for possible
later use in a 35 U.S.C. 103 rejection based on
obviousness of the claimed invention in light of
what has been established to be in public use
or on sale. ) o
~ After having made hig determinatiou, the
examiner will forward a memorandum to the
Assistant Commissioner for Patents, stating his
findings and his decision as to whether a prime
facie ease has been established, His findings
should include a summary of the alleged facts.
a compnrison of at least ona claim with the
deviea alleged to De in public wse or sale, and
any other pertinent facts which will aid the
Agsistant Commissioner in condueting the pre-
liminary hearing. The veport shonld ho prepared
in triplicate and addressed to the Asgistant Com-
missioner for Patents,

720.03 Preliminary Hearing [R-42]

Where the examiner conchudes thnt a prima
facie showing has not been established, both
the petitioner and the applieant are so notified
and the application. proceedings are resumed
withont giving the parties an opportnnity to be
heard on the correctness of the examiner’s dect-




‘and date of the hearing. In an ar
the hearing will not normally be set until after
uspension of the interference. The patent in-
terference examiner will notify the Office of the
Bolicitor ‘'when the interference is suspended.
While not so specifically eaptioned, the notifica-
tion'of this hearing amounts to an order to show
cause why a public use proceeding should not be
held. No new evidenee is to be introduced or dis-
cussed at this hearing. The format of the hear-
ing is established by the member of the Solici-
tor's staff, and the Assistant Commissioner for
Patents presides. The examiner may attend as
anobserveronly, - oo
Where the hearing is held in the exr parte
situation, fgreat care will be taken to avoid dis-
cussion of any matters of the application file
which are not already of kn'owred to peti-
tioner. Of course, applicant may of his own ac-
tion or consent notify the petitioner of the
nature of his claims or other related matters.
“After the hearing is concluded, the Assistant
Commissioner for Patents will decide whether
public use proceedings are to be initiated, and he
will send appropriate notice to the parties.

720.04 Public Use Proceeding Testi-
mony [R-42]

~When the Assistant Commissioner for Pat-
ents decides to institute public use proceedings,
the case is referred to the examiner who will
conduct all further proceedings. The fact that
the affidavits and exhibits presented with the
petition for institution of the public use pro-
ceedings have been held to make out a prima
{am;'e case does not mean that the statutory bar
s been conclusively established. The statutory
bar ean only be established by testimony taken
In aceordance with normal rules of evidence,
including the right of cross-examination. The
affidvits nre not to be considered part of the
testimony and in no case can they be used as
evidence on behalf of the party submitting
them. ‘

_ 'The procedure for taking testimony in a pub-
lic use proceeding is substantially the same ns
that for taking testimony in an interference,
Normally, no representative of the Commis-
sioner need be present at the taking of the
testimony.

The oxaminer will set a schednle of timos
for taking testimony and for filing the record
and briefs on the basis of the following :

Petitioner’s testimony to close—60 days;

116.1

ed—80 dayslater; T o
‘ igatitioner’a brief to be filed—30 days later;
 Applicant’s brief to be filed—20 days later.

Upon 'pm]‘mr showing, the examiner may grant

appropriate extensions of time. ‘
“Aftor all testimony has been filed, and briefs
have been filed, or the time for filing applicant’s
brief has expired and he has not filed a brief,
a time will be set for an oral hearing to be con-
dneted by the examiner in infer partes cases. In
e parte casos, an oral hearing is ordinarily not
held. In inter partes cases the hearing will be
conducted substantially in accordance with rule
256 oxcopt that oral argument will ordinarily
bo limited to one-half hour per side. Arguments
are to be restricted to the evidence adduced and
the related law. No new evidence will be ac-
cepted. - '

720.05 Final Decision [R-42]

The final decision of the examiner should be
“analogous to that rendered by the * * * [Board
of Patent Interferences] in an interference pro-
ceeding, analyzing the testimony and stating
* ¥ % sonclusions * * ¥ In re Townsend, 1918
C.D. 55. In reaching his decision, the examiner
is not bound by the prior finding that a prima
facie case has been established,

If the examiner concludes that a public use or
sale bar exists, he will enter a rejection to that
offect in the application file, predicating that
rejection on the evidence considered and the
findings and decision reached in the public use
proceeding. Where the application is involved
mn a suspended interforence and the examiner’s
conclusion npplies to one or more of the claims
corresponding to the counts of the interference,
the examiner must dissolve the interference
under rnle 237 as to those counts on the basis
of the public use or sale. The twenty-day period
for argnments, referred to in rule 237, is not
applieable where the disgolution is based on tho
finding of public use, innsmuch as full con-
sideration has already been given to the issue.
Where the examiner concludea that there s no
wublie use, or where the public use proceeding
s beon condueted coneurrently with the inter-
ference proceeding, the examiner will address o
memorandum to the patent. interference exam-
iner, notifying him of his decision in the pub-
lic use proceeding. The interference will con-
tinne or he terminated in accordance with the
nction taken by the examiner. The examiner will
enter the approprinte rejection after the appli-
cation is retirned to an ex parte status.
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, se his supervisor
my and vacate the examiner's deci ision, w
be entertained except where there is a ahowm.g
of cleur error. See K'w Parte Hartley, 1908.C.D,
224, Once the application returns to its ex parte
status, appellate review under 85 U.8.C. 134
and 141-145 may be had of any adyerse dwimon
reject (8), a8 a result of the: ammmar 8
decmmn asto pubhc use or sale. N

721 Frnml on ‘the Puuant and Trade-
~ mark Office [R-43]

37T CFR 1. 56 Im.ampm* applwauou Any a;ml!eatlm\
slsned or uwom to in blank or wiﬂwut actuul umpeo-
tion by the applloam. and auy uppucauou auem! or
parﬂy nll«l In after, belng, alxnad or sworn to, and almo
any am)lloatimx trauduw 1y ﬁled or in ctmn«:tifm wlth
which any fraud is practiced or attempted . on the
Patent and Trademark Office, may be stricken from the
files.

This sechon deals w1th the mmmer m whlch

an application, hayving a question of “fraud”
appcavmg uxemln, is to be exammed

 GeNeman

The fo]lowmg language has been extracted
from the CCPA decision of Norton v. Curtiss,
167 USPQ 532 (1970), because it reflects the
theme of the recent court decisions and w ritings
on the matter of frand and inequitable conduct
in patent prosecution.

‘“The * * * term ‘fraud’ in Rule 56 * * * refers
to the very same types of conduct which the courts,
in patent infringement sults, would hold fraudu-
lent * * * (T)raditionally, the concept of ‘fraud’
has most often been used by the courts, in general,
to refer to a type of conduct %o reprehensible that
it could alone form the basis of an actionable
wrong (e.g., the common law action for deceit).
That narvrow range of conduct, now frequently re-
ferred to as ‘technical’ or ‘affirmative’ fraud, fa
looked upon by the law as quite serious. Becausre
severe penalties are usually meted out to the party
found guilty of such conduet, techuical fraud is
generally held wot to exist unless the following in-
dispensable elements are found to be present: (1)
a repregentation of n matertal fact, (2) the falsity
of that representation, (3) the intent to decelve or,
al feast, a state of mind so recklesa as to the con-
sequences that 1t is held to be the equivalent of
Intent (sclenter), (4) a justifiable rellance upon
the misrepresentation by the party decelved which
induces him to set thereon, and () injury to the
party decelved as a resnlt of his reliance on the
misrepregentation ¢ ¢ °,
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R 1 ) e {t;ha wehmml nﬂemﬁe atwn wm not
ey nwmaruy result in a holding of ‘no fraud’. Rather
... Ahe courts appear to look at the equities of the par-
.+ . tienlar case and. datermum whether, the . conduet
,;,bamm themmwhwh might have hwu admittedly
.less_than fraudulent in the technlcal senso—was
sl go. mpmhanalble as to Justify the court's re-
L f\mlxu: to enforee the: riahm of:the party gullty of
. tuch, conduct. It might be ﬂald that. in asuch  in-
‘stances the concept of frand l)ecmnea intermingled
. -with the equitable doctrine of funclean hands’. A
. court mlght still evnluato tlm avldenve in light.of
.., the traditional elements. of. technical: fraud, but
.. will-now include a broader range of condyct. within
. each of those elements, givmg consideration to the

; equltles involved inthe particular case.
In aultﬂ tor patent lntringement. unenforcﬁ-
abllm', a8 weu a8 nonlntrlugement or invalidity
- under the patent laws, Is a: statutory defense, See
35 U.8.C. 282(1), *.%* (U)nentorceabllitv dye to
fraudulent procurement is.a. rather common de-
fense. In such clrecumstance, * * * the courts are
.. generally: applying equitable principles In evaluat-
Ing the charges of misconduct alleged to be fraudu-
lent. Thus, in sults involving patents, today, the
concept of ‘fraud’ on the Patent Office (at least
where a patentee’s conduct pertalning to the rela-
tlve merits of his lnventlon is concerned), encom-
pusses not only that which * * * (has been earl-
ler) ‘termed ‘technlcal' fraud, but also. a wider
range of ‘Inequitable’ conduct found to justify
holding a patent unenforceable, The courts differ
as to the conduct they will recognize as being sufi-
‘clently reprehensible so nx to carry with it the

consequences of technieal fraud.”

As might be expected, the ccmrts have had
considorable chfhou‘ty in uvuluutmg the conduct
of applicants before the Offico to ascortain
whether their dealings were such as to consti-
tute fraud or inequitable conduct. Most often,
the question reducees itself to whethor the a ppli-
cant failed to discloge to the Offico cither facts
or prior urt known to the up‘phmut but not
known to the examiner. The faet that such a
duty-to-disclose exists has been emphasized in
two Supreme Court Decisions: Precision In-
strument Mfg. Co. v. Automotive Mamfﬂnanm
Machine CQo,, 65 USIP.Q. 133 (1946) and
Kingalund v, Dorsey, 83 U. S.P.Q. 330 (1949).
IHowovor, it is di wult to state presently with
elarity exactly what prior art or fucts the patent
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“fraud” questions arise in re aau appli

where the patent is involved in- lwiga,tmn. The
reissue. application: may, or may

h to.th ifi

of the ()ﬂica, prlor art whic not ]

during the examination of the parent ap

tion, The decision of the Court of Customs and

Patent: Aj)paals in/s Wz&tm/ 180 USPQ 820,

decided - January 10, 1974 cimatms that the

statutes afford no auth rxt;y for reissue where
re to assert a difference in

there has been a fail
scope between the original and reissue claims or
where there has been an inclusion of new reissue
claims of the
granted.

B. Protests to the gwmt of a palent Another
instance in which the issue of “fraud” may be
raised is through a protest under 37 CFR 1.291.
The protester may be a party to litigation in-
volving a patent and thereby has obtained
knowledge of a pending reissue application, or
simply a third party who has obtained a knowl-
edge of a pending application and has submit-
ted facts which he thinks would make the grant
of a patent improper.

721.01

Examination of Patent Appli-
cations Having an Issue of

Fraud [R-43]

In the event that a question of “frand” is pres-
ent, in an applieation, the application should be
examined in accordance with the following
guidelines:

1. Forwarding to the Asasistant Commissioner
for Patents,

Any application in which, or in relation to
which, some facts or representations are made
bearing on the question of “fraud” should be
forwarded to the Office of the Assistant Com-
missioner for Patents as soon ns the facts or
representations are discovered. Such a for-
warded application should be necompanied by
a brief memorandum, signed by the gronp di-

116.83 Rov.

‘ um,bm g

pending
*'mattam (mjmgmns, %b]wﬁame, u,%e
) in favor of applicant. No claim will

dxoated as’ “allowa a’? or “allowed” in: t}wm
cases since the a i

“fmud” question

. ’ examiner should,

where approprmm only indicate that the dwg—

nated claims avoid the prior art, the rejections

of record, etc. A statement by the examiner that

the claims are allowable would be insppropriate

where a substantial issue such as fmu remains
unresolved.

If the application is a reissue application, the
action by tr(s examiner may extend to a deter—
mination that the “error” required by 35 U.8.C.
251 has not been shown. However, ne comment
should be mado by the examiner as to whether
or not any “error” found in the upplimt ion was
with or without “deceptive intention.”

When all matters, except any issues relativg
to possible “fraud” have been overcome, the
examiner should close the prosecution of the
application on its merits using the following
language in his Office nction.

“In view of applicant’s communication filed
SNSRI 1111 | (1; e are considered to avoid
the rejections of record in the application. Ae-
cordingly, prosecution before the examiner on
the merits of this application is closed. How-
ever, o determinntion of the issues relating to
the question of fraud remaing ontstanding.

The application is being veferred to the Oftice
of the Assistant Commissioner for Patents for
further consideration in regard to the question
of frand. Apphieant will be sent further com-
munications in due conrge,”

In a situntion involving an application which
wonld have been in condition for allowance on
a first netion except. for an issne relating to pos-
sible “fruud” the examiner should close the
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he fmud does not» emastz3 or :thél;]leged frmxd is ade—

s the

: fmmd no evidence of fraud necessitating strik-

or fi 8i n regard to the ques-
tion of fraud, Applwant m‘ll' be sent” fmther
communications in due course,”

After mailing of the Office action, the appli-
cation should be transmitted by the group direc-
tor to the Office of the Assistant Commissioner
for Patents for consideration of the question of
fruud If additional information from the ox-
aminer is necessary, or desivable, to the proper
conduet of the. investigation, the application
may be returned to the examiner, by way of the
gr(mp director, to supply such mformutmnr e

3. Onrder to show causé issued.

_If the investigation reveals that o pmma facm
case of ‘frand’ exists, an “QOrder to Show Cause”
why : the apphmtmn should not. be stricken
under 37 CFR 1.56 will be issued. ,
- A. Stricken. 1f no sa(nsfactony answer to
such an “QOrder to Show Cause” is received, the

’fot' Patmtfa '

tely rebutted, w decision will be entered in
‘application ﬁle stating that the Office has

ing the application under 37 CFR 1.56. After a

decigion not to strike, the application will be
‘returned to the examining group for allowance

of the apphcatmn or for any othcr nction as
may be. appropriate.
4. Immediate action mqm}md I
“Inthe event immedinte agtum on tha question
of fraud is necessary, the normal ex parte pros-
ecution by ‘the examiner will be delayed until
action on ' the qnesmon of frand has been
completed.

5. Abamdmmwni of ap/)h('atmn

If the application should become aband(mexi
for any’ reason, the application, along with a
memorandum by the group director setting
forth any information relevant to the reasons
for abandonment, should be transmitted to the
Office of the \ssxstum; Commiigsioner prior to
the forwarding of the application to the Aban-
doned Files Unit.
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