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601 Content of A’ppli‘éalioh& [Rw

Rule 51. General veguisites: of an: application, Ap-
plications for patents must ‘be:-made to the Commis-
= sioner of Patents and Trademarks. A complete applica:

tion comprives: R R

(a) A specification, Including a elalm or clalms,
see rulea 71 °to 77, e BRI : '

(b) An oath or declaration, see rules 65 and 68

(¢) Drawings, when necessary, #ee rules 81 to 88,

(d) The prescribed fiting fee. (See 36 1.8,C, 41 for
filing: fees.) : ' P caeme

85 U.8.C. 111, Application for patent, Applieation
for patent shall be made by the“inventor, except as
otherwise provided in this title, in writing to the Com-
missioner. Such-application shall include: (1) a spec-
ification as prescribed by section”112 of thia title;
(2) a drawing as preseribed by section 113 of this
title; and (3) an oath by the applicant as prescribed
by section 115 of this title. The upplleation must be
signed by the appiicant and accompanled by the fee
required by law, '

GuipeLINES FOrR Drarrine A Mobrr, PaTeENT
ArprLICATION

The following guidelines illustrate the pre-
ferred layout and content for patent applica-
tions. These guidelines are suggested }or the
applicant’s use.

Arrangement and Contents of the Specification

The following order of arrangement is pref-
erable in framing the specifieation and, except
for the title of the invention, ench of the lettered
items should be preceded by the headings
indieated.

(a) Title of the Invention.

(l’); Abstract of the Disclosnre,

(e) Cross-References to Related Applica-
tions (if any).

(d) Background of the Invention.

" 1. Field of the Invention.
2. Description of the Prior Art,

(¢) Suwmmary of the Invention,

(f) Brief Deseription of the Drawing,

(g) Description of the Preferred Kmbodi-
ment (s).

(h) Claim(8).

(a) Title of the Invention: (See vule 72(n).)
The title of the invention should he placed at
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Original Specification, Clalms

~tions: (See rule 78 and § 201,

34

 the top of the first page of the specification. Tt
~ should be brief but
~descriptive.

technieally accurate and

2

b), and § 608,01(b).)

b) Abastract of the Disclosure: (See rule
¢y Cross-References to .

Belated  Applica-

Background of the Invention: The

- (d) Ba
5] ) Qi?imtﬁon should set forth the Background

the Invention in two parts:

(1) Field of the Invention: A statement
of the field of art to which the invention
pertains, This statement may include a
paraphrasing of ‘the applicable U.S.
patent classification definitions, The
statement should be directed to the sub-
ject matter of the claimed invention.

(2) Description of the Prior Art: A para-
graph (s) describing to the extent practi-
cal the state of the prior art known to
the applicant, including references to

~specific prior’ art  where appropriate.

here applicable, the problems involved
in the prior art, which are solved by the
applicant’s invention, should be indi-

cated. 0 ,

(e) Summary: A brief summary or general
statement of the invention as set forth in rule
73. The summary is separate and distinct from
the abstract and is directed toward the inven-
tion rather than the disclosure as a whole, The
summary ma{ point out the advantages of the
invention or how it solves problems previously
existent in the prior art (and preferably indi-
cated in the Background of the Invention). In
chemical cases it should point out in general
terms the utility of the invention, If possible,
the nature undy gist of the invention or the
inventive concept should be set forth, Objects
of the invention should be treated briefly and
only to the extent that they contribute to an
understanding of the invention.

(f) RBrief Description of the Drawing: A
reference to and brief description of the draw-
ing(s) as set forth in rule 74,

(g) Deseription of the Preferred Embodi-
ment(4): A deseription of the preferved em-
bodiment (s) of the invention as required in
rile 71, The deseription should be ng short and
specific as is necessary to adequately and
neenrately deseribe the invention,

Where elements or gronps of elemonts, com-
ponnds, and processes, which nre conventional
and generally widely known in the field to
which the invention pertnins, form a part of
the invention deseribed and their exact nature
or type is not necessary for un understanding
and use of the invention by n person skilled in
the nrt, they should not be deseribed in detail.
Howaver, where partienlarly complieated sub-




~ able

the su %ect-matmn" ;

-~ (h) Claim(s) - (See

be typed with the various

" in paragraph here :
to segregate subcombinations

Reference characters corresponding to ele-
ments recited in the detailed description and
the drawings may be used in conjunction with
the recitation of the same element or group of
elements in the claims. The reference charac-
ters, however, should be enclosed within paren-
theses so as to avoid confusion with other num-
bers ‘or ‘characters which may appear in the
claims. The use of reference characters is to be
considered as having no effect-on the scope of
the claims. o vl o
- Claims  should meemb!y"‘abe -arranged in
order of scope so that the first claim presented
is ' the 'broadest. 'Where ‘separate species are
claimed, the ‘claims of like 'swcies “ghould be
grouped together where possible and physically
separated by drawinga line between claims or
groups of claims. (Both of these provisions may
not be practical or possible where several species
claims depend from the same generic claim,)
Similarly, product and process claims should
be separately grouped. Such arrangements are
for the purpose of facilitating classification
and examination. ' G :

The form of claim required in rule 75(e) is
particularly adapted for the deseription of
improvement type inventions, It is to be con-
sidered a combination claim and should be
drafted with this thought in mind.

In drafting claims in accordance with rule
75(e), the preamble is to be considered to posi-
tively and clearly include all the elements or
steps recited therein as a part of the claimed
combination.

Oath or Declaration

(See rules 65 and 68.) Where one or more pre-
viougly flled foreign applications are citmr or
mentioned in the oath or declaration, complete
identifying datn, including the applieation or
sorinl number as well ag the country and date of
fiting, should be provided.

Ty ArrracamionN

The specification and oath or declaration must
be in the English language and must be legibly
typewritten, written or printed in permanent

34.1

in a single document, and an ap

i si%at;nre‘.aﬁonm ma{j e used. .
- Determination .of completen

The parts of the applic n may be in

of an appli-

eation is covered in § 506,

 The specification and oath or declaration ave

secured together in . a filo  wrapper, bearing

‘appropriate identifying ‘date including t..};w'

sorial number and filing date (§717).

‘ Nom
_ Division applications § 201.06.
- Continuation applications § 201.07,
. Reissue applications § 1401,
Design ;a;:){)l,ic;ntio;_ls Chapter 1500.

Plant applications, C}mptexf 1600,

A moda‘,_axhibitoryspeci:men i8 not required
as part of the application as filed, although it
may be required in the prosecution of the ap-
plication (rules 91-03,§ 608.03).

. Rule: 59. .Papers of complete .application not to de
returned. Papers in a complete applleation, including
the drawings, will not be returned for any purpose
whatever, If applicants have not preserved copies of
the papers, the Office will furnish copies at the usual
cost. i :

See, however, § 604.04(a).

The Patent and Trademark Office has ini-
tiated a program for expediting newly filed ap-
plication papers throngh pre-examination steps.

‘his program requires the cooperation of appli-
cants in order to attain the desired rosu{twu
reduction in processing time.

Therefore, all applicants are requested to
inclnde a preliminary classification on newly
filed patent applications. The preliminary clas-
sification, preferably class and subelass designa-
tions, should be identified in the upper
right-hand corner of the letter of transmttal
nccompanying the application papers, for ex-
ample “Proposed class 2, subelass 129,

'This program is voluntary and thoe classifica-
tion submitted will be accepted as advisory in
nature. The final clags and subelass assignment:
remains the vesponsibility of the Office,

601.02 Power of Attorney or Author-

ization of Agent [R-35]

The attorney’s or agent’s full post office ad-
dress (including ZI1 code number) must be
given in every power of attorney or authority
of ngent. The telephone number of the attorney
or agent should also be included in the power.
The prompt delivery of communications will
thereby be facilitated.
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~Where an attorney or agent of ord
plicant, if he is prosecuting his J?Jm,caman pro
se) changes higs correspondence address, he is re-

sponsible for promptly notifying the Patent and

rademark Office of his new correspondence ad-
dress (including Zip Code number). A separate
notification must be filed in each application
for which he is intended to receive communica-
tions from the Office. The notification should
also include his telephone number. See § 711,03
(¢) for treatment of petitions to revive applica-
tions abandoned as a consequence of failure to
timely receive an Office action addressed to the
old correspondence address, = "~ ¢

The notification required need take no partic-
ular form. However, it should be provided in
a’ manner calling ‘attention to the fact that a
change of address is being made. Thus, the mere
inclusion, in a paper being filed for another
purpose, of an address which is different’ from
the previously provided correspondence address,
without mention of the fact that an address
change is being made would not ordinarily be
recognized or deemed as instructions to change
the address on the file record,

The above-delineated resposibility is addi-
tional to the separate obligation (sce rule 347)
of a registered attorney or agent to notify the
Attorney'’s Roster of any change of his address
for entry on the register, by letter separate from
any notice of change of address filed in individ-
ual applications. That separate obligation is
not discharged by filing of the individual noti-
fications in ench application as required by this
section.

602 Original Oath or Declaration
[R-44]

85 U.8.0, 85. Declaration in lieu of oath

(a) The Commisgioner may by rule prescribe that
any document to be filed in the Patent and M'rademark
Office and which Is required by any law, rule, or other
regulation to be under cath may be subscrlbed to by a
written declaration in gnch form as the Commlasioner
may prescribe, aueli declaration to be In Hen of the
oath otherwise required,

(h) Whenever such written declaration ix used, the
document muast warn the declarant that wilifn) false
statements and the like are punishable by fine or
imprisonment, or both (18 U.8.0. 1001),

85 UV.8.0. 26, Bffeot of defective exvoution
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rwmd (orap ,

; tent and Trade

e and whi roquirec ¥ law, rule, or
egulation to be exeouted in a specified manner
provisionally accepted by the Commissioner
defective exeention, provided a properly ex-

‘ecuted ijoeum{ent is st;bu1lttt@d within:such time ns may

hepﬂme,rﬂ)ﬁd, R A e
88 U8B0 115, Oath of appHoant .

" The applicant shall make oath that he belleves him-

self to be the original and firat Inventor of the process,

“machine, manufacture, or compoaition: of matter, or

improvement thereof, for which -he solicits a patent;
and: shall state of what country he is a citizen. Buch
oath-may be made before any person:within the United
Btates anthorized by law to administer oaths, or, when
made in a forelgn country, before any diplomatie or
consular. officer of :the United® Btates authorized . to
administer oaths, or before any officer having an official
seal and authorized to administer oaths in the foreign
eountry in which the applice nt- may be, whose authority
ahall be:proved by certifiecate-of:a:diplomatie: or con-
sular officer of the United States, and such oath shall
be valid-if ‘it complies ‘with the laws of the state or
country where made, When the application is made as
provided -in- this. title: by -a 'person -other than the
inventor, the oath may be o varied in form that it can
bemadeby him,: - oo e e

- JRule 65. Statement of Applicant.  (a) (1) The ap-
plicant, it -the inventor, must state that he verlly be-
lleves himself to be the origlnal and first inventor or
discoverer of . the process, machline, manufacture, com-
position of matter, or improvement thereof, for which
he sollcits a patent; that he does not know and does
not ‘belleve that the same was.ever known or used
in the United States before his invention or discovery
thereof, and shall state of what country he 18 a cltizen
and where he resldes, and whether he s a #ole or Joint
inventor of the invention claimed in his application, In
every original application the applicant must distinetly
atate that to the best of his knowledge and bellef the in-
ventlon has not .been in public use or on sale in the
United States more than oue year prlor to his applica-
tion or patented or described in any printed publication
in any country hefore hir fnvention or more than one
year prior to his application, or patented or made the
subject of an inventor's certlficate In any forelgn coun-
try prior to the date of his appleation on an appli-
cation filed by himeelf or his legal representatlves or
umslgns more than twelve montha prior to hls appll
eatlon i this country, He alhinll stute whether or not
any applleation for patent or Inventor's certificate on
the game Inventlon has been fled fn any forelgn coun-
try, either by himaelf or by his legal representatives
or naslgna, Tf any anch applleation has been filed, the
applleant shall name the country in which the earllest
such applieation was filed, and shall give the day,
month, and year of 1ts filing : he shall also fdentlfy hy
country and by day, month, and year of flling, every
sneh forelgn application filed more than {welve months
before the filing of the applentlon in thly country.

34.2




~state, o ,
- (e) An nddntemu mwm@nt may !m mqnired u the
application has not been filed in the Patent and Trade- ,
mark Office witmn & mmnable tlme aﬂor @xeeutlon :

~ facts which

of the origlual statewment,
Rule 68, I}w&wm#im ] qu or Omk Any dovu—

ment to be filed in the Patent and Trademark Office
and which is reguired hy any law, rale, or other regn- .

lation to be under émrh may be anbscrilmi to by a writ-
ten declaration with the exception of testimouny relat-
Ing to interferences and other contested cases covered
by rules 271 to 286, Buch d(-clamtiou may be used in
lieu of the oath otherwise required, if, and only if, the
declarant is on the same document. warned that willful
false statements and the like are punishable by fine or
imprisonment, or both {18 U.8.C. 1001) and may jeop-
ardize the vam‘my of the application or any patent
issuing thereon. The declarant must set forth In the
body of the declaration that all statements made of his
own knowiedge are true and that all statements made
on information and bellof are believed to be true,

18 U.8.C. 1041, Statementa or entrics generally

Whoever, in any matter within the jurisdiction of
any department or agency of the United States know-
ingly and wiilfully falsifies, conceals or covers up by
any trick, scheme, or device a material fact, or makes
any false, fictitions or fraudulent statements or repre-
gentations. or makes or uses any false writing or docu-
ment knowing the same to contain any false, fictitious
or fraudulent statement or entry, shall be fined not
more than £10.000 or imprisoned not more than five
years, or both,

34.3

; 'to the othar pa

hy this rule m ’

of 130(1,

: ?,i;hus ?’ecn mnpm\'nrwl m'proqm-lbe nmanceg w hon
“a written declaration may be accepted in lieu

68 dmlamtmn need not be mbboned
rs, even if signed in a country

- foreign to the Jmted States. When a declara-
~ tion is used, it is unnecessary to appear before
_any oﬂivmll,
~declaration,

~integral part of the a
herewith. 8

connection with the making of the
It must, however, since it is an
plication, be maintained
ugges: ed forms for dee-

together t}
Part 3 of Tme 37, Code

laratio

of the onth for “any docuinent to be filed in the
Patent and Trademark Office”

The filing of a written declaration is accept-
nbla in lieu of an orlgmal application oath that
i informal.

‘The applicant must stato that no foreign ap-
lications have been filed, if such is the case.
f all foreign upphcntmnq have been filed

wnthm twelve months of the U.S, filing date,
he is required only to recite the first such
foreign application, and it should be clear that
the foreign application referred to is the first
filed foreign application. The applicant is
required to recite all foreign applications filed
more than twelve months prior to the 1.8
filing. It is desirable to give the foreign serial
number as well ag the filing date of the first
filed foreign application, especially if the inven-
tor’s name will not appear in a certified copy of
snid foreign application.

The single signature forms mentioned in
§ 605.04 (a) includes the oath or declaration.

In the oath, the jurat must be filled out, and
the word “sole” or “only” must appear if there

Rev. 45, July 1076




~+ Inventors indicating them by name. 'This may
.. be ‘done by stating that he does verily believe

" make reference to the fact

joint inventor together with each of the other

himself to be the original, first and joint inven-

. tor together with “A or A & B, etc.”" as the facts

may be.

—»= A seal is usually impressed on an oath. See

§8 604 and 604.01 and rule 66. However oaths
executed in many states including Alabama,
Louisiana, Maryland, Massachusetts, New Jer-
sey, New York, Rhode Tsland, South Carolina
and Virginia need not be impressed with a senl.

If a claim is presented for matter not orig-
inally claimed or embraced in the original
statement, of invention in ‘the s;{mciﬁcution a
supplemental oath is required. "Rule 67, § 608.

602.01 Oath Cannot Be Amended
s o [RegB] v i i

- The wording of an oath or declaration cannot

be amended. 1f the wording is not correct or if
all of the required affirmations have not been
made or if it has not been properly subscribed
to, a new oath:or declaration: must be required.
However, in some cases a deficiency in the onth
or declaration can be corrected by a supple-
mental paper and a new oath or declaration is
not necessary.

For example, if the oath does not set forth
evidence that the notary was acting within his
jurisdiction at the time he administered the
onth a certificate of the notary that the oath
was taken within his jurisdiction will correct
the deficiency. See §§ 602 and 604.02.

602.02 New Oath or Substitute for
Original [R-25]

In requiring a new oath or declaration, the
examiner shounld always give the reason for the
requirement. and eall attention to the faet that
the application of which it is to form a part
must be properly identified in the body of the
new oath or declnration, preferably by giving
the serinl number and the date of filing,  This
i done in the first netion by means of attach.
ment Form PPO-152 (see § 707.07(a)).

Where neither the original onth or declara-
tion, nor the substitute onth or declarntion is
complete in itself, but the two taken togethor
give nll the required data, no further oath or
declaration is needed.

i In the ﬁrst Oﬁi dé‘_action‘the: ,‘xaminet must
- point out, making use of attachment Form PO-
152 (see §T07.07(n)), every deficiency in a

declaration or oath and require that the same be
remedied. However, when an application is

otherwise ready. for issue, an examiner with
full signatory autharity may waive the follow-
m%_mmard@ﬁamm%im: T
1. A delay of somewhat more than five weeks
. plus mailing time in filing after the time
- of making the declaration, or the time of
- execution in the case of an oath.

2. Residence of an applicant if a post office

address is given.
3. ;Mir}u‘or deficiencies in the execution of an
4. Minor deficiencies in the body of the oath
~where the deficiencies are salf-evidently
~cured in the rest of the oath, as in an oath
of plural inventors couched in plural terms
except for use of “sole” for “joint,” par-
ticu arl¥ where ‘“sole inventors” is as-
serted. In re Searles, 164 USPQ 623,
If ‘any of the above'are waived, the examiner
should write in the margin of the declaration or
oath a natation such as “Stale date of declara-
tion (oath) waived ; application ready for issue”
and his initials and the date.

602.04 Foreign Executed Oath
[R-25]

An onth executed in a foreign country must
gg properly authenticated, See § 604 and rule

602.04(a) Foreign Executed Oath Is

Ribboned to Other Appli-
cation Papers [R-21]

Eatract jrom Rule 66. (b) When the oath is taken
before an officer In n country foreign te the United
States, all the applleation papers, except the drawings,
must be attached togather and a vibbon passed one or
more times through all the sheets of the application,
except the drawlngs, and the ends of said ribbon
brought together under the senl hefore the latter is
affixed and impressed, or each sheet nnst be impressed
with the oMelal senl of the ofllcer before whom the
onth ig tnken.  IT the papers as fited are not properly
ribboned or ench ghoet Improssed with the seal, the
cage will be necepted for oxnmination but before it
is allowed, dupliente papors, prepared in complance
wlith the foregolng sentence, mugt bo filed.

Note that o decluration in lien of applien-
tion onth (rule 68) need not be ribboned to the
other papers. Tt must, howover, be maintained
together therewith.
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~ tion’ of- t:im oath or declaration ana the ﬁlmg
date of the application :shou,ld be ehwked far

jon of ]udgz-
by all the circumstances
in the pa - (Five weeks plus time
of transmi “the mails was considered
reasonablp under the circumstances of Ex parte
Heinze, 1919 C.D. 67; 265 O.G. 14:5),. The
“Notice.of informal Pamm; Applmumn attach-
ment form PO-152 is used to notify appllt-m\t
that his:oath or declaration is stale. -

If no date of execution appenrs, pllcant is
reqmmd to file either a new oath or (F laration
ora certificate from the notary gwmg the actual
dum wnen the oath 01' devlaramon was made.

t:utm a masonable txma iwa q

ment to be

602 05(3) Oulh or Deelaration in Di-
 vision and ('ommuatlon

Cases [R—40]

Where the date of filing the apphcatlon is
not the date that determines the statutory
twelve months’ permd as in divisional and
('ontlmmtmn cases, it is lmmnlerml, so far as
concerns the acceptability of the oath or decla-
ration, how long a time intervenes between the
oxo(‘utlon of the oath or declaration and the
filing of the application, .

When a divisional application is ldonnml
with the ongmnl application as filed, signing
and execution of the onth in the divisional case
may be omitted. (See rule 60, § 201.06(n).)

603 Supplemental Oath or Declaration
[R-44]

Rule 67, Bupplemental aath or declaration for mat-
ter not originally claimed. (a) When an applicant pre.
gents a claim for matter originally shown or deseribed
but not substantinlly embraced in the statement of
Invention or claim originally presented, he shall file
a supplemental onth or declaration to the offeet that
the subject matter of the proposed amendment was part
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ver known. or used: in the
on e cl!ww@ry tlmrmf

any coumry“ hetore iy lnve“uucm or aiaw(wery tlmreot.
or.more.than one year hefore his application, or In pub:

le use orion gale in -the United States for more. than et

one year before the date of his application; that said
inyvention. has not. heen, patested  or made the subject

" of an inventor's certificaty inany: fowlmx country .prior )

to the date of his application In this eountry on an

application fited by himpelf or his legal repr erentatives .

or auulgng more than: twulvo months. prior to his appli-
cation: la ‘the Unlted, States, und hasx . not lwou aban-
dom-d. Huch nupplommltnl mllh or dmlamtlon ghould
Aceompany and proporly ldvulxtv the. proposed amend
ment, otherwise the proposed unwndmvnt may be re-
ruacd conslderation, . .

(b) In proper cases tlw muh nr doclamtlmn here re-
qulred amay be nmde on lnformuuon and lmm\f by, an

ppllmnt othm' than iuven(or.

Rule 67 requires in the su )plemonml oath
or:declaration substantially nl] the'datn! called
for in rule 65 for the original oath or declara-
tion. As to the purpose to be served by the sup-
plemental oath or:declaration, the examiner
should ‘bear in mind that it cannot be availed
of to mtroduce new mntter mto an npph(*atmn.

603.01 Qupplemontal Oath or Declara-
tion Tiled After Allowance
[R-40]

Since the decision in Cutter Co. v. Metro-
politan Electric Mfg. Co., 275 Fed. 158, many
snpp]mnontnl oaths and (loolumtmnq covoring
the elaims in the cnse have been filed after the
caso is allowed. Such oaths and declarations
may be filed ag a matter of right and when re-
ceived they will be placed in the filo by the
Patent Tssue Division, but their receipt will not
be acknowledged to the party filing them. They
should not be filed or considered ns amendments
under rule 312, since they make no change in
the wording of the papers on file. Seo § 714.16.

604 Administration or Execution of

Oath [R-21]

Bwotract From Rule 66, Offcers authorised to ad-
miniater oaths, (n) The onth or nMrmation may be
made before any person within the United States au.
thorized by law to ndminlster onths, or, whon made In

 know and. doss. ot




‘ offi of
.- oaths, or before any. offieer
authorized to administer oat

in whicly the appticant may be, whose authority shall ‘

be proved by u certificate of a diplomatic or consular
officer ‘of the United States, the oath being attested
in: all eases’ (0 this amd other eountries, by the proper
offfeinl seal of the officer before whowm the: oath or
affirmation ig made. 8uch oath or affirmation shall be
valld as to execution if it complies with the laws of
the state ov country where made,  When the person
before whom the oath or affipmation is wade In this
country ta nof, provided with a seal, his official charae-
ter shull he eatublished by compeient evidence, as by
o certificate from n clerk of a court of record or other
proper officer having a seal, , :

~Sec § 602.04 (n) for foreign executed oath.

604.01 Seal [R-21]

~ When the person before whom the oath or
affirmation is made in this couniry is not pro-
vided with a seal, his official character shn}l be
established by competent evidence, as by a cer-
tificate from a clerk of a court of record or
other proper officer having: n seal, except as
noted in §60:L(.)3§n), in which situations no
geal -is necessary.- When the issue coneerns the
authority of the person administering the oath,
the examiner should require proof of author.
ity. Depending on the jurisdiction, the “seal”
may be either embossed or rubber stamped. The
latter should not be confnsed with a stamped
legend indicating only the date of expiration of
the notary’s commission.

See also § 602.04(a) on foreign executed
oath and seal. In some jurisdictions, the seal of
the notary is not requived bnt the official title of
the officer must be on the oath, This applies to
Alabama, California (eertain notaries), Lou-
isinna, Maryland, Massachusetts, Now Jersey,
New York, Ohio, Puerto Rico, Rhode Island,
Sonth Carvolina and Virginia.

604.02 Venue [R-31]

That portion of an onth or aflidavit indieat-
g where the oath is taken is known as the
venine.  Where the county and state in the
venue agree with the connty and state in the
seal, no problem arides.  1f the venue and seal
do not. correspond in comnty and state, the
jurisdiction of the notary nust. be determined
from statements by the notary appearing on the
oath, or from the listing at § 60408, Venue and
notary jurigdiction mnst correspond ov the oath
ig improper. The onth shonld show on its face
that it wans taken within the jurisdietion of the
cortifying oflicer or notary. This may be given

455 246 O - 1L - 2

» of the
within his ju
parte Delavoy
65 Iix pavte Trw
The following language way be used in an

1908 LDy 320
in, 1928 C.D. 0

Offico nction where the venue is not shown:
1) The onth in this: application Incks the

Sstatement of venne, T'o correct this defect, ap-
plicant is vequived to furnish either a new
onth or deelaration in proper form, identify-
‘ing the application by serial number and date
of filing, or a certificate by the oflicer before
whom the oviginnl onth was taken stating that
ho was within his jurisdietion when he ad-
ministered that onth. o
Where the seal and venune differ the appro-

printe statement on (he “Notice of Informal

Patent. Application” form PO-id2 should be

checked.

604.03 - Notaries and Extent of Juris-
, diction '

- The extent of the jurisdiction of the notaries
in the various states is given below,

COUNTY ONLY

Touisiana Texas

Mississippi
VARIABLE J URISDICTION

(See explanatory pavagraphs below)

Alabnma (a)
Flovida (b)
Tawaii (¢)
Towa (1)
Kansas (¢)
Kentucky (d)

Missourt (@)
Nebraska (a)
Ohioe (f)
Tennessee (g)
Virginia {(h)
West Virginin (d)

STATEWIDE
AN other states

() Alabamn and Nebraska notaries arve ap-
pointed for connties and for state at lavge.

(M Klorvida notary commissions are  ens
tomarily Tor state nt Targe but may be restrictod
by commission (o less than the state at Inrge,

(¢) In Hawair it is generally limited to the
judicial eivenit,

(D) In Town, Kentueky and West Virgrinia it
i Tinited o county for which appointed, but
notary in any connty may qualtfy and aet as
notary inany other conunty.

Rev, 81, Jan, 1072



NCLY 13 0
sinch cases, however, nott
certificate n statement that,
county in w :
commissioned f the State
Notary’s signat ate that he is so
qualified. Special seal is prescribed by the Sec-
retary of State. ‘ o
). In' Virginia, notaries are limited to city
or county for which appointed’except that
notary for city may act m county or city con-
tiguous thereto, and a notary for a county may
act in city contiguous thereto. . Notaries may be
appointed for two or more counties and cities or
for the state at large. s

The notary does not have to state when his
commission expires but if he does so state, the
oath should be inspected to determine whether
or not the notary’s commission had expired at
the date of execution of the oath.

604.03(a) Notarial Powers of Some
Military Officers

Public Law 506 (81st Congress, Second Ses-
sion) Article 136: (&) The following persons
on active duty in the armed forees . . . shall
have the general powers of a notary publie and
of a consul of the United States, in the per-
formance of all notarial acts to be oxm;u(od by
members of any of the armed forces, wherever
they may be, and by other persons subject to
this code [Uniform Code of Militnry Justice '
outside the continental limits of the Unitec
States:

(1) Al judge advocates of the Army and
Air Force;

(2) All lnw upecinlists;

(3) All summary conrts-martial;

(4) All adjntants, assistant adjutants, act-
ing adjutants, and personnel adjutanis;

(8) All commanding officers of the Navy
and Coast. Guard;

Rev. 31, Jan. 1972

~_When the onth is made in n foreign country,
the authority of any officer othér than o diplo-

~matic or consular officer of the United States

a8

authorized to administer onths must be proved
by certificate of a diplomatic or consular officer
of the United States. See rule 66, § 604. This
proof may be through an intermediary ; e.g., the
consnl may certify as to the anthority and jaris.
diction of another official who, in turn, may cer-
tify as to the authority and jurisdiction of thoe
officer before whom the oath is taken, =

Comul-Ommamn of Cer
tificate  [R-31]

“Where the -oath is taken before an officer in
a foreign country other than a diplomatic or
consular officer of the United States and whose
authority is not authenicated, the npplication
is nevertheless given: a filing date for purposes
of examination. The examiner, in Ylh first
Office action, should note this.informality and
require either nuthentication of the oath by an
appropriate diplomatic or:consular officer or a
declaration (rule 68). Tho following language
is suggested : L ~ :

[1] “The onth is objected to ns being informal

in that it lacks authentication by w diplomatic

or consular officer of the United States; rule
- 66(a). This informality can bo overcome
cither by forwarding the original oath to the
a‘m\)pmprium officer for anthentiention or by
tiling a declaration (rulo ,(is?, if applicant
wishes to preserve his orviginal filing (*ﬂtu. If
anthentication is desived, upphicant. should re-
quest retnrn of the onth for this purpose. Such
request must, be accompanied by an order for

a copy of the oath to be retained in the file

until the properly nnthentieated oath is re-

turned. After the oath has bheen authenticated,
it shonld be returned promptly to tho Patent

Oftice,"

At the time of the next Office action the
roquest for retwm of the onth, together with
the applieation file and the copy of the oath,
is submittod to the group director, If the
request is approved by him, the onth will be

604.04(a) i




returned to the &pp&m&m by th@ emmmmg
group. .

604.05 Consular Fee Stamp

All papers executed on or after June 28, 1055,
that formerly required the consular fee sfnmp,
are acceptable without such atamp.

3K, 1

mm AND C()N“E‘ENT OE‘ Al‘me W

604 06 By Atmmc«y in Case

The language of rule 66 and 35 U.S.C.
115 is such that an attorney in the case is no
longer barred from administering the oath as
notary. The Office presumes that an attorney
aeting as notary is cognizant of the extent of his
authority and jurisdiction and will net know-

Rev, 31, Jdan, 1972




The law of the District of Columbia pro-
hibits the administering of oaths by the attor-
ney in the case and hence the old bar still ap-

lies in the case of oaths administered in the

istrict of Columbia. If the oath is known to
be void because of being administered by the
attorney in a jurisdiction where the law holds
this to be invalid, the proper action for the
Office to take is to strike the application since
there is in effect no proper application before
the Office and the examiner will refer the file
to the solicitor’s office to initiate such action.
(Riegger v. Beierl, 1010 C.D. 12; 150 O0.G.
826). See rule 66 and § 604, [R-24)

605 Applicant [R-—29]

Rule 41. Applicant for patent. (a) A patent must be
applied for and the npplication papers must be signed
and the necessary oath or declaration executed by the
actual inventor in all cases, except as provided by rules
42, 43, and 47. * (8ee rule 60) ,

(b) Unless the contrary is indicated, the word “ap-
plicant” when used in these rules refers to the inventor,
joint inventors who have applied for a patent, or to
the person mentioned in rules 42, 43, or 47 who has
applied for a patent in place of the inventor.

Extract from Rule }5. Joint inventors. (n) Joint
inventors must apply for a patent jolntly and ench
must sign the application papergs and make the re-
quired oath or declaration; neither of them alone, nor
less than the entire number, can apply for a patent
for an invention invented by them jointly, except as
provided in rule 47.

2

For convertibility from a joint to sole or sole
to joint application, sce § 201.03.

Rule 46. Assigned inventions and patents.  In case
the whole or a part Interest in the inventton or In the
patent to be issued Is assigned, the applieation must
atill be made by the inventor or one of the persons
mentioned in rules 42, 43, or 47. However, the patent
may be fsaued to the nssignee or jointly to the inventor
and the assigneo as provided {n rule 334,

This section concerns filing by the actual in-
ventor.  If filed by other, see § 400.08.
Norr
Disposition of application by inventor, § 301,
Inventor dead or msance, § 409,

605.01

The statute (35 US.C. 115) requires an np-
plicant to state his citizenship. Where an
applicant is not n citizen of any country, a

Applicant’s Citizenship

tatement
fying the statutory req ‘
" ment as to citizenship applied for or first

i# ncoepted as satis-
nirement ; but a state-

to th

papers taken out looking to future citizenship

in this (or any other) country does not meet
the requirement, '

605.02 Applicant’s Residence
T sy

Applicant’s place of residence (not to be con-
fused with his Post Office address) ean be fur-
nished by the attorney. In the case of an ap-
plicant who is in the 11.S. Army or U.S. Navy,
a statement to that effect is sufficient as to
residence, For change of residence see
§ 717.02(1). |

When the post office address is supplied but
the residence is omitted, the post office address
is presumed to be the city and state of his resi-
dence.  Applicant should be so netified by us-
ing langnage similar to that suggested below.

El] “Applicant’s residence has been omitted
from the papers,  The city and state of his

post office address will be presumed to be the
city and state of his residence. 1f the above
is 1correct, applicant shounld submit a state-
ment of hig place of residence no later than at
the time of payment of the issue fee.”

If both the post office address and residence
are incomplete, not uniform or omitted, the
“Notice of Informal Patent Application” form
PO-152 shonld be used. Note rule 33(a).

605.03 Applicant’s Post Oftice Address
[R-35]

Applicant’s post office addvess means that
address at which he customarily veceives his
mail. The post office address should include
the Z11’ Code designation,

The object of requiring applicant’s post of-
fice addrvess is to enable the %")mve to communi-
cate directly with the appheant if desived;
hence, the address of the attorney with in-
structions to send communications to applicant
in care of the attorney is not sufficient.

If the post office address is entively omitted
it must be supplied by n lotter over the appli-
cant’s own signature,  Where, however, having
given complete datn as to his residence, the
applicant identifies his post office address only
by street and number, it is assumed and so
aceepted, that the city and state of his resi-
dence are the city and state of his post offico
address.

Any amendment. of the post office address re-
quires the signature of the applicant himself.

The “Notice of Informal Patent Applieation”
attachment form PO- 152 is nsed to notify appli-

Rev, 35, Jan, 1078



605.04  Applicant’s _Signature and

Name [R-20]
Rule §7. Signature. The application must be signed
by the applieant in person:: The signature of the oath
or declaration will be accepted as the gignature to the
application provided the oath or declaration is attached
to and refers'to the specification'and claims’ to:which
it ‘apples. © Otherwise the signature must appear at
the end of the specifiention after the claims. Full
names must be given, including ut least one given
name without abbreviation together with ‘any other
given name or initial. ‘ o

The signing and execution by the applicant
of certain applications may be omitted.
§§201.06 and 20107, |

N(o';frc: Signature to response see §§ 714.01(n)
to (e). , ‘ : ‘ ,

Single
[R-24]

“The single signature form should be exe-
cuted only when attached to a complete appli-
cation as the last page therecof. Such forms
are shown as 16 and 16a in the List of Forms in
the Rules of Practice booklet.

605.04(1!) ~ Signature Form

605.04(b) One Full Given Name
Required [R-35]

All applications which disclose the full first
and last names with middle initial or name,
if any, of the applicant at any place in the
application papers will be received and con-
sidered as a sufficient compliance with rule 57
of the Rules of Practice.

When «a full given name of the applicant does
not appear either in the signature or clsewhere
in the papers the examiner will, in the first
official aetion, require an amendment over ap-
vlicant’s signatnre snpplying the omission, and
1 will not pass the application to issine until
the omission has been supplied unless n state-
ment be filed over the n[.b]‘)‘imm:’ﬂ own signature
sotting forth that his nnme as signed containg
at. least. one given name without abbreviation
or what i in fact his full first name,

No affidavit should be regnired.

The requirement should be made only when
all of the given names in the signature appear
as mere initinls or as what ean be only an
abbreviation of a name,

Rule 57 requires “full names”, One given
name without abbreviation, together with any

Rev. 35, Jan, 1978

: Inan ap

‘ ¢ oF 1mtial must appear some-
where he papers as filed, Otherwise; ap-
propriste amendment is'required. .
o In-a ication where the name is type-
written with a middle name or initial, but the
signature is without such middle name or ini-
tinl, action should be taken aus follows:

Inthe first Office letter, call attention to the
lack of uniformity and request information
over the applicant’s signature as to the correct
form of his name, together with any necessary
amendment.. - . o
. If applicant, in reply, gives the name with-
out the middle nnme or initinl unaccompanied
by any instructions to amend the typewritten
name, the reply may be interpreted as a direc-
tion to cancel the middle name or initial from
the applieation, ' It is necessary however, that
such surplus portion of the name, if it nppears
printed on the drawing, should be removed
therefrom., This ean be done: by the Office
draftsman. L

_If applicant gives the name with the middle
name or initial, interpret the reply as a direc-
tion that the middle name or initial is to be
used in the name on the printed patent. As
the printer takes the name from the face of
the file wrapper, the middle name or initial
should be udged thereto in red ink.

If applicant fails to answer the request and
the case is otherwise ready for issue, prepare
an examiner's amendment indienting t}mt, the
name on the drawing has been corrected to
correspond with the signature or signatures,
have the draftsman correct the drawing, and
pass the case to issue. This cannot be done if
there are inconsistencies in the signatures of the
same applicant. '

There should be uniformity notwithstanding
that Iack of it is not sufficient to affect the
validity of the patent.

When the name on the fila wrapper is cor-
rected, the file should be sent ta the Application
Division for correction of its records.

605.04.(c)

Applicant  Changes Name

[R-35]

In eases where an applicant’s nnme has been
changed after his upp‘i(-ntiun has heen filed
and the applieant. degires that the patent when
ssned carry an endorsement as to the change
in his name, he must submit a recording fee
accompanied by either an aflidavit signed with
hoth names and setting forth the procedure
whereby the change of name was effeeted, or a
certilied copy of the comet order, such papers
are recorded by the Asgignment Division where
the new name is added on the file wrapper,




The Assignment Division forwards the

the Application Division for a €0 In th
the file

records.
bg the clerk of the examining group, = A suit-
abl

No change is made on the face of

o endorsement being made by the Assignment,
Division. When ready for allowance, the easo
should be sent to the Drafting Division for the
addition of the new name to the drawing if
there is already a name on the drawing,

‘Where the change of name is merely by
amendment, such as the addition of o full first
name or a middle initial and no affidavit is
required, the fila is sent to the Application
Division for a change in their records and if
the application is assigned it will be forwarded
by the Application Division to the Assignment
Division 'E)r a change in assignment record,

605.04(d) Applicant Unable to Write

If the applicant is unable to write, his mark
as affixed to the application must be attested
to by a witness. In the case of the oath, the
notary’s signature to the jurat is sufficient to
authenticate the mark.

605.04(¢) May Use Title With Signa.
ture

It is permissible for an applicant to use a
title of nobility or other titllo, such as “Dr.”,
in connection with his signature, The title
will not appear in the printed patent.

605.04(f) Signature on Joint Appli-
cations—OQOrder of Names

[R-24]

It is not essential that the names appear in
the snme order in the signatures to the petition,
specification, oath or declaration, and drawing.

The order of names of joint patentees in the
hending of the patent is taken from the order
in which the typewritten names appear in the
original onth or declaration accompanying the
applieation papers.  Care shonld therefore be
exereised in selecting the preferred order of the
typewritten names of the joint inventors, be-
fore filing, as requests for subsequent shifting
of the names would entail changing numerons
records in the Office. Sinee the portienlar
order in which the numes appear is of no conse-
quence ingofar as the legal rights of the joint
applicunts are concerned, no changes will he
made cxcept for pood reasons. A request to
change the order of names muast be signed by
either the attorney or agent of vecord or all the

spplitast
~and signed names appearing in the application

icants, = It i@/mggie@miﬂmt all tzypwmtten

papers should be in the same order as the type-
written names in‘the oath or declaration,

In those instances where the joint applicants
file separnte oaths or declarations, the order of
names is taken from the order in which the
several oaths or declarations appear in the ap-
plication: papers unless a - different order is
requested at the time of filing.

605.04(g) When Ndma Is Corrected,
Semdto Application
Division [R-35]

When the name is corrected by amendment
or the order of the names is changed, the filo
should be sent to the Application Division for
correction of the name n its vecord. When
the name is changed, seo § 605.04(e),

605.04.(h)

Signature to Drawing
[R-29]

Signatures and names arve not permitted
within the sight space of a drawing prepared
under rule 8¢ ag amended on May 28, 1971, All
drawings filed after January 1, 1972 must com-
ply with the smended rules. The nawme of the
applhieant and. other ‘identifying information
may be placed at the top center of the drawing.
See § 608.09.

605.05 Administrator, Executor, or

Other Legal Representative
[R-24]

In an application filed by « legal vepresenta-
tive of the inventor, the specification shounld
not be written in the first person. Instead of
the usual “T have found,” the woerding should
be “it. was found.”

For prosecution by administrator or execu-
tor, see § 409.01(n),

FFor prosecation by heirs, see §§ 109,01 (a) and
409.01(d).

Tor prosecution by representative of legally
ineapmeitated imventor, see § 409,02,

Tor proseciifion by other than inventor, see
S 100.03.,
605.05(n)  Signature of Legal Repre-
sentative

Tf the drawing is signed by the legal vepre-
sentative it must follow this form:
John A. Jones, deceased,
by Mary A. Jones, Administeatrix,
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oo o Johm nes, deceased
© If the drawing is si
form must be used: -
- John A. Jones, decensed, . .
2+ by Mary A. Jones, Administratrix,
illiam A, Smith, Atty. .

by
If the sp&cifﬁ:ati(m bears the signature of the

administrator or executor:but omits the matter,
“adminigtrator. of the Estate of John Jones,
deceased,” the matter can be added by amend-
ment, The examiner may make the amend-
ment if the case is otherwise ready for issue.

605.06  Filing by Other Than Inventor
© [R-24] B T
Seo §4090.08.

606 - Title of Invention -

Rule 12(a). The title of the invention, which should
be as short and specific ag possibie, should appear as a
heading on the first page of the specification, if it does
not otherwise appear at the beginning of the applica-
tom, it ‘ e

606.01 ' Exainiher'May Require Changé
in Title [R-29] o

Where the title is not descriptive of the in-
vention: claimed, the examiner should require
the substitution of :a ‘new title that is clearly
indicative of the invention to which the claims
are directed. This may result in slightly
longer titles, but the loss in brevity of title
will be more than offset by the gnin in its
informative value in indexing, classifying,
searching, etc. If a satisfactory title is not
supplied by the applicant, the examiner may
change the title by examiner’s amendment on
or after allowance.

If a change in title is the only change being
made by the examiner at the time of allow-
anco a separate examiner’s amendment need
not be prepared. The change in title will bo
incorporated in the notice of allowance. This
will be accomplished by placing an “X” in the
designated box on the notice of allowance form
and entering thereunder the title as changed by
the examiner who should initinl the face of the
file wrapper,

However, if an examiner’s amendment must.
be prepared for other rensons any change in
title will be incorporated therein.

Innsmneh as the words “improved”, “im-
provement of” and “improvement in” are not

Rev. 85, Jan. 1078

gned by the attorney, this : :

itle of the invention. -

~ Applications filed before Octobor 25, 1965
required only a basic filing fee. That part of

~the Fee Act, effective Outober 25, 1985, per-
~taining to claims presented nfter an ap F] ication

is filed, does not apply to these applications.
~ Applications filed on or after October 25,
198, are subject to the following fees and prac-
. 'When filing an application, n basic fee of $65
entitles applicant to present (10) claims includ-
ing not more than (1) in independent - form,  If
claims in excess of the nbove are included at
the time of eﬁlinig; an ndditional fee of $10 18
required for each independent claim in excess
of one, and a $2. fee for ench claim in excess of
ten (10) claims: (whether independent or de-
pendent). Lo :

‘Upon submission of an amendment (whether
entered or not) atfecting the claims, payment
of the following additional fees is required in
a pending appheation: =~ e
" $10__for each independent ¢laim pending in

excess of t}le number of independent
claims alrveady paid for.

$2__for each claim pun&ing in excess of the

total number already paid for. (It
should be recognized that the basic
$65 fee pays for ten (10) elaims, one
of which may be independent, re-
~gardless of the number actually

o filed)) L

The Application Division has been anthorized
to accept all applieations, otherwise acceptable,
if the basic fee of $65 18 submitted, and to re-
quire payment of the deficiency within a stated
period npon notification of the deficiency.

Rule 22. Fees payable in adyance. Fees and charges
payable to the Patent Office are vequired to be paid
I advance, that is. at the tlme of making applieation
for any action by the Office for which a fee or charge
Ia payable.

Amendments before the first action, or not
filed in response to an Office nction, presenting
additional elaims in excess of the number al-
ready paid for, not accompnnied hy the full ad-
ditional fee due, will not be entered in whole or
in part aud applicant will be so advised.  Sueh
amendments filed in reply to an Office action
will be regarded as not responsive thereto and
the practice set forth in § 714.03 will he followed.

The additional fecs, if any, due with an
amendment are ealenlated on the basis of the

clude these words.




pendent claim to an independent cl
replacement of a claim by a claim of the same
tyg‘e do not require any additional fees, .

or pu of determining the fee due the
Patent Office, a-claim will be treated as depend-
ent if it contains reference to one other claim

in the application. ‘A elaim determined to be

dependent by this test will be entered: if the
fee paid reflects this determination. -+~

Any claim which is in dependent form but
which 18 80 worded that it, in faet is not, as for
example it-does not include every limitation of
the elaim on which it depends, will be required
to be canceled as not being a proper dependent.
olnim; and cancellation of any further clunim
depending on such a:dependent claim will be
similarly required.  The applicant may there-
upon amend the claims to place them in proper
dependent form, or may redraft them as inde-
pendent claims, upon payment of any neces-
sary additional fee. e

Xfter & requirement for restriction, non-
elected claims will be included in determining
the fees due in connection with a subsequent
amendment unless such claims are canceled.

An amendment accompanying the papers con-
stituting the separate application under rnle 60
canceling claims from the certified copy will
be effective to diminish the number of clnims to
be ‘considered in calculating the filing fees to
be paid.

T'i)\e additionn! fees, if any, due with an
amendment are required prior to any consider-
ation of the amendment by the examiner.

Money paid in connection with the filing of
a proposed amendment will not be refunded
by reason of the nonentry of the amendment.

Amendments affecting the clnims eannot serve
as the basis for granting any refund.

Forms 51 and 52, located in the back of the
Rule Book, may be used as an aid in determin-
ing the required fee. Copies of these forms are
available from the Correspondence and Mail
Branch and from the veceptionist in the lobby
of building 3 of the Patent Oftice.

607.01 [R-22]

There wore two types of Fee Fxempt appli
eations: (n) (hose lﬁml under 35 1L.S.(Y, 266,
reponled as of October 25, 1965 and (b) those
filed under n ruling of the Comptroller Gen-
ernl’s Opinion B 1LLE48 also abrogated as of
the same date:

Beginning October 25, 1965, there are no
longer any applieations which are excmpt from
the filing fee or the issue fee. Applieations filed

Fee Fxempt

e e it

~All questions pertnining to the return of fees
are referred to the Refund Unit of the Finance

Branch  of the' Budget and Finance Division.

No opinions should be expressed to attorneys or
ug{)lgcantsax_ts to'whether or not fees are return-
able in particular cages. - .

608 Disclosure [R-35]

* In return for a patent, the inventor gives as
consideration a complete revelation or dis-
closure of the invention for which he seoks
Frotmt,iony JAlL amendments or claims must
ind bagis in the original disclosure, or they
involve new mntter. Applicant may vely for
disclosure upon the specification with original
claims and drawings, all as filed complete. See
rule 118 and § 608.04, '

- If during the course of examination of a pat-
ent application, an examiner notes the use of
langu %e that could bo deemed offensive to any
race, religion, sex, ethnic group, or nationality,
he should object to the use of the language as
failing to comply with the Rules of Practice.
Rule 3 p‘msc.riﬁ'ms the presentation of papers
which are lacking in decorum and conrtesy.
There is a further basis for objection in that
the inclusion of such proseribed language in a
Federal Government publication would not be
in the public interest. Also, the inclusion in
application drawings of any depictions or
carjicatures that might reasonably be consid-
ered offensive to any group shonld be similarly
objected to, on like authovity.

The examiner should not pass the appliea-
tion to issue until sueh language or drawings
have been deleted, or questions relating to the
propriety thercof fully resolved.

608.01 [R-29]

36 U.S.0. 82. Printing of papers gled. The Commis-
sloner may require papers filed in the Patent Offico to
ba printed or typewelt lon,

Rule 71, Detailed deseription end spocifioation of the
invention.  (n) 'Uhe ypeetfiention wust fnelude a writ:
ten deseription of fhe invention or dlgcovery and of
the manner and process of making and using the
same, and s requived to be in such full, elear, con-
elge, nnd exaet terimg as Lo enable any porson skilled
In the arvt or seleneo to which the fnvention or dis-
covery apperiaing, or with which it is most nearly
connected, to mnke nnd use the sanme.

Specification

Rev, 30, Jan, 1978




emhodiment of the: process, machine; i ma u
composition of matter or |
must explain the mode; of operation. or principle when-
ever applicable; - The best mode tontemplated by the in-
ventor of carrying out his invention must be set. forth.
- {e)In the case of-an improvement, the specification
muat particalarly point.ont the part or parts of the
process, machine, manufacture, or composition of mat-
ter to which the Improvement relates, and-the descrip-
tion shonld be confined to the specific improvement and
to stich parts as necessarily cooperate with it or as may
be necessary to a complete understapding or descrip-
tion of it, ,

Certain cross notes to other related appliea-
tions may be made. References to foreign ap-
plications or to apy(limt.ionﬂ identified only by
the attorney’s docket: number shouid bo ve-
quired to be cancelled. See rule 78 and § 202,01,

Rule 52. Language, paper, writing, marging. (a)
The specificntion and oath or declaration must be in
the English langunge, All papers which are to become
a part of the permanent records of the Patent Office
mnst be leglbly written or printed in permanent ink
or its equivalent in quality. All of the application
papers must be presented in a form having sufficlent
clurl'ty and contrast, bctWeen the paper and the writing
or printing thereon to permit the production of readily
legible coples In any number by use of photographle,
electrostutie, photo-offset, and milcrofilming processes,
If the papers are not of the required quality, substi-
tute typewritten or printed papers of suitabl¢ quality
may be required.

{hy The application papers (specification, Including
claims, oath, or declaration, papers as provided for in
rules 42, 43, 47, cte)) and alse papers subsequently
filedd, must be plainly written on but one slde of the
paper. The size of nll sheets of paper should be 8 to
8% by 10% to 18 inches (203 to 21.8 em. by 26.0 to
33.0 em). A margin of 1% inches (3.8 em) must be
reserved oi the left-hand side nnd on the top of each
page of the speciflention, including claims, The lincs
must not be crowded too elosely together; typewritten
lines shonld be double spneed. 'The pages of the speelfl-
eation, including clnimng, should be numbered eonseen-
tively, starting with 1, the nmmbers heing plneed in the
center of the hottom mavging,

ey Any interlinention, erasure, or ecancellatlon or
ather alterntion of the applieatlon papers ns filed nust
have been mnde before the applieatlon was slgned and
sworn to or declaration made, nnd ghould be dated
and Initinled or signed by the applicant in g mar.
ginal note or footnote on the mne sheet of paper to
indieate sueh faet. No sneh alterations are permissible
after execution of the applieatlon pnpers, (See riule 56.)

Rev, 358, Jun, 1073

mprovement invented, and
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hemical and.. feal formulas: and
e specificatls ng the claims, may
mical and mathema formulas, but shall
ain drawings or flow diagrams, The descrip-
ton pordion: of  the specification may contain tables;
claims may:contain-tables only 1f necessnry: to conform
to: B3 11.8.C. 112, , - : ~
() - Al tables and chemical and mathematical for-
wwlag in the specification, lneliuding claims, and amend-
ments thereto, must he on pure white durable paper,
the surface -of which - {s calendered and smooth, in
order to permit nse as eamery: copy -when' printing any
patent whiclianay:issue. A good gende of-bond paper is
acceptable  watermarks shonld not be prominent, India
ink -or its equivalent, or solld: blnek typewriter ribbon
must be used to secura perfoctly: blnek solid lines.
(¢) -To: facllitate cnmern - copying when - printing,
the width of formulas and trbler ag presented should
be Hmited: normally to 0. fnches (12,7 em.) go that ft
nmy appear as o single-column In the printed patent,
1t it 5 not possible to Hwmit the width of a - formula or
table to B inches (12.7 em.), 1t i3 permissible to present
the formatla: or table with a maximum: width of 10%;
Inches {27.3 c,) and to place it sldeways on the shoet,
in which case. the formula or table will appenr printed
aeross: both columns of the page In the printed patent.
Typewritten characters-used in wmuch formulas and
tables must be from a block (nonsecript) type font or
lettering style having capltal letters which are at least
0.080 inch (2.2 mm,) high (elite type). Hand lettering
must be neat,; clean, nnd have n minimum character
height of 0,085 inch (2.2 mm.), A gpnee at least 3§ inch
(G4 mm.) hlgh should he provided beiween the for.
mulaz and tables and the text. ‘Mables should have
the lines nnd columng of datn closely spaced to con-
serve space, conslstent with high degree of tegibility.

In order that specifientions may be expedi-
tiously handled by the Office, pange numbers
should be placed at the center of the hottom
of each page. It is n common practice and
a commendable one, to conseeutively number all
the lines of each page (and the limes of each
claim). A top margin of at least 1% inches
should be reserved on each page to prevent
possible mutilation of text. when the papers ave
punched for insertion in a file weapper,

Applicants should make every effort to file
patent applientions in o form that is clear and
reproducible. The Oflico mny aceept for filing
date purposes papers of vedueed guality but will
require that neceptabla copies he supplied for
farther  processing. Tyvped, mimeographed,
seroprinted, multigraphed  or non-smearing
earbon  copy  forms  of  reproduction  are
acceptable,

Legibility includes ability to be photocopied
and photomicrographed so that. suttable ve-
prints ean be made,  "This requives a high eon-
trast, with black lines and a white background.




dhng’ of’ tlm hle
that legible and. pm*mmmnt copies be. furnished

It: nmv be mwewﬂrv m mqmm

at later stages after hlmg pnrlwuiarly wlmu
pt'v]mrmgz for issue.

~Some of the patent a )phvarmn pawm re-
ceivedd by the Patent ()l{uc are coptes of the
unguml, ribbon copy.  These ave acceptable if.
in the opinion of the Ofiice, they are legible and
permanent.

The paper used must have a surface such that
amendments may be written thereon in ink. So-
ealled “Easily Frasable” paper having a special
coating so that ernsures can be nuulo Hore mmlv
may not provide a *permanent” copy. Rule 52
(n). If a Lght pressure of an ordinary (pencil)
ernser removes the lmprint, the examiner
should, as soon ag this becomes evident, notify
applicant that it will be necessary for him to
order a copy of the specification and claims to
be made by the Patent Oflice at his expense for
me m‘p()mtmn in the file. It 18 not necessary to
return this copy to applicant tnr signature.

See in re Benson, 1959 C.D., 5; 744 O.G. 353,
Reproductions prepared by he at-sensitive, hec-
tographic or spirit. duplication processes are
also not L«lhsfd('fm‘v

As stated in rule 52 the specificat ion ag well
as oath or declaration must be in the English
lanmmgv

The specifieation is sometimes in such faulty
Fnglish that a new speetfication 1s necessary,
but, new specifications encumber the record and
require additional reading, and hence should
not be required or accepted except in extreme

uire a date,

CRSeS,

The spectfiention does not. rec

If a newly filed applieation ()Lvumah fails to
diselose an invention with the clarity reguived
by 356 1Ls.C0 112, revision of the application
.w.lmul(l be mquirm'l, See § TO2.01,

As the specifieation is never refurned fo ap-
plicant unc&m* any ecireumstanee, he should ve-
l'\m a line for line copy thereof, ench Tine, pref-

rably, having been consecuiively numbered on
wui prugre. i wmending, the attorney or the
applicant requests ins wertions, cancellafions, or
alterntions, giving the page and the Tine,

Hole .)t,,,’{<) u'lzum-v‘ toy interlineaiions and
other alterntions s mnml.y enforeed.  Mee in
re mwanberg, 120 PISDO A64,

o o Merere Syarey oF Mpessomioaers oN
Parexre Aevoiesrions
b oorder fo nanimize the necessaity i the

future for converting dimensions gven n the

patent: ' ; l AT
ments, all patnnt applicants aw ntmng!\‘ en-
'numged to use aither (1) only metrie (S.1)
; ')gnthm with ti‘r‘f *

hen deseribing their
ations of patent ap-
ety however . I ot Ewnm
5 L1INe.

atand for “Systeme Interme
, the Freneh name for the ITn-
ternational H;\.«Ic\lun of Tlnils, a imnivmimwi
metrie system adopted in 1960 by the Inters
national General Conference of Weights and
Mensures based on precise unit measurements
made possible by mm\m e hnnlum

This reqstest is made us paet of the long range
program for conversion to l!wtlu Qs enre
nunl‘l\ ln"iru‘r condueted by the Federal Govern-

mwrmmw in the »apmiho
plications. This practi
made putndatory at-th
The initials ;», 1.
tional d'Unites”

608.01 (a) Arrungvnu‘nl of Applica-

tion

Raule Y. Avrangement of application. The follow-
ing order of arrangement should be observed in fram-
ing the application ;

(a) Title of the invention; or an intreductory por-
tion stating the name, citizenship, and residenece of the
applicant, and the title of the inventing may be usod,

(b) Abstract of the dizclosure,

(¢) Crossreferences to related applications, if any,

(1) Brief summary of the Invention.

(e) Brief description of the several views of the
drawing, if there are deawings,

(1) Detailed deseription,

() Claini or eliims,

() Sigunature.  (See rle §7)

Norg
Design pateut speeification, § 1503,01,
Plhint patent specifieation, § 1605,
Reissne patent specification, § 110106,

The following order of arrangement s pref-
erable o framing the speetfication and, except
for the title of the invention, each of the leftored
items should be preceded by the headimgs
indieated,

() Title of the Invention,

(by Absteaet of the Disclosare,

(¢) CrascReferences (o Related  Applica:
fions (if any).
() Backervound of the Invention,
Lo Ereld of the Tnvention,
Vo Deseription of the Prior At
() vy of (he Tnvention,
Rew, 410 July, 1004
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gf} Brief T escription of the I"&mwm ately ‘itonawmg the title and, preceding the disclosure

(g) D@ﬁ@ﬁptmﬁ 'm? t}m me@rmd ”lumbmix in a separate paragraph under the heading “Abstract
ml:*nt (3) of dhe Disclosure”.: The purpose of the abstract is te

() Claim (s). i Ty Th e enable ‘the Patent Office and the public generaily to
‘ determine quickly from a enruory inspection the nature

608 01 (b) Abmmct of the chlogure avd gist of the techndeal dfuclogure, and the abstrast

[_Rw«’ﬂ] : shall not be uswd for mfwmmmg the soope of the
o b cladmg,

Rule 12(h). A brief nbetract of the technieal dls In ull CSES W hwh lm'k an abaﬁ’mnt’ the

clogure in the specification must be set forth mmedi- axaminer in the fvat Ofce action should re-

fev, 41, July, 19714 44.2




technical disclosure in the specification,

the invention and a'}weced:ing the diselosure in a
separate paragraph under the heading “Ab-
stractof ‘the ‘Disclosure.”  Responses to such
actions should be treated under rule:111(b
practice like any other formal matter. - - =
. Under current praetice, in-all instances where
the application. contains an abstract when sent
to issue, the abstract will be printed on the
patent,
“Upon passing the case to issue, the examiner
shonld seo that the abstract is an adequate and
clear statement of the contents of the {}i&élosu re
and generally in line with the guidelines, The
abstract shall be changed by the examiner's
amendment in those instances where deemed
necessary. L '

' GUIDELINES FOR THE PREPARATION OF
. PaTent ApsTRACTS

Baockground

The Rules of Practice in Patent Cases re-
(uire that each application for patent include
an abstract of the disclosure, rule 72(b). :

The content of a patent abstract should be
such as to enable the reader thereof, regardless
of his degrec of familiarity with patent docu-
ments, to ascertain quickly the character of the
subject matter covered by the technical dis-
closure and should include that which is new
in the art to which the invention pertains,

The abstract is not intended nor designed for
use in interpreting the seope or meaning of the
¢launs, rule 72 (b). ,

Content

A patent abstract isa coneise statement of the
technieal disclosure of the patent and should
inelude that which is new in the avt to which the
invention pertaing, '

If the patent 1s of a baste nature, the entire
technienl disclosure may be new in the art, and
the abstract should be directed to the entire
digelosnre.

[ the patent is in the nature of an improve-
ment in an old apparatus, process, product, or
composition, the nbstract should include the
technienl disclosure of the improvement,

In certain patents, particularly those for com-
pounds and compositions, wherein the proees:
for making and/or the use thercof are not
obvious, the abstract should set forth a process
for making and/or a use thereof,

If the new technieal diselosure involves modi-
fications or alternatives, the abstract should

stract to nppear immediately after the title of |

-
]

at ~ :

bstract should ‘not refer to purported
merits or speculative applications of the inven-
tion and should not compare the invention with

the prior art. o o -
“Where applicable, the abstract should include
the following: (1) if a machine or apparatus,
its organization and operation (2% if an article,
its method of making; (3) if a chemical com-
pound, its identity and use; (4) if a mixture,
its ingredients; (5) if a process, the steps.
Extensive mechanien] and design  details of

apparatus should not be given,’ o
Vith vegard particularly to chemical patents,
for compounds or compositions, the gmnemi
mtture of the compound or compaogition should
be given as well ns the use thereof, e.g., “The
compounds aro of the class of alkyl benzene sul-
fonyl ureas, useful as oral anti-diabetics.”
Exemplification of ‘n species could be illustra-
tive 0’5 members of the class. For processes, the
type reaction, reagents and process conditions
should bo stated,” generally illustrated by a
singla example unless variations are necessary.

Language and Format

~ The abstract should be in narrative form and
generally hmited to a single paragraph within
the range of 50 to 250 words. The form and
legal phraseology often used in patent claims,
such as *“means’” and “said,” slmu\d be avoided.
The abstract should sufticiently describe the dis-
closure to assist readers in deciding whether
there is a need for consulting the full patent
text for details,

Thoe langnage shonld be clear and concise and
shonld not vepeat information given in the
title, It should avoid using phrases which can
ba implied, such as, “This diselosure concerns,”
“The disclosure defined by this invention,”
“This disclosure deseribes,” ete.

Responsibility

Preparation of the abstract is the vesponsibil-
ity of the applicant. Background knowledge of
the art and an appreciation of the applieant’s
contribution to the art are most important in
the preparation of the nbstract, The review of
the abstract, for complinnee with these guide-
lines, with any necessury editing und revision
on allownnee of the application 18 the responsi-
bility of the examiner,

Nample Abstraots

A heart valve with au annular valve body defining
an orlfice and having a plurallty of atruts forming a
pair of cages on opposlte sides of the orifice. A spheri-
enl closure mewbor is eaptively held within the cagen

Rev. 41, July, 1074



irfaces eing above the char. point

duration of application of heat is
rief, by & coryesponding high rate of ad-
of the boxes through the alr, stream, that
ating on the reverse side of the panels remains
v, non-tacky. The - bond I8 formed. im-
heating within a period of time fov
~ any one surface point less than the total thne of ex-
_posure o beated afr of that point. Under such con-

‘ditions the heat applied to soften the thermoplastic

coating is dissdpated after completion of the bond by
. absorption into the board acting as a heat sink with-
*out the need for cooling devices. '

~ Amldes gre produced by reacting an ester of n car-
boxylic. acid with an amine, nsing as catalyst an
alkoxide of ‘an alkall metgl. The ester ig first heated
to at least. 76% (. under a pressure of no more than
500 mm.  of ‘mercury to:remove moigture and acld
gases which would prevent the reaction, and then
converted to an amide without heating to initiate the
reaction, o '

608.01(c) Background of the Inven-
tion [R-41]

The Background of the Invention ordinarily
comprises two parts:

(1) Field of the Invention: A statement of
the field of art to which the invention pertains.
This statement may include a paraphrasing of
the applicable U.S. patent eclassification defini-
tiong. The statement should be direeted to the
subject matter of the claimed invention.

(2) Description of the Prior Art: A para-
graph(s) describing to the extent practienl the
state of the prior art known to the applicant,
including references to specific prior art where
appropriate.  Where applicable, the problems
involved in the prior art, which are solved by
the applieant’s invention, should be indicated.
Seo also §§ 605,01 (a), 608.01 (p) and 707.05(b).

Rev. 41, July, 1974

- the invention; should precede the detailed deseription.
Such summary should; when set forth, be colmetisurate

lo 18, Summary of fhe dnvention. A brief sum-
maxy of the invention indicating its nature and sub-
stance, which may include a statement of the ohject of

with the invention as claimed and any object’
should be that of tm invention as clatmed.

. Since the purpose of the brief summary. of
invention is to apprise the public, and more
especinlly those interested ,in‘ghf: partieular art
to which the invention relates, of the nature of
the invention, the summary should. be directed
to the specific invention being claimed, in con.
tradistinction to mere g'enemﬁt;ieg which would
be equally applicable to numerous preceding
patents. ‘That is, the subject matter of the in-
vention should be degeribed in one or, more
clear, concise sentences or paragraphs. Stereo-
typed general statements that would fit one
case as well as another gerve no useful purpose
and may well be required to be canceled as
surplusage, and, in the absence of any illumi-
nating statement, replaced by statements that
are directly in point as applicable exclusively
to the case in-hand, = o

-~ 'The brief summary, if properly written to
set out the exact nature, operation and purpose
of the invention will be of material assistance
in niding ready understanding of the patent
in future searches. See § 905.04. The brief sum-
mary should be moro than a merve statement of
the objects of the invention, which statement
is also permissible under rule 73,

The brief summary of invention should be
consistent with the subject matter of the
claims. Note final review of application and
preparation for issue, § 1302,

608.01(¢)

Reservation Clauses Not

Permitted

Rule 19, Reservation olansos not permitied. A ves
ervation for a future application of subject matter dis-
cloged but not claimed in a pending application wiil
not Le permitted In the pending appleation, but an
applention disclostng unclaimed subject matter piay
contain a. reforence to n later filed application of the
sane applicant or owned by a common assignee dis
closing and claiming that subject matter.

608.01(f) Brief Deseription of Draw-
ings

Rule 74, Reference to drawings. When there are
drawings, there shall be a brief description of the




to the amem't;mrt ,
numerals (preferably-the latter).

The examiner should see to it that the ﬁg 5
described in the brief de-

ures are correctl 06 riey . o
geription of the drawing, that all section lines
used are referred to, and that all needed sec-
tion lines are used. ‘ S

608.01(g) Detailed Description of In-
vention [R-22]

A detailed description of the invention and
drawings follows the general statement of in-
vention and brief description of the drawings.
This detailed description, required by rule 71,
8 608.01, must be in such particularity as to
enable any person gkilled in the pertinent art
or science to make and use the invention without
involving extensive experimentation. An ap-
plicant 1s ordinarily permitted to use his own
terminology, as long as it can be understood.
Necessary grammatical corrections, however,
should be required by the examiner, but it
must be remembered that an examination 1s
not made for the purpose of securing gram-
matical perfection.

The reference characters must be properly
applied, no single reference character being
used for two different parts or for a given part
and a modification of such part. In the latter
case, the reference character, applied to the
%given part,” with a prime affixed may advan-
tageously be applied to the modification.
Every feature specified in the claims must be
illustrated, but there should be no superfluons
illustrations. ) )

The description is a dictionary for the claims
and should provide clear support or antecedent
basis for all terms used in the claims. See
rule 75, §8 608.01(1), 608.01 (o). and 1302.01.

Nore.~Completeness, § 608.01(p).

608.01(h) Maode of Operation of In-
vention [R-44]

The best mode contemplated by the inventor
of enrrying out his invention must b sot forth
in the deseription, The Office practice is to ae-
copt an operative example as suflicient to meet
this requirement of the Statute in the absence

L, of informntion to the contrary.

46.1

608.01(i)

w1t inventor has or

he feels is his best mode

ate and distinct from the

ey of his disclosure, In re

y, 135 1) 11 (C.C.P.A. 1962); In re

U.S.C. 112 and rule 71(b).
In chemical cases, complete data necessary

- for the preparation and use of at least one ex-

ample of the invention should be presented.
Nore—Completeness, § 608.01(p).

608.01(i) Claims [R-35]

Rule 15, Olaim (). (a) The speclfication must con.
clude with a clalm particularly pointing out and dis-
tinetly clalming the subject matter which the applicant
regards as his invention or dlscovery.

(b) More than ono claim may be presented provided
they differ substantially from each other and ave not
unduly multiplled,

(¢) When more than one claim is presented, they
may be placed In dependent form in which a claim
may refer back to and further restrict a single preced-
ing claim, Claima in dependent form shall be con-
strued to Include all the Hmitations of the claim
incorporated by reference Into the dependent claim.

(d) (1) The claim or claims must conform to the
invention as get forth In the remainder of the specifica-
tion and the terms and phrasea used in the elsims must
find clear support or antecedent basls in the descrip-
tion so that the meaning of the terms in the claims may
bo ascertainable by reference to the description, (See
rute 58(a).)

(2) See rules 141 (o 146 as to clalming different
inventions In one application,

(e) Where the nature of the case admits, as in the
case of an lmprovement, any Independent ¢lalm should
contaln in the following order, (1} a preamble com-
priging a genernl deseription of gll the elements or
steps of the clnlmed combinatlon which are conven-
tlonal or known, (2) a phrase such as “wherein the
Improvement comprlses,” and (3) those elements, steps
and/or relatlonships which constltute that portion of
tho claimed combination which the applicant conslders
as the new or improved portion,

Norn

Numbering of Claims, § 608.01(3).
Form of Cluims, § 608.01 ().

Rev. 44, Apr. 1976
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608.01(j) Numbering of Claims

Rule 126. Numbering of clelms. The original number-
ing  of the clahnia’ must be preserved’ throughout the
prosecution. Wt ire ‘eanciled, t
‘elaima

121(b), they must be mambere ant,
secutively beginning with the number’ next following
the highest numbered clalm ‘previously  presented
‘(whether ‘entered ‘or not). 'When the npplication {s
ready for allowance, the examiner, if necessary, will re-
nnmber the claims consecutivély in the order in which
they ‘appea¥ ‘or in' such order as May have been re-
aquested by appleant, 0
In a single claim case, the claim is not num-
608.01(k) Statmtory Requirement of
" Claims [R-22]
35 11.8.C', 112 requires that the applicant
shall particularly point out and distinetly
claim the subject matter which he regards as
his invention. The portion of the application
in which he does this forms the claim or
claims. This is an important part of the ap-

plication, as it is the definition of that for
which protection is granted. '

608.01 (1)  Original Claims

In establishing a disclosure, applicant may
rely not only on the specification and drawing
as filed but also on the original claims if their
content justifies it. ;
Where snb{ect matter not shown in the draw-

ing or described in the specification is claimed
in the case as filed, and such original claim
itself constitutes u elear disclosure of this sub-
ject matter, then the elaim should be treated on
its merits, and requirement made to amend the
drawing and specifiention to show this snbject
matter. The claim should not be attacked
cither by objection ar rejection because this
subject matter is Incking in the drawing and
specifieation, It is the drawing and specifien-
tion that are defective; not the elaim,

It is of course to he understood that this dis.
closure in the elnim must be sufliciently specific
and detailed fo support the necessary amend-
ment of the drawing and specification,

608.01 (m) Form of Claims [R-22]

While there is no set statutory form for
claims, the present Office practice is to insist
that each claim must be the objecl of a sen-

- quoted terminology is not present, it is insert
by the clerk. Each claim begins with a capital

~ letter and ends with a periad. . Periods may not
be.used elsewhere in the claims except for ab-

breviations. . A claim nay. be typed with the
various elements sybdivided in paragraph form.
. 'There may be ,Y’Ium! indentations to.further
segregate subcombinations or related steps.  In
general, the p

rinted patent, copies will follow

the format used but printing diffienlties or ex-

pense may prevent the duplication of unduly
complex claim formats, . .

Reference charncters corvesponding to ele-
ments recited in the detailed deseription and the
drawings mny bo used in conjunction with the
recitation of the same element or group of ele-
ments in the claimg,  The reference charvactors,
however, should be enclosed within parentheses
50 a8 to avoid confusion with other numbers or
characters. which may appear in the claims.
The use of reference charncters js to be consid-
ered as having no effect on the scope of the
clpims, e A , L

Many of the difficulties encountared in the
prosecution of patent applications after final
rejection. may be alleviated if each applicant
includes, at the time of filing ov o later than the
first response, claims varying from the broadest
fo wlxic{). he believes he 1s entitled to the most
detailed that he is willing to accept.

Claims should preferably be arranged in or-
der of scope so that the first claim presented is
the kbroa(llest. Where separate species are
claimed, the claims of like species should be
grouped together where possible and physically
soparated by drawing a line between claims or
groups of clnims,  (Both of these provisions
may not be pragtical or possibla whera several
gpecies claims depend from the same generic
claimi)  Similarly, product and provess elaims
should be sopavately grouped.  Such arrange-
ments are for the pnrpose of facilitating classi-
fication and examinntion.

The form of claim roquired in rule 75(e) is
particularly adapted for the deseription of im-
provement type inventions. It is to be con-
sidered a combination elnim. . The preamble of
this form of claim is considered to positively
and clenrly include all the elements or st (,!Hi)s re-
cited therein as a part of the claimed combina-
tion,

For rejections not based on priov avt see
& 706,03,

608.01(n) Dependent Claims [R--22)

Rule T8(c), reads ns follows:
When more than one clalm {a presented, they may
be placed in dependent form in which a elaim may refer
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- For applications filed on or after October 25,
1965, the initial determination, for fee purposes,

as to whether x

claim is depen éoﬁt must be made

by’ persons other than examiners: it is neces-
Sty nt that time, to wecept i d ,
al gf‘(gvef,‘ “elaim’ whic

without détermining wh

ether the ! .
trué’ de%)endaﬁﬁ relationship. Such acceptance
does not, howeveér, preclude a subgequent. hold-
ing by the examiner that a clnim is not & proper
dependent claim. Any claim which is in depend-
ent form but which 18 so worded that it,in fact s
not, as for example it does not include every
limitation of the claim on which it depends, wil
be required to be canceled as not being a proper
dependent claim; and’ cancellntion of any fur-
ther claim depending on su¢h n dependent claim
will he similarly required.  The applicant may
thereupon amend the claims to place them in
roper dependent form, or may redraft them as
mdependent claims, upon payment of any neces-
sary additional fee, =
An’essential characteristic of a proper de-
pendent claim is that it shall incﬁlda ever
imitation of the claim from ‘which it depends
(35 U.8.C. 112) or in other words that it shall
not conceivably be infringed by anything which
would not also infringe the basic claim.” Thus,
for example, if claim 1 recites the combination
of elements a, b, ¢ and d, a claim reciting the
structure of claim 1 in which'd was omitted or
replaced by e would not be a proper dependent
clnim, even thongh it placed further limitations
on the remaining elements or andded still other
alements. ‘ ' -

The fact that a dependent elaim which is oth-
erwise proper might require a separate search
or be separately classified from the claim on
which it depends would not render it an im-
proper dependent claim, although it might
result in a requirement for restriction.

Tha fact that the independent. and dependent.
claims are in different statutory elasses does not,
in itself, render the Intter improper. Thus, if
elnim 1 recites n specific produet, a claim for the
method of making the product of claim 1 in a
partienlar manner would be a proper dependent
clnim ginee it could not be infringed without in-
fringing elnim 1. Similarly, if elaim | recites o
method of waking a produet,a elnim for a prod-
uet made by the method of elaim 1 conld be a
proper dependent elaim.  On. the other hand,
if elaim 1 reeites n method of making a specified
product, n elnim to the product set forth in claim
1 would not, be a proper dependent elaim if the
product might bo made in other ways, Note,

Rev. 38, Oct, 1978

uires: thedeiamdent

' the preceding eldim,

“claims.

18

claims, It is also alternative.

this rule does not apply to product-by-process

- Crane Form AND ARRANGEMENT

A deéié;’idéi;ﬁj claim 2 could rend as follows:
-2, 'The product, of claim 1 in which ...

.. A dependent claim cannot directly refer back
to two or

maore preceding claims, . For example,
ding as follows: ..
hine s specified in claims 5 or 6 (or,

a claim
7. A mac

B.and 6) in which ...

is not permitted,  Such n claim disguises the
true number of elains, sinee it is in reality two

- Howevar, a series of dependent claims is per-
missible in which n dependent claim refers to a
preceding claim which, in turn, refers to an-

other preceding claim, ; _
A elaim which depends from a dependent
claim should not he separated therefrom by any
cluity which ‘does not ‘also’ depend” from' said
“dependent” olaim.  It-should i)e kept in mind
that a dependent claim may refer back to eny
preceding independent’ claim, These are the
only restrictions with respect to the sequence of
claims, and, in. general, npplic’zmt’s,smuem:e
should not be changed. éfea § 608.01(j). |

Rerecrion’ AND OBIECTION

If the base clnim has been cancelled, a claim
which is directly or indirectly dependent thereon
should be rejected as ‘incomplete. . If the base
claim is rejected, the dependent claim should be
objected to rather than rejected, if it is otherwise
allowable. o '

Examiners are reminded that a dependent
claim is divected to a combination including
everything recited in the base claim and what is
recited in the dependent claim, Tt is this com-
bination that must be compared with the prior
art, exactly as if it were presented as one inde-
pendent claim, '

The numbering of dependent clniins and the
numbers of preceding (Jnima referved to in de-
pendent claimg shoukd he earefully checked
when elnims are renumbered upon allowanee,

608.01 (o) Basis for Claim Terminol

ogy in Description

[R-22]

The meaning of avery term used in any of
the claims should be apparent from the de-
seriptive portion of the specitieation with clear
diﬂe‘lnmn-n a8 to its import, and in mechanical
cases it should be identified in the descriptive
portion of the specification by veference to the
drawing, designating the puret or parts therein




to which the term appli¢ , m
- claims may be given & special meaning in th
 description. . No term may be given a meanir
repugnant to the usual meaning of the term.
%augllyf ‘the terminology of ‘the original
claims follows the nomenclature of the specifi-
cation, but sometimes in amending the claims
or in adding new claims, new terms are: intro-
duced ;that do not appear in the specification.
The . uge of a confusing variety of terms for
the same thing should not be permitted.
New.claims and amendments to the claims
already in the case shonld be serutinimed not
only for new matter but also for new terminol-
ogy.  While ,unégsplicant is not limited to the
nomenclature used in the application as filed,
ot whenever by amendment of his claims, he
zeparw therefrom, he should make appropriate
amendment of his specification 'so as to have
therein clear support or antecedent basis for
the new terms appearing in the claims. Thisis
necessary in order to insure certainty in con-
struing the claims in the light of the specifica-
tion. Ex parte Kotler 1901 C.D. 62; 95 O.G.
2684. See rule 75, §3'608.01(1) and 1302.01,

608.01(p) Completencss [R-22]

_ Newly filed applications obviously failing to
disclose an invention with the clarity required

are discussed in § 702.01. , :
A disclosure In an application, to be com-
plete, must contain such description and details
as to enable any person skilled in the art or
science to which the invention pertains to make
and use the invention. -

While the prior art setting may be men-
tioned in general terms, the essential novelty,
the essence of the invention, must be described
in such details, including proportions and tech-
niques where necessary, as to enable those per-
sons skilled in the art to make and utilize the
invention, :

Specific operative embodiments or examples
of the invention must be set forth. Examples
and deseription shonld be of sufficient scope as
to justify the scope of the clnims. Markush
claims must be provided with support in the
disclosure for ench member of the Markush
group. Where the constitution and formula of
a chemieal componnd is stated only as a proba-
hility or speculation, the disclosure is not suffi-
cient to support, claimg identifying the com-
pound by such composition or formula.

A complete disclosure should inelude n state-
ment of utility. This nsunlly presents no prob-
lem in mechanieal cases.  In chemical ecases,
varying degrees of specificity are reguired,

ymposition  must -

not
applications. it S e filed

GuieLines For  ConsmeriNg DiscrLosures or
Urtnery 17 Droa Cases ’

el i :‘f',(;"émml:‘

These guidelines are set down to provide
uniform handling of applications disclosing
drug or pharmaceutioal utility, They are in-
tended to guide patent examiners and patent
applicants as to ceriteria for utility statements.
'f[,hey deal with fundamental questions and are
subjject to vevision and ‘amendment if future
case lnw indioates this to be necessary.

'The ' following ‘two basic princi?l% ghall be
followed in considering matters relating to the
adequacy of diselogure of utility in drug cases:

gl) The same basie principles of patent law
which apply in the field of chemical arts shall
be applicable to drugs, and ‘
 (2) The Patent Office shall confine its exam-
ination of disclosure of utility to the applica-
tion of patent law principles, recognizing that
other agencies of the GGovernment have been
assigned - the responsibility of assuring econ-
formance to the standards estnblished by statute
for the advertisement, use, sale or distribution
of drugs? : '
A drug is defined by 21 US.C. 321(g)
~The term “drug” means (A) artieles
recognized in the officinl United States
Pharmacopein, ofticinl Homeopathic Phar-
macopeia of the United States, or official
National Formulary, or any supplement
to any of them; and (B) articles intended
for use in the diagnosis, cure, mitigation,
treatment, or prevention of disease mm man
or othar animals; and (C) articles (other
than food) intended to affect the structure
or any funetion of the bady of man or other
animals; and (D) articles intended for nse
as a component of any articles specified in
clanse (A), (B), or (C); but does not
includo devices or their components, parts,
or necessories,

In addition, compositions adapted to ha applied
to or used by human beings, e.g., cosmetics,
dentifrices, monthwashes, ete,, may bo treated
in the snme mamner as drugs subjeet. to the con-
ditions stated.

Any proof of n stated utility or safety re-
quired pursuant to these guidelines may be

DA T O

YIn ore Krimmel, 48 CCPPA 1116, 202 .24 848, 130 UQ!‘(%
'fyiﬁﬁp:)lgﬂ;‘ﬂ Hartop ot al., B0 CCPA 780, 311 v.ia 249, 1587
( .
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 pound or comp: thwek persons
- skilled-in the ;sir%bwf? to make the compound
‘or composition, Incomplete teachings may not



assstance
of Health,

\eJk DeCOsSRATY:
with the basic
follow

forth above, the

ing procedures shall be

followed in examining patent af {)limtions in
the drug fleld with regard to'disclosures velat-
ing to utility.

“for pharmaceutical . pur-
eal - agtivity,”®  “intermedi-
, for :making; further ' unspecified
reparations are regarded as'insufficient,:
- If the nsserted. ntility: of a. compound 'is
bel le on its face to persons skilled in the
art in view of the contemporary knowledge in
the art, then the burden. is-upon the: examiner
to give adequats support. for rejections for lack
of utility under this section.” On the other hand,
incredible  statements ® ' or statements ' deemed
unlikely to be: correct by one skilled in-the
art® in view of the contemporary lmowl‘edﬁzu
in the art will require adequate proof on the
part of applicants for patents, = :
Proof o uti]il;yun ler: this section may be
established by chnical or in vive or.in vitro
data, or combinations of these, which would he
convineing to those skilled in the art.1® More
particularly, if the utility relied on is directed
solely to the treatment of humans, evidence of
utility, if required, must generally be clinical
evidence,'! although animal tests may be ade-
quate where the art would necept these ns
appropriately correlated with human utility,

3 Rrenner v, Maneon, 383 V.8, 1D, 148 UUBPQ 684D,
_B3Ce In ve Lorane of al., 4 CCPA. 1287, B0k F.03 @76, 144
VHPBO 212 of, Be parte Brockmann ef al., {37 VAP B
jabl® 1@ Diedrioh, 50 CCPA 1455, ‘818 F.

L 3an
®Tu ve Rirk et al., ti4 CCPA 1110, 1688 YTAPQ 48 Eo parte
Lanham, 135 UEP() 104, o

eIn re Joly et al., 54 COCPA 1159, 153 VEPQ 45 In re Kirk
vtal, 54 CCPA 1115 1 153 VST 48,

T Inre (Jazarve, 54 CCPA 1524, 154 nm'g 03,

*In ve Citvon, B COPA A8, 626 F.2d 248, 180 VISPQ 61g
In re Oberwegor, 28 CCIPA 148, 116 17,24 828, 47 USPQ 450 ;
Bz parte Moore et al,, 178 URADQ) &,

&Jn ve Ruskin, 6% COPA K72, 364 .24 400, 148 UGPO 291 -
I'n re Pottier, 84 CCPA 1203 1688 lYﬁl'(’{ 407 In rg Novak
et al,, 40 CCPA 1263, 308 F.240 024, 184 USPO 386 Hee nlao,
In re Irons, B2 CCOPA D38, 840 10.24 074, 144 UBPQ 851, .

¥ In re Irons, B2 COPA 038, 240 1.2 004, 144 USPQ 361
Ea parte Paschall, B8 UKIPQ 181 Ba parte Pennell of nl., 06
VAPQ 66 Fo parte Feeguson, 117 V8P 220 ; Ee parte Tim-
mla', 28 URPQ 641,

¥ Re garte Thamia, 128 l,ml"Q fBa1, .

# In v Havtop of al, B0 CCPA TR0, 311 124 249, 188
USPQ 419 Fe parte Murphy, 134 USPQ 134,

Rev. 88, Oect, 1078 48,

uthorized by 21

rinciples set

in:topie ;)‘:mmrfm 1y
h o

B ugh absolute safety {8 not nesessary to
meet the utility requivement under this seotion;
& drug which is not sufficiontly safe-under the
conditions of use for:which it is said 1
affeotive will -not: satiefy: the utility: require-
ment.t*. Proof of safety shall be requived only
in those cases where adequate reasons ¢an be
advanced by the examiner for heliwin;ﬁs ‘that
the druf{ is; unsafe;:and shal} be accepted if it
establishes a: reasonable: probability of ‘safaty.

o8

s vso 1

A ISR e U IR RV I TR PR TP B S S I BRI
A mere statement. of utility for pharmaco-
logical or chemotherapeutic purposes may raise
a question of compliance with section 112, par-
ticularly ¥. . . as'to:enwble’any person skilled
in the art to which it pertains . . , to use the
snme.” T the statement of utility contains
within'it ‘4’ connotation of how to use, and/or
the art recognizes that standard modes. of
adininistration are contemplated, section 112 is
sutisfied.” T the use ‘disclosed is of such nature
that the art'is imawnre of successful treatments
with chemically analogous compounds, a more
complete statement of how to use must be sup-
plied than if such analogy were not present.'®
1t is not ‘necessary to ‘specify the dosage or
method of use if it is obvioug'to one skilled in
the art that such information could be obtained
without undue experimentation.’” - o
With respect to the adequacy of disclosure
that a elrimed genus possesses an. asserted
utility representative examplos togother with
t statement applicable to the genus as a whole
will n‘rdinnril be sufficient, if it would be
deemed likely ?’)y one skilled in the art, in view
of contemporary knowledge in the urt, that the
cluiimed * genus would pogsess the  asserted
WG, Dllcke v, Treves, 44 GERA TO3. 241 .20 718, 113

VRPQ-4TL: I'n o Krimmel. 48 COPA 1110, 202 .20 048, 110
PA 11206, 292 P24 048, 130

i

URI'Q 218 Tu ra Dodapn, 48 CC )
lm}'lﬁ) 3“247; I'n re Hitehinga, B2 COPA 1141, 842 frod R0, 144
URIQ 647, . :

" ﬁt re Rergel e al,, 48 COTA 6102. an2, rad a6h, 180
UHI’Q 200 He parte Melein, 180 UBPO 47,

8 apavte Harriaon et al, 120 UBIN 172 ; Er parte Lewin,
1o U8k 70, ‘ ,

“in re Hartop et al, 50 CCI'A 780, 411 F.24 249, 1858
1TRPO 419,

O I re Johpagn, 45 CCPA TAR, 282 T84 870, 127
U!‘ﬂ"? 208 I'n re Il"vlll'»gu et al, B2 COPA 1141, 342 124 R0,
144 VKPQ ¢47, s

WIn e Mourea et al, 52 CCPA 1303, 8346 1,20 605, 14
VHPPQ 462 In ra Schmidt ot ol, 64 CCPA 1577, 168 USP
440,




umy : Ln .
‘2In the case of mixtures u'wludmg a dmg a8
an ingredient, or mixtures which are: drugs, or
methods of tmanug n-specific condition.with o
drugy, whather old-or new,.a «apemﬁe oxample
shonld: ouimunh ‘he &et forth, 'which  should
include 'the ‘organismy treated. In approprinte
eases, such: an example may be linferred  from
the dise losnire taken as a whole and/or the
knowledgo in the art (e.g., gurgle).

Whera _the claimed, componnds ave. u\pahla
of several different u!slhheea and one use is ado-
quately deser ibed in e nrdnnm with th(\sv
gm;lo]mwg:uldltmnu Wi )
gated for complinnee i
only if not’ hphm’h’lﬂe on’théir face to those of
ovdinary skill: in.the.art in:view of the.con-
temporary knowledge: of - the art. Failure to

meet: these standards may. result in a require-

maut to cu.nwl bucl; uddm(mal ut,xht;w%.“’ o

IN onvomrm\' Bx meumcm

An"nmﬂi(' ation for a ‘patent when filed may

incorporate “essentinl material” by roference to
(1): a United States patent, or (2) an allowed
LIS, ‘application, subject to the. conditions set,
fortix below. “Issentia) materin}™ is defined ns
that which is necessary to (1) support. ih(,
«]mms, or (2) for aduquutv disclosure of the
invention (35 U.S.C. 112). “Essential mate-
rial™ may not be muupm.\tod by reference to
(1) patents issued by foreign conntries, to (2)
nonpatent, puhlumlons. to (!) n pnt(‘nt or ap-
plication which itself incorporates *“essential
material” by reference or to (4) a forcign appli-
eafion, See In re lmmlw 169 USPQ 429,

Noiiessentinl subjeet ‘matler may be fncor-
porated by veforenies to' (1Y 1mlonlu issued: by
the United States or foredgen conntries, (2) pnm
filed, commonly owned ULS, applications or (3)
nunpltt'ut puhln ations, for purposes of indieat-
ing the background of the invention or illustrat.-
mu‘flw lenlu of theart,

v Iu et (lp wnaner, 31 COPS 1244, 140 1 90 074, 62 DRIN
207 1 tn e Cgvaltite ¢t al AR COPA 711, 282 124 4587, 12
%ftf’l' 4H2 281 n,l arallite' et al, 4% CCPA 740, ug" ;"d i,
127 1) G I oye Sehmidt, -lN COPA 1140, 205 4;
l,".() URPO) 404 0 Iy re Capallito, 4D COPA 18! l" 104G 142 ":1 5(7) !

P LS 370 In.re Burray, ﬂ ('4'&’4\ b0, S70 124 a4, el
CRPO T2 Tu e Laint of ol 54 OFF A 161, 100 URPPQ 6206,

= 1 purte Lanhan, 191 UKD t) D Ha ,m:le Maoore cf al,,
ll.{’ipl % ;‘;’ ‘i’ In ‘;’n{l)"lh’an, 51 ((’"l AR5, BN T.dd 418, 130

4 LG T re Qottlich ot al, 51 CCPIPA LHI4, 328 8,24 1016
14b DEPO’ 865, P e R

48.8

Tt an upp]umtm is {ﬂod wnth a mmp]oh\ dis-
closure, essential material may be cancelled by
smendment. and the smme material anbat,ltnh\d
by reference to n patent ora. pandmg and com-
monly owned allowed ‘application in which the
issie fee has been paid. The amendment must
be neccompanied By an aflidavit or declaration
exeented by the applicant or his attorney or
agent stating 'thit the material cancelled from
the application'ig the! semre mntm‘m! thzxt‘ qu
bwon uworpomtod lsy l(‘fPF(‘Tl(‘(‘

Issus 1‘ EE ])AII)

If an application mrml)m utes essantial ma-
terial by 1\}01'01100 to a 115, patent or a pending
and vmnmnnly owned allowed 7.8, application
for which the issue fes has been paid, applicant
will be requived prior to examination to i;m"nwh
the Patent’ Office with a copy of the referenced
material together with an aflidavit or declara-
tion exee nlvd Dy the a pphvwnt or his attormey or
ngvnt stating thnt the copy « consists of the same
material nn'mpm.ltod by reference in the ref-
erencing u.,pp];u,ntmn. owever, if a soft copy
of u Db ‘patent is fuxma]md, no aflidavit or
dwlm ation i reguired,

l&mu«: Frre Nor Paw.

If an applieation incorporates essential ma-
terial by reference to n pending and commonly
owned application other than one in issue with
the feo paid, applicant will be required prior to
exnmination to mmend the diselosnre of the
referencing npplicntion to include the material
meorpornted by reference. The amendiment must
be necompanied by an aflidavit or declaration
excented by the applicant or his attorney ov
agrent stating that the amendatory material con-
sista of the same mnterinl incorporated by refer-
ence’in the referencing applieation,

Tareroven Txcorroration

The tiling date of any application whevein
essentind materinl is improperly incorporated
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to amen& thediss
ial incorporated by
aniod

15t be gecompa:

v an affda ed by t
applicant, ox rney or ating th
the amendatory matevial « sta of the same
material incorporated by reference in the refer-
encing applieation. In' re Flawkins, 179 USPQ
157 In re Hawkins, 179 USPQ 163; In re Haw-
kins, 179 USPQ 167, (CCPA, 1973).

Reliance upon a commonly assigned copend-
ing ‘applieation’ by a different inventor may
ordinarily be 'made for the pu li:‘()% of complet-
ing the disclosure. Sea In re Fried et al, 141
ISPQ 275 51 CCPA 1118 and General Electrie
Company v, Bronner, 1569 USPQ 335; 407 F, 2d
1258, .

-Since a disclosure must be complete as of the
filing date, subsequent publieations or subse-
quently filed applications cannot be relied upon
to establish a constructive reduction to prac-
tice. o !

DerosiT or M1CROORGANISMS

-Some inventions which are the subject of
patent.applications depend on the use of micro-
organisms which must be described in the spec-
ification in accordance with 35 U.S.C. 112, No
problem exists when the microorganisms used
are known and readily available to the public.
When the invention depends on the use of a
microorganism which is not so known and read-
ily available, applieants must take additional
steps to comply with the requirements of § 112.

In ro Argoudelis, et al., 168 USPQ 99
(CCPA, 1970), accepted a procedure for meet-
g the requirements of 356 U.S.C. 112, Ac-
cordingly, the Patent Office will accept the
following as complying with the requirements
of § 112 for an adequate disclosure of the micro-
organism required to carvy ont the invention:

(1) the applicant, no later than the effective
VLS, filing (Ll.l‘(! of the applieation, has made n
deposit. of a cultnre of the mieroorganism in a
depository affording permanence of the deposit
and ready necessibility thereto by the publie if
a patent is granted, ander conditions which
agsire (n) that aeccess to the enltpre will be
availuble during pendency of the putent apph-
cation to one determined by the Conunissioner
to he entitled thereto wider rule 14 of the Rules
of Practice in Patent Cases and 35 U.S.CL 192,
and (b) that all restrictions on the availability
to the public of the enlture so deposited will he
irrevoeably removed upon the granting of the
patent ;

Rev. 89, Jan, 1974

pository, -

escription to the
uded in the specification ;

extont wvailab
and TSR EE FEREATI LV L T :
71(8) the a}opl,iaantbr his assigns has provided
assurance of permanent availability of the cul-
ture to the public through a depository meeting
tho :rw:l'pnirrmmnm of (1). Such nssurance may
bo in the form of an averment under-oath or by
declaration by the applicant to this effect. -
A copy of the applicant’s: contract with the
depos:ll;ox:ly. may be: required by the examiner
to be made of record as evidence of making the
culture available under. the conditions stated
above, . e T THETE :

Nore.—For problems arising from the desig-
nation of materials by trademarks and trade
names, seo § 608.01(v). [R-89]

608.01(q) Substitute or Rewritten
L . Specification  [R-26]
‘Rule 125, Substitute specification.  If the number or

nature of the amendments shall render it difficult to

consider the case, or to arrange the papers for printing
or copying, the examiner may require the entire specl-
fication or clatms, or any part thereof, to be rewritten.

A substitute speetfiention will ‘ordinacily not be ac

cepted unless it has been required by the examiner.

- The specification is sometimes in such faulty
English that a new specification is necessary,
but new specifications cumber the record and
require additional reading, and hence should
not be required or accepted except in extreme
cases. '

A substitute specification that has not been
required, and is not needed, is not entered. See
§ 714.90. o

Noew matter in amendment, see § 608,04,

Applieation preparved for issue, see § 1302,02,
608.01(r) Derogatory Remarks
About Prior Art in Speci-
fication

The npplieant may rvefer to the general state
of the art and the advance thercover made by
his invention, but he is not permitted to make
derogatory remarks concerning the inventions
of others.

608.01(s) Restoration of Caneceled
Matter [R-20]

Sanceled text in the specifiention or a can-
coled elnim can bo restored only by presenting

48.4




PARTS, FORM AND CONTENT OF APPLICATION

the cancelled matter as a new insertion. See
rule 124, § 714.24.
608.01(t) Use in Subsequent Applica-
tion [R-29]

A reservation for a future application of
subject matter disclosed but not claimed in a

45.5

608.01(:)

pending application will not be permitted in
th%‘}wxcﬁng applieation, rule 79, § 608.01 #e).

hile a specification cannot be transferred
to another application, drawings may be
transferved from a prior application to a later
case by the snme inventor if they are no
longer needed in the prior application, note
84 608.02(i) to 608.02 (k).

Rev, 30, Jan, 18974




~~Parts of an inecomplete application” which
have been retained by the Office may be used as
part of a complete application if the missing
parts are later supp’ ‘88 506 and 506.01.

608;01’(*’” deemarku ‘ and* ‘-N‘;‘meg
_ Used in Trade [R-26]

'The expressiona “trademarks” and “names
used in trade” as used below have the follow-
in%'meaninqa:f' G T G i e

: rk: & word, letter, symbol or device
adopted by one manufacturer or merchant and
umfwto identify and distinguish his product
from those of others. It is:a proprietary word

inting distinctly to the product of -one pro-
uwr' i RN PRI YA e Py ’."‘,'-: sl

- Names Used in Trade: a nonproprietary
name by which an article or product is known
and culled among traders or workers in the art,
although it may not be so known by the public
generally. Names used in trade do' not point
to the product of one producer, but they iden-
tify a single article or product irrespective of
producer. o 7

Names used in trade are permissible in pat-
ent applications if: =~ B

(1) Their meanings are established by an
accompanying definition which is sufficiently
precise and definite to be made a part of a
claim, or SRR :

(2) In this country, their meanings are well
known and satisfactorily defined in the litera-
ture. N A ;

Condition (1) or (2) must be met at the
time of filing of the complete application.

TRADEMARKS

The relationship between a trademark and
the product it identities iz sometimes indefinite,
uncertain and arbitrary. ‘The formula or char-
acteristics of the prodnet may change from
time to time and yet it may continne to be sold
under the same trademark. ¥n patent specifi-
cations, every element or ingredient of the

roduct shonuld be set forth in positive, exaet,
intelligible langmage. so that there will be no
uncertninty as to what is meant. Arbitrary
trademnarks which are linble to mean different
things at the Elenwm of manufacturers do not
constitute sich langmage.

However, if the product to which the trade-
mark refers is otherwise set forth in such lan-
grage that its identity is clear the examiners
are anthorized to permit the use of the trade-
mark if it is distinguished from common de-

49

' "s*mut'ee sufficient identification unless some
physical or chemical characteristic of the article

pitulination. If the trade-
and: definite: meaning it con-

or material is involved in the invention. - In that
event as also in those cases where the trademark
has no fixed and definite meaning, identification
by scientific or other explanatory language is

_'The matter of sufficiency of disclosure must
be decided on an individual case by case basis,
In re Metcalfe and Lowe, 161 USPQ 789; 869

‘Where the identification of a trademark is
introduced by amendment it must be restricted
to the characterigtics of the product known at
the time the application was filed to avoid any
question of new matter,
 1f proper identitication of the product sold
under a trademark, or a product referred to
only by a name used in trade, is omitted from
the specification and ‘such identification is
dvemed necessary under the principles set forth
above, the examiner should hold the disclosure
insufficient and reject on the ground of insuf-
ficient disclosure any claims based on the
identification of the product merely by trade-
mark or by the name used in trade, If the
product cannot be otherwise defined, an amend-
ment defining the process of its manufacture
may be permitted. Such amendments must be
supported by satisfactory showings establish-
ing that the sﬁeciﬁc‘nature or process of manu-
facture of the product as set forth in the
amendment was known at the time of filing of
the agplication. - o ,

Although the use of trademarks having defi-
nite meanings is permissible in })atent. ap-
plications, the proprietary nature of the mar
should be respected and every effort made to
prevent their use in any manner which might
adversely affect their validity as trademarks.
The examiner should not permit the use of
language such as “the product X (a descrip-
tive name) commonly known as Y (trade-
mark)” since such Innguage does not bring
out the fact that the latter is a trademark.
Language such ns “the product X (a descrip-
tive name) sold under the trademark YV 1s
permissible,

The use of a trademark in the title of an
application should ho avoided as well as the
use of a trademark coupled with the word
“type”: i.e., “Baund-Aid tvpe bandage.”

The owner of a trademark may be identified
in the specification,

Examiners shonld reply to all trademark
misusgo complaint letters and forward a copy to
the editor of this manual.

Rev. 88, Oct. 1078




glve ‘them' sntlsmomry repmductlon chamotpﬂaﬂcﬁ
F'Very line and. lntter must be almnlutoly black and por-
manent; the welght ‘of all llmm and letters must be
hmvy enough to pwmlt ‘ndequate reproduetion. This
dlmcmm npplwu ‘to all llnm lmwaver fine, to ahamng,
and to inew ropr«mnllng vut surfaces In sectional
views, Au Mnes must bo clean, sharp, nnd solid, and
fine or crowded lines should be avolded. Solld black
should not be used for sectional or surface shading.
Freehiand work ulumld lw nvn(dwl wherﬁvor it 18 pnu
gible to do o,

(@) Hatehing and shading. (1) ﬁa’tﬂihm should be
made by obllque paraliel 1mex, which may be not less
than about one-twentleth inch (1.8 mm.) npart.

(2) Heavy lines on the shade side of objects should
be used except where they tend to thicken the work
and obscure reference characters, The Mght should
come from the upper left hand corner at an angle of

Rev. 40, Apr. 1974
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' (nnd detters, :but: nrmmuls

he mechanism with-

‘ ns w md\ieed in m'pm-

ALE pmmrmd). must be
plain, legible and carefully formed, and not be ‘engir
cled.: They should; i possible; measure at least: one-
elghth of an ineh: (3.2 mm,):{n height go-that they may
bear: reduction. to ope . twenty-fourth of ‘an ineh! (1.1
mm) md they may be slightly lirger svhen ‘there is
auﬂk!wx raom; They must'not be; M0 placed in the close
and complex parts of the dmwlng as to interfere:with
& thorough, comprehension of the same; and therefore
shonld. rarely. «eross or: ningle: with:ithe dines. ‘When
necessarily. grouped around & certain part, they: should
be placed. at a little distanee, atithe closest point where
there. is avallable space,’ and.connected by lines with
the par{a to which they refer. They shonld not be placed
upon hutclmd or shaddd aurfams but whed necessary, a
blank space may be left in the hatching or shading
where the ‘character.oceurs s0:that it shall appear per-
fectly distinet and separate from the work. The same
part:of an.invention. appearing in more than one vlew
of the drawing must always. be designated by .the same
character, and thie same.character must never be usod
to designate different parts.

.. (B)..Symbols,. legends.. Graphical: dmwing symbols
nnd other labeled representations may be nsed for con-
ventional elements when appropriate, subject to ap-«
proval. by the .Office. The'ielements for: which suach
symbols and labeled repregentations .are used must he
ndequately tdentified in the spocification, While deserip-
tive matter on drawingd 18’ not permitted, suitable
legends may be used, or may he required, in praper
cages, as in diagrammatic viows and flowsheets or. to
show watorlnls or whare labeled. representations are
unplov(-d to Illlmtrnw conyvenllonal: elements, - Avvows
may bhe reqlllri'd i proper. cnses, to show direction of
movement, The lettering showvld. bo a4 large as, or
larger than, the reference vlmmvwru

(h) [Revoked] R

(i) Wcma 'l‘lw dmwluu unmt cnumin as many fig-
ures as mny be necessary to show the invention: the
ﬂgurfm shnuld be consecutivaly nmmbered Af . possible
in the order In which they: appear. The igures may bo
plan, elevation, section, or perspective views, and de-
tall views: of portions or elemonts, on n larger scale 1f
necussary, may oleo be used. Wiploded views, with the
separated  parts of the snme figure émbraced by a
bracket, to show the relatlonship or order of assembly
of varjous parts are permisaible. Whon necessary, a




- fled forms of .coustruetion can only be.

: super]
fAgure. 1t this:ca withont, crowding, otherwise
R separate. figure must be used: for this parpose. Modl:
, shown.in. gep-
arate figures. Views should not be connected by projec-
tion lings nor should centerlines bensed. . 0
22 () Arrangement of views. All views on the same
sheet must stand: in:the same. direction and shonid, if
possible, stand so:that they can: be read with the sheet
held inan upright position. If views longer than: the
width of the sheet are necessary for the ‘clearest {llus-
tration of the dnvention; the sheet may be turned on ity
slde: g0 that:the two-inchi (5.1 cm.) ‘margin is onthe
right-hand ‘side; One figure must: not:be:placed upon
‘another or within the ontling of angther, = -~

(k) Figure for Opicial Gazette. The drawing should,
‘as far as possible; be so planned that one of the views
‘will be suitable for publication in the Official Gazette
as the {llustration of theinvention, <+ = o o0 s
(1) Ratrancous’ matter. An Inventor's, ‘agent's, or
attorney’s name, signature, stamp, or address, or other
extraneous matter, will-not be permitted upon the face
of a drawing, within or without the margin, except that
identifying indicla (attorney's doecket nwmber, inven-
tor's name, number of sheets, etc.) should be placed
within three-fourths ineh' (19.1°'mm.) of the top edge
and between the hole locations defined in paragraph
(b) of this rule. Authorized security markings may be
placed on the drawings provided they be outside the
illustrations and are removed when the material ls
declassifled. ' ‘ '
" (m) Transmission of drawings. Drawings transmit-
ted to the Office shonld be sent flat, protected by a
sheet of heavy binder's board, or may be rolled for
trangmigsion in a sultable mafling tube; hut must never
be folded. If recelved creased or mutilated, new draw-
Ings will be required. (See rule 152 for deslgn draw-
Ings, 165 for plant drawlngs, and 174 for relssne
drawings.) -

Rule 86. Drafteman to make drawings. () Appll-
cants are advised to omploy competeat deaftamen fo
make thelr drawings.

{(b) The Office may furnish the drawings at the ap-
plicant’s  expense ns promptly as it draftsimen can
make them, for appHeants who cannot otherwise con-
venlently procure them. (See rule 21.)

Design patent drawings, rule 152, § 1503.02,
Plant patent drawings, rule 165, § 1606..

b1

 patented cases. Cinceled

(y). Si
é’é{mm

] eots; however, are
not retained with the patented drawings but ave
h the. abandoned files and drawings in
oned Files {Tnit

Correction of drawings; § 608.02(p).

Prints, preparation and distribution, §8 608 and

608.02 (m). Prints, Return of drawing, § 608.02
mature to. the drawing is treated in
_ %?1‘)‘ For pencil notations of classifica-
tion and name or initials of assistant examiner
to be placed on drawings see § 717.03. .

- The filing of a divisional ease under the
provisions: of ‘rule 60 (unexccuted case), does
not obviate the need for formal bristolboard

drawings. - See § 608.02(b).

“lee o Drawine Symmors o0
, Rulo”84(‘¥); “indicates that graphic drawing
symbols and other labeled representations may
be used for conventional elements where appro-
priate, subject to approval by the Office. Also,
suitable legends may be used, or may be re-
quired, in proper cases. ‘ A

The “Rules of Practice” and Title 37, Code of
Federal Regulations pamphlets include a see-
tion’ entitled “Symbols for Draftsman™ which
shows ‘various symbols which may be used in
patent application drawings, Since this set of
symbols is rather limited in scope, attention is
called to the below Tisted publications. -

These publications have been reviewed by the
Office and the symbols therein are considered
to be generally acceptable in ‘Pntent' drawings.
Although the Office will not “approve” all of
the listed symbols as a group because their nse
and clarity must be decided on a case-by-caso
basis, these publications may be used as guides
when gelecting graphic symbols.  Overly spe-
cific symbols should be avoided.” Symbols with
unclear meanings shonld be labeled for clari-
fication, ' B ’

Theso publications ave available from the
American National Standards Tustitute Ine.,
1430 Broadway, New York, New York 10018,

Tho publications reviewed are the following:
Y32.2-1970 . Graphic Symbols for Electrical &

Electronics Dingrams ,
Y32.10-1967  Giraphic Symbols for KFiuid
Power Diagrams ¥
Y32.11-1961  Graphic Symbols for Process

Flow Diagrams in the Potroleum & Chem-
ical Industries

Rev. 40, Apr. 1074




F32.14-1062 - Graphie Symbols for Le
S grams Bt I P e
752.2.8-1949 (R1953) ' Graphic Symbx
0 Pipe Fittings, Valves and Piping
732.2.4-1049 (R1953)

) Graphie ‘Symbols for
" Heating, Ventilating & Air Conditioning
232.2.6~1950 ' Graphic  Symbols  for Heat-
o POWGTAPPWI‘QtMS wasiilk fit vl iong

© Arpurcamions Fiiep Wrrsoor Drawines -

- Applications_filed without drawing are ini-
tially inspected to:determine ‘whether or not
s drawing, under the statute, is necessary be-
fore the applicant can be given n filing date.
Doubtful ‘cases are referred to the group
director for decision as to the need for such a
drawing. . If, after. an application without a
drawing has been: recoived in the group, it is
clenr that a drawing is required,the application
should be returned to the Application Division
along with a memorandum: indicating that a
drawing is required. It has long been the prac-
tice to accept a process case (that is, a case hav-
ing only process or method claims) which is
filed without a drawing. The same practice has
been followed in composition cases, . Other sit-
uations where drawings are usually not con-
sidered essential for a ‘glingfdu‘t;e" are: o

1. Coated articles or products, Where the
invention resides solely in coating or impreg-
nating a conventional sheet, e.g., paper or
cloth, or an article of known and conventional
character with a particular composition, the
application containing claims to the coated or
impregnated sheet or article, unless significant
details of structure or arrangement are in-
volved in the article claims.

II. Articles made {’rom a particular mate-
rial or composition. Where the invention con-
sists in making an article of a particular mate-
rial or composition, unless significant details
of structure or arrangement are involved in
the article claims. , :

II1. Laminated structures.  Where the
claimed invention involves only laminations of
sheets (and coatings) of specified material un-
less significant details of structure or arrange-
ment (other than the mere order of the layers)
are involved in the article claims.

1V. Articles, apparatus or systems where
sole distinguishing feature ia presence of a par-
tieular material.  Where the invention resides
solely in the nge of a particular materinl in an
otherwise old article, apparntus or system re-
cited broadly in the claims; for example,

a. Hydraulic system distinguished solely by
the use therein of a partienlar hydranlie fluid;

b. Packaged sutvres wherein the structure
and arrangement of the package are conven-

Rev. 40, Apr. 1974

EQUENTLY REQUImED

- The acceptance of an application without a
drawing does not preclude the exuminer from

requiring ‘an - illustration: in ‘the form of a
drawing under the second sentence of rule 81.
In' requiring such 'a drawing, ‘the examiner
should clearly indicate ‘that the requirement
is made under the second sentence of rule 81,
and be careful not to state that he is doing
50 “hecause the nature of the case admits” o
a-drawing, as that might give rise'to an erro-
neous impression as to the completeness of the
application when filed.  Examiners making
such requirements are to specifically require, as
a part of the applicant’s next response, at least
an’ink sketch ar permanent print of any drave-
ing proposed in response to the requirement,
even ‘though no allowable subject matter is yet
indicated.” This will afford the examiner an
early o )Fm-tunity to determinee the sufficiency
of the illustration and the absence of new mat-
ter. See rule 118.  The description should of
course be amended to contain reference to the
new illustration. This. may obviate further
correspondence: where an amendment places the
case in condition for allowance, except for the
formal requirement relating to the drawing.
In the event of a final determination that there
is nothing patentable in the case, the sketch and
authorization for entry will not be forwarded to
the Drafting Division. ,

Puorocrarns

. Photographs are not considered to be draw-
ings. Photographs are not acceptable for a
filing date nov for any purpose except as ex-
hibits unless they come within the special cate-
fzories set forth in the parngraph immediately
welow. Pllotolithogm{)]m of photographs and
{)]mmgruphs mounted on proper size bristol-
ourd are never acceptable, See Tn re Taggart
et al, 1957 C.D. 6; 725 O.G. 397 and In re
Myers, 1050 C.1D, 2; 738 Q.G 947,

Srecian CaTraonies

The Patent Oftico is willing to accept black
and white photographs or photomicrographs
(not. photolithographs or otlwr reproductions
of photographs) printed on sensitized paper in
lien of Indin ink drawings, to illnstrate inven-
tions which are incapable of heing acenrately
or adequately depicted by Indin ink drawings,
restricted to the following cntegories: erystal-
line structures, metallurgical microstruetures,
textile fabrics, grain structures and ornamen-




",tyagl‘ ’eﬂ’éét,s.' ~"kf’Th\e::photogmphs _or photomiero-

aphs must show the invention more clearly

than they can be done by India ink drawings
and otherwise comply with the rules concern- -

ing drawings. = ,

%uch photographs to be acceptable must be
made on photographic paper having the fol-
lowing characteristics which are generally rec-
ognized in the photographic trade: double
weight paper with a surface described as
smooth ; tint, white,

NorFYING APPLICANT

If the drawings are informal, but may be
admitted for examination purposes the drafts-
man indicates on 2-part form, PO-948, what the
informalities are and whether they can be cor-
rected or whether new drawings are required.
In either case the drawings are accepted as satis-
fying the requirements of rule 51.

The examiners are directed to advise the
applicants (see § 707.07(a)) in the first Office
action of the conditions which render the draw-
ing informal, and when indicated, that such

~ but will not, in any cas
because of their

can be corrected so as to be ncceptable,
require new drawings
use wecntion unless the necessity
therefor shall have beeon indicated by the
draftsman,
As soon as allowable subject matter is found,
or an appeal ig filod, the requirement for new
drawings should be insisted upon. Before writ-
ing the action, the draftsman should be con-
sulted to ascertain if, at that time, the new
drawing could be prepared by the "atent Office
on request and, if so, the estimate of cost should
be included in the action. Otherwise, the action
should state:

*Applicant is advised to employ the serv-
ices of 0 competent patent draftsman out-
gide the Office, as the Drafting Division of
the Patent Oflice does not have the facilities
at the present time, for preparing now
drawings”.

This procedure, by avoiding a fruitless request
to have the Drafting Division prepare the new
drawing, will promote earlier issuance of the
patent,

Rev. 40, Apr, 1974




ings for hﬁ purg
«closure, ;

k? KO 4 .
, .sketeh,

wi e of the

. For the handling of additional,
substitute drawing h).

608.02(n)

duplicate, or
[R-36].

‘New Drawing—When Re-

Cquired  [R-41]
‘ xi'A'w:‘u;ma ok

. . Puoropmints a8
To expedite ,
mit as)p!i'cn'tl'.

a

by Ap T !

pro Ldu}’ the photoprints are readable and re
producible. . Applicant is notified on form let-
ter. POL~1094 &{mg formal drawings, in com-
pliance with rule 84, together with a:minimum
comparison . fee of ten dollars, are required
within  two months, to .avoid abandonment.
This charge may be applied against deposit
accounts: and . authorization to charge such
accounts should be included when the formal
drawings are filed. For those who have no
deposit account, acceptance of the formal draw-
ings will. ‘be contingent upon: payment: of the
comparison charge within the set period. A
copy of form POI~1004 is placed in the file
wrapper by the Application Division. When
the file wrapper is received in the properly as-
signed examining ‘%mup, the POL~1094 -is
promptly mailed. The application will not be
examined until the formal drawings ave ve-
cetved.

In those situations where an application is
filed with informal drawings, appheants ave re-
quested to wait until they veceive their “Notieo
of Informul Drawings” form, PO-10894 from
the group art unit before submitting the for-
mal drawings and the comparison charge. "The
letter of transmittal accompanying the formal
drawings shonld adentify the group art unit
indiented on form PO-1004. Also, each sheet of
drawing should include the serial number and
group art unit in the upper right margin, In
the puat, some drawings have been misdivected
beennse the group art unit indieated on the
filing receipt was used rather than that indi-
cated on form PO -1094,

In the event the drawings ave not timely fui-

cants sometimes sub-
nts in lieu of

v,

nished, the application becomes abandoned after

63

' drawing:
84" t;ig%f th
The.

to

with @l
ith: photoprints in lieu of
by a pink “Special R.

dge of drawings, as

o, and the arrange-

hile the examiner

fi the ney of the showing.

The drawings, upon rec n application,

are sent from the A%)pli(;atw vision to be in-

spected by the draftsman. If satisfactory, he

stamps. on ench sheet “Approved by Drafts-
man.”  See also § 608,02,

PP

0 THaNounG oF New DrawrNes

If the new drawings are timely filed, the
clerk should immediately send the new druw-

ings with ‘the file ‘wrapper to the Draftsman

for approval as to form, If the drawings are
approved as to form by the Draftemwn, the
clerk checks to see if the $10 comparison fee
has been paid or ¢harged to a deposit account.
1f the fee hay been paid, this fact should be
noted on form PO-948 or PO-1004 in the left
margin thereof opposite the com {mrisﬁm fee re-
quirement and initialed by the clerk. A simple
yhruso such as “fee O.K.” 15 suflicient. If the fec
s not been paid; the applieant or his attorney
should be so notified. This should be done by
the clerk by either telephone or a short letter.
The following language may be used ¢ ‘

“Forml drawings have been received in this
appliention. However, the response s incom-
plete heeanse o comparison fee of $10 has not
been paid. Applicant is given 30 davs to com-
plete his response in order to avoid any qnes-
tion of al’mn(}mnn(-,nl'.” ‘

Tf the mintmun $10 comparison fee has been
paad, the examiner compares the content of the
new dreawing to the informal denwing to deter-
mine if the tHustration js suflicient and whether
new matter has been added.” The examiner
should state in his next Oflice action his con-
clusiong. These conclugions could moerely state
that upon comparizon, the new drawings were
neceptable or why they were not neceptable,

If the applieation is allowed on the first e
tion, the examiner should state that the new
drawings were aceeptable v the examines’s
amendment o on form POT-22T,

608.02 (b) [R-

Informal  Drawings

A1)

Rule 85, Informal drawingas, The requirements of
rule K4 relnting to drawings will be strictly enforcod,
A drawing not execnted In eonformity thereto, if wuit-
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().

nation pu 7(n)
muyst in-

To be fully res

clude n request | Irawing 1
there s an indieation of “allowable subject
matter oran appeal is filed, See rule 111 (),

608.02(¢c) Drawings or Print Kept in
Examining Group [R-36]
The photocopies of the dmwingﬁs;rrmst; always
be kept on top. of the papers on the right of the
file wrapper so as to he visibla. upon opening
the wrapper and easily detached. This photo-
col)y (or “print”) is placed in the drawing
cabinet when the corresponding large size (10
by 15 inches) drawing is removed during
prosecution, - . o

No application should be sent to issue or to
the Abandoned Files Unit unless the original
drawing, if any, accompanies it. - :

TRule 84 was amended on May 28, 1971 (887
0.G. 1840) to require the drawings in patent
applications to be 814 by 14 inches in size and
to prohibit names within the illustration area
of the drawing. , :

Although the rule was changed in May 1971,
filing of the smaller size drawings did not be-
come mandatory until January 1, 1972.

The small size formal bristolboard drawings
are placed in the center portion of the applica-
tion file wrapper underneath the np})llcation
papers by the Customer Services Division,

he bristolboard drawing should be retained in
this position for ﬁlini,; in the examining groups
in all applications filed after January 1, 1972,
608.02(d)

Complete IMustration in
Drawings

Rule 88. Content of dranding. (a) The drawing must
show every feature of the Invention apecified in the
clatma. However, conventional features dlaclosed in the
degceription and elalmg, where thelr detatled Hlustration
{# not egpentinl for a proper underatanding of the inven-
tion, should be illustrated In the drawing in the form of
] gmplm?nl drawing symbol or a labeled representation
(e.g. & labeled recltangular box),

(b) When the Invention consists of an fmprovement
on an old machine the drawing must when poasible
exhibit, in one or more views, the huproved portlon

Rev. 41, July, 1974

he invention

én st uctural detail that is of
rtance to be described should be
x parte Good, 1911

C.D, 43; 1 by
608.02(¢) Examiner Determines
~ Completeness of Drawings
The examiner should see to it that the f;g
ures are correctly described in the brief de-
scription. of the specification and that  the
reforence characters are properly applied, no
singlo referenee characeter being used for two
different parts or for a %_iver\ part and n modi-
fication of such part. Every feature covered
by the claims must be illustrated, but there
should be no superfluous illustrations. :

608.02(f) Modifications in Drawings

‘Modifications may not be shown in broken

lines ‘on figures which show 'in solid lines
another forin of the invention. - Ex parte
Badger, 1901 C.D, 195; 97 O.G. 1596.
““All ‘modifications described must be illus-
trated, or the text canceled.  (Ex parte Peck,
1001 C.D. 186; 96 Q.G. 2409.) This require-
ment does not apply to a mere reference to
minor variations nor to well-known and con-
ventional parts. B

608.02(g) Hlustration of Prior Art

- Figures showing the priorart are usually un-

necessary and should be canceled.  Ex parte
Elliott, 1904 C.D. 103; 100 O.G. 1837. How-
ever, where needed to understand applicant’s
invention, they may be retained if designated
by a legend such as “Prior Art.”

608.02(h) Additional, Duplicate or
Substitute Drawings [R-
36]

When an amendment is filed stating that at
the same time substitute or additional sheets
of drnwings are filed and such drawings have
not been transmitted to the examining group,
the docket clerk in the examining group should
call the Application Division before entering the
amendment to agscertain if the drawing wns not
received, In the next communication of the
examiner the applicant is notified if the draw-
ings have not been received.

Additional and subatitute drawings, together
with the file wrapper, ure routed through the




PARTS, FORM AND CONTENT OF APPLICATION

Drafting Division where any defects in execu-
tion will be noted. 1f there are none, they will
be stamped, “APPROVED BY DRAFTS-
MAN™  When such drawings are considered
by the examiner, it should be kept in mind that
the “APPROVED” stamp app ies only to the
size and quality of paper, lines rough and
blurred and other detai‘s of execution. The
Draftsman will automatically forward all such
cases to the Customer Services Division for
preparation of the paper prints, The Customer

608.02 (h)

Services Division will return the cases to the
examining groupa, ,

The examiner should not overlook such fac-
tors as new matter, the necessity for the addi-
tional sheets and consistency with other sheets,
Clerks will routinely “enter” ull additional and
substitute sheets on the file wrapper. If the
examiner decides that the sheets should not be
entered, applicant is so informed, giving the
reasons, ’JITLe entries made by the clerk will
be marked “(N.I.)".

¥
4l
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,m proffered additional sheet,
be used in lieu of the usual sketch requ
making the correction of the original drawing.

Tf an old, large size drawing is to be trans-
ferred to an application filed after

er, should bo forwarded to' the Draftsman,
He will cut down the size of the drawing and
forward the case for preparation of prints,

Only the Draftsman may cut the oversize draw-

ings to size. o
~ For return of drawing, see § 608.02(y).

608.02(i) Transfer of Drawings From
Prior ~ Applications [R-

Rule 88. Use of old drawings. If the drawings of a
new application are to be‘identical with the drawinga
of a previous application of ‘the ‘applicant on file in
the Office, or with part of such drawings, the old draw-

.- Ings or any sheets thereof may be used if the prior
application 18, or ia about to be, abandoned, or {f the

~ gheets to be used are canceled in the prior applica-
tion. The new application must be accompanled by a
letter requesting the transfer of the drawings, which
should be completely identitled,

Transfer of all drawings from a first pending
application to another will be made only after
a written declaration of abandonment has been
filed in the first application.

NEwLy SUBMITTED APPLICATION

The transfer of drawings to newly submitted
applications that have not been forwarded to
the examining gronp will be effected by the
Application Division if no drawing prints ave
filed and the application is otherwise entitled to
reccive n filing date. The transfer of the draw-
ings between applications under rule 88 is proc-
essed in the examining groups if informal
L’prints are filed with the application papers. A
new application filed without drawings but hav-
ing a request for transfer of drawings from a
pending application must be accompnnied by a
written declaration of abandonment under rule
138. In order to insnre copendency, such an
abandonment may be worded as to become effec-
tive only after the transfer of the drawings has

- taken place. When n new application is filed
with a request to transfer drawings mnder rule
88, the application papers should include draw-

- ing prints to enable the Application Division to
process the ense before transfer of the formal
drawings is effected.

L

: BL1C January 1,
1972, the drawing together with the file' wrap-

ng. . dra
n care 1 the issue fee has been paid, in which case an
he latter may
uired in

65

uhovg practice a

/ plies to transfer of
drawings

&

from any application except where

express abandonment (rule 138) must be filed
together with a showing why the proposed ac-
tion was not taken earlier. See rule 813.

The name of the attorney on the drawing
being transferred s not changed. See
§ 608.02(u).. ST

When an nyplieation i8 sent to issue, any can- -

celed sheet of drawing then in the case is sent
to the Abandoned Files Unit. Such canceled
sheet, is available for applicant’s use in another
application direoted to its subjeet matter. It
follows that, except as provided in rule 174,
drawings printed in a patent may not be trans-
ferved to n subsequent case,

608.02(j) Transfer of Canceled

Sheets of Drawings to Divi.
‘sional Application [R-44]

In the case of a divisional application, if the
drawing and  descriptive matter pertaining
thereto have been canceled from the parent
case, the canceled sheet or sheets of drawin
may be withdrawn and used as the origina
drawing of the divisional case. The sheets in-
volved should be taken to the Drafting Division <~
for erasure of the “CANCEL per” stamp.

608.02 (k)

Transfer of Drawings
Reissue [R-32]

In a reissue application, the prints of the
original or patented dmwinf may be used for
examination purposes, and the formal transfer
of the original drawing to the reissue applica-
tion made when the reissue application is ready
for issue, provided no change whatever, even so
much as the priming of a reference character,
or correction of an obvious error, is made in
the drawing. If there is to be any change
whatsoever in the drnwing, a new drawing for
the reissne must bo filed.

If there is move than one sheet of original
drawing, a required change on any sheet will
preclude the use of the original drawings which
must bo kept in the condition existing at the
time of issue of tho original patent. Sec
§ 1101.05.

Transfor of the drawing is made as set forth
in § GOK.02(1), notation thereof being entored on
the file wrapper of the original application,

The lotter of transmittal in a reissue applica-
tion should request transfor of the drawings, if
such transfer is desired.

to

Rev. 44, Apr. 1075



asprper-numt
ra on the r

§T17.01(b)

All prin

filed to be jpm of the

flthe file w

AR

the date of the i1
their. appropriate paper number,

«

“The print being thus an official papelm the
‘marked: or in any way

record shonld not be m
altered. The bristolboard drawing, of course,
should not be marked up by the examiner.
Where, as in an -alectrical wi

desirable, to identify th

able, to ' us circuits by
different colors, ‘o in ‘any more or less com-
plex case, it:is: ndvantageous to:apply legends,
arrows or other indicia, an additional print for
such use should be ordered by
and placed unoflicially in the file,

as provided in § 608.02(c).

" 'Heavy Parer Privts

> A second print on heavy weight, colored

paper is prepared of each drawing in all appli-

cations having a filing, date after January 1,

- 1972. The print on colored paper is in addition
to the white paper print.
.. Pink paper was nsed from January 1, 1972 to
January 1, 1974, Bufl colored paper has been
L,usw..l since January 1, 1974, o
Primary examiners should place the clagsifi-
cation and the name of the examiner on tho
colored print.
The colored prints are located above the white
paper prints on the right hand portion of the
- file wrapper, when initially received in the ex-
amining group.
After the application has been classified and
- agsigned to an examiner, the colored prints
should be removed and placed in the drawing
cabinets.
If an application has several sheets of draw-
- ings, the colored prints shonld he stapled to-
gother at their bottom edges before being filed.
If the number of sheets of prints is too Inrge to
bo stapled, a fastener should be placed through
the holes at the top.
= 'The time when t}m colored prints are removed
from the drawing cabinets 18 determined by the
group director.
The formal bristolboard drawings submitted
by applicant in cases filed after January 1, 1972
- remain in the file wrapper.

Rev. 44, Apr, 1070

d sketches subsequently.
rt of the record are endorsed with
their receipt in the Office.aund given.

iring cage, it is,

the examiner

rints remain in the file at all times except

andoned,, £ is given
by the group having j on of the case
to each group t;lml;,_,\s\f{nni_tmd_ a patentability
report, The examiner of each such reporting
group notes the date of allowance or nbandon-
ment on his duplieate sot of prints. At such time
ns these prints become of no value to the report-
ing group, they may be destroyed.

608.02(0) Dates Entered on Drawing

‘The . Incoming. Mail becuon - (mail room) «e-
stamp and-the: “Corrected” stamp applied by
the Drafting Division.are impressed on-the back -

of the drawings, .. . .. 0o 0
~The only date entered on the -front of the
drawings 1s the date:of mailing of the Netice
of Allowance, which is done by the Patent Issue
Division. Under current practice, the clerk of
tho examining group does NOT entor any date
when the case 18 “sent to issue”.

Approval of the Drafting Division is indi- -
eated by a legend associated with the “O.G. Fig.
(;}?l. .« . Sub. . .. stamp on the front of cach -~
sheet.,

608.02 (p) Correction of Drawings
[R-29]

Rule 128. Amendments to: the drawing.  (a) No
change in the drawing mny be mado except by permis-
slon of the Oftice.  Permissible changes in the con.
struction ghown in any drawing may be made only by
the Oflice. A sketch in permanent Ink showing pro-
posed changes, to become part of the racord, must be
flled,  The paper requesting amendments to the draw-
ing should be sepnrato from other papers.

(h) Substitute drawings will not ordinavily be ad-
mitted tn nany case unlesg required by the Office.

Norg,-~Correction is defevrable, seo § 608,02
(b), correction at allowance and issue, see
£ 608.02(w) and 130200,

™

A enneeled figure may bo reinstated,  An
amendment. should be made fo the specifieation
adding the briel deseription if n eaneceled figure
19 reinstated.




=g 110Y OF agent.

= with the reques
[ or agent must |

of the dmwmg& of a @ndmg npphcm on mnv
be made only under the st pervision af or by
the Chief Draftsman.

i No aﬂtomtmn% wﬂ} he

quired by an e
proposed in wri .
In either uwe tlw n‘t"*rfz?inm or
corrections as indicated in the sketehes filed
of the applicant or his attorney
e given written approval by the
examiner before the case is sent to the Drafting

In those cases filed after January 1, 1972,

whuh contain oversize drawings (bmm than
4 by 14 inches), the Dr nmeqn will cut down

the edges of the «h‘awmg in order to allow it to
be placed in the file wra per.  The Draftsman
wxl% place two copies of a form letter in each
application in which the drawings were cut.
One copy should be mailed with the first Office
letter as an attachment thereto and the other
copy shonld be retained in the file wrapper.

The Draftsman will also place two copies of
the form in all applications having drawings
with names within the illnstration area. Names
must be removed from the illustration area of
all drawings in cases filed after Januarv 1, 1972
The names will be removed from the dr'mmg
by the Draftsman upon payment of the appro-
priate fee. Estimates of the fee may be ob-
tained from the Draftsman. Removal of the
border lines will not be required since the
printer can easily mask them out when printing
the drawing.

Nore-Disposition of orders for amend-
ment of drawing, § 608.02(x).

| . Diviston,

B

¥

i ‘n: far am@ndmpnt

Any reque
.m,ts xmwt he em»

of the drawin
ied in w sepa
man. Otherwise the case 55 11

ready for isane, will not be fm‘wm'd@d hv

t;ha

examiner to the Durafting Division, and apph e

cant will be go advised in the next aection by
Hm examiner,

Nore~~Changes which may require shetches,
§60R.02(v).

608.02(s) Estimating Cost of Correect-

ing Drawings [R-44]

The Draftsman places an estimate of the cost 1

of correcting any formal defects of the draw-
ing on form PO-948, See §§ 707.07 (a) and ().

Toiles and drawi ings sent from the examin-
ing lmlp m (lw l)lil“hllléln for o8 tmznmg

mg new (h‘n.wmgs will lw c\tanvwﬂ h\ the
draftsman only long enough to estimate the
cost of the work.

If the examiner approves of a proposed
correction of a drawing for which an estimate
is requested he will note his a proval on the
order for the estimate, attach 1Le order to the
outside of the file and have the docket clerk
of the gronp forward the file and drawing
to the Draftsman. The Draftsman will note
the estimate on the order and also on the
drawing. 1f the application is not up for ac-
tion the Draftsmian sends the estimate to the
applicant.  If the application is up for action
the Draftsman does not send an estimate, but
the examiner should include the estimate in
the next action,

Rew, Apr. 107H



est,lmate has lm«n provmusly furniahad on for

PO-048. Including the estimate in the final re-
qum*mcmt for (orru-tmn of t}m drawu ay
avoid prolonging tlie pmaee‘ tmn (ﬁ H

608 02(!) Cancelauon of Figurel
' [R-—23]

Cancelatmn of one or more hguras wlnch do
not,. oceupy entire_sheets of the drawings. is
done by the clerk in the examining group who
encloses o ﬁgure and its legend with a red ink
line. No portion. of the figure itself should be
(mssed by the red line. The words “CANCEL
per” and the date of the amendment directing
the cancelation or the date that substitute sheets
are filed should be written in red ink within the
red line. Cancelation of an entire sheet of draw-
ings is done by stamping the words “CANCEL
per” in the top right corner of the drawing
within the marginal line.

When the cancelation of some of the figures
from one sheet of drawings has left the re-
maining figures with an inartistic arrangement,
the Chief Draftsmen should be consuited as to
whether the remaining figures 6;hou\d he trans-
ferred to other sheets already in the case or
shown in additional drawings, Cancelation of
a figure may necessitate renumbering of the
remaining figures,

608.02(u)

Changing Name of Attor-
ney on Drawing Forbidden

[R-23]

Writing upon the drawings the names of
attorneys ml{)«wqut,nll) appointed, so as to
make it appear that their names were pw%nl
when the drawings were originally filed, is
prohibited.

Gisngy 0 - TH . 2

87

designations. .
ale and rough, a print or
' . cha.n & i

60802(w) memg Changes - Which
i Muy Be Made by Examin-
er’s Amendment Wnllmut

a Sketch [R-36]

“Where an ap lication is read) ‘for {ssue ex-
cept for-a slight defect in the drawing not
involving change. in atructure, ‘the  examiner
will prepare an examiner’s am@ndment indi-
cating the change made and note in pencil on
the drawing the addition or alteration to be
made and send the drawing to the Draftsman
for the required correction.

As a guide to the examiner the following
corrections are illustrative of those that may
be made by examiner’s amendment without a
sketch .

1. Adding two or three reference characters
or exponents.

2. Changing one or two numerals or figure
ordinals.

3. Removing ﬂupurﬂnons matter.

4. Adding or reversing directional arrows.

5. Changing Roman Numerals to Arabic Nu-
merals to agree with specification.

6. Adding scction hines or brackets, where
easily executed.

7. Making simple changes in
name (not his signature).

8. Changing lead lines.

9. Correcting misspelled legends.

In the event that soveral different kinds of
changes are required or any of the listed
changes are time consuming, an examiner's
amendment should not he made,

inventor’s

Rev. 88, Apr. 1078



the file and the examiner writes

eer "‘c .proved”_ with the date of approvul zmd
nls, atte ,1f ap;:mpvmw n ¥ Spe-
and blurred lines
should at that
he mmgm ‘the figure to be
cinl Gazette. ‘It is not neces-
rry such'files to tho draftsman: Mes-
%ng’ar envelopea should be used. After tlm

drawing ‘has::been d, the: draf
stanps the letter: to the draftaman and the back

of the drawing CORRECTED and returns the
case to the examiner. ‘

NEW DRAWJN(w PImPARED BY PATENI‘ OP’FI(P‘

~'When' new dmwmgs have been reqmrod in
pmdmg apph(,atmnﬂ smd have been prepared by

Rev. 80, Apr. 1978

58

quuwx:mu Not. Awnmmp

Where the c'orrectiml is not approved for
axample, because the proposed changes are or-
roneous, or involve new matter or_(although
otherwise proper) do not include all necessary
corrections, the case and. request. for correction
of drawing nre not sent to the draftsman. The
examiner’s: reasons for not approving: the cor-

‘ections to the drawmg slmuld be set forlh

n tho ()ﬂl("ﬂ m'mm |
608. 02(y) Return of Drawmg [R-
| ]

lf there is an ac wpted dm“mg n tlm cnse,
other drawings (except those ongmull\ hlod)
that have been finally denied admission will be

returned to the applicant only at his request.

Such a request must, be filed within a reason-
able time; otherwise the drawing may be dis-
poqed of nt the discretion of the (‘ormms.sxmmr




: Exhibits. | §[§é&im¢ns

85 1.8.0. 115 Models, a‘pnmmm The Comml&
ks[onor may rt-quire the nppllcant to rurniah a nmde\ or
mnvonlent msw to mumr advnnmgmnmw tlm ﬂm orﬁl
parta uf hig’ Inv*mmon ‘

Whon the invvnﬂon rglures to'it c-nm}mmon of mat-
ter, the Commisuinum niay w-qulre the apnllmnt: to
furnish’ speoimt‘nﬁ or lngremonm for ‘the |)umoaw 01‘
lngpection or experiment.

. Rule 91. Models not {/cnmally requirﬁl as port. of
applica on ‘or pa‘temt ‘Models weére once requlréd n
all cases 'admitthig o ‘model; 'as & part of the applica-
tion, and these models became a part of the iecord of
the pntent Ruch models are no longer genemlly re-
qulred (the desorlption of. the !nwntlon in the spectfi-
eation, and the drawlnge, must be sumclentlv i‘u\l and
oomplete and cnmblo of bolng und?rstood to dlsc]ow
the¢ inventlon wlthont the ald of a model), and will
not be nﬂmltted unlosﬁ qpoclﬂonny called for, ,

Rull’ 92, M()del or ‘exhibit mny be requued A model
worklng modo] ‘or other phyql(-m exhiblt, may he
qulr(-d if dcemed nom*nsnry for any purpose on Muml
nation ot tho nppllcntlon

Wlth the ewceplum of cases nnolvmg pm»
petual motion, n model is not. ordinarily re-
quired by the Office to demonstrate the opera-
tiveness of a device. If operativeness of o
device is questioned, the up'phcnnt must. estab-
fish it to the satisfaction of the examiner, but
he may choose his own way of so doing.

A physical exhibit, not to be part of the ease,
is generally not refused exc ept when bulky or
dangerons.

Rule 93, Specimens.  When the Invention relates to
n composition of matter, the applleant may be regidred
to furnish specimens of the composition, or of ita In-
gredients or infermedintes, for the purpose of inspec
tion or experiment,

608.03(a) Handling of Models, Ex-

hibits and Specimens
[R-23]
A1l models reccived in this Office, whether

forming part of an applieation, or filed upon
request. from the examiner, must be received

oquent inquiry and for' fina T
oxaminers shmlld hemfore, mfum to accept

\-fodelss

‘1t3ﬂﬁhng slmll
of the npph, t
Wh :

1y viving
o] u]mwm

to lm op, in the gronp dur
Case, it may be sent to
ing Unlt with insty ] ieat
exhibit i is to be held or returned to wuder
“Rule 94 Rvmrn of models, e.vnibuts or specimens.
Models, exhibits, or specimens in’ nl)xylicati‘)nw which
have become abandoned, and also in other applications
on concluston of the pmﬁevuﬂon may he roturned to
the:applcant upon fdeminnd and:at' his expense, wnless
it be deamed neceggary that, they be preserved in the
Office.  Such phygical exhibits in contested cases may
be returned to the partles at thelr expensge. 1 not
clalmed within a reasonuble time, they may be disposed
of at the dlsmotlon of the C‘ommlssloner :

“When a model is to be returned a lettm
ghould be written to applicant by the examining
group stating that. it 1s bemg returned under
separate cover and the Supply and Receiving
Unit. should be properly notified to return the
model.

Nore~Disposition of exhibits which are
part of the record, § 715, ()4((!)

Models, exhibits’ .\ml specimens may bo pre-
sented to the Oflice for purposes of ntorview
and taken away by the attorney at the end of
the interview, See § 713,08,

Nore-—Plant. specimens, § 1607, Rule 166,

Rule 85, Coples of ecaehibits,  Copiesn of models or
other physienl oxhibits wiil not ordinarlly be furnished
by the Office, and any model or exidblt in an applica-
tion or patent shall not be taken from the Office exeept
in the cuxtody of an employee of the Office specially
authovized by the Commmissloner,

608.04 New Matter [R-23]

Rule 118. Amendmment of disclosure, In original ap-
plieations, all amendments of the drawings or apecifi-

Rev. 87, July 1078



1h . Orlgmal
- ‘Specification, C’laims or
 Drawings [R-23]

Mutter not in the aqriginal qpemhcntmn.
claims or dmmngq is usuuﬂy new matter.
Depending on cireumstances sueh as the ade-
quacy of the original diselosure, the addition of
inherent - characteristics such’ as'chemical or

.04(4\) ! Mauer Not

Rev, 81, July 1978
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:608,0:‘ ",(c) Re

is, sonmtu_mgq hled along with
lication, Such uuxmnlment

t enjoy. the status ns part,of the original
ﬂwl«isu‘m Tts test us to involving new .ntter
‘5 the same as thnugh filed on n, {;soque‘ t date.

11 ' 137 Ms, ,‘_R_I’ No.
R} 4 ,‘,pmfn Admns, ; Iat : No

789,921,

»Huldmg of Néw Mau&r

pecification, review. of tlm 0X-
aminer’s uqmrement”fm cancellation is by
way of pehtmn, But where, the alleged new
matter i5 introduced into or affecis the <~1mms,
thus ne(:essxmtmg ‘their rejection on this
ground, the (}uequnn becomes an xmpm]ub]o
one, and should not be considered on petition
even though that new matter has been intro-
duced into the Rpemﬁonnqu a]so. Rulob 181
and 191 afford the explanation of this seem-
ingly. inconsistent practice’ as- ﬂﬂ’ochnw new
matter: in the bpvcxﬁcufmn






