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401  Patent Oflice Cannot Atd in Selee-
tion of Attorney  [R-24]

Hule 31, Applicants May Be Represonted by an Altyr-
ney v Agent, An applleant Cor patent jmay file al

uromwutu hlu own c-mw ur he may be r@pwzawd h,v
an, mmmw or nm*m tmtlwrlm’d to pm(,t;ice before the
Patent OMee in patent’ cnked, The 1’atem Office can
not ald in the selee ﬂa)n of an g ttomf-y or agmh

‘!lmwnhd)le suh]oet matter a p;)mm to be dis-
olo& in n-pro se application and it is apparent
that the applicant is unfamiliar with the proper
prvpum&mn and progecution of patent nppliea-
tions, the examiner may suggest to the apph-
cant that it may  be desirable to em loy &
registered pntent attorney or agent. The Hmw :
ing language is suggested for | mmvpommm in
an Office netion:
[1] “Since the value of a mtent is ltarga]v
dependent upon the slnllfu'l preparation of
the specification and claims, applicant may
consider it desirable to employ t l;)e services of
o registered patent. attorney or agent. The
Patent Office cannot aid in the wlectmn of an
attorney or agent,”

402 Power of Attdruéy [RmS?]

Rule 84. Recognltion for representation. in)} When
a registered nttorney or ngent acting in' a representa-
tive ‘capneity appenrs (i porkon or Muus' A paper {n
practice before the Patent Office in n patent ease, hix
personal appenrance or signnture shall constitnte a
representation to the Patent’ Office that, under the
provisions of these rules nud the law, he is anthorized
to represent the partienlnr party in whoze belalf he
acta. In ling sueh a paper,” the attorney or agent
should apecify his reglstration number with hix signa-
ture. Further proof of anthority to net in n wpmwutsi«
tive eapneity may be required, :

(hy When an attorney or agent shall have fled his
power of nttorney, or anthorization, duly executed by
the person or pevions eutitled “fo proscente the appll-
cation, e 40 prineipal nttorney of veeord (n the ease.
A prineipal attores o agent ¥o appolnted, mas ap-
poist un amociite ntforney or agent who shatt alzo
then be of rocord,

The Patent Office will continne to give effect
to powers of attorney and authorizations of
agent naming firms fled, with respect to patent
uppiwulunm he fore lu- eflective date of the
rules, July 2, 1971 und 0 all divisions und con-
tinuations thereof not requiring execution by
the applicant, Powers of attorney or authorizn-
tions of sgent naming Hrmes of attorneys or
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anthorizations as a dlrt}x'm)u to co Jder the ad- -

th

uffordad by rula M(u) as
red atmrne

dress of the firm'
for the applicatic
The privil
recognition of reg
not of record w l

whether ﬁled befom or.a ex’tlva date
Att alled to the

mmg mw or mara
obemade.

huui
been: pwperly :
or: ‘whether.or: otfof nmmd?in the partic-
ular case involved, 'a du copy may ‘be

appropriately marked by the Pat,enc Oftice’ em~

p oyee: receiving the ‘original and returned to
the person delivering the paper. As an example,
a duplicate copy of 'a’ request for an extension
of time to make a response may be marked ap-
gmvvd, initinted or mg'ned and mmmed to tz
ehvormg person.’

Acceptance of papers hlod m» putent npphcn-
tions by registered attorneys and agents upon
n representation that the uttornoy or agent is
authorized to act in a representative capacity

is for the purpose of facilitating responses on

hehalf of applicants in patent aj llmthw, and

further, to obviate the need for }'hng powers, of
attorney or authorization of agent in indiv idunl
applications when. there has been a change in

composition of law firms or corporate patent

stafls. Interviews with a mglstend attorney or
ngwt not of record. will, in view of 36 11.5.C.
2, be conducted only on the basis of informa-
tion and files suppho({b) the attorney or agent.
Usually a power of attorney is made a part
of the a {wl)llcumon oath or declaration, sec
§ 601.02, In order that this power may. be valid,
tlhn attorney or
istered,

ien an application for patent is filed ac-
companied by a power of attornoy or authori-
zation of agent to n person not registered Lo
practice before the United States Patent. Office,
the Apphcutmn Division will send the official
filing receipt directly to the applicant, together
with an_ explanstory letter, A copy of the
letter will be sent to the person named in the
power of authorization and n copy placed in
the file without being given n paper number.
The name of the unregistered person will not

agent  appointed must be

Rev. 87, July 1978
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‘ md th:t puper has
by ' registered ‘attorney

24

fure and vertifioate of attorney.
’ by an attorney or agent repregenting
‘an um)]lount or party to a proceeding in the Patent
Office, s wnng benr  the wignatare of: sudh attornéy o
agent, except papers which are: requlred’ ty be signed
by the applicant or paxty in person: (snclyas the applt-
cation itkelf and afidavits. or declarations: requlired ‘of
applicants), The slgnature of an-attormey or dgent
to a paper filed by him, op-the fMling or presentation
of any paper:hy. him;: constitutes a: certifieate that the
paper has been read; that Its flng s authorlzed ;

that to the best of bis: knowledge, Informmation, und
bellef, there g gnnd- geonnd: o nmmnm u
it is not interposed for delay, ... e

i

Seo fylsg) §;1_(/(;)2. o

and‘s that

generally may, upon a uhowlng of olrcumstauces \whlch
render It necessnry or juullﬂﬂble be rwnm)lrod by the
Commissioner to. prosecute us, nttorucy or agent A ypec-
ified ﬂ])[)ll( ullon or applications, but thh timited recog-
nition ghall-not extend. further than the application or
applications specified, .

Sometimes in a joint upphonhnn one of the
'mm'c-nfm'-, gncuz to the other the power of
attorney in the case. Suvh po\\or will be ree-
ngm/ml even though the one to whom it is
given is not registered, - «

If a roquest for special. rec ogmtmn, accom -
panies the applicstion, the Application Divi-
sion will forward. the file to llw Chairman of
the ( mmnlm-u on K nmlhm-nt

402. 02 Appointment of Am«wiuu- At-
torney [R-37] ‘

The principal attorney (mnhar original or
substitule) may nppoint an associate attorney
ag provided in role 34, The agsociate attorney
nmy not. appoint. another attorney. See nlso
% lnﬂ

102.05  Revoeation  [R-29]

Rule 86, Revovation of pmecr of attorney or author-
izetion * withdrawal of altoyney or dgent. A power of




attorney or anthorisation

any stage In the proceedings ¢ :

or agent may withdraw, upon app) ‘
proval by the Commisgloneér; An attorney or agent; ex-
cept an associate attorney or agent whose address ls
the same as that: of the prineipal attorney. or ageut,
will be notified of the revocation of his power of attor-
ney or authorization and the applicant will be notitied
of the withdrawal of the attorney or agent. An nssign-
ment will ‘not of iteelf operate us a revocation of a
power or authorization previonsly given, but ' the
assignee of the entire Interest may revoke previous
powers and be represented by an attorney or agent of
his own selection, T

Upon revoeation of the power of attorney
appropriate notification is sent by the clerk of
the examining group.

Revacation of the power: of :the: principal
attorney revokes powers granted by him to
other attorneys. ‘

Revocation of the power of attorney be-
comes effective on the date that the revocation
is: RECEIVED in the Office '(in contradis-
tinction to the date of ACCEPTANCE).

402.06 Attorney Withdraws [R-41]

See rule 36 in § 402.05.

In the event that a notice of withdrawal is
filed by the attorney or attorneys of record,
the file will be forwarded to the Office of the
Solicitor where appropriate procedure will be
followed pertaining to the withdrawal. The
withdeawal is effective when approved rather
than when received,

To expedite the handling of requests for per-
mission to withdraw as attorney, under rule 36,
the request should be submitted in triplicate
(original and two copies) and indicate t{lmreon
the present mailing address of the attorney who
is withdrawing. The examining group number
should also appear on all such requests,

402.07 Assignee Can Revoke Power of
Attorney of Applicant [R-37)

The assignee of record of the entire interest
can revoke the power of attornev of the appli-
cant unless an “irvovoeable” right to prosecute
the case had been given as in sgome government
owned applications,

Rule 32. Prosecution by assignee. The assignee of
record of the entire interest In an application for pnt-
ent 1g entitled to conducet the prosecution of the appli-
catlon to the excluslon of the Inventor,

See rule 36 in § 402.05.

A power of attorney by the assignee of the
whole interest, if the assignment is recorded in
the Office, revokes all powers given by appli-
cant and prior assignees.

- While an app
ference, no: power of attorney of amy kind
should be entered in such application by the
clerk of the group. '

It n power of attorney or revoeation is re-
ceived: for an application while in | ference,
it should be forwarded to the Interf e Serv.
ice Branch because all parties to the interference
must be notified. :

403  Correspondence—With Whom
Held [R-37]

Rule 33. Qorreapondence rospecting patemt epplioa-
tiong and procgedings, (a) The vesldence snd post office
address of the applicant must appear im ke cath or
declaration if not stuted elsewhere in the appilcation.
The applicant may also speclfy -and am atterney or
agent of record may upecify: a correspomdezse address
to ‘which communications about the appiicmtion ave to
he directed. All notices, officlal letters, amd other com-
munications in the case will be directed 2 the corres-
pondence address or, If no such correspomdence address
is specified, to an attorney or agent of revond (wee Tule
34(b)), or, if no attorney or agent is of recerd. to the
applicant, or to any assignee of record of the entire
interest If the applicant or such assignee so reguests,
or to an assignee of an undivided part i€ the applicant
80 requeats, at the post' office. address of which: the
Office has been notifled in the case. Amemdments and
other papers filed in the application must te signed :
(1) By the applicant, or (2) If there I% an samigree of
record of an undivlded part interest, by tze applicant
and such assignee, or (8) if there Is an zssdgnee of
record of the entire intereat, by such aszignee, or (4)
by an attorney or agent of record, or (3} by a regis-
tered attorney or agent not of record who acts in a
representative capaelty under the provigsions of rule 34
(a). Double correapondence with an applicant and his
attorney or agent, or with more than one atiorney or
agent, wll not be underizken. If more than one at-
torney or agent be mide of record and a correapondence
address has not been wpeclfied, correspondence will be
held with the one last made of record.

(h) An applicant who has not made of pecord a
reglatered attorney or agont may be required to state
whether he recelved paslatance tn the pregparation or
progectition of e applleation, for which any compen-
autlon or conslderatlon was glven or eharged, and I
w0, to diseloge the name or names of the person or per-
mons providing much asalatance, This Inctudes the prep-
aratlon for the applicant of the specification and
amendments or other papers to bo fled in ¢the Patent
Office, as well ar other asslatance in such matters, but
does not include merely making drawings by drafta.
men or stenogreaphle gorvices In typing papers,

Rev, 41, July, 1974




”t;hé P‘aw 1t Office concernin i &pplxuam{m in

m&ﬁen | add

attomey Double mrr\-mmndenue with: P
plicant and his attorney, or with two Y‘t‘[)l’t‘
gentatives, will not be, und@rmken Sea §8 10801,
103.02 and 7T14.01¢d). ;

In a joint application with no ftorney, the
applieant whose name first- ap;mars; inthe
papers  receives the corregpondence,  unless
other instructions are given. - All ‘applicants
mmt sign the responses. Seo § 714, Ol(as :

Powers of: attorney to firms filed in executed
apphmtmnﬁ filed ‘after July 2,1972 are not ree-
ognized by the Patent ‘Oftice. However, he
firm’s address will be considered to be the eor-
respondence -address. ’I‘hu addr@% szhmxld ap
pear-as followsz
John Doe (inventor) :

'In care of Able, Balmr und learlxe (hrm)

1234 Jefferson Davis Highway - :

Arlmmon Vlrﬁ'mm 22202 -

403. 0]

Aormpﬂmhmce ll«*ld Wlth As—
“sociate \!tormﬁy

W’hum the attorneys bear relntion of prinei-
pal attorney and associate attorney,  the
correspondence will be had with the associate
attorney unless the pmnmpnl attorney directs
otherwise. Ix parte Eggan, 1011 (‘1) 218
172 O.G. 1091,

403.02 Two Attorneys for Same Appli-
cations [R-24]

If applicant simultaneously appoints two
prineipal sitorneys he should indicate with
which correspondense is to be conducted. If
one is a Jocal “a;‘,,ﬂxim:,tun Metropolitan area
attorney and applicant fuils to indicate either
wttorney, correspondence will be conducted with
the local attorney.

1f, after one attorney is appointed, o second
ammuw is later appointed without revoeation
of the pmw'r of the first attorney, the name of
the gecond attorney is entered on the fuce of
the file (Ex parte Fggan, 1911 C.D. 2135 172
O.G. 1091), with netation that the Offico Tot
ters are to be sent to him. This applies also
to associate attorneys.

ftev. 41, July, 1974

: h@h&fﬁ of applica )
terviews with a registered attorhey or et,gunt not
of record will be conduct ed only on the basis of
information and fiies supplied by thca atMrnw
or agent'in view of 35 U} ~

406 l)emh uf Atmrmhy [l{nftl}

, huma: A’l”rnnmm

lf mmsu ntmn is mcam-(l from rlw upplmmt
or assignee of the death of the sole prmmpal ab-
torney and the application is up for action by
the e\mnmel, correspondence is held with the
qppumm or. assignes who originally appointed

the deceased attorney.

If notifieation is received from the office of
the decensed attorney and the application is up
for aetion, the examiner when preparing the
Oflice action should add o paragraph such as:

1] “Inoview of the notifiention of the death

of the attorney of record, his power is ter-

minated, Applicant (or emwmmv if he origi-
nally appointed the deccased attorney) may
appoint & new attorney.”

I notific n(mn of tlw death of the sole prin-
mpul attorney is received from the Attorney’s
Wster or somae outside source, thers will be no
paper of vrecord in the file \\'Mp])m to indicate
that the attorney is decrcased. Correspondence
ﬂ.e refore continues to be held with the offiee of
he deceased attorney but a copy of the Otlice
action iz also mailed to the person who origi-
natly appointed the attorney, T such an Office
nefion where the apphication s not ready for
allownunce the esaminer showdd add a para
graph suntlar to the following:
f21 “Notiee of the death of the attomey of
record e come to the attention of ths Office,
Since g power of attorney s terminated, o
copy of this action is being muiled to apphe
ennt for assignee if he originally nppoimted
the decensed attorneyy, Applieant (or as
stghee ]y appoint opew attorney,
18 notitication of the death of the sole prin-
cipal attorney is received from the At‘tumu\ 5
Roater or some ontside sowree and the ap-




plication
prepare ;
writes a'let
torney with. a copy to the pamn who orlm
nppomted the decensedl attorney stating:
[3] “Notice of the death of the nttorney uf
‘record has come to the attention of this Office.
' Since ‘his power of attorney is ‘thus ter-
minated, and_this application is now read
for allows ance, the' ‘Pntwe- of Allowance will
,lm mailed to the office of the decensed’ ntmnmv
“in the absence of a new power of nttornay

Note §405.

407 Dmharred Auorney
See § 105

R24]

408 l‘(*lrphmnng Attorney  [R-37]

Present Office. policy place‘a great emphasison
telephone interviews initiated by the examiner.
For this reason, it is not necessary for an attor-
ney to request-a telephone interview, Examiners
are not required to nofe or acknowledge requests
for telephone calls or state reasons why such
proposed telephone fiterviews would not be con-
sidered effsctiva to advance prosecution. How-
ever, it is desirable for an attorney to call the
examiner if the attorney feels the eall will be
beneficial to advance prosecution of the ¢ case.
See §§ 713.01 and 713 05. SRS

Sercrric I.'Ex.nrmw InteRVIEW Sn*twrmma
Restriction of invention (§ 812.01).
Multiplicity (§ 706.03(1)).

Many attorneys have offices or representatives
in the Wnalnm_,&on areq and itisometimes expe-
dites business to interview them concerning an
application. When the examiner believes the
progress of the application would be advaneed
thereby, he may call the attorney in the cage by
telephone and ask him to come to the Office.
Listings of Washington representatives of ont-
of town attorneys are kept in ench examining
group.

Registered attorneys or agents not of record
in a patent appliention and acting in a repre-
sentative capaeity ander vale 34(n) should not
be telephoned for restreiction requirements, ap-
proval of exwniner’s nmendnients or given any
tnformmtion relative to sueh patent applieation
by telephone unless the telephone nmber of
stch attorney or agent appenpts in a paper
stgned by applieant or an attorney or agont. of
record,

Examiners should place all long distance tele.
phone calls through the F'T'S (Federal Pelecom-

even though collee calls
thorized by ttorn
ny telephone
(1t is strongly mmmmen&ed
that ‘amendments, letters of transmittal and
powers of atto nelude the complete tele-
ren code and mwnsmn of

lu-ld preferably m«-m- the mgnutnw

TInnew applications, the telep}mm numhor
may appear on the | of transmittal or in
thé power of nttm'nvy, oath or declaration, nevt
to the nttm um '8 name nnd nddlm .

409

.

Death, Insanity, or Unasaﬂablhty
of Inyentor [R-37]

“If the inventor ig ‘dead, insane or otherwise
legally incapacitated, refuses to exccute an
application, or eannot ‘be found, an applu-ntmn
may be nmdc by sonleone uther than the in-
untm', a8 spo({lfm(_l in rules 42-47, $3409.01-
4090*‘%1 ARSI Fte N D sl AR A M AR

109.01 [R-30]

Unless a power of attorney is coupled with an
interest (i.e., an attorney is assighee or part-
w-asmnoo), the death of the inventor {ov one of
the joint mventors) terminates the power of at-
torney and a new power from the heirs, admin-
mtlutow, execntors or nwgns I8 m\wmu'v if the
attorney is to remain of record (but S0 § 40\) 01

(£)).
409.01 (a) Pmsevuhou by Adminis-

trator ‘or Executor

[R-24]

$6 U.8.0, 117 Death or incapacity of inventor

Dealh of Inventor

Logal representatives of decensed fuventers and of
those under legal fnenpacity may make application for
patent upon complinneo with the reguirements and on
the game terms and condittons applicable ta the lnven-
toe.

Rute 42 When the inventor 18 dead. In case of the
death of the lnventor, (he legal representative (exeen-
tor, ndiinistrator, eted of the decoased fnventor may
sign the applieation papers and make the aecessary
anth or deelarvation, und apply for and obtain the pat-
ent, Where the Inventor dlea daring the time tnter
vening between the Qling of his application and the
granting of a potent therveon, the letters patent may
he astind to the legal vepreseniutive npon propey tnter-
vention by him,

One who has reason (o beliove thiat he will
ho appointed legal vepresentntive of a decensed
imventor may apply for a patent as legnl rep-
resentative i accordnnee with rule 42, Such

Rev. 87, July 1078



uthority . as Jegal. representative
Ailed, The  filing. date . corve:
d.date, of receipt. will be can-

son s appointed ) .1{94 T,
18 Intter case, the application

plete (2
pplicant’s . ant
- subsequently. filed,,

celed if anothex
resentative. In !
will be given an application date ne. eaxlier
than the date on w,;l'u‘cﬁl, the properly appointed
legal _representative . actually. . execnted . the
papers. The foregoing . qm%lum to. the legsl
representative of a decensed sole or deceased
jowt anventor.. Uoatigndl 4
" Application may be made by tl

inventor, as such, if accompanied ‘by ‘a cortifi-
cate from the court that they arve all the hairs
and that the estate was under the sum. required
by state law _for the appoiutment of. an: ad-

ministrator..

409.01(b) Proof of Authority of Ad-
ministrator or Executor

Rule 44. Proof of authority, In the cages mentioned
in rules 42 and 43, proof of the power or. authority of
the legal representative must be recorded in the Pat.
ent Office or filed in the application hefore the gran
of & patent. .

Whenever because of the death of an in-
ventor, the right of applying for and obtain-
ing a patent for an invention devolves upon
an execuntor or administrator, or whenever an
exeentor or administeator desires to intérvene
prior to the granting of a patent, proof of the
authority of such executor or admimstrator
shonld in all eases be made of record in the
Patent Office by filing in the applieation or
recording in the assignment records n cortifi-
cate of the elerk of u competent court, or tho
register of wills that his appointment is still
in full foree and effect. Such certificate shall
be signed by an officer and authentieated by
the seal of the court by which the same was
issued. The authority of other Jegal repre-
sentatives of the inventor must be similarly
established,

Shonld sueh ecertifiente of appointment be
found to be insuflicient for any reason, there
may he requived to be filed or recorded n cer-
tified and properly authentieated copy of the
letters testamentary or of the letters of ad-
ministration, in order that the seopo of anthor-
ity of the persons who seek to intervene may
be a matter of record in this Office. ‘

All applieations filed by an executor or
administrator are initially referred to the
Assignment.  Division to ascertain  whether

Rev. 37, July 1078
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per sauthority: has been recorded or: “filed
ﬁxafmpphcatim’z’ ln: 44): and- for suitable
endorsement -on ‘the file, 1f the suthority is
insuflicient, ¢orrespondenie ig conducted by the
Assignment. Division. When a reply is veceived
to such correspondence. and also m eases where
the executor. or administrator intervenes (after
filing), the ense.shonld be sent. inumediately to
the Assignment Division. . . .
In any.case in. which the: Chief .of 'the As-
signment: Division reports that the authority of
the.exeenutor. or. administrator of record in the
enge is insufficient, the examiner will vequire
the filing in the appliention or the recording
in the Assignment Divisjon of n certificate of
such appointment ‘o' i éértifiéd copy of letters
testamentary or of letters of administration in
such ecnse before finally passing the case to
tsgue, . et
In' the case of foreign éxecutors or adminis-
trators, & consular oflicer. of the United States
may authenticate the signature of the foreign
officer attesting to the papers submitted as proof
of authority. Unusual situntions may be referred
to the Office of the Solicitor. o

40901(c) After : Adininisﬁﬁor or
2o Exeentor Has Been  Dis-
‘ch’arged’ [R-21] '

- When an.administrator or executor has per-
formed his functions and has been discharged
and it is desired to make an applieation for an
invention of the deceased, it ig nocessary for the
administrator or executor to tuke.out new letters
of administration in order that he may: file a
new application of the decensed inventor.

409.01 (d)‘ Exéeption in Some For-
eign Countries [R-21]

The terms “Executor” and “Administrator”
do not. find an exact. counterpart in ali foreign
countries and the procedure s governed by rﬂ\
necessity of construing those terms to {it the
cireumstances of the case. Tence the person or
persons having authority corresponding to that
of excentor or administrator are permitted to
make applieation ag, for exanmple, the heirs in
Germany, The anthority of such persons must
be. proved by an approprinte certifiente,
100.01 (e¢) If Applicant of Assigned
Application Dies

Where an applicant, earrying on the prose-
cution of an application after assignment, dies,
his administrator may earry on the prosecution
on filing letters of admimstration unless and
untit the assignee intervenes,




an appli-
r admmmtzmmr should

1@ application
plication with-
or admmssbm»

intervene, but the allowance. o
will'mot be withheld nor:the
drawn from issue if the exeo
tor does not-intervene.. '/

“This practice is | apphcable tn an. apphcatmn
which has beert placed in condition for. allow-
ance or passed to issue: pmor to: notifieation. of
the daath of tha mvcmtor. Sm §409 ()1

409 02 lnmuity or Otlwr Legal In-
capacity [R~~2l] o

Rulﬁ 8. When the imwntm s ingane or lvgalty iu»‘
cepacitated. In case an foventor is insane or otherwise
lega]ly lncﬂmvlmtm, tlm logal repreaunutlw (mmrd
ian,. conm-rvamr, eu-) of such lnmntor may mm lho
appllvatlon Papers uud makc the necessary, cmth m‘,
declaration, and apply for und obtmn the patent, .

Section 409,01 (b) is also applicable in case of
insanity - or othﬂr logal mcnpamtv nf an
mvenmr

409 03 Unuvmlabxlity of Inventor
[R-37]

Ruln 47 Filing by othm than mvmtor (n) If a joiut
inventor refuges to join In.an application for patent or
cannot be found or. reached nfter dlligent effort, the
application may be made by the. other inventor on
behalf of himself and the omitted inventor. Such appli-
eation must be accompanied by proof of the pertinent
facts and must state the last known address, of the
omlitted lnv«-ntor ’l‘lw Pntnnt ()mcv n)mll forward notice
of the fillng of the applk‘atlnn to’ (hv omitted Inventor
at sald address, Should anch notied be returned to the
Office undelivered, or should the address of the omitted
inventor be unknown, notlee of the fillng of the apph-
catlon shall he published in the Official Gagette. The
omitted Inventor may saulmeqm-nﬂy Join in the appllea-
tion on fillng an oath or declaration of the character
required by rule 65, A patent may be granted to the
Inventor making the application, upon a shewing
sntiafaetory to the Commiasloner, subjecet to the same
rights which the emitted Inventor would have had if
he had been foined.

(b) Whenevor an laventor refuses to exeentp an
application for patent, or cannot he fouml or reached
after ditigent effort, a person to whom the luvestor
has naslgned or ngreed In wrelting to nualgn the inven-
tlon or wha otherwise shows sufficlent proprictary in-
tereat in the matter justifylng such action many make
application for patent on behalf of and as ngeat for
the inventor. Huch application must be sccompanied
by proof of the pertinent facts and a showlng that
such actlon 1a necessary to preserve the rights of the

9

4

HOC R V(T B B |

it Mﬁ!gn or othm- evL
t, 0% 8 veriﬂm copy thereof,

» tlm aptgllmtimx ‘é&bmﬂd
Wx‘h unﬂm mx reLirng )mm undelty ered, or
should the address of tlne luvomor be unknown, notiee
of the fling of ihe uppllcation shall be publlahed in
the OMcial: Gazelte, The inventor may subsequently
join in the applloutlun on fillng an onth or declaration
af the character required by rule 65. A patent may be
o the Inyentor upon a showing &awﬁuctm‘}'
I_fummlms oper. .
33 U.8.€. 116, Joimhnmntm '

‘When an’ (nvonﬂon is mnda by two or more persons
jamﬂv, nwy shall :mplv for [mtmt jointly ‘and each
algn the tmpllcnﬂon and’ mako the mqmml vath, ex-
cept. as ‘otherwlise prov lGed i this title,

1t jolnt inventnr refukes to join I an appllcmlon
for natent or cannot lw ronml or waohed at‘ter dllfgent
effort, the applicrtion may be ‘made by the other ‘in:
ventor on behalf of himself and the omitted ‘tnventor.
The Commissioner, on proof of the pertinent facts and
after such notice to -the omitted inventor as he pre-
seribes, may grant a patent to the inventor making the
application, subject.:to.. the same rights  which  the
omitted inventor would have had If he had been joined.
The owitted inventor mny . subsequently join in the
application, ,

. Whenever a per snn lu jomod ln an nppllcmlon for
pmont as jolut lnvmmn (hrmlgh orrm‘ or a joint in-

ventor is not Inclmlod in"an npplivntlon through error,

and such error arose without any deceptlve intention
on hls part, the Commikstoner may perimit the appHea-
tlon to be amended nvonrdlnglv. under guch terms as
he prescribes,

35 US.C. 118, Filing by other thaw inventor

Whenever an inventor refuses to excente an appliea-
tien for patent, or ennnot be found or reached after
ditigent effort, n person to whom the inveutor has as
signed or agreed {n writihge to uaszlgn the h\wmhm or
who otherwlse shows sufficfent proprictary interest In
the matter juatifying sueh action, may make appllca-
tion for patent on hehalf of and ng agent for the in-
ventor on proof of the pertinent facts and a showing
that such action v necessnry to preserve the rights of
the partles or to prevent frrepnrable damage ; and the
Commissfoner may grant o patent to such Inventor
upon guch notice to hlm ag the Commissioner deems
wnfficient, and on l‘ulll]yblllllll‘l! with such regulatlons
ns e proseribes,

Application papers submitted pursuant to
rule 47 are forwarded by the Application Divi-
ston to the Offico of the Solicitor for determina-
tion whether the papers are proper, complote,
nnd aceeptable under rule 47,
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‘ pa-
¢ aéeépta’ﬁle. 'I.‘fhe rula 47 appl
quest reconsideration nnd file ampplam
vidence ih a ‘case 'where' n *bona fide
mads to comp\v thh mle 47‘ fmm

IO9 03 ( a) At Least One Jomt lnventor
Available [R»« '¥7] '

Rule 47(a) and 35 U.8.C. 116, secoml p;u'w
graph, permit. a joint inventor to file an appli-
cation “on behalf of** himself and a joint inven-
tor who “cannot be found or. reachec uftc-r Aili-
gent effort” or who refuses to sign application
papers. The person making. uppﬁcatmn pursn-
ant to rule 47(a) is referred to as a “rule 47(a)
apphuaut ST

In nddlt,xon to. other wqmmnmnts of law. (35

5.8.C 88 111, 115), an application deposited
in the Patent Office pursuant to rule 47( a) must
meet the following requirements:

" {1) The rule 47 (a) applicant’ mnm‘ (1) mnke
oath on his own behalf as required by rule 65 (a)
or rule 175 (see §§ 602, 605.01, and 1101.08) and
(i1). make onth on bhehalf of the omitted joint
inventor as required by rule 65 (b).

(2) The a[)p]u'ntmu must be ace ompmuod by
pmof that the omitted inventor (i) cannot be
found or reached after diligent effort or (i) re-
fuws to execute the applieation papers. See

£409.03(d).

(3) The last known address of the omitted
jomt mventor must be stated. See § 409.03(¢).

409.03(b) No Inventor Available
[R-37]

Rnh A7(b) and 35 17.5.C% 118 allow a “per-
son™ with a demonstrated proprietary interest
to make npplwntmn *on behalf of and ns agent
for” an inventor who “cannot be found or
reached after diligent effort” or who I('fll‘w('ﬁ to
sign application papers, The word “person’ has
been construed by the Patent Office to inclnde
juriatic entities, such as a corporation. The per-
son making application pursuant to rule 47(h)
1w referred to ag a “rule 47(h) applicant.”

In addition to other requirements of law (35
URS.CO88 T and 115), anapplieation deposited
prrsuant to rule 47 (b) must moet the following
Fequirements
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mrpo

plicant must %ﬂﬁn
b . or 175. Where a

ration is the (b) applicant, an offi-
cer thereof-should: nmmallv make the necessary
onth or declaration:and sign the- applwahon A
corporation may: authorize any person. includ-
ing'an attorney jor %(ont registored to H)ra(‘tlce
before the Patent Offiee, to sign the application
papers on its behalf, Where application papers:
are signed by a registercd attorney oragent on
behalf of n corporation, proof of the attorney’s
or agent's authority must be submitted. Anin-
ventor may ‘not authomze another individual
to act as his ng('nt to sign uppll(‘mmn paperq
on hig behalf. “

(2) The rule & _(b) uppl; Jnt mw state }us
ro]u}t l)nnslup to tho 1montm zm,uipmod h\ rule
6 ‘

, 5.}) The npphvuhon must be accompanied by
proof that the inventor (i) cannot be found or
reached aftera diligent effort ov (ii) refuses to
execnte the applieation papers. See § 109.03(d).

(4) "The last known address of the inventor
must: be stated. See § 409.03 (a). g

: (’)) The rule 47 h) applicant must make out.
n prima_facie case (i) that the invention has
been nssngned to him or (ii) that the inventor
has n,gmed inwriting to. assign the invention to
him or (iii) otherwise demonstrate n proprie-
tary interest in the subjeet matter of the appli-
cation, Seo § 409.03(f): ‘

(6) 'Therule47(b) appliennt must prove that
the filing of the application is necessary (i) to
preserve the rights of the partiss or (i) to pre-
vent 1 u-pnruhlo dnmngo ‘Nee 4()9 03, ( g&

409.03(c) Legal Repres«mtahves of
~ Deceased Inventor Not
Available [R-37]

Rulo 47 should not be considered an alterna-
tive to rule 42 or 35 T7.8.CL 117, since the lan
guage “eannot be found or renched after diligent
effort” has no reasonable upp‘luntmn to a de-
censed inventor. Tn re Application Papers Filed
September 10, 1954, 108 TISPQ 340 (Comm'r.
Pat. 1955). See rule 42 and § 409,01, Howevor,
rule 47 does apply where a known legal rep-
resentative of o decensed inventor eannot be
found or veached after diligent effort, or re fuses
to make application, In such cnses, the last
known nddress of the legal representative must
be given (see § 100.03(c)), and proof of the
power or authority of the legnl representative
st he estublished before the grant of a patent,
rule 44, Also, in hardship situntions where tima
or cirenmstances do not permit nppointment of
it legal representative to make application, rule
AT may apply. In re Schwarz, 147 USPQ 394




nf Unavuﬂuhihty or

‘ [Rm‘gﬂ

‘h B mmttud
Hw wmsmx

for hhng nndm* rule i 1
tion should ba submitted which f‘u h' dese Hhk‘a
the exaet facts which are relied upon to estab-
blish that w diligent effort was made. The dili-
gent offort 'must have been made: bafore the
application is deposited in the Patent Office.

'[Ihu affidavit or declaration must be signed.
where at all possible, by a persan-having first-
hand knowledge of the faets recited therein.
Statements based on hearsay will not normally
be ‘accepted. Copies of documentary evidence
such as letters, telegrams, ete. which ‘support
a finding that an omitted inventor could not be
found or reached should be made part of the
affidavit.or declaration. 1t is important that the
atfidavit or declaration contain statements M
fact ns opposed to conelnsions,

‘Where w refusal of the inventor to sign the
application papers is alleged, tho circumstances
of this refusal must be spvmhml in an afiidavit
or declaration by the person vo whom the ve-
fusal was made. Statements by ‘a party not
present when an oral refusal is made will not be
aceepted,

Before a vefusal can be alloged, it must be
demonstrated that n bona fide attompt was made
to pwwnt a copy of the upplwutmn papers {spe-
cification, incinding claims, dra \\mga. amd cath
or deelaration) to the omitted inventor for
signature,

When there s an express oral refusal, that
fact along with the time and place of the re-
fusal must be stated 1 the aflidavit or declara.
tion, When there 1 an express written refusal,
n eapy of the document evidencing that refueal
miust be wade paet of the aflidavit or declara.
fion,

When it is coneluded by the vale 47 applicant
that an omitted inventor’s conduet constitates
a refuands all fucts npon which that conelugion
is bosed «hould be stated in an afidavit or dee
bration, D there s docimentary evidence to
Apport faets iHeged i the aflidacit or declara.
flomr, sueh evidenee shonld be subunitted, '

Whenever an omitted inventor gives o reason
for refusing to sign appliention papers, that
resson should stated in the affidavit
declaration,

b o

30.1

ENTOR OR OWNER'

40‘)03(9) “Statement of ‘Last Known
" Address [R-37] |

\n applmat,mn filed pursuant to rule 47 must
»;mt vothe last known mﬁdwﬁﬂ of the omitted in-
vantor. That address should be the last known
address at which the inventor customarily ‘re-
ceivea his mail Bee § 605,08, Ordinarily. the last
knowraddress will bathoe last, l\,unwn regidence
m the omitted mventor, .

SInasmuch: as ancomitted: mvm\tnr is notiffed
tnut. an application purauant to-rule 47 has been
filed on-las behalt, other addresses ot which the
mmttml inventor: mn\ he reac hvl almuld wlgo
b g‘wem ,

Afm«,)r.(,ps ()

l’r«mf of l’w»priolary Imm-
[R-37] '

Whon an npplumtmu 15 deposited pursuant
to rule 47(b), the rale 47 (h) applicant must
prove, that, us.of the date tho applieation is de-
wsited in the Patent. Oflice, (1) the invention
ws beent assigned to him or (2) the iventor
has ngreed in: writing - to assign the invention
to-him or (3) he otherwise has suflicient pro-
priotary interest in the subject matter to justify
the filing of the application,

If the application has heen assigned, acopy
of the assignment. (in the l'mghsh language)
must be submitted, The assignnent st elearly
indieate that the invention deseribed in the rule
7 (h) application wns assigned to the rule
47 (h) applieant prior to the date the applien-
tion is deposited in the Patent Office. An as-
stgunent of an application and any “reissue,
division, or continuntion of said application™
does not itself establish an assionment of a con-
tinuation-in-part H]')")“(’Iﬁﬂll bvove Goray, 1IH
USPQ 80 (Comun'es Pat, 1956). An assigmment
to a rule 17(b)y appheant hn the sole purpose
of nhmining n filing date for arule 47 (b)) ap-
plication is not considered an assignment within
the meaning of 25 U.S.C0 118 and mle 47(h).

When an inventor has agreed in writing to
assign an invention deserihed inan application
deposited prursaant to rale A7 (h) a copy of that
agrecment should be submitted, 11 an aarecment
to assign is dependent on certuin spectfied con-
dittions being met i mmst hecatablished by al
fiekavit or declaration that those conditions have
beoto met, X typreal agreement (o pssign s an
ciipdoyient agreement  where an employee
fomitted inventor) ngrees to assign to s em-
ployer (rule 47 ¢h) applhicant) all inventions
miade duving etaplovinent, When such an agree.
ment s rehed npong it must b established by
the wilidavit or dechuation of a person having
irst-hand knowledge of the faets that the in
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em icant, .
o

there i3 no written agreament to assign, the rule
47 (b) upplicant must detonstrate that he other-
wise has a 'sufficient: proprietary intervst in the
mattor: oo i e s e s b e
A proprietary interest obtained :otherwise
than by assignment or agreeiment to-assign may
be demonstrated by an appropriate legal memo-
randum to the effect that a court of competent
jurisdiction {federal, state; or foreign) would
by the weight of authority in that jurisdiction
award title of the imvention to the rule 47 (b)
applicant. The facts in support of any conclu-
ston that a conrt would award title to the rule
#7(h): apphieant, should, be.wmnde of rocord: by
way of an affidavit or declaration of the person
having first-hand knowledge of same. The legal
memorandum should be prepared and signed
by an attorney at law familiar with the law of
tho jurisdiction involved. A copy (in the Eng.
hish langage) ‘'of a statute (other than the
United States statnte) ora eourt decision (other
than a decision of a federal conrt or a decision
reported in the Ulnited States Patents Quar-
terly) relied upon to demonstrate a propriotary
interest should be made of record. SR

109.03(g) Proof of Irreparable Dam-
' age [R-37]

Irreparable damage may be established by
showing that a filing date is necessary to (1)
avoid ‘an imminent ‘statutory bar (35 U.S.C.
102) or (2) make a elaim for priovity (35 ULS.C.
119,120, and 121). 1f a statutory bar ig involved,
the net or publication. which 13 believaed to con-
stitute the bar shonld be identified. If a clnin
for priority is involved, tho prior application
or apphications shonld be identified.

Pragervation of the rights of the parties may
be demonstrated by a showing that. the inventor
may reagonably bo expected to enter into com-
petition with the rule 47(h) applicant, ov that
a firm plan for commereinlization of the sul)-
ject matter of the applieation has heen adopted.
109.03(h) Acceptance of a Rule 47
Application  [R-37]

A filing date i not assigned to an appliea-
tion deposited pursaant to rale 47 antil the ap-
phieation is found aceeptable by the Office of the
=oleitor,

When papers deposited pursuant to eale 47
are found aceeptable, the Oflice of the Solicitor
etiters a memorandum or letter to that effeet
i the file, the Apphieation Division, ie author
ied to assigm the applieation a fiting date, and
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. been assigned, or if

30.2

| ‘lmmeﬁ,ﬁis::nmnllyamt@s to the omitted inventor

}‘inww&oﬁaﬂ@im) ‘at his last known address.
£ such & notice 1s returned to. the Patent. Office
by the United: States Postal Service as being
undeliverable, and the application is there-
adtor; detormived. to :be ;@h@wable by .the ex-
a(uninlem a netice will be published in the Official
ingette, 0 0 T

409.03(i) Rights of the Omitted In.
o vemor ([R-37]

‘The omitted inventor {also referred to as an
“inventor designee”) may protest his designa-
tion as an inventor. The omitted inventor ig en-
titled to inspect the application, order copies of
all or any part thercof (at a propaid cost of 30
conts per page) and make his position of record
in- the file wrapper of the application, Alter-
natively, the omitted inventor mey arrange to
do any of: the: preceding throngh a registered
patentattorney or agoent.: cad e

While the Patont Office will grant the omitted
inventor: access. to the application, inter partes
proceadings will not be instituted in.a rule 47
case, In re Hough, 108 USPQ 89 (Comm’r. Pat.
1955). An omitted inventor is not entitled to a
hearing (Cogar v. Schuyler, 178 USPQ 389
(ILCL Cir. 1972)) and 18 not-entitled to pro-
secute'the application. :

An omitted inventor may join in a rule 47
application. To join in the application, the omit-
ted inventor should ordinarily file an appropri-
ate rule 65(a) onth or declaration attached to a
o )'Y of the application as originally filed.

Fhe rights of an omitted nventor are pro-
teeted by the fact that in an application hlod
under rule 47(h) and 85 U.S.C. 118 the patent
must issue to the inventor, and in an amﬂicatimx
filed ader rule 47(n) and 35 U.S.C. 116, the
inventor has the snme rights that he would have
if he had joined in the application, Tn re Hough,
108 LISPQ 89 (Comum’'r, Pat. 1955).

1 an omitted inventor feels that heas tho sole
inventor of an invention claimed in a rule 47
apphieation numing him as a joint inventor, the
omitted inventor may file his own application
and request. that his application be placed in
interference with the vole 47 apphieation, Lf the
elnims in both the omitted inventor’s apphen
tion and the rule 47 applicntion are otherwise

found allowable, un  interforence  may  be
declured,
109.03(j) Action Following Accept-

ance of a Rule 47 Applica-
tion [R-37]

After an application deposited pursnant to
rule 47 is found ncceptable by the Office of the




_ REPRESENTATIVE OF INV

Solicitor, the examiner will act on the applica-
tion in the usual manner, except that papers filed
by an inventor who did net originally jein in
the application, and papers relating to its rule
47 status, will be forwarded with the file wrap-
per to the Office of the Solicitor for consider-
ation.

In the event joinder papers are filed, the Office
of the Solicitor will determine whether such pa-
pers meet the requirements of rule 65, inchudimg
the requirement inui)lic-,it; in that rule that the
oath or declarstion be made on the basis of ac-
tual knowledge of the application papers on
file. This knowledge may }w demonstrated by
reference in the oath or declaration to an at-
tached copy of the application, In re Bernard,
145 IESI’& 387 (Comm'r Pat, 1959),

When the examiner determines that a rule
47 ense is allowable, he should forward the file
wrapper with a brief memorandum of that fact
to the Office of the Soheitor. The rule 47 aspects
of the case will then be reviewed. If it appears
that the originally non-signing inventor has
joined in the application, or has veceived notice
and not replied in any way, the file wrapper s
generally returned to the examiner for allow-
ance without further rule 47 correspondence. On

o

30.4

409.03
the other hand, if the inventor designee has
shown some interest in the case short of proper
joinder, he may be notified of imminent allow-
ance and given n further opportunity to take
any nction he decnis appropriate. Where there
has been no proper joinder, n patent on a rule
47(b) application must be granted to the inven-
tor, notwithstanding any recorded assignment
by the inventor, In ve Schuyvler, 119 USPQ 97
(Cowm'r Pat. 1957). Henee, it is generally ad-
visable for an assignee to effect the inventor's
proper joinder as soon ag practicable. In many
instances where the omitted inventor is tempo-
rarily unavailable, his joinder papers ave best
submitted as soon as possible, preferably before
the rulo 47 application is formally accepted.
Such joinder papers should be filed with a brief
explanatory letter, requesting that they be -
corporated with the earhier rale 47 application
papers, ‘The Inter subnussion of joinder papers
is not. prejudicial to an earvlier tiling date under
rule 47 1f neceptanee of the application under
that vule would otherwise he warvranted. The
fact. that the application was made under rule
47 will be indieated on the patent unless a proper
joinder has been made.

NTOR OR OWNER
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