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301 Auignabilhy of Pamnu and Appli-
cations ' [R-43]

385 U.8.0. 281. ' Ownership; mmmm Sabject to
the provisions of this title, patents ghall uave the
attributes of personal property.

Applications for patent,  patents,” or any interest
therein, shall be assignable In law by an instrument
in writing. The applicant, patentee, or his assigna or
legal representatives may in Hke manner grant and
convey an exclusive right under his applieation for
patent, or patents, to the whole or any speéified part
of the United Btates.

A certificate of mknml«lm@m mxdw uw hand and
amc-iul seal of a person anthorized to administer oaths
within the United States, or, in 3 foreign conntry, of a
diplomatic or consular officer of the United States or
an officer authorized to administer oaths whaose author-
ity ia proved by a certificate of a diplomatic or consular
officer of the United Btates, shall be prima face evidence
of the execntion of an asslgninent, grant or conveyance
of a patent or application for patent.

An aaslgnment, grant, or conveyance shall be vold

au against any subsequent piechaser or mortgagee for
valunble consideration, wlithont nothee, unless 1t is
recorded in the Patent and Trademark Office within
thiree months from itx date or prior to the date of such
sithseuent purchase or mortgage.
A5 10800 208 Joint menere.  In the absence of any
pgrecment 1o the contrary, eneh of the Jolut owners
of a pafent may make, use or sell the patented foven:
ton without the consent of and without accounting to
Lhe other owners,

Rule 381. Recording of auseignments, (a) Asslgn-
ments, including granis and conveyances, of patents or

21

nm)licntlom for mtents tmdar 85 1L.B.C. 281, will be
r«mrfled ln nm l‘?awnt and 'l‘rndvmark (m ()tlmr

thmxt may not mrve an mnstnwuw mﬂiw under an
U.8.0% 261 will e’ recorded a5 provided in this rule
or ‘In ‘the dlgcretion of the Commisstoner,

"(b) No instrument will ba recorded which is not
in the English language and which does not amount
to. an:assignment, grant, mortgage,:llen; izcumbrance,
or license, or which does-not affect the title of the
patent or inventlon to which It relates, and whioh
doea not ddentify the patent or applieation: to which
it relates, excvept as ordered. by the Commissioner.

.{e) /An instrument relating to a patent should iden-
tify .the -patent by number and date :(the name of the
inventor. and .title-of -the invention as 'stated in the
patent should also be given) ; an instrument velating
to an application shounld fdentify the application by
serial number and date of filing . (the name of the
inventor and title of the invention as stated in the
application should algo be glven) but if an azsignment
is executed concurrently with or subseguent. to: the
execution of the application but before the appllication
ls filed or before lts serlal number and dling date are
ageertained, It gshould adequately identify the applica-
tion, as by lts date of execution and name of the
inventor and title of the Invention; so that there can
be no mistake as to the patent or appllcation intended.

Rule 838. Conditional assignments. Assignments
which are made conditlonal on the performance of
certain aets or events, as the payment of money or
other condition subsequent, if recorded in the Office
arte regarded as absoluto asslgnments for Office pur-
poses until cancellod with the written consent of both
parties or by the decree of n competent court. The
Office has no means for determining whether such
conditions have been fulfitled,

301.01 Accemibility of Assignment
Records  [R-30]

Rulo 12, Aasgigpnment recorda open to publio inapeo-
tion. 'The asslgmuont records, velating to original ov
rednanie patents, including dlgests nnd Indexes, axe open
to publle Lnapeetion and copivs of any instrument re-
corded may be obiained apon payment of the fee there-
for. Assignment records, digents and Indexes, relating
fo any pending or abandoned applleation are not avall-
able to the publie, Coples of any sueh assignment ree-
ords nnd information with reapect thereto shall be
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ty of the appli-

his assignee or attorney or agent or upon a

to the proper c«mﬂw of business befo

number of the paten
registration by the name of

of the registration, or by name of the applicant and
serial number of the appiication, an extra charge will
be made for the time consumed in making a search for
~.Assignments relating to applications for reg-
istration of t;ndemm are open to publie

“The Office will not open certain parts only of
an assignment document ‘to public inspection.
If such a document contains two or more items,
any one of which, if alone, would be open to
such inspection, then the entire document ‘will
be ‘open. Thus, if an assignment covers either
s trademark or a patent in-addition to one or
more patent applications, it will be available
to the public ab initio; and if it covers a number
of patent applications, it will be so-available as
soon as any one of them is patented. Assign-
ments relating only to one or more pending
applications for patent will not be open to pub-
lic inspection. ,

If the application on which a patent was

anted is a division or continuation of an ear-

1er case, the assignment records of that case will

be open to public inspection; similar situations
involving continuation-in-part applications will
be considered on their individual merits.

Assignment records relating to reissue appli-
cations are open to public inspection,

302 Effect of Recording [R-43]

Rule 332. Receipt and recording., Assignments are
recorded in regular order ax promptly as possible, and
then transmitted with the date and identification of the
record stamped thereon to the persons entitied to them,
The dato of record is the date of the receipt of the
amignment at the Office In proper form and accom-
panied by the full fegal fee for recording specified in
85 U.B.C. 41(n)10.

The Patent and 'Trademark Office will accept
and record legible certified copies of original
m{%nnmnm or other instruments,

e certified copy, if not in the English lan-
ruage, will not be recorded nnless accompanied
y & tranalation signed by the translator,

Certification shall be to the fact that the in-
strument submitted is a true copy of the orig-
inal and shall be made by a notary public or, if

Rev. 48, Jan. 1975

' inafomgn country, b a eohsﬁlur officer of the

United States or an officer authorized to admin-

ister oaths and authenticated by a consular

flicer of the United States. Certification may

80 be made in the form of a declaration
(rule 68). | | | |

303 . Endorsing Assignments on Pend-
ing AP?“““‘,’ - [R-

[R-43]

pper of an application ordinarily
does. not display the endorsement of an assign-
ment during the period an application is before
an examiner. . ... - { feis v

The name of the assignee is endorsed on the
file of an application. only when it is submitted
10, the Assignment Divigsion for n title report.
Therefore, the file wrapper cennot be' relied
ufmn to accurately reflect the assignment status
of an application while it is pending before an
examiner. R

Certified -copies ‘of ‘patent: applications as

filed, do not include an indication of assign-
ments. Applicants desiring nn indication of ‘as-
signments of record should reﬂugat,;appumwly
cortified copies of assignment documents.
. When the determination . of the assignment
condition of an application is significant, as in
the factunl situations represented by §§ 804
and 305, or when forwarding n form PO-
850 to the Board of Patent Interferences, it is
necessary to submit the apﬁ)lication to the As-
signment Division for a title report.

304 Conflicting Subject Matter in Two
Applications of Same Inventor,
One of Which Is Assigned [R-
43]

Where applicant has pending two applica-
tions with overlapping subject matter claimed
therein, and assigns one of the applications in
its entirety, which assignment is duly recorded
in the Patent and Trademnrk Office, the ns-
signed application at once may become a refoer-
enco agninst the second application for all com-
mon subject. matter disclosed, irrespective of
the dates of filing of the two applieations, and
nlso of any subsequent assignment of the second
cuse to another assignec.

305 Different Inventors, Common
Ownership [R-30]

Where there is o common assignee of two or
mors applications by different inventors involv.
ing conflicting subject matter ses § 804.03. Note,
that in order to reject on the grounds of donble
patenting the cases must have the same inven-
tive entity, See § 804.




fevest [Ro ]

Where the applications by different inven-
tors but of common ownership claim the same
subject matter or subject matter that is not
patentably different, questions of interference
therebetween and with third parties are han-
dled as indicuted in §§ 804.08 and 1101.01(b).

306

Assignment of Division, Contin-
uation, Substitute and Continua-
tion-in-Part in Relation to Parent
Case [R-36]

After the payment of the issue fee, a divi-
sional, continuation, or subatitute application is
sent to the Assignment Division where the as-
signment of the original application is applied
without charge to the later application, pro-
vided the date of the assignment of the original
application was before the filing of the later
application.

n the case of a continuation-in-part, a prior
assignment of the original application is not
applied to the continuation-in-part application
because the assignment of the original applica-
tion gives the assignee only the subject matter
common to both applications. Continuation-
in-part urplications require separate assign-
ments if they are to be issued to an assignee.

The heading of the printed patent ncludes
all identifying parent data of continuation-in-
part, continuation, divisional, substitute, and
reissne applications. It should be noted, how-
ever, that inclusion of this information in the
heading does not necessarily indicate that the
clnims are entitled to the benefit of the earlier
filing date.

The Assignment Division has discontinued
mailing notification in cases where there is a
conflict in assignment between an original ap-
plication and 1its divisional, continuation, sub-
stitute, or continuation-in-part application.
Where there are conflicting nssignments, the
patent will normally issue to the applicant.

307 [R-43]

TAs LR 152, Taaue of patent o gasignee.  Patents
may be granled to the assignee of the luventor of rec:
ord fn the Patent and Teademnrk Offfce, npon the
applieation wnde angd the speeiffention swors to by the
fnventor, eseepd nx otherwise provided s this title,
Rule 834. lasue of patent to asaignee. In case of an
assignment of the entire interest in the invention and
apptication, or of the entire interest In the patent to
be granted, the patent will normally Issue to the as-

Issuie to Assignee

22.1

_ interest, the pa normally |
inventor and the assignee. If it is desired that the
. patent so.issue the assignment in either case must

Jointly to the

firat have been recorded, and at a day not later than
the date payment {s made of the issue fee or portion
thereof specified in the notice of allowance. At the
time of payment of the {ssue fee, a statement must be
furnished indicating whether or not an assignment has
been filed with the Patent and Trademark Office, In the
event an asgignment has been filed, such statement
must inclunde the name of the assignee and indicate
whether or not an acknowledgment of g recorded ag-
signment has been received from the Patent and Trade-
mark Office.

For the patent to normally issue to an as-
signee, the assignment must be recorded in the
Patent and Trademnrk Office at # date not. lnter
than the day on which the issue fes is paid.

Irrespective of whether the nssignea partici-
pates in the prosecution of the application, the
patent issues to him unless there nre conflicting
assignments.

308 Notice of Allowance Where Appli-
cation Is Assigned [R-43]

The Tssue Fee Transmittal Form portion
(POL-85b) of the Notice of Allowance as re-
vised in December 1969 and May 1973, provides
a spaco (item 2) for assignment data which
should be completed in order to comply with
rule 334 (37 (fl!"li 1.334)). Unless an assignee’s
name and address are identified in item 2 of the
Issue Tee Transmittal Form 1POT.-85b, the
patent will issue to the applieant. Assignment.
data printed on the patent will be based solely
on the information so supplied.

A request for correction of error arising from
incomplete or erroncous information furnished
i item 2 of POL-85b will not be granted as a
matter of conrse and will be subject to adher-
ence to all the requirements of rule 323 (37
CFR 1.323).

309 Restrictions Upon Employees of
Patent Office [R-43]

35 1).8.0. 4. Reatriotions on oflcers and employees
aa (o interest in patents. OfMcers and employecs of
the Putent ond ‘'rademnrck OMee shall be ineapnble,
during the period of thelr appointments and for one
vear therenfter, of applylug for n patent and of ac-
wiriring, divectly or indirectly, exeept by inheritonee
or begnest, any piatent or any rvight or interest In any
patent, gsned or to be tasted by the Office, 1o patents
applled for thereafter they ahnli vot be entitled to any
priority date earlier than one year after the terminn-
tHon of thelr nppointinent,
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