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201 Types of Applications

Patent applications fall under three broad
types: (1) applications for patent ander 35

U.8.C1. 101 relating to a “new and useful process,
machine, munufucture, ov composition of mat-
ter, ote.™; (2) applicationy for plant patents un-
der 35 U.S.(L 161; and (3) applications for de-
sign patents under 35 ,.T.S.%‘« 171, The first
type of patents are sometimes referred to as
“utility” patents or “mechanieal” patents when
being contrasted with plant or design patents.
The specinlized proceduve which pertains to the
examination of appleations for design and
})lm\t patents will be treated in detail in
Thapters 1500 and 1600, respectively.

201.01  Sole

An applieation wherein the invention is pre-
sented’ us that of a single person is termied n
sole application,

201.02  Joint

A joint application is one in which the in-
vention is presented as that of two or more
persons,
201.03 Convertibility of Application
[R-38]

Rule 45, (b) If an applieation for patent has been
madae through error and without any deceptive inten-
tlon by {wo or more persong as joint inventors when
they were not In fact joint Inventors, the application
muy be amended fo vemove the names of those not fn-
ventors upon {lling a statement of the facts verified by
all of the original applleants, and an oath or declara-
tlon as required by rule 05 by the appleant who is the
netunl inventor, provided the amendment iz diligently
made.  Such amendment must have the written con-
gont of any hsglpgnee.

The roquired “statement of the facts verified
by all of the oviginal appliennts™ must include
af. the leasty, novecital of the civenmstances, in-
cluding the relevant dates, of (1) the mis
joinder and (2) the discovery of the mis
joinder.  Without such o showing of eiveum-
shnnees, no basts exists Tor n econclusion that
the application had been made in the names
of the original sole or joint applicant (8)
“throngh error and without any deceplive in-
tention”, and no foundation 15 sapphed for
a ruling that the amendment to remoyve the
names of those not inventors or include those
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o be s inventors

_ On the matter of diligence, attention is di-

Otteren v, I et al,, 78

USPQ 143 ,
It is possil té~file n’ sole
take the place of the joint appli

to the requirements of rule 4%
For the procedure to be follow

3
1 when

joint application is involved in an interference,
_Conyersio pplication
1% t“z ¥ % B L

Bwla. 48 (c). 1t an application for patent has heen
made throngh ervor and withont any deceptive inten
by, Jess thap all the actual Joint inventors, the applica-
tion @may be. amended to include a)l 1 1 Jolnt inventors
upon Aling e statoment. of the facts verified by, and an
oath or declaration as required by rule 65 executed by,
ail the aetusl joint inventovs, provided the amendment
is diligently Jnade; Such, amendment must have the
written consent of any assignee, 4'

Any atiempt. to effect a second conversion, of
either type or to.effect bothitypes of conversion,
in a given application, must be referred. to
the group director. The provisions of rule
312 apply to attempted conversions after allow-
ance and before issue.  When, any conversion
is effected, the file shiould be sent to the Appli-
cation Division for a revision of its records.

An application which was filed by A and
amended to add B to form joint apphicants AB,
cannot be, again amended to make B the sole

applicant. '~ "

Vhere a person is added or removed as an
inventor during the prosecution of an applica-
tion before the Patent Oflice, problems may oc-
cur upon applicant clatming U.S. priority in a
foreigm ﬁle«!l cage. - Therefore, examiners should
acknowledge anyv addition or removal of -
ventors made in accordance with the practice
under rule 45 and inclnde the following state-
ment in the next communication to applicant
or his attorney,

“In view of the papers filed e e,
it has bheen found that this application, as
filed, through error and without any deceptive
intention (failed to melnde . .. ...

as an  wetual  joint  inventor; or in.
chuded . as ajoint inventor who

was not in fact a joint inventor) and aceord.
ngly, this applieation has heen corveeted in
eomplinnee with rule 45,

201.04  Original or Paremt

The terms original and parent are inter
changesbly applied to the lirdt of n series of
applieations of an inventor, nll disclosing a

Hev, 39, Jan, 1974

rected to the decision of the C.C.P.A. in Van

hat is defective

" for

nniént‘ﬁiop may or 'may '
10t be claimed in the first application.
201.05 Reissue
. yelssue application is an g pplieation for a
é\@fﬁ&/%o take the place offun pinexpired patent
tive in some one or more particu-

ark ) Avdy { led tfeatment of reissues will be
md in o wpter 1400.

201.06 Division - {R-39] = - ¢

A later application for a distinet or inde-
pendent invention, carved. out. of a pending
application and disclosing .and clpiming only
subjeet matter disclosed in the earlier or parent
application, is known as a divisional applica-
tion or “division”.. Except as provided in rule
5, both must. be by the snno applicant.  (See
below.) The divisional application should set
forth only that portion of the earlier disclosure
which is germane to the invention.as elaimed
in the divisional applieation., ... .. x

In the interest. of expediting. the processing
of newly filed divistonal applications, filed as
u result of a restriction requirement, applicants
are requested to include the appropriate Patent
Offico clnssification of the divisional application
and the. status and location of the paront
applieation, on the papers: submitted, . 'The
appropriate classifieation. for the divisional
application may he found in the office communi-
cation ol the parent case wherein the require-
ment was made. 1t is suggested that this
classifiention designation be  placed in  the
upper right hand  corner of the letter of
transmittal  accompanying  these - divisional
applieations. S

A design applieation is not to be considered
to be a diviston of a utility application, and
15 not entitled to the filing date thereof, even
though the dmwings of the earlier filed ntility
applicntion show the same article as that in the
desigm applieation. In re Campbell, 1954 C.D.
191; 101 USPQ 406; Certiorari denied 348
1.5, 858, :

While a divisional application may depart
from the phraseology used in the parent ciso
there mny be no departure therefrom in sub-
stanee or varintion in the denwing that would
amonnt. 1o “new  matter” if introduced by
amendment. info the parent ense,  Compare
BEU01.08 nnd 201,10t

RULI 4b

sinee rnle 45 (DY permits the conversion of a
joint application to a gole,g it follows that n new
application, restreicted fo divisible subjeet mat-
ter, filed during the pendeney of the joint ap-




o(w) It must u/
vtmon was filed *

n,ny deceptive mmm"
(b)"On - discove
applicatio

burden of' «stablishin
frhe new applicant or applica :

(e) There must be filed in t@m new nppliea-

tion ‘the verified stntenmm of fkms qumad
by ruled4s. ¢

For notation to I)e put on the tilo wrapper by
the examiner in the case of a dwwnonal ap-
plication see § 202.02,

‘The rule 147 divisional prm;:uce has hoon
superseded oy the rule 60 practice which became
effective on. September 1, 1971, See §201.06(a).
201.06(a) Divumn-Contmuauon
Program  [R-39]

Rule 60. Continuing  application for invention: dis-
olosed and cleimed in ¢ prior application. A continua-
tion or divistoual applicatin (flled under the conditions
specified in 856 U.8.C. 120 or 121), which discloses and
elaima only subject matter disclosed in a prior applica-
tion may be flled a8 a separate application before the
patenting -or abandonment of or termination of pro-
ceedings on the prior applieation. If the application
papers comprise a copy of the prior application as filed,
signing and execution by the applicant may be omitted
provided the copy either is prepared and certified by
the Patent Office or 1s prepared by the appllcant and
verified by an afdavit or declaration by the appliecant,
his attorney or agent, stating that It 13 a tewe copy of
the prior application as: filed. Certification may: be
onitted if the copy 18 prepared by and does not leave
the eustody of the Patent Office. Only amendments
reducing the number of claims or ndding a referenco
to the prior application (rule T8(a)) will be entered
before ealeonlating the fling fee and granting of the
fling date.

The former rule 147 division practice and
streamline continnation practice have heen su-
perseded by the change in the Rules of Practice
establishing rule 60, which beeame effective on
September 1, 1971,

clean coples,

executed' and file
application was

it was fil

tion requ y 86 U S. G 1);.5 it is not neces-
sary to make another affir mation in s later
application that discloses and claims only the
same subject matter. It is for this reason that a
rule 60 af)plmatlon must be an exact duplicate
of an earlior application executed by the inven-
tor. It is parnnssxble to retype pages to provxdo

RuLe 60 AI’PLIOATION ComNT

As mentioned pmvxously, a rule 60 applica-
tion must consist of a copy of an executed appli-
cation as filed (specification, claims, drawings
and oath 01 dcolnratlon) The use of transmittal
form 54 is urged since it acts as a checklist for
both applicant and the Office,

Although & copy of all original claims in the
prior application must appear in the rule 60
application, some of the claims may be canceled
by request in the rule 80 application in order to
roduce the filing fee (see form 54, itom 6). Any
preliminary amendment. pwmmhng additional
claims (claims not in the prior application as
filed) should nccompany the request for filing
an applieation under rule 60, but such an
amendment will not be entered until after the
filing date has been granted, Any claims added
by amendment should be numbered consecn-
tively beginning with the number next follow-
ing the highest numbered original claim in the
prior executed application, Amendments made

Rev. 80, Jan., 1074



' fhe ap-
,oath or

p’cmibl ' R

Tn view of t}m ﬁact that rula 60 apphmtmm;
are limited to continuations and divisions, no
new matter may be introduced in a rule 60 ap-
plication, 35 1J.8.C. 132, =

A statement to the eﬂ'ect that tlm verifier
betioves the submitted copy to be a true ml? of
the prior application as fi ed to the best of his
information and belief is a sufficient verifica-
tion, if an explanation is made as to why the
statement must be based only on belief.

If the inventorship shown on the original
oath or declaration has been chan and’ ap-
proved during the prosecution of the prior ap-
plication, the rule 60 uﬁplu:atmn pap@m must
ndicate such a change been made and ap-
proved in order that the changed inventorship
may be indicated in the rule 60 application, The
rule 60 application papers should also include
any additions or changes in an inventor's citi-
zenship, residence or post office address made
and approved in the prior application,

Foursar Drawines Requiren

Formal bristolboard drawings are required in
rule 60 applications as in other applications.
Transfer of drawings from abandoned applica-

Rev. 40, Apr. 1074
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*lndicaw{i;ha original conter

ally become a, paxt of the rule 60,

of. mord in the rule 60 application and include

mg the prowcutmn of the rior:
mwh drawin,

‘muy be transforred, however, a
a8 orlglmlly filed must be
60 u%:»l on papers to

3 th;v;'llg

Aftidavits and declnr%mné,! suuh as thm

under rules 181 and 132 filed during the prosecu-

tion of the, prior application do not automatic-
applwauon
Where it is desired on .an earlier filed
affidavit, the applicant should make his remarks

a copy of the orngmnl uﬂulnvnt hled in tlm pnor
apphmtmn G b md ot e b hon

ABANDONMF‘N'I‘ OF 'un: Pmox APPLI(,ATION

ITnder rule 60 pmctxce the prxor apphmt.lon

is not automatlcally abandoned upon filing of

the rule 80 application. If the prior application
i8 to be exy rossly abandoned, such a paper must
be signéed’ Y ‘the' applicint’ himfu\lf the assignee
of record or the attorney or'agent of record,
rule 138. A registered attorney or agent. not of
record acting in a representative capacity under

rule 84 (a) may not. expmmly abmdon an apph
cation,

If the puor upplmatum whmh is to be ex-
pressly abandoned has a notice of allowance
issued therein, the prior application can become
abandoned by the nonpayment of the base issue
fee. However, once a busc issue fee has been paid
in the prior application, even if the payment
occurs following the filing of a continuation
application under rule 60, n petition to with-
draw the prior application from issue must be
filed before the prior application can be aban-
doned (rule 313). The checking of box 8 on form
b4 i not sufficient to expressly abandon an ap-
plication having a notice of allowance issued
therein and the base issue fee submitted (see
§ 608.02(i)).

If the prior wpplicwt,imn which is to be ex-
pressly abandoned is before the Board of Ap-
peals or the Board of Interforences, o soparato
notice should be forwarded by the applicant to
such Board, giving notico thercof.

After a decision by the CCPA in which the
rejection of all claims is affirmed, proceedings
are terminated on the date of receipt of tho




Pp matmn, n00py
copy center at the time
eviewed durmg oxam-

the: mor a8 phca&tm i
mutmn of t‘l*w rule 60 application, . .,

Any H)Wllmmarv amendment filed Wlﬂl 1 l'ulc
60 application whw&n is, .t b enterod after
granting of the lmg'da' ould be entered by
the clerical personne He examining group

where the ap,?hmumi js finally amjguod to b’
these ' applications’

examines ceordingly,
should be classified and assigned’ to pro

examining Enmp by taking into mnsMow\t!on‘

the claims that will be before the examiner upon
entry of such a preliminary amendment, ‘

If the examiner finds that a filing date has
heen gmnfwi erroneously becanse the appliea-
tion was incomplete, the application should be
returned to the' Application Division vin'the
Office  of the \ssnstan( (‘«)mmmsm'nor for
Patents.

Form 54 is designed as an aid for use by both
applicant and the Patent Office and shonld sim-

plify filing and plmw@mg of upphcun,u,ns
under rule 60. ‘

Form 42 ( n'nmimwi) ;l)ivlsianmonummlIon prbgﬁnm
applicatlon teansmitial foem.

I wne Uriren 8rates Patexy Opricr
Docket No, L. .

Auticlpated  Classifientfon
nf this application ;

Class . ‘;ulwmun e

Prior nppllvnunu:
Esaminer ... ... .. ...
At Il

Tre CoMuMisstoies or PATESTS
Weuahington, 1.0, 260231, CL

Ber's Tl in' 4 vejiest Fop' ﬂﬂnz a Y eontinnation
(1 divistonsl npplicstion fnder 37 CEFR 1"0 of peading
prior appdication seripl e, . ... ... led on. "
: {dnle)

of .. o e e

¢ (Inwmm ern«mlv of rWum m prior nmrlle athotr)
(7] P

nm» uf inv«»m nu)

10.1

2. | Pr epare a copy of the pﬂor appllcatlon '
3 [J The fling fee is.calculated below:

F’n EI) IN THE PRIOR APRLICATION, 1.B88 Am Ouma QAN-
S CRLLED BY  AMENDMESRT Beiow

fﬁ‘br_,; N%ﬁnhﬂl’ Numrm RM» I! tom
Tatal olalu. X ®
lmlwmndnnh r:la!m 5 0w
sPotal Qling les. . ERN

;:vl,; | -'l‘m,s,(mnnmlmm‘mw 1. hereby . authorlead to
wocharge any fees whieh may be requlred, or
eredit  any- . overpaymont. : to. . Aecount

No. weeewn. A duplicate copy of this sheet
18- enclosed, .
6. [ Acheekinthe amount of 8.0 18 encloged.

@07} Cancel:dn - this application original claims
s i i v s cr e min e mmmmm e O @ pRiOP
appliention before calenlating the fiting fee,
(At least one original independeni claims
must be retained for flllng purposes.)

1] Amend the specification by inserting before
thie first lino tbe:seutenon ;. -+ Thig 48 &[]
mntlmuitlun. ) dhlslon of application
merdnt e o000, flled RES ERSR ISR S

& 'l‘rmmtor rhu dmwlmm from uu- prior ‘appl-
e eation to thiw appiention and abandon said’
‘prior appleatton ‘reof ‘the filing date
“aceorded this applieation, A duplicate copy’
copyiof this gheet {x enclosed for fiting in'

‘the pielor appliention ‘Ale. (May ‘only ‘be

s 1P slgned by person nuthorived by rule

188 and beforv payment of base issue foe,)

Ka. 7] New formnl ‘drawings are onvlmwd '
8b. [7 Priorlty nl‘npnllvnliun mtrh\l ne, Lo fited
(1] 1 DO AT S 1 | RO SN

' ‘ IERERE (eountﬂ) ‘

1a claimed under 35 1).8.C. 110, .

{73 'I'he certified copy hak been filoed o priov ap-
pleation serial no, . ..., fited Lo ccea.

0. U1 The prior application s nesigned of record to

=t

0. [ 'l‘lm mwvr or ulmmvy in lhu prior amﬂlen
tiom 18 to .. arn e s
(nnnw nrmmrnnon numhwr. nnd Addrwm)
u. I1:'Tha powar appears in the origign)
papers n the prioe application.
b, 7] Bineo the power does nol appear in the
orlginal papers, .0 copy of the power
I the prior application s enelosed,
e [7) Acldruma nll l'ullnv uumnunhuuulm Ao
L (Mag ontly’
lm (umplmm hy applleant, or attor-
ney or agent! of record,)
11 1) A pretiminary amendment is enclosed, (Claims
added by Whis amendment have hers props

Rev. 80, Jan. 1074




" The undersigned: declave further that all st
made herein of hiw own knowledge are trae and that
all sddromints wde on Informative and belief are
bedioved to be brue; and further that these alatements

were mado With the knowledge that willful false state-

ments and the lke so made nre punizhable by fiuve or
tmprisonment, or both, under sectlon 1001 of Title 18 of
thie Untted Siates: Code and that sach &illful false
aatements may ‘Jeopardize the valldity of the applica-
thony or any patent usuing thereon, L

o v we o o as e o e s e e A

Cec o (aigBatuTe §
[} Inventor(s)
[} Arsignes  of complete
inferest
[ Atternes cor agent of
: peentd
- ) Filed under rule 34(a?

201.07  Continuation  [R-39]

A continuation is a second application for
the sawe invention claimed in a prior applica-
tion and filed before the original becomes
abandoned. Exeept as provided in rule 45, the
applicant in the continuing application must
be the same as in the prior application. The
disclosure presented. in the continuation must
be the same as that of the original application,
144, the continustion should not include any-
thing which would constitute new matter if
inserted in the original application,

At any time before the patenting or abandon-
ment of or termination of proceedings on his
carlier applieation. an apphicant may have re-
course to liling a continuation in order to intro-
duce into the case o new set of claims and to
establish u right to further examination by the
primary examiner,

For notation to be put on the file wrapper by
the examiner in the case of o continuation ap-
plication see § 202,02,

The Stremulined Continnation Progrion has
been superseded by the rule 60 practice which
beeame effoctive on September 1, 1971 (36 F.R,
14689 ). See § 201.06(n).

201.08 [R-33]

A rontinuation-in-part. is an applieation filed
during the Lifetime of an earlier application by
the same applicant, repenting some sulstantial
portion or il of the earlier application and

Asddrvss of nignator:

ity o) o S s 69 S o e

Continnation-in-Part

e, 30, Juu. 1074

nug the high-

cant
application showing a pg),gt]i%n,; only of the sub-
ject matter of the later application, subject to
the conditions stated in:the vase of ‘a sole divi-
sional application ‘stemming from a joint ap-
plication (§ 201.08). Subject to the same con-
ditions, & joint continuation-in:purt application
mfix derive from an earlier solo awl‘icmon. fy
Fornotation to bo put on:the-file wrapper by
the examiner in tha case of o continuation-in-
part application see § 202.02. See § 708 for order
of examination, o i T e

201.09° 'Substitute: [R-25}
The use of the term “Substitute” to. ,desif-'
nate .an (,a;iplication, which 18 in essence the
duplicate of an application by the snme appli-
cant. abandoned before the filing of the later
case, finds oficial recognpition in the decision,
Ex parte Komenak,, 19507;(2«1)-‘ 1; 512 O.G. 739.
Current. practice does not require applicant. to
insert. in the specification reference to the earlier
case, The notation on the file. wrapper (Sce
§ 202,02) that one case is a “Substitute” for an-.
other is printed in the heading of the patent
copies,  See § 201,11, . L .
Asisoxplnined in § 201.11 a “Substitute’’ does
not. obtain the benefit of the filing date of the
prior application. ,

201.10 ' Refile [R-33]

No officinl definition has been given the term
Refile, though it is sometimes used as an alter-
native for the term Substitute,

If the applieant designates his application as
“refile” and’ the examiner finds that the appli-
eation is in fact a duplieate of a former appli-
ention by the same party which was abandoned
prior te the filing of the sccond case, the ex-
aminer should reguirve the substitution of the
word substitute for “refile,” since the former
term has officinl vecognition. 'The endorsement
on the file wrapper that the ende is a “substi-
tute” will result i the further endorsement by
the Assignment Divigion of any asasignment of
the parent ease that may have been made.

201,11

Continnity Between  Applica.
tions: When Entitled to Filing
Date [R-39]

Under certain circnmstances an applieation
for patent is entitled to the benefit of the filing
date of n prior application of the sume inven-
tor. The conditions are specified in 356 U.S.C.
120.

10.2




ugh: filed on' the date of the: prior appliea-
‘ »/ the: patenting or abanderiment. of
e on; the first application
ation similarly entitied to the benefit of
the filing date of the first application’ andLf;.it. con
taine or is amended to contain.a specific reference to
the earlier filed appleation. .o cvoin fan 0 iy
~‘There are three conditions in addition to the
basic’ requirement ‘that the two: applications
be by the 'same inventor: .ooms st w0 o
111, The second mppfli(mt,ia'n,é( which 18 called: a
centinuing npplication) must be an application
for 'a patent for an invention: which 'is also
disclosed in the first application (the parent or
original ‘application) ;:the disclosurs of inven-
tion in the first application and in the second
application must be sufficient to comply with the
requirements of the first parugljalg)h of 35 U.S.C.
11!_2:. ?eo In re Ahlbrecht, 168 USPQ 293 (CCPA
1971).

2. The continuing application must be co-
pending with the first application or with an
application similarly entitled to the benefit of
the filing date of the first application.

3. The continuing application must. contain
a specific reference to the prior applieation (s)
in the specification.

The term “same inventor” has been construed
in In re Schmidt, 1961 C.D. 542; 130 USPQ
404, to include a continning application of a sole
inventor derived from an applieation of joint
inventors where a showing was made that the
joinder involved error withont any deceptive
intent (35 U.S.C. 116). See § 201.06.

Corenpexcy

Copendency s defined in the clause which
requires that the second application must be
filed before (a) the patenting, or (b) the
abandonment of, or (¢) the termination of
proceedings in the first application.

If the first uprlicnlinn 1sstes ns o patent, it
is sufficient for the second applieation (o be co-
pending with it if the second applieation i
filedd on the same date, or hefore the date the
patent igsnes on the first application,  'Thus,
the second applieation may be filed while the
first ia still pending before the examiner, while
it 18 iy issne, or even between the time the wssne
fee is patd and the patent issues,

If the first applieation s abandoned, the
second  application must. be filed before the
abandonment in order for it to be copending
with the first. The term “abandoned,” vefers to

to prosecute (§ 711.02),
711.01), and-abandon-
ilure to pay the issue fee (§712).
If an onelnpy-leationis revived (§ T11.03
(¢)) or a petition {¢ - late payment of the issue
fee (§712) is granted by tho Commissioner, it
becomes reinstnted as o pending application and
;J&@ ‘preceding poriod of .abandonment has no

' The expression “termination of proceedings”
i3 newin' the stntute,: although not mew in
practice.: - Proceedings in an application are
obviously: terminated when it is abandoned or
when a patent has been issued, and: hence this
expression is tho broadest of the three,

After a decision by the Court of Customs and
Patent: Appeals in which the rejection of all
claims is affirmed, proceedings are terminated
on the date of receipt of the Court’s certified
copy of the decision by the Patent Office. Con-
tinental Can Company, Ine: ot al. v, Schuyler,
168 USPQ 625 (D.C.D.C. 1970). There ara sev-
eral other situations in which proceedings are
terminated asigexplained in § 711.02(¢).

When proceedings in an application ave ter-
minated, the application is {rented in the same
manner as an nbandoned application, and the
term “abandoned application” may be used
broadly to include such applientions.

The term “continuity” is used to express the
relationship of copendency of the snme subject
matter in two different applieations of the
same inventor, and the second application may
be referred to as a continuing application.
Continuing applieations inelnde these appliea-
tions which are ealled divisions, continunations,
and continuations-in-part.  As far as the right
under the statute is concerned the name used
is immaterial, the names being merely expres-
sions developed for convenience.  The statute is
#0 worded that the first application may con-
tain more than the second, or the second applica-
tion may contain more than the first, and in
cither ease the second application is entitled to
the benefit of the filing date of the first as to the
common stibject matter.

Rererence 1o Fimsr Arrnicartion

The third requirement of the statnte is that
the second (or subsequent) application must
contain a speeifie reference to the fivst appliea-
tion.  This should appear as the first sentenco
of the specifiention following the title and ab-
steact, prefernbly as o separate parvagraph.
Status of the parent applications (whether it
i putented or abandoned)  should also he
imeluded, T o parent applieation has become
a patent, the expression ¢, Patent. No, "
shonld follow the filing date of the parent ap-
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first: Bentence follo
‘applicant has inadvertently
,, may be w b ; , e'rule 60 casa is otherwise
plicant by refraining fro rting a refer- - allowance; the e: should insert
ence to the prior a ati he i : énce: kb Y8 amendment.
of tho later one.. i War to ] ineri priorapplica-
the fact that an application is a continuingap-  tion he'should note it in-an Office action, as in-
plication of & prior one, he should merely call  dicated wbove, but:should not require the appli-
attention‘to this in an Office sction, for example,  cant to call attention to the prior application.
in the following language: ' . o 0w Applications are sometimes filed with a divi-
“Jt is noted Mt,gxm application appears  sion, continuation; or . continuation-in-part
o to-claim iﬁﬁhw’maﬁwr*cg’mlmd An ﬁf: li-  oath or declaration, in which the oath or decla-
cant's prior copending application Serial No.  ration refers back to a prior application. If
cavsaugfiled ooioioonl Avreference to this  there is no reference in the specification, in such
‘prior_application must be: inserted in the  cases, the examiner should merely call atten-
-speeification of the present application if ap-  tion to this fact in his Office action, utilizing,
‘plicant intendsto rely on the filing dateof the  for example, the language suggested in the first

prior application, Rule 78.” 7~ paragraph of this subsection. . ol
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ready. fo he examner sh
required reference by examiner

Sometimes a_pending application is one of a
series of applications wherein the pending ap-
plication is not copending: with the first filed
application but is copending with an intermedi-
ate application entitled to the benefit. of the
filing Jate of the first application. If applicant
desires that the pending application have the
benefit of the filing date of the first filed applica-
tion he must, besides making reference in the
gpecification to the intermediate application,
also make reference in the specification to the
first application.  See Hovlid v. Asari et al.,
134 USPQ 162; 305 F. 2d 747 and Sticker In-
dustrial Supply Corp. v. Blaw-Knox Co. et al.,
160 USPQ 1717, - s n

There is no limit to the number of prior apphi-
cations through which a chain of copendeucy
may be traced to obtain the benefit of the fling
date of the earliest of a chain of prior copendin
applications. See In re Henriksen, 158 UUSP
2&4; 853 O.G. 17. : L .
A second application which is not copending
with the first application, which includes those
called substitutes in § 201.09, is not. entitled
to the benefit of the filing date of the prior ap-
plication and the bars to the grant of a patent
are computed from the filing date of the second
al,)})li(mt,ion. An applicant is not. required to
refer to such applications in the specification
of the later filed application.  If the examiner
is aware of such a prior abandoned applica-
tion he should make a reference to it m an
Office action in order that the record of the
second application will show this fact. In the
case of a “Substitute” application, the notation
on the file wrupper is printed in the heading
of the patent copies and thus calls attention
to the relationship of the two cases.

1f an applicant refers to a prior noncopend-
ing abandoned application in the specification,
the manner of referring to it shonld make it
evident that it was abandoned before filing the
second.

For notations to be placed on the.file wrap-
per in the case of continning applications see
$4 202,02 and 1302.09,

Woren Nor Exvrireen To Benerrr or Froixo
Dare

Where the first applieation is found to he
fatally defective becanse of insuflicient diselo-
sure to support allowable claims, a second applh-
cation ﬁlm’! as a “continuation-in-part” of the
first appliention to supply the deficiency is not
entitled to the benefit of the filing date of the

il

Assignment Carries Title
[R-24] |

. Assignment of an originnl upplieation ear
ries title to any divisional, continuation, sub-
stitute or reissue application stemming from
the original application and filed after the date
of assignment. See § 806,

201.12

201.13  Right of Priority of Foreign
: Application [R-37]

Under cevtnin conditions and on fulfilling
certain requirements, an application for patent
filed in the United States may be entitled to
the benefit of the filing date of a prior applica-
tion filed in n foreign country, to overcome an
intervening reference or for similar purposes.
The conditions are specified in 35 U.S,C, 119.

35 I'8.C, 119, Benefit of carlicr filing date in for
cign ecountry: righi to priority.  An application for
patent for an invention filed in this country by any
person who has, or whose legal representativea or
assigns have, previously regularly filed an application
for a patent for the same Invention tn a foreign
country which nffords simflar privileges in the case
of appllications filed in the Unlted States or to cltizens
of the Unlted Statem, shall have the zame eflect as
the snme applleation would have {f fAled in this coun-
try on the date on which the application for patent
for the same Inventfon was flrst filcd (o such forelgn
country, If the appllention In this country a8 filed
within twelve months from the earliest date on which
such forelgn applicatlon was flled; but no patent shall
be granted on any application for patent for an Inven-
tlon which had been patented or described in a
printed publication 1n any country more than one
venr before the date of the actual fliing of the applt-
cation in this conntry, or which had been in publie
uge or on szule in this country wmore than olie year
prlor to such fling,

No applieation for patent shall be entitled to this
right of priority unless n clalin therefor and a certified
copy of the orlglanl forelgn appllention, apecification
and drawings upon which it In baged are filed in the
Patent Offfice before the patend s granted, or &t such
time during the pendeney of the application ag required
by the Commisstoner not enetier than six wonths after
the filing of the application in this constey.  Sael cer-
titicatlon shall be mde by the patent office of the
forelgn country In which filed and show the date of
the applicatlon and of the tling of the spracification
wnd other papers.  The Commissioner way vequlre a
tranglation of the papers Hled If not fn the English
language and such other Information as be deems
NeCessary.
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may be based upon a subs - ’
catlon in the same foreign country instead of the first
filed fovelgn application, provided: that any ! forelgn
application filed prior to such subsequeént application

ity . T -

Applications for inventors' certificates filed in'n for-
elgn country in which applicants have a right tp apply,
Ht thelr discretion, elther for 4’ patent or for an inven-
tor's certificate shall be treated in thiw country in the
same manner and have the same effect for purpose of

the right of priority under this section as applications
for patents, subject to the same conditigns and require-
wents of this section as apply to applications for pat-
ents, provided such applicants are entitled to the bene-
fits of the Btockholm Revision of the Paris Conventlon
at the time of such filing. (effective August 28, 1073)
Pablic Law 92-358, July 28, 1972, e
The period of twelve months specified in this
gection is six months in the case of designs, 35
US.C. 172. See §1506. .

The conditions, for benefit of the filing date
of a prior application filed in a foreign country,
may be listed as follows: o o

1. The foreign application must be one filed
in “a_ foreign country which affords similar
privileges in the case of applications filed in
the United States or o citizens of the United
States.” - ; ,

2. The foreign application must have been
filed by the same applicant ( invcntm? as the
applicant in the Umted States, or by his legnl
representatives or assigng.

3. The application, or its copending parent
United  States applieation must have been
filed within twelve months from the date of the
earliest foreign filing in a “recognized” conntry
as explained below.

£, The foreign application must be for the
same invention as the application in the United
States,

5. In the case where the basis of the claim is
an application for an inventor’s certificate, the
requirements of rule 55(c) must also be met.

Recoamizen Couxriirs or Foreay Frana

‘The right to rely on a foreign appliention is
known as the right of priority in international

tent law and this phrase ﬁna heen adopted
in our statnte. The right of priority origi-
nated in a multilateral treaty of 1883, to which
the United States adhered in 1887, known as
the International Convention for the Profection
of Todustrind Property is administered by the

Rev, 41, July, 1074

“ Org ﬁiiﬁ%n =
and. This treaty
he lntest revision

being ¢ :ﬁ,"!‘%’imkliﬁlm ‘An July,
opy ' at B2 (0.3, 511). Articles 13-30 of
’&gkhnlm Rov snhecanme effective on Sep-

v )70, Articles 1412 of the Stockholm
ecnmi ‘effectivion August 25, 1973,
Y iny provigions of the treaty re-
vof the udhering countriea to nccord
® 1] priority to the hitionals of the other
coyntrivs and’ the it United Stites statute re-
Inting' to this snbject was enincted 'to carry ont
this obligmtion. There is niother treaty between
the United States nnd some Latin American
conntries which also provides for the vight of
priority, and - a foreign conntry may also pro-
vide for this vight by veciproeal legislation,
“Nore:’ Following is ’u*‘i’at of countries with
respect to which the right of priority referred
to In 35 U.S.0. 119 has been recognized. The
authority in the cnsa of these countries is the
International Convention for the Protection of
Industria)’ Proéieﬂfy; (613 0.Q. 23, b8 Stat.
1748), indicated by the letter 1 following the
name of the country; the Inter-American Con-
vention reluting to Inventions, Patents, De-
signs and Industrinl Maodels, signed ‘at Buenos
Aires, Angust 20, 1910 (207 O3, 985, 38 Stat.
1811), indicated by the letter 1> nfter the name
of the country; or rcci‘)roca‘l legislation in the
particular country, indiented by the letter 1.
following ‘the name of the country. Algeria
(T), Argentina (I), Australin (1), Austria (1),
Belginm’ '(I% ‘Brazil (1, P), '“!;iulgnriu ( ‘I;,
Cameroon ' (T), Canada (1), Central African
Republie (I), Chad, Republic of (T), Congo,
Republic of  (Brazzaville) (I), Costa Rica
(P),, Cabn (I, P), Cyprus (1), Crzecho-
slovakin (1), Dahomey 21'), Denmark (1),
Dominican Republic (T, P), Eeuador (P),
Finland (T), France (T(),Gnhon (1), Germany,
Federnl Republic of (T), Greece (1), Guatemala
(1), Haiti (T, P), Honduras (P), Mungary (1),
Teeland (1), Fndonesin (T), Tran (T), Treland
(1), Isrnel (ﬁf), Ttaly (1), Tvory Const, Republic
of (T), Japan (T), Jordan (I), Kenya (I),
Korea (L), Lebanon (1), Licchtonstein (Y
Luxembourg (T), Malagnsy, Rn)}mh]i(: of §l )
Malawi (1), Malta (T), Mauritanin (1), Mexico
(I, Monaeo (1), Moroeco (1), Notherlands (1),
Now Zewland (1), Nienragua (P), Niger 51),
Nigerin, Iederation of (JSH, Norway ( f‘, PPan-
ama ("), Pargguay  (P), Philippines (1),
Poland (1), Portugal 21), Rhodesia 21),
Romania (1), San Marino (1), Senegal, Repub-
lic of (1), South Afrien, Ropublic of ( I’), Spain
(1), Sri Lanka (formerly Ceylon) (1), Swe-
den (1), Switzerland (1), Syrian Aral Re-
public (1), "Tanzanin (1), Togo (1), Trini-
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dlga,gylgepubli)(; of (1), Uruguay
Vatican City SI,) Viet-Nam, Republic
Yugoslavia (I), Zambia (1).

per

| African
gether ‘to create a ¢

ntries have ‘%t)inmlﬁ‘ to-
promulgate a common

10n ‘patent office and to

common patent office is called “Office” A fricain
et Malgache de la Propriete Industrielle”
((“)AMTET) and is located 'in Yaounde, Came-
roon. The member countries nsing the OAMPI
Patent Office are Cameroon: Central African
Republie; Congo, Republie of ; Chad, Republic
of; Dahomey: (Gabon; Tvory (Coast, Repnblic
of: Malagasy, Republic of ; Manritania; Niger;
Senegal, Republic of ; Togo; and Upper Volta,
Repnblie of. Sinee all these countries adhere to
the International Convention for the Protection
of Industrial Property, priority under 35 17.8.C.
119 may be claimed of an application filed in
the OAMPT Patent Office. '

If any applicant asserts the benefit of the
filing date of an application filed in a country
not on this list, the examiner should inquire to
determine if there has been any change in the
status of that country, It should be noted that
the right is based on the ecountry of the foreign
filing and not upon the citizenship of the
apphcant. :

Iventiry or INvENTORS

'The inventors of the U.SS, application and of
the foreign npplication must be the same, for a
right of priority does not exist in the case of
an application of inventor A in the foreign
country and inventor B in the United Stafes,
even though the two applications may be
owned by the same party. However the appli-
cation in the foreign conntry may have been
filed hy the assignee, or by the legal represent-
ative or agent of the inventor which is per-
mitted in some foreign countries, rather than
by the inventor himself, but in such cases the
nnme of the inventor is usually given in the
foreign application on a paper filed therein. An
indieation of the identity of inventors made in
the oath or declaration accompnoying the {1.S,
applieation by identifying the foreign appliea-
tion and stating that the foreign applieation
had been filed by the assignee, or the legal rep-
resentative, or ngent, of the inventor, or on be-
half of the inventor, ns the case may be, is
neceptable,

Tisve vorn Fraxe LS, Appricarion

The United States application, ov its copend-
mg parent application, must have been filed

of (I))

; m law for the protection’
of “inventions, trademarks, and designs, The

13

f th ign filing. In
mputin 8 1 :months, the first gag' 18
not counted; thus, if an ,wpghcatwﬁ‘ ‘was filed
n Canada on January 2, 1952, the U.S, upPll-\
cetion: may. be filed on January 2, 1953, The
Convention. specifies in Article 4C (2) tha’,
“the day of filing is not counted in ithis
period.”. ,S,ljhm 14, the usual method of comput-
ing periods, for example a six mouth perio for
reply to an Office action dated January 2 does
not expire. on July 1 hut the reply may be
made on July 2,) Ff the last day of the twelve
months is a. Sunday or a holiday within the
District of Columbia, the U.S. application is in
time if filed on tho next succeeding business
day; thus, if the foreign apylieatinn was filed
on September 6, 1052, the U1.S. application is
in time if filed on Septomber 8, 1853, sinceo
September 6, 1083 was a Sunday and Septem-
ber 7, 1953 was a holiday. Since January 1,
1053, the Patent Office has not received appli-
cations on Saturdays and, in view of 35 11.5.C,
21, and the Convention which provides “if the
last day of the period is a legal heliday, or a
day on which the Patent Office is not open to
receive applications in the country where pro-
taction is claimed, the period shall be extended
nntil the next working day” (Article 4C8), if
the twelve months expires on Saturday, the
UL.S. applieation may be filed on the following
Monday.

Firsr ForElun APrLicATION

The twelve months is from the earliost for-
eign filing except s provided in the second to
the last paragraph n* 35 U.S.C. 119, If an in-
ventor has filed an application in France on
January 2, 1952, and an application in Great
Britain on ,Murcﬁt 3, 1952, and then files in the
nited States on February 2, 1853, he is not en-
titled to the right of priority at all; he would
not be entitled to the benefit of the date of the
French applieation gsince this application was
filed more than twelve months before the U.S.
application, and he would not be entitled to the
benefit, of the date of the British application
since this application is not the first one filed. 1f
the first foreign npplieation was filed in a coun-
try which is not recognized with respect to the
right. of priority, it is disregarded for this
purpose,

Public Law 87-333 extended the right of
priovity to “subgequent” foreign applications if
one enrlier filed had been withdrawn, aban-
doned or otherwise disposed of, under certain
conditions and for certain conntries only.

Girent, Britain and a fow other ecountries have
nosystem of “post-dating” whereby the filing
date of an application is changed to a later date.
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the right of priority

3 ’ Cif
“date is'more than one year

the: original ‘flin

wrior to the U.S. filing no right of priority ean’

» based upon the application. See’In've' Clamp,
lﬁl ’» V 4%‘ % TUNR UL R E A

/I an-‘applicant hus filed two foreign a!) lica-
tions in vecogmized ‘countries, one outside the

year and one within the year, and the later
application discloses udditional snbject matter,
a claim i the 1.8, application specifically
limited to the ll(il(i“l.’i-()“ﬁ‘ disclosure would be
entitled to the date of the second foreign ap-
plieation since this would be the first foreign
applieation for that subject matter, ' &

“Errrcr or Rwire or PrioriTy

The right to rely on the foreign filing ex-
tends to overcoming the effects of imtervening
references or . uses, but there are certain re-
strictions, For example the one year bar of
35 U1.S.C. 102(b) dates from, the U.S. filing
date and not from the foreign filing date; thus
if an invention was described in a printed pub-
lication, or was in public use in this country,
in November 1952, a foreign application filed
in January 1953, and a U.S. application filed
in December 1953, granting a patent on the
1.8, application is barred by the printed pub-
lication or public use occurring more than one
year priorto its actual filing in the 7.5,

The right of priority can be based upon an
applieation in a foreign conntry for a so-called
“tility model,” called Gebrauchsmnster in Ger-
many.

201.13(a) Right of Priority based

upon an Application for an
Inventor’s Certificate

[R-39]

Until August 25, 1973, the Patent Offfee did
not recognize a right of priority based upon an
appliention for an Inventors' Certificate such as
used in the LSS R. However, a claim for
priority and a cortificated copy of an applien-
tion for buventors’ Certifionte were entered in
the file of the US, appliention and were pe-
tained therein.  This allowed the applicant to
nrge the vighit of priority in possible Inter eourt
action.

Oun August 256, 1973, Articles 1--12 of the Paris
Convention of March 20, 1853, for the Pro-
tection of Industeisl Property. as revised at
Stockholu, July 14, 1967, came 1nto foree with
vespect (o the United States and apply to npphi-
cations filed thereafter i the United States, A
fonrth paragraph to 35 U.S.C. 119 (enacted by

Hev, 41, Jaly, 1074

W 02-358, July 28, 1972) (copy at
and o new pavugraph ((‘) to rule 55

684) ‘alvo became effective on Au-

ust 20, 1073,

Rule 55. Serlal nulnl}éu‘'a':’l,,l:d’E Hling date of application.
R LI ,’ .. . ' b4

(@), An applicant may under certain elrcumstances
clalm priority on the basis of aw application for an
inventor's cartificate In a country granting hoth nvea-
tor's certificatos and patents. When anapplicant, wishes
to elabm the plght of prioxlty as to a claim or.clabms of
the application on the bayls of un application for an
laventor's certificate in snch a conutry under 36 U 8.0
119, last parageaph (ax smended July 28,:1972), the
a,ppl‘l‘,mn‘t{ or s aftoryey or agent, when subinjiting a
claim for such, right as speelfivd 1o paragraph (b) of
this rule, shall inciude an aildavit or declavation in-
cl,udling a specifie siatement that, upon an Investiga-
tlon, he has satisfied himself that to the hest of his
knowledge - the applicant, when filing his applcation
for the inventor's certlficale, hod. the option to Ale an
application elther for a patent or an inventor's certig-
eate as to the subfect matter of the identified claim
or claims, forming the basis for the claim of priordty.

An inventor's certificate may form the basis
for rights of priority under 35 U.S.C. 119 only
in'‘countries maintaining patents and inventor's
certificates as alternative systems for the recog-
nition and reward of inventive contributions
where an applicant has the right to apply at his
diseretion R)l‘ cither grant. Some countries such
as Bulgaria, Rumania, and the Soviet Union
provide alternatively for either patents or in-
ventor’s certificates on some types of inventions
for somo inventors, ‘

Priority rights on the basis of an inventor’s
certificate application will be honored only if
the applicant had the option or discretion to file
for either an inventor's certifieate or a patent on
his invention in his home country. Certain coun-
tries which grant both patents and inventor's
certificates issue only inventor’s certificates on
cortain snbject matter, gonerally pharmnceuti-
cals, foodstufls and cosmetics,

To insure complinnce with the treaty and
statute, rule 65(c) provides that at the thme of
claiming the benefit of priority for an inventor's
certificate, the applicant or his atlorney must
subwit an affidavit or decliration stuting that
the applicant when filing his application F:,n' the
inventor's certificnte had the option either to
file for a patent ov an inventor's eertificate as to
the subject matter forming the basis for the
claim of priority.

Fffective Dute

Rule 55(¢) went into effeet on August 25,
1973, whieh i the date on which the interna-
tional treaty entered into foree with respeet to




. patent ap

ppliention and.

filed in their

right of priority )
formal requirem ime specified,
If these requirements are not complied with
the right of priority is lost and cannot there-
after be asserted.

The requirements of the statute are (a) that
the applicant must file a claim for the right
and (’L) e must also file a certified copy of the
original foreign application; these papers must
be filed within a certain time limit. The maxi-
mum time limit specified in the statute is that
the papers must be filed before the patent is
gmntms, but the statute gives the Commis-
sioner authority to set this time limit at an
earlier time during the pendency of the appli-
cation. [f the required papers are not filed
within the time limit set the right of priority
is lost. A reissue was granted in Brenner v, State
of Israel, 862 .G, 661; 158 USPQ 584, where
the only ground urged was failure to file a certi-
fied copy of the original foreign application to
obtain the right of foreign priority under 35
11.5.C. 119 before the patent was granted.

It should be particularly noted that these
papers must be filed in all cases even though
they may not be necessary during the pendency
of the application to overcome the date of any
reference. The statute also gives the Commis-
sioner authority to require a translation of the
foreign documents if not in the English lan-
guage and such other information as he may
deem necessary.

Rule 65 requires that the oath or declaration
shall state wfmﬁ,hm' or not any nl‘»\rlimtimn for
putent on the same nvention has been filed in
any foreign country either by the applicant or
by his legal representatives or assigns; if any
foreign application has been filed the appliennt
miuat state the comntry and the date of filing of
the earliest such application and he must also
identify every foreign applieation which was
filedd more than twelve months before the filing
of the application in this country. If all for-
eign applications have been filed within twelve
months of the U.S, filing the applieant is re-
quired to recite only the first such applieation
and it should be clear in the recitution that the

laration, while
e used in con-

we b

Rule 86(h) An applicant may clalm:the banefit of
the filing date of a prior forelgn application under the
rondltions specified 1n 85 U.B.0. 119, The clalm to pri-
orlty need be in no special form and may be made by the
attorney or agent If the foreign applcation ta re-
ferred to in the oath or declaration as required by rule
4. The clatm for priorlty and the certified copy of the
foreign application specified in the second paragraph of
&8 U.8.C. 119 must be filed in the case of interference
{rule 224) ; when necessary to overcome the date of a
reference relled upon by the examiner; or when spe-
cifically required by the examlner, aud In all other
cases they mugt be tiled not Iater than the date the
fasue fee im pald. If the papers filed are not In the
Fuglish language, a translation need not be fled except
in the three particulnr instances speclfied in the preeed-
ing sentence, in which event a sworn transiatlon or a
translation certified as accurate by a sworn or official
translator must be filed,

It should first be noted that the Commis-
sioner has by rule specified an earlier ultimate
date than the date the patent is granted for
filing a claim and a certified copy. The latest
time at which the papers may {m filed is the
date of the payment of the issue fee, except
that, under certain cirewmstances, they are re-
quired at an earlier date, These circumstances
are sFeciﬁed in the rule as (1) in the case of
interferences in which event the papers must
be filed within the time specified 1n the inter-
ferenco rules, (2) when necessary to overcome
the date of a reference relied upon by the exam-
iner, and (3) when specifieally required by the
examiner,

In view of the shortened periods for prose-
eution leading to allowances, 1t is recommended
that priority papers be filed as early as possible.
Although rule b5 permits the filing of priority
papers up to and ineluding the date for pay-
ment of the issue fee, 1 s advisable that auch
puapers be filed promptly after filing the appli-
cation, Freqnently, priovity papers are found
to be deficient in materinl vespects, such s,
for example, the failure to include the correct
certified copy, and there is not suffictent time
to remedy the defeet. Ocensionally a new oath
or declaration may be necessary where the
original oath or declaration omits the reference
to the foreign filing date for which the benefit is
claiimed. The early liling of priority papers
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201.14(b)

would thus be advantageous to applicants in
that it would afford time to explain any in-
copsisténcies that exist o¢ to supply any addi-
tional documents that may be necessary. .

1t is also suggested that a pencil notation of

the serial number of the corresponding U.S.
application be placed on the priority papers,
“Priovity papers filed ‘after the date ¢
ment of the base issue fee will be accepted and
w;k’xmwlmltg@d only if a,fmtibimz under rule 183
to suspend rule 55 is filed and granted. Such
petitions are granted only in extraordinary
situations, when justice requires and where the
printing of the patent has not yet taken place.

Kov. 41, Suly, 1974 14.2

/| MANUAL OF PATENT EXAMINING PROCEDURE 1~

Ex parte Bueche-Roose, 100 USPQ 438; In re
Inoue, ITLUSPQ 634

201.14(b)  Rights of Priority, Papers

" 'Required [R-34]

The filing of the priority papers under 35
11.8.C. 119 makes the record of the file of the
United Btates patent complete; The! Patent Of-
fice does not examine the papers to determine
whether the applicant is in fact entitled to the
right of priority and does not grant or vefuse the
right of priority, except as described in § 201.15
and in cases of interferences.




e clai
ority and .t £
application. T to priority need be In
special form, and may be made by the attorney
or agent at the time of transmitting the certified
copy if the foreign application is the one re-

forred to in the oath or declaration of the U.S.

npplication. No special language is required in
making the claim for priority and any expres-
sion which can be reasonably ‘interpreted as
elaiming the benefit of the foreign appliention
is aceepted as the claim for priority.  The
clnim for priovity may appear in the oath or
declaration with the recitation of the foreign
application,

'}‘l‘lecm*tiﬁml copy which must be filed is n
copy of the eriginal foreign applieation with a
certification by the patent oflice of the foreign
country in which it was filed.  Certified copies
ordinarily consist of a copy of the specifiention
and drawings of the npplication as liled with o
certifiente of the foreign patent oflice giving
certain information. “Apphecation” in this con-
nection is not 4.‘(")l|$itlt,!,l‘€!lll to include formal
papers stich as a petition. A copy of the for-
eign patent as issued does not comply sinee the
application as filed is required; however, a
copy of the printed specification and drawing
of the foreigm patent 1s suflicient if the eertifi-
cation indieates that it corresponds to the ap-
plication as filed. A French I'mtent stamped
“Service De La Propriété Industrielle--Con-
forme Aux Piéces Déposées A T Appui de La
Demande” and additionally bearing a signed
seal is also acceptable in lieu of a certified copy
of the French application.

When the claim to priority and the certified
copy of the foreign applieation are received
while the applieation is pending before the ex-
aminer, the examiner should make no exam-
ination of the ‘mp(‘-rﬁ exeept fo see that they
correspond in date and country to the apph-
cation identified in the oath or declarntion and
contain no obvious formal defects, The snbject
matter of the application is not examined to
determine whether the applicant is aetoally en-
titled to the benefit of the foreign filing date on
the basis of the diselosnre thereof,

Duming Inverrenencr

If priority papers arve (iled in an interfer
enee, 1w not neeessary to file an additionnl
cortified capy in the application file, ‘The
terference exmminer willl place thews i the ap-
plication file,

m "ftyir;yyprié'

Where the benefit of a foreign filing date
based on a_foreign application is claimed in a
later filed application (i.e., continuation, con-
tinnation-in-part, division) or in a reissue appli-
cation and a certified copy of the foreign appli-
cation as filed, has been filed in a parent or
related applieation, it is not necessary to file an
additional certified copy in the later application,
The applicant when making such elaim for
priovity may simply identify the application
containing the certified copy. In such cases, the
exnminer should mrlm‘mvImfgﬂ the clnim with a
statement as follows:

[ 1] “Applicant’s claim for priority, based on
priovity papers filed in application Serinl No,
Sy snbmitted under 3 ULS.CL 119, 19
acknowledged.” o

1f the applicant fails to call attention to the
fact that the certified copy is in the parent or
related application and the examiner is awnre of
the fact that a ecluin for priovity under 35
ULS.CL LD was made in the parent or related
application, the examiner should call applicant’s
attention to these fucts in an Oflice action, so
that if a patent issues on the Iater or reissue
application, the priority data will appear in the
patent, In such eases, the following exemplavy
language shonld be used

2] *Applicant is reminded that in order fora

patent issuing on the instant application, to

contain the priority data based on priority
papers filed in parent application Serinl No.

v e wnder 35 USG9, 8 elaim for sueh

priority must. be made in this appheation,

In making such claim, applicant may simply

identify the application containing the prior-

ity papers.

Where the benefit, of a foreign tiling date,
based on a foreign applieation, is claimed inn
Inter filed application or in o reissue application
and a certitied copy of the forejgn applieation,
as filed, has not been filed in o parent or relatad
apphication, aclaim for priovity may be mude in
the Inter appliention, When suela elain is made
in the later appliention and a certified copy of
the foreign appliention s placed therein, the
examiner should acknowledge the elaim with a
stdement ns follows

{31 “Apphicont’s elaim for priovity under
A0 ULS.CL O andd priovity papers Gled mvsup-
port thereof nre hereby neknowledged.”

Rev. 89, Jan, 1074
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yplieation referred h)
ration). If this copy

- A«auagng d

the benefits of the foreign

35 1.8.C. 119, applicant
A 6 1T cimm for priority as. re-
gliired by said section,”

Nore: Where the uwom{)mwmgx lmwr amwﬁ
that the certified copy. is filed for priority put
posas or for the convention date, it is accepted
as u claim for priority.. . o

‘ [m the {mth or.d

s i

- Ewiuxg 'tlmi to-obtar

ﬁm@ bez* descril md f;kx pra
wvmxrmn to use (1 :

been’ cited which wqmrw th@ prm&*m date m
be overcome,

No TREEGULARUTIES |

When. the papers under 85 U.S,C. 118 are re- Fouwrtan Averioarions Ara, Mopn Thax 2
ceived they are to be endorsed on the contents P Year Berore U.S. Fuava
%‘**ﬂ’t’ of the file ns '"U"”‘” (or pmendment) and [4} “Receipt is acknowledged of the filing

oreign applieation”,  Assuming that the pa- on Ly of n cortified copy of the
wers are regular in form and that there are no !

nppltmtmn referred to in the
irregularitied in dates, the examiner in the iony. A claim for priority
pext Office action will advise the a z’H,Fwam that

, m said application, since the
the papers have been veceived.  The form of i , !
m@kmswimlmmvnf mav be ag follows: Umfml ‘stnfm npplu ation was filed more than

id v ¥ " oom ) it
[1] “Receipt iy s M‘iﬂmw ledged of papers sub- twelve months thereafter, " The papers are
mtﬂed under 35 TS, 119, which papers have accordingly being returned.

been placed of rmwml in the file,”
The examiner will enter the information
s 4 e . s Y 4 ¥
specified i1n § 202,03 on the face of the file 4 Yrar Berore U.S, Fiuiva
Wrapper. For example, British provmnnul specifica-
If application is in inferference when papers  tion filed more than a year bofove U5, apphi-

sSovme Foreion  Arpr w,\'rm\m Monre Thax

under 36 U.S.C. 119 are received see § 111110, cation, but, British c-mnpl»!v fileed within the
year, and certified copies of both submitted.

Parers INCONBISTENT [5] “Ree Nlpl is acknowledged of papers hh{fﬁ

on September 953, purporting to comply

Tf the certified qu filed does not corre. “I:”' tlm.'::.‘)ll:”l'f?ml.::& (,%’ ‘;:ﬂ,ll?higt;qg }E 'v

spond to the applieation identified in the nut seen how the claiw for priovity can bhe

applieation onth or declaration, or if the appli- Dased on the British specifieation filed Janu-

eation onth or deelaration does not refer to the ary 23, 1948, beeause the instant application

partieular foreign 'lpphmtmn the apphs wnt hgs was filed more than one yeur therenfter,

not complied with the reqoirements of the rule However, the printed he‘mhng of the patent

ting to the vatl oy declaration.  In such will note the claimed priovity date based on
Lanees the examiner’s letter, “““‘ e “””“E the complete specification; e, November 1,
edging receipt of the papers hiould require the EME, For such subject matter as was “m dis
applicant to explain the ineonsistency and to file closed i Lhe provisional specification,”

a new onth or deelaration stating corvectly the

¥

facts concerning fareien applications "‘*‘E"if“?“l Cewrrren Coey Nov vie Fresr Fuep Foreiay
be e 65 A letfer in such ecases mayv vead: Arpacartion
fﬁ? “!{‘&‘?ﬁ*ﬂ",’,ifﬁﬁ 4 fher Evﬁ@)“h th,:“é! Uf W‘IM 7% !ih“ti f",i "ﬁg{‘t;*‘!;[’,l ‘B(»; élﬂ'k[l()\Vlﬁ‘(lﬁ_{l'l! ”r pipers “h!@i
oy M wid onoan ap ph« afton filed on oy paEporting to comply with
R o oo Apphicant b o et e
ot complied swith the reguirements nf’ the peguivements of 35 LSCOEE and they
Bave beene pliced of record o the file,

P B35¢m), sinee Hw Cont?le vir efevctinral . . .
’ ‘ ' Mtention = direeted to the fact that the

yfmwut “‘n’efﬁmuwFéf«i;,{g*H’w hhn;gmf’;m,y fore, .;v:ts‘ it for swhich priority is elnimed is not the
%Em#wmm” A new é(‘ff;"‘,,r’?,’:W”f,'i’f/\”“fmﬂ, ny b date of the et Aled Torergn umphvmum
reepiieed ™ swkwmshwlmwl e the oath or deelaration,

Othier attentions peguiving some aetion by the Ploscever, the priovity date elaimed which will
S s
: : appedy o (h ¢ ity e of tl ] e
exatniner ave exeinphified Ty the ﬁuHummx antn :%;'Ei E‘ e Che prind ol 5“ whing of the pates
’ BEY e

(28]
S Fof b pew
M» fefterpe, (damﬂmmmﬂ

Bev, 49, Jan, 1974 16
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noted, howé&gﬁﬁh}at"iﬁ li
, qart«iﬁeql?ap ofthe ... ...

tters, are merel
sed, and any unt
to the group director. -

jority papers for applieations which
; 't,ytlz» Ptﬁa Pate,r?t Issue Division
are received, the priority papers should be sent
to the Patent Tssue Division, The Patent Tssue
Division will acknowledge receipt of all such
priority papers,

Rerurn or Parers

It is sometimes necessary for the examiner
to return papers filed under 35 U.S.C. 119
either upon request of the applicant, for ex-
ample, to obtain a sworn translation of the certi-
fiec 'oofpy of the foreign application, or because
they fail to meet a basic requirement of the
statute, such. as where all foreign applications
were filed more than a year prior to the U.S.
filing date. s

ere the papers have not been given a paper
number and gngﬁmed on the file wrapper, it is
not necessary to secure approval of the %;‘ommis-
sioner for their return but they should be sent
to the group director for cancellation of the Of-
fice stamps. Where the papers have been made
of record in the file (given a paper number and
endorsed on the file wrapper), a request for per-
mission to return the papers shonld be addressed
to the Commissioner of Patents and Trade-
marks and forwarded to the group director for
approval. Where the return is approved, the
written approval should be placed in the file
wrapper. Any questions relating to the return
of papers filed under 35 U7.S.C. 119 should be
directed to the Office of the Deputy Assistant
Covamissioner for Patents. | R-43]

201.14(d) Proper Identifieation of
Priority Application [R-
43

In order to help overcome problems in deter-
mining the proper identification of priority ap-
plications for patent documentation and print-
ing purposes, the following tables have heen

 The tables ppli

d others to extract from the various
16 minimum  required  data - which
‘proper citation,

ation of priority applications
tablishing accurate and com-
among various patent docu-

ments whic mﬂggt the same invention. Knowl-

edge of these relationships is essential to search
file management, technology documentation and
various other purposes, - e

... The tables show. the forms of presentation of
anl’icaetionj numbers as used in the records of
the source or Qr%i,‘nnt;ing patent office. They also
show, under the heading “Minimum Signifieant
Part of the Number”, the simplified form of
tation which should be used in United
Patent and Trademark Office records.

- Note, g)art}icularly that in the simplified for-

mat that:
~.(1). Alpha symbols preceding numerals are
eliminated in all cases except Hungary,

(2) A decimal character and numerical sub-

set as part of a number is eliminated in all cases
except France,
.:(8) Use of the dash (—) is reduced, but is
still an essential clement of application num-
bers, in the ecage of Czechoslovakia, Japan, and
Venezuela,

MINIMUM BIGNIFICANT PART OF AN APPLICATION
NUMBER PROVIDING UNIQUE IDENTIFICATION OF AN
APPLICATION

TABLE V-~ Counlries Using Annual Application Number Seviea

Exampls of Mintmum
Country #  application significant Remarks
number at part of the
BOUrCH number

12116/60 ‘The letter A {5 common to all
tgmlmt applications,
8638-72 'V (s an abbreviation meai-

Austria [OE]. A 12116/64

Ceochoslo- PVa624-72

vakia {C4], Ing “apmicmm\ of In-
vention' .
Denmark
DK HIR6/68 2966/6R
BeypL [ET]. . 447 10684 487 10688
Finland [BF]. 3082/80 3042/60
Yranee [P R]. . 60,38066 0, 35068

10788 Pe=Palent, The MArat two
digits of the number repre-
gonil the last two diglts of
the yeas of Applleation less
80 {eg, 1940 loin Gdl;
1079 leas M23), The first
digit after the perlod s an
eerot oontral digit, ‘The two
digita followilng the dash
indicate
diviston.

tisrmany, P 1640785.6 -
Fad, Rap, 24
of [D'F).

the efamining

e footnotes at end of table,

Rev. 48, Jan. 10756
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, Obab nidue 1den
" t:oxi'.‘ g‘:‘\‘i‘r&‘&”.;‘:
S e
'fcmgtuf'

}M' ém‘#‘i" mi%
iw o S-AYT0 Awﬂmtzgg m;;wm are not
\ R R ggven

[T ] 1al gatatle, An

; estimaled

m.aw a u«u are ex-
RO it

Eam mz’&?&mmvumd

. J'mmbm /atg'on
hes & imique mtm
th ot the

purpose, nelth
dash nor the letter idenu-
whi ﬂ;‘vllo ?h"u 'm.'
ch_follow the
ton number, ‘|5’ “u%gd .,

Japan (JA].... 46-G0807..... © 45-60807 ' 'The two digits before the
46-61864..... 4681864 duh judicate  the year
the * Emperor's relgn
lu wmch m ugylla«auon
)‘t.
am nnd numy model
applications are nimbered
in separate serles. The
examples glven were filed
on the same day.
Net ds  TASM...... W88 First twom&mmdluhynu
{NL. of applleation,
N?;;gt 1i48/70. ..... 1745770
l’?‘l,!&tfn 1681/66. ..... 1iB1/66
&v‘t;lAh Afriea 70/4848..... B T0/4865
Bweden (W], 16414/70 1642470 ‘The new numbering systemn
(odd was Introduced Junnary 1,
wystem). 1973.
T30001 -0 TEHND0)

First two dights indicate imar
(new of appliestion, 'I‘Im it

systesi). after the dash 15 used for
compuber control,
Sﬁghum 169T8/T0. ... § 507870
Vaited King. 41352/%.. .. 41352/70
dare (G
Vaﬁa‘:'@twlu NIL-64,..... 80505
Y'i :;;.l;ﬁm P66, ... § 186/66
Zamble (18], 142770, 143/70

ncmrgm'r Cemm'y Undu s breliented 1o brackels; e.g., Austria
{OE].
*{x ardat to distinguish alility rmlel eprdications feom r«lmt wppllen.
theusa, §€ Ia neonmary bo bdealify Ehern ag to by pe ol wppbication b elations
gt reloterwes. T may be done etther by ising the tatse of the applies-
um: Ly bty cotsfumetion with the samber ar Dy ey Che synbol P17
i bemekets or other enelosure following e nmber,

Ree. 30, Jan, 1974

A nmn / S TR
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» mm, o pm'dm mnhmmno'
0% LE g B o published
»_Pumud ummmor'u;ve“
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mm gl

alle) mxmkmau

N gﬁm wmch mmuval;lo
: ‘rogelve uy lieations
(o&mml vam« provmu

,wfuwmn mxmtm Pm-
was alarte

m«t ln
,,mu ince an appil
dov uoé mml{
hlont Yy a
the patent number 18 often
= u8 the “priority
nm‘llienuon number*’,

bragl) [BR). . : 222086
“mm“” uﬁo CotnsmY

(‘mndulCA 108528 IR
Chg\luu - (3080 - l%ﬂﬂ
(‘\S)« r'ul...mu BRI I R R T LS ERIRE I
Al"w S 147888 Al?rznmwulmmmmtmt:
(DM{I Rup) s,
’ wmb ‘

‘.mfm WPlermham tent, The
other p” t}i

{lnu\h m eluw\muon sym-
18, A ‘single’ mxmtmi
sories covers both A

WI‘ applications, -

Greace (O R].. mu 44114
llunﬁury OE 107 OF 107 The  latters _precadin, i‘ the
: nlmtl‘)?r‘ ave vmnl} v:vu
dentifyin on,
They are &lu}\ tter and
the  Arat o) w “yowal
>l the appucama name.
nra 19 a separate num-
. : b? ‘goriea for each palr
letters,
Iarael |LL]. ... 35601 5801
Lusembourg 60093
Mexlco [MX).. 128723 123728
Monaco [M(Y). 0 008
Nf:qv??&alnn 161732 161782
OAMPL. ... 52118 52118
Piyy ':ltm« 11929 11020
Potand [IPO§.. 144826 144826
44087 *44047
Portugal 52065 52585
r 5607 K607
“‘)IT{'"M 65011 8511
ﬂolvlet Unlon  1807205/30- 1397205 The nwnbers following the
B]. 16 slaali desiote the examing.
tHon qllvlsﬂuu and & pro-
ﬁwln nymber,
Unjted BEYETY w77 The  higheat . Bumber  ag-
Binles alnnml in the gerlea of
[GA). . nambers stasted in Jan.

yary 1460, Noew  gerios
gtarled Janary 1970,

ﬂ(‘l IW’P 'I'd mm!ry( nda Inlmlltmlm In hnwk«!n o8, IANI

L gedder ta distingidal uulity model applications l‘mm patent sppli-
cablong, it §s necrssary to llendily them na to type ol applieation in
cilations oF references, This may be done eithor by nsing the nawe af
the appilestion Lype In conjuetion with the number or by using the syim.
by l;" 151 besckals ot ather enelosnre ollowing the nunsber,
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rits of an
en a refer-
te between
the date og

I3

tf\’g“ r requires the filing of m
papers, the translation should also be required
at the same time. This translation must be a
sworn translation or a translation certified as
accurate by a sworn or officia]l translator.
When the necessary papers are filed to over-
come the date of the reference, the examiner's
action, if he determines that the applicant is
not ‘entitled to tiie priority date, is to repeat
the rejection on the refevence, stating the rea-
sons why the applieant is not. considered en-
titled to the date. If it is determined that he
is entitled to the date, the rejection is with-
drawn in view of the priority date. ‘

If the priority papers are already in the file
when the examiner finds a reference with the
intervening effective date, the examiner will
study the papers, if they are in the English
language, to determine if the applicant is en-
titled to their date. If the npp{imm is found
to be entitled to the date, the reference is
simply not used. If the applicant is found not
entitled to the date, the unpatentable claims
are rojected on the reference with an explana-
tion, If the papers are not in the English
Ianguage and there is no translation, the ex-
aminer may reject the unpatentable clnims and
at the same time require an English (ranslation
for the purpose of determining the applicant’s
right to rely on the foreign filing date.

17

repancies appe ey
ved ventors are the same, ' Tf
e ‘is'disagreement as 'to inventors on:the
certified qop{, the priority date should be. re-
fused until the inconsistency or disagreement is

The 1

nost 11y f the examiner's
action pertaining to a right of priority is the
dewrmnmtim;ugthu identity’ of invention be-
tween, the 1.8, and the foreign applications
The foreign application way be considered in
the same manner as if it had been filed. in this
country on the smme date that it was fled in
the foreign country, and the applicant is ordi-
narily ‘entitled to mi_y“(vlflu‘i‘xx‘\’s,\lf)a}l%d', on such
foreign applieation thnt he would be entitled
to under our lnws and practice. The foreign
application must be examined for the question
of sufficiency of the disclosure under 35 U.S.C.
112, as well as.to determine: if there is'w basis
for the claimssought, .~ =

In appljeations filed from Great Britain thero
may be submitted a certified copy of the British
“provisional specification,” which may also in
some cases. be nccompanied by a copy of the
“complete specification.” The nature and func-
tion of the British provisional specification is
deseribed in an article in the Journal of the
Patent Office Society of November 1936, pages
T70-774.  According to British law the provi-
sional specification need not. contain a complete
disclosure of the invention in the sense of 35
U.8.C. 112, but need only describe the general
nature of the invention, and neither claims nor
drawings are requived.  Consequently, in con-
sidering such provisional specifications, the
question of completeriess of digclosnre is impor-
tant. If it is found that the British provisional
specifieation is insuflicient for lnck of disclosure,
reliance may then be had on the complete speoi-
fication and its date, if one has been presented,
the complete specification then being treated as
a difforent, application, ,

In some instances the specifiention and draw-
ing of the foreign application may have heen
iled at o date subsequent to the filing of the
petition in the foreign conmtry, Kven though
the petition is ealled the application and the
filing date of this petition is the filing date of
the application in a particular country, the date
accorded here is the dato on which the specifien-
tion and drawing were filed.

Rey. 81, Jan. 1972



Public Law 600 (sometimes: mfarmd ‘to as'the

Boykin' Aet), providing for extensions of the

%bh

) 16, 19”"’
These Jaws. are_reprinted in
Pthuws pmn et

201 17 Govm'mnem Cues [Rv—24]
The term “Act of 1883 apphmtmn was

, lﬂw 2?.2()

used in referring to applications of povern-
y@ut« fee under an act.

ment, employees filed wit
dmd arch 3, 1883, which was amended

April 80, 1928, This act became 35 U.S.C, 266,

which was repealed October 25, 1965.
nmg ‘with this data, there are no longm: any a
plications which are exempt from the filing &a
or issue fee. Such applications are not always
owned by the government. Other applications,

not inventions of government employees, may

be assigned to and owned by the government.
See § 607.01,

202 C ross-Noti
202,01 In Spemﬁcatmn [R-31]

Rale 8. Crossreferefices to other applications. (a)
When an-applieant flles no appliation ¢lnimwing an in-
vantion distlosed In 6 prior Bled eopending applieation
of the sume applieant, the sesond application muat con-
tufn oF be amended o contain fn the frst sentence of
the spesdfleation following the vitle and abslract 4 vrefer.
ence to the prior application, identifying i1 by werinl
angmbar aod Glng date and lodicating the relationship
of the applieations, Jf the benefit of the filing date of
the pelor applleation ks to be elaimed. Cross-references
to other reliated mmllmﬂmm wiay be made when ap-
propriate. (Bew rule 14(h).)

See also rule 70 and §201.11.
There is seldom a reason for one application
to refer to the application of another applicant

Rev, 86, Apr. 1078

” On A,ugm‘ 8, 1946, ﬂongmm wwx;i/ un/am,,%

iod to'take care of delays during the war.
July 28, 1947, Public Law 380,

upp}emcmt the ()rl%um}l);gglmtrtymgt;
the back of the

Bmgm-,,

18

by the Am;gunmnt
; to particular types of
applications,

1 the unlikely snt.uatmn that_ there has been
no reference to a parent application because
the benefit of its fling date is not desired,
no notation as to the pmmt case is made en
the face of the file wrupper.

202.03; On File . Wrapper When Prior
‘ ity Is Claimed for. l'orclgn Ap-
plication '(R-31] = -

In m:cnrdance with § 201, 14(0) the examiner
will fill in the spaces concerning foreign appli-
cations on the face of the older%le WrRpPErs.

"I'he information to be written on the ?nem of
the file wrapper consists of the conntry, appli-
cation date (filing date), and if nvmluf)lo, the
application and patent numbers; TIn some in-
stances, the particular nature of the foreign ap-
plication such as “utility model” (Germany
(Gebrauchsmuster) and }’n]mn) must: be writ-
ten in partmthtm before the application num-
ber, For example: Applumuun Number (util-
wy model) B62864, ,

At the present tmw, the computer pn inted file
wrapper labels include the prior foreign appli-
eation information. Nowever, the oxaminer must
still indicate whether the vomhf ions of 35 U.8.C.
119 have been ek,




L

a) E'beI’;';ﬁgl‘eﬁ'(‘)n‘\%imf
ﬁﬁa wrapper. o o
The front page of the patent when it is issued,
and the listing in the Official Gazette, will refer

s

adeofte

~ to the claim of priority, %x('viugthecountry, the
1

filing date, and the number of the :;F()licatioru
in those cases in which the face of the file has
been endorsed. ‘

In the case of designs, only the country and
filing date are to be used. [R-44]

202.04 In Oath or Declaration
[R-44]

As will be noted by reference to § 201.14, rule
65 requires that the oath or declaration include
certain information concerning applications
filed in any foreign country. Lf noapplications

- for patent or inventor's certificate have been

filed in any foreign country, the oath or declara-
tion should so state.

202.05 In Case of Reissues [R-31]

Rule 179 requires that a notice be placed in
the file of an original patent for which an ap-
plication for reissue has been filed. See § 1401.03.

203 Status of Applications
203.01 New

A “new” application is one that has not yet
received an action by the examiner. An
amendment filed prior to the first Office Action
does not alter the statns of a “new™ applica-
tion.

203.02 [R-22]

An applieation which, during its prosecution
in the examining group and before allowance,
contains an unanswered cexaminer’s action is
designated as & “rejected” application. Its
status as a “rejected” application continues
as such until acted upon by the applieant in
response to the examiner's action (within the
allotted response period), or until it hecomes
abandoned,

203.03

An “amended” or “old” applieation is one
that, baving been acted on by the examiner,
has in turn been acted on by the applicant in
response to the examiners setien, The apph-

Rejected

Amended
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01 ‘be confined to an election, a
traverse of the action taken by the examiner or
may include an amendment of the application.
203.04 Allowed or in Issue [R-44]

An “allowed” application or an application
“in issue” is one which, having been examined,
is passed to issue na a patent, subject to pay-
ment of the issus fee. Tts status as an “al-
lowed” case continues from the date of the
notice of allowance until it is withdrawn from
issue or until it issnes ns a patent or becomes

abandoned, as provided in rule 816, Ses § 712
The files of allowed cnues are kept in the

Patent Issuo Division, arranged numerically by -

gorial number,

203.05 Abandoned [R-22]

An abandoned application is, inter alia, one
which is removed from the Office docket of
gending cases (1) through formal abandonment
by the applicant {acquiesced in by the assignee
if there is one) orby the nttorne?' or agent of rec-
ord, (2) through failure of applicant to take ap-
propriate action at some stage in the progecution
of the case, or (3) for failure to pay the issue
fee. (8§ 203.07, 711 to 711.05, 712)

203.06 Incomplete [R-23]}

An application lacking some of the essentinl
parts and not accepted for {iling is fermed an
incomplete applieation. (§§ 506 and 506.01)

203.07 Abandonment for Failure to
Pay Issue Fee [R-44]

An allowed applieation in which the Base
Issue Fee is not paid within three months after
the Notice of Al[lowunce 15 abandoned for that
reason. The issne fee may howover be accepted
by the Commissioner on a verified showing that
the delay in pnyment was unavoidable, in which
case the patent will issne ng thongh no abandon-
ment had occurred (8§ 712).

203.08 [R-31]

In an effort to sharply roduee the volume and
need for statns inguiries, the past poliey that
diligienen must e establishod by mnking timely
status requests in conneetion with petitions to
rovive has beon diseontinned.

When an application has been abandoned for
an excessive period before the filing of a petition
lo revive, nn approprinte tevminnl diselnimer
may be required. 1t should also be recognized
that s petition to revive numst be aecompanied hy
the proposed reaponse unless it has been previ-

Status Inquiries
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app rom th )
tion of, each claim so rejected and, if any claim

‘allowed; compliance with any require-

ment or objection asto form.”
“New APPLICATION

Current examining procedu v provide
for the routine mailing from the examinin
groups of Form POL-327 in every case o
allowance of an gspl,xqmon except where an
Examiner’s Amendment is promptly mailed.
Thus, the separate mailing of a form ] OL~327
~.or an Examiner’s Amendment in addition to a
formal Notice of Allowance (POL~85) in all
allowed cases would seem to obviate the need for
status inquiries even as a proecautionary measure
where the applicant may believe his new applica-
tion may have been passed to issue on the first
examination. However, as an exception, a status
inquiry would be appropriate where a Notice of
m“m is not received within three months
from receipt of either a form POL~327 or an
Examiner’'s Amendment. , -

Current examining | ures also aim to
minimize the spread in dates among the varions
examiner dockets of each art unit and. group
with respect to actions on new applications. Ac-
cordingly, the dates of the “oldest new applica-
tions” appearing in the Orrician GazerTe are
fairly reliable guides as to the expected time
frames of when the examiners reach the cases
for action.

Therefore, it should be rarely necessary to
query the status of a new application. ‘

AMENDED APPLICATIONS

Amended cases are expected to be taken up by
the examiner and an action completed within
two months of the amendment date. Accord-
ingly, a statns inquiry is not in order after re-
sponse by the attorney until five or six months

—e have elapsed with no response from the Office.

A post card receipt for responses to Office ac-
tions, adequately and speetfieally identifying
the papers filed, will be considered prima }me
proof of receipt of such papers. Where such
proof indicates the timely filing of a response,
the submission of a copy of the post card with a
copy of the response will ordinarily obviste the
need for n petition to revive. Proof of receipt of
a timely response to a final action will obviate
the need for a petition to revive only if the re-
sponse was in compliance with rule 113,

In Grxrrav

Such status inquiries as may be still necessary
may be more expeditiously processed by the
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. procedures now provide

ommunica-

nied by n stamped

will only indicate

applicant’s response to an
Office action. In the latter instance the mailing
date of the Office action will also be given.

Inquiries as to the status of applications, by
persons entitled to the information, ahould,be
answered promptly. Simple letters of ingniry
regarding the status of applications will be
transmitted from the Correspondence and Mail

Division, to the examining groups for dircct age

action. Such letters will be stamped “Status
Leotters.” L ' ' ‘
If ‘the correspondent is not entitled to the

information, in view of rule 14, he should be -

s0 informed.

For Congressional and other official inquiries

see § 203.08 (a).

1e original letter of inquiry should be re-
turned to the correspondent together with the
mplr. The reply to an inquiry which includes
a self-nddressed, postage-paid posteard should
be made on the posteard without placing it in an
envelope.

In eases of allowed applications, n memoran-
dum should be pinned to the inquiry with a
statement of date it was forwarded to the Pat-
ent Issue Division by way of the Security
Group. and transmitted to the Patent lssue Di-

vision for its appropriato action. This Division _ j

will notify the inquirer of the date of the notice
of nllowance and the status of the applieation
with respect to payment of the issue fee and
abandonment for failure to pay the issue fee,

In those instances where tl'm"lemyr of inquiry
goes beyond mere matters of inquiry, it should
not be marked as n “statug letter”, or returned
to the correspondent. Such letters must bo
entered in the applieation file as a permanent
part of the record. The inquiry shoukd be an-
swered by the examiner, however, and in n
manner consistent  with the provigions of
rule 14,

Another type of inguiry is to be distinguished
from ordinary status letters,  When a U.S, ap-
plieation is referved to in n foreign patent (for
priority purposes, for example), inquiries as to
the status of snid applieation (nbandoned,
pending, patented) shonld be forwarded to the
Applieation Division (§ 102).

‘known status of the -

nade by the 0ﬂi¢:@4—

on is awaiting action by -




Mﬁﬁ, CROSS-NOTING, AND STATUS OF APPLICATIONS

Telephone inquiries regarding the status of
applications, by persons entitled to the informa-
tion, should be di d to the gmu;: clerical

rsonnel and not to the examiners. Inasmuch
ag the official records and applications are lo-
cated in the clerical section of the examining
groups, the clerical personnel can readily pro-
vide status information without contacting the
eXAMINers.

203.08(a)

Congressional and Other
Official Inguiries [R-44]

Correspondence and inquiries from the White
House, Members of Congress, embassies, and
heads of Executive departments and agencies
normally are cleared through the Commission-
ev's Office.

20.1

203.08(a)

When persons from the designated official
sources request services from the Office, or in-
formation regarding the business of the Office,
they should, under long-standing instructions,
be referred, at lenst initially, to the Commis-
sioner’s Office.

This procedure is used so that there will be
uniformity in the handling of contacts from the
indicated sources, and also so that compliance
with directives of the Department of Commerce
is attained.

Inquivies referred to in thia section, particu-
lnrly correspondence from Congress or the
White House, should immediately be trans-
mitted to the Commissioner's Office by special
messenger, and the Commigsioner's Office should
bo notified by phone that such correspondence
has been received. '
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