"m mﬁf@mﬁ& .Gmum,

1,1(}1 Ol(m Commeon Gwnership

116461 (ey ~The Interferente Seureh -

1105014y Correbpondence Undar Rma

110101 (e}’ How Condueted v 1 11

110101 (2) © Notan Actionon tzm (}am ot x

1101.0L(g) ' When and When Not! deeﬁ desraliots

1101.01(!3): Appraval - or- l)mmmmvm by Amm'iww
S Holledbor ;

1101 01(!) F‘aﬂum uf - Ksmim' Paﬂ,)h to - Ovareomu
¢ Flling Date of Henlor Parvty |

110] 01(1) :uﬂumeﬂmm of Clatma 0 o

1101,0L(k) © Cenflicting Partios: Ham flame Attomw

1101 m( l) - Action Te BeMade at ’I‘imu «of Suggogt-
i dngQlalme o oo :

1,1(11 Ol(m) Time Limit: 8et for Makin ﬂuggeatxxd

{ Clalme e U THEE
1101 01(31) ‘Qnggesteﬁ Claimy Mmm va Perlod :t'or
Respopee Boandng -Agalnet: Crée .
1101 Q;l(o) ;Appﬂc&@:i@n m I&amm or, in Interforylnce
110102, With a Patent, L

1101. 02(&) Copying thxw From & Patem,
1101.02(b) BExaminer Cites Patent Having Fillng
' Date Later Than That of Application

1101.02(c) Dim\:mwa Between Copylng Patent

’ (,mhmg and ‘Eugxgmttng (‘mhns of an
Applieation”
1101.02¢(d) Copied Patent Claims Not Identlfied
1101.02¢e) Making of Patent Claims Not a Ros-iwnfw

to Last Office Acti6n

1101.02(f) Rejection of Capied Patent Clalms .

1101.02(g} After Prosecution of Application Is Closed
. or Application s Allewed
Removing of Affidavits or Dt‘elﬂmmonq Be-

1101.03
i fore Interference

1102 Preparation of Interference Puptm mui Dmla-

ration
110201  Prepuration of Papers
110201 (a) Initial Memorandum <o the Board of Pat-
ent Interferencon

Declavation of Interference

Suspension of Ex Parte Prosecation, Full or
Pavilal

1102.02
1103

1104 Juebdiction of Interference

1105 Matters Requiring Declslon by Primary Ex.
aminer During Interforence

1105.01  Brlefs and Consideratlon of Motions

110602 Decision on Motlon To Digsolve

110508  Declslon on Motlon to Amend or fo Add or

Hubstitute Another Application

1[09 Aclion ‘After “A“ward of’ l’rﬁ)ﬂw
1108.01  The Winuing I’mlv
1109:02 The Lomng ‘Pnrty o

“Kecord i’ Hiie

1111 02:”

Interforence (‘ompiew
111108 Overlapping’ Applloutlmm ‘
111,04 “Seerecy Order” Cases'
111105 Amendiients Flled Dirlng Interference
1111,06 \'fotlce of Rule 281 (a)(8) 'Motion Relating
7 1o Apptiention Not Tnivolved in Tnterferemce
111,07 ‘,onverél(m of Appltvnrlon From Joint to Sole
o or Hole to Joint
111,08 Rolsﬂmo Appll(‘ntmn ¥ ilml Whilo Patent Is In
Intorfewnoe o
111108 Sult Undov 45 18,0, 140 by Losing Party
111116 Beueflt of Forelgn ]«‘lllnp: Date
111013 Patentabily Reports
111118 Consultation With Interference Examiner
111414 (‘om\otl(m of ¥rror In Joining Tuventor
1112 Letier Forms Used in Interferences
1112.02  Suggesting Clalms
111208 Same Attorney or Agent
1311204 Requesting Withdrawal From Issue
12,05 Inttial Memorandum
111208 Prhmaey Hxaminer Initintes Dissolution
111230 Douylug Bulry of Amendinent Reeking Fue-

thor Tuterforenco

This chaptor velatos only to interforence mat-
tors before the examinor,

The interfarence practice is based on 85
17.4.C. 136,

86 U.8.0, 185, Interforenoes, (n) Whenever un apphl-
cation s made for a patont which, In the opinion of
the Commissioner, would Interfere with any pending
sppleation, or with any ubexplred patent, he shall

Rev, 81, Jan, 1072



claim of an applicant, sk b
fusal. by tha Patent Omea ﬂf m@ el&lm

Rule 201 sets. :f@yth t}hﬁ
terference.

same patentable inventlon and mgy
goon as it is determlned that conyy

the appucation of each pmty. and Interfammm will
also be declared between pending appuoatioms for pat-
ent, or_for relasue, and unexpim} original or relssued
;;mtenm, of different partxea. wﬁen appllcathms
and patents contain. claims for &ubatantmlly the same
invention which are allowable in all, of the nppnca-
tions involved, In ﬂecoraanm with the ) rovlgloxm ot
these rules, -

(¢) Intertarences wm not b@ declamd nor centm
ued, between nppllcatlonm or applicatlonm mxd nat«mw
owned by the same party unlem ggoo
therefor, The parties mhau make known any wmd all
right, title and mteemst affacting tlm ownawhip “of
any applieation or patent lxwolved or a@mmml to. tlm
proceedings, not recorded in the Patent che. when
an mmymmm fn declared, and of (.hea,ngea ln such
right, title, or interest, made after the d@vlamtlon of
the Interference and before the explmtlon of the time
m@mrlb@d for seeking review of the dwlalon in ‘the

interference,

Rev. 81, Jan. 1072 164

againat the applic
's{%etmd for: L

ften an esxpenmva and
g, Yet, it is neces-
lmm1 two applwamzz

tt)g@(;hm tlmt

that the first applw

_ mvantor.

dev]awd
pmt&nm, eﬁpam 5T,
lion. claim
pssible:interferen:
The question iof-the:propriety of mm i
an interference in an affected by
sormany factors th 1 here
is: nnprmstmab]e.u & :eireumstances rwhich
render an interference unneceéssary are herein-
after noted; butiench ingtarics must be cavefully
con«udered ’if serious errors ave:to be uvmdmi'
+In:determining:whether ansinterference ex-
ists a clain:should:be given:the-brondest inter-
pretation iwhich it reasonably will suppeort,
bearing in mind the followi*n,,; endral pringi

(b) Express‘ limitations i the claim should
not be ignored nor should limitations be read
therein,. .. .. _—

(e). Before a.claim.. (unless. it is o patented
clmm) is made the. count. of an. interference
it should he allowabla.and in:good: form... No
pending claim:which is-indefinite, ambiguous
or otherwise:defective slmu]d be made the coum‘
of aninterference. :

(d) A claim (,Opled from n pumnt it am-
biguous, should be.interpreted..in - the light of
the patent in which it originated..

(e) Sinee an interference botwoen eases havir
& common -assignes: is not normally institut
all cases must be submitted to the A&mmnneni
Braneh for o title report..

(1) :If. doubts exiat.as to whather. there is an
xnterfcamnm, an  intor fm'enc'a Hlmul(l not be
dm'hu'od : T ,




; orimi p tigns ar d b
I’m clmmmgg t}m BRME pamnmbm invention they

may: be:put: in interference, dependent on'the
status of the respective cases and the difference
bhetween theip filing: )
tions should be in condition for atlowany
usunk cireumstancels may justify anexc
this if the: appmm} of ‘t,h@ @ppmgmm%

m obtained, -

- Interforences wil ne)t be' d i '
pendmg applications if there is w differencs-of
more-than 3 monthy in the effective fling dates
of: the oldost and next oldest rplicammmm the
case ‘of -inventions of & simple character, or
diffarence of mora than 6 months in the offective
filing dates-of the a ]pphcnhmlsx in-other casdg
axeept in’ m%phona gituations, a8’ dcstmmm(f
and approved by the group director If an in:
terferonce is’ declared, ‘sl applications heving
the same: interfermg subject: mattﬂr ahmlld be
included. i oad

Before. takmg &nv stapa laokmp; 10 tlw ior*
mation. of:an;, mterferanw, it is very. essential
that the. examiner. make cmm_._;ﬂm pach. of
OS] octwa parties is claiming the same
tentable in n and that the claims that

to constitute the counts of the interference
urly readabla upon the disclosure of’ each
party and allowable in‘ each application.”

Tt is'to be nioted that while the claims of' two
Or IMore n{)phmnts may vary in scope and ‘in
immaterial details, yet if directed to the same
invention, an interference exists. But mere dis:
doquro by an mpph t of an invention ‘which
he is not ‘claiming does not'afford a ground for
suggesting to that applicant claims for the qmd
invention copied from another application tha
is claiming the invention. ' The interition of tlm
parties to claim the same patentable invention;
a8 ex regaed in the summary of the invention or
elsewhere in the dlqclcﬂure, or in the c'imm«; is
an essential in every instance.

- When the subject. matter found to be a]lnw»

Thns
edon 1o
rw&m

able in one npphcnuon is disclosed and olaimed

in another application, but the claims therein
to such subject matter are either nonelected or
mxbw«;t to tdmtmn, the question of interferenco
should be considered. “Im requirement of rule
201 (b) that the conflicting applications shall
contain claims for ﬂmqumm{ly the same in-
vention which are allowable in ench application
should be interpreted ns meaning generally
that the conflicting cluimed subject matter is
sufficiently supported in ench application and
is patentable to each applicant over the prior
arf. 'The statutory requirement of first inven-
torship is of transcendent importence and

dates: One of the applica:

1656

Can advema c}aimmt

 thé exaniiner shiild th

Following are illustrative

tuting interference:
A. Application filed with claims to divisible
inventions:Iiand IT:Before action: requiring
regtrictibnis made, examiner discove m%&’m
oo Thaving ‘allowed olaims: to invention I,
lie: situation ia not altered by the fact ﬁw&t
u:erequxmmml -for vedtriction: had setually boe
made:but ad not been responded:te. Nov is
the situntion aterially differdnt if an election
of noninterforing submvt mattor had been
Q,_;lmut traverse but no action given: en
rits of the elected. inyention.
B, Apphf‘atmn filed’ with elaims to divisible
inyentions I and YT and in response to & ye-
uirement, ﬁon m‘atrwblon, apphmné traverses
the. | a,m,xm@ glects invention 1. E: niner,
gives an action on the merits of T. ﬁ"m&m@

subsequently . fi,g:ds an, application. fo anvother
containing,, i invention I m&
which s ready f ‘

“The; situation. is 1 y the fact that

ection, is, made, without, traverse and . ttm
ected. claims, ossuy cancelled. ... -
.. Application filed with generic cﬁmm and.
claimed species a, b, ¢, d, and.e, - Generie claims

FEULAS

rejected. and, olection of - a, gingle speocies :re-
quired. . Aps)hcmu, elects species a, but. contin-
ues to urge allowability of generic claims.  Ex-

mmnér finds another application olmmmsz: ,spe-
ies b which is ready forissue. ‘
lowabi

,,,,,

lity  of gelmrlc}clmms in - the
. 'n_condition precedent to.set-
ing up’ interferance.

D, Application filed w;th genemc dmma and
claims fo five Species ‘and other s ecies diselosed
but not 'c;poclficuﬂv claimed. Xxaminer finds
another apphontum the 'disclosure and claims
of w}noh are restricted to one of the unelaimed
species and have been fmmd allowable. '

The prosecution of generic claims is taken a\
indicative of an_intention to cover all species
disclosed which come under the generie claim.

In all the above gituations, the applicant has
shown an intention to claim the su{')jtwt mn,ttm*
which is actually being elaimed in another ax
plwulmn. Theso are to bo distinguished fx‘mu
gitaations whord n disfinet invention is vlrnmad
in_one application but merely disclosed in an-
other application without ovidence of an in-
tont. to claim the same. The question of inter-
ference should not be congidered in the latter
instance. THowover, if the application disclos-
ing but not claiming the invention is senior,
and tho junior application is ready for issue,

Rev, 88, July 1072




ntrolling interfering elaim
fied Appropriate transfer of one
of the applications:is made: A fter termination
of the interference, further transfér may be

ecessary depending upon the outcoms. .

Where applications by different inventors but
on’ ownership ‘claim the same subject

of comimon oynership claim the same ¢
matter or subject matter that is not patentab
different:— L
. L. Interference therebetween
instituted since there is no’ conflict’
Elimination, of conflicting’claims fro
cept one case should usually be vequi
78(c). The common assignes must
the applica n

wre properly placed. ' Treatment by rejection
is set forth'in § 80408, - . o
. 1L Where an interference with a third party
is found to exist, the owner should be required
to elect which one of the applications shall be

placed in’interference. ' T
Whenever a common assignes of applications
by different, inventors is called upon to eliminate
conflicting claims from all except one applica-
tion under the provisions of rule 78(c), & copy
of the Office action making this requirement

must be sent directly to éach of the applicants.

Whenever a common assignee is required un-
der rule 201(c) to elect one of the conflicting
applications owned by him for purpose of inter-
ference with u third party, n copy of the Office
action making this requirement must be sent to
the applicantsin each of the commonly nssigned
applications, -~ o

An assignee may not change his election after
an interference has been declared.

1101.01(¢) The Interference Search
[R-23]

The search for interfering applications must
not be limited to the class or subelass in which
it is clnssified, but must be extended to all classes
in or out of the examining group which it has
been necessary to search in the examination of
the application,

Rev, 83, July 1972
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~ ference
k‘ :

by T MORe ap-
he sume invention and

it:to dnstitute inters
t ime, - heshould

dig-notations, however, if .imnde: on: the -f
wrapper:or dreawings, must not be such: as. to
give; any thint to. the applicunts, who may: in-
zitm\‘.; heirown: applications b any: time, of
the dafe or-identity of n supposedly interfer-
ing applieation,:: g.Ser.igxI.Jmmke’m orfiling dates
of conflicting applications:must never be placed
upon:‘drawings or.file: wrappers, : A. book of
“ Prospective . Interferences”. should. . be . mains
tained. containing : complete . date - concerning
possibleinterferences and-the page and line of
this hook should be referred to-oi the respective
file wrappers ior: drawings: - :For future: refers
once, this book may include notes asito-why
prospective ‘interferericés were not decluved.

4T determining ‘whether'an"interference ex-
ists, the 'primary’ examiner must

. ;:‘!;T

is believed. that  the circumstances justify an
interference - between: applications neither of
which is ready for allowance. ,

) Cotrespondence Under
" Rule 202 [R-23]

- Correspondence  under ‘tula 202 may be
necessary but is seldom required under present

1101.01(d

practice. . et ,
Rule 202. Preparation for interfarence belween ap-
plicationy; proliminary inquiry of junior applicent,
In order to ascertain whether any questlonw of pri-
ority avises between: applications which appear to in-
terfere and are otherwise réndy to be prepared for
lnterfemnc@‘. any Junfor applieant may be called upon
to state in writing under oath or doclaration the date
and tho character of the cartiest fact or act, susceptible
of proof, which can be relled upon 4o establiah concep-
tlon of the Invention under consldorntion for the pur-
pose of establishing priority of lovention, The state-
ment, filed in compliznco with this rule will be retalued
by the Patent Office separate from the application file
and if an interference ln declaved wil) be opened gimul-
taneously with the preliminary statement of the parxty
filing the game. In case the junloy applicant makes no
veply within tho time specified, not less than thirty




days, or if the earliest date nlleged in subsequent to the
filing date of the genlor party, the interfevinee ordi-
narily will not be declared,

Under rule 202 the Commissioner may re-
quire an applicant junior to another applicant
to state in writing under oath or by making o
declaration, the date and the character of the

166.1

1101.01(d)

earliest fact or aet, suscoptible of proof, which
can be reliad upon to aﬁt&ﬁlﬂis}x conception of the
invention under consideration. Such affidavit or
declaration does not become a part of the record
in the application, nov does any correspondence
relative thereto. The afidavit or declaration,
however, will become a part of the interference
vecord, if an interforence is formed.

Rev, 88, July 1072



not pms&nt ‘ 0
posed (:mmts , cout 1n this letter.
(6) An 'S W aring
on the dee amtzo .the inter ference ehould ho
stated, ,
(7). Amendments or other pnper% filed in
cases held by the associate solicitor bearing on
the question of interference %hould be prompt] y
forwarded to him.

(8) Letters of subrm%mn sshould ‘be in
duplicate. -

l.IOI.OI(f) Correspondence  Under
Rule 202, Not an Action

on the Cas«-

“Correspondence under rule 202 is not an
action on the case, Hencs, it cannot serve to
extend the statutory period 1f the case is await-
ing action by the applicant.

1101.01(g) Correspondence Under
Rule 202, When and
When Not Needed [R~

23]

After July 1, 1964, correspondence under
rule 202 was greatly curtailed since interfer-
ences between pending npplwutmm with more
than six months differenco in offective filing

167

oittlinge mﬁ

i;»u mﬁwndence Under
5t Rule -202; Approval or
mm pproval by A%Oﬂi&tﬁ

s:' ’ ] h

“i&ppm ed® o or ¥ fnv’a»
wy require, and mmr’n
y {*0 t:lm ,exammm %mu }. o
‘e ‘date “alleged by the" %umnr
( '1, ln' .,,()2 fails: to antedate the Al
' niot applicant, the associate
npp)‘cm\ 1 proposed ‘interference
uner then “follows the procedure
the next géction.” ‘When & “Disap-

proved”" ter ie returned to' the examining
group uwenm;mind‘ y o note to be at-
‘tzig "tlw br party’s’case reqiiesting the

ismn o vekinm the' case to the
: after the notwe 01‘ Mlow«\mo

{ p‘iut*v, as required by rule
202, states anider oath or declartion o dateof a
Fact or pn et siiseaptible of proof, which weuld
establis ‘that; he'had condeived the claimed i n-
vention ‘prior 'to ‘the filing’ date of the senior
upphcant, the nssociate solicitor approves the
examiner’s proposal to suggest claims and the
oxaminer may then proceed with the prepara-
tion of the cases for terférence.

 SRALING STATEMENT

When an_interference is to be declared in-
volving n%)pll(‘utmna which had previeusly been
submitted to tho associate solicitor for corre-

spondence under rule 202, before forwarding
Em files to the Bonrd of annt Interferences,
tho examiner should ascertain from the associ-
ate solicitor if any such statement has been filed
and, if so, fret this statoment and forward it with
the files.

The ounth or declarntion under rule 202 be-
comes n part of the interference file in contra-
distinction to the application file as in the casoe
of an affidavit or declaration under rule 131 or
rule 204 but, like them, is subjeot to inspection
on the opening of the preliminary statements,

When the formation of an interforence be-
tween two parties is necessary, all other appli-
ennts cloiming the contested invention should
be placed in the interference irrespective of
their filing dates or of any dates alleged under
rule 202, provided there is no statutory bar to
the allowanee of the elaims in the other appli-
eations,

Rev. 42, Ocet. 1874




ake a sup
450 when

INTERIM PROCEDURE .

In the meantime the junior party’s applica-
tion will be heated in “aceordance wﬂh the
following:.

Where a
under 1iilé 2
of the qomm p:u'ty, t:}m “examin
reaches the cage for action will w
subql antially ag follows: |

~In view of rule 202, action on L}u& case (ar
'ml claims 1,:2, 4. ete., indicating the conflict-
ing claims and claims not patentable over the
~genior - party’s case) i suspended for six
months to determine whether an interference
will bo-declared (unless these claims are can-
celad).. At:the end of the six months appli-
cant, should call up the case for action.

The Tetter should incliude the usital action on
the remnining elnimg in the ease, indieating
\xlml it any, cluing e allownble,

]]111101
fai

nte a Iette\x

Rav, 42, Oct, 1974
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If,‘a ' ;
stony, them SEY uo hkehhood of Lhe ﬂ;emor pzmv
applieation being put in condition for allow-
ance

within (ho ne\l. six monf hs and the unh'

‘ he junior parlv § ¢ase is
n ol:u‘ma on® which action
i foarence should be

g i%pifﬁildﬂ*,"”f"lmﬁ
dvvlurod e ~

T the junior upphcahon is.in issue, when the
mwx'fcwuw 15, (h‘avovm'ml :md, in- mmmpuud
unce under rule.202, the junior upphmmt fails
to mnke the date nf thu gonior party, the gumm'
appliention should be withdrawn from issue
(see “Lotter Forms Used jn Inter. ferences,”
§TVE2.04) nnd ' lvlt soht i Tormin him' ¢l it
rlm intéy f’mmw claim- or elaims and claims not
prtentable-over the' hemm' ]*nulv s cage cannot




 the o date
and advising: applicant. to call. the
action- at: the end of the six. months,.
after, procedure should be as above.

‘at

Suggestion. of Clai
Rule 208, Preparation for interference betwden ap-
ploations} suggestion of claime for interforence. (v):
Before the declaration:of interference It-must be de-
termined ' by the' examiner that  there' ik -common
gubject ~matter in’ ' the eases of the' respective
parties, patentable to each of the vespeotive parties,
subject to the detérmination of the question of pri-
ority. ' Claims in the same languaie, to form the counts:
of the interference, muat he presant or bo presented, in'
each application ; except that, in cases where, owing to
the nature of the disclosurea:in the respective applica-
tions, 1t 18 not possible for all-applications:to properly:
include a claim in jdentical phraseology ‘to define the
commion-inveption, an, interference miy be declared,
ith the approval of ‘the' Commissionér, nsing as &
count répresenting’ the Interfering subject matter a
elatmy @iffering ‘from the corresponding claims of one
or more of the interfering applications by an imma-
terial Umitation or variation, '

(b) When the claims of two or more applications
differ in phraseology, but relate to substantially the
same patentable subject matter, the examiner shall,
If it has been determined that an interforence should
be declared, suggest to the parties such claims ag are
necessary to cover the common invention In the same
Janguage. The partles to whom the claims are sug-
gested will be required to make thoge claims (1. e, pre-
sent the suggested claims In thelr applications by
amendment) within a specified time, not leas than 80
days, in order that an Interference may be declared.
The fallure or refusal of any applicant to make any
claim suggested within the time specified, shalt be
taken without further action as a disclalmer of the
invention covered by that claim unless the time be
exiended. ' ‘

(¢} The suggestion of claims for purpoge of inter-
ference will not stay the peried for response to an
Office action which may be running agninst an appll-
catton, unless the claims are made by the applicant
within the time specified for making the claims,

(1) When an applcant prosents a claim in his ap-
plication (not suggested by the exuminer ns apecified
in this rile) which s copled from some other appli-
cation, cither for purpose of nterference or otherwise,
he must go state, at the £ime he presenta the clatm and
tdentify the other application,

Although the subject of suggesting claims is
treated in detail at this point in the discussion
of a prospective interference between applica-
tions, some of the practice here outlined is also

11

covering
the exam

169

pplications contain identical cls
the entire interfering subject ma
r proceeds under rule 207 to fo
M ige, proper claims must
Jor all of the parties.
d at this point that if an

the interference; othe

jon of what ¢claims to suggest to the
- applications is one of great im-
portance, and failure to siggest such elaims ag
will'd clenrly the matier in ‘issue leads to
confusion and to prolongation of the contest.
" 'While it 18 much to be désired that the claims
suggested (which are to form the issue of the
interferance). should be, claims already present
in one or the.other of fhe applications, yet if
ims, cannot b in_the applications
which satisfactorily express the issue ¥t may be
necessary to frame n claim or olaims reading on
all the applications and:clearly expressing the
interfering subject matter and: suggest it er
them to aﬁ- parties. - Whether selecting a claim
already presented or framing one for suggestion
to all parties; the examiner should keep m mind
that where one-application has a less detailed
disclosure than others there is less chance for
error in: finding su{)port in all applications if
language is selected from the application with
the less detailed disclosure:

It is not necessary that all the clnims of each
party that. read on: the other party's case be
suggoested, The counts of the i1ssue should be
representative claims and should be materially
differont. .. Stated another way, the difference
between counts should be-one not taught by the
hrior arty, and should have n significant. effect
1n the subject matter involved. In general, the
broadest patentabla claim which is allowable
in each cese should be used as the interference
count and additionnl ¢laims should not be sug-
gested unless they are sufliciently different that
they may pro mr?’v isaue in separate patents. In
determining the brondest patentable count the
oxnminer should avoid the uge of specific lan-
guago which impoges an unneeessary limitation,
Claims not patentably differont. from counts of
the issue aro rojected in the application of the
defented party after termination of the intor-
forence,

Tho claims to form the issue of the interfer-
ence nre suggested to all parties who have not
already made those elnims, .

Whera necessitated by the respective dis-
closures, ons or more applications may be in-
volved on a claim which differs from that of

Rev, 44, Jan, 1945
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on, If a8y
the application w

ong should be dr i

examiner.
1101.01(k) Suggestion of - Claims,
. " Conflicting Parties Have

Rule 208, . Conpflicting: parties Raving samea altorney,
Whenever it ‘shall be found that:two or mere parties
whose interests appear to be in confllct arve represented
by the wame attorney. ‘or. ‘agent, -the : examiner -shall
notify each of said principal:parties and the attorney
or agent of thls fact, and:shall’ also:call the matter
to -the attention of:the Commissioner,  If -conflicting
interests exist, the same attorney or agent or his agso-
clates will not be recognized to represent.either of the
parties whose interesis are 'in conflict without. the
congent of the other party or in the absence of special
circumstances requiring such representation, in fur-
ther proceedings before the Patent and: Trademark
Office involving the matter or application or patent ir
which the conflicting interests exist. .

Notification should be given to both parties
at the time claims are suggested even though
claims are suggested to only one party. Nota-
tion of the persons to whom this letter is mailed
should be made on all copies. (See § 1112.08.)
The attention of the Commissioner ig not called
to the fact that two conflicting parties have the
same uftorney until an-actual interference is set
up and then it is done by notifying the examiner
of interferences as explained in § 1102.01 ().

110101 (1) Suggestion of Claims, Ac-
tion To Be Made at Time
of Suggesting Claims
[R-32]

At the same time that the claims are sug-
gested an action is made on each of the applica-
tions that are up for action by the examiner,
whether they be new or amended cases. In this
way possible motions under rule 231(a) (2)
and (3) may be fovestalled. That is, the action
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applicant
that:nons

does-not- const
claims, so that af
fized for pre
amendment. has-been fil
make - definite nction
the application.. . ;
1101.01(m) _ Suggestion _of Claims,
ot cing o Suggested - Claims
.. Where claims are suggested for interference,
a limited period determined by the examiner,
not less than 30 days, is set for reply. See
§710.02(c).. . .

Should any one of the applicants fail to
make the claim or claims suggested to him,
within the time specified, all his claims not pat-
entable thereover are rejected on the ground
that he has disclaimed. t‘i]]le invention to which
they are directed. If applicant makes the susp
gested claims later they will be rejected on the
same ground unless the delay is satisfactorily
explained. = (See §706.03(u).§

1101.01(n) Suggestion of Claims,
Suggested Claims Made
After Period for Re-
sponse Running Against
Case [R-20]

If mu;igesmd claims are mado within the time
specified for making the clairs, the applicant
may ignore other outstanding rejections in the
application, Tven if claims are suggested in
an application near the end of the period for
response running against the case, and the time
limit for making the claims oxtends beyond the
end of the period, such clnims will be admitted
if filed witLin the time limit even though out-
side the period for response (usually a three
month shortened statutory period) and even
though no amendment was mado responsive to

@




Applicati
'I’dtk‘r'f@’ 1C¢

~An application will n
issne for the purpose:o
an interference. . When an nf
ing before the examiner which, confaing one o
mare. claims, which may: be made. in n cnse in
issue; the examiner may write o letter suggest-
ing such claims to the applicant whose case 18
in.issue, stating that if such claims he made
within a certain specified time the case will be
withdeawn. £from issue, the amendment enteres
and .the interference’ declared.  Such; Jetters
must be submitted to the groupdirector. If
the suggested. claims,are. not  copied in the
application in issue, it moy be necessary. to
withdraw it from issue for the ]Qurpqm of re-
jecting other claims on the implied disclaimer
resulting from the failure to copy the suggested

B

claims, using form at § 1112.04.

When the examiner suggests one or. more
claims appearing in a case in issue to an appli-
cant whose ease is pending before him, the case
in igsue will not be withdrawn for the purpose
of interference unless the suggested claims
shall be made in the pending application with-
in the"t;ime"'&'speciﬁccrl) by ‘the -examiner. The
letter suggesting claimsg should be submitted to
the group%irector forapproval; - -+

In either of the above cases the Patent Issue
Division should be notified when the: claim is
suggested, so that in caso the issue fee is paid
during the time in which the suggested claims
may be made, proper steps may b taken to pre-
vent the issue feo from being applied,

The examiner should borrow the allowed ap-
lication from the Patent Tssue Division and
}mld the filo until the claims ave made or the
time limit expires, This avoids any possible
igsuance of the application ag n patent should
the issne fee be puid,  To further ingure against
the issuance of the application, the examiner
may pencil in the blank space labeled “Date
paid®” in the lower right-hand corner of the file
wrapper the initialled request: “Defer for in-
terference.” The issue fee is not applied to
such an application until the following proce-
dure is carried out.

110102 With a Patent = [R-40]
~Rules . 204, 205. and 206 quoted below deal
with interference involving patents.

"Ruh{ 204, Iiterferende with o patent s affidevit or
declaration by junior applloant. (&) Thefact that one
of ‘the partlos hng alrendy obtained a patent wilt not
prevent s\_n"ln:l’orfinknum’.' Although the Comwisgioner
hag no powet to cancel n ‘patent, he may grant auvother
patent for the gainé invention to & person whe, in the
interference,’ proves lilmsell to be the prior inventor

((b) Wlhien the effectivé flling date of wi applicant
is three months or' less subsequent to the effective
filisig date of ‘4 patentee, the applieant, before the in.
terference will be declared, shall file an afidavit or
deelnration that he made the Invention in controversy
in thig country before the offective fling date of the
patentee, or that hig nets In thiy country with respect
to the tnvention were sufilelont to estabilsh priority of
Invention relative fo the effective fling date of the
patentee,

(¢} When tho effeciive fillng date of an applicant iz
more than three months snbsequent to the effective
fiting dato of the pmtentoe, the npplicant, boefore the in-
terference will be deelared, shall file two coples of affl-
dnvits or declnvationg by Wimagelf, i possible, and hy one
or pore corroborgting witnesnes, supported by documen-
tnry evidonce If avallably, ohch metting out a factonl
deseription of nets and elreumstunces performed or ob-
served by the offinnt, whlch collegtively wonld prima
faele entitie him to an pward of peioelty with reapect to
the offective Qling date of the patent. Tlils showing must
e accompinied by an explanation of the basis on which
he bolleves that the facts sot fortl would overceme the
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e case to-he.otherwise In-condition for
the declaratlon of an'intérforence he:wlll consider:this

material only to'the extent of ‘detérmining whethér a

dnte: prior to theeffective fling date ofthe patent:in
alleged, und 1f g0, the Interference will be declaved,
(Beaalso rale88) © i Lo b e ]
_The extensive discussion of modified. patent
claimg_ below should. not he misin ated,
Most_interferences between ang}x ations and
patents have the exact patent claim as a count,
_ As a patentee may not alter his claims (ex-
cept by reissue) an applicant mush make one
or more cliims of the patent or a claim cor-
mspondixg; substantially to a claim of the pat-
ent and differing. therefrom by, an immaterial
variation or by the exclusion of an immaterial
limitation to invoke an interference as stated in
rule 205(a), either because of:lack of support
in the application for the omitted limitation, or
because justified by a showing as set out in the
rule. An example of the latter might be whore
the showing submitted by the applicant demon-
strates that his bostproofs do not satisfy the
omitted . limitation, This practice is less re-
strictive than that which was followed prior to
adoption of rule 205(a) in its present form.
here a patent claim is modified, the count
of the interference should be the broader claim
as between the patentee and the applicant.
Thus, if an immaterial limitation is excluded,
the count of the interference should he a copy
of the modificd patent claim as made in t‘m
application following the practice as explained
in Bonine v. Bliss, 1919 C.D. 75; 265 O.G. 306.
In addition, it should be carefully noted that
in an interference between an u{)[;)]icﬂnt and n
patentee, the count must be cither the patent
claim or a broader claim; it cannot be a nar-
rower claim. Movehouse v. Armbruster, 183

L USIQ 182 (1973)

It is improper to base a plurality of intee-
ference counts upon a single claim of o patent.
If one count of the interference corvesponded
exactly to the claim of the patont, and another
count corresponded substantinlly to the same
claim, the question would arise, in the case of a
gplit decision on priority, as to who had ob-
tained the fﬂ,vomb{e judgment. Slepian v. Ben-
nett ; 85 USPQ 44, ’

It has been found that the practice sot forth
in Ex parte Card and Card, 112 O.G. 499, 1904
C.D. 383, does not adequately take care of all
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glosure in the appli-
“Bame ‘generic’ inven-
‘¢laiin, is ‘somewhat
the patent,  Under

pplicant’ ghould be

Inim’ of " the patent
nodifying it only by
1pon ‘his own nar:
wtion in the'patent
te, oo Tolle et al. v.
;118 USPQ 292 'In
oclaring the interforence, tho oxact’ patent
claim should be used ‘as the count of thé intér-
ferenco and it shouild be indicated that the claim
in the application correspoitds substatitially to
to the interference count,” ~ " v T
Examples of the practice outlined in the

preceding paragraph:

narrower
sich el
permitt
ns exact
substi
rower
claim which he ein
Starkey, 1958 C.D

o

L Parent Craims ‘A Ranor or 10 7o 90

Application discloses: a .range .of 20 to. 80,
there being no distinction in substance between
the two ranges. . T

-Application may be permitted to copy the pat-
ent . claim, -modifying it by . substituting. his
range of 20 to 80 for the range of 10 to 90 in
the patent claim,. U \

Interference should be declaved with the ex-
act patent claim as the count and it should be
indicated that the claim in the application
corresponds. substantially to tho interforence
count,

I1. Parent Cramms A Mancusu Grove or 6
Muninens.

Application discloges n Markush group of 5
of the snme 6 members, there being no distine-
tion in substanco betweon tho lzwo'grmlrs.

Ap\)]icmlt may be permitted to copy the pat-
ent claim, modifying it by substituting his
G-member group for the 6-member group in
the patent claim.

Interference should be declared with the ex-
act patent claim as the count and it should be
indicated thut the claim in the application cor-
responds substantially to the interference count.




~ In some onses,
tion, although

digclogura in JCR~

~ the claim of the (fmtent.ﬂl‘f the applicant pre-
sonts o, corresponding broader claim, the a?ph-,
cation elaim should be nsed as the count of the
interference and it should be indicated on form
PO-850 that the count is a modification of the
patent claim, The applicant should not bo per-
mitted to copy the exact patent claim if any
limitation thereof is not disclosed in the nppli-
cation, If the application discloses every limita~
tion of the patent claim, and the ap]i)l{cmt
copies the exact patent claim, the patent claim is
used as the count of the interference. In the
latter circumstance, if the applicant presents a
timely motion under rule 281 to substitute a
broader count and accompanies the motion with
a satisfactory showing, as by nsserting that his
best evidence lies outside the exact limits of the
patent claim, the applicant may be permitted
to substitute a count wherein language based
upon his slightly broader disclosure replaces
the corresponding limitation in the patent
claim. In redeclaring the interference, the ap-
blication claim is used as the count of the inter-
ference and it is indicated in the redeclaration
papers that the claim in the patent is modified.

EXAMPLES

The following are examples of the above
practice in which THE SAME PATENT-
ABLE INVENTION IS CLAIMED BY
THE APPLICANT AND PATENTEE Al-
THOUGH THI DISCLOSURE IN THE
APPLICATION DIFFERS IN BREADTH
FROM THE PATENT CLAIMS.

I. Parent Craims A Ranar or 20 To 80: Appli-
cation discloses a range of 10 to 90.

If the application supports the exact patent
claim and the applicant elects to copy the exact
patent clnim, the interference s’houk} be declared
with the patent ciaim as the count. Howevor,
the interference may be declared having as a
count. the patent claim modified by substituting
applicant’s range of 10 to 00 for the range of 20
to 80 in the patent claim, Rule 205 (a).

Similarly, the applicant may seck such gub-
stitution after the terference is declaved on
tho exact patent elaim by filing o motion to
substituto a count with the broader range sup-
ported by a similar showing as indicated above,

disclosurs in the app
fcm the same invention in fact
as the patent claim, is somewhat broader than

172.1

notices

‘modification of the putent

 Mempers,
~Application discloses & Markush group of 6

IT. Parenr Crams o Marxosu Groop or 5

- members, including the 5 claimed in the patent.

. The interferenco is declared with the applica-
tion claim ‘h‘ﬂ,vingfﬁm G-member group as the
count and it should be indicated that the count
18 » modifieation of the patent claim.

If the applicant elects to copy the exact
patent claim, the interference aéﬁ uld be de-
clared with the patent claim us the count.

If, in connection with a motion to substitute,
the applicant makes a satisfactory showing
SWhee. ock v, Wolingki, 175 USPQ 216} of
the necessity for including the sixth member
m the interference count, he may be permitted
to present the patent claim modified by substi-
tuting his 6-membor group for the >member
group in the patent claim.

The interference will be redeclared with the
application claim as the count and it will be in-
dicated that the count is a modification of the
patent claim,

C. APPLICATION DISCLOSURE BROAD-
ER IN SOME ASPECTS AND XNAR-
ROWER IN SOME ASPECTS THAN
PATENT CLAIMS

Some cases may include aspects of both A and
B, above. Such cases should be appropriately
treated by the same general principles @m%meé
above.

Examples of cases involving mixed aspects:

I. Parent Crarms A Rangr or 10 to 80.

Application discloses a range of 20 to 90,
there being no distinetion in substance between
tha two ranges.

‘The applicant mny be permitted to present
o clnim which includes the range of 20-90,
and tho interference should be declared with a
count covoring the range of 10-90, and it should
bo indiented that the count is a “phantom” count
by writing the word “phantom” beside the num-
ber of the patent claim and the application
clnim on form PO-850. In such circumstances,
tho examiner must attach a copy of the count
to tho form PO-850,
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(b)) If. the mterferenc@ is dﬁclumd wmh the
exact patent: claim as the/eounty the: uppllcmt
may subsequently, if a mmsfmtow showing:is
‘made; move under rilé 281 to substitute a count
which includes’ the 6 membm' group whwh l\e
‘chsdoses - ,

The mt;arference is re declared W’tl” 8 “phun-
tom” count including & Markush’ group of all
7 members and this should be indicated in the
decigion on motion by calling attention to, the
fact, that the count is & “phantom”. count. The
redeclaration papers will have the word “phan-
tom” next to the number. of the corresponding
¢laim. Care should be taken to be-sure that the
-corresponding application claim contains only
the 6 member group disclosed in the application.

- This count is established only for interfer-
ence purposes and thus provides a situation
‘which does not restrict either party as to any
testimony or exhibits offered as to the disclosed
members included in the count. - Such a “phan-
tom” count is only for intorforence purposss
and cannot otherwise appear as u elaim in either
of the cases since it hus no basis therein, Fur-
ther, such a “phantom” count must, be patemmb]ﬂ
over the prior art, .

The practice outlined in A, B, and C above
should be restricted to situations where the
inventions claimed in the patent and dis-
closed in the application are clearly the
same, 90 that there is trely an interference
in fact.

178

}ccmnb must be utt adhed té ‘the i'orm.

i The: result of «(1): and:(2 )« weill be- ﬁm& aRy
count other than a phuutom count, wili be iden-
tical to thé'elaims ini the cases beside it on f@mx
PO-850 baving:no indicator. .

- For m}mmon of copxad patent v‘éwm 202
§ 1101. Oﬁ(f) i

" Rute 805, Interfermuo with a ‘patent ; copyping olaimae
from palént, (f() Before an interference will be de-

elared with & patom the upplicnnt must prosent ta his
applimrmn. d«:mlm of 11} the elaimsg 'of the patent which
‘also define bl hlvemilm atid such clabme must be

patonmbie " t!m appllcaﬂ(m ‘However, an interfer

'ence may be declaved after cnpying tiie clalms oxelud-

ing an -immaterlal  Umitation or variation ¢ such
fmmaterial Hmitation or variation is net clearly sup-
ported in-the application or if the applicant otherwise
makes i satisfactory. showing: In justification thereof.

: (). Where an applioant presents a claim copled or
substantiaily copled from a pateut, he wmust, at the
time he prc‘zwnm the clahn, identlfy the patent, give
the number of (he pntvntod clalm, and specifically
apply the terms of the copled clalm to his own dig
clopnre,, anless. 1be clalm 1a copled in rezponse t . a
suggestion by the Office.  Tho examiner will cail to the
Commigsionor's atfentlon any fnatanee of the Allng of
an gpplication or the presentation of an amendimnoent
copying or substantlally copying clatms from a patent
without cafling ntlunlmn to that fact and dentifying
the patent,

Rule 206, Interforenco with a patont; claime improp.
erly copled. (n) Where clafing are copled from a
patent and the examiner s of (he oplslon thal the
applicant can make only some of the claims g0 copled
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h@, wﬂf,hln he: ﬂm@
tactary showlng,'

ferenee inivolving &
the npphcutmn and
on for utatmn

Where clmmq are cop‘led fmm @ ]m,mm olas~
sified in’ another; group,: the propriety of ide-
claring the inter ference (if any) xs ‘decided by
and.the interference is. declared b Iy the group
where , the... copied . claims , would - be, uluq«u-
fied. . In, such a, case, it may be, necessary to
mnﬁfer the upplmatzmu, ineluding the, dmw
ings,. . temporaml to. the group  which will
dewlare the-interference. . A prmt of the draw-
ings should be made. and filed in the. group
originally ‘having jurisdiction of the npphaa-
tion -in place of the: original drawings. . 'When
classified in ‘different groups; the question of
which group should-declare the 'interferences
should be vesolved by agreement between the
oxathiners of the groups concerned, possibl;

in comul(mmn with the directors involved.

110‘](‘02(1!) opying (*lamm I'mm a

Patent [R-40]

A Tlurge proportion of interferences with a
patent arige (hrough the initiative of an appli-
cant in copying elaims of o patent whxdx has
come to his attention thmugh citation in an
Office. action or otherwise.

1f, in. copying & claim from & ‘[mtcnb an
error is introduced by the applicant, the ex-

Yow. 40, Apr. 1074

gup licant, See

i Ju‘th\ﬁ by
‘would provide sufficient basis for an wward ‘of

’apphcatmm, rule @(}4 by Y

laration: muv bﬁ made by
STIB04. 10 L
At the etf«wtwe filing: duua 0!
mom than three months later, than
nm‘emed apphcalmn, ﬂlﬁ ll{')
by rule 204.(c) ;;m submw ap
or declkzmt i

‘laplwmt is
1wt of the
phcant, is required
czw%ng éay aJ'ﬁ( &Vﬁ‘%

“ih 'due covrse

tmhmony ke

priovity to him witl *mspm'b to the effective filing

date of -the patent applieation.’ In connection
‘with: a. mqulremum for a'showing under rule

204 (b) or (c), or in:examining such a showing
submitted -voluntarily, the. examiner must de-
termine whéethér or not the patentee is entitled to

the filing date of an carlier domestic ov foreign

application: <A determinntion that a divisional

or continuation relationship is ncknowledged in

the heading of the patent.is sufficient for this
purpose as to & parent npp]muhon thus men-
tionod, In the case of o foveign application
this determination will not-be made unless
the necessary papers (rule 86(L)) are already
of record in the file, including a sworn trans-

Jation of -the. fmmmx appliention if it is not in

-the ~English language.: Where' the benefit of

suehi earlier application is:then necorded the

patentee, this fact should be noted on the form
PO-850 and «will ' be stated. in the: notices of

174

interference,




" The examiner will examine the showing to
~determine whether it includes the two copi
of affidavits or declarations and exhibits as well

of any of the affidavits, declarations, or exhibits
arve omitted, the examiner will notify the &p&)li«
cant by letter of such omission and state that
because of it the application cannot be for-
warded for declaration of the interferenca, Lack
of an explanation should be treated similarly
except that if there are accompanying remarks,
with the amendment or in a separate paper,
which appear to be an explanation {see para-

174.1

BT TR Y - U o 4

copies -

o %Mh ‘numbered 5 below) their sufficiency &
should not be questioned. A period of twenty -

| h ations a b - days should be et within which to correct the

as an explanation of the pertinency of the show- : ‘ :

ing as required by the rule. If duplicate copies

omisgion.
“he_substance of the showing will be con-

_sidered by the examiner only to the extent of
determining that it includes at least one alloga-

tion. of an act relating to priority prior to the

offective filing date of the p‘&mm%; Absent
u

such o date, the deficiency should be pointed out
and the copied claims rejected on the patent
with a time limit for response under rule 203,
If such an allegation is present and the inter-
forence is otherwise proper, the examiner will

Rev. 43, Jan, 1076




be made where it 18 ¢

that the showing relntes to an imvention
1wt of: the, copied

diffevent: charactor from..t f:the: copled
In . . CAS xaminer may re-

claims. . e
g and reject the copied

fuse to accep showing
claimson'the patent, 777

If the filing date of the patent precedes the
filing date of the application and the.patent.is
not & statutory bar agninst the application, the
claims of the s
the patent. Tf

the patent cannot, be: overcome by ‘an affidavit

or declaration under rule 131 but only through.
interference proceedings.. Note. however, 3f
U.8.C. 185, 2d, par, and §1101.02(f). If the
applicant controverts this statement and pre-

sents an affidavit or declaration under. rule
131, the case should he considered special, one

claim of the patent which the applicant clearly

can make shonld be selected, and an action
shonld be miade refusing to aceept’ thc_n.fﬁdavit
or declaration under rule 181 and requiring the

applieant to make the selected claim as well as'

any other c¢laims of the patent whicli he believes
find support in his application. If necessary, the
applicant should be required to file the affidavit
or declaration and showing required by rule
204. In making this requirement, where appli-
cable, the applicant should he notified of the
fact that the patentes has been accorded an
earlier effective filing dato by virtue of a patent
or foreign application. A time limit for response
should be set, under rule 208. In any case where
an applicant attempts to overcome n patent by
means of affidavit or declaration under rule
181, even though the examinor has not made
e rejection on the ground that the same inven-
tion is elaimed in the prtent, the claims of the
putent should he oxamined and, if applieant is
claiming the same invention as is claimed in the
patent and can make one or more of claims of
the patent, tho affidavit or declaration under
rule 131 should be refused, and an action such
ns outlined in the preceding part of this parn-
graph should be made. Tf necessnry, the require-
ments of rulo 204 should be specified and a

S87+692 € o T4 =3

g)plic;m"ian should be rejected on
it appears that. the applicant.
is claiming the.same invention as is claimed in.
the patent and that the applicant 15 able to
make one or more claims of t 10 patent, a state-.
ment should ba. included, in the. rejection. that.

ing affiduvits or declara:
ons under ruls 904 (¢ secure’ interference
contests with patentess whose filing’ dutes ante-
date th n_by more than three months,
il -the provisions of rule 228,

ollowing facts:

se affidavits or declarations
i 6 primary oxaminer for the
eclaration of a ' ce they will be ex-
mined by a Board of Patent Interferences,
20T the affidavits or declimtions fail to es-
ablish “with- adequate  corroboration aoty and
oireumstances 'which ‘would prima facie entitle
ng;}hwm?m anawird of priority relative to the -
offective filing date of ts%m% ‘Ppatentes; an order
will b issued" cotiow rrently: with the notice of
mterforence, raqiiring applicant to show causy

Sndeilly
ks That after:i}
tre forwarded by

why sunimary judgment should not be rendered
8Bt him, o Ties e et TR
8. Additionsl afidavits or declarations in re.
sponse to suchorder will not be ¢onsidered un-:
less justified by ' n showing ander the provisions
of rule 228, and if the applicant ‘Tesponds’ the
patentes will recéive from'the applicant a‘copy
of the responss’ S-’mlé‘ 247) and from the Patent

Hice & copy of the criginal showing (ruls 298 )y
and will' be'entitled ta present his viets with
respect thereto, -~ oo T T
o & Tt s the position of the Board of Patent
Interferences %h‘z'mﬁ all affidavits or declarations
subniitted must deseribo acts which the afiants
performed or observed or circumstances ob-
served, such as stracture used and résults of use
Or test, excopt, on n proper showing as provided
0 rule 204(c), Statements of conglusion, for
example, that the invention of the counts was
reduced to practice, nre generally considered to
bo not aceeptable, Tt should also be kopt in mind
that documentary ‘exhibits are not saif—proving
and requira explanation by an affiant having
direct knowledgo of the matters involved. How.
OVET, 1t 18 not necessary that the oxact dato of
concoption or veduetion to practice be ravesled
n the affidavits, declarations, or oxhibits if the
affidavits or declarntions aver observation of
the necessn ry aets nnd focts, including doeumen.
(rf1on  when available, bofore the patente’s
uﬂqatwc filing: date. On the other hand, whorg
relinnee iy placed upon diligenee, the affidavity
or (:‘l‘cclmm‘,imm zm(:,l documaentation should be
Precise ag to dates from a date just prior to
prtentes’s effectivo filing dato. '

The showing chould relate to (he essentinl
fugtoyﬁ m the determination of thae question of
priovity of invention s set ont in 35 VRO
102(g). |

5. Tlm oxplanation required by rule 204.(¢)
should be in the naturs of a brief or oxplang-
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should set, forth th

the requirem: . conception,, rec to.
practice ordiligence aremet. . ... .

1101,02(b) Copying Claims From a
, fixa Cites.

e

If o patent, having 8

same  subject matter as disclose

should be cited and one claim of. the patent

which applicant clearly can make. should be

selected and the applicant should be required

to muke the selected claim as well ag any other.
jich he believes find,

claima of the patent w

su? rt, in his application. ©

entably different from that claimed in a pat-

ent, which discloses the same subject matter as.

that disclosed in the application but which has

& filing date later than the filing date of the.

application, so that a distinct patent could be
granted to the applicant without interference
proceedings, the patent should be only cited to
the applicant. ug, it is left to the applicant
to determine whether he wishes to and can
copy the claims of the patent.

1101.02(e¢) Copying Claims From a
Patent, Difference Be-
tween Copying Patent
Claims and Suggesting
Claims of an Application
[R-36]

The practice of an applicant copying claims
from a patent differs from the practice of sug-
gesting claims for a prospective interference
involving only applications in the following
regpects:

1) No correspondence under rule 202 is con-
ducted with o junior applicant who is to become
involved in an interference with a patent but,
instead, an affidavit or declaration under rule
204 is required.

(2) Wixen o question of possible interfer-
ence with a patent arises, the patent should be
cited, whereas no information concerning the
source of the claim should be revesled when
& claim is suggested for a prospective inter-
ference involving only applications,
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z o filing date later than
the filing date of an applioation, discloses the.

. m&f«,in,,zt;,ha&,g pr.
plication -and if the spplication claims the.
same invention as that claimed in. the patent.
g0 that a second patent could not be granted
without, interference proceedings, the. patent

an n;&plicatmn claims an invention . pat-

YN Om p ) P R
1101,02(d) " Copying Claims From a

... . Patent, Copied Patent
" Claimw Not Ydentified

; (i [R‘“”‘M)J SRR
Rule'205(b) reqitires thut “wliers an appli-
dant, {zfl&e@exzm",ﬁ< elaim copiod or substantially
copied’ from & patent, hé wmist, 4t the time he
prosenta the claim, identify the patent, give
the number of the putented claim, and specifi-
cally ﬁpgiy the téima of the copied claim to
his own disclosure, unless the cliim is copied in
xi}%Qx;se‘ to a suggestion by the Office.” .
‘The requirement of ‘rulé 205(b) applies to
claims ‘copied in an application ‘at the time of
filing ‘as well as to claims copied in an amend-
moent to & pending application. If an applicant,
attorney, or agent presents o claim copied or
substantially copied from o patent without
complying with rule 205(b) the examiner may
be led into making an action different from
what he would have made had he been in pos-
seggion, of all the facts, Thercfore, failure to
comply with rule 205(b), when submitting a
claim copied from a patent, may result in the
issnance of an Order to Show Cause why the
application should not be stricken: from the
files of the Patent Oflice. If a satisfactory an-
swor is not filed within the period set in the
Order, it may be necessary to strike the appli-
cation ‘under rule 56. Rule 206(b) therefore
requires the examiner to “eall to the Commis-
sioner’s attention any instance of the filing of
an application or the pregentation of an amend-
ment copying or substantially copying claims
from a patent without calling attention to the

fact and identifying the patont.”

1101.02(¢) Copying Claims From a
Patent, Making of Patent
Claime Not a Response to
Last Office Action [R-

36]
The making of claims from n patent when
not required by the Offico doos not constitute &
response to the last Offico action and does not
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declaration of an interferer sed

tory period, by operation: of rule 21

the running of the statutory peried, - [R-43]
1101.02(f) yin i

Rragcrmon Nor Appricasrg 1o PaTEnT

When claims from a patent are made, the
application is taken up at once and the exam-
iner may reject such claims in the application
if the ground of rejection is not also applica-
ble in the cass of the patent. Examples of
such a ground of rejection are insufficient dis-
closure in the apghcaticn, a reference whose
date is junior to that of the patent, or because
the claims copied from a patent are barred to
applicant by the second paragraph of 35 U.S.C.
135, which reads:

“A claim which is the same as, or for the same
or substantially the same subject matter as, a
claim of an issued patent may not be made in
any application unless such a claim is made
prior to one year from the date on which the
patent was granted.” The anniversary date of
the issuance of a potent is “prior to one year
from the date on which the patent was granted”,
Switzer and Ward v. Sockman and Brady, 142
USPQ 226 (CCPA 1964).

It should be noted that an applicant is per-
mitted to copy a patent claim outside the year
period if he has been claiming substantially
the same subject matter within the year limit.
See Thompson v. Hamilton, 1946 C.ID. 70, 68
USPQ 161; In re Frey, 1950 C.D. 362, 86 USPQ
99; Andrews v. Wickenden, 1952 C.I). 176, 93
USPQ 27; In re Tanke et al,, 1954 C.D. 212;
102 USPQ 93; Emerson v. Beach, 1955 C.D. 34;
103 VSPQ 456; Rieser v. Williams, 118 USPQ
9'(;; Stalego et al. v. Haymes et al.,, 120 USPQ
478.

As ig pointed out in rule 206, where more
than one claim is copied from a patent, and
the examiner holds that one or more of them
are not patentable to applicant and at least
one other is, the examiner should at onco initi-
ate the interference on the elaim or claims con-
sidered patentable to u{miicunt, rejecting the
others, leaving it to applicant to proceed under
rule 281(n)(2) in the event that he does not
aequiesce in the examiner’s ruling as to the
rejected claims,

such: claims: bofore the expiration of the:statu-  ferenee m
2 stays  8ibl

P 0L RN
: ]'(zlw case is ready for final
action, it may be advisable fo set a shortened
statutory period for the entire case in acecord-
ance with rule 186,

The distinction between a limited time for
reply under rule 206 and a ghortened statutory
period under rule 186 should not be lost sight
of. The i?enalty resulting from failure to reply
within the time limit under rule 208 is loss of
the claim or claimg involved, on the doctrine of
disclaimer, and this is appealable; while failure
to respond within the set statutory period (rule
136) results in abandonment of the entire ap-
plication. That is not appealable. Further, a
belated response after the time limit set in ae-
cordance with rule 206 may be entered by the
examiner, if the delay is satisfactorvily ex-
plained (except that the approval of the Com-
missioner is required where the situation de-
seribed in the next paragraph below exists) ; but
one day late under rule 186 period, no matter
what the excuse, results in abandonment. How-
ever, if asked for in advance, one extension of
either period may be granted by the examiner,
provided that extension does not go beyond the
six month statutory period.

Coriep Qursipr Tinme Liar

Where o patent claim is suggested to an
applicant by the examiner for the purpose of
establishing an inferference and is not copied
within the time limit set or a reasonable ex-
tengion thereof, an amendment presenting it
therveafter will not be entered without the ap-
proval of the Commissioner. The Commissioner
has delegated thig suthovity to the group direc-
tors, § 1008, item 9.

The rejection of copied patent claims some-
times creates n situntion where two different
periods for response are running ngainst the
applicetion—one, the statutory period dating
from the Iast full netion on the case; the
other, the limited period set for the response
to the rejection (either first or finnl) of the
putent claims,  This  condition  should be
avoided where possible as by setting o short-
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ened period for the entirve case, but where un-
avoidable; it should be emphasized in the ex-
aminer’sletter.) © 0 o S o
“In this connection it is to benoted that a reply
to a rejection or-an appeal from the final rejec-
tion of the patent claims will not stay the run-
ning of the regular statutory period if there is
an unanswered Office action in the case nt the
time of reply or appeal, nor does such reply or
appeal religve the examiner from the duty of
acting on the case if it is up for action, when
reached in its regular order. S
Where an Office action is such as vequires the
setting of a time limit for response to or ap-

Rev. 48, Jan. 1995

MANUAL OF PATENT EXAMINING PROCEDURE

peal from that action ow & portion thereof, the
examiner should note at the end of the: letter
the date when the time lmit period ends and
also the date when the statutory period ends.
See § 710.04. ‘

Rusrorion Avpriganct to PaTeNt AND
APpPLIOamion

If the ground of rejoction is applicable to
boththe elaims in the spplication and the claims
in.the patent, any letter including the rejection
must have the approval of the appropriate
group director.

176.2




the 'mrﬁine,&r is wware
~ copied claims, 3‘%& itit

& decision
erirnle 23

ference, ‘the “ex 1 0
with rule 237 and % 1105.08

tor's approval must be ob b
ing the Torin letter of § 1112.08 anc
ing the decision on motion. See § 1

" 'The’decigion on such’ w motion ‘should ‘avoid
wny comment on the patentability of the claima

already ‘granted: to' the patentee.’ See: Noxon

v, Halpert, 128 USPQ 481. ‘

1101.02(g) - Copying Claims From a
. Patent; After Prosecution
" of Application Ts Closed
v on0r Application s Allowed
SRR SR FEERTA R .;‘;-"f;; i [qu.zl TIEE RN U ITIIIE o fi
© An‘amendment presenting & patent claim in
an application not in‘issue iz usually admitted
and promptly acted on.; ‘However, if the case
had ‘been ‘closed to further chutim“ as by
final rejection or allowance of all of the claims,
or by appeal, such amendment is not entered'asa
matter of wight. - *° "o oo oy
An interference may result when an applicant
copies claims from a patent which provided the
basig for final rejection. “'Where this occurs, if
the mijectimi’in question has been appealed, the
Board of Appeals ‘should ‘be notified -of the
withdrawal of this rejection so that the appeal

may be dismissed as to the involved claims.:
'Where the prosecution of the application’ is
closed and the copied patent elaims relate toan

invention distinet from that claimed in the ap-

plication, entry of the amendment may be de-
nied,  (Ex parte Shohan, 1941 C.D. 1, 522 O.G.
501.) Admission of the amendment may very
prg)per}y be denied in & closed application, if
prima facie, the clnims are not supported by ap-
plicant’s digelogure. 'An applicant may ot have
recourse to asserting o patent claim which he
hagno right to make ag n means to reopen or pro-
long the prosecution of his cuse. See § T14.19(4).

Arrer Noricr or ALLOWANCE

When an amendment which includes one or
more ¢laims copied or substantinlly copied from
n putent is veceived after the Notice of Allow-
ance and the examiner finds one or more of the
claims patentable to the applieant and an inter-
ference to exist, he shonld prepare a letter [see
Letter Forn § 1112.04], requesting that the ap-

equivalent language should. be
press tha adverse recommendation.
try.of the copied or substantially c
claims: Vs

Affidavits or
Imterfer-
" When' thers ‘ave of tecord in the' file, affida-
vits ‘or ‘declardtions under rule 131, 204(b) or
204 (c) they should not he sealed but should be
left in the file for considerntion by the Board
of Tnterference Examiners. IT the interference
proceeds normnlly, these  aflidavits or declara-
tions will be removed and sealed up by the Serv-
ice Branich'of the Board 6f Patent Interferences
and retained with the interference. ~ -+

I the ovent that there'had béenr correspond-
ence under rule ‘202, this should be obtained
from the associate solicitor and loft (unsealed)
in the file. AR

Affidavits or declarations under rules 181 and
204, b well as an aflidavit or declaration under
rule 202 (which never hecomes of record in the
application file) are available for inspection by
an opposing party to an interference when tho
preliminary statements are opened. Ferris v,
Tuttle, 1040 C.D), by 521 O.G. 528,

The now opened afftdovits or declarations
filed wnder rales 131 and 204 mny then be re-
turned (o the appliention files and the affidavits
or declnrations filed under vile 202 filed in the
interforence jacket,

1102 Prepavation of Interference
Papers and Declarvation - [R-22]
Bule 207, Preparation of interference papers and

declaration of interference, (a)y When an interfers
enee I found fo extat and the applieattions are fu con-
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or in the case of P gmwntea by the numtser anq, datd of
um mwm. The notices ihall alm) speclfy the, lsaud of
the interference, which & hitll be' clmrly and’ eoncimﬂy
defined in only as many counts as’ may he nécessary t;o
define the interfering subject matter At in the (}‘RM
of an interr@wnw with a patent all the’ clafms of the
mmnt whwix can be made hy the mppllcant whowld con-
astitate t!m euummj, and’ s!ml[ imiicnte the claim or
clalms of 'the respective dises’ eormamndmy to ‘the
count or counts, If the application' or pétent of a
party Iincluded in etw Interference is a diviglon, cou-

#'a prior application

the fillng date of :such prlcn: f'pplicauon. the notices
sball go state. ' Except an poted in. .pazagraph, (e): of
this - rule, -the notices mlmll also, ﬁmt 8 schedulc_ of
times for taumg various actlons as tollowa I

{1) ¥For filing the pmlimlnary slatements . reqnirul
by rule 215 and serving notice of such filing, not less
than 2 months from the dute of declaration, ‘

(2} ¥or each party who files a, prclhnhmry eatatv
ment (o serve 4 copy tlwrmf.’ on cagh oppoaing party
who nlgo files a prelminary wtmvmont ag required by
rule 215(D), not less than 15 days aller the cxplrntlon
of the time for fiting preliminnry statements,

(3) For fdling motions under rule 231, not less than
4 months from declaration, ‘

{e¢} The patices of interference shall be forwarded
by the patent interference exnmliner to all the parties,
in care.of thele attorneys or sgents; a copy of the
notices will alse be sent the patentees fn person and, If
the patent In loterference has been assigned, (o the
nealgnecs,

() When the nmtl(-om sent 1o the interest of n patent
are returped to the Office undelivered, or when one of
the partles resides nbroad and his agent in the Unlted
States tn nuknows, additional notice mny be glven by
publieation in the Officinl Gazetle for puch period of
thme ag the Commissioner may direet,

(e} In o case where the showing required by rule
a0 (o) 18 deemasd Insufficiont  (rule 228) the natlow of
interforence will not et the time schedule apeclfied
in paragrapli (b)) of this rule but will be accom-
panled by an order (o show caume by the Board of
Vatent Inteferences nn provided by rule 228,
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| 1 Inmt‘f@rm@

by mlmtw gm,; 5,
anch. of t

~In declaring, or, m&imarmg i mtmi&rmma
the. following ghould be borne in,mind: ..

(1)-That no party should be made ;muor'ue

to some counts. and, senion.as to others, but:that

two interfarences should, ba et up ing the

party with two: upplwmmm jnn Ok in one m-

ter farcnw nnd senlor In theother. -
' should be tle(-lnwd

t}m Serviece

nval wad an twarv wum,, 1

(3Y That wlx@ro ar jeant puts identical
uln g by virtue of one of
which he 'will be the oF party and of the
other the junior the lutt app‘wntum should be
placed directly. in the mtcrteumm leaving the
applicant to.gain such henefit ag. he may. %rmn
the senior: applmutmn either by motion to shift
the burden of proof .ar; by mtroducmg the
senior. into'the interferenceias. cvidence.” (In
re Redeclaration of Interference Nos. 49 6,3.),
49,636; 49,866; 1926 C.D. 75; 350 Q.G. 8. )

The: Initial Mem‘mrandum and the files 1o bo
involved are forwarded to the Interference
Service Branch, mohldmg prior.applications or
patent files: benefit of which is being accorded.
Any correspondence. under rule 202 should be
obtained’ from. the associate solicitor and. for-
warded with the other papers. Seo § 1101.03.
"This.same practice obtains in the case of affida-
vits or.doclarations of this nature in eavlier ap-
plications the belm(lm of which is accorded a

arty by the examiner in the initial memoran-
Yum Such cases will bo acknowledged in the
Declaration papers..

Rule 207 ( t) requires mohmmn of the name
and residence of any nssignee in the declaration
notice. Therefore, a recent title report on all the

f)])ll('ntl(‘)hﬁ and patents. involved should be
oltuined by the exnminer and forwarded with
the other papers to the Bonvd of Patent Intor-
ferences,

The information to be included in the initiat-
ing memorandmm s set Torth in § 1102,01(n).

1102.01 (a)

Initial Memorandum to
the Board of Patent Inter-
ferences  [R-42]

The initial mwemorandum to the Board of
Patent Interferences is written on Form PQ-
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available;information
is unnecessary und is nobt des
indicated on the ferm. The form is designed
to require p: minimun of effort by the exam.

k ¥

iner and typing should not be used unless
the counts are not found verbatim in any file
as:provided in the last sentence of rula 203(a).
In this case copies af the.counts should be
supplied at the end of:the form using. addi-
tional plain sheets if needed. . The files to bein-
cluded in the interference should be- listed. by
lngt name (of first listed inventor.if application
is joint)y serial number, and filing date irrespec-
tive of whether an nppiicutim‘x or 0 patent is in-
volved. The sequence of the listed applications
is. completely immaterial. Tf the examiner has
détermined that o party is entitled to the benefit
of the filing date of one or more applications
(or )at@ntg)‘ as to all counts, the blanks, pro-
vided on the form for indicating this fact should
be filled in as to all such applications. It is

particularly important to list all applications
necessary to provide continuity of pendency to

the earliest application to which a party is en-
titled. ~The date of abandonment or patenting
of a prior application should be indicated by
checking the appropriate box and writing the
date. - The word “pending” should be written
if a prior aF lication is still pending. An ap-
plicant will be accorded the benefit of a for-
oign application on the form PO-850 and
declaration notices only if he has filed the
papers required by rule b5, including a sworn
translation, and the primary examiner has de-
termined that he is in fact entitled to the benefit.
of such application. A patentee may be ac-
corded the benefit of the filing date of o foreign
np})licati(m in the notice of nterference pro-
vided ho has complied with the requirements of
rule 55, has filed a sworn translation, and the
primary examiner has determined that the
patented claims involved in the interference
are supported hy the disclosure of the foreign
application. This should be noted on form P0-
850 (see § 1101.02(a)). The claims in ench case
which are unpatentable over the issue should be

indieated in the blanks provided for that pur-.

pose. The examiner must also completo the table
showing the relation of the counts to the claims
of the respective parties in the aren provided in
the form,

The indication of claims in each case which
are regarded as unpatentable over the issue is
based on the decisions in Votey v. Wuest v,
Doman, 1904 C.1), 323; 111 O.G. 1627 and Xarll
v. Love, 1909 C.D. 56; 140 O.G. 1209. When an
interference is declaved and the examiner is of
the opinion that the application or applications

, . by number
esired. except as

iss pecify them
they will be
held subject to.the:decisions in the interference.
- Such: o speeifying of claims gives the parties
notics.as to,what claims the examiner considers
unpatentable pver the issue, it avoids the. in-
sdvertont: granting of claims to the losing party
whicle ave:not i1, hu

ntable. over. the Jissne,; but
which areimot: ineluded. thevein, and. will prob-
ably vesult in [ewer motions under rule 331(b),
~Aneareying. oub-the provisions of rule 208,
examiners, when forwarding the Initial Mewm-
orandlum: ta the Board of Patent Interforences,
will in: o separate memorandum, call their at-
tention to cases;in which two. of the parties are
represonted. by the. same. attormey, in lien of
calling the matter divectly to the attention of
the Commissioner. The  patent -interfersnce
examiner whon mailing out the notices to the
parties nnd their gttorney, will advise the parr
ties and. the nitorney, that the attorney will not
be recognized further s teprésenting either par-
ty: in.the.interference or in the interfering cases
unlesa he shows that he is entitled to continue
to represent either or both. parties as provided
by rule 208.. The patent interference. exam-
iner will alsa.call to the.attention of the parties
and the attorney the requirement of the second
sentence of rule 201 (c). . ; o

In an interference involving u patent, if the
primary oexaminer discovers a reference which,
in his opinion, renders o count obviously un-
palm\tab]]e. action should be taken in accord-
ance with § 1101.02(L). . 4

In situations where exactly corresponding
claims are hot present in the applications and
patent considered to be interfering, see the
guides and examples set forth in § 1101.02 under
the heading D, FORMULATION OF TABLE
OF COUNTS as to the proper designation of
the relationship of the claims to the counts. If
an applieation wag merely in issue and did not
become a patent, the oviginal claim numbers of
the application, prior to revision for issuo,
shmﬂc{ be wsed.

A certificate of correction in a patent should
not bo overlooked. For the best praetice in in-
terference  between applientions,  dependent
counts shonld boe avoided and each connt should
bo independent.  This avoids confusion in lan-
guage und disputes ns {o the meaning of the
counts,  When dependent. counts eannot be
avoided, ns in the ense of an interferonce with
a patent where one of the counts is n dependent
clnim, the comnt may likewise be dependent on
the count corresponding to the ¢lainmy on which
the dependent claim is founded. If necessary
a dependent elnim may be the sole count of an

mterference.
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vopa (
¥ ’é he& naticem to’ the part:es smd
ei%}am jon gheet are: mg;nead by o patent mm
ference: examiner, wﬁw Institutes and:dec

the mmrﬁfﬁ; ! j mmlmg

ot
eabmng and mfer*femnm ﬁlea arey k”(‘pt

t*e»

Tar np]ﬂmntmﬁ thit lm@ been mﬂda spmuﬂ
by the Commissicner becomes involved in''an
mfm*ferenm, the interference will be made spe-
cial, provided thé prosecution of ftieh appli-
cation "has been di lﬁent on: the ptwt of the
applwan ‘Seo § 708, or. -

On
declaration 6 the intwferenoe, ex hrte pmz»zeeutlon
of @n'application 1y mmpenﬂed. and “mendmients and
other papers received durlng the: mndency of the h\-
terferenice’ wm not' e pntéréd ‘or céns!dered without
the: consent’ of thé: Cominigaloner, except 'da provided

mw m Swpwmm of (] parw prmmutlan.

by these rules, I'roposed nmemdn‘ema directed toward
the d@clamtlon of @n interférence with anothep pnrlv
will be condldered to the exteiit necossary. ¥ix pirte
pm@ccutimn 8’ to specified i fters nmy be continued
concurrently with the interference, on order from m:
with the congent of the Commisﬂloner

The troutment of. nmendmenls ﬁlocl durmp;
an interference is considered in detail in §§.1108
and 1111.05, :

Ex parte pmsewuon of an nppmll under rule
191 may proceed concurrently with an interfer-
ence proceeding involving the same application
provided the primary examiner who forwards
the a%)pea] certifies, in o memorandum to be
placed in the file, that the subject matter of the
interference does not conflict with the subject
matter of the appenled claims,
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p mm’(mg Therenfter

180

ufs i mtﬂrfemm@!
nmvmoﬁ m mw gﬂ‘i’, the Bumdrulf‘l’uwm J.’nterfureﬁtfea

(h} ’L‘h«a prlmmy &xamlnev wm mmm mrlmx«wzm
m? the case unw the declaration o

vu;y 8, fre
05, - Rule 226,
the mtezfm-
volved are in
ch except at
- decision

OﬂCB Papers a
the . ka&pm
such. times t ,
on motions, ﬁnal,he 'ings, s, ete., when
they are temporarily in poss ssion of the tri-
bunal before whom the, particular quostwn is
pending, .

If, mdup@ndent‘ of thut infor fmuw action as
to one or more of the applications bocmnvs neces-
sary, the examiner. cllmgos out the necessary
npph(-ntum or ‘applicationg from the ‘”ﬁu‘vu‘e
Branch by leaving n charge, (,au'd It is not
foreseen that the primazy examiner will need
to take action for which he reqnires ]umbdlctmn
of the euhw miu[m(‘ngc, However, if circum-
stances arise which appear to require it, the pri-
mary examiner should request ]nn\dlctmn
fxum the Board of Patent Interferences,

The examiner merely bnum\q a patent file,
if necded, ns, where the patent is to bo inv olved
in L now lllt(‘l f(‘lell(‘ﬁ- }




wnaidtzmdq am w,lwn mw of tlm Wrtiw»m the mtme "
ence Is a patentee, no motlon to dissolve on the ground
thet the aubject matter of the count ls unpatentablé to
allparties g is vupatentable to the palentee will: be
considered, exeept that o motion. to dlesolve as to. r.kua
patentee may. be brought which Js. limited. io mueh. mats
tops as may be considered at final hearing {(rule 938).
Where a motion to dlssolve is based on pelox art, sery-
lea on opy)oaﬂng partios must lnclude (*()ploés of such
prior art, 'A motion to disdolve on the gﬂmnd that
thm'o 18 no inwrtwence in fzwt wili nm @ mnsmared
unless the iﬂiarf@mnce fnvolves a aesign or plmxt: mmnt
or application or unless it wlahm to.n cmm(; w!xich
differs from the corremponding elaim ‘of an involved
patent or of one or more of the involved appﬂeations
as provided in mla@ "03(&) and A)l’i(n)

(2) o amend the igsue by addition’ or snbsﬂturion
of new counts, Each such motion must mnmm an £x-
[)lmmtlon as to why a count propnsed to be added is
necessary or why a count propoged to be anhstlru(ed
is preferable to the originnl count, must demonsrmte
patentability of the count to all pmueza nnd must apply
the propo%a count to all involved. upp“vatlom except
an application in which the proposed count eriginnted.

(8) To substitute any other unplioatmn owned by
him as to the existing iﬂsue, or to declare an addi-
tional interference to include nny other application
owned by him as to any subject matter other than the
exlsting issue but disclosed in hig apptication or patent
lnyolved in the Interference and in an opposing party's
applieation or patent in the Interferenec. which should
be made the hasis of interference with such other party.
Complete copleg of-the contents of ruch other applica-
tion, except affidavits or declatations ander rules 181,
202, and 204, must be served on all other prrties and tho
motion must be accompunied by proof of such gorvice.

(4) To be accorded the benefit of an enrler applicn-
tion or Lo attack the benefit of fn eavier appleation
which hag been accorded to an opposing party In the
notfee of declaration, Mes rule 224,

(B) To nmend an fuvolved appliention by adding or
removing the names of one or more Inventors ag pros
vided in rule 45, (Hce paragraph (d) of this rule.)

(b} Kaech motlon must contain o full statement of
the grounds therefor and veasoning in support there-
of, Any eppousltion to n motlon must be flled within
20 days of the explration of the time set for fillug
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ex»iraﬁ@ 'at the time
n.opposing parties of

an' m,litium\l , lndm' pumm;m ‘ (ﬁ){"ﬂ'
n&’ thia rule muut h(' nvvnumnnimi Ly ang nuwmhuvm m’te‘s?

eivbion, ! |
um of f mlov au)pllbmion aﬂ yrovldetj fm under uam»
graph . (a).(4) . 0f:this, ruly. if tlm arty mnceuwa X~
mcm to hie nccordoa ﬁuoh lmno(lr . :

(d),; All.proper.motions ag. sapecmed in p&mgmph (a)
of thig vule, or of a simiar character, will, be trasg
mitted to:and considereil by the primary examiner with~
out! oral :argument; :except. that- conglderation of o
motion to’ dissolve will: be deferved to final hearlng
before a Board of Patent Intorferonces where the mo-
tion nrges unpatentabillty of a count to one er more
purues which .would be rev iowubl(, ut final heariug
under rule’ "ﬁﬂ(u) And such’ mumtonruhmw 18 urged
agninst o patenieos dr bag been ruled wpon by the Board
of Appenls: ox by o court In ex parte proceedings.
Algo conslderation of motlou to ndd or remove the
names of one or moru hlvvmom may bhe defmred to
final hearing if such mnllon is ﬂlod after the timos for
taking testimony have been set. Requests. for. recon-
sideration wilt not be culonmlnod \

(o) In llu- determinatlon of a motlon to dlsyolve an
interferenco bebween 1in nppllcnllon and a patent, the
prior art of rocord in the pnu‘nl file niny be referred
to for the pnm«mn of ('mmtrulm, the lgsie,

S Upnn the granting of a motlon to amend and the
adoption of the claima by the other partics within g
time specified, or upon the granting of & motion to sub-
stitute another application, and nfter the expiration
of the time for fillng any new preliminary statements,
i patent interference examiner whall redeclare the
interference or shall deelave sueh other interferences
ag tay bo neeossary to fnelade spld elaims, A prelim-
Inary statomont as to the added clalms need not be
fHed If a party states that e Intends to rély on the
original statement and such a declarntion an to added
elafms neod not be signed or sworn to by the Inventor
tn person, A second time for filng motions will not be
et and subseguent motions with respect to mattera
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 which-Bave been once consid
aminer will not be considered ‘
< An interference may

o enlarged or dimin.
ished both as to-counts and applications in-

volved, or may be entirely dissolved, by actions
taken under rule 231 “Motions before ‘the pri-
mary examiner” ‘or under 'vule 237 “Dissolu-

tion at the yéquest of examiner”. - The action
may be o substitution of ‘one or more counts,

the addition of counts or dissolution ns to oneor

more counts or s to all counts, n change in the
application:by addition, substitution, or dissolu. -

tion u shifting of the burden of proof, or a con-
version of an application by changing the num-
“ber of inventors. See §1111.07. Decisions on
questions. arising under this rule. are made
under the personal gupervision of the primary
examiner. .
Examiners should not consider ew parte, when
raised by an applicant, questions which ave
pending before the Office in infer partes pro-
ceedings involving the same applicant or party
an interest. See § 1111.01. SRR
Occasionally the entire subject mattor of the

.- interference may have heen transferred to an-

other group between the time of declaring the
interference and the time that motions are trans-
mitted for consideration..  If this has occurred;
after the second group has agreed to take the
case, the Interference Service Branch should
be notified so that appropriate changes mey
be made in their records. f

1105.01 Briefs and Consideration of
Motions [R-25]

A party filing o motion is expected to incor-
porate his reasons with the motion so that an
initial brief is not contemplated although if
filed with the motion it would not be objection-
able. Under rule 281(b) other parties have
twenty days from the expiration of the time for
filing motions for filing an opposition to a mo-
tion, and the moving party may file a veply briof
within fifteen days of the date such opposition
is filed. If a motion to dissolve is filed by one
party the other parties may file a motion to
amend within 20 days from the expivation of
the time set for filing motions and the same
times for opposition and reply brief are allowed
with respect to the filing date of the latter
motion,

After the expirvation of the time for filing a
reply brief, motions filed under rule 281 are
examined by n Patent Interference Examiner
who, if he finds them to be proper motions, will
transmit the case to the primary examiner for
consideration of the motions with an indieation
of such motions as are improper under the rules

Rev, 45, July 1076

nlarged or:dimin- p LY exar
“within one ‘'m

inen a ,
] e month on each motion transmitted
by the Patent Interforence Examiner, The deei-
sion must include the bagis for any convlusions

arrived at-by the primary examiner, Care must
be taken to specifically identify which limita-

tions of & count are-not supported, or-tha por-

~ tions' of the ‘specification which  do- provide

support for the limitations of the colint when
necessary to decide s motion. The examiner
should not-undertake to answer all arguments
- In motions of the types specified bolow the
primary examiner ‘must consult with and ob-
trin the approval of o member of the Board of
Patent Interferences before mailing the deci-
sion. “Motions requiring such consultation and
approvalare: 0 n :
Motions to amend where the matter of sup-
{)or‘t‘; for a count ia raised in opposition or
_the examiner decides to deny the motion
for that reason,
Motions relating to. the benefit of a prior
application, ~
Motions to dissolve on the ground that one
or more parties have no right to maks the
counts, o

Motions to dissolve on the ground of no inter-
ference in fact,

- Motions to convert an application to a differ-

ent number of inventors, .

Motions to substitute or involve another ap-
plication in interference where the matter
of support for a count is raised in opposi-
tion or the examiner decides to deny the
motion for that reason, ‘

Motions te amend involving modified or

“phantom” counts, “
Motions to amend seeking to broaden o patent
claim and an issue is raised with rospect to
~the showing in justification.

Requests should be made to the Patent Inter-
ference Examiner for the assignment of the
Board member to be consulted. The con-
sultation will normally bo at the offices of the
Board of Patent Interforences. The primary
examiner should arrange a convenient time by
telephone. In the case of motions to amend
or to involve another application the Patent
Interference Yxaminer will exumine any oppo-
sition which may have been filed and if the
question of right to make the proposed counts
a8 to any party is raised theroby, he will indi-
cate in his letter transmitting motions the nec-
essity for consultation. Tf such indication ia
not made there will bo no necessity for consulta-




110502

tion: unless the primary examiner from his
own consideration concludes that one or more
parties cannot make one or more of the pro-
posed counts. In this case he should inquire
of the Patent Interference Examiner as to \'slich
member to consult.

1821

. INTERFERENCE

1105.02 Decision on Motion Te Dis.
‘_ solve [R-36]
By the granting of a motion to dissolve, one

or more parties may be eliminated from the
interference; or certain of the counts may be
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appl ;

fgzﬁh,, hereinafter under the heading “Action
After Dissolution” (§1110). - See  §:1302.12
with respect to listing references discussed in
l])()‘«iﬁn %iﬂi(ﬂl.' H IR 4 o SR SRS RN R

With respect to a motion to dissolve on: the

ound that one or more parties does not have

e right to make one or more counts it
should ‘be kept in mind that once the interfer-
ence is dissolved as to a count any appeal from
a rejection based thereon is ex parte and the
views. of other parties in the interference will
not be heard. In order to preserve the infer
parties fornm for consideration of this matter
a motion to dissolve on this ground should not
be granted where the decision is a close one but
on}y where there is clear basis forit. - . :

t should be noted that if all parties
a%\ree upon the same ground for dissolution,
which ground will subsequently be the basis for
rejection of the interference count to one or
more parties, the interference should be dis-
solved pro forma upon that ground, without
regard to the merits of the matter. This agree-
ment among all parties may be expressed in the
motion papers, in the briefs, or in papers di-
rected solely to thnt matter. See BucSﬂl v. Ras-
mussen, 339 O.G. 223; 1925 C.D. 75, and Tilden
v. Snodgrass, 1923 C.D. 80; 309 O.G. 477 and
Gelder v. Henry, 77 USPQ 223.

Aflidavits or declarations relating to the dis-
closure of a party’s application as, for example,
on the matter of operativeness or right to make
should not be considered but aflidavits or decla-
rations mlatiniz to the prior art may be con-
sidered by analogy to rule 132.

If there is considerable doubt as to whether
or not a party’s application is operative and it
appears that testimony on the matter may be
useful to resolve the doubt, a motion to
dissolve may be denied so that the interference
may continue and testimony taken on the point.
See Bowditch v. Todd, 1902 C.D. 27; 08 O.Q}.
792 and Pierce v. Tripp v. Powers, 1923 C.D.
69 at 72,3816 O.(1.3.

Where the effective date of a patent. or pub-
lication (which is not a statutory bar) is ante-
dated by the effective filing dates or the alle-
gations in the preliminary statements of all
parties, then the anticipatory effect of that

EEXRL AT IR A E IR |

ment. $

loast one party fails

late by his own filing

“antedats its. affeaive date by h
 or. the allegations in his preliminary state-
%37‘]{3%33’}1 v, Richards, 1905 C.D. 115;

« and Simons v, Dunlop, 108

| s under rule 231(a) (1)
the examiner. not. be mialed by citation
of decisions of the Court of Customs and Pat-
ent. Appeals to the effect that only priority and
matters ancillary thereto will. ge -considered
and. that patentability of the counts will not
be considered. These court decisions relate
only to tha final determination of priovity,
after the interference has passed the wmotion
stage;-in. the ordinary case a’' motion to dis-
solve may attack the patentability of the count
and need not be limited to matters which are
ancillary to priority. - b e
~Where a motion to. dissolve is based on a
contention of no interference in fact, the ques-
tion to be decided is whether claims prosented
by respective  parties as eorresponding to the
count or:counts in.-issuo claim the same inveun-
tion even though a claim of one party differs
from the corresponding claim of another party
through omission of limitations or vaviation in
langnage under rule 203 (a) or rule 204 (n). See
§ 1101.02. Since the claims were found allow-
able priov to declaration, granting of a motion
to dissolve on this ground would normally re-
sult in issnance of the respective cluims to cach
party concerned in separate patents. ‘The ques-
tion to be decided then, is whether one or more
limitations in the claim of one party which
are omitted or brondened in the claim of an-
other party are materinl. Whether or not thoy
are material depends primarily on whether they
wore regarded ng significant in allowing the
claime in the fivst, instance. ‘That is, the proseen-
tion should be examined to determine if the
limitation in question was relied upon to is-
t.irlfgn.nigll from cited prior art, ov if it was essen-
tinl to obtaining the desired result. See Mabon
v. Sherman, 34 GCPA 991, 73 USPQ 378, 161
19.2d 200, 1947 CLD, 325 (CCPA, 1947) ; Brails-
ford v. Lavoet of al,, b0 COPA 1367, 138 USPQ
8, 318 K 2d 2, 1008 LD, 723 (CCPPA, 1963) ;
and Knell v. Musller ot al,, 174 USPQ 460
(Comm. of Pats, 1971), [ R-10}  *

1105.08 Decision on  Motion To
Amend or To Add or Substi-
tute Another Application

[R-36]

Motions by the interfering parties may be
made under rule 231 (n) (2) and (3) to add or
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a'new inter-
Interference

™ 231(&) (8) relates to
! ; issue, the application should
be withdrawn' from ‘issue prior to de o
the‘motion only if the motion is transmitted to
the primary examiner after the issue fee has
been paid or the date of transmittal is so close
to the ultimate date for paying the issue fee that
the motion cannot be decided prior to that date.
Forfomx M§1112.04. SR
The case'should then be withdrawn from issue
even though the examiner may be of the opin-
ion ‘that ?5m motion ‘will probably 'be denied,
but this withdrawal does not reopen the case
to further ex parte prosecution and if the mo-
tion is'denied the case is returned to issue with
a new notice of allowance. B
It will be noted that rule 231(a) (8) does not
specify that a party to the interference may
bring a motion to include an application or
patent -owned by him as to subject matter, in
addition to the existing issue, which is not dis-
closed both in his application or patent already
in the interference und in an opposing party’s
application or patent in the interference. . Con-
sequently the failure to bring such a motion
ml not be considered by the examiner to re-
sult in an estoppel against any party to an
interference as to subject matter not disclosed
in his case in the interference,  On the other
hand, if such n motion is brought during the

motion reriod,. secrecy as to the application
named therein iz deemed to have heen waived,

access thereto is given to the opposing parties
and the motion may be transmitted by the Pat-
ent Interference Fxaminer if so transmitted, it
will be considered and decided by the primary
examiner without regard to the question of
whether the moving party’s ease already in the
interference discloses the subject matter of the
proposed claims,

Concorrence or Avy, PArries

Contrary to the practice which obtains when
all parties agree upon the same ground for
dissolution, the concurrence of all parties in a

Rev. 40. Apr. 1974
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" Also, care should be exercised, in deeiding
motions, that any counts to be andded to the
axist&mi ‘interference differ materially from the
original counts and from ench other, and that
counts of additiona) interferences likewise dif-
fer materially from the counts of the first inter-
ference and-from each other § 1101.01(j).
2 A good test ‘to -apply ‘is' whether different
proofs may be required to prove priority as, for
example, in the case of a generic original count
and a proposed count to a species, or vice versa.
If the answer is affirmative, the motion to add
the proposed count should be granted. When
a patent is involved, ‘all of the patent claims
which t,l'xe‘a})plicunt"can ‘make must be included
as:counts o R

i

the interference. ' =
~The examiner should also be careful not to
refnse ncceptance of o count bronder than orig-
inal counts solely on the ground that it does
not differ materially from them. - If that is in
fact the case, and the proposed count is patent-
able over the prior art, the examiner should
ant the motion to the extent of substituting
the proposed’ count for the broadest original
count so that the parties will not be limited in
their proofs to include one or more features
which are unnecessary to patentability of the
count.  Where there is room for a reasonable
difference of opinion as to whether two claims
are materially different. (or patentably distinct)
it is advisable to add the proposed claim to the
issue rather than to substitute it for the original
count. This will allow the parties to submit
priority evidence ns to both counts,

Afidavits or declarations are ocensionally
offored in support of or in opposition to motions
to add or substitute counts or applications. The
practice here is the same ng in the case of afii-
davits or declarations concerning motions to
dissolve that is, aflidavits or declarations relat-
ing to disclosure of n party’s application as, for
example, on the matter of operativeness or right
to make, should not, be considered, but affidavits
or declarations relating to the prior art may be
considered by analogy to rule 132, o

If a motion under rule 231(n) (2) or (8) is
denied on the basis of a reference which is not
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time by the examiner in his decision, the de-

cision may be modified and the motion ﬁrainted |
Qe

upon the filing of proper aflidavits or ara-
tions under rule 131 in the application file of
the party invelved. This is by analogy to
rule 237, although normally, request for recon-
sideration of decisions on motions under. rule
231 will ‘not. be- entertained. . Rule 231(d).
These affidavits or declarations should not be
opened to the ins[iection of opposing -parties
and no reference should be made to the dates
of invention set forth  therein other than
the mere statemaont that the effective date of the
reference has been overcome, -~ As in the case of
other affidavits or declarations under rule 181,
they remain sealed until the preliminary state-
ments for the new counts arve opened.

A member of the Board of Patent Interfer-
ences must be consulted in connection with mo-
tions to add or substitute one or more counts
or applications where the matter of right to
make one or more counts is raised in an opposi-
tion to the motion or the primary examiner
wishes to deny n motion for that reason al-
though it has not been raised by a party. In
the event the consultation ends in disagreement,
the the matter will be resolved by the Deputy
Assistant Commissioner for Patents,  [R-—43]

1105.04 Decision on Motion Relating
to Benefit of a Prior Applica-
tion Under Rule 231(a) (4)
[R-43]

The primary examiner also decides motions
relating to benefit of a prior application under
rule 231(a)(4). These may involve shifting
the burden of proof or merely giving a party
the benefit of an earlier dafe which will not
change the order of the parties. They may
result in judgment or order to show cause
against a junior {mri;y whose preliminary state-
ment, does not allege dates prior to the earlier
application or, in the ense of a junior party, they
may shorten the period for which diligenee mnst
be proved oi change the burden of proof from
that of beyond reasonable doubt. to 0 mere pre-
ponderance of the evidenco,

If there is donlt whether an enrlier apph-
catton discloses the invention involved in the
intorference, there being n reasonable ground
for denying the party's right to it, a party
should not be given the earlier record date.
The denial of a motion to shift the burden of
proof does not dulprivu n party of the benefit
of the earlier application npon which the mo-
tion was based.  He niny have the matter re-
viewed at finnl hearing (rule 2568) and he may
introduce that application as part of his evi-

and to be considered by the Board of Patent
Interferunces. - Ses Greenawalt v. Mark, 1004
C.D. 3625 111 0.3, 2224.

“In deciding o motion of this nature, it is usu-
ally-advisable first to determine exactly which
counts will be involved in the final redeclaration
of the interference. 'T'he practice in deciding
the motion:should then follow that set forth
in the case of In re Redeclaration of Interfer-
ences Nos, 49,6355 49,080; 40,866; 1926 C.D.
Th; 350 O.G, 3. In necordance with the last
stated case, no party in an interference should
be made junior as to some counts and senior as
to others, Therefore, if, in considering a mo-
tion to shift the burden of proof, it is found
that the moving party is entitled to the benefit
of an enrlier filed applieation as to some counts
but not. ns to other counts in the same interfor-
ence, the motion should be denied,

In accordnnee with present practice an ear-
lier filed npplication disclosing a single species
(including chemical compositions) in such a
manner as to comply with the first paragraph
of 35 U.S.C. 112 is a constructive reduction to
practice of a count expressing the genus pro-
vided continuity of disclosare has been main-
tained between the earlier upplication and the
involved application cither by copendency or
by a chain of successively copending applica-
tions. Where such an spplieation is a construe-
tive reduction to practice, the benefit of its filing
date may be obtained by a junior party by a
motion to shift the burden of proof. See Me-
Burney v. Jones, 104 USPQ 115; Den Beste v.
Martin, 1958 C.D. 178,729 O.G. 724; Fried et nl.
v. Murray et al,, 1959 C.D. 3811, 746 O.G. 563;
In re Kirchner, 1962 C.D, 477, 134 USPQ 324,
(CCPA 1962).

With respeet to the shifting of the burden
of proof it should be noted that the order of
taking testimony should be placed upon the
applicant. Inst to file unless all the counts of the
interferenco vead upon an earlier application
which antedates that of the other party.

For proving of foreign filing for priority see
£2 201,14, 201.16.

1105.05 Dissolution on Primary Ex-

aminer’s Own Request Under

Rule 237 [R-25]

Rule 237, Disgsolution at the request of zaeaminer,
I, durtug the pendency of an intorference, o reforones

or other reason be found whieh, in the opinion of the
prhwmary examiner, rendery all or part of the counts
unpatentable, the attention of the RBoard of 1’atent
Interferences shall be ealled therveto, The interference
may be suspended and rveferred to the primary exam-
fner for consideration of the matter, in which case the
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dence to be fsuhjwti; ‘to argument. by ~all parties

L ¢

L4



be considered If filed within 20 days of the notifica-
tion. The interference will be continned or dissolved in
accordance -with :the determination by the primary
examiner. : If such reference or reason:be found while
the interference -is:before the primary examiner for
determination of a motlon, decision thereon may be
Incorporated :in: the:decision. on: the motion, but the
parties ‘shall: be entitled 'to ‘reconslderation  if they
have not submitted arguments on the matter.”

~ Rule 237 covers dissolution of an interference
on the primary examiner’s own motion if he
discovers n reference or other reason which
renders all or part of the counts unpatentable,

Two groceduma are available under this rule:
First, if the primary examiner finds a refer-
ence or other reason for terminating the inter-
ference in whole or in part the interference is
before him for determination of a mation, deci-
sion on this newly discovered matter “may be
incorporated in the decision on the motion, but
the parties shall be entitled to reconsideration
Yif e ‘e‘y have not. submitted arguments on the
matter” (rule 237). This same practice obtains
when the primary examiner discovers a new
reagon for holding counts proposed under rule
231(a) (2) or (3) unpatentable, Under
this practice, the primary examiner should
state that reconsideration may be requested
within the time specified in rule 244(c).
Second, if the primary examiner finds a refer-
ence or other reason for terminating the inter-
ference in whole or in part when the interfer-
ence is not before him for determination of a
motion, he should call the attention of the Pat-
ent Interference Examiner to the matter. The
primary examiner should include in his letter
to the Patent Interference Examiner a state-
ment applying the reference or reason to each of
the counts of the interference which he deems
unpatentable and should forward with the origi-
nal signed letter a copy thereof for each of the
parties of the interference. Form at § 1112.08.

If preliminary statements have become open
to all parties, rule 227, or if not and a party
authorizes the primary examiner to inspect his
preliminary statement, effect may be given
thereto in considering the applieability of a ref-
orence to the count under rule 237, See § 1105.02,

The Patent Interference Kxaminer may sus.
pend the interfarence and refer the case to the
primary examiner for his dotermination of the
question of patentability, which is inter partes
oz in the nnne of o motion 6 dissolve.  Diniefs
may be filed within twenty diys of the notifi-
eation of the parties of the referral, but no
hearing will be set. Decigion is prepared and
matled by the primary examiner as in the case
of n motion to dissolve,

Rev, 48, Jan. 1976

'parties regurding the matter will  cation where

lving & patent and an ‘appli-
cation the primary examiner raises the
uestion of ‘patentability of the count, atten-
tion is' directed to Noxon v. Halpert, 128
USPQ 481, 0 0 Gl CL
- If, in an interference involving two or more
applieations, n reference is brought to the at-
tention of ‘ths examiner by one of the parties
to ‘the interference, that fact should be made
of record by the examiner in his letter to the
Examiner of Interferences under rule 237,
Ify in an interference involving an applica-
tion and a patent, the applicant calls attention
to a reference which he states anticipates the
issue of ' the " interference, the Examiner of
Interfarences will forthwith disgolve the inter-
farence, and the primary examiner will there-
upon reject the clnim or clanims to the applicant
on his own admission of nonpatentability with-
out commenting on the pertinency of the refer-
ence. - Such applicant is of ¢ourse also estopped
from “claiming ‘subject matter not patentable
over the issue. A reference cited by the pas-
entee which is npplicable agninst the claims of
the patent, will ba ignored. A reference newly
discovered by the primary evaminer is treated
in accordance wich § 1101.02(f). '

1105.06 Form of Decision Letter
[R-43]

In order to reduce the pendency of applica-
tions involved in interference proceedings, pri-
mary examiners are divected to render decisions
on motions within 30 days of the date of trans-
mittal o them. :

The decision should separately refer to and
decide ench motion which has been transmitted
by a statemont of deciston as granted or denied.
The decision must include the basis for any
conclusions arrived at by the primary exam-
iner. Care must be tanken to specifically iden-
tify which limitations of n count are not
supported, or the portions of the specification
which do provide support, for the limitations of
the count when necessary to decide a motion,
Different. grounds urged for seeking a particu-
lnr nction, such s dissolution for example,
should be referred to and decided as separate
motions, When n motion to dissolve on the
ground of no right to makoe nrges lnck of support
for more than one portion of a count and 1s
granted, the examiner should indicate which
portions of the conmnt he considered not to he
digeloged in the applisation in question. The
gnme practice applies in denying n party the
benefit of prior application.

Motiong to nmend or to substitute an apphi-
eation, if unopposed, do not require any state-
ment. of conclusion if granted, but a denial




overruli P
If an application is to be a substitute
_and the examiner has determined that it is en-
 titled to the filing date of a prior applicationby
~ virtue of & divisional, continuation or continua-

»

_ tion-in-part relations ,ip,‘;t;hei deciﬁsidnfahould 50

i

r

state,

MOTION DECISION EXAMP
The motion by Brown to dissolve or
rround of unpatentability to all parties over
X in view of Y is denied. The combination
of references proposed in the motion is not
considered obvipus. T
The motion by Brown to dissolve on the
ground that Jones has no right to make the
count is granted. It is considered that the
expression “______._.. ” 18 not supported by
the Jones disclosure. SRR

The motion by Jones to substitute proposed
count 2 for the present count is unopposed

and is granted.
propoaed”

The motion by Jones to add
count 3 is denied. The expression®. ...
is considered to be ambiguous.

The motion by Smith to shift the burden
of proof is granted. The prior application
relied upon is found to be a constructive re-
duction to practice of the invention defined
by the count,

It is usually advisable to decide motions to
dissolve first, then motions to amend or to sub-
stitute an application, and finally motions to
shift. the burden of proof or relating to benefit
of an earlier application taking into account
any changes in the issue or the parties which
may have been effected by the granting of other
motions. If a motion to shift the burden of
proof is granted the change in the order of par-
ties should be stated.

If a motion to amend is ;fruntze(! the decision
should close with paragraphs setting times for

m%utad ving fo S _
' “Should the parties Smith and Brown

1 parties to file preliminary statements as to

lowin

them. Such paragraphs should take the fol-
form: B :

‘desire to contest priority as to proposed
~count 2, they ahmxlglraﬂsert it by amendment
“to their respective applications on or be-
' ey A fgilure to so assert it
within the time allowed will be taken as a
disclaimer of the subject matter thereof.

On or before ...oe.... , the statements
demanded by rules 215 et seq. with respect
to proposed count 2 must be filed in a sealed
envelope bearing the nuimne of the party filing
it and the number and title of the inter-
ference. See nlso rule 231(f), second sen-
tence. The time for serving preliminary
statements, ng required by rule 215(b), is set
to expireon . ............"

If a motion to snbstitute another commeonly
owned application by a different inventor s
granted, the decision should include a para-
graph setting a time for the substituted party
to file a preliminary statement in the following
form:

“The party ........... tobe substituted for
the party ........ must file on or before
____________ , & preliminary statement as re-
quired by rules 215 et seq. in a sealed en-
velope bearing hig name and the number and
title of the interference.”

The decision should close with a warning
statement such ns the followmg:

“No reconsiderntion (rule 231(d) last
sentence).”

The spaces provided in the above paragraphs
for the dates for copying allowed proposed
counts and for filing and serving prelimiary
statements should be left biank, The appropriate
dates will be inserted in the blank spaces by the
Service Branch of the Board of Patent Inter-
forences before the decision is mailed.

V. et v o i
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‘decided ' uuw onsultation, under
1, the. word *APPROVED" should be
ollowed by an indication of matters requiring

such approval. - For example,
<o ¥ Approved as to the motion to shift the
burden-of proof.” o o o

After the decision is signed by the primary
examiner and the proper clerical entry made,
the complete im:er'}emmmf file is forwarded to
the Service Branch of the Board of Patent
Interferences for dating and mailing or for the
Board member’s signature if there has been a
- The motion decision is entered n the index
of the interference file; it should include the
fol{owing information and be set forth in this
order: . o

Date...__. “Dec. of Pr. Exr.” ... Granted.
1f some of the motions have been granted and
others denied, the last entry will be “Granted
and Denied”, and of course, if all the' motions
have been denied, the lnst entry will be “De-
nied.” If a date for copying allowed proposed
counts and for filing preliminary statements
has been set, this shounld also be indicated at the
end of the lineby = o ;

“Amendment and Statement due- ..., *
Below are examples of entries which should
be made in the interference brief in the section
entitled “Decisions on Motion” (Form PO-222)
in each case involved in the interference:

Dissolved

Dissolved as to counts 2 and 3
Digsolved as to Smith

Counts 4 wnd b ndmithed . SO

These entries should be verified by the pri-
MAary exsminer,

Determination of the next action to be
tnken is made by the Servico Branch of the
Bonrd. Examples of sneh action may be redec-
laration, entry of judgment, or setting of time
for taking testimony and for filing briefs for
final heariug, [R-81]

1105.07 Petition for Reconsideration
of Decision [R-23)
Petitions or requests for reconsideration of a

decision on motions undoer rule 231 or 237 will
not be given consideration. Rule 231(d) sec-

i« ground for disso!
rence is before him for
ons by the parties and in-
n his deecision so that the
pportunity to present av-
hig case the examiner’s
‘a statement to the effect
1 may be requested within
in rule 244(¢). See § 1105.08,

tlm‘time £
1106 R@declnmtiou of '1ntérferenm
. and Additional Interferences

- TRoga]

‘Redecluration of interferences where necessi-
tated by 'a decigion on ‘motions under rule 231
will be done by n patent interference examiner,
the papers beilig prepared by the Interference
Service Branch. “The decision signed by the
primary examiner will constitute the author-
1zation: "The Same practice will apply to the
declaration of any new interference which may
result from a decision on motions.

1106.01 After Decision on Motien

. Various procedures are necessary after de-
cision. on a motion. The following general
rules may be stated : ‘

(1) If the total result of the motion decision
consists solely in the elimination of counts, the
elimination of parties or a shifting of the bux-
den of proof, no redeclaration is necessary.
The motion decision itself constitutes the pa-
per deleting counts or parties and is likewise
adequate notice of the shifting of the burden
of proof, ‘ L : o

(1‘2) If the motion decision results in any
addition or substitution of parties or applica-
tions or the addition or substitution of counts,
then redeclaration is necessary. If redecla-
ration is necessary, the information falling
within category (1) is also included in the re-
declaration papers. The old counts should re-
tain their 015 numbers for ease of identification.

(8) Since all of the necessary information
concorning an application to be added or sub-
stituted shonld appenr in the motion decision
or on the face of tha application file no separate
communication from the primary examiner to
the patent interference examiner is necessary
or desired.

The patent. interforence examiner will de-
termine whether or not the nonmoving parties
have copied the proposed counts which have
heen admitted within the time allowed and if
they have, he will proceed with the redeclara-
tion. If a party fails so to copy a proposed
count and thus will not. be included in inter-
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ty asserts the pro
‘ unt and inwluding
mm who huv& mrted m in their apph atnmm.

nd ! %nt&m otices to t} fes and
the declaration sheet will include a st at ment to

tlm following effect :
+.“This. mterfamnm is dwlared a8 tJ e result
Of 'Y dmsl n on motions in Inmfen ace N

T o -u 3

In this case also, no t;mea ior ﬁlmg pml mmarv
m.tement;a r motmnas willbeset, .

, 1106 02 By Addition of Ne
Euminer [R—-23]

Rule 238 Addmou of “new partv by czan im,r It
during. the pendeucy. of an interference, anot er case
appears, claiming nubstantially the subject n atter in
issue, the’ prlmary examiner should- ‘notify th » Board
of ‘Patent Interferences and requeat ‘addition of such
case to the interference. Such addition witt be done as
a mabter of course by a patent interference e aminer,
it'no teatlmouy has béen taken. 1f, however, a g testl-
mony may have been taken, the patent inte ference
enminer shall pmptre ‘and mail & notice for he pro-
pused new purty. disclosing the lme in ‘1nte: ference
and the names and addresses ot the Interfera its and
of their attorneys or agents, and notices for t} 3 inter
ferants disclosing the name and address of tie sald
party rmd his attorney or a;ent to each of the mrm»e,
setting ‘a time for mtmg any objectlonn and at his
digeretion a time of hearing on the question of :he ad-
mission of the new party. If the patent nter ‘erence
examiner be of the opinion that the new party should
be' added he shall preseribe the conditlom 1 apoesd
upon ‘the procwdlnga. lncludlng a mmm ton if
amﬂm

Rule 238 states the procedure to be followed
when the examiner finds, or there is filed, other
or new upphcutmnq interfering as to so ne or
as to all of the counts. The )moedum when
any testimony has been taken differs consider-
ably from the procedure when no testimor y has
been taken. However, the difference does not
involve the primary examiner but rather affects
the action taken by the patent interfecence
examiner.

The primary examiner forwards Torm
PO-850 accompanied by the additional »ppli-
cation to the Interference Service Branch,

Rev. 31, Jan. 1972

only tJ %8 *fpuﬁ

~‘aktm, ont:
ner. wm aa & mw;m' of- wum Bus-
solare it to mv]uﬁe

A lf the addx~

p added as to. (:mlv some of
the emmta,, ‘the putant; interference examiner
will declaren new interference as to those counts
and reform the original interference omitting
the counts which arve included in the new one.
In this case the fact that the issue was in another
intorference should be numd in nll letmm in th@
naw mtm famme. :

| 107 hxumimw 8 Emry in lnterfownoe

File bnbsequ«»nt to Interference
~ [R-23] '

An mtarfemnce 18 tarmumtod mther by dxc.-
solution or by an award of priority to one of
the parties. In either cage the interference is
wmrnod with the entire record to the exam-
iner as soon as the decmun or ]udgment; has
lx‘n')(‘(‘}iuv fuuﬂ

After the files. ha\e lm'n mtmnad to the
axmmmng group the prmmr? oxaminer 1is
required to make an entry on the index in the
interference file on the next vacant line that
the decision has been noted, such us by the
words “Decision N’oted” and uutmled bv him.
The interference file is returned to the Service
Branch of the Board of Patent Interferences
when the examiner is through with it. There it
will be checked to see that such note has been
made and initialed before filing away the inter-
ference w(‘ord

1108 Entry uf Amondmemu Hlod in
Connection With Motions [ R~
- 28]

This section is limited to the disposition of
amendments filed in connection with motions
in an application involved in interference, after
the interference hns terminated.

The manner of treating other amendnments
which are filed in an application during the
course of the interference, i discussed in o
soparate section (§ 1111.05),

Tuder rule 231(e) an applicant is required
to submit with his motion to amend the issue
or to substitute an applieation, as a separate
papor, and amendment embodying the proposed
alnims if the elaims are not alveady in the ap-
plication concerned.  In the case of an applhi-
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cation involved in the interference, this amend-
ment is not entered at that time but is placed
in the application file.

An amendment filed in connection with a mo-
tion to add counts to an interference must be
accompanied by the claim or claims to be added
and with the appropriate fees, if any, which
would be due if the amendments were to be
entered, it may be that the amendments will
never be entered. Only upon the granting of the
motion is it necessary for the other party or
parties to present the claims, but the fees must
be paid whenever presented. Claims which have
been submitted in response to a suggestion by
the Office for inclusion in an application must
be accompanied by the fee due, if any. Money
paid in connection with the filing of a proposed
amendment will not be refunded by reason of
the nonentry of the amendment.

If the motion is granted the amendment is
entered at the time decision on the motion is
rendered. If the motion is not granted, the
amendment, though left in the file, is not en-
tered and is so marked.

If the motion is granted only in part and
denied as to another part, only so much of the
amendment as is covered in the grant of the
motion is entered, the remaining part being in-
dicated and marked “not entered” in pencil.
(See rule 266.)

189

1108

In each instance the applicant is informed of
the disposition of the amendment in the first
action in the case following the termination of
the interference. If the case is otherwise ready
for issue, applicant is notified that the applica-
tion is allowable and the Notice of Allowance
will be sent in due course, that prosecution is
closed and to what extent the amendment has
been entered.

As a corollary to this practice, it follows that
where prosecution of the winning application
had been closed prior to the declaration of the
interference, as by being in condition for issue,
that application may not be reopened to further
prosecution following the interference, even
though additional claims had been presented
under rule 231(a)(2). The interference pro-
ceeding was not such an Office action as relieved
the case from its condition as the doctrine of
Ex parte Quayle, 1935 C.D. 11; 453 O.G. 213.

It should be noted at this point that, under
the provisions of rule 262(d), the termination
of an interference on the basis of a disclaimer,
concession of priority, abandonment of the in-
vention, or abandonment of the contest filed by
an applicant operates without further action as
a direction to cancel the claims involved from
the application of the party making the same.

(Pages 190-192 omitted) Rev. 40, Apr. 1974



1109 Aection After Award of Priority

Under 35 U.S.C. 185, the Commissioner may
at once issue a patent to the applicant who is
adjudged by the Board of Patent Interferences
to be the prior inventor, without waiting for
appeal by any loser. However, in ordinary
cases it is the policy of the Office not to issue &
patent to the winning party during the period
within which appeal may be taken to the Court
of Customs and Patent Appeals, or during the
pendency of such ap};}mal. Therefore, the files
are not returned to the examining group until
after the termination of the appeal period,
or the termination of the appeal, as the case
may be. Jurisdiction of the examiner is auto-
matically restored with the return of the files,
and the cases of all parties are subject to such
ex parte action as their respective conditions
may require, even though, where no appeal to
the Court of Customs and Patent Appeals was
filed, the losing party to the interference may
file a suit under 85 U.S.C. 146. In a case where
a patentee is the losing party, and the Office is
notified that a civil action under 35 U.S.C. 146
has been initiated, the files will not be returned
to the examining group until after that action
has been terminated. The date when the pri-
ority decision becomes final does not mark the
beginning of a statutory period for response by
the applicant. See Ex parte Peterson, 1941
C.D. 8, 525 O.G. 3.

If an application had been withdrawn from
issue for interference and is again passed to
issue, a notation “Re-examined and passed for
issue” is placed on the file wrapper together
with & new signature of the primary exam-
iner in the box provided for this purpose.
Such a notation will be relied upon by the
Patent Issue Division as showing that the
application is intended to be passed for issue
and make it possible to screen out those appli-
cations which are mistakenly forwarded to the
Patent Issue Division during the pendency
of the interference.

See §1302.12 with respect to listing ref-
erences discussed in motion decisions.

1109.01 [R-25]

The winning party may be sent to issue de-
spite the filing of a suit under 35 U.S.C. 146
by his opponent in an interference solely in-
voiving pending applications. Monaco v. Wat-
son, 106 U.S. App. D.C. 142; 270 F. 24 335; 122
USPQ 564 In an interference involving a
patent where the winning party is an applicant,
the Office will not send the application to issue

The Winning Party
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1109.01

while a suit is pending under 35 U.S.C. 146.
Monsanto v. Kamp etl"la'lf; 146 USPQ 481.

In the case of the winning party, if his
application. was not in allowable condition
when the interference was formed and has
since been amended, or if it contains an un-
answered amendment, or if the rejection stand-
ing against the claims at the time the interfer-
ence was formed was overcome by reason of
the award of priority, as an interference in-
m}m?g the application and a patent which
formed the basis of the rejection, the exam-
iner forthwith takes the application up for
action.

If, however, the application of the winning
party contains an unanswered Office action, the
examiner at once notifies the applicant of this
fact and requires response to the Office action
within a shortened period of two months
running from the date of such notice. See Ex
parte Peterson, 1941 C.D. 8; 525 O.G. 3. This
procedure is not to be construed as requiring
the reopening of the case if the Office action
had closed the prosecution before the exam-
iner.

The following language is suggested for noti-
fying the winning party that his application
contains an unanswered Office action:

[1] “Interference No. _____ has been term-
inated by a decision favorable to applicant.
Ex parte prosecution is resumed.

However, this application contains an
unanswered Office action.

A SHORTENED STATUTORY PE-
RIOD FOR RESPONSE TO SUCH
ACTION IS SET TO EXPIRE TWO
MONTHS FROM THE DATE OF THIS
LETTER.”

The winning party, if the prosecution of his
case had not been closed, generally may be
allowed additional and broader claims to the
common patentable subject matter. (Note,
however, In re Hoover Co., Etc., 1943 C.D. 338;
57 USPQ 111; 30 CCPA 927.) The winning
party of the interference is not denied anything
he was in possession of prior to the interference,
nor has he acquired any additional rights as a
result of the interference. His case thus stands
as it was prior to the interference. If the appli-
cation was under final rejection as to some of its
claims at the time the interference was formed,
the institution of the interference acted to sus-
pend, but not to vacate, the final rejection.
After termination of the interference a letter
is written the applicant, as in the case of any
other action unanswered at the time the inter-
ference was instituted, setting a shortened pe-
riod of two months within which to file an
appeal or cancel the finally rejected claims.

Rev. 40, Apr. 1974



1109.02 The Losing Party [R-25]

The application of each of the losing parties
following an interference terminated by a judg-
ment of priority is acted on at once. The
judgment is examined to determine the basis
therefor and action is taken accordingly. -

‘If the judgment is based on a disclaimer,
concession of priority, or abandonment of the
invention filed by the losing applicant, such
disclaimer, concession of priority, or abandon-
ment of the invention operates “without fur-
ther action as a direction to cancel the claims
involved from the application of the party
making the same” (rule 262(d)). Abandon-
ment of the contest has a similar result. See
21110. The interference counts thus dis-
claimed, conceded, or abandoned are accordingly
canceled from the application of the party

filing the document which resulted in the

adverse judgment. , ,
-If the judgment is based on grounds other
than those referred to in the preceding para-
graph, the claims corresponding to the mter-
ference counts in the application of the losing
party should be treated in accordance with
rule 265, which provides that such claims
“stand finally disposed of without further ac-
tion by the examiner and are not open to fur-
ther ex parte prosecution.” Accordingly, a
pencil line should be drawn through the claims
as to which a judgment of priority adverse to
applicant has been rendered, and the words
“Rule 265” should be written in the margin to
indicate the reason for the pencil line. If these
claims have not been canceled by the applicant
and the case is otherwise ready for issue, these
notations should be replaced by a line in red
ink and the words “Rule 265” in red ink before
passing the case to issue, and the applicant
notified of the cancellation by an Examiner’s
Amendment. If an action is necessary in the
application after the interference, the applicant
should be informed that “Claims (designated
by numerals), as to which a judgment of pri-
ority adverse to applicant has been rendered,
stand finally disposed of in accordance with
Rule 265.”

If, as the result of one or both of the two
preceding paragraphs all the claims in the ap-
plication are eliminated, a letter should
written informing the applicant that all the
claims in his case have been disposed of, indi-
cating the circumstances, that no claims remain
subject to prosecution, and that the application
will be sent to the abandoned files with the
next group of abandoned applications. Pro-
ceedings are terminated as of the date appeal
or review by civil action was due if no appeal
or civil action was filed.

Rev. 40, Apr. 1974
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' ‘Except where judgment is based solely on an-
cilliary matters, any remaining claims in each
defeated party’s case should be reviewed in
connection with the winning party’s disclosure.
An interference settles not only the rights of
the parties under the issues or counts of the
interference but also settles every question of
the rights to any claim which might have been
presented and determined in the interference
proceeding. The doctrine of estoppel has been
applied where a party has neglected or refused
to contest priority of patentable subject matter
which is clearly common to his application and
the application of his opponent in interference.
Claims which the winning party could not
make, for lack of disclosure; cannot be denied
to ‘the loser on the ground of interference
estoppel, if they distinguish patentably from
the counts. : : S
‘The distinction which shculd be borne in
mind ‘- is that, with regard to interference
estoppel, the losing party is only estopped to
obtain claims which read directly on disclosures
of subject matter clearly common to both the
winning party’s application and that of the
losing party: but that, with regard to prior art
(including prior invention), the losing party
cannot obtain claims to subject matter which is
either barred under 35 U.S.C. 102(g), or ren-
dered obvious under 35 U.S.C. 103, by the in-
vention defined in the interference counts. In
re Riss et al.. 154 USPQ; 54 CCPA 1495.
Where the winning party is an applicant,
reference should be made only to the application
of . ______.. . the winning party in Interfer-

ence —_____ , but the serial number or the filing

No.

date of the other case should not be included in
the Office Action. However, a losing applicant
may avoid a rejection based on unclaimed dis-
closure of a winning patentee. When notice
is received of the filing of a suit under 35
U.S.C. 146, further action is withheld on the
application of the party filing the suit. No let-
ter to that effect need be sent.

When the award of priority is based solely
upon ancillary matters, as right to make, and
is in favor of the junior party, the claims of
the senior party, even though the award of
priority was to the junior party, are not sub-
ject to rejection on the ground of estoppel,
throngh failure to move under rule 231(a) (2)
or on the disclosure of the junior party as prior
art (rule 257).

If the losing party’s case was under rejection
at the time the interference was declared, such
rejection is ordinarily repeated (either in full
or by reference to the previous action) and, in
addition, rejections as unpatentable over the

194
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issue, unpatentable over the winning party’s
disclosure, or any other suitable rejections are
made. If it was under final rejection or ready
for issue, his right to reopen the prosecution is
restricted to subject matter related to the is-
sue of the interference.

Where the losing party failed to get a copy
of his opponent’s drawing or specification dur-
ing the interference, he may order a copy
thereof to enable him to respond to a rejection
based on the successful party’s disclosure. Such
order is referred to the Patent Interference
Examiner who has authority to approve orders
of this nature.

Where the rejection is based on the issue of
the interference, there is no need for the ap-
plicant to have a copy of the winning party’s
drawing, for the issue can be interpreted in
the light of the applicant’s own drawing as
well as that of the successful party.

It may be added that rejection on estoppel
through failure to move under rules 231{a)
(2) and (3) may apply where the interference
terminates in a judgment of priority as well as
where it is ended by dissolution. See 31116
However. rule 231(a)(3) now limits the doc-

194.1

1110

trine of estoppel to subject matter in the cases
mvolved in the interference. See § 1105.03.

1110 Action After Dissolution
25]

After dissolution of an interference any
amendments which accompanied motions to
dissolve are entered to the extent that the
motions were not denied. See §1108. See
§ 130212 with respect to listing references
discussed in motion decisions. If the grounds
for dissolution are also applicable to the non-
moving parties, e.g., unpatentability of the sub-
ject matter of the interference, the examiner
should, on the return of the files to his group,
reject in each of the applications of the non-
moving parties the claims corresponding to the
cournts of the interference on the grounds stated
m the decision. It is proper to refer to the “ap-

[R-

plication of __________, an adverse party in
) {Nawea)
Interference ______ 7 bur neither the Serial
No.

number nor the filing date of such application
should be included in the Oflice action.
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If an application was in condition for allow-
ance or appeal prior to the declaration of the
interference, the matter of reopening the prose-
cution “after dissolution of the interference
should be treated in the ssme general manner

ag-after an award of }}riority.‘ (See §§ 1109.01
6 ; :

and 1109.02.) - [R-2

1110.01 Action after Dissolution—By
' Termination Paper Filed Un-
der Rule 262(b) [R-26]

Dissolution of an interference on the basis of
an abandonment of the contest operates as a
direction to cancel the involved claims from
that party’s application (rule 262(d)}.

If all the claims in an application are elim-
inated, see the fourth paragraph of § 1105.02 for
the action to be taken. ‘

Rule 262 (b) readsin part:

Upon the filing of such abandonment of the contest
or of the application, the interference shall be dissolved
as to that party, but such dissolution shall in subse-
quent proceedings have the same effect with respect to
the party filing the same 8s ap adverse award of
priority.

Under these circumstances, it should be noted
that. pursuant to the last sentence of rule
262(b), supra, the party who abandons the con-
test or the application stands on the same foot-
ing as the losing party referred to in § 1109.02.

1110.02 Action After Dissolution Un-
der Rule 231 or 237 [R-38]

If, following tlie dissolution of the interfer-
ence under rule 231 or 237, any junior party
files claims that might have been included
in the issue of the interference such claims
should be rejected on the ground of estoppel.
The senior of the parties, in accordance with
rule 257, is exempted from such rejection.
Where it is only the junior parties to the inter-
ference that have common subject matter addi-
tional to the subject matter of the interference,
the senior one of this subgroup is free to claim
this common subject matter. Rule 231(a)(3)
now limits the doctrine of estoppel to subject
matter in the cases involved in the interference.
See §§ 1105.03 and 1109.02.

1111 Miscellaneous
1111.01 Interviews [R-16]

Where an interference is declared all ques-
tions involved therein are to be determined
inter partes. This includes not only the ques-
tion of priority of invention but all questions
relative to the right of each of the parties to

111103

make the claims in issue or any claim suggested
to be added to the issue and the o
the patentabiiity of the claims. ,

'Examiners are admonished that inter partes
questions should not bhe discussed ¢z parte with
any of the interested parties and that they
should so inform applicants or their attorneys
if any attempt is made to discuss ex parte these
enter partes questions.

1111.02 Record in Each Interference
Complete [R-16]

When there are two or more interferences
pending in this Office relating to the same sub-
ject matter, or in which substantially the same
applicants or patentees are parties thereto, in
order that the record of the proceedings in each
particular interference may be kept separate
and distinct, all metions and papers sought to
be filed therein must be titled in and relate only
to the particular interference to which they be-
long, and no motion or paper can be filed in any
interference which relates to or in which 1is
joined another interference or matter affecting
another interference.

The examiners are also directed to file in
each interference a distinct and separate copy
of their actions, so that it will not be necessary
to examine the records of several interferences
to ascertain the status of a particular case.

This will not, however, apply to the testi-
mony. All papers filed in violation of this prac-
tice will be returned to the parties filing them.

the question o

1111.03 Overlapping Applications
[R-26]

Where one of several applications of the
same inventor or assignee which contain over-
lapping claims gets into an interference, the
prosecution of all the cases not in the interfer-
ence should be carried as far as possible, by
treating as prior art the counts of the inter-
ference and by insisting on proper lines of di-
vision or distinction between the applications.
In some instances suspension of action by the
Office cannot be avoided. See § 709.01.

Where an application involved in interfer-
ence includes, in addition to the subject mat-
ter of the interference, a separate and divisible
invention, prosecution of the second invention
may be had during the pendency of the inter-
ference by filing a divisional application for
the second invention or by filing a divisional
application for the subject matter of the inter-
ference and moving to substitute the latter
divisional application for the application orig-
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inally inyolved in the interference. . However,
the application for the second invention may
not be passed to issue if it contains claims
broad enough to dominate matter claimed In
the application involved in the interference.

1111.04 “Secrecy Order” Cases

- [R-38]

Rule 3.3. Prosecution of application under secrecy
order; withholding patem.

(b) An interference will not be declared involving
applications under secrecy order. However, if an ap-
plication under secrecy order copies claims from an
issued paient, a notice of that fact will be placed in
the file wrapper of the patent.

Sinee declaration of an interference gives im-
mediate access to applications by opposing

arties, no interference will be declared involv-
ing an application which has a security status
therein 88 107 and 107.02). Claims will be
suggested so that all parties will be claiming
substantially identical subject matter. When
all ap?licatlons contain the claims suggested,
the following letter will be sent to all parties:

“Claims 1, 2, etc., (indicating the conflict-
ing claims and claims not patentable over the
application under security status) conflict
with those of another appiication. However,
the security status (of the other application)
or (of yvour application) does not permit the
declaration of an interference. Accordingly,
action on the applications is suspended for so
long as this situation continues.

“Upon removal of the security status from
all applications, an interference will be
declared.”

The letter should also indicate the allow-
ability of the remaining claims if any.

1111.05 Amendments Filed During
Interference [R-26]

The disposition of amendments filed in con-
nection with motions in applications involved
in an interference, after the interference has
been terminated, is treated in § 1108. If the
amendment is filed pursuant to a letter by the
primary examiner, after having gotten juris-
diction of the involved application for the pur-
pose of suggesting a claim or claims for inter-
ference with another party and for the purpose
of declaring an ad({7itional interference, the
examiner enters the amendment and takes the
proper steps to initiate the second interference.

OTHER AMENDMENTS

When an amendment to an application in-
volved in an interference 13 received, the
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examiner: inspects the amendment and, if nec-
essary, the application, to determine whether
or not the amendment affects the pending or
any p;ospectir\:iq, interference. - If the amend-
ment is an ordinary one properly responsive
to the last ar ex parlt)o E:tiél P i
the declaration of the interference and does
not affect the pending or any prospective.in-
terference, the amendment is marked in pencil
“not entered” and placed in the file, a corre-
sponding entry being endorsed in ink in the
contents column of the wrapper and on the
serial and docket cards. After the termina-
tion of the interference, the amendment may
be permanently entered and considered as in
the case of ordinary amendments filed during
the ez parte prosecution of the case.

~ If the amendment is one filed in a case where
ez parte prosecution of an appeal to the Board
of Appeals is being conducted concurrently
with an interference proceeding (see §1103),
and 1if it relates to the appeal, it should be
treated like any similar amendment in an ordi-
nary appealed case.

When an amendment. filed during interfer-
ence purports to put the application in condi-
tion for another interference either with a
pending application or with a patent, the pri-
mary examiner must personally consider the
amendment sufficiently to determine whether,
in fact, it does so.

If the amendment presents allowable claims
directed to an invention claimed in a patent or
in another pending application in issue or ready
for issue. the examiner borrows the file, enters
the amendment and takes the proper steps to
initiate the second interference.

Where in the opinion of the examiner, the
proposed amendment does not put the applica-
tion in condition for interference with another
application not involved in the interference
the amendment is placed in the file and marked
“not entered” ancf the applicant is informed
why it will not be now entered and acted upon.
See form at §1112.10. Where the amendment
copies claims of a patent not involved in the
interference and which the examiner believes
are not patentable to the applicant, and where
the application is open to further ex parte
prosecution, the file should be obtained, the
amendment entered and the claims rejected,
setting a time limit for response. If reconsidera-
tion is requested and rejection made final a time
limit for appeal should be set. Where the appli-
cation at tl})le time of forming the interference
wag closed to further ew parte prosecution and
the disclosure of the application will, prima
facie, not support the copied patent claims or
where copied patent claims are drawn to a non-
elected invention, the amendment will not be




entered.and the applicant will be so informed,
giving very briefly the reason for the nonentry

- of the amendment. See letter form in§ 1112.10.
13111.06 Notice of Rule 231{a)(3)
' 'Motion Relating to Applica-

" tion Not Involved in Interfer-

ence [R26]

Whenever a party in interference brings= a
motion under rule 231(a) (3) affecting 2n ap-
plication not already included in the interfer-
ence, the Examiner of Interferences should at
once send the primary examiner a written no-
tice of such motion and the primary examiner
should place this notice in said application file.

The notice is customarily sent to the group
which declared the interference since the ap-
plication referred to in the motion is generslly
exarined ‘in the same group.'However, if the
application is not being examined in the same
group, then the correct group should be sscer-
tained and the notice forwarded to that Group.

This notice serves several useful and essen-
tial purposes, and due attention must be given
to it when it is received. First, the examiner
is cautioned by this notice not to consider ez
parte, questions which are pending before the
Office in énfer partes proceedings involving the
same applicant or party in interest. Second,
if the application which is the subject of the
motion is in issue and the last date for paying
the issue fee will not permit determination of
the motion, it will be necessary to withdraw
the application from issue. See form in
8 1112.04. Third, if the application contains an
affidavit or declaration under rule 131, this must
be sealed because the opposing parties have ac-
cess to the application.

1111.07

Conversion of Application
From Joint to Sole or Sole
to Joint [R-26]

Although, for simplicity, the subject of this
section is titled “Conversion of Application
from Joint to Sole or Sole to Joint,” it in-
cludes all cases where an application is con-
verted to decrease or increase the number of
applicants. See § 201.03.

If conversion is attempted after declaration
of an interference but prior to expiration of the
time set for filing motions, the matter is treated
as an inter partes matter, subject to opposition
That is, the filing of conversion papers during
this period whether or not accompanied by a
formal motion will be treated as a motion under
rule 231(a) (5) and will be transmitted to the
primary examiner for decision after expiration
of the time within which reply briefs may be

INTERFERENCE - = 1+ i

have been filed. - If .conversion. iis permttte&{
redeclaration will be accomplished as in other
cases on the basis of the decision on motions. -
1f conversion is attempted after the close of
the motion period but: prior to the taking of
any testimony, the Interference Examiner may,
at his discretion, either transmit the matter to
the primary examiner for determination or
defer consideration thereof to final hearing for
determination by the Board of Patent Inter-
ferences. If transmitted to the primary ex-
aminer, the matter is treated as outlined m the

preceding paragraph, . = :

If conversion is attempted after the taking
of testimony has commenced, the Interference
Examiner will generally defer consideration
of the matter to final hearing for determina-
tion by the Board of Patent Interferences.

In any case where the examiner must de-
cide the question of converting an application
he must, of course, determine whether the le-

al requirements for such conversion have

een satisfied, just as in the ordinary ez parte
treatment of the matter. Also as in ex parte
situations the examiner should make of record
the formal acknowledgment of conversion as
required by § 201.03. .

A party may occasionally seek to substitute
an application with a lesser or greater number
of applicants for the application originally in-
volved in the interference. Such substitution
is treated in the same manner as the conversion
of an involved application as described above.

1111.08 Reissue Application Filed
While Patent Is in Interfer-
ence [R-38]

Care should be taken that a reissue of a pat-
ent should not be granted while the patent is
involved in an interference without approval
of the Commissioner.

If an application for reissue of a patent is
filed while the patent is involved in interfer-
ence, that application must be called to the
attention of the Commissioner before any ac-
tion by the examiner is taken thereon.

Such applications are normally forwarded by
the Application Division to the Office of the
Solicitor. A letter with titling relative to the
interference is placed in the interference file by
the Commissioner and copies thereof are placed
in the reissue application and mailed to the
parties to the interference. This letter gives
notice of the filing of the reissue application and
generally includes a paragraph of the following
nature:

The reissue application will be open to in-
spection by the opposing party during the in-
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terference and may be separately prosecuted
during the interference, but wili not be passed
to issue until the final determination of the
interference, except upon the approval of the
Commissioner. = 0o S

Should an application for reissue of a patent
which is involved in an interference reach the
examiner without having a copy of the letter
by the Commissioner attached. it should be
promptly forwarded to the Office of the Solici-
tor with an appropriate memorandum.

1111.09 Suit Under 35 U.S.C. 146
by losing Party [R-38]

35 U.8.C. 146. Civil action in casc of inferference.
Any party to an interference dissatisfied with the deci-
sior of the hoard of patent interferences on the ques-
tion of pricrity, may have remedy by civil action, if
commenced within such time after such deeision, not
less than sixty days, as the Commissioner appoints or
as provided in section 141 of this title. unless he has
appealed to the United States Court of Customs and
Patent Appeals. and such appeal is pending or has been
decided. In such suits the record in the Patent Office
shall be admitted on motion of either party upon the
terms and conditions as to costs, expenses, and the
further cross-examination of the witnesses as the court
imposes, without prejudice to the right of the parties
to take further testimony. The testimony and exhibits
of the record in the Patent Office when admitted shall
have the same effect as if originally taken and pro-
duced in the suit.

Such swit may be instituted against the party in in-
terest as shown by the records of the Patent Office at
the time of the decision complaired of, but any party
in interest may become a party to the action. If there
be adverse parties residing in a plurality of distriets
not embraced within the same state. or an adverse
party residing in a foreign country. the United States
District Court for the District of Columbia shall have
jurisdiction and may issue siummons against the ad-
verse parties directed to the marshal of any district in
which any adverse party resides. Summons against ad-
verse parties residing in foreign countries may be
served by publication or otherwise as the court directs.
The Commissioner shall not be a necessary party but he
shall be notified of the filing of the suit by the clerk of
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the court in which it is filed and shall have the right to
intervene. Judgment of the court in favor of the right
of :an applieant to a patent shall authorize the Com-
missioner to issue such pateut on the filing in the
Patent Office of a certified .copy of the judgmeat and
on compliance with, the: requirements of law.

When a losing party to an interference gives
notice in his application that he has filed a
civil action under the provisions of 35 U.S.C.
146, relative to the interference, that notice
should be called to the attention of the Inter-
ference Service Branch in order that a notation
therecf can be made on the index of the
interference.

When notice is received of the filing of a
suit under 85 U.S.C. 146, further action is
withheld on the application of the party filing

the suit. No leiter to that effect need be sent.
1111.10 Benefit of Foreign Filing Date

[R-26]

If a request for the benefit of a foreign filing
date under 35 U.S.C. 119 is filed while an applh-
cation is involved in interference, the papers are
to be placed in the application file in the same
manner as amendments received during inter-
ference, and appropriate action taken after the
termination of the interference.

A party will be given the benefit of a foreign
filing date in the declaration notices only under
the circumstances set out in §1102.01(a). A
party having a foreign filing date which is not
accorded him in the declaration papers should
file a motion to shift the burden of proof or for
benefit of that filing date under rule 231(a) (4)
and the matter will be considered on an inter
partes basis.

1111.11 Patentability Reports

The question of Patentability Reports rarely
arises in interference proceedings but the
proper occasion therefor may occur in decid-
ing motions. If appropriate, Patentability
Report practice may be utilized in deciding
motions and the procedure should follow as
closely as possible the ex parte Patentability
Report practice.
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1111.13 Consaltation With Interfer-

ence Examiner [R—23]

In addition to the consultation required in
connection with certain motion decisions in
§ 1105.01, the examiner should consult with a
Patent Interference Examiner or a member of
the Board of Patent Interferences in any case
of doubt or where the practice appears to be
obscure or confused. In view of their spe-
cialized experience they may be able to suggest
a course of action which will avoid considerable
difficulty in the future treatment of the case.

1111.14 Correction of Error in Join-
ing Inventor [R-37]
Requests for certificates correcting the mis-

joinder or nonjoinder of inventors in a patent
are referred to the Office of the Solicitor for

consideration. If the patent is involved in inter- .

ference when the request is filed, the matter will
be considered inter partes. Service of the request
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on the opposing party will be required and any
‘paper filed by an opposing party addressed to

the request will be considered if filed within 20
days of service of a copy of the request on the
opposing party. Following this 20 days, the
associate solicitor will consider the matter to the
extent of determlnmg whether the request
prima facie conforms to applicable law and
policy. During the interference, a copy of any
decision concerning the request will ll))e sent to
the opposing party as well as to the requesting
party. Issuance of the certificate will be with-
held until the interference is terminated since
evidence adduced in the interference may have a
bearing on the question of joinder. See also
§ 1402.01.

1112 Letter Forms Used in Interfer-

ences

Forms are found in Chapter 600 of the
Manual of Clerical Procedure which gives de-
talls as to the shhonerv to be used, number of
copies, typing format and handling.
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1112.02  Letter Suggesting Claims for Interference ' [

U'S. DEPARTMENT OF COMMERCE

E‘hﬂm Ordy. COMMISSIONER OF PATENTS
I Wackington, D.C. 20231

Poper Mo B

{2ddress label)

L _

Pleass find Bolow a'csﬁnmaﬁ;aﬁon from the EXAMINER in charge of fiis application.
R Commissioner of Patents.

| The following claimis) found allowable, is (are)

suggested for the purpose of interference:

APFLICANT SHOULD MAKE THE CLAIM({S) BY
(allow not iess than 30 days, usually 45 days). FAILURE
TO DO SO WILL BE CONSIDERED A DISCLAIMER {F THE SUBJECT

MATTER IXVOLVED UNDER THE PROVISIONS OF RULE 203.

wWCJones/ng
557-2804

POL 09 128Y. TG

1~ Putont Apgplicaticn Fie Copy

1112.03 Same Attorney or Agent in Applications of Conflicting Interests [R-37]

The following sentenee is usually added to the letter suggesting claims where the same attorney
or agent is of record in applications of different ownership which have conflicting subject matter.

Atvtention is ealled to the facr that the attorrney (or agent) in this application is also the
attornev (or agent) in an application of another party and of different ownership claiming
substantiailv the same patentable invention as claimed in the above-identified application.

&
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1112.04 Letter Requesting Withdrawal From Issue [R—42]

U.S. DEPARTMENT OF COMMERCE
Patent Office

Address Only: COMMISSIONER OF PATENTS
Washington, D.C. 20231

Date
Reply to
Attn of: , Primary Examiner

Subject: Withdrawal from Issue: S.N.

Filed

Sent to Issue

To: Mr. Director, Group

It is reguested that the above-entitled application be

withdrawn from issue for the purpose of (Examiner provides

necessary reason, or designates cne of the phrases a-e below)

The issue fee has (or has not) been paid.

J.Searcher :mdb

a. . . . interference, another party having made claims suggested to him from this application.

b. . . . interference, on the basisof elaims ____________ copied from Pat. No. ___________.

¢. . . . interference, applicant having made claims suggested to hini.

d. ... rejecting claims o _________ on the implied digelaimer resulting from failure to make the
claims suggested to him under rule 203.

231(a; (3 involving this application. the issue fee having

e. . .. odeciding a motion under rule 23
been paid. or. the motion cannot be decided prior to the ultniinate date for paying the issue

fee.
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1112.05 Initial Interference Memorandum - {R—42] -

U. S. DEPARTMENT OF COMA-ERCE

PATENT OFFICE
WASHINGTON

INTERFERENCE — INITIAL MEMORANDUM

PAGE NO. 1

EXAMINERS INSTREUCTIONS - $iease Zp mp have this form typewtilten. -Complete the ifems below by hand (pen and ink) and farward
o e Sroeg Tlerk with all files including those bemefit of which has been accorded. The parties need
=0t e ¢ in any specific order.

ARD OF INTERFERENCES: #n swpmrierence (S found to exist between the feilowing cases:

-LAST NAME OF FIRST LiSTED " aSBL 1 0ANT" if applicable, check and/or fill in approgriate para—

1 SMITH &t al (770:&) graphs from M.P.E.P. 1102.01(a)

After tesmination of this interfererce, this application

SERIAL NUMBER TiLES carm. . SAY. YEAR)
will be held subject to further examiration under
930, 658 Fawwve /q, 1965 Rule 266.
* Accorded benefit of Ciams
SERIAL NuMBER E:":EE: Mﬁ Yy /5’ 7965 wiif be held subject to rejection as uapatentabe over the
is53€ 10 the event of an award of priority adverse 10

f/é, 3-12- SATE 22TEwTER[] ?E”)/Ns- applicant,

oR aBanboneDd [

THROUGH INTERVENING §TATE AND APPLICATION DATE
APPLICATION SERIAL nz §E/cE3 SERIAL NO. FILED
oate mavenTED{} DATE PaTENTED(]
oo agemposel [ OR ABANDONED [
— N——
2 LAST NAME OF FIRST LiSTEZ "APPLICANT™ i applicable, check and/or fill in appropriate para—
PARKER graphs from M.P.E.P. 1102.01(a)
SERIAL NUMBER FILET e, Dav. VEAR: After terminalion of this ‘nterference, this apphication
éé 7 5/4 MARCH /.Z_ /9‘5 wilt he held subject to further examnat:on under
/ Rale 266.

mAstordsd benefit of ~ 5, 7 /2
SERIAL NUMBER J-uL y 3, /q‘/ : ns

be held subject to rejection as unpateatable over the
3‘5 3.2[ SATE SATER sge in the event of an award of priority adverse to
/ TE AT AMION

ﬁg Mc- ” /9‘3 a;z;!xca.nl.
TESSAEIASL IE OV, 22, 1963 SEBATRGCATION BATE, 3PR. /0, 1964

APPLICATION SERIAL NS I FILED
DATE PATEN

457, /&3 cave meveEnTES [ ﬂP‘/" /_’, /9" 579’ 7‘2‘ OR ABANDONED ﬂi/‘—s

SE A DA SOKE D
11 applicable, check and/or Hif] n appropriaze nara—

LAST NAME OF FIRST LIS AT, T ENTT

3. aray graphs from M.P.E.P. 1102.01(a)
SERIAL NUMBER L£= car vE&m Af:’er lerm:ganobn of lhlS’ m;erterence, jali au;;lxcalion
wiil be held subject to further exam:nation under
705} 432 APQIL /, /96% Rule 266.
* Accorded beneflit of LUN I TED KIM‘D oM Coam
SERIAL NUMBER Mﬁ Y /f /963 wil] ﬂe heid subject to rejection as unpatertzble over the
/, w/éa sssue tn the even! of an award of priosity acverse to
4 applicant.
THROUGH INTERVENING AND APD\_ICATION OATE
SERIAL FILED
APPLICATION SERIAL NG
~h-g zsevenTeD L) oaTE pATENTES [
22 azsnzowss J oR apanposzz [
—
THME RELATION OF THE Z2ZUNTS T2 T=E CLAIMS OF THE RESPECTIVE PARTIES {'WDICATE THOSE MODIFIED!
MAME CF SAETV RAME OF PARTY NAME OF PARTY NAME OF SraTY
COUNTS
SMiTH et el | FrRKER GRAY
1
Flom) & Cx
: z 9 ")
2 P74 g(3) 7
] S (o) JA {'g) £ (ol
7 L4
5 N
3
Have modified counts 60! appear g s ex0lizalmn typed on a separale sheet and attacn to thes form,
* The senal number and titing gats of em Epation the benefit of which 15 intended 16 be accorded must be listed. 11 s not sufficieal to
merely list the earhest app!:< ¢ gecnwryertig applications necessary for continuity,
GHGUR LaTz SIGNATUPE OF PRIMARY EXAMINER
J30 Tune 18, /1969 Ardrer

Clerk's Instryctions

T Obtaia a title repart for a1l ca Late & TUpY. 1. Forward atl hies ancluding those benefit of which s
7. Beturn transmittal shp Poy—267 o2 votte Buattd of Appeals, Leing acorded.

FORM P(-850
2quiset /71

@

ISCOMM-T rTe ©-T1
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INTERFERENCE 1112.08

1112.08 Primary Examiner Initiating Dissolution of Interference, Rule 237 (a)
[R-35]

This form is to be used in all cases except when the interference is before the primary
examiner for determination of a motion. Sufficient copies of this form should be prepared and
sent to the Patent Interference Examiner so that he may send a copy to each party.

PatextrEe INVOLVED

If one of the parties is a patentee, no reference should be made to the patent claims nor to
the fact that such eclaims correspond to the counts. See §1101.02(f), last paragraph. However,
this restriction does not apply to claims of the application. Language such as the following is
sn%,;geste«d: “Applicant’s claims—are considered fully met by (or unpatentable over: the—
reference.”

U.S. DEPARTMERNT OF CONMMERCE
Patent Office

i Address Only: COMMISSIONER OF PATENTS
Washington, 0.C. 20231

In re Interference No. 98,000
John Willard

v.
Luther Stone

Under the provisions of Rule 237, your attention
is called to the following patents:

187,520 Jolien 1-1897 214-26
1,637,468 Moran 4-1950 214-26

Counts 1 and 2 are considered unpatentable over
either of these references for the following reasons:

{The Examiner discusses the references.)

MMWard:pcf
Copies to:

John Jones
133 Fifth Avenue
New York, New York 11346

Leonard Smith
460 Munsey Building
Washington, D. C. 20641
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1112.10 Letter Denying Entrv ¢f Amendment Seeking Further Interference
[R-35]

{With application or patent not involved in present interference)

i

J.S. DEPARTMENT OF COMMERCE
Patent Office

! Address Only: COMMISSIONER OF PATENTS

Z. Green A.U. 123

i Washington, D.C. 20231
[ 1
{ Serial No. 521,31¢ 7/1/65 ;

] Paper No.
Richard A. Green

PIPE CONNECTOR

Charles A, Donnelly
123 Main Street
Dayton, Ohio 65487

- Please find below a communicaiicn from the EXAMINER in charge of this application.

Commissioner of Patents.

AR AR X I T S X BT FR QN A e e R H M K EVRRS

has not now

1)
2

th

The amendment il

s not place the case in condition for

i\

been entered since it 4o
another interference.

(Follow with appropriate paragraph, e.g., {(a) or (b)

(a) Applicant has no right to make claims

because (state reascn briefly). (Use where applicant cannot
make claims for interference with another application or where
applicant clearly cannot make claims of 2 patent.)

f (b)Y Claims are directed to a species

which 1s not presently zllowable in 2his case.

2. Green:ns
(7G3) 557-2802

(IO I S Y]
1= Patent Application file Copy

!
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