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1001 Statutory Authority of Commis-

sioner [R-43]

46 U1.8.0. 3. Oflcers and employeecs., (a) "Fhero shall
be In the Patent and ‘Prademirk Offfiee 2 Commissioner
of Patents and Prademarks, o Deputy Comilugioner,
two Austatant Commigstoners and not more thun fifteen
exambvers-in.chief. 'Fhe Deputy Comumissloner, or in
the event of o vaenney In that office, the Auglstant Com-
mbsaloner veplor In date of appolntment, shoall 41 the
office of Clommlgsioner during n vaeaney In that office
until a Comminstoner is appolnted and takes offiee, The

Comumestoner of Patents and Trademarks, the Deputy
Commisstoner, and the Asslatant Commissionssy shall
ba appointed by the Presdent, by and with the widveice
and eongeént of the Bonate, The Becretary of Comnerce,
upoii the nomination of the Commisgloner in accord-
ance with law, shall appoint all other officers and
employees,

{b) The Hecretary of Clommerce may vest in himseelf
the funetions of the Patent and Trademark Ofkee and
its officers and employees speclfied in this tithe and
may from time to time nuthorize thelr performauce
by any other offlcer or employee,

(¢) The Secretnry of Commerce ig aunthorized (o
fix the per annumn tate of basiec compensation of aach
exagminer-in-chief in the Putent and Trademark Office
at not {n excess of the maximum scheduled rate pro-
vided for positions in grade 17 of the General Schedule
of the Claggification Act of 1948, as amended.

35 U.8.C. 6. Dittice of Commisgioner, The Comumis-
sioner, ander the divection of the Secretary of Com-
merce, shall superintond or perform all duties reguived
by law respecting the granting and issulng of patents
and the registration of trademarks; and he shajl have
charge of property belonging to the Pateut and Trade-
mark Office. Fe may, subject to the approval of the
Secretary of Commerce, catablish regulationg not in-
conglstent with law, for the conduet of proceedings in
the Patent and Trademnrk Office,

1001.01 Modes of Exercising Author
ity [R-43]

The Commissioner's nuthority to review and
supervise the work of the Office is exercised by
the promulgation of the Rules of Practice; is-
suphce of orders, notices and memorvanda stat-
ing Office policies and modes for effectuating
these polictes; decisions on petitions by apph-
cants, and by the designation of particular
enses which must be submitted to the Commis.
sioner or other officinls nuthorized by the Com-
misgioner. Tho present chapter deals with the
Intter two items.

Rule 181, puagraph (g), statea “The Com-
migsioner my delogate to appropriate Patent
and Trademark Office officinly tlho (ll(!i'(f«,r’n'ninnt ion
of petitions under this rnle, with the exception
of petitions under rule 183.”

Rev, 43, Jan, 1076
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: Rule l&l I*tztmm to tke Gmmaaim

act[on or requ!mmmnt ag my ex&mlnep i

¥ .0
by tlm Cnmml%ioner ami (‘3) to invoke’ the aumr-
visory authority of ‘the f’vammlmmner m appmpriam
clireumatances. .

" (h). Any such mtktmn st mntaln A atatemnt ot '

the facts ‘Involved and the polnt .ov pointg {o he ire-
viewed and. the action vequeated. . Briefs or :meme-
vanda, (£ any, tn support thereof ghould. aocompany or
be embodied In the petition: and where facty are ta
be proven, the proof in the form of affidavite or decla-
ratlons” (and exhibim it ang) must accommw the
petition, S

-{a) -When a. pemiem i# takeﬁ from an actmn or
requirement of an examiney in the ,ex_,mrm progecution
of an.application, it may bo requived that there have
heen a. proper request for reconsideration. (rule 131)
angd n repoated action by the examiner. The examiner
may be directed. by the Commissioner to. fumlah a
written statement, within a specified time, aetti,ug forth
the reagong for his declsion upon the matters averad
in: the petition, suppw!ng A/ £opy thereot to. the peti-
tloner ‘

(d).. No fee.is required for a petltlon fo tlm (?‘ommm
sloner except In the case of a petition Lo revive an
sbandoned application. (rule 137) or for the delayed
payment of an lssue fee (rule 317). :

(e} Oral hearings will not be granted except when
congidered necessary by the Commissioner,

(f) Hxcept as otherwise provided. in these rules.
any such petition not filed within two menths from the
action complained of, may be dismissed ns untimely,
The mere filing of a petition will not stay the period
for reply to an examiner's m‘tmn which may be ron-
ning againat an application, nor act as a stay of other
proceedings,

(g) The Commigsioner may delegate to appropriate
Patent and Trademark Office officials the determina-
tion of petitions under this rile, with the exception of
petitions under rule 188,

Rule 188, Questions not apecifically provided for.
Al cares not specifically provided for iIn these rules
will be decided In secordance with the marits of cach
case by or under the authority of the Commigsioner,
and guch deciston will be communicated (o the inter-
ented parties in writing,

Hule 183, HSuspension of vulea, In nn extraordingry
gltuntion, when Justice requires, any reguirement of
these rules which g not a requirement of the statutes
may be sugpended or walved by the Commisgloner in
person on petition of the Interested party, subject to
such other requirements as moy be Imposed,

Rov, 44, Jan, 1076

(&) pm. i,‘ wm except iu umrdanmuw&fh' i‘he prm plm whwb
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tion may be teken to the Oammtwlonar (1) rmm fany
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L will not stay the
po ar =ranlying waminer’s action
which mny be xsun' zgainfaf an &pphczxtxon,
nor act ag.n.stay.. t}fﬁ;otl v procee mm&;:(m!a
181(£)). For.example,if a pe
a final ‘rejection.ss. prematur

two months fromthe date of the final x*a}%temn.
the period for response to.the fina] rejection is
not extended even if the. petition is not reached
for decision within that-period, However, if the
petition is granted and.the applicant has. filed
an_otherwise . full response . to. the rejection
within the peried. fop reaponse, the case is not
abandoned,

Rule 181 (f% now, pmvadms thut fuy. atition
under that rule which js not filed “within two
months from the action complained of” may. be
dismissed as untimely, Oft en, the “action com-
plained of”, for example, & requirement for a
new. dla\\mg. 18, mclu ed in.the.same letter as
an.action on the merits of the claims, the latter
having & three months. period for response.
Under such cireumstances, if applicant requests
reconsldcmtmn, under ruie 111(b), of the re-
quirement for a new dmwmg, the examiner’s
action on this request, if adverse, establishes the
beginning of the two, month period for filing the
petition. The petition must be filed within this
period even though the period for response to
the rejection of the claims may extond beyond
the two. month pemod ;

1002.01 [R-21]

Petitions,: top;e(har with the respective app?p
crmon files, are sent to the Office of the Com-
missioner or other officinl having the delegated
authority to decide the pefition. The petition
may be referved to the examiner for a formal
statement under rule:181(¢) or for an informal
memorandum.

Where a formal statement under rule 181 (c¢)
is made, a copy thereof is mailed to the peti-
tioner by the examiner wnless the latter is
otherwise directed, and the file and petition,
accompanied by the original copy of his state-
ment, are returned to the official handling the
petition. Tf an informal memorandwm is re-
quested, no copy thereof is mailed to the peti-

Pmoedure
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“Contents” of the fils wrapper which.is then re-
turned to the primary examiner, who will act
in accordance with the decision, '

100202 Deloguion of Auwhority 10
~Deecide Petitions  [R-43]

TPetitions to the Commingioner are decided in
accordance with the following delegation of
authority, . . N

In any ¢ase in which the wuthovity to decide
the: petition -has been delegated as indicated in
§8 1002.02 (a)—(m), the decigion may be viewed
ng o finul agency decision for the purposes of
court: review where such review ig proper.

The authority to decide cortain types of peti-
tions for snspension of rules of practice under
rule 183 of the Rules of Practice in Patont Cases
and rule 2,148 of the Trademark Rules of Prac-
tico has been ‘dolegated to the Assistant Com-
missioner for Patents and the Assistant Com-
missioner for Trademarks., The petitions fall-
ing within each of these delegations nve set forth
in the listings in §§ 1002.02 (a) and (i). Certain
types of such petitions falling within the au-
thority delegated to the Assistant Commissioner
for Patents have been assigned by him fo the
Daputy Assistant Commissioner for Patents and
this assignment is reflected in the listings in
§ 1002.02(b). ’ '

In accordance with rule 181(g) the authority
to decide petitions to the Commissioner, not
otherwise delegated, has been deloguted to var-
ious Office officials. Generally, these officinls will
decide petitions as specified in the following see-
tions for the cffective operation of the Office.
Also listed are cortain petitions which are not,
strictly speaking, to the Commissioner but have
been committed by statute or rule to the desig-
nated officials. Not included herein are petitions
under 37 C.F.R., Part 100, for reconsideration
of Commissioner’s decisions on patent vights of
government employees, sinee anthority to act on
these petitions has been reserved to the Commis-
sionor and has not been delegated.

Authority not herein delegated has been re-
served to the Commissioner and muy be dele-
gated to approprinte officinls on an nd hoe basis,

1002.02(a) Petitions Decided by the
Assistant  Comumnissioner

for Patents [R-43]

f. Petitions related to public use proececdings,
Rule 292.

2. Petitions to muke a patent, application spe-
cinl on the ground of

%%,.:pz‘% bective manufact

(e} inability to interest. capital. § T08.02.
8. Petitions under rule 184 for suspension of

rules relating to patent examining not other-

wisecovered. . .
4. Potitions to expunge papers from patent
applieation files or patent .ﬁ{osg , o
Y8 Petitions to strike patent applications, ex-
copt. where the potition to strike an application
involves or ariges out of interforence proceed-
ings. Rule 46,
1002.02(b) Petitions Decided by the
ST Deputy Assistant Commis-
. pioner for Patents [R-

1. Petitions to vevive an abandened patent
application. Rule 187, § T11.03 (¢). ,

2, Petitions undor rule 183 Tor suspension of
riles relating to the examining of patent appli-
cations. ' ' .

3. Petitions to involke tha supervisory author-
ity of the Commigsioner in matters within the
responsibility of the Patent Examining Opera-
tion. = ; -

4. Petitions to withdraw patent applications
from issue. Rule 318, § 1308,

5. Petitions for accoptance of late priovity
papers in patent applications. Rule &3, §§ 201.1:4
(n) and (e).

6. Petitions for deferment of issuance of
patents.

7. Petitions for express abandonment of pat-
ent applications after Notice of Aliowance.

8. i’utitions to accept late payment of issue
fees. Rule 316, § 712.

9. Petitions to aceept late payment of addi-
tional issue fees. Rule 817, § 712,

10. Petitions relating to disclaimers in pat-
ents and patent applications under rule 321,

11, Petitions relating to agsignments and is-
suinee of patonts. § 1308,

12. Petitions to invoke the supervisory au-
thority of the Commisgioner in matters concorn-
ing the Oftice of Administration.

13, Petitions under rule 183 for suspension of
rides in patent mattors administered by the
Oflico of Administration.

1002.02(¢) Petitions and Requests
Decided by the Group Di-
rectors |[R-43]

1. Petitions to make patent applications spe-
cial : § T08.02
(n) on the ground of applieant’s nge or state
of health;

Trev. 43, Jan, 1970
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“lexdminatior

2. Petitions to reopen pr atent
appﬁm& ons after decision by xd of Ap-
peals, where no. court. awbwn has been. ﬁl@ﬁ
§1214.07.

3. Petitions from o final docwwn of 0
requiring restriction m putent &ppl'
Rule 144, §818.03(c). o

“#. Petitions involdng Lhes mtpmvn%xy author-
ity of the, éammm&@mnor involving any ex parte
action or requirement in o pptent application by
the examiner whwh is not ﬁllhj(’(&t to app@al s
for example:

- {a) ?mmatureslwss ot fi mﬂ u})@ctmn, § 706 o7

(bY refuaa,l to enter an amondment mle 127

‘, %714 193

,;(c) mé‘duéﬁ of abundonment §§ 711 03, (c)
an

(d) requir enmnt to cancel “new mutter” fmm
- specification, § 608,04(¢);. . . .

“(e) petitions yefatwe to formal suﬁimemv
and . propriety of affidavits under: rules
131,182, and 204;

(f) petxtlons to institute an mter fercnce
~ under rule 205,
(g) petitions relating to refusal to enter an
-amendment under rule 312.

5. Petitions under rule 212 for concurrent ex
parte and- inter partes prosecution - of patent
applications. § 1103.

6. Petitions for return of original oaths of
patent applications. § 604.04(a).

7. Requests for second or subsequent exten-
siong of a set shortened statutory period under
rulo 136(b). § 710.02(e).

8. Requests for interviews with the examiner
after a patent application has been sent to issue.
§ 718.10,

9. Requests for n
(denial). § 711.06.

10. Petitions concerning appenlod patent ap-
plications before transfer of jurisdiction to the
Board of Appeals (e, second or subsequent
extengion of time for ﬁlmg an appeal brief).
& 1200,

11. Petitions for a second ov subsequent sus-
pension of action in patent applications under
rule 103, § 709,

12, Petitions for license to file patent appli-
eations in foreign countries (limited to the
group director of Group 220).

defensive publication

Hev, 48, Fan, 19706
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1002 02 (c) :e;Rcaqmastﬁ Dcmded by

Exuminiug Gmup Appealr
: Clesrka [Rmdz]

‘éjtyﬁ(mezt’ fm Y mw«m,nnbh axtansmn ofj
, 1 brief 0r ;re.plv bmef in
ppenls. §1§ 6., ,

Pem;mm; Dmxdﬁd by, the
. Chairman of the Board of
Pawnt ar Interferenceﬂ

1()02 02 (f)

1 Petltmns in paumt mtm*fewncas :from an
action: by a primary examiner.or from an inter-
locutory action by the patent. mtsr:ferenc@ ex-
aminer, . .

2, Peutwns to accept lato f-zetf,]emmt pa,
in pat&nt interferences under 35 1.8.C, 1-30((})

. Petitions for acceptance of priority papers
in patmt 'Lpphcamoncs dinvolved in an interfer-
ence.

1002.02 (g) Petiuons Douded by the
_Patent Interference Ex-
ammers [R-32]

Petmonq fm nccess to patent apphmtwns
mlatod to an interference or havmg an inter-
ftarexmo background. §108. -

2, Petitions for access to unopmmd prelimi-
mu'y statements under rule 227(d).

1002.02(h) = Petitions Decided by the
Special Assistant t¢ the
Asgistant Commissioner
for Patents [R-43]
1. Detitions for filing date, § 506,
2. Petitions relating to Mm,{r and issuance

of divisional reissne n[:pllc'nhmm Rule 177,
§ 1401,10(n).

1002.02(i) Petitions Decided by the

Assistant  Commissioner

for Trademarks [R-43]

Petitions velating to Tradomarks ave covered

in Chaptor 1700 of the Trademark Munual of
Examining Procedure.

o

af




1. Petitions or requests for extension of time
to . file:-an amendment under “rula. 106(b).
§1214.01, s e

2. Petitions under rule 197 (b) for o
ing; or reconsideration or modification.of a.deoi-
sion of the Board of Appenls. § 1214.08...... .

3. Petitions to make special P&mﬂtiﬁpl’«’licﬁk
tions within the jurisdiction of the Board .of

Appeals. § 708.02. . .

4, Potitions or requests for extensions of time
to file a supplemental mp.l,y ‘brief responding to

a au}u slemental examiner’s answer, under rule
193(25* § 1208,01. : o

1002.02(k)  Petitions Decided by the
Solicitor [R-32} -

1. 'Pé"titfi(iné“f_of:itcdess to patent apiz“):li(ﬁizif;i(‘)ns
except applications involved in or related to an
interference. §§ 103 and 104. =~ '

2. Petitions for access to agreements filed
under 85 U.S.C.185(¢). ~~
8. Petitions from refusal to issue certificntes
of correction. §§ 1402 to 1402.02, '

4. Petitions for extension of time in court
matters. 35 U.S,C. 142, 145, 146. . e

5. Petitions for withdrawal of attorney. Rule
36, § 402.06.

6. Petitions for acceptance of patent applica-
tions under rule 47. ?(EOQ.O& , '

7. Petitions involving deceased inventors.
§§ 409,01 (a) and (b). =

8. Petitions under rule 324 to correct errors
in joining inventors in a patent. § 1402.01,

9. Petitions relating to ex parte questions in
cases before the Court of Customs and Patent
Appeals. :
1002.02(1) Requests Decided by the
Deeisions and Certificates
of Correction Unit [R-
32]

Requests for certificates of correction undor
rule 322 or 323 except for denials on grounds
requiring consideration by the Solicitor. §§ 1402
and 1402.01.

1002.02(m) Petitions Decided by the
Chairman, Committee on
Enrollment [R-32]

I. Petitions relating to rvegistration under
rule 341,

162.1

E under rule 841(

8. Petitions for exceptions to undertakings

4+ Petitions -for recognition  in trademark
cases” under rule: 2.12(c) ‘of: the  Trademark

Rules of Practice: o
1008 - Matter “Subinitted ‘to~ Group Di-

o reetors; {ReA8)

“The following s a list of matters which re-
quive the approval of the appropriate group
Aiméto’r, together with a veference to the see-
tion of this manual where sich matters ave more
fully treated. -0 e o ‘

1. Applications filed without drawings where
there is o doubt as to the need for drawings
before granting o filing date.'§ 60809, -

- 8. Return-of ‘papers entéred on the “Con-
tents” of the filewrapper. See §§ 201.14(¢) and
T17.01, R AT LR e T :
3. Return of papers containing discourteous
remarks. See § 714256 SRR :
4. Certain rejections on -double patenting of
divigional::(or parent):case when restriction or
election of species has previously been required.
§80404, i T
( t)i.;Requestf'for patentability report. § 705.01
6. Letters to an applicant suggesting claims
for purposes of interference, or the submission
of Form PO-850, where one or more claims of
one application would differ from ‘corresFond-
ing claims of another applicetion. See rule 208
(n) and § 1101.01(j).

7. Lotters to an applicant of an allowed ap-
plication informing him of a proposal to
request’ withdrawal of said application from
issue for the purpose of rejecting a claim or
claims as fully met by, or obviously unpntent-
able over o new reference. § 1308.01.

8. Second or subscquent attempts at conver-
sion of an application (addition or removal of
an inventor under rule 45), or simultancous
addition and removal of inventors. See § 201.08.

9. Entry of o patent claim copied outside the
time limit set, requires the approval of tho ap-
proprinte group director. See § 1101.02(f).

10, Actions which hold unpatentable claims
copied from a patent for interference purposes
whore the grounds relied upen are equally ap-
plicable to the patentee. § 110L.02(f).

11. Interforences between applications nei-
thor of which is in condition 11’01- allowance,
§ 1101.01 (¢).

12. Letters requesting jurisdiction of appli-
cations involved in interforence. §1101.01 80).

13. Letters to an applicant suggesting claims
for purposes of interference, the adoption of

Rev, 48, Jan, 1976




o whwh by thﬁa mg}}m&m vmuld mault.a th s
a dmwal of an apphcamn from issue. §11()1.01 |

F”'l

().

14. Amendment‘.s )m&ented after demeswn by
the Board. of Appeals as to which the. primary
examiner v cmmmandﬂ entry - as placing the
application in condition for allowance, See
§ 1214.07.

18, New ground, of  rejection or, ab]cwtmn or
new reforence cited. in . examiner’s answer on

appeal. Prior approval of the group director
must be obtained. before. the answer ig written
and the filo copy of the answer must bo stamped
“approyed” by the group director if it mwba
with his a,ppwval S}ée §.1208,01, ,

16. Examiner's answers conttum i) n,ew. in-
terpretation of Jaw, See § 1208, e

17, Lettors to an applicant mdmutum w defect
in his appeal brief. § 1206, < :

18. Proposed interferences bﬁtwemn apphcw
tions whose effective Illmg dates differ by more
than six months, See § 1101.01,

‘The. group director should also be conaultad
in situations such as the one gpelled out in
§ 1208.01, where it must be decided whether to
fully reopen the ex parte prosecution after
appeal or to proceed. by mtmducmg % New
%ouml of rejection in the examiner's answer,

such consultation would ordinarily be confined
to questions of policy as to whether the best in-
terests of the applicant as well as the Office
would be served by reopening the prosecution
or extending the term to reply to the answer.

All unusual questions of practice may be re-
ferred to the group directors.

1004 Actions Which Require the Atten-
tion of the Primary Examiner

[R-32]

There are some questlom which existing prac-
tice requires the primary examiner to be por-
sonally responsible for. The following actions
fall in this category :

Third action on any case (§ 707.02(a)).

Action on a case pending 5 or more years
(8 7()7.()2(0,’) ).

Final rejection (§ 706.07).

l’mtmtmg nn interference (§ 1101.01(¢)

Firat request for extension of time (§7
(e)).

Digposition of an amendment in a cnsoe in
interference looking to the formation of an-
other interference involving that application
(8 1111.05).

Decigsions on interference motions under
rule 231; also, actions taken under rule 237
(48 1105.02 t0 1105.05).

Rev. 43, Jap. 1976
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10.02

] pie od pntant claim.
(If applicable to & patentee, see § 1101.02(f).)

- Classifieation of allowed cases (§ 908.07).

- Holding « of - abandonment; - for msuﬁime.mt
response 57]] 03(n)).

Suspension of examiner’s setion. (§ 709)

'I‘mtmant of newly filed u?phcmwn whwh
obkusly fai]s to comply wit 35 U’ S (1 112

(8702.01).

Gonmderatmn of tho ndvmublhty oi [ pat-

mxtablhty report (§ 706,01).
‘Final requirements for yestriction (7 §'808.01).
08, 07(d)

- Withdrawal of final rejection (88
rmd 708.07(e)).

All examiner’s answers on appeal (§ 1208)
Note also §1208.01 whoere o new ground
of t'e]echon or objection’is v ﬂm(-d ora new rofer-
ence i8 cited, in the answer. -

Decision on 10151‘3\10 onth or doulummon
(§ 121, 08) '
© D:ocigion on nfﬁleItS or dcclamtmna under
rule 181 (§ 715.08) and under rule 182 (§716).

Fora hst of actions that are to be submitted
to the group dII‘GCtOl“i, 800, §§ 1002. 02((:) and
1003, ,

-~

1005 Partial
[R-39]

Examiners who arve delegated partial signa-
tory authority ave expected to sign their own
actions with the exception of the following
actions which require the signature of the pri-
mary examiner:

Allowances

Quayle actions

Final rejections (§ 706.07).

Actions on amendments submitted after final

, m]e(,tion (§714.12).

Tixaminers’ answers on appenl (§ 1208).

Interference declarations or modifications
(§§ 1102.01(n) and 1106).

Decigions on interference motions (§ 1106.06).
Actions snggesting claims for interference
purposes (§ 1101.01(j)).
Actions involving copied

(8 1101.02(£) ).
Actions reopening prosecution (§ 1214.07).
Requests for withdrawal from issue (§ 1808).
Rulo 812 amendments (§ 714.16).
Rejection of previously allowed
§ 706.04).
Final holding of abandonment for insufficient
response (§ 711.08(a)).

Signatory Authm-ity

patent  claims

claim

162.2




Actions based on affidavit or declaration
evidence (rules 181 and 182) (§§ 715.08
and T16).

Suspension of examiner’s action (§ 709).

Reissue cases (decisions on reissue oath or
declaration) (§ 1401.08)).

162.3

MATTERS DECIDED BY VARIOUS PATENT OFFICE OFFICIALS

, 1005

R@z}t*;ve@t@ for an extension of time (§ 710.02
e)). _

Examiner’s amendments (§ 1302.04).

Final restriction requirements (§ 803.01).
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