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1801 Basic PCT Principles [R-5]
MAJOR CONCEPTS

The Patent Cooperation Treaty (PCT) is an international
agreement to which the United States of America is a party,
which provides for the filing of patent applications on the same
invention in a number of countries. The PCT enables the U.S.
applicant to file one application, “an international application”,
in a standardized format in English in the >U.S.< Receiving
Office (the U.S. Patent and Trademark Office), and have that
application acknowledged as aregular national filing in as many
member countries to the PCT as the applicant “designates” that
is, names, as countries in which patent protection is desired. In
the same manner, >the< PCT enables foreign applicants to file
a PCT application designating the United States of America in
their home language in their home patent office and have the
application acknowledged as aregular U.S. national filing. The
PCT also provides that the application will be subjected to a
search for published disclosures which are capable of assisting
in the determination of whether the invention disclosed in the
application is new and unobvious. Upon payment of national
fees and the furnishing of a translation, usually some twenty
months after the filing of *>any priority< application for the
invention >or the international filing date if no priority is
claimedx, the application will be subjected to national proce-
dures in each of the designated countries. >If a Demand for an
International Preliminary Examination is filed within 19
months of the priority date, the period for entering the national
stage is extended to thirty months from the priority date.<

The PCT offers an alternative route to filing patent applica-
tions directly in those countries which are members of the PCT.
It does not preclude taking advantage of the priority rights and
other advantages provided under the Paris Convention (PCT
Atrticle 1). The PCT provides an additional and optional foreign
filing route to United States and foreign applicants.

PCT Anicle 1
Establishment of a Union

(1) The States party to this Treaty (hereinafter called “the Contracting
States") constitute a Union for cooperation in the filing, searching, and exami-
nation, of applications forthe protection of inventions, and for rendering special
technical services. The Union shall be known as the Intemational Patent
Cooperatign Union.

(2) No provision of this Treaty shall be interpreted as diminishing the
rights underthe Paris Convention for the Protection of Industrial Property of any
national or resident of any country party to that Convention.

The PCT has also substantially harmonized the formal re-
quirements of applications for the member countries and the
European Patent Convention (EPC).

The PCT also provides new filing and searching procedures
whereby much of the processing and transmittal of papers is
done for the applicant by the various national patent offices
which act as international authorities and the International
Bureau (IB) of the World Intellectual Property Organization
(WIPQ) in Geneva, Switzerland, which administers the Treaty.

The filing and search procedures are set forth in Chapter I
of the PCT. Additional procedures for a preliminary examina-
tion of PCT international applications are set forth in PCT
Chapter I1.¥*

Rev. 5, July 1987
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Basic Flow >»of PCT Chapter I<

To understand the PCT, it is important to know the basic
flow of an international application under the PCT. This flow is
illustrated on the next page.

In most instances a U.S. national application (NA) is filed
first. An international application for the same subject matter
will then be filed subsequently within the priority year provided
by the Paris Convention and claim the priority benefit of the
U.S. national application filing date.

RECEIVING OFFICE (RO)

The international application (IA) must be filed in a
Receiving Office (RO), (PCT Article 10). The United States
Patent and Trademark Office will act as a Receiving Office for
United States residents and nationals (35 U.S.C. 361(a)). The
Receiving Office functions as the filing and formalities review
organization for international applications. International appli-
cations must contain upon filing the designation of those coun-
tries in which patent protection is desired and must meet certain
standards for completeness and formality (PCT Articles 11(1)
and 14(1)).

Where a priority claim is made, the date of the earlier filed
national application is used as the date for determining the
timing of international processing, including the various trans-
mittals, the payment of certain international and national fees,
and publication of the application. Where no priority claim is
made, the international filing date will be considered to be the
“priority date” for timing purposes (PCT Article 2(xi)).

The international application is subject to the payment of
certain fees upon filing >or within one month thereafter< and at
the expiration of 12 months from the priority date >or within one
month thereafter< (PCT Article 11(3) and 35 U.S.C. 361). The
Receiving Office will grant an international filing date to the
application, collect fees, handle informalities by direct commu-
nication with the applicant, and monitor all corrections (35
U.S.C. 361(d)). By 13 months from the priority date, the
Receiving Office should prepare and transmit a copy of the
international application, called the Search Copy (SC), to the
International Searching Authority (ISA); and > forward the
original <* copy, called the Record Copy (RC), to the Interna-
tional Bureau (PCT Rules 22.1 and 23). A >second<* copy of
the international application, the Home Copy (HC), remains in
the Receiving Office (PCT Article 12(1)). Once the Receiving
Office has transmitted copies of the application, the Interna-
tional Searching Authority becomes the focus of international
processing,

INTERNATIONAL SEARCHING AUTHORITY (ISA)

The basic function of the International Searching Authority
(ISA) is to conduct a prior art search of inventions claimed in
international applications; it does this by searching in at least the
minimum documentation defined by the Treaty (PCT Articles
15and 16 and PCT Rule 34). At the option of the U.S. applicant,
either the U.S. Patent and Trademark Office or the European
Patent Office acts as an International Searching Authority for
U.S. residents and nationals. The International Searching Au-
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thority isalsoresponsible for checking the content of the title and
-abstract (PCT Rules 37.2 and 38.2). An International Search
Report (SR) will normally be issued by the International Search-
ing Authority within three months from the receipt of the Search
Copy (usually about 16 months after the priority date)(PCT Rule
42). Copies of the International Search Report and prior art cited
will be sent to the applicant and the International Bureau (PCT
Rules 43 and 44.1). The Search Report will contain a listing of
those documents found to be relevantand will identify the claims
in the application to which they are pertinent; however, no
judgments or statements as to patentability will be made (PCT
Rule43.9). The applicant will also receive without chargea copy
of the cited prior art from the U. S. Patent and Trademark Office
as an International Searching Authority. Once the International
Search Reporthas been completed and transmitted, international
processing continues before the International Bureau.

INTERNATIONAL BUREAU (IB)

The basic functions of the International Burean (IB) are to
maintain the master file of all international applications and to
act as the publisher and central coordinating body under the
Treaty. The World Intellectual Property Organization
>(WIPO)< in Geneva, Switzerland performs the duties of the
International Bureau.

If the applicant has not filed a certified copy of the priority
document in the Receiving Office with the international applica-
tion, or requested upon filing that the Receiving Office prepare
and ransmit to the International Bureau a copy of the prior U. S.
national application, the priority of which is claimed, the appli-
cant must submit such a document directly to the International
Bureau or the Receiving Office not later than 16 months after the

priority date (PCT Rule 17).

The applicant has normally two months from the date of
transmittal of the International Search Report to amend the
claims by filing an amendment directly with the International
Bureau (PCT Article 19 and PCT Rule 46). The International
Bureau will then normally publish (P) the international appli-
cation along with the Search Report and any amendment
(Amdt) at the expiration of 18 months from the priority date
(PCT Article 21). The international publication is in pamphlet
form with a front page containing bibliographical data, the
abstract, and a figure of the drawing (PCT Rule 48). The
pamphlet also contains the search report and any amendments
to the claims submitted by the applicant. If the application is
published in a language other than English, the search report
and abstract are also published in English. The International
Bureau also publishes a > PCT< Gazette in the French and
English languages which contains information similar to that
on the front pages of international applications, as well as
various indexes, and announcements (PCT Rule 86). The
International Bureau also transmits copies of the international
application to all the Designated Offices (PCT Article 20 and
PCT Rule 47).

DESIGNATED OFFICE (DO)

>If no Demand for International Preliminary Examination
has been filed within 19 months of the priority date ,<** the
applicant must send to each Designated Office any required
translations and the appropriate national or regional filing fees
>within twenty months from the priority date of the interna-
tional application,< unless the individual Designated Office
grants additional time (PCT Article 22). The applicant also has
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the right to amend the application within one month from the
fulfillment of the requirements under Article 22. After this
month has expired (PCT Article 28 and PCT Rule 52), each
Designated Office will make its own determination as to the
patentability of the application based upon its own specific
national or regional laws (PCT Article 27(5)).

>Basic Flow of PCT Chapter II

PCT Anicle 33
The International Preliminary Examination

(1) The objective of the intemational preliminary examination is to
formulate a preliminary and non-binding opinion on the questions whetherthe
claimed invention appears to be novel, to involve inventive step (to be non-

obvious), and to be industrially applicable.
Bk

The basic flow of PCT Chapter I1 is illustrated in the above
diagram. If the applicant desires to obtain the benefit of delay-
ing the entry into the national stage until the 30th month, a
demand for international preliminary examination must be
filed with an appropriate International Preliminary Examining
Authority within 19 months of the priority date. Those States in
which the Chapter II procedure is desired must be “elected” in
the demand.

A copy of the demand is forwarded to the International
Bureau by the International Preliminary Examining Authority.
The Infernational Bureau then notifies the various elected
Offices that the applicant has entered Chapter II and that the
application should not be considered withdrawn for failure to
enter the national stage within 20 months of the priority date.

The examiner of the International Preliminary Examining
Authority may comment on lack of unity of invention, note
errors, and issue a written “opinion” as to whether each claim is
“novel”, involves an “inventive step”, and is “industrially
applicable”. If a written “opinion” is issued by the examiner, the
applicant may respond to the opinion by arguments and amend-
ments within the time period set for response. The examiner will
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then issue the “International Preliminary Examination Report”
which presents the examiner’s final position as to whether each
claim is “novel”, involves an “inventive step”, and is “industri-
ally applicable” by the 27th month after the priority date. A copy
of the “International Preliminary Examination Report” is sent to
the applicant and to the International Bureau. The International
Bureau then communicates a copy of the “International Prelimi-
nary Examination Report” to each “Elected Office”.

The applicant must complete the requirements for entering
the national stage by the expiration of the 30th month from the
priority date in order to avoid any question of withdrawal of the
application as to that elected Office.

In accordance with the agreement between the United
States Patent and Trademark Office (USPTO) and the Interna-
tional Bureau (PCT Article 34), the USPTO will act as an Inter-
national Preliminary Examining Authority (IPEA) for interna-
tional applitations filed by residents and nationals of the United
States and for those applications of other western hemisphere
countries which have been searched by the USPTO as an
International Searching Authority.

Upon filing of a proper demand and the payment of the
necessary fees, the international application shall be the subject
of an international preliminary examination.

An international preliminary examination will be carried
out only on those inventions for which an International Search
Report has been established since the International Preliminary
Examining Authority must take into consideration the docu-
ments cited in the International Search Report. (PCT Article
33(6)).

The International Searching Authority has the responsibil-
ity of initially determining whether or not unity of invention
exists in an international application. However, since searching
authorities may differ on the question of unity of invention and
since an applicant has the right to amend the application subse-
quent to the receipt of the International Search Report, the
international application isagain reviewed by the examiner with
respect to the question of unity of invention at the onset of the
international preliminary examination.

1800-4
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The primary purpose of international preliminary examina-
tion is to render a nonbinding opinion on the question of whether
the subject matter of the international application meets the
criteria set out in PCT Article 33(1), i.e., whether the claimed
invention appears to be novel, to involve inventive step (to be
non-obvious) and to be industrially applicable. Form PCT/
IPEA/408 is provided for use by the examiner to notify applicant
of any negative aspects of the application in the form of a written
opinion.

After an opportumty to repond final results of the interna-
tional preliminary examination are set forth in an International
Preliminary Examination Report on Form PCT/IPEA/409. This
report takes into consideration any amendments that may have
been filed by the applicant in response to the written opinion.<

1802 PCT Definitions [R-5]

PCT Article 2
Definltions
For the purposes of this Treaty and the Regulations and unless expressly
stated otherwise:

(i) “application” means an application for the protection of an invention;
references to an “application” shall be construed as references to applications for
patents for inventions, inventors’ certificates, utility certificates, utility models,
patents or certificates of addition, inventors® centificates of addition, and utility
certificates of addition;

(i) references to a “patent” shall be construed as references to patents for
inventions, inventors® certificates, utility certificates, utility models, patents or
certificates of addition, inventors® centificates of addition, and utility certificates
of addition;

(iii) “national patent” means a patent granted by a national authority;

(iv) “regional patent™ means & patent granted by a national or an intergov-
emsnental authority having the power to grant patents effective in more than one
State;

(v) “regional application” means an application for a regional patent;

(vi) references to a “national application™ shall be construed as references
1o applications for national patents and regional patents, other than spplications
filed under this Treaty;

(vii) * ‘intemational application” means an application filed under this
Treaty;

(viii) references to an “application” shall be construed as references to
international applications and national applications;

(ix) references to a “patent” shall be construed as references to national
patents and regional patents;

(x) references to “national law” shall be construed as references to the
national law of 2 Contracting State or, where a regional application or a regional
patent is involved, to the treaty providing for the filing of regional applications
or the granting of regional patents;

(xi) “priority date,” for the purpose of computing time limits, means:
(a) where the international application contains a priority claim under
Aricle 8, the filing date of the application whose priority is so claimed;

(b) where the international application contains several priority claims
under Aricle 8, the filing date of the earliest application whose priority is so
claimed;

(c) where the intemnationsl application does not contsin any priority
claim under Article 8, the international filing date of such application;

(xii) “nationel Office” means the government suthority of & Contracting
State entrusted with the granting of patents; references 1o a “national Office”
shell be construed ag referring also to any intergovernmental suthority which
severs] States have entrusted with the task of granting regional patents, provided
that at least one of those States is & Contracting State, and provided thet the said
States have authorized that suthority to assume the obligations and exercise the
powers which this Treaty and the Regulations provide for in respect of national
QOffices;

designated by the applicant under Chapter I of this Treaty;
(xiv) “elected Cffice” means the national Office of or acting for the State
elected by the applicant under Chapter II of this Treaty;

. é (xiii) "designated Office™ means the national Office of or acting for the
State

1800-5

(zv) “receiving Office” means the national Office or the imergovem-
mental organization with which the intemational application has been filed;

(xvi) “Union” means the International Patent Cocperation Union;

(xvii) “Assembly” means the Assembly of the Union;

(xviii) “Organization” means the World Intellectual Property Organiza-
tion;

(xix) “International Bureau” means the International Buresu cf the Or-
ganization and , as long as it subsists, the United International Buresux for the
Protection of Intellectual Property (BIRPI);

(xx) “Director General” means the Director General of the Organization
and, as long as BIRPI subsists, the Director of BIRPL

PCT Rule 2
Interpretation of Certain Words
2.1 "Applicant”

Whenever the word “applicant” is used, it shall be construed as meaning
alsothe agent or other representative of the applicant, except where the contrary
clearly follows from the wording or the nature of the provision; or the context
in which the word is used, such as, in particular, where the provision refers to
the residence or nationality of the applicant.

2.2 “Agent”

Whenever the word “agent” is used, it shall be construed &s meaning any
person who has the right to practice before intemational authorities as defined
in Article 49 and, unless the contrary clearly follows from the wording or the
nature of the provision, or the context in which the word is used, also the
common representative referred to in Rule 4.8,

2.3 “Signature”

Whenever the word “signature” is used, it shall be understood that, if the
national law applied by the receiving Office or the competent Intemational
Searching or Preliminary Examining Authority requires the use of & seal instead
of a signature, the word, for the purposes of that Office or Authority, shall mean
seal

35 U.S.C. 351 Definitions.

When used in this part unless the context otherwise indicates—

(2) The term “treaty” means the Patent Cooperation Treaty done at
Washington, on June 19, 1970 **,

(b) The term “Regulations”, when capitalized, mesns the Regulations
underthe treaty **, done at Washington on the same date as the treaty. The term
“regulations”, when not capitalized, means the regulations established by the
Commissioner under this title.

(c) The term “intemnational spplication” means an application filed under
the treaty.

(d) The term “intemational application originating in the United States™
means an internationel application filed in the Patent and Trademark Office
when it is acting as a Receiving Office under the treaty, irrespective of whether
or not the United States has been designated in that internations] spplication.

(e) The term “international application designating the United States"
means an international application specifying the United States as & country in
which a patent is sought, regardless where such intemational application is
filed.

(f) The term “Receiving Office™ means a national patent office or inter-
govemnmental organization which receives and processes international applica-
tions as prescribed by the treaty and the Regulations.

(g) The terms “Intemational Searching Authority” >and"International
Preliminary Examining Authority"mean<* a national patent office or intergov-
emmental organization as appointed under the treaty which processes interna-
tional applications as prescribed by the treaty end the Regulations.

(h) The term “International Buresu™ means the international intergovern-
mentsal organization which is recognized as the coordimting body under the
treaty and the Regulations.

(i) Terms and expressions not defined in thu part are to be taken in the
sense indicated by the treaty and the Regulations.

37 CFR 1.401 Definitions of terms under the Patent Ceoperation
Treaty.

(a) The abbreviation “PCT” and the term “Treaty” mean the Patent
Cooperation Treaty.

(b) "International Bureau" means the World Intellectual Property Or-
ganization located in Geneva, Switzerland.

(c) “Administrative Instructions” means that body of instructions for
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operating under the Patent Cooperation Treaty referred to in PCT Rule 89.

(d) “Request”, when capitalized, means that element of the intemnational
gpplication described in PCT Rules 3 and 4,

(e) “Intemnational application”, as used in this subchapter is defined in §
1.9(b).

(f) “Priority date” for the purpose of computing time limits under the
Patent Cooperation Treaty is defined in PCT Art. 2(xi). Note also § 1.465.

(g) >“Demand,” when capitalized, means that document filed with the
Internationsl Preliminary Examining Authority which requests an international
preliminary examination.

(h) “Annexes"” means amendments made to the claims, description or the
drawings before the Intemational Preliminary Examining Authority.

(i) Other terms and expressions in this Subpart C not defined in this
section are to be taken in the sense indicated in PCT Art. 2 and 35 U.S.C. 351.

1803 Reservations Under the PCT Taken by the
United States of America [R-§]

PCT Article 64
Reservations

(1)(2) Any State may declare that it shall not be bound by the provisions
of Chapter II.

(b) States making a declaration under subparagraph (a) shall not be bound
by the provisions of Chapter II and the corresponding provisions of the
Regulations.

(2)(2) Any Statenot having made a declaration under paragraph(1)(a) may
declare that:

(i) it shall not be bound by the provisions of Article 39(1) with respect to
the furnishing of a copy of the intemational application and 2 translation thereof
(as prescribed),

(ii) the obligation to delay national processing, as provided for under
Article 40, shall not prevent publication, by or through its rational Office, of the
intemational application or a translation thereof, it being understood, however,
that it is not exempted from the limitations provided for in Anicles 30 and 38.

(b) States making such a declaration shall be bound accordingly.

(3)(2) Any State may declare that, as far as it is concemned, international
publication of intemational applications is not required.

(b) Where, at the expiration of 18 months from the priority date, the
international application contains the designation only of such States as have
made declarations under subparagraph (a), the intemational spplication shall
not be published by virtue of Article 21(2).

(c) Where the provisions of subparagraph (b) apply, the international
application shall nevertheless be published by the Intemational Bureau:

(i) at the request of the applicant, as provided in the Regulations,

(ii) when & national application or a patent based on the intemnational
application is published by or on behalf of the national Office of any designated
State having made a declaration under subparagraph (a), promptly after such
publication but not before the expiration of 18 months from the priority date.

(4)(a) Any State whose national law provides for prior art effect of its
patents as from a date before publication, but does not equate for prior ant
purposes the priority date claimed under the Paris Convention for the Protection
of Industrial Property to the actual filing date in that State, may declare that the
filing outside that State of an international spplication designating that State is
not equated to an actual filing in that State for prior arnt purposes.

(b) Any State making a declaration under subparagraph (a) shall to that
extent not be bound by the provisions of Asticle 11(3).

(c) Any Siate making a declaration under subparagraph (a) shall, at the
same time, state in writing the date from which, and the conditions under which,
the prior ast effect of zny international applicstion designating that State
becomes effective in that State. This statement may be modified at anytime by
notification addregsed to the Director General.

(3) Each State may declare that it does not consider itself bound by Asticle
59. With regard to any dispute between any Contracting State having made such
adeclaration and any other Contracting State, the provisions of Article 59 shall
not apply.

(6)(a) Any declaration made under this Article shall be made in writing.
It may be made at the time of signing this Treaty, &t the time of depositing the
instrument of ratification or sccession, or, except in the case referred to in
paragraph (5), &1 any latertime by notification addressed to the Director General.
In the case of the said notification, the declaration shall take effect six months
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after the day on which the Director General has received the notification, and
shall not affect intemational applications filed priorto the expiration of the seid
six-month period.

(b) Any declaration made under this Article may be withdrawn at any time
by notification addressed to the Director General. Such withdrawal shall take
effect three months after the day on which the Director General has received the
notification and, in the case of the withdrawal of & declaration made undeg
paragraph (3), shall not affect intemational applications filed prior to the
expiration of the said three-month period.

(7) No reservations to this Treaty other than the reservations under
paragraphs (1) to (5) are permitted.

The United States of America >had originally<* declared
that it >was<* not bound by Chapter II (Article 64 (1)), >buthas
now withdrawn that reservation effective July 1, 1987<.

It has also declared that, as far as the United States of
America is concerned, international publication is not required
(Article 64 (3)).

The ** United States of America >also< made >areserva-
tion<** under Article 64(4) which relates to the prior art
effective date of a U.S. patent issuing from an international
application. See 35 U.S.C. 102(e).

>1804 USPTO - WIPO Agreement [R-5§]

Agreement between the UNITED STATES PATENT AND TRADE-
MARK OFFICE and THE INTERNATIONAL BUREAU OF THE WORLD
INTELLECTUAL PROPERTY ORGANIZATION conceming the functions
of the United States Patent and Trademark Office in the capacity of an
Intemational Searching and Preliminary Examining Authority appointed under
the Patent Cooperation Treaty.

Preamble
The United States Patent and Trademark Office and the Intemnationsl
Bureau of the World Intellectual Property Organization agree to conclude the
following Agreement under Aicles 16(3)}(b) and 32(3) of the Patent Coopera-
tion Treaty:

Article 1

Terminology Used in the Agreement

(1) For the purpose of this Agreement:

(2) “Treaty" means the Patent Cooperation Treaty;

(b) “Regulations” mean the Regulations under the Treaty;

(c) “Admiristrative Instructions’” means the Administrative Instructions
under the Treaty;

(d) “Article” (except where a specific reference is made to an Anticle of
this Agreement) means an Article of the Treaty;

(e) “Rule” means a Rule of the Regulations;

(D) “Authority” refers to the United States Patent and Trademark Office
acting in the capacity of an International Searching and Preliminary Examining
Authority pursuant to this Agreement and appointed under the Treaty;

(g) “Intemnational Burean" means the Intemational Bureau as defined in
Article 2(xix); and

(h) “Gazette” means the publication referred to in Article 55(4).

Anticle 2
Basic Obligations

(1) The Authority will, except in respect to subject matter which pursueng
to Article 6 of this Agreement the Authority is not required to search or to
examine, catry out intemational searches and international preliminary exami-
nations and perform such other functions as are specifically provided for by the
Treaty, the Regulations, this Agreement, and the Administrative Instroctions. In
carrying out an intemational search and an intemnational preliminary examina-
tion, the Authority shall be guided by the Guidelines for Iniernational Search
and for Intemational Preliminary Examination to be Carried Out under the
Patent Cooperation Treaty. The Authority undertzkes 10 apply and observe all
the common rules of international search and of intemational preliminary ex-
amination.
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(2) The Authority and the International Bureau shall, having regard to their
regpective functions under the Treaty, the Regulations, this Agreement, and the
Administrative Instructions, each render, to the extent considered tobe appropri-
ate by both the Authority and the International Bureav, assistance to the other in
relation to the performance, by the other, of its functions thereunder.

Article 3
Competence of the Authority

(1) Subject to Article 6 of this Agreement, the Authority underniakes to act
as an International Searching Authority for all intemational applications (i) filed
with the receiving Office of , or acting for, the States specified in Annex A of this
Agreement, and (ii) filed in or translated into the languages specified in Annex
A of this Agreement.

(2) Subject to Article 6 of this Agreement, the Authority undertakes to act
as an Intemational Preliminary Examining Authority for all international appli-
cations (i) filed with the receiving Office of , or acting for, the States gpecified in
Annex A of this Agreement, and (ii) filed in or translated into the languages
specified in Annex A of this Agreement.

Article 4
Minimum Personnel Requirements

(1) The Authority shall, for the purposes of carrying out international
search and international preliminary examination, make available the staff at its
disposal, to the extent required by the workload, having sufficient technical
qualifications to carry out such search and examination in all technical fields
except those referred to in Article 6 of this Agreement. The staff of the Authority
shall be maintained at a level exceeding the minimum requirement as set out in
Rules 36.1(i) and 63.1(i).

(2) The Authority shall maintain, or otherwise secure assistance by, a staff
which has the language facilities tounderstand at least those languages in which
the minimum documentation referred to in Rule 34 is written or is translated.

Article S
Documentation Facilities
The Authority shall maintain and use all documentation facilities ordinar-
ily at the disposal of the staff referred to in Article 4(1) of this Agreement for
search and examination purposes, and shall maintsin and use for the said
parposes at least the minimum documentation facilities prescribed by Rules
36.1(ii) and 63.1(i).

Article 6
Subject Matter not required to be Searched
In accordance with Articles 17(2)(i) and 34(4)(a)(i), the Authority will not
be obligated to search orexamine any of the subject matter specified in Rule 39.1
or Rule 67.1 except for subject matter specified in Annex B of this Agreement.

Article 7
Fees
(1) A schedule of ail fees charged by the Authority in relation to its
functions as an Intemational Searching and Preliminary Examining Authority is
setrout in Annex C of this Agreement.
~ (2) The Authority shali, to the extent and under the conditions set out in
Annex C of this Agreement, refund the paid search fees in whole or in pari.

Article 8
Review of Protest
The Commissioner of Patents and Trademarks or his designee shail
examine protests in respect of additional fees where such additional fees are paid
under protest pursuant to Rule 40.2(c) or Rule 68.3(c).

Article 9
[Deleted]

Article 10
Classification
The Authority, in addition to applying the International Patent Classifica-
tion to a particular subject matter, may also apply the United States Patent
Classification.

Article 11
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Language of Cotrespondence Used by the Authority
For purposes of correspondence, including forms, the Authority ghall
use the English language.

Article 12
Patent Information Services and Technical Assistance
The Authority shall cooperate with the Intemational Bureau in providing
patent information services and such other contributions to the technical
assistance program under Chapter IV of the Treaty as are both practicable
within the facilities of the Authority and as may be agreed.

Article 13 .
Entry into Force of the Agreement
This Agreement shall enter into force, afier approval by the Assembly, on
the date of signature thereof. The Agreement together with an indication of the
date of its entry into force shall be published in the Gazette by the International
Bureau.

Aricle 14
Duration and Renewability of the Agreement
Subject to Anticle 16 of this Agreement, this Agreement shall remain in
force for a period of 10 years. It shall be renewable for a period of 10 years
subject tothe approval of, and the extension of the appointment of the Authority
for that period by, the Assembly.

Article 15
Amendment

(1) Without prejudice to paragraphs (2) and (4) below, amendments may
be made to this Agreement by agreement between the Authority and the
International Bureau and shall take effect on the date on which those amend-
ments are approved by the Assembly, or, if a later date is specified in the
amendments, on that later date.

(2) Annex A may be amended by the Authority at any time. Any
amendment adding a State or language will be made by notification from the
Authority to the Intemational Bureau and shall take effect one month from the
date of publication in the Gazette. Any amendment deleting & State or language
will be made by notification from the Authority to the International Bureau and
shall take effect nine months from the date of publication in the Gazette,

(3) Annex B may be amended by the Authority at any time. Any
amendment adding subject matter to that Annex will be made by notification
from the Authority to the International Bureau and shall take effect one month
from the date of publication in the Gazette. Any amendment deleting subject
matter from the Annex will be made by notification from the Authority to the
International Bureau and shall take effect nine months from the date of
pub]ica_t_ion in the Gazette, .

(4) Annex C may be amended by the Authority at any time. Any
amendment may bemade by notification from the Authority to the International
Bureau and shall take effect on a date specified by the Authority butnot earlier
than one month afterthe publication of the notification in the Gazette. Normally
Annex C shall not be amended during the first year after the entry into force of
this Agreement or thereafter at an interval of less than one year from a previous
amendment of the schedule.

(5) The International Bureau shall publish promptly in the Gazette any
amendment of this Agreement agreed to by the Authority and the Intemational
Bureau and approved by the Assembly under paregraph (1) and any notifica-
tions received by the Intemational Bureau under paragraphs (2) to (4).

Article 16
Termination of the Agreement

(1) This Agreement shall terminate:

(a) if the Authority gives the Director General of the World Intellectual
Property Organization written notice to terminate this Agreement; or

(b) if the Director General of the World Intellectual Propenty Organiza- -
tion, with the approval of the Assembly, gives the Authority writien notice to
terminate this Agreement.

(2) The termination of this Agreement under paragraph (1) shall ke
effect one year after receipt of the notice by the other party, unless a longer
period is specified in such notice.

(3) Notwithstanding paragraph (2), if:

(a) notice to terminate this Agreement is given by the Authority
under paragraph (1); and
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(b) at the same time all those Contracting States, whose receiving
Offices have specified the Authority under Anticles 16(2) and 32(2), not having
denounced the Treaty previously, made the denunciation under Article 66,
the notice to terminate this A greement shall take effect at such time as the
denunciation of the Treaty becomes effective for all such States.

ANNEX A
COUNTRIES AND LANGUAGES UNDER ARTICLE 3 OF THIS
AGREEMENT
(1) The Authority will conduct international searches and prepare
intermnational search reports
(i) for the following countries:
United States of America, Brazil, Barbados
(ii) in the following languages:
English
(2) The Authority will conduct international preliminary examinations
and prepare international preliminary examination reports
(i) for the following countries:
United States of America,
and where the Authority has prepared the international
search report, for Brazil and Barbados
(ii) in the following languages:
English

ANNEX B
SUBJECT MATTER SPECIFIED UNDER ARTICLE 6 OF THIS
AGREEMENT

Subject matter which is searched or examined in United States national
applications

ANNEX C
SCHEDULE OF FEES AND EXTENT AND CONDITIONS OF REDUC-
TIONS OR REFUNDS OF THE SEARCH AND EXAMINATION FEES
FOR THE PURPOSES OF ARTICLE 7 OF THE AGREEMENT

(a) Fees
Search fee
{i) where no corresponding prior United States national application
withbasic filing fee has been filed $520.00
(ii) where a corresponding prior United States national application
withbasicfiling fee hasbeen filed ......... $350.00
Supplemental Search Fee (peradditional invention) ............ $140.00

Preparation of an international-type search report in a United States
national application : $28.00

Preliminary examination fee

(i) where an international search fee has been paid on the intema-
tional application for the benefit of the United States Patent and Trademark
Office as an Intemational Searching Authority $370.00

(ii) where the Intemational Searching Authority forthe international
application was an authority other than the United States Patent and Trademark
Office.. $570.00

(2) additional preliminary examination fee (per additional inven-

tion)

(i) Where a supplemental search fee has been paid on the
international application to the United States Patent and Trademark Office as an
Internatiorm! Searching Authority $125.00

(ii) Where the International Searching Authority for the
international application was an authority other than the United States Patent
and Trademark Office .....ouevverervurssonns

(b) Extent and Conditions of Refunds of the Search and Examination Fees

(i) Money paid for search and preliminary examination fees, where
paid by actual mistake or in excess will be refunded.

(ii) Refund of the supplemental search fee and additional prelimi-
nary examination fee will be made if such refund is determined to be warranted
by the Commissioner of Patents and Trademarks or his designee acting under
Rule 40.2(c) or Rule 68.3(c).
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(iii) The search fee will be refunded if the determination under
Article 11(1) is negative.'<

1805 Who May File in the United States
Receiving Office [R-5]

PCT Articie 9
The Applicant

(1) Any resident or national of a Contracting State may file an interna-
tional application.

(2) The Assembly may decide to allow the residents and the nationals of
any country party to the Paris Convention for the Protection of Industrial
Property which is not party to this Treaty to file intemational applications.

(3) The concepts of residence and nationality, and the application of those
concepts in cases where there are several applicants or where the applicants are
not the same for all the designated States, are defined in the Regulations.

(Editor's Note: The PCT Assembly has not as yet allowed residents or nationals of
non-PCT member countries to file PCT intemational applications.)

PCT Rule 18
The Applicant
18.1 Residence

(2) Subject to the provisions of paragraph (b), the question whether an
applicant is a resident of the Contracting State of which he claims to be resident
shall depend on the national law of that State and shall be decided by the
receiving Office.

(b) In any case, possession of a real and effective industrial or commer-
cial establishment in a Contracting State shall be considered residence in that
State.

18.2 Nationality

(a) Subject to the provisions of paragraph (b), the question whether an
applicant is anational of the Contracting State of which he claims to be anational
shall depend on the national law of that State and shall be decided by the
receiving Office.

(b) In any case, a legal entity constituted according to the national law of
a Contracting State shall be considered a national of that State.

18.3 Several Applicants: same for All Designated States

If all the applicants are applicants for the purposes of all designated States,
the right to file an international application shall exist if at least one of them is
entitled to file an intemational application according to Article 9.
18.4 Several Applicants: Different for Different Designated States

(a) The international application may indicate different applicants forthe
purposes of different designated States, provided that, in respect of each
designated State, at least one of the applicants indicated for the purposes of that
State is entitled to file an intemational application according to Article 9.

(b) If the condition referred to in paragraph (a) is not fuifilled in respect
of any designated State, the designation of that State shall be consid-
ered not to have been made.

(c) The Intemational Bureau shall, from time to time, publish informa-
tion on the various national laws in respect of the question who is qualified
(inventor, successor in title of the inventor, owner of the invention, or other) to
file a national application and shall accompany such information by a waming
that the effect of the international application in any designated State may
depend on whether the person designated in the intemational application as
applicant for the purposes of that State is a person who, under the national law
of that State, is qualified to file a national application.

PCT Rule 19
The Competent Receiving Office
19.1 Where to File

(a) Subject to the provisions of paragraph (b), the intemational
application shall be filed, at the option of the applicant, with the national
Office of or acting for the Contracting State of which the applicant is a
resident or with the national Office of or acting for the Contracting State of
which the applicant is a national. .

(b) Any Contracting State may agree with another Contracting State or
any intergovermnmental organization that the national Office of the latter State or
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the intergovernmental organization shall, for all or some purposes, act instead of
the national Office of the former State as receiving Office for applicants who are
residents or national of that former State, Notwithstanding such agreement, the
national Office of the former State shall be considered the competent receiving
Office for the purposes of Article 15(5).

(c) Inconnection with any decision made under Article 9(2), the Assembly
shall eppoint the national Office or the intergovernmental organization which
will act as receiving Office for applications of residents or nationals of States
specified by the Assembly. Such appointment shall require the previous consent
of the said national Office or intergovernmental organization.

19.2 Several Applicants

If there are seversl applicants, the requirements of Rule 19.1 shall be
considered to be met if the national Office with which the intemational applica-
tion is filed is the national Office of or acting for a Contracting State of which at
least one of the applicants is a resident or national.

19.3 Publication of Fact of Delegation of Duties of Receiving Office

(a) Any agreement referred to in Rule 19.1(b) shall be promptly notified
to the Intemational Burean by the Contracting State which delegates the duties
of the receiving Office to the national Office of or acting for another Contracting
State or an intergovernmental organization.

(b) The International Bureau shall, promptly upon receipt, publish the
notification in the Gazette.

PCT Administrative Instructions Section 317
Procedure in the Case of the Designation of a State Being
Considered Not To Have Been Made

Where the receiving Office finds that, under Rule 18.4(b), the designation
of a State is to be considered as not having been made, it shall indicate that fact
in the international application by enclosing the designation of that State within
square brackets and entering, inthe margin, the words"CONSIDEREDNOT TO
HAVE BEEN MADE?" or their equivalent in the language of publication of the
international application, and shall promptly notify the applicant accordingly. If
the record copy has already been sent to the International Bureau, the receiving
Office shall also notify promptly that Bureau.

35 U.S.C. 361 Receiving Office.

(a) The Patent and Trademark Office shall act as a Receiving Office for
international applications filed by nationals or residents of the United States. In
accordance with any agreement made between the United States and another
country, the Patent and Trademark Office may also act as a Receiving Office for
international applications filed by residents ornationals of such country who are
entitled to file international applications.

(b) The Patent and Trademark Office shall perform all acts connected with
the discharge of duties required of a Receiving Office, including the collection
of international fees and their transmittal to the Intemational Bureau.

(c) International applications filed in the Patent and Trademark Office
shall be in the English language.

(d) The ** international fee, and the transmittal and search feesprescribed
under section 376(a) of this part, shall either be paid on filing of an international
application or within **>suchlater time as may be fixed by the Commissioner.<

35 U.S.C. 373 Improper Applicant.

An international application designating the United States, shall not be
accepted by the Patent and Trademark Office for the national stage if it was filed
by anyone not qualified under chapter 11 of this title to be an applicant for the
purpose of filing & national application in the United States. Such international
applications shall not serve as the basis for the benefit of an earlier filing date
under section 120 of this title in a subsequently filed application, but may serve
as the basis for a claim of the right of priority under section 119 of this title, if
the United States was not the sole country designated in such international
application.

37 CFR 1.421 Applicant for international application.

(a) Only residents or nationals of the United States of America may file
international applications in the Uniled States Receiving Office.

(b) Although the United States Receiving Office will accept intemational
applications filed by any resident or national of the United States of America for
international processing, an intemational application designating the Unites
States of America will be accepted by the Patent and Trademark Office for the
national stage only if filed by the inventor or as provided in §§1.422, 1.423 or
1.425.
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(c) Intemational applications which do not designate the United States of
America may be filed by the assignes or owner.

(d) The attomey or agent of the applicant may sign the international ap-
plication Request and file the intemational application for the applicant if the
international application when filed is accompanied by a separate power of
attorney to that attomey or agent from the applicant. The separate power of
attomey from the applicant may be submitied afier filing if sufficient cause is
shown for not subsmitting it at the time of filing. Note that paragraph (b) of this
section requires that the applicant be the inventor if the United States of
America is designated.

(e) Any indication of different applicants for the purpose of different
Designated Offices must be shown on the Request portion of the internationsl
application.

(f) Changes in the person, name, or address of the applicant of an intemational
application shall be made in accordance with PCT Rule 18.5.

37 CFR 1.422 When the inventor s dead.

In case of the death of the inventor, the legal representative (executor,
administrator, etc.) of the deceased inventor may file an international applica-
tion which designates the United States of America.

37 CFR 1.423 When the inventor is insane or legally incapaci-
tated.

In case an inventor is insane or otherwise legally incapacitated, the legal
representative (guardian, conservator, etc. ) of such inventor may file an
intemational application which designates the United States of America.

37 CFR 1.424 Jolnt inventors.

Joint inventors must jointly file an intemational application which
designates the United States of Americs; the signature of either of them alone,
or less than the entire number will be insufficient for an invention invented by
them jointly, except as provided in § 1.425.

37 CFR 1.425 Filing by other than inventor.

(a)If a joint inventor refuses to join in an international application which
designates the United States of America or cannot be found or reached after
diligent effort, the international application which designates the United States
of America may be filed by the other inventor ¢n behalf of himself or herself
and the omitted inventor. Such an intemational application which designates
the United States of America must be accompanied by proof of the pertinent
facts and must state the last known address of the omitied inventor. The Patent

-and Trademark Office shall forward notice of the filing of the intemational
application to the omitted inventor at said address.

(b) Whenever an inventor refuses to execute an international application
which designates the United States of America, or cannot be found or reached
afterdiligent effort, a person to whom the inventor has assigned or agreed in
writing to assign the invention or who otherwise shows sufficient proprietary
interest in the matter justifying such action may file the international applica-
tion on behalf of and as agent for the inventor. Such an intemational application
which designates the United States of America, must be accompanied by proof
of the pertinent facts and a showing that such action is necessary to preserve the
rights of the parties or to prevent irreparable damage, and must state the last
known address of the inventor. The assignment, written agreement to assign or
other evidence of proprietary interest, or a verified copy thereof, must be filed
in the Patent and Trademark Office. The Office shall forward notice of the filing
of the application to the inventor at the address stated in the application.

Any resident or national of the United States of America
may file an intemational application in the United States Re-
ceiving Office (PCT Article 9(1) and (3), PCT Rule 19.1, 35
U.S.C. 361(a) and 37 CFR 1.412(a), 1.421). The concepts of
residence and nationality are defined in PCT Rules 18.1 and
18.2. For the purpose of filing an international application, the
applicant may be either the inventor or the successor in title of
the inventor (assignee or owner). See also>MPEP<§1820.02.

However, the laws of the various designated countries
regarding the requirements for applicants must also be consid-
ered when filing an international application. For example, the
patent law of the United States of America requires that, for the
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purposes of designating the United States of America, the
applicant(s) must be the inventor(s) (35 U.S.C. 373, PFCT
Article 27 (3)).

Where there are different applicants for different desig-
nated States, at least one applicant named for each designated
State must be entitled to file an international application under
PCT Article 9, and PCT Rule 18.4. See >MPEP< §1820.09.

PCT Rule 19.2 relates to the simation where there are
several applicants for all the designated States.

1807 Agent or Common Representative
[R-2]

PCT Article 49
Right to Practice before International Authorities
Any attomey, patent agent, or other person, having the right to practice
before the national Office with which the interational application was filed,
shall be entitled to practice before the International Bureau and the competent
International Searching Authority and competent Intemational Preliminary
Examining Authority in respect of that application.

PCT Rule 2
Interpretation of Certain Words
2.1 “Applicant”

Whenever the word * applicant” is used, it shall be construed s meaning
alsothe agent or other representative of the applicant, except where the contrary
clearly follows from the wording or the nature of the provision, or the context
in which the word is used such &s in particular, where the provision refers to the
residence or nationality of the applicant.

22 “"Agent”

Whenever the word “agent” is used, it shall be construed as meaning any
person who has the right to practice before intemational authorities as defined
in Article 49 and, unless the contrary clearly follows from the wording or the
nature of the provision, or the context in which the word is used, also the
common representative referred to in Rule 4.8.

2.3 “Signature”

Whenever the word “signature” is used, it shall be understood that, if the
national law applied by the receiving Office or the competent Interna-
tional Searching or Preliminary Examining Authority requires the use
of aseal instead of a signature, the word, for the purposes of that Office

or Authority, shall mean seal.

PCT Rule 83
Right to Practlce before Internatlonal Authorities
83.1 Proof of Right
The International Bureau, the competent Intemational Searching Author-
ity, and the competent Intemational Preliminary Examining Authority, may
require tHe production of proof of the right to practice referred to in Article 49.
83.2 Information .

(a) The national Office or the intergovemmental organization which the
interested person is alleged to have a right to practice before shall, upon request,
inform the Intemational Bureau, the competent Intemational Searching Author-
ity, or the competent Intemational Preliminary Examining Authority, whether
such person has the right to practice before it.

(b) Such information shall be binding upon the Intemational Bureau, the
Intemati®nal Searching Aethority, or the Intemational Preliminary Examining
Authority, as the case may be.

PCT Rule 20
* Representation
90.1 Definitions
For the purposes of Rule 90.2 and Rule 90.3:
(i) “agent” means any of the persons referred to in Asticle 49;
(ii) “common repregentative” means the applicant referred to in Rule
4.8,
90.2 Effects
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(a) Any act by or in relation to an agent shall have the effect of an act by
or in relation to the applicant or applicants having appoinied the agent.

(b) Any act by or in relation 10 a common representative or his agent shall
have the effect of an act by or in relation to all the applicants.

(c) If there are several agents appointed by the same applicent or appli-
cants, any act by or in relation to any of the several agents shall have the effect
of an act by or in relation to the said applicant or applicants.

(d) The effects described in paragraphs (a), (b), and (c), shall apply to the
processing of the international application before the receiving Office, the
International Bureau, the Intemational Searching Awthority, and the Interna-
tional Preliminary Examining Authority.

90.3 Appointment

(a) Appointment of any agent, or of any common representative within the
meaning of Rule 4.8(2), shall be effected by each applicant, at his choice, either
by signing the request in which the agent or common representative is desig-
nated or by a separate power of attomey (i.e., a document appointing an agent
Of CommOon representative).

(b) The power of atiomney may be submitted to the receiving Office of the
Intemational Bureau. Whichever of the two is the recipient of the power of
attomey submitted shall immediately notify the other and the interested Inter-
national Searching Authority and the interested Intemational Preliminary
Examining Authority.

(c) If the separate power of attomey is not signed or if the required sepnrate"

power of attorney is missing, or if the indication of the name or address of the
appointed person does not comply with Rule 4.4, the power of atiomey shall be
considered non-existent unless the defect is corrected.

(d) A general power of attorey may be deposited with the receiving
Office for purposes of the processing of the international application as defined
in Rule 90.2 (d). Reference may be made in the request to such general power
of attorney, provided that a copy thereof is attached to the request by the
applicant.

90.4 Revocation

(a) Any appointment may be revoked by the persons who have made the
appointment or their successors in title.

(b) Rule 90.3 shall apply, mutatis mutandis, to the document containing
the revocation.

37 CFR 1.455 Representation in international applications.

(a) Applicants of international applications may be represented by attor-
neys or agents licensed to practice before the Patent and Trademark Office or by
a common representative (PCT Ant. 49, Rules 4.8 and 90 and §10.10).

(b) Appointment of an agent, attomey or common representative (PCT
Rule 4.8) must be effected either in the Request form, signed by all applicants,
or in & separate power of attomey submitted either to the United States
Receiving Office or to the Intemational Bureau.

(c) Powers of attomey and revocations thereof should be submitted to the
United States Receiving Office until the issuance of the international search
report.
(d) The addressee for correspondence will be as indicated in Section 108
of the Administrative Instructions.

PCT Admlnistrative Instructlons Section 106
Representation

(2) In the case of several applicants, any agent appointed in accordance
with Rule 90.3 a5 an agent representing all the applicanis shall be considered a
common agent.

(b) Where the international application is filed with reference to a general
power of attomey not signed by all the applicants, it shall be sufficient for the
purpose of appointment of a common agent under Rule 90.3, if the requestor a
separate power of attomey is signed by the applicant, who did not sign the
general power of attomey.

(c) The appointment of an agent, or of 2 common representative within the
meaning of Rule 4.8(z), shall, unless otherwise indicated by the persons who
make the appointment, be regarded as the revocation of any earlier appointment
of any other agent, or of any other common representative, and shall be
considered as a request for recording a change in the person of the agent or
common representative under Rule 92bis. 1 (a)(ii).

(d) Any document entailing the revocation of an appointment of an agent,
or of & common representative within the meaning of Rule 4.8(z), may be
submitted to the receiving Office or the Intemnational Bureau.
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(e) Any agent, or any camnmon repregentative within the mesning of Rule
4.8(a), may renounce his appointment through a notification signed by him and
addressed to the receiving Office or the Intemational Bureau.

PCT Administrative Instructions Section 108
Correspondence Intended for the Applicant

(a) Any correspondence from an Intemational Authority intended for the
applicant, or, in the case of several applicants, the applicants, shall be addressed
as follows:

(i) Where the applicant has designated or appointed one agent, correspon-
dence shall be addressed to that agent. Where, in the case of several applicants,
the applicants are represented by a common representative or a common agent,
correspondence shall be addressed to that representative or that agent.

(if) Where the applicant has designated several agents in the request,
correspondence shall be addressed to the agent first mentioned therein. Where,
inthe case of several applicants, the applicants have designated several common
agents in the request, correspondence shall be addressed to the common agent
first mentioned therein.

(iif) Where the applicant has appointed several agents in one or more
geparate powers of attorney, correspondence shall be addressed to the agent first
mentioned in the earliest filed and still valid separate power of attomey. Where,
in the case of several applicants, the applicants have appointed several common
egents in one or more separate powers of attomney, correspondence shall be
addressed tothe common agent first mentioned in the earliest filed and still valid
separate power of attomey.

(b) Any correspondence from an Intemnational Authority tothe applicant or
his agent shall be marked with the file reference, composed either of letters or
aumbers, or both, of the applicant or the agent, if so indicated on the request
Form, provided this reference does not exceed ten characters.

Any act by or in relation to an agent has the effect of an act
by or in relation to the applicant or applicants who have desig-
nated the agent; any act by or in relation to a common represen-
tative hasthe effect of anact by or inrelation toall the applicants;
the foregoing applies to the international phase (37 CFR
1.421(d) and 1.435). Powers of Attomey forms are found in
Annexes G1 and G2 of the PCT APPLICANT’S GUIDE.

Any attorney or agent registered to practice before the
United States Patent and Trademark Office may be appointed as
an agentunder the Patent Cooperation Treaty to file applications
in the United States Receiving Office (PCT Article 49 and PCT
Rule83)and to prosecute the application before the International
Authorities.

In the national (or regional) phase, other agents usually
s>must<** be appointed (PCT Ruie 90.2). The national laws of
the designated states govern the appointment of agents or attor-
neys in the national stage.

Powers of attorney should be submitted to the United States
Receiving Office until the Search Report has issued in order that
communications may be correctly addressed. After the Search
Report has issued, powers of attorney should be submitted to the
International Bureau.

General powers of attorney are recognized for the purpose
of filing and prosecuting an international application before the
international authorities. The original general power of attorney
slrould be deposited with the PCT Division in the Patent and
Trademark Office and any applications relying thereon must
include a copy thereof. A general power of attorney form is in
Apnex G2 of the “PCT Applicant’s Guide.”

See also > MPEP< §1820.04 for the power of attorney on the
Request form.

1808 Revocation of the Appointment of an
Agent or a Common Representative [R-5]

1800-11

37 CFR 1.472 Changesin person, nane, or address of applicarts
and invenrtors.

All requests for a change in person, name or address of applicants and
inventor should be sent to the United States Receiving Office until the time of
issuance of the intemational search report. Thereafier requests forsuch changes
ghould be subemitted to the Intemational Bureau.

The document containing the revocation must be signed by
the applicant or, where there are several applicants, by all the
applicants. It must be submitted to the Receiving Office or the
International Bureau (PCT Rule 90.4).

Revocations should be submitted to the United States Re-
ceiving Office until the time the Search Report has issued. After
the Search Report has issued, revocations should be sent to the
International Bureau.

1810 Filing Date Requirements [R-5]

PCT Article 11
Filing Date and Effects of the International Application

(1) The receiving Office shall accord as the intemational filing date the
date of receipt of the international application, provided that that Office has
found that, at the time of receipt:

(i) the applicant does not obviously lack, for reasons of residence or
nationality, the right to file an international application with the receiving
Office,

(ii) the imemational application is in the prescribed language,

(iii) the intemational application contains at least the following elements:

(a) an indication that it is intended as an international application,

(b) the designation of at least one Contracting State,

(c) the name of the applicant, as prescribed,

(d) a pant which on the face of it appears to be a description,

(e) a part which on the face of it appears to b e a claim or claims.

(2)(a) I the receiving Office finds that the international application did
not, at the time of receipt, fulfill the requirements listed in paragraph (1), it shall,
as provided in the Regulations, invite the applicant to file the required
correction.

(b) If the applicant complies with the invitation, as provided in the
Regulations, the receiving Office shall accord as the intemational filing date the

_date of receipt of the required correction.

- (3) Subject to Article 64(4), any intemational application fulfilling the
requirements listed in items (i) to (iii) of paragraph (1) and accorded an
international filing date shall have the effect of a regular national application
in each designated State as of the intemational filing date, which date shall be
considered to be the actual filing date in each designated State.

(4) Any international application fulfilling the requirements listed in
items (i) to (iii) of paragraph (1) shall be equivalent to a regular national filing
within the meaning of the Paris Convention for the Protection of Industrisl
Property.

35 U.S.C. 363 International application designating the United
States: Effect.

An intemational application designating the United States shell have the
effect, from its international filing date under aricle 11 of the treaty, of a
national application for patent regularly filed in the Patent and Trademark
Office except as otherwise provided in section 102(e) of this title.

35 U.S.C. 376 Fees.

(a) The required payment of the international fee >and the handling fee<,
which amounts* >are< specified in the Regulations, shall be paid in United
States currency. The Patent and Trademark Office may also charge the
following fees:

(1) A wransmittal fee (see section 361(d));

(2) A search fee (see section 361(d));

(3) A supplemental search fee (1o be paid when required);

(4) A national fee (see section 371(c));

(5) >A preliminary examination fee and sny additional fees (see section
362(b)).<

>(6)< Such other fees as established by the Commissioner.
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(b) The amounts of fees specified in subsection (a) of this section, except
the intemnational fee >and the handling fee<, shall be prescribed by the
Commissioner. He may refund any sum paid by mistake orin excess of the fees
so specified, or if required under the treaty and the Regulations. The Commis-
sioner may also refund any part of the search fee, >the preliminary examination
fee and any additional fees,< where he determines such refund to be warranged.

37 CFR 1.431 International application requirements.

(a) An international application shall contain, as specified in the Treaty
and the Regulations, a Request, a description, one or more claims, an abstract,
and one or more drawings (where required). (PCT Art. 3(2) and Section 207 of
the Administrative Instructions.)

() An intemational filing date will be accorded by the United States
Receiving Office, atthe time of receipt of the intemational application, provided
that:

(1) The applicant is a United States resident ornational (35 U.S.C. 361(a),
PCT Ar. 11(1)(i)).

(2) The intemational application is in the English language (35 U.S.C.
361(c), PCT An. 11(1)(i)).

(3) The intemational application contains at least the following elements
(PCT An. 11(1)(iii)):

(i) An indication that it is intended as an international application (PCT
Rule 4.2);

. (ii) The designation of at least one Contracting State of the Intemnational
Patent Cooperation Union;

(iii) The name of the applicant, as prescribed (note §§ 1.421-1.424);

(iv) A part which on the face of it appears to be a description; and

(v) A part which on the face of it appears to be a claim.

(c) Payment of the basic portion of the international fee (PCT Rule 15.2)
and the transmitial and search fees (§ 1.445) may be made in full at the time the
intemational application papers required by paragraph (b) of this section are
deposited or within one month thereafter. Failure to make full payment within
one month of the deposit of the intemational application papers required by
paragraph (b) of this section will result in the fees being charged to the Intema-
Liotr,l.al Bureauunderthe provisions of paragraph (d) of this section and PCT Rule
16°%.

(d) The United States Receiving Office will charge to the International
Bureau in accordance with PCT Rule 16bis and will consider a2s having been
timely paid:

(1) The transmittal fee, the basic fee porticn of the intemational fee, or the
search fee where these fees have not been fully paid by the applicant within one
month of the date of deposit of the intemational application, and

(2) The designation fee, or the amount necessary to cover all the designa-
tions made in the request * >if not< paid by the applicant within one year from
the priority date >or within one month from the date of receipt of the intema-
tional application if that month expires after the expiration of one year from the
priority date<.

(e) The International Bureau will notify applicant of any amount charged
under paragraph (d) of this section and invite the applicant to pay directly to the
Intemational Bureau within one month from the date of the notification, the
amount charged, augmented by a surcharge of 50%, provided the surcharge will
not be lebs, and will not be more, than the amounts indicated in the Schedule of
Fees appended to the PCT Rules. If the payment needed to cover the transmittal
fees, the basic fee, one designation fee and the surcharge is not timely made to
the Intemational Bureau, the International Bureau will notify the Receiving
Office which will declare the intemational application withdrawn under PCT
Article 14(3)(a). If the applicant makes timely payment of the fees referred to
in the previous sentence, but the amount paid is not sufficient to cover all
designation fees, the Receiving Office will declare any designation not paid
withdra@¥n under PCT Rule 14(3)(b) in accordance with PCT Rule 16bis. 2(c).

37 CFR 1.445 International application filing, processing and
search fees,
(a) The following fees and charges for international applications are
established by the >Commissioner< under the authority of 35 U.S.C. 376;
(1) A transmittal fee (see 35 U,S.C. 361(d) and PCT Rule 14) — $170.00.
(2) A search fee (see 35 U.S.C. 361(d) and PCT Rule 16) where:
(i) No corresponding prior United States national application with
>basic filing< fee has been filed. > $520.00<*,
(i) A corresponding prior United States national application with >basic
filing< fee has been filed. > $350.00<*,
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(3) A supplemental search fee when required, per additional

invention. $140, 00**
(b) The basic fee and designation fee portions of the intemational fee
ghall be as prescribed in PCT Rule 15.

THE “INTERNATIONAL FILING DATE"

An international filing date is accorded on the date on
which the international application was received by the Receiv-
ing Office or— pursuant to the correction of defects—onalater
date (PCT Articles 11(1)and 11(2)(b) and PCT Rules20.1,20.3,
20.4(a), 20.5, and 20.6): in the former case, the international
filing date will be the date on which the international application
was received by the Receiving Office; in the latter case, the
international filing date will be the date on which the correction
was received by the Receiving Office. Any correction
>must<** be submitted by the applicant within certain time
limits. Where all the sheets pertaining to the same international
application are not received on the same day by the Receiving
Office, in most instances, the date of receipt of the application
will be amended to reflect the date on which the last missing
sheets were received. As an amended date of receipt may cause
the priority claim to be forfeited, applicants should assure that
all sheets of the application are deposited with the Receiving
Office on the same day. For particulars see PCT Rule 20.2.

CONDITIONS THAT MUST BE FULFILLED FOR THE
INTERNATIONAL APPLICATION TO BE ENTITLED TO
AN “INTERNATIONAL FILING DATE”

An “international filing date” will be accorded to the inter-
national application by the United States Receiving Office if it
finds thatthe conditions of PCT Art. 11(1) and 37 CFR 1.431 are
fulfilled.

NON-PAYMENT, INCOMPLETE PAYMENT OR LATE
PAYMENT OF FEES; EFFECT ON THE “INTERNA-
TIONAL FILING DATE”

The non-payment, incomplete or late payment of the fees
does not affect the filing date since the payment of fees is notan
Article 11(1) requirement. However, non-payment or incom-
plete payment of fees due will result in the Receiving Office
declaring that the international application is considered with-
drawn (PCTArticle 14(3)(a), PCT Rule 27.1(a) and 35 U.S.C.
361(d)). Although an international application which has not
received an international filing date and an international appli-
cation which is considered to be withdrawn are both excluded
from further processing in the international phase, an interna-
tional application which fulfills the requirements necessary for
being accorded an international filing date may be invoked asa
priority application under the Paris Convention (PCT Ar-
ticle11(4) (if the conditions set by that Convention ar e fulfilled)
even where it will be considered as withdrawn for non-payment
of fees or other reasons,

In order to assist applicants in the case of mistakes in fees
or delays in meeting deadlines for fee payment, PCT Rule 16bis
procedures may be used. See >MPEP< § 1827.01.

1812 Elements of the International Application
[R-2]

1800-12




1815

PATENT COOPERATION TREATY

PCT Article 3
The International Application

(1) Applications for the protection of inventions in any of the Contracting
States may be filed as intemational applications under this Treaty.

(2) An internationsl application shall contzin, as specified in this Treaty
and the Regulations, a request, a description, one or more claims, one or more
drawings (where required), and an abstract,

(3) The abstract merely serves the purpose of technical information and
cannot be taken into account for any other purpose, particularly not for the
purpose of interpreting the scope of the protection sought.

(4) The international application shall:

(i) be in a prescribed language;

(ii) comply with the prescribed physical requirements;

(iii) comply with the prescribed requirement of unity of invention;
(iv) be subject to the payment of the prescribed fees.

PCT Rule 9
Expressions, etc., Not to be Used
9.1 Definition
The intemnational application shall not contain:

(i) expressions or drawings contrary to morality;

(ii) expressions or drawings contrary to public order;

(iii) statements disparaging the products or processes of any particular
person otherthan the applicant, orthe merits or validity of applications or patents
of any such person (mere comparisons with the prior art shall not be considered
disparaging per se);

(iv) any statement or other matter obviously irrelevant or unnecessary
under the circumstances.

9.2 Noting of Lack of Compliance

The receiving Office and the Intemational Searching Authority may note
lack of compliance with the prescriptions of Rule 9.1 and may suggest to the
applicant that he voluntarily correct his international application accordingly. If
the lack of compliance was noted by the receiving Office, that Office shall inform
the competent International Searching Authority and the International Bureau;
ifthe lack of compliance was noted by the Intemational Searching Authority, that
Authority shall inform the receiving Office and the International Bureau.
9.3 Reference to Article 21(6)

“Disparaging statements,” referred to in Article 21(6), shall have the
meaning as defined in Rule 9.1(jii).

PCT Rule 10
Terminology and Signs
10.1 Terminology and Signs

(a) Units of weights and measures shall be expressed in terms of the metric
system, or also expressed in such terms if first expressed in terms of a different
system.

(b) Temperatures shall be expressed in degrees Celsius, or also expressed
in degrees Celsius, if first expressed in a different manner.

(c) (deleted)

(d) For indications of heat, energy, light, sound and magnetism, as well as
for mathematical formulae and electrical units, the rules of international practice
shdll be observed; for chemical formulae the symbols, atomic weights, and
molecular formulae, in general use, shall be employed.

(e) In general, only such technical terms, signs and symbols should be used
as are generally accepted in the art.

(f) When the intemational application or its translation is in English or
Japanese, the beginning of any decimal fraction shall be marked by a period,
whereas, when the intemational application or its translation is in a language
other than English or Japanese, it shall be marked by a comma.

1072 Consistency

The terminology and the signs shall be consistent throughout the interna-

tional application.

) PCT Rule 12
Language of the International Application

12.1 Admirtted Languages

(a) Any intemational application shall be filed in the language, or one of
the Janguages specified in the agreement concluded between the International
Bureau and the Intemational Searching Authority competent for the interna-
tional searching of that application, provided that, if the agreement specifies
several languages, the receiving Office may prescribe among the specified

1800-13

languages that language in which or those languages in one of which the inter-
national application must be filed.

(b) If the intemational application is filed in a Janguage other than the
language in which it is to be published, the request may, notwithstanding
paragraph (a), be filed in the language of publication.

(c)* Subjecttoparagraph (d), where the official language of the receiving
Office is one of the langunages referred to in Rule 48.3(a) but is a language not
specified in the agreement referred to in paragraph (a), the intemnational
application may be filed in the said official language. If the international
application is filed in the said official languege, the search copy transmitted to
the International Searching Authority under Rule 23.1 shall be accompanied by
a translation into the language, or one of the languages, specified in the
agreement referred to in paragraph (a); such translation shall be prepared under
the responsibility of the receiving Office.

(d)* Paragraph (c) shail apply only where the Intemational Searching
Authority has declared, in a notification addressed to the International Bureau,
that itaccepts to search inteational applications on the basis of the transiation
referred to in paragraph (c).

12.2 Language of Changes in the International Application

Any changes in the interational application, such as amendments and
corrections, shall, subjectto Rules 46.3 and 66.9, be in the same language asthe
said application.

* Paragraphs (c) and (d) of Rule 12 .1 will become applicable at the same time
that the PCT will enter into force in respect of the country which, among the Spanish-
speaking countries, is the first to ratify or eccede to the PCT.

PCT Administrative Instructions Section 207
Arrangement of Elements and Numbering of Sheets of the
International Application

(a) In effecting the sequential numbering of the sheets of the international
application in accordance with Rule 11.7, the elements of the intemational
application shall be placed in the following order: the request, the description,
the claims, the abstract, the drawings.

(b) The sequential numbering of the sheets shall be effected by using three
separate series of numbering, the first series applying to the request only and
commencing with the first sheet of the request, the second series commencing
with the first sheet of the description and continuing through the claims until
the last sheet of the abstract, and the third series being applicable to the sheets
of the drawings only and commencing with the first sheet of the drawings. The
number of each sheet of the drawings shall consist of two arabic numerals
separated by a slant, the first being the sheet number and the second being the
total number of sheets of drawings.

Any international application must contain the following
elements: Request, description, claim or claims, abstract and
one o more drawings (where drawings are necessary for the
understanding of the invention (PCT Article 3(2) and PCT
Article 7(2)). The elements of the international application are
to be arranged in the following order: the Request, the descrip-
tion, the claims, the abstract, and the drawings (PCT Adminis-
trative Instructions, Section 207 (a)). All the sheets contained
in the international application must be numbered in consecu-
tive arabic numerals by using three separate series of numbers;
the first applying to the Request, the second to the description,
claims and abstract, and the third to the drawings (PCT Rule
11.7 and PCT Administrative Instructions Section 207(b)).
Only one copy of the international application need be filed in
the United States Receiving Office (37 CFR 1.433(a)).

1815 Formal Requirements of an International
Application [R-2]

PCT Rule 11
Physical Requirements of the International Application
11.1 Number of Copies
(a) Subject to the provisions of paragraph (b), the intemational applica-
tion and each of the documents referred to in the check list (Rule 3.3(a)(ii)) shall
be filed in one copy.
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(b) Any receiving Office may require that the international application and
any of the documents referred to in the check list (Rule 3.3(a)(ii)), except the
receipt for the fees paid or the check for the payment of the fees, be filed in two
or three copies. In that case, the receiving Office shall be responsible for
verifying the identity of the second and the third copies with the record copy.
11.2 Fitness for Reproduction

(a) All elements of the international application (i.e., the request, the
description, the claims, the drawings, and the abstract) shall be so presented as
to admit of direct reproduction by photography, electrostatic processes, photo
offset, and microfilming, in any number of copies.

(b) All sheets shall be free from creases and cracks; they shall not be
folded.

{c) Only one side of each sheet shall be used.

(d) Subjectto Rule 11.10{d) and Rule 11.13(j), each sheet shall be used in
an upright position (i.e., the short sides at the top and bottom).

11.3 Material to be Used

All elements of the internations! application shall be on paper which shall
be flexible, strong, white, smooth, non-shiny, and durable.
11.4 Separate Sheets, Etc.

{a) Each element (request, description, claims, drawings, abstract) of the
intemnational spplication shall commence on & new sheet.

(b) All sheets of the intemational application shall be so connected that
they can be easily tumed when consulted, and easily separated and joined again
if they have been separated for reproduction purposes.

11.5 Size of Sheets

The size of the sheets shall be A4 (29.7 cm. x 21 cm.). However, any
receiving Office may accept international applications on sheets of other sizes
provided that the record copy, as transmitted to the International Bureau, and,
if the competent Intemational Searching Authority so desires, the search copy,
shall be of A4 size.

11.6 Margins
(a) The minimum margins of the sheets containing the request, the descrip-
tion, the claims, and the abstract, shall be as follows:
—top: 2 cm.
—left side: 2.5 em.
— right side: 2 cm.
— bottom: Z cm.

(b) The recommended maximum, for the margins provided for in para-

graph (a), is as follows:
—top: 4 cm.
— left side: 4 cm.
— right side: 3 cm.
— bottom: 3 cm.,

(c)On sheets containing drawings, the surface usable shall not exceed 26.2
cm. x 17.0 cm. The sheets shall not contain frames around the usable or used
surface. The minimum margins shall be as follows:

- top: 2.5 cm.

= left side: 2.5 cm.
— right side: 1.5 cm.
—bottom: 1.0 cm.

(d) The margins referred toin paragraphs (a) to (c) apply to A4-size sheets,
sothat, éven if the receiving Office accepts other sizes, the A4-size record copy
and, when so required, the A4-size search copy shall leave the aforesaid
margins,

(e) The margins of the intemnational application, when submitted, must be
completely blank.

11.7 Numbering of Sheets

(a) All the sheets contained in the intemnational application shall be
numbered in consecutive arabic numerals.

(b§ The numbers shail be placed at the top of the sheet, in the middle, but
not in the margin.

11.8 Numbering of Lines

(a) It is strongly recommended to number every fifth line of each sheet of
the desctiption, and of each sheet of claims.

(b) The numbers should appear on the left side, to the right of the margin.
11.9 Writing of Text Matter

(a) The request, the description, the claims and the abstract shall be typed
or printed,

(b) Only graphic symbols and characters, chemical or mathematical
formulae, and certain characters in the Japanese language may, when necessary
be written by hand or drawn.

Rev. §, July 1987

MANUAL OF PATENT EXAMINING PROCEDURE

(c) The typing shall be 1 1/2 -spaced.

(d) Al rextm atter shall be in characters the capital letters of which are not
less than 0,21 cin. high, and shall be in a dark, indelible color, satisfying the
requirements specified in Rule 11.2,

(e) As far as the spacing of the typing and the size of the characters are
concemed, paragraphs (c) and (d) shall not apply to texts in the Japanese
language.

11.10 Drawings, Formulae , and Tables, in Text Matter

(a) The request, the description, the claims and the abstract shall not
contain drawings.

(b) The description, the claims and the abstract may contain chemical or
mathematical formulae.

(c) The description and the abstract may contain tables; any claim may
contain tables only if the subject matter of the claim makes the use of tables
desirable.

(d) Tables and chemical or mathematical formulae may be placed side-
ways on the sheetif they cannot be presented satisfactorily in an upright position
thereon; sheets on which tables or chemical or mathematical formulae are
presented sideways shall be so presented that the tops of the tables or formulae
are at the left side of the sheet.

11.11 Words in Drawings

(a) The drawings shall not contain text matter, except a single word or
words, when absolutely indispensable, such as “water,’steam,” “open,”
*closed,” “section on AB,” and, in the case of electric circuits and block
schematic or flow sheet diagrams, a few short catch words indispensable for
understanding.

(b) Any wordsused shall be so placed that, if translated, they may be pasted
over without interfering with any lines of the drawings.

11.12 Alterations, Eic.

Each sheet shall be reasonably free from erasures and shall be free from
alterations, overwritings, and interlineations. Non-compliance with this Rule
may be authorized if the authenticity of the content is not in question and the
requirements for good reproduction are not in jeopardy.

11.13 Special Requirements for Drawings

(2) Drawings shall be executed in durable, black, sufficiently dense and
dark, uniformly thick and well-defined, lines and strokes without colorings.

(b) Cross-sections shall be indicated by oblique hatching which should not
impede the clear reading of the reference signs and leading lines.

(c) The scale of the drawings and the distinctness of their graphical
execution shall be such that a photographic reproduction with a linear reduction
in size to two-thirds would enable all details to be distinguished without
difficulty.

(d) When, in exceptional cases, the scale is given on a drawing, it shall be
represented graphically.

(e) All numbers, letters, and reference lines, appearing on the drawings,
shall be simple and clear. Brackets, circles or inverted commas shallnotbe used
in association with numbers and letters.

(f) All lines in the drawings shall, ordinarily, be drawn with the aid of
drafting instruments.

(g) Each element of each figure shall be in proper proportion to each of the
other elements in the figure, except where the use of a different proportion is
indispensable for the clarity of the figure.

(h) The height of the numbers and letters shall not be less than 0.32 cm. For
the lettering of drawings, the Latin and, where customary, the Greek alphabets
shall be used.

(i) The same sheet of drawings may contain several figures. Where figures
on two ormore sheets form in effect a single complete figure, the figures on the
several sheets shall be so arranged that the complete figure can be assembled
without concealing any part of any of the figures appearing on the various sheets,

(j) The different figures shall be arranged on a sheet or sheets without
wasting space, preferably in an upright position, clearly separated from one
another. Where the figures are not arranged inan upright position, they shall be
presented sideways with the top of the figures at the left side of the sheet.

(k) The different figures shail be numbered in arabic numerals consecu-
tively and independently of the numbering of the sheets.

(1)Reference signs not mentioned in the description shall not appearinthe
drawings, and vice versa.

(m) The same features, when denoted by reference signs, shall, through-
out the international application, be denoted by the same signs.

(n) If the drawings contain a large number of reference signs, itis strongly
recommended to attach a separate sheet listing all reference signs and the
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features denoted by them.
11.14 Later Documents

Rules 10, and 11.1 to 11.13 also apply to any document — for example,
corrected pages , amended claims — submitted after the filing of the intema-

tional application.
* % ¥ ¥ ¥

37 CFR 1.433 Physical requirements of international application.

(a) The international application and each of the documents that may be
referred to in the check list of the Request (PCT Rule 3.3(a)(ii)) shall be filed in
one copy only.

(b) All sheets of the international application must be on A4 size paper
(21.0x 29.7 em.).

(c) Other physical requirements for international applications are set forth
in PCT Rule 11 and Sections 201-207 of the Administrative Instructions.

The international application must comply with certain
physicalrequirements, e.g., requirements concerning: fitnessfor
reproduction (PCT Rule 11.2), the size of the sheets (PCT
Rulel1.5,) the margin sizes (PCT Rule 11.6), the numbering of
the lines in the description and claims (PCT Rule 11.8), the
writing of text materials (PCT 11.9), etc. The specifics of each
of these requirements are set forth in PCT Rule 11; however, two
major requirements in application format are to be especially
noted. The firstrequirement is that all papers in the international
applications be “A4” size, which is 29.7 cm. by 21 cm. (PCT
Rule 11.5) (approximately 11 11/16 inches by 8 1/4 inches), and
the second is the requirement that the typing in the application be
at 1 1/2 spacing (PCT Rule 11.9(c)). The international applica-
tion must also be drafted to satisfy certain other formal require-
ments. It must not contain matter contrary to morality or public
order, disparaging statements, or obviously irrelevant or unnec-
essary matter (PCT Rule 9). Units of weights, measures and
density should be expressed in terms of the metric system, and
temperatures in terms of degrees Celsius (PCT Rule 10). The
general rule with respect to terminology and signs is: only such
fechnical terms, signs and symbols should be used as are gener-
ally accepted in the art. An international application filed in the
United States Receiving Office must be in the English language
(PCT Rule 12.1 and 35 U.S.C. 361(c)). International applica-
tions which comply with the PCT formal requirements are
acceptable by all PCT member States (PCT Article 27(1)).

1820 The Request [R-2]

PCT Article 4
The Request
(1) The request shall contain:
(i) a petition to the effect that the intemational application be processed
according to this Treaty;

(ii) the designation of the Contracting State or States in which protection
for the invention is desired on the basis of the intemational application (**desig-
nated States™); if for any designated State a regional patent is available and the
applicant wishes to obtain a regional patent rather than a national patent, the
request shall so indicate ; if, under a treaty conceming a regional patent, the
applicant cannot limit his application to certain of the States party to that treaty,
designation of one of those States and the indication of the wish to obtain the
regional patent shall be treated as designation of all the States party tothat treaty;
if,under the national law of the designated State, the designation of that State has
the effect of an application for a regional patent, the designation of the said State
shall be treated as an indication of the wish to obiain the regional patent;

(iii)) the name of and other prescribed data conceming the applicant and the
agent (if any);

(iv) the title of the invention;

(v)thename of and other prescribed data conceming the inventor wherethe
national law of at least one of the designated States requires that these indications
be furnished at the time of filing a national application. Otherwise, the said

1800-15

indications may be fumished either in the request or in separate notices
addressed to each designated Office whose national law requires the fumishing
of the said indications but allows that they be furnished at & time later than that
of the filing of a naticnal application.

(2) Every designation shall be subject to the payment of the prescribed fee
within the prescribed time limit.

(3) Unless the applicant asks for any of the other kinds of protection
referred 10 in Article 43, designation shell mean that the desired protection
consists of the grant of a patent by or for the designated State. For the purposes
of this paragraph, Article 2(ii) shall not apply.

(4) Failure to indicate in the request the name and other prescribed data
conceming the inventor shall have no consequence in any designated State
whose national law requires the furnishing of the said indications but ailows
that they be furnished at a time later than that of the filing of 2 national
application. Failureto furnish the said indications in a separate notice shallhave
noconsequence in any designated State whose national law does not require the
fumishing of the said indications.

PCT Rule 3
The Request (Form)

3.1 Printed Form

The request shall be made on a printed form.
3.2 Availability of Forms

Copies of the printed form shall be fumnished free of charge to the
applicants by the receiving Office, or, if the receiving Office so desires, by the
International Bureau.
3.3 Check List

(a) The printed form shall contain alist which, when filled in, will show:

(i) the total number of sheets constituting the international application
and the number of the sheets of each element of the international application
(request, description, claims, drawings, abstract).

(ii) whether or not the international application as filed is accempanied
by a power of attorney (i.e., a document appointing an agent or a common
representative), a copy of a general power of attomey, a priority document, a
document relating to the payment of fees and any other document (io be
specified in the check list),

(ili) the number of that figure of the drawings which the applicant
suggests should accompany the abstract when the abstract is published on the
front page of the pamphlet and inthe Gazette; in exceptional cases, the applicant
may suggest more than one figure.

(b) The list shall be filled in by the applicant, failing which the receiving
Office shall filt it in and make the necessary annotations, except that the number
referred to in paragraph(a)(iii) shall not be filled in by the receiving Office.
3.4 Particulars

Subject to Rule 3.3, particulars of the printed form shall be prescribed by
the Adminisirative Instructions.

PCT Rule 4
The Request (Contents)

4.1 Mandatory and Optional Contents; Signature

(a) The request shall contain:
(i) a petition,
(ii) the title of the invention,
(iii) indications conceming the applicant and the agent, if there is an
agent, -

(iv) the designation of States,

(v) indications concerning the inventor where the national law of at least
one of the designated States requires that the name of the inventor be furnished
at the time of filing a national application.

(b) The request shall, where applicable, contain :

(i) a priority claim,

(ii) a reference 10 any earlier international, intemational-type or other
search,

(iii) choices of certain kinds of protection, -

(iv) anindication that the applicant wishes to obtain a regional patent and
the names of the designated States for which he wishes to obtain such a patent,

(v) a reference to a parent application or parent patent.

(c) The request may contain:

(i) indications conceming the inventor where the national law of none of
the designated States requires that the name of the inventor be furnished at the
time of filing a national application.

Rev. 5, July 1987
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(The followiag is 10 be flled in by e resaiving Office)
INTERNATIONAL
INTERNATIONAL APPLICATION APPLICATION Ne:
UNDER THE
INTERNATIONAL
PATENT COOPERATION TREATY FILING DATE:
REQUEST
THE UNDERSIGNED REQUESTS THAT THE PRESENT (Stamp) . ) _
IKTERKATIONAL APPLICATION BE PROCESSED Name of receiving Office eng "PCT International Application”
ACCORDING TO THE PATENT COOPERATION TREATY Anolicant's of Agent's File Reference
(i:gién:d by lp:liunl if desired) CMC-123

Bex No.I TITLE OF INVENTION

Self-Steering Gear for Sailboats
BexNe.ll APPLICANT(WHETHER ORNOT ALSO INVENTOR), DESIGNATED STATES FOR WHICH HE/SHE/ITIS
APPLICANT. Use this box for indicating the applicant or, if there are several applicants, cae oftherm. If more than one person (includes, where
applicsble. & legal entity) is involved. continue in Box No. HI.
The person identified in this box is (check one only): D applicant end inventor® E epplicant only

Name erd address:®*

Columbia Marine Corporation
100 Front Street

Baltimore, Maryland 20726
United States of America

Telephone number:

(including area code) 301=-555-112
Country of nationality: Unjted States of Amerid@mwofrsidenc:fpjted States of

Eele;rlphic eddress: Teleprinter address:

The person identified in this box is epplicant for the purposes of (check one only): America
f sll designated States except the United States the States indicated
D‘" designated States che Uni‘ted Suates of America of America only in the “Supplemental Box™

Box No. IIf FURTHER APPLICANTS, IF ANY; (FURTHER) INVENTOERS, IF ANY; DESIGNATED STATES FOR
WHICH THEY ARE APPLICANTS (IF APPLICABLE). A separate sub-box has obe filled in in respect of each person (includes, where
applicsble, & legal entity). If the following two sub-boxes are insufficient, continue in the “Supplemental Box,™ (giving there for each addi-
tional person tfie same indications as those reg! d in the followiag two sub-boxes) or by using s “comtinuation sheet.”

The person identified in this sub-box is (check one oaly): @ applicant and inventor® D epplicant enly D inventor only®

Name and address:**

Jones, John Paul

200 shady Grove Road
Davidsonville, Maryland 20720
United States of America

Bf the person identified in this sub-box is appli Cor appli ard ), igdicate elgo:
Country of rationelity: = Ceustry of residence **®
and whether that pmorHsSappllum for the purposcs of (check oae ealy): us
i &1} designated States except the United Siates the States indicated
D'“ designated States Dlhe Uni'ted Sutes of Amer?iu m of America only in the *Supplemental Box™

s e s

The perzon identified in this sub-box is (check one only): D applicent and inventor® D applicant only D inventor only®
Name and address:®°

If the person identified in this sub-box is appli (or eppli oné ). indicate also:
Country of natsonality: Country of residence:®®°
end whether that persen is epplicant for the purposes ¢f (check one caly):
: al) designated States except the United Swtes the States indicated
D'" designated States Dl.he United States of America of America only in the “Supplementel Box”™
*  ifthep indicated &5 "appli and inventor® of 85 ~Inventor 6aly” is 8ot an irvertor for the purposes of all the designated States,

gIve the necessary indications o the “Supplemental box.

**  indicate the name of s natural person by giving his/her family nsme first followed by the given name(s). Indicate the same ofa legel entity by
its full officia) designzuion. In the address, include both the postal code (if eny) and the country (neme).

esr  Ifgesid is not indicated. it will be assurmed that the country of residence is the same as the country indicated in the address

Form 2CT/RO/101 (first sheets tduly 1987 See notes on accompanving sheet

Rev. 5, July 1987 1800-16
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Sheot sumber .. &...

Boxz Ne. IV AGENT (IF AKY) OR COMMON REPRESENTATIVE (IF ANY): ADDRESS FOR NOTIFICATIONS ([N

CERTA!N CASES). A common representative may be sppointed ouly if there sre ssverel spplicents sad if ao agent is or has been
pornted: the COMmon representative must be om of the spplicants.

'l%c following p (includes, where liceble, & legal entity) is hereby/hes been appoinied 1s agest of COMMOn FEPEEIEBIALIve Lo BEL

oa behalfl of the applicani(s) before me competent Internationsl Authotities:

Name and sddress. including postal code sad country: mg:::u? wie “u::d mg rle'm en D

Adams, John Q.

Adams, Baker and Charlie
1200 Marina Drive
Baltimore, Maryland 20820

ted States of ! )
z;l:l?:%:: ares codeB 0l1-5 77=777 hddress: 3&:&?‘“

Box Ne. V DESIGNATION OF GROUPS OF STATES OR STATES (1); CHOICE OF CERTAIN KINDS OF PROTECTION
OR TREATMENT. The following designstions are heraby made (please merk the spplicable check-boxes):

Reglenal Patont

EP Eurepess Patent(?): AT Ausiria, BE Belgivm, CH end LI Switzerland end Liechtenstein, DE Germ
g?edem Republic of), FB Frence, GB United Kingdom, (T Italy, LU Luxembourg, KL Netherlmds.
Sweden,

end any other Conmcunl State of the European Patent Convention which has become parnty to the PCT afler the issusace of this
skeet (specify aa dotted lige):

....................................................................................................

D Q4 OAPI Petent: Benin, Cameroon, Ceatral African Republic, Ched, Congo, Gebon, Mali, Mauritania, Senegal, Togo,
end any other member State os OAPI which bas become party to the PCT afier the issuance of this sheet; if other QAP title
desired, specify oa dotted line(

Natienal Peient (if oiber king of protection of trestment desired, specify oa dotied line(3))

AT AustrigB®) .. ... .coiiiiiiiiiennieniinnnnne. ER Republicof Kores®) ..ooovennnnnnnnnnnnnn..
[] av Australis® ..o [] LK sriLanks
D BB Barbados D LY Luxembourg®).................. eebesacann
[[] B6 Bulgaria®........oooooiiii (] Mc Monaco® ...
@ BR Brazil( ..., [] MG Madagascar
[[] cHasd L1 Switzerisnd and Liechtenstein [[] % Malawi®).......coooiiiiiiiiiiiinnnn.,
DE Germany (Federal Republic o)®) .Utilty. [ | NL Netherlands
Model .. ..o [7] No Norway
@ DE Denmark D RO Romenie
[g] 7t Fistang [ sp sudm .
D GB Usited Kingdom D SE Sweden
(] sy Hungery [ su sovietUnion®.........ccooemmininnnnnnnnn.
E JPOJSpEBG) oo iineiiees e
D EP Democratic People’s Republic of Korea@) . __.. Q US United States of Americs®) Continuvation
sinmpart

.............................................................................................................

(§)] T;he n:phgnl (3 cn%lce crrvl' the o)m:r of denigtisnions may be indicated by murking the check-boxes with sequentiel arabic numersls (see
also the “Notes 10 Box No.

(3) The selection of particular Stetes for & Europesn petent can be msde upon entering the natioasl (regional) phase before the Europesn
Patent Office (see also the “Notes to Box No. V™).

(3) Ifanother kind of pr ion or o title of edditios or, in the United States otAumcl. {reatment a8 & continuation of 8 continuation-in-pan
is desired, specify ding to the iastr given in the *“Notes w0 Box Ko, V.
Form PCT/RO/101 (second sheet) (July 1987) See notes on zccompeanying cheet
1800-17
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Sheet number.. ...
Sapplements! Bex. Use this box in the following cases:

(i) f mace than three persons are invelved as appli and/or iny + i such case, write “Contiavation of Box No. 111" aad indicate
for exch edditional person the seme lype of information as required in Box Ne. IIl;

(ii) ¢. in Box Ne. If or any of the sub-boxes of Bax Me. IlI, the indication “the States irdicated in the ‘Supplemental Box," is checked; in
such case, write “Continuation of Box No. 1i” or *Continuation of Box No. 1117 or “Continuation of Boxes No. Ul snd WNo. 1317 (es the case may
be). indicate the name of the applicant(s) involved and, next to (each) such aame, the country or countries (or EP or OA, if applicable) for
the purposes of which he/she/it is applicant;

(iii) if. in Box No. Il or eny of the sub-boxes of Box No. IHl, a person indicated as “applicant and irvenior” er “inventor enly " is nat inventor
Jor the purposes of all desigrated States or for the purposes of the United States of America; in such case, write “Continuation of Box No. 11"
ot “Continustion 0. Box No. {11™ or “Continuetion of Boxes No. 11 and No. 135™ (as the case may be), indicate the name of the inventor and,
next to such name, the countey or countries (or EP or OA, if epplicable) for the purposes of which the named pesson is inventor;

(iv) if there is more than one agent erd their addresses are Rot the same; in such case, write “Continuation of Box No. IV" gnd indicate for
each additional sgent the same type of information as required in Box No. 1V,

{v) if; in Box No. V. the name of any countiy {er OAPl) is accompanied by the indication “patent of addition,” “cenificate of addition,” or
“inventor's certificate of eddition, " or if, in Box Ne. V, the name of the Urited States of America is accompanied by on indication “Continuation”
or “Coniiruction in part®; in such case, write “Continuation of Box No. V" and the name of each country involved (or GAP), and after the
name of n'ch such country (or QAP]), the number of the parent title or parent application and the date of grant of parent title ot filing of
parent zpplication;

(vi) if there are more thar three earlier applicatioRs wkose priority is ¢leimed. in such case, indicate "Continuation of Box No. V1™ ang
indicate for each edditional easlier spplication the seme type of information as required in Box No. VI,

(vii) i, in any of the Boxes, the .':patr is insufficient to furnish all the information; in such case, write “Continuation of Box No. ..." {indi-
cate the nqmb&r_ of the Box] and {urnish the information in the seme manner as required according to the captions of the Box in which the
space was insufficient.

(viil) {f the epplicamt intends 1o claim, in respect of any designated Office. the benefit of provisions al[ the national low concerning mon-prejudicial
disclosures or exceptions 1o lack of movelty; in such case. wrile “Statement Concerning Ni judicial Di ot E ions 1o Lack of Novelty’
and furnish that statement below.

Prej

Continuation of Box No. V.

United States of America, Continuation-in-part of

application Serial Number 06/876,543, filed 15 July 1986.

If this Supplemental Box is not used, this sheet need ot de included in the Request.

Form PCT/RO/101 (supplemental sheet) (July 1987) See notes on accompanying sheet
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Sheet nuubﬂ..{‘....

Bex Ne. VI  PRIORITY CLAIM (IF ANY). The priocity of the following earlier epplicatioa(s) is bereby claimed:

Country (coustry i which it Filiag Date Application No. Officeof Filing(fillinealyif
was filed if nationel spplication; (dsy, moath, year) the earlier application is an
oae of the countries for which it islermations! application
was filed if regional or interna- ar @ cegionel applicstion)
ticta! applicetion)

M ys 15 July 1986 06/876,543

2)

[&J]

(Leuer codes may be used to indicate country snd/or Office of filing)
When the earlier applicstion was filed with the Office which, for the purposes of the present international application, is e receiving Office,
the applicant mey. agains: paymen of the required fee, ask the following:

[}g the receiving Office is hereby requested to prepare and traasmit to the International Buresu a certified copy of the sbove-menticned
esrlier spplication/of the earlier applicsticas identified sbove by the sumbers (insert the applicsble pumbers)

Bex No. Vil EARLIER SEARCH (IF ANY). Fill in where & search (international, interngtional-type or other) by the International
Searching Authority has already been requested (or completed) und the said Autbority it Bow requesied to base the internstionsl search,
to the extent possible, on the results of the said earlier search. Identify such search or request either by reference to the relevant applice-
tion (or the translation thereof) or by reference to the sesrch request.

Enternationat applicstion aumber or Internetions!/regionsl/nationsal
number and country (or regional filing dste

Office) of other application:

Dete of request for search: Number (if available)

Eiven to search request:

Boz Ne. Viil SIGNATURE OF APPLICANT(S) OR AGENT

Christopher Columbus n Paul Jones(/
President, Columbia Marine Corp.

If the present Request form is signed oa behalf of any applicant by an agent, & separate power of attorney sppointing the agent and signed by
the applicent is required. If in such case it is desired 10 meake use of & general power of attorkiey (deposited with the receiving Office), a copy
thereof must be attached to this form.

Bexz Ne.lX CHECE LIST (To be filled in by the Applicant) This internations! applicstion as filed is accompasnied by the items
checked below:

This inernationa) application contains the following pumber of
gheets: L D sepasete signed power of atiormey
1. req 28 sheets | 3 D copy of general power of attormey
3 ipti By -
2. description 5 sheets 3. D priority decument(s) (see Box No. VI)
3. claims shoets
¢ sbstract 1 abeets 4, D receipt of the fees paid or revenue stamps
S. drawings 4 sheets | S D cheque for the payment of fees
. Tetal 34 gheets | 6. @ request to charge deposit sccount
Figure numbe:ﬁ ..... 1 ............ of lh?.dn_winu (ifemy) is suggested 7. E other document (specify)
to sccompany the abstract for publicstion. Pransmittal 1 etter

{The tellewing is 1o be Blied la by Gio roceivieg Office)

1. Date of actual receipt of the purporied internaticoal epplication:

2. Corvected date of ectual receipt due to leter but titnely received papers
= ordrawings completing the pusporied international applicstion:

3. Date of timely ipt of the required corrections under Asticle 11 of the PCT:

4. Drawings D Received D No Drawings

(The folloving {o to be Blicd (a by e [ntermations) Buresa)
Date of receipt of the record copy:

Form PCT/RO/101 (last sheet) (July 1987) See potes oo accompunying sheet
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THIS SHEET IS NOT PART OF AND DOES NOT COUNT AS A SHEET OF THE INTERNATIONAL APPLICATION

APPLICANT This columan
‘ Col unbia Marine Corporatl ion r&gl':l::
INTERNATIONAL APPLICATION NUMBER DATE STAMP OF RECEIVING OFFICE Office

(to be filled ia by the receiving Office)

FEE CALCULATION SHEET!
FEES SUBMITTED OR TO BE CHARGED TO DEPOSIT ACCOUNT
1 TRANSMITTAL FEEZ..vvnneenneennnreennnnennens teveeeeernsernnrenneeeanasanns $170| 1
11 SEARCH FEE? «vnvvveenreenneennennnncennnnns rerereraneenannns rereeeevenenen .. L8350 I
faternational search tobe effected BY .. .coviiiiiiiiiiieeeraatrrncracsennenancnas

(Please indicate, but only if the applicant has the choice between two of more Interna.
tional Searching Autherities, the name of the Authority to which the international epplica-
tion is to be transmitted. Note that the amount of the seerch fee depends on the identity
of the Internstional Searching Authority.)

II1. INTERNATIONAL FEE*
BASIC FEES
Indicate the number of SHEETS contained in the international application

FiESt 30 HeeIS .. v ereeeeneeneroarenessacroacceasensoansannas $485 m s —
getnaining ._L_ sheets x .§_1_°___ = PE——
Add amounts entered in boxes b, and b, and enter totsl in box B.
This figure is the amount of the B‘ASIC }-'EE ............................ -u e ——

DESIGNATION FEES®

Indicate the number of NATIONAL PATENTS
which have been sought and multiply by the 2 35120 lsl ,ogol d l

amount of the designation fee.

ln:iul:: the %umber of FGLONﬁlL PlA'l;ENiS .
which have been sought and multiply by the .
smount of the designation fee. L %8120 ————

Add smounts entered in boxes d, end d, and enter total in
box D (if that total exceeds the figure which corresponds to
the amount of the designation fee multiplied by ten, enter

the latter figure in Box D)6.

This figure 1 the amount of the DESIGNATION FEES .................. $1,204 D | —
Add amounts entered in boxes B and D, and enter total in box 1. l d i l
This figure is the amount of the INTERNATIONALFEE................... $1,725.0

iV. TOTAL OF PRESCRIBED FEES SUBMITTED OR TO BE-CHABGED

TO DERQOSIT ACCOUNT

Add amounts entered in boxes T, S and I, and enter total in the TOTAL box.

This figure is the total amount of the PRESCRIBED FEES SUBMITTED OR $2,245,00
TO BE CHARGED TO DEPOSIT ACCOUNT . ....iiitiinirictnirecnnncnnnnns JOTAL

THE APPLICANT MAY PAY THE PRESCRIBED FEES BY [CHEQUE, POSTAL MONEY ORDER, IANK DRAFT,
CASH, REVENUE STAMPS, COUPONS, ETC.j. PAYMENT SHOULD BE MADE IN THE PRESCRIBED
CURRENCY TO THE [ACCOUNT OF, ACCOUNT INDICATED BELOW OF, ORDER OF) THE RECEIVING OFFICE.
PAYMENT MAY ALSO BE MADE BY AUTHORIZATION TO CHARGE A DEPOSIT ACCOUNT AT THE RECEIVING
OFFICE IF THE LATTER HAS 4 DEPOSIT ACCOUNT SYSTEM.

DEPOSIT ACCOUNT AUTHORIZATION?

The RO/ US ie hereby authorized 1o charge the iotsl fees indicated sbove 16 my deposit sccount.
The Ros US is hereby suthorized to charge sny deficiency or eredit any overpayeent in the total fees indicated
gbove to my deposit account.
The RO/ US is hereby suthorized to chasge the fee for preparation and trensmittal of the priority document to the

International Buresu of WiPO to my deposit account.

99-1111 02 July 1987 | }M MM ;

Deposit Account Number Date Signature “John Adams

Form PCT/RO/101 (Anex) (July 1987)¢ See nowes on reverse side ‘
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NOTES TO THE REQUEST FORM (PCT/RC/161)

These Notes are intended to facilitate the filling in of the
form. For suthentic informastion, see the text of the Patent
Cooperation Treaty aad the texts of the Regulations and the
Administrative Instructions under that Treaty. In case of discrep-
ancy between these Notes and the said texts, the latter are appli-
cable. For more detailed information, see aiso the PCT Applicant’s
Gulde, & publicatiog of WIPO.

“Rulie” refers to Rules of the Regulations and “Section”
refers to Sections of the Administrative Instructions.

Plesse use & typewriter. The applicable check-boxes may be
marked with black ink.

NOTES TO BOX Ne. §

Tide of lavendien (Rules 4.3 and 5.1(2)): The title must
be short (preferably two to seven words when in English or
wanslated into English) end precise. It must be identical with
the title heading the description.

NOTES TO BOXES Ne. If and Il

Indication wether ¢ Person ks Applicent and/er laveator (Rules
4.5(2) and 4.6(a)end (b)): Plesse mark the applicable check-box
in order to indicate wether the person (including & legal entity)
named is “applicant oaly” (which means that the person is not elso
imventor), “inventor only” (which means that the person is not also
spplicant) or “spplicant end inventor” (which means that the per-
son is both). A person is to be named only cnce, even where the
pesrson is both applicant and inventor.

Nemes sad eddresses (Rule 4.4):  The family name (prefera-
bly in capital letters) must be indicated before the given name(s).
Titles and academic degrees must be omitied. Names of legsl
entities must be indicated by their full official designations.

The sddress must be indicated ifi such & wey that it al-
lows prompt postal delivery; it must consist of ell the relevant
sdministrative units (up to end including the indication of the
house aumber, if eny, aad the country).

Only one sddress may be indicated per person. Where no
agent is appointed, & special “address for notifications” may be
indicated in Box No. IV (see below).

Natiesalicy (Rules 4.5(a) end (b) and 4.6{s)): For each
gpplicant, the nationality must be indicated by the name of the
State of which the person is & astionsl. This indication is aot
required where g person is inventor oaly.

Besidence (Rules 4.5(s) and (c) snd 4.6(s)):  For eachappli-
cant, the residence musi be indicated by the name of the State of
which the person is & resident. However, if the residence is not in-
dicated, it will be essumed that the State of residence is the samess
the State indicated in the address. The indication of the residence

is pot required where ¢ person is inventor only.

Names of States (Section 201(e)): For the indication of
names of States the two-letter countty codes may be used.

Different Applicants foe Different Stases (Rule
18.4(a)): It is possible to indicate different applicants for the pur-
poses of different designated Sistes. In such g case, in respect of
each designated State, at least one of the spplicants indicated for
the purposes of that State must be & national or resident of s PCT
Contracting State. Where the Unlied States of Ametica b eae ef the
Gesignated States. the laventor(s) mest be the appliceni(s) for the
Unlted States of America end the chech ot “spplicant ead laventer”
musi be marked,

For the indication of the designated States for which a person
is spplicant please mark the applicable check-box (only one). The
check-box “the States indicated in the ‘Supplernental Box’ must
be marked where noae of the other three check-boxes fits: in such
8 case, the name of the pereon must be repeated in the Supple-
mental Box with an indicetion of the Stases for which he is eppli-
cant (see item (ii) in thet Box).

Naming of laveatse (Rule 4.1(a)(v) and (c)i)):  The inven-
we's name end address must be indicated where the national law of
at least one of the designsied States requires that the name of the
imventor be furnished &t the time of filing; for details see the PCT
Applicaat's Guide, Volume [, Annex B. It is strongly rer ymmend-
ed to name alweys the inventor.

Different Inventers for Dilrest Designsted Stetes (Rule
4.6(c)): Different petsoas may be indicated gs inventors for dif-
ferent designated States where, in this respect, the requiremnents of
the nationa) laws of the designsied States are not the same; in such
; case, the Supplementsl Box must be used (see item (iii) in that

oK).

NOTES TO BOX Ne. IV

hgeat or Commoa Representative (Rules 4.7, 4.8 and Section
108): For the maaner in which name(s) and address(es) inclu-
ding nemes of States must be indicated, see the Notes to Boxes
No. Il and IfI. Where several agents are listed, the sgent to whom
any cofrespondence miust be eddressed is to be listed first. If
there is more than one epplicant but no common agent repre-
senting them, the Request must designate one of the applicants
who is & aations] or resident of a Contracting State, as their
common fepresentative. If this is not doae, the common repre-
sentative will the applicant first namned in the Request who is
:)lg_illed to file an internations! application with the receiving

ce.

Appelutment of Agent or Common Representutive (Rule 90.3
and Section 105):  Aay such appointment may be made by des-
ignsting the agent(s) or the comnimon representative in the Request
or in & separate power of attorney. Each applicant must sign either
the Request or the separate power of attorney. Where the interna-
tional epplication is filed with reference to 2 general power of attor-
ney, & copy thereof must be attached to the Request and any appli-
cant who did aot sign the general power of stiomey must sign
either the Request or & separate power of atiorney.

Address fer Netificutions (Rule 4.4(d)):  [fno egent hasbeen
appointed, & special address for the sending of notifications to the
epplicant mey be indicated in Box No. [V instead of the neme and
address of an agent. That address must be different from the ad-
dress given in Box No. II and the special check-box must be mer-
keg. if an agent has been appointed, notifications will be sent to his
sddress.

KOTES TO BOX Ne. V

Deslgustion ofStates: TheContracting States in which pro-
tection is desired must be designated in the Request by marking
the opplicable check-boxes. Nete ot ufer fling farther
designations cammet be

The marking of the check-boues of the designated States by
means of sequentisl arabic numersls will be teken es indicating the
applicant’s ehelce of the erder of the deslgnations, ifanother form of
marking is used, the order wili be taken as that in which the marked
boxes eppear on the form. This order will only have any significan-
ce if the amount received for the designstion fees is insufficient to
cover all the designations; in that case, the amount received will be
epplied in peyment of the fees for the designations following the
said order (Rule 16bis.2(c) and Section 321).

For the designation of & State which hes become party tothe
PCT sfier the date appearing on the bottom of the second sheet of
the Request form, the name of the State, preferably preceded by
the two-letier country code, must be given together with an indi-
cation, where spplicable, whether national or regionel protection
or & special kind of protectioa or treetment is desired.

Where s Eurepess patent is desired, only one designation fee
must be paid forthat purpose, independently of the aumber of Sta-
tes designated for & European patent.

Where one or miore States are designated twice (once for the
purposes of s European patent and once for the purposes of natio-
nal protection), the applicant must pey one designation fee in
respect of the Europesn patent and as meny designation fees
us there are natiotial patents or other titles of protection sought
(Rule 15.1(ii) and Section 210).
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Note thet Belgiam. Fruzce and italy can only be designated for
the purposes of & European patent and not for the purposes of
national protection.

If &« European patent is desired for caly some of the
Contracting States of the Eutopesn Patent Coavention, the names
of those States for which ro Europesn patent is desired may be
deleted by striking them out. However, it is recommended o
designate always all the Contracting States of the Europesn
Patent Organisation and to make & selection only upon entering
the national (regional) phase before the European Patent Office
and upon payment of the Europesn designation fees.

Chelee of Certaln Kinds of Protecties or Trestment (Rules 4.12
10 4.14, Section 202): Where, in any country where that is pos-
sible, insteed of & patent, & nations! title other than & patent ig
desired, write after the name of that country oa the dotied line
the name of the title, that is, “petty patent” (available in Australia),
“utility model” (available in Brazil, Germany (Federsl Republic
of), Japan. the Republic of Kores, OAPY) o¢ “inventor's certi
(available in Bulgsris, the Democratic People's Republic of Kores,
the Soviet Unioa). Where, in the Federal Republic of Germany
(the only country in which this possibility exists), in addition to a
patent, a utility model is also desired, write after the asme of that
countey “and utility model”.

Where, in respect of sny country where that is possible, it is
desired that the spplication be treated &s an spplication for a cer-
tain title “of 2ddition” or as an application for & “continustios” org
“continuation-in-part”, write after the name of thet country the
appropriste words, that is, “patent of addition” (available in
Australia, Austrie, Bulgarie, Germany (Federal Republic of),
Malawi, the Soviet Union), “certificate of addition” (available in
Luxembourg, Monaco, OAPI), “invertor's certificate of eddition™
(available in Bulgarig, the Soviet Union), “continustios” or “con-
tinuation-in-part” (both available in the United States of America).
if any of these indications is used, indicate in the “Supplemental
Box™ the State for which such trestment is desired, the numberof
the parent title or parent application, and the date of grent of the
parent title or the date of filing of the parent spplication, as the
case may be (see itemn (v) in that Box).

NOTES TO BOX Ne. VX

Pricrity Clalm (Rule 4.10):  The declarstion containing the
priority claim must be made in the Request.

The Request must indicate both

(i) when the earlier application is not & regional or an interns-
tiona! application, the cemstry in which it wes filed, or, when the
earlier application is a regionsl or an internations! application, a1
least one countsy for which it was filed, and

(ii) the date on which it was fled;
otherwise, the priority claim will, for the purposes of the procedure
under the Tresty, be considered not 1o have been made. ~

If the application vember of the earlier applicetion is not in-
dicated in the Request but is furnished by the applicant to the
International Bureau orto the receiving Office prior to the expirs-
tion of the 16th month from the priority dste, it is considered by all
designated States to have been furnished in time.

Certified Copy of Eeriler Applicatica (Prierity Decament)
(Rule 17.1): Such copy must be submitted to the Internations}
Buresu or to the receiving Office prior 1o the expiration of the
16th month from the priority date oz, where an eatly start of the
nstional phase is requested, not later then et the time such
request is made.

Where the priority document is issued by the receiving Office,
the applicent may, instead of submitting the priority document,
request the receiving Office to trangmit the priority document to
the Intermational Bureau, Such request may be made by marking
the special check-box and by identifying 1he document. Aticution:
where such & request is rmade. the 2pplicant must pay to the receiv-
ing Office the applicable fee for prierity decument.

07/1987

Diates (Section 110):  They must be indiceted by the arabic
sumber of the day, the name of the moath and the arabic number
of the year; after or below such indicstion, the date should be te-
pegted in parenthesis by indicating it by two-digit arabic aumersls
each for the number of the day, for the number of the mombk and
for the last two numbers of the yeer, e.g., 10 June 1986 (10.06.86).

NOTES 10 BOX Ne. VH

Enstier Search (Rute 4.11):  The filling in of Box Ne. Vii
imay result in a total or pertial refund of the interational seerch fee.

NOTES TO BOX Ne. VIll

Slonatere (Rule: 4.1(d), 4.15 and 90.3(2)):  The signsiure
miust be that of the applicant (if there are several applicants all
must sign); however, the signature may be that of the agent where
& separate power of attorney appointing the agent, or & copy of &

~ | general power of sttomey already in the possession ofthe receiving

Office, is attached to the Request. The namie of each person signing
the Request should be typed below the signature; similerly, an
indication of the capacity in which the person signs should be
indicated if such capscity is not obvious from reading the
Request.

KOTES TO BOX Ne. [X

Reforencs to & Depesited Microorguniom (Rule 13bis and See-
tioa 209): Form PCT/RO/134 or any separste sheet containing
indications concerning & deposited microorganism may, iR most
cases, be listed as “ether decmment.” This is not the case if Japan is
designated: in that case, Form PCT/RO/134 or any other sheet
containing the said indicstions must be included as one of the
sheets of the description.

NOTES TO “SUPPLEMENTAL BOX™

The manner of making indications in this Box is indicated on
the iop of the “supplemental sheet.”

Statement cenceralng Nea-Prejedicel Disclovares ez Excep-
tiens to Lack of Noveky:  Such a ststzment, unless contained in
the description, may be given in this Box. {t should comply with
the national law applicable by the designated Office to which the
statement is eddressed.

GENERAL REMARES

Langesge of Comespendexce (Rule 92.2 and Section 104):
Aay lettee from the applicant to the Receiving Office, the [nterna.
tional Searching Authority o the Internstionsl Preliminary Exam-
ining Authority mug be in the safve language as the internstional
application t6 which it relstes; however, the receiving Office, the
Internations) Seerching Authority of the [nternstionsl Prelimi-
nary Exemining Authority may authorize the use of enother lan-
gusge. Any letter from the applicant to the Internsationsa! Buresu
must be in the seme language 49 the international spplication if
that langusge is English or French; otherwise, it must be in Eng-
lish or Freach, at the choice of the applicant.

Afrangement of Eleiaents sed Numbering of Sheets ef the Inter-
watlens] Application (Rule 11.7 end Section 207):  The elements
of the internations! spplication must be placed in the following
order; the Request, the description, the claim(s), the abstruct, the
drawings (ifany). All sheets constituting the international applica-
tion must be numbered in consecutive arebic numerals with three
separite eeries of numbers: the first applying 1o the Request, the
second applying to the part consisting of the description, the
claim(g) and the abstrect, end the third applying 1o the drawings.
The numbers must be pleced st the top of the sheet, in the middle,
below the 2cm margin which must remain blank. The aumber
of each sheet of the drawings must consist of two arebic numersls
separated by an oblique stroke, the first being the sheet number
and the second being the total nurnber of sheets of drawings.
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PCT INTERNATIONAL APPLICATION TRANSMITTAL LETTER °““o 2
REGARDING THE INTERNATIONAL APPLICATION OF DOCKET OR REFERENCE NUMBER
Columbia Marine Corporation CNC=123

g‘é'ﬁp-Steering Gear for Sailboats

Certification under 87 CFR 1.10 (if applianle)

“Express Meil” mailing number Dete of Deposit

1 hereby certify that this application is being deposited with the United States Postel Service “Express Mail Poat Office to
Addressee” service under 37 CFR 1.10 on the date indicated above and is eddressed to the Commissioner of Patents and
Trademarks, Weshington, D.C. 20231.

(Typed or printed neme of perion ) . (Signature of person mailing
mailing epplication) application)

To the United States Receiving Office (RO/US):

Accompanying this transmittal letter is the above-identified International epplication, including a completed
Request form (PCT/RO/101). Please process the application according to the provisions of the Patent Cooper-
gtion Treaty.

The following requests are made of the RO/US:

1]

2.

PREPARATION AND TRANSMITTAL OF CERTIFIED COPY OF PRIORITY DOCUMENTS—Please
prepare and transmit to the International Bureau a certified copy of the United States origin priority
documents identified in Box VI of the Request form (37 CFR 1.451).

To cover the cost of copy preparation and certification (37 CFR 1.19(a)\3) and (b)(1)),
& (check) (money order) in the amount of $__ is attached to this transmittal letter.

the RO/US is hereby authorized to charge the following deposit account no.: $@=3333 . .

CHOICE OF INTERNATIONAL SEARCHING AUTHORITY—It is requested that the International
Search be performed by the following International Searching Authority:

E:I United States Patent and Trademark Office (ISA/US)
[ Europeen Patent Office (ISA/EP)

The appropriste Search fee for the above-named Authority is indicated on the Fee Calculation Sheet
(PCT/RO/101 Annex).

S.D SUPPLEMENTAL SEARCH FEES (ONLY WHEN ISA/US CONDUCTS THE INTERNATIONAL

SEARCH.)—Please charge any Supplemental Search fees that may be required by the United States
International Searching Authority (ISA/US) to deposit account no.:

1 understand that this authurization is subject to my oral confirmation thereof in each instance end that it in no way {imits my right to submit
g protest agarnsi paxment of the Supplementol Search fees, but 15 merely an edministrative eid to assureThat the 1SA/US may tinely complete
the Search Report

NOTE: SUPPLEMENTAL SEARCH FEES FOR ISA/EP ARE PAYABLE DIRECTLY TO THE EUROPEAN
PATENT OFFICE

]

DISCLOSURE INFORMATION—In order to essist in screening the accompanying International appli-
cation for purposes of determining whether a license for foreign transmittal should and could be granted
and for other purposes, the following information is supplied:

A. DThere is no prior filed application relating to this invention.
B.EJ There is a prior application, serial number 06 /876,543  filed on A5 JInly 1986
which contains subject matter that is
1.l substantially identical to that of the accompanying International application.
2.13¢] less than that of the accompanying Internstional application. The additional subject
matter of the International application eppears on pages(s) and line(s) p12=16
3. D more than that of the eccompenying International application.
C,DDisclosure information cannot be covered by the language of Points 4A or 4B above due to the

involvement of several prior applications or for other reasons. A separate sheet on
which the disclosure information is explained is attached to this transmittal letter.

’5.@ REQUEST FOR FOREIGN TRANSMITTAL LICENSE—According to the provisions of 35 U.S.C.

184 and 37 CFR 5.11, a license to transmit the accompanying International application to foreign agencies
or international euthorities is hereby requested.

SIGNER 15 THE
| b appuicant John Adamsg

SIGNATURE
BTIORNEV AGENT) 23 456 /P{W. M

REG NO

[} common neeresentativE

NAME OF SIGNER (typed)

PTO-1382 mev 3-84) U.S. Depanment of Commerce

Patent and Tradamark Office
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(ii) a request to the receiving Office to transmit the priority document to
the International Bureau where the application whose priority is claimed was
filed with the national Office or intergovernmental authority which is the
receiving Office.

(d) The request shall be signed.

4.2 The Petition

The petition shall be to the following effect and shall preferably be worded
as follows: “The undersigned requests that the present intemational application
be processed according to the Patent Cooperation Treaty.”

LR R B R

(See >MPEP<§§ 1820.01-1820.11 for PCT Rules 4.3-4.15)
%%k %ok

4.16 Transliteration or Translation of Certain Words

(a) Where any name or address is written in characters other than those of
the Latin alphabet, the same shall also be indicated in characters of the Latin
alphabet either as a mere transliteration or through translation into English. The
applicant shall decide which words will be merely transliterated and which
words will be so translated.

(b) The name of any country written in characters other than those of the
Latin alphabet shall also be indicated in English.
4.17 Additional Matter

(a) The request shall contain no matter other than that specified in Rules
4.1t04.16, provided that the Administrative Instructions may permit, but cannot
make mandatory, the inclusion in the request of any additional matter specified
in the Administrative Instructions.

(b) If the request contains matter other than that specified in Rules 4.1 to
4.16 or permitted under paragraph (a) by the Administrative Instructions, the
receiving Office shall ex officio delete the additional matter.

37 CFR 1.434. The request.

(a) The request shall be made on a standardized printed form (PCT Rules
3 and 4). Copies of such printed Request forms are available from the Patent and
Trademark Office. Letters requesting such forms should bemarked “Box PCT.”

(b) The Check List portion of the Request form should indicate each
document accompanying the international application on filing.

(c) All information, for example, addresses, names of States and dates,
shall be indicated in the Request as required by PCT Rule 4 and Administrative
Ifstructions 110 and 201.

(d) Intemational applications which designate the United States of
America shall include:

(1) The name, address and signature of the inventor, except as provided
by §§ 1.421(d), 1.422, 1.423 and 1.425;

(2) A reference to any copending national application or international
application designating the United States of America, if the benefit of the filing
date for the prior copending application is to be claimed.

PCT Administrative Instructions Section 303
Deletion of Additional Matter in the Request
Where, under Rule 4.17(b), the receiving Office deletes ex officio any
matter contained in the request, it shall do so by enclosing such matter within
square brackets and entering, in the margin, the word “DELETED by RO” or
their equivalent in the language of publication of the intemnational application,
and shall notify the applicant accordingly. If copies of the intemational appli-
cation have already been sent to the International Bureau and the International
Searching Authority, the receiving Office shall also notify that Bureau and that
Authority.

The Request contains a petition to the effect that the inter-
nationg} application be processed according to the PCT; it must
contain certain bibliographic information (PCT Axrticle 4(1),
PCT Rules 3 and 4 and 37 CFR 1.434). The Request must be
made on a printed form (PCT/RO/101) to be filled in with the
reguired information (PCT Rules 3.1, 3.2 and Administrative
Insiructions Section 102(b)). Any prospective applicant may
obtain English language Request forms free of charge from the
United States Patent and Trademark Office, Box PCT, Wash-
ington, D. C, 20231. The PCT sets forth specific requirements
for each element of bibliographic information on the Request
form. The Request may not contain any maiter that is not
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specified in PCT Rule 4. Any additional material will be deleted
ex officio (Administrative Instructions Section 303).

APPLICANT OR AGENT’S FILE REFERENCE

The applicant or agent may use a file reference composed
either of letters or numbers or both, provided the file reference
does notexceed ten characters. If afile reference is indicated on
the Request form, any correspondence from an International
Authority to the applicant or agent will include it. (Administra-
tive Instructions Section 108)

SUPPLEMENTAL BOX

This box is used for any material which cannot be placed in
one of the previous boxes because of space limitations. The sup-
plemental information placed in this box should be clearly
entitled with the Box number from which it is continued,
e.g.,”Continuation of Box No IV.” If the supplemental box does
notcontain sufficient space, the material should be continued on
an additional plain sheet of A4 size paper. If such a continuation
sheet is used, it is numbered as an additional page 5 of the
Request and counted accordingly in the total number of sheets
for fee calculation purposes. The sheet should be entitled
“Continuation Sheet to the Request”.

1820.01 Title of the Invention [R-2]

PCT Rule 4.3 Title of the Invention
The title of the invention shall be short (preferably from two to seven
words when in English or translated into English) and precise.

The Request must contain the title of the invention; the
title must be short (preferably 2 to 7 words) and precise (PCT
Rule 4.3). The title in Box No. I of the Request is considered to
be the title of the application. The title appearing on the first page
of the description (PCT Rule 5.1 (a)) and on the page containing
the abstract should be consistent with the title indicated in Box
No. I of the Request form. The word “improved” should not be
used in the title.

1820.02 Applicant [R-2]

PCT Rule 4.4 Names and Addresses

(a) Names of natural persons shall be indicated by the person’s family
name and given name(s), the family name being indicated before the given
name(s).

(b) Names of legal entities shall be indicated by their full, official desig-
nations.

(c) Addresses shall be indicated in such a way as to satisfy the customary
requirements for prompt posial delivery atthe indicated address and, in any case,
shall consist of all the relevant administrative units up to, and including, the
house number, if any. Where the national law of the designated State does not
require the indication of the house number, failure to indicate such number shall
have no effect in that State, It is recommended to indicate any telegraphic and
teleprinter address and telephone number of the agent orcommon representative
or, in the absence of the designation of an agent or common representative inthe
request, of the applicant first named in the request.

(d) For each applicant, inventor, or agent, only one address may be
indicated, except that, if no agent has been appointed to represent the applicant,
or all of them if more than one, the applicant or, if there is more than one
applicant, the common representative, may indicate, in addition to any other
address given in the request, en address to which notification shall be sent.

PCT Rule 4.5 The Applicant
(a) The request shall indicate the name, address, nationality and residence
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of the applicant or, if there are several applicants, of each of them.

(b) The applicant’s nationality shall be indicated by the name of the State
of which he is a national.

(c) The applicant’s residence shall be indicated by the name of the State of
which he is a resident.

The names of natural persons must be given with the family
name being indicated before the given name (PCT Rule 4.4).
The names of legal entities should be given in full. Al addresses
should be spelled out in full and include the name of the country
in order to assure correct publication of the information. If the
United States of America is designated, the applicant must be the
inventor at the time of filing (35 U.S.C. 373).

The applicant of an international application for a desig-
nated office other than the United States of America may be
either the inventor or the owner of the invention. In cases where
the inventor is the applicant for certain designated countries and
the owner or assignee is the applicant for other designated
countries, the names and other identifying information of both
must appear in Box No. I and Box No. III with the appropriate
boxes checked. Only one applicant’s or inventor’s name should
be listed in each Box.

It should be noted that at least one of the inventors must be
aresident or national of a ?CT member country in order for the
application to enter the nationa! stage in the United States of
America. This point involves two basic issues which must be
addressed separately. One issue relates to the requirements for a
valid designation of the United States of America. The other
issue relates to the requirements of the U.S. national law in order
for the U.S. Patent and Trademark Office to accept the intemna-
tional application for the national stage. Astothe firstissue, PCT
Rules 18.3 and 18.4 require that at least one of the applicants for
each designated State mustbe aresident or national of a member
country of the PCT Union in order for the designation tobe valid.
As to the second issue, although the designation of the United
States of Americamay be valid for PCT international procedure,
the international application will not be accepted at the United
States national stage unless the applicant is the inventor (PCT
Article 27(3)and 35 U.S.C. 111 and 373). Therefore, at least one
of the inventors must be a resident of a PCT member country in
order for the international application to enter the national stage
in the United States of America.

1t should be noted, however, that if the owner or assignee is
aresident or national of a PCT member country, the owner can
be the sole applicant and file an international application desig-
nating all current PCT member countries other than the United
States of America. Any invalid designation of States for which
atleast one applicant is not aresident or national of a Contracting
State will be deleted by the Receiving Office. See also
>MPEP<§ 1805 for the text of rules and other provisions
concerning applicants.

1820.03 Inventor [R-5]

PCT Rule 4.6
The Inventor

(a) Where Rule 4.1(a)(v) applies, the request shall indicate the name and
address of the inventor or, if there are several inventors, of each of them.

(b) If theapplicant is the inventor, the request, in lieu of the indication under
paragraph (a), shall contain a statement to that effect.

(c) The request may, for different designated States, indicate different
persons as inventors where, in this respect, the requirements of the national laws
of the designated States are not the same. In such & case, the request shall contain
a separate statement for each designated State or group of States in which a
particular person, orthe same person, is to be considered the inventor, or in which

1800-25

particular persons, or the same persons, are to be considered the inventors,

For purposes of the designated countries >other than the
United States of America<, the name and address of the inven-
tor must be indicated either in the Request or later at some other
point in the procedure (PCT Article 4(1)(v), 4(4), and 22(1);
and PCT Rules 4.1(a)(v) and 4.6(a)). It should be noted that
Japan as a designated office requires the name and address of
the inventor to be present on the Request form on filing. Names
should be indicated with the family name preceding the given
name, and addresses should be spelled out in full, including
both the zip code and country.

1820.04 Agent or Common Representative (if
any) [R-3]

PCT Rule 4.7 The Agent
If agents are designated, the request shall so indicate, and shall state their
names and addresses.

PCT Rule 4.8 Representation of Several Applicants Not
Having a Common Agent

(2) If there is more than one applicant and the request does not referto an
agent representing all the applicants ("a common agent”), the request shall
designate one of the applicants who is entitled to file an international applica-
tion according to Article 9 as their common representative.

(b) If there is more than one applicant and the request does not refer to an
agent representing all the applicants and it does not comply with the require-
ment of designating one of the applicants as provided in paragraph (a), the
common representative shall be the applicant first named in the request who is
entitled tofile an intemational application with the receiving Office with which
the intemational application was filed (Rule 19.1(a)).

Any attorney or agent registered to practice before the
Patent and Trademark Office may act as an agent for the
applicant in an international application filed in the United
States Receiving Office >before all the international authori-
ties, such as the Receiving Office, the International Searching
Authority, the International Preliminary Examining Authority
and the International Bureau<. Box No. IV of the Request form
may be used as a power of attorney document. For particulars
concerning who may sign the Request and power of attorney
see >MPEP<§§ 1807 and 1820.11.

It should be noted that under PCT there is no provision for
correspondence addresses or associate attorneys. The first-
named attomey or agent will receive correspondence (PCT
Adminisirative Instructions Section 108(a)). If the power of
attorney is found to be defective, the first-named applicant will
receive any correspondence.

Jointapplicants may also designate one of the applicants to
be a common representative under PCT Rule 4.8(a).

1820.05 Designation of States [R-5]
PCT Article 43
Seeking Certain Kinds of Protection

In respect of any designated or elected State whose law provides for the
grant of inventors® certificates, utility certificates, utility models, patents of
certificates of addition, inventors’ certificates of addition, or utility ceniificates
of addition, the applicant may indicate, as prescribed in the Regulations, that
his intemational application is for the grant, as far as that State is concerned, of
an inventor's certificate, a utility certificate, or & utility model, rather than 2
patent,orthat itis for the grant of a patent or centificate of addition, an inventor’s
certificate of addition, or a utility centificate of addition, and the ensuing effect
shall be governed by the applicant’s choice. For the purposes of this Article and
any Rule thereunder, Article 2(ii) shall not apply.
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PCT Article 44
Seeking Twe Kinds of Protection

In respect of any designated or elected State whose law permits an
application, while being for the grant of a patent or one of the other kinds of
protection referred to in Article 43, to be also for the grant of another of the said
kinds of protection, the applicant may indicate, as prescribed in the Regulations,
the two kinds of protection he is seeking, and the ensuing effect shall be
govemed by the applicant’s indications. For the purposes of this Aricle, Aricle
2(ii) shall not apply.

PCT Article 45
Regional Patent Treaties

(1) Any treaty providing for the grant of regional patents (“regional patent
treaty""), and giving to all persons who, according to Article 9, are entitled to file
international applications the right to file applications for such patents, may
provide that intemational applications designating or electing a State party to
both the regional patent treaty and the present Treaty may be filed as applica-
tions for such patents.

(2) The national law of the said designated or elected State may provide
that any designation or election of such State in the intemational application
shall have the effect of an indication of the wish to obtain a regional patent under
the regional patent treaty.

PCT Rule 4.9 Designation of States

Contracting State shall be designated in the request by their names.
%k k k%

PCT Rule 4.12 Choice of Certain Kinds of Protection

(a)If the applicant wishes his intemational application tobe treated, in any
designated State, as an application not fora patent but for the grant of any of the
other kinds of protection specified in Article 43, he shall so indicate in the
request. For the purposes of this paragraph, Article 2(ii) shall not apply.

(b) In the case provided for in Article 44, the applicant shall indicate the
two kinds of protection sought, or, if one of two kinds of protection is primarily
sought, he shall indicate which kind is sought primarily and which kind is sought
subsidiarily.

37 CFR 1.432 Designation of States and payment of designa-
tion fees.

(a) The names of Designated States shall appear in the Request upon filing
and must be indicated as set forth in Section 201 of the Administrative
Instructions.

(b) The designation fees may be paid upon filing of the international
application, but must be paid * before the expiration of one year from the priority
date >or within one month from the date of receipt of the international
application if thatmonth expires after the expiration of one year from the priority
date< *, Failure to timely pay the designation fee for a particular Designated
State will result in the withdrawal of that designation *. Failure to timely pay at
least one designation fee will result in the withdrawal of the international

application *.

PCT Administrative Instructions Section 201
Names of States

(2) The name of any State referred to in the request shall be indicated
either by the full name of the State, or by a generally accepted short title which,
if the indications are in English or French, shall be as appears in Annex A, orby
the two-letter country code identifying that State as appears in Annexes A and
B.

(v) [Deleted)

* PCT Administrative Instruction Section 202
Kind of Protection
(2) Where the applicant wishes his application to be treated in any
designated State as an application not for & patent but for the grant of another
kind of protection referred to in Article 43, he shall make the indication in the
request referred to in Rule 4.12(a) by inserting the words “inventor’s
centificate,” utility certificate,” “utility model.” (or “petty patent” for Austra-
lia). “patent of addition,” “certificate of addition,” “inventor’s certificate of
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addition" or “wiility cenificate of addition,” or their equivalent in the language
of the intemational application, immediately after the indication of the said
State.

(b) Where, in respect of the designation of the Federal Republic of
Germany, the applicant is seeking two kinds of protection under Anticle 44, he
shall make the indication referred to in Rule 4.12 (b) by inserting, immediately
after the indication of the Federal Republic of Germany and in the language of
the international application, one of the two following indications:

(i) “and utility model”;
(ii) “and auxiliary wtility model.”

PCT Administrative Instructions Section 203
Regional Patents
(a) If the applicant wishes to obtain a regional patent in respect of any
designated State and the request form does not contain preprinted indications
permitting the applicant to make the indication in the request referred to in Rule
4.1(b)(iv), the applicant shall make the said indication by inserting the
words"regional patent,” or their equivalent in the language of the international
application, immediately after the indication of the said State or, where an
indication has been made under Section 202, after that indication, provided that:

(i) where Article 4(1)(ii), third clause, applies, and not all the States party
to the regional treaty have been designated, the international application shall
be treated as if all those States had been designated and as if the designations of
all such States contained the said words, whether the said designations con-
tained an indication of the wish to obtain a regional patent or, according to
Article 4(1)(ii), fourth clause, are to be treated as containing such indication;

(ii) where the national law of any designated State contains a provision as
referred to in Article 45(2), the International Bureau shall, according to Article
4(1)(ii), fourth clause, treat the designation as if it contained the said words even
where the applicant failed to indicate them.

(b) The applicant may, instead of the words “regional patent” referred to
in paragraph (a), use other words to the same effect; such words may include a
reference to a patent to be granted by the European Patent Office under the
Convention of the Grant of European Patents done at Munich on October 5, 1973
(“European patent”), where the regional patent which the applicant wishes to
obtain is a European patent.

(c) An indication, in respect of the designation of Liechtenstein or Swit-
zerland, or both, of the wish to obtain a regional patent shall be taken as
indicating a wish to obtain a European patent in respect of those States, whereas
the absence of any indication of the wish to obtain a regional patent in respect
of such adesignation shall be taken asindicating a wish to obtain a patent granted
by the Swiss Federal Intellectual Property Office in respect of those States.

PCT Administrative Instructions Section 210
Calculation of Designation Fee for the Purposes of National and
Regional Patents

Where the request of the international application contains a designation
of a Contracting State without an indication of the wish to obtain a regional
patent and also a designation of the same Contracting State with an indication
of the wish to obtain a regional patent and the national law of the Contracting
State does not contain a provision referred to in Article 45(2), the designation
fees shall be calculated on the basis that a separate fee is payable in respect of
the designation of the Contracting State in addition to the designation fee
payable in respect of that Contracting State as a Contracting State or as one of
a group of Contracting States for which a regional patent is sought.

All designated States must be named in the Request on
filing. It is not possible to add designations of countries to an
international application after itis filed. Only those countries for
which the PCT has come into effect at the time the international
application is filed may be designated. The Request form, as
filed, must contain the names of all designated countries in
which protection is desired (PCT Article 4(1)(ii), PCT Rules
4.1(a)(iv), and 4.9, and 37 CFR 1.432. However, since the
designation fees are not required until one year after the priority
date, or if no priority is claimed, until one year after the actual
international application filing date >or one month after the
international filing date, if that month ends later than one year
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LIST OF PCT MEMBER STATES
State Ratification Date of Ratification Date from Which State
or Accession or Accession May be Designated

(1) Central Africa Republic* Accession 15 September 1971 01 June 1978
(2) Senegal* Ratification 08 March 1972 01 June 1978
(3) Madagascar Ratification 27 March 1972 01 June 1978
(4) Malawi Accession 16 May 1972 01 June 1978
(§8) Cameroon* Accession 15 March 1973 01 June 1978
(6) Chad* Accession 12 February 1974 01 June 1978
(7) Togo* Ratification 28 January 1975 01 June 1978
(8) Gabon* Accession 06 March 1975 01 June 1978
(9) United States of America Ratification 26 November 1975 01 June 1978
(10) Germany, Federal Republic of** Ratification 19 July1976 01 June 1978
(11) Congo* Accession 08 August 1977 01 June 1978
(12) Switzerland** Ratification 14 September 1977 01 June 1978
(13) United Kingdom** Ratification 24 Ociober 1977 01June 1978
(14) France** Ratification 25 November 1977 01 June 1978
(15) Soviet Union Ratification 29 December 1977 01 Junel978
(16) Brazil Ratification 09 January 1978 01 June 1978
(17) Luxembourg** Ratification 31 January 1978 01 Junel978
(18) Sweden** Ratification 17 Febmary 1978 01 June 1978
(19) Japan Ratification 01 July 1978 01 October 1978
(20) Denmark Ratification 01 September 1978 01 December1978
(21) Austria** Ratification 23 January 1979 23 Aprill979
(22) Monaco Ratification 22 March 1979 22 June 1979
(23) Netherlands™** Ratification 10 April 1979 10 July 1979
(24) Romania Accession 23 April 1979 23 July 1979
(25) Norway Ratification 01 October 1979 01 January 1980
(26) Liechtenstein** Accession 19 December 1979 19 March1980
(27) Australia Accession 31 December 1979 31 March 1980
(28) Hungary Ratification 27 March 1980 27 June 1980
(29) Democratic People’s Republic

of Korea (North Korea ) Accession 08 April 1980 08 July 1980
(30) Finland Ratification 01 July 1980 01 October 1980
(31) Belgium** Ratification 14 September 1981 14 December 1981
(32) Sri Lanka Ratification 26 November 1981 26 February 1982
(33) Mauritania Accession 13 January 1983 13 April 1983
(34) Sudan Accession 16 January 1984 16 April 1984
(35) Bulgaria Accession 21 F=bruary 1984 21 May 1984
(36) Republic of Korea (South Korea) Accession 10 May 1984 10 August 1984
(37) Mali* Accession 19 July 1984 19 October 1984
(38) Barbados Accession 12 December 1984 12 March 1985
(39) Italy** Ratification 28 December 1984 28 March 1985
>(40) Benin* Accession <26 November 1986 26 February1987<

* Members of Africa Intellectual Property Organization (O API) regional patent system. Only regional patent protection is available for OAPI member states.
A designation of any state is an indication that all OAPI states have been designated. Note: only one designation fee is due regardless of the number of OAPI member
states designated. ** Members of European Patent Convention (EPC) regional patent system. Either national patents or European patents for member States are
available through PCT, except for France, Belgium and Italy, for which only European patents are available if PCT is used. Note: only one designation fee is dueif

European patent protection is sought for one, several or all EPC member countries.

after the priority date (PCT Rule 15.4(b)(ii)<*, applicants who
file without claiming priority, or who file early in the priority
year, may initially designate all PCT countries in which they
may have aninterestand later only pay designation fees for those
countries in which patent protection is seriously desired >and
withdraw the designations as to the other States<. Any desig-
nated country for which a designation fee in not timely paid is
considered withdrawn.

* States must be designated in Box No. V by checking the
appropriate box beside the name of each State. A choice between
anational patent and a regional patent is available for States that
are members of both the PCT and the European (EPC) regional
patent convention, For the EPC, regional or national protection
is available for Austria, The Federal Republic of Germany,
Luxembourg. TheNetherlands, Sweden, Switzerland, Liechten-
stein, or the United Kingdom. However, where France, Belgium
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and/or Italy is designated, the application will be treated as an
application for a European patent with effect for France, Bel-
giom and/or Italy.

The designation of any State is treated as an expression of
the wish to obtain a patent in the designated State. However, if
the applicant wishes the international application to be treated
in any designated States (whose national law>offers<* that
kind of protection) as an application not for a patent but for an
inventor’s certificate, a utility certificate, a utility model, a
patent of addition, a certificate of addition, an inventor’s
certificate of addition or a utility certificate of addition, the
applicant must indicate that desire in Box No. V of the Request
by indicating the kind of protection immediately after the
indication of the State (Administrative Instructions Section
202(a)), and the application will be dealt with accordingly in
that State (PCT Rules 4.1(b)(iii) and 4.12). Annex B of the
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“PCT Applicant' s Guide indicates, inrespectof each Contract-
ing State, the kinds of protection available

The applicant may, in respect of any designated State
(whose national law >offers<* the kinds of protection involved
and admits the possibility of seeking two kinds of protection),
mention in the Request >of< two kinds of protection (Box No.
V), together with an indication of the one preferred and the ap-
plication will be dealt with accordingly in that State (PCT
Article 44 and PCT Rule 4.12(b)). Annex B of the PCT
Applicant’s Guide indicates, in respect of each Contracting
State, whether this possibility is available. Currently the possi-
bility of seeking twokinds of protection is available only for the
Federal Republic of Germany as a designated State.

The indication on the line of the type of protection desired
is placed directly after the checkbox for the State. Where a title
(patent, certificate, inventor’s certificate, utility certificate) of
addition, is sought, or where the applicant wishes the interna-
tional application to be treated in any designated State as an
application for a continuation or a continuation-in-part, the fact
must be indicated together with an identification of the parent
application (PCT Rules 4.1(b)(v), 4.13 and 4.14). This indica-
tion is placed in the Supplemental Box and should be clearly
identified as continuing information from Box V regarding the
designation of a specific State. See > MPEP<§ 1820.07.

1820.06 Priority [R-2]

PCT Article 8
Claiming Priority
(1) The international application may contain a declaration, as prescribed
in the Regulations, claiming the priority of one ormore earlier applications filed
inorfor any country party tothe Paris Convention for the Protection of Industrial
Property.

(2)(a) Subject to the provisions of subparagraph (b), the conditions for,
and the effect of, any priority claim declared under paragraph (1) shall be as
provided in Article 4 of the Stockholm Act of the Paris Convention for the
Protection of Industrial Property.

(b) The intemational application for which the priority of one or more
earlier applications filed in or fora Contracting State is claimed may contain the
designation of that State. Where, in the intemational application, the priority of
one or more national applications filed in or for a designated State is claimed,
or where the priority of an intemational application having designated only one
State is claimed, the conditions for, and the effect of, the priority claim in that
State shall be govemed by the national law of that State.

PCT Rule 4.10 Priority Claim

(a) The declaration referred to in Article 8(1) shall be made in the request;
it shall consist of a statement 10 the effect that the priority of an earlier
application is claimed and shall indicate:

(i) when the earlier application is not a regional or an intemational
application, the country in which it was filed; when the earlier application is a
regional or an international application, the country or countries for which it was
filed,

(ii) tHfe date on which it was filed,

(iii) the number under which it was filed, and

(iv) when the earlier application is a regional or an international applica-
tion, the national Office or intergovemmental organization with which it was
filed.

(b) If the request does not indicate both

(i) when the earlier application is not a regional or an intemational
application, the country in which it was filed; when the earlier application is a
regional or an intemational application, at least one country for which it was
filed, and

(ii) the date on which it was filed,

the priority claim shall, for the purposes of the procedure under the Treaty,
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be considered not to have been made except where, resulting from an cbvious
error, the indication of the said country orthe said date ismissing oris erroncous;
whenever the identity or correct identity of the said country, or the said date or
the correct date, may be established on the basis of the copy of the earlier
application which reaches the receiving Office before it transmits the record
copy to the Intemational Bureau, the error shall be considered as an obvious
error.

(c) If the application number of the earlier application is not indicated in
the request but is fumished by the applicant to the Intemational Bureau orto the
receiving Office priorto the expiration of the 16th month from the priority date,
it shall be considered by all designated States to have been fumnished in time.

(d) If the filing date of the earlier application as indicated in the request
does not fall within the period of one yearpreceding the intemational filing date,
the receiving Office, or, if the receiving Office has failed to do so, the Intemna-
tional Bureau, shall invite the applicant to ask either for the cancellation of the
declaration made under Article 8(1) or, if the date of the earlier application was
indicated erronecusly, for the correction of the date soindicated. If the applicant
fails to act accordingly within one month from the date of the invitation, the
declaration made under Article 8(1) shall be cancelled ex officio.

(e) Where the priorities of several earlier applications are claimed, the
provisions of paragraphs (a) to (d) shall apply to each of them.

PCT Rule 32b*

Withdrawal of the Priority Claim
Rule 32°%.1 Withdrawals

(a) The applicant may withdraw the priority claim made in the intema-
tional application under Article 8(1) at any time before the international publi-
cation of the international application.

(b) Where the international application contains more than one priority
claim, the applicant may exercise the right provided for in paragraph (a) in
respect of one or more or all of them.

(c) Where the withdrawal of the priority claim, or in the case of more than
one such claim, the withdrawal of any of them, causes a change in the priority
date of the international application, any time limit which is computed from the
original priority date and which has not already expired shall be computed from
the priority date resulting from that change. In the case of the time limit of 18
months referred to in Article 21(2)(a), the Intemational Bureau may neverihe-
less proceed with the international publication on the basis of the said time limit
as computed from the original priority date if the notice effecting withdrawal
reaches the Intemational Bureau during the period of 15 days preceding the
expiration of that time limit.

(d) For any withdrawal under paragraph (a), the provisions of Rule 32.1(c)
shall apply mutatis mutandis.

PCT Administrative Instructions Section 302
Priority Claim Considered Not To Have Been Made

Where, owing to failure to meet the requirements of Rule 4.10(b), the
priority claim is, for the purposes of procedure under the Treaty, considered not
to have been made, the receiving Office shall indicate that fact in the intemna-
tional application by enclosing the box in the request Form which provides for
the information concerning the priority claim (or, where the priorities of several
earlier applications are claimed and not ali those priority claims are considered
not to have been made, the relevant part of the said box) within square brackets
and entering, in the margin, the words “NOT TO BE CONSIDERED FOR PCT
PROCEDURE? or their equivalent in the language of publication of the inter-
national application, and shall notify the applicant accordingly. If copies of the
intemnational application have already been sent to the Intemational Bureau and
the International Searching Authority, the receiving Office shall alse notify that
Bureau and that Authority.

PCT Administrative Instructions Section 314
Manner of Indicating and Notification of Correction of the
Priority Date or Cancellation of the Priority Claim

(a) Where, in reply 1o an invitation issued by the receiving Office under
Rule 4.10(d), the applicant corrects the erroneously indicated filing date of any
earlier application, the receiving Office shall enter the comrected date in the
request, draw a line through the previously entered date while still leaving it
legible and enter, in the margin, the letters “RQ.”

(b) Where, under Rule 4.10(d), the receiving Office cancels the declara-
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tion made under Article §(1), that Office shall enclose the box in the request Form
which provides for the information concerning the priority claim (oe, where the
priorities of several earlier applications are claimed and not sll those priority
claims are cancelled, the relevant part of the said box) within square brackets and
enter, in the margin, the words"CANCELLED ON REQUEST OF APPLI-
CANT™ or “CANCELLED EX OFFICIO BY RO," as the case may be, or their
equivalent in the language of publicaticn of the intemationel application.

(c) The applicant and, if copies of the international application have already
been sent to the Intemational Bureau and the Intemational Searching Authority,
that Bureau and that Authority shall be notified by the receiving Office of any
correction or cancellation effected under Rule 4.10(d) by the receiving Office.

PCT Administrative Instructions Section 402
Manner of Indicating and Notification of Correction of the
Priority Date or Cancellation of the Priority Claim

(a) Where, inreply toan invitation issued by the Intemational Bureau under
Rule 4.10(d ), the applicant corrects the erroneously indicated filing date of any
earlier application, the Intemational Bureau shall enter the corrected date in the
request, draw a line through the previously entered date while still leaving it
legible and enter, in the margin, the words “INTERNATIONAL BUREAU”.

(b) Where, under Rule 4.10(d), the International Bureau cancels the
declaration made under Article 8(1), that Bureau shall eniclose the box in the
request form which provides for the information conceming the priority claim
(or, where the priorities of several earlier applications are claimed and not all
those priority claims are cancelled, the relevant part of the said box) within
square brackets and enter, in the margin, the words “CANCELLED ON RE-
QUEST OF APPLICANT" or “CANCELLED EX OFFICIO BY THE INTER-
NATIONAL BUREAU,” as the case may be, or their equivalent in the language
of publicstion of the intemational application.

(c) The applicant, the receiving Office and the International Searching
Authority shall be notified by the International Bureau of any correction or
cancellation effected under Rule 4.10(d) by the International Bureau.

(d) Any designated Office which has been notified under Rule 24.2(a) of
the receipt of the record copy shall be notified by the International Bureau of any
correction or cancellation effected under Rule 4.10(d) by the receiving Office or
the International Bureau.

PCT Administrative Instructions Section 408
Priority Application Number

(3) If the application number of the earlier application referred to in Rule
4.10(c) (priority application number) is fumished within the prescribed time
limit, the Intemational Bureau shall enter the said number in the space provided
therefor in the request Form, unless already done by the receiving Office under
Section 319.

(b) If the priority application number is furnished after the expiration of the
prescribed time limit, the International Bureau shall inform the applicant and the
designated Offices of the date on which the said number was furnished . Tt shall
indicate the said date in the intemnational publication by including on the froat
page of the pamphlet next to the priority application number the words “FUR-
NISHED LATEON... (date),” and the equivalent of such words in the language
in which the international application is published if that language is other than
English. .

(c) If the priority application number has not been furnished at the time of
the completion of the technical preparations for intemational publication, the
International Bureau shall indicate that fact by including on the front page of the
pamphlet in the space provided for the priority application number the words
“NOT FURNISHED" and the equivalent of such words in the langusge in which
the intemational application is published if that language is other than English.

PCT Administrative Instructions Section 409
Notification of Priority Cizaim Considered Not To Have Been
Made

Where the International Bureau notes that the receiving Office has failed
tonotify the applicant as provided in Section 302, it shall send a notification to
the same effect to the applicant, the receiving Office and the Intemational
Searching Authority.

35 U.S.C. 365 Right of priority; benefit of the filing date of a
prior application.
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(a) In accordance with the conditione and requirements of section 119 of
this title, a national application shall be entitled to the right of priority based on
a prior filed intemational application which designated at least one country
other than the United States.

(b) In accordance with the conditions and requirement of the first para-
graph of section 119 of this title and the treaty and the Regulations, an
intemational application designating the United States shall be entitled to the
right of priority based on a prior foreign application, or a prior intemational
application designating at least one country other than the United States.

(c) In accordance with the conditions and requirements of section 120 of
this title, an intemational application designating the United States shall be
entitled to the benefit of the filing date of a prior national application or a prior
international application designating the United States, and a national applics-
tion shall be entitled to the benefit of the filing date of a prior international
application designating the United States. If any claim for the benefit of an
earlierfiling daie is based on a prior international application which designated
but did not originate in the United States, the Commissioner may require the
filing in the Patent and Trademark Office of a certified copy of such applicstion
together with a translation thereof into the English language, if it was filed in
another language.

Anapplicant who claims the priority of one or more earlier
national or international applications for the same invention
must indicate, in the Request at the time of filing the intema-
tional application, the country in or for which the application
was filed, the date on which it was filed, and its application
number. (PCT Article 8 and PCT Rule 4.10) When the earlier
application is a regional or an intemational application, the
applicant must also indicate the national Office or intergovern-
mental organization with which it was filed. If the number
cannot be indicated in the Request at the time of filing of the
international application, it must be furnished to the Interna-
tional Bureau at the latest by the expiration of sixteen months
from the priority date.

The applicant may withdraw any priority claim made in the
international application until the international publication of
the international application (PCT Rule 32%%). If the signed
notice containing the withdrawal of any priority claim causesa

“change in the priority date of the international application (for
the definition of “priority date,” see PCT Article 2(xi)), any
time limit which is computed from the original priority date and
whieh has not yet expired — for example, the time limit before
which processing in the national phase cannot start — is com-
puted from the priority date resulting from the said change.
Further details are provided in PCT Rule 32%*,

The date of the filing of the priority application should be
given by indicating the number of the day by two digits, the
name of the month spelled out in full and the number of the year
in four digits, for example, 05 October 1978 (PCT Adminisira-
tive Instructions, Section 110). The name of the country of
filing should be either the official name or accepted short title
listed in Annex A of the PCT Administrative Instructions. 35
U.S.C. 365 provides for recognition of priority claims in
international applications.

Applicantisrequired tofileacertified copy of each priority
application. For particulars, see >MPEP<§ 1828.

1820.07 Parent Application or Grant

PCT Rule 4.13 Identification of Parent Application or Parent
Grant

If the applicant wishes his international application to be trested, in any
designated State, as an application for a patent or cenificate of addition,
inventor’s certificate of addition, or utility certificate of addition, he shall
identify the parent application or the parent patent, parent inventor's certificate,
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or parent utility certificate to which the patent or certificate of addition,
inventor's certificate of eddition, or wility certificate of addition, if granted,
relates. For the purposes of this paragraph, Article 2(ii) shall not apply.
PCT Rule 4 .14 Contiruation or Continuation-in-Part

If the applicant wishes his international application to be treated, in any
designated State, as an application for a continuation or a continuation-in-part
of an earlier application, he shall so indicate in the request and shall identify the
parent application involved.

BoxNo. V and the Supplemental Box should be used where
the applicant has an earlier application in a country designated
in the international application and where special title or treat-
ment of the international application is desired. For example, if
the applicant has a pending United States application, the
international application could contain additional subject mat-
ter and be treated as a continuation-in-part in the United States,
if the United Statesis designated in the international application
(PCTRule4.14). In thisexample, the entries to be placed in Box
No. Vwould be as follows: “United States of America; continu-
ation-in-part; and in the Supplemental Box, the entry “Continu-
ation of Box No. V, Parent application for U.S. designation:
United States of America, 20 May 1981, 222,222" should be
inserted.

1820.08 Earlier International or International-
Type Search

PCT Rule 4.11 Reference to Earlier Search

If an intemnational or international-type search has been requested on an
application under Article 15(5) or if the applicant wishes the International
Searching Authority to base the international search report wholly or in part on
the results of a search, other than an intemational or intemational-type search,
made by the national Office or intergovemmental organization which is the
Internationsl Searching Authority competent for the intemational application,
the request shell contain a reference to that fact. Such reference shall either
identify the application (oriistranslation, asthe case may be) in respect of which
the esrlier search was made by indicating country, date and number, or the said
search by indicating, where applicable, date and number of the request for such
search.

The United States Patent and Trademark Office performs
an international-type search on all U.S. national applications
filed on and after June 1, 1978. No specific request by the
applicant is required and no number identifying the interna-
tional-type search is assigned by the Office. All earlier U.S.
applications referred to in Box No. VI and Box No. VII as well
as all U.S.applications referred to in separate transmlttal letters
will be considered by the Office.

BoxNo. VII should be used toidentify related mtemauonal
applications and U.S. national applications.

1820.09 Different Applicants for Different
- Designated States [R-§]

In any international application, different applicants may
beindicated for different designated states. This possibility is of
great practical importance since, for the purposes of the United
States of America, the applicant must be the inventor, whereas,
for the purposes of the other countries currently members of the
Treaty, no such requirement exists (PCT Article 9(3), PCT
Rules 4.6(c) and 18.4 and 35 U.S.C. 373). Where there are
several applicants, at least one of them must qualify to file an
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international application for each designated State (PCT
Rules18.3, 18. 4(a) and (b)).

If it is desired that different applicants be indicated for
different designated countries, for example, in an application
designating the United States, Sweden and Switzerland, for the
purposes of the United States, the inventor must be the appli-
cant, If the invention has been assigned, the assignee may wish
to be the applicant for Sweden and Switzerland. If in this
example, “A” is the assignee and “B” is the inventor, “A” and
“B” must both be indicated as applicants, A as“Applicant only”
in Box No. Il and B as “applicant and inventor” in Box No. III.
The sub-boxes at the bottom of Box No. I and ITI of the Reguest
are used to identify different applicants for different designated
countries. In Box No. III, “B” would be indicated as the
applicant for the United States of Americaand in Box No. II”A”
would be indicated as the applicant for Sweden and Switzerland
by checking the box labeled “all designated States except the
United States of America”. It should be noted that both “A” and
“B” must also sign the Request form or a power of attorney if the
Request is signed by an attorney or agent.

1820.10 Different Inventors for Different
Designated States

Where, because of the provisions of the national law in the
different designated States, it is necessary to indicate different
inventors for different designated States, such information
should be placed in the Supplemental Box as continuing infor-
mation from Box 11, III, or IT and III as the case may be and be
labeled “Different Inventors for Different Designated States.”
(PCT Rule, 4.6(c)). Names of inventors should be indicated
family name first. The States should be named by official titles
oraccepted short titles as listed in Annex A to the PCT Admini-
stration Instructions.

1820.11 Signature of Applicant [R-5]

PCT Rule 4.15 Signature
The request shall be signed by the applicant.

The request form of an international application must be
signed. The supplemental box may be used if Box No. VIII has
insufficient room for all signatures.

Each applicant must sign either the Request form or a
power of attorney appointing the agent named in Box IV of the
Request. If the latter, the attorney must sign the Request on
behalf of the applicant or applicants signing the separate power
of attorney. Each signature appearing in Box VIIIshouldappear
over the typed name and title of the person signing.

For provisions concemning representation and for particu-
lars regarding powers of attorney se¢ > MPEP<§1808,.

1820.12 Check List [R-2]

PCT Administrative Instructions Section 313
Documents Fiied with the International Application; Manner of
Marking the Necessary Annotations in the Check List

(a) Any power of attomey and any priority document filed with the
international application referred to in Rule 3.3(a)(ii) shall accompany the
record copy; any other document referred to in that Rule shall be: sent only at the
specific request of the Intemational Bureau. If any document referred to in Rule
3.3(a)(ii) which is indicated in the check list as accompanying the international
application is not, in fact, filed at the latest by the time the record copy leaves
the receiving Office, that Office shall so note on the check list and the said
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indication shall be considered as if it had not been made.

(b) Where, under Rule 3.3(b), the receiving Office itself fills in the check
list, that Office shall enter, in the margin, the words “FILLED IN BY RO, or
their equivalent in the language of publication of the intemational application.
Where only some of the indications are filled in by the receiving Office, the said
words and each indication filled in by that Office shall be identified by an

asterisk.

When calculating the list of pages, the Notes to the Request
and the fee calculation sheet, form PCT/RO /101 Annex, are not
counted. Any supplemental sheet used for continuing material,
however, is counted.

Items which accompany the intemational application
should be identified in this portion. If transmittal form PTO-
1382 is used, it should be referred to as “transmittal letter” under
item 7 in Box No. IX.

The figure of drawing which applicant considers to best
illustrate the invention should be identified in Box No. IX for
publication in the >PCT< Gazette and on the front page of the
pamphlet. The figure selection will be reviewed by the Interna-
tional Searching Authority. When the international application
contains only one figure which the applicant wishes to have
published, the word “sole” should be typed in the space.

The lower box following Box No. IX is tobe filled in by the
Receiving Office only to indicate whether drawings are missing
upon filing. (PCT Administrative Instructions, Section 310(a).)

ASSIGNMENT DOCUMENT

An assignment document, or a copy thereof, may be filed
with the International application. The Check Listof theRequest
form, Box No. IX, item 7, should be marked to indicate that an
assignment document has accompanied the International appli-
cation on filing. (PCT Rule 3.3(a)(ii)) The assignment document
will be transmitted with theRecord Copy of the application to the
International Bureau.

It should be noted that U.S. Patent and Trademark Office
records assignments only for International apptications in which
the United States isnamed asa designated State. (37 CFR 1.331).

The assignment instrument for an International application
mustinclude the indication that the application to which itrelates
isaninternational application designating the United States. The
assignment instrument and the prescribed fee for recording (37
CFR 1.21) may be filed together with the International applica-
tion. The Receiving Office will route the instrument and fee to
the appropriate organizations for recording.

1823 The Description [R-2]

PCT Article §
The Description
The description shall disclose the invention in & manner sufficiently clear
and complete for the invention to be carried out by a person skilled in the art.

PCT Rule 5
The Description
5.1 Manner of the Description

() The description shall first state the title of the invention as appearing in
the request and shall:

(i) specify the technical field to which the invention relates;

(i) indicate the background art which, as far as known to the applicant, can
be regarded as useful for the understending, searching and examination of the
invention, and preferably, cite the documents reflecting such art;

(iii) discloge the invention, &g claimed, in such terms that the technical
problem (even if not expressly stated as such) and its solution can be understood,
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and state the sdvantagecus effects, if any, of the invention with reference to the
background art;

(iv) briefly descsibe the figures in the drawings, if any;

(v) set forth at least the best mode contemplated by the applicant for
canying out the invention claimed; this shell be done in terme of exemples,
where appropriste, and with reference to the drawings, if any; where the
national law of the designated State does not require the description of the best
mode but is satisfied with the description of any mode (whether it is the best
contemplated ornot), failure to describe the best mode contemplated shall have
no effect in that State;

(vi) indicate explicitly, when it is not obvious from the description or
nature of the invention, the way in which the invention is capable of exploitation
in industry and the way in which it can be made and used, or, if it can only be
used, the way in which it can be used; the term “industry” is to be undersiood
in its broadest sense as in the Paris Conventioa for the Protection of Industrial
Property.

(b) The manner and order specified in paragraph (a) shall be followed
except when, because of the nature of the invention, & different manner or &
different order would result in better understanding and & more economic
presentation.

(c) Subject to the provisions of paragraph (b), each of the parts referred
to in paragraph (2) shall preferably be preceded by an appropriate heading
as suggested in the Administrative Instructions.

37 CFR 1.435 The description. ,
(a)Reguirements astothe content and form of the description are set forth
in PCT Rules 5,9, 10 and 11 and Administrative Instruction 204, and shall be
adhered to.
(b) In intemnational applications designating the United States the de-
scription must contain upon filing an indication of the best mode
contemplated by the inventor for carrying out the claimed invention.

PCT Adminlstrative Instructions Section 204
Headings of the Parts of the Description

The headings referred to Rule 5.1(c) should be as follows:

(i) for matter referred to in Rule 5.1(a)(), “Technical Field™;

(ii) for matter referred to in Rule 5.1(a)(ii), “Background Ant™;

(iii) for matter refer red to in Rule 5.1(a)iii), “Disclosure of Invention™;

(iv) for matter referred to in Rule 5.1(a)(iv), “Brief Description of
Drawings™;

(v) for matter referred to in Rule 5.1(2)(v), “Best Mode for Carrying Out
the Invention”, or, where appropriate, “Mode(s) for Carrying Out the Inven-
tion™;

-¢vi) for matter referred to in Rule 5.1(a)(vi), “Industrial Applicability.”

The description must “disclose the invention in a manner
sufficiently clear and complete for the invention to be carried
out by a person skilled in the art” (PCT Article 5). PCTRule §
contains detailed requirements as to the “manner and order” of
the description, which, generally, should consist of six parts
under the following headings: “Technical Field,” “Background
Art,” “Disclosure of Invention,” “Brief Description of Draw-
ings,” “Best Mode of Carrying Out the Invention,”” Industrial
Applicability” (PCT Administrative Instruction Section 204.)
The description must begin with the title of the invention as
stated in Box No.I of theRequest. (PCTRule 5.) Every fifth line
of typing may be numbered along the left hand side to the right
of the margin. (PCT Rule 11.8). Both the line numbers and the
text should be between the left and right margins. The page-
numbers must be placed at the top of the page butnot in the top
margin. (PCT Rule 11.6 (e).) If the United States of Americais
designated, the best mode contemplated by the inventor for
carrying out the invention must be included in the description
(37 CFR 1.435).
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1823.01 Reference to Deposited
Microorganism [R-2]
PCT Ruie 13"

Microblologlcal inventlons
13%8.1 Definition
For the purposes of this Rule, “reference to a deposited microorganism”
means particulars given in an international application with respect to the
deposit of & microorganism with & depositary institution or to the microorgan-
ism so deposited.
13%2.2 References (General)

Any reference to & deposited microorganism shall be made in accordance
withthis Rule and, if so made, shall be considered as satisfying the requirements
of the national law of each designated State .

13%%.3 References: Contents; Failure to Include Reference or Indication

(a) A reference to a deposited microorgenism shall indicate,

(i) the name and address of the depositary institution with which the
deposit was made; ‘

(ii) the date of depasit of the microorganism with that institution;

(iii) the accession number given to the deposit by that institution; and

(iv) any additional matter of which the International Bureau has been
notified pursuant to Rule 13%.7(a)(1), provided that the requirement toindicate

that matter was published in the Gazette in accordance with Rule 1375.7(c) at

least two months before the filing of the intemational application.

(b) Failure to include a reference 1o a deposited microorganism or failure
to include, in & reference to a deposited microorganism, an indication in
accordance with paragraph (a), shall have no consequence in any designated
State whose national law does not require such reference or such indication in
a national application.

13%.4 References: Time of Furnishing Indications
If any of the indications referred to in Rule 13 bi'.3(a) is not included in

areferencetoa deposited microorganism in the intemational application as filed
but is furnished by the applicant to the Intemational Bureau within 16 months
after the priority date, the indication shall be considered by any designated
Office to have been fumished in time unless its national law requires the
indication to be fumished at an earlier time in the case of a national application
and the International Bureau has been notified of such requirement pursuant to
Rule 13%8.7(a)i ), provided that the Intemational Burean has published such

requirement in the Gazette in accordance with Rule 13b“.7(c) at least two

months before the filing of the intemational application. In the event that the
applicant makes a request forearly publication under Article 21(2)(b), however,
any designated Office may consider any indication not fumnished by the time
such request is made as not having been fumished in time. Irrespective of
whether the applicable time limit under the proceeding sentences has been
observed, the International Bureau shall notify the applicant and the designated
Offices of the date on which it has received any indication not included in the
international application as filed. The Intemational Bureau shall indicate that
date in the intemational publication of the intemational application if the
indication has been furnished to it before the completion of technical prepara-
tions for intemational publication. .
13Y%5 References andIndications for the Purposes of One or More Designated
States; Different Deposits for Different Designated States; Deposits with De-
positary Institutions Other Than Those Notified

() A reference to a deposited microorganism shall be considered to be
made for the purposes of all designated States; unless it is expressly made for
the purposeg of ceriain of the designated States only; the same applies to the
indications included in the reference.

(b) References to different deposits of the microorgenism may be made
for different designated States.

(c) Any designated Office shall be entitled to disregard a deposit made
with a depositary institution other thar one notified by itunder Rule 13bis. 7(b).
13%%.6 Furnishing of Samples

(2) Where the international application contains a reference to a deposited
microorganism, the applicant shall, upon the request of the Intemnational Search-
ing Authority or the Intemational Preliminary Examining Authority, authorize
and assure the fumishing of a sample of that microorganism by the depositary
institution tothe said Authority, provided that the said Authority has notified the
Intemational Bureau that it may require the furnishing of samples and that such
samples will be used solely for the purposes of international search or intema-
Rev. 5, July 1987 1
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tional preliminary examination, as the case may be, and such notification has
been published in the Gazeite.

(b) Pursuant to Aricles 23 and 40, no furnishing of samples of the
deposited microorganism to which a reference is made in an intemational
application shall, except with the authorization of the applicant, take place
before the expiration of the applicable time limits after which national process-
ing may startunderthe said Articles. However, wherethe applicant performs the
acts referred to in Anticles 22 or 39 after international publication but before the
expiration of the said time limits, the fumishing of samples of the deposited
microorganism may take place, once the said acts have been performed.
Notwithstanding the previous provision, the fumishing of samples from the
deposited microorganism may take place under the national law applicable for
any designated Office as soon as, under that law, the intemational publication
has the effects of the compulsory national publication of an unexamined
national application.

137 National Requirements: Notification and Publication

(2) Any national Office may notify the Intemational Bureau of any
requirement of the national law,

(i) that any matter specified in the notification, in addition to those referred
to in Rule 13%# 3(a) (i), (ii) and (iii), is required to be included in reference to
a deposited microorganism in a national application;

(ii) that one or more of the indications referred to in Rule 13%.3(2) are
required to be included in a national application as filed or are required to be
fumished at a time specified in the notification which is earlier than 16 months
after the priority date.

(b) Each national Office shall notify the Intemnational Bureau of the
depositary institutions with which the national law permits deposits of micro-
organisms to be made for the purposes of patent procedure before that Office or,
if the national law does not provide for or permit such deposits, of that fact.

(c) The Intemational Bureau shall promptly publish in the Gazette re-
quirements notified to it under paragraph (a) and information notified to it under

paragraph (b).

PCT Administrative Instructions Section 2069
Indications as to Deposited Microorganisms on a Separate Sheet

(a) To the extent that any indication with respect to a deposited microor-
ganism is not contained in the description, it may be given on a separate sheet.
Where any such indication is so given, it shall preferably be on the form provided
in Annex F as form PCT/RQ/134 and, if fumished at the time of filing, the said
form shall, subject to paragraph (b), preferably be attached to the request and
referred to in the Check List referred to in Rule 3.3(a)(ii).

(b) For the purposes of the Japanese Patent Office, when Japan is desig-
nated, paragraph (a) applies only to the extent that the said form or sheet is
included as one of the sheets of the description of the intemnational application
at the time of filing.

1824 The Claims [R-2]

PCT Articie 6
The Claims
The claim or claims shall define the matter for which protection is sought.
Claims shall be clear and concise. They shall be fully supporied by the
description.

PCT Rule 6
The claims
6.1 Number and Numbering of Claims
(a) The number of the claims shall be reasonable in consideration of the
nature of the invention claimed.
(b) X there are several claims, they shail be numbered consecutively in
arabic numerals.
(c) The method of numbering in the case of the amendment of claims shall
be govemned by the Administrative Instructions.
6.2 References to Other Parts of the International Application
(a) Claims shall not, except where absolutely necessary, rely, in respect
of the technical features of the invention, on references to the description or
drawings. In particular, they shall not rely on such references as: “as described
in part . . . of the description,” or “as illustrated in figure . . . of the drawings."”
{b) Where the intemnational application contains drawings, the technical
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features mentioned in the claims shall preferably be followed by the reference
signs relating to such features, When used, the reference signs shall preferably
be placed between parentheses, If inclusion of reference signs does not particu-
larly facilitate quickerunderstanding of a claim, it should not bemade. Reference
signs may be removed by a designated Office for the purposes of publication by
such Office.

6.3 Manner of Claiming

(a) The definition of the matter for which protection is sought shall be in
terms of the technical features of the invention.

(b) Whenever appropriate, claims shall contain:

(i) a statement indicating those technical features of the invention which
are necessary for the definition of the claimed subject matter but which, in
combination, are part of the prior art.

(ii) a characterizing portion - preceded by the words “characterized inthat,”
“characterized by," “wherein the improvement comprises,” or any other words
tothe same effect -stating concisely the technical features which, in combination
with the features stated under (i), it is desired to protect.

(c) Where the national law of the designated State does not require the
manner of claiming provided by paragraph (b), failure to use that manner of
claiming shall have no effect in that State provided the manner of claiming
actually used satisfies the national law of that State.

6.4 Dependent Claims

(a) Any claim which includes all the features of one or more other claims
(claim in dependent form, hereinafter referred to as “dependent claim™) shall
do so by a reference, if possible at the beginning, tothe other claim orclaims and
shall then state the additional feature claimed. Any dependent clam which refers
to more than one other claim (“multiple dependent claim™) shall refer to such
claims in the alternative only. Multiple dependent claims shall not serve as a basis
for any other multiple dependent claim. Where the national law of the national
Office acting as International Searching Authority does not allow multiple de-
pendent claims to be drafted in a manner different from that provided for in the
preceding two sentences, failure to use that manner of claiming may result in an
indication under Article 17(2)(b)in the intemational search report. Failure to use
the said manner of claiming shall have no effect in a designated State if the
manner of claiming actually used satisfies the national law of that State.

(b) Any dependent claim shall be construed as including all the limitations
contained in the claim to which it refers or, if the dependent claim is a multiple
dependent claim, all the limitations contained in the particular claim in relation
to which it is considered.

(c) All dependent claims referring back to a single previous claim, and all
dependent claims referring back to several claims shall be grouped together to
the extent and in the most practical way possible.

6.5 Utility Models

Any designated State in which the grant of a utility model is sought on the
basis of an international application may, instead of Rules 6.1 to 6.4, apply in
respect of the matters regulated in those Rules the provisions of its national law
concerning utility models once the processing of the international application
has staried in that State, provided that the applicant shall be allowed at least two
months from the expiration of the time limit applicable under Article 22 to adapt
his application to the requirements of the said provisions of the national law.

¢ >PCT Administrative Instructions Section 205
Numbering and Identification of Ciaims Upen
Amendment

(a) Amendments to the claims under Article 19 or Article 34(2)(b) may be
made either by cancelling one or more entire claims, by adding one or more new
claims orby amending the text of one ormore of the claims as filed. All the claims
appearing on a replacement sheet shall be numbered in arabic numerals. Where
a claim is cancelled, no renumbering of the other claims shall be required, In all
Tases where claims are renumbered, they shall be renumbered consecutively.

(b) The applicant shall, in the letter referred to in the second and third
sentences of Rule 46.5(a) or of Rule 66.8(a), indicate the differences between the
claims as filed and the claims as amended. He shall, in particular, indicate in the
said letter, in connection with each claim appearing in the intemational applica-
tion (it being understood that identical indications conceming several claims
may be grouped), whether:

(i) the claim is unchanged;

(ii) the claim is cancelled;

(iii) the claim is new;

(iv) the claim replaces one or more claims s filed;

(v) the claim is the result of the division of a claim as filed.<**
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37 CFR 1.436 The claims.

The requirements as to the content and format of claims ara set forthin
PCT An. 6and PCT Rules 6,9, 10and 11 and shall be adhered to. The number
of the claims shall be reasonable, considering the nature of the invention

claimed.

The claim or claims must “define the matter for which
protection is sought. Claims shall be clear and concise. They
shall be fully supported by the description” (PCT Article 6).
PCTRule 6 contains detailed requirements as to the numberand
numbering of claims, the extent to which any claim may refer
to other parts of the international application, the manner of
claiming and dependent claims. As to the manner of claiming,
generally and wherever appropriate, the claims must consist of
two distinct parts, the statement of the prior art and the state-
ment of the features for which protection is sought (“the char-
acterizing portion™).

Multiple dependent claims are permitted in international
applications if they are in the alternative only and do not serve
as a basis for any other multiple dependent claim (PCT
Rule6.4(a),35U.S.C. 112). The claims, being an element of the
application, should start on a new page (PCT Rule 11.4). Page
numbers and line numbers must not be placed in the margins
(PCT Rule 11.6(¢)).

The number of claims shall be reasonable, considering the
nature of the invention claimed (37 CFR 1.436).

1825 The Drawings [R-2]
PCT Article 7
The Drawings
(1) Subject to the provisions of paragraph (2)(ii), drawings shall be
required when they are necessary for the understanding of the invention.
(2) Where, without being necessary for the understanding of the inven-
tion, the nature of the invention admits of illustration by drawings:
(i) the applicant may include such drawings in the international applica-
tion when filed.
) (ii) any designated Office may require that the applicant file such
drawings with it within the prescribed time limit.

- PCT Rule 7
The Drawings

7.1 Flow Sheets and Diagrams

Flow sheets and diagrams are considered drawings.
7.2 Time Limit

The time limit referred to in Article 7(2)(ii) shall be reasonable under the
circumstances of the case and shall, inno case, be shorter than twomonths from
the date of the written invitation requiring the filing of drawings or additional
drawings under the said provision.

PCT Administrative Instructions Section 310
Procedure in the Case of Missing Drawlngs

(a) Where the intemational application refers to drawings which in fact
are not included in that application, the receiving Office shall make the
indication referred to in Rule 26.6(a) by an appropriate marking of the request
Form.

(b) Section 309(a) shall apply also in the case of drawings received by the
receiving Office on adate later than the date on which sheets were first received
by that Office.

(c) The receiving Office shall, in the case of missing drawings received
within the time limit referred to in Rule 20.2(a)(iii):

(i) effect the required correction of the international filing date, or,
where no international filing date has yet been accorded, of the date of receipt
of the purported international application, and delete the indication mede under
paragraph (z) above;
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(ii) notify the applicant of the correction effected under item (i) , above;

(iii) where transmittals under Anticle 12(1) have already been made,
notify the Intemnational Bureau and the International Searching Authority of any
correction effected under item (i), above, by transmitting a copy of the corrected
first page of the request, end forward copies of the later submitted drawings 1o
the said Bureau and the said Authority;

(iv) where transmittals under Article 12(1) have not yet been made, attach
a copy of the later submitted drawings to the record copy and the search copy.

(d) The receiving Office shall, in the case of missing drawings received
after the expiration of the time limit referred to in Rule 20.2(a)(ii) :

(i) notify the applicant of the fact and of the date of receipt of the later
subrmitted drawings;

(ii) where transmittals under Article 12(1) have already been made,
forward a copy of the later submitted drawings to the Intemational Bureau with
the indication that such drawings and any reference to such drawings are not to
be taken into consideration for the purposes of intemational processing;

(iii) where transmittals under Article 12(1)Yhave not yetbeen made, attach
acopy of thelater submitted drawings to the record copy with the indication that
such drawings and any reference to such drawings are not to be taken into
consideration for the purposes of intemational processing.

37 CFR 1.437 The drawings.

(2 ) Subject to paragraph (b) of this section, when drawings are necessary
for the understanding of the invention, or are mentioned in the description, they
must be part of an intemational application as originally filed in the United
States Receiving Office in order to maintain the international filing date during
the national stage (PCT Art. 7).

(b) Drawings missing from the application upon filing will be accepted if
such drawings are received within 30 days of the date of first receipt of the
incomplete papers. If the missing drawings are received within the 30-day
period, the international filing date shall be the date on which such drawings are
received. If such drawings are not timely received, all references to drawings in
the intemational application shall be considered non-existent (PCT Art. 14(2),
Administrative Instruction 310).

((c) The physical requirements for drawings are set forth in PCT Rule 11
and shall be adhered to0. .

Any international application must contain drawings
“when they are necessary for the understanding of the inven-
tion” (PCT Article 7(1), 37 CFR 1.437). However, even where,
without being uecessary for the understanding of the invention,
the nature of the invention admits of illustration by drawings,
the applicant may include such drawings and any designated
Office may require the applicant to file such drawings during the
national (or regional) phase. Flow sheets and diagrams are
considered drawings (PCT Rule 7.1). The drawing sheets must
be numbered in a separate series either as 1/3 ,2/3,3/3 w
indicate one of three, two of three and three of three or 1, 2, 3.
The drawings in an international application mustbe on A4 size
sheets of paper which must be flexible, strong, white, smooth,
non-shiny and durable (PCT Rules 11.3 and 11.5). The space
used for illustration on each sheet must not exceed 26.2 cm. by
17.0cm. (PCT Rule 11.6(c)). One figure of the drawings should
be indicated in the Request Box No. IX for use on the front page
of the published application to accompany the abstract (PCT
Rules3.3(a)(iii) and 48.2(d)).

1826 The Abstract [R-2}
PCT Rule 8
. The Abstract
8.1 Contents and Form of the Abstract
(a) The abstract shall consist of the following:

(i) 2 summary of the disclosure as contained in the description, the
claims, and any drawings; the summary shall indicate the technicel field to
which the invention pestains and shall be drafted in a way which allows the clear
understanding of the technical problem, the gist of the solution of that problem
through the invention, and the principal use or uses of the invention;
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(ii) where applicable, the chemical formule which, among all the formu-
1ae contsined in the intemational application, best characterizes the invention.

(b) The ahbatract shall be as concise as the disclosure permits (preferably
50 to 150 words if it is English or when translated into English).

(c) The abatract shall not contain statements on the alleged merits or value
of the claimed invention or on its speculative application.

(d) Each main technical feature mentioned in the abstract and illustrated
by & drawing in the international application shall be followed by a reference
sign, placed between parentheses.

8.2 Figure

(a) If the applicant fails to make the indication referred to in Rule
3.3(a)(iii), or if the International Searching Authority finds that a figure or
figures other than that figure or those figures suggested by the applicant would,
among all the figures of all the drawings, better characterize the invention,
it shall, subject to paragraph (b), indicate the figure or figures which
should accompany the abstract when the latter is published by the Inter-
national Bureau. In such case, the abstract shall be accompanied by the
figure or figures so indicated by the International Searching Authority.
Otherwise, the abstract shall, subject to paragraph (b), be accompanied
by the figure or figures suggested by the applicant.

(b) If the Intemational Searching Authority finds that none of the figures
of the drawings is useful for the understanding of the abstract, it shall notify the
Intemnational Bureau accordingly. In such case, the abstract, when published by
the Intemational Bureau, shall notbe accompanied by any figure of the drawings
even where the applicant has made a suggestion under Rule 3.3(a)(iii).

8.3 Guiding Principles in Drafting

The abstract shall be so drafted that it can efficiently serve as a scanning
tool for purposes of searching in the particular art, especially by assisting the
scientist, engineer or researcher in formulating an opinion on whether there is
a need for consulting the intemational application itself.

37 CFR 1.438 The abstract.

(a) Requirements as to the content and form of the abstract are set forth in
PCT Rule 8, and shall be adhered to.

(b) Lack of an abstract upon filing of an international application will not
affect the granting of a filing date. However, failure to fumish an abstract within
one month from the date of the notification by the Receiving Office will result
in the international application being declared withdrawn.

The abstract must begin on a new sheet following the
claims (PCT Administrative Instruction Section 207). It must
consist of a summary of the disclosure as contained in the de-
scription, the claims and any drawings (PCT Article 3(3)).
Where applicable, it must also contain the most characteristic
chemical formula. The abstract must be as concise as the disclo-
sure permits (preferably 50 to 150 words in English). It must be
so drafted that it can efficiently serve as a scanning tool for the
purposes of searching in the particular art. These and other
requirements concerning the abstract are spelied out in detail in
PCT Rule 8 (37 CFR 1.438).

SUMMARY OF ABSTRACT REQUIREMENTS

Preferably 50-150 words, but not more that 250. Should
contain —
1. Indication of field of invention.
2. Clear indication of the technical problem.
3. Gist of invention’s solution of the problem.
4. Principal use or uses of the invention.
5. Reference numbers of the main technical features.
6. Where applicable, chemical formula which best charac-
terizes the invention,
Should not contain —
1, Superfluous language.
2. Legal phraseology such as “said” and “means.”
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3. Statements of alleged merit or speculative application.
4. Prohibited items as defined in PCT Rule 9.

" 1827 Fees [R-5]

PCT Rule 14
The Transmittal Fee

14.1 The Transmittal Fee

(a) Any receiving Office may require that the applicant pay a fee to it, for
its own benefit, for receiving the international application, transmitting copiesto
the International Bureau and the competent International Searching Authority,
and performing all the other tasks which it must perform in connection with the
international application in its capacity of receiving Office (“transmittal fee”).

(b) The amount and the due date of the transmittal fee, it any, shall be fixed
by the receiving Office.

PCT Rule 15
The International Fee

15.1 Basic Fee and Designation Fee

Each international application shall be subject to the payment of a fee for
the benefit of the International Bureau (“intemational fee) tobe collected by the
receiving Office and consisting of,

(i) & “basic fee,” and

(ii) as many “ designation fees” as there are national patents and regional
patents sought by the applicant in the international application, except that,
where Article 44 applies in respect of a designation, only one designation fee
shall be due.

15.2 Amounts

(a) The amounts of the basic fee and of the designation fee areas set out in
the Schedule of Fees.

(b) The amounts of the basic fee and of the designation fee shall be
established, for each receiving Office which, under Rule 15.3, prescribes the
payment of those fees in a currency or currencies other that Swiss currency, by
the Director General after consultation with that Office and in the currency or
currencies prescribed by that Office (“prescribed currency™).The amounts in
each prescribed currency shall be the equivalent, in round figures, of the amounts
in Swiss currency set out in the Schedule of Fees. They shall be published in the
Gazette.

(c) Where the amounts of the fees set out in the Schedule of Fees are
changed, the corresponding amounts in the prescribed currencies shall be applied
from the same date as the amounts set out in the amended Schedule of Fees.

(d) Where the exchange rate between Swiss currency and any prescribed
currency becomes different from the exchange rate last applied, the Director
General shall establish new amounts in the prescribed currency according to
directives given by the Assembly. The newly established amounts shall become
applicable two months after the date of their publication in the Gazette, provided
that the interested Cffice and the Director General may agree on a date falling
during the said two-month period in which case the said amounts shall become
applicable for that Office from that date.

15.3 Mode of Payment

The intemational fee shall be payable in the curmrency or currencies
prescribed by the receiving Office, it being understood that, when transferred by
the receiving Office to the International Bureau, the amount transferred shall be
freely convertible into Swiss currency.

15.4 Time of Payment

(2) the basic fee shall be paid within one month from the date of receipt of
the international application.

«  (b) The designation fee shall be paid:

(i) where the international application does not contain a priority claim
under Article 8, within one year from the receipt of the intemational application,

(ii) where the intemational application contains a priority claim under
Article 8, within one year from the priority date or within onemonth fromthe date
of receipt of the international application if that month expires after the expira-
tion of one year from the priority date.

(c) Where the basic fee or designation fee is paid later than the date on
which the international application was received and where the amount of that
fee is in the currency in which it is,payable, higher on the date of payment (“the
higher amount”) than it was on the date on which the intemational application
was received (“the lower amount™),

(i) the lower amount shall be due if the fee is paid within one month from
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the date of receipt of the intemational spplication,

(ii) the higher amount ghall be due if the fee is paid later than one month
from the date of receipt of the intemational application.

(d)If, on February 3, 1984, paragraphs () and (b) ave not compatible with
the national law applied by the receiving Office and as long as they continueto
be not compatible with that law, the basic fee shall be paid on the date of receipt
of the intemational application and the designation fee shall be psid within one
year from the priority date.

15.5 (Deleted)
15.6 Refund
(2 ) The international fee shall be refunded to the applicant if the deter-
mination under Anicle 11(1) is negative.
(b) In no other case shall the international fee be refunded.

PCT Rule 16
The Search Fee
16.1 Right to Ask for a Fee
(a) Each International Searching Authority may require that the
applicant pay a fee (“search fee™) for its own benefit for carrying out the inter-
national search and for performing all other tasks entrusted to International
Searching Authorities by the Treaty and these Regulations.

(b) The search fee shall be collective by the receiving Office. The said fee
shall be payable in the currency or carrencies prescribed by that Office (“the
receiving Office currency™), it being understood that, if any receiving Office
currency is not that, or one of those, in which the Intemational Searching
Authority has fixed the said fee ( “the fixed currency or currencies™), it shali,
when transferred by the receiving Office to the International Searching Author-
ity, befreely convertible into the currency of the State in which the Intemational
Searching Authority has its headquarters (“the headquarters currency™). The
amount of the search fee in any receiving Office currency, other than the fixed
currency or currencies, shall be established by the Director General after
consultation with that Office. The amounts so established shall be the equiva-
lents, in round figures, of the amount established by the Intemational Searching
Authority in the headquarters currency. They shall be published in the Gazette.

(c) Where the amount of the search fee in the headquarters currency is
changed, the corresponding amounts in the receiving Office currencies, other
than the fixed currency or currencies, shall be applied from the same date as the
changed amount in the headquariers currency.

(d) Where the exchange rate between the headquarters currency and any
receiving Office currency, otherthan the fixed currency or currencies, becomes
different from the exchange rate last applied, the Director General shall
establish the new amount in the said receiving Office currency according to
directives given by the Assembly. The newly established amount shall become
applicable two months after its publication in the Gazette, provided that any
interested receiving Office and the Director General may agree on & date falling
during-the said two-month period in which case the said amount shall become
applicable for that Office from that date.

(e) Where, in respect of the payment of the search fee in a receiving Office
currency, other than the fixed currency or currencies, the amount actually
received by the International Searching Authority in the headquarters currency
is less than that fixed by it, the difference will be paid to the International
Searching Authority by the Intemational Bureau, wheress, if the amount
actually received is more, the difference will belong to the Intemational
Bureau.

(£) Astothetime of payment of the search fee, the provisions of Rule 15.4
relating to the basic fee shall apply.

16.2 Refund

The search fee shall be refunded to the applicant if the determination

under Article 11(1) is negative.
16. 3 Partial Refund

Where the international application claims the priority of an earlic:
international application which has been the subject of an iniemational search
by the same Intemational Searching Authority, that Authority shall refund the
search fee paid in connection with the later international application 1o the
extent and under the conditions provided for in the agreement under Aricle
16(3)(b), if the international search report on the later interutional application
could wholly or partly be based on the results of the international search
effected on the earlier international application.
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PCT Rule 27
Lack of Payment of Fees
27.1 Fees (a)

For the purposes of Anmicle 14(3)(a), “fees prescribed under Anicle
3(4)(iv)" means: the trensmittal fee (Rule 14), the basic fee part of the
international fee (Rule 15.1(i)), and the search fee (Rule 16).

(b) Forthe purposes of Article 14(3)(a) and (b), “the fee prescribed under
Anticle 4(2)" means the designation fee part of the international fee (Rule
15.1Gi)).

PCT Rule 96
The Schedule of Fees
96.1 Schedule of Fees Annexed to Regulations
The amounts of the fees referred to in Rules 15 and 57 shall be expressed
in Swiss currency . They shall be specified in the Schedule of Fees which is
annexed to these Regulations and forms an integral part thereof.

SCHEDULE OF FEES
(EFFECTIVE JANUARY 1, 1986)
1. Basic Fee
(Rule 15. 2(a))
if the intemational
application contains not more

than 30 sheets 706 Swiss francs
if the intemational application contains
more than 30 sheets 706 Swiss francs plus

14 Swiss francs for each
sheet in excess of 30
sheets

2. Designation Fee:

(Rule 15.2 (2)) 171 Swiss francs per
designation for which the
fee is due, with a
maximum of 1,710 Swiss
francs, any such designa
tion in excess of 10 being
free of charge

3. Handling Fee:

(Rule 57.2(a)) 216 Swiss francs
4. Supplement to the Handling Fee:
(Rule 57.2(b)) 216 Swiss Francs
SURCHARGES
5. Surcharge for late payment:
(Rule 16%.2(a)) Minimum 268 Swiss
francs
Maximum: 674 Swiss
' francs

Note that effective July 1, >1987<, the “prescribed cur-
rency” and amounts for filing in the United States Receiving
Office are in U.S. dollars as follows (PCT Rule 15.2(b)):

Basic Fee (application up to 30 sheets)............ >$485.00<

Fee for each sheet in excess of 30 sheets.......... > $10.00<

Designation Fee (per country orregion up to ten>$120.00<

Designation Fee (for 11th and subsequent countries or
FEZIONS) ..veevvreeerererneresnsseressearsreresnerassenasssnsassasrassrsarss No Charge

Applicants should check the most recent issue of the
Official Gazette for any changes in the amounts of the fees.

Fees Associated with International Applications. — There
are three kinds of fees which must be paid to the United States
Patent and Trademark Office in connection with the filing and
processing of international applications in the United States
Receiving Office:
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A transmittal fee — for the benefit of the Receiving Office
forreceiving, processing, and transmitting copies of the interna-
tional applications (PCT Rule 14);

A search fee — for the benefit of the International Search-
ing Authority for carrying out the international search and
preparing an international search report (PCT Rule 16); and

An international fee which includes a basic fee portion and
a designation fee portion for each State designated — for the
benefit of the International Bureau for performing the tasks
required of it under the PCT (PCT Rule 15).

When an international application is filed with the U.S.
Patent and Trademark Office as a Receiving Office, the trans-
mittal fee, the search fee, and the basic fee portion of the inter-
national fee are due upon filing of the application and may be
paid within one month thereafter (35 U.S.C. 361(d)). The
designation fee portion of the international fee must be paid
within one year of the priority daie >or within one month of
filing, whichever is later<.

The amounts of the transmittal fee (PCT Rule 14.1) and the
search fee (PCT Rule 16.1) set forth in 37 CFR 1.445 are
intended to cover the costs of performing the required functions
in the U.S. Patent and Trademark Office and are as follows:

TranSmittal fee ........oveevrverereerseereresererensensonssnaoonnen $170.00

Search fee .....>$520.00<*, or >$350.00<* if a corre-
sponding U.S. national application has been filed.

The amount of the basic fee portion of the international fee
is >$485.00<* for an international application containing up to
thirty sheets, with an additional charge of $10.00 per sheet for
each sheet in excess of thirty (PCT Rule 15.2(b)). Although all
designated States must be named at the time the international
application is filed, the payment of the designation fee portion
of the international fee need not be paid on filing but must be
paid to the Receiving Office, at the latest, within one year of the
priority date. The designation fee portion of the international fee
is> $120.00<* for each State or group of designated States for
which the same regional patentis sought (PCT Rule 15.2(b)). In
other words, only one * designation fee is due for all countries
for which European patent protection is desired. The maximum
amount due for designation fees is >$1,200.00<*, any designa-
tion in excess of 10 being free of charge.

Fees may be paid by check (37 CFR 1.23) or be charged
against a Patent and Trademark Office Deposit Account (37
CFR 1.25).

REFUND OF FEES

There is no provision in the PCT concerning the possibility
of asking for a refund of the transmittal fee. The search fee and
the international fee (both the basic fee and the designation fees)
will be refunded where the Receiving Office refuses to “accord”
an “international filing date™ (PCT Rules 15.6 and16.2). Such
refusal will occur, generally speaking, where the international
application is defective in certain respects. Where a (later)
international application claims the priority of another (earlier)
U.S. national application which has been the subject of search
by the U.S. and the U.S. International Searching Authority wilt
carry out the search on the later application, areduced search fee
of >$350.00<* is set in respect of the later application (37 CFR
1.445(a)(2)).
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FEE CALCULATION SHEET (FORM PCT/RO/101
ANNEX

This sheet is not counted as a part of the international
application for purposes of determining the amount of the Basic
International fee (PCT Rule 15.2(a)).

The instructions for use of this form are printed on the
reverse side of the form. When calculating fees, the latest issue
of the Official Gazette should be consulted to determine the
current level of the PCT fees.

1827.01 Advance for Unpaid Fees [R-2]

PCT Rule 16*
Advancing Fees by the Internationai Bureau

16*=. 1 Guarantee by the International Bureau

(a) Where, by the time they are due under Rule 14.1(b), Rule 15.4 (a) and
Rule 16.1(f), the receiving Office finds that in respect of an international
application no fees were paid to it by the applicant, or that the amount paid to it
by the applicant is less than what is necessary to cover the transmittal fee, the
basic fee and the search fee, the receiving Office shall charge the amount required
to cover those fees, or the missing part thereof, to the Intemational Bureau and
shall consider the said amount as if it had been paid by the applicant at the due
time.

(b) Where, by the time they are due under Rule 15.4(b), the receiving
Office finds that in respect of an international application the payment made by
the applicant is insufficient to cover the designation fees necessary to cover all
the designations, the receiving Office shall charge the amount required to cover
those fees to the Intemational Bureau and shall consider that amount as if it has
been paid by the application at the due time.

(c¢) The Intemational Bureau shall transfer from time to time to each
receiving Office an amount which is expected to be necessary for covering any
charges that the receiving Office has to make under paragraphs (a) and (b). The
amount and the time of such transfers shall be determined by each receiving
Office according to its own wish. The charging of any amount under paragraphs
(a) and (b) shall not require any advance notice to, orany agreement by, the Inter-
national Bureau.

16%.2 Obligations of the Applicant, Elc.

(2) The Imemational Bureau shall promptly notify the applicant of any
amount by which it was charged under Rule 16*.1(a) and(b) and shall invite him
to pay to it, within one month from the date of the notification, the said amount
augmented by a surcharge of 50%, provided that the surcharge will not be less,
and will not be more, than the amounts indicated in the Schedule of Fees. The
notification may refer to the charges made both under Rule 16%.1(a) and (b) or,
at the discretion of the Intemational Bureau, there may be two separate notifica-
tions, one referring to charges made under Rule 16%.1(a), the other referring to
charges made under Rule 16 *.1(b).

(b) I the applicant fails to pay, within the said time limit, to the Intema-
tional Bureau the amount clzimed, or pays less than what is needed to cover the
transmittal fee, the basic fee, the search fee, one designation fee and the
surcharge, the International Bureau shall notify the receiving Office accordingly
and the receiving Office shall declare the international application withdrawn
under Article 14(3)(a) and the receiving Office and the International Bureau shall
proceed as provided in Rule 29.

(c) If the applicant pays, within the said time limit, to the Intemational
Bureau an amount which is more than what is needed to cover the fees and
surcharges referred to in paragraph (b) but less than what is needed to cover all
the designations maintained, the Intemational Bureau shall notify the receiving
Office accordingly and the receiving Office shall apply the amount paid in excess
of what is needed to cover the fees and surcharge referred to in paragraph (b) in
an order which shall be established as follows:

(i) where the applicant indicates to which designation or designations the
amount s tobeapplied, it shall be applied accordingly but, if the amount received
is insufficient to cover the designations indicated, it shall be applied to as many
designations as are covered by it inthe order chosen by the applicant in indicating
the designations;

(ii) to the extent that the applicant has not given the indications under item
(i), the amount or the balance thereof shall be applied to the designations in the
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order in which they appesr in the intemational application;

(iii) where the designation of a State is for the purposes of a regional
patent and provided that the required designation fee is, under the preceding
provisions, available for that designation, the designation of any further States
for which the same regional patent is sought shall be considered as covered by
that fee.

The receiving Office shall declare any designation not covered by the
amount paid withdrawn under Article 14(3)(b) and the receiving Office and the
International Bureau shall proceed as provided in Rule 29.

Rule 16°* was added to provide greater security to the
applicant and his professional representative in the case of a
mistake (as to the prescribed amount) or delay (beyond the
prescribed time limit) in the payment of fees to the Receiving
Office (transmittal fee, search fee, basic fee and designation
fees). The system introduced by the Rule guarantees that any
such mistake or delay will not result in a loss of rights without
the International Bureau of WIPO first having issued an invita-
tion to the applicant to pay any amount that was missing when
the time for payment expired. Payment pursuant to such an in-
vitation will be subject to a surcharge which in general will be
equal to 50% of the missing amount but which will have an
upper limit of 674 Swiss francs and a lower limit of 268 Swiss
francs. Any payment made in conformity with such an invita-
tion will be regarded as ifithad been made within the prescribed
— but, in fact, missed —time limit.

The new system operated in the following fashion.
Where the receiving Office finds the amount paid to be insuf-
ficient to cover all fees due, the Receiving Office will charge the
International Bureau with the amount due. The International
Bureau will then notify the applicant of the amount it has
advanced and will invite the applicant to pay the International
Bureau the amount advanced together with a 50% surcharge,
provided that the surcharge can not be less than 268 Swiss
francs or more than 674 Swiss francs (see the Schedule of Fees.)
If the applicant does not timely pay the required amount to the

International Bureau, the International Bureau will notify the

Receiving Office which will then declare the international
application or certain designations withdrawn.

If applicant decides not to pay certain designation fees,
itisrequested that a letter be sent to the Receiving Office spe-
cifically withdrawing such designations. If no such withdrawal
letter isreceived and some designations remain unpaid one year
after the priority date, the procedure under PCT Rule 16 will
be used.

1828 Priority Document [R-S§]

PCT Rule 17
The Priority Decument
17.1 Obligation to Submit Copy of Earlier National Application

(a) Where the priority of an earlier national application is claimed under
Anticle 8 in the intemational application, a copy of the said national application,
certified by the authority with which it was filed (“the priority document™),
shall, unless already filed with the receiving Office, together with the intema-
tional application, be submitted by the applicant to the Intemational Bureau or
to the receiving Office not later than 16 months afterthe priority date or, in the
case referred to in Arnicle 23(2), not later than at the time the processing or
examination is requested.

(b) Where the priority document is issued by the receiving Office, the
applicant may, instead of submitting the priority document, request the receiv-
ing Office to transmit the priority document to the International Bureau. Such
request shall be made not later that the expiration of the applicable time limit
referred to under paragraph (a) and may be subjected by the receiving Office
to the payment of a fee.
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(c) If the requirements of neither of the two preceding peragraphs are
complied with, any designated State may disregard the priozity claim.
17.2 Availability of Copies

() The Intemational Bureau shall, at the specific request of the designated
Office, promptly but not before the expiration of the time limit fixed in Rule
17.1(a), furnish & copy of the priority document to that Office. No such Office
shall ask the applicant himself to fumnish it with a copy, except where it requires
the furnishing of 2 copy of the priority document together with a centified
translation thereof. The applicant shall not be required to fumish & certified
translation to the designated Office before the expiration of the appliceble time
limit under Article 22.

(b) The International Buresu shall not make copies of the priority docu-
ment available to the public prior to the international publication of the interna-
tional application.

(c) Pardgraph () and (b) shall apply also to any earlier international
application whose priority is claimed in the subsequent intemational applica-
tion.

PCT Administrative Instructions Section 411
Recelpt of Priority Decument

>(a) Subject to paragraph (b), the Intemational Buresu shall record the
date on which the priority document has been received by it and shall notify the
applicant and the designated Offices accordingly.

(b) Where the priority document has been received by the Intemational
Bureau from the receiving Office after the expiration of 16 months from the
priority date, the date of receipt by the receiving Office of the priority document
orthe date of a request under Rule 17.1(b), as the case may be, shall be recorded
a8 the date of receipt of the priority document.

(c) Where the date of receipt of the priority document is later than the date
of expiration of the time limit referred to in Rule 17.1(a), the Intemational
Bureau shall notify the applicant and the designated Offices accordingly.

(d) Where, within the time limit referred to in Rule17.1(g), the Interna-
tional Bureau has not received the priority document and the receiving Office
has received neither the priority document nor a request (together with any
required fee) to transmit the priority document, the International Bureau shall
notify the applicant and the designated Offices accordingly.<

37 CFR 1.451 The priority claim and priority document in an
international application.

(a) The claim for priority must be made on the Request (PCT Rule 4.10)
in amanner complying with Sections 110and 201 of the Administrative Instruc-
tions,

(b) Whenever the priority of an earlier United States national application
is claimed in an internationel application, the applicant may request in 2 letter
of transmittal accompanying the intemational application upon filing with the
United States Receiving Office, or in a separate letter filed in the Receiving
Office not laterthan 16 months after the priority date, that the Patent and Trade-
mark Office prepare a certified copy of the national application for transmittal
to the Intemationsl Bureau (PCT Anucle 8 and PCT Rule 17). The fee for
preparing a certified copy is stated in §1.19(a)(3) and (b)(1).

(c)If a centified copy of the priority document is not submitted together
with the intemational application on filing,or, if the priority application was
filed in the United States and a request and appropriate payment for preparation
of such a cenified copy donot accompany the international application on filing
or are not filed within 16 months of the priority date, the certified copy of the
priority document must be fumished by the applicant to the Intemational Bureau
orto the United States Receiving Office within the time limit specified in PCT
Rule17.1(a).

Under the PCT procedure, the applicant may file the certi-
fied copy of the earlier filed national application together with
the international application in the Receiving Office for {rans-
mittal with the Record Copy, or alternatively the certified copy
may be submitted by the applicant to the International Bureau or
the Receiving Office not later than 16 months after the priority
date or, if the applicant has requested early processing in any
Designated Office, not later than the time such processing or
examination is requested. The Intemational Bureau will nor-
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mally furnish copies of the certified copy to the various Desig-
nated Offices so that the applicant will not normally be required
to submit certified copies to each designated Office.

Under 37 CFR 1.451, applicant may request, on filing the
international application, that the United States Receiving Of-
fice prepare and transmit a certified copy of a U.S. national
application, the priority of which is claimed, to the International
Bureau. The United States Receiving Office will prepare and
transmit the certified copy provided that the fees for copying and
certification are paid. See > MPEP<§1830, item (1).

Applicants may also request the Unites States Receiving
Office to prepare and transmit to the International Burcau a
certified copy of a priority application filed in the U.S. by
checking Box No. VI of the Request form and by paying or
authorizing the payment of the fee therefor. The fee Calculation
Sheet annexed to the Request form has a check box for author-
izing charges for preparation of certified copies of priority
applications to a Deposit Account. The fee for a certified copy
of a priority application is set forth in 37 CFR 1.19(a}(3) and
®)D).

1830 PCT International Applicatfon
Transmittal Letter [R-§]

A PCT international application transmittal letter, form
PTO-1382, isavailable free of charge for applicants to use when
filing PCT international applications with the United States
Receiving Office. The form is intended to simplify the filing of
PCT international applications by providing a one-page letter
which covers the most common requests and concems of appli-
cants. Specifically covered are:

(1) Requests under 37 CFR 1.451 for preparation and
transmittal to the International Bureau of certified copies of the
U.S. national applications, the priority of which is claimed in
international application;

(2) Choice of Searching Authority to conduct the Interna-
tional search. Currently, applicants may choose either the U.S.
Patent and Trademark Office or the European Patent Office as
the Searching Authority.

(3) Authorizations for any required additional * fees re-
quested by the United States Intemational Searching >or Inter-
national Preliminary Examining< Authority to be chargedtoa
Deposit Account subject to oral confirmation of the authoriza-
tion. It should be noted that if the European Patent Office is
chosen as the >International< Searching >or Preliminary Exam-
ing< Authority, any supplemental search fees requested by that
office are payable directly to the European Patent Office.

(4) Indications of information concerning differences in
disclosure, if any, between the international application and
related applications to assist in determining any foreign trans-
mittal licensing requirements as well as for other purposes; and

(5) Requests for foreign transmittal license.

1832 License Request for Foreign Filing
Under the PCT [R-2]

A license for foreign filing is not required to file an integ-
national application in the United States Receiving Office but
may be required before the applicant or the U.S. Receiving
Office can forward a copy of the international application to a
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foreign patent office, the International Bureau or other foreign
authority (35U.S.C. 368,37 CFR 5.1 and 5.11). A foreign filing
license to permit transmittal to a foreign office or international
authority is not required if the international application does not
disclose subject matter in addition to that disclosed in a prior
U.S. national application filed more than six months prior to the
filing of the international application (37 CFR 5.11(a)(2)). In
all other instances, the applicant should petition for a license for
foreign filing (transmittal) (37 CFRS5.12) and if appropriate,
identify any additional subject matter in the international appli-
cation which was not in the earlier U.S. national application (37
CFR 5.14 (c)). This request and disclosure information may be
supplied on the PCT international application transmittal letter,
form PTO-1382.

If no petition or request for a foreign filing license is
included in the international application, and it is clear that a
license is required because of the designation of foreign coun-
tries and the time at which the Record Copy must be transmitted,
it is current Office practice to construe the filing of such an
international application to include a request for a foreign filing
license. If the license can be granted it will be issued without
further correspondence. If no license can be issued, or further
information is required, applicant will be contacted. The auto-
matic request for a foreign filing license does not apply to the
filing of a foreign application outside the PCT.

EFFECT OF SECRECY ORDER

If a secrecy order is applied to an international application,
the application will not be forwarded to the International Bureau
aslong as the secrecy order remains in effect (PCT Article 27(8)
and 35 U.S.C. 368). If the secrecy order remains in effect, the
international application will be declared withdrawn (aban-
doned) because the Record Copy of the international application
was not received in time by the International Bureau (37 CFR
5.3(d), PCT Article 12(3) , and PCT Rule 22.3). It is, however,
possible to save the U.S. filing date, if the United States of
America has been designated, by fulfilling the requirements of
35 US.C. 371(c).

1840 International Stage Time Limits [R-5]

PCT Artlcle 47
Time Limits
* (1) The details for computing time limits referred to in this Treaty are
govemned by the Regulations.

(2)(a) Alltime limits fixed in Chapters I and II of this Treaty may, outside
any revision under Article 60, be modified by a decision of the Contracting
States.

(b) Such decisions shall be made in the Assembly or through voting by
comrespondence and must be unanimous.

(c) The details of the procedure are governed by the Regulations.

PCT Articie 48
Delay in Meeting Certain Time Limits
] (1) Where any time limit fixed in this Treaty or the Regulations is not met
because of interruption in the mail service or unavoidable loss or delay in the
mail, the time limit shall be deemed to bemet in the cases snd subject tothe proof
and other conditions prescribed in the Regulations.

(2)(a) Any Contracting State shall, as far as that State is concemed, excuse,
for reasons admitted under its national law, any delay in meeting any time limit.

(b) Any Contracting State may, as far as that State is concemed, excuse,
for reasons other than those referred to in subparagraph (a), any delay in meeting
any time limit.
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PCT Rule 79
Calender

79.1 Expressing dates

Applicants, national Offices, receiving Offices, International Searching
and Preliminery Examining Authorities, and the International Bureau, shall, for
the purposes of the Treaty and the Regulations, express any date in terms of the
Christian era and the Gregorian calendar, or, if they use other eras and
calendars, they shall also express any date in terms of the Christian era and the
Gregorian calendar.

PCT Rule 80
Computation of Time Limits
80.1 Periods Expressed in Years

When a period is expressed as one year or a certain number of years,
computation shall start on the day following the day on which the relevant event
occurred, and the period shall expire in the relevant subsequent year in the
month having the same name and on the day having the same number as the
month and the day on which the said event occurred, provided that if the
relevant subsequent month has no day with the same number the period shall
expire on the last day of that month.

80.2 Periods Expressed in Months

When a period is expressed as one month or a certain number of months,
computation shall start on the day following the day on which the relevant event
occurred, and the period shall expire in the relevant subsequent month on the
day which has the same number as the day on which the said event occurred,
provided that if the relevant subsequentmonth has no day with the same number
the period shall expire on the last day of that month.

80.3 Periods Expressed in Days

When a period is expressed as a certain number of days, computation shail
start on the day following the day on which the relevant event occurred, and the
period shall expire on the day on which the last day of the count has been
reached.

80.4 Local dates

(a) The date which is taken into consideration as the starting date of the
computation of any period shall be the date which prevails in the locality at the
time when the relevant event occurred.

(b) The date on which any period expires shall be the date which prevails
in the locality in which the required document must be filed or the required fee
must be paid.

. 80.5 Expiration on @ Non-Working Day

If the expiration of any period during which any document or fee must
reach a national Office or intergovernmental organization falls on a day on
which such Office or organization is not open to the public for the purposes of
the tezgnsaction of official business, or on which ordinary mail is not delivered
in the locality in which such Office or organization is situated, the period shall
expire on the next subsequent day on which neither if the said two circum-
stances exists.

80.6 Date of Documents

(a) Where a period starts on the day of the date of a document or letter
emanating from a national Office or intergovernmental organization, any
interested party may prove that the said document or letter was mailed on a day
later than the date it bears, in which case the date of actual mailing shall, for the
purposes of computing the period, be considered to be the date on which the
period staris. Imrespective of the date on which such a document or letter was
mailed, if the applicant offers to the national Office or intergovernmental
organization evidence which satisfies the national Office or intergovernmental
organization that the document or letter was received more than seven days
after the date it bears, the national Office or intergovernmental organization
shall treat the period starting from the date of the document or letter as expiring
later by en additional number of days which is equal to the number of days
which the document or letter was received later than seven days after the date
it bears.** -
80.7 End of working day

(a) A period expiring on & given day shall expire at the moment the
national Office or intergovernmental organization with which the document
must be filed or to which the fee must be paid closes for business on that day.

(b) Any Office or organization may depart from the provisions of para-
graph (a) up to midnight on the relevant day.

(c) The Intemational Buresu shall be open for business until 6 pm.
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PCT Rule 82
Irregularities in the Mail Service
82.1 Delay or Loss in Mail

(2) Any interested party may offer evidence that he has msiled the
document or letier five days prior to the expiration of the time limit. Except in
cases where surface mail normally arrives at its destination within two days of
mailing, or where no ainmail service is available, such evidence may be offered
only if the mailing was by airmail. In any case, evidence may be offered only if
the mailing was by mail registered by the postal authorities.

(&) If such mailing is proven to the satisfaction of the national Office or
intergovernmental organization which is the addressee, delay inarrival shall be
excused, or, if the document or letter is lost in the mail, substitution for it of &
new oopy shall be permitted, provided that the interested party proves to the
satisfaction of the said Office ororganization that the document or letter offered
in substitution is identical with the document or letter lost.

(c) In the cases provided for in paragraph (b) , evidence of mailing within
the prescribed time limit, and, where the documentor letter was lost, the
substitute document or letter as well as the evidence concerning its identity with
the document or letter lost, shall be submitted within one month after the date
on which the interested party noticed -— or with due diligence should have
noticed — the delay or the loss, and in no case later than six months after the
expiration of the time limit applicable in the given case.

82.2 Interruption in the Mail Service

(a) Any interested party may offer evidence that on any of the 10 days
preceding the day of expiration of the time limit the postal service was inter-
rupted on account of war, revolution, civil disorder, strike, natural calamity, or
other like reason, in the locality where the interested party resides or has his
place of business or is staying.

(b) If such circumstances are proved to the satisfaction of the national
Office or intergovernmental organization which is the addressee, delay in
arrival shall be excused, provided that the interested party proves to the
satisfaction of the said Office or organization that he effected the mailing within
five days after the mail service was resumed. The provisions of Rule 82.1(c)
shall apply mutatis mutandis.

PCT Administrative Instructions Section 110
Dates

Any date in the intemational application, or used in any correspondence
emanating from Intemational Authorities relating to the international applica-
tion, shall be indicated by the Arabic number of the day, by the narme of the
month, and by the Arabic number of the year. The receiving Office, where the
applicant has not done so, or the International Bureau, where the applicant has
not done so and the receiving Office fails to do so, shall, after or below any date
indicated by the applicant in the request, repeat the date, in parenthesis, by
indicating it by two-digit Arabic numerals each for the number of the day, for
the number of the month and for the last two numbers of the year, in that order
and with a period after the digit pairs of the day and of the month (for example,
“30 March 1978 (30.03.78)").

35 U.S.C 364. International stage: Procedure.

(a) International applications shall be processed by the Patent and Trade-
mark Office when acting as a Receiving Office,* International Searching
Authority, or >Intemnational Preliminary Examining Authority< * in accot-
dance with the applicable provisions of the treaty, theRegulations, and thistitle.

(b) An applicant’s failure to act within prescribed time limits in connection
with requirements pertaining to a pending international application may be
excused upon a showing satisfactory tothe Commissioner of unavoidable delay,
to the exterft not precluded by the treaty and the Regulations, and provided the
conditions imposed by the treaty and the Regulations regarding the excuse of
such failure to act are complied with.

37 CFR 1.465 Timing of application processing based on the
priority date.
(a) For the purpose of computing time limits under the Treaty, the priority
date shall be defined as in PCT Art. 2(xi).
(b) When a claimed priority date is cancelled under PCT Rule 4.10(d),
or considered not to have been made under PCT Rule 4.10(b), the priority date
for the purposes of computing time limits will be the date of the earliest valid
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remaining priority claim of the intemational application, or if none, the interna-
tional filing date,

{c) When corrections under PCT Am. 11(2), Art. 14(2) or PCT Rule
20.2(2) (i) or (iii) are timely submitted, and the date of receipt of such corrections
falls later than one year from the claimed priority date or dates, the Receiving
Office shall proceed under PCT Rule 4.10(d).

37 CFR 1.468 Delays in meeting time limits.

Delays in meeting time limits during intemational processing of interna-
tional applications may only be excused as provided in PCT Rule 82. For delays
in meeting time limits in a national application, see §1.137.

1845 Receiving Office Procedure [R-5]

PCT Article 10
The Receiving Office
The intemational application shall be filed with the prescribed receiving
Office, which will check and process it as provided in this Treaty and the
Regulations.

PCT Rule 20
Receipt of the International Application
20.1 Date and Number

(a) Upon receipt of papers purporting to be an international application,
the receiving Office shall indelibly mark the date of actual receipt in the space
provided for that purpose in the request form of each copy received and one of
the numbers assigned by the International Burean to that Office on each sheet
of each copy received.

(b) The place on each sheet where the date or number shall be marked, and
other details, shall be specified in the Administrative Instructions.

20.2 Receipt on Different Days

(a) In cases where all the sheets pertaining to the same purported intemna-
tional application are not received on the same day by the receiving Office, that
Office shall correct the date marked on the request (still leaving legible,
however, the earlier date or dates already marked) so that it indicates the day on
which the papers completing the international application were received,
provided that:

(i) where no invitation under Article 11(2)(a) to correct was sent to the
applicant, the said papers are received within 30 days from the date on which
sheets were first received;

(ii) where an invitation under Article 11(2)(a) to correct was sent to the
applicant, the said papers are received within the applicable time limit under
Rule 20.6;

(iii) in the gase of Article 14(2), the missing drawings are received within
30 days from the date on which the incomplete papers were filed;

(iv) the absence or later receipt of any sheet containing the abstract or part
thereof shall not, in itself, require any correction of the date marked on the
request.

(b) Any sheet received on a date later than the date on which sheets were
first received shall be marked by the receiving Office with the date on which it
was received.

20.3 Corrected International Application

In the casereferred toin Article 11(2)(b), the receiving Office shall correct
the date marked on the request (still leaving legible, however, the earlier date or
dates already marked) so that it indicates the day on which the last required
correction was received.

20.3* Manner of Carrying Out Corrections

The Administrative Instructions prescribe the manner in which correc-
tions required under Article 11(2)(a) shall be presented by the applicant and the
manner in which they shall be entered in the file of the international application.
20.4 Determination under Article 11(1)

(a) Promptly after receipt of the papers purporting to be an international
application, the receiving Office shall determine whether the papers comply
with the requirernents of Article 11(1).

(b) For the purposes of Article 11(1)(iii)(c), it shall be sufficient to indicate
the name of the applicant in a way which allows his identity to be established
even if the name is misspelled, the given names are not fully indicated, or, in the
case of legal entities, the indication of the name is abbreviated or incomplete.
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20.5 Positive Determination

(a) If the determinationunder Anticle 11(1) is positive, the receiving Office
shall stamp in the space provided for that purpose in the request form the name
of the receiving Office and the words “PCT Intemational Application,” or
“Demande intemationale PCT." If the official language of the receiving Office
is neither English nor French, the words “Intemational Application™ or “De-
mande internationale” may be accompanied by a translation of these words in the
official language of the receiving Office.

(b) The copy whose request sheet has been so stamped shall be the record
copy of the intemational application.

(c) The receiving Office shall promptly notify the applicant of the intema-
tional application number and the international filing date. At the same time, it
shell send to the International Bureau a copy of the notification sent to the
applicant, except where it has already sent, or is sending at the same time, the
record copy to the International Bureau under Rule 22.1(a).

20.6 Invitation to Correct

(2) The invitation to correct under Article 11(2) shall specify the require-
ment provided for under Article 11(1) which, in the opinion of the receiving
Office, has not been fulfilled.

(b) The receiving Office shall promptly mail the invitation to the applicant
and shall fix a time limit, reasonable under the circumstances of the case, for
filing the correction. The time limit shall not be less than 10 days, and shall not
exceed one month, from the date of the invitation. If such time limit expires after
the expiration of one year from the filing date of any application whose priority
is claimed, the receiving Office may call this circurnstance to the attention of the
applicant.

20.7 Negative Determination

If the receiving Office does not, within the prescribed time limit, receive
areply toits invitation to correct, or if the correction offered by the applicant still
does not fulfill the requirements provided for under Article 11(1), it shall:

(i) promptly notify the applicant that his application is not and will not
be treated as an intemational application and shall indicate the reasons therefor,

(ii) notify the International Bureau that the number it has marked on the
papers will not be used as an intemnational application number,

(iii) keep the papers constituting the purporied interational application
and any correspondence relating thereto as provided in Rule 93.1, and

(iv) send & copy of the said papers to the Intemational Bureau where,
pursuant to a request by the applicant under Anicle 25(1), the Intemational
Bureau needs such & copy and specially asks for it.
20.8 Error by the Receiving Office

If the receiving Office later discovers, or on the basis of the applicant’s
reply realizes, that it has erred in issuing an invitation to correct since the
requirements provided for under Anticle 11(1) were fulfilled when the papers
were received, it shall proceed as provided in Rule 20.5.

20. 9 Certified Copy for the-Applicant

Against payment of afee, the receiving Office shall furnish to the applicant,
on request, certified copies of the international application as filed and of any
corrections thereto.

PCT Rule 26
. Checking by, and Correcting before, the Receiving Office of
Certain Elements of the International Application
26.1 Time Limit for Check :

(a) The receiving Office shall issue the invitation to correct provided forin
Article 14(1)b) as soon as possible, preferably within one month from the
receipt of the international application.

(b) If the receiving Office issues an invitation to correct the defect referred
toin Article 14(1)(a) (iii) or (iv) (missing title or missing abstract), it shall notify
the International Searching Authority accordingly.

26.2 Time Limit for Correction

The time limit referred to in Article 14(1)(b) shall be reasonable under the
circumstances and shall be fixed in each case by the receiving Office. It shall not
be less than one month from the date of the invitation to correct. It may be
extended by the receiving Office at any time before a decision is taken.

26.3 Checking of Physical Requirements under Article 14(1)(a)(v)

The physical requirements referred to in Rule 11 shall be checked only to
the extent that compliance therewith is necessary for the purpose of reasonably
uniform intemational publication.

26.3 Invitation to Correct Defects under Article 14(1)(b)
The receiving Office shall not be required to issue the invitation to correct
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a defect under Anticle 14(1)(a)(v) where the physical requirereents referred to
in Rule 11 are complied with to the extent necessary for the purpose of
reasonably uniform intemational publication.
26.4 Procedure

(a) Any correction offered to the receiving Office may be stated in a letter
addressed to that Office if the comrection is of such a nature that it can be
transferred from the letter to the record copy without adversely affecting the
clarity and the direct reproducibility of the sheet on to which the correction is
to be transferred; otherwise, the applicant shall be required to submit a
replacement sheet embodying the correction and the leuer accompanying the
replacement sheet shall draw attention to the differences between the replaced
sheet and the replacement sheet.

(b) to (d) [Deleted]
26.5 Decision of the Receiving Office

(a) The receiving Office shall decide whether the applicant has submitted
the correction within the time limit under Rule 26.2 and, if the correction has
been submitted within that time limit, whether the intemational application so
corrected is or is not to be considered withdrawn; provided that no international
application shall be considered withdrawn for lack of compliance with the
physical requirements referred to in Rule 11 if it complies with those require-
ments to the extent necessary for the purpose of reasonably uniform interna-
tional publication.

(b) [Deleted]
26.6 Missing Drawings

(a) If, as provided in Article 14(2), the intemational application refers to
drawings which in fact are not included in that application, the receiving Office
shall so indjcate in the said application.

(b) The date on which the applicant receives the notification provided for
in Anicle 14(2) shall have no effect on the time limit fixed under Rule

20.2(a)(ii).

35 U.S.C. 361. Recelving Office.

(a) The Patent and Trademark Office shall act as a Receiving Office for
intemnational applications filed by nationals or residents of the United States.In
accordance with any agreement made between the United States and another
country, the Patent and Trademark Office may also act as a Receiving Office
for international applications filed by residents or nationals of such country
who are entitled to file intemational applications.

(b) The Patent and Trademark Office shall perform all acts connected
with the discharge of duties required of a Receiving Office, including the
collection of intemational fees and their transmittal to the Iniemational Bureau.

(c) International applications filed in the Patent and Trademark Office
shall be in the English language.

(d) The *intemational fee, and the transmittal and search fees prescribed
under section 376(a) of this part, shall either be paid on filing of an international
application or within *>such later time as may be fixed by the Commissioner<.

37 CFR 1.412 The United States Receiving Office.

(a) The United States Patent and Trademark Office is aReceiving
Office only for applicants who are residents or nationals of the United
States of America.

(b) The Patent and Trademark Office, when acting as a Receiving
Office, will be identified by the full title *“United States Receiving
Office” or by the abbreviation “RO/US.”

(c) The major functions of the Receiving Office include:

(1) According of international filing dates to international
applications meeting the requirements of PCT Art. 11(1), and PCT
Rule 20;

(2) Assuring that international applications meet the standards
for format and content of PCT Art. 14(1), PCT Rule 9, 26, 29.1,37, 38,
91, and portions of PCT Rules 3 through 11; )

(3) Collecting and, when required, ransmitting fees due for
processing international applications (PCT Rule 14, 15, 16);

(4) Transmitting the record and search copies to the Interna-
tional Bureau and International Searching Authority, respectively
(PCT Rules 22 and 23); and
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(5) Determining compliance with applicable requirements of
Part 5 of this chapter.

PCT Administrative Instructions Section 105
Several Appiicants
Where any international application indicates as applicants sev-
eral persons, it shall be sufficient, for the purpose of identifying that
application, to indicate, in any Form or correspondencerelating to such
application, the name of the applicant first named in the request.

PCT Administrative Instructions Section 301
Notification of Receipt of Purported International Application

Before the determination under Article 11(1), the receiving Office may
notify the applicant of the receipt of the purported international application. The
notification should indicate the date of actual receipt and the international
application number of the purported international application referred to in
Section 307 as well as, where useful for parposes of identification, the title of
the invention.

PCT Administrative Instructiens Sectien 305

Identifying the Copies of the International Appiication

(2) Where, under Rule 11.1(a), the intemational application has been filed
in one copy, the receiving Office shall, after preparing under Rule 21.1(z) the
additional copies required under Article 12(1), mark,

(i) the words “RECORD COPY"™ in the upper left-hand comer of the
first page of the original copy,

(ii) in the same space on one additional copy, the words “SEARCH
COPY,” and

(iii) in the same space on the other such copy, the words “HOME
COPY,” or their equivalent in the language of publication of the intemational
application.

(b) Where, under Rule 11.1(b), the international application has been filed
in more than one copy, the receiving Office shall choose the copy must suitable
for reproduction purposes, and mark the words “RECORD COPY,” or their
equivalent in the language of publication of the international application, in the
upper left-hand comer if ite first page. After verifying the identity of any
additional copies and, if applicable, preparing under Rule 21.1(b) the home
copy, it shall mark, in the upper left-hand comer of the first page of one such
copy, the words"SEARCH COPY,” and, in the same space on the other such
copy, the words “HOME COPY,” or their equivalent in the language of
publication of the international application.

PCT Administrative Instructions Section 307
System of Numbering International Applications

Papers purporting to be an international application under Rule 20.1 shall
be marked with the intemational application number, consisting of the letiers
“PCT,” a slant, the two-letter code, as in Annex B, indicating the receiving
Office, a two-digit indication of the last two numbers of the year in which such
papers were first received, a slant and a five-digit number, allotted in sequential
order coiresponding to the order in which the international applications are
received (e.g.,"PCT/SU78/00001" ‘). Where the International Bureau acts,
pursuantto Rule 19.1(b), as receiving Office for a national Office, the two-letter
code indicating the national Office for which the International Bureau acts as a
receiving Office shall be used. However, if & negative determination is made
under Rule 20.7 or a declaration is made under Anicle 14(4), the leuters"PCT”
shall be deleted by the receiving Office from the indication of the international
application number on any papers marked previously with that number, and the
said numiber shall be used without such letters in any future correspondence
relating to the purported intemational application.

. PCT Administrative Instructions Section 308
Marking of the Sheets of the International Application
(a) The receiving Office shall indelibly mark, the intemational application
number referred to in Section 307 in the upper right-hand comer of each sheet
of each copy of the purported international application.
(b} [Deleted]
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PCT Administrative Instructior Section 316
Procedure in the Case where the International Application
Lacks the Prescribed Signature

Where, under Anicle 14(1)(a)(i), the receiving Office finds that any
intemational application is defective inthat it lacks the prescribed signature, that
Office shall send to the applicant, together with the invitation to correct under
Anticlel4(1)(b) a copy of the request part of the intemational application. The
applicant shall, within the prescribed time limit, retomn said copy after affixing
thereto the prescribed signature.

The main procedural steps that any international applica-
tion goes through in the United States Receiving Office are the
following:

(i) the international application and the related fees are
received by the Receiving Office and appropriate records cre-
ated (PCT Article 10);

(ii) the international application is checked by the Receiv-
ing Office to determine whether it meets the requirements
prescribed by the PCT as to whether afiling date may be granted,
fees due on filing are paid in full, whether the priority claim is
acceptable, and whether any pages or drawings are missing
(PCT Aurticle 11(1), PCT Rule 4.10 and 35 U.S.C. 361(d)). The
checks performed by the Receiving Office are of a formal nature
and do not go into the substance of the invention;

(iii) where the checks by the United StatesReceiving Office
show that the international application does not meet the re-
quirements for a filing date or other matters are missing, that
Office immediately communicates with the applicantin order to
obtain any possible necessary corrections (PCT Articles
11(2)(a) and 14(3) and PCT Rules 4.10 and 20).

(iv) where — possibly after correction — the relevant
checks by the Receiving Office show that the international
application meets the requirements for the granting of a filing
date, an international filing date is accorded to the international
application by the Receiving Office (PCT Articles 11(1) and
11(2)(b), and PCT Rules 20.3,20.4, and 20.5));

(v) the United States Receiving Office reviews the applica-
tion for formal defects under Article 14(1), contacts the appli-
cant or agent by telephone and discusses any necessary correc-
tions. The Receiving Office will mail an invitation to correct and
set a time limit for response, which is usually one month,

(vi) the application is reviewed by Licensing and Review
Branch and copies of the international application and other
documents related thereto are prepared and transmitted by the
United States Receiving Office to the International Searching
Authority and to the International Bureau so that these Authori-
ties may carry out the procedural steps for which they are
responsible in the further processing of the international appli-
cation (PCT Article 12 and PCT Rules 22, 23, 24, and 25).

WHERE TO FILE

The United States Receiving Office is located in Crystal
Plaza, Arlington, Virginia, Building 2, Room 7-A(04. Interna-
tional applications and related papers may be deposited directly
with the United States Receiving Office or >be< mailed to:
Commissioner of Patents and Trademarks, Box PCT, Washing-
ton, D.C. 20231, It should be noted that the “Express Mail”
Certificate of Mailing provisions of 37 CFR 1.10 apply to the
filing of all applications and papers filed in the U.S. Patent and
Trademark Office, including PCT intemational applications
andrelated papers and fees. It should be further noted, however,
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that PCT international applications and papers relating thereto
are specifically excluded from the Certificate of Mailing proce-
dures under 37 CFR -1.8. The United States Receiving Office
staffis available to offer guidance on PCT requirements and pro-
cedures. In person, telephone or written inquiries are welcome.
Telephone inquiries should be directed to (703) 557-2003.
Written inquiries should be addressed to: Commissioner of
Patents and Trademarks, Box PCT, Washington, D.C. 20231,

1845.01 Transmittal of Record Copy [R-2]

PCT Article 12
Trengmittal of the International Application to the International
Burcau and the International Searching Authority

(1) One copy of the intemnational application shall be kept by the receiving
Office (“home copy”), one copy (“record copy™) shall be transmitied to the
International Bureau, and another copy (“search copy’’) shall be transmitted
to the competent International Searching Authority referred to in Article 16,
as provided in the Regulations.

(2) The record copy shall be considered the true copy of the intemational
application.

(3) The international application shall be considered withdrawn if the
record copy has not been received by the International Bureau within the
prescribed time limit.

PCT Rule 21
Preparation of Copies
21.1 Responsibility of the Receiving Office

(2) Where the intemnational application is required to be filed in one copy,
the receiving Office shall be responsible for preparing the home copy and the
search copy required under Article 12(1).

(b) Where the intemnational application is required tobe filed in two copies,
the receiving Office shall be responsible for preparing the home copy.

(c) If the intemational application is filed in less than the number of copies
required under Rule 11.1(b), the receiving Office shall be responsible for the
prompt preparation of the number of copies required, and shall have the right to
fix a fee for performing that task and to collect such fee from the applicant.

PCT Rule 22
Transmittai of the Record Copy
22. 1 Procedure

(a) If the determination under Article 11(1) is positive, and unless prescrip-
tions concerning national security prevent the international application from
being treated as such, the receiving Office shall transmit the record copy to the
International Bureau. Such transmittal shall be effected promptly after receipt of
the international application or, if a check to preserve national security must be
performed, a3 scon as the necessary clearance has been obtained. In any case, the
receiving Office shall transmit the record copy in time for it to reach the
Intemational Bureau by the expiration of the 13th month from the priority date.
If'the transmitial is effected by mail, the receiving Office shall mail the record
copy not later than five days prior to the expiration of the 13th month from the
priority date.

(b) If the International Bureau has received a copy of the notification under
Rule 20.5(c) but is not, by the expiration of 13 months from che priority date, in
possession of the record copy, it shall remind the receiving Office that it should
transmit the record copy to the Intemational Bureau promptly.

(c) If the Intemnational Bureau has received a copy of the notification under
Rtile 20.5(c) but is not, by the expiration of 14 months from the priority date, in
posgession of the record copy, it shall notify the applicant and the receiving
Office accordingly.

(d) After the expiration of 14 months from the priority date, the applicant
miay request the receiving Office to centify a copy of his international application
as being identical with the intemnational application as filed and may transmit
guch certified copy to the Intemational Bureau.

(&) Any centification under paragraph (d) shall be free of charge and may
be refused only on any of the following grounds:

(i) the copy which the receiving Office has requested to certify is not
identical with the intemational application as filed;
(ii) prescriptions conceming national security prevent the international
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application from being treated as such;

(iii) the receiving Office has already transmitted the record copy tothe
Intemational Bureau and that Bureau has informed the receiving Office that it
has received the record copy.

() Unless the Intemational Bureau has received the record copy, or until
it receives the record copy, the copy centified under paragraph (e) and received
by the Intemnational Bureau shall be considered to be the record copy.

(g) If, by the expiration of the time limit applicable under Article 22, the
applicant has performed the acts referred 1o in that Article but the designated
Office has not been informed by the International Bureau of the receipt of the
record copy, the designated Office shall inform the International Bureau. If the
International Bureau is not in possession of the record copy, it shall promptly
notify the applicant and the receiving Office unless it has already notified them
under paragraph (c).

22.2 [Deleted)
22.3 Time Limit Under Article 12(3)

The time limit referred to in Article 12(3) shall be three months from
the date of the natification sent by the International Bureau to the applicant
under Rule 22.1(c) or (g).

PCT Rule 23
Transmittal of the Search Copy

23.1 Procedure

(a) The search copy shall be transmitted by the receiving Office to the
International Searching Authority at the latest on the same day as the record
copy is transmitted to the Internaticnal Bureau.

(b) If the International Bureau has not received, within 10 days from the
receipt of the record copy, information from the International Searching
Authority that that Authority is in possession of the search copy, the Intema-
tional Bureau shell promptly transmit a copy of the international application to

the International Searching Authority.

37 CFR 1.461 Procedures for transmittal of record copy to the
International Bureau.

(a) Transmittal of the record copy of the international application to the
Intemnational Bureau shall be made by the United States Receiving Office.

(b) [Reserved]

(c) No copy of an international application may be transmitted to the
International Bureau, a foreign Designated Office, or other foreign autherity by
the United States Receiving Office or the applicant, unless the applicable
requirements of Part § of this chapter have been satisfied.

The Receiving Office transmits all Record Copies of
international applications to the International Bureau. Several
rule ehanges have beenmade since the PCTbecame operational
in 1978 torelax the time limits of receipt of the Record Copy by
the International Burean and to provide procedures for moni-
toring such receipt.

The international fees will also be forwarded to the Inter-
national Bureau by the Receiving Office (35 U.S.C. 42). Since
the applicant is required to file only one copy of the interna-
tional application in the United States Receiving Office (37
CFR 1.433), the United States Receiving Office will prepare
the “Search Copy” for the International Searching Authority
and the “Home Copy” for its own records (PCT Rule 21.1 and
Administrative Instructions Section 305(a)).

SAFEGUARDS FOR ASSURING TIMELY RECEIPT OF
THE RECORD COPY

The following steps are being taken by the United States
Receiving Office to insure timely receipt of the Record Copy by
the International Bureau.

(i) The Record Copy is sent by Registered Airmail to the
International Barean with transmiteal letter listing contents.
(i) The Applicantis informed of the date of mailing of the
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Record Copy by form PCT/RO/150 from the United States
Receiving Office.

(iii) A Telex is sent to the International Bureau in Geneva

giving notice of mailing and the Mail Registration number.
(iv) The International Bureau acknowledges receipt to the
United States Receiving Office.

(v) The Applicant is informed of receipt of the Record
Copy by the International Burean.

(vi) The United States Receiving Qffice is in telephone
contact with the International Bureau in Geneva, Switzerland at
least once a week, at which time questions are handled and
records are coordinated.

1845.02 Correction of Defects Before the
Receiving Office [R-2]
PCT Artilcle 14
Certaln Defects In the Internstionai Application

(1)(2) The receiving Office shall check whether the interational applica-
tion contains any of the following defects, that is to say:

(i) it is not signed as provided in the Regulations;

(i) it does not contain the prescribed indications concerning the appli-
cant;

(iii) it does not contain a title;

(iv) it does not contain an abstract;

(v) it does not comply to the extent provided in the Regulations with the
prescribed physical requirements.

(b) If the receiving Office finds any of the said defects, it shall invite the
applicant to correct the international application within the prescribed time
limit, failing which that application shall be considered withdrawn and the
receiving Office shall so declare. )

(2)Ifthe intemational application refers to drawings which, in fact, are not
included in that application, the receiving Office shall notify the applicant
accordingly and he may fumish them within the prescribed time limit and, if he
does, the international filing date shall be the date on which the drawings are
received by the receiving Office. Otherwise, any reference to the said drawings
shall be considered non-existent

(3)(a) If the receiving Office finds that, within the prescribed time limits,
the fees prescribed under Arnticle 3(4)(iv) have not been paid, or no fee
prescribed under Article 4(2) has been paid in respect of any of the designated
States, the intemational application shall be considered withdrawn and the
receiving Office shall so declare.

(b) If the receiving Office finds that the fee prescribed under Article 4(2)
has been paid in respect of one or more (but less than all) designated States
within the prescribed time limit, the designation of those States in respect of
which it has not been paid within the prescribed time limit shall be considered
withdrawn and the receiving Office shall so declare.

(4)If, afterhaving accorded an intemational filing date to the intemational
applicatidn, the receiving Office finds, within the prescribed time limit, that any
of the requirements listed in items (i) to (iii) of Asticle 11(1) was not complied
with at that date, the said application shall be considered withdrawn and the
receiving Office shall so declare.

PCT Rule 29
International Applications or Designations Considered
o Withdrawn urder Article 14(1), (3) or (4)

29.1 Finding by Receiving Office

() If the receiving Office declares, under Article 14(1)(b) and Rule 26.5
(failure to correct certain defects), or under Aricle 14(3)(a) (failure to pay the
prescribed fees under Rule 27.1()), or under Article 14(4) (later finding of non-
compliance with the requirements listed in items (i) to (iii) of Anticle11(1)) , that
the international application is considered withdrawn:

(i) the receiving Office shall transmit the record copy (unless already
transmitted), and any correction offered by the applicant, to the Intemnational
Bureau;

(ii) the receiving Office shall promptly notify both the applicant and the
Intemational Bureau of the said declaration, and the Intemational Bureau shall
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in tum notify the interested designated Offices;

(iii) the receiving Office shall not tranemit the search copy as provided
in Rule 23, or, if such copy has slready been transmitted, it shall notify the
International Searching Authority of the said declaration;

(iv) the International Bureau shail not be required to notify the applicent
of the receipt of the record copy.

(b) If the receiving Office declares under Article 14(3)(b)(failure to pay
the prescribed designation fee under Rule 27.1(b)) that the designation of any
given State is considered withdrawn, the receiving Office shall prompily notify
both the applicant and the International Bureau of the said declaration. The
Intemetional Bureau shall in tum notify the interested national Office.

29.2 [Deleted}
29.3 Calling Certain Facis 1o the Attention of the Receiving Office

If the Intemational Bureau or the Intemational Searching Authority
considers that the receiving Office should make a finding under Article 14(4),
it shall call the relevant facis to the attention of the receiving Office.

29.4 Notification of Intent 1o Make Declaration under Articlel4(4)

Before the receiving Office issues any declaration under Article 14(4),
it shell notify the applicant of its intent to issue such declaration and the reasons
therefor. The applicant may, if he disagrees with the tentative finding of the
receiving Office, submit arguments to that effect within one month from the
notification.

PCT Rule 30
Time Limit Under Article 14(4)
30.1 Time Limit
The time limit referred to in Article 14(4) shall be four months from the
intemational filing date.

PCT Administrative Instructions Section 304
Corrections Submitted to the Receiving Office Concerning
Expressions, etc., not to be used in the International
Application
Where the applicant submits corrections to the receiving Office aimed at
complying with the prescriptions of Rule 9.1, that Office shall, if copies of the
intemational application have not yet been transmitted to the International
Bureau and the International Searching Authority, attach copies of such correc-
tions to the intemational application. If copies of the international application
have already beentransmitted, the receiving Office shall transmit copies of such
corrections to the said Bureau and the said Authority.
PCT Administrative Instructions Section 309

Precedure in the Case of Later Submitted Sheets

(a) The receiving Office shall indelibly mark any sheet received on a date
later than the Jate on which sheets =were first received with the date on which it
received that sheet, inserted immediately below the intemational application
number referred to in Section 307.

(b) The receiving Office shall, in the case of later submitted sheets
received within the time limits referred to in Rule 20.2(2)(i) and (ii):

(i) effect the required correction of the international filing date, or,
where no intemational filing date has yet been accorded, of the date of receipt
of the purporied intemational application;

(ii) notify the applicant of the correction effected under item (i) above;

(iii) where transmittals under Article 12(1) have already been made,
notify the International Bureau and the Internationsal Searching Authority of any
correction effected under item (i) above, by transmitting a copy of the corrected
first page of the request, and forward copies of the Iater submitted shests to the
said Bureau and the sgid Authority;

(iv) where transmittals under Anicle 12(1) have not yet been made,
attach a copy of the later submitted sheets to the record copy and the search copy.

(c) The receiving Office shall, in the case of later submitted shests received
after the expiration of the time limits referred to in Rule 20.2(=)(i);

(i) notify the applicant of that fact and of the date of receipt of the later
subrmitted sheets;

(ii) where transmittals under Article 12(1) have already been made,
forward a copy of the later submitted sheets to the International Bureau with the
indication that such sheets are not to be taken into consideration for the
purposes of international processing;

(iii) where transmittals under Article 12(1) have not yet been made,
attach a copy of the later submitted sheets to the record copy with the indication
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that such sheets are not to be taken into consideration for the purposes of inter-
national processing.

(d) The receiving Office shall, in the case of later submitted sheets received
after the expiration of the time limit referred to in Rule 20.2(a)(ii), proceed as
provided in Rule 20.7, unless the applicant has, within the said time limit,
complied with the invitation under Article 11(2)(a) so that an intemational filing
date can be accorded; in the latter case, the receiving Office shall proceed as
provided in paragraph (c )(i) to (iii).

PCT Administrative Instructions Section 311
Deletion, Substitution or Addition of Sheets of the International
Application; Renumbering, etc.

(a) The receiving Office shall, subject to Section 207, sequentially renum-
ber the sheets of the international application when necessitated by the addition
of any new sheet, the deletion of entire sheets, a change in the order of the sheets
or any other reason.

(b) The sheets of the international application shall be provisionally
renumbered in the following manner:

(i) when a sheet is deleted, the receiving Office shall either include a°

blank sheet with the same number and with the word “DELETED,” or its
equivalent in the language of publication of the intemational application, below
the numbser, or insert, in brackets, below the number of the following sheet, the
number of the deleted sheet with the word “DELETED” or its equivalent in the
language of publication of the international application;

(ii) when a sheet is substituted, the receiving Office shall mark in the
middle of the bottom margin the words “SUBSTITUTE SHEET” or their
equivalent in the language of publication of the international application;

(iii) when one or more sheets are added, each sheet shall be identified by
the number of the preceding sheet followed by a slant and then by a natural
number series, starting always with number one for the first sheet added after an
unchanged sheet (e.g., 10/1,15/1, 15/2,15/3, etc.). When later additions of sheets
to an existing series of added sheets are necessary, an extra digit shall be used for
identifying the further additions (e.g. 15/1, 15/1 /1, 15/1/2, 1512, etc.).

(c) In the cases mentioned in (b)(i) and ( iii) above, it is recommended that
the receiving Office should write, below the number of the last sheet, the total
number of the sheets of the international application followed by the words
“TOTAL OF SHEETS” or their equivalent in the language of publication of the
international application. It is further recommended that, at the boitom of any last
sheet added, the words “LAST ADDED SHEET™ or their equivalent in the
language of publication of the international application should be inserted.

PCT Administrative Instructions Section 312
Notification of Decision Not To Issue Declaration that the Inter-
national Application is Considered Withdrawn

Where the receiving Office, afier having notified the applicant under Rule
29.4 of its intent to issue a declaration under Article 14(4), decides not to issue
such & declaration, it shall notify the applicant accordingly.

37 CFR 1.471 Corrections and amendments during internatlonal
processing.

+ (a) All corrections submitted to the United States Receiving Office must
be in the form of replacement sheets and be accompanied by 2 letter that draws
attention 1o the differences between the replaced sheels and the replacement
sheets, except that the deletion of lines of text, the correction of simple
typographical errors, and one addition or change of not more than five words per
sheet may be stated in a letter and the United States Receiving Office will make
the deletion or transfer the correction to the international application, provided
that such cofrections do not adversely affect the clarity and direct reproducibil-
ity of the application (PCT Rule 26.4).

(b) Amendments of claims submitted to the International Bureau shall be
as prescribed by PCT Rule 46.

DEFECTS IN THE INTERNATIONAL APPLICATION
WHICH MAY BE CORRECTED

Four major types of defects may be present in PCT Interna-
tional applications: (1) those fatal defects under Article 11(2)
which must be corrected before afiling date can be accorded, (2)
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those formal defects under PCT Article 14 which can be cor-
rected without prejudice to the filing date, and (3) defects of
missing sheets or drawings and (4) defects in priority informa-
tion, the correction of which may cause a change in the filing
and/or priority dates.

The following defects under PCT Article 11(2) must be
corrected before an international filing date can be accorded.
Form PCT/RO/103 is used to call applicant’s attention to these
defectsand toinvite correction thereof. The time limit for filing
the correction is fixed by the Receiving Office. It cannot be less
than 10 days or more than one month from the date of the
invitation to correct (PCT Rule 20.6(b)).

(i) The international application does not designate at
least one Contracting State.

(ii) The international application does not contain the
name of the applicant or does not contain at least those minimal
indications concerning the name of the applicant which are
indicated in PCT Article 11(1)(iii)(c) and PCT Rule 20.4(b).

(iii) The international application does not contain a part
which, on the face of it, appears to be a description or a part
which , on the face of it, appears to be a claim or claims (PCT
Article 11(1)(iii) (d) and (e)).

(iv) None of the applicants is a resident or national of the
United States of America, and thereby entitled to file an inter-
national application with the United States Receiving Office
(PCT Article 11(1 )@)).

(v) The international application is not in the English
language which must be used for international applications
filed with the United States Receiving Office (PCT Article
11(1)(ii)).

(vi) The international application does not contain an
indication that it is intended as an international application
(PCT Article 11(1)(iii)(a)).

The following defects under Article 14 must be corrected
within the time period set by the United States Receiving Office
in the invitation to correct (form PCT/RO/106) to prevent
withdrawal of the intemational application (PCT Rule 26.5).
The time limit for correction is fixed by the Receiving Office.
It must be reasonable under the circumstances; it cannot be less
than one month and normally not more than two months from
the date of the invitation to correct. If the correction is timely
presented, the application will not be withdrawn,

(i) Where the Receiving Office finds that the interna-
tional application is not signed (PCT Article (14)(1)(a)(i) and
PCT Rules 2, 3, 4.1(d) and 4.15). The invitation to complete
together with a copy of the unsigned Request are issued by the
Receiving Office as soon as possible after receipt of the inter-
national application (PCT Article 14(1)(b), PCT Rule 26.2 and
Administrative Instructions Section 316). The applicant must
return the copy of the Request properly signed, within the
prescribed time limit.

(ii) Where the Receiving Office finds that the interna-
tional application does not contain the name of the applicant in
the prescribed way or the prescribed indications concerning the
applicant (other than those specified in Rule 20.4(b)). These
indications include, in particular, the applicant’s address, resi-
dence and nationality (PCT Article 14(1)(a)(ii) and PCT Rules
4.4 and 4.5).

(iii) Where the Receiving Office finds that the interna-
tional application does not contain a title, that is, a title for the
claimed invention (PCT Article 14(1)(a)(iv) and PCT Rule
26.1(b)).
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(iv) Where the Receiving Office finds that the interna-
tional application does not contain an abstract (PCT
Article14(1)(a)(iv) and PCT Rule 26.1(b)).

(v) Where the Receiving Office finds that the interna-
tional application does not comply, to the extent provided for in
the Regulations, with the prescribed physical requirements
(PCT Article 14(1 )(a)(v) and PCT Rules 11 and 26.3). The
physical requirements are provided for indetailin PCT Rule 11.
Compliance with them must be checked to the extent that
compliance therewith is necessary for the purpose of reasonably
uniform international publication.

Several other defects, namely missing sheets or drawings
and defective priority information, will not cause the applica-
tion to become abandoned, but may effect filing and priority
dates.

(i) Where the Receiving Office finds that any of the
drawings referred to in the international application are, in fact,
not included in that application (PCT Article 14(2) and PCT
Rule 26.6), the time limit for furnishing such drawings is 30
days from the date on whichincomplete papers werereceived by
the Receiving Office (PCT Rule 20.2(a)(iii)). It should be
carefully noted that when missing drawings are received within
30 days they will be entered into the application papers, how-
ever, thedate of receipt of the application and the filing date, will
be amended to reflect the date on which the missing drawings
were received. The United States Receiving Office will notify
the applicant of any missing drawings on form PCT/RO/107.
Detailed procedures in the case where drawings are missing are
setforth in Section 310 of the PCT Administrative Instructions.

(ii) Where the Receiving Office finds that sheets of the
description or claims are missing, the procedures are similar to
those in (i) above; and are set forth in detail in PCT Rule 20 and
Section 309 of the PCT Administrative Instructions.

(iti) If the Receiving Office finds that the priority claim
fails to meet the requirements of Rule 4.10(b) in that the name
of the country of filing or the date of filing of the earlier appii-
cation are missing, the priority claim is considered not to have
been made and the applicant is notified accordingly on form
PCT/RO/121 (PCT Administrative Instructions Section 302).

(iv) If the Receiving Office finds that the claimed priority
date does not fall within the period of one year preceding the
International filing date, it will invite the applicant to amend or
cancel the priority claim using form PCT/RO/110 (PCT Rule
4.10(d)). The applicant has one month to respond by amending
orcanceling the priority claim. If noresponse is timelyreceived,
the Receiving Office will cancel the priority claim ex officio
(Administrative Instructions Section 314). The amendment or
cancellation of the priority claim will be acknowledged using
form PCT/RO/111.

PRESENTATION OF CORRECTIONS

According to the nature of the defect, the correction may be
stated in a letter only or may have to be filed in the form of a
replacement sheet or replacement sheets accompanied by a
letter (37 CFR 1.471). The details are provided forin PCT Rule
26.4. Any correction must be in the English language (PCT Rule
12.2). Astothe signature and other requirements of such letters,
see PCT Rule 92.1. The Receiving Office must inform, and
where necessary, transmit copies of replacement sheets to the
International Searching Authority.
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CONSEQUENCES OF THE CORRECTION OF DEFECTS

Where the correction is filed with the Receiving Office
within the prescribed time limit and is found acceptable, the
international application will be considered valid (PCT
Ariicle11(2)(b)). If the correction relates to any of the defects
referred to in PCT Article 11(1) and 14(2), the international
filing date will be the date on which the correction was received;
if itrelates only to any of the defects referred to in Article 14(1),
the international filing date will be the date on which the
international application was received by the Receiving Office.

CONSEQUENCES OF NOT CORRECTING DEFECTS

Where an acceptable response or correction is not filed
within the prescribed time limit, the international application:
(i) will not be ireated as an international application (and,
consequently will not be accorded an international filing date)
if the defect is one of those referred to in PCT Article11(1) and
PCT Rule 20.7;

(ii) will be treated as withdrawn if the defect is one of
those referred to in PCT Article 14(1) and PCT Rule 26.5. In the
case of a defect of the kind referred to in PCT Article 14(2),
which remains uncorrected, the reference to the (missing)
drawing(s) in the international application will be considered
non-existent. Missing sheets will not be entered into the appli-
cation if received after 30 days of the receipt of incomplete
papers (PCT Rule 20.2(a)(i) and PCT Administrative Instruc-
tions Section 309);

(iii) if the priority claim fails to meet the requirements of
PCT Rule 4. 10(b), the priority claim is considered not to have
been made and the applicant is notified accordingly (Adminis-
trative Instructions Section 302).

Correction of Obvious Errors in
Documents [R-2]

1845.03

- PCT Rule 91
Obvieus Errors in Decument
91.1 Rectification

(2) Subject toparagraphs (b)to (g T**7), obvious errors in the intemnational
application or other papers submitted by the applicant may be rectified.

(b) Errors which are due to the fact that something other than what was
obviously intended was written in the international application or other paper
shall be regarded as obvious errors. The rectification itself shall be obvious in
the sense that anyone would immediately realize that nothing else could have
been intended than what is offered as rectification.

(c) Omissions of entire elements or sheets of the intemational application,
even if clearly resulting from inattention, at the stage, for example, of copying
or assembling sheets, shall not be rectifiable.

(d) Rectification may be made on the request of the applicant. The
authority having discovered what appears to be an cbvious error may invite the
applicant to present a request for rectification as provided in paragraphs (e) to
(g 3°**7). Rule 26.4(a) shall apply mutatis mutandis to the manner in which

rectifications shall be requesied.
(e) No rectification shall be made except with the express authorization:

(i) of the receiving Office if the error is in the request.

(ii) of the intemational Searching Authority if the error is in any pan of
the intemational application other than the request or in any paper submitted to
that Authority.

(iii) of the Intemnational Preliminary Examining Authority if the error
is in any part of the intermnational application other than the request or in any
paper submitted to that Authority, and
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(iv) of the International Bureau if the error is in any paper, other than the
international application or amendments or corrections to that spplication,
submitted to the International Bureau.

(f) Any authority which authorizes or refuses any rectification shall
promptily notify the applicant of the suthorization or refusal and, in the cese of
refusal, of the reasons therefor, The authority which authorizes a rectification
ghall promptly notify the International Bureau accordingly. Where the authori-
zation of the rectification wes refused, the International Bureau shall, upon
request made by the applicant prior to the time relevant under paragraph (g™),

(&™) or (g7°**") and subject to the payment of a special fee whose amount shall

be fixed in the Administrative Instructions, publish the request for rectification
together with the international application. A copy of the request for rectification
shall be included in the communication under Article 20 where a copy of the
pamphlet is not used for that communication or, where the international appli-
cation is not published by virtue of Article64(3).

(g) The authorization for rectification referred to in paragraph (e) shall,
subject to paragraphs (g°), (25%) or (%), be effective:

(i) where it is given by the receiving Office or by the International
Searching Authority , if its notification 1o the International Bureau reaches that
Bureau before the expiration of 17 months from the priority date;

(ii) where it is given by the Intemnational Preliminary Examining Author-
ity, if it is given before the establishment of the international preliminary
examination report;

(iii) where it is given by the Intemational Bureau, if it is given before the
expiration of 17 months from the priority date.

>(g bi5) If the notification made under paragraph (g)(i) reaches the Interna-

tional Bureau, or if the rectification made under paragraph (g)(iii) is authorized
by the Intemnational Bureau, afier the expiration of 17 months from the priority
date but before the technical preparations for publication have been completed,
the authorization shall be incorporated in the said publication.

(g ©*) Where the applicant has asked the Intemational Bureau to publish his
international application before the expiration of 18 months from the priority
date, any notification made under paragraph (g)(i) must reach, and any rectifi-
cation made under paragraph (g)(ii) must be authorized by, the Intemational
Bureau, in order for the authorization to be effective, not later than at the time of
the completion of the technical preparations for international publication.

(g 9Ty Where the intemational application is not published by virtue of

Article 64(3), any notification made under paragraph (g)(i) must reach, and any
rectification made under paragraph (g)(iii) must be authorized by, the Intema-
tional Bureau, in order to be effective, not later than at the time of the
communication of the intemational application under Article 20.<**

PCT Rule 92
Correspondence
92.1 Need for Letter and for Signature

(a) Any paper submitted by the applicant in the course of the intemational
procedure provided for in the Treaty and these Regulations, other than the
international application itself, shall, if not itself in the form of a letter, be
accompanied by a letter identifying the intemational application to which it
relates. The letter shall be signed by the applicant.

(b) If the requirements provided for in paragraph (a) are not complied with,
the applicant shall be informed as to the non-compliance and invited to remedy
the omission within a time limit fixed in the invitation. The time limit so fixed
shall be reasonable in the circumstances; even where the time limit so fixed
expires later than the time limit applying to the fumnishing of the paper (or even
if the latter time limit has already expired), it shall not be less than 10 days and
not more than one month from the mailing of the invitation. If the omission is
remnedied within the time limit fixed in the invitation, the omission shall be
disregarded; otherwise, the applicant shall be informed that the paper has been
digregarded.

(c) Where non-compliance with the requirements provided for in para-
graph (a) has been overlooked and the paper taken into account in the intema-
tional procedure, the non-compliance shall be disregarded.

92.2 Languages

(2) Subject to Rules 55. 1 and 66.9 and to paragraph (b) of this Rule, any
letter or document submitted by the applicant to the Intemational Searching
Authority or the International Preliminary Examining Authority shall be in the
same language as the international application to which it relates.
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(b) Any letter from the epplicant to the Interationa] Searching Author-
ity or the Internationsl Preliminary Examining Authority may be in a language
other than that of the international application, provided the said Authority
authorizes the use of such language.

(c) [Deleted}

(&) Any letter from the applicant to the International Burean shall be in
English or French.

(e) Any letter or notification from the Intemnational Bureau to the
applicant or to any national Office shell be in English or French.

92.3 Mailings by National Offices and Intergovernmental Organizations

Any document or letter emanating from or transmitted by & national
Office or an intergovernmental organization and constituting an event from the
date of which any time limit under the Treaty or these Regulations commences
10 run shall be sent by registered air mail, provided that surface mail may be
used instead of air mail in cases where surface mail normally arrives at its
destination within two days from mailing or where air mail service is not
available.

92.4 Use of Telegraph, Teleprinter, Etc.

(a) Notwithstanding the provisions of Rules 11.14 and 92.1(a), but
subject to paragraph (b), below, any document (including any drawing)
subsequent to the intemational application may be sent by telegraph or
teleprinter or other like means of communication producing a printed or written
document. Any such document so sent shalil be considered to have been
submitted in a form complying with the requirements of the said Rules on the
day on which it was communicated by the means mentioned above, provided
that, within 14 days after being so communicated, its contents are famished in
that form, otherwise, the telegraphic, teleprinter or other communication shall
be considered not to have been made.

(b) Each national Office or intergovernmental organization shall
promptly notify the International Bureau of any means referred toin paragraph
(a) by which it is prepared to receive documents referred to in that paragraph.
The International Bureau shall publish the information so received in the
Gazette as well as information conceming the means referred to in paragraph
(a) by which the International Bureau is prepared to receive any such document.
Paragraph (a) shall apply with respect to any national Office or intergovem-
mental organization only to the extent the said information has been so
published with respect to it. The International Bureau shall publish, from time
to time, in the Gazette, changes in the information previously published.

Obvious errors of transcription may be rectified (PCT Rule
91). The Receiving Office or the International Searching Au-
thority will inform the applicant of obvious errors of transcrip-
tion using form PCT/RO/108 or PCT/ISA/216, respectively.
The form will indicate to which Authority the applicant may
request rectification of the error. In general the Receiving
Office may authorize rectification of errors in the Request only.
The International Searching Authority may authorize rectifica-
tion of errors in the description, claims, abstract or drawings.
The applicant, upon noticing an error of transcription, may
spontaneously present a request for rectification to the appro-
priate Authority. The Authority will promptly inform the appli-
cant of the authorization or the refusal to authorize the rectifi-
cation of obvious errors. The forms used by the United States
Receiving Office and the International Searching Authority for
authorization or refusal are PCT/RO/109 and PCT/ISA/217.

1845.04 Changes in Certain Indications in
the Request [R-2]

PCT Rule 92%¢

Recording of Changes In Certain Indications in the Request or
] the Demand
92%.) Recording of Changes by the International Bureau
(&) The International Bureau shall, on the request of the applicant or the
receiving Office, record changes in the following indications appearing in the
request or demand:
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(i) perzon, name, residence, nationality or address of the spplicant,

(ii) person, name or address of the agent, the common representative or
the inventor.

(b) The International Bureau shall not record the requested change if the

request for recording is received by it after the expiration:

(i) of the time limit referred to in Article 22(1), where Article 39.1 isnot
applicable with respect to any Contracting State

(ii) of the time limit referred to in Article 39(1)(a), where Anticle 39.1
is applicable with respect to at least one Contracting State.

1860 The International Searching Authority
[R-2]

PCT Articie 16
The International Searching Authority

(1) Intemnational search shall be carried out by an Intemational Searching
Authority, which may be either & national Office or an intergovernmental
organization, such as the Intemational Patent Institute, whose tasks include the
establishing of documentary search reports on prior art with respect to inven-
tions which are the subject of applications. :

(2) I, pending the establishment of a single Intemational Searching
Authority, there are several International Searching Authorities, each receiving
Office shall, in accordance with the provisions of the applicable agreement
referred 10 in paragraph(3)(b), specify the International Searching Authority or
Authorities competent for the searching of interational applications filed with
such Office.

(3)(a) Intemational Searching Authorities shall be appointed by the As-
sembly. Any national Office and any intergovermental organization satisfying
the requirements referred to in subparagraph (c) may be appointed as Interna-
tional Searching Authority.

(b) Appointment shall be conditional on the consent of the national
Office or intergovemmental organization 1o be appointed and the conclusion of
an agreement, subject to approval by the Assembly, between such Office or
organization and the Intemnational Bureau. The agreement shall specify the
rights and obligations of the parties, in particular, the formal undertaking by the
said Office or organization to apply and observe all the common rules of
international search.

(c) The Regulations prescribe the minimum requirements, particularly
as to manpower and documentation, which any Office or organization must
satisfy before it can be appointed and must continue to satisfy while it remains
appointed.

(d) Appointment shall be for a fixed period of time and may be extended
for further periods.

(e) Before the Assembly makes a decision on the appointment of any
national Office or intergovemmental organization, or on the extension of its
appointment, or before it allows any such appointment to lapse, the Assembly
shall hear the interested Office or organization and seck the advice of the
Committee for Technical Cooperation referred to in Aricle 56 once that
Committee has been established.

PCT Article 17

Procedure before the International Searching Authority

(1) Procedure before the International Searching Authority shail be gov-
emed by the provisions of this Treaty, the Regulations, and the agreement which
the Intemational Bureau shall conclude, subject 1o this Treaty and the Regula-
tions, with the said Authority.

(2Xa) If the Intemational Searching Authority considers:

(¥ that the international application relates to a subject matter which the
Internationsl Searching Authority is not required, under the Regulations, to
gearch, and in the particular case decides not to search, or

(ii) that the description, the claims, or the drawings, fail to comply with
the prescribed requirements to such an extent that a meaningful search could not
be carried out,

the said Authority shall so declare and shall notify the applicant and the
International Bureau that no intemational search report will be established.

(b) If any of the situations referred to in subparagraph (a) is found to exist
in connection with cerisin claims only, the intemational search report shall so
indicate in respect of such claims, whereas, for the other claims, the said report
shall be established as provided in Anicle 18.
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(3)(e) If the Intemnstional Searching Authority considers thet the interna-
tional application doesnot comply with the requirement of unity of invention as
set forth in the Regulations, it shall invite the applicent to pay additional fees.
The Internationel Searching Authority shall establish the intemational search
report on those parts of the intemational application which relateto the invention
first mentioned in the claims (“main invention™) and, provided the required
additional fees have been paid within the prescribed time limit, on thoze parts
of the intemational application which relate to inventions in respect of which the
said fees were paid.

(b) The national law of any designated State may provide that, where the
national Office of the State finds the invitation, referred to in subparagraph (a),
of the International Searching Authority justified and where the applicant has
not paid all additional fees, those paris of the international application which
consequently have not been searched shall, as far as effects in the State are
concemed, be considered withdrawn unless a special fee is paid by the applicant
to the national Office of that State.

PCT Rule 25
Receipt of the Search Copy by the International Searching
Authority

25.1 Notification of Receipt of the Search Copy

The Intemational Searching Authority shall promptly notify the Intema-
tional Bureau, the applicant, and - unless the International Searching Author-
ity is the same as the receiving Office —the receiving Office, of the fact and the
date of receipt of the search copy.

PCT Rule 35
The Competent International Searching Authority

35.1 When Only One International Searching Authority is Competent
Eachreceiving Office shall, in accordance with the terms of the applicable
agreement referredto in Article 16(3)(b), inform the International Bureau which
International Searching Authority is competent for the searching of the intema-
tional applications filed with it, and the Intemnational Bureau shall promptly
publish such information.
35.2 When Several International Searching Authorities Are Competent
(2) Any receiving Office may, in accordance with the terms of the
applicable agreement referred to in Article 16(3)(b), specify several Intema-
tional Searching Authorities:
(i) by declaring all of them competent for any intemational application
filed with it, and leaving the choice to the applicant, or
(ii) by declaring one ormore competent for certain kinds of international
applications filed with it, and declaring one or more others competent for other
kinds of intemational applications filed with it, provided that, for those kinds of
international applications for which several International Searching Authorities
are declared to be competent, the choice shall be left to the applicant.
(b) Any receiving Office availing itself of the faculty provided in para-
graph () shall promptly inform the Intemational Bureau, and the Intemational
Bureau shall promptly publish such information.

35 U.S.C. 362 International Searching Authority >and Internsa-
tional Prelimlnary Examining Authority<.

>(a)< The Patent and Trademark Office may act as an Intemnational
Searching Authority >and Intemational Preliminary Examining Authority<
with respect to intemational applications in accordance with the terms and
conditions of an agreement which may be concluded with the Intemational
Bureau >, and may discharge all duties required of such Authorities, including
the collection of handling fees and their transmittal to the International Bureau<.

>(b) The hendling fee, preliminary examination fee, and any additional
fees due for intemnational preliminary examination shall be paid within such
time as may be fixed by the Commissioner.<

37 CFR 1.413 The United States International Searching
Authority.

(a) Pursuantto appointment by the Assembly, the United States Patent and
Trademark Office will act as an Intemational Searching Authority for interna-
tional applications filed in the United States Receiving Office and in other
Receiving Offices as may be agreed upon by the Commissioner, in accordance
with agreement between the Patent and Trademark Office and the International
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Bureau (PCT Art. 16(3)Xb)).

(b) The Patent and Trademasrk Office, when acting as an Intemnational
Searching Authority, will be identified by the full title “United States Interna-
tional Searching Authority” or by the abbreviation “ISA/US.”

(c) The major functions of the International Searching Authority include:

(1) Approving or establishing the title and abstract;

(2) Considering the matter of unity of invention;

(3) Conducting intemational and international-type searches and prepar-
ing intemational and intemational-type search reports (PCT Ant. 15, 17 and 18,
and PCT Rules 25, 33 to 45 and 47); and

{4) Transmiting the intemational search report to the applicant and the
Intemational Bureau.

TRANSMITTAL OF THE “SEARCH COPY” TO THE
INTERNATIONAL SEARCHING AUTHORITY

The “search copy” is transmitted by the Receiving Office to
the International Searching Authority (PCT Article 12(1)), the
details of the transmittal are provided in PCT Rule 23,

THE MAIN PROCEDURAL STEPS IN THE INTERNA-
TIONAL SEARCHING AUTHORITY

The main procedural steps that any international application
goes through in the International Searching Authority are the
following:

(i) the making of the international search (PCT Article
15), and

(ii) the preparing of the international search report (PCT
Article 18 and PCT Rule 43).

COMPETENT INTERNATIONAL SEARCHING
AUTHORITY

In respect of international applications filed with the U.S.
Receiving Office, the United States International Searching
Authority, which is the Examining Corps of the United States
Patent and Trademark Office, and the European Patent Office
are competent to carry out the international search (PCT Article
16, PCT Rules 35 and 36, 35 U.S.C. 362 and 37 CFR 1.413).

The United States Patent and Trademark Office has in-
formed the International Bureau that in addition to the United
States Patent and Trademark Office, the European Patent Office
is competent as an International Searching Authority for search-
ing all kinds of international applications filed in the United
States Receiving Office on and after Oct. 1, 1982, (PCT Article
16(2) and PCT Rule 35.2(a)(i).

MATTERS TO BE CONSIDERED WHEN CHOOSING AN
INTERNATIONAL SEARCHING AUTHORITY

Choosing The European Patent Office (EPO) as an Interna-
tional Searching Authority could be an advantage to United
States applicants who designate countries for European Re-
gional patent protection in PCT International applications for the
following reasons:

(1) Claims may be amended according to EPO searchresults
before entering the European Office as a designated Office.

(2) The EPO search fee need not be paid upon entering the
European Office as a designated Office.

(3) The EPOsearch results may be available foruseinaU.S.
priority application.
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(4) The EPO international search may be obtained with-
out the need for a European Professional Representative.

(5) The European Patent Office search could provide the
U.S. applicant with the benefit of a European art search (which
may be different from his own or the USPTO’s search) before
it is necessary to enter the European Patent Office or other
designated Offices and usually before amendments to the U.S.
priority application are needed.**

Some of the disadvantages that may occur due to the Eu-
ropean Patent Office making the International Search are the
following:

(1) Additional mailing time to and from the EPO Search-
ing Authority may shorten the time for applicants to respond to
various invitations from the EPO such as for comments on
abstracts and payments of additional search fees as well as for
PCT Article 19 amendments to the claims after issuance of the
International Search Report.

(2) There may be more difficulty in solving any proce-
dural problems between the applicantand the EPO than with the
USPTO due to physical distance and time differences.

1861 The European Patent Office as an
International Searching Authority [R-2]

Since October 1, 1982, the European Patent Office (EPO)
has been available as a Searching Authority for PCT applica-
tions filed in the United States Receiving Office. The choice of
Searching Authority , either the EPO or the United StatesPatent
and Trademark Office, must be made by the applicant on filing
the International Application. The choice of Searching Author-
ity may also be indicated on Transmittal Letter form PTO-
1382.

It should be noted that the European Patent Office will not
search , by virtue of PCT Article 17(2)(a)(i), any international
application to the extent that it considers that the international
application relates to subject matter set forth in PCT Rule 39.1.

“Furthermore, the European Patent Office is not equipped to

search computer programs.

Theinternational search fee for the European Patent Office
mustbe paid to the United States Patent and Trademark Office
(USPTO) as a Receiving Office at the time of filing the inter-
national application. The search fee for the European Patent
Office is currently set under PCT Rule 16.1(b) at >1,080<*
United States dollars. The search fee will change as costs and
exchange rates require.** If exchange rates fluctuate signifi-
cantly, the fee may change frequently. Notice of changes will
be published in the Official Gazette shortly before the effective
date of any change.

If the European Patent Office as the International Search-
ing Authority considers that the international application does
not comply with the requirement of unity of invention as set
forth in PCT Rule 13, the European Patent Office will invite
applicants to timely pay directly to itan additional search fee of
2,095 Deutsche Marks for each additional invention.

A revised fee calculation sheet (form PCT/RO/101, An-
nex) having appropriate spaces to indicate the choice of Inter-
national Searching Authority has been developed so that appli-
cants may indicate which International Searching Authority is
to make the search.
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1862 The Internationa! Search [R-2]

PCT Article 15
The International Search

(1) Each international application shall be the subject of international
search.

(2) The objective of the intemationsl search is to discover relevant prior
art.

(3) International search shall be made on the basis of the claims, with due
regard to the description and the drawings (f any).

(4) The Intemational Searching Authority referred to in Article 16 shail
endeavorto discover as much of the relevant prior art as its facilities permit, and
shall, in any case, consult the documentation specified in the Regulations.

(5) If the national law of the Contracting State so permits, the applicant
who files 2 national application with the national Office of or acting for such
State may, subject to the conditions provided for in such law, request that a
search similar to an international search (“intemational -type search™) be carried
out on such application.

(b) If the national 1aw of the Contracting State so permits, the national
Office of or acting for such State may subject any national application filed with
it to an intemational-type search.

(c) The international-type search shall be carried out by the International
Searching Authority referred to in Article 16 which would be competent for an
intemnational search if the national application were an international application
and were filed with the Office referred to in subparagraphs (a) and (b). If the
national application is in & language which the Intemational Searching Author-
ity considers it is not equipped to handle, the internationai-type search shall be
carried out on a translation prepared by the applicant in a language prescribed
for intemational applications and which the International Searching Authority
has undertaken to accept for international applications. The national application
and the translation, when required, shall be presented in the form prescribed for
international applications.

PCT Rule 33
Relevant Prior Art for the International Search
33.1 Relevant Prior Art for the International Search

() For the purposes of Article 15(2), relevant prior art shall consist of
everything which has been made available to the public enywhere in the world
by means of written digclosure (including drawings and other illustrations) and
whichis capable of being of assistance in determining that the claimed invention
is or is not new and that it does or does not involve an inventive step (i.e., that
itis oris not obvious), provided that the making available to the public occurred
prior to the intemational filing date.

(b) When any written disclosure refers to an oral disclosure, use, exhibi-
tion, or other means whereby the contents of the written disclosure were made
available to the public, and such making available to the public occurred on a
date prior to the internation:al filing date, the intemational search report shall
separately mention that fact and the date on which it occurred if the making
available to the public of the written disclosure occurred on a date posteriorto
the intemational filing date.

(c) Any published application or any patent whose publication date is later
but whose filing date, or, where applicable, claimed priority date, is earlier than
the international filing date of the internationsl application searched, and which
would constitute relevant prior art for the purposes of Article 15(2) had it been
published prior to the international filing date, shall be specially mentioned in
the international search report.

33.2 Fields to Be Covered by the Insernational Search

(a) The intemnational search shall cover all those technical fields, and shall
be carried out on the basis of all those search files, which may contain material
pertinent to the invention.

(b) Consequently, not only shall the art in which the invention is classifi-
able be sgarched but algo enalogous arts regardless of where classified.

(c) The question what arts are, in any given case, to be regarded as
analogous shall be considered in the light of what appears to be the necessary
essential function or use of the invention and not only the specific functions
expressly indicated in the intemational application.

(d) The interational search shall embrace all subject matter that is
generally recognized as equivalent to the subject matter of the claimed invention
for all or certain of its features, even though, in its gpecifics, the invention as
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described in the international application is different.
33.3 Oriemtation of the International Search

(2) Internationsl search shall be made on the basis of the claims, with due
regerd to the description and the drawings (if any) and with particular emphasis
on the inventive concept towards which the claims are directed.

(b) Insofar as possible and reasonable, the interational search shall cover
the entire subject matter to which the claims are directed or to which they might
reasonably be expected to be directed after they have been amended.

PCT Ruie 34
Minimum Documentation
34.1 Definition

(a) The definitions contained in Article 2(i) and (ii) shall not apply
for the purposes of this Rule.

(b) The documentation referred to in Article 15(4) (“minimum
documentation’) shall consist of:

(i) the “national patent documents™ as specified in paragraph(c),

(ii) the published intemational (PCT) applications, the published regional
applications for patents and inventors’ certificates, and the published regional
patents and inventors' certificates,

(iii) such other published items of non-patent literature as the Interna-
tional Searching Authorities shall agree upon and which shall be published in
a list by the International Burean when agreed upon for the first time and
whenever changed.

(c) Subjecttoparagraphs (d)and (e), the “national patent documents” shall
be the following:

(i) the patents issued in and after 1920 by France, the former Reichspat-
entamt of Germany, Japan, the Soviet Union, Switzerland (in French and
German languages only), the United Kingdom, and the United States of Amer-
ica,

(ii) the patents issued by the Federal Republic of Germany,

(iii) the patent applications, if any, published in and after 1920 in the
countries referred to in items (i) and (ii),

(iv) the inventors’ centificates issued by the Soviet Union,

(v) the utility centificates issued by, and the published applications for
utility centificates of France,

(vi)* such patents issued by, and such patent applications published in,
any other country after 1920 as are in the English, French, [or] German or
Spanish language and in which no priority is claimed, provided that the national
Office of the interested country sorts out these documents and places them at the
disposal of each Intemnational Searching Authority.

(d) Where an application is republished once (for example, and Offenle-
gungsschrift as an Auslegeschrift) or more than once, no International Search-
ing Authority shall be obliged to keep all versions in its documentation;
consequently;each such Authority shall be entitled not to keep more than one
version. Furthermore, where an application is grented and is issued in the form
of a patent or a utility certificate (France), no Intemational Searching Author-
ity shall be obliged to keep both the application and the patent or utility
centificate (France) in its documentation; consequently, each such Authority
shall be entitled to keep ecither the application only or the patent or utility
certificate (France) only.

(e)* Any Intenational Searching Authority whose official Ianguage, or
oneof whose official languages, is not Japanese, Russian or Spanish is entitled
not to include in its documentation those natent documents of Japan and the
Soviet Union as well as those patent documents in the Spanish language,
respectively, for which no abstracts in the English language are generally
available. English abstracts becoming generally available after the date of entry
into force of these Regulations shall require the inclusion of the patent docu-
ments to which the abstracts refer no later than six months after such abstracis
become generally available. In case of the interruption of abstracting services
in English in technical fields in which English abstracts were formerly generally
available, the Assembly shall take appropriste measures to provide for the
prompt restoration of such services in the said fields.

(f) For the purposes of this Rule, applications which have only been laid
open for public inspection are not considered published applications.

@ The words printed in italics in paragraphs (c){vi) and (¢) of Rule 34.1 will became
applicable et the same time that the PCT will enter into force in respect of the country
which, among the Spanish-speaking countries, is the first to ratify or accede to the PCT.
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PCT Ruie 36
Minlmum Requirements for International Searching Authorities
36.1 Definition of Minimum Requirements
The minimum requirements referred to in Aricle 16(3)(c) shall be the
following:

(i) the national Office or intergovernmental organization must have at
least 100 full-time employees with sufficient technical qualifications to carry out
searches;

(ii) that Office or organization must have in its possession at least the
minimum documentation referred to in Rule 34, properly arranged for search
purposes;

(iii) that Office or organization must have a staff which is capable of
searching the required technical fields and which has the language facilities to
understand at least those languages in which the minimum documentation
referred to in Rule 34 is written or is translated.

PCT Rule 39
Subject Matter under Article 17(2)(a)(i)
39.1 Definition

No International Searching Authority shall be required to search an
international application if, and to the extent to which, its subject matter is any
of the following:

(i) scientific and mathematical theories,

(ii) plant or animal varieties or essentially biological processes for the
production of plants and animals, other than microbiological processes and the
products of such processes,

(iif) schemes, rules or methods of doing business, performing purely
mental acts or playing games,

(iv) methods for treatment of the human or animal body by surgery or
therapy, as well as diagnostic methods,

(v) mere presentations of information,

(vi) computer programs to the extent that the International Searching
Authority is not equipped to search prior art conceming such programs.

PCT Administrative Instructions Section 501
Corrections Submitted to the International Searching Authority
Concerning Expressions, etc., Not te be Used in the
International Application

Where the applicant submits corrections to the International Searching
Authority aimed at complying with the prescription of Rule 9.1, that Authority
shall transmit copies of such corrections to the receiving Office and the
International Bureau.

The objective of the international search is to discover
relevant prior art (PCT Article 15(2)). “Prior art” consists of
everything which has been made available to the public any-
where in the world by means of written disclosure (including
drawings and other illustrations); itis “relevant” inrespect of the
ipternational application if it is capable of being of assistance in
determining that the claimed invention is or is not new and that
the claimed invention does or does not involve an inventive step
(i .e., that it is or is not obvious), and if the making available to
the public occurred prior to the international filing date, for
furtherdetails see PCT Rule 33. The international search is made
on the basis of the claims, with due regard to the description and
the drawings (if any) contained in the international application
PCT Article 15(3)).

DOCUMENTS SEARCHED BY THE INTERNATIONAL
) SEARCHING AUTHORITY

The International Searching Authority must endeavor to
discover as much of the relevant prior art as its facilities permit
(PCT Article 15(4)), and, in any case, must consult the so-called
“minimum documentation” (PCT Rule 34),
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CERTAIN SUBJECT MATTER NEED NOT BE
SEARCHED

No International Searching Authority is required to per-
form an intemnational search where the international applica-
tion relates to any of the following subject matters:

(i) scientific and mathematical theories,

(ii) plant or animal varieties or essentially biological proc-
esses for the production of plants and animals, other than .
microbiological processes and the products of such processes,

(iii) schemes, rules or methods of doing business, perform-
ing purely mental acts or playing games,

(iv) methods for treatment of the human or animal body by
surgery or therapy, as well as diagnostic methods,

(v) mere presentation of information, and

(vi) computer programs to the extent that it, the said Au-
thority is not equipped to search prior art (PCT Article
17(2)(a)(i) and PCT Rule 39).

The applicant planning to file an international application
may be well advised not to file one if the subject matter of the
application falls into one of the above mentioned areas; if he or
she still does file, the ** International Searching Authority
may declare that it will not establish an intemational search
report. It is to be noted nevertheless that the lack of the
international search report in such case will not have, in itself,
any influence on the validity of the international application
and the latter’s processing will continue, including its commu-
nication to the designated Offices.

>The USPTO has declared that it will search and examine
ininternational applications all subject matter searched and ex-
amined in U.S. national applications.<

NO SEARCH REQUIRED IF CLAIMS ARE UNCLEAR

If the International Searching Authority considers that the

-description, the claims, or the drawings fail to comply with the

prescribed requirements to such an extent that a meaningful
search could not be carried out, it may declare that it will not
establish a search report (PCT Article 17(2)( a) (i) and (b)).
Such declaration may also be made in respect of some of the
claims only. This may be particularly the case where the
description or the claims are unclear, The lack of the interna-
tional search report will not, in itself, have any influence on the
validity of the international application and the latter’s process-
ing will continue, including its communication to the desig-
nated Offices. Where only some of the claims are found to be
“unsearchable,” the International Searching Authority wiil not
search them, but will search the rest of the international appli-
cation. Any unsearched claims will be indicated in the Search
Report.

1863 The International Search Report
[R-2]

PCT Article 18
The Internstional Search Report
(1) The international search report shell be established within the
prescribed time limit and in the prescribed form.
(2) The international seasch report shall, as soon as it has been estab-
lished, be transmitied by the Intemational Searching Authority to the spplicant
and the International Buresu.
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(3) The intemnational search report or the declaration referred toin Anticle
17(2)(a) shall be translated as provided inthe Regulstions. The tranglations shall
be prepared by or under the responsibility of the International Bureau.

PCT Rule 37
Missing or Defective Title

37.1 Lack of Title

If the international application does not contain a title and the receiving
Office has notified the International Searching Authority that it has invited the
applicant to correct such defect, the International Searching Authority shall
proceed with the intemational search unless and until it receives notification that
the said application is considered withdrawn.
37.2 Establishment of Title

If the international application does not contain & title and the International
Searching Authority has not received a notification from the receiving Office to
the effect that the applicant has been invited to furnish a title, or if the said
Authority finds that the title does not comply with Rule 4.3, it shall itself
establish a title.

PCT Rule 38
Missing Abstract

38.1 Lack of Abstract

If the international application does not contain an abstract and the
receiving Office has notified the Intemational Searching Authority that it has
invited the applicant to correct such defect, the Intemationzl Searching Author-
ity shall proceed with the international search unless and until it receives
notification that the said application is considered withdrawn.
38.2 Establishment of Abstract

(a) If the international application does not contain an abstract and the
Intemational Searching Authority has not received a notification from the
receiving Office to the effect that the applicant has been invited to furnish an
abstract, or if the said Authority finds that the abstract does not comply with Rule
8, it shall itself establish an sbstract (in the language in which the international
application is published). In the latter case, it shall invite the applicant to
comment on the abstract established by it within one month from the date of the
invitation.

(b) The definitive contents of the abstract shall be determined by the
Intemational Searching Authority.

PCT Rule 43
The International Search Report

43.1 Identifications

The intemnational searck report shall identify the International Searching
Authority which established it by indicating the name of such Authority, and the
international applicstion by indicating the international application number, the
name of the applicant, the name of the receiving Office, and the international
filing date.
43.2 Dates

The intemational search report shall be dated and shall indicate the date
on which the intemational search was actually completed. It shall also indicate
the filing date of any earlier application whose priority is claimed.
43.3 Classification

(a) The intemational search report shall contain the classification of the
subject matter at least according to the Intemational Patent Classification.

(b) Such classification shall be effected by the Intemational Searching
Authority.
43.4 Language

Every international search report and any declaration made under Article
17(2)(a) shall be in the language in which the intemational application to which
it relates i$ published.
43.5 Citations

(a) The intemational search report shall contain the citations of the
documents considered to be relevant.

(b) Themethod of identifying any cited document shall be regulated by the
Administrative Instructions.

(c) Citations of particular relevance shall be specially indicated.

{(d) Citations which are not relevant to all the claims shall be cited in
relation to the claim or claims to which they are relevant.

(e) If only certain passages of the cited document are relevant or paricu-
larly relevant, they shall be identified, for example, by indicating the page, the
column, or the lines, where the passage appears.
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43.6 Fields Searched

(2) The intemational search report shall list the classification identifica-
tion of the fields searched. If that identification is effected on the basis of a
classification other then the Intemational Patent Classification, the Interna-
tional Searching Authority shell publish the classification used.

(b) If the intemational sesrch extended to patents, inventors® centificates,
utility centificates, utility models, patents or certificates of addition, inventors’
centificates of addition, utility certificates of addition, or published applications
for any of those kinds of protection, of Siates, periods, or languages, not
included in the minimum documentation as defined in Rule 34, the intemational
search report shall, when practicable, identify the kinds of documents, the
Statesthe periods, and the languages to which it extended. For the purposes of
this paragraph, Article 2(ii) shall not apply.

43.7 Remarks Concerning Unity of Invention

If the applicant paid additional fees for the internationsl search, the
international search report shall so indicate. Furthermore, where the intema-
tional search was made on the main invention only (Article 17(3)(g)), the
international search report shall indicate what parts of the intemational applica-
tion were and what parts were not searched.

43.8 Signature

The international search report shall be signed by an authorized officer of
the Intemational Searching Authority.
43.9 No Other Matter

The international search report shall contain no matter other then that
enumerated in Rules 33.1(b) and (¢), 43.1,2, 3, 5,6,7 and 8, and 44.2(a) and (b),
and the indication referred to in Anicle 17(2) (b). In particular, it shall contain
no expressions of opinion, reasoning, arguments, or explanations.

43.10 Form

The physical requirements as to the form of the international search report

shall be prescribed by the Administrative Instructions.

PCT Rule 44
Transmittal of the International Searck Report, Etc.
44.1 Copies of Report or Declaration

The International Searching Authority shall, on the same day, transmit one
copy of the international search report or the declaration referred to in Article
17(2)(a) to the International Bureau and one copy to the applicant.

44.2 Title or Abstract

(a) Subject to paragraphs (b) and (c), the intemational search report shall
cither state that the Intemational Searching Authority approves the title and the
abstract as submitted by the applicant or be accompanied by the text of the title
and/or abstract as established by the International Searching Authority under
Rules 37 and 38.

(b) If, at the time the intemational search is completed, the time limit
allowed for the applicant to comment on any suggestion of the International
Searching Autlority in respect of the abstract has not expired, the international
search report shall indicate that it is incomplete as far as the abstract is
concemed,

(c) As soon as the time limit referred to in paragraph (b) has expired, the
Intemational Searching Authority shall notify the abstract approved or estab-
lished by it to the Interational Bureau and to the applicant.

44.3 Copies of Cited Documents

(a) The request referred to in Article 20(3) may be presented any time
during seven years from the intemational filing date of the intemational
application to which the international search report relates.

(b) The Intemnational Searching Authority may require that the party
(applicant or designated Office) presenting the request pay to it the cost of
preparing and mailing the copies. The level of the cost of preparing copies shall
be provided for in the agreements referred to in Article 16(3)(b) between the
International Searching Authorities and the International Bureau.

(c) Any International Searching Authority not wishing to send copies
direct to any designated Office shall send a copy to the Intemational Bureau and
the International Bureau shall then proceed as provided in paragraphs (a) and
®).

(d) Any intemational Searching Authority may perform the obligations
referred to in (a) to (c) through another agency responsible to it.

PCT Administrative Instructlons Section 503
Method of Identifying Documents Cited in the International
Search Report
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Identification of any document cited in the intemational search report
referred in Rule 43.5(b) shall be made by indicating the following elements inthe
order in which they are listed:

() In the case of any patent document (patent documents being patents
within the meaning of Asticle 2(ii) as well as published applications relating
thereto:

(i) the Office that issued the document, by the two-letier code as in Annex
B;

(ii) the kind of document, by the appropriate symbols as in > the Standard
Code for Identification of Different Kinds of Patent Documents. Published in
WIPO Handbook on Patent Information and Documentation, Volume 1, Part 3,
Standards-ST.16.

(iif) the number of the document as given to it by the Office that issued it
(for Japanese patent documents the indication of the year of the reign of the
Emperor must precede the serial number of the patent document);

(iv) the name of the patentee or applicant (in capital letters, where
appropriate abbreviated);

(v) the date of publication of the cited patent document as indicated
thereon; and

(vi) where applicable, the pages, columns or lines where the relevant
passages appear, or the relevant figures of the drawings.

(The following example illustrates the citation of & patent document
according to paragraph () above:

JP, B, 50-14535 (NCR CORPORATION) 28 May 1975 (28.05.75), see
column 4, lines 3 to 27).

(b) In the Case of any Book or Other Separately Issued Publication:

(i) the name of the author;

(it) the title (including, where applicable, the number of the edition and/or
volume);

(i) the year of publication (when this coincides with the year of the
international application or of the priority claim, the International Searching
Authority shall endeavor to determine the month and, if necessary, the day of
publication and to indicate these data in the international search report);

(iv) the name of the publisher;

(v) as far as available, the place of publication (where only the location of
the publisherappears onthe book or other separately issued publication, then that
location shall be indicated as the place of publication); and

(vi) where applicable, the pages, columns or lines where the relevant
passages appear, or the relevant figures of the drawings.

(The following example illustrates the citation of a book or other separately
issued publication according to paragraph (b) above:

H. Walton, “Microwave Quantum Theory,” Volume 2, published 1973, by
Sweet and Maxwell (London), see pages 138 to 192, especially pages 146 to
148.)

(c) In the case of any article published in a periodical or other serial
publication:

(i) the title of the periodical or other serial publication; -

(ii) the number of the volume and the date of the issue in which the article
appears;

(iii) as far as available, the place of publication (where only the location of
the publisher appears in the periodical or other serial publication, then that
Iocation shall be indicated as the place of publication);

(iv) the author and the title of the article and the number of the page both
on which the article starts and ends; and

(v) where applicable, the pages, columns or lines where the relevant
passages appear, or the relevant figures of the drawings.

(The following example illustrates the citation of an article published in a
periodical or other seria! publication according to paragraph (c) above:

IBM Technical Disclosure Bulletin, Volume 17, No. 5, issued October
1974 (Armonk, New York), J. G. Drop, “Integrated Circuit Personalization at the
Module Level” see pages 1344 and 1345.)

(d) In the case of absiracis:

(i) the identification of the document containing the abstract in the manner
gét forth in paregraphs (a), (b) &nd (c) respectively, depending upon whether the
abstract ig contained in a patent document, in & book or other separately issued
publication, or in &n article published in & periodical or other serial publication;

(ii) in the case where the abstract is not published together with the full text
document which served as its basis, the identification of both abstract and full
text document on the basis of whatever bibliographic data may be available in
respect thereto,

(The following example illustrates the citation of an abstract according to
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paragraph (d) (ii) above:

Chemical Abstracts, Volume 75, No. 20, issued 15 November
1971(15.11.71) (Columbus, Ghio, USA), D. 1. Shetulov, “Surface Effects
During Mental Fatigue,” see page 163, column 1, the abstract No. 120718k,
Fiz.-Khim. Mekh. Mater. 1971, 7(2), 7-11(Russ).)

PCT Administrative Instructions Section 504
Classification of the Subject Matter of the International
Application

(a) Where the subject matter of the intemational application is such that
classification thereof requires more than one classification symbol according
to the principles to be followed in the application of the Intemational Patent
Classification to any given patent document, the international search report
shall indicate all such symbols.

(b) Where any national classification system is used, the international
search report may indicate all the applicable classification symbols also
according to that system.

(c) Where the subject matter of the international application is classified
both according to the Intemnational Patent Classification and to any national
classification system, the international search report shall, wherever possible,
indicate the corresponding symbols of both classifications opposite each other.

PCT Administrative Instructions Section 505
Indication of Citations of Particular Relevance in the
International Search Report

(a) Where any document cited in the international search report is of
paricular relevance, the special indication required by Rule 43.5(c) shall
consist of the letter(s) “X" and/or “Y" placed next to the citation of the said
document.

(b) Category “X" is applicable where a document is such that when taken
alone, a claimed invention cannot be considered novel or cannot be considered
to involve an inventive step.

(c) Category “Y™ is applicable where a document is such that a claimed
invention cannot be considered to involve an inventive step when the document
is combined with one or more other such documents, such combination being
obvious to a person skilled in the art.

PCT Administrative Instructions Section 507
Manner of Indicating Certain Special Categories of Documents
Cited in the International Search Report

(a) Where any document cited in the international search report refers to
an oral disclosure, use, exhibition, or other means referred to in Rule 33.1(b),
the separate indication required by that Rule shall consist of the letter “O"
placed next to the citation of the said document.

(b) Where any document cited in the international search report is &
published application or patent as defined in Rule 33.1(c), the special mention
required by that Rule shall consist of the letter “E” placed next to the citation
of the said document.

(c) Where any document cited in the intemnational search report is not
considered tobe of particular relevance requiring the use of categories “X"* and/
or “Y™ but defines the general state of the art, it shall be indicated by the letter
“A” placed next to the citation of the said document.*

* (see I, 3.14 of the Guidelines for Intemnational Search to be Carried
Out under the PCT)

(d) Where any document cited in the intemnational search report is a
document whose publication date occurred earlier than the international filing
date of the international application, but later than the priority date claimed in
that application, it shall be indicated by the letter “P* next to the citation of the
said document.

(¢) Where any document cited in the international search report is 2
document whose publication date occurred after the filing date or the priority
date of the international application and is not in conflict with the said
application, but is cited for the principle or theory underlying the invention,
which may be useful for a better understanding of the invention, or is cited to
show that the reasoning or the facts underlying the invention are incorrect, it
shall be indicated by the letier “T” next to the citation of the document.

(f) Where in the international search report any document is cited for
reasons other than those referred to in paragraphs (a) to (e), for example:

— & document which may throw doubt on a priority claim,**

— & document cited to establish the publication date of another cita-
timilﬂt*
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INTERNATIONAL SEARCH REPORT

Applicant’s or Agent's File Refsrence 1°
IDEMTIFICATION OF INTERMATIONAL APPLICATION CMC-123
international Applicetion No.t international Filing Bate ¢
PCT/US87/88888 06 July 1987 (06.07.87)
Recelving Office ? Priority Date Claimed ®
RO/US 15 July 1986 (15.07.86)
Applicant 1

Columbia Marine Corporation

I.D CERTAIN CLAING WERE FOUND URSEARCHABLE '¢ (Cbaer on ! te! sheet (2)}
i, @ UNITY OF INVENTIOR 16 LACKING 11 (Ob on U I gheot (2))
it FITLE, ABETRACT AMD FIGURE OF DRAWING
4. The foliowing indiceted iteme ero epproved ag submitied by the epplicant: €

3 vitte. {7 Abstract,

2. The texte blighed by this Internat| 1 Searching Authority of the ing | d iteme &re set forth below:
0 vute.
[3 Abgtract.

A wind vane steering gear (10) for a sailboat (1)
comprising a bracket (11) adapted for attachment to the
bow of the sailboat for pivotally supporting a forward

rudder (12), and a wind vane (42) adjustable to different

positions by means of an actuating member (65) to control

the position of the rudder.

(] 'rmmmmumwnﬁmdonwmmamm

3. o. [J The definit ore uubllllml thie International Gearching Authority as proposed In
form PCT/IGA/204 pnvioucly ssnt 10 the epplicant by i

b 0 Tmavmnhheomplnouhrumwctfmhooncomduwwumhbfmmmwmwpuummm
draft prep note
é. ure to be publiched with the sbetract ©
Figure No. cmedecconene. 1) Nono of the figures.
) becsuse the epplicont felied to suggseet & figure
[ becsuss this figure better ch riaes the i jon. ¢

Ferm PCY/IGA/290 (first sheet) (May 1966)
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International Apglication Me. PCT /UJS87 /688888

FURTHER IKFCRMBATION CONTINUED FROM THE GECOND SHEET

&

V.D OBSERVATIONS WHERE CERTAIN CLAIME WERE FOUND UNEEARCHABLE 10

This internationel search report has not been established in respect of certain claims under Article 17(2) (a) for the following reasone:

1.D Clgim numbere . , because they relste to subject matter ! not required to be gearched by this Authority, namely:

2.[] Claim numbers .. . , because they relate to paris of the internatione! applicetion that do not comply with the prescribed require-
ments to such an extent that no meaningful internationzal sgarch can be carried out S, gpecifically:

Vl. CODSERVATIONS WHERE UNITY OF IRVEKTION 1§ LACKING 1

This Internations! Searching Authority found muttiple i i in this inter 1 application as

I. Claims 1-5 drawn to a sailboat self-steering gear.

II. Claims 6-8 drawn to a compass with an alarm to indicate
deviation from a planned course.

1.@ As all required additional search fees were timely paild by the ficant, thig International search report covere all eearchable claims
of the international application.
2.D Ag only some of the required additionel gearch fees were timely paid by the ti thig internationel gearch report covers only

thoge clzims of the Internetiona! application for which fees were paid, epacifically claims:

3.7} No required additionat search fees were timely paid by the appli Consgeguently, this international search report la festricted to
the invention firat mentioned in the claimsg; it ia covered by ciaim numbers:

4, As all searchable claims could be searched without efiort justifying an additional fee, the International Searching Authority did not
iavite payment of any edditional tee.

Remark on Protest
[[] vhe additional search fees were d by apolicant's protest,

D No protest accompenied the payment of additionel search fees.

Form PCT/IBA/210 (supplemental sheet (2) (May $986) $ee notes on BCCOMpanying sheet
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INTERNATIONAL SEARCH REPORT
International Application Noe PCT/USB7/88888

L CLASEIFICATION OF GUBJECT MATTER (if several classification symbols apply, Indicate &if) 3

Accoramq to internationsl Patent Classification (IPC) e o bath Metional Clageificstion and IPC

IPC" B63H 25/02 // B63H 25/04
U.8. C1. 114/144C

il. FIELDE SEARCHED

Mini 5 P de

Ciassification System | Clagsification Symbols

U.S. Cl. | 144/144C, 144R, 39
|

Documentation Searched other than Minimum Documentation
to the Extent that such Documents ere included in the Fields Searched &

). BOCUMENTS CONSIDERED TO BE RELEVANT 14

17 | Ret te Claim No. 18

Category ¢ | Citation of D t, 16 with indication, where appropriate, of the fel

Y GB,A 392,415 IVERSON 18 May 1933 (18.05.33) l -5
{Note page 2, lines 4-9 for vane)

Y WO,A WO83/01934 DAW 09 June 1983 (09.06.83)
(Note forward rudder in Figure 5) l1 -3

A Engineering, Vol. 216, no. 5465, 26 February
1971, Eric Twiname, "Auto-helmsmen for yachts®

pages 823 and 824. 4
A JP,A 60-166,59]1 MITSUBISHI, 29 August 1985
(29.08.85) 6 - 8
© Speciat ies of cnled d tg: 13 “T" later document published after the international filing date

or priofity date and not in conflict with the epplication but

“A" d fi | state of the art which is not

congidered to be ol pumculu relevance ic'::oedngnundorslund the principle er theory underlying the
“E" garliar document but published on or fter the internationel wgn g of paricular . the claimed i

filing date cannot be considered novel oF cannot In consudmd 1o
“L" dwl:u'r'nam wr:’lch may throw ':!oubu on pnomiy c!;II‘h(l) or involve &n inventive step

which is cited to € oyn @ " 0 . Lt

ion or uther ] (a8 spacified) M nent of """‘"':' rolevance; the ¢ ttop when the

“Q" & @ to an orel digcl , use, exhibition or document is combined with one or mors other such docu-

other means :ﬂc{;‘u wch bi being o to @ pergon ghiliad

n the &

“P" document published prior to the internationa! filing date but

later then the priority dete cleimad “&" decument member of the seme patent family

v, CERTIFICATION

Date of the Actual Compl of the § ! Soarch § Date of Maliing of this Internaticnat Search Report &

14 October 1987 (14.10.87)

epnen Decatur

Inte hing Authority 1 Signature of Authorizgd Officer 20
ISA/US ﬁﬁag&% Ooralion.

Form PCT/I8A/210 (second sheat) (May 1286) See notes on scoompanying sheet
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such document shall be indicated by the letter “L"” next to the citation of
the document and the reason for citing the document shall be givea.

% (gsee VI, 4.3 of the Guidelines for Intemeational Search 1o be Carried Out
under the PCT)

wkk (see VI, 6.2 of the Guidelines for Intemational Search to be Carried
Out under the PCT)

(2) Where & document is & member of a patent family,**** it shall,
whenever feasible, be mentioned in the intemnational search report in addition
to the one cited belonging as well to this family and should be preceded by the
sign ampersand (&). Members of a paient family may also be mentioned on a
separate sheet, provided that the family to which they belong shall be clearly
identified and that any text matter on that sheet, if not in the English lenguage,
shall also be furnished to the Intemnationel Bureau in English Translation.

(h) A document whose contents have not been verified by the search
examiner but are believed to be substantially identical with those of another
document which the search examiner has inspected, may be cited in the
international search report in the above mentioned manner indicated for patent
family members in the first seatence of paragraph (g) **¥**,

%%k (see VI, 3.2 of the Guidelines for Intemational Search to be Carried

Cut under the PCT)
sxu%% (gee VI, 5.2 of the Guidelines for Intemational Search to be Carried
Out under the PCT)

PCT Administrative Instruction Section 508
Manner of Indicating the Claims to which the Documents Cited
in the International Search Report Are Relevant
The claims to which cited documents are relevant shall be indicated by
placing in the appropriate column of the intemnational search report:

(i) where the cited document is relevant to one claim, the number of that
claim; for example, (2) or 17);

(ii) where the cited document is relevant to two or more claims numbered
in consecutive order, the number of the first and last claims of the series
connected by a hyphen; for example, (1-15) or (2-3);

(iii) where the cited document is relevant to two or more claims that are
not numbered in consecutive order, the number of each claim placed in
ascending order and separated by a comma or commas; for example (1,6) or (1,
7, 10);

(iv) where the cited document is relevant to more than one series of
claims under (i) above, or to claims of both categories (ii) and (iii), above, the
series or individual claim numbers and series placed in ascending order using
commas to separate the several series, or to separate the numbers of individual
claims and each series of claims; for example (1-6, 9-10, 12-15) or (1, 3-4, 6, 9-
11).

CONTENTS OF THE INTERNATIONAL SEARCH
REPORT

The international search report (PCT Rule 43) contains,
among other things, the citations of the documents considered
to be relevant (PCT Rule 43.5 and Administrative Instructions
Section 503), the classification of the subject matter of the
invention (PCT Rule 43.3 and Administrative Instructions Sec-
tion 504) and an indication of the fields searched (PCT Rule
43.6). Citations of particular relevance must be specially indi-
cated (Administrative Instructions Section 505); citations of
certain specific categories of documents are also indicated
(Administrative Instructions Section 507); citations which are
notrelevanttoall the claims must be cited in relation to the claim
or claims to which they are relevant (Administrative Instruc-
tions Section 508); if only certain passages of the cited docu-
ment are particularly relevant, they must be identified, for
example, by indicating the page, the column or the lines, where
the passage appears. The international search report form, PCT/
ISA/210 appears in>MPEP<§ 1865. It is important to note that
an international search report must not contain any expression
of opinion, reasoning, argument or explanation of any kind
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whatsoever relating to patentability.

TRANSMITTAL OF THE INTERNATIONAL SEARCH
REPORT

The United States International Searching Authority trans-
mits, on the same day, a copy of the international search report
or, where no search report is established, the declaration to that
effect, to the applicant and the International Bureau (PCTAr-
ticle 18(2) and PCT Rule 44.1). The International Bureau uses
the search report for publication and communication to the
designated Offices.

TITLE OF THE INVENTION OR ABSTRACT MISSING
OR DEFECTIVE

If the title of the invention or the abstract are missing or
defective, the International Searching Authority will establish a
proper title or abstract. When the International Searching Au-
thority finds that the abstract is defective, it will prepare a new
abstractand allow the applicant 30 days to comment. For further
details, see PCT Rules 37, 38, and 44.2

1865 Time Limit for Establishing the
International Search Report [R-2]

PCT Rule 42
Time Limit for International Search
42.1 Time Limit for International Search
The time limit for establishing the intemnational search report or the
declaration referred to in Article 17(2)(a) shall be three months from the receipt
of the search copy by the Intemational Searching Authority, or nine months
from the priority date, whichever time limit expires later.

The international search report must be established within
three months from the receipt of the search copy by the Interna-
tional Searching Authority, or within nine months from the
priority date (for the definition of “priority date™, see PCT
Article 2(xi)), whichever time limit expires later (PCT Article
18(1) and PCT Rule 42).

1867 Refund of International Search Fee

37 CFR 1.446 Refund of international application filing and
processing fees.

(a) Money paid for international application fees, where paid by actual
mistake or in excess, such as a payment not required by law or Treaty and its
Regulations, will be refunded.

(b) [Reserved]

(c)Refund of the supplemental search fees will be made if such refund is
determined to be warranted by the Commissioner or the Commissioner’s
designee acting under PCT Rule 40. 2(c).

(d) The intemational and search fees will be refunded if no international
filing date is accorded (PCT Rules 15.6 and 16.2).

Refund of the supplemental search fees will be made if such
refund is determined to be warranted by the Commissioner of
Patents and Trademarks or his designee acting under Rule
40.2(c).
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1868 Unity of Invention before the
International Searching Authority [R-5§]

PCT Rule 40
Lack of Unity of Invention (International Search)

40.1 Invitation to Pay

The invitation to pay additional fees provided for in Article 17(3)(a) shall
specify the reasons for which the intemational application is not considered as
complying with the requirement of unity of invention and shall indicate the
smount to be paid.

40.2 Additianal Fees _

(a) The amount of the additional fee due for searching under Article
17(3)(a) shall be determined by the competent International Searching Author-
ity.

(b) The additional fee due for searching under Article 17(3)(a) shall be
payable direct to the International Searching Authority.

(c) Any applicant may pay the additional fee under protest, that is,
accompanied by a reasoned statement to the effect that the intemational
application complies with the requirement of unity of invention or that the
amount of the reguired additional fee is excessive. Such protest shall be
examined by a three-memberboard or other special instance of the Intemnational
Searching Authority orany competent higher authority, which, tothe extent that
it finds the protest justified, shall order the total or partial reimbursement to the
applicant of the additional fee. On the request of the applicant, the text of both
the protest and the decision thereon shall be notified to the designated Offices
together with the intemational search report. The applicant shall submit any
translation thereof with the fumishing of the translation of the international
application required under Article 22.

(d) The three-memberboard, special instance or competent higher author-
ity, referred to in paragraph (c), shall not comprise any person who made the
decision which is the subject of the protest.

40.3 Time Limit

The time limit provided for in Article 17(3)(a) shall be fixed, in each case,
according to the circumstances of the case, by the Intemnationsl Searching
Authority; it shall not be shoster than 15 or 30 days, respectively, depending on
whetherthe spplicant’s address is in the same country as or in adifferent country
from that in which the Intemational Searching Authority is located, and it shall
not be longer than 45 days, from the date of the invitation.

PCT Administrative Instructions Section 502
Protest Agalnst Payment of Additional Fee and Decision
Thereon

The Intemational Searching Authority shall transmit to the applicant, at
the latest together with the international search report, any decision which it has
taken under Rule 40.2(c) on the protest of the applicant against the payment of
the additional fee. At the same time, it shall transmit to the International Burezu
a copy of both the protest and the decision thereon, as well as any request by the
applicant to forward the texts of both the protest and the decision thereon to any
of the designated Offices.

37 CFR >1.476<* Determination of unity of invention before
the internstional searching authority.

(a) Before establishing the international search report, the International
Searching Authority will determine whether the international application com-
plies with the requirement of unity of invention as setforth in PCT Rule 13 >(see
§1.475(F) and §1.475.<

(b) If the Intemational Searching Authority considers that the interna-
tional application does not comply with the requiremnent of unity of invention,
it shall inform the applicant accordingly and invite the payment of additional
fees (note §1.445 and PCT Art. 17(3)(a) and PCT Rule 40). The applicant will
be given atime period in accordance with PCT Rule 40.3 to pay the additional
fees due.

(c) In the case of non-compliance with unity of invention and where no
additional fees are paid, the intemnational search will be performed on the
invention first mentioned (“main invention”) in the claims.

(d) Lack of unity of invention may be directly evident before considering
the claims in relation to any prior art, or after taking the prior arnt into
congideration, as where a document discovered during the sesrch shows the
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invention claimed in & generic or linking claim lacks novelty or is cleaddy
obvious, leaving two or maore claims joined thereby without @ common inven-
tive concept. In such & case the Intemnational Searching Authority mey raise the
objection of lack of unity of invention.

37 CFR 1.477 Protest to lack of unity of invenilon before the
International Searching Authority.

(a) If the applicant disagrees with the holding of lack of unity of invention
by the International Searching Authority, additionsl fecs may be paid under
protest, accompanied by a request for refund and a statement setting forth
reasons for disagreement or why the required additional fees are considered
excessive, or both (PCT Rule 40.2(c)).

(b) Protest under paragraph (a) of this section will be examined by the
Commissionerorthe Commissioner's designee. In the event that the applicant's
protest is determined to be justified, the additional fees or a portion thereof will
be refunded.

(c) An applicant who desires that a copy of the protest and the decision
thereon accompany the international search report when forwarded to the
Designated Offices, may notify the Intemnational Searching Authority to that
effect any time prior to the issuance of the international search report. Thereaf-
ter, such notification should be directed to the Intemational Buresu (PCT Rule
40.2(c)).

THE REQUIREMENT FOR “UNITY OF INVENTION”

Any international application must relate to one invention
only or to a group of inventions so linked as to form a single
general inventive concept (PCT Article 3(4)(iii) and 17(3)(a),
PCT Rule 13.1, and 37 CFR 1.481). The construction of this
principle is laid down in PCT Rule 13.2, 13.3, and 134.
Observance of this requirement is checked by the International
Searching Authority and may be relevant in the national (or
regional) phase.

>The decision in Caterpillar Tractor Companyv. Comumiis-
sioner of Patents and Trademarks, 231 USPQ 590 (E.D. Va.
1986) held that the Patent and Trademark Office interpretation
of 37 CFR 1.141(b)(2) as applied to unity of invention determi-
nations in international applications was notin accordance with
the Patent Cooperation Treaty and its implementing regula-
tions. In the Caterpillar international application, the USPTO
acting as an International Searching Authority, had held lack of
unity of invention between a set of claims directed to a process
for forming a sprocket and a set of claims drawn to an apparatus
(die) for forging a sprocket. The court stated that it was an
unreasonable interpretation to say that the expression "specifi-
cally designed" as found in PCT Rule 13.2(ii) means that the
process and apparatus have unity of invention if they can only
be used with each other, as set forth in the Manual of Patent
Examining Procedure (MPEP) § 806.05(e).

Therefore, when the Patent and Trademark Office consid-
ers international applications as an International Searching
Authority, as an Intemational Preliminary Examining Author-
ity, and during the national stage as a Designated or Elected
Office under 35 U.S.C. 371, PCT Rule 13.1 and 13.2 will be
followed when considering unity of invention of claims of
different categories without regard to the practice in national
applications filed under 35 U.S.C. 111. No change is made in
restriction practice in United States national applications filed
under 35 U.S.C. 111 outside the PCT. No change in practice is
being made in regard to claims of the same category of invention
either in PCT international applications or in U.S. national
applications.

Inappling PCT Rule 13.2 tointernational applications asan
International Searching Authority, an Intemnational Preliminary
Examining Authority and to national stage applications under
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35U.8.C. 371, examiners should consider for unity of invention
all the claims to different categories of invention in the applica-
tion and permit retention in the same application for searching
and/or preliminary examination, claims to the categories which
meet the requirements of any one of PCT Rule 13.2(i) to (ii).

The examiner should also permit in the same international
or national stage application the following two combinations:

(1) An independent claim for a given product and an
independent claim for a process specially adapted for the
manufacture of said product.

(2) An independent claim for a given product and an
independent claim for a process of using the said product.

If an application contains a combination of categories of the
claims which do not fall within one of the combinations of PCT
Rule13.2(i) to (iii) or additional combinations (1) or (2) above,
i.e., they claim more or less categories of invention than permit-
ted in any one of PCT Rule 13.2(i) to (iii) or combination (1) or
(2) above, unity of invention may not be present.

Further, an independent claim for ause in PCT Rule 13.2(i)
and combination (2) above will be construed as being limited to
aclaim directed to a process of using. In determining unity of
invention under PCT Rule 13.2(i) and (iii) and combination (1)
above, under the rules, the examiner should consider the word
“"specially” which appears before "adapted” to be an emphasis
word rather than a limitation. In determining unity of invention
under PCT Rulel3.2(ii), the examiner should consider the word
"specifically” which appears before "designated” to be an
emphasis word rather than a limitation.

If an application includes claims to all the categories of
invention set forth in any one of PCT Rule 13.2(i), (ii), (iii),
combinations (1) or (2) above and no additional categories of
invention are present, unity of invention may exist and no addi-
tional fees should be required or restriction requirement made,
subject to the folowing guidelines.

For example, if an application contained claims to only a
process for the manufacture of a product and claims to a use of
a product and no product claim is present, there will be lack of
unity of invention since the provisions of Rule 13.2(i) do not
apply because claims to all categories of invention set forth in
PCT Rule 13.2(i) are not included in the application and the
process for manufacture of a product is independent of the use
of the product since neither is dependent on the other. Also, if
claims to all three categories of PCT Rule 13.2(i) were present
at the time of the first Office action in a national stage applica-
tion and all the product claims are rejected in the first Office
action, a requirement for restriction could also be made, if
appropriate, in view of independent inventions being in the
application without an allowable linking (product) claim.

Where claims to a category of invention in addition to those
listed in any one of PCT Rule 13.2(1), (ii), (iii) or combinations
{1 or(2) above are included in an application, unity of invention
may be lacking between the claims drawn to the combination of
the categories of invention set forth in any one of PCT Rule
13.2(3), (ii), (iii) or combinations (1) or (2) above, and the claims
‘to the additional category of invention. For example, if an
application contains claims to a process for manufacture, claims
to an apparatus or means for carrying out the process and claims
to a process of using the product manufactured, there could be
lack of unity of invention. In such a situation the examiner
should group the claims to the process for manufacture and the
claims for an apparatus or means for carrying out the process
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because unity of these two categories exists under PCT Rule
13.2(i). The claims to the use of the product can be separately
grouped if the "use" is shown to be “independent and distinct”
of both the “process for manufacture" and the "apparatus or
means for carrying out the process" as provided in Chapter 800
of the Manual of Patent Examining Procedure (MPEP).

When the claims presented to an application are directed to
several categories of invention under the rules so that more than
one paragraph of PCT Rule 13.2 and combinations (1) or (2)
above applies, the examiner should inspect the claims to see if
the categories of invention set forth in PCT Rule 13.2, para-
graphs (i), (ii), and (iii), and then combinations (1) or (2) above
are present in the application in that order. For example, if the
categories of PCT Rule 13.2(i) are found in the application, the
claims to those categories stated in PCT Rule 13.2(i) will be
considered as one invention and any claims to different catego-
ries of invention will be reviewed to determine if they are
“independent and distinct” of all the claims covered in PCT
Rule 13.2(i) in accordance with the provisions of Chapter 800
of the MPEP.

Under PCT Rule 13.2 and combinations (1) and (2) above,
unity of invention will exist where the claims are limited to one
invention in each category of invention recited. For example,
under PCT Rule 13.2(i), claims are permitted to one product,
one process of manufacturing the product and one use of the
product. If multiple products, processes of manufacture or uses
are claimed, the first invention in the category first mentioned
in theclaims should be considered asthe elected invention under
the rules. The first recited invention of each additional category
whichisrelated to the first inventionas indicated in the previous
sentence will be considered elected. Accordingly, for example,
if mutiple products are claimed, the first recited product will be
considered to be constructively elected and if multiple proc-
esses adapted for making and/or using the product are claimed,
the first recited process will also be constructively elected. Any

_additional inventions of the same category will be subject to

payment of additional fees during the international stage. In a
national stage application submitted under 35 U.S.C. 371 any
such holding by the examiner will be made in the form of a
restriction requirement. Such a restriction requirement will be
made on the basis of criteria set forth in MPEP Chapter 800.
Applicant will have the right to traverse such a restriction
requirement in the response to the Office Action.

Inventions of different categories, to have unity of inven-
tion, must be related rather than independent inventions. For
example, the product as claimed in PCT Rule 13.2(i) and
combinations (1) and (2) above must be capable of being made
by the claimed process for manufacture or being used in the
claimed process of use. Likewise in PCT Rule 13.2(ii), the
apparatus as claimed must be capable of carrying out the
claimed process. In PCT Rule 13.2(iii), the claimed process of
manufacture must be capable of preparing the claimed product
and the claimed apparatus or means must be able to perform the
claimed process of manufacture.<

LACK OF UNITY OF INVENTION
The search fee which the applicant is required to pay is
intended to compensate the International Searching Authority
for carrying out an international search on the international
application, but only where the international application meets
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the “requirement of unity of invention”. That means that the
international application must relate to only one invention or
must relate to a group of inventions which are so linked as to
form a single general inventive concept (PCT Articles 3(4)(iii)
and 17(3)(a)).

If the International Searching Authority finds that the
international application does not comply with the requirement
of unity of invention, the applicant will be invited to pay
additional search fees. The International Searching Authority
will specify the reasons for its findings and indicate the number
of additional fees to be paid (PCT Rules 40.1,40.2(a) and (b)).
Such additional fees are payable directly to the International
Searching Authority which is conducting the search, either the
United States Patent and Trademark Office or European Patent
Office, within the time limit fixed, which must not be shorter
than 15 days, if the applicant’s address is in the same country as
the International Searching Authority; or 30 days, if applicant’s
address is in a country different than the country of the Interna-
tional Searching Authority ; and not longer than 45 days from
the date of the invitation (PCT Rule 40.3 )). The amount of the
additional search fee per additional invention charged by the
U.S. International Searching Authority is $140.00 per invention
(37 CFR 1.445(3)(3)). The additional search fee charged by the
European Patent Office as an International Searching Authority
is >2,095<* Deutsche Marks, payable directly to the European
Patent Office.

The International Searching Authority will establish the
international search report on those parts of international appli-
cation which relate to the “main invention,” that is, the invention
or the group of inventions so linked as to form a single general
inventive concept first mentioned in the claims (PCT Article 17
(3)(@)). Moreover, the intemnational search report will be estab-
lished also on those parts of the international application which
relate to any invention (or any group of inventions so linked as
to form a single general inventive concept) in respect of which
the applicant has paid any additional fee within the prescribed
time limits.

Any applicant may pay the additional fee under protest, that
is, accompanied by a reasoned statement to the effect that the
international application complies with the requirement of unity
of invention or that the amount of the required additional fee is
excessive (PCT Rule 40.2(c)). Any such protest filed with the
U.S. International Searching Authority will be examined and
decided by the Group Director (3 7CFR 1.482(b)). To the extent
thasthe applicant’s protestis found to be justified, total or partial
reimbursement of the additional fee will be made. On the
request of the applicant, the text of both the protest and the
decision thereon is sent to the designated Offices together with
the international search report (37 CFR 1.482(c)).

Where, within the prescribed time limit, the applicant does
not pay any additional fees or only pays some of the additional
feeeindicated, certain parts of the international application will
consequently not be searched. The lack of an international
search report in respect of such parts of the international
application will, in itself, have no influence on the validity of the
international application and processing of the international
application will continue, both in the international and in the
national (regional) phases. Nevertheless, the U.S. national law
provides that such unsearched parts of the international applica-
tion will be considered by the United States as a designated
Office.
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ANNEX B

Code for identifying states and organizations
United Arab Emirates
Afghanistan
Antigus and Baruda
Albania
Angola
Argentina
Austrig
Austrslia
Barbados
Bangladesh
Belgium
Bulgaria
Bahrain
Burundi
Benin (Dahomey)
Brunei
Bolivia |
Brazil |
Behamas |
Bhutan
Burma
Botswana
Byelorussian SSR
Belize
Canadsa
Central African Republic
Congo
Switzerland
Ivory Coast
Chile
Cameroon
China
Columbia
Costa Rica
Czechoslovakia
Cuba
Cape Verde
Cyprus -

~ Gemman Democratic Republic (East Germany)

Gemmany, Federal Republic of (West Germany)
Djibouti

Denmark
Dominica
Dominican Republic
Algeria

Ecuador

Egypt

Spain

Ethiopia

Finland

Fiji

France

Gabon

United Kingdom
Grenada

Ghana

Gambia

Guinea

Equatorial Guinea
Greece
Guaternala

Guine a-Bissan
Guyana
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Honduras

Haiti

Hungary

Burkina Faso (Upper Volts)
Indonesia

Ireland

Isreel

India

Traq

ITran (Islamic Republic of)
Iceland

Ttaly

Jamaica

Jordan

Japan

Kenya

Democratic Kampuchea
Comoros

Saint Christopher and Nevis

Democratic People’s Republic of Korea (North Korea)

Korez, Republic of (South Korea)
Kuwait

Laos
Lebanon
Saint Lucia
Liechtenstein
Sri Lanka
Liberia
Lesotho
Luxembourg
Libya
Morocco
Monaco
Madagascar
Mongolia
Mauritania
Malta
Mauritius
Maldives
Malawi
Mexico
Malaysia
Mozambique
Niger
Nigeria
Nicaragua
Netherlands
Norway
Nepal

Nauru

New Zealand
Oman
Panama

Peru

Papua New Guinea
Philippines
Pakigian
Poland
Portugal
Paraguay
Qater
Romania
Rwanda
Saudi Arabia
Solomon Islands
Seychelles
Sudan
Sweden
Singapore
Sierra Leone
San Marino
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SN Senegal

SO Somalia

SR Suriname

ST Seo Tome and Principe

sU Soviet Union

4Y El Salvador

SY Syris

SZ Swaziland

D Chad

TG Togo

TH Thailand

™ Tunisia

TO Turkey

TR Turkey

T Trinidad and Tobago

TZ Tanzania

UA Ukranian SSR

UG Uganda

Us United States of America

Uy Uruguay

VA Holy See

vC Saint Vincent and the Grenadines

VE Venezuela

VN Viet Nam

vu Vanuatu

WS Samoa

YD Democratic Yeman

YE Yemen

YU Yugoslavia

ZA South Africa

™M Zsmbia

ZR Zaire

ZW Zimbabwe

AP Industrial Property Organization for Africa (ARIPO)
EP European Patent Office (EPO)
OA African Intellectual Property Organization (OAPI)
WO  International Bureau of WIPO

ANNEX C

STANDARD CODE FOR IDENTIFICATION OF DIFFERENT KINDS OF
- PATENT DOCUMENTS

Introduction

1. The recommendation provides for groups of letter codes in order to
distinguish patent documents. The letter codes also facilitate the storage and
retrieval of such documents.

2, If any Office wants to amplify the information contained in the letter
code, this letter code may be optionally associated with a numerical code. The
mearnting of such numerical code should then be defined by each Patent Office
availing itself of this option.

3. The code also provides for a letter for non-patent literature documents
() and for documnents to be restricted to the internal use of Patent Offices (X)
(e.g., confidential documents, notto be disclosed cutside the Office). See in this
respect also SI.1 (ICIREPAT Manual pages 4.3.1.1 to 4.3.1.4).

Definitions

4. For the pusposes of this recommendation, the expression “patent
documents” includes patents for inventions, inventors' certificates, utility
certificates, utility models, patents or certificates of addition, inventors’ certifi-
cates of addition, wiility cenificates of addition, plant patents and published
applications therefor,

5. For the purposes of this recommendation, the term “entry in an official
gazelie” means at least one comprehensive announcement in sn official gazette
regerding the meking available to the public of the complete text, claims (if any)
and drawings (if any) of & patent document.

6. For the purposes of this recormmendation, the terms “publication” and
“published” and used in the sense of making available:

(i) a patent document to the public for inspection or supplying a copy
on request

(if) multiple copies of a patent document produced by printing or like
process
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Explanation: If, at a parnicular procedural stage, a copy of the document i first
made available to the public for inspection or copying and is then, st the same
procedural stage, made available in multiple copies produced by printing orlike
process, only a single publication is considered to have occurred. If, on the other
hand, multiple reproduction results from & new procedural stage, this reproduc-
tion is considered to be a further publication of the document, even if the texts
at the two stages are identical.

7. According to certain national patent laws or regulations, the same patent
application may be published at various procedural stages. For the purposes of
this recommendation, a publication level is defined as the level corresponding
to & procedural stage at which normally a document is published under a given
national patent law.

Recommendation

8. It is recommended that the code:

(a) be used for the recording of the “kind of document” in machine-
readable data carriers, such as 80-column punched cards, magnetic tapes,
aperture cards, etc.;

(b) be used in the first page of patent documents, preferably near the
document number, if these have been published in the sense of paragraph 6;

(c) be used in entries in official gazettes or, if all entries in a section of
the Gazette relate to the same kind of a document at the beginning of such a
sectiomn;

(d) be used for the identification of patent documents cited in “Search
Reports™ and “Lists of References” in patent documents (INID Number 56).

9. Code

The Code is subdivided into mutually exclusive groups of letters. The
groups characterize patent documents and documents specified in paragraph 3.
Groups 1-5 comprise one or several letters enabling identification of documents
pertaining to different publication levels.

Group 1 Use for primary or major series of patent documents
A First publication level
B Second publication level
C Third publication level
Group 2 Use for secondary series of patent documents
E First publication level
F Second publication level
G Third publication level
Group 3 Use for further series of patent documents, as the special
requirements of each Office may be
H
I
Group 4 Use for major special types of patent documents
M Medicament patent documents
P Plant patent documents
S Design patent

Group S Use for utility model documents having a numbering series

other than the documents of Group 1

U First publications level

Y Second publication level

Z Third publication level

Grqup 6 Other (see paragraph 3)
N Non-patent literature documents
X Documents restricted to the intemal use of Offices
10. It is understood that documents resulting from a patent application

and being identified as the major series will fall under Group 1 (e.g. DT
Offenlegungsschrift, Auslegeschrift and Patentschrift). However, documents
identified as & secondary series will fall under Group 2 (e.g., FR patent of
addition under old law, US reissue). In exceptional cases of need for a further
series, Grqup 3 is reserved for such purposes (e.g., US defensive publication).
Group 4 applies only, at present, to special documents concerning the medica-
ment patents published in France and the plant patents published in the United
States of America, In any country publishing similar documents, Group4 should
than be ased.

11. As indicated in paragraph 2, the above letier code may optionally be
associated with a numerical code to amp lify the information represented by the
letter code. For this numerical code only digits ! to 9 should be used. The
significance of this code will be defined by any national Office applying such
code and communicated to the International Bureau, which will publicize this
information. The numerical code must always be interpreted in conjunction with
the country code and the above letter code.
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12. As an appendix to this recommendation a list of patert documents, past
and currently published, and intended to be published in the future, divided in
accordence with the code, is given.
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APPENDIX I
LIST OF PATENT DOCUMENTS, PAST AND CURRENTLY
PUBLISHED, AND INTENDED TO BE PUBLISHED IN THE FUTURE,
DIVIDED IN ACCORDANCE WITH THIS CODE

CODE: A Patent Documents Numbered in Primary or Major Series— Firg
Publication Level
EXAMPLES:
Austria Patent Application published in the sense of paragraph 6(i)
Belgium Brevet d'invention/Uitvindingsoctrooi
Belgium Brevet de perfectionnement/Verbeteringsoctrooi
Bulgaria Opisanie na izobretenie po patent
Canada Patent

Cuba  Patent Application published in the sense of paragraph 6(i)

Czechoslovakia Patent Application published in the sense of paragraph
6(i)

Czechoslovakia Inventor's Certificate Application published in the
sense of paragraph 6(i)

Denmark Patent Application published in the sense of paregraph 6(i)
Egypt  Patent specification

Europat Document published after 18 months

Finland Patent Application published in the sense of paragraph 6(i)

France Brevet d'invention (old law)

France Brevet d’invention, premiere et unique publication

France Certificat d’addition a un brevet d’invention, premiere et unique
publication

France Certificat d'utilite, premiere et unique publication

France Certificat d’addition a un certificat d'utilite, et unique publication

France Demande de brevet d’invention, premiere publication

France Demande de certificat d’addition a un brevet d’invention,
premiere publication

France Demande de certificat d’utilite, premiere publication

France Demande de centificat d’addition a un certificat d’utilite, premiere

publication
German Democratic Republic  Patentschrift (Ausschliessungspatent),
granted in accordance with paragraph 5.1
of the Patent Amendment Act of the
German Democratic Republic
Patentschrift (Wintschafispatent), granted
in accordance with paragraph 5.1 of the
Patent Amendment Act of the German
Democratic Republic
Gemmany, Federal Republic of Offenlegungsschrift
Hungary Patent Application published in the sense of paragraph 6(i)
India  Patent specification
Ireland  Patent specification
Inaly  Brevetto per invenzione industriale

German Demecratic Republic

Japan  Kokai tokkyo koho

Luxembourg Brevet d’invention

Luxembourg Certificat d’addition & un breet d'invention
Netherlands Ter inzage gelegde octrooiaanvrage

Norway Patent Application published in the sense of paragraph 6(i)
Pakistan Parent specification

PCT Pamphlet published after 18 months

Poland  Opis patentovy

Romania Descrierea i nventiei

Soviet Union Opisanie izobreteniya k patentu
Soviet Union Opisanie izobreteniya k avtorskomy svidetelstvu
Spain  Patente de invencion

Sweden Patent Application published in the sense of paragraph 6(i)

Switzerland Auslegeschrift/Memoire Expose/Esposto Memoriale
(Patent Application published in the sense of
paragraphs 6(i) and 6(ii) pertaining to the technical
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fields for which eearch and examination as 1o novelty
are made)

Switzerland Patentschrift/ Expose d'inventionEspostod’invenzione
(Patent published in the sense of paragreph 6(ii) and
pentaining to the technical fields for which neither
search nor examinstion &s to novelty are made)

United Kingdom  Patent specification

United States Patent

Yugoslavia Patentni spis

CODE: B Patent Documents Numbered in Primary or Major Series —
Second Publication Level
Examples:

Australia Patent specification
Austria  Patentschrift
Canada Reissue

Cuba Patente de invencion

Czechoslovakia Popis vynalezu k patentu
Czechoslovakis Popis vynalezu k autorskemu osvedceni
Denmark Fremlaeggelsesskrift

Finland Kunlutsjulkeis v — Utlaggningsskrift

France Brevet d’invention, deuxieme publication del’invention

France Certificat d’addition & un brevet d’ invention, deuxieme
publication de I'invention

France Certificat d’utilite, deuxieme publication del’invention

France Certificat d’addition a un certificat d’utilite, deuxieme publication

de Yinvention

German Democratic Republic  Patentschrift (Ausschliessungspatent),

granted in accordance with paragraph 29 of

the Patent Act of the German Democratic

Republic

Patentschrift (Wirtschaftspatent), granted

in accordance with paragraph 29 of the

Patent Act of the German Democratic

Republic

Germany, Federal Republic of Auslegeschrift

Hungary Szabadalmi leiras

Japan  Tolkyo koho

Netherlands Openbaar gemaakte octrooiaanvrage

Norway Utegningsskrift

Sweden Utlaggningsskrift

Switzerland Patenischrift/Expose d'invention/Espostod’invenzione
(Patent published in the sense of paragraph 6(ii) and
pertaining to the technical fields for which search and
examination as to the novelty are made)

Geman Democratic Republic
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United Kingdom  Amended Patent Specification

CODE: C Patent Documents Numbered in Primary or Major Series —Third
Puoblication Level
Examples:
Denmark Patent
Finland Patentti — Patent
Germany, Federal Republic of Patentschrift
Netherlands Octrooi
Norway Patent
Sweden Patentskrift

CODE: E Patent Documents Numbered in Secondary Series — First
Publication Level
Examples:
France Cenificat d’addition a brevet d’invention (old law)
United States Reissue

CODE: H Patent Documents Numbered in Further Series
Example:
United States Defensive publication

Statutory Invention Registration

CODE: M Medicament Patent Documents

EXAMPLES:
France Brevet special de medicament

France Addition a un brevet special de medicament

CODE: P Plant Patent Documents
Example:
United States Plant patent

CODE: U Utility Model Documents Numbered in Series Other than the
Documents of Group I — First Publication Level
Examples:
Germany, Federal Republic of Gebrauchsmuster
Japan  Kokai jitsuyo shinan koho
Spain  Utility Model Application published in the sense of paragraph
&1

CODE: Y Utility Model Documents Numbered in Series Other than the
. Documents of Group I — Second Publication Level
Examples:
Japan  Jitsuyo shinan koho
Spain  Model o de utilidad
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Appendix I
List of Patent Documents, Past and Currently Published, broken down by issuing country and coded in accordance with
the S1.8 Code
Kind of published patent document Asso-
ciated
. Designation in language numer-
Issuing of issuing country Translation into ldentification Letter =, o)
country (and, if required, English cd eot code| o
transliteration in (when needed) o1 documen (when
Latin characters) defined)
Australia Unexamined complete Unexamined Patent Applica-| A
specification open to tion published in the sense
public inspection (not of paragraph 6(i)
marked on document)
Patent specification Patent published in the sense | B
of paragraph 6(ii)
Austria Aufgebot (not marked on | Document laid Patent Application published | A
document but indicated | open in the sense of paragraph (i)
as such in the Official
Gazette)
Patentschrift Patent Patent publiched in the sense | B :
specification of paragraph 6(ii)
Belgium Brevet d’invention/ Patent of invention | Patent published in the sense | A
Uitvindingsoctrooi of paragraph 6(ii)
Brevet de perfection- Patent of Patent of improvement A
nement/ improvement published in the sense of
Verbeteringsoctrooi paragraph 6(ii)
Brevet d'importation/ Patent of Patent of importation A
Invoeringsoctrooi importation published in the sense of
paragraph 6(ii)
Bulgaria ?:’K”;%é’é’;%mmm pescription of Patent publishec'i_ in the sense | A
110 DATEHT invention for a of paragraph 6(ii)
(Opisanie na izobretenie | patent B
po patent)
ONHCAHUE Description of Inventor’s certificate A
}'}3 i’g%g;g,?g*’“n invention for an  |published in the sense of
CBUIETEJICTBO author’s certificate . paragraph 6(i)
¢ {Opisanie na izobretenie '
po avtorsko svidetelstvo)
Canada Patent/Brevet Patent published in the sense | A
of paragraph 6(ii)
Reissue Patent/Brevet de Patent reissued and repub- B
redélivrance lished in the sense of
® paragraph 6(ii)
Cuba Publicacidn de la solicitud | Publication of the |Patent application published | A
(not marked on application in the sense of paragraph 6(i)
document)
Patente de invencion Patent of invention | Patent published in the sense | B
; of paragraph 6(ii) !
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Kind of published patent document Asso-
ciated
. Designation in language AUMer-
Issuing of issuing country Translation into Identificati Letter) ")
country (and, if required, English ntification code | . de
. L of document
transliteration in (when needed) (when
Latin characters) defined)
Cazechoslova- | Prihlaska vynilezu Application for an | Application for inventor’s A i
kia (se Zidosti o invention asking | certificate published in the
autorské osvédcedi) for author's sense of paragraph 6(i), in
certificate accordance with Law No. 84
of 01.11.1972
Ptihlaska vyndlezu Application for an | Patent application published | A 2
(se Zidosti o patent) invention asking | in the sense of paragraph 6(i),
for a patent in accordance with Law No.
No. 84 of 01.11.1972
Patentové pfihlaska Patent application | Patent application published | A )
or or in the sense or paragraph 6(i)
Piihlaska vynilezu Application for up to patent No. 149260
invention (granted before the entry into
force of Law No. 84 of
01.11.1972)
Popis vynalezu k Description of an | Inventor’s certificate B i
autorskému osvédéeni invention for an |} published in the sense of
author’s certi- paragraph 6(ii), granted in
ficate accordance with Law No. 84
of 01.11.1972
Popis vynalezu k patentu | Description of an | Patent published in the sense| B 2
invention for a of paragraph 6(ii), granted
patent in accordance with Law
No. 84 of 01.11.1972
Popis vynalezu k Description of an | Dependant author’s certifi- B 3
autorskému osvédeni invention for an | cate published in the sense
author’s certi- of paragraph 6(ii), granted
ficate in accordance with Law
L No. 84 of 01.11.1972
Popis vynélezu k patentu | Description of an | Dependent patent published | B 4
invention for a in the sense of paragraph
patent 6(ii), granted in accordance
with Law No. 84 of
01.11.1972
Patentovy spis Patent Patent published in the sense| B 5
specification of paragraph 6(ii), up to
No. 149 260, granted before
the entry into force of
Law No. 84 of 01.11.1972
Denmark Almindeling Patent application | Patent application published | A
tilgaengelig accessible to the | in the sense of paragraph 6(i)
patentansggning public
Fremlaeggelsesskrift Document laid Patent app'lica%ion published | B
open after examination as to
novelty in the sense of
paragraph 6(ii)
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Kind of published patent document Asso-
ciated
: . Designation in language fusner-
Issuing of issuing country Translation into ldentificati Letter) . )
count : ; : tion code
Ty (and, if required, English ofd t code
transliteration in (when needed) ocumen (when
Latin characters) defined)
Denmark Patent Patent Patent published in the sense | C
(cont’d) of paragraph 6(if)
Egypt eIl ) Authority for Patent published in the sense | A
(Idarat bara’at alikhtirah) | Patent Delivery | of paragraph 6(i)
Finland Julkiseksi tuflut patent- | Patent application |Patent application publiéhed A
tihakemus (not marked |made accessible to |{in the sense of paragraph 6(i)
on the document) the public
Kuulutusjulkaisu - | Document laid Patent application published | B
Utléggningsskrift open after examination as to
novelty in the sense of
paragraphs 6(i) and 6(ii)
Patentti-Patent Patent Patent published in the sense | C
of paragraph 6(ii)
France Demande de brevet Application for Patent application, first A 1
d’invention patent of invention | publication, published in the
sense of paragraph 6(ii)
Demande de certificat Application fora |Application for a certificate | A 2
d’addition & un brevet  |certificate of addi- |of addition, first publication,
d’invention tion to & patent of |published in the sense of
invention paragraph 6(ii)
Demande de certificat Application for Utility certificate application, | A 3
d’utilité certificate of | first publication, published
utility in the sense of paragraph
6(ii)
Demande de certificat Application for a | Application for a certificate | A 4
d’addition & un certificat |certificate of addi- | of addition to a utility
d’utilité tion to a certificate [certificate, first publication,
of utility published in the sense of
paragraph 6(ii)
. Brevet d’invention Patent of invention | Patent, first and only publica- | A 5
tion, published in the sense
of paragraph 6(ii)
Certificat d’addition & un | Certificate of addi- | Certificate of addition to a A 6
brevet d’invention tion to a patent patent, first and only publica-
of invention tion, published in the sense
of paragraph 6(ii)
Certificat d'utilité Certificate of Utility certificate, first and A 7
utility only publication, published
in the sense of
paragraph 6(ii)
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Kind of published patent document Asso-
ciated
. Designation in language aumer-
Issuing of issuing country Translation into Identificati Letter] "
country (and, if required, English ntification code|  de
P of document
transliteration in (when needed) (when
Latin characters) defined)
France Certificat d’addition Certificate of Certificate of addition to a2 A 8
(cont'd) a un certificat d'utilité additionto a utility certificate, first
certificate of utility { and only publication,
published in the sense of
paragraph 6(ii)
Brevet d’invention Patent of invention |Patent, second publication, B i
published in the sense of
paragraph 6(ii)
Certificat d’addition & Certificate of Certificate of addition to a B 2
un brevet d'invention additionto a patent, second publication,
patent of invention | published in the sense of
paragraph 6ii)
Certificat d’utilité Certificate of Utility certificate, second B 3
utility publication, published in the
sense of paragraph 6(ii)
Certificat d’addition 3 Certificate of Certificate of addition to a B 4
un certificat d’utilité additiontoa utility certificate, second
certificate of utility | publication, published in the
sense of paragraph 6(ii)
Brevet d'invention Patent of invention | Patent (old law) published in | A
the sense of paragraph 6(ii)
Certificat d’addition & Certificate of Certificate of addition to a E
un brevet d'invention addition to a patent {old law) published in
patent of invention |the sense of paragraph 6(ii)
Brevet spécial de Special patent Medicament patent (old law) | M
médicament for medicament published in the sense of
‘ Earagraph 6(ii)
Certificat d"addition & Certificate of Certificate of addition to 2 M
un brevet spécial de addition to a medicament patent (old law)
médicament special patent for |published in the sense of
medicament paragraph 6(ii)
German Patentschrift Patent specifica- | Exclusive patent, granted in A
Democratic (Ausschliessungs- tion (Exclusive accordance with paragraph
Republic patent) Patent) 5.1 of the Patent Amendment
Act of the German Demo-
cratic Republic, published
in the sense of para-
graph 6(ii)
Patentschrift Patent specifi- Industrial patent, granted in | A
(Wirtschaftpatent) cation (Economic |accordance with paragraph
Patent) 5.1 of the Patent Amendment
Act of the German Demo-
cratic Republic, published in
the sense of paragraph 6(ii)
1800-67 Rev. 5, July 1987
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Issuing
country

Kind of published patent document

Designation in language
of issuing country
{and, if required,
transliteration in
Latin characters)

Translation into
English
{when needed)

Identification
of document

Letter
code

Asso-
ciated
numer-
ical

(when
defined)

German
Democratic
Republic
{cont’d)

Patentschrift (Aus-
schliessungspatent)

Patentschrift
(Wirtschaftspatent)

Berichtigte Patentschrift
(Ausschliessungspatent)

Berichtigte Patentschrift
(Wirtschaftspatent)

Patent specifica-
tion (Exclusive
Patent)

Patent specifica-
tion (Economic
Patent)

Corrected patent
specification
(Exclusive Patent)
Corrected patent
specification
(Economic Patent)

Exclusive patent granted in
accordance with para-

graph 29 of the Patent Act of
the German Democratic
Republic, (2nd publication
after examination as to
novelty whenever this exami-
nation is effected), published
in the sense of paragraph 6(ii)

Industrial patent granted in
accordance with para-

graph 29 of the Patent Act of
the German Democratic
Republic (2nd publication
after examination as to
novelty whenever this
examination is effected),
published in the sense of
paragraph 6(ii)

Corrected patent (Exclusive
patent) published in the sense
of paragraph 6(ii)

Corrected patent (Industrial
patent) published in the sense
of paragraph 6(ii)

Germany
(Federal
Repubilic of)

Offenlegungsschrift

Auslegeschrift

Document open
for inspection

Document laid
open

Patent application published,
before examination as to
novelty, in the sense of
paragraph 6(ii)

- lIstpublication

— 2nd publication. Modified
reprint following Al Offen-
legungsschrift or BI Aus-
legeschrift

~ 3rd publication. Modified
reprint following A2 Offen-
legungsschrift or B2 Aus-
legeschrift

Patent application published.
after examination as to
novelty, in the sense of
paragraph 6(ii)

- lst publication. Offen-
legungsschrift not yet
published

~ 2nd publication. Normally
following an Al Offen-
legungsschrift or Bl Aus-

legeschrift
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Issuing
country

Kind of published patent document

Designation in language
of issuing country
(and, if required,
transliteration in
Latin characters)

Translation into
English
{when needed)

Identification
of document

Letter
code

Asso-
ciated
NUMmer-
ical
code
(when
defined)

Germany
(Federal
Republic of)
(cont’d)

Patentschrift

Gebrauchsmuster

Patent
specification

Utility model

- 3rd publication. Following
an A2 Offenlegungsschrift
or B2 Auslegeschrift

|~ 4th publication. Following

an A3 Offenlegungsschrift
or B3 Auslegeschrift

Patent published in the sense
of paragraph &(ii)

~ Ist publication. Offen-
legungsschrift and Aus-
legeschrift not published

- 2nd publication. Modified
reprint normally following a
B1 Auslegeschrift or Ci
Patentschrift

~ 3rd publication. Normally
following a B2 Auslegeschrift
and an Al Offenlegungs-
schrift or following a B2
Auslegeschrift with a preced-
ing Bl Auslegeschrift as well
~ 4th publication. Following
a B3 Auslegeschrift or C3
Patentschrift

~ Sth publication. Following
a B4 Auslegeschrift ora

C4 Patentschrift

Utility model published in
the sense of paragraph 6(ii}

Hungary

K 6zzétett szabadalmi
bejelentés

Szabadaimi leirds

Published patent
application

Patent
specification

Patent application published
in the sense of paragraph (i)

Patent published in the sense
of paragraph 6(ii)

India

Patent specification

Patent published in the sense
of paragraph 6(ii)

freland

Patent specification

Patent published in the sense
of paragraph 6(ii)

Italy

Brevetto per invenzione
industriale

Patent for indus-
trial invention

Patent published in the sense
of paragraph 6(ii)
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Kind of published patent document ASW_ o
cial
. Designation in language Aumer-
Issuing of issuing country | Translation into Ldentification Letter| =)
country (and, if required, |  English of document code | de
transliteration in {when needed) (when
Latin characters) defined)
Japan 2 W % i 2 6 Published unexam- | Patent application published | A
(Kokai tokkyo kohs) il'led patent applica- | before egta'mination asto
tion novelty in the sense of para-
graphs 6(i) and 6(ii).
% B 2 ] Published examined | Patent application published
patent application after examination as to nov-
(Tokkyo ksho) elty in the sense of para-
graphs 6(i) and 6(ii).
- 1st publication. A Ko6kai Bt
tokkyo k6ho not published.
“T" headed the numerical
number of Tokkyo k6ho
published from 1922 to
1926.
- 2nd publication. Normally B12
following an A Kékai
tokkyo kéhé.
#FEhrvnYEe @ Patent specification | Patent (old law) published
(Tokkyo hatsumei nn.the sense of paragraphs
meisaisyo) 6(i) and 6(ii). |
- st publication. Tokkyo Cit
k&h6 not published.
- 2nd publication. Normally Cijz2
following a B 1 Tokkyo
ko6ho.
HEFUHRLE Corrected patent Corrected patent published H
. ification in the sense of paragraphs
(Tokkyo shinpan spec . v
: Seikyd kakoku) 6(i) and 6(i).
E EBE 2 @ Registered design Registered design application | S
(Isy k6ho) publication published after examination
as to novelty in the sense of
paragraphs 6(i) and 6(ii).
) LAMRABERLR Published unex- Utility model application U
(K6kai jitsuy6 amined utility published before examina-
shinan k6h6) model application | tion as to novelty in the sense
of paragraphs 6(i) and 6(ii)
1800-70
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Kind of published patent document Aszc- od
cia
. Designation in language Letter| TUmeS
lssuing of issuing country Translation into Ideatification ode| 8l
country (end, if required, English of document code
transliteration in (when aeeded) (when
Latin characters) defined)
(Jam) % B G & 2 @ |Published oxamined | Utility model application
e . . utitity model published after examination
(itsuy® shinan k3he) application as to novelty in the sense of
paragraphs 6(i) and 6(if)
- 1st publication. U K&kai Yit
jitsuyd shinan k6ho not
published.
“T* headed the numerical
number of Jitsuyd shinan
§6ho published from 1922
to 1926.
- 2nd publication. Normal- Yi2
ly following a U Kdkal
jitsuy6 shinan k&ho.
EBRRBEER Registered utility Registered utility modelf
. . model specification | published in the sense o
(Toroku jitsuyd shinan) paragraphs 6(i) and 6(if)
- 1st publication Jitsuyd Zi1
shinan kdho not published
- 2nd publication. Normal- Z] 2
Iy following & Y 1 Jitsuy6
shinan k&ho.
248 908 FR PR 2% | Corrected registered | Corrected registered utility i
" : utility model specifi- | model published in the sense
(Téroku jitsuy6 chinan . . "
shinpan seiky0 kékoku) cation of paragraphs 6(i) and 6(ii).
Luxembourg |Brevet d'invention Patent of invention |Patent published in the sense
of peragraph 6(ii)
Ceriificat d’addition & Certificate of -{Certificate of additiontoa
un brevet d'invention additiontoa patent |patent published in the sense
of invention of paragraph 6(ii)
Monaco Brevet d'invention Patent of invention |Patetit published in the sense
of paragraph 6(ii)
Netherlands | Terinzagelegging Fatent epplication [Patent application published
faid open in the sense of pare-
graphs 6(i) and 6(ii)
Openbaarmeking Published patent  |Patent application published
application |after examination in the sense
of paragraphs 6(i) and &(ii)
Octrogi Patent Patent published in the sense
of paragraph 6(ii)
Norway Alment tilgjengelige Patent application |Patent application published
patentsSknader (not accessible to the  in the sense of paregraph 6(i)
marked on the document) {public
Utlegningsskrift Document Iaid Patent application published |
open efter examination s to
novelty in the sense of pera-
graph 6(ii)
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Kind of published patent document Asso-
- ciated
. Designation in language numer-
Issuing of issuing country Translation into Identificati Letter| = o1
counlry (and ifrc . ed E l. h entl atlon cwc
11 required, ngis of document code
transliteration in {when needed) (when
Latin characters) defined)
Norway Patent Patent Patent published in the sense | C
{cont'd) of paragraph 6(ii)
Pakistan Patent specification Patent published in the sense | A
of paragraph 6(ii)
Poland Patent application published | A
in the sense of paragraph 6(i)
Opis patentowy Description of Patent published in the sense | B
Patentu tymczasowego | patent of paragraph 6(ii)
Romania Descrierea inventiei Deséription of the |Patent published in the sense | A
invention of paragraph 6(ii)
Soviet Union | ONHCAHKE Description of the |Patent published in the sense | A
‘éaﬂ ﬁ’%};%%““ invention for a of paragraph 6(ii)
(Opisanie izobreteniya | Patent
k patentu)
ONHACAHUE Description of the | Inventor’s certificate A
ﬁ?ggﬁ‘gg,ﬁ%‘fy invention for an | published in the sense of
CBHIETENLCTBY author's certificate | paragraph 6(ii}
(Opisanie izobreteniya k
avtorskomu svidetelstvu)
Spain Patente de invencién Patent of Patent published in the sense | A
invention of paragraph 6(i)
Patente de introduccion | Patent of Patent of importation A
introduction published in the sense of
paragraph 6(i)
Certificado de adicion Certificate of Certificate of addition A
addition published in the sense of
paragraph 6(i)
Solicitud de Modelo de  |Application fora | Utility Model Application U
, Utilidad utility mode} published in the sense of
paragraph 6(i)
Modelo de Utilidad Utility Model Utility Model published in Y
the sense of paragraph 6(i)
Sweden Allmant tillganglig Patent application |Patent Application published | A
patentansikan accessible to the  |in the sense of paragraph 6(i)
- public
Utlaggningsskrift Document laid Patent Application published | B
open after examination as to
novelty in the sense of para-
graphs 6(i) and 6(ii)
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Kind of published patent document Asso-
ciated
Issuing Designation in language Teand Letter| Umer-
of issuing country renslation into I ical
country (and, if required, English gi:;uﬁcauox: code|  de
transliteration in (when needed) ocumen (when
Latin characters) defined)
Sweden Patentskrift Patent document | Patent published in the sense | C
{cont’d) of paragraph 6(ii)
Switzerland Auslegeschrift/Mémoire | Document laid Patent Application published | A
Exposé/Esposto open after examination as to
Memoriale novelty in the sense of para-
graphs 6(i) and 6(i), and
pertaining to the technical
fields for which examination
as to novelty is made,
issued since 1959
Patentschrift/Exposé Patent Patent published in the sense | A
d’invention/Esposto specification of paragraph 6(ii) and per-
d'invenzione taining to the technical
fields for which no examina-
tion as to novelty is made,
issued since 1959
Patentschrift/Exposé Patent Patent published inthe sense | B
d'invention/Esposto specification of paragraph 6(ii) and per-
d'inventione taining to technical fields
for which examination as to
novelty is made, issued since
1959
Patentschrift/Exposé Patent Patent published in the sense | A
d’invention/Esposto d’in- {specification of paragraph 6(ii), issued
venzione (Main patent) _  |from 1888 to 1959
(Hauptpatent/Brevet
principal/Brevetto prin-
cipale)
Patentschrift/Exposé Patent Patent of addition published | A
d’invention/Esposto d’in- | specification in the sense of para-
venzione (Zusatzpatent/ |(Additional graph 6(ii), issued from 1907
Brevet additionnel/Bre- |patent) to 1959
vetto addizionale)
Patentschrift/Exposé Patent Patent of addition published | E
d’invention/Esposto d'in- | specification in the sense of paragraph
venzione (Zusatzpatent/ |{(Additional 6(ii) in secondary series from
Brevet additionnel/Bre- | patent) 1888 to 1907
vetto addizionale)
United Patent Specification Examined Patent Application | A
Kingdom published in the sense of

paragraph 6(ii). Grant of let-
ters Patent usually occurs
3 months after publication.
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Kind of published patent document ASSO-_ o
cia
. Designation in language AUERer-
Issuing of issuing country Translation into ldentification Letter .
country (and, if required, English of document code . .
transliteration in (when needed) ocume (when
Latin characters) defined)
United Amended Patent Amended Specificationofe | B
Kingdom Specification Granted Patent published in
(cont’d) the sense of paragraph 6(ii)
United States | Patent Patent published in the sense | A
Design Patent of paragraph 6(ii) S
Reissue Patent Patent reissued and E
republished in the sense of
paragraph 6(ii)
Defensive Publication Patent application published | H
without examination or
assertion as to novelty, in
the sense of paragraph 6(i) ‘
Defensive Publication Patent document published H
in the sense of paragraph §:
Entry of an abstract of the
application in the Official
Gazette
Defensive Publication Patent document published H
inthesenseof paragraph 6(ii):
Abstract of an application
published in a discrete docu-
ment form distinctively
numbered in a numerical
series unique to Defensive
Publications
Plant Patent Patent published in the sense | P
ofparagraph 6(ii)
Yugoslavia Accepled Patent Application | A
published in the sense of
paragraph 6(i)
Patentni spis Patent Patent published in the sense | B
specification of paragraph 6(ii)
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1872 International-Type Search [R-2]

PCT Ruie 41

Earller Search Other Than International Search

41.1 Obligation to Use Results; Refund of Fee

If reference has been made in the request, in the form provided forin Rule
4.11, to en intemational-type search carried out under the conditions set outin
Aricle 15(5) or to a search other than an intemational or intemational-type
gearch, the Intemational Searching Authority shall, to the extent possible, use
the regulis of the said search in establishing the international search report on the
international spplication. The Intemational Searching Authority shall refund
the search fee, to the extent and under the conditions provided for in the
agreement under Article 16(3)(b) or in a communication addressed to and
published in the Gazette by the International Burean, if the intemational search
report could wholly or parily, be based on the results of the said search.

37 CFR 1.21 Miscellznecus fees and charges
LI I R I
(e) Intemnationsl-type search repors:
For preparing an internationsl type search report of an intemational type
gearch made at the time of the first action on the merits in a national patent
spplication $28.00.

37 CFR 1.164 Nature of examination; examiner’s action. ®
L I IR IR I

(c) An intemational-type search will be made in all national applications
filed on and after June 1, 1978.

(d) Any national application may also have an international-type search
report prepered thereon at the time of the national examination on the merits,
upon specific written request therefor and payment of the international-type
scarch reportfee. See §1.21(e)for amount of fee for preparation of intemational-
type search report.

NOTE: The Patent and Trademark Office does not require that a formal
report of an international-type search be prepared in order to obtain a search fee
refund in 2 later filed intemational application.

Skt

PCT Rule 41 provides that the applicant may request in a
later filed international application that the report of the results
of the international-type search, i.e., a search similar to an
international search, but carried out on a NATIONAL applica-
tion (37 CFR 1.104 (c) and (d)), be used in establishing an
international search reporton such international application. An
international-type search is conducted on all U.S. national
applications filed after June 1, 1978. Upon specific request, at
the time of the examination of a U.S. national application and
provided that the payment of a $28.00 international-type search
report fee has been made (37 CFR 1.21(e)), an international-
type search report form (PCT/ISA/201) will also be prepared.

1873 Amendment Under PCT Article 19
[R-2]

PCT Article 19
<Amendment of the Claims before the International Bureau

(1) The applicant shall, after having received the international search
report, be entitled to one opportunity to amend the claims of the intemational
application by filing amendments with the Intemational Bureau within the
prescribed time limit. He may, at the same time, file a brief statement, as
provided in the Regulations, explaining the amendments and indicating any
impact that such amendments might have on the description and the drawings.

(2) The amendments shall not gobeyondthe disclosure in the intemational
application as filed.

(3) If the national law of any designated State permits amendments to go
beyond the said disclosure, failure to comply with paragraph (2) shall have no
consequence in that State.

1800-75

1873

PCT Rule 46

Amendment of Claims before the International Bureau
46.1 Time Limit

The time limit referred to in Aricle 19 shall be two months from the date
of transmittal of the intemational search report to the Intemational Bureas and
tothe applicant by the International Searching Authority or 16 months from the
priority date, whichever time expires later, provided that any amendment made
under Arnticle 19 which is received by the Intemnational Bureau after the
expiration of the applicable time limit shall be considered to have been received
by that Bureau on the last day of the time limit if it reaches it before the technical
preparations for intemational publication have been completed.

46.2 [Deleted]
46.3 Language of Amendments

If the international application has been filed in 2 lenguage other then the
language in which it is published, any amendment meade under Article 19 shall
be in the langusge of publication.

46.4 Statement

(a) The statement referred to in Article 19(1) shall be in the langusge in
which the intemational application is published and shall not exceed 500 words
if in the English language orif translsted into that language. The statement shall
be identified as such by a heading, preferably by using the words “Statement
under Article 19(1)" or equivalent in the language of the statement.

(b) The statement shall contain no disparaging comments on the intema-
tional search report or the relevance of citations contained in that report. Refer-
ence to citations, relevant to a given claim, conteined in the international search
report may be made only in connection with an amendment of that claim.
46.5 Form of Amendments

(a) The applicant shall be required to submit a replacement sheet forevery
sheet of the claims which, on account of an amendment or amendments under
Article 19, differs from the sheet originally filed. The letter accompanying the
replacement sheet shall draw attention to the differences between the replaced
sheets and the replacement sheets. To the extent that any amendment results in
the cancellation of an entire sheet, that amendment shall be communicated in a
letter.

(b) and (c) [Deleted]

37 CFR 1.415 The International Bureau.

(a) The Intemational Bureau is the World Inteliectual Property Organiza-
tion located at Geneva, Switzerland. It is the international intergovemmental
organization which acts as the coordinating body underthe Tresty and the Regu-
lations (PCT Art. 2 (xix) and 35 U.S.C. 351(h)).

(b) The major functions of the Intemnational Burean include:

(1) Publishing of intemational applications and the Intemational
QGazette;

(2) Transmitting copies of international applications to Designated
Offices;

(3) Storing and maintaining record copies; and

(4) Transmitting information to authorities pertinent to the processing of
specific international applications.

PCT Administrative Instructions Section 205
Numbering and Identification of Claims Upon Amendment

(a) Amendments to the cleims under Article 19 or Aniicle 34(2)(b) may be
made either by cancelling one or more entire claims, by adding one ormore new
claims or by emending the text of one or more of the claims as filed. All the
claims appearing on a replacement sheet shall be numbered in arabic numerals.
Where a cleim is cancelled, no renumbering of the other claims shell be required.
In all cases where claims are renurnbered, they shall be renumbered consecu-
tively.

(b) The applicant shall, in the letter referred to in the gecond and third
sentences of Rule 46.5(a) or of Rule 66.8(2), indicate the differences between
the claims as filed and the claims as amended. He shall, in particular, indicate
in the said letter, in connection with each claim appearing in the intemational
application (it being understood that identical indications conceming several
claims may be grouped), whether:

(i) the claim is unchanged;

(ii) the claim is cancelled;

(iii) the claim is new;

(iv) the claim replaces one or more claims a3 filed;

(v) the claim is the result of the division of a claim as filed.
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The applicant has one opportunity to amend the claims only
of the international application after issuance of the Search
Report. The amendments to the claims must be filed directly
with the International Bureau, usually within 2 months of the
date of mailing of the Search Report. If the amendments to the
claims are timely received by the International Bureau, such
amendments will be published as part of the pamphlet directly
following the claims as filed. Article 19 offers applicants the
opportunity to generally amend the claims before entering the
designated Offices. The national law of some designated Of-
fices grants provisional protection on the invention from the
date of publication of the claims. Therefore, some applicants
take advantage of the opportunity under Article 19 to “polish”
the claims anticipating provisional protection.

1875 International Bureau Procedures [R-2]

PCT Rule 24
Recelpt of the Record Copy by the International Bureau
24.1 [Deleted]

24.2 Notification of Receipt of the Record Copy

(2) Subject to the provisions of paragraph (b), the Intemational Bureau
shall prompily notify the applicant, the receiving Office, the International
Searching Authority, and all designated Offices, of the fact and the date of
receipt of the record copy. The notification shall identify the intemational
application by its number, the international filing date, thename of the applicant,
and the name of the receiving Office, and shall indicate the filing date of any
earlier application whose priority is claimed. The notification sent to the
applicant ghall also contain the list of the designated Offices which have been
notified under this paragraph, and shall, in respect of each designated Office,
indicate any appliceble time limit under Article 22(3).

(b) If the record copy is received after the expiration of the time limit fixed
in Rule 22.3, the Intemnational Bureau shall promptly notify the applicant, the
receiving Office, and the Intemational Searching Authority accordingly.

PCT Ruie 28
Defects Noted by the International Bureau

28.1 Note on Certain Defects

(a) If, in the opinion of the International Bureau, the international appli-
cation contains any of the defects referred to in Aniicle 14(1)(a)(i), (ii), or (v),
the Intemational Bureau shall bring such defects to the attention of the receiving
Office.

(b) The receiving Office shall, unless it disagrees with the said opinion,
proceed as provided in Article 14(1)(b) and Rule 26.

1877 International Publication [R-2]

PCT Article 21
International Publication

(1) The Intemational Bureau shall publish intemnational applications.

(2)(a) Subject to the exceptions provided for in subparagraph (b) and in
Article 64(3), the intemational publication of the intemational application shall
be effected promptly after the expiration of 18 months from the priority date of
that application.

(b) The epplicant may ask the Intemational Bureau to publish his
intemational application any time before the expiration of the time limit referred
to in subparagraph (a). The Intemational Bureau shall proceed accordingly, as
provided in the Regulations.

(3) The intemational search report or the declaration referred toin Article
17(2}(a) shall be published as prescribed in the Regulations.

(4) The language and form of the international publication and other
details are govemed by the Regulations.

(5) There shall be no international publication if the international applica-
tion is withdrawn or is considered withdrawn before the technical preparations
for publication have been completed.

(6) If the intemational application contains expressions or drawings
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which, in the opinion of the Internations] Bureau, are contrary to morality or
public order, or if, in its opinion, the international application contains dispar-
aging statements as defined in the Regulations, it may omit such expressione,
drawingg, and etatements, from its publications, indicating the place and number
of words or drawings omitted, and fumnishing, upon request, individual copies
of the passages omitted.

PCT Article 29
Effects of the International Publication

(1) As far as the protection of any rights of the applicant in & designated
State is concemed, the effects, in that State, of the intemnational publication of
an intemational application shall, subject to the provisions of paragraphs (2) to
(4), be the same as those which the national law of the designated State provides
for the compulsory netional publication of unexamined national applications as
such.

(2)If the language in which the intemational publication has been effected
is different from the language in which publications under the national law are
effected in the designated State, the said national law may provide that the
effects provided for in paragraph (1) shall be appliceble only from such time as:

(i) a translation into the latter language has been published as provided
by the national law, or

(ii) a translation into the latier language has been made available to the
public, by laying open for public inspection as provided by the national law, or

(iii) a trenslation into the latter language has been transmitted by the
applicant tothe actual or prospective unauthorized user of the invention claimed
in the international application, or

(iv) both the acts described in (i) and (iii), or both the acts described in
(ii) and (iii), have taken place.

(3) The national law of any designated State may provide that, where the
intemnational publication has been effected, on the reqguest of the applicant,
before the expiration of 18 months from the priority date, the effects provided
for in paragraph (1) shall be appliceble only from the expiration of 18 months
from the priority date.

(4) The national law of any designated State may provide that the effects
provided for in paragraph (1) shall be applicable only from the date on which a
copy of the international application as published under Article 21 has been
received in the national Office of or acting for such State. The said Office shall
publish the date of receipt in its gazette as soon as possible.

PCT Rule 48
- Internatlonsl Publicatlon
48.1 Form
(a) The international application shall be published in the form of a
pamphlet.

(b) The particulars regarding the form of the pamphlet and the method of
reproduction shall be governed by the Administrative Instructions.
48. 2 Contents

(a) The pamphlet shall contain:

(i) a standardized front page,

(ii) the description,

(iii) the claims,

(iv) the drawings, if any,

(v) subject to paragraph (g), the intemnational search report or the
declaration under Article 17(2)a); the publication of the international search
report in the pamphlet shall, however, not be required to include the past of the
international search report which contsins only matter referred to in Rule 43
slready appearing on the front page of the pamphlet.

(vi) any statement filed under Asticle 19(1), unless the Intemationel
Bureau finds that the statement does not comply with the provisions of Rule
46.4,

(vii ) any request for rectification referred to in the third seatence of
Rule 91.1(f).

(b) Subject to paragraph (c), the front page shall include:
(i) data teken from the request sheet and such other dats as are prescribed
by the Administrative Instructions,
(ii)  figure or figures where the intemational application contains draw-
ings, unless Rule 8.2(b) applies.
(iii) the abstract; if the abstract is both in English and in anotherlangusge,
the English text shall appear first,
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(c) Where a declaration vnder Anticle 17(2)a) has issued, the front pege
shall conspicuously refer to that fact and need include neither a drawing nor an
abstract.

(d) The figure or figures referred to in paragraph (b)(ii) shall be selected
as provided in Rule 8.2, Reproduction of such figure or figures on the front page
may be in a reduced form.

(e) If there is not enough room on the front page for the totality of the
abstract referred to in paragraph (b)(iii), the said abstract shall appear on the
back of the front page. The same shall apply to the translation of the abstract
when such translation is required to be published under Rule 48.3(c).

(f)If the claims have been amended under Article 19, the publication shall
contain either the full text of the claims both as filed and as amended or the full
text of the claims as filed and specify the amendments. Any statement referred
toin Article19(1) shall be included as well, unless the Intemational Bureau finds
that the statement does not comply with the provisions of Rule 46.4. The date
of receipt of the amended claims by the Intemational Bureau shall be indicated.

(g) If, at the time of completion of the technical preparations for intema-
tional publication, the international search report is not yet available (for
example, because of publication on the request of the applicant as provided in
Articles 21(2)(b) and 64(3)(c )(i)), the pamphlet shall contain,in place of the
international search report, an indication to the effect that the report was not
availeble and that either the pamphlet (then also including the intemational
search report) will be republished or the intemnational search report (when it
becomes available) will be separately published.

(h) If, at the time of the completion of the technical preparations for
international publication, the time limit for amending the claims under Article
19 has not expired, the pamphlet shall refer to that fact and indicate that, should
the claims be amended under Article 19, then, promptly after such amendments,
either the pamphiet (containing the claims as amended) will be republished or
a statement reflecting all the amendments will be published. In the latter case,
at least the front psge and the claims shall be republished and, if & statement
under Article 19(1) has been filed, that statement shall be published as well,
unless the Intemnational Bureau finds that the statement does not comply with the
provisions of Rule 46.4.

(i) The Administrative Instructions shall determine the cases in which the
various aliemative referred to in paragraphs (g) and (h) shall apply. Such
determination shall depend on the volume and complexity of the amendments
and/or the volume of the intemational applications and the cost factors.

48.3 Languages

(a)* If the intemational application is filed in English, French, German,
Japanese, Russian or Spanish, that application shall be published in the language
in which it was filed.

(b)* If the international application is filed in a language other than
English, French, German, Japanese, Russian or Spanish, that application shall
be published in English translation. The translation shall be prepared under the
regponsibility of the Intemational Searching Authority, which shall be obliged
tohave it ready in time to permit international publication by the prescribed date,
or, where Article 64(3)(b) applies, to permit the communication under Article
20 by the end of the 19th month after the priority date. Notwithstanding Rule
16.1(a), the Intemnational Searching Authority may charge a fee for the transla-
tion to the spplicant, The International Searching Authority shall give the
applicant an opportunity to comment on the draft translation. The Intemational
Searching Authority shall fix a time limit reasonable under the circumstances of
the case for such comments. If there is no time to take the comments of the
applicant into account before the translation is communicated or if there is a
difference of opinion between the applicant and the said Authority as to the
correct tranglation, the applicant may send & copy of his comments, or what
remains of them, to the International Bureau and each designated Office to
which the translation was communicated. The Intemational Bureau shall
publish the essence of the comments together with the translation of the
International Searching Authority or subsequently to the publication of such
translation.

. *Thewords printedin italics will become applicable al the same time that
the PCT will enter into force inrespect of the country which,among the Spanish-
speaking countries is the first to ratify or accede to the PCT.

(c) If the intemational application is published in a language other than
English, the intemational search report to the extent that it is published under
Rule 48.2(a)(v), orthe declaration referred to in Article 17(2)(z), the title of the
invention, the abstract and any text matter pertaining to the figure or figures
accompanying the abstract shall be published both in that language and in
English. The translations shall be prepared under the responsibility of the
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International Bureau.

48.4 Earlier Publication on the Applicant’s Request

() Where the applicant asks for publication under Anicles 21(2)(b) and
64(3)(c Xi) and the intemational search repost, or the declaration referred to
in Anticle 17(2)(a), is not yet available for publication together with the
international application, the Intemational Bureau shall collect 2 special
publication fee whose amount shall be fixed in the Administrative Instruc-
tions.

(b) Publication under Articles 21(2)(b) and 64(3)(c)(i) shall be effected by
the Iniemational Bureau promptly afierthe applicanthas asked for it and, where
a special fee is due under paragraph (a), after receipt of such fee.

48.5 Natification of National Publication

Where the publication of the intemnational application by the Intemational
Bureau is governed by Article 64(3)(c)(ii), the naticnal Office concerned shall,
promptly after effecting the national publication referred to in the said provi-
sion, notify the International Bureau of the fact of such national publication.
48.6 Announcing of Certain Facts

(8) If any notification under Rule 29.1(2)(ii) reaches the Intemational
Bureau at & time later than that at which it was sble to prevent the intemational
publication of the intemational application, the Intemnational Bureau shall
promptly publish & notice in the Gazette reproducing the essence of such noti-
fication.

(b) [Deleted]

(c) If the intemational application or the designation of any designated
State is withdrawn under Rule 32.1, or if the priority claim is withdrawn under
Rule 32°.1 after the technical preparations for intemational publication have

been completed, this fact shall be published in the Gazette.

PCT Ruie 86
The Gazette

86.1 Contents

The Gazette referred to in Article 55(4) shall contain:

(i) for each published intemational application, data specified by the
Administrative Instructions taken from the front page of the pamphlet published
under Rule 48, the drawing (if any) appearing on the said front page, and the
abstract,

(ii) the schedule of all fees payable to the receiving Offices, the Interna-
tional Bureau, and the Intemational Searching and Preliminary Examining
Authorities,

(iii) notices the publication of which is required under the Treaty or these
Regulations,

(iv) information, if and to the extent furnished to the Intemnational Bureau
by the designated or elected Offices, on the question whether the requirements
provided for in Articles 22 or 39 have been complied with in respect of the
intemnational applications designating or electing the Office concemed,

(v) any other useful information prescribed by the Administrative In-
structions, provided access to such information is not prohibited under the
Treaty or these Regulations.

86.2 Languages

(a) The Gazette shall be published in an English-language edition and a
French-language edition. It shall also be published in editions in any other
language, provided the cost of publication is assured through sales or subven-
tions.

(b) The Assembly may order the publication of the Gazette in languages
other than those referred to in paragraph (a) .

86.3 Frequency

() Subject to paragraph (b), the Gazeite shall be published once a week.

(b) For & transitional period after the entry into force of the Treaty termi-
nating upon a date fixed by the Assembly, the Gazetie may be published at such
times as the Director General considers appropriate having regard 1o the number
of intemnational applications and the amount of other material required to be
published.

86.4 Sale

(2) Subject to paragraph (b), the subscription and other sale prices of the
Gazette shall be fixed in the Administrative Instructions.

(b) For & transitionel period after the entry into force of the Treaty termi-
nating upon a date fixed by the Assembly, the Gazetie may be distributed on such
terms as the Director General considers appropriate having regard tothe number
of intemational applications and the amount of othermaterial published therein.
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86.5 Title
The title of the Gazette shall be “Gazetie of International Patent Applica-
ticns ,” and “Gazette des Demandes internationales de brevets,” respectively.
86.6 Further Details
Furiher details conceming the Gazette may be provided for in the Admin-
istrative Instructions.

PCT Admlinistrative Instructions Section 404
Internationsl Publication Number

The International Bureau shall assign to each published international
spplication an intemational publication number which shall be different from
the intemational spplication number. The intemational publication number
shell beuged on the pamphlet and in the Gazette entry. It shall consist of the two-
letter code “WO" followed by & two-digit designation of the last two numbers
of the year of publication, « slant, and a serial number consisting of five digits
(e.g.. “WOT8/1 2345™).

38 U.S.C. 374 Publication of Internationzl appilcation: Effect.

The publication under the treaty of an intemational application shall
confer no rights and ghall have no effect under this tide other than that of a
printed publication.

37CFR 1.318 Netification of nationai publication of 2 patentbased
on an International application.

The Office will notify the International Bureau when a patent is issued on
an epplication filed under 35 U.S.C. 371, and there has been no previous
international publication.

The publication of international applications currently
occurs every other Thursday. Under Article 20 the Internationat
Bureau sends copies of published applications to each of the
designated Offices on the day of publication. As a PCT member
country, the U.S. Patent and Trademark Office also receives
copies of all published International applications for inclusion
in the examiner search files. Also a complete set of published
International applications in numeric order by publication
number is gvailable on microfilm in the Scientific Library.

1880 Withdrawal of International Application
or Designations [R-2]

PCT Rule 32
Withdrawa! of the Internationsl Application or of Designations
32.1 Withdrawals

(a) The applicent may withdraw the international application prior to the
expiration of 20 months from the priority date except as to any designated State
in which nstionel processing or examination has already started. He may
withdraw the designation of eny designated State prior to the date on which
processing or examination may start in that State.

(b} Withdrawal of the designation of all designated States shall be treated
as withdrawal of the intemational application.

(c) Withdrawal shall be effected by a signed notice from the applicant to
the Intemational Bureau or to the receiving Office. In the case of Rule 4.8(b),
the notice shall require the signature of all the applicants.

(d) [Deleted]

(e) There shall be no intemational publication of the international appli-
cation or of the designation, as the case may be, if the notice effecting
withdrawal reaches the Internationsl Buresu before the technical preparations
for publication have been completed.

1885 Receipt of the International Application
by the Designated Offices [R-2]

PCT Articie 20
Communication to Dezignated Offices
(1X2) The international application, together with the intemational search
report (including any indication referred to in Anticle 17(2)(b)) or the declara-
tion referred to in Article17(2)(s), shall be communicated to each designated
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Office, asprovided inthe Regulations, unless the designated Office waives such
requirement in its entirety or in part.

(b) The communication shall include the translation (as prescribed) of
the said report or declaration.

(2) If the claims have been smended by virue of Article19(1), the
communication shall either contain the full text of the claims both as filed and
as amended or shall contain the full text of the claims as filed and specify the
amendments, and shall include the statement, if any, referred to in Article 19(1).

(3) At the request of the designated Office or the applicant, the Interna-
tional Searching Authority shall send to the said Office or the applicant,
respectively, copies of the documents cited in the international search report, 28
provided in the Regulations.

PCT Rule 47
Communlcation te Designated Offices
47.1 Procedure

(2) The communication provided for in Article 20 shall be effected by the
International Bureau.

(b) Such communication shall be effected promptly after the international
publication of the intemational application and, in any event, by the end of the
19th month afterthe priority date. Any amendment received by the International
Bureau within the time limit under Rule 46.1 which was not included in the
communication prompily to the designated Offices by the International Bureau,
and the later shall notify the applicant accordingly.

(c) The Intemational Bureau shall send a notice to the applicant indicating
the designated Offices to which the communication has been effected and the
date of such communication. Such notice shall be sent on the same day as the
communication. Each designated Office shall be informed separately from the
communication, about the sending and the date of mailing of the notice. The
notice shall be accepted by all designated Offices as conclusiveevidence that the
communication has duly taken place on the date specified in the notice.

(@) Each designated Office shall, when it so requires, receive the interna-
tional search reports and the declarations referred to in Article 17(2)(a) also in
the translation referred to in Rule 45.1.

(e) Where any designated Office has waived the requirement provided
under Anticle 20, the copies of the documents which otherwise would have been
sent to that Office shall, at the request of that Office or the applicant, be sent 1o
the applicant at the time of the notice referred to in paragraph (c).

47.2 Copies

(a) The copies required for communication shall be prepared by the
Internationsl Bureau.

(b) They shall be in sheets of A4 size.

(c) Except to the extent that any designated Office notifies the Inteme-
tional Bureau otherwise, copies of the pamphlet under Rule 48 may be used for
the purposes of the communication of the international application under Article
47.3 Languages

The international application communicated under Article 20 shall be in
the language in which it is published provided that if that langusge is different
from the language in which it was filed it shall, on the request of the designated
Office, be communicated in either or both of these lenguages.

37 CFR 1.414 The Unlted States >Patent and Trademark Office
as a< Designated Office >or Elected Offlce<.

(8) The United States Patent and Trademark Office will act as a Designated
Office >or Elected Office< for intemational applications in which the United
States of America has been designated >or elected< as a State in which patent
protection is desired.

(b) The >United States< Patent and Trademark Office, when acting as a
Designated Office >or Elected Office< during intemational processing will be
identified by the full title “United States Designated Office” or by the abbrevia-
tion “DO/US" >or by the full title “United States Elected Office” or by the
abbreviation “EO/US"'<.

(c) The major functions of the United States Designated Office >or
Elected Office< in respect to intemnational applications in which the United
States of America has been designsted >or electeds, include:

(1) Receiving various notifications throughout the intemational
stage; >and<

(2) Accepting for * national >stage< * examingtion intemational
applications which satisfy the requiremens of 35 US.C. 371 #.%%
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The International Bureau communicates a copy of the
international application to each designated Office, except the
United States Patent and Trademark Office where that Office is
not only a designated Office but was also the Receiving Office
(35 U.S.C. 371(a)). The copy is prepared by the International
Bureau and it is accompanied by a copy of any amendments to
the claims, and a copy of the international search report or the
declaration by the International Searching Authority to the
effect that no international search report will be established
(PCT Article 20(1)(a) and (2) and PCT Rules47.1(a) and 47.2).
The International Bureau also sends a notice to the applicant
(form PCT/IB/308) informing him or her of those Offices to
which it has sent the copies and the date on which they were sent
(PCT Rule 47.1(c)).

The International Bureau effects the said communication
of the international application to the designated Offices
promptly after publication.

The applicant may, if he or she so desires, transmit, or ask
the International Bureau to transmit, at any time, a copy of the
international application to any designated Office. Further de-
tails may be found in PCT Article 13 and PCT Rule 31. Itis to
be noted that any transmittal of this kind does not in the absence
of an express request from the applicant, entitle the designated
Office to start processing the international application in that
Office. At the express request of the applicant, however, any
designated Office may start processing or examining the inter-
national application earlier (PCT Article 23(2)).

1887 Entry into the National (or Regional)
Phase Before the Designated Offices [R-2]

PCT Article 22
Cepy, Transiation, and Fee, to Designated Offices

(1) The applicant shall furnish 2 copy of the international application
(unless the communication provided for in Article 20 has already taken place)
and a translation thereof (as prescribed), and pay the national fee (if any), to each
designated Office not later than at the expiration of 20 months from the priority
date. Where the national law of the designated State requires the indication of
the name of and other prescribed data conceming the inventor but allows that
these indications be fumished at a time later than that of the filing of & national
application, the applicant shall, unless they were contained in the request,
furnish the ssid indications to the national Office of or acting for that State not
later than at the expiration of 20 months from the priority date.

(2) Where the Intemnational Searching Authority mekes a declaration,
under Article 17(2){a), thatno international search report will be established, the
time limit for performing the acts referred to in paragraph (1) of this Article shall
be the same as that provided for in paragraph (i).

(3) Anynational law may, for performing the acts referred to in paragraphs
(1) or (2), fix time limits which expire later than the time limit provided for in
thoge paragraphs.

PCT Article 23
Delaying of National Procedure
. (D) No designated Office shall process or examine the intemational
application prior to the expiration of the applicable time limit under Article 22.
(2) Notwithstanding the provisions of paragraph (1), any designated
Office may, on the express request of the applicant, process or examine the
international application at any time.

PCT Articie 24
Possible Loss of Effect in Designated Scates
(1) Subject, in case (ii) below, to the provisions of Article 25, the effect of
the intemnational application provided for in Article 11(3) shall cease in any
designated State with the same consequences as the withdrawal of any national
spplication in that State:
(i) if the spplicant withdraws his intemnational application or the desig-
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nation of that State;

(ii) if the intemational spplication is considered withdrawn by virtue of
Articles 12(3), 14(1)b), 14(3)(e), or14(4), or if the designation of that State is
considered withdrawn by virtue of Article 14(3)b):

(iii) if the applicant fails to perform the acts referred to in Asticle 22
within the applicable time limit.

(2) Notwithstanding the provisions of paragraph (1), any designated
Office may meintain the effect provided for in Anicle 11(3) even where such
effect is not required to be maintained by virtue of Article 25(2).

PCT Article 26
Opporiunity to Correct Before Designated Offices
No designated Office shall reject an intemational application on the
grounds of non-complisnce with the requirements of this Treaty and the
Regulations without first giving the applicant the opportunity to correct the said
application tothe extent and according to the procedure provided by the national
Iaw for the same or comparable situations in respect of national applications.

PCT Article 27
National Requirements

(1) No national law shall require compliance with requirements relating
to the form or contents of the international application different from or
additional to those which are provided for in this Treaty and the Regulations.

(2) The provisions of paragraph (1) neither affect the application of the
provisions of Article 7(2) nor preclude any national law from requiring, oncethe
processing of the intemational application has started in the designated Office,
the furnishing:

(i) when the applicant is a legal entity, of the name of an officer entitled
to represent such legal entity.

(ii) of documents not part of the international application but which
constitute proof of allegations or staternents made in that application, including
the confirmation of the international application by the signature of theapplicant
when that application, as filed, was signed by his representative or agent.

(3) Where the applicant, for the pusposes of any designated State, is not
qualified according to the national law of that State to file a national application
because he is not the inventor, the international application may be rejected by
the designated Office.

(4) Where the national law provides, in respect of the form or contents of
national applications, for requirements which, from the viewpoint of applicants,
are more favorable than the requirements provided for by this Treaty and the
Regulations in respect of international applications, the national Office, the
courts and any other competent organs of or acting for the designated State may
apply the fonner requirements, instead of the latter requirements, to intema-
tional applications, except where the applicant insists that the requirements
provided for by this Treaty and the Regulations be applied to his mtemauonal
application.

(5) Nothing in this Treaty and the Regulations is intended to be construed
as prescribing anything that would limit the freedom of each Contracting State
to prescribe such substantive conditions of patentability as it desires. In
particular, any provision in this Treaty and the Regulations conceming the
definition of prior an is exclusively for the purposes of the intemational
procedure and, consequently, any Contracting State is free to apply, when
determining the patentability of an invention claimed in an intemational
application, the criteris of it national law in respect of prior art and other
conditions of patentability not constituting requirements as to the form and
contents of applications.

(6) The national law may require that the applicant furnish evidence in
respect of any substantive condition of patentability prescribed by such law.

(7) Any receiving Office or, once the processing of the international
application has started in the designated Office, that Office may apply the
national law as far as it relates to any requirement that the applicant be
represented by an agent having the right to represent applicants before the said
Office and/or that the applicant have an address in the designated State forlhe
purpose of receiving notifications.

(8)Nothing in this Treaty and the Regulations is intended to be construed
as limiting the freedom of any Contracting State to apply measures deemed
necessary for the preservation of its national security or to limit, for the
protection of the general economic interests of that State, the right of its own
residents or nationals to file international applications.
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PCT Article 28
Amendment of the Clialms, the Description, and the Drawings,
before Designated Offices

{1) The applicant shall be given the opportunity to amend the claims, the
description, and the drawings, before each designated Office within the pre-
scribed time limit. No designated Office shall grant a patent, or refuse the grant
of a patent, before such time limit has expired except with the express consent
of the applicant.

(2) The amendments shall not go beyond the disclosure in the international
application as filed unless the national law of the designated State permits them
1o go beyond the said disclosure.

(3) The amendments shall be in accordance with the national law of the
designated State in all respects not provided for in this Treaty and the Regula-
tions.

(4) Where the designated Office requires a translation of the international
application, the amendments shall be in the language of the translation.

PCT Rule 49
Copy, Translation and Fee under Article 22
49.1 Notification

(2) Any Contracting State requiring the fumishing of a translation or the
payment of a national fee, orboth, under Article 22, shall notify the Intemnational
Burezu of:

(i) the languages from which and the language into which it requires
transiation,
(ii) the amount of the national fee.

(2"*) Any Contracting State not requiring the fumnishing, under Article 22,
by the applicant of a copy of the international application (even though the
comrunication of the copy of the intemational application by the Intemational
Bureau under Rule 47 has not taken place by the expiration of the time limit
applicable under Article 22) shall notify the Intemational Bureau accordingly.

(&%) Any Contracting State which, pursuant to Anicle 24(2), msintains,
if itis a designated State, the effect provided for in Article 11(3) even though a
copy of the intemational application is not fumnished by the applicant by the
expiration of the time limit applicable under Article 22 shall notify the
Intemnational Bureau accordingly.

(b) Any notification received by the International Bureau under para-
graphs (), (2%) or (a™") shall be promptly published by the Intemational Bureau
in the Gazette.

(c) If the requirements under paragraph (a) change later, such changes
shall be notified by the Contracting State to the Intemnational Bureau and that
Bureau shall prompily publish the notification in the Gazette. If the change
means that transiation is required into alanguage which, before the change, was
not required, such change shall be effective only with respect to international
applications filed later than two months after the publication of the notification
in the Gazette. Otherwise, the effective date of any change shall be determined
by the Contracting State.

49.2 Languages

The language into which translation may be required must be an official
language of the designated Office. If there are several of such languages, no
translatibn may be required if the intemational application is in one of them. If
there are geveral official languages and a translation must be furnished, the
applicant may choose any of those langusages. Notwithstanding the foregoing
provisions of this paragraph, if there are several official languages but the
national law prescribes the use of one such language for foreigners , atranslation
into that language may be required.

49.3 Statements Under Article 19; Indications Under Rule 13%.4

For the purposes of Article 22 and the present Rule, any statement made
under Afticle 19(1) and any indication furnished under Rule 13*.4 shall, subject
to Rule 49.5(c) and (h), be considered part of the intemational application.
49.4 Use of National Form

No applicant shall be required to use a national form when performing the
actg refetred to in Article 22.

49.5 Contents of and Physical Requirements for the Translation

(a) For the purposes of Article 22, the translation of the intemnational
application shall contain the description, the claims, any text matter of the
drawings and the abstract. If required by the designated Office, the translation
shall also, subject to paragraphs (b) and (c),

(i) contain the request,

(ii) if the claims have been amended under Anicle 19,contain both the
claims as filed and the claims as amended, and
Rev. 5 (il 9gvompanied by a copy of the drawings.
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(b) Any designated Office requiring the fumnishing of a translation of the
request shall fumish copies of the language of the translation free of charge to
the applicants. The form and contents of the request form in the language of the
translation shall not be different from thoge of the request under Rules 3 and 4;
inparticular, the request form in the language of the translation shall not ask for
any information that is not in the request as filed. The use of the request form in
the language of the translation shall be optional.

(c) Where the applicant did not fumish a translation of any statementmade
under Article 19(1), the designated Office may disregard such siatement.

(d) If any drawing contsins text matter, the translation of that text matter
shall be furnished either in the form of a copy of the original drawing with the
translation pasted on the original text matter or in the form of a drawing executed
anew.

(e) Any designated Office requiring under paragreph (a) the furnishing of
a copy of the drawings shall, where the applicant failed to fumish such copy
within the time limit spplicable under Article 22,

(i) invite the applicant to fumnish such copy within a ime limit which shall
be reasonable under the circumstances and shall be fixed in the invitation, or

(ii) disregard the said drawing if such invitation, on February 3, 1984 isnot
compatible with the national law applied by that Office and as long as it
continues to be not compatible with that law.

(f) The expression “Fig.” does not require translation into any language.

(g) Where any copy of the drawings or any drawing executed anew which
has been furnished under paragraph (d) or (¢) does not comply with the physical
requirements referred to in Rule 11, the designaied Office may invite the
applicant to correct any defect within a time limit which shall be reasonable
under the circumstances and shall be fixed in the invitation.

(h) Where the applicant did not furnish a translation of any indication
fumished under Ruole 13 *.4, the designated Office shall invite the applicant to
fumish such translation, if it deems it to be necessary, within & time limit which
shall be reasonable under the circumstances and shall be fixed in the invitation.

(i) Information on any requirement and practice of designated Offices
under the second sentence of paragraph (a) shall be published by the Intera-
tional Bureau in the Gazette.

() No designated Office shall require that the translation of the intemna-
tional application comply with physical requirements other than those pre-
scribed for the intenational application as filed.

PCT Rule 5¢
Faculty Under Article 22(3)
50.1 Exercise of Faculty

(a) Any Contracting State allowing a time limit expiring laterthan the time
limits provided for in Article 22(1) or (2) shall notify the International Bureau
of the time limnits so fixed.

(b) Any notification received by the International Bureau under paragraph
(a) shall be promptly published by the International Bureau in the Gazeite.

(c) Notifications conceming the shortening of the previously fixed time
limit shall be effective in relation to intemnational applications filed after the
expiration of three months computed from the date on whichthenotification was
published by the Intemational Bureau.

(d) Notifications concerning the lengthening of the previously fixed time
limit shall become effective upon publication by the Intemational Bureau in the
Gazette in respect of intemnational applications pending at the time or filed afier
the date of such publication, or, if the Contracting State effecting the notification
fixes some later date, as from the latter date.

PCT Rule 52
Amendment of the Claims, the Description, and the Drawings,
before Designated Offices
52.1 Time Limit
(a) In any designated State in which processing or examination staris
without special request, the applicant shall if he so wishes, exercise the right
under Article 28 within one month from the folfillment of the requirements
under Article 22, provided that, if the communication under Rule 47.1 has not
been effected by the expiration of the time limit applicable under Anticle 22, he
shall exercise the said right not later than four moniths after such expiration date.
In either casge, the spplicant may exercise the said right at any other time if so
permitted by the national law of the said State.
(b) In any designated State in which the national law provides that
examination starts only on special request, the time limit within or the time at
which the applicant may exercige the right under Article 28 shall be the same as
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that provided by the national law for the filing of amendments in the case of the
examination, on special request, of national applications, provided that such
time limit shall not expire prior to, or such time shall not come before, the
expiration of the time limit applicable under paragraph (a).

In order that his application may be processed by the
Office (national or regional) which grants (or refuses the grant
of ) a national (or regional) patent, the applicant must, subject to
the exceptions stated in this paragraph, do the following things:

(i) The applicant must pay the national fee to each desig-
nated Office not later than at the expiration of 20 months from
the priority date (PCT) Article 22(1)), unless more time is
allowed by the designated Office.

(ii) Depending on the language of the international applica-
tion, the applicant may have to furnish a translation of the
international application to the designated Office. The prepara-
tion of the translation is the applicant’s responsibility. The
translation mustreach the designated Office not later than at the
expiration of 20 months from the priority date (PCT Article
22(1) and 35 U.S.C. 371 (c)(2)). Where the applicant has
amended the claims by filing amendments with the Interna-
tional Bureau, he will have to furnish the translation also of the
original claims, and if he has filed a statement explaining the
amendments, a translation of that statement into the same
language as that into which the international application is
translated must be attached to the translation of the international
application (PCT Article 28(4) and PCT Rules 49.1(a)(i) and
49.2).

(iii) Where the International Bureau has not yet communi-
cated a copy of the international application to the designated
Office, the applicant must furnish a copy of the international
application (that is, a copy in its original language) to the
designated Office not later than at the expiration of 20 months
from the priority date. The applicant will receive form PCT/IB/
308 from the International Bureau indicating the date of mailing
of the communications as well as the designated Offices to
which the communication of copies was effected (PCT Rule
47.1(c)).

(iv) In respect of certain designated Offices, the applicant
must furnish, if it is not already contained in the “Request” part
of the international application, the name and certain other data
concerning the inventor (PCT Articles 4 (1)(v) and 4(4)).

A summary of requirements for each of the designated
Offices is contained in Vol. II of the PCT Applicant’s Guide,
published by the International Bureaun and available to U.S.
applicants from Pergamon International Information Corpora-
tion, 1340 Old Chain Bridge Road, McLean, Virginia 22101,
Teleprinter address: 90-1811, Telephone (703) 442-0900.

AMENDMENT OF THE INTERNATIONAL
APPLICATION IN THE “NATIONAL PHASE”

The applicant is permitted to amend the claims, the descrip-
tion and the drawings before the designated Offices. Any such
amendments must be submitted within the given time limit,
generally within one month of the payment of the national fees
and the furnishing of a translation, if necessary (PCT Article 28
and PCT Rule 52). The amendments must not go beyond the
disclosure in the international application as filed except where
the law of the designated State permits them to go beyond the
said disclosure. The amendments must be in accordance with
the law of the designated State in all respects not provided forin
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the PCT. The amendments must be presented in the language of
the translation of the intemational application, if a translation
was required.

1889 Representation Before the Designated
Office

Any designated Office may, once the processing of the
international application has started in that Office, apply the
national (regional) law as far as it relates to any requirement that
the applicant be represented by an agent having the right to
represent applicants before the said Office and/or that the
applicant have an addressin the designated State for the purpose
of receiving notifications (PCT Article 27(7)).

1890 Requirements To Enter National Stage in
United States of America [R-2]

35 U.S.C. 371 National stage: Commencement

(8) Receipt from the International Bureau of copies of international
applications with any amendments to the claims, *international search reponts,
>and intemational preliminary examination reports including any annexes
thereto< may be required in the case of * intemnational applications designating
>or electing<the United States. .

(b) Subject to subsection (f) of this section, the national stage shall
commence with the expiration of the applicable time limit under article 22 (1)
or (2) >, or under article 39(1 }(a)< of the treaty.

(c) The applicant shall file in the Patent and Trademark Office —

(1) the national fee prescribed under section 376(a )(4) of this part;

(2) a copy of the intemational application , unless not required under
subsection (a) of this section or already communicated by the International
Bureau, and a translation into the English language of the international applica-
tion, if it wag filed in another language;

(3)amendments, if any, tothe claims in the interational application, made
underarticle 19 of the treaty, unless such amendments have been communicated
to the Patent and Trademark Office by the Intemnational Bureau, and a transla-
tion into the English language if such amendments were meade in another
language;

(4)an oath or declaration of the inventor (or other person authorized under
chapter 11 of this title) complying with the requirements of section 115 of this
title and with regulations prescribed for oaths or declarations of applicants*>;<

(5) a translation into the English language of any annexes to the interna-
tional preliminary examination report, if such annexes were made in another
language.<

(d) The requirement with respect to the national fee referred to in
subsection (c)(1), the translation referred to in subsection (c)(2), and the oath or
declaration referred to in subsection (c)(4) of this section shall be complied with
by the date of the commencement of the national stage or by such later time as
may be fixed by the Commissioner. The copy of the intemational application
referred to in subsection (c)(2) shall be submitted by the date of the commence-
ment of the national stage. Failure to comply with these requirements shall be
regarded as abandonment of the application by the parties thereof, unless it be
shown to the satisfaction of the Commissioner that such failure to comply was
unavoidable. The payment of a surcharge may be required as & condition of
accepting the national fee referred to in subsection (c)(1) or the oath or
declaraticn referred to in subsection (c)(4) of this section if these requirements
are not met by the date of the commencement of the nationsl stage. The
requirements of subsection (c)(3) of this section shall be complied with by the
date of the commencement of the national stage and failure to do so shall be
regarded as a cancellation of the amendments to the claims in the intemnational
application made under article 19 of the treaty. >The requirement of subsection’
(c)(5) shall be complied with at such time as may be fixed by the Commissioner
and failure to do so shall be regarded as cancellation of the amendments made
under article 34(2)(b) of the treaty.<

(e) After an international application has entered the national stage, no
patentmay be granted or refused thereon before the expiration of the applicable
time limit under article 28 >or article 41< of the treaty, except with the express
consent of the applicant. The applicant may present amendments to the speci-
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fication, claims, and drawings of the application after the national stage has
commenced.

(f) At the express request of the applicant, the national stage of process-
ing may be commenced at any time at which the application is in order for such
purpose and the applicable requirements of subsection (c) of this section have
been complied with.

35 U.S.C. 372 National stage: Requirements and procedure.

(2) All questions of substance and, within the scope of the requirements of
thetreaty and Regulations, procedure in an intemational application designating
the United States shall be determined as in the case of national applications
regularly filed in the Patent and Trademark Office.

(b) In case of international applications designating but not originating in,
the United States - -

(1) the Commissioner may cause to be reexamined questions relating to
form and contents of the application in accordance with the requirements of the
treaty and the Regulations;

(2) the Commissionermay cause the question of unity of invention to be
reexamined under section 121 of this title, within the scope of the requiremnents
of the treaty and the Regulations.

(3) the Commissioner may require a verification of the translstion of the
international application or any other document pertzining to the application if
the application or other document was filed in a language other than English.

37 CFR 1.491 Entry Into the national stage.

An intemnational application enters the national stage when the applicant
has filed the documents and fees required by 35 U.S.C. 371(c) within the periods
set in §1.494 or §1.495,

37 CFR 1.492 National stage fees.

The following fees and charges for international applications entering the
netional stage under 35 U.S.C. 371 are established by the Commissioner under
35U.8.C. 376:

(2) The basic national fee:

(1) Where an international preliminary examination fee
as set forth in §1.482 hes been paid on the international application to the
United States Patent and Trademark Office:

By 2 small entity (§1.9(5) ..ccoveeemereersnes .$150.00
By other than a small entity ................... $300.00

(2) Where no international preliminary examination fee
ag set forth in §1.482 has been peid to the United States Patent and Trade-
mark Office, but &n intemational search fee as set forth in §1.445(a)(2) has been
paid on the intemational application to the United States Patent and Trademark
Office as an International Searching Authority:

By a small entity (§1.9()) ....ccovereuuennaen
By other than a small entity

(3) Where no international preliminary examination fee as set forth
in §1.482 has been paid and no international search fee as set forth in
§1.445(a)(2) has been paid on the intemational application to the United States
Patent and Trademark Office:

By a small entity (§1.9(F)) ..ccoeevuvsresereasan $225.00
By other than a small entity .......ccoecrveres $450.00

(4) Where the intemational preliminary examination fee as set forth in
§1.482 his been paid to the United States Patent and Trademark Office and the
intemnationsl preliminery examination report states that the criteria of novelty,
inventive step (non-obviousness), and industrial applicability, as defined in
PCT Anicle 33(1) to (4) have been satisfied for all the claims presented in the
application entering the national stage (see §1.496(b)):

By a smell entity (§1.9(f)) ..coeevrerrrarsenens $25.00
By other than a small entity ..........ccrvueens $50.00

(b) In addition to the basic national fee, for filing or later presentation of
each independent claim in excess of 3:
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By a small entity (§1.9(£)) «.ovevereeneaeenas $17.00
By other than & small efity ..o $34.00

(c) In addition to the basic national fee, for filing or later presentation of
each clsim (whether independent or dependent) in excess of 20 (Note tha
§1.75(c) indicates how multiple dependent claims are considered for fee calcu-

lation purposes.):

By & small entity (§1.9(F)) .vvevniereriersenenee $6.00
By other than a small entity .........cocsseues $12.00

(d) In addition to the basic national fee, if the application
contains, or is amended to contain, a multiple dependent claim(s), per applica-
tion:

By & small entity (§1.9(0)) c..oceccvuvvnee wonned $55.00
By other than a small entity ......c.cccieens $110.00

(If the additional fees required by paragraphs (b), (c) and (d) are not
paid on presentation of the claims for which the additional fees are due,
they must be peid or the claims cancelled by amendment, prior to the
expiration of the time period set for response by the Office in any notice of
fee deficiency.)

(e) Surcharge for filing the basic national fee or cath or declaration later
than 20 months from the priority date pursuant to §1.494(c) or later than 30
months from the priority dater pursuant to §1.495(c):

By a small entity (§1.9(F) ....ccovererererenne $55.00
By other than a small entity ..........cceeneus $110.00

(f) For filing an English translation of an international application later
than 20 months after the priority date (§1.494(c)) or for filing an English
translation of the intemational application or of any annexes to the international
preliminary examination report later than 30 months after the priority date
(§1.495(c) and (e)) $26.00

(35U.S.C. 6,376)

37 CFR1.494 Entering the national stage In the United States of
Amerjca as a Designated Office.

(a) Where no Demand has been filed with an appropriate International
Preliminary Examining Authority by the expiration of 19 months from the
priority date (see §1.495), the applicant must fulfill the requirements of PCT
Article 22 and 35 U.S.C. 371 within the time periods set forth in paragraphs (b)
and (c) of this-section in order to prevent the abandonment of the internationsl
application as to the Unites States of America. International applications for
which those requirements are timely fulfilled will enter the national stage and
obtain an examination as to the patentability of the invention in the Unites States
of America.

(b) The applicant shall fumish to the United States Patent and Trademark
Office not later than the expiration of 20 months from the priority date -

(1) a copy of the international application, unless it has been previously
communicated by the Intemnational Bureau orunless it was originally filed inthe
United States Patent and Trademark Office;

(2) a translation of the international application into the English language,
if it was originally filed in another language;

(3) the besic national fee (see §1.492(a)); and

(4) an oath or declaration of the inventor (see §1.497).

(c) The applicant may furnish any required English translation of the
imemational application, the basic national fee and the oath or declaration of the
inventor after 20 months but not later than the expiration of 22 months from the
priority date. The payment of the processing fee set forth in §1.492(f) is reguired
for acceptance of an English translation later than the expiration of 20 monthsg
sfter the priority date. The payment of the surcharge set forth in §1.492(e) is
required for acceptance of the basic national fee or the oath or declaration of the
inventor later than the expiration of 20 months after the priority date.

(d) A copy of any amendments to the claims made under PCT Article 19,
andatranslation of those amendsments into English, if they were made in another
language, must be furnished not later than the expiration of 20 months from the
priority date. Amendmenis under PCT Anicle 19 which are not received by the
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expiration of 20 months from the priority date will be consideredto be cancelled.

(e) Verification of the translation of the international application or any
other document pertaining to an international application may be required
where it is considered necessary, if the international application or other
document was filed in a language other than English.

(f) The documents and fees submitted under paragraphs (b) and (c) of this
section must be clearly identified as a submission to enter the national stage
under 35 U.S.C. 371, otherwise the submission will be considered as being made
under 35 U.S.C.111.

(g) The time limits set cut in paragraphs (b), (c) and (d) of this section may
not be extended pursuant to §1.136 or otherwise.

(h) An intemational application becomes abandoned as to the United
States 20 months from the priority date if a copy of the intemational application
is not communicated to the Patent and Trademark Office prior to 20 months
from the priority date where the United States has been designated but not
elected prior to 19 months from the priority date. If a copy of the intemational
application is communicated within 20 months to the Patent and Trademark
Office, an international application will become abandoned as to the United
States 22 months from the priority date if the required English translation(s),
fees and oath or declaration under 35 U.S.C. 371(c) are not filed within 22
months from the priority date.

37 CFR 1.495 Entering the nationai stage in the United States of
America as an Elected Office

(a) Where 2 Demand has been filed with an appropriate Intemational
Preliminary Examining Authority and not withdrawn by the expiration of 19
months from the priority date, the applicant must fulfill the requirements of 35
U.S.C. 371 within the time periods set forth in paragraphs (b) and (c) of this
section in order to prevent the abanidonment of the intemational application as
to the Unites States of America. Intemational applications for which those
requirements are timely fulfilled will enter the national stage and obtain an
examination as to the patentability of the invention in the Unites State of
America.

(b) The applicant shall fumish to the United States Patent and Trademark
Office not later than the expiration of 30 months from the priority date-

(1) & copy of the international application, unless it has been previously
communicated by the International Bureau orunless it was originally filed inthe
United States Patent and Trademark Office;

(2) a translation of the intemational application into the English language,
if it was originaily file in another language;

(3) the basic national fee (see §1.492(a)); and

(4) an oath or declaration of the inventor (see §1.497).

(c) The applicant may fumnish any required English translation of the
international application, the basic national fee and the oath or declaration of the
inventor after 30 months but not later than the expiration of 32 months from the
priority date, The payment of the processing fee set forth in §1.492(f) is required
for acceptance of an English translation later than the expiration of 30 months
after the priority date. The payment of the surcharge set forth in §1.492(e) is
required for acceptance of the basic national fee or the oath or declaration of the
inventor later than the expiration of 30 months after the priority date.

, (d) A copy of any amendments to the claims made under PCT Anicle 19,
and a translation of those smendments into English, if they were made in another
language, must be fumished not later than the expiration of 30 months from the
priority date. Amendments under PCT Article 19 which are not received by the
expiration of 30 months from the priority date will be considered to be cancelled.

(e) A translation into English of any annexes to the international
préeliminary examination report, if the annexes were made in another language,
must be fumished not later than the expiration of 30 months from the priority
date. Translations of the annexes which are not recieved by the expiration of 30
months from the priority dste may be submitted within 32 months from the
priority date accompanied by the processing fee set forth in §1.492(f). Transla-
tions of the annexes which are not timely received will be considered to be
cancelled.

(f)Verification of the translation of the international application or any
other document perntaining to an intemational application may be required
where it is considered necessary, if the international application or cother
document was filed in & language other than English.

{g) The documents submitted under paragraphs (b) and (c) of this section
must be clearly identified as a submission to enter the national stage under 35
U.S.C, 371, otherwise the submission will be considered as being made under
35US.C.111.
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(g) The time limits set out in paragraphs (b), (c), (d) and (e) of this gection
may not be extended pursuant to §1.136 or otherwise.

(h) An international spplication becomes abandoned as to the United
States 30 months from the priority date if a copy of the intemational epplication
is not communicated to the Patent and Trademark Office prior to 30 months
from the priority date and a Demand for International Preliminary Examination
which elected the United States of America has been filed priortothe expiration
of 19 months from the priority date. If a copy of the international epplication is
communicated within 30 months to the Patent and Trademark Office, an
international application will become abandoned as to the United States 32
months from the priority date if the required English tranelation(s), fees end oath
or declarstion under 35 U.S.C. 371(c) ere not filed within 32 months from the
priority date.

37 CFR 1.496 Examination of International applications in the
national stage

(2) International applications which have complied with the requirements
of 35 U.S.C. 371(c) will be taken up for action based on the date on which such
requirements weremet. However, unless an express request forearly processing
has been filedunder 35 U.S.C. 371(f), no action may be taken prior tc one month
after entry into the national stage.

(b) A national stage application filed under 35 U.S.C. 371 may have paid
therein the basic national fee as set forth in §1.492(a)(4) if it contains, or ig
amended to contain, at the time of entry into the national stage, only claims
which have been indicated in an international preliminary examination report
prepared by the United States Patent and Trad@nark Office as satisfying the
criteria of PCT Article 33(1)-(4) as to novelty, inventive step end industrial
applicability. Such national stage applications in which the basic national fee as
set forth in §1.492(a)(4) has been paid may be amended subsequent to the date
of entry into the national stage only to the extent necessary to eliminate
cbjections as to form or to cancel rejected claims. Such national stage applica-
tions in which the basic national fee as set forth in §1.492(a)(4) has been psid
will be taken up cut of order.

37 CFR 1.497 Qath or declaration under 35 U.S.C. 371(c)(4).

(a) When an applicant of an intemnational application, if the inventor,
desires to enter the national stage under 35 U.S.C. 371 pursusnt to §1.494 or
§1.495, he or she must file an oath or declaration in accordance with §1.63.

(b) I the intemnational application was made as provided in §1.422,1.423
or 1.425, the applicant shall state his or her relationship to the inventor and, upon
information and belief, the facts which the inventor is required by §1.63 to state,

The United States national stage commencement require-
ments are set forth in 35 U.S.C. 371 and 372. In order to retain
the international filing date and enter the national stage in the
United States, and unless the international application was filed
in the United States Receiving Office or was already received
from the International Bureau, the applicant, who must be the
inventor for the United States (35 U.S.C. 373), must timely file
in the Patentand Trademark Office (37 CFR 1.61) the following
items:

(i) a copy of the international application and a English
translation thereof, if necessary,

(ii) Amendments to the claims under PCT Article 19 which
were made before the International Bureau, if any, and an
English translation thereof, if necessary,

(iii) an oath or declaration of the inventor (37 CFR 1.70)
,and

(iv) the national filing fee (35 U.S.C. 376(4) and 37 CFR
1.402(a)). Theapplicantmustsubmitacopy ofthe international
application, if it has not been communicated by the International
Bureau, not later than the expiration of 20 months from the
priority date to avoid abandonment of the application (35
U.S.C.371(d) and PCT Article 22). The filing fee and oath or
declaration may be submitted between 20 and 22 months from
the priority date if accompanied with the surcharge. If the filing
fee, oath or declaration, and any required surcharge are not filed
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by the expiration of 22 months from the priority date, the
application is abandoned. If any required English translation of
the international application is not filed within 20 months from
the priority date, it must be filed within 22 months from the
priority date along with the processing fee (37 CFR 1.492(f)) in
order to prevent abandonment of the international application.
At 20 months the applicant may also file copies of the prior art
cited in the Search Report. After filing, the applicant has the
right to amend the application before the designated Office
within one month after eniry into the national stage. The
amendment may affect the description, claims and drawings,
but may notadd new matter. It should be noted that the time limit
of 20 months from the priority date applies irrespective of
whether the international search report is available.

Entry into the national stage may also occur earlier at the
express request of the applicant under the provisions of 35
U.S.C. 371(f). In order that earlier entry into the national stage
may take place, the applicable requirements of 35 U.S.C.371(c)
must be received by the United States Patent and Trademark
Office. Requirements such as the Search Report and any amend-
ments to the claims must be submitted promptly after they are
made available, if not submitted with the other requirements of
35U.S.C. 371(c).

EARLY PROCESSING OF APPLICATION AT THE U.S.
NATIONAL STAGE

National stage processing in the United States Patent and
Trademark Office will normally not begin until after the expi-
ration of the applicable time limit under PCT Article 22 (35
U.S.C.371(b)).

This is true even if the applicant fulfills the requirements of
35U.5.C. 371(c), paragraphs (1), (2), and (4) to obtain an early
prior art date under 35 U.S.C. 102(e) well before the expiration
of the above mentioned time limit.

Applicants may, however, expressly request early process-
ing at any time after the applicable requirements of 35 U.S.C.
371(c) have been complied with. If a proper express request for
early processing is received, the international application will
promptly be assigned a national serial number and be forwarded
for examination.

PRIOR ART STATEMENT REQUIREMENT FOR
UNITED STATES

If the United States of America is designated, an informa-
tion disclosure statement under 37 CFR 1.97 and 1.98 should be
filed at the time of entering the national stage (35 U.S.C. 371 (b)
or (f)) or within three months thereafter. For purposes of 37 CFR
1.97(a) the date of entry into the national stage is considered to
be “the time of filing the application”.

UNITED STATES DRAWING REQUIREMENTS

When the nature of the subject matter of the invention
admits of illustration by the drawing and the applicant has not
furnished such a drawing, the Commissioner of Patents and
Trademarks may require the submission of such a drawing
within a time period of not less than two months from the
sending of a notice to the applicant (35 U.S.C. 113 and 37 CFR
1.81 and 1.83). Accordingly, whenever filing international
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applications which designate the United States, applicants may
wish to routinely furnish a drawing with each application in
which the subject matter “admits of illustration by a drawing”
even though the drawing is not deemed necessary for the
understanding of the invention,

1892 Filing of Continuation or Continuation-
in-part Application During Pendency of
International Application Designating

the United States [R- 2]

It is possible to file a U.S. national application under 35
U.S.C. 111 during the pendency (prior to the abandonment) of
an international application which designates the United States
without completing the requirements for entering the national
stage under 35 U.S.C. 371(c). The ability to take such action is
based on provisions of the United States patent law. 35 U.S.C.
363 provides that “An international application designating the
United States shall have the effect from its international filing
date under article 11 of the treaty, of a national application for
patent regularly filed in the Patent and Trademark Office...”. 35
U.S.C. 371(d) indicates that failure to timely comply with the
requirements of 35 U.S.C. 371(c) “shall be regarded as aban-
donment by the parties thereof...”. It is therefore clear that an
international application which designates the United States has
the effect of a pending U.S. application from the international
application filing date until its abandonment as to the United
States. The first sentence of 35 U.S.C. 365(c) specifically
provides that “In accordance with the conditions and require-
ments of section 120 of this title,... a national application shall
be entitled to the benefit of the filing date of a prior international
application designating the United States.” The condition of 35
U.S.C. 120 relating to the time of filing requires the later
application to be “filed before the patenting or abandonment of
or termination of proceedings on the first application...” (em-
phasisadded). The filing of a continuation or continuation-in-
part application of an international application may be useful to
patent applicants where the oath or declaration required by 35
U.S.C. 371(c)(4) cannot be filed within 22 months from the
priority date as required by 37 CFR 1.61(b). An applicant filing
an application under 35 U.S.C. 111 may obtain additional time
to file the oath or declaration under 37 CFR 1.53(d) and
1.136(a).

A Continuing application under 35 U.S.C. 365(c) and 120
must be filed before the abandonment or patenting of the prior
application.

37 CFR 1.494 Entering the national stage in the United States of
America as a Designated Office,
seakeskook

(h) An intemational application becomes sbandoned as to the United
States 20 months from the priority date if 2 copy of the intemational application
is not communicated to the Patent and Trademark Office prior 10 20 months
from the priority date where the United States hag been designated but not
elected prior to 19 months from the priority date. If & copy of the international
application is communicated within 20 months 1o the Patent and Trademark
Office, an international application will become gbandoned as to the United
States 22 months from the priority date if the required English translation(s),
fees and oath or declaration under 35 U.S.C. 371(c) are not filed within 22
months from the priority date.
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37 CFR 1.495 Entering the national stage in the United States of
America as an Elected Office
whkbh

(i) Aninternational application becomes abandoned as to the United States
30 months from the priority date if a copy of the international application is not
communicated to the Patent and Trademark Office prior to 30 months from the
priority date and a Demand for Intemational Preliminary Examination which
elected the United States of America has been filed priorto the expiration of 19
months from the priority date. If a copy of the intemstional application is
communicated within 30 months to the Patent and Trademark Office, an
international application will become ebandoned as to the United States 32
months from the priority date if the required English trenslation(s), fees and oath
or declaration under 35 U.S.C. 371(c) are not filed within 32 months from the
priority date.

1895 Review Under PCT Article 25 [R-2]

PCT Article 2§
Review by Designated Offices

(1)(a) Where the receiving Office has refused to accord an intemational
filing date or has declared that the international application is considered
withdrawn, or where the Intemational Bureau has made a finding under Article
12(3), the International Bureau shall promptly send, at the request of the
applicant, copies of any document in the file to any of the designated Offices
named by the applicant.

(b) Where the receiving Office has declared that the designation of any
given State is considered withdrawn, the Intemational Bureau shall promptly
send, at the request of the applicant, copies of any document in the file to the
national Office of such State.

(c) The request under subparagraphs (g) or (b) shall be presented within
the prescribed time limit.

(2)(a) Subject to the provisions of subparagraph (b), each designated
Office shall, provided that the nationsl fee (if any) has been paid and the
appropriate translation (as prescribed) has been fumished within the prescribed
time limit, decide whether the refusal, declaration, or finding, referred to in
paragraph (1) was justified under the provisions of this Treaty and the Regula-
tions, and, if it finds that the refusal or declaration was the result of an error or
omission on the part of the receiving Office or that the finding was the result of
an error or omission on the part of the International Bureau, it shall, as far as
effects in the State of the designated Office are concemed, treat the intemational
application as if such error or omission had not occurred.

(b) Where the record copy has reached the International Bureau after the
expiration of the time limit prescribed under Article 12(3) on account of any
error oromission on the part of the applicant, the provisions of subparagraph (a)
shall apply only under the circumstances referred to in Article 48(2).

35 U.S.C. 366 Withdrawn International applicatlon

Subject to section 367 of this part, if an interational application designat-
ing the United States is withdrawn or considered withdrawn, either generally or
as to the United States, under the conditions of the treaty and the Regulations,
before the applicant has complied with the spplicable requirements prescribed
by section 371(c) of this part, the degignation of the United States shall have no
effect afier the date of withdrawal and shall be considered as not having been
made, unless a claim forbenefit of 2 prior filing date under section 365(c) of this
section was made in a national application, or an intemnational application
designating the United States, filed before the date of such withdrawal. How-
ever, such withdrawn intemationa application may serve asthe basis fora claim
of priority under section 365 (a) and (b) of this part, if it designated a country
other than the United States.
35 U .S.C. 367 Actions of other authorities: Review

(a) Where a Receiving Office otherthan the Patent and Trademark Office
has refused to accord an intemational filing date to an international application
designating the United States or where it has held such application to be
withdrawn either generally or as to the United States, the applicant may request
review of the matter by the Commissioner, on compliance with the requirements
of and within the time limits specified by the treaty and the Regulations. Such
review may result in & determination that such application be considered as
pending in the national stage.

(b) The review under subgection (a) of this section, subject 10 the same
requirements and conditions, may also be requested in those instances where an
international application designating the United States is considered withdrawn

1800-85
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due to a finding by the International Bureau under Article 12(3) of the wreaty.

PCT Article25and 35 U.S.C. 367 provide forreview by the
United States Designated Office of decisions by another Re-
ceiving Office (1) refusing to granta filing date or (2) withdraw-
ing the international application or the designation of the United
States of America.

1896 Effect of U.S. Patent Issued on an Inter-
national Application

PCT Article 46
Incorrect Translation of the Internatlonal Applcation

If, because of an incorrect trenslation of the intemnational epplicstion, the
scope of any patent granted on that application exceeds the scope of the
international application in its original 1anguage, the competent authorities of
the Contracting State concemned may accordingly and retroactively limit the
scope of the patent, and declare it null and void to the extent that its scope has
exceeded the scope of the international application in its original language.

35 U.S.C. 375 Patent issued on international application: Effect

(a) A patent may be issued by the Commissioner based on an international
application designating the United States, in accordance with the provisions of
this title. Subject to section102(e) of this title, such patent shall have the force
and effect of a patent issued on a national application filed under the provisions
of chapter 11 of this title.

(b) Where due to an incorrect translation the scope of a patent granted on
an international application designating the United States, which wasg not
originally filed in the English language, exceeds the scope of the intemational
applicetion in its original language, a court of competent jurisdiction may
retroactively limit the scope of the patent, by declaring it unenforcesble to the
extent that it exceeds the scope of the intemational application in its original
language.

A patentissued on an international application has the same
force and effect as a patent issued on a national application
except that a court may retroactively limit the scope of a patent
if it is too broad because of an incorrect translation, 35
U.S.C.375.

1897 Filing and Prior Art Effect in United
States of America [R-2]

35 U.S.C. 363 International appilcation designating the United
States: Effect

An intemational application designating the United States shall have the
effect, from itsinternational filing date underarticle 11 of the treaty, of anational
application for patent regularly filed in the Patent and Trademark Office except
as otherwise provided in section 102(e) of this title.

37 CFR 1.53 Serizl number, filing date, and completion of

appllcation.
L I I ]

(£) The filing date of an international application designating the United
States of America shall be treated as the filing date in the United States of
America under PCT Anicle 11(3), except as provided in 35 U.S.C. 102(e).

The prior art effect under 35 U.S.C. 102(e) begins on the
date the applicant has fulfilled the requirements of 35 U.S.C.
371(c)(1), (2) and (4). These requirements are that the national
filing fee, a copy of the international application and a verified
English translation thereof, if it was filed in another language,
and an oath or declaration be filed in the United States Patentand
Trademark Office. The international application also becomes
prior art when it is published promptly after the expiration of 18
months from the priority date, or earlier at applicant's request.
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1898.01 International Preliminary
Examination [R-5]
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EXAMINATION PROCEDURE

The International Preliminary Examination is to be carried
out in accordance with PCT Article 34 and PCT Rule 66. After
the Demand is checked for compliance with PCT Rules 53 - 55,
57 and 58, the first step of the examiner is to study the descrip-
tion, the drawings (if any), and the claims of the international
application and the documents describing the prior art as cited
in the International Search Report.

A Written Opinion must be prepared if the examiner:

1. considers that the international application has any of the
defects described in PCT Article 34(4) concerning subject
matter which is not required to be examined or which is unclear
or inadequately supported,

2. considers that the report should be negative with respect
to any of the claims because of a lack of novelty, inventive step
{non-obviousness) or industrial applicability as described in
PCT Article 33(2) - (4),

3. notices any defects in the form or contents of the inter-
national application,

4. considers that any amendment goes beyond the disclo-
sure in the international application as originally filed, or

5. wishes to make an observation on the clarity of the
claims, the description, the drawings or to the question whether
the claims are fully supported by the description (PCT Rule
66.2).

The Written Opinion is prepared on form PCT/IPEA/408 to
notify applicant of the defects found in the international appli-
cation. The examiner is further required to fully state the reasons
for his or her opinion (PCT Rule 66.2(b)) and invite a written
reply, with amendments where appropriate (PFCT Rule 66.2(c))
normally setting a two month time limit for the reply.

The applicant may respond to the invitation by making
amendments or, if applicant disagrees with the opinion of the
examiner, by submitting arguments, as the case may be, or both.

The U.S. Rules of Practice pertaining to international pre-
liminary examination of international applications permit a
second Written Opinion in those cases where sufficient time is
available. Normally only one Written Opinion will be issued.
Any response received after the expiration of the time limit set
for response to a Written Opinion will not be considered in pre-
paring the International Preliminary Examination Report.

If the applicant does not respond to the Written Opinion
within the settime period, the International Preliminary Exami-
nation Report will be prepared after expiration of the time limit
and sufficient time to have any response clear the Mail Room.

If after initial examination of the international application,
there is no negative statement or comment to be made, then only
the International Preliminary Examination Report will be pre-
pared without a Written Opinion having been issued.
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1898.01(a) Provisions of Agreement with the
International Bureau to serve as an Interna-
tional Searching and Preliminary Examination
Authority [R-5]

A copy of the Agreement appears in MPEP §1804

PCT Article 32
The Internstlonal Preliminary Examining Authority

(1) Internationsl preliminary exsmination shall be camied ocut by the
Intemnational Preliminary Examining Authority.

(2) In the case of demnands referred to in Article 31(2)(a), the receiving
Office, and, in the case of demands referred toin Anicle 31(2)(b), the Assembly,
shall, in accordance with the spplicable agreement between the interesied
Intemationel Preliminary Examining Authority or Authorities and the Intema-
tional Bureau, specify the Intemational Preliminary Examining Authority or
Authorities competent for the preliminary examination.

(3) The provisions of Arnicle 16(3) shall apply, mutatis mutandis, in
respect of the International Preliminary Examining Authorities.

PCT Article 34
Procedure before the Internatienal Preliminary Examining
Authority

(1) Procedure before the Intemational Preliminary Examining Authority
shall be govermned by the provisions of this Treaty, the Regulations, and the
agreement which the International Bureau shall conclude, subject 1o this Treaty
and the Regulations, with the said Authority.

kg

37 CFR 1.416 The United States International Preliminary
Examining Authority

(2) Pursuant to appointment by the Asgembly, the United States Patent and
Trademark Office will act ag an International Preliminary Examining Authority
for intemationsl applications filed in the United States Receiving Office and in
other Receiving Offices as may be agreed upon by the Commissioner, in
accordance with agreement between the Patent and Trademark Office and the
Intemational Buresu.

(b) The United States Patent and Trademark Office, when acting as an
Intemations! Preliminary Examining Authority, will be identified by the full
title “United States Intemational Preliminary Examining Authority” or by the
abbreviation “IPEA/US.”

(¢) The major functions of the International Preliminary Examining
Authority include:

(1) Receiving and checking for defects in the Demand;

(2) Coliecting the handling fee for the Intemational Bureau and the
preliminary examination fee for the United States Intemational Preliminary
Examining Authority;

(3) Informing applicant of receipt of the Demarid;

(4) Congidering the matter of unity of invention;

(5) Providing an intemational preliminary examination report which is a
non-binding opinion on the questions whether the claimed invention appears to
be novel, to involve inventive step (to be non-obvious), and to be industrially
applicable; and

~  (6) Transmitting the intemnational preliminary examination report to
applicant and the Intemational Bureau.

An agreement has been concluded between the United
States Patent and Trademark Office (USPTO) and the Interna-
tional Burean under which the USPTO agrees 0 serve as an
International Preliminary Examining Authority for those appli-
cations filed in the USPTO as a Receiving Office and for those
international applications filed in other receiving Offices for
which the USPTO has served as an International Searching
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Authority.

The agreement is provided for in PCT Articles 32(2) & (3)
and 34(1), and in PCT Rules 58.3, 59.1, 63.1, 72.1, 754, and
77.1(a). Authority is givenin 35 U.S.C. 361(c), 362(a) & (b) and
in364(a). 37 CFR 1.416(a) and PCT Administrative Instruction
§ 103(c) are also relevant.

1898.01(b) Preparation for filing of Demand
[R-5]

37 CFR 1.480 Demand for internatioral preliminary examination.

(a) On the filing of a Demand and payment of the fees for intemational
preliminary examination (§1.482), the intemational application shell be the
subject of an international preliminary examination. The preliminary examina-
tion fee (§1.482(a)(1)) and the handling fee (§1.482(b)) shall be due at the time
of filing of the Demand.

(b) The Demand shall be made on a standardized printed form. Copies of
the printed Deméend forms are available from the Patent and Trademark Office.
Leners requesting printed forms should be marked “Box PCT™.

(c) If the Demand is made prior to the expiration of the 19th month from
the priority date and the United States of America is elected, the provisions of
§1.495 shall apply rather than §1.494.

(@) Withdrawal of a proper Demand will not entitle applicent to a refund
of the preliminary examination fee or handling fee.

The Demand should be filed on PCT Form PCT/IPEA/401
along with the fee calculation sheet. These forms may be
obtained free of charge by requesting them by writing to the
United States Patent and Trademark Office, Box PCT, Wash-
ington D.C. 20231 or by telephone by calling (703) 557-2003.

1898.01(b)(1) Amendments filed with Demand
[R-5]

PCT Rule 66
Procedure before the International Preliminary Examining

Authorlty
ROEED

66.8 Form of Amendments

() The applicant shall be required to submit a replacement sheet forevery
sheet of the intemnational application which, on account of an amendment,
differs from the sheet originally filed. The letter accompanying the replacement
sheets shall draw attention tothe differences between the replaced sheets and the
replacement sheets. Tothe extent that any amendment results in the cancellation
of an entire sheet, that amendment shall be communicated in a letter.

(b) [Deleted]

66.9 Language of Amendments

If the international application has been filed in & langnage other than the
language in which it is published, any amendment, as well as any letter referred
to in Rule 66.8(a), shall be submitted in the language of publication.

PCT Administrative Instructlons Section 602
Amendments under Rule 66.8(a)

(2) The Intemational Preliminary Examining Authority shell indelibly
mark, so astoadmit of direct reproduction in any of the manners set forth in Rule
11.2(a), in the upper right-hand comer of each replacement sheet submitted
under Rule 66.8(a), the international application number and the date on which
it was received and, in the middle of the bottom margin, the words “SUBSTI-
TUTE SHEET” or their equivalent in the language of publication of the
international application. It shall keep in its files any replaced sheet, the letter
accompanying the replacement sheet or sheets, and any letier referred to in the
last sentence of Rule 66.8(a)

(b) Section 311(b)(iii) shall apply when one or more sheets are added
under Rule 66.8(s)

Rev. 5, July 1987



1898.01(b)(2)

37 CFR 1.485 Amendments by applicant during international
preliminary examination.

The applicant may make amendments at the time of filing of the Demand
and within the time limit set by the Intemational Preliminary Examining
Autharity for response to the written opinion. Any such amendments must -

(1) be made by submitting a replacement sheet for every sheet of the
application which differs from the sheet it replaces unless an entire sheet &
cancelled and

(2) include a description of how the replacement sheet differs from the re-
placed sheet. If an amendment cancels an entire sheet of the intemnational
application, that amendment shall be communicated in a letter.

Amendments may be filed with the Demand if desired to
place the application claims in better condition for international
preliminary examination. Suchamendments , however, may not
include new matter and must be accompanied with adescription
of how the replacement sheet differs from the replaced sheet.

1898.01(b)(2) Applicant’s Right te file a
Demand [R-5]

PCT Article 31
Demand for International Preliminary Examination
Cebkk
(2)2) Any applicant who is a resident or national, as defined in the
Regulations, of a Contracting State bound by Chapter II, and whose intema-
tional application has been filed with the receiving Office of or acting for such

State, may make a demand for intemational preliminary examination
kG gkk

PCT Rule 54
The Applicant Entitied to Make 2 Demand

54.1 Residence and Nationality

The residence or nationality of the applicant shall, for the purposes of
Article 31(2), be determined according to Rules 18.1 and 18.2.
54.2 Several Applicants: Same for All Elected States

If allthe applicants are applicants for the purposes of all elected States, the
right to make a demand under Article 31(2) shall exist if at least one of them is

(i)  resident or national of a Contracting State bound by Chapter I and the
intemational application has been filed as provided in Article 31(2)(a), or

(ii) a person entitled to make a demand under Article 31(2)(b) and the
intemnational application has been filed as provided in the decision of the
Assembly.
54.3 Several Applicants: Different for Different Elected States

(a) For the purposes of different elected States, different applicants may
be indicated, provided that, in respect of each elected State, at least one of the
applicants indicated for the purposes of that State is

(i) a resident or national of a Contracting State bound by Chapter Il and the
international application has been filed as provided in Article 31(2)(a), or

(ii) 2 person entitled to make 2 demand under Article. 31(2)(b) and the
international application has been filed as provided in the decision of the
Assembly.

(b) [Deleted]
54.4 Applicant Not Entitled to Make a Demand or an Election

(2) If the applicant does not have the right or, in the case of several
applicants, if none of them has the right to make & demand under Article 31(2),
the demand shall be considered not to have been submitted.

(b) If the requirement under Rule 54.3(a) is not fulfilled in respect of any
elected State, the election of that Siate shall be considered not 1o have been
made.

At least one applicant must be a resident or national of a
state bound by Chapter II for each Elected State. If such is not
the case the election of such a state will be considered as not
having been made. If no applicant has the right to file a Demand,
the Demand is considered as not having been submitted.

Rev. §, July 1987
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1898.01(b)(3) States which may be Elected
[R-5]

PCT Article 31

Demand for International Preliminary Examination
gk

(4)(a) The demand shall indicate the Contracting State or States in which
the applicant intends to use the results of the international preliminary exami-
nation (“elected States™). Additional Contracting States may be elected later.
Election may relate only to Contracting States already designated under Asticle
4.

{(b) Applicants referred 1o in paragraph (2)(a) may elect any Contmcting
State bound by Chapter IL. Applicants referred to in paragraph (2)(b) may elect
only such Contracting States bound by Chapter I as have declared that they are
prepared to be elected by such applicants.

derdetledife

Only PCT member states which have ratified or acceded to
Chapter 1I and which were designated in the Reguest may be
elected under Chapter I1. The Assembly has taken no action to
allow persons who are residents or nationals of a State not party
to the PCT or not bound by Chapter II to make a Demand under
Article 31(2)(b). At the present time all PCT member States
except Denmark, Norway, Lichentenstein, Republic of Korea
(South Korea), and Switzeriand are members of Chapter II and
may be elected.

1898.01(b)(4) Agent’s Right to Act [R-5]

Any agent entitled to practice before the receiving Office
where the international application was filed may represent the
applicant before the international authorities, PCT Article 49.

If for any reason, the examiner needs to question the right
of an attorney or agent to practice before the International Pre-
liminary Examining Authority, the USPTO roster of registered
attorneys and agents should be consulted. If the international
application was filed with a Receiving Office other than the
United States, Form PCT/IPEA/410 may be used to ask the Re-
ceiving Office with which the international application was
filed, whether the agent named in the international application
has the right to practice before that Office,

The PCT Article and Regulation governing the right to
practice are Article 49 and Rule 83.

1898.01(c) Filing of Demand [R-5]

PCT Article 31
Demand for International Preliminary Examination

(1) On the demand of the applicant, his international application shall be
the subject of an intemational preliminary examination as provided in the
following provisions and the Regulations.

de ks

(3) The demand for intemational preliminary examination shall be made
separately from the intemational application. The demand shall contain the
prescribed particulars and shall be in the prescribed language and form.

s e

(6)(a) The demand shall be submitied to the competent International

Preliminary Examining Authority referred to in Article 32.

oo sk
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PATENT COOPERATION TREATY
DEMAND
URNDER ARTICLE 31 OF THE PATENT COOPERATION TREATY:
THE UNDERSIGNED REQUESTS THAT THE INTERNATIONAL APPLICATION SPECIFIED BELOW

BE THE SUBJECT OF INTERNATIONAL PRELIMINARY EXAMINATION
ACCORDING TO THE PATENT COOPERATION TREATY

Ap'plicanl‘s or Agent's File
Reference (indicated by applicant if desired):

CMC=-123
International Application No. Internationa! Filing Date {Earliest) Priority Date
PCT/UUS87/88888 06 July 1987 (06.07.87) 15 July 1986 (15.07.86)

Title of Invention

Box Ne.I IDENTIFICATION OF THE INTERNATIONAL APPLICATION

Self~Steering Gear for Sailboats

Box No. 11 APPLICANT(S). Further epplicants are indicated on a continuation sheet D

Name and address, including postai code and country:

Columbia Marine Corporation
100 Front Street

Annapolis, Maryland 20726
United States of America

State of nationality: Us State of residence *:

us

Telephone number Telegraphic Teleprinter
(including area code): 301-556-1122 address: eddress:
Name and zddress, including postal code and country:

Jones, John Paul

200 Shady Grove Road

Davidsonville, Maryland 20720
United States of America

State of nationality: State of residence *:

Us us

(B:oAxslgg.)lll AGENT OR COMMON REPRESENTATIVE (IF ANY} ADDRESS FOR NOTIFICATIONS (IN CERTAIN

The following named sgent or common representative

1. E has been appointed eerlier end represents the spplicant also for international preliminary examination
2. D is hereby appointed and any earlier appointment of an agent is hereby revoked

3. D is hereby appointed, in eddition to the agent(s) appointed earlier, for the procedure before the International Preliminary
Exemining Authority

Name ond address, including posial code end country: I the space below is used instead for an

address for notifications, check here
Adams, John Q.
bddamg, Baker and Charlie
1200 Marina Drive
Baltimore, Maryland 20820
United States of America

Telephone number - - Telegraphic Teleprint

(including area code): 301=577=7777 addrcss? meﬂ:g;;n ¢

¢ If the State of resid is not indiceted, it will be d that it is the same &s the State indicated in the address.
Form PCT/IPEA/401 (first sheet) (July 1987) See notes on accompanying sheet
OMB No. 0651-0021

Expiration Date 12/89

1800-89 Rev. 5, July 1987
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Sheet number 2 PCT/ USB7/ 86688

Ber Ne. IV DECLARATION CONCERNING AMENDMENTS OF THE CLAIMS

Applicant wishes internations! preliminary examinetion to stant prompily on the basis of the clsims

@ s filed (emendments under Article 19 have not been made sad will not be made)
D as amended under Article 19
D es epecified on the stiached sheet

BOX Ne.V ELECTION OF STATES

The following designated Stetes are hereby elected (please check the applicable boxes):

Regleaal Patent

E EP Emvu Patent: AT Austris, BE Belgium, DE Germany (Federal Republic of), FR France,
GB United Kingdom, ET Italy, LU Luxembourg, NL Netherlands, SE Sweden,
end any other Contracting State of the Europesan Patent C ion which has become party to the PCT (including Chapter 11
theseof) or bound by Chapter 11 of the PCT after the igsuence of this sheet (specify on dotted line):

D OA OAPI Patent: Benin, Camercon, Central African Republic, Chad, Congo, Gebon, Mali, Mauritenis, Senegal, Togo,
zad any other member State of CAPI which hes become perty 1o the PCT (including Chapter 11 thereof) after the issuance of

this sheet.
Netlona! Patent
[] AT Ausiria [] 18 sriLanka
E AU Australia D LU Luxembourg
D BE Barbados D MC Monaco
[[] 86 Bulgaris [[] MG Madagascer
[X BR Brazil [] Mw Matawi
@ DE Germany (Federal Republic of) D KL Netherlands
m FI  Finland D RO Romenia
[] 6B United Kingdom [[] sp suden
D HU Hungary D SE Sweden
JP  Japan D 8U Soviet Union
D KP Democratic People’s Republic of Korea m US United States of America

Sﬁue reserved for electing States which heve become periy to the rci (inciuding Chapter Il thereof) or bound by Chapter 11 of the PCT
after the igsuance of this sheet:

............................................................................................................

Beoxz Ne. VI SIGNATURE

/dm Adarg,

John Adams

(The following is to be filled in by the International Preliminary Examining Authority)

1. Date of actual receipt of DEMAND:

2. Adjusted date of receipt of DEMAND due to CORRECTIONS under Rule 60.5(b):

Form PCT/IPEA /401 (lsst sheet) (July 1987) Sec notes on accompunying sheet
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NOTES TO THE DEMAND FORM (FCT/IPEA/461)

These Notes gre intended to give some information concern-
ing international preliminary examination under Chapter If of the
PCT and to facilitate the filling in of the present form. For authen-
tic information, see the text of the Patent Cooperation Treaty and
the texts of the Regulations and the Administrative Instructions
under that Treaty. In case of discrepancy between these Notesand
the said texts, the latter are applicable. For more detailed informa-
tion, see also the PCT Applicant’s Gulde, a publication of WIFQ.

“Article” refers to Articles of the Treaty, “Rule” refers to
Rules of the Regulations and “Section” refers to Sections of the
Administrative Instructions.

IMPORTANT GENERAL INFORMATION

Whe May File a Demsand (Article 31(2)a))? A demand (for
internstional preliminary examination) may only be filed by an
applicant who is a nstional or resident of a PCT Contracting State
which isbound by Chapter Il of the PCT; furthermore, the interna-
tional application must have been filed with the receiving Office of,
or acting for, such State. Where there are several applicants, atleast
one of them must qualify for the purposes of each elected State
(Rule 54.3(a)).

Where Mast the Demand Be Filed (Anticle 31(6X2))? The
demand must be filed with the International Preliminary Examin-
ing Authority (IPEA). The receiving Office with which the interna-
tional application was filed will, upon request, give information
gbout the competent IPEA (or see Annex C of the PCT Appli-
cant’s Guide, Volume I). if several IPEAs are competent, the ap-
plicant has the choice znd the demand must be filed with (and the
fees must be paid to) the IPEA chosen by the applicant.

Whes Mest the Demand be Flled (Anticle 39(1))? The
demand must be filed before the expiration of 19 meaths from the
pelority date in orderto extend the time limit for entering the natio-
nal phase of the PCT procedure from 20 10 30 months from the pri-
ority date, Warning: if the demand is filed later, the national phase
will not be delayed in respect of the elecied States and the appli-
cant must enter the national phase before the expiration of the
time limit applicable under Article 22 (which is usually 20 months
from the priority date).

Is Which Langusge Must the Demand be Filed (Rule 55.1)?
The demand must be filed in the language of the iniernational ap-
plication if that language is English, French, German, Japanese
or Russian; otherwise, the demand must be filed in English.

Whe! Is the Lesguage of Correspondence (Rules 66.9 and 92.2,
Section 104)?7  Any letter from the applicant to the IPEA musi be
inthe same language asthe international application to whichit re-
lates. However, the IPEA may authorize the use of another lan-
guage for letters which do not contain or relate to amendments of
the international application, whereas amendments and letters re-
lating thereto must be in the language of publication. Aay let-
ter from the applicant to the Internationa! Bureau must be in the
same language &s the internationa) application if that language is
English or French; otherwise, it must be in English or French, a1
the choice of the applicant.

Which Fees Must be Feld end When (Rules 57 and 58)? At
the time the demand is submitted, the applicant must pay

(i) the preliminary examination fee, and
(ii) the handling fee.

For detzils concerning the payment of those fees, see the Fee Cal-
culation Sheet.

NOTES TO BOX No. |

Identification ef the Internations! Application (Rule 53.6):
The international application aumber must be indicated in Box
No. I. Where the demand is filed at 8 time when the international
application number has not yet been notified by the receiving Of-
fice, the name of that Office must be indicated instead of the inter-
national application number.

interestions] Filing Date end Priority Date (Section 110):
They must be indicated by the arabic number of the day, the
name of the month and the arabic number of the year; sfter or
below such indication, the date should be repeated in parenthe-
sis by indicating it by two-digit arabic numerals each for the
number of the day, for the number of the month and for the last
two numbers of the year, e.g., 10 June 1986 (10.06.86). Where the
international application claims the priority of several earlier ap-
plications, the filing date of the earliest application whose prior-
ity is claimed must be indicated as the priority date.

ROTES TO BOX Ne. B

Applicant(s) (Rule 53.4): Make here the relevant indica-
tions as appearing in Boxes Nos. Il and 11l ofthe REQUEST (Form
PCT/RO/101). The Notestothe REQUEST apply musaris matandis.

If different applicants for different designated States are indi-
cated in the REQUEST pari of the international application, indi-
cate only the names of the applicants for the States elected in Box
No. V (no indication of the States for which a person is applicant
must be made, because those indications have been made in the
REQUEST). If there are more than two applicants, make the re-
quired indications on the “continustion sheet.”

NOTES TO BOX Ne. Il

Agent or Common Representative (Rule 53.5): The first
check-box must be marked where the applicant is already repre-
sented by an agen! or where a common representative has
been appoinied. The second chedi-box must be marked where
the applicant was not represented in the esarlier stages of the
PCT procedure and now wants to be represented by an ggent be-
fore the IPEA, or where the applicant was represented in the earli-
er stages of the PCT procedure but wants to change the agent for
the procedure before the IPEA. The third check-box must be
marked where the applicant wants to be represented by an ad-
ditional agent appointed only for the procedure before the
IPEA without revocation of any earlier appointment; please
note that in the latter case all notifications issued by the IPEA
will be addressed only to that additional agent. Where the sec-
ond or the third check-box is marked and the applicant does
not sign himself the demand, a separate power of attorney
must be filed with the International Bureau of WIPO or with
the receiving Office (Rule 90.3(b)).

Address for Notifications (Rule 4.4(d)):  Ifnoagent hasbeen
appointed, a special address for the sending of notifications to the
applicint may be indicated in Box No. Itl instead of the name and
address of an agent. That address must be different from the
address given in Box No. Il and the special check-box must be
marked. If an agent has been appointed, notifications will be
sent to his address.

NOTES TO BOX Ne. IV

Dedaration Comoerning Amendments of the Clalms (Rules
62.2, 66.1 and 69.1(b)):  Marking of the appropriate check-box
is recommended, as it will help the IPEA to know immediately
to which claims the internationa! preliminary examination must
be directed. Intermnational preliminary exemination can only
start once this is clear,

Itisrecalled that any amendment to the claims under Article
19 orany declaration that the applicant does not intend to file such
amendments, are required to be filed with the Intemational
Bureau. That Bureau will promptly transmit any amendment or
declaration to the IPEA. The international preliminary examina-
tion can start when the IPEA has received from the Intemational
Bureau such amendments or such declaration or a notice that na
amendments heve been filed in the prescribed time limit.

In case the demand for international preliminary examine-
tion has already been submitted, the applicant must, if he subse-
quently files amendments under Article 19 with the International
?;Ereau ,file at the same time a copy of such amendments with the

A,

The third of the three check-boxes relates to amendments
under Rule 66.1. Those amendments must be filed with the IPEA.
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NOTES TO BOX Ne. V

Election of States (Rule 53.7):  Only States which are bound
by Chapter 11 of the PCT and which have been designated at the
time of filing the international application (in the REQUEST) can
be elected. The election is effected by marking the applicable
check-box. The kind of protection or treatment desired follows the
indication made in the REQUEST part of the international appli-
cation. if a Eusropean patent is desired and only some of the Con-
tracting States of the Eusopean Patent Convention have been des-
ignated for a European patent in the REQUEST part of the in-
ternational epplication, the names of the other such States must
be struck out. Switzerland and Liechtenstein are not bound by
Chepter I and cannot be elected; however, if they have been
designated in the REQUEST part of the international applica-
tion for a European patent together with at least one other
Contracting State of the European Patent Convention, the time
limit under PCT Article 39(1) applies also with respect to those

07/1987

two States if the other State has been elected before the expira-
tion of 19 months from the priority date. Further States which
are, at the time of publication of these Notes, not bound by
Chapter Il and cannot be elected are: Denmark, Norway and
the Republic of Korea. Wamlng: if Jepen is elected and the in-
ternational application was filed in a language other than Japa-
nese, a translation into Jepanese of the international application
must be furnished to the Japanese Patent Office within 20
months from the priority date.

NOTES TO BOX Ne. VI

Stgnsture (Rule 53.8): The demand must be signed by the
applicant or by his agent. If the demand is not signed by (all) the
applicant(s), a power of attorney signed by (all) the applicant(s)
must be filed with the Intemational Bureauv of WIPO or with the
receiving Office, unless the agent has previously been appointed.
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PATENT COOPERATION TREATY 1898.01(c)
FEE CALCULATION SHEET
ANNEX TO THE DEMAND FOR INTERNATIONAL PRELIMINARY EXAMINATION
APPLICANT For use by
IPEA

Columbia Marine Corporation

INTERRNATIONAL APPLICATION NUMBER

DATE STAMP OF THE IPEA

PCT/US87/88888

1. PRELIMINARY EXAMINATION FEE. .........

il. HANDLING FEE

indicate the smount fixed in the Schedule of Fees

Repeat the emount indicsted in Box h
if the Soviet Union hss been elected............

entered in Box h, and enter the total in Box H.

DEPOSIT ACCOUNT

TOTAL Box

EXAMINING AUTHORITY IF THE LATIER HAS &

Add the amount (if any) entered in Box by to the amount
This figure is the emount of the HANDLINGFEE..............ccovinten.

THIS FIGURE IS THE TOTAL AMOUNT OF THE PRESCRIBED
FECECSo a%%Ml‘lTED OR TO BE CHARGED TO THE DEPOSIT $520.00
ACCOUNT .. i iiitieteneannrearonnnes Wrsevsseestasacanne

$370.00

..........................

L]
150.00

.................

by

.................

$150.00

1. TOTAL OF PRESCRIBED FEES SUBMITTED OR TO BE CHARGED TO

Add the smounts entered in Boxes P and H, and enter thé total in the

- JQAL

THE APPLICANT MAY PAY THE PRESCRIBED FEES BY CHEQUE, POSTAL MONEY ORDER. BANK
DRAFT, CASH. REVENUE STAMPS, COUPONS, ETC. PAYMENT SHOULD BE MADE IN THE PRE-
SCRIBED CURRENCY TO THE [ACCOUNT OF, ACCOUNT INDICATED BELOW OF, ORDER OF) THE
INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY. PAYMENT MAY ALSO BE MADE BY
AUTHORIZATION TO CHARGE A DEPOSIT ACCOUNT AT THE INTERNATIONAL PRELIMINARY

DEPOSIT ACCOUNT SYSTEM.

DEPOSIT ACCOUNT AUTHORIZATION

gbove to my deposit account.

Deposit Account Number Date

_ 29-1111 10_February 1988

The IPEA/ {3  is bereby suthorized to charge the toial fees indicated sbove to my deposit account.
& The 1PEA/S US is hereby suthorized 1o charge sny deficiency or credit any overpayment in the total fees indicated

Jin ddane

Signature

dohn Adams.

Form PCT/IPEA1401 (Anpex) (July 1987)
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See notes on reverse side
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N PCT Rule 53
The Demand

53.1 Form

(a) The demand shall be made on a printed form.

(b) Copies of printed forms shall be fumished free of charge by the
receiving Offices to the applicants.

(c) The particulars of the forms shall be prescribed by the Administrative
Instructions.
53.2 Contents

(a) The demand shell contain:

(i) & petition,

(ii) indications conceming the applicant and the agent if there is an agent,

(iii) indications conceming the intemational application to which it
relates,

(iv) election of States.

(b) The demand shall be signed.
53.3 The Petition

The petition shall be to the following effect and shall preferably be worded
as follows: “Demand under Article 31 of the Patent Cooperation Treaty: The
undersigned requests that the intemational application specified below be the
subject of international preliminary examination according to the Patent Coop-
eration Treaty.”
53.4 The Applicant

As to the indications conceming the applicant, Rules 4.4 and 4.16 shall
apply, and Rule 4.5 shall apply mutatis mutandis.
53.5 The Agent

If an agent is designated, Rules 4.4, 4.7, and 4.16 shall apply, and Rule 4.8
shell apply mutatis mutandis.
53.6 Identification of the International Application

The intemational spplication shall be identified by the name of the
receiving Office with which the intemational application was filed, the name
and address of the applicant, the title of the invention, and, where the intema-
tiongl filing date and the intemational application number are known to the
applicant, that date and that number.
53.7 Election of States

The demand shall name, among the designated States, at least one Con-
tracting State bound by Chapter IT of the Treaty as elected State.
53.8 Signature

The demand shall be signed by the applicant.

PCT Rule 55

Languages (Internationz! Preliminary Examination)

55.1 The Demand

The demand shall be in the language of the international application or, if
the international application has been filed in 2 language other than the language
in which it is published, in the language of publication.

. PCT Rule 59
The Competent International Preliminary Examining Autherity

59.1 Demands under Article 31(2)(a)

For demands made under Article 31(2)(a), each Contracting State bound
by the provisions of Chapter II shall, in accordance with the terms of the
applicable agreement referred to in Article 32(2) and (3), inform the Interna-
tional Bureau which International Preliminary Examining Authority is or which
Intemationgal Preliminary Examining Authorities are competent for the intera-
tional preliminary examination of international applications filed with its
national Office, or, in the case provided for in Rule 19.1(b), with the national
Office of ancther State or an intergovernmental orgenization acting for the
former Office, and the Internstional Buresu shall promptly publish such
information. Where several International Preliminary Examining Authorities
are competent, the provisions of Rule 35.2 shall apply mutatis mutandis.

59.2 Demands under Article 31(2)(b)

As to demands under Article 31(2)(b), the Assembly, in specifying the
Intemational Preliminary Examining Authority competent for international
applications filed with a national Office which is an International Preliminary
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Examining Authority, shall give preference to that Authority; if the nstional
Office is not an Intemational Preliminary Examining Authority, the Aszembly
shall give preference to the Intemational Preliminary Examining Authority
recommended by that Office,

PCT Rule 63
Minimum Requirements for International Preliminary
Examining Authorities

63.1 Definition of Minimum Requirements

The minimum requirements referred to in Article 32(3) shall be the
following:

(i) the national Office or intergovernmental organization must have at
least 100 full-time employees with sufficient technical qualifications to carry
out examinations;

(ii) that Office or organization must have at its ready disposal at least the
minimum documentation referred to in Rule 34, properly arranged for exami-
nation purposes;

(iii) that Office or organization must have a staff which is capable of
examining in the required technical fields and which has the language facilities
to understand at least those languages in which the minimum documentation
referred to in Rule 34 is writien or translated.

37 CFR 1.8 Certificate of Mailing

(a) Except in the cases enumerated below, papers and fees required to be
filed in the Patent and Trademark Office within a set period of time will be
considered timely filed if*

(1) They are addressed to the Commissioner of Patents and Trademarks,
Washington, D.C. 20231, and deposited with the U.S. Postal Service with
sufficient postage as first class mail prior to expiration of the set period; and

(2) They also include a certificate for each paper or fee stating the date
of deposit. The person signing the certificate should have reasonable basis to
expect that the correspondence would be mailed on or before the date indicated.
The actual date of receipt of the paper or fee will be used for all other purposes.
This procedure does not apply to the following:

% % %

(xi) Thefiling of intemational applications for patent and
all papers and fees relating thereto.

* % % % %

Applicants should mail the demand and appropriate fees di-
rectly to the Intemational Preliminary Examining Authority
they desire to prepare the international preliminary examination
report, U.S. applicants who have had the international search
prepared by_the European Patent Office may also request the
European Patent Office to act as the International Preliminary
Examining Authority. The use of the European Patent Office as
an International Preliminary Examining Authority by United
States applicants is further limited to 500 international applica-
tions a year for the first 3 years that Chapter II is in effect for the
United States. Applicants should consult the USPTO Official
Gazette or the PCT Branch for the latest information as to the
number of Demands that have been filed in the European Patent
Office.

Demands filed in the European Patent Office should be
addressed to:

European Patent Office
Erhardstrasse 27

8000 Munich 2,

Federal Republic of Germany.

Demands directed to the United States Patent and
Trademark Office should be addressed to:
United States Patent and Trademark Office
Box PCT
Washington, D.C. 20231.
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PATENT COOPERATION TREATY

The Express Mail™ provisions of 37 CFR 1.10 may be
used to file a Demand under Chapter II in the USPTO.

All Demands filed in the USPTO must be in the
English language.

1898.01(c)(1) Preliminary Examination Fees
[R-5]

PCT Artlcle 31
Demazand for International Preliminary Examination
ek
(5) The demand shall be subject to the payment of the prescribed fees
within the prescribed time limit.

LA 22

PCT Rule §7
The Handilng Fee
57.1 Requirement to Pay

(2) Each demand for preliminary examination shall be subject to the
payment of & fee for the benefit of the International Bureau (*hendling fee™) to
be collected by the Intemational Preliminary Examining Authority to which the
demand is submitted.

(b) Where, because of later election or elections, the international prelimi-
nary examination report must, in application of Article 36(2), be translated by
the International Bureau into one or more additional languages, 2 “supplement
to the handling fez" shall be collected by the Intemnational Bureau.

57.2 Amounts of the Handling Fee and the Supplement to the Handling Fee

(a) The amount of the handling fee is as set out inthe Schedule of Fees. The
amount payable in any particular case shall be the amount as so set out, increased
by a2 many times the same amount as the number of languages into which the
international preliminary examination report must, in application of Asicle
36(2), be translated by the Intemational Buresu.

(b) The amount of the supplement to the handling fee is as set cut in the
Schedule of Fees. The amount payable in any pariicular case shell be the amount
as so set out, multiplied by the number of additional languages referred to inRule
57.1(b).

(c) The amount of the handling fee shall be established, for each Intemna-
tional Preliminary Examining Authority which, under Rule 57.3(c), prescribes
the payment of the handling fee in a currency or currencies other than the Swiss
currency, by the Director General after consultation with that Authority and in
the currency or currencies prescribed by that Authority (“prescribed currency™).
The amount in each prescribed currency shall be the equivalent, in round figures,
of the amount of the handling fee in Swiss currency set out in the Schedule of
Fees. The amounts in the prescribed currencies shall be published in the Gazette.

(d) Where the amount of the handling fee set out in the Schedule of Fees
is changed, the comresponding amounts in the prescribed currencies shatl be
applied from the same date as the amount set out in the amended Schedule of
Fees.

(e) Where the exchange rate between Swiss currency and any prescribed
eurrency becomes different from the exchange rate last applied, the Director
Generel shall establish the new amount in the prescribed currency according to
directives given by the Assembly. The newly established amount shall become
applicable two months after its publication in the Gazette, provided that the
interested International Preliminary Examining Authority and the Director
General may agree on a date falling during the said two-month period in which
case the amount shall become applicable for that Authority from that date.
57.3 Time and Mode of Payment
- (a) The handling fee shall be due at the time the demand is submitted,

(b) Any supplement to the handling fee shall be due at the time the later
election is submitted.

(c) The handling fee shall be paysble in the currency or currencies
prescribed by the International Preliminary Examining Authority to which the
demand iz submitied, it being understood that, when transferred by that
Authority to the Intemnational Bureau, it shall be freely convertible into Swiss
currency.

(d) Any supplement to the handling fee shall be payable in Swiss currency.
57.4 Failure to Pay (Handling Fee)

(z) Where the handling fee is not paid as required, the Intemnational
Preliminary Examining Authority shall invite the applicant to pay the fee within

1800-95
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one month from the date of the invitation.

(b) If the applicant complies with the invitation within the one-month time
limit, the handling fee shall be considered as if it had been paid on the due date.

(c) If the applicant does not comply with the invitation within the
prescribed time limit, the demand shall be considered as if it had not been
submitred.

57.5 Failure to Pay (Supplement io the Handling Fee)

(a) Where the supplement to the handling fee is not paid as required, the
International Bureau shell invite the applicant to pay the supplement within one
month from the date of the invitation.

(b) If the applicent complies with the invitation within the one-month time
limit, the supplement to the handling fee shall be considered as if ithad been paid
on the due date. .

(c) If the applicant does not comply with the invitation within the
prescribed time limit, the later election shall be considered as if ithad not been
submitted.

57.6 Refund

In no case shall the handling fee, or the supplement to the handling fee, be

refunded.

PCT Rule 58
The Preliminary Examination Fee

58.1 Right to Ask for a Fee

(2) Each Intemational Preliminary Examining Authority may require that
the applicant pay a fee (“preliminary examination fee") for its benefit for
carrying out the international preliminary examination and for performing all
other tasks entrusted to International Preliminary Examining Authorities under
the Treaty and these Regulations.

(b) The amount and the due date of the preliminary exsmination fee, if any,
shall be fixed by the Intemational Preliminary Examining Authority, provided
that the said due date shell not be earlier than the due date of the handling fee.

(c) The preliminary examination fee shall be payable directly to the
Intemnational Preliminary Examining Authority. Where the Authority is a
national Office, it shall be payable in the currency prescribed by that Office, and
where the Authority is an intergovernmental organization, it shall be payable in
the currency of the State in which the intergovernmental organization is located
or in any other currency which is freely convertible into the currency of the said
State.

58.2 Failwre to Pay
(a) Where the preliminary examination fee fixed by the International
-Preliminary Examining Authority under Rule 58.1(b) is not paid as required
under that Rule, the Intemational Preliminary Examining Authority shall invite
the applicant to pay the fee or the missing part thereof within one month from
the date of the invitation.
~(b)If the applicant complies with the invitation within the prescribed time
limit, the preliminary examination fee will be considered as if it had been paid
on the due date.

(c) If the applicant does not comply with the invitation within the
prescribed time limit, the demand shall be considered as if it had not been
submitted.

58.3 Refund

The International Preliminary Examining Authority shall inform the
International Bureau of the extent, if any, to which, and the conditions, if any,
under which, they will refund any amount paid as a preliminary examination fee
where the demand is considered as if it had not been submitied, and the
International Bureau shall promptly publish such information.

37 CFR 1.482 International prefiminary examination fees.
(2) The following fees and charges for international preliminary examina-
tion are established by the Commissioner under the authority of 35 U.S.C. 376:
(1) A preliminary examination fee is due on filing the Demand:

(i) Where an intemational search fee as set forth in §1.445(s)(2) has
been paid on the intemational epplication to the United States Patent end -
Trademark Office as an Intemationel Searching Authority, a preliminary
examination fee of $370.00

(ii) Where the Intemational Searching Authority for the intems-
tional application was an authority other than the United States Patent and
Trademark Office, a preliminary exemination fee of .........cvveerrenresrsons $570.00

(2) An additional preliminary examination fee when required, per addi-
tional invention:
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(i) Where a supplemental search fee as set forth in §1.445(a)(3) hae
been peid on the intemational application to the United States Patent and
Trademark Office as an International Searching AWhofity ....cvevervenss $125.00

(ii) Where the Intemnational Searching Authority for the intema-
tional application was an authority other than the United States Patent end
Trademark Office $190.00

(b) The handling fee is due on filing the Demand. Any necessary supple-
ment to the handling fee shall be paid direcily to the Intemational Bureau.
(35 US.C. 6,376)

1898.01(d) Correction of Defects in the
Demand [R-§]

PCT Rule 60
Certzin Defects in the Demand or Election
60.1 Defects in the Demand

(a) If the demand does not comply with the requirements specified in Rules
53 and 55, the Intemational Preliminary Examining Authority shall invite the
applicant to correct the defects within one month from the date of the invitation.

(b) If the applicant complies with the invitation within the prescribed time
limit, the demand shall be considered as if it had been received on the actual
filing date, provided that the demand as submitted contained atleast oneelection
and permitted the international application to be identified; otherwise, the
demand shall be considered as if it had been received on the date on which the
Intemational Preliminary Examining Authority receives the correction.

(c) If the spplicant does not comply with the invitation within the
prescribed time limit, the demand shall be considered as if it had not been
submitted.

(d) If the defect is noticed by the International Buresu, it shall bring the
defect to the atiention of the Intemational Preliminary Examining Authority,
which shall then proceed as provided in paragraphs (a) to (c).

60.2 Defects in Later Elections

(a) If the later election does not comply with the requiremnents of Rule 56,
the International Bureau shall invite the applicant to correct the defects within
one month from the date of the invitation.

(b)If the applicant complies with the invitation within the prescribed time
limit, the laterelection shall be considered as if ithad been received on the actual
filing date, provided that the later election as submitted contained at least one
election and permitted the international application to be identified; otherwise,
the later election shall be considered as if it had been received on the date on
which the Intemastional Burean receives the comection.

(c) If the applicant does not comply with the invitation within the
prescribed time limit, the Iater election shall be considered as if it had not been
submitted.

Defects in the Demand may be corrected. The type of
correction determines whether the filing date of the Demand
must be changed.

1898.01(e) Processing of Fees [R-5]

Fees for Chapter Ii procedure are processed promptly afier
receipt and checked for completeness. If the fees are insuffi-
cient, the applicant is notified so that the required additional
amounts may be promptly paid.

1898.01(f) Preparation of Office Records [R-5]

The Patent and Trademark Office maintains status and
location” information concerning international applications
before it on the “Patent Application Location and Monitoring”
(PALM) system. In addition, various other forms are used to
control financial and formality data..
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1898.01(g) Notification to International
Bureau of Demand [R-§]

PCT Articie 31
Demanrd for International Prellminary Examination
P22

(7) Each elected Office shall be notified of its election.

PCT Rule 61
Notification of the Demand and Elections
61.1 Notifications to the International Bureau, the Applicant, and the Interna-
tional Preliminary Examining Authority

(a) The International Preliminary Examining Authority shall indicate on
the demand the date of receipt or, where applicable, the date referred to in Rule
60.1(b). The International Preliminary Examining Authority shall promptly
send the demand to the International Bureau, and shall prepare and keep 2 copy
in its files.

() The Intemnational Preliminary Examining Authority shall promptly
inform the applicant in writing the date of receipt of the demand. Where the
demand has been considered under Rules 54.4(a), 57.4(c), 58.2(c) or 60.1(c) as
if ithad not been submitted or where an election has been considered under Rule
54.4(b) as if it had not been made, the Intemational Preliminary Examining
Authority shall notify the applicant and the International Bureau accordingly.

(c) The Intemnational Buresu shall promptly nctify the International
Preliminary Examining Authority and the applicant of the receipt, and the date
of receipt, of any later election. That date shall be the actual date of receipt by
the Intematicnal Bureau or, where applicable, the date referred to in Rule
60,2(b). Where the later election has been considered under Rules 57.5(c) or
60.2(c) as if it had not been submitied, the Intemnational Bureau shall notify the

applicant accordingly.
Aok

The PCT Division promptly notifies the International
Burcau and the applicant of the filing of any Demand. The
International Bureau in turn notifies each elected Office of their
election and also notifies the applicant that such notification has
been made.

1898.01(h) Priority Document and Translation
thereof [R-5]

- PCT Rule 66
Procedure before the Internationai Preliminary Examining
Authority
e e e
66.7 Priority Document

(a) If the Intemational Preliminary Examining Authority needs a copy of
the application whose priority is claimed in the intemational application, the
Intemnational Bureau shall, on request, prompily furnish such copy. If that copy
is not fumnished to the Intemational Preliminary Examining Authority because
the applicant failed to comply with the requirements of Rule 17.1, the interns-
tional preliminary examination report may be established as if the priority had
not been claimed.

(b) If the application whose priority is claimed in the intemational
application is in & language other than the language or one of the languages of
the International Preliminary Examining Authority, that Authority may invite
the applicant to fumish a translation in the said language or one of the said
languages within twomonths from the the date of the invitation. If the tranglation
isnot furnished within thattime limit, the intemational preliminary examination
report may be established as if the priority had not been claimed.

b ad L1

A copy of the priority document is required by the Interna-
tional Preliminary Examining Authority, and a translation
thereof, if the priority document is in a language which isnotan
acceptable language of the International Preliminary Examin-
ing Authority.
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1898.01(i) Processing Amendments filed under
Article 19 [R-§]

PCT Rule 62
Copy for the International Preliminary Exemining Authority

62.1 [Deleted]
62.2 Amendments

(&) Any amendment filed under Article 19 shall be promptly transmitted
by the Intemational Bureau to the Intemational Preliminary Examining Author-
ity. If, at the time of filing such amendments, a demand for intemational prelimi-
nery examination has already been submitted, the applicant shall, at the same
time as he files the emendments with the International Bureau, also file a copy
of such amendments with the Internationeal Preliminary Examining Authority.

(b) If the time limit for filing amendments under Article 19 (see Rule 46.1)
has expired without the applicant’s having filed emendments under that Article,
orifthe applicant has declared that he does not wish to make amendments under
that Article, the Intemational Bureau shall notify the International Preliminary
Examining Authority accordingly.

The receipt of a copy of the amendment under Article
19 or the statement that no amendment under Article 19 will be
made starts the examination before the International Prelimi-
nary Examining Authority.

1898.01(j) Transmittal of Demand to the Exam-
ining Corps [R-5]

PCT Administrative Instructions Section 605
File to be used for International Preliminary Examination

Where the Intemationel Preliminary Examining Authority is part of the
same national Office or intergovemmental organization as the Intemational
Searching Authority, the same file shall serve the purposes of international
search and intemational preliminary examination.

When the PCT Division has finished processing of the
papers and fees filed with a complete Demand, a copy of the De-
mand and other papers are forwarded to the appropriate exam-
ining group for examination.The documents will be placed in
the “Search Copy” file wrapper when forwarded to the exam-
ining corps.

1898.01(k) Later Election of States [R-5]

. PCT Article 31
Demand for International Preliminary Examination
Ry °

(6)(b) Any later election shall be submitted to the Intemational Bureau.

ek

PCT Rule 56
Later Elections

56.1Elections Submitted Later Than the Demand

The election of States not named in the demand shall be effected by a
notice signed and submitted by the applicant, and shall identify the international
application and the demand.
56.2 Identification of the International Application

The intemational application shall be identified as provided in Rule 53.6.
56.3 Identification of the Demand

The demand shall be identified by the date on which it was submitted and
by the name of the International Preliminary Examining Authority to which it
wag submitted.
56.4 Form of Later Elections

1800-97
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Thelster election shall preferably bemede on aprinted foem fumished free
of charge to applicants. If it is not made on such a form, it shall preferably be
worded as follows: “In relation to the intemational application filed with ... on
. under No. ... by ... (applicant) (and the demand for internationsl preliminary
exsmination submitted oa ... to ... ), the undersigned elects the following
additional State(s) under Article 31 of the Patent Cooperation Treaty: ..."
56.5 Language of Later Elections

The later election shall be in the language of the demand.

Applicants may, after filing of the Demand, Iater, but still
within 19 months of the priority date, elect additional States
which have been previously designated and obtain the benefit of
delaying the national stage until 30 months after the priority date
in the additional elected States. All such later elections mustbe
filed directly with the International Bureau. If additional trans-
lations are required due to the requirements of the additional
States elected, the supplement to the handling fee must also be
paid directly to the International Bureau.

1898.02(a) Determination if International
Preliminary Examination is
Required and Possible [R-5]

PCT Article 34
Procedure before the International Preliminary Examining
Authority
Hedke o sheske
(4)(a) If the International Preliminary Examining Authority corsiders
(i) that the international application relates to a subject matier on
which the Intemational Preliminary Examining Authority is not required,
under the Regulations, to carry cut an intemnational preliminary examina-
tion, and in the particular case decides not to carry out such examination,
or
(ii) that the description, the claims, orthe drawings, are so unclear,
or the claims are so inadequately supported by the description, that no
meaningful opinion can be formed on the novelty, inventive step (non-
obviousness), or industrial applicability, of the claimed invention,
the said authority shall not go into the questions referred to in Article 33(1) and
shall inform the applicant of this opinion and the ressons therefor.

(b) i any of the situations referred to in subparagraph (a) is found to exist
in, or in connection with, certsin claims only, the provisions of that subpara-
graph shall apply only to the said claims.

. PCT Rule 67
Subject Matter under Article 34(4)(a)(1)

61.1 Definition

No Intemational Preliminary Examining Authority shall be required to
carry out an international preliminary examination on an intemational applics-
tion if, and to the extent to which, its subject matter is any of the following:

(i) scientific and mathematical theories,

(ii) plant or animal varieties or essentially biclogical processes for
the production of plants or animals, other than microbiological processes and
the products of such processes,

(iii) schemes, rules ormethods of doing business, performing purely
mental acts or playing games,

(iv) methods of treatment of the human or animal body by surgery
or therapy, as well as diagnostic methods,

(v) mere presentation of information,

(vi) computer programs to the extent that the Intemational Prelimi-
nary Examining Authority is not equipped to carry out an intemational prelimi--
nary examination concerning such programs.

There are instances where international preliminary exami-
nation is not required because of the nature of the subject matter
claimed or because the claims are so indefinite that no examina-
tion is possible. Such instances should seldom occur, especiaily
since most problems of this nature would have already been

Rev. §, July 1987



1898.02(b)

discovered and indicated at the time of the international search.

If it is found that certain claims of an international applica-
tion relate to subject matter for which no International Prelimi-
nary Examination is required, on Form PCT/IPEA/408, check
the first unnumbered box under box 2, Discretion is given as to
that subject matter under PCT Rule 67 which may be excluded
from International Preliminary Examination. It should be noted
that subject matter which is normally examined under U.S. na-
tional procedure should also be examined as an International
Preliminary Examining Authority.

Check the second and third unnumbered boxes under box
II of Form PCT/IPEA/408, respectively, if it is found that the
description, claims or drawings are so unclear, or the claims are
so inadequately supported by the description that no opinion
could be formed as o the novelty, inventive step (non-obvious-
ness) and industrial applicability of the claimed invention.

Form paragraph 18.06

Claims (inventions) for which no International Searck Report
will be issued

Claim [1] directed to an invention which has not been previously

searched by an Intemational Searching Authority. Consequently, these claims
are not considered for international preliminary examination. Note: 37 CFR
1.484(c).

EXAMINER NOTE:

This paragraph must be included when one or more of the claimed
inventions has not been the subject of an Intemnational Search Report by &
competent Intemational Searching Authority.

Form peragraph 18.11

Name and Number of Examiner to be Contacted.

Any inquiry conceming this communication should be directed to

{1] &t telephone number 703-{2]

EXAMINER NOTE:

1. This paragraph should be used at the end of &l requirements for unity
of invention.

2. In bracket [1], the examiner who prepared the requirement for lack of
unity of invention.

3.1n bracket [3] insert the telephone number of the examiner identified at
f2).

1898.02(b) Unity of Invention before the
International Preliminary
Examining Authority [R-§}

PCT Article 34
Procedure before the International Preliminary Examining
' Authority
Rk E .

(3)(a)If the Intemational Preliminary Examining Authority considers that
the intemnational application does not comply with the requirement of unity of
invention as setforth in the Regulations, itmay invite the applicant, at his option,
to restrict the claims o as to comply with the requirement or to pay additional
fees.

(322 1]

© It the applicant does not comply with the invitation referred to in
subparagraph (&) within the prescribed time limit, the Intemnational Preliminary
Examining Authority shall establish an intemational preliminary exemination
report on those parts of the international application which relate to what appears
to be the main invention and shall indicate the relevant facts in the said report.
The national law of any elected State may provide, where its national Office
finds the invitation of the Intemnational Preliminary Examining Authority
justified, those parts of the international application which do not relate to the
main invention shall, as far as effects in that State are concemed, be considered
withdrawn unless a special fee is paid by the applicant to that Office.

b3 24 1]
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PCT Rule 68
Lack of Unity of Invention (International Preliminary
Examination)
68.1 No Invitation to Restrict or Pay

Where the International Preliminary Examining Authority finds that the
requirement of unity of invention is not complied with and chooses not to invite
the applicant to restrict the claims or to pay additional fees, it shall establish the
intemational preliminary examination report, subject to Article 34(4)(b), in
respect of the entire intemational application, but shall indicate, in the said
report, that, in its opinion, the requirement of unity of inveation is not fulfilled
and shall specify the reasons for which the international application is not coa-
sidered as complying with the requirement of unity of invention.

68.2 Invitation to Restrict or Pay

Where the Intemational Preliminary Examining Authority finds that the
requirement of unity of invention is not complied with and chooses to invite the
applicant, at his option, to restrict the claims or pay additional fees, it shall
specify at least one possibility of restriction which, in the opinion of the
Intenationgl Preliminary Examining Authority, would be in complisnce with
the applicable requirement, and specify the amount of the additional fees and the
reasons for which the international application is not considered as complying
with the requirement of unity of invention. It shall, at the same time, fix a time
limit, with regard to the circumstances of the case, for complying with the
invitation: such time limit shall not be shorter than one month, and it shall not
be longer than two months, from the date of the invitation.

68.3 Additional Fees

(a) The amount of the additional fee due for international preliminary
examination under Anticle 34(3)(a) shall be determined by the competent
Intemational Preliminary Exemining Authority.

(b) The additional fee due for international preliminary examination under
Article 34(3)(a) shall be payable direct to the Intemnational Preliminary Exam-
ining Authority.

(c) Any applicant may pay the additional fee under protest, that is,
accompanied by a reasoned statement to the effect that the intemational
application complies with the requirement of unity of invention or that the
amount of the required additional fee is excessive. Such protest ghall be exam-
ined by a three-member board or other special instance of the Intemational
Preliminary Examining Authority, or any competent higher suthority, which, to
the extent that it finds the protest justified, shall order the total or partial
reimbursement to the applicant of the additional fee. On the request of the
applicant, the text of both the protest and the decision thereon shall be notified
to the elected Offices as an annex to the intemational preliminary examination
report.

(d) The three-member board, special instance or competent higher author-
ity, referred to in paragraph (c), shall not comprise any person who made the
decision which is the subject of the protest,

68.4 Pracedure in the Cases of Insufficient Restriction of the Claims

If the applicant restricts the claims but not sufficiently to comply with the
requirement of unity of invention, the Intemnational Preliminary Examining
Authority shall proceed as provided in Article 34(3)(c).*

68.5 Main Invention

In case of doubt which invention is the main invention for the
purposes of Article 34(3)(c), the invention first mentioned in the claims shall be
considered the main invention.

37 CFR 1.487 Unity of Invention before the Internstionsal
Preliminary Examining Authority.

(2) An intemational application before the Intemnational Preliminary
Examining Authority will be considered to have unity of invention if the claims
are in accordance with PCT Rule 13 (see §1.475(f)).

(b) An intemnational application containing claims to different categories
of invention will be considered to have unity of invention if the claims are drawn
only to one of the combinations of categories as set forth in PCT Rule 13.2 (see
§1.475(f)) or to the combination of (1) a product and & process for the
manufacture of said product or (2) a product and a process of use of said product.
If an spplication contains claims to more or less than one of the combinations
of categories of invention set forth in PCT Rule 13.2 (see §1.475(f)) or a
combination set forth in paragraphs (b)(1) or (2) of this section, unity of
invention may not be present.

{c) X an intemational application conisins claims to a category of inven-
tion in addition to those categories included in any one of the combinations
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specified in paragraph (b) of this section, lack of unity of invention may be held
between the categories included in the combination and the claims to the
edditional category of invention.

(d) Unity of invention will exist where the claims are limited to one of the
combinations of categories get forih in PCT Rule 13.2 (see §1.475()) or a
combination set forth in paragraphs (b)Y(1) or (2) of this section. If multiple
products, processes of manufacture or uses are claimed, the firstinvention of the
category first mentioned in the claims of the application and the first recited in-
vention of each of the other categories related thereto will be considered s the
inventions to be examined. Any such holding by the examiner will be made of
record as a holding of lack of unity of invention.

{e) The inventions recited by the claims of different categories must be
relsted rather than independent inventions.

37 CFR 1.488 Determination of unity of Invention before the
Internstional Prelimlnary Examining Authority.

(a) Before establishing any written opinion or the intemational prelimi-
nary examination report, the International Preliminary Examining Authority
will determine whetherthe intemational application complies with the require-
ment of unity of invention as set forth in §1.487.

(b) If the International Preliminary Examining Authority considers that
the international application does not comply with the requirement of unity of
invention, it may:

{1) Issue a written opinion andfor an intemational preliminary
examination report, inrespect of the entire intemational application and indi-
cate that unity of invention is lacking and specify the reasons therefor without
extending an invitation to restrict or pay additional fees. No international
preliminary examination will be conducted on inventions not previously
searched by an Intemational Searching Authority.

{2) Invite the applicant to restrict the claims or pay additional fees,
pointing out the categories of the invention found, within a set time limit which
will not be extended. No intemationsl preliminary examination will be con-
ducted on inventions not previously searched by an Intemational Preliminary
Examining Authority, or

(3) If applicant fails to restrict the claims or pay additional fees
within the time limit set for response, the Intemational Preliminary Examining
Authority will issue a written opinion and/or establish an international prelimi-
nary examination report on the main invention and shall indicate the relevant
facts in the said report. In case of any doubt as to which invention is the main
invention, the invention first mentioned in the claims and previously searched
by an Intemational Searching Authority shall be considered the main invention.

(c) Lack of unity of invention may be directly evident before considering
the claims in relation to any prior art, or after taking the prior art into considera-
tion,, ag where 8 document discovered during the search shows the invention
claimed in a generic or linking claim lacks novelty or is clearly obvious, leaving
twoormore claims joined thereby without a common inventive concept. In such
a case the Intemational Preliminary Examining Authority may raise the objec-
tion of lack of unity of invention.

The examiner will usually begin the preliminary examina-
tipn by checking the international application for unity of
invention, The international preliminary examination will only
be directed to inventions which have been searched by the
International Searching Authority. All claims directed to inven-
tions which have not been searched by the International Search-
ing Authority will not be considered by the International Pre-
liminary Examining Authority. If the examiner in the Interna-
tional Preliminary Examining Authority finds lack of unity of
invention in the claims to be examined, an invitation is prepared
and sent to the applicant requesting the payment of additional
fees or the restriction of the claims on Form PCT/IPEA/405.
Suich an invitation will include the identification of what the
examiner considers to be the “main invention” which will be
searched if no additional fees are paid or no restriction is made
by the applicant.

The procedure before the International Preliminary Exam-
ining Authority regarding lack of unity of invention is governed
by PCT Article 34(3)(a) through (c), PCT Rule 68 (see alsoPCT
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Rule 70.13),and 37 CFR 1.487 and 1.488. Itshould benoted that
in mostinstances lack of unity of invention will have beennoted
and reported upon by the International Searching Authority
which will have drawn up an Iniernational Search Report based
on those parts of the international application relating to the
invention, or unified linked group of inventions, firstmentioned
in the claims (“main invention™). If the applicant has paid
additional search fees, additional inventions would also have
been searched. No international preliminary examination will
be conducted on inventions not previously searched by an
International Searching Authority (37 CFR 1.488(b)(2)).

Unity of invention must be addressed within 7 days from
the date the PCT application is charged to the Examining Group
from PCT Central. This simply means that a determination must
be made as to whether or not the international application relates
to one invention or to a group of inventions so linked as to form
a single general inventive concept.

If it is determined that the international application does
meet the requirements for unity of invention and no additional
fees will be requested, the international application must be
returned to the PCT Docket Clerk in the Examining Group so
that an indication to that effect may be made on the PALM Sys-
tem which monitors deadlines such as the deadline for checking
unity of invention.

If the examiner determines that unity of invention is Iack-
ing, there are two options: :

1. The examiner may conduct an international prelimi-
nary examination covering all the claimed, previously searched
inventions and indicate that unity of invention is lacking and
specify the reasons therefor without extending an invitation to
restrict or pay additional fees (PCT Rule 68.1), or

2. The examiner may invite the applicant to restrict the
claims, so as to comply with the requirement, or pay additional
fees, pointing out the categories of invention found. The invita-
tion to restrict or pay additional fees shall state the reasons for
which the international application is considered as notcomply-
ing with the requirement of unity of invention. (PCT Rule 68.2).
Inventions not previously searched will not be considered or
included in the invitation.

The written opinion, if any, and the International Prelimi-
nary Examination Report must be established on all inventions
for which examination fees have been paid.

If the applicant fails to respond to the invitation to restrict
the claims or pay additional examination fees due to lack of
unity of invention, the Written Opinion and Report must be
established on the claimsdirected to what appears to be the main
invention, (PCT Article 34(3)(c). The main invention, in case of
doubt, is the first claimed invention for which an International
Search Report has been issued by the International Searching
Authority. The main invention, as viewed by the examiner, must
be set forth on form PCT/IPEA/40S.

Whether or not the question of unity of invention has been
raised by the International Searching Authority, it may be
considered by the examiner when serving as an authorized.
officer of the International Preliminary Examining Authority.
Inthe examiner’sconsideration all documentscited by the Inter-
national Searching Authority should be taken into account and
any additional relevant documents considered. However, there
are cases of lack of unity of invention, where, compared with the
procedure of inviting the applicant to restrict the international
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application or pay additional fees (PCT Rule 68.2), no or little
additional effort is involved in establishing the Written Opinion
and the International Preliminary Examination Report for the
entire international application. Then reasons of economy may
make it advisable for the examiner to use the option referred to
in PCT Rule 68.1 by choosing not to invite the applicant to
restrict the claims or to pay additional fees.

Unity of invention is defined by PCT Rule 13 which sets
forth several combinations of related categories of invention
that may be included in an international application and still
comply with the unity of invention requirement.

1898.02(b)(1) Preparation of Invitation
Concerning Unity [R-5]

Notes on Completing “Invitation to restrict or pay addi-
tional fees”, Form PCT/IPEA/405

This form is used to invite the applicant, at his or heroption,
to restrict the claims to comply with the requirements of unity
of invention or, to pay additional examination fees. In addition,
the examiner must explain the reasons why the international ap-
plication is not considered to comply with the requirement of
unity of invention. The examiner must 2lso specify, on Form
PCT/IPEA/405, at least one group or groups of claims which, if
elected, would comply with the requirement for unity of inven-
tion.

The following identifying information is to be placed on the
top of the first page of Form PCT/IPEA/405:

icant’ ili - this is usually the
attorney'saddress taken from the file wrapper by the typist.

Applicant’s or Agent’s File Reference - this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

International Application Number - this is the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

i ili - this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

INVITATION

In the space provided, after the first paragraph on form
PCT/IPEA/A05, the examiner should identify the disclosed
inventions by claim numerals or drawing figure numerals, as
appropriate, and indicate which disclosed inventions are so
linked as to form a single general inventive concept, thereby
complying with the requirement of unity of invention. For
example, claims to different categories of invention such as a
product, claims to a process specifically adapted for the manu-
facture of the productand a claim for a use of the product would
be considered related inventions which comply with the unity of
invention requirement, whereas a claim to an apparatus for
making the productin the same application would be considered
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a second invention for which additional fees would be required.
The reasons for holding that unity of invention is lacking must
be specified.

Inthe space provided after the third paragraph at the bottom
of the first page, the examiner should specify the main invention
and claims directed thereto which will be examined if the
applicant fails to restrict or pay additional fees. The main
invention, in case of doubt, is the first claimed invention or
related invention before the International Preliminary Examin-
ing Authority for which a search fee has been paid and an Inter-
national Search Report has been prepared.

In the space provided, after the first paragraph of the second
page of form PCT/IPEA/405, the examiner indicates the inven-
tion or groups of inventions which are so linked as to form a
single general inventive concept, thereby meeting the require-
ment of unity of invention. Thisis normally a restatement of the
inventions identified in the space provided, after the first para-
graph on page 1 of form PCT/IPEA/405.

Inthe space at the end of the second paragraph of page 2 of
form PCT/IPEA/405, the examiner should indicate the total
amount of additional fees required for examination of all
claimed inventions.

In the third paragraph printed on page 2, the time limit for
response is set according to PCT Rule 68.2, normally a one
month time limit should be set. No extensions of time are
permitted.

Since the space provided on form PCT/IPEA/40S is lim-
ited, supplemental attachment sheets, supplied by the examiner,
with reference back to the specific section, should be incorpo-
rated whenever necessary.

AUTHORIZED OFFICER

Form PCT/IPEA/405 must be signed by an examiner with
ar least partial signatory authority.

TELEPHONIC RESTRICTION PRACTICE

Telephone practice may be used in certain cases to allow
applicants to elect an invention to be examined or to pay
additional fees. Additional fees may be charged to a deposit
account using the telephone practice only if:

1) The Demand for International Preliminary Examination
included an authorization to charge additional fees to a deposit
account,

2) Applicant or the legal representative or agent orally
agrees to charge the additional fees to the account, and

3) A complete record of the telephone conversation is
included with the Written Opinion including:

a) Examiner’s name;

b) Authorizing attorney’s name;

¢) Date of conversation;

d) Invention elected and/or inventions for which addi-
tional fees paid; and

e) Deposit account number and amount to be charged.

If applicant or the legal representative or agent refuses to
either restrict the claims to one invention or authorize payment
of additional fees, form PCT/IPEA/405 should be prepared and
mailed to applicant.
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UNITED STATES
T0 INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY (PEARUS)

John Adams
Adams, Baker and Charlie

1200 Marina Drive

INVITATION TO RESTRICT OR PAY
Baltimore, Maryland 20820 ADDITIONAL FEES

issued pursusnt to PCT Anicle 34 (3)(a) &nd Rule 68.2

DATE OF MAILING by the kwemational Preliminary

Tnscribe NAME and ADDRESS of the AGENT ad if Essmining Authority

there is o agent, of the APPLICANT “APFLICANT'S OR AGENTS FILE REFERENCE
| tmmmmeond CMC-123

IDENTIFICATION OF THE INTERNATIONAL APPLICATION

Internmions! Applicetion No. Tntematons] Filing Date

PCT/USB87/88888 06 July 1987 (06.07.87)
Applicant (Name)

Columbia Marine Corporation

INVITATION

This International Preliminary examining Authority considers that the
above-identified international application does not comply with the
requirement of unity of invention{l) for the following reasons:

Group I, Claims 1-5, 9 and 10, drawn to a sailboat self-
steering gear.

Group II, Claims 6-8, drawn to a compass with an alarm to
indicate deviation from a2 desired course.

The claims of these two groups are directed to different
inventions which are not so linked as to form a single
general inventive concept. The inventions are not linked in
operation and perform completely different operations.

CONSEQUENTLY THE APPLICANT IS HEREBY GIVEN THE OPTION OF RESTRICTING
THE CLAIMS OR PAYING ADDITIONAL FEES.

If the applicant does not exercise the option, the International
Preliminary Examining Authority will establish the international
preliminary examination report on those parts of the international
application indicated below which, in the opinion of this
International Preliminary Examining Authority, appear to relate to the
main invention. (Specify)

Claims 1-5, 9 and 10.

{Invitation continued on the following page)

FORM BCTIPEAAVS(Y) (Jerussy 1985 S0 ROWS ON reverse ekdp
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PCT/USRT /88888
INVITATION TO RESTRICT OR PAY ADDITIONAL FEES (continued)

If the applicent opts to restrict the claims, this International
Preliminary Examining BAuthority suggests Dbelow restriction
possibilities which in its opinien would be in compliance with the
requirement of unity of invention. (specify)

Group I, Claims 1-5, 9 and 10
Group 1I, Claims 6-8

If the applicant opts to pay additional fees, this International
Preliminary Examining Authority will establish the internaticnal
preliminary examination report on the other parts of the international
application only if, and to the extent to which, additional fees are
pa by the applicant. The total amount of the additional fees
Pe$1%5.Ho™

THE ARPPLICANT IS5 HEREBY INVITED TO RESTRICT THE CLAIMS OR TO PRY THE
AMOUNT OF ADDITIONAL FEES WITHIN_QR@- . (MONTHS) <B&¥&)- "ROM THE DATE
OF MAILING INDICATED ABOVE. The payment of any additional fee may be
made under protest'® -

Computation of the time limit starts on the day feollowing the date of
mailing of the present invitation, Within this time limit either the
payment or the restriction has to be made to this International
Preliminary Examining Authority.

Payment should be made by check, postal money order, or bank draft,
payable to the Commissioner of Patents and Trademarks Payment and may
also be made by authorization to charge a Patent and Trademark Office

deposit account,

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

‘Address Only: Avthorized Officer
Comsmissiones of Petents and Tradamasks ko %: N R -

' Box FCT
Washington, D.C. 20231 Stephén Decatur - Primary Examiner

FORI PCTAPEANG &) (Jorwary 1068)
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Form paragraph 18.01

Permissibie Combinations

In the examination of international applications filed under the Patent
Cooperation Treaty, PCT Rule 13.1 states that the intemational application shall
relate to one invention only or to a group of inventions so linked as to form “a
single general inventive concept”.

PCT Rule 13.2 indicates that this shall be construed as permitting , in
perticular, one of the following three possible combinations of the claimed
invention:

(1) a product, a process specifically adapted for the manufacture of said
product and a use of said product, or

(2) a process, and an apparatus or means specifically designed for carrying
out said process, or

(3) a product, a process specizlly adapted for the manufacture of said
product and an apparatus or means specifically designed for carrying out the
process.

Additionally, current United States Patert and Trademark Office restric-
tion practice permits the following combinations of the claimed invention:

(4) a product, and a process specifically adapted for the manufacture of
said product, and

(5) a product, and a use of the said product, as where said use as claimed
cannot be practiced with another materially different product.

EXAMINER NOTE:

1.This paragraph must be used as the beginning paragraph of a separate
sheet holding of lack of unity of invention involving different categories of
invention. On the first page of Form PCT/IPEA/405 insert the notation “See
attached sheet” and proceed using these fonm paragraphs. However, the main
invention should be indicated on the bottom of the form PCT/IPEA/405.

Form paragraph 18.02

Invitation to restrict

This application contains the following inventions or groups of inventions
which are not 30 linked as to form a single inventive concept. In order for all
inventions to be examined, the appropriate additional examination fees must be
paid.

EXAMINER NOTE:

1.This is the heading that should be used in all holdings of lack of Unity
of Invention.

Form paragraph 18.03
Groupings of invention
Group([1], Claim [2] ,drawn to [3].

EX AMINER NOTE:

1. Inbracket [1], place sequential Roman numerals to identify the group-
ings.

2. In bracket [2], place the appropriate claim number(s).

3. In bracket [3]), define the invention or groups of invention(s) so linked
as to form a single general inventive concept.

Form paragraph 18.04
Reasons for holding a lack of Unity of Envention
Theinventions listed as Groups [1] do not meet the requirements for Unity
of Invention for the following reasons: {2]

EXAMINER NOTE:

1. In bracket [1], list the Roman numerals that identify the groupings of
ivention,

2. This paragraph follows the listing of the Groups of invertion and should
be completed at [2] with a thorough and concise explanation as to why there is
a lack of unity of invention between the groups.

Form paragraph 18.07

Telephone Election - Single Invention

During a telephonic requirement for election, on [1] applicant’s represen-
tative, [2], elected the invention of Group [3] for examination.

No additional examination fees were authorized and only one invention
was elected.

EXAMINER NOTE:

1. In bracket [1], insert the date the election was made.
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2. In bracket [2], insert the name of applicant’s representative.
3. In bracket [3], insest the Roman numeral identifying the elected inven-
tion.

Form paragraph 18.08

Telephone Election - Multiple Inventions

During a telephonic requirement for election, on [ 1], applicant’s represen-
tetive, {Z], elecied the inventions of Groups [3] for examination.

Applicant’s representative also authorized the charging to the Deposit
Account for payment of additional examination fees totaling $[4] for the
examination of said inventions. The additional examination fees have been
charged to Deposit Account Number [5].

EXAMINER NOTE:

1. In brackes [1], insert the date the election was made

2. In bracket [2], insert the name of applicant’s representative

3. In bracket [3], insert the Roman numeral identifying the elected
inventions.

4. In bracket [4], insert the amount of the additional fees for the examina-
tion of the additional invention(s).

5. In bracket [5], insert the Deposit Account Number.

Form paragraph 18.09

Notice of Right to Protest Telephone Practice in Written
Opinion

Applicant stands advised that there is no right toprotest the holding of lack
of unity of invention for any group of invention(s) for which no additional
examination fees has been paid. Any protest to the holding of lack of unity of
invention or the amount of the additional fee required must be filed no later than
the filing of a response to the Written Opinion.

EXAMINER NOTE:
1. This paragraph must be included in the record of a telephone election
made in a Written Opinion.

Form paragraph 18.10

Notice of Right to Protest Telephone Practice, No Written
Opinion

Applicant stands advised that there is no right to protest the

holding of lack of unity of invention for any group of invention(s) for which
no additional examination fees has been paid. Any protest to the holding of
lack of unity of invention or the amount of the additional fee required must
be filed no later than one month from the date of this letter.

EXAMINER NOTE:
Y. This paragraph must be included in the record of a telephone election
made in a separate letter.

1898.02(c) Response to Invitation Concerning
Lack of Unity of Invention [R-5]

PCT Administrative Instructions Section 603
Transmittal of Protest Against Payment of Additional Fee and
Decision Thereon

The Intemational Preliminary Examining Authority chall transmit to the
applicant, at the latest together with the international preliminary examination
report, any decision which it has taken under Rule 68.3(c) on the protest of the
applicant against payment of the additionel fee. At the same time, it shall
transmit to the Intemnational Bureau a copy of both the protest and the decision
thereon, as well as any request by the applicant to forward the texts of both the
protest and the decision thereon to any of the elected Offices.

37 CFR 1.489 Protest to lack of unity of invention before thé
Internationai Preliminary Examining Authority

(a) If the applicant disagrees with the holding of lack of unity of invention
by the International Preliminary Examining Authority, additional fees may be
paid under protest, accompanied by a request for refund and a statement setting
forth reasons for disagreement or why the required additional fees are consid-
ered excessive, or both.

(b) Protest under paragraph (2) of this section will be examined by the
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Commissioner orthe Commissioner’s designee. In the event that the applicant’s
protest is determine d to be justified, the additional fees or a portion thereof will
be refunded.

(c) An applicant who desires that a copy of the protest and the decision
thereon accompsny the intemational preliminary examination report when
forwarded to the Elected Offices, may notify the International Preliminary
Examining Authority to that effect any time priorto the issuance of the interna-
tional preliminary examination report. Thereafter, such notification should be
directed to the Intemnational Bureau.

Applicant may respond by paying some or all additional
fees or by restricting the claims to one invention. If applicant
makes no reply within the set time limit, the international
preliminary examination will proceed on the basis of the main
invention only.

If applicant has paid an additional fee or fees, a protest to
the holding of lack of unity of invention may be filed with the
International Preliminary Examining Authority.

NOTIFICATION OF DECISION ON PROTEST

Form PCT/IPEA/420 is used by the Group Director to
inform the applicant of the decision regarding applicant’s pro-
test on the payment of additional fees concerning unity of
invention,

The following identifying information must be placed on
the top of the first page of Form PCT/IPEA/420:

Applicant’s address - usually the attorney's address taken
from international application file wrapper.

Applicant’s or Agent’s File Reference - this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

i icati - thisis the 14 digitPCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand , Form PCT/IPEA/401.

- this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

NOTIFICATION

The Group Director checks the appropriate box, i.e., 1.a.,
1.b. or 2. If box 2 is checked, a clear and concise explanation as
to why the protest concerning the unity of invention was found
to be urjustified must be given.

Since the space is limited, supplemental attachment
sheet(s) should be incorporated whenever necessary.

AUTHORIZED OFFICER

Form PCT/IPEA/420 must be signed by a Group
Director.

1898.02(d) Notation of errors and informalities
by the Examiner [R-5]
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PCT Admiristrative Instructions Section 607
Rectifications under Rule 91.1
Where the Intemnationsl Preliminary Examining Authority suthorizes a
rectification under Rule 91.1, Rule 70.16 and Section 602 shall apply mutatis
mutandis.

Although the examiner is not responsible for discovering
errors in the international application, if any efrors come to the
attention of the examiner, they should be noted and called to the
applicant’s attention. Notations as to obvious errors (see PCT
Rule 91) should be called to the applicant’s attention by using
PCT form PCT/IPEA/411 or 423.

If the applicant requests correction of any obvious errors in
the international application or in any paper submitted to the
International Preliminary Examining Authority, other than in
the request, any acceptable correction should be authorized by
using Form PCT/IPEA/412.

INVITATION TO REQUEST RECTIFICATION OR
CORRECTION

The procedure governing the rectification of obvious errors
are PCT Rules 91.1(d) and 26.4(a) which state that:

The request for rectification which the applicant is invited
to make must be submitted in a letter. The rectification may be
stated in that letterifitis of such a nature that it can be transferred
from the letter to the international application without adversely
affecting the clarity and direct reproducibility of the sheet onto
which the rectification is to be transferred; otherwise, the appli-
cant is required to submit a replacement sheet embodying the
rectification and the letter containing the request for rectifica-
tion must draw attention to the differences between the replaced
sheet and the replacement sheet.

Defects that are not obvious errors may be called to
applicant’s attention by using form PCT/IPEA/408 or 423.

The following identifying information is to be placed on the
top of the first page of Form PCT/IPEA/411 or 423:

Applicant’s address - usually the attorney's address taken
from the frgnt of the mtematlonal application file wrapper.

- this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

i icati - thisis the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand Form PCT/TIPEA/401.

- this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

- this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

INVITATION
The examiner may invite applicant to rectify obvious errors

which do not impede the examination of the PCT application.
Applicant is notified of the obvious errors by checking the first
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box and supplying a photocopy of the obvious errors or check-
ing the second box and clearly describing the obvious errors in
the space provided.

Since the space provided is limited, supplemental
attachment sheet(s) should be incorporated whenever neces-
sary.

The examiner then must complete the section of the Form
which notifies applicant where the Request for Rectification
should be submitted. This will be the USPTO if the errorisin a
partofthe international application other than the request which
has been submitted to the International Preliminary Examining
Authority. See PCT Rule 91.1(¢). This should be indicated by
checking the last box.

AUTHORIZED OFFICER

Forms PCT/IPEA/411 and 423 must be signed by an
examiner having at least partial signatory authority.

In the large rectangle on the form, the examiner should
clearly set forth the deficiency.

Since the space is limited, supplemental sheet(s), supplied
by the examiner, should be incorporated whenever necessary.
The examiner should check the appropriate box to indicate the
type of deficiency in the papers.

The time limit for response is set in the last paragraph
(which is in capital letters). Applicant is given 30 days, or less
depending on the time remaining to complete the International
Preliminary Examination Report.

Form psragraph 18.28
Drawings ebjected to, Correction requested *
The drawings are objected to because {1]. Correction is requested.

Form paragraph 18.29

Subject matter admits of iflustration

The subject matter of this application admits of illustration by drawing to
facilitate understanding of the invention. Applicent is required under PCT
Article 7(1) to fumish a drawing.

Ferm paragraph 18.30

Amendment containing New Matter

The amendment of {1] is objected to under PCT Article 34(2)(b) because
it introduces matter into the application that goes beyond the disclosure as
originally filed. The added material which is not supporied by the original dis-
clogure is as follows: {2]

Under PCT Rule 70.2(c), the international apphcauon is being treated as
if the entire amendment had not been made.

EXAMINER NOTE:

1. An amendment that attempts to add new matter to any of the drawings,
specification or claims in effect voids the entire amendment, and the intema-
tional application is in effect treated as if the amendment had never been
submitted.

Form paragraph 18.33

Impreper Multiple dependent claims

Claim {1} objected 1o under PCT Rule 6.4(z) as being in improper
dependent form because a multiple dependent claim {2]. Accordingly, claim {3}
not being examined for novelty, inventive step and industrial spplicability.

EXAMINER NOTE:

1. In bracket [2], insert “should refer to other claims in the alternative
only.”, and/or “cannot depend from any other multiple dependent claim.”

1898.02(d)(1) Rectification [R-§]

1800-105

Bl |

1898.03(a)

NOTIFICATION OF DECISION CONCERNING RE-
QUEST FOR RECTIFICATION

The rectification of obvious errors is governed by PCT
Rules 91.1(b)-(h) and 66.5.
The following identifying information is to be placed on the
top of the first page of Form PCT/IPEA/412:
- usually the attorney's address taken
from the front of the mtemauonal application file wrapper.

- this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

i icati - thisis the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may alsobe found on the first
page of the Demand, Form PCT/IPEA/401.

Intemnational Filing Date - this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

NOTIFICATION

The examiner after fully considering applicant’s Request
for Rectification of an obvious error, will notify applicant of the
action taken on Form PCT/IPEA/412. Since the space provided
is limited, supplemental sheet(s) should be incorporatied when-
ever necessary.

The last box, indicating that this rectification with any at-
tachment has been sent to the International Bureau, is checked
when the Request for Rectification has been approved or ap-
proved in part. This box is not checked when the Request for
Rectification has been refused.

AUTHORIZED OFFICER

Form PCT/IPEA/412 must be signed by an examiner
having at least partial signatory authority.

1898.03(a) Preparation of the Written Opinion
[R-5]

PCT Article 34
Procedure before the International Preliminary Examining
Authority
Tkl

(2X(c) The applicant shall receive at least one written opinion from the
Intemational Preliminary Examining Authority unless such Authority consid-
ers that all of the following conditions are fulfilled:

(@) the invention satisfies the criteria set forth in Asticle 33(1),

(ii) the international application complies with the requirements of this
Treaty and the Regulations in so far as checked by that Authority,

(iii) no observations are intended to be mede under Anticle 35(2), last

sentence.
L2 i
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PCT Rule 66
Procedure before the International Preliminary Examining
Authority
66.1 Basis of the International Preliminary Examination

Before the international preliminary examination stars, the applicant may
make amendments according to Article 34(2)(b) and the intemational prelimi-
nary examination shall initially be directed tothe claims, the description, and the
drawings, as contained in the intemational application at the time the intemna-
tional preliminary examination starts.

66.2 First Written Opinion of the International Preliminary Examining
Authority

() If the Intemational Preliminary Examining Authority

(i) considers that the international spplication has any of the defects
described in Article 34(4),

(ii) considers that the intemational preliminary examination report
should be negative in respect of any of the claims because the invention claimed
therein does not appear to be novel, does not appearto involve an inventive step
(does not appear to benon-obvious), or does not appesr to be industrially
applicable,

(iii) notices that there is some defect in the form or contents of the
intemational application under the Treaty or these Regulations,

(iv) considers that any amendment goes beyond the disclosure in the
intemational application as filed, or

(v) wishes to accompany the international preliminary examination
report by observations on the clarity of the claims, the description, and the
drawings, or the question whether the cleims are fully supported by the
description,

the said Authority shall notify the applicant accordingly in writing. Where
the national law of the national Office acting as International Preliminary
Examining Authority does not allow multiple dependent claims to be drafied in
a manner different from that provided for in the second and third sentences of
Rule 6.4(2), the Intemational Preliminary Examining Authority may, in case of
failure to use that manner of claiming, apply Article 34(4)(b). In such case, it
shall notify the applicant accordingly in writing.

(b) The notification shall fully state the reasons for the opinion of the
International Preliminary Examining Authority.

(c) The notification shall invite the applicant to submit a written reply
together, where appropriate, with amendments.

(d) The notification shall fix a time limit for the reply. The time limit shall
be reasonable under the circumstances. It shall normally be two months afier the
date of notification. In no case shall it be shorter than one month afier the said
date. It ghall be at least two months afier the said date where the intemational
search report is transmitted at the same time as the notification. In no case shall
it be more than three months after the said date.

ks
37 CFR 1.484 Conduct of international preliminary examination

(a) An international preliminary examination will be conducted to formu-
late 2 non-binding opinion as to whether the claimed invention has novelty,
involves an inventive step (is non-obvious) and is industrially applicable.

(b) No intemational preliminary examination report will be established
prior to fssuance of an intemational search report.

(c) No intemational preliminary examination report will be conducted on
inventions not previously searched by an International Searching Authority.

(d) The Intemational Preliminary Examining Authority will establish a
written opinion if any defect exists or if the claimed invention lecks novelty,
inventive step or industrial applicability and will set 2 non-extendable time limit
in the written opinion for the applicant to respond.

() If no written opinion under paragreph (d) of this section is necessary,
orafter &ny written opinion and the responge thereto or the expiration of the time
limit for response to such written opinion, an international preliminary exami-
nation report will be established by the International Preliminary Examining
Authority. One copy will be submitted to the Intemational Bureau and one copy
will be submitted to the applicant.

(fy An applicant will be permitted a personal or telephone interview with
the examiner, which must be conducted during the non-extendable time limit for
response by the applicant to 2 written opinion. Additional interviews may be
conducted where the examiner determines that such additional interviews may
be helpful in advancing the intemational preliminary examination procedure. A
summary of any such personal or telephone interview must be filed by the
applicant as & part of the response to the written opinion or, if applicent files no
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response, be made of record in the file by the examiner.

If the examiner:

1. considers that the international application has any
of the defects described in PCT Article 34(4);

2. considers that the report should be negative with
respect to any of the claims because of a lack of novelty,
inventive step (non-obviousness) or industrial applicability;

3. notices any defects in the form or contents of the
international application under the PCT;

4, considers that any amendment goes beyond the
disclosure in the international application as originally filed; or

5. wishes to make an observation on the clarity of the
claims, the description, the drawings or to question whether the
claims are fully supported by the description;

The applicant must be notified on Form PCT/IPEA/408 of
the defects found in the application. The examiner is further re-
quired to fully state the reasons for his or her opinion (PCT Rule
66.2(b)) and invite a written reply, with amendments where ap-
propriate (PCT Rule 66.2(c) setting two or three months time
limit for the reply.

WRITTEN OPINION

The following identifying information is placed on the first
page of the Written Opinion Form PCT/IPEA/408.

Applicant’s address -usually the attorney's address taken
from the international application file wrapper.
icant’ 's Fi - this is the

applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.

International Application Number - this is the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

International Filing Date - this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

Receiving Office - this is the Office with which the appli-
cation was first filed, identified on the first page of the Demand
as RO/US, RO/BR for Brazil, RO/BB for Barbados, etc. This
will usually be the United States Receiving Office identified as
RO/US.

Priority Date Claimed - this is the date of an earlier
application of which the priority is claimed under PCT Rule
4.10. This information is typed on the international application
file wrapper and can be found in Box VI of the Request Form
PCT/RO/101.

WRITTEN OPINION
The examiner should insert the words " first" or "second" ,

as the case may be, in the space provided in the box below the
notation WRITTEN OPINION.
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ITEM L. BASIS OF OPINION

Applicant has two opportunities to amend the international
application prior to international preliminary examination.
Under PCT Aurticle 19 the applicant is entitled to one opportu-
nity to amend the claims of the international application by
filing amendments with the International Bureau within two
months of the mailing of the International Search Report.
Applicant is also permitted to make amendments before the
International Preliminary Examining Authority under PCT
Ariicle 34(2)(b) and PCT Rule 66.1. However, this right is lim-
ited to the time of the filing of the Demand for International Pre-
hmmary Examination by 37 CFR 1.485.

In item I, the first box is checked if the international appli-
cation remains as originally filed, i.e., with no amendments.

The second, third and/or fourth boxes are checked, as ap-
propriate, if the application has been amended under PCT
Article 19 and/or PCT Rule 66.1 and the U.S. rules. Verify any
changes to the international application in the spaces provided.
Proceed with the examination and the preparation of the Written
Opinion of the application as amended.

Check the last box in Item I if it has been determined that
any amendment goes beyond the disclosure in the international
application as originally filed (contains “new matter”) and
proceed to establish the Written Opinion as if the amendment
had not been made. The Written Opinion should also indicate in
Paragraph V the reasons why the amendment goes beyond the
original disclosure. (Rule 70.1(c)).

ITEM II. NON-ESTABLISHMENT OF OPINION
ON NOVELTY, INVENTIVE STEP AND INDUS-
TRIAL APPLICABILITY

Item 11, of Form PCT/IPEA/408, is intended to cover the
situation where claims of an application are so defective that the
question of novelty, inventive step (non-obviousness) and in-
dustrial applicability cannot be considered. This should seldom
oceur,

Check box 1 if all claims of an application are so defective
that no meaningful examination can be performed as to the
novelty, inventive step (non-obviousness) and industrial appli-
cability.

Check box 2 where only some of the claims of an applica-
tion are defective and cannot be examined as to novelty, inven-
tive step (non-obviousness) and industrial applicability or
where there has been no international search for the only
invention currently claimed in the international application.

The remaining unnumbered boxes inItem I are forindicat-
ing those claims which have specific defects under PCT Rules,
suth as PCT Rules 6.4, 66.2(a)(v), and/or 67.1.

For example, check the first unnumbered box under
box 2 if it is found that certain claims of an international
application relate to subject matter for which no examination on
the meritsis required. Any subject matter that is examined under
the U.S. national procedure should also be examined in interna-
tional applications

Check the second and third unnumbered boxes, respec-
tively, if it is found that the description, claims or drawings are
5o unclear, or the claims are so inadequately supported by the
description, that no full opinion can be formed as to novelty,

1800-107

1898.03(a)

inventive step or industrial applicability of the claimed inven-
tion (PCT Rule 66.2(a)(v)). When box 1 or 2 of item II is
checked, reasons why no examination was given must be given
under items V or VI of Form PCT/IPEA/408.

Form paragraph 18.25
Indeflnite claims
Claim [1] objected to as indefinite under PCT Aricle 6 for lack of
clarity. [2]

EXAMINER NOTE:

1. This form is analogous to & 35 U.S.C.112, second paragraph rejection.
However, remember in an international spplication undergomg Intemational
Preliminary Examination, that the claims are never rejecied nor is the patenta-
bility or lack thereof discussed.

2. In bracket [2) explain the lack of clarity.

Form paragraph 18.26
Cialms not supperted by the disclosure
Claim [1] objected to under PCT Ansticle 6 because it is not fully
supported by the disclosure. [2]
EXAMINER NOTE:
1. In bracket [2] explain the deficiency in the disclosure.

Form paragraph 18.27
Inadequate description
The description of the invention does not satisfy PCT Article 5 inthat
the invention must be disclosed in & manner sufficiently clear and complete to
be carried out by a person skilled in the art. [1]
EXAMINER NOTE:
1. In brackes [1] explain why the description is not clear and complete.

ITEM III. NEGATIVE STATEMENT IN REGARD
TO NOVELTY, INVENTIVE STEP AND INDUS-
TRIAL APPLICABILITY OF CLAIMS

In Item 1, the examiner must list in summary form those
claims that do not meet the criteria of novelty (N), inventive step
(I8) and/or industrial applicability (IA).

An example of this paragraph is as follows:

Claims 1 and 5 (no N)
Claims 1 to 10 (no IS)
Claims 11 and 12 (no IA).

ITEM IV. CITATIONS AND EXPLANATIONS IN
REGARD TO NOVELTY, INVENTIVE STEP AND
INDUSTRIAL APPLICABILITY OF THE CLAIMS

Item IV is the focus of the Written Opinion. All claims
without fatal defects are treated on the merits in Item IV as to
novelty, inventive step (non-obviousness) and industrial appli-
cability.

The treatment of claims in Item IV is similar in formattoan
Officeactionin aregular U.S. national patent application except
that the words “rejection” and “patentability” are never used in
a Written Opinion. On the international level, all Written
Opinions are non-binding and a patent does not issue; what does
issue is an International Preliminary Examination Report
(IPER), which is non-binding on the Elected States. i

Examiner statements in Item IV can be positive and/for
negative. If, for example, claims define over the prior art and
meet the test of novelty, inventive step (non-obviousness) and
industrial applicability, a simple statement to this effect is
sufficient. If on the other hand it is the opinion of the examiner
that some or all claims lack novelty, inventive step and/or
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I UNITED STATES
TO BTERNATIONAL FRELIMINARY EXAMINING AUTHORITY (FEAUS)
John Adams

Adams, Baker and Charlie

1200 Marina Drive

i X
Baltimore, Maryland 20820 VWRITTEN OPINION .

iosoed parsasrs v PCT Rules 66,20z 66.4 (2)

DATE OF MAILING by the Internasionsl Preliminasy
Inscribe NAME sod ADDRESS of the AGENT sed if Ensmining Ambority
there is oo agent, of the APPLICANT P APPLICANTS OR AGENTS FILE REFERENCE
T r— CMC=-123
IDENTIFICATION OF THE INTERNATIONAL APPLICATION
Tntemasions] Agplication No. Temationsl Filing Dee
PCT/USB7/88888 06 July 1987 (06.07.87)
Applcani, (Nene)
Columbia Marine Corporation
" Receiving Ofice Priotity Daie Claimed
RO/US 15 July 1986 (15.07.86)
WRITTEN OPINION
With_reference to the above-identified international application,this constitutes
the £1X8§ {first, etc.,) wtitten opinion by this International Preliminary

Examining Authority.
I. BASIS OF OPINIORN

The examination is being carried out on the feollowing application documents:

D the application documents as filed
G description, pages 1-20 , &s originally filed
description, pages. .. , filed with your letter of
claim(s) i-8 , as originally filed
claim(s)_2. and 10 , filed with your letter of 15 February lree
m drawings, sheet/fig. 1.4 ; as originally filed
drawings, sheet/fig. o filed with your letter of
This opinion has been established as if the amendments indicated on the extra
D sheet have not been made, since, for the reasons indicated, they have been

considered to go beyond the disclosure as filed.

II.NON ESTABLISHMENT OF OPINION ON NOVELTY, INVENTIVE STEP AND
INDUSTRIAL APPLICABILITY
The question whether the claimed inwvention appears to be novel, to involve an

inventive step (to be non-obvious), and to be industrially applicable will not
for the reasons indicated below be gone into in respect of:

1, D The above-identified international application.

' 2. E claims Wos. _gm@ _ _  (specify particular claims).

[ sfoF uhich, 02, additional feecs, have gen paid to the IFEA
the following subject matter:(:“f which does not require an international
preliminary examination. (specify)

DThe description, claims, or drawings (indicate particular elements) or
said claims NOS e @¥e 80 unclear that no meaningful opinion
could be formed{3)

D The claims, or said claims WNos are so inadequately supported
* by the description that no meaningful opinion could be formed.3!

EORM PCTAPEAKLOB (frat sheal) (JAMUARY 1868 Gae NEitD o RAKRTRD Side
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‘ POTLUSRI/RARAR
WRITTEN OPINION (condinued)

III. HNEGATIVE STATEMERT IN REGARD TO NOVELTY, INVENTIVE STEP AND INDUSTRIAL
APPLICABILITY OF CLAIMS

The statement under Article 35 (2) should be negative in respect of
the claims indicated below. The criteria not satisified in respect of
such claims are indicated by the letter abbreviation: N (for Novelty):
IS {for Inventive Step): and IA (for Industrial Applicability).

Claim 1, No ¥

Claims 2 to 4, No IS

Iv. CITATIONS AND EXPLANATIONS 1IN REGARD TO NOVELTY, INVEWTIVE STEP AND
INDUSTRIAL APPLICABILITY OF CLAIMS

No. of Claim / Relevent Supporting Documents Cited / Explanation
‘ Claim 1 lacks novelty under PCT Article 33(2) as being antici-
pated by the patent to KNOOS.

Claims 2 and 3 lack an inventive step under PCT Article 33(3)
as being obvious over IVERSEN in view of DAW. To mount the
device of IVERSEN in a position forward of the keel as taught
by DAW would not invelve an inventive step.

Claims 4, 5, 9 and 10 meet the criteria set forth in PCT
Article 33(2)-«(4)

-

New Citation

US, A, 4,366,767 KNOOS 04 January 1983 (04.01.83), See figure 1.

FORM PCY/PES#08 (sscond cheel) (Jenury 1085) $en notes on reverse sido
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PCT/USB7/88888

WRITTEN OPINION (continued)
V. CERTAIN DEFECTS IN THE INTERNATIONAL APPLICATION

The following defects in the form or contents of the above-lidentified
international applicatien under the Treaty or the Regulations have
been noted.

Page 5, line 8, "victor"™ should be "vector”.

In figure 2 of the drawings, the lead line for reference
numeral 6 should be directed to the tiller rather than to
the boom.

VI. CERTAIN OBSERVATIONS ON THE INTERNATIONAL APPLICATICN

The following observations on the clarity of the claims, description,
and drawings or on the question whether the claims are fully supported
by the description, are notified:

VII. INVITATION

APPLICANT IS INVITED TO SUBMIT A WRITTEN REPLY ACCOMPANIED, WHERE APPRO-
PRIATE, BY AMENDMENTS"' WITHIN__tWO MONTHS/ DAYS OF THE DATE
OF MAILING INDICATED ON THE FIRST SHEET. -

Any inguiry concerning this communication should be directed
to Stephen Decatur at telephone number 703-557-3310.

. The time limit for response to a Written Opinion will not be
extended, 37 CFR 1.484(d). Any response received after the
expiration of the time limit set in the Written Opinion will
not be considered in preparing the International Preliminary
Examination Report.

THE INTERNATIONAL PRELIMINARY EXAMINING AUTHORITY

Addsess Only: Aulhorized Officer
Comnissione of Puents nd Trademarks SE_P,QGN\ D._...&.n.a
X
Washington, D.C. ATIN: PEAUS | Stephen Decatur - Primary Examiner ‘

FORS PCT/PEAMOB (st whowt) (Jenvary 1085)
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industrial applicability, specific reasons for the opinion em-
ploying PCT form paragraphs must be given similar to those
used in U.S. national applications.

Form paragraphs to be used by the examiners appear in the
relevant sections of this Manual. All examiners are expected o
use exclusively the PCT form paragraphs in appropriate situ-
ations in formulating any negative statements listed in Item IV.
Sec MPEP §§ 1898.03(a)(2) and (3).

Since the space provided in Item IV on Form PCT/IPEA/
408 is limited, supplemental sheets typed on plain white paper,
with reference back to Item IV should be incorporated into the
Written Opinion whenever necessary.

Examiners are encouraged to indicate any amendments
which applicant could present which would avoid a negative
statement in the International Preliminary Examination Report.

All international applications where an examination has
been demanded should be searched by the examiner at least to
the point of bring the previous search up to date. Prior art
discovered in a re-search and applied in an Item IV statement
must be made of record in Item IV, Priorart already cited on the
International Search Report need not again be cited on the Writ-
ten Opinion or International Preliminary Examination Report.
The subsequently discovered prior art is to be cited in compli-
ance with PCT Rule 43.5 and Administrative Instructions Sec-
tion 503 using the same citation format used on the International
Search Report. See M.P.E.P. §1863. See § 1898.03(a)(1) for
definition of prior art to be considered.

Form paragraphk 18.32
Claims that meet test of novelty, inventive step and industrial
applicability
Claim [1] meets the criteria set out in PCT Article 33(2)-(4).
EXAMINER NOTE:
1. This form paragraph is used in Item IV of form PCT/IPEA/408 to
indicate thoge claims that define over the prior art.

ITEM V. CERTAIN DEFECTS IN THE
INTERNATIONAL APPLICATION

In Item V, defects in the form and content of the interna-
tional application are identified.
Examples of defects that would be listed in Item V are:
1. Informalities such as misplaced and/or omitted
drawing numerals, misspelled words, grammatical errors, etc.
2. An amendment to the drawings, description or
claims not filed with the Demand, unless it is an amendment to
the claims under PCT Article 19 which was timely filed with the
International Bureau or in response to a Written Opinion.
3. Improper multiple-dependent claims (PCT Rule
6.4).
4, Defects detected by the PCT Branch that are frans-
mitted with the application to the examiner for inclusion in Item
v.®

Form paragraph 18.31
. Dlsciesure objected to, Minor informalities
The disclosure is objected to because of the following informalities: {1].
Appropriate correction is requested.
EXAMINER NOTE:
1. Thig form paragraph is used in Item V of Forr PCT/IPEA/408 to poml

out minor informalities in the disclosure.

1800-111
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ITEM VI. CERTAIN OBSERVATIONS ON THE
INTERNATIONAL APPLICATION

In Item VI, the examiner notifies the applicant of observa-
tions made as to the clarity of the claims, the description, the
drawings or on the question whether the claims are fully
supported by the description.

If the claims, the description or the drawings are so unclear,
or the claims are so inadequately supported by the description,
that no meaningful opinion can be formed on the question of
novelty, inventive step (non-obviousness) or industrial applica-
bility, the applicant is so informed in Item VI (PCT Article
34(4)(a)(ii). Reasons for the examiner’s opinion that the claims,
description and drawings, etc., lack clarity must also be pro-
vided.

If the above situation is found to exist in certain claims only,
the provisions of PCT Article 34(4)(ii) shall apply to those
claims only.

If the lack of clarity of the claims, the description, or the
drawings is of such a nature that it is possible to form a
meaningful opinion on the claimed subject matter, then it is
required that the examiner consider the claims and render a
Written Opinion on novelty, inventive step, and industrial
applicability in Item IV of Form PCT/IPEA/408.

Since the claims of an international application are not sub-
ject to arejection on either art or indefiniteness consistent with
U.S. practice, observations by the examiner with regard to
clarity of the claims, the description and the drawings will be
treated in the form of an objection in the Written Opinionin Item
VL

ITEM VII INVITATION

Item VII is an invitation by the International Preliminary
Examining Authority (IPEA) to applicant to reply to the
examiner’s Written Opinion. A two month time limit torespond
to the Written Opinion should normally be set, although a 3
month time limit may be set where the time limit for reply ends
prior to the expiration of 25 months from the priority date.

Form paragraph 18.35

Name and telephene number of examiner to be contacted

Any inquiry conceming this communication should be dlrected o

[1] at telephone number 703-[2].

EXAMINER NOTE:

1. This paragraph should be inserted in the “INVITATION", liem VII of
all Written Opinions.

2. In bracket [1], the examiner 1o be contacted first is the examiner who
prepared the Written Opinion.

Form paragraph 18.36 must be employed in Item VII of
every Written Opinion,

Form paragraph 18.36
No extensions of time limit to respond to the Written Opinion
The time limit set for response to a Written Opinion may not be
extended, 37 CFR 1.484(d). Any response received after the expiration of the
time limit set in the Written Opinion will not be considered in preparing the
Internationel Preliminary Examination Report.
EXAMINER NOTE

AUTHORIZED OFFICER
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Every Written Opinion must be signed by an examiner
having at least partial signatory authority.

The first document prepared by the examiner in most
international applications during the intemational preliminary
examination proceedings will be the Written Opinion. Only in
those international applications where all the formal matiers are
proper and the claims are directed to inventions which have
novelty, inventive step and industrial applicability will an
international preliminary examination report be established
without a Written Opinion having be issued first.

1898.03(a)(1) Prior Art under Chapter II
[R-5]

PCT Article 33
The Internationai Preliminary Examination

BRek kK

(6) The intemationsl preliminary examination shall take into considera-
tion all the documents cited in the intemational search report. It may take into
consideration any sdditional documents considered 1o be relevant in the particu-
lar case.

PCT Rule 64
Prior Art for Internationai Preliminary Examinsation

64.1 Prior Art

(&) For the purposes of Article 33(2) and (3), everything made available
to the public anywhere in the world by means of written disclosure (including
drawings and other illustrations) shall be considered prior art provided that such
making availzble occurred prior to the relevant date.

(b) For the purposes of paragraph (a), the relevant date will be:

(i) subject to item (ii), the international filing date of the international
application under international preliminary examination;

(ii) where the international application under international prelimi-
nary examinstion validly claims the priority of an earlier application, the filing
date of such earlier application.

64.2 Non-Written Disclosure

In cases where the making available to the public occurred by means of an
oral disclosure, use, exhibition or other mon-written means (“non-written
disclosure™) before the relevant date as defined in Rule 64.1(b) and the date of
such non-written disclosure is indicated in a written disclosure which has been
made available to the public after the relevant date, the non-written disclosure
shall not be considered part of the prior art for the purposes of Aricle 33(2) and
(3). Nevertheless, the international preliminary examination report shall call
attention to such non-written disclosure in the mannerprovided forin Rule 70.9.
64.3 Ceriain Published Documents

In cases where any application or any patent which would constitute prior
art for the purposes of Article 33(2) and (3) had it been published prior to the
relevant date referred to in Rule 64.1 was published, as such, after the relevant
date but was filed earlier than the relevant date or claimed the priority of an
eatlier application whichhad been filed priortothe relevant date, such published
application or patent shall not be considered part of the prior art forthe purposes
of Ariiele 33(2) and (3). Nevertheless, the international preliminary examina-
tion report shall call attention to such application or patent in the manner
provided for in Rule 70.10.

The relevant date for the purpose of considering priorart is defined in PCT
Rule 64.1(b) as the international filing date or, where the international applica-
tion contains a valid claim for priority, that date of priority.

In cases where eny application or any patent which would constitute prior
artforthe purpose of intemational preliminary examination as tothe novelty and
inventive step (non-obviousness) was published on or after the relevant date of
the international application under consideration but was filed earlier than the
relevant date or claimed the priority of an earlier application which was filed
priorto the relevant date, the published application or patent is not to be consid-
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ered pant of the prior art for the purpose of intemetional preliminary examina-
tion s to novelty and inventive step. Nevertheless, these documents are 10 be
listed on Form PCT/IPEA/409 under the heading “CERTAIN PUBLISHED
DOCUMENTS".

1898.03(a)(2) Novelty under Chapter II [R-§]

Novelty is defined in PCT Article 33(2).

PCT Article 33
The Internationai Preliminary Examinstion
Ldd 22
(2) For the purposes of the intemational preliminary examination, a
claimed invention shall be considered novel if it is not anticipated by the prior
art as defined in the Regulations.
Renieserke e
Form paragraph 18.21
Novelty
Claim [1] lack(s) novelty under PCT Aricle 33(2) as being [2] by
3]
EXAMINER NOTE:
1. This form paragraph is the equivalent of & 35 U.S.C.102 rejection.
2. In bracket [2], insert “clearly anticipated™, or insert “anticipated” and
add an explanation at the end of the paregraph.
3. In bracket [3], insert the prior art relied upon.

1898.03(a)(3) Inventive Step under Chapter II
[R-5]

Inventive step is defined in PCT Article 33(3)

PCT Article 33
The Internatlonal Preliminary Examination
L322 23
(3) For purposes of the intemational preliminary examination, a
claimed invention shall be considered to involve an inventive step if, having
regard to the prior art as defined in the Regulations, it is not, at the prescribed

relevant date, obvious to & person skilled in the art.
Redekokox

PCT Rule 65
Inventive Step or Non-Obvicusness
65.1 Approach to Prior Art

For thepurposes of Article 33(3), the intemational preliminary examina-
tion shall take into consideration the relation of any particular claim to the prior
art as a whole. It shall take into consideration the claim’s relation not only toin-
dividual documents or paris thereof taken separately but also its relation to
combinations of such documnents or parts of documents, where such combina-
tions are obvious to a person skilled in the art.

65.2 Relevant Date

For the purposes of Aricle 33(3), the relevant date for the consideration
of inventive step (non-obviousness) is the date prescribed in Rule 64.1.
Form paragraph 18.22

Inventive Step (non-obviousness)

Claim {1] lack(s) an inventive step under PCT Article 33(3) as
being obvious over [2].

EXAMINER NOTE:

1. This form paragraph is used when the claim(s) are rendered obvious in
view of the prior art.

2. In brackes [2], insert the prior art relied upon and explain how it ig
applied to the claimed subject matter. If the prior art applied is 2 combination
of references, explain how they are obviously combined to show lack of inven-
tive step.

Form paragraph 18.23
inventive Step (obviousness), further explanation
Claim [1] lacks an inventive stepunder PCT Article 33(3) ag obvious
over [2] in view of [3] as applied in the above paragraph, further in view of [4].
EXAMINER NOTE:
1. See the EXAMINER NOTE in paragraph 18.22 above.
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1898.03(a)(4) Industrial Applicability under
Chapter II [R-5]

Industrial applicability is defined in PCT Article 33(4).

PCT Article 33
The International Preliminery Examination
kel

(4) For the purpozes of the internationel preliminary examination, &
claimed invention shall be considered industrially applicable if, according to its
nature, itcan be made orused (in the technological sense)in any kind of industry.
“Industry” shall be understood in its broadest sense, as in the Paris Convention
for the Protection of Industrial Property.

L2 22 4]

Form paragraph 18.24

Industrial applicability

Claim [1] lack(s) industrial spplicability as defined by PCT Article

33(4). [2]

EXAMINER NOTE:

1. This form paragraph is used when the claim(s) define an invention that
cannot be made or used (in the technological sense) in any kind of industry.

2. In bracket [2}], identify the appropriate basis for stating that the claims
lack industrisl applicability.

1898.03(b) Response to the Written Opinion
[R-5]

PCT Article 34
Procedure before the International Preliminary Examining
Authority
sl
(2)(a) The applicant ghall have a right to communicate orally and in
writing with the International Preliminary Examining Authority.

(b) The applicant shall have & right to amend the claims, the
description, and the drawings, in the prescribed manner and within the pre-
gcribed time limit, before the intemational preliminary examination report is
established. The amendment shall not go beyond the disclosure in the interna-
tional application as filed.

ool
(d) The applicant may respond to the written opinion.

el

PCT Rule 66
Procedure before the International Preliminary Examining
Autherity
L2 221

66.3 Formal Response to the International Preliminary Examining Authority

+ (&) The applicant may respond to the invitation referred to in Rule 66.2(c)
of the Intemnational Preliminary Examining Authority by making amendments
of - if he disagrees with the opinion of that Authority - by submitting arguments,
a3 the case may be, or do both.

(b) Any response shall be submitted directly to the International Prelimi-
nery Examining Authority.
kg

66.5 Amendment

< Any change, other than the rectification of obvious errors, in the claims,
the description, or the drawings, including cancellation of claims, omission of
passages in the description, or omission of cestain drawings, shall be considered
an smendment.
66.6 Informal Communicasion with the Applicant

The International Preliminary Examining Authority may, at any time,

communicate informally, over the telephone, in writing, or through personal
interviews, with the applicant, The said Authority shall, st its discretion, decide
whether it wishes to grant more than one personal interview if so requested by
the spplicant, or whether it wishes to reply to any informal written communica-

tion from the applicant.
Hgk
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66.8 Form of Amendments

(8) The applicant shall be required to submit & replacement shest for every
sheet of the intemational application which, on account of en smendment,
differs from the sheet originally filed. The letier accompanying the replacement
sheets shall draw attention tothe differences between the replaced sheets and the
replacement sheets. Tothe extent that any amendment results in the cancellation
of an entire sheet, that amendment shall be communicated in a letter.

(b) [Deleted]
669 Language of Amendments

If the intemnational application has been filed in a language other than the
language in which it is published, any amendment, as well as any leiter referred
to in Rule 66.8(z), shall be submilted in the language of publication.

37 CFR 1.485 Amendments by applicant during interrational
prellmirary examination.

The applicant may make amendments st the time of filing of the
Demand and within the time limit set by the Intemationsl Preliminary Examin-
ing Authority for response to any written opinion. Any such amendments
must -

(1) be made by submitting & replacement sheet for each sheet of the
applicetion which differs from the sheet it replaces unless an entire sheet is
cancelled and

(2) include a description of how the replacement sheet differs from the

replaced sheet.
X an amendment cancels an entire sheet of the international application,
that amendment shall be communicated in a letter.

RESPONSE OF APPLICANT TO THE WRITTEN
OPINION

All amendments in response o a Written Opinion must be
received within the time limit set for response in order to be
considered in the International Preliminary Examination Re-
port. 37 CFR 1.484(d) does not allow for extensions of time to
respond to a Written Opinion, therefore, any amendment re-
ceived after the time limit is treated as if the amendment had not
been made.

Any change, other than the rectification of obvious errors
in theclaims, the description, or the drawings, including the can-
cellation of claims, omission of passages in the description or
omission of certain drawings, will be considered an amendment

(PCTRule 66.5). The Patent and Trademark Office when acting -

as the International Preliminary Examining Authority will not
acceptany non-English applications or amendments.

Any amendments to the claims, the description and the
drawings in response to a Written Opinion must (1) be made by
submitting areplacement sheet for every sheet of the application
which differs from the sheet it replaces unless an entire sheet is
cancelled and (2) include a description of how the replacement
sheet differs from the replaced sheet in accordance with PCT
Rule 66.8.

In the particular case where the amendment cancels claims,
passages in the description or certain drawings resulting in the
cancellation of an entire sheet, the amendment must be submit-
ted in the form of a letter cancelling the sheet (PCT Rule
66.8(a)).

Replacement sheets must be in typed form.,

Any paper submitted by the applicant, if not in the form of
aletter, must be accompanied by a letter signed by the applicant
or agent (PCT Rule 92.1).

The examiner should make sure that amendments filed in
accordance with the PCT, which are necessary to correct any
deficiencies notified to the applicant, do not go beyond the
disclosure of the international application as filed, thus violating
PCT Article 34(2)(b). In other words, no amendment should
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contain matter that cannot be substantiated by the application as
originally filed. In a situation where new matter is introduced by
amendment in response to 8 Written Opinion, the International
Preliminary Examination Report will be established as if the
amendment had not been made, and the report should so
indicate. It shall also indicate the reasons why the amendment
goes beyond the disclosure (PCT Rule 70.2(c)).

INTERVIEWS

The examiner or applicant may, during the time limit for
response to the Written Opinion, requesta telephone or personal
interview. Only one interview is a matter of right, whether by
telephone orin person. Additional interviews may be authorized
by the examiner in a particular intermational application where
such additional interview may be helpful o advancing the
international preliminary examination procedure.

All interviews of substance must be made of record by
using USPTO Form PTOL 413,

If the applicant desires to respond to the Written Opinion,
such response must be filed within the time limit set for
response. No extensions to the time limit will be considered or
granted. If notimely response isreceived from the applicant, the
international preliminary examination report will be established
by the examiner, treating each claim substantially as it was
treated in the Written Opinion.

The applicant may respond to the invitation referred to in
Rule 66.2(c) by making amendments or, if the applicant dis-
agrees with the opinion of the authority, by submitting argu-
ments, as the case may be, or both (PCT Rule 66.3).

The United States rules pertaining to international prelimi-
nary examination of international applications provide for a
second Written Opinion if time permits.

If applicant does not respond to the Written Opinion, the
International Preliminary Examination Report will be prepared
in time for forwarding to PCT Central in finished form by 27
months from the priority date.

Any response to a Written Opinion that isreceived after the
expiration of the set time period is not timely and wili notbe con-
sidered in preparing the International Preliminary Examination
Report (IPER).

1898.04(a) Preparation of the International
Preliminary Examination Report [R-5]

PCT Artlicie 3§
The International Preliminary Examination Report

(1) The intemational preliminary examination report shall be established
within the prescribed time limit and in the prescribed form.

(2) The intemational preliminary examination report shall not contain any
statement on the question whether the claimed invention is or seems to be
pateniztie or unpatentable according to any national lsw. It shall state, subject
to the provisions of paragreph (3), in relation to each claim, whether the claim
appears 10 satisfy the criteria of novelty, inventive step (non-obviousness), and
industrial applicability, as defined for the pusposes of the international prelimi-
nary examination in Article 33(1) to (4). The statement shall be accompanied by
the citation of the documents believed to support the stated conclusion with such
explanations as the circumstances of the case may require. The statement shall
also be accompanied by such other observation as the Regulations provide for.

(3)(a) If, at the time of establishing the international preliminary exami-
nation report, the International Preliminary Examining Authority considers that
any of the situations referred to in Article 34(4)(a) exists, that report shall state
this opinion and the reasons therefor. It shall not contain any gatement as
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provided in paragraph (2).

(b} If a situation under Anticle 34(4)(b) is found to exist, the intema-
tional preliminary exemination report shall, in relation to the claime in question,
contain the statement as provided in subparagraph (a), whereas, in relationto the
other claims, it shall contsin the statement as provided in paragraph (2).

PCT Rule 70
The International Preliminary Examination Report
70.1 Definition

For the purposes of this Rule, “report” shall mean intemational prelimi-
nary examination report.
70.2 Basis of the Report

(a) If the claims have been amended, the report shall issue on the claims
as amended.

(b) If, pursuant 1o Rule 66.7(=) or (b), the report is established as if the
priority had not been claimed, the report shall so indicate.

(c) If the International Preliminary Examining Authority considers that
any amendment goes beyond the disclosure in the international application as
filed, the report shall be established as if such amendment had not been made,
and the report shall so indicate. It shall also indicate the ressons why it considers
that the amendment goes beyond the said disclosure.

70.3 Identification

The report shall identify the Intemational Preliminary Examining Author-
ity which established it by indicating the name of the Authority, and the
intemational application, by indicating the intemnational application number,
the name of the applicant, the name of the receiving Office, and the intemational
filing date.

70.4 Dates

The report shall indicate:

(i) the date on which the demand was submitted, and

(ii) the date of the report; that date shall be the date on which the
report is completed.

70.5 Classificatior

(&) The report shall repeat the classification given under Rule 43.3 if the
Intemational Preliminary Exemining Authority agrees with the classification.

(b) Otherwise, the International Preliminary Examining Authority shall
indicate in the report the classification, at least according to the International
Patent Classification, which it considers correct.

70.6 Statement under Article 35(2)

(2) The statement referred 1o in Article 35(2) shall consist of the words
“YES” or “NO" or their equivalent in the language of the report, or some
appropriate sign provided forin the Administrative Instructions, and shall be ac-
companied by the citations, explanations and observations, if any, referred to in
the last senience of Arniicle 35(2).

(b) If any of the three criteria referred to in Article 35(2) (that is, noveliy,
inventive step- (non-cbviousness), industrial applicebility) is not satisfied, the
statement shall be negative. If, in such & case, any of the criteria, taken
separately, is satisfied, the report shall specify the criterion or criteria so
satisfied.

70.7 Citations under Article 35(2)

(a) The report shall cite the documents considered to be relevam for
supporting the statements made under Article 35(2).

(b) The provisions of Rule 43.5(b) and (c) shall apply also to the report.
70.8 Explanations under Article 35(2)

The Administrative Instructions shall contain guidelines for cases in
which the explanations referred toin Article 35(2) should or should not be given
and the form of such explanations. Such guidelines shall be based onthe follow-
ing principles:

(i) explanations shall be given whenever the statement in relstion to
any claim is negative;

(ii) explanation shall be given whenever the statement is positive
unless the reason for citing any document is easy to imagine on the basis of
consultation of the cited document;

(iii) generally, explanations shall be given if the case provided for
in the last sentence of Rule 70.6(b) obtains.

709 Non-Written Disclosures

Any non-written disclosure referred to in the report by virtue of Rule 64.2
ghall be mentioned by indicating its kind, the date on which the written
disclosure referring 10 the non-written disclosure was made available to the
public, and the date on which the non-written disclosure occurred in public.
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70.10 Certain Published Documents

Any published application or patent refesved to in the report by virtue of
Rule 64.3 shall be mentioned as such and shall be accompanied by an indication
of the date of publication, of its filing date, and its claimed priority date (if any).
Inrespect of the priority date of any such document, the report may indicate that,
in the opinion of the Intemastional Preliminary Examining Authority, such date
has not been validly claimed.
70.11 Mention of Amendments

If, before the International Preliminary Examining Authority, amend-
ments have been made, this fact shall be indicated in the repost. Where any
amendment has resulied in the cancellation of an entire sheet, this fact shall also
be specified in the report.
70.12 Mention of Certain Defects

Ifthe Intemational Preliminary Examining Authority considers that, st the
time it prepares the report:

(i) the international application contains any of the defects referred
to in Rule 66.2(=)(iii), it shall include this opinion and the reasons therefor in
the report;

(ii) the international application calls for any of the observations
referred to in Rule 66.2(a){v), it may include this opinion in the report and, if it
does, it shall also indicate in the report the reasons for each opinion.

70.13 Remarks Concerning Unity of Invention

If the applicant paid additional fees for the international preliminary
examination, or if the international application or the intemnational preliminary
examination was restricted under Anicle 34(3), the report shall so indicate.
Furthermore, where the intemnational preliminary examination was carried out
on resiricted claims (Asticle 34(3)(a), or the main invention only (Anicle
34(3)c)), the report shall indicate what parts of the international application
were and what paris werenot the subject of intemational preliminary examina-
tion.
70.14 Signature

The report shall be signed by an authorized officer of the International
Preliminary Examining Authority.
70.15 Form

The physicel requirements as to form of the report shall be prescribed by
the Administrative Instructions.
70.16 Annexes of the Report

If the claims, the description, or the drawings, were amended before the
Intemational Preliminary Examining Authority, each replacement sheet under
Rule 66.8(a) shall be annexed to the report. Replacement sheets superseded by
later replacement sheets and letiers under Rule 66.8(a) shall not be annexed.
70.17 Languages of the Report and she Annexes

(a) The report end any annex shall be in the lznguage in which the
international application to which they relate is published.

(b) [Deleted]

Administrative Instructions Section 604
Guidelines for Explanations Contained in the International
Preliminary Examination Report

Explanations under Rule 70.8 shall clearly point out to which of the three
criteria referred to in Article 35(2), taken separately, any cited document is
applicable and shall cleasly describe, with reference to the cited documents, the
reasons supporting the conclusion that any of the said criteria is or is not
satisfied.

After examination of the international application, if
there are no negative statements and/or negative comments for
Form PCT/IPEA/408, then the only statement that will issue
from the International Preliminary Examining Authority will be
the International Preliminary Examination Report (IPER).

The International Preliminary Examination Report is
established on PCT form PCT/IPEA/409.

ESTABLISHMENT OF THE INTERNATIONAL
PRELIMINARY EXAMINATION REPORT

Forms PTO/IPEA/409

1800-115

1898.04(a)

The following identifying information will be placedonthe
first page of the International Preliminary Examination Report,
Form PCT/IPEA/409 and Transmittal Letter PCT/IPEA/416:

Applicant’s address - usually the attorney's address taken
from the front of the international application file wrapper.

W&M&m - this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401. ‘

International Application Number - this is the 14 digit PCT
application serial number as stamped and typed on the interna-
tional application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.

Intemnational Filing Date - this is the filing date printed on
the international application file wrapper and may also be found
on the first page of the Demand, Form PCT/IPEA/401.

Receiving Office - this is the Office with which the interna-
tional application was filed, identified on the first page of the
Demand asRO/US, RO/BR, RO/BB, etc. This will normally be
the United States Receiving Office, identified as RO/US.

Priority Date Claimed - this is the date of an earlier appli-
cation of which the priority is claimed under PCT Rule 4.10.
This information is typed on the international application file
wrapper and can be found in Box VI of the Request (Form PCT/
RO/101).

Applicant (Name) - this is the first named applicant as set
forth on the international application file wrapper and may also
be found in box II of the Demand, Form PCT/IPEA/401.

BASIS OF REPORT

The International Preliminary Examination Report will be
established on the basis of any amendments, rectifications,
priority and/or unity of invention holdings and shall answer the
questions concerning novelty, inventive step and industrial
applicability for each of the claims under examination.

Amendments and/or rectifications

In completing form PCT/IPEA/409, the examiner should
first indicate any amendments and/or rectifications of obvious
errors taken into account in establishing the International Pre-
liminary Examination Report. The amendments and/or rectifi-
cations should be indicated by references to the dates on which
the amendments and/or rectifications were filed. Amendments
and/or rectifications filed but not taken into account in the
establishment of the Report (e.g., an amendment not taken into
account because the amendment went beyond the disclosure of
the international application as filed ora rectiﬁcation that isnot
considered to be merely a correction of ar: ::-vious error) are
then indicated separately. The replacemem sheets (but not
replacement sheets superseded by later replacement sheets) or -
letters cancelling sheets under PCT Rule 66.8(a) are included as
an annex to the Report.

The final Report package when sent to the PCT Branch for
mailing must include copies of all amendments and rectifica-
tions entered and any cover letters to those amendments.
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PATENT COOPERATION TREATY
I'—' UNITED STATES
TO NTERNATIONAL PRELDANARY EXAMINING AUTHORITY (PEAAUS)
John Adams

aAdams, Baker and Charlie
1200 Marina Drive

. NOTIFICATION OF TRANSMITTAL OF
Baltimore, Maryland 20820 INTERNATIONAL PRELIMINARY EXAMINATION REPORT
isgued pursunnt 1 PCT Role 78.1
DATE OF MAILING by the lntemation] Preiminary
Inscribe NAME and ADDRESS of the AGENT and if Examining Authority
there is 5o agent, of the APPLICANT AFPLICANTS OR AGENTS FILE REFERENCE
ram— CMC-=123
IDENTIFICATION OF THE INTERNATIONAL APPLICATION
Tntemational Application No. Tiemational Filing Dete

PCT/US87/68888 06 July 1987 (06.07.87)

Applicant (Name)

Columbia Marine Corporation

NOTIFICATION

The applicant is hereby notified that this International Preliminary
Examining Authority transmits herewith the international preliminary
examination report and its annexes, if any, established on the above-
identified international application.

The attention of the applicant is drawn to the reminder contained in
form PCT/IB/332, which he received from the International Bureau,
concerning the time limits within which he must perform certain acts
before each elected Office.

A copy of the report and ites annexes, if any, has this same day also
° been transmitted to the International Bureau.

THE INTERNATIONAL FRELIMINARY EXAMINING AUTHORITY

Address Only: Awhorized Officer
Wﬁiﬁnﬂm' TTN. PEAIUS G" b 3 ’
ashingion, D, 1 ATTN. PE . !
e Stephen Decatur -Primary Examiner

FORM PCTAPEAK 18 (Janvery 1085)
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PATENT COOPERATION TREATY
INTERNATIONAL PRELIMINARY EXAMINATION REPORT
Applicante or Agenta File Reference
INDENTIRCATION OF THE RNTERNATIORAL APPLICATION
CHC-123
intemational Application No. vernagional Fling Dete
PCT/US87/88888 06 July 1987 (06.07.87)
RO/US 15 July 1986 (15.07.86)

Applicant (Nams)
Columbia Marine Corporation

BAS!IS OF REPORT

1. AMENDMENTS AND/OR RECTIFICATIONS' *- The emendments andfor recificasions mads before this Intemational Preliminary Examining
Authority in respect of the daims, tw destripion, and/or drawinge in the above-identified ivarmational epplication ane ennsxed 1o this report.

e f  Tria report has been extabiched on the basis of Sw folowing epplication documents:

O ve epplicasion documents es flad

description,peges 1=20 8 originally fed
descripion,peges  ___ lad with your letber of
descripion,pages _________ fiod with your letiar of
description,pages Biod with your letier of
claim{s) 4 and 5 esorignalyfed
daim{s) 9 and 10 tlodwihyowrkherct 12 _February 1988
daim(s) Al=33 tisdwihyourtenarof 14 August 1988
caim{s) igd with your leter of
4 owingevmony. 1-4 e criginally fled
cuwirgs,eheety. Stad with your lotier of

b (R The smendments resuitsd inthe canostiesion of o folowing sheets: .2 . 3 21 and 22

¢ [] Thisrepon has baen established s i the amendments indicassd on the exire eheet have ot boen made, since, for the reasons indicated,
ey have baen aaridered © go beyond 6w disciosure as Hed.

2. PRIOATY?

a. Thigreport has bean esmbliahad es ¥ no priory hes been cleimed due 1o the talure 1 hurnish within the prescribed tme limi the requested:
[ copy of tw earber applicason whas pricrity has béen deimed.

[ wensiation of e eerier spplication whose priodty hes been ceimsd.

b. [ This report has been ectaliished as i o priarity has been claimed due 1o tha fact 11! the priory daim has been found invalid.
Thu, for the pumposs of fis repon, te intemational Wing date indicaled above 1 considered 1 be 1he relevant dais.

'mmuphwnmmmnmwommltmdmwmmumlhmwmobmuﬁmuwilhin
the tme kimit epplicable under PCT Articie 38(1).

Form PCTAREAL0D (et ehes (Sanuary 1665) So0 ASse 6N BOMPanying shesl
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2
Fe— PCT/US87/88888

84318 OF REPORT (Contiruad)
3. UNITY OF IWVENTION ® -Tha intarmasionss epplicaion doee not camely wifh the reauirement of unlty of invenion.

s. [nreeponee b en inviiation © reatricl or pay eddiionel faus the epplicant has:
[J reewictad the caima.
[0 peid additional tees.

(] peid sdditional fees under protest. Where requesiad by the epplicare, the Wi of the protast Bgether with the decision talen ihvreon
&re ennened o this report.

8 nekher restricted nor paid additional fes.

b. [} toinvimtion has been lesusd. Tha opinion of this lnemationsl Preliminesy Exarmining Authadly Is that the intemational application
does not comply with the requirement of unity of imention lor the ialiowing ressons, (speciy)

Consequenty, the foliowing pests of the international application were the subject of imemational preliminasy examination
in establishing this report:

0O aipes.
[ the parts relating I the restricind claims, thatis cisims Nos
[X e pars retating to the maininvention, hatiscaimsNos,_%» 5. 8nd 9 to 13.

& NON-ESTABLISHMENT OF REPORT ON QUESTUONS OF NOVELTY INVENTIVE STEP OR INDUSTRIAL APPLICABILITY®

The questions of whather he claimed invention eppears © bo roval, 1 Invoive an inventive eiep o © be industrially applicable have not for
the reascns indicated been gons into in regpact of:

e[ the eniire intemationsl application
b[] damsbos_________ . R
for the following reasons:
[0 Saidimemations spplication, or seidclaimaNoa. ... 19166 10 B foliowing subject mstter which does ret reuire an
imarmational preliminary enaminagon. (spacily)

[ vhe deseription, , 67 drawings (indicats perfcuer eloments) or seid daims Nos._______ . 8r@ oo undlear that no meeningful
epinion could be formed.,

(] rm.«mmm,____nnmmwwmamnummwwwﬁmm

e i} ﬁuw;muu.____nmmmmwmmmhmmummmwdm
6.4(a).

ammrm(wmm1m Gen notes on 6oRoNRanying oheat
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ned pCT/USE7/88888
CLASSIRICATION OF SUBJSECT MATTER (f ssvera! claesificetion eymbsta epply, lndicate alt)®
Aacardigg o Itarasona Pasent Clasifcetion (1PC) or 1o ot Natonal Ciaaificason end 1°C
IPC® B 63 H 25/02 // B 63 H 25/04
U.S. Cl. 114/144C
REASONED ETATEMENT AS TO CLAMS
AMD WOUSTRIAL APPLICABILITY GA% AND GITATIONS AND EXPLARATIONB®
SUPRORTING BUCH STATERENT
MSBER | (CATERA CITATIONS AND EXPLANATIONS
4,5, | Yes(N)|] Claims 4, 5, 9 and 10 meet the criteria of PCT
9,10 | Yes (I8] Article 33(1) because the combination claimed
Yes(IA] consisting of a sailboat with a rudder position-
ed forward of the keel and a wind controlled
vane electronically connecting the forward
rudder and the wind vane to maintain course
direction within 2 degrees of the desired
course is not shown in the prior art.
New citation
Us, A, 1,846,458 ROBINSON, 23 February 1932,
(23.02.32) (See figures 2 and 4)
11- |Yes(N) Claims 11-13 lack an inventive step under PCT
13 Yes (IA)| Article 33(3) as being obvious over DAW in view
No (1IS8) of ROBINSON. To control the forward rudder of
Daw with a wind vane located at the opposite
end of the sailboat as in ROBINSON would not
involve an inventive step.
Form PCT/PEA/DD (sondnuaion ehwe] (Jaswery 1665) Geo naies on acodmRanying shest
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M4-  per/yse/8e8ss
NON-WRITTEN DISCLOBURES ©
Kind of Non-Writsn Disciosure Dase of White Disclogurs relaring to he Do of Non Witien Disclosure

CERTAIN PUBLISHED DOCUMENTS'®
ApplicationPetent D of Publication

Filing Date Prioeity Date (Valid Claim )

CENTAM DEFECTS I THE INTERNATIONAL APPLICATION™
The faliwing defects in the form or contents of the iematons) eppliicetion hive besn noted.

Page 5, line 8, ®victor" should be ®vector".

In figure 2 of the drawings, the lead line for reference

numeral 6 should be directed to the tiller rather than the
boom.

CERTAN OBSERVATIONS ON THE INTERNATIONAL APPUCATION

The foliowing observations on the dartty of the claims, description, end drawings or on the quettion whather the ceims ere fully supported
by the description have been roed.

CERTIACATION

° Dase Domand Submited

Date of Completion of e nemationsd Prefiminary Exemination Reporl
10 February 1988 (10.02.88)

10 October 1988 (10.10.88)

International Prefiminasy Examining Authority Signanre

4 of Authorized
IPEA/US %“:ﬁ“‘m

StepBen Decatur-Primary Examinefr

Farm PCTAPEAMOD (Lot ehwel) (Januwsy 1685) S Rates on accdrRRaNNINg sheat
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Priority

If the Report is established as if the priority claim contained
in the Request of the international application had not been
made, it shall so indicate. This will occur in the event that the
applicant has failed to comply with the invitation to furnish
either (1) a copy of the earlier application whose priority has
been claimed, or (2) a translation of the earlier application,
where the priority claim has been found invalid (PCT Rule 17),
or where the priority claim has been withdrawn.

Unity of Invention

If the applicant has paid additional fees or has restricted the
claims inresponse to an invitation to do so orif the applicant has
failed to respond to the invitation to pay additional fees or
restrict the claims, the International Preliminary Examination
Report shall so indicate. The examiner should place the indica-
tions on Boxes 3(a) and (b) of the supplemental sheet, indicating
whether:
(a) the claims have been restricted,
(b) additional fees have been paid without protest
(c) additional fees have been paid by the applicant
under protest
(d) the applicant has neither restricted the claims nor
paid additional fees
(e) the examiner was of the opinion that the interna
tional application did notcomply with the requirement
of unity of invention but decided not to issue an invita
tion to restrict the claims or pay additional fees.

In addition, if the examiner is examining less than all the
claims, the examiner must indicate on Box 3(c) which parts of
the international application were, and which parts were not, the
subject of international preliminary examination,

In the case where additional fees were paid under protest,
the text of the protest, together with the decision thereon, must
be annexed to the Report if the applicant has so requested.

Where an indication has been given under item (e) above,
the examiner must also specify the reasons for which the
international application was not considered as complying with
the requirement of unity of invention.

NON-ESTABLISHMENT OF REPORT REGARDING ALL
OR PART OF THE APPLICATION ON QUESTIONS OF
NOVELTY, INVENTIVE STEP OR INDUSTRIAL
APPLICABILITY

Indications that a Report has not been established on the
questions of novelty, inventive step or industrial applicability,
either as to some claims or as to all claims, are given in item 4
on the supplemental sheet of the Report. The examiner must
specify that the Report has not been established because:

(a) the application refates to subject matter which does not
require international preliminary examination;

(b) the description, claims or drawings are so unclear that
no meaningful opinion could be formed;

(c) the claims are so inadequately supported by the descrip-
tion that no meaningful opinion could be formed.

Where the Report has not been established in relation to
certain claims only, the claims affected must be specified.

1800-121
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CLASSIFICATION OF SUBJECT MATTER

The classification of the subject matter shall be either (1)
that given by the International Searching Authority under PCT
Rule 43.3, if the examiner agrees with such classification, or (2)
shali be that which the examiner considers to be comrect, if the
examiner does not agree with that classification. Both the
International Patent Classification (IPC) and the U.S. classifica-
tion should be given. This classification is placed on the top of
the Continuation Sheet.

REASONED STATEMENT AS TO CLAIMS MEETING
CRITERIA OF NOVELTY, INVENTIVE STEP, AND IN-
DUSTRIAL APPLICABILITY AND CITATIONS AND
EXPLANATIONS SUPPORTING SUCH STATEMENT

The examiner must indicate on the Continuation Sheet
whether each claim appears to satisfy the criteria of novelty,
inventive step (non-obviousness)and industrial applicability by
placing the words “YES” or “NO” in the column labeled
“Statement”/(Criteria). The determination or statement should
be made on each of the three criteria taken separately. The
determination as to any criteria should be negative if the criteria
as to the particular claim is not satisfied. The examiner should
always cite documents believed to support any negative deter-
mination as to novelty and inventive step. Any negative holding
as to lack of industrial applicability must be fully explained. The
citation of documents should be in accordance with Administra-
tive Instructions Section 503.

Explanations should clearly indicate, with reference to the
cited documents, the reasons supporting the conclusions that
any of the said criteria is or is not satisfied, unless the statement
is positive and the reason for citing any document is easy to
understand when consulting the document. If only certain
passages of the cited documents are relevant, the examiner
should identify them, for example, by indicating the page, col-
umn or the lines where such passages appear.

NON-WRITTEN DISCLOSURES AND/OR
=~ CERTAIN PUBLISHED DOCUMENTS

If the examiner has discovered or the International Search
Report has cited, a relevant document which refers to a non-
written disclosure, and the document was only published on or
after the relevant date of the international application, the
examiner must indicate at the top of the last sheet of the
International Preliminary Examination Report:

(i) the date on which the document was made available
to the public;

(ii) the date on which the non-written public disclosure
occurred.

The examiner should also identify any published applica-
tion or patent and should provide for each such published
application or patent the following indications:

(i) its date of publication; -
(ii) its filing date, and its claimed priority date (if any);

The Report may also indicate that, in the opinion of the
International Preliminary Examining Authority, the priority
date of the document cited has not been validly claimed (PCT
Rule 64.3).

Guidelines explaining to the examiner the manner of indi-
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becited in the International Preliminary Examination Report as
well as the manner of indicating the claims to which the
documents cited in such Report are relevant are set forth in Ad-
ministrative Instruction Section 507(c), (d), and (e).

CERTAIN DEFECTS IN THE INTERNATIONAL
APPLICATION AND OBSERVATIONS ON THE
INTERNATIONAL APPLICATION

If, in the opinion of the examiner, defects exist in the form
or contents of the international application, the clarity of the
claims, the description, and the drawings, or the question
whether the claims are fully supported by the description hasnot
been suitably solved atthe prescribed time limit for establishing
the International Preliminary Examination Report, the exam-
iner may include this opinion in the Report and if included, must
also indicate the reasons therefor.

CERTIFICATION

When completing the certification of the Report, the exam-
iner must indicate the date on which the Demand for Interna-
tional Preliminary Examination was submitted and the date on
which the examiner completed the Report and the name of the
International Preliminary Examining Authority.

These last mentioned items may either be completed when
including the other data or when completing the certification.
Every International Preliminary Examination Report must be
signed by a Primary Examiner.

1898.04(c) Time Limit for Preparing Report
[R-5]

PCT Rule 69
Time Limit for International Prefiminary Examination

69.1 Time Limit for International Preliminary Examination

(2) The time limit for establishing the international preliminary examina-
tion report shali be:

(i) 28 months from the priority date if the demand was filed prior to
the expiration of 19 months from the priority date;

(ii) nine months from the start of the intemational preliminary
examination if the demand was filed after the expiration of 19 months from the
priority date.

(b} Intemational preliminary examination shall stari upon receipt, by the
Intemational Preliminary Examining Authority:

(i) under Rule 62.2(a), of the claims as amended under Aricle 19, or

(ii) under Rule 62.2(b), of a notice from the Intemational Bureau thai
no emendments underArticle 19 have been filed within the prescribed time
limit or that the applicant has declared that he does not wish to make such
amendments, or

(iii) of a notice, after the international search report is in the
possession of the Intemational Preliminary Examining Authority, from the
applicant expressing the wish that the international preliminary examination
should start and be directed to the claims as specified in such notice, or

(iv) of a notice of the declaration by the Intemational Searching
Authority that no intemnational search report will be established (Article
17Q2)(a)).

(c) If the competent International Preliminary Examining Authority is part
of the same national Office or intergovemnmental organization as the competent
Intemational Searching Authority, the intenational preliminary examination
may, if the Intemnational Preliminary Examining Authority so wishes, start at the
same time ag the intemational search. In such a case, the intemational prelimi-
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nary examination report shall be estsblished, notwithstanding the provisions of
paragraph (g), no later then six months after the expiration of the tme limit
allowed under Anicle 19 for amending the claims.

1898.04(d) Transmittal of the International
Preliminary Examining Report [R-5]

PCT Article 36
Transmittal, Transtation, and Communication, of the
Internationai Preliminary Examination Report

(1) The international preliminary examination report, together with the
prescribed annexes, shall be transmitted to the applicant and to the International

Bureau.
P

PCT Rule 71
Transmittal of the International Preliminary Examination
Report

71.1 Recipients

The Intemnational Preliminary Examining Authority shall, on the same
day, transmit one copy of the intemational preliminary examination report and
its annexes, if any, to the International Bureau, and one copy to the applicant.
11.2 Copies of Cited Documents

(2) The request under Article 36(4) may be presented any time during
seven years from the intemational filing date of the intemational application to
which the report relates.

(b) The International Preliminary Examining Authority may require that
the party (applicant or elected Office) presenting the request pay to it the cost
of preparing and mailing the copies. The level of the cost of preparing copies
shall be provided for in the agreements referred to in Article 32(2) between the
Intemational Preliminary Examining Authorities and the Intemnational Bureau.

(c) Any Intemational Preliminary Examining Authority not wishing to
send copies direct to any elected Office shall send a copy to the Intemational
Bureau and the International Bureau shall then proceed as provided in para-
graphs (a) and (b).

(d) Any International Preliminary Examining Authority may perform the
obligations referred to in (a) to (c) through another agency responsible to it.

Thefollowing identifying information will be placed on the
top of the first page of Form PCT/IPEA/416:
Applicant’s or Agent’s File Reference - this is the
applicant’s or agent’s application reference (or docket number)
which is composed of either letters or numbers, or both, pro-
vided this reference does not exceed ten characters. This refer-
ence may be found in the upper right hand box on the first sheet
of the Demand, Form PCT/IPEA/401.
nternation icati r - thisis the 14 digit PCT
application serial number as stamped and typed on the applica-
tion file wrapper and may also be found on the first page of the
Demand, Form PCT/[PEA/401
- this is the filing date printed on
the application file wrapper and may also be found on the first
page of the Demand, Form PCT/IPEA/401.
- this is the first named applicant as set
forth on the application file wrapper and may also be found in
box II of the Demand, Form PCT/IPEA/401.

AUTHORIZED OFFICER

Form PCT/IPEA/416 must be signed by a primary exam-
iner,
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1898.04(e) Translations [R-5]

PCT Article 36
Transmittal, Translation, and Communication, of the
Internatienal Preliminary Examination Report
BREn

(2)(e) The intemational preliminary exemination report and its annexes
ghall be translated into the prescribed langusges.

(b) Any trenslation of the said report shall be prepered by or under the
regponsibility of the Intemational Buresu, whereas any tranelation of the said
annexes shall be prepared by the applicant.

%k % ok %k

PCT Rule 72
Translation of the International Prellminary Examination
Report

72.1 Languages

(2) Any elected State may reguire that the intemastionsl preliminary
examination report, esiablished in any lenguage otherthen the official language,
orone of the official languages, of its national Office, be translated into English,
French, German, Japanese, Russian, or Spenish.

(b) Any such requirement shall be notified to the Intemational Bureau,
which shall promptly publish it in the Gazette,

72.2 Copies of Translations for the Applicant

The International Bureau shall transmit 8 copy of each translation of the
international preliminary exemination report to the applicant at the same time
as it communicates such translation to the interested elected Office or Offices.
T2.3 Observations on the Translation :

‘The applicant may make written observations on what, in his opinion, are
errors of translation of the international preliminary examinstion report and
shall send & copy of any such observation to each of the interested elected Of-
fices and & copy to the Intemational Bureau.

1898.04(f) Confidential Nature of the Report
[R-§]

PCT Article 38
Confidentizl Nature of the International Preliminsry
Exsmination

(1) Neither the Intemational Burean nor the Intemational Preliminary
Exsmining Authority shall, uniess requested or autherized by the spplicant,
allow access within the meaning, and with the proviso, of Article 30(4) to the
file of the intemational preliminary examination by any person or suthority at
any time, except by the elected Offices once the intemational preliminary
examination report has been established.

(2) Subject to the provisions of paragraph (1) and Articles 36(1) and (3)
and 37(3)(b), neither the International Buresu nior the Intemational Preliminary
Fxamining Authority shall,unless requested or authorized by the applicant, give
information on the issuance or non-issuance of an intemationsl preliminary
examination report and on the withdrawal or nonwithdrawal of the demand or
of any election.

1898.05(a) Withdrawal of Demand or Election
{R-5]

BCT Article 37
Withdrawal of Demand or Election

(1) The spplicent may withdraw any or all elections.

(2) If the election of all elected States is withdrawn, the demand shall be
considered withdrawn.

(3)(a) Any withdrawal shall be notified to the Intemational Bureau.

(b) The elected Office concemed and the Internationsl Preliminary
Exemining Authority concemed shall be notified accordingly by the Intema-
tionsl Bureau,

(4)(a) Subject to the provigions of subparagraph (b), withdrawal of the
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demsnd or of the election of a Contracting State shall, unless the national law
of that State provides otherwise, be considered to be withdrawal of the interna-
tionel application as far as that State is concemed.

(b) Withdrawal of the demand or of the election shall not be considered
to be withdrawal of the intemnational application if such withdrawal is effected
priortotheexpiration of the appliceble time limit wnder Anicle 22; however, any
Contracting State may provide in its national law that the aforesaid shall apply
only if its national Office has received, within the said time limit, & copy of the
international application, together with & translation (as prescribed), and the
national fee.

PCT Rule 78
Withdrawal of the Demand, or of Elections

75.1 Withdrawals

(a) Withdrawal of the Demand or &ll the elections may be effected
prior to the expiration of 30 months from the priority date except as to any
elected State in which national processing or examination has airesdy started.
Withdrawal of the election of any elected State may be effected prior to the date
on which examination and processing may start in that State.

(b) Withdrawal shell be effected by a signed notice from the applicant to
the International Bureau. In the case of Rule 4.8(b), the notice shall require the
signature of all the applicants.

75.2 and 75.2 [Deleted]
75.4 Faculty under Article 37(4)(b) .

(a) Any Contracting State wishing to take advamtage of the faculty

provided for in Article 37(4)(b) shall notify the Intemational Buresu in writing

(b) The notification under paragraph (a) shall be prompily published by
the Intemnational Buresu in the Gazette, and shall have effect in respect of
intemational applications filed more than one month after the publication date
of the relevant issue of the Gazetie.

Adminlstrative Instructions Sectlon 606
Cancellation of Electlons

The Intemnational Preliminary Exsmining Authority shall, if the election
is in the demand, cancel ex officio the election of any State which is not &
designated State or which is not bound by Chapter II of the Treaty, shall enclose
that election within square brackets, shall enter, in the margin, the words
“CANCELLED EX OFFICIO BY IPEA” or their equivalent in the language of
publication of the intemational application, and shail notify the applicant ac-
cordingly.

Any withdrawal of the demand or any election must be
sent to the International Bureau.

1898.06(a) Receipt of Notice of Election by the
Patent and Trademark Office [R-5]

PCT Rule 61
Notificatlon of the Demand and Electlon
Gk
61.2 Notification to the Elected Offices

(=) The notification provided for in Article 31(7) shall be effected by the
Intemnational Bureau.

(b) The notification shall indicate the number and filing date of the
international spplication, the name of the applicant, the name of the receiving
Office, the filing date of the application whose priority is claimed (where
priority is claimed), the date of receipt by the Intemational Preliminary Exam-
ining Authority of the demand, and - in the case of later elections - the date of
receipt by the Intemational Buresu of the later election.

(c) The notification shall be seat to the elected Office prompily after the
expiration of the 18ith month from the priority date, or, if the international
preliminary examination report is communicated earlier, then, at the same timé
as the communication of that report. Elections effected after such notification
shall be notified promptly after they have been effected.

61.3 Information for the Applicant

The Intemational Bureau shall inform the spplicant in writing that it has
effected the notification referred to in Rule 61.2. At the same time, it shall
indicate to him, in respect of each elected State, any applicable time Limit under
Anticle 39(1)(b).
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All notices of election are received by the PCT Division
from the Internationa! Bureau. The PCT Division prepares the
appropriate records of the election and places the paper in
storage with the communicated copy of the international appli-
cation until the national stage is entered.

1898.06(b) Receipt of the International
Preliminary Examination Report from
the International Bureau [R-5]

PCT Article 36
Transmittzl, Translation, and Communication, of the
International Preliminary Examination Report

ke o e

(3)(a) The international preliminary examination report, together with its
translation (as prescribed) and its annexes (in the original language), shall be

communicated by the International Bureau to each elected Office.
Rk

PCT Rule 73
Communication of the International Preliminary Examination
Report

73.1 Preparation of Copies

The Intemational Bureau shall prepare the copies of the documents to be
communicated under Article 36(3)(a).
73.2 Time Limit for Communication

The communication provided for in Article 36(3)(a) shall be effected as
prompitly as possible.

The International Bureau will forward to the Patent and
Trademark Office copies of ail International Preliminary Ex-
amination Reports in intemational applications in which the
United States of America has been elected. The Reports are
processed by the PCT Division and are forwarded for national
processing when the requirements for entering the national
stage have been fuifilled.

1898.07(a) Entering the National Stage under
Chapter II [R-5]

PCT Article 36
Transmittal, Translation, and Communication, of the
International Prelimlnary Examination Report
ek ks
(3)(b) The prescribed translation of the annexes shall be transmitted
within the prescribed time limit by the applicant to the elected Office.

o sk sk

PCT Article 39
Copy, Transtation, and Fee, te Elected Offices

(1)(a) If the election of any Contracting State has been effected priortothe
expiration of the 19th month from the priority date, the provisions of Article 22
shall not apply to such State and the applicant shall fumish a copy of the
intemational application (unless the communication under Article 20 has
already taken place) and a translation thereof (as prescribed), and pay the
national fee (if any), to each elected Office not later than at the expiration of 30
months from the priority date.

(b) Any national law may, for performing the acts referred to in subpara-
graph (a), fix time limits which expire later than the time limit provided for in
that subparagraph.

(2) The effect provided for in Article 11(3) shall cease in the elected State
withthe same consequences as the withdrawal of any national application inthat
State if the applicant fails to perform the acts referred to in paragraph (1)(z)
within the time limit applicable under paragraph (1)(a) or (b)
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(3) Any elected Office may maintain the effect provided for in Anicle
11(3) even where the applicant does not comply with the requirements provided
for in paragraph (1)(z) or (b).

PCT Rule 74
Translation of Annexes of the International Prefiminary
Examinatiorn Report and Transmittal Thereof

74.1 Contents of Translation and Time Limit for Transmittal Thereof

Where the fumnishing of a translation of the international application is
required by the elected Office under Article 39(1), the applicant shall, within the
time limit applicable under Article 39(1), transmit a translation of any replace-
ment sheet referred to in Rule 70.16 which is ammexed to the intemnational
preliminary examination report. The same time limit shall apply where the fur-
nishing of a translation of the international application to the elected Office
must, because of a declarationmade under Article 64(2)(2)(i), be effected within
the time limit applicable under Arnicle 22.

The statutory requirements for entering the national stage
in the United States are set forth in 35 U.S.C. 371.

>37 CFR 1.495 Entering the national stage in the United States
of America as an Efected Office

(a) Where a Demand has been filed with an appropriate International
Preliminary Examining Authority and not withdrawn by the expiration of 19
months from the priority date, the applicant must fulfill the requirements of 35
U.S.C. 371 within the time periods set forth in paragraph (b) and (c) of this
section in order to prevent the abandonment of the intemational application as
to the Unites States of America. Intemationel applications for which those
requirements are timely fulfilled will enter the national stage and obtain an
examination as to the patentability of the invention in the Unites State of Amer-
ica.

(b) The applicant shall fumish to the United States Patent and Trademark
Office not later than the expiration of 30 months from the priority date

(1) a copy of the intemationial application, unless it has been previously
commumicated by the International Bureau orunless it was criginally filed in the
United States Patent and Trademark Office;

(2) atranslation of the international application into the English language,
if it was originally file in another language;

(3) the basic national fee (see §1.492(a)); and

(4) an oath or declaration of the inventor (see §1.497).

(c) The applicant may furnish any required English translation of the
international application, the basic national fee and the oath or declaration of the
inventor after 30 months but not later than the expiration of 32 months from the
priority date. The payment of the processing fee set forth in §1.492(f) is required
for acceptance of an English translation later than the expiration of 30 months
after the priosity date. The payment of the surcharge set forth in §1.492(e) is
required for acceptance of the basic national fee or the oath or declaration of the
inventor later than the expiration of 30 months after the priority date.

(d) A copy of any amendments to the claims made under PCT Article 19,
and a translation of those amendments into English, if they were made in another
language, must be furnished not later then the expiration of 30 months from the
priority date. Amendments under PCT Article 19 which are not received by the
expiration of 30 months from the priority date will be considered tobe cancelled.

(e) A translation into English of any annexes tothe intemational prelimi-
nary examination report, if the annexes were made in another language, must be
fumished notlaterthanthe expiration of 30 months from the priority date. Trans-
lations of the annexes which are not received by the expiration of 30 mouths
from the priority date may be submitted within 32 months from the priority date
accompanied by the processing fee set forth in §1.492(f). Trenslations of the
annexes which are not timely received will be considered to be cancelled.

(e) Verification of the translation of the intemational application or any
other document pertaining to an international application may be required
where it is considered necessary, if the interational application or other docu-
ment was filed in a language other then English.

(f) The documents submitted under paragraphs (b) and (c) of this section
must be clearly identified as a submission to enter the national stage under 35
U.S.C. 371, otherwise the submission will be considered as being made under
35 US.C.111.

(2) Thetime limits set out in paragraphs (b), (c), (d) and (e) of this section
may not be extended pursuant to §1.136 or otherwise.

1800-124




PATENT COOPERATION TREATY

may not be extended pursuant to §1.136 or otherwise.

(i) An international application becomes abandoned a5 to the United States
30 months from the priority date if & copy of the international epplication is not
communicated to the Patent and Tredemark Office prior to 30 months from the
priority date and & Demand for Intemnational Preliminary Examination which
elected the United States of America has been filed prior to the expiration of 19
months from the priority date. If a copy of the intemational application is com-
municated within 30 months to the Patent and Trademark Office, an intemna-
tional application will become abandoned as to the United States 32 months
from the priority date if the required English translation(s), fees and oath or
declaration under 35 U.S.C. 371(c) are not filed within 32 months from the
priority date.<

>1.497 Oath or declaration under 35 U.S.C. 371(c)(4).

(2) When an applicent of an international application, if the inventor,
desires to enter the national stage under 35 U.S.C, 371 pursuant to §1.494 or
§1.495, he or she must file an oath or declaration in accordance with §1.63.

(b) If the international application was made as provided in §1.422, 1.423
or 1.425, the applicant shall state his or her relationshipto the inventor and, upon
information and belief, the facts which the inventor is required by §1.63 to
state.<

See also MPEP § 1890 for fecs and explanation of require-
ments.

1898.07(b) National Stage Amendments [R-5]

PCT Articie 41
Amendment of the Claims, the Description, and the Drawlngs,
before Elected Offices

(1) The applicant shail be given the opportunity to amend the claims, the
description, and the drawings, before each elected Office within the prescribed
time limit. No elected Office shall grant a patent, or refuse the grant of a patent,
before such time limit has expired, except with the express consent of the
applicant.

(2) The amendments shall not gobeyondthe disclosure inthe international
application as filed, unless the national law of the elected State permits them to
go beyond the said disclosure,

(3) The amendments shall be in accordance with the national law of the
elected State in all respects not provided for in this Treaty and the Regulations.

(4) Where an elected Office requires a translstion of the international
application, the amendmesnts shall be in the language of the translation.

PCT Article 42
Results of Natlorzl Examinatlion In Elected Offices
No elected Office receiving the intemational preliminsry examination
report may require that the applicant fumish copies, or information on the
contents, of any papers connected with the examination relating to the same
international application in any other elected Office.

' PCT Rule 76
Copy, Translation and Fee under Articie 39(1); Translation of
Priority Document
76.1,76.2 and 76.3 [Deleted]
76.4 Time Limit for Translation of Priority Document
The applicant shall not be required to fumish to any elected Office a
cenified translation of the priority document before the expiration of the
applicable time limit under Anicle 39.
“I6.5 Application of Rules 22.1(g), 49 and 51%*
Rules 22.1(g), 49 and 51bis shall apply, provided that:
(i) any reference in the said Rules to the designated Office or to the
designated State shall be construed as a reference to the elected Office or to the
‘elected State, respectively;
(i) any reference in the said Rules to Article 22 shall be construed
as a reference to Arnticle 39(1).
(iii) the words “international applications filed" in Rule 49.1(c) shall
be replaced by the words “a demand submitied.”

PCT Rule 77
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Faculty under Articie 39(1)(b)
1.1 Exercise of Faculty

(a) Any Contracting State allowing a time limit expiring laterthan thetime
limit provided for in Asticle 39(1 }(2) shell natify the International Bureau of the
time limit go fixed.

(b) Anynotification received by the International Bureau under paragraph
(a) shall be promptly published by the International Buresu in the Gazette.

(c) Notification conceming the shortening of the previously fized time
limit shall be effective in relation to demands submitted after the expiration of
three months computed from the date on which the notification was published
by the International Buresu.

(d) Notificstion conceming the lengthening of the previously fized time
limit shall become effective upon publication by the International Bureau in the
Gazette in respect of demands pending at the time or submitted after the date of
such publication, or, if the Contracting State effecting the notification fixes
some later date, as from the latter date.

PCT Rule 78
Amendment of the Clalms, the Description, and the Drawiags,
before Elected Offices
78.1 Time Limit Where Election I's Effected prior to Expiration of 19 Months
from Priority Date.

() Where the election of any Contracting State is effected prior to the
expiration of the 15th month from the priority date, the applicant shall, if he so
wishes, exercise the right under Article 41 sfter the transmittal of the interna-
tional preliminary examination report under Arnticle 36(1)has been effected and
before the time limit applicable under Article 39 expires, provided that, if the
said transmittal has not taken place by the expiration of the time limit applicable
under Article 39, he shall exercise the said right not later than on such expiration
dzte. In either case, the applicant may exercise the said right at any time if so
permitied by the national law of the said State.

(b) In any elected State in which the national law provides that the
examnination starts only on specizl request, the national law may provide that the
time limit within or the time at which the applicant mey exercise the right under
Anticle 41 shall, where the election of any Contracting State is effected priorto
the expiration of the 19th month from the priority date, be the same as that
provided by the national law for the filing of amendments in the case of the
examination, on special request, of national applications, provided that such
time limit shall not expire prior 1o, or such time shall not come before, the
expiration of the time limit applicable under Anticle 39.

78.2 Time Limit Where Election Is Effected after Expiration of 19 Months from
_ Priority Date

Where the election of any Contracting State has been effected after the
expiration of the 19th month from the priority date and the applicant wishes to
make amendments under Article 41, the time limit for meking amendments
under Article 28 shall apply.

78.3 Utility Models

The provisions of Rules 6.5 and 13.5 shall apply, mutatis mutandis, before
elected Offices. If the election was made before the expiration of the 19th month
from the priority date, the reference to the time limit applicable under Article 22
is replaced by & reference to the time limnit applicable under Anticle 39.

Under §§ 1.494 and 1.495, applicants must indicate on all
application papers filed for entry into the national stage in the
United States under 35 U.S.C. 371 that the filing is being made
under 35 U.S.C. 371. Otherwise the application papers will be
treated under 35 U.S.C. 111.

37 CFR 1.492(a)(4) and 1.496(b) provide for a substan-
tially reduced national fee and special procedure, respectively,
where the application has satisfied the requirements of novelty,
inventive step (non-obviousness) and industrial applicability
before the United States International Preliminary Examining
Authority as to the identical claims which are in the application
at the national stage in the Patent and Trademark Office.
Amendments during subsequent prosecution wili only be per-
mitted in response to an examiner's rejections or objections.
Thus, no new claims are permitted. Therefore, most of such
cases will require little or no prosecution to satisfy the require-
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ments for patentability,

The Patent and Trademark Office considers the interna-
tional application pending as to the United States where it has
been designated until the 22nd month from the priority date and
no Demand for International Preliminary Examination hasbeen
filed prior to the expiration of the 19th month from the priority
date and pending until the 32nd month from the priority date if
a Demand for International Preliminary Examination which
elected the United States of America has been filed prior to the
expiration of the 19th month from the priority date, provided
that a copy of the international application has been communi-
cated to the Patent and Trademark Office within 20 or 30 months
of the priority date respectively. If a copy of the international
application has not been communicated to the Patent and
Trademark Office within the 20 or 30 month period, respec-
tively, the international application becomes abandoned as to
the United States 20 or 30 months from the priority date
respectively. These periods have been placed in the rules as
paragraph (h) of §1.494 and as paragraph (i) of § 1.495. A
continuing application under 35 U.S.C. 365(c) and 120 may be
filed anytime during the pendency of the international applica-
tion.

1898.07(c) Unity of Invention during the
National Stage [R-5]

37 CFR 1.499 Unlty of Invention during the national stage.

(e) An intemational application which has entered the national stage by
meeting the requirements of 35 U.S.C. 371 will be considered to have unity of
invention if the claims are in accordance with PCT Rule 13 (see §1.475(f)).

(b) An applicstion in the national stage containing claims to different
categories of invention will be considered to have unity of invention if the claims
sre drawn only to one of the combinations as set forth in PCT Rule 13.2 (see
§1.475(f)) or to the combination of

(1) a product and a process for the manufacture of s2id product or
(2) a product and & process of use of said product.

If an application contzins claims to more or less then one of the combinations
of categories of invention set forth in PCT Rule 13.2 (sec §1.475(f)) or
combination set forth in paragraphs (b)(1) and (2) of this section, unity of
invention may not be present.

(c) If an application in the national stage contains claims to a category of
invention in addition tothose categories included in any one of the combinations
specified in paragraph (b) of this section, lack of unity of invention may be held
between the categories included in the combination and the claims to the addi-
tional category of invention.

(d) Unity of invention will exist in an application in the national stage
where the claims are limited to one of the combinations of categories set forth
in PCT Rule 13.2 (see §1.475(f)) or a combination set forth in paragraphs (b)(1)
or(2) of tiis section. If multiple products, processes of manufacture or uses are
claimed, the first invention of the category first mentioned in the claims of the
application and the first recited invention of each of the other categories related
thereto will be considered as the elected invention to be examined. Any such
holding of an election by the examiner will be made in the form of a restriction
requirement which confirms the election made by the presentation of claims.
Such e restriction requirement would be made on the basis of whether the
inventions are independent and distinct. Applicant has the right to traverse such
& restrictién requirement in the response to the Office action in which the
election is indicated.

(e) The inventions recited by the claims of different categories must be
related rather then independent inventions.

(f) If the examiner finds that a national stage application lacks unity of
invention, the examiner may in an Office action require the applicant in the
response to that Office action to elect the invention to which the claims shall be
restricted, this official action being called a requirement for restriction, Such
requiremnent may be made before any action on the merits but may be made at
any thiie before the final action at the discretion of the examiner. Review of any
such requirement i provided under §§1.143 and 1.144,
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Theunity of inveation practice set forth in PCT Rule 13 will
be applied in national stage applications entered under 35
U.S.C. 371 bacause 35 U.S.C. 372(b) provides that, "“The
Commissioner may cause the question of unity of invention to
be reexamined under section 121 of this title, within the scope
of the requirements of the treaty and the Regulations." How-
ever, continuing applications filed under 35 U.S.C. 111 of the
international applications under the provisions of 35 U.S.C.
365(c) will be subject to the same restriction practice as other
United States national applications filed under 35 U.S.C. 111.
Where severalinventions have been searched in the parentinter-
national application, the examination of such inventions in a
continuing national application may not be burdensome and the
examiner may consider all the inventions in such an application
without making a restriction requirement,

See aslo MPEP § 1868 for explanation of Unity of Inven-
tion requirements.

1898.08(a) National Stage Processing [R-5]

PCT Articie 33
The Internationai Preliminary Examination
ook ok ok

(5) The criteria described above merely serve the purposes of international
preliminary examination. Any Contracting State may apply additional or
different criteria for the purpose of deciding whether, in that State, the claimed
invention is patentable or not.

(6) The intemational preliminary examination shall take into considera-
tion all the documents cited in the intemational sesrch report. It may take into
consideration any additional documents considered to be relevant in the particu-
lar case.

PCT Articie 40
Delaying of National Examination and Other processing
(1) If the election of any Contracting State has been effected priorto
the expiration of the 19th month from the priority date, the provisions of Anicle
23 shall not apply to such State and the national Office of or acting for that State
shall not proceed, subject to the provisions of paragraph (2), to the examination
and otherprocessing of the international application prior to the expiration of the
applicable time limit under Article 39.
(2) Notwithstanding the provisions of paragraph (1), any elected Office
may, on the express request of the applicant, proceed to the examination and
other processing of the intemational application at any time.

>37 CFR 1.496 Examination of international applications in the
national stage

(a) International applications which have complied with the requirements
of 35 U.S.C. 371(c) will be taken up for action based on the date on which such
requirements were met. However, unless an express request for early processing
hasgbeen filed under35 U.S.C. 371(f), no action may be taken prior to one month
after entry into the national stage. .

(b) A national stage application filed under 35 U.S.C. 371 may have peid
therein the basic national fee as set forth in §1.492(a)(4) if it containg, or is
amended 1o contain, at the time of entry into the national stage, oaly claims
which have been indicated in an intemational preliminary examination repost
prepared by the United States Patent and Trademark Office as satisfying the
criteria of PCT Anticle 33(1)-(4) as to novelty, inventive siep and industrial
applicability. Such national stage applications in which the basic national fee as
set forth in §1.492(a)(4) has been paid may be amended subsequent to the date
of entry into the national stage only to the extent necessary to eliminate
objections as to form or to cancel rejected claims. Such national stage applica-
tions in which the basic national fee as set forth in §1.492(a)(4) has been paid
will be taken up out of order.<

The unity of invention practice set forth in PCT Rule 13 will
be applied in national stage applications under 35 U.S.C. 371
because 35U.S.C. 372(b)(2) provides that, "The Commissioner
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may cause the question of unity of invention to be reexamined
under section 121 of this title, within the scope of the require-
ments of the treaty and the Regulations." However, continuing
applications filed under 35 U.S.C. 111 of international applica-
tions under the provisions of 35 U.S.C. 365(c) will be subject to
the same restriction as other national applications filed under 35
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U.S.C. 111. However, it is noted that where several inventions
have been searched in the parent international application, the
examination of such inventions in a continuing national appli-
cation may not be burdensome and the examiner may consider
all the inventions in such an application without making a
restriction requirement.
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