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1801 Basic PCT Principles

Magor CONCEPTS

The Patent Cooperation Treaty (PCT) is an
international agreement to which the United
States of America is a party, which provides
for the filing of patent applications on the same
invention in a number of ecouniries. The PCT
enables the U.S. applicant to file one applica-
tion, “an international application”, in & stand-
ardized format in English in the Receiving Of-
fice (the U.S. Patent and Trademark Office),
and have that application acknowledged as a
regular national filing in as many member coun-
tries to the PCT as the applicant “designates”
that is, names, as countries in which patent pro-
tection is desired. The PCT also provides that
the appleation will be subjected to a search for
published disclosures which are capable of as-
sisting in the determination of whether the in-
vention disclosed in the application is new and
unobvious. Upon payment of national fees and
the furnishing of a translation, usually some
twenty months after the filing of the earliest
application for the invention, the application
will be subjected to national procedures in each
of the designated countries.

The PCT offers an alternative route to filing
patent applications directly in those countries
which are members of the PCT. Tt does not pre-
clude taking advantage of the priority rights
and other advantages provided under the Paris
convention (PCT Article 1)}. The PCT provides
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an additional and optional foreign filing route
to United States applicants.

PCT Agpricie 1

Bstablishment of @ Union

{1) The States party to this Treaty (hereinafter
called “the Contracting States”) constitute a ¥nion
for cooperation in the filing, searching, and examina-
tion, of applications for the protection of inventions,
and for rendering special technieal services, The Union
ghall be known as the Infernational Patent Coopera-
tion Union.

{2) No provision of this Treaty shall be interpreted
as diminishing the rights under the Paris Conven-
tion for the Protection of any county party to that
Convention.

The PCT has also substantially harmonized
the formal requirements of applications for the
member countries and the EKuropean Patent
Convention (EPC).

The PCT also provides new filing and search-
ing procedures whereby much of the processing
and transmittal of papers is done for the ap-
plicant by the various national patent offices
acting as international authorities and the In-
ternational Bureau (IB) of the World Intel-
lectual Property Organization (WIPO) in Ge-
neva, Switzerland, which administers the
Treaty.

Bagic Frow

To understand the PCT, it is important to
know the basic flow of an international appli-
cation under the PCT. This flow is illustrated
on the next page. .

Tt-ig-expected that, in most instances a na-
tional T.8. application (NA), will-bé filed first,
since- the-applicant can obtain a.search for-a.
relativelydow U.S. filing fee.- An international
application for the same subject matter will
then be filed subsequently within the priority
year provided by the Paris Convention and
claim the priority benefit of the U.S, national
application filing date.

Rroprvive Orrrcz (RO)

The international application (IA) must be
filed in a Receiving Office (RO) (PCT Article
10). The United States Patent and Trademark
Office will act as a Receiving Office for United
States residents and nationals (35 USC 361
{a)). The Receiving Office functions as the fil-
ing and formalities review organization for in-
ternational applications. International applica-
tions must contain wpon filing the designation
of those countries in which patent protection is
. desired and must meet certain standards for
completeness and formality (PCT Articles 11
(1) and 14(1) ).
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Where a priority claim is made, the date of
the earlier filed national application is used as
the date for determining the timing of interna-
tional processing, including the various trans-
mittals, the payment of certain international
and national fees, and publication of the ap-
plication. Where no priority claim is made, the
international fling date will be considered to
be the “priority date” for timing purposes (PCT
Article 2(xi} ).

The international application is subject to the
payment. of certain fees upon filing and at the
expiration of 12 months from the priority.date
(PCT Article 11(3) and 35 USC 363Y. The Re-
ceiving Office will grant an international filing
date to the application, collect fees, handle in-
formalities directly with the applicant, and
monitor all corrections, 35 USC 861(d). By 13
months from the priority date, the Receiving
Office is required to prepare and transmit a copy
of the international application, called the
Search Copy (SC), to the International Search-

ing Authortty (ISA); and another copy, called

the Record Copy (RC), to the International Bu-
reat (PCT Rules 22.1 and 23). A third copy of
the international application, the Home Copy
(HC), remains in the Receiving Office (PCT
Article 12(1)). Once the Receiving Office has
transmiited copies of the application, the Inter-
national Searching Authority becomes the focus
of international processing.

INTERNATIONAL SEARGHING- A.UTHORI’I‘Y
(TSA)

The basic function of the International
Searching Authority (ISA) is to conduct a
prior art search of inventions claimed in inter-
national applications; it does this by searching
in at least the minimum decumentation defined
by the Treaty (PCT Articles 15 and 16 and
PCT Rule 34). The U.8. Patent and Trademark
Office acts as an International Searching Au-
thority for U.S. residents and nationals. The
International Searching Authority is also re-
sponsible for checking the content of the title
and abstract (PCT Rules 37.2 and 382). An
Tnternational Search Report (SR) will normal-
ly be issued by the International Searching
Authority within three months from the receipt
of the Search Copy (usually 16 months after
the priority date) (PCT Rule 42). Copies of
the International Search Report and prior art
cited will be sent to the applicant and the
Tnternational Bureau (PCT Rules 48 and 44.1).
The Search Report will contain a listing of those
documents found to be relevant and will iden-
tify the claims in the application to which they
are pertinent; however, no judgments or state-
ments as to patentability will be made (PCT
Rule 48.10). Once the International Search Re-
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port has been completed and transmitted,
international grocessmg continues before the
International Bureau,

InteryaroNan Boresu (IB)

The basic functions of the International
Bureau (IB) are to maintain the master file of
all international applications and to act as the
publisher and central coordinating body under
the Treaty. The World Intellectual Property
Organization in Geneva, Switzerland performs
the duties of the International Bureau.

If the applicant has not filed a certified copy
of the priority document in the Receiving Office
with the international application, or requested
upon filing that the Receiving Office prepare
and transmit to the International Bureau a
copy of the prior U.S. national application, the
priority of which is claimed, the applicant must
submit such a document directly to the Inter-
national Bureau not later than 16 months after
the priority date.

The applicant has normally two months from
the date of transmittal of the International
Search Report to amend the claims by filing an
amendment directly with the International
Bureau (PCT Article 19 and PCT Rule 46).
The International Bureau will then normally
publish (PS) the international application along
with the Search Report and any amendment
(Amdt) at the expiration of 18 months from
the priority date (PCT Article 21). The mter-
national publication will be in pamphlet form
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with a front page containing bibliographical
data, the abstract, and a figure of the drawing
PCT Rule 48). The pamphlet will also contain
the search report and any amendments to the
claims submitted by the applicant. If the ap-
plication is published in a %Janguage other than
English, the search report and abstract are also
published in English, The International Bu-
reau will also publish s Gazette in the French
and English languages which will contain in-
formation similar to that on the front pages of
international applications, various indexes, and
announcements (PCT Rule 86). The Interna-
tional Burean will also transmit copies of the
international application to all the Designated
Offices (PCT Axticle 20 and PCT Rule 47).

Desiewarsp Orrcz (DO)

Twenty months from the priority date of the
international application, the applicant must
send to each Designated Office any required
translations and the appropriste national or
regional filing fees unless the individual Des-
ignated Office grants additional time (PCT
Article 20). The applicant also has the right to
amend his application within one month after
the payment of his national fees. After this
month has expired (PCT Article 28 and PCT
Rule 52), each Designated Office will make iis
own determination as to the patentability of the
application based upon its own specific national
or regional laws (PCT Axticle 27(5)).

BASIC FLOW OF AN INTERMATIONAL APPLICATION
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1802 PCT Definitions
ARTICLE 2
Definitions

For the purpose of this f'reaty and the Regulations
and unless expressly stated otherwise:

(i) “application” means an application for the
protection of an invention; references to an “ap-
plication” shall be construed as references to ap-
plications for patents for inventions, inventors’
certificates, utility certificates, utility models, pat-
ents or certificates of addition, inventors’ certificates
of addition, and utility certificates of addition;

(i) references to a “patent” shall be construed
as references to patents for inventions, inventors’
certificates, utility certificates, wtility models, pat-
ents or certificates of addition, inventors’ certificates
of addition, and utility certificates of addition:

(iii) “national patent” means a patent granted
by a national authority;

(iv) “regional patent” means a patent granted by
a national or an intergovernmental authority having
the power to grant patents effective in more than
one State;

{v) “regional application” means an application
for a regional patent;

(vi) references to 2 “national application” shall
be conatrued as references to applications for na-
tional patents and regional patents, other than ap-
plications filed under this Treaty;

(vii} “International application” means an appli-
cation filed under this Treaty;

(viil) references to an “application” shall be con-
strued as references to international applications
and national applications; .

(ix) references to a “patent” shall be construed as

references to mnational patents and regional
patents;

(x) references to “national law” shall be con-
strued as references to the national law of 2 Con-
tracting State or, where a regional application or a
regional patent is involved, t¢ the treaty providing
for the filing of regional applications or the grant-
ing of regional patents;

(xi) “priority date,” for the purposes of comput-
ing time limits, means:

(a) where the international application con-
tains a priority claim under Artiole 8, the filing
date of the application whose priority is so
claimed ;

(b} where the international application containg
several priority claims under Article 8, the filing
date of the earliest application whose priority is
80 claimed;

(c) where the international application does
not contain any priority claim under Article 8, the
international filing date of such application ;
(xii) “national Office” means the governinent au-

thority of a Contracting State entrusted with the
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granting of patents; references to a “national Qffice”
shall be construed as referring also to any inter-
governmental authority which several States have
entrusted with the task of granting regional patents,
provided that at least one of those States is a Con-
tracting State, and provided that the said States
have authorized that authority to assume the obliga-
tiong and exercise the powers which thig Treaty and
the Regulations provide for in respect of national

Officey ;

(xiii) “designated Office” means the nakional Of-
fice of or acting for the State designated by the ap-
plicant under Chapler I of thig Treaty;

{ziv) “elected Office” means the national Office
of or acting for the State elected by the applicant
under Chapter X1 of this Treaty;

(xv) “recelving Office” means the national Office
or the intergovernmental organization with which
the international application has heen filed ;

{xvi} “Union” means the International Patent Co-
operation nion;

(xvii) “Assembly” means the Assembly of the
Union ;

(xviii) “Organization” means the World Intellee-
tual Property Organization ;

(zix) “International Bureau” means the Interna-
tional Bureau of the Organization and, as long as
it subsists, the United Imternational Bureaux for
the Protection of Intellectual Property (BIRPI);

(xx) “Director General” means the Director
General of the Organization and, as long as BIRPY
subgists, the Director of BIRPT.

PCT Rurs 2
Interpretation of Certain Words
2.1 “Applicant”

Whenever the word “applicant” is used, it shall be
construed as meaning also the agent or other repre-
sentative of the applicant, except where the contrary
clearly follows from the wording or the nature of the
provision or the context in which the word is used,
such ag, in partieular, where the provision refers to
the residence or nationality of the applicant,

2.2 “Agent”?

Whenever the word “agent” is used, it shall be con-
strued as meaning any persen who has the right to
practice before international quthorities as ‘defined in
Article 49 and, unless the contrary clearly follows
from the wording or the nature of the provigion, or
the context in which the word is used, also the com-
men representative referred to in Rule 4.8,

2.8 “Signatyre”

Whenever the word “signature” is used, it shall be

understood that, if the national law applied by the
receiving Office or the competent International Search-
ing or Preliminary Examining Authority requires the
nge of a seal instead of a signature, the word, for the
purposes of that Office or Authority, shall mean seal.
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85 U.8.C. 851 Definitions. When used in this part
unless the context otherwise indieates—

(2} ‘The term ‘treaty’ means the Patent Coopera-
tion Trealy done at Washington, on June 19, 19710,
exeluding chapter II thereof,

(b) The term ‘Regulations’, when capitalized,
means the Regulations under the treaty excluding part
C.-ihereof, done at Washington on the same date as
the treaty. The term ‘regulations’, when not capital-
jzed, means the regulations established by the Com-
misstoner under this title.

(e¢) The terma ‘international application’ means an
application filed under the treaty.

(d) The term ‘international application originating
in the United States’ means an international applica-
tion filed in the Patent Office when it is acting as a
Receiving Office under the treaty, irrespective of
whethier or not the United States has been designated
in that international applieation.

(e) The term ‘Gnternstional application designating
the Dnited Stafey’ means an international application
specifying the United States as a country in which a
patent is sought, regardiess where such international
application ig filed.

(£) The term ‘Receiving Office’ means a national
patent office or intergovernmental organization which
receives and processes internafional applications as
preseribed by the treaty and the Regulations,

(g) The term ‘International Searching Authority’
means & pational patent office or intergovernmental
organization as appointed under the trealy which
processes internationsl appleations as prescribed by
the treaty and the Regulations,

(h) The term ‘International Bureau' means the in-
ternational intergovernmental organization which is
recognized as the coordinating body under the treaty
and the Regulations,

(i} Terms and expressions not defined in this part
are {o be taken in the senge indicated by the treaty and
the Regulations.

8% OFR 1.401 Definitions of terms under the Patent
Cooperation Treedy. (a) The abbreviation “PCT” and

the ferm “Treaty” mean the Patent Cooperation
Treaty,
{(b) “International Bureau"” means the World In-

tellectual Property Organization located: in Geneva,
Switzerland.

(¢) “Administrative Ingtructions” means that body
of Instructions for operating under the Patent Coop-
eration Mreaty referred fo in POT Rule 89.

(d) “Request”, when capitalized, means that ele-
ment of the international application described in PCT
Rules 3 and 4,

{e) ‘“‘International application”, as used in this
Subchapter ig-defined in § 1.9(h).

() “Priority date” for the purpose of computing
time lmits under the Patent Cooperation Treaty ig
defined in POT Art. 2(xi). Note also § 1.465.
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(g} Other terms and expressions in this Subpart g
not defined in this section are to be taken in the
sense indicated in PCT Act. 2 and 85 U.8.C, 351.

1803 Reservations Under the PCT
Taken by the United States of
Ameriea

ARTICLE 64
Reservations

(1) {a) Any State may declare that it shall not be
bound by the provisions of Chapter IT.

(b) States making a declaration under subparagraph
(a) shall not be bound by the provisions of Chapter II
and the corresponding provisions of the Regulations.

(2) (a) Any State not having made a declaration un-
der paragraph (1) (a) may declare that:

(i) it shall not be bound by the provisions of Arti-
cle 89(1) with respect fo the furnishing of a copy of
the international application and a transiation there-
of {asprescribed),

(i) the obligation to delay national processing, as
provided for under Article 40, shall not prevent pub-
lieation, by or through its national Office, of the in-
ternational applieation or a translation thereof, it
being understood, however, that it is not exempted
from the Mmitations provided for in Articles 80 and
38,

(b) States making such a declaration shall be hound
accordingly.

(3} fa) Any State may declare that, ag far as it is
concerned, internaticnal publication of international
applications is not required.

(b) Where, at the expiration of 18 months from the
priority date, the international application contgins
the designation only of such States ag have made
declarations under subparagraph (a), the international
application shall not be published by virtue of Article
21(2).

{¢) Where the provisions of subparagraph (b) apply,
the international application shall nevertheless be pub-
lished by the International Bureau:

(i) at the request of the applicant, as provided in
the Regulations,

(ii} when a national application or & patent based
on the international application is published by or on
hehalf of the national Office of any designated State
having made a declaration under subparagraph {(a}),
promptly after such publication but not before the
expiration of 18 months from the priority date.

(4) (a) Any State whose national law provides for
prior art effect of ifs patents as from a date before
publication, but does not equate for prior art purposes
the priority date claimed under the Parig Convention
for the Protection of Industrial Property to the actual
fling date in that State, may declare that the filing
outside that State of an international application desig-
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nating that State is not eguated to an actual filing in
that State for prior art purposes.

{b) Any State making a declaration under subpara-
graph (a) shall to that estent not be bound by the pro-
visions of Article 11(3).

(¢) Any State making a declaration under subpara-
graph {a) shall, at the same time, state in writing the
date from which, and the conditions umder which, the
prior art effect of any international application desig-
nating that State becomes effective in that State. This
statement may be modified at any time by notification
addressed to the Director General.

{5) Bach 8tate may declare that it does not consider
itgelf bound by Article §9. With regard to any dispute
between any Contracting State having made such a
dectaration and any other Contracting State, the provi-
sions of Article 59 shall not apply.

(6){(a) Any declaration made under thig Article
shall be made in writing. It may be made at the time
of gigning thig Treaty, at the time of depositing the in-
strument of ratification or accession, or, except in the
case referred to in paragraph (5), at any later time
by notification addressed to the Director General. In
the cage of the said notification, the declaration shall
take effect six monthg after the day on which the Di-
rector General has received the notification, and shall
not affeet international applicationg filed prior to the
expiration of the said six-month period.

(b) Any declaration made under this Article way be
withdrawn at any time by notification sddressed to the
Director Gereral. Sveh withdrawsal shall take effect
three months after the day on which the Director Gen-
eral has received the notification and, in the case of
the withdrawal of a declaration made under paragraph
(83, shall not affect international applications filed
prior to the expiration of the said three-month period.

(7) No reservations to thig 'Preaty other than the
reservations under paragraphs (1) to (5) are per-
mitted.

The United States of America has declared
that it is not bound by Chapter II (Article
64(1)).

1t has also declared that, as far as the United
States of America is eoncerned that interna-
t(ié))n)al publication is not required {Axticle 64
The third reservation which the United States
of America made was under Article 64(4)
which relates to the prior art effective date of
a U.S. patent issuing from an international
application.

J805 Who May File in the United
States Receiving Office

PCT ArricLe 9
The Applicant

{1) Any resident or national of a Contracting State
may file an international application.
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(2) The Assembly may decide to allow the residents
and the nationals of any couniry party to the Paris
Convention for the Protection of Industrial Property
which is not party to this Treaty to file international
applications.

{3) The concepts of residence and nationality, and
the application of those concepts in cases where there
are several applicants or where the applicants are not
the same for all the degignated States, are defined in
the Regulations.

POT Ruwe 18

The Applicant

18,1 Residence

(a) Subject to the provisions of paragraph (b), the
question whether an applicant is a resident of the Con-
tracting State of which he claims to be a resident shall
depend on the national law of that State and ghall be
decided by the receiving Office,

(b) In any case, possession of a real ard effective in-
dustrial or commercial establishment in & Contracting
State shall be considered residence in that Stafe.

18.2 Nationality

(a) Subject to the provisions of paragraph (b), the
question whether an applicant is a national of the Con-

tracting State of which he claims to be a national shall .

depend on the national law of that State and shall be
decided by the receiving Office.

(b) In any case, a legal entity constituted according
to the national law of a Contracting State shall be con-
sidered a national of that State.

18.83 Several Applicaonis: Some for ANl Designeted
States
If all the applicants are applicants for the purposes
of all designated States, the right to file an interna-
tional application shall exist if at least one of them is
entitled to file an international application according
to Article 9.

18.4 Several Appliconts: Different for Different Desig-
noted States

(a) The international application may indicate dif-
ferent applicants for the purposes of different desig-
nated States, provided that, in respect of each desig-
nated State, at least one of the applicants indicated for
the purposes of that 8tate is entitled fo file an interna-
tional application according fo Article 9.

(b) If the condition referred to in paragraph (a) is
not fulfilled in respect of any designated State, the des-
ignation of that State shall be considered not to have
been made.

{e¢) The International Bureau shall, from time to
time, publish information on the various national laws
in respect of the question who iz qualified (inventor,
guccessor in title of the inventor, owner of the inven-
tion, or other) to file a national application and ghall
accompany such information by a warning that the ef-
fect of the international application in any designated
State may depend on whether the person designated in

N
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the international application as applicant for the pur-
poses of that State is a person who, under the national
law of that State, is qualified to file a national apph-
cation.

18.5 Change in the Person or Nome of the Applicant

Any change in the person or name of the applicant
shall, on the request of the applicant or the receiving
Office, be recorded by the International Bureau, which
shall notify the interested International Searching Au-
thority and the designated Offices accordingly.

PCT Rure 19
The Competent Receiving Office

19.1 Where to File

(&) Subject to the provisions of paragraph (b), the
international application shall be filed, at the option of
the applicant, with the national Office of or acting for
the Contracting State of which the applicant is a resi-
dent or with the national Ofice of or acting for the Con-
tracting State of which the applicant is a national,

{b) Any Contracting State may agree with ancther
Contracting State or any intergovernmental organiza-
tion that the national Office of the latter State or the
intergovernmental organization shall, for all or some
purposes, act instead of the national Office of the for-
mer State as receiving Office for applicants who are
residents or nationals of that former State. Notwith-

standing such agreement, the national Office of the.

former State shall be considered the competent receiv-
ing Office for the purposes of Article 15(5),

{e) In connection with any decision made under Ar-
tiele 9$(2), the Assembly shall appoint the national Of-
fice or the intergovernmental organization which will
act as receiving Office for applieai;ioi[as of residents or
nationals of States specified by the Assembly. Such ap-
pointment shall require the previous consent of the
sald national Office or intergovernmental organization,

19.2 Several Applicants

(a) Xf there are several applicants and they have no
commen agent, their commeon representative within the
meaning of Rule 4.8 shali, for the purposes of the ap-
plication of Rule 19.1, be considered the applicant.

(b} If there are several applicants and they have a
common agent, the applicant first named in the reguest
who is entitled to file an international application ae-
cording to Article § shall, for the purposes of the appli-
cation of Rule 19.1, be considered the applicant.

18.8 Publication of Fact of Delegation of Duties of Re-

ceiving Office

{a) Any agreement referred to in Rule 19.1(b)
shall be promptly notified to the International Bureau
by the Contracting State which delegates the duties of
the receiving Office to the national Office of or acting
for another Contraeting State or an intergovernmentat
organization.

(b) The International Bureau shall, promptly upon

receipt, publish the notification in the Gazette.
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Procedure in the Cese of the Designation of ¢ Stote
being Considered Notl To Huve Been Made

‘Where the receiving Office finds that, under Rule
18.4(b), the designation of a State is fo be congidered
as not having been made, it shall indicate that fact in
the international application by enclosing the designa-
tion of that State within square brackets and entering
the words “CONSIDERED NOT TO HAVE BEEN
MADE,” or their equivalent inm the language of the
international application, in the margin, and shall
promplly notify the applicant accordingly. If copies of
the international application have already been sent
to the Internationat Bureau and the International
Searching Authority, the receiving Office shall also
notify premptly that Bureau and that Authority.

35 U.8.0. 861 Receiving Ofiice. {(a) The Patent
Office shall act as a Receiving Office for international
applications filed by nationals or residents of the
United States. In accordance with any agreement made
between the United States and another country, the
Patent Office may also act as a Receiving Office for in-
ternational applications filed by residents or nationals
of such country who are entitled to file international
applications.

{b) The Patent Office shall perform ail acts con-
nected with the discharge of duties reguired of 2 Re
ceiving Office, including the collection of international
fees and their transmitial to the Internationa}
Bureau.

{¢} Internaticnal applications flled in the Patent
Office shall be in the English language.

{d} The basic fee portion of the international
fee, and the transmittal and search fees prescribed un-
der section 376(a) of this part, shall be paid on filing
of an international application. Payment of designa-
tion fees may be made on filing and shall be made not
later than one year from the priority date of the inter-
national application.

35 U.8.C. 378 Improper epplicant. An international
application designating the United States, shall not be
accepted by the Patent Office for the national stage if
it was filed by anyone not qualified under chapter 11
of this tifle to be an applicant for the purpose of filing
a nafional application in the United States. Such inter-
national applieations shall not serve as the basis for
the benefit of an earlier filing date under section 120 of
this title in a subsequently filed application, but may
serve as the basis for a claim of the right of priority
under section 119 of this title, if the United States was
not the sole country designated in such infernational
appHceation.

37 CFR 1.421 Applicant for international applice-
tion. (a) Only residents or nationals of the United
States of America may file international applications
in the United States Receiving Office,

(b} Alhough the United States Receiving Office will
aeccept international applications filed by any resident
or national of the United States of America for in-
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ternational processing, an international application
designating the United States of America will be ac
cepted by the Patent and Trademark Office for the
national stage only if filed by the inventor or as pro-
vided inv §§ 1.422, 1.423 or 1.425.

(¢) International applications which do not designate
the United Stafes of America may be filed by the as-
gignee or owner.

(@) The attorney or agent of the applicant may gign
the international application Request and file the inter-
national application for the applicant if the inter-
national application when filed is accompanied by 2
separate power of attorney to that attorney or agent
from the applicant. The separate power of attorney
from the applicant may be submitied after filing 1if
sufficient cause iz shown for not submitiing it at the
time of filing. Note that paragraph (b) of this section
requires that the applicant be the inventor if the United
States of America is designated.

{e) Amy indication of different applicants for the
purpose of different Designated Offices must be shown
on the Request portion of the international application.

{f) Changes in the person, name, or address of the
applicant of an international appiication shall be made
in accordance with PCT Rule 18.5.

37 OFR 1.422 When the inventor is dead. In case
of the death of the inventor, the legal representative
(executor, administrator, ete.) of the deceased inventor
may file ar international application which designates
the United States of America.

37 OFR 1.423 When the inventor i8 insang or legally
incapecitaied. In case an inventor is insane or other-
wise legally incapacitated, the legal representative
{guardian, consevator, ete.) of such inventor may file
an international application which designates the
United States of America.

37 OFR 1.424 Joint inventors. Joint inventors must
jointly file an international application which desig-
nates the United States of America; the signature of
either of them alone, or less than the entire number
will be insufficient for an invention invented by them
jointly, except as provided in § 1.425.

87 OFR 1.425 Filing by other than inventor. (a) If
a joint inventor refuses to join in an international ap-
plication which designates the United States of
America or cannot be found or reached after diligent
effort, the international application which designates
the United States of America may be filed by the other
inventor on behalf of himself or herseif and the omitted
inventor., Sueh an international application which des-
jgnates the United States of America must be aceom-
panied by proof of the pertinent faets and must state
the last known address of the omitted inventor. The
Patent and Trademark Office shall forward notice of
the filing of international application to the omitted
inventor at said address.

{b) Whenever an inventor refuses to execute an in-
ternational application which designates the United
States of America, or cannot be found or reached after
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diligent effort, o person to whom the inventor has as-
signed or agreed in writing to assign the invention or
who otherwise shows sufficient proprietary inferest in
the matter justifying such action may file the infer-
nationsal application on behalf of and as agent for the
inventor. Such an international application which
deslgnates the United States of America must be ac-
companied by proof of the pertinent facts and a show-
ing that such action is necessary to preserve the rights
of the parties or $0 prevent irreparable damage, and
must state the last known address of the inventor, The
assignment, written agreement to assign or other evi-
dence of proprietary interest, or a verified copy thereof,
must be filed in the Patent and Trademark Office. The
Office shali forward notiee of the filing of the applica-
tion £o the inventor at the address stated in the
applieation.

Any resident or national of the United States
of America may file an international applica-
tion in the United States Receiving Office
(PCT Article 9(1) and (8), PCT Rule 19.1,
35 U.S.C. 361(2) and 87 CFR 1.412, 1.421). The
concepts of residence and nationality are de-
fined in PCT Rules 18.1 and 18.2. For the pur-
pose of filing an international application, the
applicant may be either the inventor or the suc-
cessor in title of the inventor (assignee or
owner), :

However, the laws of the various Designated
countries regarding the requirements for ap-
plicants must also be considered when filing an
international application. For example, the pat-
ent law of the United States of America requires
that, for the purposes of designating the United
States of America, the applicant(s) must be
tlr%e inventor(s) (35 U.8.C. 373, PCT Article
27(3)). '

Where there are different applicants for dif-
forent States, at least one applicant designated
for each State must be entitled to file an inter-
national application under PCT Axrticle 9, and
PCT Rule 184.

PCT Rule 19.2 relates to the situation where
there are several applicants for all the Desig-
nated States.

1807 Agent or Common Representa-
tive

POT Awrricie 49

Right To Practice Before International Authorities

Any attorney, patent agent, or other person, having
the right to practice before the national Office with
whick the international application was filed, shall be
eniitied to praetice before the International Bureau
and the competent International Searching Authority



PATENT COOPERATION TREATY

and competent International Preliminary Examining
Authority in respect of that application.

PCT Ruze 2
Interpretetion of Certein Words

2.1 “AppUecanid”

‘Whenever the word “applicant” iz used, it shall be
construed as meaning also the agent or other repre-

418.1
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sentative of the applicant, except where the contrary
clearly follows from the wording or the nature of the
provigion or the context in which the word is used such
as in particular, where the provision refers to the resi-
dence or nationality of the applicant.

2.2 “Agent”

‘Whenever the word “agent” is used, it shall be con-
strued as meaning sany person who has the right to

Rev. 1, Jan. 1980
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practice before international authorities as defined in
Article 49 and, unless the conirary clearly follows
from the wording or the nature of the provision, or the
context in which the word is used, alse the common
representative referred to in Rule 4.8,

2.3 “Signoture”

Whenever the word “signature” is used, it shall he
understood that, if the national law applied by the re-
ceiving Office or the competent International Searching
or Preliminary Examining Authority requires the use
of a seal instead of a signature, the word, for the puar-
poses of that Office or Authority, shall mean geal.

PCT Rure 83
Right To Practice Before Intérnational Authorities

83.1 Proof of Right

The International Bureau, the competent Interna-
tional Searching Authority, and the competent Inter-
national Preliminary Examining Authority, may re-
quire the production of proof of the right to practice
referred to in Article 49.

83.2 Information

(a) The national Office or the intergovernmental
organization which the interested person is alleged to
have a right to practice before shall, upen request,
inform the International Bureau, the competent Inter-
national Searching Authority, or the competent Inter-
national Preliminary Examining Authority, whether
such person has the right to practice before it.

(b) Such information shall be binding wpon the In-
fernational Bureau, the International Searching Au-
thority, or the International Preliminary Examining
Authority, as the case may dbe.

PCT Ruie 90
Representation
90.1 Definitions
For the purpoges of Rule 90.2 and Rule 80.3:
(i) “agent” means any of the persons referred to
in Article 49;

(ii) “eommon representative” means the appll
cant referred to in Rule 4.8.

50.2 Effects

(3} Any aet by or in relation to an agent shall have
the effect of an act by or in relation to the applicant
or applicants having appointed the agent.

{b) Any act by or in relation to a common repre-
sentative or his agent shall have the effect of an act by
or in relation to all the spplicants,

(e) If there are several agents appointed by the
same applicant or applicants, any act by or in relation
to any of the several agents shall have the effect of an
act by or in relation to the said applicant or appli-
cants,

(@) The effects described in paragraphs (a}, (b},
and (e), shall apply to the processing of the interna-
tional application before the receiving Office, the In-
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ternational Bureau, the International Searching Au-
thority, and the Internationzl Preliminary Examining
Authority.

96.3 Appointment

() Appointment of any agent or of any common
representative within the meaning of Rule 4.8(a), if
the said agent or commeon representative is not desig-
nated in the request signed by all applicants, shall be
effected in 2 separate signed power of attorney (l.e, 4
document appointing an agent or a2 common repre—
sentative).

(b) The power of attorney may be submitted fo the
receiving Office or the International Bureau. Which-
ever of the two is the recipient of the power of attor-
ney submitted shall immediately notify the other and
the interested Internationa! Preliminary Examining
Authority.

(¢) If the separate power of attorney is not signed
as provided in paragraph {(a), or if the required sepa-
rate power of attorney is missing, or if the indication
of the name or address of the appointed person does
not ecomply with Rule 4.4, the power of attorney ghall
be considered nen-existent unless the defect is cor-
rected. :

80.4 Revocation

(a) Any appointment may be revoked by the per-
gons who have made the appointment or their su_éees—
sors in title,

(b) Rule 90.3 shall appiy, mutetis mutandis, to the
docuament containing the revocation.

87 OFR 1.455 Representotion in internotiionel ap-
plications. (a) Applicants of international applications
may be represented by attorneys or agents licensed to
practice before the Patent and Trademark Office or by
a common representative (PCT Art. 49, Rules 4.8 and
%0 and § 1.841).

(b} Appointment of an agent, attorney or common
representative (PCT Rule 4.8) must be effected either
in the Request form, signed by all applicants, or in a
separate power of attorney submitted either to the
United States Reeeiving Office or to the International
Bureau.

(¢) Powers of attorney and revoecations thereof
should be submitted to the United States Receiving
Office until the issuance of the international search
report.

{(d) The addressee for correspondence will be ag in-
dicated in Sectton 108 of the Administrative Instruc-
tions.

POT APMINISTRATIVE INSTRUCTION Secrion 106
Correspondence Intended for the Applicent

In the case of several applicants, any agenf desig-
nated under Rule 4.7 in the reguest signed by all the
applicants, or appointed under Rule 90.3 in a separate
power of attorney signed by aill the applicants, shall
be eonsidered a common agent.
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POT ADMINISTRATIVE INSTRUCTION SzmeTion 108
Correspondence Intended for the Appliconi

(a) Any correspondence from an International Au-
thority intended for the applicant, or, in the case of
several applicants, the applicants, shall be addressed
ag follows:

(i} Where the applicant has designated or ap-
pointed one agent, correspondence shall be addressed
to that agent, Where, in the case of several appli-
cants, the applicants are represented by a common
representative or a common agent, correspondence
whall be addressed to that representative or that
agent.

(i} Where the applicant has designated several
agents in the reguest, correspondence shail be ad-
dressed to the agent first menticned therein. Where,
in the case of several applicants, the applicants have
designated several common agents in the request,
correspondence shall be addressed to the common
agent first mentioned therein.

(til) Where the applicant has appointed several
agents in one or more separate powers of attorney,
corregpondence ghall be addressed to the agent first
mentioned in the eariest filed and stil] valid separate
power of attorney. Where, in the cage of several ap-
plicants, the applicants have appointed several com-
mon agents in one or more separate powers of at-
torney, correspondence shall be addressed to the com-
mon agent first mentioned in the earliest filed and
stil valid separate power of attorney.

(b} Any correspondence from an International Au-
thority to the applicant or hig agent shall be marked
with the file reference, composed either of letters or
numbers, or both, of the applicant or the agent, if so
indicated on the request Form, provided this reference
does not exceed ten characters.

POT ApMINISTRATIVE INSTRUCTION SECTION 208
Oomunon Representative Designated in the Request

If the applicants designate a common representative
in accordance with Rule 4.8(a), such common repre-
sentative shaill be indicated on the front page of the
request ¥Form, The indication of the common representa-
tive shall take the form of a statement designating the
named applicant to act as the eommon representative
on behalf of all the applicants.

Any act by or in relation to an agent has the
effect of an act by or in relation to the applicant
or applicants who have designated the agent;
any act by or in relation to a common repre-
sentative hag the effect of an act by or in relation
to all the applicants; the foregoing applies to
the ir;ternational phase (37 CFR 1.421(d) and
1.435).

In the national (or regional) phase, other
agents usually have to be appointed {(PCT Rule
90.2). The national laws of the designated states
govern the appointment of agents or attorneys in
the national stage.
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Any attorney or agent registered to practice
before the United States Patent and Trademark
Office may be appointed as an agent under the
Patent Cooperation Treaty to file applications
in the United States Receiving Office (PCT
Acrticle 49 and POT Rule 83).

The document containing the revocation must
be signed by the applicant or, where there are
several applicants, by all the applicants. Tt must
be submitted to the Receiving Office or the In-
ternational Bureau (PCT Rule 90.4).

Powers of attorney and revoeations should be
submitted to the United States Receiving Office
until the Search Report has issued in order that
communications may be correctly addressed.
After the Search Report has issued, powers of
attorney and revecations should be submitted to
the International Bureaw.

See also § 1820.04 for the power of attorney on
the Request form.

1808 Revocation of the Appointment
of an Agent or a Common Rep-
resentative

37 OFR 1.475 Chonges in person, nume, or oddress
of applicants and inventors. Al requests for a change
in person, name or address of applicants and inventor
be sent to the United States Receiving Office until the
time of issuance of the internatiomal search report.
Thereafter reguests for such changes should be sub-
mitted to the International Bureau.

1810 Filing Date Requirements

PCT Agricre 11

Filing Date and Bffects of the Imternational
Application
(1) 'Phe receiving Office shall aceord as the interna-
tional filing date the date of receipt of the international
application, provided that that Office hag found that,
at the time of receipt:

(i) the applicant does not obviously lack, for
reasons of residence or nationality, the right to file
an international application with the receiving Office,

(i} the internatiomal application is in the pre-
seribed language,

(411) the international application contains at least
the following elements:

{a) an indication that it is infended as an inter-
rational application.
(b) the designation of at least one Contracting

State,

(¢} the name of the applicant, as prescribed,

(d) @ part which on the face of it appears to be a
description,

(e} a part which on the face of it appears to be a
claim or claims. ’

-
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{2) (a) Xf the receiving Office finds that the interna-
tional application did not, at the time of receipt, fulfill
the requirements Hsted in paragraph (1), it shall, as
provided in the Regulations, invite the applicant to file
the required correction.

(b} If the applicant eomplies with the invitation, as
provided in the Regulations, the receiving Office shall
accord as the intermationsal filing date the date of
receipt of the required correction.

{8) Subjeet to Article 64(4), wny international ap-
plication falfilling the reguirements listed in items (i)
to (iiil) of paragraph (1) and accorded an international
filing date shall have the effect of a regular national
application in each designated State as of the inter-
national filing date, which date shall be considered to
be the actual filing date in each designated State.

(4) Any international application fulfilling the re-
guirements listed in items (i) to (iii) of paragraph (1)
shall he equivalent to a regular national filing within
the meaning of the Paris Convention for the Proteetion
of Industrial Property. !

35 U.8.0. 868 Internulional application designeting
the United Stotes: Effect. An international application
designating the United States shall have the effect,
from its international filing date under article 11 of
the treaty, of a natiomal application for patent regu-
Iarly filed in the Patent Office except as otherwise pro-
vided in section 102({e) of thig title.

3§ U7.8.C. 876 Fees. (2} The reguired payment of the
international fee, which amount is specified in the
Regulations, shall be paid in United States currency.
The Patent Office may also charge the following fees:

(1} A transmittal fee (see section 361(d));

{2) A search fee (see seetion 361(d));

(3} A supplemenfal search fee (to be paid when
required) ;

€4) A national fee (see section 371{c)};

{5) A special fee {fo be paid when required; see
section 372(c)} ;

(6) Such other fees at established by the Com-
migsioner.

(b} The amounts of fees specified in subsection (a)
of this seetion, except the international fee, shall be
prescribed by the Commissioner, He may refund any
sum paid by mistake or in excess of the fees so speci-
fied, or if reguired under the treaty and the Regula-
tiong. The Commissioner may also refund any part of
the search fee, where he determines such refund to be
warranted.

37 OFR 1.481 Interngtionael application requirements.
{a) Ar Ipternational application shall contain, as
specified in the Treaty and the Regulations, a Reguest,
a {description, cne or more claims, an abstraet, and one
or more drawings (where required). (PCT Art. 3(2}
and Section 207 of the Administrative Instructions.)

{b) An international filing date will be accorded by
the United States Receving Office, at the time of re-
cepit of the international application, provided that:

(1) The applicant is a Unifed States resident or na-
tional (B5 U.8.C, 861(a), PCT Art. 11(1)(i)).
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(2) The international application is in the Bnglish
language (35 U.L.C 361(c), PCT Art, 11(1) (i1)).

(8) The international application contains at least
the following elements (PCT Art. 11(1) ¢iii)):

(i)} an indication that it ig intended as an interna-
ticral application (PCT Rule 4.2) ;

{ii) the desigmation of at least one Contracting
State of the International Patent Cooperation Union;

(i1) the name of the applicant, as prescribed
(note § 1.422) ;

{iv) a part which on the face of it appears to be &
description ; and

{v) a part which on the face of it appears to be a
claim.

(e} Payment of the basic portion of the international
fee (PCT Rule 15.2) and the transmittal and search
fees (§ 1.445) shall be made in full at the fime the
intereational application papers required by para-
graph (b) of this section are deposited. Failure {0
make full payment on the same date as the deposit of
the internationsl applieation papers required by sub-
paragraph (b) of this section will result in the infer-
national application being considered withdrawn (PCT
Art, 14(3)(a)).

87 OFR 1.445 Imternationel applicetion filing and
processing fees. (a) The following fees and charges are
established by the Patent and Trademark Office under
the anthority of 35 U.8.C. 876:

(1) A transmittal fee (see 35 US.C. 361(d) and
POT Rule 14)—835.00,

{2) A search fee (see 35 U.8.C. 861(d) and PCT
Rule 16)—§300.00.

(8) A supplemental search fee when required (see
POT Art. 17(3) (3) and POT Rule 40.2) ~$200.00 per
additional invention.

(4) The national fee, that is, the amount set forth
as the filing fee under 35 USI0. 41(a)(1).

(5) A special fee when tequired (see 35 U.8.C.
372 (e) )—$10.00 per claim,

(b) The basic fee and designation fee portions of
the international fee shall be as preseribed in PCT
Rule 15.

TeEr “INTERNATIONAL FIviNe Date”

An international filing date is accorded on the
date on which the international application was
received by the Receiving Office or—pursuant
to the correction of defects—on a later date
(PCT Articles 11(1) and 11(2)(b) and PCT
Rules 20.1, 20.3, 20.4(2), 20.5, and 20.6) : in the
former case, the international filing date will be
the date on which the international application
was received by the Receiving Office; in the lat-
ter case, the international filing date will be the
date on which the correction was received by
the Receiving Office. Any correction has to be
submitted by the applicant within certain time
limits, Where all the sheets pertaining to the
same international application are not received
on the same day by the Receiving Office, in most
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instances, the date of receipt of the application
wiltl be amended to reflect the date on which the
last misging sheets were received. As an
amended date of receipt may cause the priority
claim to be forfeited, applicants should assure
that all sheets of the application are deposited
with the Receiving Office on the same day. For
particulars see PCT Rule 20.2.

Cowprrons Trar Musr Br Fuisiizsp FOrR THE
IxnrerNaTIONAL APPRICATION TO BE ENTITLED
To AN “Inrerwarionar Frning DaTe”

An “international filing date” will be ac-
corded to the international application by the
United States Receiving Office if it finds that
the conditions of PCT Art. 11(1) and 87 CFR
1.481 are fulfilled.

Now-payMeENT, INcoMpLETE Pavyment or Late
Pryuent oF Fers Errect on tHE “INTERNA-
TIoNAL Fiang Dare” :

The non-payment, incomplete or late payment
of the fees does not effect the filing date since
the payment of fees is not an Article 11(1) re-
quirement. However, non-payment or incom-
plete payment of fees on filing will result in the
Receiving Office declaring that the international
application is considered withdrawn, except
where only the designation fees are missing
(POT Article 14(3) (a), PCT Rule 27.1(2) and
85 U.S.C. 361(d)). Although an international
application which has not received an interna-
tional filing date and an international applica-
tion which is considered to be withdrawn are
both excluded from further processing in the
international phase, an international applica-
tion which fulfills the requirements necessary
for being accorded an international filing date
may be invoked as a priority application under
the Paris Convention (PCT Article 11(4)) (if
the conditions set by that Convention are ful-
filled) even where it will be considered as with-
drawn for non-payment of fees or other reasons.

1812 Flewments of the Initernational
Application

PCT Arvicte 3

The Internotionel Application

(1) Applications for the protection of inventions in
any of the Contraeting States may be filed as inter-
national applications under this Treaty.

(2) An international application shall contain, as
specified in this Treafy and the Regulations, a reqguest,
a deseription, one or more claims, one or more drawings
(where required), and an abstract.

(3) The abstract merely serves the purpose of tech-
nical information and cannet be taken into account for
any other purpose, particularly not for the purpose of
interpreting the seope of the protection sought,
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{4} The international application shall:

(i) be in a prescribed language;

(ii) comply with the preseribed physical require-
ments;

(iii) comply with the prescribed requirement of
anity of invention; )

(iv) be subject to the payment of the prescribed
fees. .
PCT Ruie 9

Erpressions, ete., Not To Be Vsed

9.1 Definition
The international application shsll not contain :

(1) expressions or drawings contrary to morality:

(ii) expressions or drawings contrary to publie
order;

(iii) sbatements disparaging the products or proe-
esses of any particular person other than the appli-
cant, or the merits or validity of applications or
patents of any such person {(mere comparigsons with
the prior art shall not be considered disparaging
per se) ;

(iv) any statement or other matter obviously ir-
relevant or unnecessary under the cireumstances.

9.2 Noting of Lack of Compliance

The receiving Office and the Internstional Searching
Authority may note lack of compliance with the pre-
seriptions of Rule 9.1 and may suggest to the applicant
that he voluntarily correct his international applica-
tion accordingly. If the lack of compliance was noted
by the receiving Office, that Office shall inform the com-
petent International Searching Authority and the In-
ternational Bureau; if the lack of compliance was
noted by the International Searching Authority, that
Authority shall inform the receiving Office and the
International Bureau.

9.8 Reference to Article 21(8)

“Disparaging statements,” referred to in Article
21(8), shall have the meaning as defined in Rule &.1
(iid).

POT Ruwe 10

Terminology and Signs _

10.1 Perminology and Signs

{a) Units of weights and measures shall be expressed
in terms of the metric system, or also expressed in such
terms if first expressed in terms of a different system.

(b)) Temperatures shall be expressed in degrees centl-
grade, or also expressed in degrees ceptigrade if first
expressed in a different manner. T

() Density shall be expressed in metrie units.

{d@) For indications of heat, energy, light, sound and
magnetism, as well as for mathematical formulae and
electrical units, the rules of international practice shali
be observed ; for chemical formulae the symbols, atomic
weights, and molecular formulae, in general usge, shall
be employed.
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(e) In general, only such technical terms, signs and
symbols should be used as are generally accepted in
the art.

(f) When the international application or its trans-
lation is in English or Japanese, the beginning of any
decimal fraction shall be marked by a period, whereas,
when the international application or its translation is
in a language other than Eunglish or Japanese, it shall
be marked by a comma.

10.2 Consistency
The terminology and the signs shall be counsistent
throughout the international application.

POT Rure 12

Language of the International Application

12,1 The International Applicalion

Any international application shall be filed in the
language, or one of the languages, specified jn the
agreement concluded between the International Bu-
reau and the International Searching Authority com-
petent for the international searching of that applica-
tion, provided that, if the agreement specifies several
languages, the receiving Office may prescribe among
the specified languages that language in which or those
languages in one of which the international applica-
tion must be filed.

12.2 Changes in the I'nternational Application

Any changes in the international application, such
as amendments and corrections, shall be in the same
language as the said application {cf. Rule 66.5).

POT ADMINISTRATIVE INSTRUCTION SEcTIoN 207

Arrangement of Elements and Numbering of Sheets of
the International Application

(a) In effecting the seguential numbering of the

sheets of the international application in accordance

with Rule 11,7, the elements of the international ap-
plieation shall be placed in the foillowing order: the
reguest, the description, the claims, the abstract, the
drawings. .

(b} The sequential numbering of the sheels shall be
effected by using three separate series of numbering,
the first series applying to the request only and com-
mencing with the first sheet of the request, the second
geries commeneing with the first sheet of the descrip-
tion and continning through the claims until the last
sheet of the abstract, and the third series being ap-
plicable to the sheets of the drawings only and com-
mencing with the first sheet of the drawings.

Any international application must contain
the following elements: Request, description,
claim or claims, abstract and one or more draw-
ings (where drawings are necessary for the
understanding of the invention (PCT Article
3(2) and PCT Article 7(2)). The elements of
the international application are to be arranged
in the following order: the Reguest, the deserip-

1815

“tion, the claims, the abstract, and the drawings

gPCT Administrative Instructions, Section 207
a)). All the sheets contained in the interna-
tional application must be numbered in consecu-
tive Arabic numerals by using three separate
series of numbers; the first applying to the Re-
quest, the second to the description, claims and
abstract, and the third to the drawings (PCT
Rule 11.7 and PCT Administrative Instructions
Section 207 (b) ). Only one copy of the interna-
tional application need be filed in the United
States Receiving Office (37 CFR 1.433(a)).

1815 Formal Requirements of an In-
ternational Applieation

PCT Ruie 11

Phystcal Reguirements of the International
Application
11.1 Number of Copies

{a)} Subject to the provisions of paragraph (b), the
international application and each of the documents
referred to in the check list {(Rule 3.83(a) (it}) shall be
filed in one copy.

(b) Any receiving Office may require that the in-
ternational application and any of the decuments re-
ferred to in the check Ilist (Rule 3.3(a) (ii)), except
the receipt for the fees paid or the check for the pay-
ment of the fees, be filed in two or three copies. In
that case, the receiving Office shall be responsible for
verifying the identity of the second and the third
copies with the record copy.

11.2 Fitness for Reproduction

{(a) Al elements of the international application
{i.e., the request, the description, the claims, the draw-
ings, and the abstract) shall be so presenied as to
admit of direct reproduction by photography, eleetro-
stat:ic processes, photo offset, and microfilming, in any
number of coples.

(b) AN sheets shall be free from creases and
cracks ; they shall not be folded.

{¢} Only one side of each sheet shall be used.

(d) Subject to Rule 11.13(j), each sheet shall be
uged in an upright position (l.e., the short sides at the
top and bottom).

11.3 Material o be Used

All elements of the international application shall
be on paper which shall be flexible, strong, white,
smooth, non-shiny, and durable,

11.4 Separate Sheets, Kic.

{a) Hach element ({request, description, claims,
drawings, abstract) of the international application
shall commence on a new sheetf.

(b) All sheets of the international application shall
be so connected that they can be easily turned when
consulted, and easily separated and joined again if
they have been separated for reproduction purposes.
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11.5 Bize of Sheets

The gize of the sheets shall be A4 (20.7 em. x 21
em.), However, any receiving Office may accept in-
terpational applications on sheets of other sizes pro-
vided that the record copy, as transmitted fo the Inter-
pational Bureau, and, if the competent Imternational
Searching Authority so desires, the search copy, shall
be of A4 size.

116 Morging

{2) The minimum margins of the sheets containing
the request, the description, the claims, and the ab-
stract, shall be as follows:

—{op: 2 em.

—left side: 2.5 em.

—right side: 2 em.

~—bhottom: 2 em,

(b} The recommended maximom, for the margins
provided for in paragraph (a}, is as follows:

—top: 4 cm.
—left side: 4 em.
—right gide: 3 em.
-hottom: § em.

(¢) On sheets containing drawings, the sarface usa-
ble shall not exceed 26.2 cm. x 17.0 cm, The sheets
shall not contain frames around the usable or used
surface. The minimum marging shall be as follows :

~£0p 1 2.5 cm.
--left side: 2.5 em.

. --right side: 1.5 cm.
—hottom : 1.0 em.

(@) The margins referred to in paragraphs (a) to
(e) apply to Ad-size sheets, so that, even if the re-
ceiving Office accepts other sizes, the Ad-size record
copy and, when so required, the Ad-size search copy
shall leave the aforesaid margins.

{e) The marging of the international applieation,
when submitted, must be completely blank,

117 Numbering of Sheets ‘

(a) Al the sheets contained in the international
application shall be numbered in consecutive arabic
numersals,

(b) The numbers shall be placed at the top of the
gsheet, in the middle, buf not in the margin.

11.8 Numbering of Lines

{a} It is strongly recommended to number every
fifth line of each sheet of the description, and of each
sheet of claims.

(b} The numbers should appear on the left side, to
the right of the margin.
11.9 Writing of Text Matter

{a) The request. the description, the claims and the
abstract shall be typed or printed.

(b) Only graphic symbols and characters, chemical
or mathematical formulae, and certain characters in
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the Japanese language may, when necessary, be writ-
ten by hand or drawn,

(c) The typing shall be 1i4-spaced.

{d) AH text matfer shall be in charscters the capi-
tal letters of which are not lesg than 0.21 cm. high,
and shail be in a dark, indelible color, satisfying the
requirements specified in Rule 11.2, :

(e) As far ag the spacing of the typing and the size
of the characters are concerned, paragraphs (¢) and
(d}) shall not apply to texts in the Japanese language.
11.10 Drawings, Formuloe, and Tables, in Text Matter

{a) The request, the description, the claims and the
abstract shall not contain drawings.

{b) The description, the claims and the abstraet
may contain chemical or mathematical formulae.

{e) The description and the abstract may contain
tables; any claim may contain tables only if the sub-
ject matter of the claim makes the use of tables
desirable.

11,11 Words in Drowings

{a) The drawings shall not contain text matier, ex-
cept a single word or words. when absolutely indis-
pensable, sueh as “water,” “steam,” “open,” “closed,”
‘‘section on AB,” and, in the case of eleciric circuits
and block schematic or flow sheet diagrams, a few
short catch words indispensable for understanding.

(by Any words used shall be so placed that, if
translated, they may be pasted over without inter-
fering with any lines of the drawings.

11.12 Alterations, ete.

Each sheet shall be reasonably free from erasures
and shall be free from alterations, overwritings, and
interlineations. Non-compliance with this Rule may be
authorized, in exceptional cases, if the authenticity of
the content is not in question and the reqguirements for
good reproduction are not in jeopardy.

11.13 Speciel Reguiremenis for Drowings

(a) Drawings shall be executed in durable, black.
sufficiently dense and dark, uniformly thick and well-
defined, lines and strokes without colorings.

(b) Cross-sections shall be indicated by obligue
hatching which should not impede the eclear reading
of the reference signs and leading lines.

(¢) The scale of the drawings and the distinctness
of their graphical execution shall be such that a pho-
tographic reproduetion with a linear reduction in size
to two-thirds would enable all details to be distin-
guished without difficulty.

(d) When, in exceptional cases, the scale is given
on a drawing, it shall be represented graphieally.

{e) ANl numbers, letters, and reference lines, ap-
pearing on the drawings, shall be simple and clear,
Brackety, circles or inverted commas shall not be
used in association with numbers and letters.

(£} All lines in the drawings shall, ordinarily, be
drawn with the aid of drafting instruments.

P
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{g) Each element of each figure shall be in proper
proportion to each of the other elements in the figure,
except where the use of a different proportioen is ingdis-
pensable for the clarity of the figure.

(h) The height of the numbers and letters shall not
be less than .32 cm., Por the lettering of drawings, the
Latin and, where customary, the Greek alphabets shall
be used.

(i) The same sheet of drawings may contain sev-
eral figures. Where figures on two or more sheets form
in eifect a single complete figure, the figures on the
several sheets shall be so arranged that the complete
figure can be assembled without eoncealing any part
of any of the Sgures appearing on the various sheets.

(j) The different figures shall be arranged on a
sheet or sheets without wasting space, preferably in an
upright position, clearly separated from one another,

{k)} The different figures shall be numbered in arabic
nimerals consecufively and independently of the num-
bering of the sheets.

(1) Reference signs not mentioned in the descrip-
tion shall not appear in the drawings, and vice versa,

(m) ‘The same features, when denoted by reference
signs, shall, throughout the international application,
be denoted by the same signs.

(n) If the drawings contain a large number of rei-
erence migns, it is strongly recommended to atiach a
separate sheet listing all reference signs and the fea-
tures denoted by them.

11.1} Later Documents

Rules 10, 11.1 o 11.18 also apply to any document—
for example, corrected pages, amended claims—sub-
mitted after the filing of the international application.

11,15 Translations .

No designated Office shall require that the transla-
tiong of an international application filed with it com-
ply with requirements other than those prescribed for
the international application as filed.

37 OFR 1.433 Physical requirements of interna-
tional upplicetion. (a) The international application
and each of the documents that may be referred to in
the c¢heck Hst of the Request (PCT Rule 8.8(a) (ii))
shall be filed in one copy only.

{b) Al sheets of the international application must
be on A4 size paper (210 x 29.7 em.).

(e} Other physieal requirements for international
applications are set forth in PCT Rule 11 and Seciions
201207 of the Administrative Instructions.

‘The international application must comply
with certain physical requirements, e.g., re-
quirements concerning : fitness for reproduction
(PCT Rule 11.2), the size of the sheets (PCT
Rule 11.5), the margin sizes (PCT Rule 11.6),
the numbering of the lines in the description
and claims (PCT Rule 11.8), the writing of
text materials (PCT Rule 11.9), ete. The spe-
cifics of each of these requirements are set forth
in PCT Rule 11; however, {wo major require-
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ments in application format are to be especially
noted. The first requirement is that all papers
in the international applications be “A4” size,
which is 29.7 em. by 21 cm. (PCT Rule 11.5)
{approximately 11-1344 inches by 814 inches),
and the second is the requirement that the {yp-
ing in the application be at 114 spacing (PCT
Rule 11.9(c)). The international application
must also be drafted to satisfy certain other
formal requirements. It must not contain matter
contrary fo morality or public order, disparag-
ing statements, or obviously irrelevant or un-
necessary matter (PCT Rule 9). Units of
weights, measures and density should be ex-
pressed in terms of the metric system, and tem-
peratures in terms of degrees Centigrade (PCT
Rule 10). The general rule with respect to
terminology and signs is: only such technical
terms, signs and symbols should be used as are
generally accepted in the art. An international
application filed in the United States Recelving
Office must be in the English lanﬁuage (PCT
Rule 12.1 and 35 U.S.C. 861(c) ). International
applications which comply with the PCT
formal requirements are acceptable by all PCT
meraber States (PCT Article 27(1)).

1820 'The Request
POT Anricim 4

The Request

(1) The request shall contain:

(i) = petition to the effect that the international
application be processed according to this Treaty;

{i1) the designation of the Contracting State or
States in which protection for the invention is de-
sired on the basis of the international application
(“designated States”); if for any designated State
a regional patent is available and the applticant
wishes fo obtain a regional patent rather than a
nationai patent, the request shall so indicate; if,
under a treaty concerning a regional patent, the ap-
plicant cannot limit his application to cerfain of
the States party to that {reaty, designation of ome
of those States and the indication of the wish to
obtain the regional patent shall be treated as desig-
nation of ail the States party to that treaty; if,
under the national law of the designated State, the
designation of that State has the effect of an ap-
plication for a regional patent, the designation of the
said State shall be treated as an indication of the
wish to obtain tle regional patent;

{iii) the name of and other prescribed data con-
eerning the applicant and the agent (If any);

{iv) the title of the invention;

(v) the name of and other prescribed data con-
eerning the inventor where the national law of at
least one of the designated States reguires that these
indications be furnished at the time of filing & na-
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tional application. Otherwise, the said indications

may be furnished either in the request or in sepa-

rate notices addressed {o each designated office whose
national law requires the furnishing of the said in-
dications but allows that they be furnished at a time

Iater than that of the filing of a national application.

(2) Bvery designation shall be subject to the pay-
ment of the prescribed fee within the preseribed time
limit.

{3) Unless the applicant asks for any of the other
kinds of protection referred {o in Article 43, designa-
tion shall mean that the desired protection consists
of the grant of a patent by or for the designated State.
For the purposes of this paragraph, Article 2(ii) shall
anot apply.

(4) Failure to indicate in the reguest the name and
other prescribed data concerning the inventor shall
have no consequence in any designated State whose
national law requires the furnishing of the said indi-
cations but allows that they be furnished at & time
later than that of the filing of a national application.
Failure to furnish the said indications in a separate
notice shall have no consequence in any designated
State whose national law does not require the furnish-
ing of the gaid indications,

PCT RurLe 3
The Request (Form)

3.1 Printed Form
The request shall be made on a printed form.

3.2 Aveilability of Forms

Copies of the printed form shall be furnished free
of charge to the applicants by the receiving Office, or,
if the receiving Office so desires, by the International
Bureau.

3.8 Check List

(a) The printed form shall contain & list which,
when filled in, will show :

(1) the total number of sheefs constituting the
international application and the number of the
sheets of each element of the international applica-
tion  (request, description, claims, drawings,
abstract),

(ii) whether or not the international application
as filed is accompanied by a power of attorney (ie.
4 document appointing an agent or a common repre-
sentative), a priority document, a receipt for the
fees paid or a check for the paytent of the feey, an
international or an international-type search report,
a document in evidence of the faet that the applicant
is the successor in title of the inventor, and any
other document (to be specified in the check list),

(iii) the number of that figure of the drawings
which the applicant suggests should accompany the
abstract when the abstract is published on the front
page of the pamphlet and in the Gazette; in excep-
tional cases, the applicant may suggest more than one
figure,
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(b) The list shall be filled in by the applicant, fail-
ing which the receiving Office shall fill it in and make
the necessary annotations, except that the number
referred to in paragraph (a) (iii) shall not be filled
in by the receiving Office.

8.4 Particulars

Subject to Rule 3.8, particulars of the printed form
shall be prescribed by the Administrative Instructions.

PCT RouiE 4
The Request (Contents)

4.1 Mandetory and Optional Contents; Rigneture

(a) The request shall contain;

(i} a petition,

(i) the title of the invention,

(iif) indications concerning the applicant and the
agent, if there is an agent,

{iv)* the designation of States,

{v} indications concerning the inventor where the
national law of at least one of the designated States
requires that the name of the inventor be furnished
at the time of filing a national application.

(b} The request shall, where applicable, contain:

(i) a priority claim,

(ii) a reference t¢ any earlier international seareh
or to any earlier international type search.

(iii} chefces of certain kinds of protection.

(iv) an indieation that the applicant wiShes to
obtain a regional patent and the names of the desig-
nated States for which he wishes to obtain such a
patent,

(v) 1 reference to a parent application or parent
patent.

(e} 'The request may contain indications concerning
the inventor where the national law of none of the
designated States requires that the name of the inven-
tor be furnished at the fime of filing a national
application.

(d) The request shall be signed

42 The Petition

The petition shall be to the fo_ollowing effect and shall
preferably be worded as follows: “The undersigned
requests that the present international applieation be
processed according to the Patent Cooperation Treaty.”

* * % 2 *
(Bee §§ 1820.01-1820.11 for PCT Rules 4.3-4.15)
® * * * *

416 Transliteration or Trensiotion of Certain Words

{a} Where any name or address iz written in char-
acters other than those of the Latin alphabet, the same
shall also be indicated in characters of the Latin alpha-
bet either as a mere transliteration or through frans-
Iation into English. The applicant shall decide which
words will be merely transliterated and which words,
will be so translated.
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(b} The name of any country written in characters
other than those of the Tatin alphabet shall also be
indicated in English.

417 No ddditional Maiter

(a) The reguest ghall contain no matter other than
that specified in Rules 4.1 to 4.16.

37 CFR 1.48F The reguest. (a) The reqguest shall
be made on a standardized printed form (PCT Rules
8 and 4). Copies of such printed Request forms are
available from the Patent and Trademark Offifice. Let-
ters regquesting such forms should be marked “Box
rCT )

(b} The Check List portion of the Request form
should indicate each document accompanying the in-
ternational application on filing,

(c) All information, for example, addresses, names
of Btateg and dates, shall be indieated in the Reguest
ag required by PCT Rule 4 and Administrative Instruc-
tions 110 and 201.

(¢) International applications which designate the
United States of Ameriea shall inelude:

(1) The name, address and signature of the inventor,
except as provided by §§ 1421(d), 1422, 1423 and
1.425;

{(2) A reference {o any copending national applica-
tion or international application designating the
United States of Ameriea, if the benefit of the filing
date for the prior copending application is {o be
claimed.

PCT ADMINISTRATIVE INSTRUCTION SECTION 303
Deletion of Additional Matter in the Request '

Where, under Rule 4.17(b}, the receiving Office
deletes e officic any matter contained in the reguest, it
shall do so by placing such matter between square
brackets and entering the word “DELETED,” or iis
equivalert in the language of the infernational appliea-
ftom, in the right-hand margin adjacent to the matter
so placed between brackets, and shall notify the appli-
cant accordingly. If copies of the international appli-
cation have already been sent to the International Bu-
reau and the International Searching Authority, the
receiving Office shall also notify that Bureau and that
Authority.

The Request contain a petition to the effect
that the international application be processed
according to the PCT; it must eontain certain
bibliographic information (PCT Article 4 &‘1),
PCT Ru}es 3 and 4 and 37 CFR 1.4342. he
Request must be made on a printed form (PCT/
RO/101) to be filled in with the required in-
formation (PCT Rules 3.1, 3.2 and Adminis-
trative Instruction Section 102(b)). Any pro-
spective applicant may obtain English language
Request forms free of charge from the United
States Patent and Trademark Office, Box PCT,
Washington, D.C. 20231. The PCT sets forth
specific requirements for each element of biblio-
graphic information on the Request form. The
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Request may not contain any matter that is not
specified in PCT Rule 4. Any additional mate-
rial will be deleted ex-officio {Administrative
Instruction Section 303).

Arpricant or AcenT’s Fror REFERENCE

The applicant or agent may use a file refer-
ence composed etther of letters or numbers or
both, provided the file reference does not exceed
ten characters. If a file reference is indicated on
the Request form, any correspondence from an
International Authority to the applicant or
agent will include it (Administrative Instrue-
tions Section 108).

SouprLEMENTAL Box

This box is used for any material which can-
not be placed in one of the previous boxes be-
cause of space limitations. The supplemental
information placed in this box should be clearly
entitled with the Box number from which it is
continued, e.g., I1I1. Inventor (Continued). If
the supplemental box does not contain sufficient
space, the material should be continued on an
additional plain sheet of A4 size paper. If such
a continuation sheet is used, it is numbered as
an additional page 4 of the Request and counted
accordingly in the total number of sheets for
fee calclﬁation purposes. The sheet should be
entitled “Continuation Sheet to the Request”.

1820.01 Title of the Invention

PCOT Rule 4.8 Title of the Invention

The title of the invention shall be short (preferably
from {we to seven words when in English or trans-
lated into English) and precise.

The Reqguest must contain the title of the in-
vention; the title must be short (preferably 2
to 7 words) and precise (PCT Rule 4.3). The
title in Box I of tﬁe Request is considered to be
the title of the application. The title appearing
on the first page of the description (PCT Rule
5.1{a)) and on the page containing the abstract
should be consistent with the title indicated in
Box I of the Request form.

1820.02 Applicant

PCT Rule j4.4 Names and Addresses

¢a) Names of natural persons shall be indieated by
the person’s family name and given name(s), the fam-
ily name being indicated before the given name(s).

(b) Names of legal entities shall be indicated by
thetr full, official designations.

() Addresses shall be indicated in such a way as
to satisfy the customary requirements for prompi
postal delivery at the indicated address and, in any
case, shall consist of all the relevant administrative
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units up to, and including the house number, if any.
Where the national law of the designated State does
not require flie indication of the house number, failure
0 indicate such number shall have no effect in that
State. Tt is recommended to indicate any telegraphic
and teleprinted address and telephone number.

{(d) For each applicant, inventor, or agent, only one
address may be indieated,

POT RBule 4.5 The Applicent

(2) The request shall indicate the mame, address,
nationaiity and residence of the applicant or, if there
are several applicants, of each of them.

(b} The applicant’s nationality shall be indicated by
the name of the State of which he is a national.

(¢} The applicant’s residence shall be indicated b¥
the name of the State of which he is a resident.

PO APMINISTRATIVE INSTRUCTION SBoTioN 306

Change in the Person, Name or Address of the
Applicant

Any request for the recording of any changes in the
person or name of the applcant referred to in Rule
185 or Raule i4.4, or of any change in the address of
the applicant shall be signed by the applicant or, if
the receiving Office requested such change under Rule
185 or Rule 54.4, by the receiving Office. The reguest
shall indicate the name or address of the applicant for
which the change is requesied.

The names of natural persons must be given
with the family name being indicated before
the given name (PCT Rule 4.4). The names of
legal entities should be given in full. All ad-
dresses should be spelled out in full and include
the name of the country in order to assure cor-
rect publication of the information. If the
{inited States of America is designated, the
applicant must be the inventor at the time of
filing (35 U.S.C. 873). PCT Rule 18.5 may not
be used to name the inventor as the applicant
for the United States of America after the in-
ternational application has been filed.

The applicant of an international application
for Designated Office other than the United
States of America may be either the inventor
or the owner of the invention. In cases where
the inventor is the applicant for certain desig-
nated countries and the owner or assignee is the
applicant for other designated countries, the
names and other identifying information of
both must appear under Box II. As only one
name should be listed in this box, additional ap-
plicants should be listed in the “supplemental
box” on page 3 of the Request form. All infor-
mation required in Box TT should be given for
applicants named in the Supplemental Box, in-
cluding residence and nationality.
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It should be noted that at least one of the in-
ventors must be a resident or national of a PCT
Member country in order for the application to
enter the national stage in the United States of
America. This point involves two basie issues
which must be addressed separately. One issue
relates to the requirements for a valid designa-
tion of the United States of America, The other
issue relates to the requirements of the U.S, na-
tional law in order for the U.S. Patent and
Trademark Office to accept the international ap-
plication for the national stage. As to the first
issue, PCT Rules 18.3 and 184 require that of
least one of the applicants for each designated
State must be a resident or national of a mem-
ber country of the PCT Union in order for the
designation to be valid. As to the second issue,
although the designation of the United States
of America may be valid for PCT international
procedure, the international application will
not be accepted at the United States national
stage unless the applicant is the inventor (PCT
Article 27(8) and 35 U.S.C. 111 and 373).
Therefore, at least one of the inventors must be
a resident of a PCT member country in order
for the international application to enter the
national stage in the United States of America.

It should be noted, however, that if the owner
or assignee is a resident or national of a PCT
member country, the owner can be the sole ap-
plicant and file an international application
designating all current PCT member countries
other than the United States of America. Any
invalid designation of States for which at least
one applicant is not a resident or national of a
Contracting State will be deleted by the Re-
ceiving Office.

1820.03 Inventor

POT Rule 4.6 The Inventor

(&) Where Rule 4.1(a) {v) applies, the request shall
indicate the name and address of the inventor or, if
there are several inventors, of each of them,

{b) If the applicant is the inventor, the request, in
lien of the indication under paragraph {a), shall con-
tain a statement to that effect or shall repeat the appli-
cant's name in the space reserved for indicsting the
inventor. '

{¢) The request may, for different designated States,
indicate different persons as inventors where, in this
respeet, the requirements of the national laws of the
designated States are not the same. In such a case, the
request shall contain a separate statement for each
designated State or group of States in which a particu-
lar person. or the same person, is to be congidered the
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inventor, or in which particular persons, or the same
persons, are fo be consideved the inventors,

For purposes of the designated countries, the
name and address of the inventor must be indi-
cated either in the Request or later at some other
point in the procedure (PCT Article 4(1) (v),
4(4), and 22(1) ; and PCT Rules 4.1(a) (v) and
4.6(a) ). If all applicants are the inventors, the
small box indicating that 1E)plicant is the in-
ventor” may be checked. Otherwise, the name
and address of the inventor (s) should be placed
in Box ITI if any of the designated countries
require the inventor to be named on filing. Only
one inventor should be named in Box IIT; addi-
tional inventors should be identified in the “sup-
plemental box” on page 8 of the Request form.
Names should be indiecated with the family
name preceding the given name, and addresses
should be spelled out in full, including both the
zip code and country.

1820.04 Agent or Common Repre-
sentative (if any)

POT Rule 4,7 The Agent

If agents are designated, the request shall so indi-
cate, and shall state their names and addresses,

POT Rule 1.8 Representation of Several Applicants Not
Having Common Agent

{a) If there is more than one applieant and the re-
guest does not refer to an agent representing all the
appleants (“a common agent”), the request shall des-
ignate one of the applicants who is entitled to file an
international application according to Article § as their
comnpeon representative.

(b} If there is more than one applicant and the re-
quest does not refer fo an agent representing all the
applicants and it does not comply with the requirement
of designating one of the applicants as provided in
paragraph (a), the applicant first named in the Teguest
who is entitled to file an international application ac-
cording to Article 9 shall be considered the common
representative,

Any attorney or agent registered to practice
before the Patent and Trademark Office may
act as an agent for the applicant in an interna-
tional application filed in the United States Re-
ceiving Office. Sub-box A of Box IV may be
checked and the Request form then becomes a
power of attorney decument. In this case, all the
applicants must sign the Request form at Box
XT. If all signatures will not fit in Box XI, the
“supplemental box” on page 3 of the Request
may be used. When Box B is checked, all appli-
cants must sign the separate power of attorney
document and the attorney may sign the Re-
quest at Box X1.
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It should be noted that under PCT there is no
provision for correspondence addresses or asso-
clate attorneys. The first-named attorney or
agent will receive correspondence (PCT Admin-
istrative Instructions Section 108(a)). If the
power of attorney is found to be defective, the
first-named applicant will receive any corre-
spondence,

Joint applicants may also designate one of
the applicants to be a common representative
under PCT Rule 4.8(a). If a common repre-
sentative is desired, the applicant so named
should be placed in Box IV (Administrative
Instruction Section 206),

1820.05 Designation of States [R—1]

PCT Arricie 43
Reeking Certain Kinds of Protection

In respect of any designated or elected State whose
law provides for the grant of inventors’ cerfificates,
utility certificates, utility models, patents or certificates
of addition, inventors’ certificates of addition, or utility
certificates of addition, the applicant may indicate, as
prescribed in the Regulations, that his International
applieation is for the grant, as far ax that State is con-
cerned, of an inventor's certificate, a utility certificate,
or g utility model, rather than a patent, or that it is for
the grant of a patent or certificate of addition, an in-
ventor's certificate of addition, or a utility certificate of
addition, and the ensuing effect shall be governed by
the applicant’s choice. For the purpeses of thig Article
and any Rule thereunder, Article 2( ii) shall not apply.

POT Articie 44
Seeking Two Kinds of Protection

In respect of any designated or elected State whose
law permits an application, while being for the grant
of g patent or one of the other kinds of protection re-
ferred to in Article 48, to be also for the grant of an-
other of the said kinds of protection, the applieant
may indicate, as prescribed in the Regulations, the two
kinds of protection he is seeking, and the ensuing effect
shall be governed by the applicant’s indications, For
the purposes of this Articte. Article 2(ii) shall not
apply.

PCT ArticLE 45

Regional Patent Treaties

(1} Any treaty providing for the grant of regional
patents (“regional patent treaty”), aud giving to all
persons who, according to Article 9, are entitled to file
international applieations the right fo file applications
for such patents, may provide that international ap-
pHeations designating or electing a State party to both
the regional patent freaty and the present Treaty may
be filed as applications for such patents.

(2) The national law of the said designated or
elected State may provide that any designation or elec.
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tion of such Siate in the international appiication shall
have the effect of an indication of the wish to obtain
a regional patent under the regional patent treaty.

POT Rule 4.9 Designation of States

Contracting States shall be designated in the request
by their names.

* # ] kg e ®

POT Rule 412 Choice of Certain Kinds of Protection

(a} If the applicant wishes his international appli-
cation to be treated, in any designated State, as an ap-
plication not for a patent but for the grant of any of
the other kinds of protection specified in Article 43, he
shall so indicate in the request. For the purpoges of
this paragraph, Artiele 2(ii) shall not apply.

(b) In the case provided for in Article 44, the appli-
cant shall indicate the two kinds of protection sought,
or, if one of two kinds of protection is primarily soaght,
he shall indicate which kind is sought primarily and
whieh kind is sought subsidiarily.

37 OFR 1.432 Designation of States and payment of
designation fees. (a) The names of Designated States
shall appear in the Request upon filing and must be in-
dieated as get forth in Séction 201 of the Administra-
tive Instructions. ‘

(b} The desxgnatmn' fees may be paid upon filing of
the mternat;onal appHeation, but must be paid at the
latest before the expiration of one year from the prior-
ity date (PCT Rule 15.4(b)). Failure to timely pay the
designation fee for a particular Designated State will
result in the withdrawal of that designation (POT Axrt.
14(8) (b)). Failufe to timely pay at least one degigna-
tion fee will result in the withdrawal of the interna-
tional application (PCT Art. 14(3) (a}).

POT ADMINISTRATIVE INSTRUCTION SECTION 201
Names of States: Cancelletion of Designations

(a) The name of any State referred to in the request
shall be indicated either by the full name of the State
or by & generally accepted short title which, if the 1n~
dications are in English or ¥French, shall be as appears
in Annes 4. The reeeiving Office, or the International
Bureau where the receiving Offiee fails to do so, shalt
ingert, in the appropriate space provided for in the Te-
quest form, the two-letter country code as appears in
Annes B (for example, where France is the third desig-
nated State in Box V of the request Form, “FR 3.
France” or “FR 3. French Republie”).

(b) The receiving Office shall cancel ex-oficio the
designation of States other than Contracting States,
and inform the applicant promptly of such action, If
the international application has already been sSent
to the International Bureau and the International
Searching Authority, the recelving Office _' shall also
notify promptly that Bureau and that Authority. In
any eventf, the International Bureau shall, where the
receiving Office fails to do so, cancel ex-oficio the
designation of States other than Contracting States
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and inform the applicant, the receiving Office and the ~

International Searching Auathority prompily of such
action,

PCT AbMINISTRATIVE INSTRUCTION SECITON 202
Hind of Protection

{a) Where the applicant wishes his application to
be treated in any designated State as an application not
for a patent but for the grant of another kind of pro-
tection referred to in Article 43, he ghall make the in-
dieation in the request referred to.in Rule 4.12(a) by
inserting the words “inventor’s certificate,” *utility cer-
tificate,” “utility model,” “patent of addition,” “certifl-
cate of addition,” “invenior's certificate of addition
or ' <utility certificate of addition,” or their equivalent
in the language of the infernational application, im-
mediately after the indieation of the gaid SBtate.

(b) Where the applicant is seeking two kinds of
protection under Artiele 44, he shall make the indica-
tion in the request referred to in Rule 4.12(b) by in-
serting, immediately after the indication of the said
State and in the language of the mternatmnal apphca-
tion, either.

(i) any two of the following terms connected by
the word “and”: “patent,” “inventor's certificate,”
“ntility certificate,” “utility model,” “patent of ad-
dition,” ‘“certificate of addition,” “inventor’s cer-
tificate of addition,” “utility certificate of addition;”
or

(i1) any two of the terms indicated in (i) above,
one of them preceded by the word “primarily” and
the other by the word “subsidiarily.”

POT ADMINISTRATIVE INSTRUCTION Sporton 208
Regional Patenis '

(1) Where the applicant wishes to obtain g regional
patent in respect of any designated State, he shall, sub-
ject to paragraphs (2) and (8), make the indication in
the request referred fo in Rule 4.1(B} (iv) by inserting
the words “regional patent,” or their equivalent in the
language of the international application, immediately
after the indication of the said State or, where an indi-
eation has been made under Hection 202, after that
indication, provided that:

(i} where Article 4(1) (ii}, third clause apphes,
and not all the States party to the regional treaty
have been designated, the international applieation
shall be treated as if all those States had been des-
ignated and as if the designations of all such States
contained the said words, whether the said designa-
tions contained an indication of the wish to obtain
4 regional patent or, according to Article 4(1) (if),
fourth clause, are to be treated as containing such
indication;

{(ii) where the national law of any designated
State containg a provision as referred to in Article
45(2), the International Bureau shall, according fo
Article 4(1) (ii), fourth clause, treat the designation
as if it contained the sald words even where the
applicant failed to indicate them,

t 4
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{2) The applicant may, instead of the words “re-
gional patent” referred to in paragraph (1), use other
words to the same effect; such words may include a
reference to a4 patent to be granted by the Ruropean
Patent Office under the Convention on the Grant of
European Patents done at Munich on Qectober 5, 1973
{“European patent”), where the regional patent which
the applicant wishes to obtain is a European patent.

{3) An indication, in respect of the designation of
Liechtenstein or Switzerland, or both, of the wish to
obtain a regional patent shall be faken as indieating
a wish to obtain a European patent in respect of those
Btates, whereas the absenece of any indieation of the
wish to obtain a regional patent in respect of such @
designation shall be taken ag indicating a wish to obtain
a patent granted by the Swiss Intellectual Property
Office in respeet of those States,

1820.05
POT ApMINISTRATIVE INSTRUCTION SECTION 208bis

National end Regional Patents

Where the request of the international application
containg a designation of a Contraeting State without
an indication of the wish to obtain a regional patent
and also a designation of the same Contracting State
with an indication of the wish to obtain a regional
patent and the national law of the Contracting State
does not coniain a provision referred to in Article
45(2), the receiving Office shall caleulate the designa-
tion fees on the basis that a separate fee is payable in
respeet of the designation of the Contracting State
in addition to the designation fee payable in respect
of that Contracting State as a Contracting State or as
one of a group of Contracting States for which a
regional patent is gought.

List or PCT MeMBER BTATES

State Ratification or JAccession Date of Ratification Dte From Which State
or Accession Muy Be Destgnated

(1) Central African Empire* Accession 15 September 1971 01 June 1978

(2) Benegal* Ratifieation 08 March 1972 01 June 1978

(3) Madagascar Ratifieation 27 March 1972 81 June 1978

(4) Malawi Accession 16 May 1972 01 June 1978

{5} Cameroon* Accession 15 March 1073 01 June 1978

(6} Chad* Aceession 12 February 1974 01 June 1978

{7} Togo* Ratification 28 January 1975 01 June 1978

(8) Gahon* Accession 06 March 1975 01 June 1978

(9} United States of America Ratification 26 November 1975 01 June 1978
(10} Germany, Federal Republic of#* Ratification 19 July 1976 01 June 1978
(11) Congo* Accession 08 August 1977 01 June 1978
(12) Switzerland** Ratification 14 September 1977 01 June 1078
(13} United Kingdom** Ratification 24 October 1977 01 June 1978
(14) France** Ratification 25 November 1977 01 June 1978
(15) Boviet Union Ratification 29 December 1977 01 June 1978
(16) Brazil Ratification 09 January 1978 01 June 1978
(17) Luxembourg** Ratification 31 January 1978 01 June 1978
(18) Sweden®* Ratification 17 February 1978 01 June 1978
(19) Japan Ratification 01 July 1978 01 October 1978
(20) Denmark Ratification 01 September 1978 01 December 1078
{21) Austrig#¥ Ratification 23 January 1979 23 April 1979
{22) Monaco Ratification 22 March 1979 22 June 1979
(23) Netherlands*+* Ratification 10 April 1979 10 July 1979
(24) Romania Accession 23 April 1979 23 July 1979
(25) Norway Ratification 01 Ostober 1979 06 January 1980
(26) Liechtenstein®* Accession 18 December 1979 19 March 1080
{27) Australia Aceession 31 December 1979 31 March 1980
(28) Bungary Ratification 27 March 1989 27 June 1980

*Members of African Intellectus} Property Organization (QAPT

) regional patent system. Only regional patent protection is available for OAP]

member states. A designation of any state is an indication that all OAPI states have been designated. Note: only one designation fee is due repardiess

of the number of OAPI member states designated.

**Members of European Patent Convention (EPC) regional patent system. Either national patents or European patents for member States are

available through POT, except for Franer,
States, the indication “‘regiona) patent”
protection is sought for several States,

All designated States must be named in the
Request for filing. It is not possible to add desig-
nations of countries to an international appli-
cation after it is filed. Only those countries for

431

for which only European patents are available if POT is used. H regional protection Is desired for one or more
must follow the designation of the State or States. Note: only ene designation fee Is due if the regional patent

which the PCT has come into effect at the time
the international application is filed may be
designated. The Request form, as filed, must
contain the names of all designated countries
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in which protection is desired (PCT Article
4(1) (ii), PCT Rules 4.1(a) (iv), and 4.9, and
37 CFR 1482. However, since the designation
fees are not required until one vear after the pri-
ority date, or if no priority is claimed the actual
international application date (PCT Rule 15.4
(b)), applicants may initially designate all
PCT countries in which they may have an in-
terest and later only pay designation fees for
those countries in which patent protection is
seriously desired. Any designated country for
which a designation fee is not timely paid is con-
sidered withdrawn (PCT Rule 15.5).

States must be designated in Box V by their
official names or aceepted short titles { Adminis-
trative Instructions Section 201), The official
names and short titles appear in Annex A of
the PCT Administrative Instructions. An indi-
cation of the applicant’s desire (if any) to ob-
tain a regional (rather than a national) patent
where in respect of the designaied State such
a choice is available must be clearly expressed
in Box V. In order to indicate that EPC re-
gional protection is desired for certain States,
the words “Regional Patent” must be placed
after the name of the designated State in
Box V, e.g., “United Kingdom, Regional Pat-
ent”, (PCT Administrative Instructions, Sec-
tion 208). A choice between a national patent
and a regional patent isavailable for States that
are members of both the PCT and a regional
patent convention. In the case of the EPC, re-
gional or national protection is available for
Austria, the Federal Republic of Germany,
Luxembourg, The Netherlands, Sweden, Switz-
erland, Liechtenstein, or the United Kingdom.
However, where France is designated, the ap-
plication will be treated as an application for a
European patent with effect for France.

Belgium and Ttaly, although members of the
EPC, cannot be designated in o PCT inter-
national application since they have not yet
notified the PCT.

It should be noted that Article 1 of the French
national law No. 77-682, of June 30, 1977 states
that only EPC regional patent protection is
available for France if PCT is used. The
English translation of this law, prepared by
the International Burean, reads as follows:

“Art. 1-—Where an international application
for the protection of an invention made pur-
suant to the Patent Cooperation treaty done at
Washington on June 19, 1970, contains the
designation or election of France, the said ap-
plication shall have the effect of an application
for a European Patent as governed by the pro-
visions of the Convention of the Grant of Euro-
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pean Patents done at Munich on Qctober 5,
1978.” The United States Receiving Office will
treat the designation of France as the wish to
obtain EPC regional patent protection for
France, even if the indication “Regional Pat-
ent” is missing (POT Administrative Instrue-
tions, Section 203). However, if the European
Patent Office is not yet examining the subject
matter to which the invention relates, the ap-
plicant will be permitted to convert the Xuro-
pean application to a French national applica-
tion once the national (regional) phase before
the Furopean Patent Office has begun.

The designation of any State is treated as an
expression of the wish to obtain a patent in the
designated State. Ilowever, if the applicant
wishes his international application to be treated
in any designated States (whose national law
knows that kind of protection) as an applica-
tion not for a patent but for an inventor’s cer-
tificate, & utility certificate, a utility model, a
patent of addition, a certificate of addition, an
inventor’s certificate of addition or a utility cer-
tificate of addition, he must indicate his desire
in Box V of the Request by indicating the kind
of protection immediately after the indication
of the State (Administrative Instruction See-
tion 202 (a)), and his application will be dealt
with accordingly in that State (PCT Articles
4.1(b) (iii) and 4.12). Annex F indicates, in re-
spect of each Contracting State, the kinds of
protection available.

The applicant may, in respect of any desig-
nated State (whose national law knows the
kinds of protection involved and admits the
possibility of seeking two kinds of protection),
mention in the Request two kinds of protection
(Box V), together with an indication of the one
he prefers, and his application will be dealt with
acecordingly in that State (PCT Article 44 and
PCT Rule 4.12(b)). Annex I indicates, in re-
spect of each Contracting State, whether his
possibility is available.

The indication of the type of protection
desired is placed directly after the name of the
State, e.g., “Federal Republic of Germany, pat-
ent and utility model” (PCT Administrative In-
structions, Section 202(b)). Where a title
{ patent, certificate, inventor’s certificate, utility
certificate) of addition, is sought, or where the
applicant wishes the international application
to be treated in any designated State ag an ap-
plication for a continuation or a continuation-
in-part, the fact must be indicated together with
the parent application (PCT Rules 4.(b} (v),
4.13 and 4.14). This indication is placed in Box
VII See § 1820.07.
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1820.06 Priority
POT Awrrcor 8
Claiming Priorily

(1} The international application may contain a
declaration, as prescribed in the Regulations, claiming
the prority of one or more earlier applieations filed in
or for any country party to the Paris Convention for
the Protection of Industrial Property.

(2) (a) Subject to the provisions of subparagraph
(b}, the eonditions for, and the effect of, any priority
claim declared under paragraph (1) shall be as pro-
vided in Article 4 of the Stockholm Act of the Paris
Convention for the Protection of Industrial Property.

(b) The intermational application for which the
priority of one or more eariier applications filed in or
for a COontracting State is claimed may contsin the
designation of that State. Where, in the international
application, the priority of one or more national ap-
plications filed in or for a designated State is claimed, or
where the priority of an international applieation hav.
ing designated only one State is claimed, the conditions
for, and the effect of, the priority claim in that State
shall be governed by the national law of that State,

432.1
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POT Rule 410 Priority Olaim

{a) The declaration referred to in Article 8(1) shall
be made in the request; it shall consist of a statement
to the effect that the priority of an earlier application
is claimed and shall indieate:

(1) when the earlier application is not a regional
or an international application, the country in which
it was filed ; when the earlier applicationisa regional
or an intermational application, the country or coun-
tries for which it was filed,

(it} the date on which it was filed,

(1i1) the number under which it was filed, and

(iv} when the earlier application is a regional or
an international application, the national Office or
intergovernmental organization with which it was
filed.

(b) If the request does not indieate both

(1) when the earler application is not a regional
or an international application, the country in which
it wag filed; when the earlier application iz a re-
glonal or an international application, at least one
country for which it was filed, and

(i1} the date on which it was filed,

Rev. 1, Jan. 1980



PATENT COOPERATION TREATY

the priority claim shall, for the purposes of the proce-
dure under the Treaty, be considered not to have been
made,

{¢) If the application number of the earlier appli-
eation is not indicated in the request but is furnished
by the applicant to the International Bureau prior to
the expiration of the 16th month from the priority
date, it shall be congidered by ail desighated States
to have been furnished in time. If it ig furnished after
the expiration of that time jimit, the International
Bureau shall inform the apphcant and the designated
Office of the date on which the said number was fur-
nished to it. The International Bureau shall indicate
that date in the international publication of the inter-
national application, or, if at the fime of the inter-
national publication, the said number has not been
furpished to it, shall indicate that fact in the inter-
national publication.

{d) If the filing date of the earler application as
indieated in the request does not fall within the period
of one year preceding the international filing date,
the reeeiving Office, or, if the receiving Office has
failed to do so, the International Bureaw, shall invite
the applieant to ask either for the eanceilation of the
declaration made under Article 8(1) ov, if the date
of the earlier @pplication was indicated erroneously,
for the correction of the date so indicated.

If the applicant fails to act accordingly within 1
month from the date of the invitation, the decltaration
made under Article 8(1) shall be cancelled ex officio.
The receiving Office effecting the correction or cancella-
tion shall notify the applicant accordingly and, if
copies of the internatiomal application have already
heen gent to the Infernational Bureau and the Inter-
national Searching Authority, that Bureau and that
Authority. If the correction or cancellation is effected
by the International Bureau, the latter shall notify the
applicant and the International Seavching Authority
accordingly.

(e} Where the prioritieg of several earlier applica-
tions are clabmed, the provisions of paragraphs (a) to
(d) shall apply to each of them.

POCT Rure 32BI8
Withdrawal of the Priovity Clatm

Rule 38bis. I Withdrawals

(2} The applicant may withdraw the priority claim
made in the infernational application under Article
8(1) at any time before the international publication
of the international application.

{b) Where the international application contains
more than one priority claim, the applicant may exer-
cise the right provided for in paragraph {(a) in respect
of one or more or wil of them,

(¢) Where the withdrawal of the priority claim, or
in the ease of more than one sueh claim, the with-
drawal of any of them, causes a change in the priority
date of the international gpplication, any time limit
which is computed from the original priority date and
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which has not already expired shall be computed from
the priority date resulting from that change. In the
case of the fime limit of 18 months referred to in
Article 21(2) (a}, the International Burean may hever-
theless proceed with the international publication on
the basizs of the said time limit as computed from the
original priority date if the withdrawal is effected dur-
ing the period of 15 days preceding the expiration of
that time limit.

{d) For any withdrawal under paragraph (a), the
provisions of Rule 32.1(c) and (d) and Rule T4bis.1
shall apply mutafis mulondis.

POE ApMINISTRATIVE INSTRUCTION SEeTION 302

Notification of Priority Claim Considered Not To Have
Been Made

‘Where, owing to failure to meet the requirements of
Rule 4.10(b), the priority elaim is, for the purposes of
procedure under the Treaty, considered not to have
been made, the receiving Office shall indicate that faot
in the international application by marking over the
box in the reguest Form which provides for the in-
formation concerning the priority elaim, the words
“NOT TO BE CONSIDERED FOR POT PROCE-
DURE” or ity equivalent in the language of the interna-
tional application, The receiving Office shall notify the
applicant aeccordingly. If copies of the international
application have already been sent to the International
Burean and the International Searching Authority,
the receiving Office shall also notify that Bureau and
that Authority.

SecrIoNn 314

Manner of Indicating Correction of the Priorvity Date
or Cancellation of the Prierity Cluim

(a) Where, under Rule 4£10(d), the applicant cor-
rects the erroneously indicated filing date of any earlier
application, the receiving Office shall enter fhe cor-
rected date in the request and draw a line through the
previously entered date while still leaving it legible.

(b} Where, under Rule 4.10(d), the receiving Office
eancels the declaration made under Article 8(1), that
Oifice shall mark over the said declaration the words
“CANCELLED ON REQUEST OF APPLICANT”
or “CANCELLED EX OFFICIO BY RQ,” or their
equivalent in the language of the international appli-
cation, as the case may be,

SecrIoN 402
Notificetion of Correction of the Priority Daie
or Cancelletion of the Priority (laim

Where, under Rule 4.10(d), the correction of the
priority date or the cancellation of the priority claim
is effected by the International Bureau, the manner of
indicating the correction or cancellation set forth in
Section 314 shall apply madatis mutandis, The receiv-
ing Office, in addition to the applicant and the Inter-
national Searching Authority, shall be notified
accordingly by the International Bureau.
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SEoTION 408
Priority Application Number

(a) If the application number of the earlier apphi-
cation referred o in Rule 4.10{e¢) (priority application
number) is furnished to the International Bureau
within the prescribed time limit, that Burean shall
enter the said number in the space provided therefor
in the request Form.

(b) If the priority application number is furnished
after the expirstion of the prescribed time limit, the
International Burean shall indicate, in the interna-
tional publication, the date on which the said number
was furnished, by including on the front page of the
pamphlet next to the priority application number the
words “FURNISHED LATE ON ... (date),” and
their equivalent in the language of the international
application, provided that language is French, German,
Japanese or Russian.

{¢) ¥ the priority application number has not been
furnished at the time of the international publication,
the International Bureaun shall indicate that fact by
including on the front page of the pamphlet in the
space provided for the priority application number the
words “NOT PURNISHED AT TIME OF THIS
PUBLICATION,” and their equivalent in the language
of the international application, provided that language
is French, German, Japanese or Russian,

SEcrioN 409

Notification of Priovity Claim Considered not fo have
been Made

Where the Internationsl Bureat notes that the re-
ceiving Office has failed to notify the applicant as
provided in Section 302, it shall send a notification to
the same effect to the applicant, the receiving Office and
the Tnternational Searching Authority.

37 U.8.0. 365 Right of priority; benefit of the filing
date of @ prior epplication. (a) In accordance with the
conditions and requirements of section 119 of this tifle,
a national application shall be entitled to the right of
priority based on a prior filed international application
which designated at least one couniry other than the
United States.

(b) In accordance with the conditions and require-
ment of the first paragraph of section 119 of this title
and the treaty and the Regulations, an international
application designating the United States shall be en-
titled to the right of priority based on a prior foreign
application, or a prior international application desig-
nating at least one country other than the United
States.

() In accordance with the conditions and require-
ments of seetion 120 of this title, an international
application designating the United States shall be
entitled to the benefit of the filing date of a prior na-
tional application or a prior international application
designating the United States, and a national applica-
tion shall be entitled to the henefit of the filing date
of a prior international application designating the
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United States. If any claim for the benefit of an earlier
filing date is hased on a prior international application
which designated but did not originate in the United
States, the Commissioner may reguire the filing in the
Patent Office of a certified copy of such application to-
gether with a translation thereof into the ¥nglish
language, if it was filed in another language.

An applicant who claims the priority of one
or more earlier national or international appli-
cations for the same invention must indicate, in
the Request at the time of filing the interna-
tional application, the country in or for which
the application was filed, the date on which it
was filed, and its application number. (PCT
Axticle 8 and PCT Rule £.10) When the earlier
application is a reﬁfjona.l or an international ap-
plication, the applicant must also indicate the
national Office or intergovernmental organiza-
tion with which it was filed. If the number can-
not be indicated in the Request at the time of
filing of the international application, it must
be furnished to the International Bureau at the
latest by the expiration of sixteen months from
the priority date.

If the applicant files a copy of the priority
document, certified by the county or authority
with which it was originally filed, at the time of
filing the international application in the U.S.
Patent and Tradewark Office as a Receivin
Office, the priority document will be include
as part of the “Record Copy” of the interna-
tional application and forwarded therewith to
the International Bureau before the expiration
of thirteen months from the priority date (PCT
Rules 1T and 22). Also, under 87 CFR 1451,
upon filing the international application, the
applicant may request the U.S. Patent and
Trademark Office to prepare a copy of the U.S.
national application whose priority is claimed
and the United States Receiving Office will
forward the copy to the International Bureau.
If, however, the certified copy of the priority
document is not submitted to the Receiving Of-
fice at the time of filing the international appli-
cation or if no request under 837 CFR 1451 is
received upon filing, the applicant himself must
submit a certified copy of the priority document
to the International Bureau not later than six-
teen months after the priority date. Otherwise,
any designated State may disregard the claim
for priority.

The applicant may withdraw any priority
claim made in the international application
until the intermational publication of the in-
ternational application (PCT Rule 32bds). The
signed notice containing the withdrawal of any
priority claim causes a change in the priority
date of the international application (for the
definition of “priority date,” see PCT Article
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9(xi)}), any time limit which is computed from
the original priority date and which has not
yet, expired—Tfor example, the time limit before
which processing in the national phase cannot
start—is computed from the priority date re-
sulting from the said change. Further details
are provided in PCT Rule 32b¢s. '

The date of the filing of the priority applica-
tion should be given by indicating the number
of the day by two digits, the name of the month
spelled out in full and the number of the year
in four digits, for example, 05 October 1978
(PCT Administrative Instruction, Section
110}. The name of the country of filing should
be either the official name or accepted short
title listed in Annex A of the PCT Administra-
tive Instructions. 35 U.S.C. 863 provides for
recognition of priority claims in international
applications. :

1820.07 Parent Application or Grant

POT Rule 4.13 Identification of Parent Application or
Pgrent Grant

If the applicant wishes his international application
to be treated, in any designated State, as an applica-
tion for a patent or certificate of addition, inventor's
certificate of addition, or wutility certificate of addi-
tion, he shall identify the parent application or the
parent pateni, parent inventor’s certificate, or parent

utility certifieate to which the patent or certificate of

addition, inventer's certificate of addition, of utility
certificate of addition, if granted, relates. For the
purposes of this paragraph, Article 2(ii) shall not
apply.

BOT Rule 414 Continuation or Continuaticn-in-Part

If the applicant wishes his international application
to be created, in any designated State, as an applica-
tion for a continuation or a continuation-in-part of an
earlier application, he shall so indicate in the request
and shall identify the parent applcation involved,

Box VII may be used where the applicant
has an earlier application in a country desig-
nated in the international application and
where special title or treatment of the inter-
national application is desired. For example, if
the applicant has a pending United States ap-
plication, the international application could
contain additional subject wmatter and be
treated as a continuation-in-part in the United
States, if the United States is designated in the
international application (PCT Raule 4.14). In
this example, the entries to be placed in Box
VII would be as follows: “United States; con-
tinuation-in-part; TU.S.S.N. 099,999, Pipe
Clamp; 07 February 1978”.
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1826.08 Earlier International or Inter-
national-Type Search

The United States Patent and Trademark
Office performs an international-type search on
all T.S. nationsl applications filed on and after
June 1, 1978, No specific request by the ap-
plicant is required and no number identifying
the international-type search is assigned by the
Office. All earlier U.S. applications referred
to in Box VI for priority purposes as well as
all U.S. applications referred to in separate
transmittal letters will be considered by the
?g,%e for fee refund purposes under 37 CFR

Box VIII should be used only to identify
related international applications and TU.S.
?g;iona} applications filed on and after June 1,

8.

1820.09 Different Applicants for Dif-
ferent Designated States

In any international application, different
applicants may be indicated for different desig-
nated States. This possibility is of great prac-
tical importance since, for the purposes of the
United States of America, the applicant must
be the inventor, whereas, for the purposes of
the other countries currently members of the
Treaty, no such requirement exists (PCT Axr-
ticle 9(3), PCT Rules 4.6{c) and 184 and 35
U.8.C. 373). Where there are several applicants,
at least one of them must qualify to file an inter-
national application for each designated State
(PCT Rules 18.3, 184 (&) and (b)).

- If it is desired that different applicants be
indicated for different designated countries, for
exaraple, in an application designating the
United States, Sweden and Switzerland, for the
purposes of the United States, the inventor must
be the applicant. If the invention has been as-
signed, the assignee may wish to be the appli-
cant for Sweden and Switzerland. If in this
example, “A” is the assignee and “B” is the
inventor, “A” and “B” must both be indicated
as applicants, one in Box IT and the other in
in the “supplemental box” on page 3 of the Re-
quest form. A check mark should be placed in
the small box following the phrase “additional
information is contained in supplemental box.”
The information placed in the supplemental box
should be clearly labeled “IT (Applicant) “B”
as the inventor would also be named in Box TII
of the Request, Box IX, on page 2 of the Re-
quest, is then used to identify different apph-
cants for different designated countries. In Box
IX, “B” would be indicated as the applicant
for the United States of America and “A”
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would be indicated as the applicant for Sweden
and Switzerland. It should be noted that both
“A” and “B” must also sign the Request form
or a power of attorney if the Request is signed
by an attorney or agent.

The names of all applicants indjeated in
Box IT must be placed in Box IX opposite the
names of the designated States for which they
are to be considered as applicants. The names
of applicants should be placed in the order,
family name first. The names of States should
be the full official titles or the accepted short
titles as listed in Annex A to the PCT Adminis-
trative Instructions.

1820.10 Different Inventors for Dif-
ferent Designated States

Where, because of the provisions of the na-
tional law in the different designated States, it
is necessary to indicate different inventors for
different designated States, such information
should be placed in Box X (PCT Rule, 4.8(¢)).
Names of inventors should be indicated family
natne first. The States should be named by offi-
cial titles or accepted short titles as listed in An-
nex A to the PCT Administrative Instructions.

1820.11 Signature of Applicant

POT Rule 415 Signature
The request shall be signed by the applicant.

The Request form of an international appli-
cation must be signed either by oll the applicants
(PCT Rule 4.18) or the attorney or agent of
all the applicants. Tn the later case, a power
of attorney signed by all applicants is filed with
the international application in the Receiving
Office (PCT Rule 2.1). The supplemental box
may be used if Box XTI has ingufficient room for
all signatures.

1820.‘12 Check List

SzorIOoN 318

Monner of Making the Necessary Annofations in the
Uheck List

Where, under Rule 3.3(¥%), the receiving Office itgelf
fills in the check list, that Office shall mark, next to
guch check list, the words “FILLED IN BY RG,” or
their equivalent in the language of the international
application. Where only some of the indications are
filled in by the receiving Office, the said words aund
egch indication fitled in by that Office shall be identified
by an asterigk.

Part A—When caleulating the Hst of pages,
the Notes to the Request and the fee calculation
sheet, form PCT/RO/101 Annex are not
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counted. Any supplemental sheet used for con-
tinuing material, however, is counted.

Pgrt B--Ttems which accompany the inter-
tional application should be identified in this
portion. If transmittal form PTO-1382 is used,
it should be referred to as “transmittal letter”
under item 8 in Box XIT, B,

Part 0~The figure of drawing which appli-
cant considers to best illustrate the invention
should be identified in Box XTI, C for publica-
tion in the Gazette and on the front page of the
pamphlet. The figure selection will be reviewed
by the Internationsl Searching Authority.
When the international application contains
only one figure which the applicant wishes to
have published, the word “sole” should be typed
in the space.

Part D—Part D is to be filled in by the Re-
ceiving Office only to indicate whether drawings
are missing upon filing. (PCT Administrative
Instructions, Section 310(a).)

Assienment DocuMeNT

An assignment document, or a copy thereof,
may be filed wtih the International application.
The Check List of the Request form, Box XI1,
Ttem B.7, should be marked to indicate that
an assignment document has accompanied the
International application on filing. (PCT Rule
3.83(i1) ) The assignment document will be trans-
mitted with the Record Copy of the application
to the International Bureau.

It should be noted that U.S. Patent and
Trademark Office records assignments only for
International applications in which the Tnited
States is named as a designated State. (87 CFR
1.331).

The assignment instrument for an Interna-
tional application must include the indication
that the application to which it relates is an in-
ternational application designating the United
States. The assignment instrument and the pre-
scribed fee for recording (87 CFR 1.21) may
be filed together with the International appli-
cation, The Receiving Office will route the in-
strument and fee to the appropriate organiza-
tions for recording. Assignment instruments for
International applications in which the United
States is not designated will be returned.

1823 The Description
POT Arricns 5
The Deseription

The description shall disclose the invention in a man-
ner sufficiently clear and complete for the invention fo
be carried out by a person skilied in the art,
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PCT Ruik B
The Description

5.1 Manner of the Degoription

(a) The description shall first state the title of the
invention as appearing in the request and shall:
(i) specify the technical field to which the inven-

tion relates;
(ii) indicate the background art which, ag far as

known to the applicant, can be regarded as ugeful

for the understanding, searching and examination of

the invention, and preferably, cite the documents
reflecting such art;

(iii) disclose the invention, as claimed, in such
terms that the technjeal problem (even if not ex-
pressly stated as such) and its solution can be under-
stood, and state the advantageous effects, if any, of
the inventior with reference to the background art;

(iv) briefly describe the figures in the drawings, if
any ;

(v} set forth at least the be\st mode contemplated
by the applicant for carrying out the invention
claimed ; this shall be done in terms of examples,
where appropriate, and with reference to the draw-
ings, if any ; where the national Jaw of the designated
State does not require the degeription of the best mode
but is satisfied with the description of any mode
{whether it is the best contemplated or not), failure
to describe the best mode contemplated skall have no
eifect in that Btate;

(vi) indicate expliciily, when it is not obvious from
the description or nature of the invention, the way
in which the invention is capable of exploitation in
industry and the way in which it can be made and
used, or, if it can only be used, the way in which it
can be used ; the term “industry” is to be understood
in its broadest sense as in the Paris Convention for
the Protection of Industrial Property.

{b) The manner and order specified in paragraph (a)
ghall be followed except when, because of the nature
of the invention, & different manner or a different order
would result in a better understanding and a more
economie presentation,

{¢) Subject to the provisions of paragraph (b), each
of the parts referred te in paragraph (a) shall prefl-
erably be preceded by an appropriate heading as sug-
gested in the Administrative Instructions.

87 OFR 1.485 The description. (a} Reguirements as
to the content and form of the description are set forth
in PCT Rules 5, 9, 10 and 11 and Administrative In-
struction 204, and shall be adhered to.

{b) In international applications designating the
Tnited States the desecription must contain upon fling
an indication of the best mode contemplated by the
inventor for carrying out the claimed invention.
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POT ADMINISTRATIVE INSTRUCTION SeorioN 204
Headings of the Paris of the Descripiion

The headings referred to Rule 51{c)} should be as
follows :

(i) for matter referred to in Rule 51{(¢) (i},
“Technical Field ;"

(ii) for matter referred to in Rule §.1(u) (if),
“Background Art;”

{iii) for matter referred to in Rule 5.1{a) (iii),
“Dhisclosure of Invention;”

(iv) for matter referred to in Rule 5.1(a) (iv}),
“Brief Deseription of Drawings;”

(v) for matter referred to in Rule 51{(a}{¥),
“Best Mode for Carrying Out the Invention;”

{vi) for matter referred to in Rule 8.1(a} (vi),
“Industrial Applicability.”

The deseription must “disclose the invention
in a manner sufficiently clear and complete for
the invention to be carried out by a person
skilled in the art” (PCT Axticle 5). PCT Rule
b contains detailed requirements as to the “man-
ner and order” of the description, which, gen-
erally, should consist of six parts under the fol-
lowing headings: “Technical Field,” “Back-
ground Art,” “Disclosure of Invention,” “Brief
Description of Drawings,” “Best Mode of Car-
rying Qut the Invention,” “Industrial Applica-

bility.” (PCT Administrative Instruction Sec-

tion 204). The description must begin with the
title of the invention as stated in Box I of the
Request. (PCT Rule 5.) Every fifth line of typ-
ing may be numbered along the left hand side

but not in the margin. (PCT Rule 11.8.) The

page numbers must be placed at the top of the
page but not in the top margin. (PCT Rule 11.6
{e).) If the United States of America is desig-
nated, the best mode contemplated by the in-
ventor for carrying out the invention must be
included in the description (37 CFR 1.435).

1824 The Claims
PCT AxrTICLE 6
The Cloims

The claim or claims shall define the matter for which
protection is sought. Claims shall be clear and con-
cise. They shall be fully supported by the description.

PCT Rure §
The Clogims

6.1 Number and Numbering of Cloims
{a) The number of the claims shall be reasonable in
consideration of the nature of the invention claimed.
(k) If there are several claims, they shall be num-
hered consecutively in arabic numerals.
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{¢) The method of numbering in the case of the
amendment of claims shall be governed by the Admin-
istrative Instroetions.

6.2 References to Other Parts of the Internationel Ap-
plication ‘

{a) Claimyg shall not, except where absolutely neces-
sary, rely, in respect of the techuical features of the
invention, on references to the deseription or drawings.
In particular, they shall not rely on such references
as: “as described in part . . . of the description,” or
“ag ilustrated in figure . . . of the drawings.” )

POT ADMINISTRATIVE INSTRUOTIONS SECTION 205
Numbering of Olaims upon Amendment

(a) Any claim submitted after the filing date of the
international application and which is not identical
with the claims previously appearing in the interna-
tional application shall, at the choice of the applicant,
be submitted either:

(i) as an amended claim, in which case, it shall
bhear the same number as the previous claim it
amends ; that number shall be followed by the word
“{amended)” or its equivalent in the language of
the international application; or

(i1} asa new claim, in which case, it shall bear the
next number after the highest previously numbered
claim; that number sball be followed by the word
“{new)” or its equivalent in the language of the in-
ternational application.

(b) The deletion of any claim previously appearing
in the international application shall be made by in-
dieating the number of the previous claim followed by
the word “(cancelled}” or its equivalent in the lan-
guage of the international application.

$1 OFR 1.436 The claims. The requirements as to the
content and format of claims are set forth in PCT
Art. 6 and PCT Rules 6, 9, 10 and 11 and shall be ad-
hered to. The number of the claims shall be reasonable,
considering the nature of the invention claimed.

The claim or claéms must “define the matter
for which protection is sought. Claims shall be
clear and concise. They shall be fully supported
by the description” (PCT Article 6). PCT
Rule 6 contains detailed requirements as to the
nwnber and numbering of claims, the extent to
which any claim may refer to other parts of the
international application, the manner of claim-
ing and dependent claims, As to the manner of
claiming, generally and wherever appropriate,
the claims must consist of two distinet parts,
the statement of the prior art and the statement
of the features for which protection is sought
{“the characterizing portion”).

Multiple dependent claims are permitted in
international applications if they are in the al-
ternative only and do not serve as a basis for
any other multiple dependent claim (PCT Rule
64(a), 35 U.S.C. 112). The claims, being an
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element of the application, should start on a
new page (PCT Rule 11.4). Page numbers and
line numbers must not be placed in the margins
(PCT Rule 11.6(8)).

The number of claims shall be reasonable,
considering the nature of the invention claimed
(37 CFR 1.436).

1825 The Drawings
PCT Awricie 7

The Drowings

(1) Subject to the provisions of paragraph (2) (i),
drawings shall be required when they are necessary for
the understanding of the invention.

(2) Where, without being necessary for the under-
standing of the invention, the nature of the invention
admits of illustration by drawings :

(i) the appleant may include such drawings in the
international application when filed.

(i) any designated Office may reguire that the
applicant file such drawings with it within the pre-
geribed time limit,

POF Rure 7
The Drowings

7.1 Flow Sheets and IMagrams

Flow sheets and diagrams are considered drawings.
7.2 Time Limit

The time Hmit referred to in Avticle T(2) (i) shall
be reasonable under the circumstances of the case and
shall, in no case, be shorter than 2 months from the
date of the written invitation requiring the filing of
drawings or additional drawings under the said pro-
vigion,

POT ApMINIsSTRATIVE InsTrRUCTION SECoTioN 310
Procedure in the Oase of Missing Drawings

(a) Where the international appiication refers to
drawings which in faet are not included in that appli-
cation, the receiving Office shall make the indication
referred to in Rule 26.6(a) by an appropriate marking
of the request Form.

{h) Section 808(w) shall apply also in the ecase of
drawings received by the receiving Office on a date
later than the date on which sheets were first received
by that Office.

{¢) The receiving Qffice shall, in the case of missing
drawings received within the time limit referred to
in Rule 20.2(¢) (iil) :

(i} effect the required correction of the interna-
tional filing date, or, where no international filing
date has yet been accorded, of the date of receipt of
the purported international application, and delete
the indication made under paragraph {(¢) above;



PATENT COOPERATION TREATY

() notify the applicant of the correction effected
under item (i), above;

(ifi) where transmittals under Artiele 12(1) have
already been made, notify the International Bureaun
and the Internmational Searching Authority of any
correction effected under item (i), above, by trans-
mitting a copy of the corrected first page of the re-
quest, and forward copies of the later submitted
drawings to the said Bureau and the said Authority ;

(iv) where transmittaly under Article 12{1) have
not yet been made, at{ach a copy of the later sub-
mitted drawings to the record copy and the search
copy.
¢d) The receiving Office shall, in the case of missing

drawings received after the expiration of the time Lmit
referred to in Rule 20.2(a) (iii) :

(i) notify the applicant of the fact and of the date
of receipt of the later submitted drawings;

(ii) where fransmittals under Article 12(1) have
already bheen made, forward a copy of the later
submitted drawings to the International Bureau
with the indication that such drawings and any
reference to such drawings are not fo be taken into
consideration for the purposes of international
processing ;

{ii1) where transmittals under Artiele 12(1) have
not yet been made, attach a copy of the later sub-
mitfed drawings to the record copy with the indica-
tion that such drawings and any reference to such
drawings are not to be taken into consideration for
the purposes of international processing.

37 CFR 1.48% The drawings. (a) Subjeet to para-
graph (b} of this section, when drawings are necessary
for the understanding of the invention, or are men-
tioned in the deseription, they must be part of an in-
ternational applieation as originally filed in the United
States Reeeiving Office in order {o maintain the inter-
national filing date during the national stage {PCT
Axt, 7). .

(b) Drawings migsing from the application upon fil-
ing will be aeccepted if sach drawings are received
within 30 days of the date of first receipt of the incom-
plete papers. If the missing drawinggs are received
within the 30-day peried, the international filing date
shall be the date on which such drawings are recelved.
If such drawings are not timely received, all references
to drawings in the international appiication shall be
considered non-existent (PCT Art. 14(2), Adminisira-
tive Instruction 3190).

{¢) The physieal reguirements for drawings are set
forth in POT Rule 11 and shall be adhered to.

Any international application must contain
drawings “when they are necessary for the un-
derstanding of the invention” (PCT Axrticle
T7(1), 37 CFR 1.437)). However, even where,
without being necessary for the understanding
of the invention, the nature of the invention ad-
mits of illustration by drawings, the applicant
may include such drawings and any designated
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Office may require the applicant to file such
drawings during the national (or regional)
phase. Flow sheets and diagrams are considered
drawings (PCT Rule 7.1). The drawing sheets
must be numbered in a separate series either as
14, %4, % or 1, 2, 8, The drawings in an interna-
tional application must be on A4 size sheets of
paper which must be flexible, strong, white,
smooth, non-shiny and durable (PCT Rules
11.8 and 11.5). The space used for illustration
on each sheet must not exceed 26.2 cm. by 17.0
em. (PCT Rule 11.6(c)). One figure of the
drawings should be designed for use on the
front page of the published application to ac-
company the abstract (PCT Rules 83(a) (iii)
and 48.2(d)).

1826 The Abstract
PCT Rure 8

The Abstract

8.1 Contents and Form of the Abstract

(a) The abstract shall eonsist of the following:

(i) a summary of the disclosure as contained in
the deseription, the claime, and any drawings; the
gummary shall indicate the technical field to which
the invention pertains and shall be drafted in a way
which allows the clear understanding of the technical
problem, the gist of the selution of that problem
through the invention, and the principal use or uses
of the invention;

(ii) where applicable, the chemical formula which,
among all the formulae contaired in the international
application, best characterizes the invention.

(b) The abstract shall be as concige as the disclosure
permits (preferably 50 to 150 words if it is English
or when transiated into English).

{¢) 'The abstract shall not contain statements on the
alleged merits or value of the claimed invention or on
ity speculative application.

(d) Bach main technical feature mentioned in the
abstract and illustrated by a drawing in the interna-
tion application shall be followed by a reference sign,
placed between parentheses,

8.2 Failure to Suggest a Figure to be Published with
the Absiract

If the applicant fails to make the indication referred
to in Rule 3.3(a) (iii), or if the International Searching
Authority finds that a figure or figures other than that
figure or those figures suggested by the applicant would,
among all the figures of all the drawings, better char-
acterize the invention, it shall indicate the figure or
fizures which it so congiders, Publications by the Inter-
national Bureau shall then use the fgure or figures 8o
indicated by the International Searching Authority.
Otherwise, the figure or figures suggested by the ap-
plicant shall be used in the said publications,
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8.8 Guiding Principles in Drafting

The abstraet shall be so drafted that it can efficlently
serve as a seanning tool for purposes of searching in
the particular art, especially by assisting the scientist,
engineer or researcher in formulating an opinion on
whether there is a need for consulting the interna-
tional application itself.

37 COFR 1.438 The absiract. {a) Reguirements as to
the content and form of the abstraect are set forth in
PCT Kule 8, and shall be adhered to.

{b) Lack of an abstract upon filing of an interna-
tional application will not affect the granting of a fil-
ing date. However, failure to furnish an abstract
within one month from the date of the notification by
the Receiving Office will result in the international
application being declared withdrawn.

The abstract must begin on a new sheet fol-
lowing the claims (PCT Administrative In-
struction Section 207). It must consist of a sum-
mary of the disclosure as contained in the de-
scription, the claims and any drawings (PCT
Article 3(3)). Where applicable, it must also
contain the most characteristic chemical for-
mula. The abstract must be as concise as the dis-
closure permits (preferably 50 to 150 words in
English}. 1t must be so drafted that it can effi-
ciently serve as a scanning tool for the purposes
of searching in the particular art. These and
other requirements concerning the abstract are
spellpjd out in detail in PCT Rule 8 (37 CFR
1.488).

SuMMaRY oF ABSTRACT REQUIREMENTS

Preferably 50-150 words, but not more than
250.

Should contain-—

1. Indication of field of invention.

9. Clear indication of the technical prodlem.

3. Glist of invention’s solution of the problem.

4, Prineipal nse or uses of the invention,

5. Reference numbers of the main technical
features.

6. Where applicable, chemical formaula which
best characterizes the invention.

Should not contain—

1. Superfluous language.

2. Legal phraseology such as *said” and
“meang.”

3. Statements of alleged merit or speculative
application.

4. Prohibited items as defined in PCT Rule 9.

1827 Fees
PCT BRuUre 14
The Tronsmittal Fee
141 The Transmittal Fee

(a) Any receiving Office may require that the appli-
cant pay a fee to it, for lts own henefit, for receiving
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the international application, transmitting copied to the
International Bureau and the competent International
Searching Authority, and performing al} the other
tasks which it must perform in conuection with the
international application in ity eapacity of receiving
Office (“fransmittal fee”).

(b) The amount and the due date of the transmitial
fee, if any, shall be fixed by the receiving Office.

PCTE RBuue 15

The Internciional Hee

15.1 Basic Fee gnd Designation Fee
Hach international application shall be subject to
the payment of a fee for the benefit of the International
Bureau (“international fee”) to be collected by the
receiving Office and consisting of.
{i} a “basic fee,” and
(il) as many “designation fees” as there are na-
tional patents and regional patents sought by the
applicant in the international application, except
that, where Article 44 applies in respect of a desig-
nation, only one designation fee shall be due.

15.2 Amounts

(a) The amounts of the basic fee and of the desig-
nation fee are as set out in the Schedule of Feoes.

(b) The amounts of the basic fee and of the designa-
tion fee shall be established, for each receiving Office
which, under Rule 15.3, preseribes the payment of those
fees in a eurrency or currencies other than Swiss cur-
rency, by the Director General after consaltation with
that Office and in the currency or currencies prescribed
by that Office (‘“‘preseribed currency”). The amounts
in each preseribed currency shall be the equivalent, in
round figures, of the amounts in Swiss currency set out
in the Schedule of Fees. They shall be published in
the Gazette.

(e) Where the amouunts of the fees set out in the
Schedule of ¥ees are changed, the corresponding
amounts in the prescribed currencies shall be applied
from the same date as the amounits set out in the
amended Schedule of Fees.

{d) Where the exchange rate between Swiss cur-
rency and any prescribed curreney becomes different
from the exchange rate last applied, the Director Gen-
eral shall estabilsh new amounts in the preseribed
currency according to directives given by the Assembly,
The newly established amounts shall become applicable
two months after the date of their publication in the
Giazette, provided that the interested Office and the
Director General may agree on a date falling during
the said two-month period in which case the said
amounts shall become applicable for that Office from
that date.

158 Mode of Payment

The international fee shall be payable in the cur-
reney or currencies prescribed by the receiving Office,
it being understood that, when transferred by the re-
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ceiving Office to the International Bureaw, the amount
transferred shall be freely convertible into Swiss cur-
rency.

15.4 Time of Payment

(a) Subject to paragraph {e), the baste fee shall be
due on the date of receipt of the international applica-
tion.

(b} Subject to paragraph (c), the designation fee
shall be paid on the date of receipt of the international
application or on any later date prior to the expira-
tion of one year from the priority date,

{c) The. receiving Office may permit applicants to

pay either the basic fee or the designation fee or both-

of the fees later than on the dates provided for in para-
graphs (a) and (b), provided that: .
(i) permission shall not be given to pay the basic
fee or the designation fee later than one month after
the date of receipt of the international applieation;
(il) permigsion may not be subject to any extra
charge.

Such later payment of the said feeg shall be without
loss, in the case of the basic fee, of the international fil-
ing date, or, in the case of the designation fee, of the
designations to which the payment relates.

15.5 Partial Payment

(a) Where the amount of the international fee re-
ceived by the receiving Office is not less than that of
the basic fee and at least one designation fee but less
than the amount required to cover the basic fee and all
the designations made in the international application,
the amount received shall be applied as follows:

(i) to cover the basic fee, und

(ii) to cover as many designation fees as, after
deduction of the basic fee, may be covered in fall
by the amount received in the order indicated in

paragraph (b).

(b) The order in which the said amount shall be ap-
plied to the designations shall be established as follows:

(1) where the applicant indicates to which desig-
nation or designations the amount is to be applied, it
shall be applied accordingly but, if the amount re-
ceived is insufficient to cover the degignations indi-
cated, it shall be appled to as many designations as

are covered by it in the order ehosgen by the applicant

in indicating the designations:

(i) to the extent that the applicant has not given
the indications under item (i), the amount or the
balance thereof shall be applied to the designations
in the order in which they appear in the interna-
tional application:

(iii} where the designation of a State is for the
purposes of a regional patent and provided that the
required designation fee i, under the preceding pro-
visions available for that designation, the designation
of any further States for which the same regional
patent is sought shall be considered as covered by
that fee,
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15.6 Refund

(a) The international fee shall be refunded o the
applicant if the determination under Article 11(1) is
negative,

(b} In no other case shall the international fee be
refunded.

PCT Rorw 16

The Search Fee
16.1 Right to Ask for a Fee

{a) Bach International Searching Authority may re-
quire that the applicant pay a fee {“gearch fee”) for
its own benefit for carrying out the international
search and for performing all other tasks entrusted to
International Searching Authorities by the Treaty and
these Regulations.

(b} The search fee shall be collected by the re-
ceiving Office. The said fee shall be payable in the ayr-
rency or currencies prescribed by that Office (“the
receiving Office carrency™), it being understood that, if
any receiving Office currency is not that, or one of
those, in which the International Searching Authority
has fixed the said fee (“the fixed currency or curren-
cies”), it shall, when transferred by the receiving QOffice
to the International Searching Authority, be freely con-
vertible into the currency of the State in which the In-
ternational Searching Authority has its headquarters
(“the headquarters curreney”). The amount of the
search fee in any receiving Office currency, other than
the fixed currency or currencies, shall be established
by the Director General after consultation with that
Office. The amounts so established shall be the equiva-
lents, in round figures, of the amount established by
the International Searching Authority in the headguar-
ters currency. ‘They shall be published in the Gazefte.

(c) Where the amount of the search fee in the head-
quarters currency is changed, the ' corresponding
amounts in the receiving Office currencies, other than
the fixed currency or currencies, shall be applied from
the game date a8 the changed amount in the headquar-
ters currency.

(d) Where the exchange rate between the headquar-
ters eurrency and any receiving Office currency, other
than the fixed currency or currencies, becomes different
from the exchange rate last applied, the Director Gen-
eral shall establish the new amount in the said re-
celving Office currency according to directives given by
the Assembly. The newly established amount shall be-
come applicable two months after its publication in
the Gazette, provided that any interested receiving
Office and the Director General may agree on a date
falling daring the said two-month period in which case
the s8id amount shall become applicable for that Office
from that date.

{e} Where, in respect of the payment of the search
fee in a receiving Office currency, other than the fixed
currency or currencies. the amount actually received
by the International Searching Authority in the head-
quarters carrency is less than that fixed by it, the differ-
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ence will be paid to the International Searching Au-
thority by the International Bureau, whereas, if the
amount actually received is more, the difference will be-
long to the International Burean. o
{f} As to the time of payment of the search fee, the
provisions of Rule 15.4 relating to the basic fee shall
apply.
168.2 Refund

The gearch fee shall be refunded to the applicant if
the determination under Article 11{(}) is negative,

18.3 Partial Refund

Where the international application claims the prior-
ity of an earlier international application which has
heen the subject of an international search by the same
International Searching Authority, that Aufhority
shall refund the gsearch fee paid in connection with the
later international application to the extent and under
the conditions preovided for in the agreement under
Article 16(8) (b), if the international search report on
the later international application could wholly ox
partly be based on the results of the international
search effected on the earlier international application.

PCOT Ruie 21
Lack of Poyment of Feeg.
29.1 Fees
{a) Por the purposes of Article 14(8)(a), “fees pre-
seribed under Article 8(4) (iv)” means ; the transmittal
fee (Rule 14), the basic fee part of the international
feo (Rule 15.1(1)}, ard the search fee (Rule 16).
{b} For the purposes of Artlcle 14(3)(a) and (b},
“the feée preseribed under Article 4(2)” means the
designation’ fee part of the internatliomnal fee (Rule
15.1.(i1) ).
PCT Ruie 96
The Schedule of Fees

96.1 Sechedule of Fees Annexed to Regulations

The amounts of the fees referred {o in Ruleg 15 and
57 shall be expressed in Swiss currency. They shall be
specified in the Schedule of Fess which is annexed to
these Reguiations and forms an infegral part thereof.

Scuepuir oF Fees
Kind of Fee Amount
1, Basic Fee:

(Rule 15.2{(a}))

if the internstional applica-

tion containg not more than

30 sheets o 325 Swiss francs

if the international applica- '

tion containg more than 8¢

sheets 325 Swiss francs plus
6 Swisy franes for
each  sheet in
excess of 30 sheets

13

. Degigmation Fee:
(Rule 152 (a) ) 78 Swiss franecs
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Note that the “prescribed currency” and
amounts for filing in the United States Re-
ceiving Office are in U.S. dollars as follows
(PCT Rule 15.2(b)) :

Basic Fee application up to 30

sheets . %190, 00
Fee for each sheet in excess of 30

sheets o o2 $8.50
Destgnation Feeo . _______ .- $45.00

Avpplicants should check the most vecent issde
ot the Official Gazette for any changes in the
amounts of the fees,

Fees Associated with International Applica-
tions.—There are three kinds of fees which must
be paid to the United States Patent and Trade-
mark Office in connection with the filing and
processing of international applications in the
United States Recelving Office: S

A transmittal fee—for the benefit of the
Receiving Office for receiving, processing, and
transmitting copies of the international ap-
plications (PCT Rule 14); : '

A search fee—rfor the benefit of the Inter-
national Searching Authority for carrying
out the international search and preparing an
intgrnational‘ search report (PCT Rule 18);
an .

An international fee which includes a basic
fee portion and a designation fee portion for
each State designated—for the benefit of the
Tnternational Bureau for performing the
tasks required of it under the PCT (PCT
Rule 15).

When an international application is filed
with the U.S. Patent and Trademark Office as
a Receiving Office, the transmittal fee, the
search fee, and the basic fee portion of the in-
ternational fee are due upon filing of the appli-
cation (35 U.S.C. 361(d)). The designation fee
portion of the international fee must be paid
within one year of the priority date.

The amounts of the transmittal fee (PCT
Rule 14.1) and the search fee (PCT Rule 16.1)
set forth in 87 CFR 1.445 are intended to cover
the costs of performing the required functions
in the U.8. Patent and Trademark Office and
are as follows:

- Transmittal fee.. oo o= $ 85.00
Search fee_ o $300. 00

The amount of the basic fee portion of the
international fee is to be $190.00 for an inter-
national application containing up to thirty
sheets, with an additional charge of $3.50 per
sheet for each sheet in excess of thirty (PCT
Rule 15.2(b)). Although all designated States
must be named at the time the international

ST
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application 1s filed, the payment of the desig-
nation fee portion of the international fee need
not be paid on filing but must be paid fo the
Receiving Office, at the latest, within one
year of the priority date. The designation fee

ortion of the international fee is $45 for each
gtate or group of designated States for which
the same regional patent is sought (PCT Rule
15.2(b) ). In other words, only one $45 designa-
tion fee is due for all countries for which Eu-
ropean patent protection is desired.

Fees may be paid by check (37 CFR 1.23) or
be charged against a Patent and Trademark
Office Deposit Account (37 CFR 1.25).

Reruwo or Fuss

There is no provision in the PCT concerning
the possibility of asking for a refund of the
transmittal fee. The search fee and the interna-
tional fee (both the basic fee and the designa-
tion fees) will be refunded where the Receiving
Office refuses to “accord” an “international fil-
ing date” (PCT Rules 15.6 and 16.2). Such re-
fusal will occur, generally speaking, where the
international application is defective in certain
respects, Where a (later) international applica-
tion claims the priority of another (earlier)
U.S. national or international application
which has been the subject of an international
search by the same International Searching Au-
thority which will have to carry out the search
on the later application, a partial refund of the
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search fee paid in respect of the later applica-
tion) may be possible (PCT Rules 16.2 and
16.3).

Frr Carcvvation Sueer (Form
PCT/RO/101 AxwEx

This sheet is not counted as a part of the in-
ternational application for purposes of deter-
mining the amount of the Basic International
fee (PCT Rule 15.2(a)).

The instructions for use of this form are
printed on the reverse side of the form. When
caleulating fees, the latest issue of the Official
Glazette should be consulted to determine the
current level of the POT fees.

1828 Priority Document

POT Rurg 17

The Priority Document

17.1 Obligation to Submit Copy of Barlier National Ap-
plication

(a) Where the priority of an earlier national apph-
cation Is claimed under Articie 8 in the international
application, a copy of the said national application,
certified by the authority with which it was filed (“the
priority document”), shall, unless already filed with
the receiving Office, together with the international ap-
plieation, be submitted by the applicant to the Inter-
national Bureau not later than 16 months after the
priority date or, in the case referred to in Article 23 2y,
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not later than at the time the processing or examina-
tion is requested.

(b) If the applicant fails to comply with the require-
. ment under paragraph (a), any designated State may
disregard the priority claim.

(¢) The International Burean shall record the date
on which it received the priority document and shall
notify the applicant and the designated Offices
accordingly.

178 Availability of Copies

{a) The International Bureaun shall, at the specific
request of the designated Office, promptly but not be-
fore the expiration of the time limit fixed Ain Rule
17.1(a), furnish a copy of the priority decument {0
that Office. No such Office shall ask the applicant him-
self to furnish it with a copy, except where it requires
the furnishing of a copy of the pricrity dectument to-
gether with a certified translation thereof. The appli-
cant shall not be required to furnish a certifed trans-
1ation to the designated Office before the expiration of
the applicable time limit under Article 22.

{b) The International Bureau shall not make copies
of the priority document available to the public prior
to fthe international publication of the international
application,

(¢) Paragraphs (a) and (b) shall apply also to any
earlier international application whose priority is
claimed in the subseguent international application.

POT ADMINISTRATIVE INSTRUOTION SEcrioN 411

Notificetion Thet the Certified Copy of the Priovity
Document Has Not Been Submitied

Where the time Iimit under Rule 17.1(e) has expired
and the International Bureau has not received a certi-
fled copy of the priority doeument, it shall notify the
applicant and the designated Offices accordingly.

87 OFR 1.461 The priority clotms end priovity docy-
ment in an international application. (a) The claim
for priority must be made on the Reguest {PCT Rule
4.10) in a manner complying with Sections 110 and 201
of the Administrative Instructions.

(b) Whenever the priority of an earlier United

States national appHeation is claimed in an interna-
tional application, the applicant may request in a letter
of transmittal accompanying the international applica-
tion wpon filing with the United States Receiving Of-
fice, that the Patent and Trademark Office prepare a
certified copy of the national application for frans-
mittal to the Internatiomal Pureau (PCT Art. 8 and
POT Rule 17). The fee for preparing a certified copy
is stated in § 1.21(b) and 85 U1.8.C. 41(11).

(¢) If a certified copy of the priority docuvment is
not submitted together with the international applca-
tion on filing, or, if the priority application was filed
in the United States and a request and appropriate
payment for preparation of such a certified copy do
not aceompanying the international application on fil-
ing, the certified copy of the priority document must be
transmitted directly by the applicant to the Interna-
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tional Bureau within the time limit specified in POT
Rule 17.1(a).

Under the PCT procedure, the applicant may
file the certified copy of the earlier g?ed national
application together with the international ap-
plication in the Receiving Office for transmittal
with the Record Copy, or alternatively the cer-
tified copy may be submitted directly by the ap-
plicant to the International Bureau not later
than 16 months after the priority date of, if the
applicant has requested early processing in an
designated Office, not later than the time suc
processing or examination is requested. The In-
ternational Bureau will notify the applicant
and the designated Offices of the date on which
the certified copy was received. The Interna-
tional Bureau will normally furnish copies of
the certified copy to the various designated Of-
fices on request so that the applicant will not
normally be required to submit certified copies
to each designated Office.

Under 37 CFR 1.451, a third alternative for
transmittal of the certified ecopy of the priority
document exigts. The applicant may request, on
filing the international application, that the
United States Receiving &ﬁce prepare and
transmit a certified copy of a U.S. national ap-
plication, the priority of which is claimed, to
the International Bureau. The United States
Receiving Office will prepare and transmit the
certified copy. Provided that the fees for copy-
ing and certification are paid. See § 1830, item

(1).

1830 PCT International Application
Transmittal Letter ‘

A PCT international application transmittal
Jetter, form PT(0-1382, is available free of
charge for applicants to use when filing PCT
interndtional applications with the United
States Receiving Office. The form is intended
to simplify the filing of PCT international ap-
plications by providing a one-page letter which
covers the most common requests and concerns
of applicants. Specifically covered are:

(1) Requests under 37 CFR 1451 for prep-
aration and tramsmittal to the International
Bureau of certified copies of the U.S. national
applications, the priority of which is claimed in
international applications;

(2) Requests for transmittal of the Record
Copy by the applicant to the International
Bureau under 37 CFR 1.461 ; '

(8) Authorizations for any required ad-
ditional search fees to be charged to a deposit
account subject to oral confirmation of the
authorization;
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(4) Statements of preference and authoriza-
tion. for any refund or reimbursement of the
search fee or additional (supplemental) search
fee to be credited to a deposit account or to be
refunded by U.S. Treasury Department check;

(5) Indications of information concerning
differences in disclosure, if any, between the in-
ternational application and related applications
to assist in determining any foreign transmittal
licensing reguirements as well as for other pur-
poses; and

(6) Requests for foreign transmittal Hicense.

1832 License Request for Foreign Fil-
ing Under the PCT

A license for foreign filing iz not required to
file an international application in the United
States Receiving Office but may be required be-
fore the applicant or the U.S. Receiving Office
can forward a copy of the international appli-
cation to a foreign patent office, the Interna-
tional Bureau or other foreign authority (85
7.8.C. 368, 37 CFR, 5.1 and 5.11). A foreign
filing license to permit transmittal to a foreign
office or international authority is not required
if the international application does not dis-
close subject matter in addition to that dis-
closed in a prior U.S. national application filed
more than six months prior to the filing of the
international application (37 CFR 5.11(a) (2)).
In all other instances, the applicant should peti-
tion for a license for foreign filing (transmit-
tal) (37 OFR 5.12) and if appropriate, identify
any additional subject matter in the interna-
tional application which was not in the earlier
[7.S. national application (37 CFR 5.14 (¢)).
This request and disclosure information may be
supplied on the PCT international application
transmittal letter form, PTO-1382, which is re-
produced below, '

If no petition or request for a foreign filing
Heense is included in the international applica-
tion, and it is clear that a license is required be-
cause of the designation of foreign countries
and the time at which the Record Copy must
be transmitted, it is current Office practice to
construe the filing of such an international ap-
plication to include a request for a foreign filing
license. If the license can be granted it will be
issued without further correspondence. If no
license can be issued, or further information is
required, applicant will be contacted. The auto-
matic request for a foreign filing license does
not apply to the filing of a foreign application
outstde the PCT.

Erreor or Seorecy Onprr

] If a secrecy order is applied to an interna-
tional application, the application will not be
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forwarded to the International Bureau as long
as the secrecy order remains in effect (PCT Arx-
ticle 27(8) and 35 U.S.C. 368). If the secrecy
order remaing in effect at the end of the I4th
month after the priority date of the inter-
national application, the international applica-
tion will be declared withdrawn (abandoned)
because the Record Copy of the international
application was not received in time by the In-
ternational Bureau (37 CFR 5.3(d), PCT Ar-
ticle 12(3), and PCT Raule 22.3). 1t is, how-
ever, possible to save the U.S. filing date, if the
{Inited States of America has been designated,
by fulfilling the requirements of 85 U.S.C.
871(c) prior to the end of the 14th month.

1840 International Stage Time Limits

POT ARUIOIE 47
Pime Limits

(1) The details for computing time Hmits referred
to in this Treaty are governed by the Regulations.

(2) (2) All time limits fixed in Chapters I and II of
this Treaty may, outside any revision under Article 60,
he modified by a decision of the Contracting States.

{b) Such decisions shall be made in the Assembly or
through voting by eorrespoudence and mrust be unani-
meuy.

(e} The details of the procedure are governed by

the Regulations.
POT Anticre 48

Delay in Meeting Certain Time Limits

(1) Where any time limit fixed in this Treaty or the
Regulations is not met because of interruption in the
mail gervice or unavoidable loss or delay in the mail,

the time limit shall be deemed to be met in the cases
and subject to the proof and other conditions preseribed
in the Regulations,

{2) (a) Any Contracting State shall, as far as that
State is concerned, excuse, for reasons admitted undex
its national law, any delay in meeting any time limit.

(b) Any Contracting State may, as far as that State
is concerned, excuse, for reasons other than those re-
ferred to in subparagraph {(a), any delay in meeting
any time limif.

: PCT RuLe 79

Calendar

79.1 Bopressing Dates

Applicants, national Offices, receiving Offices, Inter-
national Searching and Preliminary Examining Au-
thorities, and the International Bureau, shall, for the
purposes of the Treaty and the Regulations, express
any date in terms of the Christian era and the Grego-
rian calendar, or, if they use obher eras and calendars,
they shall algo express any date in terms of the Chris-
tian era and the Gregorian calendar.

AT
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PCT Ruie BO
‘Computation of Time Limits

80.1 Periods Bopressed in Years
‘When a period is expressed as one year ora certain

number of years, computation shall start on the day
following the day on which the relevant event o¢-
eurred, and the period shall expire in the relevant
subsegnent year in the month having the same name
and on the day having the same number as the month
and the day on which the said@ event occurred provided
that if the relevant subsegquent month has no day with
the same number the period shall expire on the last
day of that month.
80.8 Periods Baepressed in Months

When a period is expressed as one month or a cer-
tain number of months, computation shall start on the
day following the day on which the relevant event oc-
curred, and the period shall expire in the relevant
subsequent month on the day which hag the same
number ag the day on which the said event occurred,
provided that if the relevant subsequent month has no
day with the same number the period shaill expire on
the last day of that month.

80.8 Periods Expressed in Days

‘When a period is expressed as a certain number of
days, computation shall start on the day following the
day on which the relevant eveut occurred, and the
period shall expire on the day on which the last day
of the count has been reached.

80.4 Local Dates

{a) The date which is taken into consideration as
the starting date of the computation of any period
shail be the date which prevails in the locality at the
time when the relevant event occurred.

(b) The date on which any period expires shall be
the dafe which prevails in the locality in which the
required doemmeni must be filed or the required fee
must be paid.

80.5 Bapiration on ¢ Non-Working Day

If the expiration of any period during which any
document or fee must reach a national Office or inter-
governmental organization falls on a day on which
such Office or organization is not open to the public
for the purposes of the transaction of official business,
or on which ordinary mail is not delivered in the local-
ity in which sueh Office or organization is sitnated, the
peried shall expire on the next subsequent day on
which neither of the said two circumstances exists.

80.6 Date of Documents

Where a period starts on the day of the date of &
document or letter emanating from a national Office
or intergovernmental organization, any interested
party may prove that the said doenment or letter was
mailed on & day later than the date it bears, in which
cage the date of actual mailing shall, for the purposes
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of computing the period, be considered to be the date
on which the period starts.

807 Hnd of Working Duy

fa) A period expiring on a given day shall expire
at the moment the national Office or intergovernmental
organization with which the document must be filed
or to which the fee must be paid closes for business
on that day.

{b) Any Office or organization may depart from the

. provisiong of paragraph {(a) up to midnight on the
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relevant day.
(e¢) The International Bureau shall be open for
business until § p.m.

PCT Rure 82
Irregulorities in the Mail Service

82.1 Delay or Loss in Mail

(a) Subject to the provisions of Rule 22.3, any in-
terested party may offer evidence that he has mailed
the document or letter 5 days prior to the expiration
of the time limit. Except in cases where surface mail
normally arrives at its destination within 2 days of
mailing, or where no airmail service is available, such
evidence may be offered only if the mailing was by
airmail. ¥n any case, evidence may be offered only if
the mailing was by mail registered by the postal
authorities.

{b) Yf such mailing is proven to the satisfaction of
the national Office or infergovernmental organization
which is the addressee, delay in arrival shall be ex-
cused, or, if the document or letter is lost in the mail,
substitution for it of a new copy shall be permitted,
provided that the interested party proves to the satlis-
faction of the said Office or organization that the docu-
ment; or letter offered in substitution ig identical with
the document or letter lost.

{c) In the cases provided for in paragraph (b), evi-
denee of mailing within the prescribed time lmit, and,
where the document or letter was lost, the substitute
document. or letter as well, ghall be submitted within
1 month after the date on which the interested party
noticed—or with due diligence should have noticed~—
the delay or the loss, and in no case later than €
months after the expiration of the time limit applica-
ble in the given case.

82.2 Imterruption in the Meail Service

{a) Bubject to the provisions of Rule 22.8, any in-
terested party may offer evidence that on any of the
10 days preceding the day of expiration of the time
Hmit the postal service was interrupted on account of
war, revolution, civil disorder, strike, natural calamity,
or other like reason, in the locality where the infer-
ested party resides or has his place of business or is
staying. :

(b) If sueh circumstances are proved to the safis-
faction of the national Office or intergovernmental
organization which is the addressee, delay in arrival
shall be excused, provided that the inferested party
proves to the satisfaction of the said Office or organiza-
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tion that he effected the mailing within 5 days after
the mail service was resumed. The provisions of Rule
82.1{e) shall apply muielis mutondis.

POT ADMINISTRATIVE INsTRUCTIONS SecTion 110 '
Dates

Any date in the international application, or used in
any correspondence emanating from International Au-
thorities relating to the international application, shall
be indicated by the Arabic number of the day, by the
pame of the month, and by the Arabic number of the
yenr. The receiving Office, where the applicant has not
doue so, or the International Bureau, where the appli-
cant has not done so and the receiving Office fails to
do so, shall, after or below any dJate indicated by the
applicant in the request, repeat the date, in parenthesis,
by indicating it by two-digit Arabie numeraly each for
the number of the day, for the number of the month
and for the last two numbers of the year, in that order
and with a period after the digit pairs of the day and of
the month (for example, “30 March 1978 {30.03.78) 7).

35 U.8.0. 364 Internationel stage: Procedure. (&)
International applications shan be processed by the
Patent Office when acting a3 a Receiving Office or Inter-
pational Searching Authority, or both, in aceordance
with the applicable provisions of the treaty, the Regu-
lations, and this title,

(b) An applieant’s failure to act within prescribed
time limifs in conneetion with requirements pertaining
to 2 pending international application may be excused
upon a showing satisfactory to the Commmisgioner of
unavoidable delay, to the extent not preecluded by the
treaty and the Regulations, and provided the conditions
imposed by the treaty and the Regulations regarding
the excuse of such failure to act are complied with.

37 CFR 1.465 Timing of application processing based
on the priority dete, (a) For the purpose of computing
time limits under the Treaty, the priority date shall be
defined ag in PCT Art. 2(xi).

{h) When a claimed priority date is cancelled under
POT Rule 4.10(d), or congidered not to have been made
under PCT Rule 4.10(b), the priority date for the pur-
poses of computing time limits will be the date of the
earliest valid remaining priority claim of the inter-
national application, or if none, the international filing
date.

(¢} When corrections under POT Art, 11(2), Art.
14(2) or PCT Rule 20.2{a) (1) or (iii) are timely sub-

mitted, and the date of receipt of such eorrections falls.

later than one year from the claimed priority date or
dates, the Receiving Office shall proceed under PCT
Rule 410(d).

37 OFR 1,68 Delays in meeting time Wmits. Delays
in meeting time limits during international processing
of international applications may only be excused as
provided in PCT Rule 82, For delays in meeting time
limits in a national applcation, see § 1.137.
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1845 Receiving Office Procedure
POT ArTIcLE 10
The Receiving Office

The international application shail be filed with the
prescribed receiving Office, which will check and proe-
ess it as provided in this Treaty and the Regulations.

POT Rure 20

Receipt of the International Application

20.1 Date and Number

(a) Upon receipt of papers purporting to be an in-
ternational application, the receiving Office shall in-
delibly mark the date of actual receipt in the wpace
provided for that purpose in the request form of each
copy received and one of the numbers agsigned by the
International Bureau to that Office on each sheet of

each copy received.
{b} The place on each sheet where the date or num-

ber shall be marked, and other details, shall be specified
in the Administrative Instructions.

0.2 Reoeipt on Different Days

{a) In cases where all the sheets pertaining to the
same purporied internationmal application are not re-
ceived on the same day by the receiving Office, that
Office shall correct the date marked on the request
{still leaving legible, however, the earlier date or dates
already marked) so that it indicates the day or which
the papers completing the international applieation
were received, provided that:

(i) where no invitation under Article 11(2)(a)
to correct was sent to the applicant, the said papers
are received within 30 days from the date on which
sheets were first received ;

(ii) where an jnvitation under Article 11(2}(a)
to correct was sent to the applicant, the said papers
are received within the applicable time limit under
Rule 20.8; :

(#il) in the case of Article 14(2), the missing
drawings are received within 30 days from the date
on which the incomplete papers were filed;

(iv) the absence or Iater receipt of any sheet con-
taining the abstract or part thereof shall not, in
itgelf, require any corrvection of the date marked
oh the request, ’

(b} Any sheet received on a date later than the date
on which sheets were first received shail be marked
by the receiving Office with the date on which it was
received.

20.8 Corrected International Application

In the case referred to in Article 11(2) (b), the re-
ceiving Office shall corrvect the date marked on the
request (still leaving legible, however, the egrlier date
or dates already marked) so that it indicates the day
on which the last required correction was received.
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20.4 Determination under Article 1L

{a} Promptly after receipt of the papers purporting
to be an international application, the receiving Office
shall determine whether the papers comply with the
requirements of Article 11(1).

(b) For the purposes of Article 131(1) (i) (¢}, it
shall be sufficient to indiegte the name of the applicant
in a way which allows his identity to be established
even if the name is misspelled, the given names are not
fully indicated, or, in the case of legal entities, the
indication of the name is abbreviated or incorplete.

20.5 Positive Determination

(a) If the determination under Article 11(1) is
positive, the receiving Office shall stamp in the space
provided for that purpose in the request form the name
of the receiving Office and the words “POT Inferna-
tional Application,” or “Demande internationale
POT. If the official language of the receiving Office
is neither HEnglish nor Frenech, the words “Interna-
tional Application” or “Demande internationale” may
be accompanied by a translation of these words in the
official language of the receiving Office.

(b) The copy whose reguest sheet has been s
gtamped shall be the record copy of the international
application. -

(¢) The receiving Office ghall promptly notify the
applicant of the international application number and
the internatioral filing date.

20.6 Invitation to Correct

(&) The invitation to correct under Article 11(2)
shall specify the requirement provided for under
Artiele 11¢(1) which, in the opinion of the receiving
Office, has not been fulfilled.

(b} 'The receiving Office shall promptly mail the in-
vitation to the applicant and shall fix a time Hmit,
reasonable under the cireumstances of the case, for
filing the correction. The time limit shall not be less
than 10 days, and shall not exceed 1 month, from the
dafe of the invitation, If sueh time Hmit expires after
the expiration of 1 year from the filing date of any
application whose priority ig claimed, the receiving
Office may call this circumstance to the attention of
the applicant.

20.% Negative Determinalion

If the receiving Office does not, within the preseribed
time limit, receive a reply to its invitation to correct,
or if the correction offered by the applicant still does
not fulfill the requirements provided for under Article
11(1), it ghall:

(i) promptly notify the applicant that his appli-
cation ig not and will not be treated as an interna-
tional application and shall indicate the reasons
therefor,

(ii} notify the Infernational Bureau that the
number it has marked on the papers will not be nsed
as an international application number,
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{1ii} keep the papers constituting the purported
international appleation and any correspondence
relating thereto as provided in Rule 931, and

(iv) send a copy of the said papers to the Interna-
tional Bureau where, pursuant to & request by the
applicant under Article 25(1), the International
Burean needs such a copy and specially asks for it.

20.8 Brror by the Receiving Office

If the receiving Office Iater discovers, or on the basis
of the applicant’s reply realizes, that it has erred in
issuing an invitation to correct since the requirements
provided for under Article 11(1) were fulfilled when
the papers were received, it shall proceed as provided
in Rule 20.5,

20.9 Certifled Copy for the Applieant
Againgt payment of a fee, the receiving Office shall
furnish to the applicant, on request, certified copies of
the international applcation as filed and of any correc-
tions thereto.
PCT Rure 26

Checking and Correclting Ceriain Hlemenis of
the International Application

26.1 Time Limit for Check

(a) The receiving Office shall issue the invitation
to correet provided for in Article 14(1) (b) a= soon as
possible, preferably within 1 month from the reeceipt
of the international application.

{b) If the receiving Office issues an Invitation to
correct the defect referred to in Article 14¢1) (a) (iil)
or {iv) {missing title or missing absfraect), if shall
notify the International Searching Authority accord-
ingly.

26.2 Time Limit for Correction

The time lmit referred to in Article 14(1) (b) shall
he reasonable under the circamstances of the particular
case and shall be fixed in each cage by the receiving
Office. It shall not be less than 1 month and normally
not more than 2 months from the date of the invitation
to correct. :

26.3 Checking of Physical Requirements under Ariicle
141 {a) (v)

The physical requirements referved to in Rule 11
shall be checked fo the extent that compliance there-
with is necessary for the purpose of reasomably uni-
form international publication.

26.4 Procedure

{a} Any correction offered to the receiving Office
may be stated in a letter addressed to that Office if the
correction is of such a nature that it can be transferred
from the letter to the record copy without adversely
affecting the clarity and the direct reproducibility of
the sheet on to which fthe correetion iz to be trans-
ferred; otherwise, the appilicant shall be required to
submit a replacement sheet embodying the correction
and the letter accompanying the replacement sheet
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shali draw attention to the differences between the
replaced sheet and the replacement sheet.

(b) The receiving Office shall mark on each replace-
ment sheet the international application numbey, the
date on which it was received, and the stamp identify-
ing the Office. It shall keep in iis files a copy of the
jetter contaiping the correction or, when the correction
ig contained in a replacement sheet, the replaced sheet,
the letter accompanying the replacement sheet, and &
copy of the replacement sheet.

() The receiving Office shall promptly iransmit the
letter and any replacement sheet to the International
Bureauw, The International Bureau shall transfer to the
record copy the correetions requested in a letter, to-
gether with the indication of the date of its receipt by
the receiving Office, and shall insert any replacement
gheet in the record copy. The letter and any replaced
sheet shall be kept in the files of the International
Bureau.

(d) The receiving Office shall promptly transmit a '

copy of the letter and any replacement sheet to the
Toternational Searching Authority.

26.5 Correction of Certein Elements

(a) The receiving Office ghall decide whether the
applicant has submitted the correction within the pre-
seribed time limit, If the correction has been submitted
within the prescribed time limit, the receiving Office
shall decide whether the internatiomal application so
corrected I8 or is not to be considered withdrawn.

(b) The receiving Office shall mark on the papers con-
taining the correction the date on which it received
such papers.

26.6 Missing Drawings

(a) ¥f, as provided in Article 14(2}, the international
application refers to drawings which in fact are not
included in that application, the recelving Office shall
%0 indicate in the said application,

(b} The date on which the applicant receives the
notification provided for in Article 14(2) shall have
no effect on the time Hmit fixed under Rule 20.2(a) (iil}.

385 1U.8.0. 361. Receiving Ofice. (a) The Patent Office
shall act as a Receiving Office for international appli-
cations flled by nationals or residents of the United
States. In.accordance with any agreement made be-
tween the United States and another country, the Pat-
ent Office may also act as a Receiving Office for inter-
national applications filed by residents or nations of
such country who are entitled to file international
applications.

{b) The Patent Office shall perform all acts connected
with the discharge of duties required of a Receiving
Office, including the collection of international fees and
their trangmittal to the International Bureau,

{¢) Tnfernational applications filed in the Patent Of-
fice shall be in the English language.

(d) The basic fee portion of the international fes,
and the transmittal and search fees prescribed under
section 876(a) of this part, shall be paid on filing of
an international application. Payment of designation
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fees may be made on filing and shall be made not Iater
than one year from the priority date of the interna-
tional application.

87 ORR 1.412 The United States Receiving Ofice. (a)
The United States Patent and Trademark Office is a
Receiving Office only for applicants who are residents
or nationals of the United States of America.

{b) The Patent and Trademark Office, when acting
as a Receiving Office, will be identified by the full title
“{Inited States Receiving Office” or by the abbreviation
“RO/USR

{¢) The major functions of the Receiving Office
inelude: .

(1) According to international filing dates to inter-
national applications meeting the requirements of POT
Art, 11¢1), and PCT Rule 20 ;

(2) Assuring that international applications meet
the standards for format and content of PCT Art. 14(1},
POT Rule 9, 26, 20.1, 87, 38, 91, and portions of PCT
Rules 8 through 11;

(8) Collecting and, when required, transmitting fees
due for processing infernational applications {PCT
Rule 14, 15, 16) ;

¢{4) Transmitting the record and search copies to the
International Bureau and International Searching Au-
thority, respectively (POT Rules 22 and 23} and

(5) Determining compliance with applicable require-
ments of Part 5 of this chapter.

POT ApMINISTRATIVE INSTRUCTIONS BEcrioN 105
Reveral Applicants

Where any international application indicates as ap-
plicants several persons. it shall be sufficlent, for -the
parpose of identifying that application, t0 indicate, in
any Form or eorrespondence relating to such applic’a-
tion, the name of the applicant first named in the
request.

POT ADMINISTRATIVE INSTRUCTIONS SECEION 301

Notification of Receipt of Purported International
Application

Any receiving Office may notify the applicant of the
receipt of the purported international application. The
notification should indicate the date of actual receaipt,
the international application number of the purported
international application referred to in -Section 307
and the applicant’s file reference, where available, as
well a8, where useful for purposes of jdentification, the
title of the invention.

POT ADMINISTRATIVE INSTRUCTIONS SEBECTION 305
Tdentifying the Uopies of the International Application

() Where, under Rule 111(a), the international
application has been filed in one copy, the receiving
Office shall, after preparing under Rule 21.1(a) the
additional copies required under Article 12(1}, mark,

(1) the words “RECORD COPY” in the upper left-
hand ecorner of the first page of the original copy,

ST
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(ii) in the same space on one additlonal copy, the
words “SHARCH COPY.,” and

(iii) in the same space on the other such copy, the
words “HOME COPY," or their eguivalent in the
language of the international application.

(b} Where, under Rule 11.1(D)}, the international
application has been filed in more than one copy, the
receiving Office shall choose the copy most suitable for
reproduction purposes, and mark the words “RECORD
COPY,” in the upper left-hand corner of its first page.
After verifying the identity of apy additional coples
and, if applieable, preparing under Rule 21.1(b) the
home copy, it ghall mark, in the upper left-hand corner
of the first page of one such copy, the words “SEARCH
COPY,” and, in the same space on the other such copy,
the words “HOME COPY,” or their equivalent in the
language of the international application.

POT ADMINISTBATIVE INSERGOTIONS SEoTION 307
System of Numbering International Applications

Papers purporting to be an international application
under Ruale 20.1 shall be marked with the international
application number, consisting of the letters “PCT,” a
slant, the two-letter code, as in Annew B, indicating the
receiving Office, a two-digit indication of the last two
-numbers of the year in which such papers were first
received, a slant and a five-digit number, allotfed in
sequentisl order corresponding fo the order in which
the international applications are received (e.g., “POT/
SUTR/00001”). However, if a negative determination is
made under Rule 20.7 or a declaration is made under
Article 14(4}, the letters “POT” shall be deleted by the
receiving Office from the indieation of the international
application number on auny papers marked previously
with that number, and the said@ number shall be used
without such letters in any future eorrespendence re-
lating to the purported international application,

POT ADMINISTRATIVE INSTRUGTIONS Seerron 308
Marking of the Sheets of the Internationel Applicetion

(a) The receiving Office shall indelibly mark; 80 as
to admit of direct reproduction in any of the manners
set forth in Rule 11.2(a), the international application
number referred to in Seetion 807 in the upper right-
hand corner of each sheet of each copy of the purported
international application.

(b} The data to be indicated on any replacement
sheet under Rule 26.4(5) shail be indelibly marked by
the recelving Office, so as to admit of direct reproduc-
tion in any of the manners set forth in Rule 11.2(a),
in the -upper right-hand corner of each replacement
sheet.

POT ADMINISTRATIVE INSTRUoTION Sperrow 316

Procedure in the Uase where the International
Application Loacks the Preseribed Signaiurce

Where, under Article 14(1) {(a) (i), the receiving Of-

fice finds that any international application is defective
in that it lacks the prescribed signature, that Office
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shall send fo the applicant, together with the invita-
tion to correct under Article 34(1){b), a copy of the
request part of the international application. The ap-
plicant shall, within the prescribed time limit, refurn
said copy after affixing thereto the prescribed
signature.

T'he main procedural steps that any interna-
tional application goes through in the United
States Receiving Office are the following:

(i} the international application and the
related fees are received by the Receiving Of-
Fee (PCT Article 10);

(ii) the . international application is
checked by the Receiving Office to determine
‘whether it meets the requirements prescribed
by the PCT as to whether a filing date may be
granted, fees due on filing are paid in full,
whether the priority claim is acceptable, and
whether any pages or drawings are missing
(PCT Axticle 11(1), PCT Rule 4.10 and 35
U.8.C. 861(d)). The checks performed by the
Receiving Office are of a formal nature and
do not go into the substance of the invention;

(iii) where the checks by the United States
Receiving Office show that the international
application does not meet the requirements
for a filing date or other matters are missing,
that Office immediately communicates with
the applicant in order to obtain any possible
necessary corrections (PCT Axticles 11(2)
(a) and 14(8) and PCT Rules 4.10 and 20).

(iv) where—possibly after correction—the
relevant checks by the Receiving Office show
that the international application meets the
requirements for the granting of & filing date,
an international filing date is accorded to the
international application by the Receiving
Office (PCT Axticles 11(1) and 11(2) (b},
and PCT Rules 20.3, 20.4, and 20.5) } ;

(v) the United States Receiving Office con-
tacts the applicant or agent by telephone and
disousses any. formal defects and necessary
corrections. Receiving Office checks do not go
into the substance of the invention when de-
fects under Article 14(1) exist, the Receiving
Office will set a time limit for response, which
is usually one month. ‘

(vi) copies of the international applica-
tion and other documents related thereto are
prepared and transmitted by the United
States Receiving Office to the International
Searching Authority and to the International
‘Bureau so that these Authorities may carry
out the procedural steps for which they are
responsible in the further processing of the
international application (PCT Article 12
and POT Rules 22, 23, 24, and 25).
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Waere o FiLg

The United States Receiving Office is located
in Crystal Plaza, Arlington, Virginia, Buildin
2, Room 4~C-08. International applications an
related papers may be deposited directly with
the United States Recelving Office or mailed to:
Commissioner of Patents and Trademarks, Box
PCT, Washington, D.C. 20231. It should be
noted that the Certificate of mailing practice
does not relate to the filing of International ap-
plications or related papers 37 CFR 1.8). The
United States Receiving Office staff is available
to offer guidance on PCT requirements and
procedures. In person, telephone or written in-
quiries are welcome. Telephone inquiries should
be directed to (703)557-2003. Written ingquiries
should be addressed to: Commissioner of
Patents and Trademarks, Box PCT, Washing-
ton, D.C. 20281.

1845.01 Transmittal of Record Copy
POT Awmtices 12

Transmitial of the Internationel Application to the In-
ternationgl Bureow and the International Searching
Authority

{1} One copy of the international application shall
be kept by the receiving Office (“home copy”}), one
copy (“record copy") shall be transmitted to the In-
ternational Bureau, and another copy {*“search copy’)
shall be transmitted to the competent International
Searching Authority referred to in Article 18, as pro-
vided in the Regulations.

(2) The record copy shall be considered the true copy
of the intermational application.

(3) 'Phe international application shall be considered
withdrawn if the record copy has not been received by
the International Bureau within the prescribed time
Timit.

POT Rury 21
Preparation of Copies

21.1 Responsibility of the Receiving Ofice

(a) Where the international application is required
to be filed in one copy, the receiving Office shall be
responsible for preparing the home copy and the search
copy required under Article 12(1).

(b) Where the international application is required
to be filed in two coples, the receiving Office shall be
responsible for preparing the home copy.

(e} If the international application is filed in less
than the number of cepies required under Rule 11.1(b),
the recsiving Office shall be responsible for the prompt
preparation of the number of copies required, and
shall have the right to fix a fee for performing that
task and to collect such fee from the applicant.
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POT Rowk 22
Transmittal of the Record Copy

22.1 Procedure

(a) If the determination under Artlcle 11(1) is
positive, and unless prescriptions concerning national
security prevent the international application from
being treated as such, the receiving Office shall trans-
mit the record copy to the International Bureau. Such
transmitfal shall be effected promptly after receipt of
the international application or, if & check to preserve
national security must be perfortned, as soon as the
necessary clearance has been obtained. In any case,
the receiving Office shall transmit the record copy in
time for it to reach the International Bureau by the
expiration of the 13th month from the priority date.
If the transmitial iy effected by mail, the receiving
Office shall mail the record copy not Iater than 5 days
prior to the expiration of the 13th month from the
priority date.

(b) If the applicant is not in possession of the noti-

fleation of receipt sent by the International Bureau
under Rule 24.2(a) by the expiration of 13 months and
106 days from the priority date, he shall have the right
to ask the receiving Office to give him the record copy
o1, should the receiving Office allege that it has trans-
mitted the record copy to the International Bureau, a
certified copy based on the home copy.
' (¢) The applicant may transmit the copy he has
received under paragraph (b) to the International
Bureau., Unless the record copy transmitted by the
receiving Office has been received by the International
Bureau before the receipt by that Bureau of the copy
trangmitted by the applicant, the latter copy shall be
considered the record copy.

22.2 Allernative Procedure

{a) Notwithstanding the provisions of Rule 22.1, any
receiving Offiece may provide that the record copy of
any internafional application filed with it shall be
transmitted, at the option of the applicant, by the re-
ceiving Office or through the applicant. The receiving
Office shall inform the International Bureau of the
existence of any such provision.

(b) The applicant ghall exercise the option through
a written potice, which he ghall file together with the
international application. If he fails t{o exercise the
said option, the applicant shall be considered to have
opted for transmittal by the receiving Office,

(¢) Where the applicant opts for transmittal by the
receiving Office, the procedure shall be the same as
that provided for in Rule 22.1.

(d) Where the applicant opts for itransmittal
through him, he shall indicate in the notice referred
to in paragraph () whether he wishes to collect the
record copy at the receiving Office or wishes the re-
ceiving Office to mail the record copy to him. If the
applicant expresses the wish to colleet the record copy,
the receiving Office shall hold that copy at the disposal
of the applicant as soon as the clearance referred to in

S
EaEN



PATENT COOPERATION TREATY

Rule 22.1{a) has been obtained and, in any case, in-
cluding the case where a check for such clearance must
be performed, not later than 10 days before the expira-
tion of 13 months from the priority date, If, by the
expiration of the time limit for receipt of the record
copy by the International Bureaw, the applicant has
not collected that copy, the receiving Office shall notifly
the Infernational Bureau accordingly. If the applicant
expresses the wish that the recelving Office mail the
record copy to him or fails to express the wish to
collect the record copy, the receiving Office shall mail
that copy to the applicant as scon as the elearance
referred to in Rule 22.1(a) has been obiaired and, in
any case, including the case where a cheek for such
clearance must be performed, not later than 15 days
before the expiration of 18 months from the priority
date,

{(e) Where the receiving Office does not hold the
record copy at the disposal of the applicart by the
date fized in paragraph (d), or where, afifer having
asked for the record copy to be mailed to him, the ap-
plicant has not received that copy at least 10 days
before the expiration of 13 months from the priority
date, the applicant may transmit a copy of his inter-
national application to the International Bureaun. Thisg
copy (“provisional record eopy”) shall be replaced by
the record copy or, if the record copy has been lost, by
a substifute record copy certified by the receiving
(Office on the basis of the home copy, as soon as
practicable and, in any case, before the expiration of
14 monthy from the priority date.

22.8 Time Limit under Article 12(3)
(a) The time limit referred to in Article 12(3) shail
be:
(i} where the procedure under Rule 22.1 or Rule
22.2(¢) applies, 14 months from the priority date;
(i1} where the procedure under Rule 22.2(d}
applies, 13 months from the priority date, exeept
that, where a provisional record copy is filed under
Bule 22.2(e), it shall be 13 months from the priority
date for the filing of the provisional record copy, and
14 monthy from the prierity date for the fling of
the record copy.
(b) Article 48(1) and Rule 82 shall not apply to the
transmittal of the record copy. Article 48(2) remains
applicable.

22.4 Statistics Concerning Non-Compliance with Rules
22.1 and 222
The number of instances in which, according to the
krnowledge of the International Bureau, any receiving
Office has not complied with the requirements of Rules
22,1 and/or 22.2 shall be indicated, once & year, in the
Gazette,

22.5 Documents
Application

For the purposes of the present Rule, the term

“record copy” shall imclude also any doceument filed

Filed with the Internoational
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with the international application referred to in Rule
28(a)(ii). If any document referred to in Rule
8.3{a)(ii) which is indicated in the check list as ac-
companying the international application ig not, in
fact, filed at the latest by the time the record copy
leaves the receiving Office, that Office shall so note on
the check list and the said indieation shall be econ-
sidered as if it had not been made.

POT Roie 23
Tromsmitial of the Search Copy

23.1 Procedure

(a) The search copy shall be transmitted by the re-
ceiving Office to the International Searching Author-
ity at the latest on the same day as the record copy
is tranwmitted to the International Bureau or, under
Rule 22.2(4), to the applicant.

{b) If the International Bureau has not received,
within 10 ‘days from the receipt of the record copy,
information from the International Searching Au-
thority that that Authority is in possession of the
search ecopy, the International Bureauw shall promptly
transmit a copy of the international application to
the International Searching Authority. Unless the In-
ternational Searching Authority has erred in alleging
that it was not in possession of the search copy by
the expiration of the 13th month from the priority
date, the cost of making a copy for that Authority
shall be reimbursed by the receiving Office to the In-
ternational Bureau.

{e} The number of instances in which, according to
the knowledge of the International Bureau, any re-
ceiving Office has not complied with the reguirement
of Rule 23.1(a} shall be indicated, once a year, in the
Gazetle,

PCT ApMINISTRATIVE INSTRUCTIONS SECTIoN 315
Notification of Non-Collection of Record Copy

Where, under Rule 22.2(d), the recelving Office has,
in accordance with the applicant’s wish, held the
record copy at the disposal of the applicant, and the
applicani hag not collected that copy by the expira-
tion of the time lmit for receipt of that copy by the
Inferngtional Burean, the receiving Office shall notify
the applicant accordingly.

87 CFR 1461 Procedures for transmittal of record
oopy to the Internaiionel Bureaw. (a) Transmittal of
the record copy of the international application to the
International Bureau shall be made, at the option of
the applicant, either by the United States Receiving
Office or by the applicant., Subject to paragraph (b)
of thiz section, any applicant who chooses to make
such transmitfal personally shall notify the United
States Recelving Office to that effect in writing, by
way of a notice flled together with the international
applieation. Such notice shall also state whether the
applicant wishes to colleet the record copy at the
United States Receiving Office or to have the record
copy mailed directly to him. The record copy of an
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international application which was filed without
being accompanied by such notice will be transmitted
to the International Bureau by the United States Re-
ceiving Office (POT Rule 22).

(b) An spplicant may transmit the record copy to
the International Buresu as provided in PUT Rule
24.2 only if the international application is filed with
the United States Receiving Office before the expira-
tion of 11 months from the priority date.

(¢} No copy of an international application may
he transmitted to the International Bureau, a foreign
Designated Office, or other foreign authority by the
United States Receiving Office or the applieant, unless
the applicable requirements of Part 5 of this chapter
have been satisfled.

The PCT provides for two alternative pro-
cedures for the transmittal of the record copy.
For full detatls see PCT Rules 22.1 and 22.2.

(i) Under the first alternative, which con-
stitutes the normal procedure, the transmittal
of the record copy and documents filed there-
with (PCT Rule 22.8) are effected by the

TUnited States Receiving Office, which noti-

fies the applicant of the date of transmittal

on form PCT/RO/132. The International

Bureau, upon receipt of the Record Copy,

promptly notifies the applicant using form

(PCT/1B/301) that it has received the record

copy (PCT Article 12(1) and PCT Rules .

29,1 and 24.2(a)}. -

(ii) Under the second alternative, only ap-
plied in the case of international applications
filed prior te the expivation of 11 months
from the priority date, the applicant may, at
his option, effect the transmittal of the record
copy himself (PCT Rule 22.2 and 37 CFR
1.461(a) and (b)).

If the applicant has not received notification
from the International Burean that the record
copy has been received within 13 months and
10 days from the priority date, he may assume
that the record copy has not reached the In-
ternational Bursau and he may ask the Receiv-
ing Office to-give him the record copy or a cer-
tified copy based on the home copy and send
it himself to the Internstional Buresu (PCT
Rules 22.1(b) and (¢)). The record copy must,
in this case too, reach the International Bureau
not later than 14 months from the priority date
(PCT Rule 22.8). Under this alternative the
Record Copy must be made available to the
applicant to send to the International Bureau
within time limits specified in PCT Rule 22.2
(d). The applicant must assure that the Record
Copy or an acceptable substitute, specified in

PCT Rule 22.2(d) is received by the Inter-

national Bureau by 13 months after the ex-
piration of the priority date. In most instances,
if a substitute Record Copy has been filed with
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the International Burean, the Record Copy it-
self must also be filed before the expiration of
14 months from the priority date.

(iii) The international fees will also be for-
warded to the International Bureau by the
Receiving Office (35 U.S.C. 42). Since the ap-
plicant is required to file only one copy of the
international application in the United States
Reeeiving Office (37 CFR 1.433), the United
States Receiving Office will prepare the
“Search Copy” for the International Search-
ing Authority and the “Home Copy” for its
own records (PCT Rule 21.1 and Administra-
tive Instructions Section 305(a)).

SarreUarDs For Assuring Trvery Rrcemrr or
Tar Recorp Cory

The following steps are being taken by the
United States Receiving Office to insure timely
receipt of the Record Copy by the Internationat
Bureau,

(1) The Record Copy is sent by Registered
Airmail to the International Bureau with
transmittal letter listing contents.

(ii) A copy of the Transmittal letter is
mailed separately to the International Bureau
in a business size envelope.

(111) The Applicant is informed of the date
of mailing of the Record Copy by letter from
the United States Receiving Office.

(iv) A Telex is sent to the International
Bureau in Geneva giving notice of mailing
and the Mail Registration number.

(v) The International Bureau immediately
acknowledges receipt of the Telex by return
Telex to the United States Receiving Office.

(vi) The Applicant is informed of receipt
of Record Copy by the International Bureaw.

(vii) The United States Receiving Office is

in telephone contact with the International

Bureau in Geneva at least once s week, at
which time questions are handled and records
are coordinated.

If for some reason, the Record Copy is not
recetved by the International Bureau by the ex-
piration of the 13th month from the priority
date, the applicant and the Receiving Office have
an additional month under PCT Rule 22.3(a) to
provide a copy to the International Bureau be-
fore the application is withdrawn under PCT
Article 12(8).

1845.02 Correction of Defects Before
the Receiving Office
PCT Articre 14
Oertain Defects in the Internationel Application

(1} (a) The receiving Office shall check whether the
international application containg any of the following
defects, that is to say:

(
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(i) it-is not signed as provided in the Regulations;

(ii) it does not contain the prescribed indications
concerning the applicant ;

(iii) it does not contain a title;

{iv) it does not contain an abstract;

(v) it does not comply to the extent provided in
the Regulations with the preseribed physical reguire-
ments,

(b} If the receiving Office findg any of the said de-
fects, it shall invite the applieant to correct the inter-
national application within the prescribed time limit,
failing which that application shall be considered with-
drawn and the receiving Office shall so declare,

(2) If the international apphleation refers to draw-
ings whieh, in fact, are not included in that application,
the receiving Office shall notify the applicant accord-
ingly and be may furnish them within the prescribed
time Hmit and, if he does, the international filing date
shall be the date on which the drawings are received
by the receiving Office. Otherwise, any reference to the
said drawings shall be considered non-existent.

(8) (a) If the receving Office finds that, within the
preseribed time limits, the fees prescribed under Arti-
cle 3(4){iv) have not been paid, or ne fee prescribed
under Article 4(2) has been paid in respect of any of
the designated States, the international application
shall be considered withdrawn and the receiving Office
skall so declare. }

(b) If the receiving Office finds that the fee pre-
scribed under Article 4(2) has been paid in respect of
one or more (but less than all) desigrated States within
the preseribed time lmit, the designation of those States
in respect of which it has not been paid within the
prescribed time Hmit shall be considered withdrawn
and the receiving Office ghall s¢ declare.

(4) If, after having accorded an international filing
date to the international application, the receiving Of-
fice finds, within the prescribed time limit, that any of
the reguirements listed in ifems (1) to (ili} of Article
11{1) was not complied with st that date, the said
application shall be considered withdrawn and.the re-
ceiving Office shall so declare.

PCT Ruie 29

Internationael Applications or Designations Considered
Withdrawn under Article 14(1), (3) or (&)

29.1 Finding by Receiving Office

{a) X the receiving Office declares, under Ariicle
14(1) (b)Y and Rule 26.5 (failure to correct cerfain de-
Tects), or under Article 14(3) (a) (failure to pay the
preseribed fees under Rule 27.1(a)), or under Article
14{4) (later finding of non-compliance with the Te-
quirements listed in items (i) to (iii) of Article 1l
(1)), that the international application is considered
withdrawn :

(i} the receiving Office shall tramsmif the record
copy {unless already fransmitted), and any correc-
tion offered by the applicant, to the International
Bureaun;
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(ii) the receiving ©ffice shall promptly notify both
the applicant and the International Bureau of the
said declaration, and the Internationsl Bureau shail
in turn notify the interested designated Offices;

(iii} the reeeiving Office shall not t{ransmit the
search copy as provided in Rule 23, or, if such copy
has already been transmifted, it shall notify the In-
terational SBearching Authority of the said declara-
tion;

(iv) the International Bureau shall not be re-
quired to notify the applicant of the receipt of the
record copy. '

{b) If the receiving Office declares under Article
14(8) (b)Y (failure to pay the preseribed designation
fee under Rule 27.1(b)) thai the desgignation of any
given State is considered withdrawn, the receiving Of-
fice shall promptly notify both the applticant and the
International Bureau of the said declaration. The In-
ternational Bureau shall in turn notify the interested
natiomal Office.

28.2 Pinding by Designate Office

Where the effect of the international application
eceases in any designated State by virtwe of Article
24.(1) (iii}, or where such effect is maintained in any
designated State by virtue of Article 24(2), the com-
petent designated Office shall promptly notify the In-
ternational Bureau aceordingly.

288 Catling Certein Facts to the Altention of the Re-
cetving Office

If the International Bureau or the International
Searching Anthority considers that the receiving Of-
fice should make & finding under Article 14{4), it shall
call the relevant facts to the attention of the receiving
Office.

28.4 Notification of Intent to Make Declauration under
Article 14(4)

Before the receiving Office issues any declaration un-
der Article 14(4), it shall notify the applicant of its
intent to issue such declaration and the reasons there-
for. The applicant may, if he disagrees with the tenta-
tive finding of the receiving Office, submit arguments
to that effect within 1 month from the notification.

PCT Rurw 30
Time Limit Under Article 14(4)

30.1 Time Limit

The time Hmit referred to in Article 14(4) shall be
6 months from the international filing date.

POT Rure 32

Withdrawal of the International Application or of
Diegignations

82.1 Withdrawals
{a) The applicant may withdraw the international
application prior to th expiration of 20 months from

the priority date except as to any designated State in
which national processing or examination hag already
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started. He may withdraw the designation of any des-
ignated State prior to the date on which processing or
examination may start in that State.

{b) Withdrawal of the designation of all designated
States shall be treated as withdrawal of the interna-
tional application.

{¢)} Withdrawal shall be effected by a signed notice
from the applicant to the International Bureau or, if
the record copy has not yet been sent to the Interna-
tional Bureau, to the receiving Office. In the case of
Rule 4.8(b), the notice shall require the signature of
all the applicants,

{d) Where the record copy has already been sent
to the International Bureau, the fact of withdrawal,
together with the date of receipt of the notice effecting
withdrawal, shall be recorded by the International Bu-
reau and promptly notified by it fo the receiving Of-
fice, the applicant, the designated Offices affected by
the withdrawal, and, where the withdrawal concerns
the international application and where the interna-
tional search report or the declaration referred fo in
Article 17(2) (a) has not yet issued, the International
Searching Authority.

POT ApMINISTRATIVE INSTRUCTIONS SBEoTION 304

Corrections Submitied fo the Receiving Ofice Concern-
ing Erpressions, eic., not to be used in the Inferna-
tional Application

Where the applicant submits corrections to the re-
ceiving Office aimed at complylng with the presecrip-
tions of Rule 9.1, that Office ghall, if coples of the in-
ternational application have not yet been transmitted
to the International Bureau and the International
Searching Authority, attach copies of such corrections
to the internatioanl application. If ¢opies of the inter-
national application have already been transmitted,
the receiving Office shall transmit copies of such cor-
rections to the said Bureau and the said Authority.

PCT ApMINISTRATIVE INSTRUCTIONS Sporion 309
Procedure in the Case of Eater Submitted Sheets

(a} The receiving Office shall indelibly mark, so as
to admit of direct reproduction in any of the manners
set forth in Rule 11.2(«), any sheet received on a date
Iater than the date on which sheets were first received
with the date on which it received that sheet, inserted
immediately below the international application num-
ber referred to in Section 307.

(b} The receiving Office shall, in the case of later
submitted sheets received within the time Hmits re-
ferred toin Rule 20.2(¢) (i) and (i) :

(i) effect the required correction of the Interna-
tional filing date, or, where no international filing
date has yet been accorded, of the date of receipt of
the purported international application;

(i) notify the applicant of the correction effected
under item (i) above;

(iii) where transmittals under Article 12(1) have
already been made, notify the International Burean
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and the International Searching Authority of any
correction effected under item (i) above, by trans-
mitting a copy of the corrected first page of the
request, and forward coples of the later submitted
sheets to the said Bureau and the said Authority:

(iv) where transmittals under Article 12(1) have °
not yet been made, attach a copy of the later sub-
mwitted sheets fo the record copy and the seareh copy.
{c} The receiving Office shall, in the case of later

submitted sheets received after the expiration of the
time limits referred fo in Rule 20.2(e) (i) and (ii);

(i) notify the applicant of that fact and of the
date of receipt of the later submitted sheets;

(ii) where transmittals under Article 12(1) have
already been made, forward a copy of the Iater sub-.
mitted sheets to the International Bureau with the
indication that such sheets are not to be taken into
consideration for the purposes of international
processing ;

(iii) where transmittals under Article 12(1) have
not yet been made, attach a copy of the later sub-
roitted sheets to the record copy with the indication
that such sheets are not to be taken into congidera-
tion for the purposes of international processing.

POT ADMINISTRATIVE INSTRUCTIONS Sporron 311

Renumbering of Sheels of the International
Application

(a) The receiving Office shall, subject fo Section 207,
sequentially renumber the sheets of the international
application when necegsitated by the addition of any
new sheet, the deletion of entire sheets, a change in the
order of the sheets or any other reason.

{b) The sheets of the international application shall
be provisionally renurabered in the following manner:

(i) when # sheei is deleted; the receiving Office
ghall either include & blank sheet with the same num-
ber and with the word “deleted,” or its equivalent in
the language of the international application, below
the number, or insert, in brackets, below the number
of the following sheef, the number of the deleted
sheet with the word “deleted” or its eguivalent in
the Ianguage of the international application;

(i) when a sheet is substituted, the receiving Of-
fice shall write below the number of the new sheet
the word “substitute’” or its equivalent in the lan-
gauge of the international application:

(iii) when one or more sheets are added, each
sheet shall be identified by the number of the preced-
ing sheet followed by an oblique stroke and then by a
natural number series, starting always with namber
one for the first sheet added after an unchanged
sheet {e.g., 10/1, 15/1, 15/2, 15/8, ete.). When later
additions of sheets to an existing series of added
gheets are necessary, an extra digit shall be used for
identifying the further additions (e.g. 15/1, 15/1/1,
15/1/2, 15/2, ete.).

(c)In the cases mentioned in (i) and (iil) above, it
is recommended that the receiving Office should write,
below the number of the last sheet, the total number of
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the sheets of the international application followed by
the words “FOTAL OF SHEETS” or their equivalent
in the language of the international application. Xt is
further recommended that, at the bottom of any last
sheet added, the words “LAST ADDED SHEET” or
their eguivalent in the language of the international
application should be inserted.

PCT ApMINISTRATIVE INSTRUCTIONS SECTION 312

Notificotion of Decision not o Issue Declargtion thot
the International Application is Considered With-
aroan

Where the receiving Offices, after having notified
the applicant under Rule 29.4 of its intent to issue a
declaration under Article 14(4), decides not to issue
such a declaration, it shall notify the applicant ac-
cordingly.

37 CFR 1.471 Corrections and cmendments during
internationol processing. (a) All corrections submitted
to the United States Receiving Office must be in the
form of replacement sheets and be aceompanied by a
letter that draws attention to the differences between
the replaced sheets and the replacement sheets, except
that the deletion of lines of text, the correction of
simple typographical errorg, and one addition or
¢hange of not more than five words per sheet may he
stated in a letter and the United States Receiving
Office will make the deletion or transfer the correction
te the international application, provided that such
corrections do not adversely affect the clarity and di-
rect reproducibility of the application (PCT Rule
2643,

{b) Amendments of claims submitted to the Interna-
tional Bureau shall be as prescribed by PCT Rule 46.

Derrers 1w tur INTERNATIONAL APPLICATION
Waicn May ne Correcrep

The following defects must be corrected be-
fore an international filing date can be accorded.
Form PCT/RO/103 is used to call applicant’s
attention to these defects and to invite correc-
tion thereof. The time limit for filing the cor-
rection is fixed by the Receiving Office. It can-
not be less than 10 days or more than one month
from the date of the invitation to ecorrect (PCT
Rule 20.6(b)).

(1) The International application does not
destgnate at least one Contracting State.

(ii) The international application does not
contain the name of the applicant or does not
contain at least those minimal indications con-
cerning the name of the applicant which are in-
dicated in PCT Article 11(1) (iii) (¢) and PCT
Rule 20.4 (b),

(iii) The international application does not
contain a part which, on the face of it, appears
to be a description or a part which, on the face
of it, appears to be a claim or claims (PCT
Article 11(1) (iil) (d) and (e)).

1845.02

(iv) The agplicant obviously lacks, for

reasons of not being a resident or national of

the United States of America, the right to file

an international application with the United

%Fﬁes Receiving gﬂ”:ce (POT Axticle 11{1)
i)).

(v) The international application is not in
the English language which must be used for
international applications filed with the United
States Receiving Office (PTC Article 11(1)

(iig .

vi) The international application does not
contain an indication that it is intended as an
international application (PCT Article 11(1)
(i) (). ,

The following defects must be corrected with-
in the time period set by the United States Re-
ceiving Office in the invitation to correct (form
PCT/RO/106) to prevent withdrawal of the in-
ternational application (PCT Rule 26.5). If the
correction is timely presented the filing date
will not be changed and the application will
not be withdrawn.

(1) Where the Receiving Office finds that the
international application s not signed (PCT
Article (14) (1) (a) (i) and PCT Rules 2, 8, 4.1
(d) and 4.15). The time limit for correction is
fixed by the Receiving Office. It must be reason-
able under the circumstances; it cannot be less
than one month and normally not more than
two months from the date of the invitation to
correct. Such invitation together with a copy of
the unsigned Request are issued by the Receiv-
ing Office as soon as pogsible after the receipt of
international application (PCT Article 14(1)
(b), PCT Rule 26.2) and Administrative In-
structions Section 316. .

(ii) The applicant must return the copy of
the Request. properly signed, within the pre-
scribed time limit, Where the Receiving Office
finds that the international application does
not contain the name of the applicant in the
prescribed way or the prescribed indications
concerning the applicant (other than those
specified 1n Rule 20.4(b) (i1). These indications
include, in particular, the applicant’s address,
residence and nationality (PCT Article 14(1)
(a) (i1) and PCT Rules 4.4 and 4.5).

(iii) Where the Receiving Office finds that
the international application does not contain
a title (that is, a title for the claimed invention)
( PC(’.E) S&rticle 14(1) (a) (iv) and PCT Rule
26.1 . :

(iv) Where the Receiving Office finds that the
international application does not contain an
abstract (PCT Article 14(1) (a) (iv) and PCT
Rule 26.1(h).

(v) Where the Receiving Office finds that the

~international application does not comply, to
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the extent provided for in the Regulations, with
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the prescribed physical requirements (PCT
Article 14(1)(a) (v) and PCT Rules 11 and
96.8). The physical requirements are provided
for 1 detail in PCT Rule 11. Compliance with
them must be checked to the extent that compli-
ance therewith is necessary for the purpose of
reasonably uniform internsational publication.

(vi) Where the Receiving Office finds that
any of the drawings referred to in the interna-
tional application are, in fact, not included in
that application (PCT Article 14(2) and PCT
Rule 26.8), the time limit for furnishing such
drawings is 80 days from the date on which in-
complete papers were received by the Receiving
Office (PCT Rule 20.2(a) (ii1)). Tt should be
carefully noted that when missing drawings are
received within 30 days they will be entered
into the application papers, however, the date of
receipt of the application will be amended to
reflect the date on which the missing drawings
were received. The United States Receiving Of-
fice will notify the applicant of any missing
drawings on form PCT/RO/107. Detailed pro-
cedures in the case where drawings are missing
are set forth in Seetion 310 of the PCT Admin-
istrative Instructions.

{vii) Where the Receiving Office finds that
sheets of the description or claims are missing,
the procedures are similar to those In (vi)
above; and are set forth in detail in PCT Rule
20 and Section 309 of the PCT Administrative
Instructions. :

(viii) If the Receiving Office finds that the
priority claim fails to meet the requirements of
Rule 4.10(b) in that the name of the country
of filing or the date of filing of the earlier ap-
plication are missing, the priority claim is con-
sidered not to have been made and the applicant
is notified accordingly on form PCT/R0O/121,
( P()J’I‘ Administrative - Instructions Section
302).

(ix) If the Receiving Office finds that the
claimed priority date does not fall within the
period of one year preceding the International
filing date, it will invite the applicant to amend
or cancel the priority claim using form PCT/
RO/110 (PCT Rule 4.10(d)). The applicant
has one month to respond by amending or can-
celing the priority claim, If no response is timely
received, the Recelving Office will cancel the
priority claim ex officio (Administrative In-
structions Section 814). The amendment or can-
cellation of the priority claim will be acknowl-
edged using forms PCT/RO/111.

PrusextaTion of CoRRECTIONS

According to the nature of the defect, the cor-
rection may be stated in a letter only or may
have to-be filed in the form of a replacement
sheet or replacement sheets accompanied by a
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letter {37 CFR 1.471). The details are provided
for in PCT Rule 26.4. Any correction must be
in the English lahguage (PCT Rule 12.2). As
to the signature and other requirements of such
letters, see PCT Rule 92,1. The Receiving Office
must mform, and where necessary, transmit
copies of replacement sheets to the International
Searching Authority.

Consrquences orF Tes CorrecrioNn oF DErFEors

Where the correction is filed with the Receiv-
ing Office within the prescribed time limif and
is found scceptable, the international applica-
tion will be considered valid (PCT article 11
{2) (b)). If the correction rélates to any of the
defects referred to in PCT Article 11(1) and
14(2), the international filing date will be the
date on which the correction was received; if it
relates only to any of the defects referred to in
Article 14 (1), the international filing date will
be the date on which the international applica-
tion was received by the Receiving Office,

CongequeNces oF Nor CORRECTING Dereors

Where an acceptable response or correction
is not filed within the prescribed time limit, the
international application :

(1) will not be treated as an international
application (and, consequently will not be
accorded an international filing date) if the
defect is one of those referred to in PCT Ar-
ticle 11(1) and PCT Rule 20.7;

(i1) will be treated as withdrawn if the de-
fact is one of those referred to in PCT Arxticle
14(1) and PCT Rule 26.5. In the case of a de-
fect of this kind referred to in PCT Article
14(2), which remains uncorrected, the ref-
erence to the (missing) drawing(s) in the
international application will be considered
non-existent. Missing sheets will not be en-
tered into the application if not received
within 80 days of the receipt of incomplete
papers (PCT Rule 20.2(a) (i) and PCT Ad-
ministrative Instructions Section 309) ;

(iii) if the priority claim fails to meet the
requirements of PCT Rule 4.10(b), the pri-
ority claim is considered not te have been
made and the applicant is notified accord-
ingly (Administrative Instructions Sec-
tion 802).

1845.03 Correction of Obvious Er.
rors of Transeription
PCT RuLe 91
Obvious Hrrors of Transoription

91.1 Rectificalion

(a) Subject to paragraphs (b) to (g), obvious er-
rors of transcription in the international application or
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other papers subroitted by the applicant may bhe recti-
fied.

(b) Errors which are due to the fact that something
other than what was obviously intended was written in
the internatiomal application or other paper shall be
regarded as obvious errors of transcription. The reeti-
fication itself shall be obvious in the sense that anyone
would immediately realize that nothing else could have
been intended than what ig offered as reetification,

{e) Omigsionsg of entire elemenis or sheets of the
international application, even if clearly resuiting from
inattention, at the stage, for example, of copying or
assembling sheets, shall not be rectifiable.

{d) Rectification may be made on the request of
the applicant. The authority having disecovered what
appears to be an obvious error of {ranscription may
invite the applicant to present a request for rectifica-
tion as provided in paragraphs (e) to (g).

(e) No rectification shall be made except with the
express authorization:

(i) of the receiving Office if the error is in the
request.

(i1} of the International Searching Authority if
the error is in any part of the international applica-
tion other than the reguest or in any paper submifted
to that Aunthority.

{iii) of the International Preliminary Examining
Authority if the error is in any part of the Inter-
national application other than the reguest or in
any paper submitted to that Authority, and

{iv} of the International Bureau if the error ig in
any paper, other than the international application
or amendments or corrections to that application,
submitted to the International Bureaun.

(fy The date of the authorization shall be recorded
in the files of the international application.

(g) The authorization for rectification referred to
in paragraph (e) may be given untii the following
events oceur:

(1} in the case of authorization given by the re-
ceiving Office and the International Bureau, the
communieation of the international application under
Article 20;

(ii) in the case of authorization given by the In-.

ternational Searching Authority, the establishment
of the international search report or the making of
a declaration under Article 17(2) (a});

(iii) in the case of authorization given by the In-

ternational Prelimihary Examining Authority, the

establishment of the international preliminary ex-

amination report.

(h) Any authority, other than the International
Bureau, which authorizes any rectification shall
prumpﬁly inform the Infernational Bureau of such
rectification.

PCT Rure 92
Correspondence
92.1 Need for Letier and for Signature

{a) Any paper submitted by the applicant in the
course of the international precedsre provided for in
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the Treaty and thege Regulations, other than the inter-
national appiication itself, if not itself in the form of a
letter, be accompanied by a letter identifying the inter-
national application to which it relates. The letter shall
be signed by the applicant.

{h) If the requirements provided for in paragraph
(a) are not compliied with, the paper shall be consid-
ered not to have heen submitted,

92.2 Languege

{a) Subject to the provisions of paragraph (b) and
(e}, any letter or document submitted by the applicant
to the International Searching Authority or the Inter-
national Preliminary Examining Authority shall be in
the same language as the international application to
which it relates. .

(h) Any letter from tke applicant to the Inferna-
tional Searching Authority or the International Pre-
Hmingry Examining Authority may be in a language
other than that of the international application, pro-
vided the said Authority authorizes the use of such
language.

(¢) When a translation is required under Rule 55.2,
the International Preliminary Examining Authority
may require that any letter from the appiieant to the
gaid Authority be in the language of that translation.

(d) Any letter from the gppiicant to the Inferna-
tional Bureau shall be in English or TFrench. )

{e) Any letter or notification from the International
Bureau to the applicant or to any national Office shall
be in English or French.

92.8 Mailings by National Offices and Infergovern-
mentel Organizations

Any document or letter emanating from or trans-
mitted by 2 national Office or an intergovernmental
organization and constituting an event from the date
of which any fime lLmit under the Treaty or these
Regulations commences, to run shall be sent by regis-
tered air mail, provided that surface mail may be used
instead of alr mail in cases where surface mail nor-
mally arrives at its destination within 2 days from
mailing or where air mail service is not available.

PCF ADMINISTRATIVE INSTRUCTIONS SECTION 109

Notification of Authorization or Refusal of
Rectification

Any International Authority which authorizes or re-
fuses reefification of obvious errors of trangeription
under Rule $1 shail prompily inform the appieant of
sueh authorization or refusal and, in the case of re-
fusal, of the regsons therefor.

Obvious errors of transcription may be recti-
fied (PCT Rule 91) The Receiving Office of
Searching Authority will inform the applicant
of obvious errors of transcription using form
POT/RO/108 or PCT 1SA/216, respectively.
The form will indicate to which Authority the
applicant may request rectification of the error.
In general the Receiving Office may authorize
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rectification of errors in the Request only. The
Searching Authority may authorize rectifica-
tion of errors in the deseription, claims, abstract
or drawings. The applicant, upon noticing an
error of transcription, may spontaneously pre-
gent a8 reguest for rectification te the appro-
priate authority. The Authority will promptly
inform the applicant of the authorization or the
refusal to authorize the rectification of obvious
errors (PCT Administration Instruction Sec-
tion 109). The forms used by the United States
Receiving Office and the Searching Authority
for authorization or refusal are PCT/RO/109
and PCT/ISA/217.

1860 The International Searching Au-
thority

PCT Agticiz 16
The International Searching Authorily

o

{1) International search shall he carried out by an
International Searching Authority, which may be either
a national Office or an intergovernmental organization,
guch ag the International Patent Institute, whose tasks
include the establishing of documentary search reports
on prior art with respeet to inventions which are the
subject of applications,

{2) If, pending the establishment of a single Inter-
national Searching Authority, there are several Inter-
national Searching Authorities, each receiving Office
ghall, in accordance with the provigions of the appli-
cable agreement referred to in paragraph (8)(b).
gpecify the International Searching Authority or Au-
thorities competent for the searching of international
applications filed with such Office.

(8) {(a) International Searching Authorities shall be
appointed by the Assembly. Any national Office and any
intergovernmental organization satisfying the require-
ments referred to in subparagraph (e} may be ap-
pointed as International Searching Awuthority.

{b) Appointment shall be conditional on the consent
of the national Office or intergovernmental organiza-
tion to be appointed and the conclusion of an agree-
ment, subject to approval by the Assembly, between
such Office or organization and the International Bu-
reau, The agreement shall specify the rights and obli-
gations of the parties, in particular, the formal under.
taking by the said Office or organization fo apply and
ohgerve all the common rules of infernational search.

{e} The Regulations preseribe the minimurn require-
ments, particularly as {o manpower and documentation,
which any Office or organization must satisfy before it
can be appointed and must continue to satisfy while it
remains appointed.

(&) Appointment shall be for a fixed period of time
and may be extended for further periods.

(e) Before the Assembdly makes a decision on the ap-
pointment of any national Office or intergovernmenial
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organization, or on the extension of its appointment,
or before it allows any such appointment to lapse, {he
Agssembly shall hear the interested Office or organiza-
tion and seek the advice of the Committee for Technical
Cooperation referred to in Article 56 once that Com-
miftee has been established. -

PCT Arziciz 17

Procedure Before the International Searching
Auwthority

{1) Procedure before the International Searching Au-
thority shall be governed by the provisions of this
Treaty, the Regulations, and the agreement which the
International Bureau shall conelude, subject to this
Treaty and the Regulations, with the said Authority.

{2)y(a) If the Internatiomal Searching Authority
considers :

(i) that the international application relates to a
subject matter which the International Searching
Authority is not required, under the Regulations, to
search, and in the particular case decides not to
gearch, or

(i) that the description, the claims, or the draw-
ings, fail to comply with the prescribed requirements
to such an extent that a meaningful search could not
be carried out,

the said Authority shall so declare and shall notify the
applicant and the International Bureau that no inter-
national search report will be established.

(p) If any of the situations referred to In subpara-
graph (a) is found to exist in connection with certain
elaims only, the international search report shall so in-
dicate in respect of such claims, whereas, for the other
claims, the said report shall be established as provided
in Article 18,

(3) (a) If the International Searching Authority con-
giders that the international application does not com-
ply with the requirement of unity of invention ag set
forth in the Regulations, it shall invite the applicant o
pay additional fees, The International Searching Au-
thority shall establish the international search report
on those parts of the international application which
relate to the invention first mentioned in the claims
{“main invention”) and, provided the required addi-
tional fees have heen paid within the prescribed time
limit, on those parts of the infernational application
which relate to inventions in respect of which the said
fees were paid.

(b)Y "T'he national law of any designated State may
provide that, where the national Office of that State
finds the invitation, referred to in subparagraph {a)},
of the International Searching Authority justified and
where the applicant has not paid all additional fees,
those parts of the international application which con-
sequently have not been searched shall, as far ag ef-
fects in that State are concerred, be considered with-
drawn unless a specizl fee is paid by the applicant fo
the national Office of that State.



PATENT COOPERATION TREATY

POT Rurs 26

Receipt\of the Search Copy by the International
Rearching Authorily :

25.1 Notificetion-of Receipt of the Search Copy

The International Searching Authority shall
promptly notify the Internatlonai Bureau, the appii-
cant, and—unless the International Searching Author-
ity is the same as the receiving Office—the receiving
Office, of the fact and the date of receipt of the search
eopy.

POT RuLe 28
Defects Noted by the International Bureaw or the
International Searching Aduthority

28.1 Note on Certein Defects

(2} If, in the opinion of the International Bureau
or of the International Searching Authority, the inter-
national application contains any of the defects re-
ferred to in Article 14(1) (a) (i), (if), or (v), the
International Bureau or the International Searching
Authority, respectively, shall bring such defects to the
attention of the receiving Office.

(b} The receiving Office shall, unless it disagrees
with the said opinion, proceed as provided in Article
14(1) (b) and Rule 26,

PCT Ruie 35
The Competent International Searching Authority

5.1 When Only One International Searching Author-
ity is Competent

Each receiving Office shall, in accordance with the

terms of the applicable agreement referred to in Arii-

cle 16(8) (b), inform the International Bureau which’

International Searching Authority is competent for the
gearching of the international applications filed with it,
and the International Burean shall promptly publish
such information,

35.2 When Several International Searching Authorities
are Compeient
{a) Any receiving Office may, in acecrdance with the
terms of the applicable agreement referred to in Article
16(33(b), specify geveral International Searching
Authorities:

(1) by declaring all of them competent for any
international appleation fled with it, and leaving the
choice to the applicant, or

(i) by declaring one or more competent for cer-
tain kinds of international applications filed with if,
and declaring one or more others competent for other
kinds of international applications filed with it, pro-
vided that, for those kinds of infernational applica-
tions for which several International Searching Au-
thorities are declared to be competent, the choice
shall be left to the applicant.

(b) Any receiving Office availing itself of the faculty

. provided in paragraph (a) shall prompily inform the

International Bureau, and the Iaternational Bureau
shall promptly publish such information,

296-985 ¢ - 78 ~ 30
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85 17.8.C. 362 International Sewrching Authority. The
Patent Office may act as an International Searching
Aunthority with respect to international applications
in accordance with the terms and conditions of an
agreement which may be concluded with the Interna-
tional Bureau.

37 OFE 1.413 The United States Interngiionol
Searching Authority. {a) Pursuant to appointment by
the Assembly, the United States Patent and Trademark
Office will act as an International Searching Author-
ity for international applications filed in the Tnited
States Receiving Office and in other Receiving Offices
as may be agreed upon by the Commissioner, in ac-
cordance with agreement between the Patent and
Trademark Office and the International Bureau (PCT
Art. 18(8) (b)),

(b} The Patent and Trademark Office, when acting
as an Tnternational Searching Authority, will be identi-
fied by the full title “Unifed States International
Searching Awuthority” or by the abbreviation “ISA/
U8

{¢) The major functions of the International Search-
ing Authority include:

(1) Approving or establishing the title and abstract;

(2) Considering the matter of unity of inventiion;

(8) Conducting international and international-type
searches and preparing international and international-
type search reports (PCT Art. 15, 17 and 18, and PCT
Rules 25, 83 to 45 and 47) ; and

{4) Transmitting the international search report to
the applicant and the International Bureau.

TRANSMITTAL oF THE “Sparcu Copy” TO THE
INTERNATIONAL SEARCHING AUTHORITY

The “search copy” is transmitted by the Re-
ceiving Office to the International Searching
Authority (PCT Article 12(1)), the details of
transmittal are provided in PCT Rule 23.

Tar Mary Procepural STEPS IN THE
INTIRNATIONAL SEARCHING A UTHORITY

The main procedural steps that any interna-
tional application goes through in the United
States Imternational Searching Authority are
the following:

(i) the making of the international search

(PCT Article 15), and

(ii) the preparing of the international
search report (PCT Article 18 and PCT

Rule 43)

CoMPRTENT INTERNATIONAE SEARCHING
AvTHORITY

In respect of international applications filed
with the U.S. Receiving Office, the United
States International Searching Authority,
which is the Examining Corps of the United
States Patent and Trademark Office, is compe-
tent to carry out the international search (PCT
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Article 16, PCT Rules 35 and 36, 85 U.8.C. 362
and 87 CFR 1,413).

1862 'The International Search

Arrrcre 15

The I'nternotional Search

(1) Each international application shall be the sub-
ject of international search.

(2) The objective of the international search is to
diseover relevant prior art.

(8) International search shall be made on the basis

of the claims, with due regard fo the description and
the drawings (if any).

(4) The International Searching Authority referred
to in Article 16 shall endeavor o dizscover as much of
the relevant prior art as itg facilities permit, and shali,
in any case, congult the doeumentation specified in the
Regulations. '

(5)(a) If the national law of the Contracting States
g0 permits, the applicant who files a national applica-
tion with the national Office of or acting for such State
may, subject to the conditions provided for in such law,
request that a search similar to an international search
(“international-type search”) be carried out on such
application.

(b} If the national law of the Contracting State g0
permits, the national Office of or acting for such State
may subject any national application filed with it to
an international-type search.

{c)} The internationallype search shall be earried
out by the International Searching Authority referred
to in Article 16 which would be competent for an inter-
national search if the national application were an in-
ternational application and were filed with the Office
referred to in subparagraphs {(a) and (b). I the
national application is in a langmage which the In-
ternational Searching Authority considers it is not
equipped to handle, the international-type search shall
be carried out on a translation prepared by the appli-
cant in a language prescribed for international ap-
plications and which the Infernationsl Searching

MANUAL OF PATENT EXAMINING PROCEDURE

vided that the making available £o the public occurred
prior to the international filing date.

(b) When any wriften disclosure refers to an oral
disclosure, nse, exhibition, or other means whereby the

- contents of the written disclosure were made available

Authority has undertaken to accept for international

applications. The national application and the trans-
lation, when required, shall be presented in the form
prescribed for international applieations.

PCT Rure 33
Relevant Prior Art for the International Rearch
33.1 Relevant Prior Art for the Internotional Search

{a) For the purposes of Article 15(2), relevant prior
art shall consist of everything which has been made
available to the public anywhere in the world by means
of written diselosure (including drawings and other
illustrations) and which is capable of being of assist-
ance in determining that the claimed invention ig er
ig not new and that it does or does not invelve an
inventive step {ie. that it is or is not obvious), pro-
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to the public, and such making available to the public
occurred on a date prior to the international filing date,
the international search veport shall separately men-
tion that fact and the date on which it oceurred if the
making available to the public of the writien disclosure
eccurred on a date posterior to the international filing
date.

{c) Any published application or any patent whose
publication date is Jater but whose filing date, or, where
applicable, claimed priority date, is earlier than the
international flling date of the international appliea-
tion searched, and which would constitute relevant
prior art for the purposes of Article 15(2) had it been
published prior to the international filing date, shall
be specially mentioned in the internafional search
report. ’

33.2 Pields o be Covered by the Internationgl Search

{a)y The international search shall eover all those
technical fields, and shall be carried out on the basis
of all those search files, which may contain material
pertinent to the invention. :

(b} Consequently, not only shall the art in which
the invention is classifiable be searched but aisc anale-
gous arts regardless of where classified.

(e} The question what arts are, in any given case,
to be regarded as analtogous shall be considered in the
light of what appears to be the necessary essential
function or use of the invention and not only the spe-
cific functions expressly indicated in the international
application.

(d) The international search shall embrace all sub-
ject matter that is generally recognized as equivalent
to the subject matter of the claimed invention for all
or certain of its features, even though, in its specifics,
the invention as described in the international applica-
tion ig different.

83.3 Orieniation of the International Search

(a) International search shall be made on the basis
of the claims, with due regard to the description and
the drawings (if any) and with particular emphasis on
the inventive concept toward which the claims are
divected.

{(b) Insofar as possible and reasonable, the inter-
national search shall cover the entire subject matier
to whiech the claims are directed or to which they might
reasonably be expected to be directed affer they have
heen amended.

PCT Rurn 34

Mindmum Dooumentation
84.1 Definition

{2} The definitions contained in Article 2 (i) and
(ii) ghall not apply for the purposes of this Rule.
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{b) The documentation referred to in Article 15(4)
(“minimum documentation”} shall consist of :

(i) the “national patent documents” as specified
in paragraph {¢).

(ii) the “national patent documeunis” as specified
in paragraph (c),

(i1} the published internationmal (PCT) applica-
tiong, the published regional applieations for patents
and inventors' certificates, and the published regional
patents and inventors’ certificates,

{(iii} such other published items of non-patent
literature as the International Searching Authorities
shall agree upon and which shall be published in a
list by the International Burean when agreed upon
for the first time and whenever ehanged.

(¢} Subject to paragraphs (&) and (e), the “pna-
tional patent documents” shall be the following:

(i) the patents issuved in and after 1820 by France,
the former Reichpaientemt of Germany, Japan, the

' RBoviet Unjon, Switzerland (in French and German
languages only), the United Kingdom, and the United

States of America ;

{it) the patenis issued by the Federal Republic of
Germany,

{ii1) the patent applicationg, if any, published in
and after 1920 in the countries referred to in items
(i) and (i), )

{iv) the inventors' certificates issued by the Soviet
Union, ‘

{v) the untility certificates issued by, and the pub-
lished applications for utility certificates of, France,

{vi) such patents issued by, and such patenf ap-
plications published in, any other country after 1920
a8 are in the English, French, or German langnage
and in which ne priority is claimed, provided that
the national Office of the interested country sorts out
these documents and places them at the disposal of
each Internstional Searching Authority.

(d) Where an application ig republished once (for
example, an Offenlegungsohrift as an Auslegeschrift)
or more than once, no International Searching Au-
thority shall be obliged to keep all versions in ity docu-
mentation ; consequently, each such Authority shail be
entitled not to keep more than one version. Further-
more, where an application is granted and is issued in
the Torm of a patent or a utility certificate (Franece),
no International Searching Authority shall be obliged
to keep both the application and the patent or uiility
certificite (France) in its documentation; conge-
quently, each such Authority shall be entitled to keep
either the application only or the patent or utility
certificate (France) only.

{e) Any International Searching Authority whose
official language, or one of whoge official languages, is
not Japanese or Russian is entitfled not to inclade in
its documentation these patent documents of Japan
and the Soviet Union, respectively, for which no ab-
stracts in the English language are generally available.
English abstracts becoming generally available after
the date of entry into force of these Regulations shall
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require the inclusion of the patent documents to which
the abstracts refer no later than 6 months after such
abstraects become generally available. In case of fhe
interruption of abstracting services in English in fech-
nical fields in which nglish abstracts were formerly
generally available, the Assembly shall take appropri-
ate measures to provide for the prompt restoration of
such serviced in the said felds,

(f) For the purposes of this Rule, applications which
have only been laid open for public inspection are not
considered published applications.

PCT Rore 36

Mintmum Requirements for Interentional Searékmg
Authorities i

86.1 Definition of Minkmum Requiremenis

The minimum reguivements referred to in Article
16(3) (¢} shall be the following:

(i) the national Office or intergovernmental organi-
zation must have at least 100 full-time employees
with sufficient technical gualifications to carry out
searches;

(i) that Office or organization must have in its
possession at least the minimum documentation re-
ferred to in Rule 84, properly arranged for search
purposes;

{ii1) that Office or organization must have a staff
which is capable of searching the reguired fechnical
ficlds ard which has the language facllities to nunder-
gtand at least those languages in which the mini-
mum documentaiion referred to in Rule 84 is writ-
ten or ig translated.

) PCT Rurs 39
Subject Matter Under Aiticle 17(2) (@) (4}
39.1 Definition
No International Searching Authority shall be re-
quired to search an international applieation if, and to
the extent to which, iis subject matter iy any, of the
following :

(i) scientific and mathematical theories,

(ii) plant or animal varieties or essentially biologi-
cal proceses for the production of ptants and animals,
other than microbioiogical processes and the prod-
uets of such processes,

(iii) schemes, rules or methods of {doing business,
performing purely mental acts or playing garmes,

(iv) methods for treatment of the human or animal
body by surgery or therapy, as well as diagnostic
methods,

" {v) mere presentations of information,

(vi) ecomputer programs to the extent that the
International Searching Authority is not equipped
to search prior art concerning such programs.
PCT ApMINISTRATIVE INSTRUCTIONS Srcrrow 5S0F

Corrections Submitied to the Imternational Searching
Authority Concerning Hapressions, ete., nol to be
used in the International Application
Where the applicant sabmits corrections to the In-
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ternational Searching Authority aimed at complying
with the preseription of Rule 9.1, that Authority shall
transmit copies of such corrections to the receiving
Office and the Internationsl Bureau,

The objective of the international search is to
discover relevant prior art (PCT Article 15
(2)). “Prior art” consists of everything which
has been made available to the public anywhere
in the world by means of written disclosure {in-
cluding drawings and other illustrations) ; it is
“relevant” in respect of the international appli-
* eation if it is capable of being of assistance ir
determining that the claimed invention is or is
not new and that the claimed invention does or
does not involve an inventive step (i.e., that 1t
is or is not obvious), and if the making available
to the public occurred prior to the international
filing date, for further details see PCT Rule
38, The international search is made on the basis
of the elairs, with due regard to the description
and the drawings (if any) contained in the in-
ternational application (PCT Article 15(3)).

DocuMENTS SEARCHED BY THE INTERNATIONAL
SEARCHING AUTHORITY

The International Searching Authority must
endeavor to discover as much of the relevant
prior art as its facilities permit (PCT Article
15(4)), and, in any case, must consult the so-
cai)led “minimum documentation” (PCT Rule
34).

Crerrain Susrecr Marrer Neep Not BE
SEARCHED

No International Searching Authority is re-
quired to perform an international search where
the international application relates to any of
the following subject matters: (i) seientific and
mathematical theories, (ii) plant or animal vari-
ties or essentially biological processes for the
production of plants and animals, other than
microbiological processes and the products of
such processes, (iii) schemes, rules or methods
of doing business, performing purely mental
acts or playing games, (iv) methods for treat-
ment of the human or animal body by surgery
or therapy, as well as diagnostic methods, (v)
mere presentation of information, and (vi} com-
puter programs to the extent that it, the said
Authority) is no equipped to search prior art
(PCT Article 17(2) (2) (i} and PCT Rule 89).
The applicant planning to file an international
application may be well advised not to file one if
the subject matter of the application falls into
one of the above mentioned areas; if he still does
file, the United States International Searching
Authority may declare that it will not establish
an international search report. It is to be noted
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nevertheless that the lack of the international
gearch report in such case will not have, in it-
self, any influence on the validity of the inter-
national application and the latter’s processing
will continue, including its communication to
the designated Offices.

No Szarcn Reouirep 17 Crarms are UNCLEAR

If the International Searching Authority
considers that the description, the claims, or the
drawings fail to comply with the prescribed
requirements to such an extent that a meaning-
ful search could not be carried out, it may de-
clare that it will not establish a search report
(PCT Article 17(2)(a) (1) and (b)). Such
declaration may also be made in respect of some
of the claims only. This may be particularly the
case where the description or the claims are un-
clear, The lack of the international search re-
port will not, in itself, have any influence on the
validity of the international application and the
latter’s processing will continue, including its
communication to the designaied Offices, Where
only some of the claims are found to be “un-
searchable,” the Internationsl Searching Au-
thority will not search them, but will search the
rest of the international application. Any un-
searched claims will be indicated in the Search
Report.

1863 The International Search
Report

PCT Anricne 18
The International Search Report

(1) The international search report shall be estab-
Hehed within the prescribed time limit and in the
preseribed form.

{2) The international search report shall, ag soon
ag it has been established, be transmitted by the Inter-
national Searching Authority to the applicant and the
International Bureau.

(8} The international search report or the declara-
tion referred to in Article 17(2) () shall be translated
ag provided in the Regulations. The franslations shall
be prepared by or under the responsibility of the Inter-
naticnal Bureau.

PCT Ruowe 37
Missing or Defective Tiille

37.1 Lack of Title

If the international application does not contain a
title and the receiving Office has notified the Interna-
tional Searching Authority that it has invited the ap-
plicant to correct such defect, the International Search-
ing Authority shall proceed with the international
gearch unless and until it receives notification that the
gaid applieation is considered withdrawn.
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87.2 Hetablishment of Title

If the international application does not contain a
title and the International Searching Authority has not
received a notification from the receiving Office to the
effect that the applicant has been invited to furnish a
title, or if the said Authority finds that the title does
not comply with Rule 4.3, it shall itself establish a
tifle.

PCT Ruie 38

Missing Abstract

38.1 Lack of Abstract

If the international application does not contain an
abstract and the receiving Office has notified the Inter-
national Searching Authority that it hag invited the ap-
plicans to correct such defect, the International Search-
ing Authority shall proceed with the international
search unless and until it reeeives notification that the
said applcation is considered withdrawn.

88.2 Establishment of Abstract

(2) If the international application does not contain
an abstract and the International Searching Authority
hag not received a notifieation from the recelving Of-
fice to the effect that the applicant has been invited to
furnish an abstract, or if the said Authority finds that
the abstract does not comply with Rule 8, it shall itself
establish an abstraet (in the langusge in which the
international application i published), In the latter
case, it shall invite the applcant to comment on the
abstract established by it within 1 month from the
date of the invitation,

{b) The definitive contents of the abstract shall be
determined by the International Searching Authority.

POT Ruie 48
The Internationel Search Report

48.1 Identifications

The international search report shall identify the
International Searching Authority which established it
by indicating the name of such Authorify, and the
international application by indicating the interna-
tional application number, the name of the appiicant,

the name of the receiving Office, and the international

filing date.

3.2 Dules

The international search report shall be dated and
shall indicate the date on whkich the international
search was actually completed. It shall also indicate
the filing date of any earlier application whose prior-
ity is claimed.
438.8 Classification

(a) The international search report shall contain
the classification of the subject matter at least accord-
ing to the International Patent Clasgsification,

(b) Buech classification shall be effected by the In-
ternational Searching Authority.
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43.4 Longuoege

Hvery international search report and any declars-
tion made under Article 17(2)(a2) shall be in the
lapgwage in which the international application to
which it relates is published.

4848 Citations ‘

(2) The international search report shall contain
the citations of the documents considered to be rele-
vant, }

(b) The method of identifying sny cited document
shall be regulated by the Administrative Instructions.

(e) Citations of particular relevance shall be spe-
cially indicated,

(@) Citations which are not relevant to all the
claims shall be cited in relation to the claim or claims
to which they are relevant,

{e) If only certain passages of the cited document
are relevant or particularly relevant, they shall be
identified, for example, by indicating the page, the
column, or the lines, where the passage appears.

43.6 Fields Searched

(a) The international search rveport shall list the
clagsifieation identification of the fields searched, If
that identification is effected on the basis of a classi-
fication other tham the International Patent Clagsifi-
cation, the Internmational Searching Awuthority shall
publish the classification used.

(b} If the international search extended fo patents,
inventors’ certificates, utility certificates, utility mod-
els, patents or certifieates of addition, inventors’ cer-
tifieates of addition, utility certificates of addition, or
published applications for any of those kinds of pro-
tection, of States, perfods, or languages, not included
in the minimum documentation as defined in Rule 34,
the international search report shall, when practicable,
identify the kinds of documents, the States, the peri-
ods, and the languages to which it extended, ¥For the
purposes of this paragraph, Article 2(ii) shall not ap-
ply.

437 Remarks Concerning Uwnity of Invention

If the applicant paid additional fees for the interna-
tional search, the international search report shall so
indicate. Furthermore, where the international gearch
wag made on the main invention only (Article 17(3)
(a)), the internatiomal search report shall indicate
what parts of the international application were and
what parts were not searched.

43.8 Signafure

The infernational search report shall be signed by
an authorized officer of the International Searching
Authority. '

8.9 No Other Mualier

The international search report shall contain no
magter other than that enumerated in Rules 33.1(b)
and {c), 481, 2, 8, 5. 6, 7 and 8, and 44.2{a) and
(b}, and the indication referred to in Article 17(2)
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(b}. In partienlar; 1t shell contain no expressions of
opinion, reasoning, argumgnts, or explanations.

48.10 Horm

The physical requirements as fo the form of the in-
ternational search report shall be prescribed by the
Administrative Instructions.

POT Ruis 44
Transmitial of the International Search Report, ele.

440 Copies of Report or Declaration

The International Searching Authority shall, on the
saine day, transmit one copy of the international
search report or the declaration referred to in Article
17(2) {a) to the International Bureau and one copy 1o
the applicant.

442 Title or Abstrect

{a) Subject to paragraphs (b) and (c), the interna-
tional search report shall either state that the Internga-
tional Searching Authority approves the title and the
abstract as submitted by the applicant or be accom-
panied by the text of the title and/or abstract ags es-
tablished by the Fnternational Searching Awuthority
under Rules 37 and 38.

(b) If, at the time the international search is com-
pleted, the time limit altowed for the applicant to com-
ment on any suggestion of the International Searching
Authority in respect of the abstract has nof expired,
the international search report shall indicate that it is
ineomplete as far ag the absiraet ig concerned.

{e) As soon as the time Limit referred fo in para-
graph (b) has expired, the International Searching
Authority shall notify the abstract approved or estab-
lished by it fo the Imternational Bureau and to the
applicant.

44.8 Copies of Cited Documents

{a)} The request referred to in Article 20{8) may
be presented any time during 7 years from the inter-
national filing date of the international application to
which the international search report relates..

{b) The International Searching Authority may re-
quire that the party (applicant or designated Office)
presenting the request pay to it the cost of preparing
and mailing the coples. The level of the cost of pre-
paring copies shall be provided for in the agreements
referred to in Article 18(8) (b} between the Interns-
tional Hearching Anthorities and the International
Bureau.

{e} Any International Searching Authority not
wishing to send copies direct to any designated Office
shall send a copy to the International Bureau and the
International Bureau shall then proceed as provided in
paragraphs (a) and {(h).

{d) Any Internatioral Searching Authority may per-
form the obligations referred to in (a) to (e) through
another agency responsible to it,
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POT ApMINISTRATIVE IngtrRUCTIONS Spctrom 503

Method of Identifying Documents €ited in the
Internationel Search Repori

Tdentification of any doeument ecited in the inter-
natonal search report referred in Rule 43.5(5) shall
be made by indicating the following elements in the
order in which they are listed:

(a) In the case of any paient document (patent
documents being patents within the meaning of Arii-
cle 2(i1) as well as published applications relating
thereto) :

{i) the Office that issued the doecument, by the
two-letter code as in Annex B

(iiy fthe kind of document, by the appropriate sym-
bolg asin dnnex ¢

{iii} the number of the document as given to it
by the Office that issued it (for Japanese patent
documents the indication of the year of the reign of
the HEmperor must precede the serial number of the
patent document) ;

{(iv) the date of publication of the cited patent
document as indicated thereon;

(v} where applicable, the pages, columns or lines
where the relevant passages appear, or the relevant
figures of the drawings; and

{vi} the name of the patentee or applicant.
(The following example iHustrates the citation of a

patent document aceording to paragraph (o) above:

JIP, B, 5014535, published 28 May 1975, see column 4,
lines 8 to 27, NCR Corporation.)

(b) In the case of any book or other separately
{ssued publication:

(i) the name of the author;

(ii) the title. (including, where applicable, the
number of the edition and/or volume) ;

(iii) the year of publication {when this coincides
with the year of the international application or of
the priority claim, the International Searching Au-
thority shall endeavor to determine the month and,
if necessary, the day of publication and to indicate
thege dafa in the internationsal seareh report);

(iv) the name of the publisher;

{v} as far ag available, the place of publication
where only the location of the publisher appears om
the book or other separately issued publication, then
that location shall be indicated as the place of publi-
cation) ; and

{vi) where applicable, the pages, columns or lines
where the relevant passiges appear, or the-relevant
figures of the drawings.

(The following example iilustrates the citation of &
book or cother separately issued publication according
to paragraph {b) above:

H. Walton, “Microwave Quantum Theory,” Volume
2, published 1973, by Sweet and Maxwell (London},
see pages 138 to 192, especially pages 146 to 148.)

(e} In the case of any urticle published in ¢ period-
tcal or other serial publication:
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(i} the title of the pericdieal or other serial
publication ;

{ii) the number of the volume and the date of the
issue in which the article appears;

(iit) a¥ far ag available, the place of publication

. {where only the location of the publisher appears in

the periodical or other serial publieation, then that
location shail be indicated as the place of publica-
tion) ;

{iv) the author and the title of the article and

the number of the page Dotk on which the article
starts and ends; and
{v) where applicable; the pages, columns or Iines

where the relevant passages appear, or the relevant

figures of the drawings.

{The following example illustrates the citation of
an article published in a. periodical or other serial
publication aecording to paragraph (¢) above:

IBM Technical Disclosare Bulletin, Volume 17 No, 5§,
issued October 1974 (Armonk, New York), J. G. Drop,
“Integrated Cireuit Personalization at the Module
Level” see pages 1344 to 1345.)

(d) In the case of abstracts:

(i) the identification of the document containing
the absiract in the manner set forth in paragraphs
{@}, (b)) and ({(e¢) respectively, depending wupon
whether the abstract is contained in a patent doeu-
ment, in a book or other separately issued publica-
tien, or in an article published in a periodical or
other serial publication;

(1) in the case where the abstract is not published
together with the full text document which séerved
as its basis, the identification of both abstract and
full text document on the basis of whatever biblio-
graphic data may be available in respect thereto.
(The following example illustrates the citation of an

abstract according to paragraph (d) (ii) above:

Chemical Abstracts, Volume 75, No. 20, issued 15
November 1971 (Columbus, Ohie, U.8A.), D. L
Shetulov;, “Surface- Effects During Mental Fatigue,”
see page 163, column I, the abstract No. 120718k, ¥iz.-
Khim. Mekh. Mater. 1971, 7(2), 7-11. (Russ).)

TPOT ApMINISTRATIVE INSTRUCTIONS Seorion 504

Olussification of the Subject Marter of the
International ApplHceation

{a) Where the subject matter of the international
applieation is-such that classification thereof requires
more than one classification symbol acecording to the
principles to be followed in the application of the In-
ternational Patent Classifieation to any given patent
document, the internatiomal search report shall in-
dicate all such symbols.

(I} Where any national classification system is used,
the international search report may indicate ail the
applicable classification symbols also according to that
system.
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(-ci' Where the subject matter of the international
application is classified both according to the Interna-
tional Patent Classification and to any national-classifi-
cation sysiem, the internationszl search report shail,
wherever possible, indicate the corresponding syymbols
of both classifications opposite each other.

PCT  ADMINISTRATIVE INsTRUCTIONS Sporion 5056

Indication of Citetions of Particular Relevance in the
International Search Report

Where any document cited .in the international
search report is of particular relevance, the special
indieation required by Rule 43.5(¢) shall consist of the
letter “X” placed next fo the citation of the said
document.

PCT ApMINISTRATIVE INSTRUCTIONS SECTION 507

Manner of Indiceting Certain Special Categories of
Documents Cited in the International Seqrch Report

(a} Where any document cited in the infernational
search report refers to an oral disclosure, use, exhibi-
tion, or other means referred to in Rule 33.1(®), the
separate indication required by that Rule shall con-
sigt of the lefter “0" placed next to the citation of the
said document. '

(b) Where any document cited in the international
search report is & published application or patent as
defined in Rule 83.1(e), the special mention required
by that Rule shall consist of the letter “E" placed next
to the citation of the said document.

(¢} Where any document cited in the international
search report is a document which defines the géneral
state of the art, it shall be indicated by the lefter “A”
placed next to the citation of the said document.

(&) Where any document cited in the infernational
searcl report is a document whose publication date
oceurred earlier than the international filing date of
the international application, but later than the prior-
ity date claimed in that application, if shall be in-
dicated by the letter “P” next t¢ the citation of the said
decument.

(&) Where any document cited in the international
search report is a document whose publication date
occurred after the filing date or the priority date of
the international application and is net in conflict with
the said appication, but is cited for the principle or
theory underlying the invention, which may. be usefual
for a better understanding of-the invention, or is cited
to show that the reasoning or the facts underlying the
invention are incorrect, it shall be indicated by the
letter “T’ next to the citation of the document.

(f) Where in the international search report any
document is eited for reasons other than those referred
to in the preceding paragraphs, such document shall be
indicated by the letter “L" next to the citation of the
document.




1865

POT ADMINISTRATIVE INSTRUCTIONS SECTION 508

Manner of Indicating the Olaims fo which the Docu-
ments Cited in the Internationgl Search Report are
Relevant

The claims to which cited documents are relevant
shall be indicated by placing in the appropriate col-
umn of the international search report: )

{i) where the cited documeni iz relevant to one
claim, the number of that claim ; for example (2} or
(17) 5

(i1} where the cited document is relevant to two
or more claims numbered in consecutive order, the
numbers of the first and lagt claimsg of the series
connected by a hyphen; for example, (1-15) or
(2-8);

(1i1) where the eited doeument is relevant o two
or more claimg that are not numbered in consecn-
tive order, the number of each claim placed in
ascending order and separated by a comma or
commas; for example (1, 6) or (1, 7, 10);

(iv) where the cited document is relevant to more
than one series of claims under (i1} above, or to
claims of both categories (il) and (iii) above, the
series or individual claim numbers and series placed
in ascending order using commas to separate the
gseveral series, or fo separate the numbers of in-
dividual claims and each series of claims; for ex-
ample, (1-6, 9-10, 12-15) or (1, 8-4, 6, $~11).

CONTENTS OF THE INTERNATIONAL SEARGEH
Berorr

The international search report (PCT Rule
43) contains, among other things, the citations
of the documents considered to be relevant
{(PCT Rule 43.5 and Administrative Instruc-
tions Seetion 503), the classification of the sub-
ject matter of the invention (PCT Rule 43.8
and Administrative Instruction Section 504)
and an indication of the fields searched (PCT
Rule 43.8). Citations of particular relevance
must be specially indicated (Administrative In-
struction Section 505) ; citations of certain spe-
cific categories of documents are also indicated
{Administrative Instructions Section 507) ; ci-
tations which are not relevant to all the claims
must be cited in relation to the claim or claims
to which they are relevant {(Administrative In-
struction Section 508) ; if only certain passages
of the cited document are particularly
relevant, they must be identified, for example,
by indicating the page, the column or the lines,
where the passage appears. The international
search report form, PCT/ISA /210 appears in
Annex O. Tt is important to note that an inter-
national search report must not contain any ex-
pression of opinion, reasoning, argument or ex-
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planation of any kind whatscever relating to
patentability.

TRANSMITTAL OF THE INTERNATIONAL, SBARCH
Rerorrt

The United States International Searching
Authority transmits, on the same day, a copy
of the international search report together with
& copy of all the prior art cited or, where no
search report is established, the declaration to
that effect, to the applicant and the Interna-
tional Bureau (PCT Article 18(2) and PCT
Rule 44.1). The International Burean uses the
search report for publication and communica-
tion to the designated Offices.

Trree of THE INVENTION OR ABSTRACT Missivg
ok DErmcTIVE

If the title of the invention or the absiract
are missing or defective, the International
Searching Authority will establish a proper ti-
tle or abstract. When the International Search-
ing Authority finds that the abstract is defec-
tive, it will prepare a new abstract and allow
the applicant 830 days to comment. For further
details, see PCT Rules 37, 38, and 44.2

1865 Time Limit for Establishing the
International Search Repoxt

POT Rure 42
Pime Ldmits for Interngtional Search

42.1 Time Limit for Internationel Search

Al agreements concluded with International
Searching Authorities shall provide for the same time
1imit for establishing the international search report
or the declgration referred to in Article 17({2) (a). This
time limit shall not exceed 8 monthg from the receipt of
the search copy by the International Searching Author-
ity, or 9 months from the priority date, whichever time
limit expires Iater. For a transitional period of 3 years
from the entry into force of the Treaty, time limits for
the agreement with any International Searching Au-
thority may be individually negotiated, provided that
such time limifs shall not extend by more than 2
months the time limits referred to in the preceeding
sentence and in any case shall not go beyond the expi-
ration of the 18th month after the priority date,

The international search report should, as a
general rule, be established within three months
from the receipt of the search copy by the In-
ternational Searching Authority, or within nine
months from the priority date (for the defini-
tion of “priority date”, see PCT Axticle 2(xi),
whichever time limit expires later (PCT Arti-
cle 18(1) and PCT Rule 42).
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INTERNATIONAL SEARCH REPORT

International Applisation Ne  PCT /U878 /00002 ——l
L CLABSIF!cA'r:og OF SUBJECT MATTER (if soveral classification symbols apply, Indlcate ally 8
According to Internationat Patent Classification {tPC) or to both Nationat Clasaifcation and IPC

INT. CL.2 823K 37/04, 37/00; B25B 05/00, 13/40

U.S. CL. 269/228; 81/91B; 269/238
H. FIELDS SEARCHED

Minimum Documentetion Searched +
Classification Symbols

Clasgification System

u.s. 269/228, 238
81/91B
157/1.28, 1.31

Documentation Searched other than Minimum Documentation
to the Extent that such Doguments are Includad In the Fiolde Searched &

ll. DOCUMENTS CONSIDERED TO BE RELEVANT <

Categoty * Clietlon of D¢ t, 16 with Indication, where appropriate, of the relevant passagon A7 Rele?&nl to Claim No, 19
X JP, B, 34~6199, Published 16 July 1959 1, 3,5
X,P US, A, 4,046,363, Published 06 September
1977, See Col. 1, lines 10-19, Whitley 1
AE 50U, A, 401460, Published 02 June 1978 1
A JP, A, 50~154134, Published 11 Deécember 1975 2
A US, A, 3,619,891, Published 16 November 1971,
Harrison 1
A,P |'DE, A, 2607986, Published 01 September 1977 1-2
A N, American Machinist, issued 29 August 1946,

James Taylor, Long-Extension Adjustabld
Toggle Moves Heavy Slabs Smoothly,

See Page 123 1-4
¢ Specie! catogorios of cited d to: 18
AT d t defining the general state of the art “P* document published prior to the international fMlilng date-but
“E" earller document bt published on or after the International on or after the priotity date clalmed
filing date : “T* later document publishod on or after the International filing
‘£ document clted for special reancn other thar those referved date or priotiy dete and not in confiict with the appileation,
to in the other categories : ?hu; ;::\tree‘feégn the or theory ]
“o" taclosure, use, exhibHion or .
© gto!gg'"g:;n': forring 1o an oval disclosu ® X" dogcument of particular relevance
IV, CERTIFICATION . '
Date of the Actual Completion of the Internaticnal Search 2 Deto of Malfing of this Internationat Search Report ®
03 August 1978 B (Mailed by PCT Central).
international Searching Authority 1 -Signgttire °gi“th°"?9mgﬁ VR ¢
ISA/US ohn F. itrelfi'aeez
Form PCT/ISA/RS (second sheet) (Octobar 1877} See notes on accompanying gheet
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1867 Refund of International Search
Fee

87 OFR 1.446 Refund of international application fil-

ing end processing fees. {(a) Money paid fer interna-
tional application fees, where paid by actial mistake
or in excess, such as a payment not required by law
or Treaty and its Regulations, will be refunded.

(b) Refunds of a portion of the search fee may be
made if the internatiomal search report is wholly or
partly based on an earlier infernational or interna-
tional-type search (PCT Rules 16 and 41). The amount
of the refund will be as determined by the examiner
according to the value of the prior international-
type search or international search as 80%, 45% or 0%
of the infernational search fee, If the amount of the
refund is not a multiple of $5.00, it will be rounded to
the next higher multiple of $5.00. See § 1.26 for refund
of a portion of the international search fee during sub-
sequent national examination of the application.

(¢) Refund of the supplemental search fees will be
made if such refund is determined to be warranted by
the Commissioner or the Commissioner's designee act-
ing uader PCT Rule 40.2(c).

(d) The international and search fees will be re-
funded if no international filing date is accorded (PCT
Rules 15.6 and 16.2).

The applicant may be entitled to a refund of
the search fee by the United States Interna-
tional Searching Authority where the invention
claimed in a later filed international application
has been the subject of an international search
by the United States Interpational Searching
Authority on an earlier filed international ap-
plication. Another possibility of a search fee
refund arises when an earlier search is con-
ducted by the U.S. Patent and Trademark Of-
fice 0351 a national application (87 CFR 1.26 and
1.4486).

EXTENT AND CONDITIONS or REWN’DS OF THE
Searcn Fop

Refunds of a portion of the search fee may
be made if the international search report is
wholly or partly based on an earlier interna-
tional or international-type search conducted
by the United States Patent and Trademark
Office (PCT Raules 16 and 41). The amount of
the refund will be as determined by the exam-
iner according to the value of the prior inter-
national-type search or international search as
30%, 45% or 0% of the international search fee.

The criteria for refunds of the indicated per-

centages are as follows:
Percent

A. The prior search was substantially
complete; only an updating
search or short search for an ad-
ditional detail was required_____
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Percent

B. The prior search was of some sig-
nificant benefit but not enough to
justify a 909 refund.....____

C. The prior search was of very little
ornovalue. ... _______ ...

Refund of the supplemental search fees will
be made if such refund is determined to be war-
ranted by the Commissioner of Patents and
'i‘gaéc%m;mrks or his designee acting under Rule

2{c).

1868 Unity of Invention

PCT Rure 40
Lack of Unity of Invention (Inlernationel Search)

40.1 Invitation to Pay

The invitation to pay additional fees provided for in
Article 17(¢8) (a) shall specify the reasons for which
the international application is not considered as com-
plying with the requirement of unity of invention and
shall indicate the amount to be paid.

40.2 Additional Fees

{a) The amount of the additional fee dae for gearch-
ing under Article 17(8)(2) shall be determiuved by
the competent Internaiional Searching Authority.

{b) The additional fee due for searching under Axr-
ticle 17(3) (a) shall be payable direct to the Interna-
tional Searching Authority.

{¢) Any applicant may pay the additional fee under
protect, that is, accompanied by a reasoned statement
to the effect that the international application complies
with the requirement of unity of invention or that the
amount of the required additional fee is excessive.
Such protest shall be examined by a three-member
board or other special ingtance of the International
Searching Aunthority or any competent higher author-
ity, which, to the extent that it finds the protest justi-
fied, shall order the total or partial reimbursement to
the applicant of the additional fee. On the request of
the applicant, the text of both the protest and the de-
cision thereon shall be notified to the designated Of-
fices together with the international search report. The
applicant shall submit any translation thereof with the
furnishing of the translation of the international appli-
cation required under Article 22,

(d) The three-member board, special instance or
competent higher authority, referred to in paragraph
{¢}, shall not eomprise any person who made the de-
cision which g the subject of the protest.

40.8 Pime Limit

The time limit provided for in Article 17(3){a)
shall be fixed, in each case, according to the cireum-
stances of the case, by the International Searching An-
thority; it shall not be shorter than 15 or 30 days,
respectively, depending on whether the applicant’s ad-
dress is in the game couniry as or in g different coun-
try from that in which the International Searching
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Authority is located, and it shall not be longer than 45
days, from the date of the invitation.

PCT ApMINISTRATIVE INSTRUCTIONS SgoTion 502

Protest Against Poyment of Additional Fee and
Decision Thereon

The International Searching Authority shall trans-
mit to the applicant, at the latest, together with the
international search report, any decision which it has
taken under Rule 40.2(c) on the protest of the appH.
cant against the payment of the additional fee. At the
same time, it shall transmit to the International Bu-
rean a copy of both the protest and the decision there-
on, as well as any request by the applicant to forward
the texts of both the protest and the deecision thereon
to any of the designated Offices.

37 OFR 1.481 Determination of unity of invention
before the International Searching Authority. (a) Be-
fore establishing the international search report, the
-International Searching = Authority shall determine
whether the international application complies with
the requirement of unity of invention as set forth in
PCOT Rule 18 and as set forth in §§ 1.141 and 1.146
except as modified below in this seetion.

1868

{¢) An applicant who desires that a copy of the pro-
test and the decigion thereon accompany the inter-
national search report when forwarded fo the Des-
ignated Offices, may notify the International Searching
Authority to that effect any time prior fo the issuance
of the international search report. Thereafter, such
notification should be directed to the International
Burean (POT Rule 40.2(c) ).

Trr RequireMeNT For “UNity oF
InvenTiON”

Any internstional application must relate to
one invention only or to a group of inventions
50 linked as to form a single general inventive
concept (PCT Article 8(4) (iii), PCT Rule
18,1, and 37 CFR 1.481). The construction of
this principle is laid down in PCT Rule 13.2,
13.3, and 13.4. Observance of this requirement
is checked by the International Searching Au-

~ thority and may be relevant in the mational (or

(b) If the International Searching Authority con-

siders that the internationai application does not eom-
ply with the reguirement of unity of invention, it shall
inform the applicant accordingly and invite the pay-
ment of additional fees (note §1.445 and PCT Ari.
17(38) (a) and PCT Rule 40). The applicant will be
given a time perlod in accordance with PCT Rule 403
to pay the additional fees due. )

{¢) In the case of non-compliance with unity of in-
vention and where no additional fees are paid, the in-
ternational search will be perfermed on the invention
first mentioned (“main invention”) in the claims.

(@) Lack of unity of invention may be directly evi-
dent before considering the claims in relation to any
‘prior art, or after taking the prior art into eonsidera-
tion, as where a document discovered during the search
shows the invention claimed in 2 generic or linking
elaim lacks novelty or is clearly obvious, leaving two
or more claimg joined thereby without a common in-
ventive concept. Im such a ecase the Internatiomal
Searching Authority may raise the objection of lack of
unity of invention.

37 OFR 1.}82 Protest to lack of unilty of tnvention,
{a) If the applicant disagrees with the holding of lack
of unity of invention by the International Searching
Authority, additional fees may be paid under protest,
accompanied by a request for refund and a statement
getting forth reasons for disagreement or why the re-
guired additional fees are considered excessive, or both
(PCT Rule 40.2(c) ).

(b)Y Protest under paragraph (e) of this section will
be examined by the Commissioner or the Commission-
er’s designee. In the event that the applieant’s protest
is determined to be justified, the additional fees or a
portion thereof will be refunded.

regional) phase.
Liack o Uwiry oF INVENTION

The search fee which the applicant is re-
quired to pay is intended to compensate the In-
ternational Searching Authority for carrying
out an international search on the interna-
tional application, but only where the interna-
tional application meets the “requirement of
unity of invention”, That means that the inter-
national application must relate to only one in-
vention or must relate to a group of inventions
which are so linked as to form a single general
ir%xzent(ive)concept (PCT Articles 8(4) (iii) and
17(3)(a)). :

f{f) the)a Internationa! Searching Authority
finds that the international application does not
comply with the requirement of unity of inven-
tion, the applicant will be invited to pay addi-
tional search fees. The International Searching
Authority will specify the reasons for its find-
ing and indicate the number of additional fees
to be paid (PCT Rules 40.1, 40.2(a) and (b)}.

Such additional fees are payable directly to the
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Patent and Trademark Office within the time
Hmit fixed, which must not be shorter than 15
days, if the applicant’s address is in the United
States; or 30 days, if applicant’s addressis in a
country different than the United States; and
not longer than 45 days from the date of the
invitation (PCT Rule 40.8). The amount of the
additional search fee per additional invention
charged by the U.S. International Searching
Authority is $200 per invention (37 CFR
1.445(a) (3).

The United States International Searching
Authority will establish the international search
report on those parts of international applica-
tion which relate to the “main invention”, that
is, the invention or the group of inventions so
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tinked as to form a single general inventive con-
cept first mentioned in the claims (PCT Article
17(3) (2)). Moreover, the international search
report will be established also on those parts of
the international application which relate to any
invention (or any group of inventions so linked
as to form a single general inventive concept)
in respect of which the applicant has paid any
additional fee within the prescribed time limits,

Any applicant may pay the additional fee
under protest, that is, accompanied by a rea-
soned statement to the effect that the interna-
tional application complies with the requirement
of unity of invention or that the amount of the
required additional fee is excessive (PCT Rule
40.2(c) }. Any such protest will be examined and
decided by the Group Director (37 CFR 1.482
(b}). To the extent that the applicant’s protest
is found to be justified, total or partial reim-
bursement of the additional fee will be made. On
the request of the applicant, the text of both the
protest and the decision thereon ig sent to the
designated Offices together with the interna-
tional search report (37 CFR 1.482(c)).

Where, within the prescribed time limit, the
applicant does not pay any additional fees or
only pays some of the additional fees indicated,
certain parts of the international application
will consequently not be searched. The lack of
an international search report in respect of such
parts of the international applieation will,in it-
self have no influence on the validity of the in-
ternational application and processing of the
international application; will continue, both in
the international and in the national (regional)
phases. Nevertheless, the U.S. national law pro-
vides that such unsearched parts of the interna-
tional application will be considered withdrawn
as far ag the United States as a designated Office
ig concerned, unless a special fee for sach claim
is paid by the applicant upon reguest (PCT
Article 17(3) (b), 85 U.S.C. 872(c), 876(a) 5,
37 CFR 1.445(a) (5)).

1870 Administrative Instructions
Annexes

ANNEX B

CODHE FOR IDENTIFYING STATES AND ORGANIZATIONS

AR Argentina
AT Austria
AU Aungtralia
BB Belgium

BG Bulgaria

By Benin (Dahomey)
BR Brazil

B8 Bahamas

CA Canada,
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GF
oG
CH
c1
oM
o8
cU
cY
DD
DE
DK
DO
D%
EG
ES
FI
FR
GA
GB
GH
GR
HT
HU
HY
1D
¥l
L
1Q
IR
18
I
¥0
P
RE
LB
LI
LK
LU
LY
MA
MO
MG
MR
M
MU
MW
MX
NE
NG
NL
NO
NZ
PH
PL
PT
RH
RO
SE
M
8N
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Central African Empire
Congo
Switzerland

Ivory Coast
Cameroon
Czechoslovakia
Cuba

Oyprus

German Democratic Republic
Germany, Federal Republic of
Denmark
Dominican Republic
Algeria

Hgypt

Spain

Finland

France

Gabon

United Kingdom
Ghana

Greece

Haiti

Hungary

Upper Volta
Indonesia

¥reland

Israel

Iraq

Iran

Iceland

Italy

Jordan

Japan

Kenya

Lebanon
Liechtenstein

Sri Lanka
Luzembourg
Soecialist People's Libyan Arab Jamahiriya
Moroceo

Monaco
Madagascar
Mauritania

Malts

Mauritiug

Malawi

Mexico

Niger

Nigeria
Netherlands
Norway

New Zealand
Philippines
Poland

Portugal

Southern Rhodegia
Romania

Sweden

San Marino
Senegal
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SR Surinam

80U Soviet Union

8Y Syrian Arab Republic

TD Chad '

TG Togo

™ Tyunisia

™ Turkey

TT Trinidad and Tobago

TZ United Republic of Tanzania
LELe Uganda

s Tnited States of America

UY Uruguay

VA Vatican City State (Holy See)
VN Viet Nam, Socialist Republic of
Yo Yugoslavia

ZA South Africa

M Zambia

ZR Zaire

CA African Intellectual Property Organization
EP Buropean Patent Office

WO International Bureau of WIPO

Anxex C

S$TANDARD COBE FOR IDENTIFICATION OF DIFFERENT EINDS
Of PATENT DOCUMENTES

Introduction

1, The recommendation provides for groups of letter
codes in order to distinguish patent documents. The
letter codes also facilitate the storage and retrieval
of such documents.

2. If any Office wants to amplify the information
contained in the letter code, this letter code may be
optionally associated with & numerical code. The
meaning of such numerical code should then be defined
by each Patent Office availing itself of this option.

3. The code also provides for a letter for non-patent
literature documents (N) and for documents to be
restrieted to the internal use of Patent Offices. (X)
(e.g., confidential documents, not to be discloged ocut-
gide the Office}. See in this respect also BL1
(ICIREPAT Manual pages 4.3.1.1 to 43.1.4).
Definitions .

4. For the purposes of this recommendation, the
expression “patent documents” includes patents for
inventions, inventors’ certificates, utility certificates,
utility models, patents or certificates of addition, in-
ventors’ certificates of addition, ufility certifieates of
addition, plant patents and published applieations
therefor,

5. For the purposes of this recommendation, the
term “entry in an official gazette” means at least one
comprehensive announcement in an official gazetie re-
garding the making available to the public of the com-
plete text, claims (if any) and drawings (if any) of a
patent document.

6. For the purposes of this recommendation, {he
terms “publication” ard “published” are used in the
gsense of making available
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{i) a patent doeument to the public for inspection
or supplying a copy on request
{ii) multiple copies of a patent document produced
by printing or like process
Explanation: If, at & partienlar procedural stage,
a copy of the document ig first made
available to the public for inspec-
tion or copying and is then, aof fhe
smme procedurel stage, made avail-
able in multiple copies produced by
printing or like process, only a sin-
gle publication is considered to
have occurred. If, on the other hand,
multiple reproduction resulis from
a new proecedural stage, this re-
produetion iz considered to be @
further publication of the docu-
ment, even if the texts at the two
stages are identical.

7. According to certain national patent laws or regu-
lations, the same patent application may be published
at various procedural stages. For the purposes of this
recommendation, a publication level is defined as the:
level corresponding to a procedural stage at which
normally a document is published under a given na-
tional patent law.

Recommendation

" 8. It is recommended that the code

(a) be used for the recording of the “kind of
docament” in machine-readable data earriers, such
as 80-column punched cards, magnelie tapes, aper-
ture cards, ete.;

(b) be used iu the first page of patent documents,
preferably near the document number, if these have
been published in the sense of paragraph 6;

{c) be used in entries in official gazeties or, if all
entries in a section of the Gazette relate to the same
kind of a document at the beginning of such a
section.

(d) be used for the identification of patent docu-
ments cited in “Search Reports” and “Lists of Ref-
erences’” In patent ‘documents (INID Number 56).

Code

The Code is subdivided into mutually exclusive
groups of letters. The groups characterize patent docu-
ments and documents specified in paragraph 3. Groups
1-5 comprise one or several letters enabling identifica-
tion of documents pertaining to different publication
levels.

Group ! Use for primary or major series of patent

documents
A First publication level
B Becond publieation level
C Third publication level
Group 2 Use for secondary series of patent decu-
ments
1 First publication level
F Second publication level
G Third publication level

&
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Group 8 Use for further series of patent documents,
as the special requirements of each Office
may be
H
I

Group 4 Use for major special types of patent docu-
ments
M Medicament patent documents
P Plant patent documents
8 Design patent

Group § Use for utility model documents having a
nuwmbering series other than the documents
of Group 1
T Tirst publication level
Y Second publication level
Z Third publication level

Group 6 Other (see paragraph 3)

N Non-patent literature documents
X Documents restricted to the internal use
of Offices

10. Tt is understood that documents resulting from a

patent application and being identified as the major
series will fall under Group 1 (e.g. DT Offenlegungs-
sehrift, Auslegeschrift and Patentschrifi)., However,

MANTAL OF PATENT EXAMINING PROCEDURE

documents identified as a secondary serieg will fall
under Group 2 (e.g., FR patent of addition under old
law, U.8. reissue). In exceptional cases of need for a
Turther series, Group 3 is reserved for such purposes
(e.g., U.8, defensive publication). Group 4 applies only,
at present, to special documents concerning the medi-
cament patents published in ¥ranece and the plant
patents published in the United States of America. In
any country publishing similar documents, Group 4
should then be used. :

11, As indicated in paragraph 2, the above letter
code may optionally be associated with a numerical
code to amplify the information represented by the
letter code. For this numerical ¢ode only diglis 1 to 9
should be used. The significance of this code will be
defined by any national Office applying such code and
communicated to the International Burean, which will
publicize this information., The numerical code must
always be interpreted in conjunction with the country
code and the above letter code,

12. As an appendix to this recommendation a st of
patent documents, past and currently published, and
intended to be published in the future, divided in
accordance with the code, is given.

1871 Administrative Instructions Appendixes

Arpenprx I

LIST OF PATENT DOCUMENTS, PAST AND CURRENTLY PUBLISHED, AND INTENDED TO BE PUBLISHED IN THE FUTURE, DIVIDED
IN ACCORBANCE WITH YHIS (QODE

Code: 4  Putent Documents Numbered in Primory or Major Serics—First Publication Level

Examples: Austria

Patent Application published in the sense of paragraph 6 (i)

Belgium Brevet d'invention/Uitvindingsoctrooi

Belginm Brevet de perfectionnement/Verbeteringsoctrooi

Bulgaria Opisanie na izohretenie po patent

Canada Patent

Cuba Patent Application published in the sense of paragraph 6{i}
Czechoslovakia Patent Application published in the sense of paragraph 6(i)
Czechoslovakia Inventor’s Certificate Application published in the sense of paragraph 6(i)
Denmark Patent Applcation published in the sense of paragraph 6(i)

Hegypt Patent specification

Document published after 18 monthy

Patent Application published in the senge of paragraph 6¢i)

Brevet d’invention (old law) -

Brevet dinvention, premidére ef unique publication

Certificat d’addition & un brevet d’invention, premiére et unique publication
Certificat d'utilité, premiére ef unique publication

Certificat d’addition & un certificat d’utilité, premiére et unique publication
Demande de brevet d’invention, premidre publication

Demande de certificat d’addition 3 un brevet d'invention, premiére publi-

Europat
Finland
France
France
France
Trance
France
France
France
cation
France
France
German Demoeratic
Republic
public

472

Demande de certificat ¢'utilité, premidre publication

Demande de certificat @’addition & an certificat d'utilité, premidre publication

Patentschrift (Ausschliessungspatent), granted in accordance with para-
graph 5.1 of the Patent Amendment Act of the German Democratic Re-

/‘-M\\.l



Examples: German Democratic

Republic
Germany, Federal

Republic of
Hungary
India
Ireland
Italy
Japan
Luxembourg
Luxembourg
Netherlands
Norway
Pakistan
PCT
Poland
Romenia
Soviet Union
Soviet Union
Spain
Sweden
Switzerland

Switzerland

United Kingdom
United States
Yugoslavia

Examples: Australia

Austria
Canada

Cuba
Czechosglovakia
‘Czechoslovakia
Penmark
Finland
France

France

Franee
France

German Democratic
Republie

German Democratic
Republic

Germany, Federal
Republic of

Hungary

Japan

Netherlands

Norway

Sweden

PATENT COOPERATION TREATY 1871

Code: A Patent Docwments Numbered in Primary or Major Series—First Publication Level—Continued

Patentschrift (Wirtschaftspatent) , granted in accordance with paragraph 5.1
of the Patent Amendment Act of the German Democratic Republic
Offenlegungsschrift

Patent Application published in the sense of paragraph 6(i)
Patent specification
Patent specification .
Brevetto per invenzione industriale

Kokail tokkyo koho

Brevet d’invention

Certificat d’addition & un brevet d’invention

Ter inzage gelegde octroolaanvrage

Patent Application published in the sense of paragraph 6(i)

Patent specification

Pamphlet published after 18 months

Opis patentovy

- Descrierea inventiei

Opisanie izobreteniya k patentu

Opisarie izobrefeniya k avtorskomy svidetelstvu

Patente de invencién

Patent Application published in the sense of paragraph 6(i)

Auslegeschrifi /Mémoire Exposé/Hsposto Memoriale (Patent Application pub-
lished in the sense of paragraphs 64i) and 6{ii) pertaining to the technical
fields for which search and examination as to novelty are made)

Patentschrift/Exposé d'invention/Esposto d'invenzione {Patent published in
the sense of paragraph 8(ii) and pertaining to the technical fields for which
neither search nor examination as to novelty are made}

Patent specification

Patent

Patentni spis

L

Code: B Poatent Documents Numbered in Primary or Major Series—~Second Publicotion Level

Patent specification

Patentschrift

Reissue

Patente de invencidn

Popis vynélezu k patenin

Popis vynilezu k autorskému osvaddeni

Fremlaeggeisesskrift

Kuulutuginlkaisu—Utlaggningsskrift

Brevet d'invention, deuxidéme publication de l'invention

Certificat d'addition & un brevet d‘invention, deuxidme publication de lin-
vention .

Certificat d'utilité, deuxiéme publication de Finvention

Certificat d’addition & un certificat d'utilité, deuxitme publication de I'in-
vention

Patentschrift (Ausschliessungspatent), granted in accordance with para-
graph 29 of the Patent Act of the German Pemocratic Republie

Patentschrift (Wirtsehaftspatent), granted in accordance with paragraph 29
of the Patent Act of the German Demaocratic Republie

Aunslegeschrift

Szabadalmi leiras

Tolkkyo koho

Openbaar gemaakte octrooiaanvrage
Utlegningsskrift

Utldggningsskrift
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Code: B Patent Documents Numbered in Primary or Major Series—=Second Publicetion Level--Continued (

BExamples: Switzerland Patentschrifi/HExposé d'invention/HEsposto d’invenzione (Patent published in
the sense of paragraph 6 (ii) and pertaining to the technical fields for which
search and examination &s to the novelty are made)

Tnited Kingdom Amended Patent Specification

Jode: ¢ Patent Documents Numbered in Primary or Mejor Series—Third Publicotion Level

Examples: Denmark Patent
Finland Pateatti-Patent
Germany, Federal Patentschrift
Repubtic of
Netherlands Octrooi
Norway ~ Patent
Sweden Patentskrift

Code: B Patent Documenis Numbered in Secondury Series—First Publication Level
Examples: I'rance Certifleat d’addition & brevet d’invention {old law)
United States ~ Reissue
Code: H Patent Documents numbered in further series

Example: United States Defensive publication

Code: M Medicament Patent Documents

Examples: France Brevet spécial de médicament
France Addition 4 un brevet spécial de médicament

Jode: P Plant Patent Documents -

N

Example: TUnited States Plant patent

Code: U Utility Model Documents Numbered in Series other than the Documents of Group I—First Publication

Level
Examples: Germany, Federal Gebrauchsmuster
Republic of
Japan Kokai jitsuye shinan koho :
Spain Utility Model Application published in the sense of paragraph 6(i)

Code: ¥ Utility Model Documents Nwmbered in Series other than the Documents of Group I—=Second Publication

Level
BExamples: Japan Jitsuyo shinan koho
Spain Modelo de utilidad
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Appendix XTI

List of Patent Documents, Past and Currently Published,
broken down by issuing country and coded in accordance with the SI.8 Code

Kind of published patent document Asso-
Desi on in 1 — ciated
. esignation in langoage numer-
Issuing of issuing country Translation into Identification Letter| ical
country {and, if required, English £ document - code code
transliteration in (when needed) ot do rment (when
Latin characters) _ defined)
Australia Unexamined complete Unexamined Patent Applica-| A
specification open to tion published in the sense
public inspection (not of paragraph 6(i)
marked on document)
Patent specification Patent published in the sense | B
of paragraph 6(ji)
Austria Aufgebot (not marked on Document laid Patent Application published | A
: document but indicated | open - in the sense of paragraph 6(i)
as such in the Official
Gazette)
Patentschrift Patent . {Patent published in the sense | B
specification of paragraph 6(ii)
Belgium Brevet d’invention/ Patent of invention | Patent published in the sense | A
Uitvindingsoctrooi of paragraph 6(ii)
Brevet de perfection- Patent of Patent of improvement A
nement/ improvement published in the sense of
Verbeteringsoctrooi ' paragraph 6(ii)
Brevet d'importation/ Patent of Patent of importation A
Invoeringsectrooi importation published in the sense of
paragraph 6(ii)
Bulgaria ggﬂggéfgp%TEHHE pescrxpt1on of Patent pub]ishefi_ in the sense | A
10 TATEHT invention for a of paragraph 6(ii)
(Opisanie na izobretenie |patent
po patent) : .
OIMCAHIE Description of Inventor’s certificate A
f}% fﬁ%@%@ﬁ%ﬂm‘ invention for an | published in the sense of
CBAAETEJICTBO author’s certificate | paragraph 6(ii)
(Opisanie na izobretenie
po avtorsko svidetelstvo)
Canada Patént/Brevet Patent published in the sense | A
: of paragraph 6(ii)
Reissue Patent/Brevet de Patent reissued and repub- B
redélivrance lished in the sense of
paragraph 6(ii)
Cuba Publicacién de la solicitud | Publication of the Patent application published | A
(not marked on application in the sense of paragraph 6(i)
document) ‘ S ‘
Patente de invencion Patent of invention | Patent published in the sense | B
of paragraph 6(ii)
475
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Kind of published patent document Asso-
gt ciated
. Designation in language AUmer- -
Issuing “of issning country- Translation into dentificati Letter) = 0
country (and, if required, English Identification code | ‘o
: oo : f document code
transliteration in - {when needed) © (when
Latin characters) defined)
Czechoslova- | Prihldska vyndlezu Application for an | Application for inventor’s A 1
kia (se Zadosti o invention asking | certificate published in the
autorské osvédéedi) for author’s sense of paragraph 6(i), in
certificate accordance with Law No. 84
_ of 01.11.1972
Ptihldska vyndlezn - Application for an | Patent application published | A 2
(se Zadosti o patent) invention asking | in the sense of paragraph 6(i),
for-a patent in accordance with Law No.
No. 84 of 01.11.1972
Patentova piihlaska Patent application | Patent application published | A 5
or or in the sense or paragraph 6(i)
Prihlaska vynilezu Applcation for up to patent No. 149260
' mvention (granied before the entry into
foree of Law No. 84 of
01.11.1972)
Popis vynhlezu k Description of an | Inventor’s certificate B 1
autorskému osvédfeni | invention for an | published in the sense of
author’s certi- paragraph 6(ii), granted in
ficate accordance with Law No. 84
of 01,11.1972
Popis vynalezu k patentu | Description of an | Patent published in the sense] B 2
invention for a of paragraph 6(ii), granted
patent in accordance with Law
No. 84 of 01.11.1972
Popis vynalezu k Description of an | Dependant author’s certifi- | B 3
autorskému osvéddeni invention for an | cate published in the sense
author’s certi- of paragraph 6(ii), granted
ficate in accordance with Law
No. 84 0£01.11.1972
Popis vynilezu k patentu | Description of an | Dependent patent published | B 4
' invention for a ‘in the sense of paragraph
patent 6(i1), granted in accordance
' { with Law No. 84 of '
01.11.1972
Patentovy spis Patent Patent published in the sense | B 5
: specification of paragraph 6(ii), up to
No. 149 260, granted before
the entry into force of
Law No. 84 0of 01.11.1972
| Denmark Almindeling Patent application | Patent application published | A
tilgaengelig accessible to the | in the sense of paragraph 6(i) '
patentansegning public
Fremlaeppelsesskrift Document laid Patent application published | B
after examination as to
: open :
, novelty in the sense of
paragraph 6(ii)
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Kind of published patent document Asso-
: . ciated
. Designation in lJanguage : numer-
Issuing of issuing country Translation into Identification Letter| = |
country . - . entification code |
{and, if required, English of document code.
transliteration in {when needed) (when
Latin characters) defined)
Denmark Patent Patent Patent published in the sense | C
(cont’d) : of paragraph 6(ii)
Egypt LI L) Authority for Patent published in the sense | A
(Idarat bara’at alikhtirah) | Patent Delivery of paragraph 6(ii)
Finland Julkiseksi tullut patent- | Patent application | Patent applicétion published [ A
tihakemus (not marked |made accessible to {in the sense of paragraph 6(j)
on the document) the public ‘
Kuulutusjulkaisu — DPocument laid Patent application published | B
Utldggningsskrift open after examination as to
novelty in the sense of
paragraphs 6(i) and 6(i)
Patentti-Patent Patent Patent published in.the sense | C
of paragraph 6(ii)
France Demande de brevet Application for Patent application, first . A i
d’invention. patent of invention | publication, published in the
sense of paragraph 6(i)
Demande de certificat Application fora  ; Application for a certificate | A 2
d’addition 4 un brevet cettificate of addi- | of addition, first publication,
d'invention. tion to a patent of | published in the sense of
invention paragraph 6(ii)
Demande de certificat Application for Utility certificate application, | A 3
d utilité certificate of first publication, published
 utility in the sense of paragraph
6(it)
Demande de certificat Application for a | Application for a certificate | A 4
d’addition a un certificat |certificate of addi- | of addition to a utility ‘
datilité tion to a certificate |certificate, first publication,
of utility published in the sense of
paragraph 6(ii)
Brevet d’invention Patent of mvention | Patent, first and only publica- | A 5
tion, published in the sense
of paragraph 6(ii}
Certificat d’addition 4 un | Certificate of addi- | Certificate of addition to a A 6
brevet d’invention tion to a patent patent, first and only publica-
' of invention tion, published in the sense
of paragraph 6(ii)
Certificat d’utilité Certificate of Utility certificate, first and A 7
' utility only publication, published
| in the sense of
paragraph 6(ii)
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Kind of published patent document Asso-
clated
- Designation in language nmer-
Tssuing of issuing country Translation into |dentificati Lletter) = 0
country (and, if required, English entdication code | e
. o of document
transliteration in (when needed) (when
Latin characters) defined)
France Certificat d’addition Certificate of - | Certificate of addition to a A 8
(cont’d} 4 un certificat d*utilité addition to a utility certificate, first
certificate of utility | and only publication,
published in the sense of .
paragraph 6(it)
Brevet d’invention Patent of invention Patent, second publication, B 1
published in the sense of
paragraph 6(if)
Certificat d’addition & Certificate of Certificate of addition to a B 2
un brevet d’invention addition to a patent, second publication,
patent of invention |published in the sense of
paragraph 6(ii)
Certificat d’utilité Certificate of Utility certificate, second B 3
utility publication, published in the
sense of paragraph 6(ii)
Certificat d’addition & Certificate of Certificate of additionto a B 4
un certificat d’utilité addition to a utility certificate, second
: certificate of utility | publication, published in the
sense of paragraph 6(if)
Brevet d’invention Patent of invention | Patent (old law) published in | A
the sense of paragraph 6(ii)
Certificat d’addition a Certificate of Certificate of addition to a E
un brevet d’invention addition to a patent (old law) published in
patent of invention |the sense of paragraph 6(ii)
Brevet spécial de Special patent Medicament patent (old law) | M
médicament for medicament published in the sense of
paragraph 6(it)
Certificat d’addition & Certificate of Certificate of addition to a M
un brevet spécial de additionto a medicament patent (old law)
médicament special patent for | published in the sense of
medicament paragraph 6(ii)
German Patentschrift Patent specifica- | Exclusive patent, granted in A
Democratic {Ausschliessungs- tion {Exclusive accordance with paragraph
Republic patent} Patent}) 5.1 of the Patent Amendment
Act of the German Demo-
cratic Republic, published
in the sense of para-
graph 6(if}
Patentschrift Patent specifi- Industrial patent, granted in | A
{Wirtschaftpatent) cation (Economic | accordance with paragraph
Patent) 5.1 of the Patent Amendment
Act of the German Demo-
¢ratic Republic, published in
the sense of paragraph 6(i)
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Issuing
country

Kind of published patent document

Designation in language
of issuing country
(and, if required,
transliteration in
Latin characters)

Translation into -
English -
{when needed)

Identification
of document

Letter
code

defined)

Asso-
ciated
numer-
ical
code
(when

German
Democratic
Republic
{cont’d)

Patentschrift (Aus- -
schliessungspatent)

Patenischrift
{Wirtschaftspatent)

Berichtigte Patentschrift
{Ausschliessungspatent)

Berichtigte Patentschrift
(Wirtschaftspatent)

Patent specifica-

Patent specifica-
tion (Exclusive
Patent)

tion {Economic
Patent)

Corrected patent
specification
(Exclusive Patent)
Corrected patent
specification
{Economic Patent)

Exclusive patent granted in
accordance with para-
graph 29 of the Patent Act of
the German Democratic
Republic, (2nd publication
after examination as to
novelty whenever this exami-
nation is effected), published
in the sense of paragraph 6(ii)

Industrial patent granted in
accordance with para-

graph 29 of the Patent Act of
the German Democratic
Republic (2nd publication
after examination as to
novelty whenever this
examination is effected),
published in the sense of
paragraph 6(ii)

Corrected patent (Exclusive
patent) published in the sense
of paragraph 6(ii}

Corrected patent (Industrial
patent) published in the sense
of paragraph 6(ii)

Germany
{Federal
Republic of)

Offenlegungsschrift

Auslegeschrift

Document open
for inspection

Document laid
open

Patent application published,
before examination as to
novelty, in the sense of
paragraph 6(ii)

- 1st publication

- Znd publication. Modified
reprint following Al Offen-
legungsschrift or Bl Aus-
legeschrift

- 3rd publication. Modified
reprint following A2 Offen-
legungsschrift or B2 Aus-
legeschrift

Patent application published,
after examination as to
novelty, in the sense of
paragraph 6(ii)

— 1st publication, Offen-
legungsschrift not yet
published

- 2nd publication. Normally
following an Al Offen-
legungsschrift or Bl Aus-

legeschrift
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. Issuing
country

Kind of published patent document

Pesignation in language |
of issuing country
(and, if required,
transliteration in
Latin characters}

Translation into
English
(when needed)

Identification
of document

Letter
code

Asso-
ciated
namer-
acal
code
(when
defined)

Getrmany
(Federal
Republic of)
(cont’d)

Patentschrift

Gebrauchsmuster

Patent
specification

Utility model

- 3rd publication. Following
an A2 Offenlegungsschrift
or B2 Auslegeschrift

— 4th publication. Foltowing
an A3 Offenlegungsschrift
or B3 Auslegeschrift

Patent published in the sense
of paragraph 6(ii}

- 1st publication. Offen-

legungsschrift and Aus-
legeschrift not published

- 2nd publication. Modified
reprint normally following a
B1 Aunslegeschrift or Cl
Patentschrift

~ 3rd publication. Normally
following a B2 Auslegeschrift
and an Al Offenlegungs-
schrift or following a B2

1 Auslegeschrift with a preced-

ing B1 Auslegeschrift as well
- 4th publication. Following
a B3 Auslegeschrift or C3
Patentschrift

~ 5th publication. Following
a B4 Auslegeschrift or a

C4 Patentschrift

Utility model published in
the sense of paragraph 6(ii)

3

Hungary

K Szzétett szabadalmi
bejelentés

Szabadalmi leirds

Published patent

japplication

Patent
specification

Patent application published
in the sense of paragraph 6(1)

Patent published in the sense
of paragraph 6(ii)

India

Patent specification

Patent published in the sense

of paragraph &(ii)

Ireland

Patent specification

Patent published in the sense
of paragraph 6(ii)

Italy

Brevetto per invenzione
industriale

Patent for indus-
trial invention

Patent published in the sense
of paragraph 6(ii)
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Issuing -
country

Kind of published patent document

Designation in language
of issuing country
(and, if required,
transliteration in
Latin characters)

Translation into
English
{when needed)

Identification
of document

Letter

code'ical

Asso~
ciated
numer-
code

(when
defined)

Japan

* (Kdkai tokkyo koho)

a2 mMu N 2R

$ B A &
{Tokkyo koho)

HHERANE B

{Tokkyo hatsumei
meisaisyo)

B FHARASE

(Tokkyo shinpan
Seikyt kokoku)

¥ |4 2 B
(Isyd k6ho)

AHMERHRLMN

(Kokai jitsuyd
shinan k6ho)

Published unexam-
ined patent applica-
tion

Published examined
patent application

Patent specification

Corrected patent
specification

Registered design
publication

Published unex-
amined utility
model application

Patent application published
before examination as to
novelty in the sense of para-
graphs 6(3) and 6(ii).

Patent application published
after examination as to nov-
elty in the sense of para-
graphs 6(i) and 6(ii).

« kst publication, A Kokai
tokkyo khé not published.
“T"" headed the numerical
number of Tokkyo kéhé
published from 1922 fo
1926,

- 2nd publication. Normally
following an A Kokai
tokkyo k6ho.

Patent (old law) published
in the sense of paragraphs

6(i) and 6(ii). :

- 1st publication. Tokkyo

koho not published.

- 2nd publication. Normally
following a B 1 Tokkyo
kohd.

Corrected patent published
in the sense of paragraphs

6(i) and 6(ii).

Registered design application
published after examination
as to novelty in the sense of
paragraphs 6() and 6(ii).

Utility model application
published before examina-
tion as to novelty in the sense

of paragraphs 6(i) and 6(ii)

A
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Kind of published patent document Ass0-
Desization inl - - ciated
. ignation in language numer-
. Tssuing of issuing country Translation into o Letter ica[r
‘ dountry (and, if required, English Identification code oode
transliteration in {when needed) of document {when
Latin characters) . defined)
(Japaﬁ ® H % F K % |Published examined | Utility model application. '
<ontd) | Jitsuyo shinankohay |Vtility model published after examination
‘ application as to novelty in the sense of
‘ paragraphs 6({i} and 6(il}
- 1st publication. U K&kai Y|1
jitsuyé shinan kéhd not
published.
“T" headed the numerical
number of Jitsuyd shinan
koho published from 1922
to 1926.
- 2nd publication, Normal- Y| 2
1y following a U Kokai
Hitsuyd shinan kohd.
BERAFR Registered utility Registered utility model
TParoky iitsuyd shinan model specification | published in the sense of
¢ Fae s ) paragraphs 6(f) and 6(ii)
- 1at publication Jitsuyd Z11
shinan kohd not published
- 2nd publication, Normal- zZi 2
Iy following 2 Y 1 Jitsuyd |
shinan koho.
TR S SR AP R 0 | Corrected registered | Corrected registered utility I
" . utility model specifi- { model published in the sense
{Tdroku jitsuyd shinan - . s
shinpan seikyd kokoku) | 2Hon of paragraphs 6(3) and 6(i).
Luxembourg | Brevet d’invention Patent of invention |Patent published in the sense | A
of paragraph 6(ii)
Certificat d’addition & Certificate of Certificate of addition to a A
un brevet d'invention additiontoapatent |patent published in the sense
of invention of paragraph 6(ii)
Monaco Brevet d'invention Patent of invention {Patent published in the sense | A
C : of paragraph 6(ii)
Nethertands | Terinzageleaping Patent application |Patent application published | A
’ laid open in the sense of para-
raphs 6(i) and i)
Openbaarmaking Published patent  |Patent application published | B
application after examination in the sense
of paragraphs 6(i) and 6(if)
Octrooi Patent Patent published in the sense | C
; of paragraph 6(ii)
Norway ‘Alment tilgiengelige ~ {Patent application |Patent application published | A
patentsdknader (not accessible to the i the sense of paragraph 6(i)
marked on the document) |public
Utlegningsskrift - Document faid Patent application published | B
open after examination as to
novelty in the sense of para-
graph 6(i)
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Kind of published patent document Asso-
ciated
. Designation in language [URIeT-
Issuing of issuing country Translation into o Letter; .
country ; : : Identification . code
(and, if required, English of document code
transliteration in {when needed) {when
Latin characters} defined)
Norway Patent Patent Patent published in the sense | C
{cont’d) of paragraph 6(ii)
Pakistan Patent specification Patent published in the sense | A
of paragraph 6{ii}
Poland Patent application published | A
in the sense of paragraph 6(i)
Opis patentowy Description of Patent published in the sense | B
Patentu tymczasowego | patent of paragraph 6(ii)
Romania Descrierea inventiei Description of the |Patent published in the sense | A
invention of paragraph 6(ii)
Soviet Union OOBCAHUE Description of the |Patent published in the sense | A
gsgﬁggﬁﬁfg“ﬁ invention for a of paragraph 6(ii)
{Opisanie izobreteniya | patent
k patentu)} )
QIUCAHUE Description of the | Inventor’s certificate A
e invention foran | published in the sense of
CBUAETEJABCTBY author’s certificate | paragraph 6(if)
{Opisanie izobreteniya k
avtorskomu svidetelstvu)
Spain Patente de invencidon Patent of Patent published in the sense | A
invention of paragraph 6(i)
Patente de introduccién | Patent of Patent of importation A
introduction published in the sense of
paragraph 6(i)
Certificado de adicién Certificate of Certificate of addition A
addition published in the sense of
paragraph 6(i)
Solicitud de Modelo de [ Application fora | Utility Model Application U
Utilidad utility model publisheu in the sense of
paragraph 6(i)
Modeio de Utilidad Utility Model Utility Model published in Y
’ the sense of paragraph 6(i)
Sweden Allmint tillginglig Patent application |Patent Application published | A
patentansikan accessible to the  lin the sense of paragraph 6()
public
Utldggningsskrift Document laid Patent Application published { B

open

after examination as o
novelty in the sense of para-
graphs 6(i) and 6(i1)
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Kind of published patent document Asso-
ciated
. Designation in language numer-
Issuing of issuing country Translation into . Lettery ™ |
country (and, if required English Identification code d
P AR R of document code
transliteration in (when needed) - (when
Latin characters) defined)
Sweden Patentskrift Patent document | Patent published in the sense | C
(cont’d) of paragraph 6(ii)
Switzerland Auslegeschrift/Mémoire | Document laid Patent Application published | A 4
Exposé/Esposto open after examination as to
Memoriale novelty in the sense of para-
: graphs 6(i) and 6{ii), and
pertaining to the technical
fields for which examination
as to novelty is made,
issued since 1959
Patentschrift/Exposé Patent Patent published in the sense | A 5
d’invention/Esposto specification of parapraph 6(ii) and per-
d’invenzione ‘ taining to the technical
fields for which no examina-
tion as to novelty is made,
issued since 1959
Patentschrift/Exposé Patent Patent published in the sense | B 5
d'invention/Esposto specification of paragraph 6(ii) and per-
d"inventione taining to technical fields
for which exarination as to
novelty is made, issued since
1959
Patentschrift/Exposé Patent Patent published in the sense | A
d’invention/Esposto d’in- | specification of paragraph 6(ii), issued
venzione (Main patent) from 1888 to 1959
(Hauptpatent/Brevet
principal/Brevetto prin-
cipale)
Patentschrift/Exposé Patent Patent of addition published | A
d’invention/Esposto d'in- | specification in the sense of para-
venzione {Zusatzpatent/ |{Additional graph 6(ii}, issued from 1907
Brevet additionnel/Bre-  |patent) to 1959
vetto addizionale)
Patentschrift/Exposé Patent Patent of addition published | E
d’invention/Esposto d'in- | specification in the sense of paragraph
venzione (Zusatzpatent/ |(Additional 6(ii) in secondary series from
Brevet additionnel/Bre- | patent) 1888 to 1907
vetto addizionale)
United Patent Specification Examined Patent Application | A
Kingdom published in the sense of

paragraph 6(ii). Grant of let-
ters Patent usually occurs
3 months after publication.
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Issuing
country

Kind of published patent document

Designation in langnage
of issuing country
(and, if required,
transliteration in
Latin characters)

Translation into
English
(when needed)

Identification
of document

Asso-
ciated

e '
Letter TUmer

ical
code
code

{when
defined)

United
Kingdom
(cont’d)

Amended Patent
Specification

Amended Specification of a
Granted Patent published in
the sense of paragraph 6(ii)

United
States of
America

Patent
Plant Patent
Design Patent.

Reissue Patent

Defensive Publication

Defensive Publication

Defensive Publication

of paragraph 6(ii)

graph 6(ii)

of paragraph 6(i)

Gazette

tions.

Patent published in the sense

Patent reissued and republ-
lished in the sense of para-

m wamee

Patent application published H
without examination or asser-
tion as to novelty, in the sense

Patent document published H
in the sehse of paragraph 5:
Entry of an abstract of the
application in the Official

Patent document published H
in the sense of paragraph 6(ii):
Abstract of an applcation
published in a discreet docu-
ment form distinctively num-
bered in a numerical series
unique to Defensive Publica-

Yugoslavia

‘Accepted Patent Application

Patentni spis

Patent
specification

published in the sense of
paragraph 6(i)

Patent published in the sense
of paragraph 6(ii)

A
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1872 International-Type Search
PCT RuLe 41
The I'nternational-Type Search

41.1 Obligation to Use Results; Refund of Fee

If reference has been made in the request, in the
form provided for in Rule 4.11, to an international-
type search carried out under the conditions set out in
Article 15(5), the International Searching Authority
shall, to the extent possible, use the results of the said
search In establishing the internatiopal search report
on the international appleation. The International
Searching Authority shall refund the search fee, to the
extent and under the conditions provided for in the
agreement under Artiele 16(3) (b), if the international
search report could wholly or partly, be baged on the
results of the international-type search.

3% OFR 1.21 Patent and miscellancous fees and charges.
A # ¥* * *

{w) For preparing an international-type search re-
port of an international-type search made at the time
of the first action on the merils in a national patent
application - - $25.00

Nore: The Patent and Trademark Office does not re-
guire that a formal report be prepared of an Interna-
tional-{type search in order to obiain a search fee re-
fund in a later filed international application, For fees
relating to processing of international applications, see
§ 1445,

37 CFR 1104 Nuoture of examination; eaxaminer's
action.
[ * " * ' #

{c) An international-type seareh will be made in ali
national applications filed on and after June 1, 1978.

(d) Any national application may also have an in-
ternational-type search report prepared thereon at the
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time of the national examination on the merits, upon
speeific written veguest therefor and payment of the
international-type search report fee. See § 1.21(w) for
amount of fee for preparation of international-type
search report.

Nore: The Patent and Trademark Office does not
require that a formal report of an international-type
gearch be prepared in order to obtain n search fee re-
fund in a later filed international application.

PCT Rule 41 provides that the applicant may
request in a later filed international application
that the report of the results of the interna-
tional-type search, ie., a search similar to an
international search, but carried out on a ne-
tional application (37 CFR 1,104(c) and (d)),
be used in establishing an international search
report on such international application. A par-
tial refund of the search fee in the international
application may be possible to the extent that
the international search report could wholly or
partially be based upon the results of the inter-
national-type search (37 CFR 1,446). An inter-
national-type search is conducted on all U.S.
national applications filed after June 1, 1978.
Upon specific request at the time of the exami-
nation of g U.8. national application and pro-
vided that the payment of a $25.00 interna-
tional-type search report fee has been made (37
CFR 1.21(w)) an infernational-type search re-
port form (PCT/ISA/201) will also be pre-
pared,

Whether or not an international-type search

report form is prepared, the amount of the re- -

fund of the search fee of an international ap-
plication depends upon the extent fo which the
results of that earlier U.S. search can be used.

’/_‘V\ﬂ
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1875 International Bureau Proeedures

POT ArrticLt 19

Amendment of the Cluims Before the
International Buregy

(1) The applicant shall, after having received the
international search report, be entitled to one oppor-
tunity to amend the claims of the international apph-
cation by filing amendments with the International
Bureau within the prescribed time lmit, He may, at
the same time, file a brief statement, a8 provided in the
Regulations, explaining the amendments and indicating
any impact that such amendments might have on the
description and the drawings.

{2) The amendments shall not go peyond the dis-
closure in the international appiication as filed.

{8) If the national law of any designated State per-
mits amendments to go beyond the said disclosure,
failure to comply with paragraph {(2) shall have no
consequence in that State.

PCT Rurg 24
Receipt of the Record Copy by the International Bureaw

24.1 Recording of Dale of Receipt of the Record Copy

The Ynternational Bureau shall, upon receipt of the
record copy, mark on the reguest sheet the date of re-
ceipt and on all sheets of the international application
the stamp of the International Bureau.

2.2 Notificetion of Receipt of the Record Copy

{a) Subjeet to the provisions of paragraph (b}, the
International Bureau shall promptly notify fhe appli-
eant, the receiving Office, the International Searching
Authority, and all designated Offices, of the fact and the
date of receipt of the record copy. The notification ghall
identify the international application by its number,
the international filing date, the name of the applicant,
and the name of the receiving Office, and shall indicate
the filing date of any earlier application whose priorify
is claimed. The notification sent to the applicaut ghall
also contain fhe list of the designated Offices which
have been notified under this paragraph, and ghall, in
respect of each desighated Office, indicate any applea-
ble time Hmit under Article 22(8),

(b) If the record copy is received after the expiration
of the time limit fixed in Rule 22.3, the International
Bureau shall promptly notify the applicant, the receiv-
ing Office, and the International Searching Authority,
accordingly, :

PCT Ruie 46

Amendment of Cledms Before the International Bureau

46.1 Time Limit

The time limit referred fo in Article 19 shall be 2
months from the date of transmiital of the interna-
tional search report to the International Bureau and
to the applicant by the International Searching Au-
thority or, when such transmiffal takes place before
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the expiration of 14 months from the priority date, 8
months from the date of guch transmittal.

48.2 Deting of Amendments _

The date of receipt of any amendment shall be re-
corded by the International Bureau and shall be indi-
eated by it in any publieation or copy issued by it.

46.83 Lenguage of dmendments

If the international application hag been filed in a
Janguage other than the laznguage in which it is pub-
lished by the International Bureau, any amendment
made under Article 19 shall be both in the language
in which the international application has been filed
and in that in which it is published.

46,4 Rtatement

(2) The statement referred to in Article 19(1) shall
be in the language in which the international applica-
tion is published and shall not exceed 500 words if in
the English language or if fransiated into that language,

{b) The statement shall contain no comments on
the international search report or the relevance of the
citations contained in that report. The statement may
refer ko a citation contained in the international search
report only in order to indicate that a specific amend-
ment of the claims is intended te avoid the document
cited.

46.5 Form of Amendments

{a) The applicant shall be required fo submit a re-
placement sheet for every sheet of the claims which,
on aceount of an amendment or amendments under
Article 19, differs from the sheet originally filed. The
letter accompanying the replacement sheet sghall draw
attention to the differences between the replaced
sheets and the replacement sheets. To the extent that
any amendment results in the cancellation of an entire
sheet, that amendment shall be communicated in #
letter.

(b} The International Bureau shall mark on each
replacement sheet the international application num-
ber, the date on which it was received, and the stamp
identifying the International Bureau. Tt shall keep in
its files any replaced sheel, the letter accompanying the
replacement sheet or sheets, and any letter referved to
in the last gentence of paragraph (a).

(¢) The Imternational Bureau shall insert any re-
placement sheet in the record copy and, in the case
reforred fo in the last sentence of paragraph (&), shall
indicate the cancellations in the record copy.

37 QFR 1.415 The Imternationsl Bureew. (a) The In-
ternational Bureau is the 'World Intellectual Property
Organization located at Geneva, Switzerland, It is the
international intergovernmental organization which
aets ag the coordinating body tnder the Treaty and the
Regulations (POT Art. 2(xix) and 35 U.8.C. 351(h)).

{b) The major functions of the International Burean
include:

(1) Publishing of international applications and the
International Gazette;
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(2) Transmitting copies of international applications
to Designated Offices ;

(8) Storing and maintaining record copies; and,

(4) Trensmitting information to authorities per-
tinent to the processing of specific Infernational
applications.

1877 Iuternational Publication
' POT Awrices 21

Internotional Publicaiion

{1) The International Bureau shall publish interna-
tional applications.

(2)(a) Bubject to the exceptions provided for in sub-
paragraph (b} and’in Article 64(3), the international
publication of the international application shall be
effected promptly after the expirvation of 18 months
from the priority date of that application.

(b) The applicant may ask the International Bureau
to publish his international application any time before
the expiration of the {ime limit referred to in subpara-
graph (a), The International Bureau skall proceed ac-
cordingly, as provided in the Regulations.

{3) The international search report or the declara-
tion referred to in Article 17(2) (a) shall be published
a8 presceribed in the Regulations.

(4) The language and form of the international
publication and other details are governed by the
Regulations, _

(8) "There shall be no internatiomal publication if
the international application is withdrawn or is con-
sidered withdrawn before the technical preparations
for publication have been completed.

{6) If the international application contains expres-
sions or drawings which, in the opinion of the Inter-
national Bureau, are contrary to morality or public
order, or if, in its opinicn, the international applica-
tion contains disparaging statements as defined in the
Regulations, it may omit such expressions, drawings,
and statements, from its publications, indicating the
place and number of words or drawings omitted, and
furnishing, upon request, individual ecopies of the
pagsages omitted,

POT AmTioLn 20
Hifects of the Internotional Publication

(1) As far as the protection of any rights of the ap-
plicant in a designated State is concerned, the effects,
in that State, of the international publication of an
international application shall, subject to the provi-
sions of paragraphs (2) to (4), be the same as those
which the national law of the designated State pro-
vides for the compulsory national publication of un-
examined national applications as such.

- {2) If the language in which the international publi-
cation has been effected is different from the language
in which publications under the national law are ef-
fected in the designated State, the said national law

MANUAL OF PATENT EXAMINING PROCEDURE

may provide that the effects provided for in paragraph
(1) shall be applicable only from such time as:
{1) a transiation into the latter language has been
published as provided by the national law, or
(i) a translation into the latter language has been
made available {o the public, by laying open for
public ingpection as provided by the national law, or
(iii) a translation into the latter lnguage has
been transmitted by the applicant to the aectual or
prospective unauthorized user of the inveniion
claimed in the internatiomal applieation, or
(iv} both the acts deseribed in (i) apd (iif), or
both the acts deseribed in (ii) and (iii), have taken
place.

(3) The national law of any designated State may
provide that, where the international publication has
been effected, on the request of the applicant, before
the expiration of 18 months from the priority date, the
effects provided for in paragraph (1) shall be applica-
ble only from the expiration of 18 months from the
priority date.

(4) The national law of any designated State may
provide that the effects provided for in paragraph (1)
shall be applicable only from the date on which a copy
of the international application as published under
Article 21 has heen received in the national Office of
or acting for such State. The said Office shall publish
the date of receipt in its gazette as soon as possible.

PCT Bore 48

Imternational Publication
48.1 Form

{a) The international application shall be published
in the form of a pamphlet,

{b) The particulars regarding the form of the pam-
phlet and the method of reproduction shall be governed
by the Administrative Instructions.

8.2 Contenis

(2) The pamphlet shall contain:

(i} a standardized front page,

(ii) the description,

(iii) the claims,

{iv} the drawings, if any,

{v) subject to paragraph (g), the international
search report or the declaration under Article 17(2)
(a); the publication of the international search re-
port in the pamphlet shall, however, not be required
to include the part of the international search report

which containg only matter referred to in Rule 43-

already appearing on the front page of the pamphlet,
(vi) any statement fited under Article 19(1), un-
less the International Bureau finds that the gtate-
ment does not comply with {he provisions of
[Rule 46.4. :
(b) Subject to paragraph (c), the front page shall
include:
(1) data faken from the request sheet and such
other data as are prescribed by the Administrative
Instructions,
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(ii) a figure or figures where the international
application eontaing drawings,

(iii) the abstract; if the abstract is both in
Englisk and in another lahguage, the Bnglish text
shall appear first.

{e) Where a declaration under Article 17 {(2)(a) has
issued, the front page shall conspicuously refer to that
faet and need inciude neither a drawing nor an
abstract.

(d) The figure or figures referred fo in paragraph
(b} {11} shall be selected as provided in Rule 8.2. Re-
production of such figure or figures on the front page
may be in a reduced form.

{e) If there is not enough room on the front page
for the totality of the abstract referred to in paragraph
(b) (iil), the said abstract shall appear on the back of
the front page. The same shall apply to the translation
of the abstract when such transiation is required to be
published under Rule 483 (e}.

(£} If the claims have been amended under Article
19, the publication shall contain either the full text of
the claims both as filed and as amended or the full
text of the elaims as filed and specify the smendments.
Any statement referred to in Article 1%{1) shall be
included as well, unless the International Bureau finds
that the statement does not comply with the provisions
of Rule 46.4. The date of receipt of the amended
clgims by the International Bureau shall be indicated.

(g) If, at the time when publieation is due, the in-
ternational search report is not yet available (for ex-
ample, because of publication on the request of the
applieant as provided in Artieles 21(2) (b) and 64(3)
(e) (1)), the pamphlet shall contain, in place of the
international search report, an indication to the effect
that that report was not available and that either the
pamphlet (then alse including the international gsearch
report) will be republished or the international gearch
report {when it becomes available) will be separately
pubiished.

(k) If, at the time when publication is due, the time
Limit for amending the claims under Artiele 19 has
not expired, the pamphlet shall refer to that fact aned
indicate that, should the claims be amended under
Article 19, then, promptly after such smendments,
either ithe pamphlet {containing the claims as
amended) will be republished or a statement reflecting
all the amendments will be published. In the latter
case, at least the front page and the claims shall be
republished and, if a statement under Article 19(1)
has been filed, that statement shall be published as
well, unless the Internationazl Bureau finds that the
statement does not eomply with the provisions of Rule
48.4.

(i) 'The Administrative Instructions shall determine
the cases in which the various alternatives referred to
in paragraphs (g) and (h) shall apply. Suck determi-
nation shall depend on the volume and complexity of
the amendments and/or the volume of the interna-
tional applications and the cost factors.
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8.8 Language

{a) If the international applieation is filed in Eng-
1ish, French, German, Japanese, or Russian, that ap-
plication shall be published in the language in which
it was filed. :

(b) If the international application s filed in a
language other than English, French, German, Japa-
nese, or Russian, that application shall be pablished
in English translation. The translation shall be pre-
pared under the responsibility of the International
Searching Autority, which shall be cobliged to have it
ready in time to permit the e;ommunication under
Article 20 by the prescribed date, or, if the interna-
tional publication is due at an earlier date than the
said communieation, to permit international publica-
tion by the prescribed date. Notwithstanding Rule
16.1(a), the International Searching Authority may
charge a fee for the transiation to the applicant. The
International Searching Anthority shall give the appli-
cant an opportunity to comment on the draft transla-
tion. The International Searching Authority shall ix a
time limit reasonable under the circumstances of the
case for such commenis., If there is no time fo take
the comments of the applicant into account before the
translation is communicated or if there is & difference
of opinion between the applicant and the sald Author-
ity as to the correct translation, the applicant may
send a copy of his comments, or what remains of them,
to the International Bureau aud each designated Office
to which the translation was communicated, The
Tnternational Bureau shall publish the essence of the
comments together with the translation of the Interna-
tional Searching Authority or subsequently to the pub-
lication of such translation. :

(¢) If the international application is published in
a language other than English, the international search
report to the extent that it is published under Rule
482(a) (v), or the declaration referred to in Article
17(2) (a), and the abstract shall be published both in
that language and in English. The translations shall be
prepared under the responsibility of the International
Bureau.

48.4 Earlier Publicetion on the Applicont’s Reguest

(a) Where the applcant asks for publication under
Articltes 21(2) (b) and 64(3) (c) {i) and the interna-
tionzl search report, or the declaration referred to in
Article 17{2) (a), is not yet available for publieation
together with the international application, the Inter-
natioinal Bureau ghall collect a special publication fee
whose amount shall be fixed in the Administrative
Tnstructions.

(b) Publication under Articles 21(2) (b) and 64(3)
(e) (i) shall be effected by the International Bureau
promptly after the ‘applicant has asked for it and,
where a special fee is due under paragraph (a), after
receipt of such fee,



1877

48.8 Notification of Notional Publication

Where the publication of the internationsal applica-
tion by the Internafional Bureau iy governed by Article
64(3) (e) (il), the national Office concerned shall,
promptly after effecting the national publication re-
ferred to in the said provision, notify the International
Bureau of the fact of such national publication.

48.6 Announcing of Certoin Faots

(a) If any notification under Rule 20.1(a) (ii)
reaches the International Bureau at a time later than
that at which it was able to prevent the international
publication of the international application, the Infer-
national Bureau shall promptly publish a notice in
the Gazette reproducing the essence of such notifeation.

(b) The essence of any notification under Rules
202 or 51.4 shall be published in the Gazette and, if
the notifiecation reaches the Iuternational Bureau be-
fore preparationg for the publication of the pamphlet
have been completed, also in the pamphlet.

{c) If the international application is withdrawn
after itg international publieation, this fact shall be
published in the Gazette.

PCTY Roww 86

The Gazelle
86.1 Contenis
The Gazette referred to in Article 55(4) shall con-
tain:

(i} for each published international applieation,
data specified by the Admircistrative Instructions
taken from the front page of the pamphlet published
under Rule 48, the drawing (if any) appearing on
the said front page, and the abstract,

(ii) the schedule of all fees payable to the receiv-
ing Offices, the International Bureau, and the Infer-
national Searching and Preliminary Bxamining Au-
thorities,

(iii) notices the publication of which is required
under the Treaty or these Regulations,

(iv) information, if and to the extent furnished to
the International Burean by the designated or
elected Offices, on the guestion whether the require-
menty provided for in Articles 22 or 89 have been
complied with in respect of the infernational appiiea-
tiong designating or electing the Qffice concerned,

(v) any other useful information preseribed by
the Administrative Instructions, provided access to
such information is not prohibited under the Treaty
or these Regulations.

86.2 Languoages

(a} The Gazette shall be published in an English-
language edition and a French-language edition. Yt
shail also be pubiished in editions in any other lan-
guage, provided the cost of publication is assured
through sales or subventions.
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(b) The Assembly may order the publication of the
Gazette in languages other than those referred to in
paragraph (a).

86.3 Frequency

(a)} Subject to paragraph (b), the Gazette shall be
published once a week.

(b} For a transitional period afier the entry into
force of the Treaty terminating upon a date fixed by the
Assembly, the Gazette may be published at such times
as the Director General considers appropriate having
regard to the number of international applications
and the amount of other material required to be
published.

86.4 Rale

{a) Subject to paragraph (b), the subseription and
other sale prices of the Gazette shall be fixed in the
Administrative Ingtructions.

(b) For a transitional period afier the entry into
force of the Treaty terminating upon a date fixed by
the Assembly, the Gazetie may be disiributed on such
termsg as the Director General considers approprfaite
having regard to the number of international applica-
tions and the amount of other material published
therein.

86.5 Title
The title of the Gazette shall be “Gazette of Inter-

national Patent Applications,” and “Gazette des De-
mandes internationales de brevets,” respectively.

86.6 Further Delails

Further details concerning the Gazette may be pro-
vided for in the Administrative Instruetions.

PCT ADMINISTRATIVE INSTRUCTIONS SEorIoN 404
Internationel Publication Number

The International Bureau shall assign to each pub-
lished international application an international pub-
lication nymber which ghall be different from the inter-
national application number. The international publi-
cation number shall be used on the pamphlet and in
the Gazette entry. It shall consist of the two-leiter
code “WO” followed by a two-digit designation of the
last fwo numbery of the year of publication, a slant,
and 2 serial number consisting of five digits (e.g.
“WOT8/12848") .

35 U.8.C. 874 Publication of international epplice-
tion: Hffect. The publication under the treaty of an
jnternational application shall confer no rights and
shall have no effect under this fitle other than that
of a printed publication.

87 CFR 1.818 Notificotion of nationol publicetion of
a patent based on an internaiionael application. The
Office will notify the International Bureau when a
patent is issued on an application filed under 35 U.8.C.
371, and there has been no previous infernational
publication.
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1885 Receipt of the Internmational
Application by the Designated
Offices [R~1]

PCT Articre 20

Communication to Designated Offices

{1)(a) The international application, together with
the international search report (including any indica-
tion referred to in Article 17(2} (b))} or the declaration
referred to in Article 17(2) {a), shall be communicated
to each designated Office, as provided in the Regula-
tions, unless the designated Office waives such require-
ment in its entirety or in part.

{b) The communieation shall include the translation
{as prescribed) of the said report or declaration.

«(2) If the claims have been amended by virtue of
Article 19(1), the communieation shall either contain
the full text of the claims both a8 filed and as amended
or shall contain the full text of the claims as filed and
specify the amendments, and shall include the state-
ment, if any, referred to in Article 18(1).

{8) At the reguest of the designated Office or the ap-
plicant, the Internationsl Searching Authority shall
send to the said Office or the applieant, respectively,
copies of the documents ecited in the international
search report, ag provided in the Regulations.

PCT Ruwe 47
Communicetion to Designated Ofiices

7.1 Procedure

(a) The communication provided for in Article 2t
shall be effected by the International Bureau.

{b) Such communication shall be effected promptly
after the international publication of the international
application and, in any event, by the end of the 19th
month after the priority date. Where the time Hmit
under Rule 46,1 has not expired when the communica-
tion is effected and the International Bureau has
neither received amendments from the applicant nor a
declaration that the applicant does not wish to make
amendments before the International Bureau, the Inter-
national Bureau shall, at the time of the communica-
tion, notify the applicant and the designated Offices
accordingly ; it shall, immediately after receipt, com-
municate any amendment received subsequently to the
designated Offices and notify the applicant accordingiy.
Where, under Article 17(2)(a), the International
Searching Authority has made a declaration that no
international search report will be established, the
communication shall be effected, unless the inferng-
tioral application is withdrawn, within 1 month from
the date on which the International Bureau has been
notified of the said declaration by the International
Bearching Authority ; such communication shall be ac-
companied by an indication of the date of the notifica-
tion sent to the applicant under Article I7(2) (a).
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(c¢) The International Bureau shall send a notice to
the applicant indicating the designated Offices to which
the communieation has been effected and the date of
such communication, Such notice shall be sent on the
same day as the communication,

{d) Each designated Office shall, when it so requires,
receive the international search reports and the decla-
rations referred to in Article 17(2)(a) also in the
translation referred to in Rule 45.1.

{e) Where any designated Office has waived the re-
guirement provided under Article 20, the copies of the
documents which otherwise would have been sent to
that Office shall, at the request of that Office or the
applicant, be sent to the applicant at the time of the
nofice referred to in paragraph (¢).

412 Coples

(a) The copies required for communication ghall be
prepared by the International Bureaun.
{b) They shall be in sheets of A4 size.

41.3 Lenguages

The international application communnicated under
Article 20 shall be in the language in which it is pub-
lished provided that if that language is different from
the language In which it was filed it shall, on the re-
quest of the designated Office, be communicated in
either or both of these languages.

37 CFR 1414 The United States Designated Office.
{a) The United States Patent and Trademark Office
will act as a Designated Office for international appli-
cations in which the United States of America has been
designated as a State in which patent protection is
desired.

(b) The Patent and Trademark Office, when acting
as a Designated Office during international processing
will be identified by the full title “United States Desig-
nated Office” or by the abbreviation “DO/US.”

(¢} The major functions of the United States Desig-
nated Office in respect to international applications in
which the United States of America has been desig-
nated, include:

(1) Receiving various notifications throughout the
internationsal stage;

(2) Accepting for regular national patentability ex-
amination international applications which satisfy the
requirements of 35 U.8.C. 371 ; and

{3) Conducting reviews nnder PCT Article 2§ for
those international applications declared withdrawn.

The International Bureau communicates a
copy of the international application to each
designated Office, except the United States Pat-
ent and Trademark Office where that Office 1s
not only a designated Office but was also the
Receiving Office and International Searching
Aauthority (35 U.S.C. 871(a)}. The copy is pre-
pared by the International Bureaun and it is ac-
companied by a copy of any amendments to the

Rev, 1, Jan, 1980
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claims, and a copy of the international search
report or the declaration by the International
Searching Authority to the effect that no inter-
national search report will be established (PCT
Artiele 20(1){a) and (2) and PCT Rules
47.1(a2) and 47.2). The International Bureau
also sends a notice to the applicant (from
PCT/1B/308) informing him of these Offices to
which it has sent the copies and the date on
which it was sent (PCT Rule 47.1(¢)).

The International Bureau effects the said
communication of the international application
to the designated Offices promptly after publi-
cation.

The applicant may, if he so desires, transmit,
or ask the International Bureau to transmit, at
any time, a copy of his international applica-
tion to any designated Office,

Further details may be found in PCT Article
13 and PCT Rule 31. It is to be noted that any
transmittal of this kind does not, in the absence
of an express request from the applicant, en-
title the designated Office to start processing the
international application in that Office. At the
express request of the applicant, however, any
designated Office may start processing or ex-
amining the international application earlier
(PCT Article 23(2)).

1887 Entry into the Naticonal (or Re-

gional) Phase Before the Desig-
nated Offices

PCT Axrrrcie 22

Copy, Tronslation, and Fee, to Designated Offices

(1) The applicant shall farnish & copy of the inter-
national application (unless the communication pro-
vided for in Article 20 has already taken place) and a
translation thereof (as preseribed}, and pay the na-
tional fee (if any), to each designated Office not later
than at the expiration of 20 months from the priority
date. Where the national law of the designated State
requires the indication of the name of and other pre-
scribed data concerning the inventor but allows that
these indications be furnished at a time later than that
of the filing of & national application, the applicant
shall, unless they were contained in the request, fur-
nish the said indications to the national Office of or
acting for that State not later than at the expiration
of 20 months from the priority date.

(2) Notwithstanding the provisions of paragraph
(1), where the International Searching Authority
makes a declaration, under Article 17(2) (a), that no
international search report will be established, the time
limi¢ for performing the acts referred to in paragraph

Rev. 1, Jan. 1980

{1) of this Article shall be two months from the date
of the notification sent to the applicant of the said
declaration,

(8) Any national law may, for performing the acts
referred to in paragraphs (1) or (2}, fix time Hmits
which expire later than the time limit provided for in
those paragraphs.

POT Anricoy 23
Delaying of National Procedure

(1) No designated Office shall process or examine the
international application prior to the expiration of the
applicable time limit Under Article 22,

{2) Notwithstanding the provisions of paragraph
(1), any designated Office may, on the expréss request
of the applicant, process or examine the international
application at any time.

POT Agmiorns 24
Pogsible Loss of Effect in Designeted Stotes

(1) Suabject, in case (ii) below, to the provisions of
Article 25, the effect of the ifiternational application
provided for in Article 11¢3) shall cease in any desig-
nated State with the same consequences as the with-
drawal of any national application in that State:

(i) if the applicant withdraws his international
application or the designation of that State;

(i) if the international application is considered
withdrawn by virtue of Articles 12(8), 14(1) (b},
14(8) (a), or 14(4), or if the designation of that
State is considered withdrawn by virtue of Article
14(3) (b} ;

{iii) if the applicant fails to perform the acts re-
ferred to in Article 22 within the applicable time
limit,

(2) Notwithstanding the provisions of paragraph
(1), any designated Office may maintain the effect
provided for in Article 11(3) even where such éffect
is not required to be maintained by virtue of Article
25(2).

POT Anirore 26
Opportunity to Correct Before Designated Offices

No desigbated Office shall reject an international ap-
plicetion on the grounds of non-complianee with the
requirements of this Treaty and the Regulations with-
out first giving the applicant the opporiunity to correct
the said application to the extent and according to the
procedure provided by the national law for the same
or comparable situations in respect of national applica-
tions,

PCT Awrrcre 27
National Requiremonts

(1} No National law shall require compliance with
requirements relating to the form or contents of the

g Y
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infernational application different from or additional (i} when the applicant is a legal entity, of the
to those which are provided for in this Treaty and the name of an officer entitled to represent such legal
Regulations. entity,

(ii) of documents not part of the imternational

(2) The provisions of paragraph (1; neither affect application but which constitute proof of allegations

the application Of‘ the provisions of A}‘t.icie 7(2) nor or statements made in that application, including the
preclude any national law from requiring, once the confirmation of the international application by the
processing of the international application has started signature of the applicant when that applieation, ag
in the designated Office, the furnishing: filed, was signed by his representative or agent.
409.1 Rev. 1, Jan. 1980
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(3) Where the applicant, for the purposes of any
designated State, is not gualified according to the na-
tional Iaw of that State to file a pational application
because he is not the inventor, the international appli-
cation may be rejected by the designated Office.

{4) Where the national law provides, in respect of
the form or contents of national applications, for re-
quirements Wwhich, from the viewpoint of applicants,
are more favorable than the requirements provided for
by this Treaty and the Regulations in respect of in-
ternational applications, the national Office, the courts
and any other competent organs of or acting for the
designated State may apply the former requirements,
instead of the latter reguirements, to international ap-
plications, excopt where the applicant insists that the
requirements provided for by this Treaty and the Reg-
ulations be applied to his international application.

{5) Nothing in thig Treaty and the Regulations is
intended to be construed ag prescribing anything that
would lmit the freedom of each Contracting State to
preseribe such substantive conditions of patentability
a8 it desives. In particular, any provision in this Treaty
and the Regulations concerning the definition of prior
art is exclusively for the purposes of the international
procedure and, consequently, any Contracting State is
free to apply, when determining the patentability of
an ‘invention claimed in an international application,
the criteria of its national law in respect of prior art
and other eonditions of patentability not constituiing
requirements as to the form and contents of
applications,

{6) The national law may reguire that the applicant
furnish evidence in respect of any substantive congi-
tion of patentability prescribed by such law.

(7Y Any receiving Office or, once the processing of
the international application has started in the desig-
nated Office, that Office may apply the national law as
far as it relates to any reguivement that the applicant
be represented by an agent having the right to rep-
resent applicants before the said Office and/or that the
applicant have an address in the designated State for
the purpose of receiving notifications.

(8} Nothing in this Treaty and the Regulations is in-
tended to be construed as limiting the freedom of any
Contracting State to apply measures deemed necessary
for the preservation of its national security or teo limit,
for the protection of the general economic interests of
that State, the right of its own residents or natiomals
to file international applications.

PCT ArTici: 28

Amendment of the Claims, the Description, and the
Drawings, Before Designated Offices

(1) 'The applicant shall be given the opportunity to
amend the claims, the deseription, and the drawings,
before each designated Office within the prescribed
time limit. No designated Office shall grant a patent,
or refuse the grant of a patent, before such time limit
has expired except with the express consent of the
applicant.
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(2) The amendments shall not go beyond the dis-
clegure in the international application as filed unless
the national law of the designated State permits them
to go beyond the said disclosure.

{3) The amendments shall be in accordance with the
national law of the designated State in all respects not
provided for in this Treaty and the Regulations.

{4) Where the designated Office requires a transla-
tion of the infernational application, the amendments
shall he in the language of the translation.

PCT Ruix 49

Languages of Tronslations and dmounts of Fees Unaer
Article 22¢1) and (2)

445.1 Notificotion

(a) Any Contracting State requiring the furnishing
of a translation or the payment of a national fee, or
both, under Artice 22, shall notify the International
Bureaun of :

(i) the languages from which and the language
into which it requires transiation,
(ii) the amount of the national fee.

(b) Any notification received by ihe International
Bureaun under paragraph (a) shall be promptly pub-
lished by the International Bureau in the Gazette.

{e) If the requirements under paragraph (a) change
later, such changes shall be notified by the Contracting
State to the International Bureau and that Bureau
shall promptly publish the notifieation in the Gazette.
If the change means that transiation is required into a
language which, before the change, was not required,
such change shall be effective only with respect to in-
ternational applications filed later than 2 months after
the publication of the notification in the Gazefte.
Otherwise, the effective date of any change shall be
determined by the Contracting State.

49.2 Languages

The language into which translation may be reguired
must be an official langnage of the designated Office.
If there are several of such languages, no translation
may be required if the international application is in
one of them. If there are several official languages and
a translation must be furnished, the applicant may
choose any of those languages. Notwithstanding the
foregoing provisions of this paragraph, if there are
several official languages but the national law pre-
seribes the use of one such language for foreigners, a
translation into that language may be required.

#9.8 Statements under Article 19
Tor the purposes of Article 22 and the present Raule,
any statement made under Article 19(1) shall be con-
sidered part of the internaticnal application.
PCT Rure 50
Taculty Under Article 22(38)
50.1 Baercise of Foculty

(2} Any Contracting State allowing a time limit
expiring later than the time limits provided for in
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Article 22(1) or (2) shall notify the International
Bureau of the time Hmits so fixed.

(b) Any notification received by the International
Bureau under paragraph (a) shall be prompily pub-
lished by the International Bureau in the Gazette.

{¢) Notifications concerning the shortening of the
previously fixed time limit shall be effective in relation
to international applications filed after the expiration
of 3 months computed from the date o which the
notification wag published by the International Bureau.

(¢) Notifications concerning the lengthening of the
previously fixed time limit shall become effective upon
publication by the International Bureau in the Gazette
in respect of International applications pending at the
tirce or filed afier the date of such publication, or, if
the Contracting State effecting the notification fixes
some later date, as from the latter date.

PCT Rore 52

Amendment of the Claims, the Desoription, and the
Draavings, before Designated Offices

52.1 Time Limit

{a} In any designated State in which processing or
examination starts without special request, the apph-
cant ghall, if he so wishes, exercige the right under
Article 28 within one month from the fulfillment of
the requirements under Article 22, provided that, if the
commuaication under Rule 47.1 has not been effected
by the expiration of the time limit applicable under
Article 22, he ghall exercise the said right not later

than 4 months after such expiration date. In either

case, the applicant may exercise the said right at any
other fime if s0 permifted by the national law of the
said State.

{b) In any designated State in which the national
law provides that examination starts ounly on special
request, the time limit within or the time at which the
applicant may exercise the right under Article 28 shall
be the same ag that provided by the national Isw for
the filing of amendments in the case of the examina-
tion, on special request, of national applications, pro-
vided that such time limit shall not expire prior to, or
such time shall not come before, the expiration of the
time limit applicable under paragraph (a).

In order that his application may be proc-
essed by the Office (national or regional) which
grants (or refuses the grant of) a national (or
regional)} patent, the applicant must, subject to
the exceptions stated in this paragraph, do the
following things:

(i) The applicant must pay the national fee

to each designated Office not later than at the
expiration of 20 'months from the priority date
(PCT Article 22(1)), unless more time is al-
lowed by the Designated Office.

(ii) Depending on the language of the inter-
national application, the applicant may have to
furpish a translation of the international appli-
cation to the designated Office. The preparation
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of the translation is the applicant’s responsibil-
ity. The translation must reach the designated
Office not later than at the expiration of 20
months from the priority date (PCT Article 22
(1) and 35 U.8.C. 371 (c) (2) ). Where the appli-
cant has amended the claims by filing amend-
ments with the International Bureau, he will
have to furnish the translation also of the origi-
nal claims, and if he has filed a statement ex-
plaining the amendments, a translation of that
statement into the same language as that into
which the international application is translated
must be attached to the translation of the inter-
national application (PCT Article 28(4) and
PCT Rules 49.1(a) (1) and 49.2).

(iil} Where the International Bureau has not
vet communicated a copy of the international
application to the designated Office, the appli-
cant must furnish a copy of the international
application (that is, a copy in its original langu-
age) to the designated Office not Iater than at the
expiration of 20 months from the priority date.
The applicant will receive form PCT/1B/308
from the International Bureau indicating the
date of mailing of the communications as well
as the designated Offices o which the communi-
%afji;m of copies was effected (PCT Rule 47.1

ey ).

(1v) In respect of certain designated Offices,
the applicant must furnish, if it is not already
contained in the “Request” part of the interna-
tional application, the name and certain other
data concerning the inventor (PCT Articles 4
(1) {v) and 4(4)).

AMENDMENT OF THE INTERNATIONAL
Arprrcartion 1N THR “Narowar Prass”

The applicant is permitted to amend the
claims, the description and the drawings before
the designated Offices. Any such amendments
must be submitted within the given time limit,
generally within one month of the payment of
the national fees and the furnishing of a transla-
tion, if necessary (PCT Article 28 and PCT
Rule 52). The amendments must not go beyond
the disclogure in the international application
as filed except where the law of the designated
State permits them to go beyond the said dis-
closure. The amendments must be in accordance
with the law of the designated State in all re-
spects not provided for in the PC'T. The amend-
ments must be presented in the language of the
translation of the international application, if a
translation was required.

1889 Representation Before the
Designated Office

Any designated Office may, once the process-
ing of the international application has started
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in that Office, apply the national (regional) law
as far as it relates to any requirement that the
applicant be represented by an agent having the
right to represent applicants before the said Of-
fice and/or that the applicant have an address
in the designated State for the purpose of re-
celving notifications (PCT Article 27 (7).

1890 Requiremenis To Enter Stage in
United States of America

35 U.8.C. 871 Nationel stege: Commencement. (a)
Receipt from the International Bureau of copies of
international applications with amendments to the
claims, if any, and international search reports is re-
quired in the case of all international applications
designating the United States, except those filed in the
Patent Office.

(b) Subject to subsection (£) of this section, the na-
tional stage shall cominence with the expiration of
the appleable time limit under article 22 (1) or (2)
of the treaty, at which time the appiicant shall have
complied with the applicable requirements specified in
subseetion (¢} of this section.

(¢) The applicant shall fle in the Patent Office—

(1) the national fee prescribed under section 376
{a) {4) of this part;

(2) a eopy of the international appliication, uniess
not required under subsection (a) of thig section or
already received from the International Bureay, and
a verified translation inte the English language of
the international application, if it was filed in an-
other ianguage;

(8) amendments, if any, to the claims in the inter-
national application, made under article 19 of the
treaty, unless such amendments have been com-
munieated to the Patent Office by the Interna-
tional Bureau, and o tranglation into the Hnglish
language if such amendments were made in another
language;

(4) an oath or declaration of the inventor (or
other person authorized under chapter 11 of this
title) complying with the requirements of section
115 of this title) and with regulations preseribed for
oaths or declarations of appiicants.

(d) Failure to comply with any of the requirements
of subsection (e) of this section, within the time limit
provided by artiele 22 (1) or (2) of the treaty shall
result in abandonment of the international application.

(e) After an international application has entered
the national stage, no patent may be granted or refused
thereon hefore the expiration of the applcable time
limit under artiele 28 of the treaty, except with the
express consent of the applicant, The applicant may
present amendments to the specification, claims, and
drawings of the application affter the national stage
has ecommenced.

(£} At the express reguest of the applicant, the na-
tional stage of processing may be commenced at any
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time at which the application is in order for such pur-
pose and the applicable requirements of subsection (¢)
of thiz section have been complied with.

85 U.8.C. 372 National stage: Reguirements ond
procedure. (a) All questions of substance and, within
the scope of the requirements of the treaty and Regula-
tions, procedure in an international application desig-
nating the United States shall be determined as in the
case of national applications regularly filed in the
Patent Office.

(b} In case of international applications designating
but not originating in, the United States—

(1) the Commissioner may cauge to be reexamined
questions relating to form and contents of the appli-
cation in accordance with the requirements of the
treaty and the Reguiations;

(2) the Commissioner may eause the guestion of
unity of invention to be reexamined under section 121
of this title, within the scope of the regquirements of
the treaty and the Regulations.

“{p) Any eclaim not searched in the international
stage in view of a holding, found to be justified by the
Commissioner upon review, that the internafional ap-
plication did not comply with the requirement for unity
of invention under the treaty and the Regulations, shall
be considered canceled, unless payment of a special
fee is made by the applicant. Such special fee shall be
paid with respect to each claim not searched in the in-
ternational stage and shall be submitted not later than
one month after m notice was gent to the applicant in-
forming him that the said holding was deemed to be
justified. The payment of the special fee shall not pre-
vent the Commissioner from reguiring that the inter-
national application be restrieted to one of the inven-
tions ckaimed therein under section 121 of this title, and
within the scope of the requirements of the {reaty and
the Regulations.

37 OFR 1.61 Filing of application in the United States
of Americe as o Designeted Ofice. (a) To maintain
the benefit of the international filing date and obtain
an examination as to the patentability of the invention
in the United States, the applicant shall furnish to the
1.8, Patent and Trademark Office not later than the
expiration of 20 months from the priority date: (1) A
copy of the intersational application with any amend-
ments, unless it has been previously furnighed by the
International Bureau or unless it was originally filed
in the U.S. Patent and Trademark Office; (2) a veri-
fied tranglation of the international application and @
translation of any amendments into the MEnglish lan-
guage, if originally filed elsewhere in another lan-
guage; (3) the national fee (see § 1.445(a) (4)); and
(4) an oath or declaration of the inventor (see § 1.70).

{b} Where an International Searching Authority
has made a declaration that no international search
report will be established because bhe international
application relates to subject matter which it is not re-
quired to search, or because the application fails to
comply with the prescribed reguirements to such an
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extent "that » meaningful search could not be carried
out, the time for performing the aects referred to in
paragraph (2) of this section is 2 months from the
mailing date of the declaration to the applicant.

37 CFR 170 Content of oath or declaration relating
to content of and amendments to an epplication under
35 U.8.0. 371(e) (4}, {2) (1) When an appiicant of an
international application, if the inventor, desires to
enter the national stage under 85 T.8.C. 871, he or she
must specifically identify the international application
and any amendments thereto and state that he or she
nas reviewed the veferred fto application and any
amendments, and that he or she verily believes himself
or herself to be the original and firgt inventor or dis-
coverer of the process, machine, manufacturer, composi-
tion of matter, or improvement thereof, for which he or
she solicits a patent; that he or she does not know and
does not believe that the same was ever known or used
in the United Stafes of America before his or her in-
vention or discovery thereof, and slall state of what
country he or she is a citizen and where he or she resides
and whether he or she ig a sole or joint inventor of the
invention claimed in his or her international applica-
tion as fited or ag amended. In every application the
applicant must distinetly state that to the best of his
or her knowledge and belief the invention has not been
in public use or on sale in the TUnited States of America
more than one yenr prior to his or her international
application, or patented or described in any printed
publication in any country before his or her invention
or mere than one year prior to his or her international
applieation, or patented or made the subject of an in-
ventor's certificate in any foreign country prior to the
date of Iis or her internationmal application on an ap-
plication filed by himself or herself or his or her legal
representatives or assigns more than twelve months
prior to his or her international application, He or she
must acknowledge a duty to disclese information he or
she ig aware of whieh is material to the examination
of the appiication. He or she shall state whether or not
any application for patent or inventor’s certificate on
the same invention hag been filed in any foreign coun-
try, either by himself or herself, or by his or her iiegal
representatives or assigns. If any such application has
been filed. the applicant shall name the country in
which the earliest such application was filed, and shall
give the day, month, and year of its filing; he or she
shall also identify by country and by day, month, and
year of filing, every such foreign application filed more
than twelve months before the filing of the interna-
tional application.

{2) This statement (i) must be subscribed to by the
applicant, and (ii) must either (a) be sworn to {or
affirmed) ag provided in § 1.68, or (b) include the per-
sonal declaration of the applicant as preseribed in
§1.68.

(b) If the internaiional application was made ag
provided in §§ 1.422, 1.428 or 1.425, the applicant shall
state his or her relationship to the inventor and, upon

information and belief, the facts which the inventor
ig required by this section to state. )

37 OFR 3.56 Outh to be filed with the United States
Designaled Office under 35 U.B.C. 871{c) (4). As a be-
low named inventor, being duly sworn (or affirmed),
1 depose and say that:

My residence, post office address, ang citizenship are
as stated below next to my name; '

I verily believe I am the original, first and sole in-
ventor (if only one name ig listed below) or g joint
inventor (if plural inventors are named below) of the
invention entitled:

described and cizimed in international application No.

filed , and as amended on
(if any), which I have rveviewed and for which
1 golicit a patent;

I do not know and do not believe the same was ever
known or used in the United Stateg of America before
my or our invenftion thereof, or patented or described
in any printed publication in any country before my or
our invention therecf or more than one year prior fo
my international application, that the same was not in
public use or on sale in the United States of America
more than one year prior to my infernational applica-
tion, that the invention has not been patented or made
the subject of an invenior's certificate issned before the
date of my international application in any country
foreign to the United States of America on an applica-
tion filed by me or my legal representatives or assigns
more than twelve months prior to my international
application, that I acknowledge my duty to discloge in-
formation of which T am aware which ig material to
the examination of this application, and that no ap-
plication for patent or inventor’s certificate on this in-
vention has been filed in any country foreign to the
United States of America prior to thig application by
me or my legal representatives or assigns except as
fotiows:

Fuil name of sole or
firgt inventor
Inventor’s signature

Residence

Citizenship

Post office address

Fuall name of second
joint inventor,
Hany 0000 e ————

Second Inventor’s
signature

Residence .
Citizenship
Post office address

Ve



PATENT COOPERATION TREATY

{Sapply similar information and signature for third
and subsequent joint inventors)

BE:

Sworn to and subscribéd before me this ~—— day of
19
L

{Seal]
{Official character)

a7 OFR 857 Declaretion to be filed with United
States Designated Office under 35 U.S.C. 871(e) (4).
As a below named inventor, I hereby declare that:

My residence, post office address and citizenship are
as stated below next to my name;

I verily believe I am the original, first and sole in-
ventor (if only one name is listed below} or a joint
inventor (if plural inventors are named below) of the
invention entitled:

deseribed and claimed in international application No.
filed and as amended on

(if any), which I have reviewed and for which
I solicit a patent;

I do not know and do not believe the same was ever
known or used in the United States of America bhefore
my or our invention thereof, or patented or described

in any printed publication in any country before my
or our invention thereof or more than one year prior
to my international application, that the same was not
in public use or on sale in the United States of America
more than one year prior to my international applica-
tioh, that the invention has not been patented or made
the subject of an inventor's certificate issued before
the date of my international application in any country
foreign to the United States of America on an applica-
tion filed hy me or my legal representatives or assigns
more than twelve months prior to my international
application, that I acknowledge my duty to disclose
information of which I am aware which is material
to the examination of this application, and that no ap-
plication for patent or inventor's certificate on this in-
vention has been filed in any country foreign to the
United States of America prior to this application by
me or my legal representatives or assigns, except as
follows:

I hereby declare that gll statemenis made herein of
my knowledge are {rue and that all statments made on
information and belief are believed to be true; and
farther that these statements were made with the
knowledge that willfu] false statements and the like
so made are punkishable by fine or irnprisonment, or
both, under Section 1001 of Title 18 of the United
States Code and that such willful false statements may
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jeopardize the validity of the applcation or any patent

issued thereon.

full name of sole or
firgt inventor

Inventor’s signature

Residence e -
Citizenship
Post office address

Full name of second
joint inventor,
if any [

Second Inventor’s
Signatire 000 e —————

Residence

Citizenship

Post office address

(Supply similar information and signature for third
and subsequent joint inventors.}

The United States national stage commence-
ment requivements are set forth i 35 U.S.C.
871 and 872. In order to retain the international
filing date and enter the national stage in the
United States, and unless the international ap-
plication was filed in the United States Receiv-
ing Office or was already received from the In-

-ternational Bureau, the applicant, who must be

the inventor for the United States (35 U.S.C.
873), must timely file in the Patent and Trade-
mark Office (37 CFR 1414) the following
items:

(i} a copy of the international application
and a verified English translation Ehereof, if
necessary,

(i1) Amendments to the claims which were
made before the International Bureau, if any,
and an English translation thereof, if
necessary,

(iii) an oath or declaration of the inventor
(37 CFR 1.70, 8.56 and 3.57) and

(iv) the national filing fee (35 U.S.C. 41
(a) (1), 876 (4)) and 87 CFR 1.445(a)(4).
The applicant must submit these items not

later than the expiration of 20 monthg from the
priority date to avoid abandonment of the ap-
plication (35 U.8.C. 8371(d) and PCT Article
92). At 20 months the applicant may also file
copies of the prior art cited in the Search
Report.

After filing, the applicant has the right to
amend the application before the Designated
Office within one month after entry into the na-
tional state. The amendment may effect the de-
scription, claims and drawings, but may not add
new matter. Tt should be noted that the time
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limit of 20 months from the priority date ap-
plies irrespective of whether the international
search report is available,

It should be noted that the 20 months in-
dicated in items (i), (ii) and (iv) above, ex-
pires earlier where the International Searching
Authority makes a declaration to the effect that
no international search report will be estab-

lished (PCT Article 17(2) (a)) ; such a declara-

tion is notified to the application by the Inter-
national Searching Authority ; the time limit is
then two months from the date of the notifica-
tion of the said declaration sent to the applicant
(PCT Article 22(2), PCT Rule 44.1 and 37
CFR 1.61).

Entry into the national stage may also occur
earlier at the express request of the applicant
under the provisions of 35 U.S.C. 371(f). In
order that earlier entry into the national stage
may take place, the applicable requirements of
35 U.5.C. 371 (¢) must be received by the United
States Patent and Trademark Office. Require-
ments such as the Search Report and any
amendments to the claims must be submitted
promptly after they are made available, if not
submitted with the other requirements of 35
U.S.C. 871(¢).

EARLY ProcussiNg oF APPLICATION AT THE
1.8, Narronar Stace

National stage processing in the Tnited
States Patent and Trademark Office will nor-
mally not begin until after the expiration of the
applicable time lmit under PCT Article 22 (35
U.B.C. 371(b)).

This is true even if the applicant fulfills the
requirements of 35 U.S.C. 371(c), paragraphs
(1), (2), and (4) to obtain an early prior art
date well before the expiration of the above
mentioned time limit,

Applicants may, however, expressely request
early processing at any time after the applica-
ble requirements of 35 U.8.C. 371 (e) have been
compiled with, If a proper express request for
early processing is received, the international
application will promptly be assigned a na-
tional serial number and be forwarded for
examination.

Prror Arr STATEMENT REQUIREMENT FOR
Uwrren StaTes

Xf the United States of Amerieca is designated,
a prior art statement under 37 CFR 1.97 and
1.98 should be filed at the time of entering the
national state (35 U.S.C. 371(b) or (f)) or
within three months thereafter. For purposes of
37 CFR 1.97(a) the date of entry into the
national stage is considered to be “the time of
filing the application”.

408

MANUAL OF PATENT EXAMINING PROCEDURE

Uwrren Stares Drawine REQUIREMENTS

. When the nature of the subject matter of the
invention admits of illustration by the drawing
and the applicant has not furnished such &
drawing, the Commissioner of Patents and
Trademarks may require the submission of such
a drawing within a time period of not less than
two months from the sending of a notice to the
applicant (35 U.S.C. 113, and 37 CFR 1.81 and
83). Accordingly, whenever filing international
applications which designate the United States,
applicants may wish to routinely furnish a
drawing with each application in which the sub-
ject matter “admits of illustration by a draw-
ing” even though the drawing is not deemed
necessary for the understanding of the inven-
tlon,

1895 Review Under PCT Article 25
PCT ArricLe 25

Review by Designated Offices

{1) (&) Where the receiving Office has refused to gc-
cord an international filing date or has declared that
the international application is considered withdrawn,
or where the International Bureau has made a finding
under Article 12(8), the Internatioral Bureau shall
promptly send, at the request of the applicant, copies
of any document in the file to any of the designated
Offices named by the appiicant. .

(b} Where the receiving Office has declared that the
designation of any given State is considered with-

drawn, the International Bureau shali promptly send, )

at the request of the applicant, coples of any document
in the file to the national Office of such State.

) The request under subparagraphs (a) or {(b)
shall be presented within the preseribed time limit.

(2) (a) Bubject to the provisions of subparagraph
(b}, each designated Office shall, provided that the
national fee (if any) has been paid and the appropriate
trapslation (as prescribed) has been furnished within
the prescribed time limit, decide whether the refusal,
declaration, or finding, referred to in paragraph (1)
was justified under the provisions of this Treaty and
the Regulations, and, if it finds that the refusal or
declaration was the result of an error or omission on
ihe part of the receiving Office or that the finding was
the result of an error or omission on the part of the
International Bureaw, it shall, as far as effects in
the State of the designated Office are concerned, treat
the international application as if such error or omis-
sion had not oceurred.

(b) Where the record copy has reached the Interna-
tional Bureau after the expiration of the time limit
preseribed under Article 12(8) on account of any error
or omission on the part of the applicant, the provisions
of subparagraph (a) shall apply only under the cir-
cumstances referred to in Article 48(2).

N
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POT Rure 51
Review by Designated Oflces

51.1 Time Idmit for Presenting the Request io Send
Oopies
The time Hmit referred to in Article 25(1) (¢) shall
be 2 mouths computed from the date of the notifica-
tion sent to the applicant under Rules 20.7(1), 24.2(b},
20.1{a) (i1}, or 28.1({b). ‘

51.2 Copy of the Notice _

Where the applicant, after having received a negative
determination under Article 11(1), requests the Intexr-
national Bureau, under Article 25({1), fo send copies of
the file of the purported international application to
any of the named Offices he hag attempted to desig-
nate, he shall attach to his request a copy of the notice
referred to in Rule 20.7 (i)

51.8 Time Limit for Poying National Fee ond Furnish-
ing Transleiion

The time limit referred fo in Article 25(2) (a) shall
expire at the same time as the time limit preseribed
in Rule 51.1.
51.4 Notification to the Internationel Bureau

Where, under Article 25(2), the competent desig-
nated Office decides that the refusal, declaration or
finding referred to in Article 25(1) was not justified,
it shall prompily notify the Infernational Bureau that
it will treat the International application as if the exror
or omission referred to in Article 25(2) had not
geeurred.

35 U.8.0. 366 Withdrawn international epplication.
Subjeet to section 367 of this part, if an international
application designating the United States is withdrawn
or considered withdrawn, either generally or as fo the
United States, under the conditions of the freaty and
the Regulations, before the applicant has complied with
the applicable requirements prescribed by section 371
{e) of this part, the designation of the United States
ghall have no effect and shall be considered ag not
having been made, However, such international appli-
cation may serve as the basis for a claim of priority
under section 365 (a) and (b) of this part, if it desig-
nated a country other than the United States.

35 U.8.0. 867 Aclions of other authorities: Review.
(a) Where a Receiving Office other than the Patent
Office has refused to aceord ar international filing date
to an international application designating the United
Btateg or where it has held such application to be
withdrawn either generally or as to the United States,
the applicant may request review of the matter by the
Commissioner, on complianee with the requirements of
and within the time limits specified by the treaty and
the Regulations. Such review may result in a deter-
mination that such application be considered as pend-
ing in the national stage,

(b} The review mnder subsection (a) of this section,
subject to the same requirements and conditions, may
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also be reguested in those instances where an interna-
tional application designating the United States is con-
sidered withdrawn due to & finding by the Interna-
tiomal Burenu under Article 12(8) of the treaty,

PCT Article 25 and 85 U.8.C. 867 provide for
review by the United States Designated Office
of decisions by another Receiving Office (1) re-
fusing to grant a filing date or (2) withdrawing
the international application or the designation
of the United States of America.

1896 Effect of U.5. Patent Issned on

an International Applieation

PCOT ArricLe 46
Incorrect Translation of the International Application

IZ, because of an incorreet transiation of the interna-
tional appiication, the scope of any patent granted on
that appiication exceeds the scope of the international
application in its original language, the competent
authorities of the Contracting State concerned may
accordingly and retroactively limif the scope of the
patent, and declare it null and void to the extent that
its scope hag exceeded the scope of the international
application in its original language.

35 U.R.C. 875 Patent dssucd on internotional appli-
cation: Bffect. (a) A patent may be issued by the
Commissioner based on an international application
designating the United States, in zccordance with the
provisions of thig title. Subject to section 102{e) of
this title, such patent shall have the force and effect
of a patent issued on g national application filed uader
the provisions of chapter 11 of this title.

(by Where due £o an incorrect transkation the scope
of a patent granted on an international application
designating the United States, which was not originally
filed in the English Iangu'age, exceeds the scope of the
international application in its original language, a
court of competent jurisdiction may retroactively limit
the scope of the patent, by declaring it unenforceable
to the extent that it exceeds the scope of the inter-
national application in its original language,

A patent issued on an international applica-
tion has the same force and effect as a patent
issued on a national application except that a
court may retroactively limit the scope of a
patent if it is too broad because of an incorrect
translation, 35 U.S.C. 875.

1897 Tiling and Prior Ari Effect in
United States of America

35 1.8.0. 863 Internationgl gpplication designeling
the United States! Effcot. An international application
designating the United States shall have the effect,
from its international filing date under article 11 of
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the treaty, of a national application for patent regu-
larly filed .in the Pateni Office except as otherwise
provided in section 102(e) of this title.

37 OFR 1.56 Scrial number and fiting date of ap-
plication. i

£ i # . % . £

(d) The filing date of an infernational application
designating the United States of America shall be
treated as the filing date in the United States of
America under POT Article 11(3), except as provided
in 35 U.8.C. 102(e).
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The prior art effect under 85 U.S.C. 102(e)
begins on the date the applicant has fulfilied the
requirements of 35 U.S.C. 871 (¢), (1), (2) and
(4). These requirements are that the national
filing fee, a copy of the international application
and a verified English translation thereof, if it
was filed in another language, and an oath or
declaration be filed in the Patent and Trade-
mark Office. The international application also
becomes prior art when it is published promptly
after the expiration of 18 months from the
priority date, or earlier at applicant’s request.





