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203,06 - Incomplete

20307 Abandonment for F‘nlure to Pay I'«up Fee
i { Forfeiture) :

203.03 “Eratuz Letters”
201 Types of Applications

Patent applications fall under three broad
types: 11) app!n ations for patent under 35
U780, 1601 relating ton “new and usefnl process,

machine, manufactire, or composition of mat- -

teryete.”: (2} ﬂp!u ations for planr pltonrs un-

ing
- The specialized procedt
~examination of applic

a pimatiom for de-
SE 171, The first

: mal patents when
mntmsted th} pkmt or design patents.

tions for design and
m detm} in

plant pate
C hapters 1500 ¢

201.01 Sole

An apphcatlon wherein the mventmn 18 pre-‘

“sented as that of a wmgle person is termed a :
~sole application, ,

201.02  Joint

A )omt apphmtmn is one in whwh the in-
vention is preqented as that of two or more

persons.

1 201.03 Converhblhty of Appllcatmn e

“Rule 5.7. Jomt hwentms (Semnd Pamgraph) ,(b) :
If an application for patent has been made through‘

‘error and without any deceptive mtentmn by two or

more persons s yuint inventors 'when they were not
in fact joint inventors, the apphmtmn may be amended
to remove the names of those not Inventors upon fil- -

‘ing a statement of the facts verified by all of the orig-
‘inal applicants, and an oath as required by rule 65
by the applicant ‘who is the actual inventor, provided '
- -the amendment. Is diligently made.

“Such amendment
must have the wrilten consent of any assignee.

The required “statement of th facts verified
by all of the original applic: ants” must include
at the least, a recital of the circumstances, in-
cluding the relevant dates, of (1) the mis-
joinder and (2) the dl:c:f)\'orvof the mis-
joinder. Without such a showing of circum-
stances, no basis exists for a conclusion that
the npnhmtmn had been made in the names
of the original sole or  joint apphc'mt(e)
“through error and without any deeeptive in-
tention”, and no foundation is supplied for
a ruling that the amendiment to remove the
names of those not inventors or include those
to be added as inventors was “diligently
made.” i

Rev, 17, July 1068
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amended to include all the joint invento
a statement of the facts verified by, and

+ Such amendment'must have the. written consent:

_any assignee. N Ly
Any attempt to eff
her type or to effec
in A given application,
appropriate Director.

second conve:
t both types of co

must be referred
The provisions o

.o and before issue. When any conversion
ould be sent to the Appli-
, , revision of its records.
« an inventor's name on the drawing is
dovie at applicant’s r juest and expense. Can-
celling a name ordinarily = done without
eharge. e ,
' Where a person is added or removed as an
~inventor during the prosecution of an applica-
. tion before the Patent Office, problems may o2-

foreign filed case. Therefore Examiners should
acknowledge any addition or removal of in-
- ventors made in accordance with the practice
~_under Rule 45 and include the following state-
. raent in the next communication to applicant
 or his attorney. SR :
~ #In view of the papers filed — e 1t
has been found that this application, as filed,

through error and without any deceptive in-
e applivutinn papers

_application as_ filed, ‘prepared and certified by the

tention (failed to include

- actual joint inventor; or included — -

as @ joint inventor who was not n fact a joint

inventor) and accordingly, this application has
been corrected in compliance with Rule 45.”
[R-17] . .

201.04 Origina‘ or Pareni

The terms original and parent are inter-
changeably applied to the first of a series of
applications of an inventor, all diselosing a

Rev. 17, July 1968

201.05'

A reissue appl

required by Rule 65 executed by, all the actual joint ‘1‘5{1’(’”’1 mus

inventors, provided the amendment is diligently made. 3
which is germane to the invent n as claimed

51z apply to attempted conversions after allow-.

: abp
- C.D.191: 685 b, 170,
" While a di

: nmendnmnt]igiﬁto
201.08 and 201.1

- rur upon applicant claiming U.S, priority mn 2

“applic

as . an..

~ Patent Office, together.
“euncelling the irrelev

ion is an application for 8
ace of an unexpired patent
e one or more particu-
nent of reissues will be

n 1 distinet or inde-
rved out of a pending
sing and claiming only

ubjert

pplication, 18 a8

joa or “division”. Except asp:

be by the same applicant. { :

ional application should set

on of the parlier disclosure

helow.) The &
forth'only that p

1 the divisional application. s
However, 2 design application is not to be
considered to be a division of a utility applica-

tion.and is not entitled to the filing date thereof,
even though the d > ) '
utility application show the same article as that

awings of the earlier fled

1eation.

1in the design

In re Campbell, 195%

sional application may depart
logy used in the parent case
departure therefrom in sub-
. in the drawing that would
" matter” if intrednced by
he parent case.  Compare

from the phraseo
there may be no
stance or variatio!
amount to_“ne

Rule 1;7. Separsz .
eteoted.  The nonelected inventions, those nat slected

after a reguirems
he made the subjerrs of snp:‘xrat.é‘fapplicatie‘ms, which”
rizast conform in the rules applicableffo original appli-.
cations and which will be examined in the same mad-
ner as original appiications.  However, if 'such -an
ation is filed before the patenting ot ahandon-
ment of or termination of praceedings on' the original |
application, and if the drawings are identiral and the
jmprise a copy of the original

with a proposed ameudnent
Jaims or other matter, sign-
ing and execution hy the applicant may be omitted.
Rule 147 “prepared and
certified” contempl hat the papers will not
teave the custoldy of this Office, the request for
the certified copy should be submitted to this
Office with the of hier pertinent. paris, and if the
‘ or that Rule are fully met, the
q a filing date of the

Since the I:lhguage

resqirement s unid
applieation will b grive

1 application for invention nob e

for restriction  (rule 142j. may o




Zﬂl .06

| mu uf the m!mrf'lmns aret&wr- ,
) st should be requested until the applica-

tence of the parag: ph following | act  tion has received its serial number and filing

~ except in certain fee exempt applications isee  date. See 201.11 for entry of the reference to

~and design applications (see 1503.01 the parent case by anmmers Amendment in ‘

£ {uhg 147 is clearly restricted by its te Rule 147 cases.
i plications directed to “nonelec ed  Note that executmn and sl«rnm of the dwx
S:ose not elected after a requirement sional case may be omitted, under Rule 147,
It is thus | ore limited than 35 =~ only if vestrietion had been rnqmred as to the
~claims orizinally filed. See In re Apphcauon
~ Papers of hopf et al, 779 O.G. 290. Since a
by a requxrement for resmctmn in the pamm ~ Rule 147 application must be based on the
case. parent case as filed and must be directed to
o Itis furthert()benoted thntaRule 147 ;mpl ~nonelected inventions, the claims which it is
o cation comprises (1) a copy of the original ap- songht to include in such ¢ an application must be
- plication as filed, prepared and certified by the  original claims of the parent case and must have
"%’atent Office and (2) a pro sed amendment  been present in that case in their original form
_canceling the irrelevant claims or other matter.  When the restriction requirement }3- s made ; but
~ The sole justification for the use of unexecuted  If that C{mdit;on is satisfied, it is r
copies in the divisional a )phcatmn is that their
subject matter has already been executed in the mmment so long as ;
parent case. Accordingly, an application under ‘claim s to be m-; :
~Rule 147 should not, mther as filed or by a pre < ,
i ,hmman amendment prior to the time when it

o by i
is accorded a filing date, contain anything what- in Whl(‘h the r arent apph “ation is stlll pendmg“
ever that was not present in the parent ap-  'hen the divisional case is filed, it is necess

plication as filed. The Patent Office cannot that all requirements of the rule be satisfied
undertake, prior to giving a fling date, prior to abandonment or patelmng of the par-

: ~ ent apphratmn
Selc 3 ces betw aren ‘

. 11 l'o:\h( t]hel dlﬁ'e"‘? : be 2 oc;n ?ﬁr;::ep ‘Since Rule 45 (second pflmgmph) permits
CIVISIOnA, case uve Ve mallers ol SHoS _ the conversion of a joint application to a sole,

of form only. Tt follows that any proposec

, LO11d any. d it follows that a new dpp]l(‘dtlml, restricted. to -
: ilnl(‘“(hn(‘nts t() the leISI()nHI ﬂpp} 1cation si 11(_1 dl\ lg]b}e S“b]e(-t nlattel. hled during the })end_ :
he withheld until it has received a filing date.  ency of the” joint. application by one of the
However, an amendment stating that the Rule joint applicants. in place of restricting and
147 application is a division of the paren! case  conv erting !he ]omt case, mMay properh be

ivisional appl.( ations v are neces:

~1 Rev. 17, July 1968




201.

on, nlined continuation ap-
1 on wi idered as having been filed
~ hefore the abandonment of the earlier applica-
© tion (35 U.S.C. 120). A new set of claims di-
rected to the same invention as that prosecated
pending ap%lication;;is required. The
S ee will be that appropriate to all the
ns,  claims to be included in the new case. 1lhe
_parent appli- ntire file wrapper contents of the earlier appli- .
aﬁdwtvit?mut cation will be included in the file of the new one
e fice actions i former will not he

ery of th take the - regarded asacti the latter and the prosecu-
tion must be dilige: filed and the  tion of the new application will be conducted in

" of establishing good Faith rests with  the same manner as if new application'fa ers
the new applicant or applicants. ~_ had been filed. A new serial number and filing
(c) There must be filed in the new applica- date will be accorded but the effective filing date
tion the verified statement of facts required  Wwill be that of the earlier application.
by Rule45. Lot 0. A suggested format for transmitting a new
For notation to be put on the file wrapperby  set of ¢ aims and requesting the use of the con-
the Examiner in the case of a divisional ap-  tentsof an earlier filed application for a stream-
~ 7Y Yined  continuation application is set forth

plication see § 202.02. [R-22]

: 20107 Continuation | 722] e INTATION APPLICATION
A continuation is a second application for . Usper Cosnussionen's Ouoss 524 0.G.- 1
the same invention claimed in a prior applica-  Earlier copending application:
tion and filed before the original becomes - appleant(s) ... L s
“abandoned. Except as provided in Rule 45. ~ e e SR
the agglica’nt in the continuing application pilea - ... L A
 must be the same as in the prior application. ' : :
The disclosure presented in the continuation
‘must be the same as that of the original appli-
‘cation, i.e., the continuation should not include
anything which would constitute new matter .
if inserted in the original application.
At any time before the patenting or abandon-
ment of or termination of proceedings on his
~earlier application, an applicant may have re-
~ course to filing a continuation in order to intro-
“duce info the case a new set of claims and to
. %slt‘ﬁl,:ﬁt %;;ﬂ'fng?._,ﬁmh?r examination by ’t,he identical with the earlier application, and the mew
~ For notation to be put on the file jacket by  clatms are directed to the same invention. '
th? E:.Knmmer in the case Of & c‘-"nti“uaﬁon ap- . eauthorization letter (2 coples) for use of funds In 'imS' .
phcatmn see § 202.02. c ‘ ?el?ogl,t Account No, - for the fling fee of §oomiion
i ' G : ? COTotal Number of CIAIES mmcoimman -
STREAMLINED CONTINTATION i Independent CIAIME covmeeooomcms
If the drawings and specification of a new The streamlined continuation application
application are to be identical with those of a Procedure may not be used when at the timeof
pending application of the same applicant, and iling the continuation application: (1) the
if the claims are to be directed to the same in- parent application has been allowed and the is-
vention as that prosecuted in the pending ap-  sue fee hasbeen paid: (2) the parent application
plication, the applieation papers of the earlier  is. or has been, invelved in court action: (3}
case, excepting the claims but including the  the pavent application has 1206“;313‘1“1(197?@&;,(”
drawing, may be used in the new case. A re- () the parent application 1s, ov has been, m-
quest for the use of such papers must be made volved in an interference dec_lm'ec:l prior to the
and such request will be considered a waiver of  date of filing ‘the streamlined continuation
the right to further prozacution of the earlier - application, Ifa continuation application hav-
application and will terininate proceedings ing one of the ahove defects (as determined by
therein as of the filing date accorded the new the elerical personnel as soon 48 the application

Enclosed are: L
o001, A new set of elaims. - ; L
"2, Filing Fee of R .. (or*), tocover—
Total Number of Claims _____...__
* Independent Claims S S I i
" ‘Please use thekcon'teynts {specification and drawingsy
of the above application in the new application since
it meets all the requirements of the above Commis-
sioner’s Order dated February 11, 1966. The specifica-
tion (and drawings) of the new application . are

tl Rev. 22, Oct. 1969




to correct the def

result in the cancellati

‘application. = ‘
The Primary Examiner m an initial

 view, the main function of which is to deter-

bl i .

* mine that the new case is a proper continuation
and how to treat the case if it is not proper.

* Amendment if the case is otherwise
allowance {2 §201.11).

‘While the conditions of the streamlined prac-

tice require that “the claims are to be directed

pending application,” the i sion of one such

claim will be acceptable to preserve the serial

number and filing date. Claims to the same in-

cannot be properly restricted from the claims

prosecuted in the parent application and are

fully supported by that disclosure.

The Examiner will notify applicant byf' tele-

phone of a defective or unacceptable applica-
tion. Form POL-324 will be completed and
signed by the Primary Examiner in each in-
“stance w?iereia streamlined continuation is de-
foctive or not accepted and a copy mailed to
applicant.

date of the form.. ; o g
When examining a streamlined cont:nuation

that includes claims (1) having matter not sup- .

ported by the original disclosure or (2) directed
to an invention other than that prosecuted in the
%arent case, these claims will be rejected by the

, f the , r ~_All foreign priority inf
to the same invention as that prosecuted in the

~vention in continuation cases are claims which

becomin a!s;aﬁdaneﬁ

n the other hand, in s lé‘agtg:hfs,wheref

wrent case is awaiting action by
tion will be taken

hile the streamlined

continuation application is ‘being reviewed for e

acceptability of its filing date. .

,4lin" d cont
the reference may be inserted by Examiner’s
ise ready for

ormation u

' U.S.C. 119 and contmmuing application 5 -
~under 35 U.8.C. 120 must be entered on the file
- wrapper ¢ :

t}xe'St-reamlined‘"contix'matian.i i

A continuation-in-part is an application filed

during the lifetime of an earlier application by
the same applicant, repeating some substantial

_ portion or all of the earlier application and

, The defect, if correctible, must be
corrected within one month from the mailing

" adding matter not disclosed in the said earlier f
{In re Klein, 1930 CD. 2; 393 0.G.

case.
519.)

A continuatiqn-in-part'ﬁled by,:a sole appli-
cant may also derive from an earlier joint

_ application showing a portion only of the sub-

ject matter of the later application, subject to !
the conditions stated in the case of a sole divi-
~_sional application stemming from a joint ap-
plication (& 201.06). Subject to the same con-
cint continuation-in-part application
may derive from an earlier sole application,

xaminer on 35 U.S.C. 132 and 121, respec-

Rev. 22, Oct. 1860
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addmm to the

, i n “Substitute” to desipg
~ nate an application which is in essence t
duplicate of an application by the same a
cant abandoned before the filing of the
case, )
Ex parte Komenak, 1940 C.D. 1; 512 O
_ Current practice does not require applican
. insert in the specification refe ,
case. The notation on the file wrapper (See

?atet

202.02) that one case is a’“S}ibstimte”' for an-
~ other is printed in the heading of the patent

V'ﬁi"(:opies. ‘See 20111, .
~As is explained in 201.11 a “Substitute” does
not obtain the benefit of the filing date of ¢

prior application. -

201.10 Re-fle

 Re-file, though it is sometimes used as an alter-
“native for the term Substitute. =~~~
o If the apy licant”desigj‘mt,s his application as
“re-file” and the Examiner finds that the appli-

cation by the same party which was abandoned
prior to the filing of the second case, the Ex-
~aminer should require the substitution of the
word substitute for “re-file,” since the former
term has official recognition. The endorsement
on the file wrapper that the case is a “substi-
tute’” will result in the further endorsement by
the Assignment Branch of any assignment of
the parent case that may have been made.

201.11 Continuity?"V’,‘B‘étween Applica-
: - tions: When Entitled to Filing
Date

Under certain circumstances an application

for patent iz entitled to the benefit of the filing
date of a prior application of the same inven-
~tor. The conditions ave specified in 35 U.S.C.
120, which contains a few variations over the
‘practice prior to January 1. 1933, which was
not based upon any specific provision of the
statute. -

35 U.8.C. 129. Benefit of carlicr filing date in the
United States, An application for patent for an in-
vention diselossd in the manner provided by the first
paragraph of section 112 of this title in an application
previously filed in the United States by the same in-
ventor shall have the same effect, as to such inven-

finds official recognition in the deeis%ggg :

11 definition has been _givén the ferm

be bym

ference to tlg)e earlier

~cation is in fact a duplicate of a former appli-

- disclosed in

. The term “same inventor” has
1n In re Schmidt, 1961 C.D. 54
to include a continuing applic

~abandonment for failure to prosecute (Section

1 nt that the
e same inventor: .
1. The second application (which is called 3

inuing application) must be an application
or an invention which is alse
n the first application (the pa
original application) ; the disclosure of i
tion in the ﬁr'sﬁ’:‘a'lgii tion (and obviously
ond ap;ﬁicatmn' as well}) must be suffi
cient to comply with the requirements of the
aragraph of 35 U.S.C. 112. i ,
The continning application must be co- -

two applications

r & pate

pending with the first application or with an~

_application similarly entitled io the benefit of
he filing date of the first application,

‘3. The continuin; ?a]ilpiicatiQn;must' contain
- specific reference to the prior application(s)
in the specification. = =

n construed
72 O.G. 897,
) in on of a sole
inventor derived from an application of joint

i ’ .
atl

“inventors where a showing was made that the

joinder involved error without any deceptive
mtent (35 U.S.C. 116). See 201.06. - :
i CoeeNpescy
Copendency is defined in the clause which
requires that the second application must be.

filed before (a) the patenting, or (b) the
abandonment of, or (c¢) the termination of

proceedings in the first application.
If the first application issues as a patent, it

is sufficient for the second application to be co-
pending with it if the second application is
filed on the same day or before the patenting
of the first application. Thus, the second ap-
plication may be filed while the first is still

pending before the Examiner, while it is in

issue, or even between the time the final
paid and the patent issues. o

If the first application is abandoned, the
second application must be filed before the
abandonment in order for it to be copending
with the first. The term “abandoned,” refers to

foe iz

711.02), express abandonment (Section 711.01), -
and abandonment for failure to pay the issue
fee (Section 712), 1f an abandoned applica-

“tion is revived (Section 711.03(¢)) ora petition
- for late payment of the issne fee (Section 712)
is_granted by the .Commissioner, it becomes

tion, as thoygh filed on the date of the prior applica- .

tion, if filed beofore the palenting or abandonment of
or termination of proceedings on the first application
or on an application similarly entitled to the benefit of

reinstated as a pemding applieation and the
preceding period of abandonment has no effect,
Fhe expression “termination of proceedings”

Cis onew in the statute, although net new in

10.1
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Lty
ende
) : different applications of the
same inventor, and the second application may
be referred to as a continuing applica 1
‘Continuing applications include those appli
ions which are called divisions, continuations, ‘
d continuations-in-part. As farast e right
der the statute is concerned the name used
is immaterial, the names being merely expres-
sions developed for convenience. The statute is
so worded that the first application may con-
_tain more than the second, second applica- -
tion may contain more t e first, and in
~_either case the second apph “is entitled to
. the benefit of the filing date of the first as to the
common subject matter. S e
- REFERENCE TO FIRST APPLICATION
The third requirement of the statute is that
the second (or subsequent) application must
_contain a specific reference to the first applica- .
_ tion. This should appear as the first sentence -
“of the specification following the title and ab-
stract. In the case of design applications, it
should appear as set forth in 1503.01. In view
of this requirement, the right to rely on a prior
u{)plimti(’)n‘may be waived or refused by an ap-

plicant by refraining from inserting a refer-
ence to the prior application in the specification

" of the later one. If the Examiner 1s aware of
the fact that an application is a continuing ap-
Rev. 14, Oct. 17

. attentlon to the fact that there was a prior a
' plication. If the examiner is aware of a prior

~examiner shoul

call attention to the prior application.

“application. If there is no reference in the

< saction.

v 2o iy o B 2 T ap-- e
just be inserted ir specification gf
‘application if applicant intends to
ling date of the prior application,
; (certified copy) divisicnal cases,
plicant, in his amendment canceling the non-
ted claims, should include directions to enter
his is a division of application Seria! No.
: : | R ” as the first sentence .

in insert the quoted
niner’s Aniendment.
the first sentence of revised Rule
: i  second application (and by -
“application” is meant the specification) does .~
not contain a reference to the prior application,
rior application must be referred to in a
per filed in the later application.
This provision is merely for the purpose of re-
quiring the applicant to call the examiner’s

application and notes it in an Office action, as.
indicated above, the rule is satisfied and the =
d not require the applicant to

_ Applicatio sometimes filed with a divi-
sion,  continua or. continuation-m-part
oath, in which' the oath refers back to a prior

specification, in such cases, the examiner should
merely call attention to this fact in his Office
action, utilizing, for example, the language
suggested in the first paragraph of this sub-

10.2




L sure to sup
_ cation file

of a chai
1In re Her

- 901.09, is not entitled

o
to the benefit of the filing date of the ‘prior ap-
re computed from the filing date of the second
yplication. \
to such applications e specification
ter filed applicati the exami
_is aware of such a prior ‘ab. ned
~ tion he should make a referen
Office action in order that the
second application will show this
case of a “Substitute’ a
_ on the file wrapper i:
of the patent copies and
to the relationship of the two cases.
‘an applicant refers i
bandoned applicati
r of referring.
hat it was aband

plication and the bars to the grant of a patent.

“in the heading

specification,

Ot@tions to be p];zéed on the rap-

he case of_cOntmmngapplicatibn see

here the first application is found to be
fatally defective because of insufficient disclo-

rt allowable claims, a second

first application
‘entitled to the benefit of the filing date of the
first applieation. Hunt Co. v. Mallinckrodt

* Chemical Works, 83 USPQ 277 at 281 and cases

cited therein. [R-15]

An applicant 1s not now required

tion, th notation
_calls attention
toap or noncopend-
ould make it

before flling the . 5.,

le claj ”'th" |
a8 a “continuation-in-part” o the
to supply the deficiency is not

- country which
~ -of application
~ of the United St

the same

 printed publication

year before the date of

_cation in this ‘country, or which had
~ use or on sale I this country more than one.
_ prior to such filing. i

twelve months apecified in this
nths in the case of designs, 35

" The conditions
1.T

ey e
on in the United States must

, n twelve months from the date
_ of the earliest foreign filing in & “pecognized”

country as explained below. ek
e  Rev. 18, Oct. 1008 '




- _yet become effective. One of the riany provisions
of the treaty requires each of the adhering coun-

Che right to rely on 2
known as the right of

~_patent law and this phra:
~ In our statute. The righ
© nated in a multilateral trea
_the United States adhered 1n

the International Convention for the Protec

of Industrial Property. This treaty has been
revised several times, the latest revision in effect
being written in Lisbon in 1955. The treaty
was last revised in Stockhelm in July, 196
(copy at 852 O.G. 511} but this revision has

tries to accord the right of priority to the na-
tionals of the other countries and the first
United States statute relating to this subject was
enacted to cau‘{é this n. There is
another treaty between the United Sta

“some Latin American count:

provides for the right of priority, and a 1 :
country may also provide for this right by re-
ciprocal legislation._ i L
Nore: Following
respect to which the right of priority referred
to in 35 U.S.C. 119 has been recognized.
authority in the case of these countries is the
International Convention for the Protection of
Industrial Property (613 0.G. 23, 53 Stat.
1748), indicated by the letter I following the
name of the country; the Inter-American Con-
vention relating to Inventions, Patents, De-
signs and Industrial Models, signed at Buenos
Aires August 20, 1910 (207 O,(;Erx.1 935, 38 Stat.
1811), indicated
of the country; or reci :
particular country, indicated by the letter L
following the name of the country.  Alg
(1), Argentina (T}, Australia (I, Austria (1),
Belgium (1), Brazil (L _P), Bulgaria (1),

Cameroon (I), Canada (I), Central African

Republic (1), Ceylon (1), Chad, Republic of
(I), Congo, Republic of (Brazzaville) (1),
Costa Rica (P), Cuba (I, P), Cyprus (1),
Czechoslovakia (I), Dahomey (I), Denmark
(1), Dominican Republic (I, P), Ecuador (P),
Finland (1), France (I), Gabon (T), Germany,
Federal Republic of (1) g

Iceland (I), Indonesia (I}, Iran (I}, Ireland
(1), Israel (1), Italv (1), Tvory Coast, Republic
of (1), Japan (1), Kenya (I}, Korea ( L), Luos,
Kingdom of (1), Lebanon (1), Liechenstein
(1), Luxembourg (1), Malagasy, Republic of

Rev, 1%, Oct. VKR

s and

oreign

is a list of_:toixhtriéé with

The

i)y the letter P after the name
rocal legislation in the

Algeria

; Rep , Greece (T}, Guatemala.
(P), Haiti (1, 1), Honduras (P). Hungary (L),

P, Philippine
Rhodesin (1)
‘ega!, Repub
¥, Switzeriand

. , ), Tanzania (1)
Trinidad and Tebago (I}, Tum

(D), Uganda (T}, Uni

S.S.R. (I}, United
United Kingdom
t of (I}, Uru

~ar (1) Viet-Nam (1),
1y, Zai Do .
~_If any applicant asserts the benefit of the
filing date of an application filed in a country

)s

not on this list, the examiner should inquire to
determine if there has been any change in the i
_ status of that country. 1t should be noted that
. the right is based on the country of the foreign .
~ filing and not upon the citizenship of the

,, IpeNTITY crIstmns s
 The inventors of the U.S. application and of

the foreign application must be the ssme, for a

right of priority does not exist in the case of :
~ an application of inventor A in the foreign
country and inventor B in the United States,

even though the two '~apﬁicstions,}”may!:be

owned by the same party. owever the appli-
cation in the foreign country may have been
filed by the assignee, or by the legal represent-

ative or agent of the inventor which is per-
mitted in some foreign countries, rather than'
by the inventor himself, but in such cases the
name of the inventor is usually given in the
foreigm application on a paper filed therein. An
indication of the identity of inventors made in
the oath or declaration accompanying the UJ.S.
‘application by identifying the foreign applica- :
tion and stating that the foreign application
had been filed by the assignee, or the legal rep- :
resentative, or agent, of the inventor, or on be-
half of the inventor, as the case may be, is-
- acceptable. R o

Trme ror Fruine U.S. AppLicaTION

The United States application must be filed
within twelve months of the foreign filing. In
computing this twelve months, the first ga is
_ not counted; thus, if an application was led
' in Canada on January 2, 1952, the U.S. appli-
~cation may be filed on January 2, 1053. The

Convention specifies in Article 4C (2) that

“the day of filing is not counted in this

period.” (This is the usual method of comput-

12



20113
1%3 ' szim‘e

he I’atult Office hzu nnt receiy
- , s on Saturdays and, in view of 35
applieation is in and the Convention which provides “if
ing busme% st day of the period is a legal holiday, or a
day on which the Pateut Oﬁice is ‘x

12.1 ‘ ' Fev, 18, O, 1068



| ‘“%m

_ of priority rht existed in favor of any

 since this application was filed ma
‘twelve months before the U.S. application,
he would not be entitled to tl efit of
date of the British application s :
cation is not the first one filed 1
foreign application was filed in
~ which is not recognized with respect
_ right of priority, it is disregarded for this

 Public Law 87-333 extended the right of
priority to “subsequent” foreign a plications if
one earlier filed had been withdrawn, aban-

doned or otherwise disposed of, under certain

conditions and for certain countries only. .
" Great Britain and a few other countries have
a system of “post-dating” whereby the filing
date of an application is changed to a later date.
This “post-dating” of the filing date of the ap-
plication does not affect the status of the app i-
cation with respect to the right of priority; if
_the original filing date is more than one year
rior to the U.S. filing no right of priority can
e based upon the application. o ,
" If an applicant has filed two foreign applica-
tions in recognized countries, one outside the
year and one within the year, and the later
application discloses additional subject matter,
a claim in the U.S. application specifically
limited to the additional disclosure would be
entitled to the date of the second foreign ap-
plication since this would be the first foreign
application for that subject matter. e

Errect or RigHT OF Pmourrr

_The right to rely on the foreign filing ex-
tends to overcoming the effects of intervening
references or uses, but there are certain re-
strictions. For example the one year bar of
35 U.S.C. 102(b) dates from the U.S. filing
date and not from the foreign filing date: thus
if an invention was described in a printed pub-

lication, or was in public use in this country,
in November 1952, a foreign application filed

18

“old law in this respect. Under the new statute,

and - drawings .npon -wh
‘the Patent Office hefore ‘the patent'is granted, or at
such time during the pendency of the application as 3
required Oy . the Commissioner not earlier than six °

. De deems necessary.

’kand(

‘applicant Fat ee whenever the conditions
_specified in the stal :
plicant was not required to do anything to ob-

 tain it except when he w
earlier date to overcome.
r¥  Iish a date in interfere:

ute obtained, and the ap-

prior to January 1, 1953 are 11 subject to the

however, an applicant who wishes to secure the

 right of priority must comply with certain
~ formal requirements within a time specified.

If these requirements are not complied with
the right of priority is iost and cannot there-
after be asserted. The second paragraph of 35

T.SC 119reads:

No applicatibn,for patent ,shalx be éntitled to ,this

‘right of priority unless a claim therefor and a certified

copy of the original foreign application, specification
ieh it igbased are filed in

months after the filing of the application of this coun-
try. Such certification shall be made by -the patent -
office of the foreign country in which filed and ghow

.the date of the application and of the filing of the
‘specification  and other papers “The = Commissioner

may require a transiation of the papers filed if not in
the English language and such other information as

The requirements of the statute are {a) that
the agplicant must file a claim for the right
) he must also filed a certified copy of the
ori%inal foreign application ; these papers must

be filed within a certain time limit. The maxzi-

mum time limit sgeciﬁvzd in the statute is that
e filed before the patent is
but the statute gives the Commis-

the papers must
granted,
sioner authority to set this time limit at an
earlier time during the pendency of the appli-
cation. If the required papers are not filed
within the timo Jimit set the right of priority
is Iost, A reissne wns granted in Brenner v, State

of Israel, 862 O.G. 661: 158 USPQ 584, where
~ the only ground urged was failure to file a certi-
~ fied copy of the original foreign application to

Rev. 22, Oct. 1880



statute also gives th n
require o translation
no i

10 oath or declaration. Rule 65
oath or declaration shall state

ny application for patent on

been filed in any for-

eign country either the applicant or by his
- legal representatives or assigns; if any foreign

~ application has been filed the a plicant must
 state the country and the date ing of the
earliest such application a
~ identify every :ign applicatio
 filed more than twelve months before
~of the application in this country all for-
_eign applications have been filed within twelve
months of the T.S.
quired to recite on

foreign application.
The requirements for rec

_ nection with the right of priority.

Filing Papers [R-221

priérit papers re-
fied gl the secojnd

_ The time for filing the
" quired by the statute 1s spect
‘paragraph of Rule 55.

" (b) An applicant may claim the benefit of rhe Gling
date of a prior foreign application under the <ondi-
tions specified In 35 U.8.C. 119. The claim to priority
need be in no special form and may be made by the

attorney -or agent if ‘the foreign application is re- -

ferred to in the oath as ‘required by rule 635, The
~elaim’ for priority and the certified copy of the for-
eign application specided in the second paragraph of
35 U.8.C. 119 must be filed in the case of interfrrence
{rule 224) ; when necessary to overcome the daw of a
reference relled upon by the examiner; or whez spe-
cifically required by the examiner, and in all: other

 The requir: itation of "f@réign‘f ‘
‘applications in the oath or declaration, while
serving other purposes as well, are used in con-.

201.14(a) Right of Priority, Time for

fier date. T ,
n rule as (1) in

in which event the pa,pexs ‘must
tin cified In the inter

: cutl n leading to allowances, 1t is recommended
_that priority papers be filed as ly as possible.
~ Although Rule 55 permits | ing of pni- -

ority papers up to and incly

~ payment of the issue fee, it

~ such papers be filed rompt!

application. Freq

 found to be deficient in

as, for example, the failure to inc 1de the

rect certified copy, and there is not sufficient

time to remedy the defect. Occasionally a new

 oath or declaration may be necessary where the

filing the applicant isre-
nly the first such application |
and it should be clear in the recitation that the
foreign application referred to is the firsz filed

eases they must be filed not later than the date the

final fee is pald. If the papers filed are not in the
English language, a transintion need not be filesd except
in the three particular instances spevified in the preced-
ing sentence, in which event a sworn translatinn or n
transiation certified as acenrate by 4 sworn gr of¥eial
translator must he fiied. s

It should first be noted that the Commis-
sioner has by rule specified an earlier ultimate

Rev. 22, Oct. 1960

 consistencies that exist or to supply any addi-
 tional documents that may be necessary. 3

_ the serial number of the corresponding U.S.
_application be placed on the priority papers.

 201.14(b) Rights of Priority, Papers

- priority and does not gran
_of priority, except as described in § 201.15 and

‘original oath or declaration omits the reference

to the foreign filing date for which the benefitis

 claimed. The early filing of ‘priority papers
 would thus be advantageous to applicants in

that it would afford time to explain any In-

Tt is also suggested that a pencil notation of

Required [R-22]

The main purpose in amending the statute
to require the filing of the priority papers was
to make the record of the file of the United
States patent complete. The Patent Office does
not examine the papers to determine whether
the applicant is in fact entitled to the right of
t or refuse the right

in cases of interferences. ' i
The papers required are the elaim for pri-
ority and the certified copy of the foreign
application. The claim to priority need be in no
special form, and may be made by the attorney
or agent at the time of transmitting the certified
copy if the foreign application is the one ve-
forred to in the oath or declaration of the U.S.
application. No special language iz required in
making the claim for priority and any expres-
gion which ran be reasonably interpreted as

L



- of the French application. =~ , .
~ When the claim to priority and the certified
 copy of the foreign application are received
~ while the application is pending before the Ex-
~aminer, the Examiner should make no exam-
ination of the papers except to see that they

TYPES, CROSS-NOTING, AND STATUS OF APPLICATION

, 201.14¢e)
{1} “Applicant’s claim for priority, based on

on as filed with a
fp cation in this con-
ot considered to include formal
petition. A copy of the for-

- issued does not comply since the
as filed is required; however. a

the printed specification and drawing

tes that it corresponds to the ap-
ed. A French patent stamped
L HSe e La Propriété. "‘Indgxstrieile—w(‘on«
forme Aux Piéces Déposées A L’ Appui de La
Demande” and additionally bearing a signed

seal is also acceptable in lien of a certified copy

correspond in date and country to the appli-

- obvious formal defects. The subject matter of
the application is not examined to determine
whether the applicant is actually entitled to
the benefit of the foreign filing date on the

basis of the disclosure thereof. =~

- DuriNs INTERFERENCE

If prlorlty papers are filed in an interfer-

. _ence, it is not necessary to file an additional
,certiﬁied{@cogy;in the ap}ﬂicat.ion file.  The In-
terference Examiner will place them in the ap-

plication file. : : L j

CoNTINUING APPLICATIONS, REISSUES

Where the benéﬁt of a foreign filing 'd:'u’e'isj;

claimed in a continuing application or in a re-
issue application and a certified copy has been
received in the parent case, it is not necessary
to file an additional certified copy in the later
case. The applicant when making the claim
for priority may simply call attention to the
fact that the certified copy is in the parent.
application.  In such cases the Examiner should
acknowledge the claim with a statement as
follows: ' '

~ plication and the Examiner is aware of the fact

atent office giving

followin

~cation identified in the oath and contain no

‘papers filed in parent application Serial No.
mom-nny Submitted un&ig‘% US.C. 119, is
ntence appears on work sheet form
 as statement No. 4. i e
X th j',aqplimnt fails to call attention to the
fact that the certified copy is in the parent ap-

that the parent of a continuing application has
fully complied with the requirements of 35
U.S.C. 119 and is there ntitled to the bene-
fit of the filing date of an earlier filed forei
application, he should direct it to the appli-
cant’s attention in an Office action, as in the
language:
- [2] %A reminded that in order to
“be entitled to rity based on papers filed in
parent application Serial No. ______ under.
35 U.S.C. 119, a claim for such priority must
be made in this application. In making such
«claim, applicant may simply call attention to

Fplic‘

- the fact that a certified copy of the foreign
8 parent application.
- (MP.EP.20124(b),}” [R-20] =

lication is in' the

201.14(c) Right of Priority, Practice

[R=20]

- Before going into the practice with respect
to those instances in which the priority papers
are used to overcome a reference. there will
first be described the practice when there is no
occasion to use the papers, which will be in the
majority of cases. In what follows in this

section it is assumed that no reference hias

been cited which requires the priority date to
be overcome. 4 , :
o No IRREGULARITIES
When the pzipers under 35 I’SC 119 are re-

ceived they are to be endorsed on the contents
page of the file as “Letter (or amendment) and

foreign application”. Assuming that the pa-

pers are regular in form and that there are no
irregularities in dates, the Examiner in the

- next Office action will advise the applicant that

the papers have been received. The form of

- acknowledgment may be as follows:

[1] “Receipt is acknowledged of papers sub-
“mitted under 35 U.8.C. 119, which papers have

been placed of record in the file.”

This sentence appears on work sheet form
P()-1002 as statement 3. L

The Examiner will enter the information
specified in section 202.03 on the face of the file
wrapper. .

Rev. 25, Apr. 1569




pplicant to

~ a new oath or declaration stating correctly the

facts cOncernin% i
Ale

by Rule 65. tter in such cases may read:

in

- s

required.”

This paragraph appears VOh’,‘;'WOrk‘ sheet form

' PO-1002 as statement 7.

Other situations requiring some action by thé,
Exeminer are exemplified by the following

- sample letters.

~ No CLAm ¥oR Pluonrn'

[3] “Receipt is acknowle
copy, filed . o-—ooooo---

of . the

f the foreign

9, applicant
‘priority as re- =

quired by said section.”

Note: Where the accom

as a claim for priority.

' Forerex ArpLicaTions ArL More THAN A
Year Berore U.S. Fuine

[4] “Receipt is acknowledged of the filing
ON -oeooiemnney of a certified copy of the
_______ .. application referred to in the
(oath or declaration). A claim for priority

can not be based on said application, since the
United States application was filed more than
twelve months thereafter.”

This paragraph appears as statement 6 on
work sheet form PO--1002.

Rev. 21, July 1960

foreign applications required

[2] “Receipt is acknowledged of papers filed
____________ , based on an application filed

, ON _o i liimmen, Applicant
has not complied with the requirements of
Rule 65(a), since the (oath or declaration)
-does not acknowledge the filing of any foreign
application. A new (sath or declaration) is

a certified

panying letter states
that the certified copy is filed for priority pur- -
_poses or for the convention date, it is accepted

~ tion may be referred to the Group Director.

ea; er.

rinted heading of the patent

aimed priority date based on

lete specification; ie., November 1,

, for such subject maiter s not dis-
. A ; as ot o

1 "‘Receipt'i;s.acknﬁ oF
B ooy PUTPOTHNG o CO

~have been placed of record in the file.
~ Attention is directed to the fact that the
‘date for which priority is claimed is not the
date of the first filed foreign application
“acknowledged in the oath or declaration.
 However, the priority date claimed which will
wapf)ear in the printed heading of the patent
willbe —oi__o__lo.ll” S ;

te claimed)

o Cemrirmen Coey.

[7] “Acknowledgment is made of applicant’s
~claim for priority based on an application
Cfiled in Lo il il OM mmiecicemeens IS
noted, however, that applicant has not filed a
certified c(épg of the ... ______. applieation
as required by 35 US.C.119.” . .
The above paragraph appears as statement .
on work sheet form PO-1002. L i
The above letters are merely typical ones
which have been used, and any unusual situ:

AppLiCATION IN IssuE

The priority papers may be received while
‘the application is in issue. When the papers
are apparently regular in form and correspond
to the earliest foreign application recited in
the oath or declaration and this application is ;
not ton old, the Issue Branch will enter the S
papers, acknowledge their receipt, and make the : -
notation on the face of the tile. If irregular ;
priority papers are received while the applica- .

16




are racezvsd after tlw ssne fee has been paid,

nd Lhe apphcantﬁ o

Rmn oF PAPERS ,

: It is wmetlmes necessary f« ,t}w men er
to return papers filed under 35 U.S.C. 119

either upon request ¢ of the apphcmt or becawe

16.1

TATCS OF MpucAﬂéx i

201, I4~(c)

tion is in msm, t}m I&zue Bmm‘h m}} mk@ sp~ i 'thwrfml fo mmt a hasic reqmz*em%m of the

_propriate action. 1f foreign application papers

, .8 all fumxgn applications were filed
re than a year prior to the US. filing date.
Where the papers have not b

not necessary to secure approval

‘ missioner for their return but they
ehould be sent to the Group Director for can-

_cellation of the
_pers have been

Office stamps. Where the pa-

Hev, 21, July 1069

‘entersd In.

, red in the file, a request for
~ permission to return the papers should be ad-
dressed to the Commissioner of Patents and
forwarded to the Group Director for approval,



x parte prosecution.

the merits of an
is when a refer-
ve date between
the date of
he time of

aying an
“date (assuming the
The applican

ming

~ If the applicant

e Examiner, in his next

n in the case, may, if he so desires, spe-
ally require the foreign papers to be filed .
addition to repeating the rejection if it is

t.di considered applicable, or he may merely
_continue the ’rgectwn. In those cases where
+ the applicant

reference a translation is reguired, if the for-
~ eign papers are not in the Er lish language.
When the Examiner requires the filing of the
* papers the translation
_at the same time. This translation must be a

accurate by a sworn or official translator.
When the necessary papers are filed to over-
come the date of the regg‘ence,'the Examiner’s
action, if he determines that the applicant 1S
not entitled to the priority date, is to repeat
the rejection on the referenc
sons why the applicant is not considered en-
titled to the date. If it is determined that, he
is entitled to the date, the rejection is with-
drawn in view of the priority date.
If the priority pa :

pers are already in the file
when the Examiner finds a reference with the
intervening effective date, the Examiner will
study the papers, if they are in the English

language, to determine if the applicant is en-

titled to their date. If the applicant is found
to be entitled to the date, the reference is
_simply not used. Tf the applicant is found not
entitled to the date, the unpatentable claims
_ are rejected on the reference with an explana-
tion. If the papers are not in the English
language and there is no translation, the Ex-
aminer may reject the unpatentable claims and

at the same time require an English translation

for the purpose of determining the applicant’s
pur] , 1y ,
date of the foreign application with respect to

right to rely on the foreign filing date.

* foreign
Jident%ged in the ¢

- the priority d
' _inconsistency or

'a,?'plication ‘must be examined for the question
o ,
112, as well as’

 In applications file

es the foreign papers for the
may be submitted a certified copy of the British

purpose of overcoming the effective date of a : Britis
“provisional specification,” which may also mn

ould also be required =

sworn translation or a translation certified as -

e, stating the rea-

certified copy of the
monds with the one

applicat
‘ required by Rule 23

agreement as to in ors on the certified copy.

ment is resolved.
The most important aspect of the Examiner’s

" m:ftm pertaining to a right of priority is the

ation of the identity of invention be-
the U.S. and the foreign applications
foreign application _considered in
same manner as if it had beer filed in this
country on the same date that it was filed in
the foreign country, and the applicant is ordi-

" narily entitled to any claims . ased on such
. foreign application that he

would be entitled

to under our laws and practice. The foreign

sufficiency of the disclosure under 35 U.S.C.
to determine if there is a basis
for the claims sought. : T

d

from Great Britain there

. some cases be ‘accompanied by a copy of the
_ “somplete specification.” The nature and func-

tion of the British provisional specification is
decribed in an article in the Journal of the
Patent Office Society of November 1936, pages
770-774. According to British law the provi-
sional specification need not contain a complete
disclosure of the invention in the sense of 35
17.8.C. 112, but need only describe the general
nature of the invention, and neither claims nor

‘drawings are required. Consequently, in con-

sidering such provisional specifications, the
gestion of completeness of disclosure is impor-

. tant. If it is found that the British provisional

specification is insufficient for lack of disclosure,

_reliance may then be had on the complete speci-
fication and its date, if one has been presented.
~ the complete specification then being treated as
‘a different application. ~ .

In some instances the specification and draw-
ing of the foreign application mag have been
fled at a date subsequent to the filing of the
petition in the foreign countr s, Even though
the petition is called the app jcation and the
filing date of this petition is the filing date of
the application in a particular country, the date
secorded here is the date on which the specifica-
tion and drawing were filed.

It may oceasionally happen that the U.S.
application will be found entitled to the filing

Rev. 15, Jap. 1968

il bo rofused until the |



. plic
or issue’ fee

not, mventxom goxernment emp

be assigned to and owned bv the
See 607.01. e :

Rule '7'8( a), Rule 79 and Sectxon 901 11.

ere'ls ‘;eldom a reason for one application =
licant

apphcat on of another
10n assignee

r'eference' rdinarily sl uld not be perrmtted

 Rev. 15, Jan. 1968

: tice will

of paragraph 2 of Sectlon 306 of

tatus of the pare
bandoned” is not -
ce to the publ

Ss o Januarv 16, 1968, Bv whi

inted patent now mcludes all identify

ata of continuation-in-part applica-
been the practice in ‘continuation
itute, and reissue applications.

may occur, see the last para-
: of this infor-
headmg “does n '
claims are entitled to the bene-

]miz date. The above prac-

mnge t

‘assignments as set forth in the first sentence

e procedure with regard :

"‘M LP :



ot ‘ﬁzeﬁdmmyfm
o tent have

ity Is Chumed for Foreign Ap-
: phcahon [R-22]

will fill in the spaces concerning foreig
catxons provuied for on the face ¢

ge information to be wmtten on the fac
the file wrapper consists of the country,
cation date (pﬁ?lmg date), and if availabl

_ application and patent numbhers. In some in-

 stances, the particnlar nature of the foreign ap-
plication such as “utility model” (Germany
{Gebranchsmuster) and

ten in parentheses before the application num-
or example : Apphcatmn Number (util-

ber.
ity model) B62854.
~ The file wrappers used dunng the ﬁhng pe-
riod July 1964 to September 1966 contain
separate boxes for the ap
numbers, and a box for %
for }l)rlorlty has been made.
e wrappers in use from September 1966 to
the present further include an addltlona] box
labeled “B” for the Examiner to use for indi-
cating compliance of applicant with 35 U.S.C.
119.
If the ﬁlmg dates of several foreign applica-
tions are claimed (see § 201.15, last paragraph)
~ and satisfactory papers have been received for
, each mformatmn respecting each of the forei
, phcatxons is to be entered on the face of t e
file wrapper. The data of the second foreign ap-
phcatlon is written in the box below the first.
The heading of the printed specification of
the patent when it is issued, and the listing in
the Official Gazette, will refpr to the claim of
priority, giving the country, the filing date, and
the number of the apphoatmn (and the patent
number in some instances) in those cases in
which the face of the file has been endorsed.
In the case of designs, only the country an«l
ﬁhng date are to be nsged. ,

202.04 In Oath or Declaration
[R-22]

As will be noted hv reference to § 201,14, Rule
65 requires that the ‘oath or ck«‘lmmon include
certain - information concerning applications

In accordance with § 201. 14(c) ‘the Exammer' y

apan) must be writ--
in the Examining Group and before allow-

~ance,
_action is dqunqted as a “‘rejected” Qppllcatlon ,

lication and patent
ecking if no claim

f\iled Ifm;np?lzeanm o
in any foreign coun-
Iarutmu sh«:mld 50 stat

,erzgxnal patent for W ‘ap-
r reissue has been filed. For t e

form emp}oved for this notice see C]erk‘ -

= ,Manual

received an’ action by the Examiner.
‘amendment filed prior to the first Office Action
~does not . slter the status of a “new apphc'x-
. tiom. i . ;

phcatxon is one that has not yet
An

 203. 02 Rejected [R—22]

~An application whlch, durmg its prosecutmn '

contmm an unanswered Examiner’s

- Tts status as 2 “rejected” application continues -

as such unti! acted upon by the '1pphcant in
response to the Examiner’s actxon (within the
allotted reﬁpon:e perxod), or until it becomes
abandoned :

‘ ” or “old npphcatlon is one
that. havmg been acted on by the Examiner,
has in turn been acted on by the applicant in
response to the Examiner’s action. The appli-
cant’s response may be. confined to an election, a
traverse of the action taken by the Examiner or
may mc!ude an amendment of the ‘application.

203.04 Allowed or in Issue ’ [R~22]“’f :

An “allowed 3 phcatmn or an apphcatmn
“m issue™ is one which, having been examined, -
is passed for issue as a patent subject to pay-
ment of the issue fee, Its status as an “al-
lowed” cases continues from the date of the
notice of a]lowance until it is withdrawn from
issue or until it issues as a patent or becomes
abandoned, as provided in Rule 316. See § 712.
The files of allowed cases are kept in the
Issue and Gazette Branch, arranged numeri-

- cally by serial number.
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203.05 Abandoned [R-22]

An abandoned application is, infer alia, one
which is removed from the Oflice docket of

Rev. 22, Oct. 1089



" in checking t

case, or (3) for failure to p
 fee. (§§208.07, T11 to 711.05,712)

203.06 Incomplete [R-22]

3 Aﬁfﬁﬁglication‘lacking",'scme 'of"t’he‘,
~ parts and not accepted for filing is termed
~ incomplete application. (§§ 506 and 506.1)

though no abandonment had occurred.
08 Status Inquiries [R-22]

INQUIRY A8 TO STATUS OF

APPLICATIONS
Some uncertainty appears to have arisen as

applications which become abandoned through
- faljure to respond to an Office action which is

mailed but not received. For new ggpl ications,
t .

ro lack of diligence will be attributed if inquiry

.is made within a reasonable time affer the
OrriciaL GazerTe indicates that the date forthe
“Rule 14. " ~

Group in which the application is assigned for

ing date. For amended applications, lack of

sponse; obviously an inquiry after only about
two months would be premature.

Thus, no status letter or inquiry is needed for

new applications until ef#¢» the application date
becomes older than the reported Group date in
the Orrician Gazerre, and none is needed in an
amended case until at Jeast three months after
date of filing the amendment or response.

If an inquiry as to the expected time an appli-
cation will receive an action is found necessary,

Rev. 22, Oct. 1068

lowance) is not paid within three months after
‘the Notice of Allowance is abandoned for that
- reason. The issue fee may however be accepted ~ gether v , : r
by the Commissioner within a further period of ~ which includes a self-nddressed, postage-paid
three months on a verified showing of sufficient
cause in which case the patent will issue as.

duty of applicants to check the status of an
application in which an Office action may appear
 to be overdue and hence possibly to have gone
- aStray.. The(}:;esti(m as to applicant’s diligence

; : e status of an application must be
considered in connection with petitions to revive

- for failure to pay the issue fee.

examination is more recent than applicant’s fil-

diligence will not be attributed if inquiry is
made within six months after filing the re-

Rule i4 he.} sh
T

g

a.wmtingéj ion by : J

- should be made of the probabie date of reach-
_ing the case for action. The clerical force will
stamp status letters with a stamp provided in

to the Examiner

, ication who will

'S, , inal letter of inquiry

should be returned to the correspondent to-
gether with the reply. The reply to an inquiry

postcard should be made on the postcard with-

~out placing it in an envelope. The reply does

not count as an action in the case. This predie-
tion of a date is not to be considered as binding

upon the Examiner in making his next action.
~In cases of allowed applications, a memoran-

* dum should be pinned to the inquiry with a

tatement of date of notice of allowance, and
ransmitted to the Issue Branch for its appro-
priate action. This Branch will notify the in-
quirer of the date of the notice of allowance
and the status of the application with respect

to payment of the issue fee and a,bandonmgnt F

" In those instances where the letter of int;uify ‘

- goes beyond mere matters of inquiry, it should

not be marked as a ‘“‘status letter”, or returned
to the correspondent. Such letters must be
entered in the application file as a permanent
part of the record? The inquiry should be an-
swered by the Examiner, however, and in a
manner - congistent with the provisions of

Inquiries from Members of Congress con-
cerning the status of pending applications
should not be answered by the Examiner but
should be referred promptly to the Commis-
sioner’s Office for answer with a report as to
when a particular case will be reached for
further action on the part of the office.

“ Another type of inquiry is to be distinguished

from ordinary status letters, When a U.S. ap-

plication is referred to in n foreign patent {for
priovity purposes, for example), inquiries as to
the status of said application (abandoned,
pending, patented) should be forwarded to the
Application Branch.




xrxes x'egarﬁdmg he : ~ eal 'clamcal aectxm af tne Ex&k
titled to th mrma- -~ Group rsonnel can mdxl

as the Ofﬁcml recor: “'catmns‘ are 10*[1, o
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