dered and, @ fortwn, whether or noi:/,
uld have been -aliowed over. that’ ;

L ,g"thlsregardbyrev mngfrommakmgsuch
: Co

~ 1701 Exammers Not To Express Oplns
~ ion om Vahdlty' Neor Te;st;fy as

i[R‘ 1]

. ,:ﬁof” the 1

_ Office to refuse to permit members of the staf '
~ of the Patent Office to testify in patent suits,
 they should, before allowmg an application, de-

of member: 'f the Examining

Answ rs to inquiri

refused, and such refusal should“be .

as to validity. -
aminers are reminded that, in view
T“estabhshed policy of the Patent

£ 1 t,enmne that the wntten record is s,ccnmte and

involuntarily, upon
thonty, ’

compulswn by compet, ‘judicial

and without retamer or prepara
Congress, in 35 U.S.C. 282,

every patent granted by the Pat

_a presumption of validity. Publ

mands that every employee of t

frain from expressing to any interested person

any o inion or view as to the mvahdlty of an
. atent. The
vahdlty is exclusively

Corps is cautioned to be especially wary of any
_inquiry from any person outside the Patent
Office (including any ‘employee of another

government agency), the answer to which

| might indicate that a partlcular patent should
not have been issued.

Whenever an Examlner is asked or sub-

poenaed to testify in a suit concerning a pat-

ent, trademark registration, cr application for

elther, he is directed to report that fact im-
mediately to the Solicitor.

~ Examiners are cautioned agamst answering
inquiries from any person outside the Patent

Office as bo whether or not a certain reference

| ,l 702

'”Agents
ed in the examining eorps of the Patent Office will- ¢ |
regxstered after terminatlon of his services, mor, if.
egistered before such service, be reinstated, unlesshe
: undertakes ( 1) not to prosecute or aid in any manner’
“.in the prosecution of any appllention pend ng in.any
examining division during his period of service therein:
“and’ (2) not to prepare or prosecute nor o “agsist in g
uestion of vahdlty or in-. y/fany manner in the premmtion or pmsecntion of
..any application of another filed within two years
after the date he. left such division, and assigned
to such division, without the speciﬂc authorization of

2 matter for the courts
to determine. Each member of the Exmmmng‘ '

248

Restrlctwns on Exannners Re-
sxgnmg From the Office [R—-21]'

Eztract from Rule 341 Regwtmtion of Attomev and

gy Former ea:ammers No perqon ‘who has

the Commissloner Assoclnted and related ciasses in
other divisions may. be required to be mcluded in the

yundertakmg or designated classes may be exclude& In
. case applicat!on for registration or reinstatement is
" made after resignation from the Oﬂlce, the appncant;_

will not be registered or reinstated if he hag prepared
or prosecuted or assisted in the preparation or prosecu-.
tion of any such application as indicated ln t.hln
paragraph. '

In the above rule, “examlnmg dms:on is
mterpreted as synonymous with “examining
group ;
- See also section 309.
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and city

“applicant with
‘case of unassign

e data for the assign

he serial number of the -

number, (7) the title
ber of claims, (9)

(10) a selected figure
except in the case of a pl

of the origh
in the case of a d

' mppﬁ

theterm of the patent.

The Official Gazett 50
tration of each trademark p
~ sition, & list of trademarks reg
- trademark information, decisio
trademark cases rendered
. the Patent Office, notices o: , ‘
- mark suits, indexes of atents, disclaimers filed,

ion such as orders, notices,

 The patent and trademark decisions include
_ in particular those of the United States Court
of Customs and Patent A peals, the U.S.
Supreme Court, and the U.S. Court of Ap-
~ cases invo

peals for the District of QOolumbia Circuit, and

selected decisions of the. Commissioner of
Patents and Board of Appeals. These decisions
constitute such important statements of thelaw
_that the notice and decision section is sep-
arately printed in leaflet form and is distri-

buted to the Examiners.
An annual subscript

mailing). Single copy $1.50.

The ollo:fng parts of
purchased independently ain
the publication. They are issued on the same
date as the Grazette.
Patent Abstract Section. Reprint of the

patent section primarily for the benefit of those

whose principal interest is technical informa-

U4
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ee, if any, 4)

ilable for license or sale, and

, jon to the Official
Gazette costs $78 ($20 additional for foreign

the Gazette may be
of the remainder of

cations awaiting action.

- tional for :
Tredemork Supplement. Tra
trademark applications published
tion, list of trademark applicants,
of registered trademarks. Annus

of ist , subscription,_
$20.50 ($5.75 additional for foreign mailing).
Singlecopy 40cents.
Orders should be addressed and remittances
made payable to Superintendent of ‘Documents,

- U.S. Government Printing Office, Washington, f

04 Records Kept in Examining

re AITADg iumerically. an: ST
which those awaiting action are .
v individual Examiners. Each card

contains deta concerning the applications that
_ have been assigned to the Groups, identified by -
name of a %.1 cant, title of invention, serial
number an ) 3!
is also made. Each set of cards also shows the
' hame of the Examiner to whom the examina- G
tion is entrusted or the assigr '
~ nation and the class and subclass consid

ing date. Notation of attorneys

assigned docket desig-
red

* nost pertinent for examination, the successive

actions taken, and finally the patenting or

" abandonment or transfer of thecase. .
 Miscellaneous records are also kept relating
to matte

cases tem

plications or references chargedout. '

1705 Examiner’s Work Report and

> Actions To Be Counted Thereon
 All reporting of Examiner’s production,

_docket, and time activities is on a bi-weekly
 basis corresponding to the period covered by the
~ Time and Attendance Re;;;)rts,' PO-516.
~ Data Processing Branc

reports for each art unit:

makes the following

 Examiner’s Bi-Weekly Docket Activity Re-
port, PO-290—This report _covers infor-
mation regarding the new and amended appli-
The information is

; ers such as cases on appeal, cases in-
‘volved in interference, patentability report

i)oraril _in_or out of the Groups,
lving classification guestions and ap-



;;dazggofthe(}mnpm@mmd ot

»

except as the actions are':mailed; v

"The following only are counted as actions: :

‘Regular actions in new and amended

_action for each 'a’pf,ncatiém*whicgh" ‘

" consists only in suggesting claims for inter-
ference and one for each applicatio ecla

~ ing each interference. L

'8, Examiner’s statem
tions from his actions.

4. Examiner’s answers o appeals.
5. Decisions on motic ‘interference.
. 6. Letters advising r TONentry
' amendment after final action. ..~

7. Letter advisin ‘applicant that express

~ abandonment has '

* nonentr;

~ course.

“8: Declaration or redeclaration of an inter-

ference.
By “regular” action is meant re

cluding requirements for restriction; etters or

~ allowances by the Examiner as the result
of the examination of a new application or.

_ the reconsideration or reexamination of an

‘amended application; requirements for formal
changes or corrections; actions of the Exam-
iner applying or carryin ‘into effect final de-

‘cisions in interference, either on motions or on

riority; ‘actions on cases remanded by an.

. agpellate tribunal for reconsideration in view
o

" only one action will be counted in connection
with all such amendments., s

drawings, etc.), which do not bring the appli-
cation up for action; letters stating that the
Notice of Allowance will be sent in due course

cases special, amendments under Rule 312, and

gaken place and the file will e will
Do sent to the Abandoned Files Unit in due

ions, in-

practice of mailinga
affidavits or proposed further amendments by  other person by registered ma
~ appellants. Where more than ons amendment

is filed in any case before it is reached for .
consideration of the first of such amendments,

The following should not be counted as ac-
tions: Examiner’s Amendments; supplemental
actions citing additional references or correct-
inﬁ the data of references of record; letters
acknowledging receipt of communications (new
or supp!emental oaths, orders for corrections of

and answers to petitions to revive or to make

. TaEe ProcraM |
paper disclosing an invention and signed
the inventor or inventors may
e Patent Office by the invento

£ the inventors when ther
. owner of the inven

(or by any
n,or by the

. attorn g'e r agent of the inventoi‘(s‘)"':)‘r owner.
It will be retained fortwo yearsand thenbede-
~ stroyed unless it is referred to in a related

patent application within two years.
" The Disclosure Document is not & patent ap-

hlication, and the date of its receipt in the

atent Office will not become the effective filing
~ date of any patent application subsequently
~ filed. However, like patent applications, these

‘documents will be kept in confidence by the
. Patent Office. =~~~ T
. This program does not diminish the valueof
_the conventional witnessed and ‘notarized ree-
- ords as evidence of conception of an invention,
~ but it shonld provide a more creditable form o

evidence than that ‘grovide'd by the popular
isclosure to oneself or an-

 Contewror Discrosvre DocumeNt

_ Although there are no restrictions as to con- =
tent. and claims are not necessary, the benefits
“afforded by the Disclosure Document will de-

pend directly upon the adequacy of the dis-

closure. Therefore, it is strongly urged that the
‘document contain a clear and complete explana-

tion of the manner and process of making and
using the invention in sufficient detail to enable

~ a person having ordinary knowledge in the field
~ of the invention to make and use the invention.

When the nature of the invention permits, a
drawing or sketch should be included. The use

~or utility of the invention should be described,
_especially in chemical inventions.
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be forwarded ’

re joint in-




ge should be numbered. Text and dr
L be sufficiently dark to permit

th commonly used offce copying

: ENCLOSURES .
e fee described below, the

snt must be accompanied by a

addressed envelope and a separaie
, cate, s ¢
_ing that he 1nven!
- the material be received for proces ] i
Disclosure Document Program. The papers w1l
be stamped by the Patent Office with an iden

ber and date of receipp"and the

duy e request will be returned
~ addressed envelope together with a
cating that the Disclosure Docume:
, re}iéf upon only as evidence and that a p
- application should be diligently filed i
ection is desired. The invento:
the following form:
igned, being the inventor of ti

 papers be acce

- ment Program
a period of "tw’

The Disclosure Document will be preserved

in the Patent Office for two years and then will
be destroyed unless it is referred to in a related

 patent application filed within the two-year
; he Disclosure Document may be re-

eriod. , 4y | _be
erred to by way of a letter of transmittal in

closure Document beyond the two-year period,

it is not required that it be referred to in a pat-

SHezant application.

A feo of $10 lschargcd for this service. Pay-

ment must accompany the Disclosure Document
when it is submitted to the Patent Office.

WarNING To INVENTORS

The two-year retention period should not be
considered to be & “grace period” during which
the inventor can wait to file his patent applica-
tion without possible loss of benefits. Tt must
be recognized that in establishing priority of in-
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tice before the Patent Office. A Ds
+ Attorneys and agents Registered to
fore the U

'c'eiveg‘a,‘fli§t. of references cited by the German
a new patent application or by s separate letter ,",,examlner, in his action on an application filed L
filed in a pending application. Unless it is de-

sired to have the Patent Office retain the Dis- origin epplication}. :

" The German Patent Office will identify Ger-

: a e
he United States or'publicyémcnq
snywhere in the world more than

ear prior to the filing of a patent applica-

on that invention will prohibit the granting

ot familiar with whatis
ligence in completing the
ction to practice” underthe
he has other questions about
Patent Office advi imto

Patent Office is available for $1
erintendent of Documents, U.S.
rinting Office, Washington, D.C.

. Attorneys and agents may be
! 'OmeStv’mﬁjOI‘ e

‘The German and U.S. Patent Offices have ini-

ated a continuing program for exchanging
search results in cases where applications for
the same inventions are filed in both countries.
~ In general, the plan provides that where an
application is filed in the U.S. and LATER a

.corresponding application claiming U.S. prior-
ity is filed in Germany (U.S. origin applica-
_tion), the U.S. search results are sent to the Ger-.

man Patent Office after the first action on the
merits.  Conversely, the U.S. Patent Office re-

first in Germany and later in the U.S. (German

s, ;

through the newly set up Foreign Exchange
Section, yls‘respo_nsxble for processing all matters
in connection with the exchange program in co-

he Office of Patent Services, primarily ‘  ﬁ

_operation with the Examining Groups.

171001 US. O ,rigi":n', Apphcatmns o
. [R-21] = we

man applications which refer to a prior appli-
cation for patent in the U.S. for the same in-
vention, and request a search report from the
U.S. 'This request is on a printed sheet (blue),
designated by them as Form B, which gives the




~ iner, when filling out I’

" ences Cited, will check th : bo
- arked “Foreign Exchange” and will detach
 the Notice and include it in the folder with
- PO-892 which is forwarded to the Reference :

L . the application in the usual manner,

. p
which con
x at tl

Order 2
* Hf the first action on the merits does

~ any references, or if he application is bein
passed to issue on the first action, the clerk wi
check the appropriate place on the Notice an
~ return it to the Eoreigu Exchange Section.
- 1710.02

[R-21]

Inthe caseof a U.S. ﬁ,pplication",y\i"hich refers

~ toaprior German application for the same in-
_ vention, German search results are requested by
~the Foreign Exchange Section when the US

; in Application
Branch. A form, PO-952, identifying the U.S.
and German applications is complete ‘and for- |

applications are _received

warded to the German Patent Office. At the

~ same time, n Notice containing information to
assist the Group in handling the application 1s

inserted in the left inside section of the file
jacket to advise the Group that search results
may be expected. S

' l)n addition to the newly filed applications,

 cases already pending are included in the pro-,
am. The Foreign Exchange Section will

_ identify and locate applications in the Group,

insert a copy of the Notice in the file, and send a
request for search resuits on PO-952 to the

German Patent Office. |

German Origin Applications

in regular course. Ifitisnotinthe
when it is reached forac-

- applicat ;
‘ Y ‘made of the Foreign

ascertain if it has been

. whieh a search report citing references has been

received from Germany (copies of the refer- “

~ ences will have been placed in the file}, he is to
proceed with his own search and examination of

but taking

advantage of any assistance furnished by the

references cited by the German examiner; for

“example, features or anticipations adequately =

; sugphed'need not be searched for again. The
rel

erences cited by the German examiner, as

- well as any additional ones found, are tobe con-
sidered, and if pertinent, cited and used in the
~ usual manner. References should not. be cited
~merely because they have been listed by the Ger-

man Patent Office.

~ As indicated in,the‘joint ~"ré1')‘,of'tyy ublyished at?
838 OG 1225-6, May 23, 1967, miexcll)x

- .

be used as a reference in the German case and

that the German examiner presumably will not - L

have searched such patents, assuming that they

had reached Germany. Hence, particular at- k

tention should be paid to searching recent U.S.

patents. Also, the German examiner searches o
lassification system developed

according to a ¢

along principles somewhat different from the

U.S. classification, and references in related or

 analogous arts are not used to the same extent o
sl > ’
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, i angeatthe
. present time cannot completely replace the nec-
_essity for each office to conduct its own search.
In particular, it should be noted that a US.

~ patent which issued after the German filing

date, but which has an earlier filing date, cannot



~ mitted to the Philippines
_ tion, applicant must also agree that all amend-

pmgrmn involve
he United  State

h will process the ap

ton m the norm anner and e'mmme

o .1pplu ation in the usual time sequence.’

If the applicant. should later filea cor
ing application in the Pluhppme‘; Paten

 he may elect to use the special fil

Under this special filing procedure,
tiles his apphcation in the Philip
~_panied by a notice of election

~ the speeial pmcedm‘e which n
_contains a certification that the

clnding  references to 1ehte(
claims and drawings are ide

_the corresponding appl

in the I'nited States. lI'

; y fi

arlier ﬁled app]xca-
rion must be fully identified: and, in applica-
tions without a claim of priority, a certified copy
~of the earlier filed U.S. aj Ilghcatmn must besub-

ments to his 1.8, application will also be made

o with respect to his 'lpphcahon h]ed in the Phll-, -

ippines. -

Inthe [ ’h Patent ( )ﬁice, .lpphmnt w 1II regu- ’

larly file two copies of each amendment, one
copy must be marked "(“Op\ for Pluhppmes
Patent Office.” Upon termination of prosecution
the T°.8. Patent Office shall remove all copies
so marked from the U.S. file and promptly for-
ward the same to the Phlhppmes Patent Office.
~ Eleetion forms for participation in this spe-
cial program must be signe
simultaneously accompany the applwahon to be
filed in the Philippines.
["pon receipt of properly hlwl notice of elec-
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L feriﬁg a.1)1511c3t1011s Alternatlvely
prifres may request a

 Office. full exa
 tothe Pbihp
f  that a US.

atent Office. In addi- : .
o ~out¥nwd above r'onsonant w1th U. ‘4 Lzm will

in duplicate and

ab ?

of hng in the Phx!xp~

Office may, either on its

'hcan’t’s request, inquire
U.8. application and, :

infsing data, whether
dlowance, co

tent Ofﬁce, performmg whatever

sired and search for copendm gx%er— 1
ilip-

ylicant to sh cause wig‘,

the results of the UL

epted 1

nain open to the apphca

ng applications are ci

applied du

ation will not be forwarded

Patent Office, and the fact

ending application was cited

wonld be not 1atter of lnfornnhon, since

such mfezenc-éc, are mftpphmb]e in the Phlllp- ,

pme. .
- Where the apphmtmn ougnmtes in the Plul-

:pmes Patent Office and is subsequently filed in o
the 1.5, Patent Office, a similar procedure as

liev ed that tlus pmgram \nll facﬂltate L

the handhn of U.S.. origin applications ﬁled in

the Republlc of the Philippies resultmg ina :

savings in time and expense nf prosecutmn to, ,,

.5, applicants,
Election forms for pdrt]elp‘ltlon in tlus S

cial program are now available from ' e

Foreign Exc hange Sevtxon, Oﬂiue of Patent W
Services, :

1712 US.S d.sh"sea.-ch Fxchange '
[R-22]

\ program for th(- H('hango ni' qearoh msults f
h«m wen the patmt offices uf Sweden and the
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. examination should not
the Pluhppmes All avenuesof

g X‘lmu”iafmn in the U.S. Patent



sequently fi ,
similar procedure is followed w ereby
f()ﬁic' requests and the Swedish. Office

hist of refewnces cxted ‘bv the

P : :
Sweden of the U.S. appli g of hstmgs of referen

on, the Patent Office of St notifies the improve the quality of the
I"ttent Oﬁice of thh ﬁimrr b wardi “each office. o
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