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801 Introduction

The subject of restriction or unity of invention, and
double patenting are treated under U.S.C. Title 35,
the Patent Cooperation Treaty Articles and Rulm,
and the Rules of Practice.

802 Basis for Practice in Statute, Patent Cooper-
gtion Treaty, and Rules

The basis for restriction or unity of invention, and
double patenting practices is found in the following
siatute, nationsl procedure rules, and PCT articles
and rules:

35 U.S.C. 121 Divisional applications. If two or more independent
and digtinct imventions are claimed in one application, the Commis-
sioner may require the application to be restricted to one of the in-
ventions. If the other invention is made the subject of a divisionsl
application which complies with the requirements of section 120 of
thig title it sball be entitled to the benefit of the filing dste of the
origing! application. A patent issuing on an spplication with respect
to which s requiresnent for restriction under this eection has been
mede, or on an application filed as a result of such a requirement
shall not be wsed a5 & reference either in the Patent and Tredemark
Office or in the courts sgsinst a divitional application or against the
original epplication or any patent issved on either of them, if the
divisionsl spplicstion ie filed before the issuance of the patent on
the other application. If a divisiona! application is directed solely to
subject matter described and claimed in the original spplication s
filed, the Commissioner may dispense with signing and execution
by the inventor. The validity of a patent shall not be questioned for
failure of the Commissioner (o require the application (o be restrict.
ed t0 one invention,

35 US.C. 372 National stage: Reguivements and procedure

(ay All questions of substence snd, within the scope of the re-
quirements of the treaty and Regulations, procedure in en interna-
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tion 10 be recxamined under ssction 121 of this tide, within the
swpedﬂnreqdremdﬁemyudmmum

(b)Ampofchmofﬁawemgmmmipplm
solmhdutoformamglemmuveconceptmmderedtobe
one invention. In perticuler any of the following groupings” of
claims of different categories may be included in the same spplica-
tion: ‘

(1) im addition to a claim for s given product;”

@) e cleim for ome process specisily edapted for the menufacture
of the said product, es where the ‘of making as claimed
mnotbeusedtomkcoﬂwrmdwemﬂydnﬂ‘erentproducts,

(@) & clsim for one wse of the ssid product, as where s2id wse as
clsimed cannot be practiced with saother materiafly different prod-
vct; or

(i) both @) end (ii); (2) in addition to a clsim for 2 given process,
a claim for one apparatus or memns specifically designed for carry-
mgmthemdpzmﬂmmnmbemedtoprwmem-
other materially different process.

{c) K¢ the situation of peragraph (Y1) of this section exists where
claime to ell three categories, product, process and use, are includ-
ed, and the product cleims ere ot alloweble, the use and process
claims age not o linked as (o form a tingle general inventive con-
cept. Where the process and mse claims are not so joined by an sl-
lowable linking product claim, the spplicant will be required to
elect either the use or the process for prosecution with the product
clgim.

37 CFR 1.142. Reguirement for restriction. (8) If two or moge in-
dependent and distinct inventions are claimed in 2 single applics-
tion, the examiner in his action shell require the applicant in his re-
spomse to that sction to elect that inveation to which his claim shall
be restricted, this official scticn being called 2 requirement for re-
striction (also known s & requirement for division). If the distinct-
ness and independence of the iaventions be clear, such requirement
will be muede before any sction on the merits; however, it may be
made et any time before final action in the case, at the discretion of
the examines.

&) Claizaus to the invention or inventions not elected, if not can.
celled, age nevertheless withdrawn from further consideration by
the examiner by the election, subject however to reinstatement in
the event the requirement for restriction is withdrawn or overruled.

vepost, the
‘mise whother the.

erl.m.mmmvukywnmmnmlm
mwmamm(.)mmm. international
search International Searching Awthority shall detes-
interngtionsl compliea with the ge-

quirement of umity of invention s set forth in PCT Rule 13 end s
&Mnululmllﬁmummu&m
(b) If the Imterastional Searching Avuthosity considers that the in-
teruations] epplicetion does not comply with the requirement of
eaity of investion, it chall inform the epplicant sccordingly sad
invite the of sdditional fees (note §:1.445 and PCT Ast.
17(3)s) emd PCT Rule 40). The spplicant will be given 8 time
s:iodhmdmewithPCTRuleﬂ3wp&ythenddiﬁomlfees

{c) In the case of non-complisnce with umity of invention and
where no additional fees are paid, the international search will be
pesformed om the inveation ﬁm menuoned (“mm mvenuon") in
the clgims.

(d) Lack of nmty of invention may be duectly evident before
considering the clsims in rélation to eny prior ert; or efter taking
the prior art imto considerstion, as where & document discovered
during the search shows the invention claimed in a generic or Kak-
ing clsim lacks sovelty or is clearly cbvious, leaving two or mare
clgims joimed thereby without a common ‘ifventive concept. In
mchaunethlnmnmomlchhmgAmhomymymmthcob-
mothckefumtyofmvenhon o )

PC’l'Anman

Procsdure Befare the International Searching Authority.

(3)(e) If the Internstionsl Searching Avthority considers that the
international spplication” does not comply with the requirement of
unity of invention es set forth in the Regelstions, it thall invite the
epplicant to pay sdditions) fees. The Intérnations! Sesrching Au-
thority shall establish the internationsl search report on those parts
of the interastional applicetion which relate to the invention first
mentioned in the clsims (“main inventios™) and, provided the re-
quired sdditions] fees have been pesd within the prescribed time
limit, on those parts of the internstionsl spplication which relate to
inventions in respect of which the said fees were peid.

PCT Rute 13
Unity of Invention

131 Reguirement

The internstional application shall relate to one invention only or
tongmupd’mnomsohnkedastofomamglegenemlinm-
tive concept (“reqmremem of muty of invention").

132 Claum o D_ﬂ'emm Categonas

Rule lSlshnﬂbeconstmedaspermxmng.mpamcuhr one of
the following three possibilities:

(@) in additioa to an independent claizn for & given product, the
inclusion in the same intermationsl applicetion of an ndependent
claim for & process specially adspted: for the manufacture of the
said product, and the inclusion in the same internationsl application
of en independent claim for & use of the ssid product, or

(i) in addition to an independent claim for & given process, the
inclusion in the same international application of an independent
claim for an apperstus or means specifically desigred for carrying
out the said process, or

(tif) in addition to an independent claim for & given product, the
inclugion in the same internationsl application of an independent
claim for a process specially adapted for the manufactute of the
product, and the inclusion in the same internations) spplication of
un independent cleim for an apperetus or means specifically de-
tigned for carrying out the process.

13.3 Claims of One and the Same Category

Subject to Rule 13.1, it shall be permitted to include in the same
international application two or more independent claims of the
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13.4  Dependent Claims . “

Subjeettoldenl.udxdlbemmdtchhthem
‘& ressonsble number of dependent claima,

£3.3 Uu‘llly Models

AnymwdSmemwhmhmegrmot-nﬂﬁymddu
sought on the besis of sn internstionsl applicution may, instead of
Rules 13.1 to 134, apply in, respect of the matters regulated in
those Rules the provisions of its nationsl law coscerving utility
models once the of the intermationsl spplication hes
sarted in thet State, provided that the spplicant shull be allowed ot
laanuthsﬁnmdweanmofthemm-pp!mble
under Article 22 to adapt his application totbereqnn’emenuofthe
s:dprovmomofthemnomlhw

80201 Meaning of “Independent” “Distinct

35 US.C. 121 qnotedmtheprecedmgsecnon states
that the Commmissioner may require restriction if two
or more “independent and distinct” inventions - are
clasimed in one application. In 37 CFR 1.141. the state-
mmtnsmadethattwoormore“mdepeudentanddns—
tinct- mventnom” may not be clmmed in ooe apphca-
tion..

Thns mses the qmtxon of the subjer:ts as between
whnch the Comsnissioner may require restriction. This

in turn depends on the construction of the expressxon
“mdependent and distinct” inventions.

“Independent,” of course, means nof dependent lf

dtsunct"meamthesameﬂnng,thenususcmthe
statute and in the rule is redundant. ¥f “distinct”
means something different, then the,qumon grises as
to what the difference in meaning between these two
words may be. The hearings before the committees of
Congress considering the codification of the patent
laws indicate that 35 U.S.C. 121: “enacts as law exist-
ing practice with respect to division, at the same time
introducing a number of changes.” *

The report on the hearings does not mention as a
change that is introduced, the subjecm between which
the Commissioner may properly require division.

The term “independent” as already pointed out,
means not dependent. A large number of subjects be-
tween which, prior to the 1952 Act, division had been
proper, are dependent subjects, such, for example, as
combination and a subcombination thereof; as process
and apparatus used in the practice of the process; as
composition and the process in which the composition
is used; as process and the product made by such
process, etc. If section 121 of the 1952 Act were in-
tended to direct the Commissioner never to approve
division between dependent inventions, the word ‘in-
dependent” would clearly have been used alone. If
the Commissioner has authority or discretion to re-
strict independent inventions only, then restriction
would be improper as between dependent inventions,
e.g., such as the ones used for purpose of illustration
above. Such was clearly, however, not the intent of
Congress. Nothing in the language of the statute and
nothing in the hearings of the committees indicate any

Ny DOUBLE PATENTING .. 1.1

445"

intent to.change the substantive law on this, subject.
On_the coatrary, joindes: of the term ‘‘distinct” with
the term “independent”, indicates lack of such intent.
Thelawhnlongbeenesnblkhudtlutdepmdemm-
ventions (frequently. termed related inventions) such
as used foe illustration sbove may be properly divided
if they are, in fact “distinct” inventions, even though

- dependent.

INDEPENDENT

The term “independent” (i.e., not dependent) means
that there is no disclosed relationship between the
two or more subjects disclosed, that is, they are un-
connected in design, operation or effect, for example,
(1) species under a genus which species are not usable
together as disclosed or (2) process and apparatus in-
capable of bemg used in practicing the process

DISTINCT

‘The :erm “dlstmct” means that two or more sub-
jects as disclosed are related, for’ example as combina-
tion and pert (subcombmat:on) thereof, process and
apparatus for its practice; process and product made,
€&tc., but are capable of separste manvfacture;-use-or
sale s :claimed, AND ARE PATENTABLE /(novel
and unobvious) OVER EACH OTHER (though they
may each be nnpatentable ‘becanse of the prior art). It
will ' be noted that in ‘this definition the term “rela
is used as an alternative for “dependent™ in’ refernng
to subjwts other than independent subjects. :

It is further noted that the terms “independent™ and
“distinct" are used in decisions with varying mean-
mgs All decisions should be read carefully to deter-
mine the meamng intended.

§92.02 Deﬁnition of Restriction

Restriction, a generic term, includes that practice of
requiring an election between distinct inventions, for
example, election between combination and subcom-
bination inventions, and the practlce relating to an
election between mdependent mventlons, for example,
and election of species.

802,03 Meaning of General Inventive Concept

Rule 13 of the Patent Cooperation Treaty indicates
that an application should relate to one invention or
to a group of inventions so linked as to form a single
general inventive concept. This single general inven-
tive concept under the Patent Cooperation Treaty re-
lating to unity of invention in infernational applica-
tions substantially conforms to the concepts for the
restriction practice which has been used in nationai
applications in the Patent and Trademark Office.

All of the sections of this Chapter relate to both na-
tional and international applications except sections
804-804.04, 809.02(b), 809.02(c), 809.02(e), 809.04-821,
which relate to national applications only, and section
823, which relates to international applications only.

803 Restriction—When Proper

Under the statute an application may properly be
held to lack unity of invention or be required to be
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restricted 'to ome of two or more claimed inventions
odly if they are able to sepport separite patents and
they are either independent (uwsm-sosmm) or
thct (86 806.05-806.05()). -

if the search and examination of an: emire npphca-
tion cin be made without serious burdea, the examin-
er is encouraged to examine it on the merits, even
mough it includes claims to distinct or independent
inventions.

If it is demonstrated that two or more claimed in-
ventions have no disclosed relationship (“independ-
cut").reamuonshouldbereqmred If it is demon-
strated that two or more claimed inventions have a
disclosed relationship (“dependent™), then a showing
ofdutmctmmreqmredtombuantmaramcum
requirement.

Where inventions are neither independent nor dis-
tinct, one from the other, or they are not sufficiently
different to support more than one patent, their
Jjoinder in a single application must be permitted.

PracTickE RE MAREUSH-TYPE CLAIMS

The subject matter bere has been revised in view of
the decisions In re Weber et al, 198 USPQ 328
5%‘« 1978); and In te Hasas, 198 USPQ 334 (CCPA

This subsection desls with Markmh-type genetic
claims which include a plurality of slternatively
usable substances or members. In most cases, a recita-
tion by enumeration is used because there is no appro-
priste or true generic language. In many cases, the
Markush-type claims include independent and distinct
inventions. This is true where two or more of the
members are 3o unrelated and diverse that a prior art
reference anticipating the claim with respect to one of
the members would not render the claim obvious
under 35 U.S.C. 103 with respect to the other
membes(g).

In applications containing claims of that nature, the
mmmrmayreqmreapmmmnﬂelecﬂonofa
single species prior to examination on the merits. The
provisional election will be given effect in the event
that the Markush-type claim should be found sot al-
lowsble. Following election, the Markush-type claim
will be examined fully with respect to the elected spe-
cies and further to the extent necessary to determine

ility. Should the Markush-type claim be
found not allowable, examination will be limited to
the Markush-type clsim and claims to the elected spe-
cies, with claims drawn to species patentably distinet
from the elected species held withdrawn from further
consideration.

As an example, in the case of an application with a
Markush-type claim drawn to the compound C-R,
wherein R is a radical selected from the group con-
sisting of A, B, C, D, and E, the examiner msy re-
quire & provisional election of a single species, CA,
CB, €C, CD, or CE. The Markush-type claim would
then be examined fully with respect to the elected
species and any species considered to be clearly
unpatentable over the elected species. If on examina-
tion the elected species is found to be anticipated or

“\MPA " " . i o e A e ey b stk g

ch:mandchunswtheelectedspecmshdlbereject
ed, and claims to the non-elected $pecies would ‘be
held withdrawn from further consideration. As in the
prevailing practice, & womd action on the rejected
claims would be made final,

On the other hand, should no prior art be found
that anticipates or renders obvious the elected species,
the search of the Markush-type claim will be ex-
tended. If prior art is then found that anticipates or
renders obvious the Markush-type claim with respect
to a non-elected species, the Markush-type claim shall
be rejected and claims to the noa-elected species held
withdrawn from further comsideration. The prior art
search, however, will not be extended unnecessarily
to cover all non-elected species. Should applicant, in
response to this rejection of the Markush-type claim,
overcome the rejection, as by amending the Markush-
type claim to exclude the species anticipated or ren-
dered obvious by the prior art, the amended Markush-
type clsim will be reexamined. The prior art search
will be exténded to the extent necessary to determine -
petentsbility of the Markush-type claim. In the eveat
prior art is found during the reexamination that antici-
pates or renders obvious the amended Markush-type
claim, the claim will be rejected and the action made
final. Amendments submitted after the final rejection
further restricting the scope of the claim wnll not be
entered.

If the members of the Markush group are sufficient-
Iy few in number or go closely related that a search
and examinsation of the entire claim can be made with-
out serious burden, the examiner is encouraged to ex-
amine all cleims on the merits, even though they are
directed to independent and distinct inventions. In
such a case, the examiner will not follow the above
procedure and will not require restriction.

80301 Review by Primary Examiner

Since requirements for restriction under Title 35
U.S.C. 121 are discretionary with the Commissioner,
it becomes very important that the practice under this
section be carefully administered. Notwithstanding
the fact that this section of the statute apparently pro-
tects the applicant against the dangers that previously
might have resulted from compliance with an improp-
er requirement for restriction, IT STILL REMAINS
IMPORTANT FROM THE STANDPOINT OF
THE PUBLIC INTEREST THAT NO REQUIRE-
MENTS BE MAKE WHICH MIGHT RESULT IN
THE ISSUANCE OF TWO PATENTS FOR THE
SAME INVENTION. Therefore to guard against this
possibility, the primary examiner must personally
review and sign all final requirements for restriction.

804 Definition of Double Patenting

Double patenting does not relate to international
applications which have not yet entered the national
stage in the United States.

There are two types of double patenting rejections.
One is the “same invention” type double patenting re-
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4  RBSTRICTION; DOUBLE PATENTING + 2

Joction besed oa 35 U.S.C. 101 which states in the sin-
m&tnhva:m“myobhnam”mhu

. The inveative entity is the tole inveator or'the joint
mmmmvammmtwmA~
sole inventor in one applicatio mdmtuwenm;m

patenting i
tﬁmbuedonpubhcpoﬂcymherﬁmwutemdm
primarily intended to prevent proloagation of monop-
oly by prohibiting claims in: a second patent not pa-
tentably distinguishing from claims i a first patent. In
re White et al., 160 USPQ 417; In re Thorington et
al., 163 USPQ 644. Note also §§ 804.01 and 804.02.

Form Paragraphs 7.24-7.26 may be uwsed in obvious-
ness double pateating situations. |

7.24 Rejection, Obricusness Double Patenting
Chim[l]mjecwdundefthejudlcuﬂycrweddocmneofobw-
ousnem-type double patenting us being uapatentable over claim {2]

ofupplwms[ﬂ.Akboughtbechummm:demcﬂ.theym
mm .

i. In beacket 3, mcrtenﬂxerthepa(cntno ortbeeopendmzap-
plication serisl mumber.

2. In bracket 4, exploin the rejection. -

3 mwmbefolbmdbymmmph726u
mmaﬂmmmmmm
Ofﬁeem

225 mmmmm

Chm[t]mwﬁdmdeﬂhemdianﬂyumddommofobw
omtwe - o8 being unpetenteble over clsim [2}
of applicant’s (3} s view of [4) Atﬂ:eumethemvenuonwas
mede, it would have been obvious to (5], ,

Esswiser Note:

1. In bracket 3, insert either the patent no. or spplicant’s copend-
ing spplication serial 1o,
Z.Inbrwlm&menthewconduym‘em

3. In bracket 5, explain the rejection.

4. This paragraph must be followed by Foem Paragraph 7.26 at
the conclusion of all ocbviousness double patenting rejections in the
Office actioa.

7.26 Obviousmess Double Patenting, Basis

The obvicusnew-type double patenting rejection is s judiciaily es-
tablished doctrine besed upon public policy and is primarily intend-
ed (o prevent prolomgation of monopoly by prokibiting claims in a
second petent not petentably distinct from claims in 2 first patent.
In re Vogel, 164 USPQ 619. A timely filed terminal disclaimer in
complisnce with 37 CFR 1.321(b) would overcome & rejection on
this ground. See MPEP 804.02 and 1490,

Ezsaioer Mote:

This explanation should follow immedistely efter all rejections
made using Form Pasagraphs 7.24 and/os 7.25

The Court of Customs and Patent Appeals has held
that a terminal disclaimer is ineffective in the first
type, where it is attempted to twice claim the same
invention. However, the “obviousness” type double
patenting rejection may be obviated by a terminal dis-

claimer.

The term “double patenting” is properly applicable
only to cases involving two or more applications and/
or patents having the same inventive entity and where
an invention claimed in one case is the seme as, or not
patentably distinct from, an invention already
claimed. The term “double patenting” should not be
applied to situations involving commonly owned cases
of different inventive entities. Commonly-owned cases
of different inventive entities are to be treated in the
manner set out in § 804.03.

same entity, even if the sole inventor is one of the
joint inventors. Likewise, two sets of joint inventors
do not constitute a single inventive entity if any indi-
vidual inventor is included in one set who is not also
included in the other set.

80401 Nullification of Double Patenting Rejoc-

35 U.S.C. 121, third sentence, provides that where
the Office requires restriction at the national stage,
the patent of either the’ pateut or any divisional appli-
cation thereof conformmg to the requirement cannot
be used as a reference against the other. This apparent
nullification of double patenting ; as a ground of rejec-
tion or invalidity in such cases imposes a heavy
burden on the Office to guard agamst €rroneous re-
quirements for restriction where the claims’ define es-
sentially the same inventions in different language and
which, if acqmesced in, mlgbt result in’ the xssuance of
severil patents for the same inveation.’

. The _apparent . nullification of double patentmg asa
ground of rejectxon or. mval!dlty raises many. trouble-
some questions as 10 meaning and situations where it

apphw.

A. Srrwmons WHBRB'T!IB DOUBLE Pmram"ms
ancnou Unber 35 U.S.C. 121 DoEes NoT APPLY

(a) The apphcant voluntanly files two or more
cases without requirement by the examiner.

(b) The claims of the different apphcatxons or pat-
ents are not consonant with the requirement made by
the examiner, due to the fact that the claims have
been changed in material respects from the claims at
the time the reguirement was made.

(c) The requirement was written in a manner which
made it clear to applicant that the requirement was
made subject to the non allowance of generic or other
linking claims and such linking claims are subsequent-
Iy allowed. Therefore, if a generic or linking claim is
subsequently allowed, the restriction requirement
should be removed.

(d) The requirement for restriction (holdmg of lack
of unity of invention) was only made in an interna-
tional application.

B. SrruaTions WHERE Tue IDOUBLE PATENTING
ProtecrioNn Unber 35 U.S.C. 121 APPARENTLY
. APPLIES

It is considered that the prohibition against holdings
of double patenting applies to requirements for re-
striction between the related subjects treated in
§6 806.04 through 806.05(i), namely, between combi-
nation and subcombination thereof , between subcom-
binations disclosed as usable together, between proc-
ess and apparatus for its practice, between process
and product made by such process and between appa-
ratus and product made by such apparatus, etc., so
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Iftwommore asesue ﬁled by asmglemventwe
entity, :ndlhhcexparmondatesofthepﬂcnu.gmnt-
ed or to be granted, are the same, either because of a
common issue date or by reason of the filing of one
or more terminal disclaimers, two or more patents
may properly be gramted, provided the cleims of the
different cases are not drawn to the same invention as
defined for double patenting purposes (In re Knohl,
155 USPQ 586; In re Griswold, 150 USPQ 804; In re
Vogel and Vogel, 164 USPQ 619).

The Patent and Trademark Office cannot ensure
that two or more cases filed by a single inventive
eatity will have a common issue date. Apphcants are
cautioned that relisnce upon a common issue date
cannot effectively substitute for the ﬁlmg of one or
more terminal disclaimers in order to overcome a
proper double patenting rejecuon, part:culaxly since a
common issue date alone does not avoid the potential
problem of dual ownershxp of patents to pawntably
imdistinct inventions.

C!mms that differ from each ‘other (as:de from

minor  differences in language, ‘punctuation, efc.),
whether or not the differénce is obvious, are not con-
sidered to be drawn to the same invention for double
petenting purposes. In cases where the difference in
clsims is obvious, terminal disclaimers are effective to
overcome rejections on double patenting. However,
such terminal disclaimers must include a provision
that the patent shall be unenforceable if it ceases to be
commonly owned with the other application or
patent. Note 37 CFR 1.321(b).

Where there is no difference, the inventions are the
same and a terminal disclaimer is ineffective.

37 CFR 1.321(b). A terminal disclaimer, when filed in an applica-
tion to obviste 2 double patenting rejection, must be accompanied
by the fee set forth in § 1.20(d) and include a provision that any
patens granted on that application thall be enforcesble only for and
Mswbperwdthumdpﬂentlscommonlyowmdwnhthc
spplication or patent which formed the basis for the rejection.

See § 1490 for form.

804.03 Terminal Disclaimer Not Applicable—
Commonly Owned Cases of Different Inven-
tive Entities

37 CFR 1.78(c). Where two or more applications, or an applica-
tiom and a petent nsmimg different inventors and owned by the
same party contain mﬂicﬁnz claims, the auignec may be called
upon 1o state which named inventor is the prior inventor. In addi-
tica to making seid statement, the assignee may also explam why an
interference should be declared or that no conflict exists in fact.

In view of 35 U.S.C. 135, it is necessary (o deter-
mine priority of invertion whenever two different in-
ventive entities are claiming a single inventive con-
cept, including variations of the same concept each of
which would be cbvious in view of the other. This is
true regardless of ownership and the provision of 37
CFR 1.201(c) that interferences will not be declared
or continued between commonly owned cases unless

MANUAL OF PATENT EXAMINING PR

good-cause is: shown - themfo:. A’ termingl discleimer
can have no-effect in this situation, since the basis for
refusing more than one patent is 35 U.S.C. 102:0or 103,
andunotconnectedmthanyextenmnofmmopoly

Aceordmgly. ‘the mgnee of two-or more cases of
different - inventive éntities, containing conflicting
claims must ‘maintain a line of demarcation between
them. If such a line is not maintained, the assignee
should be called on to state which entity is the prior
inventor of that subject matter and to limit the claims
of the other application accordingly. If the assignee
does not comply with this requirement, the case in
which the requirement to name the prior inventor
was made will be held abandoned.

An application in which a requirement to name the
prior inventor: has been made will not be held aban-
doned where a tnmely response indicates that the
other application is abandoned or will be permitted to
become abandoned. Such a response will be consid-
ered sufficient since it renders the requnrement to
identify the prior inventor moot because the emstence
of conflicting claims is eliminated. -

“If after taking out a patcnt, 2 common ass:gnee pre-
sents claims for the first time in a copending applica-
tion not patentably distinct. from: the claims. in the
patent, the claims of the application should be reject-
ed on'thev-ground that the assignee, by taking out the
patent at a time when the apphcahon was not claim-
ing the patented mvention, is estopped to contend that
the patentee is not the prior inventor.

If a patent is inadvertently issued on one of two
commonly owned applications by different inventive
entities which at the time when the patent issued were
claiming inventions which are not patentably distinct,
the assignee should be calied on to make a determina-
tion of priority as in the case of pending applications.
If the determination indicates that the patent issued to
the senior entity, a rejection under 35 U.S.C. 102 or
103 should be made. An election of the applicant
(senior entity) as the first inventor should not be ac-
cepted without a complete (not terminal) disclaimer
of the conflicting claims in the patent.

The requirement under section 1.78(c) applies only
where the applications are claiming the same inven-
tion. This is the meaning of “conflicting claims”.

The requirement to elect under section 1.78(c)
cannot be based on the fact that the claims in the dif-
ferent cases have a common coacept, in the sense of
one element of a multiple-element claimed different
combination.

Before making the requirement, with its threat to
hold the case sbandoned if the election is not made by
assignee, the examiner must make sure that claims are
present in each case to the same inventions. Test:
Could the cases be put in interference, either on the
claims as presented or om insubstantially modified
claims?

If the answer to this test is in the affirmative, then
the requirement can be made; if the answer is in the
negative, then the requirement for election cannot be
made.
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&27bmmtlumm mmmmmm

MIppIm ummmmmmass
Usce lss.nkwlywdemmm of invention when
MMMmmmnMeuvmem
cept, including varistions of the same concept each of which would
be obvious in view of the other. A terminel dieclsimer can have 5o
eﬂmmmmmmmmmmmm
patent for one iavention is 35 U.S.C. 102 or 103 or estoppel and is
a0t coanected with any estension of monopoly. |

Themigmnmnredmmwhwhemyatbepmrmven-
wofﬂwmﬁmmbpctmummmmmecmmorm
other application sccordingly.
lflheuﬂgnecdoumncomplywnhthnreqmanem.thmapph-
muonwdlbeheMMomd(MPEPmm).

B p

i. in bracket 1, dnufy:heotbenppmam

2. in bracket 2, identify the common invention claimed.

3 The invention must be same for both investive entities when

wing this paregraph.

828 Diferemt bus Obvious Inventions, Canmm

This application & considered to cleim ea mvention not patenta-
bly distizct from the mvention cleimed in commonly astigoed [1).
Where different inventive entities are involved oanly ope patent
should issue for inventions that ase pot ydnsuuctfrom
mhather AMWW!QZUSPQM[Z}.

" Ezemlnor Note:

* 4 beacket 1, tasest A SemlNoarPlumNo S
,mwmzmwhymms)mummif
the other entity s prios, ie., why this invention is cbvious over the
other invention.

A termingl disclsimer can have no effect im this situation, since
the basis for refusing more than one patent for oue invention is 35
U.E.C. 102 or 103 or estoppel, and is not connected with any exten-
gion of monopoly. In accordance with 37 CFR 1.78(c), the ssignee
is called upon to eisfe which entity is eatitled (o priority of the fol-
lowing invention: {3}

Failure (o comply will result in abandonment of this application.

Ezssalner Note: _

1y im bracket 3, indicate the invention for which priority is to be

If the other inventive entity is named the prior inventor, claim
4] rejected 28 umpatentsble over the inventiom of szid eatity for
reasons stated sbove.

Ezsminer Notes

This paregraph iz applicable when differest inventioss sse in-
volved, and when the record is not clear which is eatitled to prior-
ity, and one application could not issue if the other is prior.

804.04 Submission to Group Director

In order to promote uniform practice, every action
containing & rejection on the ground of double patent-
ing of either a parent or a divisional case (where the
divisional case was filed because of a requirement to
restrict by the examiner under 35 U.S.C. 121, includ-
ing a requirement to elect species, made by the
Office) must be submitted to the group director for
approval prior to mailing. When the rejection on the
ground of double patenting is disapproved, it shall not
be mailed but other appropriate action shall be taken.
Note § 1003, item 4.

805 Effect of Improper Jolnder in Patent

35 U.S.C. 121, last sentence provides: “The validity
of a patent shall not be questioned for failure of the
Commissioner to require the application to be restrict-

The genenl pnuctp!u ulm eo dmtmctnm or
mdependem may be summerized as follows:

1. Where inventions are imdepement (i.e., no die-
closed relation therebetween), restriction to one there-
of is ordinarily proper, §§ 806.04-806.04(j), though a
reasonable number of species may be claimed when
there is an allowed (novel and unobvious) claim ge-
neric thereto, 37 CFR1.141, §§ §09.02-805.02(e).

2. Where inventions are related as disclosed but are
distinct as claimed, restriction may. be proper.

3. Where inventions are related as disclosed but are
not distinct as claimed, restriction is never proper.
Since, if restriction is requ:red by the Office double
patenting cannot be held, it is imperative the require-
ment should never be: made where related inventions
s “clsimed -are’ not - distinet For (2) and (3) see
§§ 806. 05-306 05(1) arid 809.0.

806,01 Compare Clsimed Subject Matter

In pmmg upon, questions of double. patemm.g and
restriction, it is the claimed ‘subject matter that is con-
sidered and such' claimed subject matter must be com-
pared in order to determine the question of distinct-
ness or mdependence

806,02 Patentahﬂity Over the Prior Art Not
Congidered

For the purpose of & decision on the question of re-
striction, and for this purpose only, the claims are or-
dinarily assumed to be in proper form and patentable
(novel and unobvious) over the prior art.

This assumptlon, of course, is not continued after
the question of restriction is settled and the qu&tlon
of patentabnhty of the several claims in view of pnor
art is taken up.

806.03 Single Embodinent, Claims Defining
Same Ezsential Features

Where the claims of an application define the same
essential characteristics of a simgle disclosed embodi-
ment of an invention, restriction therebetween should
never be required. This is because the claims are but
different definitions of the same disclosed subject
matter, varying in breadth or scope of definition.

Where such claims appear in different applications
optionally filed by the same inventor, disclosing the
same embodiments, see §§ 804-804.02.

806.04 Independent Inventions

If it can be shown that the two or more inventions
arc in fact independent, applicant should be required
to restrict the claims presented to but one of such in-
dependent inventions. For example:

1. Two different combinations, not disclosed as ca-
pable of use together, having different modes of oper-
ation, different functions or different effects are inde-
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peadent. An article of spperel such as a:shoe, and 2
locomotive beasing would be an example. A process
of peinting a house and a process of boring a well
would be a second example. .

2 WrethetWoinvenuomareproceuandappa
ratus, and the spparstus cannot be used to’ practice
the process or any part thereof, they: are independent.
A specific process of molding is independent from a
molding spparatus which cannot be uged to pmctnce
the specific process. -

3. Where species under & genus are mdependem
For . example, & genus of paper clips havmg species
differing in the manner in which a section of the wire
is formed in order to achieve a greater increase in its
holding power.

SPECIES ARE TREATED Emnsrvm.v IN THE
FOLLOWING Sr—:mons ‘

806. M(a) Species—-Genns

The statute (35 U.S.C. 121) lays- down thc general
rule that restriction may be required to one of two or
more indep;endcnt inventions. 37 CFR 1.141 makes an
exception to this, providing that a reasonable number
of species may be claimed in one apphcauon rf the
other conditions of the rulé are met.”

806.04() SpeciesMsyBeRelatedInvenﬁons ;

Species, while usually independent may be. re!ated
under the particular disclosure. Where inventions as
disclosed and claimed ‘are both (a) specrm under a
claimed genus and (b) related, then the questxon of re-
striction must be determined by both the practice ap-
plicable to election of species and the practice appli-
cable to other types of restrictions such as those cov-
ered in §§80605—806 05(). If restriction is improper
under either practice, it should not be required.

For example, two different subcombinations usuable
with each other may each be a species of some
common generic invention. In ex parte Healy, 1898
C.D. 157, 84 O.G. 1281, a clamp for a handle bar
stem and a specifically different clamp for a seat post
both usable together on a bicycle were claimed. In his
decision, the Commissioner considered both -the
restriction practice uader election of species and the
practice applicable to restriction between combination
and subcombinations.

As a further example, species of carbon compounds
may be related to each other as intermediate and final
product. Thus these species are not uuiependcnt and
in order to sustain a restriction requrremcnt, distinct-
ness must be shown. Distinctness is proven if it can be
shown that the intermediate product is useful other
than to make the final product. Otherwise, the dis-
closed relationship would preclude their being issued
in separate patents.

Form Paragraph 8.14 may be used in intermedi-
ate—final product restriction requirements.

814 Intermediate—~Final Product

Examiner Note:
Following is shown an Intesmediate—~Final Product situation.

Inventions [1] and [2] ere related as mutually exclusive species in
intermediate-final product relationship. Distinciness is proven for

MANUAL OF PATENT EXAMINING. mnunE S
.mmmmﬁmmm“m“ e o

P‘W)slndthelpeclesarepnenubly
806.04(k))., .

lIm tlm munt cue. the lmermedme product u decmed to be

‘therersuothingonthurwordtorhowmemtobeobwomvu-

hnu.sbouldnpplicmrmveneonthegromdthntrhespeerum
ot patentably distinct, npp!mnhouldsubmﬁmdenceondemify
such evidence now of record showing the speties to be obvious
vmmmehrlyadmﬂontherecordthnthrsuthem in
either instance, if the examiner finds one of thie inventions anticipat-
ed by the prior art, the evidence or admission may be used in a
rejectlonunderls Us.C. 103 ofrheothcrmventron ‘

806.04(c) Snbcombnnation Not Generic to Combi-
nation
The situation is frequently presented where two. dif-

ferent combinations are disclosed', having, a- subcom-
bination common to each. it is frequently puzzling to

‘determine whether a claim readable on two dlfferent

combinations is generic thereto.
This was early recognized in Ex parte Smith, 1888
C.D. 131, 44 O.G.. 1183, where it was held that a sub-
combinstion’ was not genenc to the drfferent oombma-

fnons in which it was used.”

To’ exemplrfy. & claim that deﬁnes only the subcom-
bination, eg., the mechanical structure of a Jomt, is
not a generic or genus claim to two forms of a combi-
nation, e.g., two different forms of a doughnut cooker
each of which utilize the same form of joint.©
806.04(d) Definition of a Generic Claim

In an application presenting three species illustrat-
ed, for example,-in Figures 1, 2 and 3 respectively, a
generic claim should read on each of these views; but
the fact that a claim does so read is not conclusive
that it is generic. It may define only an element or
subcombination common to the several species.

It is not possible to define a generic claim with that
precision existing in the case of a geometrical term. In
general, a generic claim should include no material
element additional to those recited in the species
claims, and must comprehend within its confines the
organization covered in each of the species.

For the purpose of obtaining claims to more than
one species in the same case, the generic claim cannot
include limitations not present in each of the added
species claims. Otherwise stated, the claims to the spe-
cies which can be included in a case in addition to a
smgle species must contain all the limitations of the
generic claim.

Once a claim that is determmed to be genenc is al-
lowed, all of the claims drawn to species in addition
to the elected species which include all the limitations
of the generic claim will ordinarily be obviously al-
lowable in view of the allowance of the generic
claim, since the additional species will depend thereon
or otherwise include all of the limitations thereof.

When all or some of the claims directed to one of
the species in addition to the elected species do not
include all the limitations of the generic claim, then
that species cannot be claimed in the same case with
the other species, see § 809.02(c)}(2).
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Kover species. Clﬂmmyberémuedmamﬁgledm-
closed’ émbodimient (i.e. a single species; and thus be
designed a specific species claim), or a claim ‘]msy in-
clude .two. or more: of the disclosed. embodiments
within the breadth and scope ofdeﬁmtmn (and thus
be designated a generic or genus claim).

Species are always the specifically d{ﬂirem embodi-
mentr. '

Species are wsually but not always independent as
disclosed (see § 806.04(b)) since there is usually no
disclosure of relationship there between. The fact that
a genus for two different embodiments is capable of
being conceived and defined, does ot affect the
independence of the embodiments, where the cise
under consideration contains no disclosure of any
community of operation, function or effect. :

806040 Clsims Restricted to Species, by Mutu-
ally Exclugive Characterisﬁa

Chxmmberwmmdwdxﬁbtmspemesmmtbc
mutuslly exclusive. The general test as to when
claims are restricted teapectwe!y to Mm species is
the fact that one claim recites limitations which under
the disclosure ate found in a first species but not in a
second, while a second claim recites limitations dis-
cimedonlyforthesecondspecmandnottheﬁrst.
This is frequently expressed by saying that claims to
be restricted to different species, must recate the my-
tually exclusive characteristics of such species.

806.04(k) Species Must Be Patentably Distinet
From Each Other and From Genus

Where an applicant files a divisional application
claiming a species previously claimed but nonelected
in the pavent case, pursuant to and consonant with a
requirement to restrict, there should be no determina-
tion of whether or not the species claimed in the divi-
sional apphcatm is patentable over the species re-
tained in the parent case since such a determination
was made before the requirement to restrict was
made.

In a national application containing claims directed
to more than a reasonsble number of species, the ex-
aminer should not require restriction to a reasonable
number of species unless he is satisfied that he would
be prepared to allow claims to each of the claimed
species over the parent case, if presented in a division-
al application filed according to the reguirement. Re-
striction should not be required if the species claimed
are considered clearly unpatentable over each other.

In making a requirement for restriction in an appli-
cation claiming plural species, the examiner should
group together species considered clearly unpatenta-
ble over each other, with the statement that restric-
tion as between those species is not required.

Where generic claims are allowed in & national ap-
plication, applicant may claim in the same application
edditional species as provided by 37 CFR 1.141. As to
these, the patentsble distinction between the species
ot between the species and genus is not rigorously in-

mnmou;m&mm WA

‘Rer, tbere ahould be clme invangatwn ‘fo ‘determine

the presence or absence of patentable dnﬂ‘erenee See
§3 804.01 and 804.02.:. WEERE

806.04() Generic Claim Rejected - When Pre-
sented for First Time After Issue of Species

| Where an apphcant has aeparate natnqnal apphca
tions for plural species, but presents no. generic. claim

‘mﬁla&erthemueofapamtforoneofmespecm,

the generic claims. cannot- be -allowed, . even :though
the applications: were' copending, In ge! Blattner 114
USPQ299 44 C.C.P.A. 994 (CCPA. 1957).- o

WM) Generlc Clainm in One Patent Only

Generic clamu covenng two or more. species; whx:h
are separately claimed i in two or,more. patents to the
same inventor issued on co apphcatwns wrust
all be present in a single one of the patents. If present in
two or more patents, the genenc claims in the later
patents are void. Thus generic claims in ‘an application
should be rejected on the ground of double patenting
in view of the geueric claims of the patent, Ex parte
Robinson, 121 USPQ 613 (Bd. App., 1956)

806.05 . Rehtedlnmﬁom

Where two or more related inventions are being
claimed, the prmclpal questlon to be 'determined in
connection with & requirement to restrict or a rejec-
tion on the ground of double patenting is whether or
not the inventions as c]mmed are distinct.” If they are
distinct, restnctnon may be proper. If they are not dis-
tinct, restriction is never proper. If non-distinct inven-
tions are claimed in separate apphcatlons of patents,
double patenting miust be held, except where the addi-
tional apphcattons were filed consonant with a re-
quiremént to restrict in a national apphcatxon

The various pairs of related inventions are noted in
the followmg sections.

806.05(n) Combinaﬁon or Asgregaﬁon and Sub-
combination or Element

A combination or an eggregation is an organization
of which a subcombination or element is a part.

The distinction between combination and aggrega-
tion is not material to questions of restriction or to
questions of double patenting. Relative to questions of
resteiction where a combination is alleged, the claim
thereto must be assumed to be allowsble (novel and
uncbvious) as pointed out in § 806.02, in the absence
of & holding by the examiner to the contrary. When a
claim is found in a patent, it has already been found
bytth!ﬁcetobeforammbxmﬂonmdnotmag-
gregation and must be treated on that basis. .
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(AB)thattheeuminetholdsmbeoklmd
mpltenubleandthe‘mgmbumﬁon(n)inwéh:chthe

parte
Donnell, 1923 C.D. 54, 315 OG 598. (8&’8200!)

$06.05(¢) mumwm
msmm“mm«am

lnordertoeatablmhthatcommmmdmbeom
bination inventions are distinct, two-way distinctness
must be demonstrated..

To support & requirement forrestncuon,both two-
way distinctness and reasons for mﬂstmg on restric-
tion are necessary.

lfltcanbeshowntmtaoombiman,asclaimed

- (1) does not require the particulars of the subcom-
bmauun a8 claimed for pnentnbnhty (to show ‘novelty
and unobviousness), and -

(2) the subcombination can be shown to have utnhty
either by itself or in other and different relations, the
mvenmmdmmwmmmmmbe
shown, such inventions are not distinct. -

The fo!lcmmg enmpla are mcluded for general

1. SUBCOMBINATION NoOT ESSENTIAL TO
COMBINATION

ABnr/Bsp Restriction proper

Where a combination as claimed does not set forth
the details of the subcombination ss separately
claimed and the subcombination has separate utility,
the inventions are distinct and restriction is proper if
reasons exist for insisting upon the restriction, i.e. sep-
arate clagsification, status, or field of search.

This situation can be diagramed as combination 4
Bye, and subcombination Byp. Bpe indicates that in the
combination the subcombination is broadly recited
and that the specific characteristics set forth in the
subcombination claim. B, are not set forth in the
combination claim.

Since claims to both the subcombination and combi-
nstion are presented and assumed to be patentable, the
omissionofdetaihoftheclaimedsubcombimﬁon&p
in the combmatmn claim 4 By is evidence that the

ility of the combination does not rely on the
details of the specific subcombination.

2. SUBCOMBINATION EWERTIAL TO COMBINATION
A Bgp/Bep No restriction

If there is no evidence that combination 4 By is
patentable without the details of B, restriction
should not be required. Where the relationship be-
tween the claime is such that the separately claimed
subcombination B constitutes the easential distin-
guishing feature of the combination 4 By as claimed,
the inventions are not distinct and a reguirement for
restriction must not be made, even though the sub-
combination has separate utility.

MANUAL OF PATENT EXAMINING PROCEDURE

3. Some COMBINATION CLangs RECITE svm'
FERATURES OF THE . ATION | ;
Coumm‘lm CLaMS GNE Evnmscx ‘THAT. m
Svmmmwu Is NoT ESSENTIAL TO THE, Cou-
. BIRATION.

A B/ A Bor (Evidence claim)/ By Restriction p peoper

Claim 4 By is an evidence claim which indicates
thattheeombinauondoanotrelyuponthespecaﬁc
details of the subcombination for its patentability. If
claim A By is subsequently found to be unallowable,
the question of rejoinder of the inventions restricted
must be reconsidered and the letter to the applicant
should so state. Therefore, where the combination
evidence claim 4 By does not set forth the details of
the subcombination Bep and. the subcombmanon B
has separm utility, the inveations are. distinct and re-
striction is proper if reasons exist for insisting upon
the restriction.

In applications clmmmg plural mventxons capable of

being viewed as related in two ways, for example. as
‘both combination-sibcombinatios and also as different

statutory categories; both applicable eriteria for “dis-
tmctmesmustbedanonstmtedtosupponarm
tion requirement. See also’ § 806.04(b)-

Form Paragraph 8. 15 may be used in combmatncm
subcombmatlon rstnctlon reqmrements :

8.15 Combinatwn-Suboombuamu
Exsminer Note:

Fol!omng is shown a combmanon—:ubwmbmatmn .nmanou. (MPEP
805.05(c)). ‘

Inventions [1] end [2] are rehmdu combmauon and subcombm
tion. Inventions in this relationship ere distinct if it can be shown
that (1) the combination as claimed does not require the perticulars
of the subcombination as cleimed for patentability end (2) that the
subcombination. has utility by  itself or in other combinations.
(MPEP 80605(c)) In this instaat case, the combination as cisimed
does not require the particulars of the subcombination as claimed
because [3]. The subcombination hss separate unhty such as [4].

Exsmiser Note:

In situations involving evidence clauns, see MPEP 806.05(c), exam-
Ple 3, and explain ir bracket 3.
In bracket 4, suggest unluy other than used in combination.

§ 806.05(d) Subcomhimﬁom Usable Together

Two or more claimed subcombmanons, disclosed as
usable mgether in a single combination, and which
can be shown to be separately usable, are usually dis-
tinct from each other.

Care should always be exercised in this situation to
determine if the several subcombinations are generi-
cally claimed. (See 806.04(b).)

Form Paragraph 8.16 may be used in restriction re-
quirements between subcombinations.

816 Subcombinations, Usable Together

Ezeminer Note:

Following is shown a situation of subcombinations usable twgether.
(MPEP 806.05(d)).

Inventions [1] and [2] are related as subcombinations disclosed as
usable together in & single combinstion. The subcombinations are
distinct from each other if they are shown (o be separately wsable,
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 RESTRICTION; DOUBLE PATENTING . | - §96.0%@

lnthehmmmdnmvmmhummndstymchnm
See (MPEP 806.05(d)). ,

Esaminor Nota:

L. In bracket 3, hmww:egmpnmkrorummym

invention.
2. In brackes 4, sugpest utility other thar with other invention.

8§ 806.05(e) Process snd Apparstus for Its Prac-
tice-=Digtinctness

37 CFR 1.141, Different inventions in one application.

(b) A group of cleims of different categories in an application o
lmkedutofomnm;iemvmuveconcepcueeom&deredmbe
one invention. Is perticuler any of the following groupings of
claims of different categories may be included in the same applica-
tion:

[ @ L]

(2) In-sddition to s claim for 2 given process, a clasim for one
apparatus or means specifically designed for carrying cut of the
saxdprocess,thatu,ncanumbeuedwpmcucemoﬂmmwﬂaﬂy

different process.

The words, “that is” in § 1.141(b)}(2) should be read

as “for example”. The one way distinctness set forth
in the rule is illustrative and is not limiting to that
mentioned. No change in practice under this section
was intended by the 1978 rule change. The example
was included in the rule to illustrate the meaning of
“specifically designed.”

In applications claiming inventions in different stat-
utory categories, ouly one-way distinctness is general-
iy needed to support & restriction requirement. How-
ever, see § 806.05(c).

Process and apparatus for its practice can be shown
to be distinct inventions, if either or both of the fol-
lowing can be shown: (1) that the process as claimed
can be practiced by another materially different appa-
ratus or by hand, or (2) that the apparatus as claimed
can be used to practice aﬂothet and materially differ-
ent process.

Form Paragraph 8.17 may be used to make restric-
tion requirements between process and apparatus.

8.17 Process and Apparatus

Examiner Notes

Following is shown a Process and Apparatus for its Practice situa-
tion. MPEP (606.05(c}).

Inventions [1] and [2] are related as process and appasatus for its
practice. The inventions are distinct if it can be shown that either:
(1) the process as clained can be practiced by another materially
different apparetus or by hand, or (2) the spperatus as claimed can
be used (o practice another and materislly different process.
(MPEP £06.05(e}). In this case [3].

Exsminer Note:

In bracket 3, use one or more of the following reasons:

1) the process as clatmed ean be practiced by another and materially
different apparatus such as © ¢ ®

2} the process us claimed can be practiced by hand,

3) the apparatus as claimed can be used to proctice another and ma-

terially different process such as ® ©

806.05(5) Process of Making and Product
Made—Distinctness

37 CFR 1.141. Different inventions in one application.

@ [ & [ ] ¢

(b)AztwpochmofM,m mnnapp!ieMm
lmhadnwfomamﬂemvmva are considered 1o be
ooe imvention. lnpmiuuhrmyofthefoﬂowmagroupﬁnpof
dmofdtﬁemntammmyhemcludedmthemmﬁc&
tiom:

(1) in addition to a claim for & given product, .

()acbmfmommwnympudfmthemfmu
of ihe said product, s where the process of making es claimed
cenmot be used to make other and materisily different products;

The words “as where” in 37 CFR L141(B)Y1Xi)
should be read as “for example”. The one way dis-
tinctness set forth in the rule is illustrative and is not
limiting to the one lllustrauon given. No change in
practice under this section was intended by the 1978
rule change. The example.was included in the rule to
illustrate the meaning of “specially adapted”.

A process of making and a product made by the
process can be shown to be distinct inventions if
either or both of the followmg can be shown: (1) that
the process as claimed is not an obvious process of
making the product and the process as claimed can be
used to make other and different products, or (2) that
thepmductasclmmedmnbemadebyanothcrand
materially different process.

Form Paragraph 8.18 may be used in restriction re-
quirements between product and process of making.

&18 Product and Process of Malung

Faﬂoﬁng is shown a Product and Process of Making situation
(REPEP 806.05(0).

Inventions [1] and (2] are relsted as process of making end prod.
uct made. The inventions are distinct if either or both of the fol-
lowing can be shown: (1) that the process s claimed can be used to
make another and materially diffevent product or (2) that the prod-
uct as claimed can be made by another and materially different
process (MPEP 806.05(f)). In the instant case {3).

Exeminer Note:

In bracket 3, use ane or more of the following reasons:

1) the process as clgimed can be used to make a matevially different

product such as * * %,
2J the product as claimed can be made by a materially different

process such as ® ® *

806.05(g) Apparatus and Product Made—Dis-
tinctness

An apparatus and a product made by the apparatus
can be shown to be distinct inventions if either or
both of the following can be shown: (1) that the appa-
ratus as claimed is not an obvious apparatus for
making the product and the apparatus as claimed can
be used (o make other and different products, or (2)
that the product as claimed can be made by another
and materially different apparatus.

Form Paragraph 8.19 may be used for restriction
requirements between apparatus and product made.

819 Apparatus end Product Mede

Exsminer Note:

Following (s shown an Apparatus and Product Made situation,
(MPEP 8§06.05(g)).

Inventions [1) and [2] are related as apparatus and product made.
The inventions in this relationship are distinct if either or both of
the following can be shows: (1) that the apparetus as claimed is not
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mobvtomwformkhgthepfodwndmew“m
be used for making a different product or (2) that the product es

claimed cam be made by another and mmny&eremwm

(MPEP 806.05(p)). In this case [3].
Exsmizer Nete:
In bracket 3, mmwmcﬂ'lhcfolbwm
I)mwam.ﬁrmmmwfarnmhu
the preduct end the apparetus as claimed can be wisd to make a dif-

Jerent product suck as © © ©
2) the product can &e made by a materially different apparatus such

806.05(k) Product and Process of Uﬁng
37 CFR 1.141. Different inventions in one application.

(&) A group of cleims of different categories in an epplication so
hnkeduw!mmam;ﬂemvmuveommmmcomd«edtobc
one invention. In perticular any of the following groupings of
clains of different categories may be included in the same applica-
tion: '

(1) in addition to & claim fmagiven product,

(ii) a claim for one use of the said product, a3 where said use as
claimed canuot be practiced with anoiher matendly Mcrent prod-
uct; or

(iif) both (i) sad @)

@ @ & , L ®

The words “as where” in 37 CFR 1.141(b){1)(i)
should be read as “for example” The one way dis-
tinctness set forth in the rule is illustrative and is not
limiting to the onme illustration given. No change in
practice under this section was intended by the 1978
rule change.

A product and a process of using the product can
be shown to be distinct inventions if either or both of
the following can be shown: (1) the process for using
as claimed can be practiced with another materially
different product, or (2) the product as claimed can
be used in & materially different process of using.

Form Paragraph 8.20 may be used in restriction re-
quirements between the product and method of using.

820 Product and Process of Using

Esxaminer Notes

Following is shown a Product and Process of Using the product situ-
ation. (MPEP 806.05(k)).

Inveations (1] ead {2} are related as product and process of use.
The inventions can be shown to be distinct if either or both of the
following can be sbown: (1) the process for using the product as
claimed can be practiced with another materislly different product
or (2) the product as claimed can be used in a materially different
process of using thet product (MPEP 806.05(h)). In the instant case
f3).

Exsminer Mote:

In bracket 3, use one or more of the following reasons:

1) the process as claimed can be practiced with another materially

different product such as © © ©
2) the product as claimed can be used in a materially different proc-

esssuchas ® ¢ ©

806.05(1) Product, Process of Making, and Proc-
e9s of Using~Product Claim Not Allowable

37 CFR 1141, Diffesent inventions in one application,

MANUAL OF PATENT EXAMINING ROCBDURE

-gc) 1f the situation of peragraph (bX1) of this section exists where
claims to all three categories, product, process and wse, are incled-
ed, amd the product cleims are not alloweble, the wie end goocess
cleima are not 50 linked a8 to form o single genmeral inventive con-
eepc.Wheretheprocmmdmeclumnrenoqubyud-
lowsble linking product cleim, the spplicant will be reguired to
electeuhenhe use or the proceu for prosecution with the product

cladm. -

Where an application contains claims to a product,
claims to a process specially adapted for the manufac-
tuer of the product, and claims to the process of using
the product wherein the use as claimed canmot be
practiced with another materially different product,
and the product claims are not allowable (they are
not novel or unobvious), restriction is proper between
the process of making and the process of using. In
such an instance, the applicant will be required to
elect either the use or process of making for prosecu-
tion with the product claim.

807 Patentability Report Practlce Has Ne Effect
om Restriction Practice

- Patentability report practice (§ 705), h,as no effect

upon, and does not modify in any way, the practice of

restriction, being designed merely to facilitate  the

handling of cases in which restrlctxon cap not proper-

ly be required.

808 Reasons for Insisting Upon Restricuml

Every requirement to restrict has two aspects, )
the reasons (as distinguished from the mere statement
of . conclusion) why the inventions as claimed are
either independent or distinct, and (2) the reasons for
ingisting upon restriction therebetween.

808.01 Independent Inventions

Where the inventions claimed are mdependent, Le.,

where they are not connected in design, operation or
effect under the disclosure of the particular applica-
tion under consideration (§ 806.04), the facts relied
upon for this conclusion are in essence the reasons for in-
sisting upon restriction. This situation, except for spe-
cies, is but rarely presented, since persons will seldom
file an application containing disclosures of independ-
ent things.

808.01(a) Species

Where there is no disclosure of relationship be-
tween species (see § 806.04(b)), they are independent
inventions and election of one following a require-
ment for restriction is mandatory even though appli-
cant disagrees with the examiner. There must be a
patentable difference between the species as claimed,
see § 806.04(h). Thus the reasons for insisting upon
election of one species, are the facts relied upon for
the conclusion that there are claims restricted: respec-
tively to two or more patentably different species that
are disclosed in the application, and it is not necessary
to show a separate status in the art or separate classifi-
cation.

A single disclosed species must be elected as a pre-
requisite to applying the provisions of 37 CFR 1.141
to additional species if a generic claim is allowed.
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.Bven . though . the examiner rejects the generic
claims, and even though the spplicant cancels the
same and thus admits thet the genus is unpatentable,
where there is a relationship disclosed between spe-
cies such disclosed relation must be discussed and rea-
sons advanced leading to the conclusion that the dis-
closed relation does not preveut restriction, in order
to establish the propriety of restriction.

Election of species should mot be required if the ape-
cles claimed are considered clearly unpatentable (obvi-
ous) over each other. In making a requirement for re-
striction in an application claiming plural species, the
examiner should group together species considered
clearly unpatentable over each other, with the state-
ment that restriction as between those species is not
required.

Election of species should be required prior to a
search on the merits (1) in ali applications containing
claims to a plurality of species with no generic claims,
and (2) in all apphcatxons contammg both specm
claims and generic or Markushi clgims. -~

In all applications in which no species clmms are
present and a generic claim recites such a multiplicity
of species that an unduly extensive and burdensome
search is required, & reqmtcment for an election of
specm should be made prior to a search of the gener-
ic claim.

In all national apphcatxons where a generic claim is
found allowable, the n should be treated as
indicated in §§ 809.02 (b), (c), or (e). ¥ an election is
made pursuant to a telephone requirement, the next
action shouid include a full and complete action on
the elected species as well as on any generic claim
that may be present,

808.02 Related Inventions

Where, as disclosed in the application, the several
inventions claimed are related, and such related inven-
tions are not patentably distinct as claimed, restriction
under 35 U.S.C. 121 is never proper (§ 806.05). If ap-
plicant optionally restricts, double patenting may be
held.

Where the related inventions as claimed are shown
to be distinct under the criteria of §§ 806.05(c~i), the
examiner, in order to establish reasons for insisting
upon restriction, must show by appropriate explana-
tion one of the following:

(1) Separate classification thereof:

This shows that each distinct subject has attained
recognition in the art as a separate subject for inven-
tive effort, and also a separsate field of search. Patents
need not be cited to show separate classification.

(2) A separate status in the art when they are classi-
fiable together;

Even though they are classified together, as shown
by the appropriate explanation each subject can be
shown to have formed a separate subject for inventive
effort when an explanation indicates a recognition of
separate inventive effort by inventors. Separate status
in the art may be shown by citing patents which are
evidence of such separate status.

(3) A different field of search:

809.02(=)

Wherenuwywmrchfotoneofthedis-
tinct subjects in places where no pertinent art to the
other subject exists, a different field of search is
shown, even though the two are classified together.
The indicated different field of search must in fact be
pertineat to the type of subject matter covered by the
claims. Patents need not be cited to show different
fields of search.

Where, however, the classification is the same and
the field of search is the same and there is no clear
indication of separate future classification and field of
search, no reasons exist for dividing among related in-
ventions.

809 Claims Linking Distinct Inventions

Where, upon examination of an application contain-
ing cleims to distinct inventions, linking claims are
found, restriction can nevertheless be required. See
§ 809.03 for definition of linking claims.

A letter mcludmg only a restriction requirement or
a telephoned requirement to rmtnct (the latter being
encouraged). will be effected, specifying which claims
are considered linking. See 5812 01 for telephone
practice in restriction requirements.

No art will be indicated for this type of linking
claim and no rejection of these claims made.

A 30-day shortenmed statutory period will be set for
response to a written requirement. Such action will
not be an “action-on the merits” for the purpose of
the second action final program.

To be complete, a response to a requirement made
according to this section need only include a proper
election.

The linking claims must be examined with the in-
vention elected, and should any linking claim be al-
lowed, rejoinder of the divided inventions must be

permitted.
809.02 Generic Claim Linking Species

Under 37 CFR 1.141, an allowed generic claim may
link a reasonable number species embraced thereby.

The practice is stated in 37 CFR 1.146.

37 CFR 1.146. Election of species. In the first action on an applica-
tion containing & generic cleim and claims restricted separately to
each of more than one species embraced thereby, the examiner may
require the applicant in his response to that action to elect that spe-
cies of his or her mvention to which his or her clasim shall be re-
stricted if o generic claim is held allowable, Howeves, if such ap-
plication contains claims directed to more then a reasopable number
of species, the examiner may require restriction of the claims to not
more than & ressonsble number of species before taking further
action in the case.

809.02(s) Election Reguired

Where generic claims are present, the examiner
should send a letter including only a restriction re-
quirement or place a telephone requirement to restrict
(the latter being encouraged). See § 812.01 for tele-
phone practice in restriction requirements.

Action as follows should be taken:

(1) Identify generic claims or indicate that no ge-
neric claims are present. See § 806.04(d) for definition
of a generic claim.
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et s gue vatedbamat
bm exemphry ones) of tbe diwlosed species o
which claims are restricted. The species are préferably
wenﬁﬁeduthespecmofﬁsmai 2, and '3 of the
species of examples I, 11 end DI, respectively. In the
aboeaeed‘diwnct figures or examipies to identify the
several the mechanical means, the particular
material, or other distinguishing characteristic of the
species should be stated for each species identified. If
the species cannot be more conveniently identified, the
claims may be grouped in accordance with the species
to which they are restricted.

(3) Applicant should then be required to elect a
single disclosed species under 35 U.S.C. 121, and ad-
vised as to the requisites of a complete response and
his rights under 37 CFR 1.141.

For gemeric claims, & search should not be made
and art should not be cited.

In mational applications, a 30-day shortened statu-
tory period will be set for response when & written
requirement is made without s action on the merits.
This period may be extended under the provigions of
37 CFR 1.136(s). Such action will not be an “action
on the merits” for purpose of the second action final

program.
To be complete, 2 response to & requirement made
mdlﬁgwmﬁsectimmdm!yimmapmper

in thm applications wherein a requirement for re-
striction is sccompanied by an action on all claims,
such action will be counsidered to be an action on the
mm md the next action shm!d be made final.
aminers should use Form Paragraphs 8.01 or

) Contain ted 1o i
Awmswwmssum tztweMamgledm-
cm&wf@smwmthWwwlmﬁawwcm
shall be restricied if no generic claim in Gually held o be allowable.
Cummﬁymme
i MMWMBWWM
amﬁﬂmmmmﬂw

“”anbcanm
elecudngledudo-admiu.eventhoughthhqu&ememhm-

MmmmtmmmmeMucm
patentably distinct, applicent should submit evidence or idemtify
such evidence mow of record showing the species t0 be obvious
vuimtso:ciuﬂyndmlontherecordtlutthisiﬁlhecm in
either mstance, if the examiner finds one of the inventions anticlpat-
ed by the prior ast, the evidence or admission may be used in &
rejection under 35 U.S.C. 103 of the other invention.

Exambacr MNetee

This percgraph should be used for the election of specles requirement
described in MPEP 803 (Markush group) and 809.02(d) (burdensome
search necessary). In bracket |2} clearly identlfy the species from which
an election iz iv be made.

If claims are added after the election, applicant
must indicate which are readable on the elected spe-
cies.

It is necesssry to (1) identify generic claims or state
that none are present, and (2) to clearly identify each
species involved.

809.02(M) FElection Reguired—Generic Claim Al-
lowable

When a claim generic to two or more claimed spe-
cies is found to be allowable on the first or any subse-
quent action on the merits and election of a single spe-
cies has not beem made, applicant should be informed
that the claim is allowable and generic, and a require-
ment should be made that applicant elect a single spe-
cies embraced by the allowed genus unless the species
claimns are all in the form required by 37 CFR 1.141
and no more tﬁm & reasongble number of species are
claimed. Substantially the following should be stated:

“Awmumwmmhhmhcrmsewhewmplm

must include s idestification of the single, disclosed species
within the allowed gemus that he or she elects and o listing of all
cleims readable thereupon. Applicant is entitled to consideration
of cleims (o a8 vessomsble number of disclosed species in addtion
o the dected secies, which species he vr she must identify and list
ail claims restricted to esch, provided all the clgims to each addi-
ticnal species aze wrilten in dependent form or otherwise include
%&Mm&mduﬁowedwﬁcclﬂmumvidedhyﬂ
£.141%

$09.02c) Action Following Election

An examiner’s action subsequent to an election of
species should iaclude a complete action on the merits
of all claitas resdsble on the elected species.

(1) When the generic claims are refected, all claims
not readable on the elected species should be treated
substantially ss follows:

“Clolmg smemmee=e ggp held to be withdrawn from further

EOHE! mm;vm §.142(6) a5 not readable on the elect

{2) m 8 generic claim is ﬁubwthmly found to
be allowable, aﬁd not more than a reasonable number
of gddi 1l species sre claimed, treatment should be
85 190

When my elaim directed to one of said additional
species embraced by an allowed generic clmm is not in
should be

; ration by
"ﬁw holding should be worded some-

ed from, al’l cleims to that ¢
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310!'!“41"~ ,

:antheweuammmdyﬁrmunmi-
ticael - peragrph worded @ Form Pangnph 803
ghould be added to the holding.

&a3 ln Candhdoaﬁrdllowm Non-Elected Claims

anpmnhmcondmunfordlowmewforthm
ence of claim [1] to en invention non-eletted with traverse in Peper
so. [4]. APPLICANT IS GIVEN THIRTY DAYS FROM THE
DATE OF THIS LETTER TO CANCEL THE WNOTED
CLAIMS OR TAKE OTHER APPROPRIATE ACTION (37
CFR 1.144). Failure to take action during this period will be treat-
ed es suthorization to cancel the noted claims by Ezeminer’s
Amendment and pets the case o issue. Extensions of time wader 37
CFRl.lma)WInmbepuuuueddacethuMwmbe
passed to iseue.

The prosecution of this case is closed except for comideration of
the sbove malter.

Claims divected to species not embraced by an sl-
Mm«wcwmshouwbemwdasfoﬂom

“Cleins are for species not embrsced by allowed
geuieric clalms asraqmredbynmuﬂmdm
W from foriher comsiderstion in this case, 37 CFR

§09.02(d) No Species Clsims
Where only generic claims are presented uno restric-
tion can be required euncept in those cases where the
generic claims recite such a multiplicity of species
thet an extensive and burdensome search is
necessary. See § 806.01(a). If after sn sction on ouly
wkmmmmmmwh
presents species claims to more then one species
ofmmvmmhewmemmmMumm
an clection of a single species.
$09.02e¢) Geuerie Clalm Allowable in Scbetance
_ Whenever a generic claim is found to be allowable
substance, even though it is abjecwd to or rejected
on meiy formal grounds, sction on the species
claims shall thereupon be given as if the geperic claim

were allowed.
The trestment of the case should be as indicated in

150302 0), 5 or

common types of linking claims which, if
¢ w gmvem gesteiction between inventions
that herwise be shown (o be divisible, are:
Ge ﬁmkmg Wm ¢claims.
A he necessary process of making s prod-
aet prog wwg mﬂ pmdmt claims,

icing s process linking

_being encouraged) will be effected,

- §10.02

Acwmmﬂnpmdwﬂnkhgnmdmkinz
mdnme(pmemofuﬁn;).mmgcwm
exnt.ammcludmgaremicm' f .only.
' ‘ “'twrengt(the latter

g
himnnrecomideredtobelmhng NoteForum
gnphﬂlz '

812 Resteiction, Uuldn Claims - -
Claim [1] Enk(s) inventions [2] and [3).

For traverse of rejection of linking claim in national
applications see § 818.03(d).

80904 Reteation of Claims to Non-Elected In.
vention ‘

Where the reqmrement for restriction in a national
application is predicated upon the noa-allowsbility of
generic or other type of linking claims, applicant is
entitled to retain in the case claims to the non-elected
invention or inveations. .

lfnhnhngchunwaﬂowed.theeutmw must
thereafter examine species if the linking claim is ge-
neric thereto, or he or she must examine the claims to
the non-elected inventions that are linked to the elect-
ed invention by such allowed linking claim.

thna&mlreqmrementuconnugmtmthcnon-
allowsbility of the linking claims, applicant may peti-
tion from the requirement under 37 CFR 1.144 with-
out weiting for a final action on the merits of the link-
ing claims; or spplicant may defer his petition until
the linking claims bave been finally rejected, but not
later than appeal. 37 CFR 1.144, § 818.03(c).

810 Action on the Merits

In general, in & national application when a require-
ment {0 restrict is made, no sction on the merits is
given.

81001 Net Objectionable When Coupled With
Requirement

A basic policy of the present examining program is
that the second action on the merits should be made
final whenever proper, § 706.07(s). In those applica-
tions wherein 8 requirement for restriction or election
is accompanied by a complete action on the merits of
all the claims, such action will be considered (o be an
action on the merits and the next action by the exam-
iner should be made final. When ing a final
action in an application where applicant has traversed
the restriction requirement, see § $21.01,

Although an sction on the merits is not necessary
to & requirement, it is not objectionable, Ex parte
Lantzke, 1910 C.D. 100, 156 0.G. 257.

However, except as noted in § 809 and § 812,01, if
a;: action is given on the merits, it must be given on all
claims,

81002 Usually Deferred

The Office policy is to defer action oa the merits
until after the requirement for resiriction is complied
with, withdrawn or made finsl,

Ex paste Pickles, 1904 C.D, 126, 109 O.C. 1888
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the same+ime act on the clsims to the invention elect-
ed.” Thus, action is ordinsrily given on the elected in-
vention in the sction making the reguirement final.

811 Time for Making Reguirement
37 CFR 1.142(s), 2nd sentence: “If the distinctness
and independence of the invention be clesr, such re-
quu'ement (i.e. election of the invention to be claimed
reqmred by Ist sentence) will be made before any
action the mierits; however, it may be made at
any time before final action m tbe case, at the d:scre-
tion of the examiner.”
Thmmeans,makeapmperrequxrementasearlyas
pombkmthepmsecutwn,mtheﬁrstacuonifpom
ble, otherwis asmonasaproperrequmementdevel-

Since the. rale, provides that restriction s proper. at
any stage of prosecution up to finial action, 'a;{,ml
requirement may be made when it: becomes: proper,

even -though there was & prior- requirement with
which applicant complied: ExpcrteBenke, 1904CD
63, 108 O.G. 1588.

81103 Repeating After Wﬂm—l’roper

Where a requirement to restrict i made and with-
drawn, because improper, when it becomes proper - at
a later stage in the prosecution, restriction may again
be required.

811,06 Proper Even Though Grouped Together
in Parent Case
Even though inventions are gronped together ina
requirement in a parent case, restriction there among
may be requu'ed in the dwmoml case ﬁpropet

812 Who Should Make the Requirement

The requirement should be made by an examiner
who would examine at least one of the inventions.

An examiner should not require restriction in an ap-
plication none of the claimed subject matter of which
is classifisble in his or her group. Such sn application
should be transferred to a group to which at least
some of the subject matter belongs.

812,01 Telephone Restriction Practice

If an examiner determines thet a requirement for re-
striction should be made in an application, the exam-
iner should formulate a draft of such restriction re-
quirement including an indication of those claims con-
sidered to be linking or generic. No search or rejec-
tion of the linking claims should be made. Thereupon,
the examiner should telephone the aftorney of record
and request an oral election, with or without traverse
if desired, after the attorney has had time to consider

m‘eforamdw]r'm it ) can. Se i IR
time, .generally. within three working days. 'If the at-
torneyobjectstomakmganoml election, or fails to
respond, the usus! restriction letter. will be'mail, and
this- letter should NOT contain any reference to the
unsuccessful telephone call. See §§ 809 and 809.02(s).

When an oral election is made, the examiner will
then proceed to mcorporate into the Office action a
formal restriction requirement including the date of
the election, the attorney's name, and a complete
record of the telephone interview, followed by a com-~
plete action on the elected clmms mcludmg lmlung or
generic claims if present.

Form Paragraph 8§.23 should be used to make a
telephone. election of record.

823 Reguirement, When Elected by Telephosie -

During a telephone conversation with [1] or [2] a provisional
election was made-[3}-traverse. to prosecute the invention of {4],
claim [5] Aﬁimuouofthselecuonmwbemdebyapphanzm
tenpondmg to thxs,Ofﬁee ncuon _Claim {6) withdrawn from further
congidération by the Enmmer"’ CFR 1. l42(b), 28 bemg drawn ©
anon-etectedmventxon N o R

Exmminer Note: s

oy

2) In brackes 4, uum either the elected | gm-parwxes
3)Aumonon tkemenuoj‘theclmmsshauldﬁllaw

<If on' examination ’ the exammér finds the - eleoted
claims to be allowablé and fio traverse was made, the
letter should bé written on PTOL-37 (Examiner’s
Amendment) and should include cancellation of the
non-elected claims, & statement that the prosecution is
closed and thet'a notice of sllowarice will be sent in
due course. Correction of formal matters in the
above-noted situation which cannot be handled by a
telephone. call and. thus requires action by the appli-
cant should be handled under the Ex parte Quayle
practice, using PTOL-326.

Should the elected claims be fonnd allowable in the
first action, and an oral traverse was noted, the exam-
iner should include in his or her action a statement
under § 821.01, making the restriction final and giving
applicant one month to either cancel the non-elected
claims or take other appropriate action (37 CFR
1.144). Failure to take action will be trested as an au-
thorization to cancel the non-elected claims by a ex-
aminer’s amendment and pass the case to issue. Pros-
ecution of this application is otherwise closed.

In either situation (traverse or no traverse), caution
should be exercised to determine if any of the allowed
claims are linking or generic before cancelling the
non-elected claims.

Where the respective inventions are located in dif-
ferent groups the requirement for restriction should
be made only after consultation with and approval by
all groups involved. If an oral election would cause
the application to be examined in another group, the
initiating group should transfer the application with a
signed memorandum of the restriction requirement
and a record of the interview. The receiving group
will incorporate the substance of this memorandum in
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its official letter as indmted above. Differences.as to

mmmmmmubymmgm«

- command, e.g. mpemsory primary - examiger or
Mduecmt. .

Thhprwﬂeemhmxtedtousebyemmwho
have at least negotntnon authority. Other ezsminers
must have the prior appmval of thetr supervm pri-
mary examiner. .

81¢ Indicate Exactly How Application Is To Be
Restricted

A.. Species. The mode of indicating how to require
restriction between species is set forth in § 809.02(a).

As pointed out in Ex parte Ljungstrom, 1905 C.D>.
541, 119 O.G. 2335, the particular limitations in the
claims and the reasons why such limitations are con-
sidered to restrict the claims to a’ particular disclosed
species should be mentioned if necessary to make the
reqmremcnt clear. ‘

B. Inventions other than species. It is necessary to
read all of the claims in order to determine what the
claims cover. When doing this, the claims directed to
each separate subject should be noted along with a

statement of the sub_]ect matter to whlch tlwy are

drawn.

This is the best way to most clearly and precmely
indicate to apphcant how the . apphcatxon should be
restricted. It consists in xdcntlfymg each separate sub-
Ject amongst which restriction is reqmred and group-
ing each claim with its subject. . .

The separate inventions sbould be xdentxﬁed by a
grouping of the claims with a short description of the
total extent of the invention claimed in each group,

specifying the type or relationship of each group as

by stating the group is drawn to a process, or to a
subcombination, or to a product, etc., and should indi-
cate the classification or separate status of each group,
as for example, by class and subclass. ,

While every claim should be accounted. for, ‘the
omission to group a claim, or placing a claim in the
wrong group will not affect the propriety of a final
requirement where the requirement is otherwise
proper and the correct dlsposmon of the omitted or
erroneously grouped claim is clear.

C. Linking claims. The generic or other linking
claims should not be associated with any one of the
linked inventions since such claims must be examined
with any one of the linked inventions that may be
elected. This fact should be clearly stated.

818 Make Reguirement Complete

When making a requirement every effort should be
made to have the requirement complete. If some of
the claimed inventions are classifiable in another art
uni¢ and the examiner has any doubt as to the proper
line among the same, the application should be re-
ferred to the examiner of the other art unit for infor-
mation on that point and such examiner should render
the necessary assistance.

816 mmmmwm
or Distinctacss :

The particular reasons relied upon by the examiner
for holding that the inventions as claimed are either
independent or distinct, should be concmely stated. A
mere statement of conclusion is madequate The rea-
sons upon which the conclusion is based should be
given.

For example, relative to comblmuon and a subcom-
bination thereof, the examiner should point out the
reasons why he or she considers the subcombination
to have utility by itself or in other combinations, and
why he or she considers that the combination as
claimed does not rely upon the subcombination as its
essential dlstmgustun

- Bach other’ rdatwnshlp of claimed invention should
be similarly treated and the reasons for the conclu-
sions of distinctness of invention as claimed set forth.

.. The separate. mvennons shonld be. 1dent1fied by a
o déscnptlon of the
, ,m;,;each‘group,
speclfyxng the type or . relatxonshxp of each group as
by stating_ ‘the group. is dra\Vn toa procﬁs, or to sub-
combination, or to product, etc., aud should indicate
the classification or separate, status of each . group, as
for example,. by class and. subclass. See § 809 ,

~Note Form Paragraph 8.13.

813 Sepammtexsad Distinctness (Heading)

The inventions are sepuate and distinet, each fmm the other be-
cause of the following reasons:

Instrict ;

Following are various relationships of inventions to show distinctness
end separateness. Form parographs 8.14 10 820

817 Outline of Letter for Restriction Require-
ment between Distinet Inventions

“The statement in §§ 809.02 through 809.02(d) is ade-
quate indication of the form of letter when election of
species is required. @

No outline of a letter is ngen for other types of in-
dependent inventions since they rarely occur.

The following outline of a letter for a requirement
to restrict is intended to cover every type of original
restriction requirement between related inventions in-
cluding those having linking claims.

QOUTLINE OF LETTER

A. Statement of the requirement to restrict and that it
is being made under 35 U.S.C. 121
Identify each group by Roman numeral
List claims in each group
Check accuracy of numbering

Look for same claims in two groups
Look for omitted claims

Give short description of total extent of the subject
matter claimed in each group.
Point out critical claims of different scope
Identify whether combination, subcombination,
process, apparatus or product
Classify each group

800-17




gie mmm. OF PATENT BXAMINING' mocmuns

F«upwaphsaﬂs—sllﬂmldbemedeom‘

mvemiom

aas Regevicilon, 2 Groupings ‘ v
memdthefollawingimenmmhrequimdnm
”U.S.C.l!l: o :
[l[L deawn w0 (2], andn[Bl.nbelu[‘]
) deawn to [6], clessified in Class [7), subclass [EL

8.0% Restriction, 3rd Groupings
IfE. Clatm {1}, drawn to [2], classified in Cluss {3}, subclass (4]

8410 Resriction, 4th Groupings
iv. Clm[l].drawnto(Zl.clnﬂﬁedmClm[ﬂ.wbchu[ﬂ.

811 Restriction, Addirional Groupings
1] Claim [2], drawn to {3}, classified in Class {4], subclass [S].

B. Take into account claims not grouped, indicating
their disposition. _
Linking claims
Indicate—(make no action)
Statement of groups to which lmkmg claims may be
' assigned for examination ‘

Other ungrouped claims.
Indicate disposition e.g., prev:ously nonelected,
© ' nonstatutory, canceled, ete.

C. Allegation of distinctness
Point out facts which show distinctness
Treat the inventions as claimed, don’t merely state
your conclusion that inventions in fact are
distinct ,
(1) Subcombination—{Subcombination (disclosed)
gs usable together)
Each ussble alone or in other identified combination
Demonstrate by examiner’s suggestion
(2) Combination—Subcombination
Combination as claimed does nor require subcom-
bination
AND
Subcombination usable alose or in other combina-
tion
Demonstrate by examiner’s suggestion
(3) Process—Apparatus
Process can be carried out by hand or by other ap-
paratus
Demonstrate by examiner’s suggestion
OR
Demonstrate apparatus can be used in other process
(rare).
(4) Process of making and/or Apparatus-—Product
Demonstrate claimed product can be made by other
process (or apparatus)
By examiner’s suggestion
OR
Process of making (or apparatus) can produce other
product (rare)
D. Allegation of reasons for insisting upon restriction
Separate status in the art
Different classification
Same classification but recognition of divergent
subject matter
Divergent fields of search
Search required for one group not required for the
other

‘Summlrﬁe(l)disﬁnmandmreuomformmt

- ing wpon restriction, if applicable. = '

Include paragraph advising as to response’ required

Indm ‘effect of allowanoes of lmkmg clmms, |f
‘amy presemt.

klndicete effect of cancelhtion or non—nllowmce of
evidence claims (see § 806.05(c)).

Form Paragraph 8.21 must be used at the conclu-

sion of each restriction requirement.

821 Conclusion to All Restriction Requtmlmm

Examiner Neote: -

THIS PARAGRAPH MUST BE ADDED AS A CONCLUSION
TO ALL RESTRICTION REQUIREMENTS ¢mploymg any of

Jorm paragraphs 8.14.t0 820,
Because these inventions are distinct for the ressons given sbove

and (1} renncnon for eummetlon purposes as indicated is proper.
Exsmsiser Note:

Ir the bracket insert by writing one or more of the following reasons:

1) hkave aquinm’ & xmmte status in the art as slmm by tlmr d(ﬂ'en-
ent classification.

2)Mnmfmdammtemmlnlh¢anbmmofmtrmog
nized divergens subject marter.

3) the search reguired for Group | ]mnotreqmredfor(imup[ ]

818 Election and Response

Election is the dengnatxon of the parucular one of
two or more disclosed inventions that will be pros-
ecuted in the applxcatton

A response is the reply to each point raised by the
examiner’s action, and may include a traverse or com-
pliance.

A traverse of a requirement to resirict is a state-
ment of the reasons upon which the applicant relies
for his conclusion that the requirement is in error.

To be complete, a response to & requirement which
merely specifies the linking claims need only include a
proper election.

Where a rejection or objection is included with a
restriction requirement, applicant, besides making a
proper election must also distinctly and specifically
point out the supposed errors in the examiner’s rejec-
tion or objection. See 37 CFR 1.111.

81801 FElection Fixed by Action on Claims
Election becomes fixed when the claims in an appli-

cation have received an action on their merits by the
Office.

818.02 Election Other Than Express

Election may be made in other ways than expressly
in response to a requirement.

818.02(a) By Originally Presented Claims

Where claims to another invention are properly
added and entered in the case before an action is
given, they are treated as original claims for purposes
of restriction only.

The claims originally presented and acted upon by
the Office on their merits determine the invention
elected by an applicant, and subsequently presented
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15 RESTRICTION; DOUBLE PATENTING - | N

claime. t0 enl invemtioh othies thian thas mﬂ ‘upon
should be treated as provided in § 828031 .

mm) Geneﬁe Chim Only—No meeuoa of
Gpecles

Where ‘only generic clmms are ﬁm mm and
pmmutedmmapplicﬁmnmwlﬁcbaoebeﬁonoﬂ
single invention ‘has' been made, aiid ‘applicant leter
presents species claims to more thai- one species of
the invention he or she must at that tine indicate an
election of & single species. The practice of requiring
election of species in cases with only generic claims
of the unduly extensive and burdmome search type
is set forth in § 808.01(a). .

816.02(c) By Optioaal Clncelhﬂon otChims

Where applicant is clamung two of moge mvcntlons
(which may be species or various types of related in-
ventions) and as a result of action on the claims he or
she cancels the claims to one or more of such inven-
tions, leaving claims to one invention, and sach claims
are acted upon by the exammer, the clarmed mventton
thus acted upon is elected. o

$18.03 Express. Elecﬁoa ud Tmerw

37 CFR 1.143, Reconsideration of regitiremeint’ !fcbenppkcancdu-
:gxeamththerequemtforreﬁmmn.hemqumrmn
sideration and withdrewsl or' modificstion 'of the reguirement,
giving the reasons thesefor (see § 1.111). In requesting recomsider-
ation the spplicant must indicate 2 electioa’ of one in-
vention for prosecution, whtchmvenuonsha!lbetbemdectedm

ihe event the requirement becomes final. The requirement for re-
striction will be recomsidesed oa such a request. If the sequirement
is repested and made final, the examiner will at the same time act
on the clsims to the tavention clected.

Election in response to a requirement may be made
either with or without an accompanying traverse of
the requirement.

818.03(a) Response Must Be Complete

As shown by the first sentence of 37 CFR 1.143 the
traverse to a requirement must be complete as re-
quired by 37 CFR 1.111(b) which reads in part: “In
order to be entitled to reconsideration or further ex-
amination, the appltcant or patent owner must make re-
quest therefor in. writing. The reply by the applicant or
patent owner must distinctly and speczﬁcalbv point out
the supposed errors in the examiner’s action and must
respond to every ground of objection and rejection in
the prior Office action. . . . The applicant’s or patent
owner’s reply must appear throughout to be a bona fide
attempt to advance the case to final action. . , .”

Under this rule, the applicant is required to specifi-
cally point out the reasons on which he or she bases
his or her conclusions that a requirement to restrict is
in error. A mere broad allegation that the requirement
is in error does not comply with the requirement of
§ 1.111. Thus the required provisional election (See
€ 818.03(b)) becomes an election without traverse.

818.03() Must Elect, Even When Requirement
Is Traversed

As noted in the second sentence of 37 CFR 1.143, a
provisional election must be made even though the re-
quirement is traversed.

sAﬂrequremenushonldmcludeFoumm
22

822 Reguiremens, Eloction, Maiied =~ .
Applicans ls edvised chas the response to this reguivement & be com-
Plete_muss include an eloction of the invention to be examined even
though the reguirement be traverssd.

Essminer Nota:

This peregraph cen be used in Office actions with or without en
lctionoalhemmu

818.03(c) Maust Traverse To Preserve Right of
Petition

37 CFR 1.144, Petition from veguirement for restriciion. Afier &
finel requirement for restriction, the spplicent, in addition to
mahngmympomedueonﬂleremlmderofthencuon.mypeu
nonuleConmoncrtorewew!hereqmremem Petition may be
deferved until afier fizsl action on or allowsnce of claims to the in-
vention elected, but must be filed not later than appesl. A petition
w:llnotbecmdcredlfreconﬂdcuuonofthereqmrememwasm
reqmwd (See}llal) ‘

818 03(d) Tuverse o'f Non-Allowance af Linking
: Claims ™

A traverse of the non-allowance of the lmkmg
claims is not' a. traverse of the requirement to.restrict;
it is a traverse of a holding of non-allowance. .

Election combined with a traverse of the non-al-
lowance of the linking claims only is an -agreement
with the position taken by the Office that restriction
is proper if the linking type claim is not allowable and
improper if they are allowable. If the Office allows
such a claim it is bound to withdraw the- requirement
and to act on all linked inventions. But once all linking
claims are canceled 37 CFR 1.144 would not apply,
since the record would be one of agreement as to the
propriety of restriction.

Where, however, there is a traverse on the ground
that there is some relationship (other than and in addi-
tion to the linking type claim) that also prevents re-
striction, the merits of the requirement are coniested and
not admitted. Assume a particular situation of process
and product made where the claim held linking is a
claim to product limited by the process of making it.
The traverse may set forth particular reasons justify-
ing the conclusion that restriction is improper since
the process necessarily makes the product and that
there is no other present known process by which the
product can be made. If restriction is made final in
spite of such traverse, the right to petition is pre-
served even though all linking claims are canceled.

818.03(e) Applicant Must Make Own Election

Applicant must make his or her own election. The
examiner will not make the election for the applicant,
37 CFR 1.142, 37 CFR 1.143, second sentence.

819 Office Generglly Does Not Permit Shift

The general policy of the Office is not to permit
the applicant to shift to claiming another invention
after an election is once made and action given on the
elected subject matter. When claims are presented
which the examiner holds are drawn to an invention
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¢19.01

MdewdheMduuttheclmnout-
lined in § 821.03.

Where the inventions are distinct and of mch e
nature that the Office compels restriction, an election
is not waived even though the examiner gives action
upon the patentability of the claifiis to the non-clected
invention: Ex parte Loewenbach, 1904 C.D. 170, 110
0.G. 857; and In re ngh. 1943 C.D. 411, 553 0.G.
3 (CCPA).

819.01 Ofﬁee May Waive Election and Permit

While applicant, as & matter of right, may not shift
from claumng one invention to claiming another, the
Office is not preciuded from permitting a shift. It may
do so where the shift results in no additional work or
expense, and particularly where the shift reduces
work as by simplifying the issues: Ex parte Heritage
Pat. No. 2,375,414 decided January 26, 1944. If the
examiner has accepted a shift from clamung one in-
wvention fo claiming another; the case:is not aben-
doned: Meden v. Curns, 1905 C.D. 272,117 O.G.
1795. ...

820 NotmElecﬁon;PumeleShiﬁ

Where the Ofﬁce rejects on the ground that the
process is obviois, the oaly invention being in the
product made, presénting claims to the product is not
a8 shlft Ex parte Trevctte, 1901 C.D. 170, 97 O.G.
1113

‘Product elected—no’ slnﬂ whete examiner holds in-
vention to be in procm Ex parte Grier, 1923 C.D.
27,309 0.G. 223.. -

Genus allowed, applicant may prosecite a reason-
able number of additional species thereunder, in ac-
cordance with 37 CFR 1.141, this not constituting a
shift: Ex parte Sharp et al., Patent No. 2,232,739.

82001 Old Combinstion Clsimed—Not an Elec-
tion . ,
- Where an application originally presents claims to a
combination (AB), the etaminer holding the novelty
if any, to reside in the subcombination (B) per se only
(see § 806.05(b)), and these claims are rejected on the
ground of “old combination,” subsequently presented
claims to subcombination (B) of the originally claimed
combination should not be rejected on the ground of
previous election of the combination, nor should this
rejection be applied to such combination claims if
they are reasserted. Ex parte Donnell, 1923 C.D. 54.
Final rejection of the reasserted “old combination”
claims is the action that should be taken. The combi-
nation and subcombination as defined by the claims
under this special situation are not for distinct inven-
tions. (See § 806.05(c).) See also § 706.03().
82002 Interference Issmes—Not an Election
Where an interference is instituted prior to an appli-
cant’s election, the subject matter of the interference
issues is not elected. An applicant may, after the ter-
mination of the interference, elect any one of the in-
ventions that he claimed.

MANUAL OF PATENT EXAMINING PROCEDURE

821 wammwhmu
Nea-Hlected Inventions

.~ Claimag heid to be drawn to ron-elected mvmm
including claims to non-elected species, are treated as
indiceted in §§ 821.01 through 821.03. Howeves, for
treatment of claims held to be deawn to species non-
chctedwubommvminupplmumwmadym
issue (where such holding is not challenged), see
§8 809.02(c) through 809.02(e).

The propriety of a requirement to restrict, if tra-
versed, is reviewable by petition under 37 CFR 1.144,
In re Hengehold, l69~USPQ 473.

All claims that the examiner hokds are not directed
to the elected subject matter should be withdrawn
from further consideration by the examiner as set
forth in § 809.02(c) and §§ 821.01 through 821.03. As
to one or more of such claims the applicant may tra-
verse the examiner’s holding that they are not direct-
ed to the elected subject matter. The propriety of this

holdmg, if traversed, is appealable. “Thus, if the éxam-

iner adheres to his or her position after such traverse,
he or she should reject the claims to which the tra-
verseapyheaonthegmnndtbattheymnotdmted
to the elected subject matter.

821.01 After Election With Trsveme -

Where the initial reqmrement is traversed, it should
be reconsidered. If, upon reconsideration, the examin-
er is still of the opinion that restriction is proper, it
should be repeated and make final the requirement in
the next Office action. (See § 803.01.) In doing so, the
examiner should reply to the reasons or argument ad-
vanced by applicant in the traverse. Form Paragraph
8.25 should be used to make a restriction réguirement
final. '

825 Answer to Arguments With Traverse

Applicant’s election with traverse of [1] in Paper No. [2] is ac-
knowlte;:iged Applicant’s nrgument is not &emed persuasive be-
cause

Tbereqmrementusulldeemedtobepfoperand:stlm'cfore
made FINAL.

i the examiner, upon reconsideration, is of the
opinion that the requirement for restriction is improp-
er he or she should state in the next Office action that
the requirement for restriction is withdrawn and give
an action on all the claims.

If the requirement is repeated and made final, in
that and in each subsequent action, the claims to the
nonelected invention should be treated by using Form
Paragraph 8.05.

805 Claims Stand Withdrawn With Traverse

Cleim [1) withdrawn from further consideration by the examiner,
37 CFR 1.142(b), es being drawn to & non-elected {2), the require.
ment heving been traversed in Paper No. {3].

Examinee Note:

In brockes 2, ingsert invention or species.

This will show that applicant has retained the right
to petition from the requirement under 37 CFR 1.144.
(See § 818.03(c).)
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When the case is. otherwise ready. for issue, and has
notrwmvedaﬁndwnon.theexmshouldmt
the "case -
§ 809.02(c).

where there has been a traversal of a requirement for
restriction, the examiner should indicate in the Office

action that a complete response must include cancella-

tion of the claiins drawn to the non-élected invention,
or other appropriate action (37 CFR 1. 144) See. Futm
Paragraph 8.24.

824 Response to Final Must Include Cancellation

Thiz epplication contsing claim [1] drawn to an investion non-
electedwnhtnverlemhperNo [2). A complete response (o the

final rejection must inclede cancellation of nom-elected claims or

othcrappmpﬁuencm(ﬂCFR 1. l“)MPEPBZlO!
Ezsmsloer Nete:

Foer use in FINAL rejecuom of uppllcatm couummg clum(s)

non-clected with traverse.
Whaearupouwtoaﬁnalacuonhuotherwnse

placed the application in condition for allowance, the

failure to cancel claims drawn to the non-elected in-
vention  or to- take appropriste action will ‘be con-

strued as authorization to cancel these claims by ex-

ammcr’samendmentandpassthemsetomueafter
the expiration of the period for response. -

Note that the petition under 37 CFR 1. l“mustbe
filed “not later than appesl”. This is construed to
meanappealtotthoardoprpeals.Ifthemem
ready for allowance affer appeal and no petition has
been filed, the examiner should simply cancel the non-
elected claims by examiner’s amendment, calling at-
tention to the provmom of 37 CFR 1.144.

821.02 After Election Without Traverse

Where the initial requirement is not traversed, if ad-
hered to, appropriate action should be given on the
elected claims and the claims to the nonelected inven-
tion should be treated by using Form Paragraph 8.06.

806 Claims Stand Wishdrawn Wishout Traverse

Claim {1} withdrawn from fusther consideration by the examiner,
37 CFR 1.142(b) a3 being drawn (o & nogelected [2]. Election was
made without traverse in Paper No. [3].

Esxaminer Note:

In bracket 2, insert invention or specigs.

This will show that applicant has not retained the
right to petition from the requirement under 37 CFR
1.144.

Under these circumstances, when the case is other-
wise ready for issue, the claims to the nonelected in-
vention, including nonelected species, may be can-
celed by an examiner’s amendment, and the case
passed for issue. The examiner’s amendment should
include Form Paragraph 8.07.

8.07 Ready for Allowance Without Traverse

This application is in condition for allowance except for the pres-
eace of cleim {1) to [2] nonelected without traveree. Accordingly,
claim 3] been cancelled.

bymgFormPanmh ‘8,03 See.
anmﬁnﬁaﬁwwnmmmlpﬂmn'

vl Note: L
In bracher 2, tummlman tummu orm

821.03  Claims for leferent Inventlon Added

: After sn Office Action

Claxms added by amendment followms action by
the  exsminer, §§ 818.01, 818.02(s), to an invention
other them previously clumed, should be treated as in-
dicated by 37 CFR 1.145.

37 CFR 1.145. Subsequent presentation of claims for different inver-
tion. If, after an Office action on en spplication, the spplicent pre-
muchnsduectedtommventmdmmctfmmmdmdcpendcm
of the imveation previously claimed, the applicant will be required
0 restrict the claims to the invention previously claimed if the
amendment is entered, subject to recomsiderstion and review as
provided in §§ 1.143 and l.l“.

The action should include Form Paragraph 8.04.
804 Election by Original Presentation
Newly submitted claim [1] directed to an invention that is inde-

peadent or distinct from the mvenuon ongmdly clmmed for the

following reasons: [Z).
Smceamhcmthurecewedmacuononﬂnmenmforﬂwonm
nelly peescated invention, this invention bes been constructively

elected by original presentation for prosecution on the merits. Ac-
cordingly, claim [3] withdrawn from coasideration as being direct-
221?3 2. mon-elected  invention. See 37 CFR 1.142(b) and MPEP

Of course, a complete action on all claims to the
elected invention should be glven

Note that the above practtce is intended to have no
effect on the practice stated in § 1101.01.

An amendment canceling all claims drawn to the
elected invention and presenting only claims drawn to
the non-elected invention should not be entered. Such
an amendment is non-responsive. Applicant should be
notified by usmg Form Paragraph 8.26.

826 Cancelled Elected Claims Non-Responsive

The smendment filed on [1] cancelling all claims drawn to the
elected imvesntion and presenting oaly claims drawn to a non-elect-
ed invention is nom-respomsive, (MPEP 821.03). The remsining
claims are not readable on the elected invention because [2]. Appli-
cant is given & one month time limit or until the expiration of the
response period get in the last Office action, whichever is longer, to
complete the response. No extension of this time lirait will be grant-
ed under either 37 CFR 1.136 () or (b) but the period for response
set in the last Office action may be extended up to a maximum of 6
months.

822 Claims to Inventions Thet Are Not Distinct
in Plural Applications of Same Inventive
Entity

The treatment of plural applications of the same in-
ventive entity, none of which has become a patent, is
treated in 37 CFR 1.78(b) as follows:

(b) Where two or more applications filed by the same applicant
conigin conflicting cleims, elimination of such claims from all but
one gpplication may be required in the absence of good and suffi-
cient reason for their retention during pendency in more than one
application.

See § 304 for conflicting subject matter in two ap-
plications, same inventive entity, one assigned.

See §§305 and 804.03 for conflicting subject
matter, different inventors, common ownership.
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§32.01

See §§ 706.03(k) for rejectxon of one cla:m on an-
other in the same

. See §§ 706.03(w) and. 706.07(b) for res Judncata.

See §§ 709.01 for one application in mtetfereuce

See §§ 806.04(h) to &06.04(;) for specm and genus
© in separate applications.
- Wherever appropnate. such conﬂlctmg apphcanom

should be joined. This is particularly true, where the

two or more applications are due to, and consonant
with, a requirement to restrict which the enmmer
now considers to be improper.

Form Paragraph 8.29 should be used when the con-
flicting claims are identical or conceded by applicant
to be not patentably distinct.

829 Conflicting Claims, Copending Applications

Claim [1] of this application conflict with cleim [2] of spplication
Serial Number [3). 37 CFR 1.78(b) provides that where two or
more applications filed by the same applicant contsin conflicting
claims, elimination of such claims from all but one application may
be required in the sbeence of good and sufficient resson for their
retention during pendesicy in more than one gpplication. Applicans:
urequuedtoelthercamelthceonﬂscnngclmmfmmallbaonc

oxnmnmnaelwhncofdemammbﬂwmtheap-

phmmm See MPEP 822. ) ] . o

- Exemiuer Note: -

Thiz pavagraph is appropricte when the mﬂktmg c!a:ms are w!am-
cal or conceded by applicant o be not patentably distinct,

82201 Co-pending Before the Examiner

Under 37 CFR 1 J78(b) the practice relative to over-
lapping claims in applications copending before the
examiner (and not the result of and consonant with a
requirement to restrict, for which see § 804.01), is as
follows:

Where claims in one application are unpatcntable
over claims of another apphcatxon of the same inven-
tive entity because they recite the same invention, a
complete examination should be made of the claims of
one application. The claims of the other application
may be rejected on the claims of the one examined,
whether the claims of the one examined are allowed or

not.
In aggravated situations no other rejection need be

entered on the claims held unpatentable over the

claims of the other application. However, any addi-
tional claims in the one application that are not reject-
ed on the claims of the other should be fully treated.

§23 Unity of Invention Under the Patent Coop-
eration Treaty
See § 802 for text of PCT Article 17 and PCT Rule
13.

37 CFR 1,481, Determination of unity of invention before the Interna-
tional Searching Authority.

(a) Before establishing the international search report, the Inter-
national Searching Authority shsfl determine whether the interna-
tioaal application complies with the requirement of unity of inven-
tion as set forth in PCT Rule 13 and as set forth in §§ 1.141 and
1.146 except as modified below in this section.

(b) If the International Searching Authority considers that the in-
ternational application does not comply with the requirement of
unity of invention, it shall inform the applicant accordingly end
invite the payment of additional fees (note § 1.445 and PCT Art.
17(3%8) and PCT Rule 40). The applicant will be given & time

_ puiodinmdtncowi&h?C’l‘RuleﬂMommmmm

URE

(c)lntbemofnon-eomplmcwuhmyofinvmionm
wherenoudditiom!feelmpud.thememuomlmhwﬂlbe
performed on the mvennon ﬁm menuoned (“mun mveauon") in
the clalms. " -

(d)l.aeﬁofunhyofmvennon mey be directly evident before
coddmthecldminreluimwnypﬁormofmumg
the peior art into cousideration, es where 8 document discovered
dm;themhshowﬂhemvemnonchmdmnmmcorhnk-
ing claim lacks novelty or is clearly obvious, lavmg two or more
clahms joined thereby without & common faventive concept. In
such a case the International Searching Authority may raise the ob-
jection of lack of unity of i mvenuon

37 CFR 1.482. Protest to lack of urity of invertion.

(=) If the applicant duagrees with the holding of lack of umty of
invention by the lntermmnnl Searching Authority, additional fees
msy be psid under protest, accompanied by s request for refund
and a statement setting forth reasons for dlsagreemcm or-why the
required additional fees: are congidered excessive, or both (PCT
Rule 40.2)).

(b)homtmderpmgraph(c)ofthmsecuonwﬂlbeenmned
bytheCommnmonerortheCommmr‘sdagnee In the event
thmﬂzlpphmrsprcmtadetermedwbemﬁed.theaddx-
tiomal fees or a poriion thereof will be refunded.

(c)Anapplmtwhodmthntaoopyoftbeprotutmdthc
dmmmemmmpmymemmmumﬂmh report when
focwarded to the Designated Ofﬁca. may noul'y the Intematnoual
Searching Authority to that effect any time peior to’ the issusnce of
the international search report. Thereafter, such wotification should
be directed to the International Bureaw (PCT Rule 40.2(c)).

vam.mss FOR CHECKING UNETY OF INvanmon
UNDER THE PCT

The mtematxonal apphcatzon shall relate to one in-
vention only or to a group of inventions so linked as
to form a single general inventive concept (PCT Rule
13.1). If the International Searchmg Authority consid-
ers that the international apphcauon does not comply
with the reguirement of unity of invention, it must
search, and draw up the international search report
for, those parts of the international application which
relate to the invention (or group of inventions form-
ing unity) first mentioned in the claims and those
parts of the international application which relate to
inventions for which additional fees have been paid
(PCT: Article 17(3)(a)).

The International Searching Authonty will inform
the applicant of the lack of unity of invention by a
communication, proceeding the issue of the interna-
tional search report, which will contain an invitation
to pay additional fees. This invitation must specify the
reasons for which the international application is not
considered as complying with the requirement of
unity of invention, identify the separate inventions
and indicate the amount to be paid (PCT Rule 40.1).
The invention(s) or group(s) of inventions, other than
the one first mentioned in the claims, will be searched
only if the applicant pays the additional fees. Since
these payments must take place within a period to be
set by the International Searching Authority (PCT
Article 17(3)a), Rule 40.3) and within the time limit
for the international search report set by PCT Rule
42, the International Searching Authority should en-
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as early s possible. ;

The applicant may protest the allegation of lack of
unity of invention or that the amount of the additional
fee is excessive and request a refund of the additional
fee(s) paid. If the Internations! Searching Authority
finds the protest justified, the fee(s) will be refunded
(PCT Rule 40.2(c)).

From the proceeding peragraph it is clear that the
decision with respect to unity of invention rests with
the International Searching Authority. In particular,
the International Searching Authority should not raise
objection of lack of unity of invention merely because
the inventions clsimed are classified in separate classi-
fication units or merely for the purpose of restricting
the international search to certain classification units.

The basis criterion for unity of imvention is the
presence of a single general inveantive concept. Conse-
quently, the mere fact that an international application
contains several independent claims of the same cate-
goty or claims of different categories related under
PCT Rules 13.2 and 13.3 is in itself no reason for ob-
jection on the grounds of lack of unity of invention.

PCT Rule 13.2 perticularly specifies certain combi-
nations of different categories of claims that should
not be objected to on the grounds of lack of unity of
invention.

Lack of unity of inveation may also exist within a
single claim. Where the claim contains distinct fea-
tures which are not linked by a single general inven-
tive concept, the objection as to lack of unity of in-
vention should be raised.

Objection of lack of unity of invention does not
normally arise because a claim contsins a number of
individual elements in combination even if these are
unrelated. )

Lack of unity of invention may be directly evident
“a priori,” i.e., before considering the claims in rela-
tion to any prior art, or may only become apparent “a
posteriori” i.e., after taking the prior art info consider-
ation, e.g., a document discovered in the international

' RESTRICTION; DOUBLE PATENTING

search shows that there is lack of novelty in e mais
claim, leaving two or more depeadent claims without
a single general inventive concept.

Whether the lack of unity of invention may be di-
rectly evident “a priori” or becomes apparent “a pos-
teriori,” the search examiner, when he or she finds
that a situstion of lack of umity of invention exists,
shall (except in the situation referred to in the last
paragraph) immediately inform the applicant of his or
her finding and invite the applicant to pay additional
search fees. The search examiner shall then search or
coutimpe to search the inveation first mentioned in the
cleims (“main invention”). The international sesrch
for additional inventions will then have to be com-
pleted omly if and when the additional fees are paid.

Reasons of economy may make it advisable for the
search examiner, while making the search for the
main invention, to search at the same time, despite the
non-peyment of additional fees, the additional inven-
tions im the classification units consulted for the main
invention if this takes little or no additional search
effort. The international search for such additionsl in-
ventions will then have to be completed in any for-
ther classification units which may be relevant, when
the additional search fees have been paid. This situs-
tion may occur when the lack of unity of invention is
found either “a priori” or “a posteriori.”

Occasionally in cases of lack of unity of inventions,
especially in an “a posteriori™ situation, the search ex-
aminer will be able to make a complete international
search for both or all inventions with negligible addi-
tional work, in particular, when the inventions sre
conceptually very close and none of them requires
search in separate classification unmits. In those cases,
the search examiner may decide to complete the inter-
national search for the additional invention(s) together
with that for the invention first mentioned. All results
should then be included in the international search
report and no objection of lack of unity of invention
should be raised.
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