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401 Patent and Trademark Office Cannot Aid in
Selection of Attormey

37 CFR 1.31. Applicants May Be Represented by an Attorney or

Agent. An applicent for patent may file and prosecute his own case,

or he may be represented by an attorney or agent suthosized to

peactice before the Patent and Trademark Office in patent cases.

The Patent and Trademsark Office cannot aid in the selection of an

sttoraey or agent.

If patentable subject matter appears to be disclosed
in a pro se application and it is apparent that the ap-
plicant is unfamiliar with the proper preparation and
prosecution of patent applications, the examiner may
suggest to the application that it may be desirable to
employ a registered patent sttormey or agent. It s
suggested that Form Paragraph 17.01 be incorporated
in an Office action if the use of an attorney or agent is
considered desirable and if patentable subject matter
exists in the application.

17.01 Employ Services of Attorney or Agent

An examination of this application reveals that applicant is unfa-
milisr with patent prosecuting procedure. While an inventor may
prosecute the application, lack of skill in this field usually acts as a
liability in affording the maximum protection for the invention dis-
closed. Applicent is sdvised to secure the services of a registered
patent stiorney of agent W prosecute the application, since the
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egent.

Applicent is advised of the availability of the publication “Attor-
neys and Agents Registered to Practice Before the U.S. Patent and
Trademark Office”. This publication is for sele by the Superintend-
ent of Documents, U.S. Government Printing Office, Washingtoa,
D.C. 20402.

Eusmiser Note:

The examiner should not suggest that applicant employ an attor-
ney or agent if the application appears to contain ro patentable sub-
ject matter.

402 Power of Attorney

37 CFR 1.34. Recogrition for representation. (a)Whenaregntered
attorney OF agent scting in & representative capacity appears in
person or signs & peper in practice before the Patent and Trade-
mark Office in a patent casé, his or her personsl appearance or sig-
neture shall comstitute o representation to the Patent and Trade-
mark Office that under the provisions of this pert and the law, be
or dhe is authorized (o represent the. particuler party. in whose
behslf be or she acts. In filing such a paper, the stiorney. or agent
shouldspeuﬁyhuorherregumumnumbumthhmorherma-
ture. Further proofol‘ authonty to act m a repraentatwe enpacny

may be required.
(b)Whenmmmyoragent:bﬂlhwcﬁledhxsorherpowa
of attorney, or authorization, duly executed by thepersonorpa-
sous entitled to prosecute an application or a patent involved in &
reexaminstion proceeding, he or she is a principal attorney of
record in the case. A principal sttorney or agent; 0 appointed, may
appomtmmomtemomeyoragentwhoahallalsothenbeof

The Patent and Trademark Office will continue to
give effect to powers of attorney and authorizations
of agent naming firms filed, with respect to patent ap-
plications, before July 2, 1971 and in all divisions and
continuations thereof not requiring execution by the
applicant. Powers of attorney or authorizations of
agent naming firms of attorneys or agents filed in
patent applications after July 2, 1971 will not be rec-
ognized. However, the Patent and Trademark Office
will construe any such powers or authorizations as a
direction to consider the address of the firm as the
correspondence address for the application.
 The privilege afforded by 37 CFR 1.34(a) as to rec-
ognition of registered attorneys and agents not of
record will apply to all applications and reexamina-
tion proceedings whether filed before or after the ef-
fective date. Attention is called to the requirement of
37 CFR 1.34(a) that a paper filed by a registered
patent attorney or agent in an application in which he
is not of record should include both his or her signa-
ture and registration number.

Powers of attorney and authorizations of agent
under 37 CFR 1.34(b) naming one or more registered
individuals may be made.

Acceptance of papers filed in patent applications
and reexamination proceedings by registered attorneys
and agents upon a representation that the attorney or
agent is authorized to act in a representative capacity
is for the purpose of facilitating responses on behalf of
applicants in patent applications, and, further, to obvi-



402.01

ate the need for filing powers of attorney o¢ aith
,zation of agent in individual a&yhcmons of
there has Beci a’ has

firms or corporate patent staﬂ's Interviews wnth a
registered attorney or agent not of record will, in
view of 35 U.S.C. 122, be conducted only on the basis
of information and files supphed by the attorney or
agent.

Usually a power of attorney is made a pert of the
application oath or declarstion. In order that this
power may be valid, the attorney or agent appointed
must be registered.

When an application for patent is filed accompanied
by a power of attorney or authorization of agent to a
person not registered to practice before the United
States Patent and Trademark Office, the Application
Division will send the official filing receipt directly to
the applicant, together with an explanatory letter. A
copy of the letter will be sent to the _person named in
the power or authorization and a copy placed in the
file without being given a paper number. The name of
the unregistered person will not be placed on the face
of the file, and the examiner will communicate only
with the apphcant directly unless and until the appli-
cant appoints a recognized practitioner. An associste
power of attorney or authorization from the unregls-
tered person will not be recognized or accepted.

In the event of a need to file a change in the power
of attorney in a plurality of appheatlons or patents or
a common assignee or inventive entity, a single, origi-
nal paper may be used provided that a reproduction
of this original paper is supplied in each of the affect-
ed applications or patents. The copy. of the original
paper must 1dent1fy in which application or patent the
original paper is located and authorize the public to
ingpect and copy the ongmal paper in the event one
of the applications containing a copy matures into or
is a patent and the application containing the original
paper is pending or has become abandoned. See
§ 601.03. For a representative of a requester of reex-
amination see § 2213. .

37 CFR 1.346. Signature and certificate of atiorney. Every paper
filed by an attorney or agent sepresenting an spplicant or party w a
proceeding in the Patent and Trademark Office must bear the sig-
astuze of such attorney or agent, except papers which are required
to be signed by the applicant or party in person (such as the appli-
cation itself and affidavits or declarations required of applicants).
The signature of an attosney or agent to & peper filed by him, or
the filing or presentation of any paper by him, constitutes a certifi-
cate that the paper has beer read; that its filing is authorized; that
to the best of his knowledge, information, and belief, there is good
ground to support it, including sny allegation of improper conduct
contained therein; and that it is not interposed for delay.

37 CFR 1.346 emphasizes that there must be a rea-
sonsble basis to support every allegation of improper
conduct made by a registered practitioner in any
Office proceeding. Although §1.346 is limited to
papers filed in Office proceedings, this is not intended
to imply that disciplinary action never will be taken
against a registered practitioner under § 1.348 for a
groundless allegation of improper conduct in a court
proceeding.

cemuungwhetbetmchpemndemutomoaﬁneregum
The name of any person failing to reply and give the information
requested within & time limit specifled will be removed from the
remtet.andthenmwswremovedpublishedmtheommlca-
zette. Any name 80 removed may be reinstated, either on the regis-
ter of attorneye or the register of agents, as may be appropriste.
Any request for reinstatement must be eccompanied by the fee set
forth in § 1.21(a)(3).

See also § 1702.

402.01 Exeepﬁons as to Registration

37 CFR 1.342 Limited recognition. Any pemn oot registered and
not entitled to be recognized under § 1.341 as an attormey or agent
10 represent spplicants generally may, upon a showiag of circum-
stances which render it necessary or justifisble, be recognized by
theCommmmetwmuwumomeymwnwﬁedtp-
plication or applications, but this limited -recoguition shail not
extendfnrthcrthanthenpphcauonoupphuuouspeaﬁed :

Sometinzes in a joint apphcatlon one of the coinven-
tors gives to the other the power of attorney in the
case. Such power will be recognized even:though the
one to whom it is given is not registered.

If a request for special recognition accompanies the
application, the Application Division will forward the
file to the Chairman of the Committee on Enroliment.

402.02 Appointment of Associate Attorney

The principal attorney may appoint an associate at-
torney as provided in 37 CFR 1.34. The associate at-
torney may not appoint another attorney. See altwo

402,05 Revoesation

37 CFR 1.36. Revocation of power of attorney or authovization; with-
drawal of atiorney or agert A power ofsuorncy or agthorization of
sgent may be revoked st any stage in the proceedings of a case,
and an atiorney or agent may withdraw, upon application to and
approvel by the Commissioner. An atiorney Of sgent, except an as-
sociste sttorney or agent whose address is the same as that of the
principal attorney or sgent, will be notified of the revocation of his
or her power of aftorney or authorization, and the applicant or
patent owner will be aotified of the withdrawel of the sttorney or
agent. An assignment will not itself operate as a revocation of a
power or authorization previously given, but the asmsignee of the
entire interest may revoke previous powers and be represented by
an attorney or agent of his or her own selection.

Upon revocation of the power of attorney, appro-
priate notification is sent by the clerk of the examin-
ing group.

Revocation of the power of the principal attorney
revokes powers granted by him or her to other attor-
neys.

Revocation of the power of attorney becomes ef-
fective on the date that the revocation is RECEIVED
in the Office (in contradistinction to the date of AC-
CEPTANCE).

402,06 Attorney Withdraws
See 37 CFR 1.36 in § 402.05.
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. REPRESENTATIVE OF INVERNTOR OR OWNBR' 4

~‘In the event that a notice of withdrawal is filed by
the attorney: or attormeys of record, the file will be
forwarded to the Office of the Solicitor where appro-
ptmaproceduremllbefdlawedpertamngmthe
withdrawal, The withdrawal is effective - wlwn ap-
proved rather than when received.

To expedite the handling of requests for pemnmon
to withdraw as attormey, under §1.36, the request
should be submitted in triplicate (original and two
copies) and indicate thereon the present mailing ad-
dresses of the attorney who is withdrawing and of the
applicant. The e¢xamining group number should also
appear on all such requests. Because the Office does
ot recognize law firms, each sttorney of record must
sign the notice of withdrawal, or the notice of with-
drawal must contain a clear indication of one attorney
signing on behalf of another.

The Commissioner of Patents and Trademarks usu-
ally requires that there be at least thirty days between
approval of withdrawal and the expiration ‘date of &
time response period so that the applicant will have
sufficient time to obtain other representation or take
other. action. Iflmthanthntydaysremmnsmamn—
ning response period, a requ&t to wnthdraw is nor-
mally disapproved. .

For withdrawal dunng reexammatton proceedmgs
see § 2223, ,

402.07 Assignee Can Revoke Power of Attomey
of Applicant

The assignee of record of the entire interest can
revoke the power of attoroey of the applicant unless
an “irrevocable” right to prosecute the case had been
given as in some government owned applications.

37 CFR 1.32. Prosecution by assignee. ‘!‘hemxgneeofrecord of

the entire interest in an application for patent is entitled to conduct
the prosecution of the application to the exclusion of the inventor.

See 37 CFR 1.36 in § 402.05.

A power of attorney by the assignee ‘of the whole
interest, if the assignment is recorded in the Office, re-
vokes all powers given by applicant and prior assign-
ees. -

402.08 Application in Interference

While an application is involved in interference, no
power of attorney of any kind should be entered in
such application by the clerk of the group.

If a power of attorney or revocation is received for
an application while in interference, it should be for-
warded to the Interference Service Branch because all
parties to the interference must be notified.

402.09 International Application

37 CFR 1.455. Representation fn international applications, (8) Ap-
plicants of internationel applicetions may be represented by sttor-
neys or agents licensed (o practice before the Patent and Trade-
mark Office or by & common representative (PCT Art. 49, Rules
4.8 and 90 and § 1.341).

(b) Appointment of an egent, attoraey or COmMMOn representative
(PCT Rule 4.8) must be effected either in the Request form, signed
by dil applicents, or in & sepagaie power of attorney submitted
gﬁther to the United States Receiving Office or (o the Internationsl

reay.

iS5

(e) Powers of atiomney ead revocaion thereof should be submit-
Mmuummkmmmemﬁlmemofm
mtemuiomlmhrepoﬂ

(d)maddmeeforco:mpoudmewmbeumdmwdinm-
tion 108 of the Administrative Instructions. ‘

403 Corrupondenee—wnh Whom Held

37 CFR 1.33. Correspondence respecting patent applications, reex~
amination proceedings, end other proceedings. (8) The residence end
post office address of the applicant must sppesr in the oath or dec-
laration if mot stated elsewhere in the spplication. The applicant
wnhospecnfyandmmomeyorqemofmordm-yspecﬂ'a
¢orrespondence address to which communications about the appli-
cation are to be directed. ANl notices, official letters, and other
commumications in the case will be directed to the correspondence
address or, if no such correspondence address is specified, to an at-
toreey or agent of record (see § 1.34(b)), or, if no attorney or agent
is of record, to the applicant, or. to.any assignee of record of the
entire interest if the applicant or such sssignee 8o Tequests, or 10 an
mgneeol’mmdmdedpanifﬂre:pphummreqmu,atme
poet office ‘address of whickithe Office 'hiss been ‘notified in the
case. Amendments and other papers filed in the gpplication must be
signed: (1) By tke spplicant, or (2) if theve is an sssignes. of record
ofmundlvdedpanmterut.bytheapplmandmhmgnee,or
(J)Iftbmnanmgneeofrwordoftheenmmureﬂ,bymh
mgnee,or(ﬂbyanmmneyougeneofmd or (5) by & regis-
tered aticemey. or sgeat not of record who acts'ia o repieséatitive
capacity under the provisions of § 1.34(g).. Double corféspondénce
with an applicant and his attorney or.sgent, or with more thes one
ammeyorlzen&wﬂlnotbeundemkm.lfmorcmmonenw-
neyoragentbemadeofrwordandampondenceaddresshs
notbecnspeaﬁed.coﬁapoweneewmbehddw:ththeonehst
made of record.

(b)Anapphcantwhobnsnotmadeol‘motdaremsteredattor-
ucyoragentmayberequuedtosutewbeﬂmherecmvedmst
ance in the preparation or prosecution of his-application, for wihich
any compensation or consideration was given or charged, and if so,
to disclose the name or names of the person or persons providing
such assistance. This includes the preparation for the applicant of
thespeqﬁauonmdamendmentsorothcrpapemtobeﬁledmm
Patent and Trademark Office, as well as other ‘assistance in such
matiers, but does not include merely making drswings by draftsmen
or stenographic services in typing papess.

(c} All notices, official leteers, and mheroommumcstwns for the
patent owner or owners in a reexaminstion proceeding will be di-
rected to the attorney or sgent of record (dee §1.34(b)) in the
patent file st the address listed on the register of patent aitorneys
and agents maintsined pursuast to §§ 1.341 and 1.347 or, if no attor-
ney or agent is of record, to the petent owser or owners st thé ad-
dress or addresses of record. Amendments and other papers filed in
a reexamination proceeding on behalf of the patent owner must be
signed by the petent owner, of- if there is maore than one owner by
all the owners, or by an attorney or agent of secord in the patent
file, or by aregutered atiorney or sgent not of record who acts in
& representative capacity under the provisions of § 1.34{a). Double
correspondence with the patent owner or owners and the patent
owner’s attoraey or agent, or with more than one attormey or
agent, will not be undertaken. If more than one attorney or agent is
of record and a correspondence address hes not been spacified, cor-
respogdmoe will be held with the last attorney or agent made of
record.

Section 1.33(a) provides for an applicant to supply
an address to receive correspondence from the Patent
and Trademask Office in addition to his or her resi-
dence address, so that the Patent and Trademark
Office may direct mail to any address of applicant’s
selection, such as a corposate patent department, a
firm of attorneys or agents, or an individual attorney,
agent, or other person.

Section 1.33 states that when an attorney hes been
duly appointed to prosecute an application corre-
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spondence will be held with: the sttorney.  Double
' '“wnhm&pplicantmdhinorhuat-
tormey, or with two representatives, will not be un-
dertaken. See §§ 403.01, 403.02.and 714.01(d).

If double correspondence i is attempted, Form Pare-
graph 40} ‘shoild " be ‘included 'In” the " next Office

4.0f MCorrwandem

Apphemthu:ppmmdmum:yormmtocondwnﬂbu-
ness before the Patent and Trademark Office. Double coerespoad-
ence with an applicant and epplicant’s sttorney or agent will not be
undertaken. Accordingly, spplicant is required to conduct sl) future

w:ththnomeeﬁuoughtheatmmeyorwof
record. See 37 CFR 1.33. _

In a joint lpphauon wnth no attorney, the appli-
cant whose name first appears in the papers receives
the correspondence, . unless other instructions are
given. All apphcanm must slgn the reepoma. See
§714.01¢a). - v

- Section l33(c) relam C wh:ch addras communi-
cations for the patent owner will besentmteexm
natwnproceedmgs. See also. § 2224.

Powersofattameytoﬁrmsﬁledmexecutedapph—
cmonsﬁledaﬂerlulyz 1971 are not recognized by
the Patent and Trademark Office. Howeveér, the firm"s
addrwsw:llbecons:deredtobcthecorrmpomdcnce
address. The address should appear as follows:

John Doe (inventor)

In care of Able, Baker and Charlie (ﬁrm)
1234 Jefferson Davis Highway _
Arlington, Virginia 22202 B

See § 601.03

PATENT APPLICATION FILED WITHOUT
CORRESPONDENCE ADDRESS

Effective February 27, 1983, in accordance with the
provisions of 35 U.S.C. 111 and 37 CFR 1.53(b), a
filing date is granted to an application for patent,
which includes at least a specification containing a de-
scription pursuant to 37 CFR 1.7! and at least one
claim pursuant to 37 CFR 1.75, and any drawing re-
ferred to in the spec:ﬁcaaon or required by 37 CFR
1.81(a), which is filed in the Patent and Trademark
Office and which names the actual inventor or inven-
tors pugsuant to 37 CFR 1.41(g). If an appheauon
which has been accorded a filing date does not in-
clude the appropriate filing fee or oath or declaration,
spplicant will be so notified and given a period of
time within which to file the missing parts to com-
plete the application and to pay the surcharge as set
forth in 37 CFR 1.16{e) in order to prevent abandon-
ment of the application.

In order for the Office to so notify the applicant, a
correspondence address must also be provided by the
applicant. The address may be different from the Post
Office address of the applicant. For example, the ad-
dress of applicant’s registered attorney or agent may
be used as the correspondence address. If applicant
fails to provide the Office with a correspondence ad-
dress, the Office will be unable to provide applicant
with notification to complete the application and to

MANUAL OF PATENT EXAMINING PROCEDURE

p-ymmamfonhmucmu«e) In

such’s case, applicant will be considered to have con-

structive notice es of the filing date that the

tion must be completed and applicant will have two
montbslmtheﬁhn.dntemwh:chmdosobefore
sbandonment occurs.

The periods of time within which applicant must
oompletethe may be extended under the
provisions of 37 CFR 1.136. Applications which are
notoompleted-anmelymannerwnllbeabmdomd

403.01 Correspondence Held With Amchte At-
torney
Where the sttorneys bear relation of principal attor-
ney -and associate attorney, the correspondence will
be liad with the associate attorney unless the principal
attorney directs otherwise. Ex parte Eggan, 1911
C.D. 213 172 0.G. 1091 -

40302 TwoAuomeysforSumeApﬂicaﬁon

If applwmt simultaneously  appoints two- principal
attoineys: he should indicate with which' correspond-
etice is to be conducted: ‘If one is a local Washington
Metropolitin area dttorney and applicint fail§ to indi-
cate either attorney, corr&pondence wnll be oonduct-
ed with the locsl sttorney.:

If, afier ome attorney is appomted a second “attor-
ney - is - later appointed . without : revocation of. the
power of the first attorney, the name of the second at-
torney is entered on the face of the file (Ex parte
Eggan, 1911 CD. 213; 172 0.G. 1091), with notation
thattheOfﬁeclettersaretobesenttohlm This ap-
plies also to mocute attomeys :

404 Conﬂictmg Parues Having Same Attorney
See 37 CFR 1.208 in § 1101.01(k).

405 Attormey Not of Record

Papers may be filed in patent applications by regis-
tered atiorneys or agents not of record under 37 CFR
1.34(a). Filing of such papers is considered to be a
reprwentanon that the attorney or agent is authorized
to act in a representauve capacity on behalf of appli-
cant. However, interviews with a registered attorney
or agent not of record will be conducted only on the
basis of information and files supplied by the attorney
or agent in view of 35 U.S.C. 122,

406 Desth of Attorney
SOLE ATTORNEY

If notification is received from the applicant or as-
signee of the death of the sole principal attorney and
the application is up for action by the examiner, cor-
respondence is held with the applicant or assignee
who originally appointed the deceased attorney.

If notificaton is received from the office of the de-
ceased attorney and the application is up for action,
the examiner when preparing the Office action should
add Form Paragraph 4.02.

4.02 Death of Attorney, Notice Received From Attorney’s Offfice
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lhepowerofmomeyiswmed.Ammomymybeap-

lfuonﬁcauonofthedeathofthesolepnnmpdn-

tormey is received. from the Attorney’s Roster or

some outside source, therewnllbenopapetol‘recotd
-theﬁlewuppertomdmtethattheattomyude-
ceased. Correspondence therefore continues to be
held with the office of the deceased attorney but a
copy of the Office action is also mailed to the person
who ongmally appointed the attorney. In such an
Office action where the application is not ready for
allowance the examiner should add Form Paragmph
4.03.
403 Dealh of Almmcy Notice From Other Source
Nouceofthedathoftheattomyofrecordhasoometothe

attention of this Office. Since the power of attorney is therefore
terminated, aoopyofthlsucnonnsbemgmailedtothe[l] '

' Exmminer Note:

In beacket -1, msen—applmt—-or—mgnee—lf lhe us:gnee
originally appointed the decessed attormey.

 If notification of the death of the sole pnncxpal at-
temey is received from the Attomey’s Roster or
some outside source and the application is: ready for
allowance, the examiner prepares the: application for
allowance and writes. a letter to the office:of the de-

ceased attorney with a copy to the person who origi-

nally appointed the deceased attorney mcludmg the
wording of Form Paragraph 4.04. -
4.0¢ - Death of Attorney, Case is Ready for Allowance = .. .
Noueeol'thedeathofthemomeyol'tecmdhascomeﬁod)e
attention of this Office. Since the power of attorney is thus termi-
uated, and this application is now ready for allowance, the Notice
ofA!lowancewﬂlbemuledtotlwolﬁceofthedwmedauomey
in the absence of a new power of sttorney. - - -

Eusminer Note: '
Aoopyshouldalsobemailedtotheappbcamorthemgnee
who originally appointed the attorney.

Note § 405.

The power of a principal attorney will be revoked,
or terminated by his or her death. Such a revocation
or termination of the power of the principal attorney
will also terminate the power of those appointed by
him or her. Thus, a principal attorney may appoint an
associate attorney but such a power terminates with
that of the principal. The principal attorney may not
appoint a “substitute” and any attempt by the princi-
pal to appoint a “substitute” attorney whose power is
intended to survive his or her own will not be recog-
nized by the Office.

407 Disbarred Attorney
See § 108.

408 Telephoning Attorney

Present Office policy places great emphasis on tele-
phone interviews initisted by the examiner. For this
reason, it is not necessary for an attorney to request a
telephone interview. Examiners are not required to
note or acknowledge requests for telephone calls or
state reasons why such proposed telephone interviews
would not be considered effective to advance pros-
ecution. However, it is desirable for an attorney to

cdlthecmtftheatmmfeehwemllwﬂlbc
beneficial to advance prosecution ofthe cate. See
§§ 713.01 and 713.05.

SPeCIFIC TELEPHONE lmnvmw SH'UATIONS

Restriction of invention (§ 8]2.01)
Multiplicity (§706.03()). o
Many attorneys have officés or representatives in
the Washington area and it sometimes expedites busi-

. ness to interview them comcerning an application.

When the examiner believes the progress of the appli-
cation would be advanced thereby, he or she may call
the attorney in the case by and ask the at-
tomey to come to the Office. Listings of Washington
repraentanves of out-of-town : attomeys are kept in
each examining group.:. -

- Registered attorneys or. agenm not of record in a
patent application and acting in a. representative ca-

pacity: under 37 'CFR - 1.34{z)' should :not be tele-

phoned: for restriction reqmrements, approval of ex-
aminer’s ‘amendments. or given any: information rela-
tive to such patent application by telephone unless the
telephone number of such: attorney- or agent appears
in a paper sngned by applxcant 0: an. attorney or agent
of record. - Pl

Exammers shonld plaee all long dlstance telephom
calls through' the FTS: (Federal Telecommunications
System); even: though oollect calls may have ‘been au-
thonzed by the aftorney. + ©

“To facilitate any telephone calls: that may become
necessary, it is strongly - recommended- that amend-
ments, letters of transmittal and powers of attorney
include the complete  telephone number, with area
code and extension, of the person with whom the in-
terview should be held, préferably near the signature.

In new applications, the telephone number may
appear on the letter of transmittal or in the power of
attorney, 'osth or declaration, next to the attorney’s
name and address.

409 Death, Insanity, or Unavailability of Inven-
tor
If the inventor is dead, insane or otherwise legally
incapacitated, refuses to execute an application, or
cannot be found, an application may be made by
someone other than the inventor, as specified in 37
CFR 1.42-1.47, and 1.423, §§ 409.01-409.03(j)-

409.01 Desth of Inventor

Unless a power of attorney is coupled with an in-
terest (i.e., an atforney is assignee or part-assignee),
the death of the inventor (or one of the joint inven-
tors) terminates the power of attorney and a new
power from the heirs, administrators, executors or as-
signs is necessary if the attorney is to remain of
record (but see § 409.01(f)). See also 37 CFR 1.422.

409.01(a) Prosecution by Administretor or Ex-
ecutor

33 U.S.C. 117 Death or incapacity of inventor

Legal representatives of deceased inventors and of those under
legel incapecily may make application for patent upon complisnce
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409.010)

wnhmemﬁfmmdmtkmmmmmaionw
cable to the inventor,

37 CFR 1.42. When the inventor is dead. In csse of the desth of

the inventor, the legal representative (executor, adiministrator, etc.)

of the deceased jnvenior may. meke the secessary osth of. declara-
tion, and apply for and obtsin the 'Where the inventor dies

petent.
during the time intervening betwesn the: filing of the epplication
mdtllegrmungoflpttenttktmﬁnletmmtmbe
issued to the legal representative upon proper intervention. . -

One who has reason to believe that he or shé will
be appointed legal representative of a deceased inven-
tor may apply for a patent as legal tative in
accordance with 37 CFR 1.42.. Proof of applicant’s
authority as legal representsative may be filed after the
filing date of the application. If another person is ap-
pointed legal representative and the application ‘has
been accorded a filing date, the: properly . appointed
legal -representative has two: months® from the filing
date to file the . apphcatxon oath or declaration and to
pay the surcharge as set forth in' 37 CFR:§1.16(¢) in
order to prevent abandonment of the application: Ex-
tensions of time affording: six months from the:filing
datemaybeobmnedlmderpmwsmnsofNCFR
1.136(2) upon filing a petition therefor,:
by :the appropriate: fee.: 37 . CFR :§1.17.- When the
properly appointed legal representative does not file
the application  oath - or -declaration and - surchasge
within six months of the filing ‘dite; the application
stands abandoned unless a petition for: extenision of
time pursuant to 37 CFR § 1.136(b) has been filed and
granted. Should the application stand: abandoned, the
application. may be reviewed under the provisions of
37 CFR § 1.137 by filing a petition therefor, an appro-
priate showing, application oath.or declaration ex-
ecuted by.the proper legal representative, and petition
to revive fee set forth in 37 CFR § 1.17. The forego-
ing applies to the legal representative of a deceased
sole or deceased joint inventor.

Application may be made by the heirs of the inven-
tor, as such, if accompanied by a certificate from the
court that they are all the heirs and that the estate
was under the sum required by state law for the ap-
pointment of an administrator.

If the court papers are in a language other than
English, an English translation of such papers is re-
quired. The translation need not be sworn or af-
firmed.

409.01(b) Proof of Authonty of Administrator or
Executor
37 CFR 1.44, Proof of authorisy. In the cases mentioned in §§ 1.42
and 1.43, proof of the power or authority of the legal representa-
tive must be recorded in the Patent and Trademark Office or filed
in the application before the grant of a patent.

Whenever because of the death of an inventor, the
right of applying for and obtaining a patent for am in-
vention devolves upon an executor or administrator,
or whenever an executor or administrator desires to
intervene prior to the granting of a patent, proof of
the authority of such executor or administrator should
in all cases be made of record in the Patent and
Trademark Office by filing in the application or re-
cording in the assignment records a certificate of the

MKWAL OR PATENT mmmme PFROCEDURE

Such cemﬁcate shall be signed by an officer and su-
thenticated by the ‘seal of the court by which the
same was' issued. The authority of other legal repre-

sentdtives of ‘the inventor must be s
lished. If the certificiite is not in the English language,
an English translation is also required.

Should such certifi cate of appointment be found to
be insufficient for any reason, there may be required
to be filed or recorded a certified and properly au-
thenticated copy of the letters testamentary or of the
letters of administration, in order that the scope of au-
thority of the persons who seek to intervene may be a
matter of record in this Office.

Al applncatlons filed by an executor or administra-
tor are initially referred to the Assignment Division to
ascertain whether proper authority has been recorded
or “filed in: the application” (37 CFR 1.44) and for
suitable endorsement on the file. If the authority is in-
sufficient;’ & notation is: inade under “other” 6n a form
PTO-152: When-a reply-is received to such a notation
and also in cases:whete the executor or administrator
intervenes (after filing). the case: ahouid be sent imme-
diately: to-the Assignment Division: =

-In any ‘case’in which' the Chief" of the Ass:gument
Division reports. that ‘the authority of the executor or
administrator of record in the case is: insufficient, the
examiner will require the filing in the application. or
the recording in the Assignment Division of a certifi-
cate of such appointment or a certified copy of letters
testamentary or of letters of administration in such
case before ﬁna]ly passing the case to issue.

In the case of foreign executors or administrators, a
consular officer of the United States may authenticate
the signature of the foreign: officer attesting to the
papers submitted as proof of authority. Unusual situa-
tions may be referred to the Office of the Solicitor.

409.01i(c) After Administrator or Executor Has
- Been' Diseharged '

When an admmstrator or executor has performed
his or her furictions and has beén dnscharged and it is
desired to make an appllcatlon for an invention of the
deceased, it is necessary for the administrator or ex-
ecutor to take out new letters of administration in
order that he or she may file a new application of the
deceased inventor.

409.01(d) Exception in Some Foreign Countries

The terms “Executor” and “Administrator” do not
find an exact counterpart in all foreign countries and
the procedure is governed by the necessity of constru-
ing those terms to fit the circumstances of the case.
Hence, the person or persons having authority corre-
sponding to that of executor or administrator are per-
mitted to make application as, for example, the heirs
in the Federal Republic of Germany. The authority of
such persons must be proved by an appropriate certif-
icate. If the certificate is not in the English language,
an English translation thereof is also required.
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REPRESENTATIVEOF INVBNTOR OR OWNBR

409.01(e) lf f Assigned -
D Amﬁmt o

Whereanapplwant,mrrymgonthepmmmof
en application afier sssignment, dies, the administrator
may carry. on the prosecution on filing letters of ad-
ministration unless and until the assignee intervenes.

.01(0 Intervedim of Exeeutor Not Compal-
- sory
When an inventor dies after filing an application
the executor or administrator should intervene, but
the allowance of the spplication will not be withheld
nor the application withdrawn from issue if the execu-
tor or administrator does not mtervene
This practice is applicable to an application which
has been placed in condition for allowance or passed
to issue prior to notification of the death of the inven-
tor. See § 409.01.

409.02 Insamty or Othet Legal Incapacity

37CFR 1.43. Wbmtllemuamuarlegallyinwymad.
hmmmventorummeorotherwue legally incapacitated, the
fegal representative (guardiam, comservator, etc.) of such mvemtor
mymakethcnecmyodhordec uon,sndapplyforamd
o!mmthepmnt B ;

‘Sectiofi 409. Ol(b) is also’ appllcable in case of man
1ty or other legal mcapacnty of an inventor.
409.03 Umvailah!ity of Inventor

37 CFR 1.47. Filing. when an taventor refum to .sign or cannot be
mclwd. (8) If & joint inveator refuses to join in an application for
patent or cannot be found or reached afier diligent effort, the apphi-
cation may be made by the other inventor on behalf of himself or
heruelf and the omitted invemior. The oath or declaration in such an
applicstion must be sccompaned by a petition including proof of
thepetwmtfaculndbythereqmredfee(ﬁlﬂ(h))andmmm
the last known address of the omitted inventor. The Patent snd
TndemarkOfﬁceshallforwatdnotwcofthcﬂmgofthcapp&mo
tion (o the omitted inventor at said address. Should such motice be
returned to the Office uadelivered,. or should the address of the
omitted inventor be unknowsn, notice of the filing of the application
shiall be pubhshed in the Oﬁiaal Gazette. The omitted inventor may
subsequently join in the  on filing an oath or declaration
of the cheracter required by § 1.63. A pstent may be granted to the
invenor making the application, wpon a showing satisfactory to the
Commissioner, subject (o the seme rights which the omitied inven-
tor would have had |fheorshelndbeenjomed

(6) Whenever an inventor refmses to execute gn spplication for
patent, or cannot be found or reached after diligent effort, 2 person
to whom the inventor has assigned or agreed in writing to sssign
the invention or who otherwise shows sufficient proprietary interest
in the mstter justifying such action may make application for patent
on behalf of and as agent for the inventor. The oath or declaration
in such an application must be sccompanied by a petition including
proof of the pertinent facts ead & showing that such action is neces-
sacy to preserve the rights of the parties or to prevent irreparable
damsge, and by the required fee (§ 1.17(h)) and must state the last
known address of the inventor. The assignment, written agreement
to essign or other evidence of proprietary interest, or a verified
copy thereof, must be filed in the Patent and Trademark Office.
The Office shall forwasd aotice of the filing of the epplication o
the inventor at the address stated in the application. Should such
notice be returned to the Office undelivered, or should the addsess
of the inventor be unknown, notice of the filing of the application
shall be published in the Official Gazette. The inventor may sulwe.
quently join in the application on filing an oath or declaration of
the character requiced by § 1.63. A patent may be granted to the
inventor upon a showing satisfactory to the Commissioner.

35 U.8.C. 116, Inventors

409.03¢a)

Wbenmmvennonumadebytwoormocepemm:oiﬂy.
shisll “apply for petént jointly &nd’ each sign the " and
make the required outhi, except as otherwise provided ia this titde.

If & joint inventor refuses to join in an application for patent or
cannot be found or reached after diligent effort, the
mnybemdebytheolhermvmmmbehﬂfofhmﬂmdme
omisted: javentor. The Commisioner, on proof of the pertinent
ftcumdmermchnoucetotheomnwdmvutornhepracrﬂm.
may grant & patent to the inventor making the application, subject
to the ssme rights which the omitted inventor would have had if he
hadbeeajomed.‘rheomimd inventor may subsequently join in the
application. - -

thnevummughemrapuwnuumedmmappmhr
patent 2¢ the inventor,-or through error an inventor is aot named in
an application sad such error arose without any deceptive intention
on his part,the Commistioner may permit the application to be
emended wcordmsly. under such terms as he pl'escnbu
s USC e Fﬂmg by, other thian inventor ‘

Wbenever m mventor refusm to execuie an application for
pateat, or canhot be found or reached after diligent effort, a person
to ‘whom ‘the ‘inventor liss sssigniéd or agreéd in writing to assign
thcmvcuuonorwbooﬂwrwueabowuufﬁmntpropneurymww
in the matter juaifying such action, may. meke application  for
patent on bebalf of and as ageat for the inventor on proof of the
pemnentfactsandashowmgthatsuchacuonmnmrytopm-
seive the rights of the' partiés of to prevent irveparable damage; and
the Comemissioner: may giust o petent to:such inventor dpoa soch
noﬂeetohmastheCommmerdeemmﬁc:em.mdonwmph-
ance. with such regulations as be prescribes. ..

Applicstion papers submitted pursuant to § 1 47 are
forwarded by the Application Division to the Office
of the Solicitor for determination whether the papers
are proper, complete, and acceptable under § 1.47.

A bona ﬁde ‘attempt maust be made to comply with
the provisions of § 1.47 at the time application papers
are first submitted. If the application pepers, and evi-
dence submitted with the application papers, are not
found acceptable, the § 1.47 applicant will be notified
by the Office of the Solicitor of the reasons why the
papers are not acceptable. The § 1.47 applicant may
request reconsideration and file supplemental evidence
in a case where a bona fide attempt was made to
comply with § 1.47 from the outset.

409.03(a) At Least One Joint Inventor Availsble

37 CFR 1.47(a) and 35 U.S.C. 116, second para-
graph, permit a joint inventor to file an application
“on behalf of* himself or herself and a joint inventor
who “canmot be found or reached after diligent
effort” or who refuses to “join in an application”. The
person making application pursuant to § 1.47(a) is re-
ferred to as a “§ 1.47 (a) applicant.”

In addition to other requirements of law (35 U.S.C.
§6 111 and 115), an application deposited in the Patent
and Trademark Office pursuant to § 1.47(2) must meet
the following requirements:

(1) the § 1.47(a) applicant must (i) make oath or
declaration on his or her own behalf as required by
§1.63 or § 1.175 (see §8 602, 605.01 and 1401.08) and

. (ii) make oath or declaration on behalf of the omitted

joint inventor as required by § 1.64.

(2) The application must be accompanied by proof
that the omitted inventor (i) cannot be found or
reached after diligent effort or (ii) refuses to execute
the application papers. See § 409.03(d).
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(3) The last known address of the omitted Jomt
iventor must be stated, See § 409.03(e).

409.03(6) No Inventor Avaflable

37 CFR 1.47(b) and 35 U.S.C. 118 aliow a “person”
with a demonstrated roprmrymteresttomakeap-
plication “on behslf of and as agent for” an inventor
who “cannot be found or reached after diligent
effort™ or who refuses to sign the application oath or
declaration. The work “person” has been construed
by the Patent and Trademark Office to include juris-
tic entities, such as a corporation. The person making
application pursuant to § 1 47(b) is referred to as a
“§ 1.47(b) applicant.”

In addition to other requirements of law (35 U.S.C.
§§ 111 and 115), an application deposnted pursuant to
§ 1.47(b) must meet the following requirements: .

(1) The § 1.47(b) applicant must mske the ocath re-
qmredby§§163and 1.64 or § 1.175. Where a corpo-
ration is the §1.47(a) applicant, -an officer thereof
should normally sign the nmary oath of declam-
tion. A corporation may authorize any on, includ-
ing an attorney or agent registered to- pracuce before
the Patent and Trademark Office; to sign the applica-
tion oath or declaration on its behalf. Where an oath
or declaration is signed by a registered attorney or
agent on behalf of a corporation, proof .of the attor-
ney’s or agent's authority in the form-of a statement
signed. by an appropriate corporate officer must be
submitted. An inventor may not authorize another in-
dividual to act as his or her agent to sign the applica-
tion oath or declaration on his or her behalf. Stacger
v. Commissioner, 189 USPQ 272 (D.D.C. 1976); In re
Striker, 182 USPQ 507 (Comm’r. Pat. 1973).

(2) The § 1.47(b) applicant must state his or her re-
Iationship to the inventor as required by § 1.64.

(3) The application must be acompanied by proof
that the inventor (i) cannot be found or reached after
a diligent effort or (ji) refuses to execute the applica-
tion papers. See § 409.03(d).

(4) The last known address of the inventor must be
stated. See § 409.03(e).

(5) The § 1.47(b) applicant must make out a prima
facie case (i) tht the invention has been assigned to
him or her or (ii) that the inventor has agreed in writ-
ing to assign the invention to him or her or (iii) other-
wise demonstrate a proprietary interest in the subject
matter of the application. See § 409.03(f).

(6) The §1.47(b) applicant must prove that the
filing of the application is necessary (i) to preserve
*BAD MAG TAPE**ERRO1*the rights of the par-
ties or (ii) to prevent irreparable damage. See
§ 409.03(g).

409.03(c) Legal Representatives of Deceased In-
ventor Not Availsble

37 CFR 1.47 should not be considered an alterna-
tive to 37 CFR 1.42 or 35 U.S.C. 117, since the lan-
guage “camnot be found or reached after diligent
effort” has no reasonable application to a deceased in-
ventor. In re Application Papers Filed September 10,
1954, 108 USPQ 340 (Comm'r. Pat. 1955). See § 1.42

MANUKL OF PATENT EXAMINING PROCEDURE

and §40901 ‘However, § 1.47 does” apply Where '
known legal representative of a deceased inventor
cannot be found or reached after diligent effort, or re-
fuses to make spplication. In such cases, the last
known address of the legal represemtative must be
given (see § 409.03(e)), and proof of the power or au-
thority of the legal represejtative mqst be established
bebore the grant of a patent, § 1.44. Also, in hardship
situations where time or circumstances do not permit
appointment of a iegal representative to make applica-
tion, § 1.47 may apply. In re Schwarz, 147 USPQ 394
(Comm’r. Pat. 1960). In such situations, however, sub-
sequent joinder of a properly authorized legal repre-
sentative will normally be required before the grant of
a patent. '

409.03d)  Proof of Unavailability or Refusal

Where inability to find or reach an omitted mven-
tor “after diligent effort” is the reason for filing under
37 CFR -1.47, an affidavit or declaration should be
submitted which fully describes the exact facts which

are relied upon to establish that a diligent effort was

made. The dxhgmt effort must have been made before
the application is deposned in the Patent ‘and Trade-
mark Office.

The affidavit or declaratlon must be sngned where
at all possible, by a person’having first ‘hand knowl-
edge of the facts recited therein. Statemients based on
hearsay will not normally be accepted. Copies of doc-
umentary evidence such as letters, telegrams, etc.,
which support a finding that an omitted inventor
could not be found or reached should be made part of
the affidavit or declaration. It is important that the af-
fidavit or declaration contain statements of fact as op-
posed to conclusions.

In cases where priority under 35 U.S.C. 119 is to be
claimed, the § 1.47 applicant should explain what ef-
forts, if any, were made during the Convention year
to prepare the application and obtain the inventor’s
signature thereon. The period allowed by the Con-
vention year should “be sufficient for the preparation
and deposit of an application . . . (in the United
States) in the form required by the rules.” Ex parte
Sassin, 1906 C.D. 205 (Comm’r. Pat. 1906). Accord-
ingly, § 1.47 may not be used “to save the parties
from the comsequences of their delay.” Ex parte
Sassin, supra. Attention is directed to the material in
§ 608.01 entitled “Filing of Non-English Language
Applications™, for guidance in those instances where a
foreign language specification attached to a declara-
tion executed by all named inventors is received from
abroad by counsel in this country. In many instances
where the omitted inventor is temporarily unavailable,
joinder papers are best submitted as soon as possible,
preferably before the § 1.47 application is formally ac-
cepted. Such joinder papers should be filed with a
brief explanatory letter, requesting that they be incor-
porated with the earlier § 1.47 application papers. The
later submission of joinder papers is not prejudicial to
an earlier filing date under § 1.47 if acceptance of the
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apptl:edmonundertwrdewouldotherwaebew
ren .

Where a refusal of the inventor to sign the applica-
tion pepers is alleged, the circumstances of this refusal
- must be specified. in en affidavit or declaration by the
person to whom the refusal was made. Statements by
apartynotpreeentwhenanomlrefusalxsmadewnﬂ

be accepted.
Beforearefusalelnbealleged,nmustbedemon
strated that a bona fide sitempt was made to. present a
copy of the application papers (specification, includ-

mgclmms,drawmgs,andoathordeclantlon)tothe'

omitted inventor for signature.

When there is an express oral refusal, that fact
along with the time and :place of the refusal must be
stated in the affidavit or declaration. When there is an
express written refussl, a copy of the document evi-
dencing that refusal must be made part of the afﬁdavnt
or declaration. b

When it is oonclnded by the §1.47 appheant that an
omitted mventor’s ‘conduct constitutes ‘a refusal, “sli
facts” upon ‘which thst conclusion'is based should be
stated in an affidavit or declaration. If there'is docu-
mentary ‘evidence to support facts alleged ‘in the affi-
davit or declamuon, snch cvndence should be submxt-
ted.

‘Whenever an omitted inventor gives a reason for
refusing to sign the mphcauon oath or declaration,
that reason should be stated in the afﬁdavnt or decla-
ration. -

409.03(e)  Statement of Last Known Addrees

An application. filed pursuant to § 1.47 must_state
the last known address of the omitted inventor. That
address should be the last known address at which the
inventor customarily receives mail. See § 605.03. Or-
dinarily, the last kmown address will be the last
known residence of the omitted inventor.

Inasmuch as an omitted inventor is notified that an
application pursuant to § 1.47 has been filed on his or
her behalf, other addresses at which the omitted in-
ventor may be reached should also be given.

409.030) Proof of Proprietary Interest

When an application is deposited pursuant to
§ 1.47(b), the § 1.47(b) applicant must prove that, as of
the date the application ie deposited in the Patent and
Trademark Office, (1) the invention has been assigned
to the applicant or (2) the inventor has agreed in writ-
ing to assign the invention to the applicant or (3) the
applicant otherwise has sufficient proprietary interest
in the subject matter to justify the filing of the appli-
cation.

If the application has been assigned, a copy of the
assignment (in the English language) must be submit-
ted. The assignment must clearly indicate that the in-
vention described in the § 1.47(b) application was as-
signed to the § 1.47(b) applicant prior to the date the
application is deposited in the Patent and Trademark
Office. An assignment of an application and any “re-
issue, division, or continuation of said application”
does not itself establish an assignment of a continu-

mou-ra«pen appkcatmn.aln re Gny, 118 USPQ 80
(Comm’s. Pat. 1956). An assigament to & § 1.47(b) ap-

plicant for the sole purpose of obtaining a filing date
fora!H?(b)apphcmunotcmdaedmmm-
ment within the meaning of 35 U.S.C. 118 and
§ 1.470).

When an inventor. has’ _agreed in writing to assign
an invention described in an application deposited
pursuant to § 1.47(b), a copy of that agreement should
be submitted. It‘anagreementtoawgnlsdependent
on certain specified conditions being met, it must be
established by affidavit or declaration that. those con-
ditions have been met. A typncal agreement to assign
is an employment agreement where aa employee -
(omltted mventor) agrees to assxgn 10 hns -or her em-
ployer (§ 1.47(b) applicant) all inventions made dnnng
employment. When such, ax"x_’yagreement is relied ‘upon,

of a person ha\nng first-hand. ledge of the facts
that the invention was made by the employee .while
employed by the § 1.47(b) applicant.

If the invention his ‘oot been sssipned, ‘or if there'is
no written sgreement 'to assign; the §:1.47(b) spplicant
mmdemmatratethatheorsheothmwxsehasawﬁ-
cient pmpneury interest in the matter.” -

A propnetary ‘interest obtained otherwise t!mn by
assignmient ‘or - agreement 1o assign “miay ‘be  demon-
strated by-an appropriate legal memorandum to the
effect that a court of competent jurisdiction (fedem!
state, or foreign) would by the weight of authority in
that jurisdiction award title of the invention to the
§ 1.47(b) applicasit. The facts in support of any com-
clusion that a court would award title to the § 1.47(b)
applicant should be made of record by way of an affi-
davit or declaration of the person having first-hand
lmowledge of ‘same. The legal memorandum should

be prepared and signed by an attorney at law familiar
with the law of the jurisdiction involved. A copy (in
the English language) of a statute (if other than the
United States statute) or a court decision (if other
than a reported decision of a federal court or a deci-
sion reported in the United States Patents Quarterly)
relied upon to demonsirate a proprietary interest
should be made of record.

409.03(g) Proof of Irreparable Damage

Irreparable damage may be established by showing
that a filing date is necessary to (1) avoid an imminent
statutory bar (35 U.S.C. 102) or (2) make & claim for
priority (35 U.S.C. 119, 120, and 121). If a statutory
bar is involved, the act or publication which is be-
lieved to constitute the bar should be identified. If a
claim for priority is involved, the prior application or
applications should be identified. A diligent effort to
prepare the application and obtain the inventor’s sig-
nature to the oath or declaration must be made (see
§ 409.03(d)) even if the application is being filed to
avoid a bar or to claim priority.

Preservation of the rights of the parties may be
demonstrated by a showing that the inventor may rea-
songbly be expected to enter into competition with
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't!aenﬂ(b) applicant; or: that @ firm: plan-for com-
mmialmtmofthembjectmattcroftheappmuon

‘.'mw’f-.,:,.:.. -!‘."“‘ of ‘ SCCﬁW 141

m.eam

Aﬁhnsdatennot toanapphcauonde-
pomed pursuant to 37 CFR 1,47 until the apphcatnon
is found aeceptablebythecfﬁceofthe Solicitor.

When papers deposited pursuant to § 1.47 are found
acceptable, the Office of the Sohcxtor enters a me-
meorandum or letter to thateffect in. the file, the Ap-
plicanon Division is authorized 10 ass:gn the applica-
tiom 2 ﬁlmg date, and npotice is normally sent to the
omxtted inventor (mventor dwgnee) ‘at his or her last
known address. If such a notice is returned to the
Patent and Trademark Ofﬁce by t]_xe ‘United States

ive) ble, and the apphca-

uon lS thereafter detetmmed 10 be’
-will be pul llshed in the Ofﬁclal

409.036) Riﬂts nf the, Omltted Inventor -
Thcomnttedmventor(aho referredtosan“mven-
tordmgnee")my protest his ‘or:her designation :as
an inventor. The: omitied -inventor is: entitledto:in-
spect any.-papet in the aspplication: as: of the date the
Qﬁ;ce -of -the :Solicitor: authonm the. App!wanon Di-

atthepncesetforthm37CFR 1.19 and make his-or
hetposmonofreeordlnthcﬁlewrapperoftheapph-
cation. -Alternatively, the: omitted . inventor may- ar-
range 1o do any of the precedmg through @ rchstered
patent aitorney or.ageat. . .

‘While the Patent and Trademark Oﬂice wxll grant
the omitted inventor access to the application, -inter
partes proceedings will not be instituted in § 1.47 case,
In re Hough, 108 USPQ 89 (Comm’r Pat. 1955). An
omitted inventor is not entitled to a hearing (Cogar v.
Sckuyler, 173 USPQ 389 (D.C. Cis. 1972)) and is not
eatitled to prosecute. the apphcatlon -

An_omitted inveator may join in a § 1 47 apphca~
tion. To join in-the aplication, the omitted inventor
must file an appropriate § 1.63 oath or declaration.

The rights of an omitted inventor are protected by
the fact that the patent resulting from an application
filed under 37 CFR 1.47(b) and 35 U.S.C. 118 must
issue to the inventor, ard an application filed under
§ 1.4%(a) and 35 U.S.C. 116, the inventor has the same
rights that he or she would have if he or she had

in the application, In re Hough, 108 USPQ 89
(Comm r Pat. 1955).

If an omitted inventor feels that he or she is the
sole inventor of an invention claimed in a § 1.47 appli-
cation naming him or her as a joint inventor, the

' MANUAL OF PATENT EXAMINING' nmmua

ommedmmymehmorhermappﬁuﬁoa
and request that his or her applicatioa be placed in'in-
terference with the § 1.47 application. If the claims in
both the omitted inventor's spplmmonmdtheilﬂ
applicatiosi-are. otherwue found alldwabk an mterfer-
encemaybedechred

409, 03(i) Action Following Accemmce of a Sec-
tiom 1.47 Application - .

After an application deposited pummnt to 37 CFR
1.47 is found acceptable by the Office of the Solicitor,
the examiner will act on the application in the usual
manner, except that papers filed by an inventor who
did not originally join in the application, and papers
relatmg to its § 1.47 status, will be forwarded with the
file' wrapper to the Oﬁ'lce of the Sohcrtor for consxd-
erauon )

'In ‘the event Jomder papers ‘are filed, the Offic: ice of
the Solicitor. will determine whether such papers. meet
the reqmr_ements of §1.63. mcludmg the' requirement
rule that the.oath or_ declamtlon be. nmde on

file, Unless its ¢ [ earfrom the oath or. dec-
laration that it was ‘made with. actual knowledge of
the contents of the application papers, this knowleuge
may, be. demonstrated by .attaching a copy, of the ap-
phcanon papers to the oath or declaration and makmg
reference in. the. oath or, declaration to an attached
copy of the application, In re Bernard, 123 USPQ 387
(Comm’r Pat. 1959).

When the examiner determines that'a § 1. 47 case is
allowsble, he or she should forward the file wrapper
with a brief memorandum of that fact to the Office of
the Solicitor. The § 1.47 aspects of the case wiil then
be reviewed. If it appears that the originally non-sign-
ing inventor has joined in the application, or has re-
ceived notice and not replied in any way, the file
wrapper is generally returned to the examiner for al-
lowance without further § 1.47 correspondence. On
the other hand, if the inventor designee has shown
some interest in the case short of proper joinder, he
or she may: be notified of imminent allowance and
given a further opportumty to take any action he or
she deems appropriate. Where. there has been no
proper joinder, a patent on a § 1.47(b) application
must be gtanted to the inventor, notwithstanding any
recorded assignment by the inventor, In re Schuyler,
119 USPQ 97 (Comm’r Pat. 1957). Hence, it is gener-
ally advisable for an applicant to effect the inventor’s
proper joinder as soon as practicable. The fact that
the application was made under § 1.47 will be indicat-
ed on the patent vnless a proper joinder has been
made.
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