Smmym&rmtahonofpmrpuentsorpmt-
jons in patent files and reexamination of
pambomewuhbleomluly 1,-1981, es a result

B e Eeee Ragu O s FL o e 3 et s
in Lecs " Code which were added b w 96-517 en-
e e e tegmination e Pued., " . acted on December 12, 1980. The rules of practioe in
2246 Decision Ordesing Reexamination = = , Mtwmrelmztoreexmhumwemmmﬂy
2247 Decision on Request for Resssmination Deaied o promulgated on April 30, 1981, at 46 Fed. Reg.
2248 Petition From Denial of Request 24119-241@)and0nMay29 1981, at 46 Fed. Reg.
;g;g PatentOwne;’;w 29176-29!87 280 .
225001 Correction of Patest Drawings : ‘ ‘!‘hnChq:ter:smteadedmbepnmnIyazmdefm
2251 Reply by Requester Patent and ‘Tredemark Office personnel on the proc-
2252 Consideration of Statement end Reply essing .of prior art citations aad reexamination re-
2253 Cousideration by Examiner quests. Secondarily; it is to also serve ss a guide on
2256 Comduet of Reczamination Procoedings thefomdreqmrementsfmﬁlmgmhdocumentsm
B VTR st ottty P e e
The flow chart whzch follows shows the general
2257 Lmn‘:’ofmmkmm - provisions of both the citation of prior art and reex-
2258 Scope of Reexsmination V amination proceedings including reference to the per-
2259 Coliaters! Estoppel in Reexamination Proceedings tinent rule sections.
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§ 1.33(c); or in the event service is not possible (2) be filed with the
Office in duplicate.

Prior art in the form of patents or printed publica-
tions may be cited to the Patent and Trademark
Office for placement into the patent files. Such cita-
tions may be made without payment of a fee. Cita-

tions of prior art may be made separate from and

without a request for reexamination.

The basic purpose for citing prior art in patent files
is to inform the patent owner and the public in gener-
al that such patents or printed publications are in ex-
istence and should be considered when evaluating the
validity of the patent claims. Placement of citations in
the patent file along with copies of the cited prior art
will aleo insure consideration thereof during any sub-
sequent reissue or reezamination proceeding.

The citation of prior art provisions of 35 U.S.C. 301
and 37 CFR 1.50! do not apply to citations or pro-
tests filed in pending applications.

2203 Persons Who May Cite Prior Art

The patent owner or any member of the public may
submit prior art citations of patents or printed publi-
cations to the Patent and Trademark Office. 35 U.S.C.
301 states that “Any person at any time may cite to
the Office .

“Any person” may be corporate and governmental
entitics as well as individuals.

If a person citing prior art desires his or her identi-
ty to be kept confidential, such a person need not
identify himself or herself.

“Any person” includes patentees, licensees, reexam-
ination requesters, real parties in interest, persons

2200-3
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‘pawdon vling thie' prioi art; bis 'or her identity will

lu W*ﬁw the’ patent file wmd kept confiden-

B
| 3

Conﬁdennalcmuommahcludeutwmm-
“signed statement indicating that the pitent owner has
beenouuaeopyafthecihmnpai)ets.‘lntheevem

it 'n@tpow’bletosemucopyoﬁthepam

AT s T i P T St EY tj y Ey P P ae
topatenubihtyfortheCommxssxoner Anyactmtyby

examiners which would appear to indicate that patent
claims are not patentable, outside of those cases pend-
ing before them, is considered to be inappropriste.
2204 Time for Filing Prior Art Citations [R-4]
Citations of prior art may be filed “at any time”
under 35 U.S.C. 301. However, this period has been
defined by rule (*37 CFR¢ 1.501(2)) to be “any time
during the period of enforceability of a patent”. The
period of enforceability is the length of the term of
the patent (normally 17 years for a utility patent) plus
the six years under the ststute of limitstions for bring-
ing an infringement action. In addition, if litigation is
instituted within the period of the statute of limita-
tions, citations may be submitted after the statute of
Limitations has expired, as long as the patent is still en-
forceable against someone. Also, while citations of
prior art may be filed at any time during the period of
enforceability of the patent, citations submitted afier
the date of any order to reexamine by persons other
than the patent owner, or a reexamination reguester
who also submits the fee and other documents re-
quired under *$37 CFR¢ 1.510, or in a response under
“37 CFR§ 1.535, will not be entered into the patent
file until the pending recxamination proceedings have
been terminated. (37 CFR 1.501(a)). Therefore, if
prior art cited by a third party is to be considered
without the payment of another reexamination fee, it
must be presented before reexamination is ordered.
The purpose of this rule is to prevent harassment of
the patent owner due to frequent submissions of prior
art citations during reexamination proceedings.

2205 Content of Prior Art Citations [R-4)

The type of prior art which may be submitted
under 3§ U.S.C. 301 is limited to “written prior art
consisting of patents or printed publications”.
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in re patent ot N VR
Josepl Saith S e R
Patent Wo. 4; 44‘ dtd N
Issued: July T 1971

Por: Cutting Tool

Submission of Prior Art Under 37 CFR 1.501

Hon. Commissioner of Patents and Trademarks
Washington, D. C. 20231 : _

Sire

The undersigned hezevith sublits in the above
identified patent the following prior art (including copies
thereof) which is pertinent and applicable to the patent and
is believed to have a bearing on the patentability of at
least claims 1 - 3 thereof:

Weid et al U.8. 2,585,416 April 15, 1933
McGee U.S. 2,722,794 May 1, 1934
Paulk et al U.S. 3,625,291 June 16, 1936

More particularly, each of the references discloses a
cutting tool strikingly similar to the device of Smith in
having pivotal handles with cutting blades and a pair of
dies. It is felt that each of the references has a bearing
on the patentability of claims 1-3 of the Smith patent.

Insofar as claims 1 and 2 are concerned, each of the
references clearly anticipates the claimed subject matter

under 35 USC 102.

As to claim 3, the differences between the subject matter of
this claim and the cutting tool of Weid et al are shown in

the device of Paulk et al. Further, Weid et al suggests that
different cutting blades can be used in their device. A
person of ordinary skill in the art at the time the invention
was made would have been led by the suggestion of Weid et al
to the cutting blades of Paulk et al as obvicus substitutes

for the blades of Weid et al.
Regpectfvlly submitted,

John Jon

"~ 2200-5 Bov, &, Ock. 1995
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Certificate of Service

1l 944,444

il

I hereby certify on this first day of June 1982, tﬁﬁt?gg&gug
and correct copy of the foregoing “Submission of Prior Arg®
was mailed by first-class mail, postage paid, to: - vint

Jogeph Smith
555 Emery Lane
~ Arlington, Va. 22202

Rev. 4, Oct. 1906 2200-6
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" Joseph Smit B
Patent’ uo.~4 ccw.aaa A
I"“.d!iwgumyu?' 3,17M,ypfﬁ

For: CUtting raoa

. Subnxssion of Pz;or Art Undcz 37 CPR 1.5@

Hon. Commisgioner of. Patents and ftadenaxks ‘N-‘wﬂ
_‘nashington. D. c., 20231 ; RS N ‘

1s::. '

-'cutixng tool st ikingly: similar to'the 'device of Smith in "

::5'hav1ng pivotal: handles with cutting blades and a pair of

' u,_patent. ‘thessubject -mattez: claimed diff
~and is bel:eved patentabl_ i

. elaimed dies.would not have. been obvious -t

“Jﬂdxes. While it is:felt that each of :the: geferences has -

:.ab bearxng ‘on: the: patentability of .claims 1-3: of. the: Smith i
rs from the; refexences'v~~

Insofar ‘88 claime Y and ¥ are’ concetaed, none. £'the zeferences
show the particular dies claimed and: the. ctuze. of these =

; person of .
_ordinary skill in the art at the time . the znventaon was . .-

made. .. . L. 5 o tene

while he cutting bl_,,s requ;red by this ;
claim are _shown ianaulk et al, the remainder. of the claimed
structure is found only ‘in Weid et 8l. A ‘person of ordinary
skill i1n ‘the art at the time the invention was made would

not have found it obvious to substitute the cutting blades

of Paulk et &l for those of Weid et e@l. In fact, the disclosure
of Weid et al would lead a person of ordimary skill in

the art away from the use of cutting blades gsuch as shown

in Paulk et al.

The reference to McGee, while generally similar, lacks
the particular cooperation between the elements which ie
specifically set forth in each of claims }-3.

Respectfully submitted,

William Green
Attorney for Patent Ouwner

#lore ‘particularly;-each of the references discloses a

- 2200-7 " Rev. & Oct. 1986
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time, the citations are processed for placement im the fog ; ’

patent file**®. Citations filed after the date of an order mnmmﬂnﬂwmmwmm
ﬁtwwﬂm“wwkm mgwammlhepmntommm(if

fequirenients Hgd.‘ Mmmi’m > » the citation does not
thepmtﬁlewthew gusm "ép‘.mmll . GOPY.

$CITATION UALIFIES:POR-ENTRY. UNDER'37. ‘-Mmmhwmmmmw

e CFRI 501 alongwhthemﬁcum.lfadmhutewpyumt
Mmoopywmmmpmytbemhﬁmon

A‘ m Mr in “’ .‘ e ;;.J.; S' ":;:M. J:L‘.-_’ 7 w .". Y ceps
Ifthecttmonupmgs(i.e. Limited to petents dmid -
printed publicstions) aad i¢ filed prior thai ondesima
reexamination: provesding,” it:should: bé enteréd ‘fato © pmmndmmmﬁf
thepntentﬁlt;.elfthecmnmmdl:damm&aﬁoﬁ&-—fihom)mbémmofwmm
service on patent owner, citation is merely
timely eatered ‘and wio’sotice"f such Cirtry is'seit &5 - mghmﬂk&bymoww
any party. If the citition does tot’clnde ot indicas =
tion of service, the patent ‘ownér ‘thould-be: notified: "T'WﬁMbth&MBm
that s citation of prior sit’ hiit" beén’ citered inte' the ~~ whethet the &itition'is filéd prics' $0 or afler an order
patentﬁlc.lfadnpmeopyofmem\vg forreenmmlmbemmled.l%m“mw
e_followin; vshould( ﬁfedandtheactwn_ behkmfmmhalmtwe
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Notice to
mtmt owner

Original copy

I X 4

_.mi“to o PR
spatent CWner

Original copy

s ; N L
4 :l_'ollglq0lol"olool-'oollo‘oolib

rentered infile - med in flle 1%
e PR o < rnresgmination.: in file
T o ‘ \ terminsted * terminated :tummted

) ! . . N

\Duplicate No copy seat to * Duplicate +No copy sent to ¥

Jcopy sent to patent owner: \ copy sent to vpetent owner

‘patent cwner : :patentuwner A N

,,,,,

e -'\ ‘i storage until S

L EAL L XY I VY VY VY'Y FYYYYs

" CITATION DOES NoT QUALIFY FOR ENTRY
UNDER 37 CFRLSOL .. .

L Citstion by third party -

- If the citation is not proper (i.e., it is not limited to
pﬂenuotpmtedpMMuom),ntahonldmtbeen-
teredmthepatentﬁle.'mesender(ifkmwn)mdthe
petent owner in all cases should be tlm
“citsition i improper and that it is not being
the patent file. Thehmd!ingofthecmnonwillvery
dependingonmepmhrfollowmgmtuanon.
A.SeniceofCopyIncIudad ‘

Whetethecmmwesmuldmumafm
ofeopyonthemteatownermdtheldumtyofthe
third party sender is known, the originel citation
pupmsbouldberetumedtomthudputyneader
along with the notification of nouentry. If the identity
oﬂhethu‘dpartysendetmnotknown.theonmalca-
tauonpaperuhouldbednmrded

B. Scm'ceofCapyNotIncIuded. Ideumyd‘MParw
Sender Known

Where the citation does not include an indication of
service on the patent owner, the identity of the third
perty sender is known, and & duplicate copy of the ci-
tation is present, the original citation papers should be

citation papers
OWNER siong with the notification ofnonentry

A,C' Service of Copy NotIuchM Idenmyofﬂud}’any

iboa!dbesenttothepttentowneralongmth

qmredm37CFRlSOl(c)nsnotpresem.theongmal
shiould - be sent to the PATENT

| Sender Not Knows =
Whetethecttahondoesnotmcludemmdmhonof

'fservnce,ﬂ:cidentityot‘theﬁnrdputysendermnot
known, and a duplicate copy of the citation is or is

notpraem,medupkcabecopy(ifmt)mmﬂdbe
-original citation. papers should be
senttotbepntentowneralongwuhthenouﬁcmonof

‘nonentry
LII &nmﬁledbytheputentowner

If an improper’ prior art citation is filed by the
patent oviier, it should not be entered in the file. This
is true whether the citation is filed prior to or after an
order for reexamination. The patent owner should be
nouﬁedbeof the nonen:rhye and the citation pape::
should be returned to patent owner along wit!
the notification.

mmmgdmmshommevammmmuom
which can occur when sn impropet prior art citation

“Rev. 4, Oct. 1986
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ot : 'Orlgmal copy
N : ‘ ~'.retnrmat:l L6)
) : 2 ipatent owner

. 'unusualproblmsskouldbebrwzhttotheu-
':_enugxoftheOfﬁceoftheAmtthom
or Patents

’zzovmmitry of Court Decisions in Patest Files

o 'meSolicltorsOfﬁeepmcmunoucesundet.’as
U.S.C. 290 réceived from the clerks of the various
"courts and enters them in the patent file.
© It'is, how er,wnsadereddemabletoallpuues
. concerned that the éntire ‘court décision be supplic
:tothePatentandTrademarkOfﬁceforenuymothe
patent file. Such entry of submitted court decisions is
performedbythan!eschoei&orypemomelmlesa
.reexamination proceeding is peading. -
It:snmportantforme()ﬁcetobeawmofmy
prior court. ptoceedmy in which a patent undergoing
reexamination is or was involved,.and any results of
such proceedings. 37 CFR 1.565(s) requires the pateat
owner to provide the Office with information regard-
ing the existence of any such proceedings and the re-
sults thereof, if known. Qrdinarily, no. submissions of
anyhndbythxrdparuesﬁledaﬂetthedawofthe

‘(taﬁdcopmofdecn
mnsorothereourtpnpetsi or papers filed in the

-court,§ from: litigations: or other- proceedings iavolv-
-ing:the patent from the parties involved or thifd-par-
'wforphementmthewentﬁ!e.blhwever,such
“gubmissions’ mivst be without ‘additionsl comment¢

Petwmmhngmhsubmmm-mhmntthesub-
mission to the notification and not include further ar-
guments or information. Anypropcrsubmmsmwﬂl
be. promptly placed oa record in the palent file. See
HMPEP sections@ 2240 and 2242 for handling of re-
quests for reexamination of petents involved in litigs-

2200-10
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during the period of enforcesbility of thepatcm.j

2, erancomadeteddmngrmmmonshmo

ited to prior .art patents:or printed; publicationis ep-'
phedunderﬂwapprognuepuuof.’nsusc 102 and:
103,

bepruentedforremnmmﬂontobeordered

- 4,2 §§ ordered, tbeacmalreeummuon pmedmg
is ex parte in nature.

- 8. ‘Decision on: the request must be made within

threemonthsftomxmmlﬁlmmdremnmduofpro-,

ceedings must proceed with “special dispatch”

é. Hordeted.ammmﬁonproceedingwmbef

conducted to conclusion and issuance of certificate. -

m g i
: emﬁhgﬁ&eqwmammmm.

3. A subktantul new: quemaa ofpatmubahty{mwv

Cos “ e ‘" ﬁ lﬂ,whv,,g..;_w, aied ©
uwmmmmmummm
mm:-mmmmmw.,. Feekumination:
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mmwmmmph(b) ti)ﬂﬁd*wdmhmwmpuied

) A Gertificsifon ¢ bya _

: wpi i thie request '
mmmmmmwmﬁﬁmy@m
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mmwuenpﬁd.mdmmmmwmbemmm
tequmwﬂlhepMdmsﬂwpumﬁhuacmmifneompm

(d)‘!'he daé,ofthe request is: te on whic)
enﬁrefeeforrequmin fe-
eeivedm%bemumd‘rudemukO!ﬁwor(Z)thedmm
wmmumdmheﬁwmmr&nnﬁmm:sm-
celved.:
(e)Awﬂedbythepmutowner.mymlmamopmed
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under 37 CFR 1.520: Reenmimuonmbém
bytheCommmxoneronaveryhmxtedmmhgg
where a general public policy question is at issue and

there is no interest by “any other, person”. Some of
the persons likely to use: reexamination ere patentees,
licensees, potential licensees, attorneys without ident-
fication of their real client in interest, infringers, po-
tential exporters, patent litigants, interference ‘appli-
cents and International Trade Commission respond-
ents.'l‘hcpemmsnmewhoﬁlesthcrequeuwm
not be meintsined in confidence.

Baev, 6, Oet. 1906
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,Aeoordmgly,mereuempmom
whoaxeexcludedfmmbemgabletoseek‘remmmu-

q--tmmu Heoouming o o sevmmintion

37 CH!Q 1.510 Requectfoa'reexmmm

“(a)mmmy.ummmmmwm&-:

ability of & petent, file a_request for veczamisstion by the Pateat
and Trademark Office of eny claiim of the petent on the besis of
peior a1t petents or

quiest
st im § 1.20{c).”

31CFR!510(a)remiresthepnyment0fafeenpw-
ified in 37 CFR 1.20(c).
”mwm(b)mfnﬂhmereqmrede!emmd
“’ﬂlw 01‘;,, it Theeimm:reufe!-
lows: L ‘
““)‘W!mommmwwd
petentability besed on prior patents snd printed publications.”
- This statement should clearly poiat out what the re-
qmmmbethesuhuunquwof
- which -would: warrant-a recusminstios

The cited prior art should be listed on a form PTO-

1449 by :the requester. See also *PMPEP 2217.
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txnnw umm mmtﬂiﬂglrl s
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“The request should apply the cited prior art to
every claim for which reexaminstion is requested. If
the request is: filed by the pateat owner, be or she
m&omﬁmehowtheclmmmmme
cited prior art petents and printed publicati
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O & A check in the amount of $1770 is enclosed to cover the reexaminstion fee, 37 CFR

1.20(c); or
[J b. The Commissioner is heveby suthorized to charge $1770 to the deposit eccount of

deposit account no.

Any refund should be made by [Jcheck or by [0 cvedit to deposit sccount
no 37 CFR 5.26 (¢}

[ A cut-up copy of the patent to be reexsmined or a pesmanent reproduction theseo!
with only a single coluren of the printed patent securely mounted on one side
of u separste paper is enclosed. 37 CFR 1510(bl“l

0 A copy of any disclaimes, eextificate of cotrection of resuzamination centificate issved in
the patent is included.

{3 Reexamination of claimis} s veguested.

3 A copy of every patent oz printed publication relied vpon is submitted herewith including
@ listing thereof on Form PTO - 1449.

3 An English language trensistion of all necessary and pertinent aon-English language
patents or printed publications iz included.

O The attached detailed request includes at least the following itewmns:

a. A gtatement identifying each substantis) new question of patentability bused on
prior patents and printed publicetions. 37 CFR 1.510(b) (1)

b. An identification of every claim for which reenamination is vequested, and @
detailed explansation of the pertinency and mannes of applying the cited prioz ant 48
every claim for whick reszamination is requasted. 37 CFR 1.510 §b) (2)

3 A proposed amendment is included (only whete the patent cwner is the requester).
37 CFR 1.500 (el

£ a It is certifisd thet & copy of this request (if filed by other then the patent cuner) hus
been served in s entivety on the patent owner & provided im 37 CFR 1.33 (el.
The name and address of the panty eseved and the date of ssrvice aren

Date of Sezvice: ; or
O b. A duplicate copy is enclossd since service wes not possible.

{0 The requester’s comrespondence address (if different from Number 2 shove):

Authorized Signasure
] Pstent Owner
) Thied Penty Requester
) Astorney oz Agent for Patent Quner
O Attosmey or Agent Tor Requester

Rev. 4, Oct. 1966
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neexamination is r;qmstcd of chin 1-3 of the Saicth patent in view of
the earlier Uniced Stotes patent document numbee $9¢,229 to loztlm
vbi:h is uuml o n.uem ton #10-1449 and oF vhleh @ copy §8
enclogsed. :

hexu!utlu u l!to thmst«l«/

,,,,, c! claim ¢ of the Zmith patent in view of
the earliek Suiss patent docunbnt B0,.55% to Hotopp ia view of the
disclosuce in "Americen Machinist® mulm. Getober 16, 1950 issue, on
page 169. An English transletion of the German lasguuge.Buwise document.
ie oncloud.. “'Copiol ot the lotepp and "m:icm mhiulst‘ docmnu au

" considered to be .funy anticipated
,tt patent document to Berzidge.

in all te;tutes. is set  forth below with an enplamation-as: to how the-
peior art. paunt document. to Berridge meets all the zecited: toatuusr N

'-ith' ex.i,.’.’ 33 SR Lota Do

“in @ cutting and ecimping to6l® {Bezgidge page 1, lines 10-13
S A R T R states his invention ig
‘ °gn improved tool for crimping
metal, which in 1ts prefezeed . .
form - of embodiment is conbimd
with & cutting-tool or shears,
forming therewith a2 combination-

; . tenl. )
®¢he coabimtion uith t:he eutt:l.ng (elements 4 and 5 in Berridge)
blades® - o :
“and tlnlt_ plvoto@ ht\a:d‘hs' o (elements 1 and 2 in Berridge)

2200-15 “Higv. & Q. 1906
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TRIBR, 170 1717 -
Pat. Wo. 6,840,844,

“same manner as shown in €
dseving £igures of the th
"f?‘c !

“gad eriept W Uhedies 4 and: 7 (bodues) &
the asoting ! aeu ‘of said Mus' of Berridge have meeting g
éie-faces 12 and 13 (page 1,

. Yo, 633_ L0, pezzqulm cunphg

CI § € ‘the & [der

> PaBi€s 103 dn viev Qg th prlor irt Soln :
viev of the prior sct magazine publication oo mc ).69 ef the octe
1958 isave of Americen Rachinigt magazine.

Claim 4 of Svith reads .28 quoted: below

{The Ptiot art Sviss patemt
eptting ,jmsu? oo “Iﬂﬁ“”é,
p “ (=-)4") ae
nd” diés ‘gf ng mt,n:ich-ay

*In & cotting and crimping teol,®

,.ptlor crt‘ dothBent &

*with cutting jave et one end {The prior art document e niz .0F

and erimping dies on the opposite - Hotopp discleses cutting jews
gide of the pivot® (column 1, line €) and crimping
Ll s [ PR R T die‘ -b' GM -c,:_‘_oﬂ‘thf opmslta & nf®
e o fL ;ide ‘of pivot "d® from the cutting
avs. §

{founded prongs ere not
gpecifically disciosed by Hotopp

but are shoun te be old in the

art by the illustration in

“Americen Machinist® magezine

under the title 'Double-Purpou
Pliers Don*t Bereak -Inselition®: .
To provide the cutting jaws of <« ="
Hotopp with rounded prongs a&s

shoun irn the: “lmericen Maechinisk® ...~
megazine is considered to be &

matter which would have been

obvicus to & person having

ordinecy 2kill in the srt at the

time the inveation was made.)

Statenent intine out substantial new cuestion of patentabilit

¢he price art documents referced to above were not of eecoed im the file
of the Buith petent. Since the claims in the Smith patent ere not
allouweble over these pricr aset documents, & substential mew guestion of
petentabilicy i3 reaised. Pureheg, these peior art documents are ¢leser
te 2he subject matter of Smith cthan any perier art which wes cited duciag

the prosecution of the Smith patent.

(3]
httorney for requester
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5 ;Mh&"’i ik

P RRAMINER
JJuaveag

' OTHER oocwems Uncluding Authos, Title, am. Mm mc. lle.)
- “American Maéhlnist' magazine, Octobexr 16, 1950 issue, page

169~ (copy located’ in class 72, ‘subclags 409)

e

ENAUIER T | BATE CONSIDERED

SERAGIMER: Gatniot ¢f WMWM,MuMﬂWMhWM“"PM.Mlmmmum
in conlpemonce 6ad ast Conideced. u%wdmh-m”nmmnm

a

2200-17 * Rew, & Ot 1906



) WWM mmﬁ $t moo.

J7m1w"m
mm-smq ; meym.wmumﬁaded.
buumm w&emdmum
& parly desices 10 @ sa sppesl, or & request

for oeal heasing, will a0t entitle. 8 party to demand such & retuon. . ..

Amolnhofmedoﬂa«lmwmmbemmm

- armwawwm«ul'

by AN G d § FOR AN
MMWMMMWWW

=" tioms, ‘such a8 on public wee, on-sale, or frand should
tmbemcludedinﬁwmmmdwm:mbeom

fied of such smount; smounts over one dolisr may be returned by
chg)kor.nfregeﬂed,lyerednwadepommm
©) i the
mmamwmumwmumww
the proceeding. Recoamination sbuldmdmewheth—

e e g

er any refund should be made by check or bJ credit to a deposit

 accout.

In‘mdgtiot.axequeat to. beacwpmd,be -given-a-— motmlmcnedwmmm

filing date and be mthe Gazette it is

published
necegsary-that-the 9)$1,770.00¢ fee for filing a request—

decldeanonommeareenmmuon ammmSaebMPEPQZZSS

inmoredetailm becomdaedmwex

~ 2217 Statement : ;m&mm—q
_The mmﬁ% US.C-M nﬂmmtm

the “request must set forth the and manner
clgim. for which

reexmnamnnreqmﬁed. ' 37 CFR 1.516(®)(2) re-
wmclmle“‘g\ﬂndeutxﬁmmtmnci'

.....

-quires-thet - the-request
formexammmonbepad If'thefee%unotpmd,the evct’yclmﬁorwhlchreeummtion‘mrequ,md

fiid “manner

to be

request will be
for reexamination is demed or vacat-

Iftherequest
ed, & refiinid of *§$1,300:
CFR% 1.26(c) will be made to the mn&d requ&cter

i accordance with 37

o detailed eiplanation’ of the per
of applying the cited prior: att to every claim fo
“which Teéxamination is requested.” If the request is
ﬁledbythepatentowmr,therequmtforreexmm

As stated i 37 CFR 1510 (c) and (d)
© Iﬂhe - Tequest doey ot Tnchide the Tee Toir requeshng Xa
mmnwaﬁo(ﬁemmmdbymagnph(b)oﬁhum

thcpemon
and eumopportmtyweompletctherequatwnhmaspectﬁed

.; of patestability
time. If the fee for’ fequesting reexaminstion.his been. paid but the~.: > g USC102:

defectmtherequeunnmcomctedmthmthcspeuﬁedume,me

detemmuonwbetherotnottommtereexmmmﬂbe

At

made on the reqiieit & i tien exisis. If the fee for requesting reex-
ammatnonhumtbempud,nodetetm:muonwmbemndemd&e
mqueotw:ﬂbepheedm«hementﬁ!euacmniﬂteompﬁu
with the requirements of. § 1.501(e).

(d)'l‘heﬁlm;daeotthe:equutn.(l)tbedawon which the -
tequeumcludmgthemefeeforreqmtmgreexmmmnmre-
ceived in the Patent sud Trademsrk Office; or (2). the date on
whlchthehstpomonofthefeeforreqmgmxmﬁouure-
ceived. ..

request, ifo proper, should be treated asa cn-

tation of prior art under *$37 CFR¢§ 1.501"

2216[R§:]b¢mﬁal New Quesﬁon of Patentability

37CFR 1. 510(b)(l) requires that the request include
“a statement poifiting out each substantial new ques-
tion of patentability based on prior patents and print-
ed publications.” Under 35 U.S.C. 304 the Office must
determine whether “a substantial new question of pat-
entability” affecting any claim of the patent has been
raised. If such a new question is found, an order for

reexamination of the patent is issued. It is therefore -

clearthatttuextrmelyunpormttthﬂtherequest
clearly set forth in detail exactly what the fequester

considers the “substantial new question of patentabil-

Bv. &, Oct. 1966

Where the entire *§$1,770.00§ fee is not paid; the ._‘.‘mmmaofmmmmwmewmtmm
' - date of the spplication for patent in: this couttry on an application

- 102. %jPublic Law 98-622 enacted on November '8,

v - oR- may -also pomt out how c]a:ms distinguish over
-eited prior-agt, oy
Thepnorartapp‘hedmyon!yconmtofpnorpat-
-ents or printed publications. Substantial new quéstions

e e R v

may be_‘bmedrupon the l‘ollowmg por-

“(t),‘..mordau'bedmam&edpuuicmonmahmma
forexgnconnzry befonthemvmﬂnmofbytheapplmtfm

“(b)ﬂznvmwapa&enwdordwrﬂ)edmlpnmwpubha-

tiom im this or a foreign country . . . more then one year prior o
mmwmwmmmt-mummoﬁ

Ot el el il e

ted or caused 10 be patented, or
or assiyns- in-a-foreign cowntry prior to the

for pitent or inventor's certificate filed more then twelve months

" “before the filing of the application in the United States, o™

“{e) the invention was described in a psient granted on an appli-

- dition for ‘Patent by another filed i the United Stutes before the
invention thereof by the applicant for patent, or oa an internstional

application by saother who bas fulfilled the of pars-
graphs (1), (2), end (4) of section 371(c) of this title before the in-

. vention thereof by the applicant for patest, o™ . .

- Snmh.rly, substantial new qmﬁms of patentability
may also be made under 35 U.S.C. 103 which are
bazed on the above indicated portions of *§35 U.S.C.¢

1984,

‘a complex body of cese law and
amended 35 U.S.C. 103 by adding a new sentence

2200-18




mattcrs Othel‘ than patenm Ol' p I e Al et
suchas rmbln.‘m orule, mvmm ‘35 USC‘

printed publication mut'be apphed &mly to ‘claims
under #)35:U.8.C.¢ 103 and/or an: dpperoprisie portion
of: %3§ U&Ctl&umhtemﬂtapplmmof
othet -prior - MHpatedits: ox( prisited pﬁm m
clnmsonmchgromds A R

«'The statement applymg the: pnor a:t msy where
‘appropriate, pomt out thet ¢clainis” in the patent for
“whichi: reexaminstion i reguested: are emtithed: omly to
the filing - date of the patent andiare not suppocted by
an ‘earlier foreign ‘or United iStates ‘patent: application
‘whose filing ‘date is claimed: Fof' example, -undes: 35
U.S.C. 120, the effective;date of the: claims: would be
the filing date of the'applicaﬁonrwhich resulted in the
patent. Therefore, mtavemng patenis or priated pub-
lications are available. as. prior art under Jmw re Rus-
cetta, 118 USPQ 101 (OCPA, 1958)."

Double patenting is normally proper for comder
ation in reexamination.®*®

The mere citation of new patents or -printed publi-
cations without an explanation does not comply with
37CFR 1. 510(b)(2) An. explmatton of bow the cited
patents - or printed . are. Apphed to- all
‘claims which the considers to megit reexam-
ination should be presented. This not only sets forth
therequestersposmontothe()ﬁice,butalwtothe
patent owner.

Affidavits or declarations which explain ‘the con-
tents or pertmemdaxesofpnor patents or priated
pubhcatxons in more detail may be considered in reex-
amination. See ® )MPEP§ 2258.

0ADMISSIONS

Admissions by the patent owner as to matters af-
fecting patentability may be utilized in & reexamina-
tion proceeding, see 37 CFR 1.106(c).

2200-19

The Board of Appeals tpheld the vsé 6f an adanis-
sion’ in & recxaminstion: proceeding in'-£x: parte: Séiko
Koleo: Kabushiki Raisha; 225 USPQ 1260-(1984) and in
Ex parse Kimbell,: 2267USPQ:688 (1985). In Seiks, the
Boerd relied én'in ve:Nowiya, 184-USPQ 607 (CCPA
1975) holding-sn adimission of prior art in:the specifi-

‘cation: of the patent undergoing reexamination is con-

ceded prior art which may: be considered for any par-
pose, including use as evidence of obviousness: under
35 U.S.C. 103, In: Kimbell: the Board referred to the
pateat: specification’ and noted the admission by appel-
hntt!ntmexplomm-proofhommgwmwellkmwn
attlwumeofthemvenucm.
Itunoted.however.thutheBtmdexm
Hm, ‘226 USPQ 697 (198S) reversed the examines,
ho!&nsmt&)rmudmmwformwmemmuf
‘thie basds' for @ prior art rejection in reexamination
proceedings, such admissions must necessarily relate
‘to patents or printed ‘publications. The Board further
‘held that the admission, if any, in the: patent file relat-
ed to' public use and resolution of this issue is outside
the‘wopéefreenmmmhufuﬂhernmedthaﬂhe
Board in Ex: Blackburs, . Appeal No. 587-96
(1985), Patent No. 4,154,382, refused to sustain a re-

‘Jecuonbmedonadmmmnscontamedmthepatcm

specxﬁcauonmdthcreeummanonﬁle The Board
held the admission in the patent specification is not

prior art of the type permitted by 35 US.C. 30, ie,

a printed publication or patent. The Board held the
admission in the reexamination file to be drawn to
publncmorsdemdoumdemescopeofmmmtm
tion. The Board held 37 CFR 1.106(c) must be iater-
pretedssbemgwithmpecttoadmrssmmpemmmg
to patents or printed publications.



to & pamt:o:“ rint
Blackbum d’eéinom, however,

unotduwntoapatentor _
absenceofadeﬁniﬁve decis

ltlsreqmedthntacopyof polest:
pubkccuon relied wpon ' or referred 1o in: the request
be filed with the request/(37:CPR: 1L.510®)(3)). - If any
of the docusénts’ are not; in the English lsngusge; dn
Bnghhlmmmnshﬁonofaﬂwymdper—
tinent perts-is-also’ required.: An: Esnglish langusge
mmmnryorabstmctofamn-Bnglﬂhgmgedocu—
mcntnumnllynotmmcmt
Itmalmhelpfultomcludecopuofﬂwpnorart
cons:deredduxmgwherpmsecuhonoﬂhepatemfor
- which reexamination is requested.. The presence:of
both the old and the new prior.art allows & compari-
- som to be made to. determine whether a substantial
gew question of patentability. is indeed: present. Copies
.of ‘parent spplications should -also be submitted if .the
parent application relates to the alleged substantial
new question of - patentability; for ezample, .if the
‘patent is a. continuation-in-part : and -the question -of
patentabahtyrehwstomlnreRmz.'oSF -2
687, 118 USPQ: 101 (CCPA . 1958) type teject:on
wheresupportmtheperentapplmﬁmurdevmt

'2219 CoyyofPﬁntedPttent[R—#]

'whxchwxllbwomepartofthepatanme.Smcem

some . ingtances, it may not be possible to obtain the
patentﬁlepmmpﬂyandmordertopmvndeaformat
whnchcanbeammdedandusedform;,request-
ers are required under *$37 CFR¢ 1.510(b)}4) to in-
clude a copy of the entire specificstion (including
claims) and drawings of the patent for which reexsm-
ination is requested in the form of & cut-up copy of

. 4, Oct. 1906

‘or she oo degires! /Any such amendient must be in ac-
cordanoe - With *937.-CFR¢: 1.121(f);: See HPMPEPG

tution (937 CERG 155000,
o Themtshouldbedectdedonthewordmgof

»shmldbemtbebmmo&'ﬂxechmu: ;
23 Addreil of ]

- Undee 37,CFR 1,510) » pateat ovwner may includs
ammmdmenththhmwherr@qw% if-he

2250.Amendmentsmayahobepmpouedhypctem
theacmdzxm:eexatmmuonpm

thcchmnwnthouttheamendmenu.Thedecmonon

the -réiuest: will-be - made on the besis: of the patent
‘claims :as . though. the ‘amendment: had not:been pre-
sented. However, if the reguest.for reexamination  is

gmnted,theexpanereexmmtlonpwcutmn
wmended.

37 CFR 1.33, Corvespondence, respecting
amination

mmuum%&@mmamm

.end ageats maintsined purtuant 1o §6° ¢ $10.5 wnd 10.11¢ og, if

ing on behalf of the petest owaer
oww.mnftbmismmthnone

noy of whofmdmdummmawuhanot
mmmmﬂuwmw!mamy ’
ot egent mede of

2200-20




mammmmmmu
whhmmumﬁm liéecurvent addréss. IT
+ took em dttorney.'or sgent dous a0l desive: to-fecelve
- coftespondesce véluting 0 recisninitions; ‘& with-
'deawal -of power of stidrasy sheild be: filsd i the
 putept. I the pateat owaer desires that o diffisdent ot~
mysummm@wm.m

- continue %0 be sent 10 the stiorney of sgeat iof record

inMpmmeMammﬁmofth

[ Chugetheaddreuofthemomey(s)ofmordto

0 s Addapowofmmeytomdaddreumyfmem

spondencewthe&unmdpum

wbolhuebymtwmmmmhthel’m

snd Trademark Office.
£J %4, Remove all prévipus powers of sitorney which I hereby

o ,mmmamdmmkmnyﬁmw-

mtmmmm.ﬂmnmw
ead Teademark Office.
ltnmﬁed&nt&epumwhmengﬂmwbduwh
meamh«uymmhthemqmchmm&epm

Datm Avthariand Siguetuce

2300-21

“mmeofthemr'l‘he
-tice (37 CFR '1.8) and “Express Mail” with certificate
f(SVCFRIIO)mybe_usedtoﬁ!emypapermare-

37CFRJIIAB ”u L ,.~., "
. mem

)mmdmmwhwm
i Tvedemart Oficd sist bo eddrinad o i

fenﬁ-tm wnc.mn.mm
. -m.mmnumexumd.m

;». TR gt gt 4.3 s I LD - Ja T
attumtmdwnedontheofﬁceletters.An eorrecimn

orchangeofcomupondenceaddmforaUmwd
Statespatentshouldbeaddtmedmmemeatnox

“Patent Address Change.”
Lettemsmttothzmnnd'l‘mdemnkomcem-
hunstoareenmmmw should identify
b&'thenumberofthepmmgo-

cetﬁﬁctteofmdngpme-

- Communications from ‘the Pawmd Tradewk
Ofﬁcetothepntentownetwinbedirecwdwmeﬁm
named, moet recent ettorney or agent of record in the
patent file at the cusrrent address on the Office’s regis-
ter of patest sttormeys and agents or to the patent
owner's address if no attorney or agent is of record,
37 CFR 1.33(c)-

Amendments and othupapus filed on behalf of
patent owners must be signed by the petent owners,
or the registered attorney or agent of record in the
petent file, or any registered uttoraey or agent acting

- Biaw. &, Cet. 1506




BT M

Anypapersotherthantho&undct"STCFR@lMl_

g, sxefw wewam filed m‘wﬁe “detidion
) | be re :

e A

¢
n’?
wi’ll

4 h..» L.i’s L«i’!g

58 g Lo
]

o W‘be perforied by the Reexs
UiiE i th Office of -

lfthereqmredfeeundu‘b”CFR‘l.zO(c)unot

. paid in-full, the request is coasidered to be incom-
. plete, *H37 CFR4 1.510(c), and will not be considered

m .

4Mmmmw
to §1.520 will also be aanounced in the Official

”Mh&WMMv&eﬂu
m ‘and:the mmmwm bemudeanm

37 CFR 1.11, Files open to the

(c)mmmhmfmwmm&emdﬂ

!l.zo(c)hubeenpud.wiﬂbemmedmmeomwlm

at. the initistive of the. Commissioner: purvisnt

Gasette. The un-
wmmuwﬂudneofmewfmy.

odozdu'cmuo!nmxbu patent nember, title, chsmdmbchu,

mdﬂuwm&mﬂ,mm
exnmggmuptowhicblhe i basigned”

--¢d) All papere or copics thereof relating 1o & recusmination pro-
mwmwnmmammﬂmmemtmmx

) mﬁbmopenwmmbythegenerdpublc,md
fee thevefor.

. .copies may be fornished upon peying the

* Under 37 CFR 1.11(c), reexaiination requésts with

mﬂicwutfeeaandmyCmnmmonermmatedorders
made without a request will be announced in the Offi-
cial Gazette. the Reexaminstion Preprocessing Unit
. will complete a form with the. information needed to
print the notice. The forms are forwarded at the end
ofuchweektotheﬂﬂeeofhblwahonsforpnnnng
in the Official Gazerte.

In addition, & record of requests filed will be locat-

' ed'in the Public Search Room and in the Reexamina-
220022




f“qmstottheomdermg ofreenmmonnt'the initiative
oftheCommmmeruﬁllmnmvemﬁee
:tothepueatowne:mmchanm :

.shouldbednmadtotheexmmgmwherethc
fileis located. The :groep clerical: +process
-myumdymandmm:mtheﬁhof

sonnel. In view of the desire to conduct the reexam-
mauonproceedmgmthspecmldnpawh,thereenm
ination folder may NOT :be: avaihb[e to the pnbhc
whenntumtheReexammmon [

memmlmmhaﬂ&ﬂowever.an
areas should be a8’ reasonable ‘as' possible in allowing
access and copying of the file. At ‘Gmes other: than
those identified above, the reexaminstion: file will be
madeavaﬂabletomembmoiﬂnepuhhcuponre-
, in the patent cxam-
._lmnggroup Ifacopyoftheﬁlenmqmd,nm

maybemdamdby'amemberouhemupmm
RecordRoomandleﬁwuhamnberoftheRemd

Room steff. The file will be by using
PALM transaction 1034-%9921¢. A charge card will
be stapled to the file identifying the Reexamination
Control Number, Art Unit Number, Reexamination
Clerk’s name and phone pumber.
Amembuoftbekecordkoomsuﬂ'shouldall
thereenmmmonclerkmthcgmupwbwmpymsw

220023

Assumc Patent Number Is 4104156
visClear PALM Terminal
Key In 3110 And Pm Send

-+ WheniScréen Fills

Enter PAT NO 4104156 (In F&mﬂy Name)
b fEnter $ (In Gwen Name)

Any. reezamination for the patent number will be
Tisted on the return screen.

'I‘huewﬂlbeaboutam(m)dayhgbetween
ﬁlmganddnuentry

\2233 ProeenﬁnginEmme [R-4]

Each’ gtouphmdeugnatedatMone

ezamining
.docket clerk and one backup clerk to act as the

reexamination clerk and has assigned to that person

those clerical duties and responsibilities which are

unique to reexamination. The regular docket clerks
will still perform their normal duties and respousibil-
meamhandhngpapersmdreeordsdumgtheacnnl
reexamingtion process. The reexamination clerk has
sole responsibility for clerical processing. until such
time as the request is either granted or denied. If a re-
quest is granted, the responsibility for all docket ac-

. B, 4, Oetk. 1988



.sdded -or. &m mf«wm mMy W
filed under Wwa 82or: E»lﬂMﬁ:gm—

mgreexammatxonrequestsmmeenmmmmupc.

1. R rttecexptofthereexaqx_gngﬁgn
gmxfpontheFKLMtetmmﬂ‘and rwaird
the ‘group’s 1é clerk. o

2. Datestampthcdateofreoetptmtbe“
the reexamination file.:: : :

3. Chargeﬁletotbemmpmuyexammet
of the group art unit-indicated .on the: recxamination
ﬁleonthePALMtermmalandforwardﬂleﬁletothe
supervisory primary examiger, .. .-~ ..

4. The supervisory primary exammet promptly re-
views the subject matter of.the patent in which
reexamination was requested and either transfers the
request file (which should rarely occur) ‘of assigns it
to a primary examiner. The primary examiner is in-
formed and the request file is returned to the group’s
reenmmnuonclerkforentryofﬂwammenname
into PALM.

"5, At about 6 weeks after the filing of the request,
thereqmtﬁlcshouldbegwcntotheenmmermd
charged to him or her.on PALM. ..

6. Thcprumryexammerﬂnen&mﬁsadecmonon

the request and returns it 10 be ‘typed on a2’ “special”
basm,notmmﬂywnthmsweehaﬂerﬂwﬁﬁngdateof
the request.
1. mtypeddecnsioumfotwudedtothcpnmary
'emmfmﬁm“mmﬁmtbeﬁleure-
turnéd to the growp clerical unit: for maeiling and
PALM update, normally within lOweehaﬁerthe
filing date of the request.

The initial reexamination ﬁles Yywered regular
patent application files which *phad orange tape ap-
plied to the face. **%)The current reexaminstion file

emination pestidings
dﬁemof:(l)mekm

presented in petests lnvolved ta rees
MM&MWM& Mmy

Ay .;. . ..7“. ,;- ‘} . ° p A
WWM%&: ‘form-of 4 full-copy of the
“textiof-éach claith which'is smernded .and- éach p.n

Bﬂphofthedescnphonwhzchrsammd

A‘m means] knife having 8 bme handle por-

. tiom and ‘& gotched blade portion. -~

3. Propes second amendment format:
AMm]hnfehawngahmdkpogm
A mdamatedbhdem
No@eihtthesecondnmmdmcm‘includesthe
cmﬂe‘mtedmtheﬁmtamendment,le[cumng
‘means] knife, 88 well ss the changes presented in the
second amendment, i.c. serrated. However, the term
‘motched which' was presented in the first amendment
‘and - replaced by the term semrated in the second
‘amendment and the term bone which was presented
‘in" the first smendment and deleted -in the second
ameiidibent are NOT shown in brackets, i.e. [notched)
md[bonel,mmemondmendmmnmuuum
the terms [notched] and [bone] would not be changes
ﬁommmentpatenttextanﬂthereforearenm
shown. In both the first end the second emendments,




(PALM) system is m 0 a@pon the reexsmination
process. The sections below delineate lated

l‘mmﬁleﬂataml’dm—n\emm

e -q-sh mmvm,them fen

- pomns discussed above.:‘mzmm of

tion of a reexamination filé is; momad ;im:the G
manner as regular patent apphcatzon files. All PALM
transactions are equally applicable to” regular patent
apphcauomandreexammamﬁles B

3. Patent’ File: Location Control-~The' movement of
patent - files - related to ‘requests .foi reexamination
throughout the -Office is ' momitored by :the ‘PALM
system‘in’the: normal  fashion. ‘Within/'the  groups the
reexamination file and patent ‘file will be kept togeth-
er, from - initiil ‘receipt’ until' the reeganiination is as-
signed to an éxaminer for determination. At this point
thepetentﬁlewnllbechargedtoﬂwenmmeras-
signed the reexamination. file ‘(usé’ transsiction’ 1036)
andwnllbekeptmtheexammersroomunulmepro-
ceeding is terminated. After the reexaminstion pro-
ceeding hes been terminated, the’ patent ' file should be
forwarded with the reexamination file to the Office of
Publications via the gppropristé office. Publishing Di-
vision will forward the pateiit file and the reesaming-
tmﬁ!etothekeoordkoomafterprmﬁngoftheeer—
tificate.

4. Reporting Events to PALM—The PALM system
musedtomomtormajoreventsthatukepMem
processing reexamination proceedings. During initial
processing all major pre-ex parte examination events
are reported. During the ex parte phase the mailing of
examiner’s actions are reported as well as owner’s re-

2200~25

mdwhwhhavenotyetbeenrecavedmthegmup
This .report provides. an indicator of future workload
aswellasgdennfymg potenml.problemstmgglers.
Reguests Not Yet Assigned to an.: Examlam'-—'l'hm
reportserves;ohxshhghtthoserequestswhchhnve
ed, t0-an-examiner by the six week an-
mveuaryofthatﬁlmg Requestswzonthm
report should be located and docketed immediately.
Requem JWachShouidBe Taken: Upfor Deammua

mhmbeeumndedandtheuxweekanmvmryof
thcxrﬁlmgnpast.kequemonthmreponshouldbe
taken up for det ation by the examiner. .
Reguests, for. mmwmmmsmw&m
pared--This . report. lists those reguests which :have
been assigned to an examiner and in which nmo deter-
mination has been mailed and the two month amniver-
sary of their filing is pest. Determinations for requests
onthnreponshonldbemtheﬁmmgesofprepua
tion.
‘ ‘Rmms for Whick Damnatwns Slmdd Have
MWM—MWMMWWM




uumdmedwmﬁoumdmmmm
received and six weeks have pesied sisoe the de
mwumﬂed Reqmmont&mahmmw

duedlndtm'stachon!mnotbeenm!edmdm
wuhluvepuudmcethereqmbemewﬁhble
for ex parte cutioin: Theie aboﬁbe
t&enupforimmedmembythem
subsequentacﬂonbytheexmmdmmchachm
hais ‘been ‘misiled ‘and ‘two mionths have ‘peised ‘since
theﬁhagofnnowwrespomemapmmwﬁon.
‘$Overdue Advisory Action—This teport lists those re-
emmmomwhwhmupforwﬁmbytheemm
am’ 00 such action has been mailed sad oné mouth
hupmedameetheﬁlmgofmmrupometoa
'OmduemnerRe@om—-'l‘hsmponmmw
requests ii which' there haisé been an' sctios fendered
mdfonrmmthahavepmedwithmnowwreo

sponge.

mme Cert{ﬁmm—-'l‘hm report lm thoes re-

meMhaNoﬁceoﬂmenthmaReexm
ination Certificate has been nisiled snd three mouths
hwepnuedumemmaﬂmgmdmmemm
been assigned.
*Reguests mﬁmmmmm—mm
lists pending requests which have not metured into a
certificate snd' fifteen months have pamed since the
dste of filing.©

‘Amrbkitemsreqmre‘mmedmemmm-
lowup, if appropriste.’

6. Historical Reporting—A vasiety of historical re-
ports are possible given the event recording described
gbove. Thus such statistics es the nrumber of requests
filed and determinations made in a specified period or

v, 6, Cet. 1986

Mwmwmmmm

mamm

+ Although the humber' of recxaminstion’ requm
Mmmbemeémbemymn,&e
mmmm&mrmex-

Both the Program Masagement System (PMS) snd
Payroll, systems now used. to monitor. clerical time
have been modified to report reexamination sctivitics.
T‘unedevotedeoprmacmdreemmonﬁles
in:the. groups should be reported using the Yappropri-
sta@ PMS. Code® and- Project Gode‘ It should be
noted that all clevical time consumed by reexsming.
mmmw&mmmmmmm
Such ectivities as. mpavaion. copymg, typmg and
docketing should be included. -

BPmomltunerepomng

Reeummtmfeesmbuedmﬁdlco@tmeovery
mﬂuuwenmlthataﬂmexpeadedmmema
tion activities be reported sccurately. Thus, directors,
supervisory pelent examinmers aad board members as
well a8 examiners should repost time spent on reexam-
inastion on their individual Time and Attendance

Report (PTO—Mll) using the following Project

119050-de to report training.
119051—Used to report ull activities related to a spe-




‘ W fivide ﬁiiiﬁé
ol waam*w&%w 16 pice.
- dsing" Colies 119050 Wikl ‘119051, dhd
llmszwmmureponedmtbmw
RioH'8; i O™ time."
2239\ vl el oo el

ok et the i X
e Depaty

Preprocmngvmt,oncethe""' ‘file
been prepared and the Control Number mgned will
mailthedmmonlemrtothepmn!owner Pmecu-
nonwdlthenproceedwrthoutﬁuﬁnr"j"
with anyone but thie owner. '

~ If the Deputy’ Asmwnt Commmiow fm' Patems
i of the matterwmbephoed in

-thto i i M‘ﬁw@mxfu&u} P2}

reenm:mtnon, theenmmmmt rewewthematxon
irecords: maintained - the-Law-Library: to-check ifithe

lon if hsidé b/ Coimiissiondr. (a) Within
' m of aiteyuest for’reckamination
:g&hpmdion ofmtmm of; tls title; tlfeo‘w

,;;:fma s&mm of the:raguest ﬁsmm (.)

pubbcaﬁons; :
thechmameﬁectuthewpp

,.wgﬁui E,W gl |

ss(c‘imseo mew.&amm' 51
(b Wisiire o subslandel qurdpmmy hnbem
w!mf;iam ofmm i1

‘patent ~has -been,  or :is; : involved; in: litigation. < The

-fosop] itigation  Review@!: boxxmftbe reeximination
ﬁlemppershcnldbe
‘the review: was:conducted: and :the results: thereof.

to! indicate that

Seoff thé mentmm was involved in litigation, snd a

' paper referring 'to the:court proceeding: hag been filed,
%mmerhynmwmmuMm

the ‘ee%PLitightion Review§” boxas “litigation, see
peper #1C”. If a litigation recorde search is already

mmdontheﬁle ﬂmeummerneedmnremet

update it.
Hhughﬁmhnsmchxdedmisuhnsplwemthe

'patétit on which'a request fo fesxamination has been
“filed; the request mist Ye promptly biought to the at-

;,tz‘ m y f277

Ui, 4, Okt 1906




35%@3&3@«6&%%@«
mmmmta Wmm

whetherormt“anbmnﬂa!new

M of pmt

ot E ey
i

e , it i \ £ f " Ve i " Mg bAS )
uynudbeﬁmdmummadufammm
'Itmmbemmer“thu,mmduym

the patent clsims are Wmthei
mmmmmmmmm

mewmm
Itumlymywmmmuaw

mmmum;mfmmw
- decision 28:t0' some claime, see *PMPEPG 2242. The
decision should discuss ALL petent cleims in ceder to
inform the patest owner of the ezaminer’s position g0
Marapomemmybcnﬁenmmt
owner’s stetement. -
mmmwmumm
orhermuulpomnonallthemundennﬁedmﬂ)e
request or by the requester 8o thet comment thereon
mybcteouvedmthaputentowneﬂmm
-in the requester’s reply. However, the -examiner

- g, & O, 1906

of

,m.M,uSSUS.C‘JOS
.maM.x.e.notmbpcuowl.SeeInme
/225 USPQ 1 (Fed. Cir. 1985)4 -

publication importsn
- cloim is patentable. Thus, in meking the dete

A priog.art. peteat or pwbhutmmmm

printed.
Awtheammmnofaclﬂmofthewwhme

there is o substantial likelihood that & ressomable ex-
sminer would. consider the prior et patent ot printed
tmdoudmwhmumtthe




ap— ,
bepremtuuonlymythu(l)themorm
if 8 be material to the
iemmofatmoneehimn&(z)ﬁeame
fquemdpnmaiﬁwatothemmww

poes

rmgthedﬁu‘ltﬂnotmry&ttw” i
&m&mﬁnﬁbﬁﬁeﬂﬁwzﬁeoﬁﬁnmfw
:f«f“&MﬁﬂWWa’f i _

Hons sre ounlined below ‘whicty i pocsest, ahiould be
_considered whenmahngadecmasto

1 Pnor Favorable Decxﬂou by the Patent and
TtadcmarkOfﬁceontheSmcm'SuMmlly
Identical Prior ‘Art in 'Relation to'the Same Patent

- If'the ‘Office has previously ‘decided the sanie ques-
uonofpomubdityutoapamtehmﬁvonb!eeo
the ‘patent owner ‘based ‘on the senies’ 68 'substantiall
identical prior ert patents o pristed: publicetions”:
unlikely that ¢ amunmlnewqmnofpuwm
ity” will be present sbeent ‘a"showing that material
new arguments or interpretations. riise “e" gubstantial
new question. of patentsbility”. Material new drge-
ments ot interpretations can raise.“s’substantial new
question . of patentability” as'to peior: 'art-patents or
printed publications already considered by the: Office.
PIn chis regard see Ex parte Chicago Rawhide Manu-
Jocturing Co., 223 USPQ. 351 (PTO.Bd. App. 1964).¢
However, the “substantial new question” requirement
would generally mean thet sm argement presented
which has been slready. decided by the Office:as to o
pnrhcuhrchxmwouldmtmue“emudmw
question of patentsbility” as to that claim.
zmmmwmomeemme
Same or Substantislly - ldwtimll’rmAxtinthe
Same Patent

'2200-29

ﬁmhyacmmmnwddm

Amummmmmm
- Othes'Than Patents or Printed Publications

Anypnoradmﬁn&ldte‘woa,by,n@mwon

ing- snbstumally idamcal patents or pmted publwa—

uom in determining whether 2 “substantial new ques-

tion of patentability” is raised; the weight to be given
such décigsions will: depend upon: the circumstances.
Forexmple,xfme()fﬁcehasusedtheumeorsub-
- gtaintially identical ‘prior art to réject the same 'or simi-
lar claims'in another applicatio or'patmtunderreex
amiiation, this would be considered as being material
in making a detem;mauon Slmxlarly, if 8 forc:gn
‘patént office or &’ foreig
mbatantiailyldenucdpnorartto:e'
theumeorumﬂarclmms,thiswouldhemdered
asbemgmtemlinmahngthe ingtion. Like-
‘wise, faUmwdStnteaCourthasmvdxdatedsxmdu
claims in ‘another patent ‘based on the same or substan-
tislly identical prior patents or printed publications,
this would be considered as being materisl in making
the determination. Favorable decisions on the same or
substaatielly identical prior patents or printed publica-
uommothamwouldbeeomdemd,bmwouid
not be controlling:

Rev. &, Oet, 1986



question of
-be found beséd oh: () mmmmwwm wes
+beforeghe foderd court; (b) peior-art: which/is merely
cumulative 0 thet which was-before the .court;-and
(c)muwhwhmwmnyrudvedonthemu

(5) Wbere thef ‘Patéit

those upon which the federal court ruled reexamifa--

-tion, will. be ordered. if. (2). 8 substantial newqwnon
.of patentability-as to those additiopal-claims is present
_and. (b) .the_same-question was, not. resolved by: the
“Gourt in its decision. '
(6) BIn making the determination on a
- consent judgment that claims are valid will be eated
as'a‘decision on the merits insofiir as the' parties to the
litigation (or: their prozy)‘are-concernéd: A "consent
-judgment of validity 'or. invalidity has:no: effett as to
.requauﬁledbyapctsonmt partyltothehuga
, (070)Alldctermmatwmon re _ :
uonwbtchthcexammetmakmafterafedenleourt
decision must be approved by the examining group di-
rector. ,
' PnorDecmonsbyaFedemlCourtontheSame
or Substaritially Identical Prior Art i in, Relation. to
the Same Patent
Adecisiononthemenubyafederalcounwﬂl
normally be controlling as to whether or not “a sub-
stantial new question of patmtab:hty” exists on the
same, or substantislly the same, prior art. Thus, the
Office will not find a “substantial new question of pat-
entability” to be présent where the patent owner had
cbtained @ decision, either favorable or adverse, in a
federal court on the same orf cubstantially identical
prior ast. Furthermore, the Office will not find “a
substantial new question of patentability” to. exist

Rev. 4, Oct. 1966

o X8 i reexamina
only ‘be made as to ‘those clanms not held mvahd by

The clalms held mvahd by the

A consent: judmnt s ‘treated dnfferently tlmn a

i—_ébundemonon the. merits: If a, request. for reexam-

mmnﬁledbyawwhomnotamytome

-litigation, the. request mey :present: a substantial: new
-question . of patentability. even:though :the guestion
. was sgreed: upon by :the interested parties:is the con-
: gent, judgment.. Since-an: agreement  is: only binding as

to-the parties: involved, it is: not a final resolution of

the matter. 8310 other members:of the. public .or- the
-Office. See Houston Atlas, Inc.:et:al v.. Dél Mar Scien-
.tﬁu);lnc. et abZlTUSPQ 1032. 1037 ‘(W D Tex.
1982, E

Acomtjud :'t\utteatedasa“decmononthe

?‘wm” #s. tothe perties of the. litigation, and is con-

trolling as to-all of the claims covered in the consent

judgment with' remd to any pmr art (before the

court of otherwise). -
Iftheeomentmdmmtdoesnotcoveraulofthe

claims in the reexamination, the reexamination should
- be ordered only as to those claims not covered by the

congent judgment. The claims covered by the consent

:3200-30




mwmmmsmhmdw

' ‘The claiss in effect at the time of the determinatiod
will be the besis for deciding whether “a substantial

. of patentability” is. ptelent (‘0371»CFM
15 n)). Wlﬂe the examiner will ordins

claims will not be consxdered or commented | npon

when deciding a request. ‘

2244 Prior Art on Which the Determinstion Is
Baged [R-4]

The determination whether or not “a substantial
new question of patentability” is present can be based
upon amy prior art patents or printed publications.
Section 303(a) of the statute and 37 CFR 1.515(a) pro-
vide that the determination on a request will be made
“with or without consideration of other patents or
printed publications,” i.e., other tham those relied
upon in the reguest. The examiner is not limited in
making the determination to the patents and printed
publications relied upon in the request. The examiner
can find “a substantial new question of patentability”
based upon the prior art patents or printed publica-
tions relied upon in the request, a combination of the
prior art relied vpon in the request and other prior art
found elsewhere, or based entirely on different patents
or printed publications. The primary source of patents
and printed publications used in making the determi-
nation are those relied upon in the request. However,
the examiner can also consider the prior art of record
in the patent file from the earlier examination or a re-
examingtion and any patents and printed publications
of record in the patent file from submissions under 37
CFR 1.501 which are in compliance with 37 CFR

220031

wuym»umwym“@

'1 sxs(-» 05

patent:. the -patent-owner. filed. the request,
only 2 ooplw are required.

A copy of the decision is then mailed to the re-
guester and the patent owner, along with any re-
quired copies of prior art documents. The original
signed copy of the decision and a copy of any prior
art enclosed is made of record in the reexamination

file.
The file is returned to the special storage area in
the examining group.

2246 Decision Ordering Reexamination [R-4]

35 U.S.C. 304. Reexamination order by Commissioner. If, in a de-
termination made vnder the provisions of subsection 303(e) of this
title, the Commissioner finds that a substantial new guestion of pat-
mublhtydfecunganychxmofapawntxsmsed,thedetermmm
will include an order for recxaminstion of the patent for resclution
of the question. The patent owner will be given & ressonsble
period, not less than two months from the date a copy of the deter-
mination is given or mailed to him, within which he may file &
statement on such question, including any smendment to his patent
and sew claim or claims he may wish to propose, for conmsideration
in the reexamination. If the patent owner files such & statement, he
promptly will serve & copy of it on the person who has requested
reexsmination uander the provisions of section 302 of this title.
Within a period of two moaths from the date of service, that
person may file and have considered in the reexaminstion a reply to
any statement filed by the patent owner. That persoa promptly will
gerve on the pateat owner a copy of any reply filed.

37 CER 1.525. Order to reexamine. () If a substantial new ques-
tion of patentebility is found pursusnt to §§ 1.515 or 1.520, the de-
terminstion will include an order for reexaminstion of the petent



uimmmnmwm £
mmuwmmmmmm
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Adiress : W%q&mﬁmw e e IR

[ﬂmuuummﬁnn[rnnniut | umunilun | nunsvunmvum_j

9070000167 :07/02/81 "
I-Willi‘am Dyre

(Patent owner s corresPondence Address)”

o PAYY MO 84484444 o i BUR wan 0BOBOTL = <b v

», . ) - 2
. sy e e S g rs ey ok
I S T

2400 Jefferson bDavis Highway V.D. Turner
Arhngtcm, Va. 22222 : (T WY | PoPER MUVMBER

PR DO ‘"‘]“.2;?“’:“ i odmacnl@® o s
PoodmgmoLoh Goores Sia aolcn edrowd 5o AATENRILED: 09”/1“4 /glq i

~

ORDER GRANT ING / DENYING REQUEST FOR REEXAMINATION °

The rowest for reexsminstion filed 07/02/81 hes been considered.

Identificntion of the ecleims, the mfemnees reli
tne ‘determinetion are’ ‘gteached. - .2

Attmt(s’ [ ] Mr 5 r ] m_1“9 { ] mmr 2 Yordnassddun s osasian

1. [x) The: request:fer réexamination 1s-GRANTED. < '~

“mi VIIES “ Sﬂ " mlﬂf ﬂS Fm: LWy L LS B S DESTE SEV T LONTT
For Petent Ounes's Statement:
TUd RONTHS fzem the date hazeof. 37 CFR 1.530(b).

¥

" For Requester's Teply:
U0 HONTHS from Yhe @ote of ‘service of eny petent euiers stothnent: 32 CFR' 163807 . om0l oo
ates: lfﬂumtmdoesmtﬂleaﬁnlysutmtmr 37 ¢im 1 san(b) nouply

-?‘Vf:onﬁumﬁmmunumw TSTORR 1,935, - P e
mumtmmmz, mammm mmﬁmnwu _
. agents (mwwu)mmmmmwmmwnmmmm
. certificats. 1€ a0 numis ere subabtted, meme will eppese em: e eertifiome. -

2. ] The request for geexamination: is DENIED -

- This decision is aot sppealeble. -35 1.5.C. 303(c). -Requuater way Seek Teview by ¢ petition <o
mcommmmm«mﬂnfmmmnmmmm 370?1\1515((:)
In Gue course, ommmarmws(c)nﬂuum[ '} by Tressuzy cheek e [ ]w
ezedit w Deposit Account Uambey _ B Yie sequester Jisted below wnlems metified
etheruise. 35 U.$6.C. 363(c).

ce: John Doe
12 ‘Seemore Street
llew York, MNew York 10001
(Requester's correspomdence address)

. 2200-33 oo Biev, 4, Qct, 1906
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United St

g,patentwnumbet 4,444,444 to Smith is raised by the

tequest.

The tequest‘indzcates the requester considers that claxns 1-3 of o

snith are fnlly anticxpated by the prior art patent document of

Berridge under 35- U.S.C.IOZ.

It is |
raises a substantial neg%ggegtgonﬁgfngntgntabi;gtgugg to claims 1-3

ed"tHat e Consider

of the Smith patent since the Berridge patent document is clearly :

-

material to the examination: of the.claims:of the Smith: patent ds’

pointed out in the request.

The Swiss patent to Hotopp and the "American Hachlnxst' prior art

aocuments do: not raise a. substantaal ‘new question of

patentabxlity as to clazm 4 of tbe szth patent and ate not material

prior art docume_ :“are considered to be substantial

equivalents to -the: Geraan patent number 7777 of December 25, 1917 to
Hotopp and the "Popular Mechanics” magazine article of April 1, 1924
considered by the examiner during the initial prosecution of ‘the
application whien te§u;teéHintthe_Smithtpétent},tCieiniq will,

however, be reexamined along with all the other claims in the Smith

patent. | N
v. W

Primary Examiner
Ast Unit 125

Rev, 4, Oet, 1966 ~-2200-34




¢ Any piwmwduﬁom: under §37 cmq 1501 sub-

mitted -afier the date of- the -decision on the order

ined in'a'separate file by the Teexamina-
nonclerkmdstomdunuhhermumprooeed
ing is Wuwhnchmmmmmm
is then esteréd of record ol the pateat file.

2247 Decition on Request for Reexamingtion

" Deanled [R-4]

The request forreenminatnouwillbedemednfa Use:From Pamgtaph 2202 s the .mmy

substantial new question of patentability
szolelyonpmentsor

cxaminstion of at least one clsim (see 'QMPE;N”‘

200035

emrthumhmom&mw

it mﬂu 35 USC. 102(c), me

for reezaminstion and are mot comsidered ot com-
mented upon. See 37 CFR 1.552(c). - -

A copy: of any - denied request and the decision
thereon are made part of the official patent file.

Ifthcdenmloftlmrequwmnmomtmudby
petition decision, & refund of *$1,30000¢ will be
made to the requester under %937 CFR¢ 1.26(c) after
the period for petition has expired.

lftheemmerconcludw thatposubstanual new?




0803071

!ullxam Dyre B ' - B -I N m"""'!
2400 Jefferson Davis nghway T VDl ‘Turner
_ Arlington, Va. 22222 - T PRI PPER Reeh
(Patent«,owner s correspondence address) . ' 1325:; 5 -

NIE‘ Illﬂ 0(\/}_4/31

" ORDER GRANTING zaemm‘nemsr Fon nsexmmuou

- Attachment(s): [ J PTD-892 [ lP'ro-tm { ]Dther

[ ] The reguest for reexemination is GRANTED.

RESPONSE TINES ARE SET TO ENPIRE AS FOLLOWS:
For Petent Oumer's $tatement:
THO HONTHS from the date hereof. 37 CFR 1.530(b).

For Requester's zeply:

TUD KOHTHS from the date of sezvice of &rw pitent cuner's Stetement. 37 CFR 1.535.

fletes: If e patent cuner does not File @& dimely Statement under 37 CFR 1.530(b). no reply
fron Ve reensminetion requester will be considered. 37 CFR 1.835.
The petent oungr must Submit, on & separele peper. the nomes ef the etlsrneys of
spants (aavioum of three) uhich the ouner desives o have printed en the reexaminsticn
certificate. If no names gve submitted, mone will appesr on the certificate.

2. [x] The request for reexemination is DENIED

This decizion i3 not eppesleble. 35 U.$.C. 303(c). leguester nay seek zeview by & petition to
the Commigsiones within ene month from the neiling date heveof. 37 CFR 1.515(c).

In due course, & refund under 37 CFR 1.26(c) will be mese {1 by Vreasury check or [ J oy
etedit o Deposit Account lumber @ the vequester listed belew unless notified
ethervise. 35 U.S.€. 303(c).

John Doe
12 Seemore Street
New York, MY 10001

(Requester's correspondence address)

Bev, ¢, Oct. 1986 - 2200-36




Ko aubstantiul now question;o: pntentability is znisnd hy thc |
1irequcst ond prior att cited therein for the tcuaonl set torth belou. ‘

The clains of the 5aith patent for which reexamination is requestcd‘ ‘
define the blades te be no longet than 4 inches and the tips of the
blades to be cutved. The claims of the Smith patent also detine the S

dies to be g:ooved to allou their use for crimping operations.

The przor art patent to Ber:i;ge is not natetial to the exam;natxon=

of the cllxms of the Sllth patent sxnce the essential feotu:es of
f t:presentﬂxnf_ﬁl{

the olaims of the Smxth patent tefetred tofabove’ate»

Betr;dge_‘*‘"*~*.~,f“_:~>,7,_

Tniéééiiéioutlxned,lff

hn evaluat:on of the ptioz art patent document to Be

in the tequest does not appear to meet the tetms of the szth patent. o
The cutt;ng blades of Berridge a:e indxcated as 'bexng at least sxx '
incheg long® and the dxes of Bexrxdge have smooth. flat su:faces f'
used “to flatten bent washers'< There is no suggest;on in Be:rzdge
that the features cla;o@d by Smxth could be present there;n and it
would not be obvxous to a person of ordinaty skill in the art to 8o
modify the stxucture of Bertzdge. 51nce the Berradge p:ior art

patent does not disclose a nunbet of the essential features zeoited

in the Smith patent to which the request fot reexanination is a1rected.
the Berridge patent igs not nnte:ial to the patentability of the Smith
patent and no substantial new guestion of patentability is raised in

view of the Berridge prior art patent ddcument, either taken alone

ot in combination with other known prior art documents.
bw
v”n

knlhhlﬂs
2200-37 v, 4, Oct. 1986




OmceofF'imncéforarefund}Ifa;;emmnnﬁhd it
is forwarded to the office of:the group director for

decigion.
The director’s seview will be de novo. Each deci-

gion by the group dlrector wnll conclude thh the

paragraph: o : s i -
“'I‘hudecmonnﬁmlandnomppulable. 37

CFR 1.51%g).-No forthér comintunication ‘on this' < -

matterwillbeacknowledgedorcons:dered"
If the petition’is giant ;
director should include @ sentence setting a two
month period. for filing of a statement under 37 CFR
1.530.¢ the reexamination file will §theng be returned
to the supervisory primary examiner cf the art unit

that will handle bthe( reexammat:on for consnderanon\ -

will the cise remsin-with the’original

orlgmal determination is sggned by the supe;vmory__
primary examinér, thé- reexannnauon ‘ordered by the

director will be assigned to a primary examiner.

The requester mnyseekrev:ewofadenialofa re-

quest for reexamination by petitioning the Commis-

sioner under $37 CFRCISIS(c)md 1,181 within ‘one

month of the mailing date of the decision denying the
request for reeks {A request for an’ extension

ofthetnmepenodtoﬁkapeuuonfromthedenmlof )
a request for réexamination can only be ertertained

by filing & petition under 37 CFR 1. 183 with appro-
pnatefeetowaivethetxmeprovmonsof37CFR
1.515(c). No petition may be filed requesting review
of a decision - granting a request -for reexamination
even if the decision grants the request for reasons

other than those advanced by requester or as to’

claims other than those for which requester sought re-
examination. No right to review exists if reexamina-
tion is ordered in such a case because all claims will
bereexammedmwewofallpnmmdunngthereex-
amination under $37 CFR¢§ 1.550.

After the time for petition has expired without a pe-
tition having been filed, or a petition has been filed
and the decision thereon affirms the denial of the re-
quest, a refund of §$1,300.00¢ of the §$1,770.00¢ fee
for requesting reexamination will be made to the re-

- Bav. 6, Oet. 1986

;wm

E

,§the’ décision of the group *

quester. (35 U.S.C. 303(c)md31CFRlMc)L.Ade-
cision oa a petition is final and is not

37%13”madmbmm @

e WIWII'IS!K@. 10 slataibiint ¢e oiier response by

patent cwner shell be filed to the determingtions made in

L8193 oe 13520, I o prematuse eiplement oF

other response is by the patent owner it will not be ackeowl-
edged or coasidered in making the determination.

(b) The ceder for reexamingtion will set a period of wot less than

mm&mthemathemdetwahmwhchthem

owner may il & datesient on the new queition of petentability in-

duﬁhzmypmpuedmdmmhthemtmmw

()Anyummtﬁhdbythepnmtowwabnﬂdwiypom
hythembjectmweruckmduwtmnmpnedam-
obvious by the priot srt paients or printed  publications,
either alone or in aoy ressonsble combinations. Any statement filed
nubemvedmﬂwmﬁnﬁonreqmmme
with § 1.248.
(d) Any proposed amendments to the description and clsims must
be made in sccordance with § 1.121(f). No smendment may enlsrge

_thewopeofthechmoftbepamtormtmdmnewm Ko
% prvignuled ‘of tew claims sy bé propoied for ‘enfsy i ah expired
incorporated

patent. Moreover, no amended or new claims will be
into; the - patent ln"cemﬁatﬁe"mmdm the -eipivafion of the

patent.
(e)AlthoughtheDfﬁoeacﬁnmmlltrutprgpmedmdmenu

A:umoughmeyhnvebeeuemered,thepmposedmudmmwﬂl

notbeeﬁ'ecttvennﬁltbereenmmzhoncemﬁmumed.

The patent owner has no right to file a statement
subsequent to the filing of the request but prior to the
order for reexamination. Any such premsture state-

. - ment will not be acknowledged: or. considered by the
. Office when makmg the dec:sxon on the tequa& See
oo QMPER@2225.: -~ o

available and capable to give a_proper examination

If teexammatmn is 6§dered the decmon wﬂl set a

.. period: ;of -not:less: than two months . within  which

period the pateant owner may file a statement and any

;nmowmgamendmentstothepatentclmms. If neces-

sary, an extension of time beyond the two months

- may "be: requested under: 37 CFR¢§ 1.550(c) by the

patent owner. Such requmts are declded by the group

- directors.:

Any stateineni ﬁled must clearly pomt out why the

- patent.claims are believed 6 the: pateiitable; Gonsider-

ing the cited prior art patents or prmted pubhcatlons
alone or in'any reasonablé combination. - o
A copy of the statement must be served on the re-
quester, ' if ' the” requést “was’ not filed by “the patent
In the event thié dédision is made to reexamine, the
patent statute (%935 U.S.C.¢ 304) provides that the

‘owner will have a period, not less than two months

(mmnmum time), to file a statement directed to the

- issue of patentability. Since the two month period is

the minimum provided by statute, first extensipns may

“be granted up to ‘one (1) month based upon good and

sufficient reasons. Further extensions should be grant-
ed only in the most extraordinary situations e.g. death
or incapacitation of the representative or owner.

Lack of proof of service poses a problem especially
where the patent owner feils to indicate that he or she
has served the requester in the statement subsequent

- 2200-38




79&1;1111 maki

it

Anendmu to-the: patent;?mny be -filed by the
»patentcwner -Such amendments, however; may' not
of}‘“’eclmm‘ofthepctemorm-

bymendmtwuhoutanyfee.mmudmmtpm-
poaed will'normuny”be'entered mdkbeycmdeted to

rfwuvemthemtmmmemuﬁwem”
"U.S.C. 307 is isgued. - \

No smendiien wmbe wberethecertiﬁ
catemmaﬁetexpmnmof,thepatmt‘&e"w
CFR4§ 1.530 (d) and (). .

- Amendmens Emy—-Amendmm wlnck eomply
with?o‘lCFRHZI(!)wﬂlbeenteredmthereexam
ination file Anamendmmtwinbegivena
Paper Number and be designated by comsecutive let-
ters of the alphabet (A, B, C, etc.). The amendment
will be entered by drawing a line in red ink through
the claim(s) or paragraph(e) cancelled or amended,
mdthembstatutedcopybemgiudwedbyrefermce

deleted will NOT appea in | J
‘leted: material would: not be & change: tothecunem
‘patenit teut. Th:rg:letedmamhi vavw‘m

&omthecurrentpatenttextandthewﬁoremmt

showi. In:both the: first-and the second amendments,
-'thechmmpmwuhmtheehngaﬁom
-thecumentpmnt:text A

QNM c} i added goapit 3w B g s . .,
obe underlined and¢ follow consecuuve!y the number
of the highest mumbered thmtmm
is amended during prosecution, any materigl which is

incorpo: tedmtothepatentbycerﬁﬁ
etteaﬁerthe expiratlon of the pateat. "'~

Forentryofamendmcntmamcrgedptoceedmg
see SYMPEP§ 2283 and 2283. . .

$For handling. a clnm m reexammm
proceedings see MPEP 2260014 - e g




om the: patent: P, I3 anyIn s ;
mmnmtpmmw&myfnrthu
mmumurmﬁymtkemownu’s
statement. Any further papers: will :not be:acknowl-
edgedmcmudemd.’l‘hepatentownercannotﬁle

3rcmtmm¢mmm mtmlelyﬁlc

«m&eWuMm!lmuh ﬁl.ssssmytuult

ionary in steting, S “may resultm
tlmtbemgrdmedoonudeum patentownersand
reqmtenmexpectconndemuontoberefmedlf
themmworreplyuwtun;elyﬁled Section
1.540 restricts the number and kind of ¢
becomsderedpnor

toexammatwntothoseexpreaﬂy
provided for in *$37 CFR¢§ 1.530 and 1.535. Untimely
submissions will ordinarily not be considered. Untime-
lymbmiswm,otherthanunnmelypapersﬁledby
the patent owner after the period set' for response,

wﬂ!notbepltcedofrwoﬁinthemxmmuonﬁle,
but will be returned to the sender. oo

"~ Rev. 4, Oet. 1906

.response. $0. any, rejections aad/or proposed. emeadment
T4:!amu.mmdet‘a;)p]:cetheputentm:eondmonwhereallt!nec!ms.if
8

Teennmination:
. camse, end for o rerapushle time specified. Any

mw&wwmam wm
d&*’%ﬁw ol 'ad 8- vequifed, mey be denied
wondidermion. Where w0 proof of servics iy incledad,
ingpdcy should be made of the swader by the rebssm-
instion clerk s to whetber ssrvics was in foct wmade.
f wo services wes miade the peper l pleced fa the re-
u—hnin m m h mmm. mm

ouminuwheuv ;
mmwmuwmmumm
m")’ﬂle eovisions of‘037CFR4 xmmm

5ades § 1570, - ecuan oa 80
z mmmmmumumwaysmmw

nyOﬂicelchon Such resposse may inclade further eiateinents in
% OF BEW

would be
(c)mumfm"%kmgmyacﬁmbyummha
.peoceeding@ will ‘be exended oaly- for: sulficient
 requgst for such ex-
tension must be filed on or before the day on which sction by the

‘pdcmownerndue.huinnommllthemmﬁﬁngoﬂhere-

quest effect ny extension.
mnmmwfﬂwﬁkaﬁmﬂymwm

-spome ‘to eny Office action, the reezamination proceediag will be

terminsted and the Commissioner will proceed to imue & certificate

mda!lmmm&ncewiﬂuhehmgcﬂmofﬂwomee.
(e)mreenmimﬁonmqmwiﬂhemeopm&omeew

tions issucd during the reesaminmation proceeding. Any documsent




mms:n.&wummdhmmrhmmm

"ﬂ“‘ﬂ)h'w

date o the order nmmwik%e

m with [ l SOI(:).

Oncereemmtwauordet_ed

submxmnganytesponsesthereto'hl”

1. ll(c) is constructwe notice and lack of response
from’ the patent owner wnll not delay reemmnauon

granted. the reexaminstion will ‘normally ,.ccmduct-
ed by another exammer, aee ‘)MPBPQ 2248

IFREECEE

2256 . Prior Art Pateats and Priuted Publiuﬂm
Consldered by Exminer im: Rmmintlon
R-4] -
The primary source ofpnorartwnllbethe patents
and printed publications cited in the request.
'lheexammermustalsoconsxderpatentsandpnnt-
ed publications
—cited by a reexamination requester under . *§37
CFR¢ 1.510 .

—gited in patent owncr s statement under %937 CFR¢
1.530 or a requester’s reply under *§37 CFR¢ 1.335
1f they comply with *$37 CFR¢ 1.98 ,

2200-41

ilready tioted on 8 form PTOL-1449, al prioe pateats
or printed publications which have been properly

l atedbythereenmxmuonreqwtermtkcreqm
) -‘QSTCFRQISID»

: 4 ' pu 'whxctr hidve' beeu"c:tedm
thedemmonontherequest.orapplxedmj aling:
Jecmns r Cited a5’ { ) ]

"1 'thgy‘were fﬁ:record,«mthe s tentﬁledue.to.apnm
ubmission under 'QB?CFRC 1.501 which was

-notwnhtomtcdocummuofrecotdmthepntent

file, . notations should . be made in the recxamination
ﬁlemthemmaetfonbm‘bMPBPﬂ?l‘wS items
B, €1 and C2.: -
Allmuonshstedonformmzmmm-
t:om not lined out on any form PTO-1449 will be

'pmtedontheregummauoncernﬁcnteundu“kefer-

ences med” -
2258 Seope of Reexamimﬁon TR-4]

' 37.CFR. 15525wpcofmx¢mhm&nhmanwmnw
mmeentchmswnnbermmmdmthebmofpmuu

() Amended or new claims preccoted dusing @ reexami
mmmmmammammz
Mwmummmmmwmummwpwm
ead eloo for complisnce with the yof 35 US.C. 112 and
wmmmmmassus.c. 132. .

Bev. 4, 0ct. 1906



ltWo& ¢ :
"‘"&%““ ?;&"‘ %"% v
art: sy
mwmmmaa&uﬁn 102:
“(0) . . . putented or desenlliod is @ grinted o s s dhile or
afor@izncomy WM&WWWNW“

U.S.C. 103 by. adgmg
which provides that subject matter devel
.other which qualifies as prior art only u
3, 2 : [ 4», X C ‘ A

tion byaooemployeewastreateduprimarttmder
-§ 102(g) and possibly: under §:102(f) with respect to a
‘Inter invention made by another employee of the same

organization: Accordingly; a:substantial new question
ofpatenmbilﬂymyhefomdunderSSUsc. 102 ()
or (g)/103 based on the prior invention: of another
-desclosed -in. & - paumt or prmted pub]wmon. See
Chapter 2100.¢ - - ~
szecuommllmtbebasedonmttersothﬂthm
patents or printed publications, such as public use or
sale, inventorship, *§35 U.S.C.¢ 101, fraud, etc. A re-
jecttononpnorpubhcuseorsale,mmfﬁcmcyofdw-
closure, etc. cannot be made even if it relies upon a
prior patent or printed publication. Prior patents or
pnnted publications must be applied under an appro-
priste portion of *$35 USCQ 102 and/or 103 when
making a rejection. :
Rejechommaybemademmeummaﬁonpmeeed
ings based on intervening patents or printed publica-

Biev. & Oct. 1986

“admission rwﬂts fmm & patent or printed publication
or&omsomeothersource.Suchadmxsmonmaybe

’paﬁenumdprmted

“cation of the patent 1

n' X (CCPA, 1959). |
Double mnm in normally proper for m

used in determining whether a patent or printed publi-
cauonraxsesa“suhnqumwapatembﬂ

ity” in the,detexmmuuon under 37 CFR 1.515 An ad-

mission .,tp]whutxsmthepnorartmsnmplythat,an
admlmqnmdreqmmno wdependent proof. While
thewopeymdcontentofthcadmmxonmaymme
times have to be determined, this can be done from

'therecordandfrom:thepapermemthesamemanner

| pr lications. To ignore an
admission by the patent owner, from any source, and
notmtheadmmuprmmmoonjnnmonthh
} in - reexamination
would mske it impossible for the examiner (o proper-
ly determine the scope and content of the prior art as
required by Graham, supra.
Thedeoprpealsupheldtheuseofanadmxs
sion in a reexamination proceeding in Ex parte Seiko
Koko Kabushiki Kaisha, 225 USPQ 1260 (1984) and in
Ex parte Kimbell, 226 USPQ 688 (1985). In Seiko, the
Board relied on In re Nomiya, 184 USPQ 607 (CCPA
lws)ho!dlugmadmssionofpﬂmartmthespmﬁ

cededprwrartwhichmaybe'oomdemdforanypur-

i




- ml R 3 e E 7 E
- Board in-, £x - parte : Blackburn, - Amll ‘Now: 587-96
(1985), Patent No 4 154,382, refused to>sustain a re-

: monsappmtobemcoﬂtct. ’ﬁne.éa‘l’oandl(tmbell
decnswnspemutthcuwof_a@mw contamedm

- thom! lntbeabneweofadeﬁmhve ecigion |

Boardortheoomu,tbeeumuwruj“
-huadmbymepmnt,owmﬁummymtm
-affecting ‘paténtability to" delermine  the séope aiid
contentofﬂ:eprbrartmconjmmmhputenmor
2 wh:ch rm:maﬂ ‘new

enmmmonotmapnormrejecmvwbethermch
~admissions' result from patents or printed publications
or from some other source. Any prior art '(¢.g., on
sale,pubhcme,ac.)emblmhedmtheprbrmdor
in court may be used by the examiner in combination
wrthpamorprmedpublmhminammm
tion: proceeding.¢
Onmndpmdmwnﬂbemmdwlymﬂw
basis of prior art pateats or printed publications ap-
plied uader the appropriste parts of 35 U.8.C. 102 and
103. Seec. “HMPEP§ 2217. QDunng mumilmiou,
claims are givea the broadést reasonsble interpretation
consigtent with the specification snd Hmitations in the
specification gre not read into the claims. fn re Yama-
moto et al. 222 USPQ 934 (Fed. Cis. 1984). In & reex-

220043

mumnedhavebeeulthembjectofapdwmﬁcem

f ';;kaxch”tbeenmmetmghtdemnmbctoobrond
be;

patend ol i a piitent being
B 2242." Where other pro

pawmchm.'rhm.ammmupcwm
88 00 broed in.a new or amend-

';;dd@ummmmymmrmthenewor

A!though a reqnest fm' reexmmmhon may not
speufyallclumsaapresenungasubmntmlnewques-

um.wchcla;mof@hepateutnormaﬂywiﬂbereex

mwmwmademamx-
g gince fo stetutory besis exists

'uﬁmtwn
ﬂwtefor,andnoneworammdedclaxmsenhrgmsthe

scope: of a claim of the patent are permiticd.’
Mmmmmnmﬂhrymmnmmwmch
are mecessary and incident to patentsbility which will
be considered. Amendments may be made to the spec-
ification to correct, for example, an inadvertent failure
to clgim foreign priority or the continuing status of
mmmwwamawﬂmmﬂmhm-
rection s necessary to overcome a refevence applied
ingt @ cleim of the petent. No renewal of previous-
ly made claims for foreign priority under 35 US.C.
lworm mofthaappﬁcmmderas
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wdor-3 ﬁm}gm

4, 552@» seéf‘. i am, nr’gh 21*73USPQ 29& mﬁn
Phu. mm Al clsiis’ et ek on ‘shéuld,

o -m’ .;~
m(c), etc) are diwo\feted‘dumg‘“ ,,
aowdbytheenmkm an‘fefﬁeeacﬁdn,mwhwh
mmmowncrmydemémwtmdermead-
vﬁwbaktyofﬁhngatm applicatior tohaVe ‘guch
questions ‘coansidered: snd resolved. Sn?ch giiestions
-could arise in ‘&' reexamination 1 3’037 CFRQ
lSlOrequestorma'037CFR4153$replyby
reqwter NoteFomParagraph 22.03: '

"It is noted that e iasue not. wikhin, the scope
p i :habeenmed.m.'l‘hemewﬂlmbcqmued
areeummprocwding.ﬂcmusztc).mmmu
not within the scope of reexsmination] the patéatee i sdvised tiat
i may be desieable & consider filing & reissus spplication peovided
thmmmemmdmwbepumnyor
wboﬂympetﬁveormvdﬂlbmdwtheme ‘
llnbmclwtlﬁeuﬁfythem N '
zmmmuwmmmmﬁrm
minstion is-basnd epon iwues such @ public we or sele, fraud, or
sbandomnent of the invention, os whea questions are discovered
dwm:mxuﬁﬁimnpmeud:ng.
bwmreamwfmmmamdona
pmtmerampnuntforthcmpatmthu
already issued, reexaminstion will be denied because
the patent oa which the request for reexamination is
based hes been surrendered. Should reczamination of
the reissued patent be desired, & sew request for ceex-
mmmammgmdbmdouthespeciﬁcm

Bbew, 4, Oct, 1586

mmujmﬂmhﬂmmm@h

g o m{hi édg ”rﬂ q )v LB s ! k : :« b EX
mmm memmmy

.hnbmfnmgmﬂwidmmmemuw
- the gatent for which reexsmiontion is reguested. Siace
vmwmw.m:nmwmum

any objechgn or re-

whlch cxm between themmmer and the

{petentqwncrmsofarnthepnwntlseonccmed.At
_the time the first action is issued the petent owner has
,‘drudybecnpermnmdtoﬁleamwmmtmdm

-pursysnt ’b37CFR¢1530andthete-
mingtion ; requester,..if, the , requester. is . not . the
pamtowner. hufbeenperm:mdtoreplythuew

! pursusat to %937.CFR@.1.535. Thus, :at, this point, the
;mwdummﬂyfowsedwmableﬂnm-

) make g definitive first ex parte action on the

.mmuwhxchshouldclmlyembluhthehmeswm
-exigt between the exsminer and the patent owner. inso-
. fag g8 the petent is concerned. In view of the fact that
;thceﬂmmer‘sﬁrstact:onwlllcleaﬂymme
.issues, the first sction should include a statement caw-

tioning  the patent: owner thet & complete response
should be made.to the action since the next action is
expected to be a final rejection. The first action
should further caution the patent owner that the re-

iremeats ‘of 37 CFR 1.116(b) will be strictly en-
forced after final rejection end thet any emendments

after final rejection must include “a showing of good

sad sufficient resscons why they are necessary emd
were 0ot earlier | " in order to be considered.

ThelmmmeofFormPumphzzmanppmpm O

for inclusion in the first Office action:

:3300-44




Wchangéd”in"’i _' W
tent ofﬂ;em;hd base cleim would remain in the

""’“mldbeava'hblewberendna_

partofthealk;weddcpmdenxchnn,
Ifanewclmn
ingmtﬁ h

mwﬁnmmwandafeqm

ment MWIWM Weﬁdeht claim in inde-:

[y
i

Allmenmxmuonmedmpmduﬂmmuon mclndingmy
appeal to the Board of Yriicmtg i et
be coanducted with special dispaich within the Office.

In view of the . w <for-special dispatch”

s will be spemal’: through-

reexamination pro

achononthementsshouﬁ

month of the filing date of the Msﬂreply (137 o

CFR 1.535), or within one month of the filing date of

tatement -(*§37 CFR¢ 1:530) i

there is no requester other than'the patent owner, If
no submissions are made under, either 937 CFR¢

1. 530 or 1.535 the first action on the merits should be-—

completed within one month of sny due ‘date for such ... .

the patent owners s

2200-45

mm@MWx;
bewuwdledmareexmm-v _

-atm’l A Bbina SN W Rsigh £% - ‘?!;amd by the : i

h Reexammatxon

themtedpxmmmmecmmchﬂysetfmth
therein. If the examiner concludes in any Office

-action that one or more of the claims ere patentable
‘over the cited patents or printed publications, the ex-

MMW M@mﬂmﬁyw

| reoord is clear whythe chm(s)u clenﬂy pawnubie, |
particular poriions

the examiner may refer to the
metecordwlnchcienrl mbluhthepawnmbm of

| trected in accordance'mth %37 »cm?fssz(c) Itis

especlallymporﬁnttht s
examination be:thorough aud complet
finality of a reexamination proceedi & paten
owner’s inability to file a continustion’ Jing. "~
Normaﬂytheﬂﬂewﬂlnotmdtobeelunged
dunngreexammmon Ifachmgeofthegﬂexﬁ
sary,lt shor ‘pousib hthepros-

cleims are alloweﬁ nnd a Nouce of Inmt ’:’flawe .

myonlybedonebysvayofaaﬂumxm’ Amend
ment. Changing the tiile and mie mmﬂlhg

chenge is NOT permitted in reexamination.
Ammpleofaﬁm%wmofreemﬁmnm

prooeedmgs is set forth below
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FRIGI AR ADE BRI ANTNATION OF PATENTS B -
fpexam Cont. Wo. 90/000016 dEO000NGE Lol L2000 <o o

Claims 1-3 are mot beihg reexamined in view of the decision in
A.B.C . Yo Smith in 1978, published at 300 UsPQ 1. ... .

cuia "4 and’ new E1ain'6 a¥e Fejected as beiny unphtentable over
Berridge in: view: of McGee tinder 35 U.8.C. 103. ' Berridge '~ .=
digcloses a: cutting :tool: similar to that claimed by Smith, which- -
has pivotal handles with cutting blades and a pair of cutting ... .
dies with flat faces being mounted on and projecting at right. . . -
angles to the plcce of the handles. McGee a1;$ discloses a |
cutting tool having a pair of pivotal handles at one end and withﬁ@

v 5y B Sy oY £ s % '\_a" "r 2 «'r"'v :‘.‘?
Sl SN E v 113 Jeaninnsk L"r“’ni. EERNLE TR YL

jaws at the opposite end, and a pair of dies with mating fcces

Ll.‘-‘f;: \7 &}« bk

‘ * St E) { 2y o ‘:ﬂw‘ \ R ;_r- 4{ &% ,t'sf‘ @ VT &g

a.w-t\ ~....#

designed for crimping pro:ecting from the Jaws of the piiers_” Torﬁ

idge with dics for crimping as inﬁv

provide the cutting tool of r
McGee in place of the flat die surfaces would have been cbvious

to a pérson havirg ordindry ‘skill in the art."

Claim 5 avoxds the prior patents and printed publications and is,
*Apatentable thereover.; CIaim S recites crimping dies in which thew:
grooves are aligned with the pivot axis of the handles. This

structure is fiot shown or' taught in the’ prior art.

"+ 2300-47 ' R, Gy Oty 1986



by 7] FTTT AT MAAMIIAS. 5 BACENIT BRAMDIG PROCHDARE : - -
Reexam- Cont. No. 90/000016 J

LB TVl e £y arid S50 WLV TS DR EIRG R 0T gl

PeaEd to involve a quéstion of

Newly added ‘claim & alfo &

patentability based on. the.ground of prior public use raised

in the above cited final “decision. This issue is not being -

resolved ‘in the Patent and Tralemark Office in this reexami~
natioh” proceeding® but ma y ‘be’ résolved before the Office hy 5

£iling &' refsdus” appii tion” (37 ‘CFR 1. ssz(c)).

iR . . o VS o oot ey
= poinglh cels zelind JBelfias wly Do swrslo soid oo

e, "T o v
T \“- S d ‘..‘b\«

'rhe";Swisé patent to Botopp and M"American Machmest" magazine

‘-r'nn- '~-r‘\. ““{_g s rr 5 x._\_,«k\.r ,-Z‘

S Sy rxL FEM JTIW anm

article are made of record to r_;shmg ‘cutting tool deviees )

-\,n..-i

ceusiio add Io awsl oodd ooul ool
sx.mzlar o that c;laimed An the patent to. Sm.th. e ar

P T N R S s .
Gl VRN DDLU BOTAIZTILON L5

In order to ensure full consideration .of: any amendments, -
af,fzdavxts, or declaratlons, or other documents as evidence
of patentabzhty, such documents must be subm.tted in response

to thzs Offzce act;on. Submxsszons after the next Offiee

action, wh:.ch xs :mtended o be a fmal action. will be

governed by the strict reguirements of 37 CFR 1.116, which

will be strictly enforced.

U-b.gwuﬂ‘

cc: Requester V. D. Turner
Primary Examiner
Art Unit 125

o v, & Oct. 1986 ; 2200-48
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- FOREIGN PATENT DOCUMENTS
. ' bacument xo. "

AR AC-AEHE I

OTHER REFERENCES {inciuding Author, Title, Date, Pertinent Pages, Etw.)

-

V. b. Turner

© A copy of this reference is not being furnished with this office action.
{See Manuet of Patene Enaminiag Prosedure, section 70706 ). =

- iz, 4, Qet. 3006
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mmmﬂou mcmum emmou o

*RuomugR) | Yy !
U
FOREIGN PATENT DOGWEU‘I’.
; mweut uuuuu m;c counﬂcv Bdaivansdal Lis N

) o 1‘ ,_2 SO : U S P DTy Ay : ‘ b - e

UBA L 11 Islalsls "5k10-1918 SRR [N Y -
OTHER DOCUMENTS. (ncluding Auther, Title, Date, Postinunt Poges, Bied ... . . ...
U& "American Machinist® magazine, October 16, 1950 issue," pageé- i
169 (copy located in class 72, subclass-409) - f

ERamER DATE CONSIDERED

CERAMER: (niolal 00 eltation eongidpred, -Wummnu%m.ﬂﬂ?“’.hh“ﬁcmwm
hcnkomn‘wcml‘on‘ mmdmhvummum

. v, &; Oe2, 1566 - SH-30



o MWWM%M ‘of & statoment sader

?i%mmmm fwvo-month period in st by 38

 reguester lﬂdm}' ﬂddﬂiﬁmlmer Thennmberof
numberofcopiestobemdemtheachwuonmd
al!owweofthewmdowenvelopu -
: Whentherethmmoww.memx
vmmonclezkwmwcmontheﬁiewnpper!%
- copies - needed— ‘is - Owaer.’ A 'tratigmittel
form could also be placed: inside the file with o similar
:nomntoalerttyphu,ﬁwmiw any snyone cle
taking part in the processing of the reexamination that
noaddmanalcopieomneedad :
2265 Exteasion of Time [R-4] ‘
Tbeprovmomot‘37CFRll36(n)md(b)m
NOT applicable to reexamination proceedings wader
sny circumstances. Public Law 97-247 amended 35
USC 41 to authorize the Commissioner to charge
- flees flor extensions of time to tike action in an “sppli-
cation”. A reexamination proceeding does not involve
an. “application”. 37 CFR 1.136 authorizes extensions
of the time period only in an epplication in which an
appmmwmwwkemmmuw-
ther an “spplication”, sor an “spplicant” involved in

of time in a reexamination proceeding will be consid-
ered only after the decision t0 grant or deny. reexam-

. 230051

;f’m&beacopytc‘besmt‘wﬁhﬁncomemtothe _

'alsomllbejwwatwo-monthstamtorypermdaﬂer
meorderfmmxmmmmmeammnt37

CFR 1.530(). “Firet requests for' # of these
statutory time pegiods will be' grented for sufficient
cause, and for: & reasonsble time -specified-—usually
one month. The ressons stated in the request will be
evaluated by the group director, and the reguests will
be favorebly comsidered where there is'a factual ac-
counting of ressonebly diligent behavior by &l those
respongible for preparing & respouse within: the statu-
toryﬁmepmod.Seomdormhequeatmqum
extensions of time or- requests for: more  then ‘one
month will be: granted -only in extracsdinary: sitas-

~1 s €, et 1086



__meomosMToSunmAmAvamn
. FINAL REJECTION;

Freqwnﬂy, patmt owners request an extenmn of
mmsuaremnthueﬁorthummeumew
needed in which. to submit an affidevit. When such a
request is filed afier final rejection, the granting of the
- requent for extension of time is without prejudice to
the right of the examiner to question why the affida-
vit is now necessary and why it was not earlier pre-
sented. If the patent owner’s showing s insufficient,
the exsminer may deny entry of -the: affidavit, not-

- s &, Oet. 1966

152 USPQ 292, l’“«@.@ 53 .(Com

_,.._utdnzedmareexmmnonptoooedmg.

.ex, that en effidevit under %937 CFR{-1.131 may not
- be used . to: “swear back” of & reference. pateat if the
- reference patent is claiming the same invention as the
. petent. undergoing: recxaminstion.  In sicch &, situation
. the - patent . owaer. may, - if - appropriste; iseek to: raise

claims, or the mhul to sdmit the m m my
%-‘MMMMmmwm

WWMRMH.

equate and is. ot in compliance. with »37 cm
5,;1 ui(b) L

" Affidsvits under 37 CFR 1131 and 1,132 may be
Note; howev-

this issue in an intesference proceeding vis' an: appero-
pmteremeapphahonnfsucharmueapphut&on

maybeﬁled.

'lhecerhﬁcateofmailmgpmcedum(WCFRls
andll())mybeusedmﬁleanypapermareenm

'mationproceedins : |
2267 Handling of Insppropriste or Unﬁmay
Filed Pepers [R-4]~ R
The appliceble regulations (37 CFR 1.50i(a),

1.550(e)) provide that certain types of correspondence
will not be considered or acknoviledged unless timely
received. Ineverycase,adecmionmreqmredasto
thetypcofpcpermdwhctheritmﬁmely

8 complies
- will not be

2200-52




ﬁMWWW mm ym»s
cipdings : which ' dop- Ssppropristé beckme of some
defect; such pipess’-will either be: remirned (o the
ssnder or Gorwarddd to ome of thres fles, the "Resn-
snpibiatiod - Flle”; he '“Pilént ' Pile” or the “Glorage
File”.! Any pepess seturasd D the ‘sender from on en-
group must be by w lottée indis

agpiniog -accompanied
mwmwﬁlmmm

W\mmm’mmwknmwm
mm‘mmwmnmmmwwmw
maintsined in the ssoigned examines’s Toom.

Tyres or DiFacrve Pavins To B LOCATED B¢ THE
“Rmnumaml-’n.n" . .

§1.248

§ 1.530b)
§1.560

Rmmzwdmmmmmm
nghtsmmvdvudmm\ "y

bemoubymemref
reau‘dwelnresmn‘?USPQ

Pin
255 (Comr Pats.
1985); In_re Reck, 227 USPQ 488 (Coms. Pats. 1985);

In re Sivertz. 228 USPQ 617 (Comr. Pats. 1985); and
In nﬂmﬁkr 229USPQ553(Comr Pats.l?%)c '

6 [Rocoasileration. [R4] om @7 crm
llll).mrupnme bvi cxsinination will be recon

'ﬁmmmmmwdmmmm
2200-53
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mmmmw‘mum---

mewml mttudimtilyhen-

person dui;nwed
will handle’ taoét 'of ‘the initial ‘cletical’ processing of
the reexamination file. | A
h Somply wide 37 CFR 112100
ot o0 the
2234 and

. 3 8 7L o P T
Mﬁrmmﬁnmw
o entry- of amendinests: in &-merged reissue-reex-

mnonproceedmg.seeMPCMSnndms

mmmesummmwnhhwﬂwmm@
m%ahouldnotmmgloyhcmoﬂ'the
prosecution a patent owner. Wi secking to
deﬁaeﬂumvenhonmchmthﬂwﬂloﬁetdm

myrmhh&eﬁademdm

patest and m«’mmwm notwluve he
“ 141) ¢

spoaity w"tbw: i
m :rmmm 2

ceieit o
memandalwshopld

; mentsmledmthepamtowner’ “response. The final

ot letter MWW i statement’hité

theﬁmlachm@maaﬁndrqemm:snot'pm
maturehubeuenmted mw mmmman_onprooeeda

portumtyforthep&t‘en
lGOorlﬁZmordertoeonunueproaecuuon.Aeeord-
mgly,boththeexammerandtheputentownershmﬂd

pre
37CFR1131andl.l32
quRmcnou—MmRmm

'l‘hestamtorypenodforrespommareemma-
uonprocwdmgwdlnomallybetwo&)momhs.lfa
response to the final rejéction is filed the period for
response typically will be extended to run 3 months
fromthcdatcroftbeﬁmquecwnmtheadvmy
acﬁonunluoaprewousextcmwnofﬁmehmbeen
grantedertheadvisoryacﬁonmnotbemaﬂedm

_sufﬁuient time. See also *PMPEP§ 2265.

- ACTION BY EXAMINBR

Itshouldbekeptmmndtlmtapawutowm
cannot, 89 & matter of right, amend any finally reject-
edchhm.addnewchim:ﬁeraﬁmlrejecmn.ot
réinstate previously ‘canceled ‘chims. A showing




: CITATION
e 37 R 111608

e g %’“‘wﬁy" N
theamendmentsarenecmryandasmtablem:s

mmmmmwwmm : “:,-f
.[n;-‘_q;:__:

aionohecuou mormume.m&”‘*
! ofnaim 141° tous dfﬁh’ﬁde,‘w&h:tupeu to

Amntownerwhokmﬁedwuhthemuy
examines’s decision in the second or: final rejection of
his or her claims may appesl-to’ the -Board of
*PPatent§ Appeals *and Interferencesg for review of
the rejection by filing a Nofice of Appeal within the

required time. A Notice of Appeal must be signed by.

the patest owner or his or her attorney or ageat, and
bewbmxteedalmgmmthefeemquiredby?lcm
ll7(e), (37 CPR 1.191(s)).

penod forﬁkngtheNoﬂoeoprM is the
pegiod set in the last Office action which
unormn!lytwo(Z)monﬁn.‘!‘hetmelyﬁmngohﬁm
response to a final rejection having a shortened statu-
tory period for responmse is construed as including 8
request to extend the period for response an addition-

2300-35 .

eoutmiewmder

. “MM W o m h
“w M“ ‘

mmmummwmmm
mmmm«mmmm

“The. mh'm"mwmsmm
mamhs&mthedaeofthem!;mmmm
wﬁmmsmaﬂnwhmmmmW

Mmmmmmm :
mihcmmmm“ﬁmmm«
mnmn&ammﬂnmmw
tha rules, he'or olie: may-file a petition: iwithtut: eny
foe,;40.-the: exainining - group; vequesdting - sdditionsl
tizse (vaually.one month);-sad: give ressoms for the ve-
quest. The petition should be filed in duplicute snid
contsin: the- address - to: - which the:response is-t0'be
seat;; I, sufficient cause -is-shown-and the petition is
filed prioe to'the of the period; sought to be
extended : (37 CFR - 1:192);; the : group. director is-au
thorized to grant the extension:for: #p 10 one month.
Reguests: for -extensions..of -time ‘for; wiore: than. one
month-will aleo be decided by the:group. director, but
will-: not: be:-grented;: unless:i émmdmity circam-
stances :are imvolved;.c.g.; desth:or incapecitation: of
the patent.owner. mmeMm&e
last calendar-day of the original: period,-as opposed to
being added to the day it would have been due when
mhadnyu&SﬂMay,SmdayorFe&tdm
Fﬂmhﬁlethebrwfwubnthepemm'bkm
wd!raﬂtmﬂmhﬂoftheappeﬂ.'memm
tion: proceeding is then terminated and: a certificate is
wmmwammwwmmd
Afeemmfmthmﬁ?CFRllT(ﬂumqmmd
wmmwmﬁumwmmmma
mm nroceeding, 35 U.S.LC. ‘l(.)-
37cm1mmmmmwmmmea
brief of the:authorities and arguments on which he or
she will rely. to. maintein his or her appeal; incloding a
concise explesstica of the invention which should in-
clude -2 reference o the invention which dhould in-
clude a reference to the drawing by reference charac-
ters, end @ copy-of the claims involved. 37 CFR
llDZ(a)mqmthewbmmdthreewmaofm
appenlbﬂef.
meesakeofmvmthcwpyoﬂhecm
mvolved:houﬂbedmblespwed
Thehm&uwﬁaewyo&wmmwmw
ingmpmwm&e:mm:imhmwm
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mm h h mm! imm mwm m e

Ymmd Mon.ndk
mmmmammﬁ
be notified by the exsminer that ke or she is allowed
one mouth to coevect the defect by filing & supple-
mental brief. Where this procedure has not’ been' fol-
lowed, the Board of ¢Patent§ Appeals Pand Inteifer-
mmmmmmumewmeu-
eminer. for ;' Whes the récord cleatly indi-
uﬁamtenuonalfaﬂnretorupondbybﬁeftom

gtomddmjectmn,formph,byfnlmew&a _

Wlmetheme m'tespo-d bybtiefappwtw‘be
ml,th&BoudofMAppuls.de
fedences§ :may- dismiss!the appeal as to'the claims -

wlved.ﬂnlu:glmentltahunngwﬂlnotmdy:

swhdeﬁcmcyofabrd s ;
’lhemereﬁkngofmypnperwhltevermﬁed_ua

wnhs’ICFR‘ll% Thernlereqxﬁrekthatthebnef
st st forth - the authorities and- srguments ‘relied
upon,~aid {0 the! extent that it fils to-doso with re-
wmmygroundofmjecﬁou,tﬁeappeil i 10 that'
ground may be dismissed. - DERDIN S

Itmeuenualthutheﬂourdof’!’ntenwAppuk
fand Interferencesd should be provided with a brief
fully stating the:position of the sppellant with respect
to each: issue involved: in:the ‘appeal 50 that tio search
of the record i6- reguired in - ordetr to determine: thet
poesition. The -fact > thét " appellant * may - consider. &'
ground to be clearly improper does not justify & fail-
monthepmd‘thetppelhnttopmntwtwthe
Board the reasons for that view in the brief.

Adntkncuonmmtbemadebetweenthehckofmy
argumént ' and . the: presentation of arguments ‘which:
carry no conviction. In the former. case dismissal i in
ordes, Pwhile:in-the ‘lattes: ‘case & decision omn- the
merits is made,¢ although it may well be merely an
aﬁrmmebmdonﬂngmundsrelwdonbytheex—
armines..

Appelhntmust traverse everygromdofrejecmn
set forth in the final rejection. Oral argument at the
hearing will not remedy such a deficiency in the brief.
Ignoring ot scquiescing in any rejection, even one
based upon formal matters which could be cured by
subsequent amendments, will invite a dismisesl of the
appeal.'[‘hememﬂonprweedmpuecomudered
terminated ss of the date of the dismiseal.

Bev. &, (Got. 1906

" Sections 121401121407, §of the MPEPY relste to
the handhng of appheat:ons and patmts undergomg

anycourtrevxcwb,aconrthas

in appropriste circumstances,
USPQﬁZ(DCDC 1986).¢ - vt
APEP§ 1216, .12.16,01,_ ax_;d._;vlzl@!)&--_. E

37m IJSJDuqafdﬁclmanmmmm (u)

Mhmmmmmummmwm
ettention of the Office.

2200-36




Theduty ofdwmwin :epmm

monthsofthcdateofthzofdertoreemme,oras
soonthcreaﬁerupom‘ble.mordatokmgtbw-

HA < filed
under. 37 CFR lSSSbyﬂwMomethe:-
ogder for reexaminstion-and before the first actica on.
the mesits. may-be -submitied s part of.the: statement
under 37.CFR-:1.530 .or may. be filed es. e separate:

disclosure stetement is filed -
as. part of & statement under; 37 CFR. 1:530., the sab-
mission -may, include a discussion. of the: patentability
issues in the reexaminstion. If, howeves, the submis-.
separate. paper, not. pact 'of o stafe-.

paper. If the. information

sion is filed as a
mmtundcr31CFRL530,thembmnmmbe

limited to a listing of the prior. art and an

explanation -
of its relevance. See 37 CFR. 1.98. Any discussion of
Mpmm:ehummmhtymmﬂnw_

exsminstion would be

improper§ .. j
Asy individusl substentially mvolved in the re-.
exmmuonmoeeedmgmayumfyhmmhadmybyf

dmcloﬂngthemformmwtheamneyoramt
having responsibility for the reexaminstion
or (o & patent owner acting in his or her own behalf.

A patent owner may satisfly. his or her duty by dis-.

closing . the information to  the sttormey or agest
having respongibility for the reexemination proceed-

2200-37

mwﬂﬂ?@k‘liﬁ(& mm«ms
is. consistent, with ty.placed on patent ap-
plicann by ‘037 CFR( l.56(a), with themapﬁm

37cm1560hm in mammm;moeaix’u@“(a}lnm
views in reczamination pending before the Office be-

proceedings
- tween exemines g the; owners of sich: patests 6r their ditoraizys

oz:ageats of tecosd must be  hed in the Office ot waich times, within -
Office bowss, ¢ tee. saspective cspminere:may designate. Interviews -
will mot. be-penmitied st.any other time or plece without the suthoe-
ity of; the Commissiones, Intecviews:for the discumion: of the pet-
enubﬂuyofclmumpamtsinvolvedmrmmmupmeeed

ings will mog be had prio.to the first official sction thereon. Inter-
vmmﬁhempdfmmndvmkeqwuthnmmm-

pmmfmtof&em ' !
 favoreble. sction: mvat be:filed by the patest owaer. An

mmmwmwfmm&m»

Myammmﬂu-wm'
pateatownetmd/ortbepwmtownes’dreprumr/
tive: are: permitted: Reguests by reexamination request-
mmpuhmpatemortoaﬁmdmm%nmbe
granted..:

UnlmtheDmtyAmhntCommmmerform-
ents suthorizes otherwise; interviews between ezamin-
er-‘and the owners:of patents undergoing reezaminag-
tion or. their attoriieys.or agents must be had - in the
Ofﬁoeatmchumwnhmomeehoun,amew
spective cxaminers mey designate,

ktcwwmﬁorthedhcusﬁmoﬂbep«whbﬂityw,
claims in. patents involved .in reexaminstion proceed-
ings: will not be had prior to the first official action
following the order for reczamination and any mhm&
mmpummm'mcmlssomglsss

. proced -
uotconductpersonalortclephomimavmwﬁre-

Rav. &, Got, 1906




vswm 1:565

dergomg reexamination is or was m\}ol\'red, such. as.

interferences, - reissues,: teexmor
and ~any vesults of ‘such - proceeding
1.565(a) requires the patent owner 0 provide * the
Office with inforination regarding the existence of any

such proceedings,: and: the resislts thereof; < if knowmn. -
Ordinagily, no submissions -of any 'kind: by third par-:
ties filed after the date of the order are placed in: the:
reexamination or patent file while the reexaminstion:
proceeding: is pending, Howeves, in ordér to ensture a

complete file, with updsted status information regard-

ing prioz or councurrent proceédings’ regarding:the:
patent under reexamination, the Office will sccept at;
any time copies of notices of swits and other proceed-
ings involving the patent and copies of decisions for

proceedings involving the patent from the parties in-

volved or third parties for plecement in the pateat

file. Persons making such submissions must limi¢ the
submissious 0 the notification end 20t include further
azguments or. information. Any proper submissions
will be promgptly plsced of record in the pstent file.
mmcnwmmmmfmm
or comcurrent litigation.

Hiow. 4, Cot. 1986

litigations,
%937 CFRY

this. u-m‘mwdﬁ'mnmmedm
the original patent claims:end .if-reesemindtion is-ars!

dered, the re¢xaniinstion’ proceedings awrmally 'would

be: merged. If the first-certificate is in issue it - will be:
withdrawsi-from issee: The second resxsmifiation pro-:
ceeding will be mefged:with the first reexamination
proceeding and prosecution: will coatinue: after the

patént-owner: and-secotid ‘réquester: have been: gweus‘z

an: oppormmty to ﬁle» scatcmem and reply.

sampatentsorpublicauomasmtheﬁmmmtor

mpnmumptmdmhmhomwhchmmn"

tisfly ‘thie’ sume issues -8 those ‘raibed in the first re-
qmmeexmmmafthemergedpmoeedmgwm

continue ‘at>the' pom reachéd in'the first’ reéxaming--

tionproceeding. If; however.mpatenuorpnmed
pubhcaum g pmuented i the sscond ‘request

which:siiise different questions thain those raised in the

first ‘fequest;: then prosecution in the mérged reexam-
mnonproceedmgwmbéreopmdtotheextentm-
eunrytofunyttutthe“ s faised. e

mepatentmerwmbepmvidedthhanoppor;
mnitytarespondtoanynewrejecuonmamerged
reeximisation ding ' prior -to' the action being
miade final. ‘See SPMPEPG 2271. If the reexamination
procwdmgsmcombined,amgleeemﬁcawwﬂlbe
issued” based upon the cambmed proceedings, *$37
CFRG!SGS(«:)

: Sumnsxons -
Itmyahobedednblehwminmmmwsus-
pend & proceeding for a short and specified pericd of

time. For example, a suspension of e first reexaming-
tion proceeding may be issued to- sllow time for the

2200-38"




5o with the ebpeces writter approval of the' group o
WWWMNWMMh
mommomm | |

mfdhwhcmmmumm
mmmmmﬁum

iner t.which the first request (Request l)sm
W 2 ghould, be; devided simmediately withou

& p‘mmmmtbegnnmRMl
it should be processéd’ i i thif point and then nor-
mally held until Request 2 is ready: for.ex parte action
wing the statement -and. reply or entil Request'2
“WWZﬂmummam
mmﬁmmkmﬁ. ;

mmbvthemdummmun.
mmmm.

Tequiremnent
that the patent: owner maintain identical claime ‘in'

both files. Any responsés by ‘the’patent' owner must

consist.of a single respouse, addresssd to both s,

filed in duplicate each bearing ‘aii signature,

formmmﬁmmmawmumﬁmn

m o g L e A e > :
bepfepﬁeiﬁachmwﬂlcrwrefetémemetwo
proceedings. A separate action.cover form for each
proceeding will be printed by the PALM printer for
each reexamination request control number. Bach re-

quester will get a copy, of the action with the sppro-

prittecoverform.‘l‘hepnmtownermﬂmetacopy‘

of each cover form and the body of the action. ...
Whena“NouonfmszomARm,.
tion Certificate” (NIRC) is appropriate, plural notices
will be printed. Both reexamination files will then be
p’mmmmmpmtbeﬁhofm
concurrent in the meaner
"MPEPCm7befmrdmetoOfﬁceofm
tions.

The above guidelines should be extended to those
atmmwhaemomdnntwommm%dm

a single patent.

2300-39 .

then the origiesl cisims of the paent. In such situe

tions the will not be merged. In NO case
mammmmmumm
beycad its theee month desdline,
” meummhocamm

rlemm s Y Mwmmﬂdma
paper s filed which requires _peyment.of a fee (&g
peiion fee sppeal s, e Mﬂe»m:! hearing fee),
Fee memd be-paid for 4 appesl bk evew though the

'et“‘mmﬂ”mwmthnsﬂwmbymex.,
mmdmector ‘The decision such a
premature | “will be made of record in both re-
examination files, but ‘o copy of the petition will be
Wbytheomce See‘OMPBNm‘I

ot acted pi to't!mtdatetommme  ro
e’mm@ﬁmmofmyof
the _multiple reexamination :proceedings is not the
memmymmwm
mﬁlm.mthemtmeummmmm
tor, has Bot acted prior to that date to mecge the aul-
tiple proceedings. A petition to merge the multiple
proceedings which is filed by & party other than the
patent owner or one of the requesters of the reexam-
ination, will sot be considered, but will be returned to
that party by the examining group director a3 being
improper under *)37 CFR$1.330(). "~

v, 4, (ee: 1908



Wymmymhm&MMQM

-vdwd 3
mwmy-iamhmnﬂwuqoﬁmﬂlﬂi)wmme
fntirference has been presentsd to, und depded by, oa exsminer-in-
chief pard the requéet. is Wed withie ts (10 days of o decicion by
umwmmmuamuﬁm
mm«mmmm.m
, will mot be delayed;. or stayed; be-

m‘ﬁem&rﬁmmmﬁ)&x&-

memofthemmmbemuﬁed(mﬂm

1.607(d)¢ The applicant must identify the patent
mﬂuyﬁm mmwmﬁmﬁ
spplicable ground®®® imcled-
m&xfappropnﬂe,thepthrmmwdmmem‘

ght§ The' **gca
msy be rejected on say:

- Prosscution of the

abddmﬁumu&ruponiﬂe,bmﬁthem’

tiom is pleced in coadition for allowsnce and etill con-
taing claims which interfere with claims of the petent
uader reexamination, further action on the applicstion
m&mmdmmmemﬁﬁmmthm
amination proceeding heas beea issued.

lthMan’m“‘hve
been disposed_of, BIf the motion is dealed by the ex-
aminer-in-chief ;

Iamofthepmvﬁmof“ﬁ?ﬂcmy .
“Anypummy,utnywmedmgtheperiodof
enforcesbility: of ‘s -patent™ file @ fequest for reciam-
ination. ***)The patent -owaer must notify the Board
under::37. CFR 1,660 within: 10::days - of - receiving
uowethg.tsthemuutwmmed.q&chmmfm
reexamination - will .be::procemsed : in: . the -normal
masner. No delay, .0f-8tay; of the recxeminstion will
occur because the requester is not-a party to the inter-
ference. If the examiner orders reexamination pursa-
aut to P37 CFR¢ 1.525. and subsequently rejects a
pawutchtmconeapondmgtoaowatmthemterfer-

mvcmusls)mdordenomm

me('bS?f‘.‘FR‘IﬁS)wﬁlnotbeconmdered,butwﬂl'

thesame.'l‘hede-
m:deofrmdinthereennﬁmﬁmﬁle,hxtnowpy

of ‘the petition will be retsined by the Office. A peti-

tion to stay the réexamination proceeding because of
the interference niay be filed by the patent owner as @
part of the patent owner's statement under %37
CFR¢ 1.530 or subsequent thereto. If a party to the
interference, other than the patent owner, is a request-
er of the reexamination, that parly may petition to
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,,..rifone orme cm of a patem}whieh_u hvolvedj

lntmmmm'mwedledm i

quired to place and meintsin the same claims in the reimue applice-
tion and the reexamingtion the peadency of the

procesding during.
metgedproceeding.'meexmh«'sacmmmdmymby

mwmtmmammwmzmﬂmmmmw
lymtctedmtobotbﬁh.m i Mw

Msmmﬁmmmmmwmmdﬁez

reigmed patent.

e e e g

ﬁé@encrdpohcyofme'Ofﬁcemmmatmaﬁ;
plication examination and a reexamination proceeding:

will not be conducted separately. at the same time as
to-a particiular patent. The resson for this policy is to

permit timely resolation of both proceedings to the
extent possible end to prevent incounsistent, and possi-

blyconﬂiwng.amendmeau from being  introduced
the two- proceedings on behalf of the pateat
owner Accordingly, if both a reissue spplication aad

e reexsmination proceeding are pending
oa & patent, a decision will normally be made to

merge the two proceedings or to stay one of the two.

proceedings. The decision as to whether the proceed-
ings are to be merged, or which proceeding, if any, is

2200-61

Yy S TE L iar S l, o 7 rag v, it R JEES,
mdmwhh”llﬂ-l!ﬂudﬁepmmmwmbere-

.concurrently .

,.: i’, ¢ !m'“ “
and 337 CFRC l.SlSuqnire&mmn wnthn:
threemonths%wmmmmaweofﬂnereqm;

mo%emymmm:{nmmmeamﬁ :

cate at the termination of a reexansinstion proceeding,

evennfacopeudmgmmueapplmmanmherre-

exammmonrequmhasalrudybeenﬁ!ed

Comsmm'nons N Dncmme Wmmmk To MERGE
THE Pnocmznmes on Wun’mm To S’!‘AY A PRo-
caznmc o

‘I‘bedecmononwheth«mmemeﬂwpmceedmss
ot siay & proceeding will be made on a case-by-case
bagis based wpon the stetus of the various proceédings
thhduecomdermbemamventotheﬁmluyof
the reczsmination requested. :

e, § Ok, 1506



onuo”therequman&pwmt

petent and 1ot oa-the claims 'of the original' paten
ampauntmmogmqutentm&r eesdimi

gw:ththe"”" issie application éxam:
manonwheneverituﬁmﬁkhodow{n‘mem
ests of expediting the conduct of both proceedings. In

mnkmgadecmiononwhctberornottomergethe'

two proceedings’ consideration will be given to- the
status of the reissue application examiination &t the
time the order:to reexamine the patent pursusnt to 37
CFR . 1.528 is misiled. For. example, if examinstion of
the reissue application hes not begun, o¢ if & rejection
of the primary.
Board of $Patent§ Appeels fand Interferencesd pursu-
. ant to 37 CFR 1.191, it is likely that a merger. of the
remucapphcauonenmmmonandthereemmm
proceeding will be ordered by the Office of the As-
sistant Commissioner for Pateats. If, however, the re-
issue application is ou appeal to the Board of HpPatent§
Appeals fand Interferences§ or the courts that fact
would be considered in meking & decision whether to
merge the proceedings or stay oae of the proceedings.

Bev, &, Oct, 1986

mm&em
mimation has béen made on the clﬁmf’ﬂfithgﬁm~

ether' the proceedings are bemergedorwlmh"
procwdmg,tfany,tsmbemyedaﬁeranorderm_

ezaminer hos not been sppealed o the

s following 8 - reissue - applicaticn:
mmmweumammm
tory period for response of one month unless a longes’

eriod. for response clearly, warranted by the mature.of -
’s action. The : iction; will
normaﬂybeﬁnalandakohsvea“ommonﬂ:penod
for response. These shorténed ‘periods” are Convidered
necmrytopreventnnduedekymtetmmtmgthe

files should be forwarded to the Office of the Assist-
ant Comshissioner for Patents for consideration as to
whemro:nottometgeﬂnemoceedmgsmmywe
proceeding.

. Where ree:mmuon has ukeudy been ordereﬂ
prior to the filing of a reissue application, the follow-
mafaetmmybecowderedmdemdmswhethaw
mgeﬂlepmeeedmpormymeproceedhg

8. The status of the reexaminstion proceeding Fm"
mm:mtmmb&nmved a
mo%embemmkd,aﬁmlmmbeen
given, or printing of certificate begun? = -

b. The nature and scope-of the reissue applicstion:
For example, are the issues presented in the proceed-
ing the samie, overlapping, or completely- separate; -
and are the reissue cluims broadewing of related W©
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thmmwwzm;.umm
YMPEP§. 1453. . The ezaminer,, in. exomining the.
merged - i wmapp!yﬂwmm
mlm.andcuelawmthemged This is
appropmtemvnwofthefmthattkcmym

to3SUSC Mmm;mmemdwaofm
tion proceedings. . - o

hmmmmpm ‘ i
umpmeedmgmeexunmer’saemnswmmthe
forniv of a'simgle -actioa which jointly applies o both:
the reissue application and the reexamination: progoeds!
ing. : Théaction-will ‘contein: identifying ‘datu: foF Goth
Mvmwmmdthemnmmm
img: mmﬂ'bepbymllyuenterw_mm “filen,:
which: will be: 'miintainkd - as-séparate filds’ - Amy: 16+
sponses by ithe: applicant/patent rowner i such: &
merged proceeding must consist of a‘simgle respdsse,
filed in: duplicate, for ‘entry in both' files ‘sad sesvice of
copy:must be made on the reexamination: reqaester.-A>
copy:of all Office -actions will be’ mailed to the reex-:

reexamination certiﬁcnﬁe under ‘037 CFRC 1.570 in
accordance with the last action of the Office unless
further action is clearly neéded i’ view of the differ-
mehrulesrehhngtoreenmimﬁmmdtm.
proceedings.

If the spplicant/patent owner in such & merged
pmeeedhgﬁlesmexpraswmdonmmofﬂnre-

issue, ap; n purspant to 37. CFR 1.138, the next
Omceachonoftbeexmnerwﬂlweeptthem,~
sbandonment, dissolve the merged pr
coatinue the reexamination pmceedmg Any grounds»
of rejection which are not spplicable under reexam-
ination should be withdrawn (e.g., based on public use.
or sale) and any new grounds of rejection which sre
applicable uader reexamination (e.g., improper beoad-
ened claims) should be. made by the examimer upon
dissolution. of the mecged proceeding. The existence
of any questions semaining which cannot be consid-
ered under reexamination following dissolution of the
merged proceeding would be noted by the examiner
snotbemgproperunderreenmmampmmw
37 CFR 1.552(c).

2200-63.

mmanonreqmterbutnottomyamerm_my?

RrgRi :
mmmwmnmmwwmm;
coedingn, on. 40 one: proceeding heosme of the
mkmmmmmm TR
1.515) end -onder to reszamine (%37 CFRG 1.52%) it
will not be comsidered, but will: be returned to the
party submitting the same by the ezamining group di-
rector, mmﬂmofw!mherthemhﬁm;h
mmmm

pmwmumbofm*mm&ermf
tion ‘gind the’ feissue gpplication file, but no copy:
pm wﬂl be mtmned by the Ofﬁee, See':‘
Thepeﬁmtmer’may‘ﬁletpeﬁﬁmﬁmdu 37%

ﬁ !PE l~ e i i v k : :--:V_ .4'
butwﬂlberemmedtotha ,pnrtybythg
group dxrecmt & bemg mnproper ‘under 837 CFRQ

Mdemmmmormm,wmg@the
mm@onemnmmmdthgmmmum
proceeding, or fo stay one ps g because -of the
othet.wiﬂbemndemthemeofthemm
Communon for Patents. Such petitions to merge. the

. of_stay. one., ofthe : because
of the other; whwhareﬁledbythepctentowmor
themqmasbwqmmmtheMeofthe order for
reexamination will be referred to-the Office of the As-
sistant of Commissioner for Patents for decision.

FnrsmMzmanPaocmm

Whuc the proceedings have been merged and a
peper is filed which requires payment of a fee {e.g.,
petition fiee, appeal fes, brief fee, orel hearing fee),
oaly. & single fee need be paid. For example, only one
fee need be peid for an appeal brief even though the
brief relates to merged multiple proceedings and a
copy must be filed for each file in the mesged pro-
ceeding. SR TS S

B, 4, Out: 1588




W mu &%

wmmma 'l'huommmh' y
tendedonlyupon'ashowmgef i
“PMPEP¢ 2265. See generully Raytek, Inc. v. Solfan
mm.zuvsmmmnm '1981); Dress-

1114 ™Dy ‘Texas, 1981); Digiial Magnetic

egnetic’ Systers,
I, v. Ansley, 213 'USPQ 290 (W.'D. Okls., 1982);
. 217 USPQ 985 (twed.;

*Gould' v. Control Laser Coi
Ci:§ 1983); $The Toro Ca. v R.L.-Nelson' Corp.,- 223

USPQ 636 (C.D. Hl. 1984); In re Vanico Machine and
Tool, Tne., 224 USPQ 617 (Fed. Cir. 1985); and Loff~

landBros.CavWWamEmrgyCorp. 225‘

USPQ 886 (W.D. Okla 1985).¢
FEDERAL COURT DBCioN KNOWN TO EXAMINER
Arm'rmamDnmummmnonmkn-
QUEST FOR REEXAMINATION I8 MADE . ,
lfafeduﬂoomtdednonmﬂumﬂuofam
is known to the ‘examiner ot the time the determing-
tion on the request for reezamination is made, the fol-
lowing guidelines will be followed by the emaminer,
whetlier or not the pesson who filed the request wes
a party to the litigation:

v, efifie. 1906

mmw%mmmhuw
vMeom mn«m«d mmqm/
(Codnr. Pat. 1981).: >
Wlﬂekuthepowyof&eﬂmcewuambum-:
o ‘mmmssu.sc 302p¢rm:te-‘

”'"‘"t cuse. ‘See-

, Ine.” v. Ford Motor Co., etal 211 USPQ

mwmm o . o
W based on o) the —rp

(4)Whmechimhavebeenhﬂdvﬂﬁbym&&r
‘couft; @ bt will be ordeved by
er if (a) additional prior art is relied on which is not-
merely cumulative to that before the court; (b) the ad-
ditional - priof -art: reives - issues - which - were mot ve-
solved ‘on ‘the merits: by ‘the .courty and (¢) the: addi-:
wmmnmwmemﬁu;
(ﬂmmmmchnnsmaddmonmi
mmmmmmmm<
tion 'will:-be ordered. if-(2) 4 substéntial néw: question:
of patentability ss:to (hose:additionsl claims is preseat
md(b)themqmonmmtrmlvedbythc‘_
mnmudm sivn et 7
Nﬂhmmmmammt,m
mmmmmwmum-
a3 a-decision on:the: merits insofar s ths: parties 1o the
lmm (orwthamoxy) meoneemed. A consest:

whwhthemwmakmaﬂerafedaﬂcomdm\
mmmbeappmvedbytheexmmmggroupdmc
tor.. .
Fuadmofthepohcymmﬁcamm
where g, federal. court. decmnhnbmmaedwe
WMPEP§ 2242,

RmammquCmcuerm‘\m
puT OpvEzeD Peior 70 Fepural Cover DRCIEION

Inviewoft’hemwrymmdatetomketlwdeter
minstion ‘on’ the rejuest’ within three months, the
Office realistically liss'no clicice but to make the de-
terinination on the request based on the record before
the exsminer without awaiting & decision by the Fed-
eral cowrt. It s mot realistic to attempt to determine
what issues will be treated by the Federal court prior
to the court decision. Accordingly, the determinstion
on the request will be made without considering' the
mmmememﬂmmk
ordered the reesamingtion will continve until the
Office becomes aware that a triel on the merits has
begun et which time the reexaminstion procecding
normelly will be stayed, sue sponte by the examining
group director unless a proper petition to stay has

2200-64




243,252 (Fed: Clr.. "The patant owaer s
requived by 37 mgkmmmﬂ&mﬁm“
the: Office $o.sny. prior or. cencurteat procceding in

rmtly myed md the court decisiof iseues; of. ﬁ:e
Oﬁcebwmamofacn&téecﬁiﬁnrelﬂﬁgtog

pending reexamination thie order [to’ reexs:

amzine #8 reviewed :to see if-& subitantisl e quéstion

ofmmhmyuﬂmﬁmmmm

i PEOE '““”wﬂlbestayed,smwte.by
the ‘ezamining group director and sny’ previously ‘or-
dctedstaywil!becontmuedunnlthecourtdecmon
becomes final.
Ometbecoundemmnmdnnconuolhngln
circumstances where vacating the order is-not sppro-
priate, claims not under cousideration because of the
court decision will be indicsted ez baving been. with
drewn. from: comsidesation because-of the court: deci-
sion. Since claims held invalid- will be-. withdrawn
fromeowdemtwnandmtreeummeddunngareex
amination proceeding no rejection on the ground:of
eollateralatoppelwdlbeappmpmtemreemnuu-
tion.
OAcomentJudgmemmtreatedasa“decmonon
themenu”utothepamesofthchtxgatmn,andu
controumgutoaﬂoftbedumscovetedmthecom-
sent judgment with regard to any prior art (before the
court or otherwise). If a consent judgment between
the patent owner and the reexamingtion requester
issues, the reexamination proceeding should be re-
viewed to determine whether & substantial new ques-
uonofpatenhﬁﬁtymlfthecmentmdmt
covers all of the claims in the reexaminstion, notwith
standmgtheprman,theordertoreeumﬁwshould

220065

noanyapmwhonm:npuﬂywthewm-
. ] M h N : e pberptaclit

tion mmiwmd (with WW in 37 CFR
bm»k I this sogend ses Ju. re Johuson, : 230 USPQ

240 (Comm; Pate mumwmma
mmmamwmmm :
reexsiinstion vhould coutlnve oaly'es v 'those claime
not cbvered: by’ ithe WW‘M ‘claims
W?w”ﬂe M. mwma

A eothsment hu 0o m 9" =~ G gl

mdhw%kﬁleﬂﬁwrmwm
mmaﬁun (’037 GFRO 15!5) md‘otda-m menmine’

tamedbytheOfﬁée. See‘bMPEP’QZZG‘I e
=iy petition’ Dunder 37 CFR: llszqwuaythereex

amination proceeding because of lmgauon? may be
filed: by the patent owner as a.part of.the patent
owner’s statement tmdet 4937, CFRQ 1.530. o5, subse-
quent thereto. If @ party to:the litigation; other than
the: patent-owner, is a requester of ‘the reexamination,
thntpanymypetmontmderﬂmnmwmy

erumyoul noﬁfytheOfﬁceofﬂxeliﬂgahonpum—~
ant to %37 CFR‘!SES(:)md*WIPBP‘HSZ. If the
otherpcﬂyeoﬁugnuonwnotthemqmr ‘any peti-
mbyMpMymlmproparW’OS'ICFRC
1.550(¢) end ‘will not be considered. Any such jm-
properpetmanswiﬂberetumedtothepfartysubmxt-
ting the same by the examining group director. Peti-
tmnstostay,ﬁhdsubsequenttothedateoftheorder
forreexmnnauon,wiﬂberefeﬂedtothe()fﬁceoftbe
Assistant Commissioner for Patents for decision. All
decisions on the merits of. petitions to stay reexaming-
txonproceedmgsbecauseofhnaauonwiﬂbemadem
the Office of the Assistant Commissioner for Patents
on a case-by-case basis. If a timely petition to stay is
filed, the examiner should forward the reexamination
mdptzeatﬁlwtothe()fﬁeeofthemcom
sioner for Patents for consideration. .-

Haw. &, Oet. 1906




mmfmmmmwm
ﬂbecmnduedm&oﬂnsﬁwﬂbefoﬁonﬁn
resolvedonthemmbnme‘m 'l'hsse-

the “examiiner mst completea“NouceofIntentm‘
Issue & Reexaminstion: Certificate and/or : Exsminer’s
Amendment” (NIRC) and: prepare: the: reexamination’
file so that: the Office of Publicstions: can: prepare and
issue . & certificate: in ‘accordance with 37 -CFR-1.570
and 35.U.S.C. 307 setting forth the results of the reex-
ammprcceedmgandtheeonmtofthepam
proceeding.. See *HMPEP§ 2288.. .. -

QTherlilesdonotprovndeforanamendmentiéb; |

ﬁled in & geexamination . pro -after. prosecutwa
has been closed 37 CFR _y,l,‘.312 doea not apply i m rees-

been closed must be accompaned by 8 petition undu'
37 CFR 1.182 to have the amendment considered.¢
Normauy the. tntle will not .need to be_ changed
dunng reexamination. If a change of the title is neces-
sary, it should be done ss early as possible in the pros-
ecutxonasapart of ‘an Office’ Action. If all of the
claims are aflowed and & Notice of Intent to Issue A
Reexsmination Certificate has been or is to be mailed,
8 change to the title of the invention by the examiner
may only be dotie by way of an Examiner’s Amend-
ment. Changmgthctntleaudmelymitialmgme
change is not permitted in reexamination. i

B, 4, Oct. 1986

e TEENEE

mmzmzmmmwhm
mwiththcdmmmdmw wese sctually
searched and other arees consulted.
b.the“ﬂmNo.FwO.G"m-wbemMa
W%Mhmmu@
e the"m Fia, Forbm and Fom.
0.G." boz—4t0 be sure that. en appropriste drawing:
ﬁweumodhmmtmgmmmm

ammat&mummmw'
siry data i inchuded thire 40 bais -

thewuﬁmtemybeamchedthetetowhenumues.-
.Ifthepctentowwdmthemmofthem
neysoramtstobepxmﬁedontheoemﬁmtc.am'
rate paper limited to this issue which lists the names:
mmwymmmmmmmwm
the cectificate must be. filed.. A mere’ power of aitor-
mmehnaeofad&uun@araqmmme
nsme appear on the certificate§ -
Ifa)propa‘merhasbeenmbmmdbythe‘
petent- owner indicating: the nanies: of ‘the attorneys
por -ageats§ o' be' published on ' the certificate, that
peper should be physically: placed on top of the other
p:pminthemofmereexmimﬁonﬁleattbe
conclnsxonoftbeptoceedmgs
“The exsminér must also complete s checklist form
PTO-1516 for thé reexamination file which will be
forwndedtotheOfﬁeeofPubhcaﬂom:demfymg'
2. Any amendments to the abstract and description
bAnyamendmemstothcdrawmgs
c. Any terminal disclasimer or . dedication filed
during reexaminstion.
d.Anyeuhﬁcaw(s)ofconecuontothepmem
e. The petentability of claim(s) (end)

2200-66




mhed to be puteaubh a8 muded - (Note:
cws)mhepﬁmedwmmue.)
“k. Clain(g) (e} i

ISR TN ;" dependent
oanammdclmw(m)mwupa—.,

entshle. (Note: to be used for:claims: which sre moe
W.Awdedd%mmbewinjabwe).
-1 Wew: claim(s) . (end) .

claim(s) to be printed on certificate.)" :
m. Clalnis) - (). e 9 (m);
m ;

o.AnydemonofﬂwPatentanddeeumrk
Office, Federal couttorother_fomm which may
affectthevahdxty of%hc atent, but w

Aﬁmﬂwmwhscomgkwdthemmd
the reexamination ‘and . patent: filés have been tarmed
nthereenmmauonclerkwﬂlmpletethekm"
ination Clerk Checklist Form PTO-1517. The rees-

ammatlonclerkwnllrevnsemdupdatetheﬁlesand
forward the reexamination file, the patént'file, clean
copy of the patent, the Examiiner Chiecklist:

ination PTO-1516, and the “Reexamin

“Clerk

Checklist PTO-1517 to the Office of Pubhuuam for'

printing via the appropriate Office.
Theclerkshomdchecktoseelfanychmgesmes-
pecially:
a. the ut!e,
b the. mventor,
c. the ass:gnee
d. the continuing data,

e. the foreign priority,
f. the address of the owzer's attomey, or

g- the requester’s address

havebeenptoﬁpedyenteredon‘thefaceofthereem--

ination and patent files and in the PALM data base.
2288 Issuance of Reexanfiuﬁ'nn Certiﬁm
[R-4]

35 US.C 307. Centificate of patentability, unpamwbub:y. and
claim cancellation (&) In a reexamingtion proceeding uader this
chapter, when the time for appesl has expired or any sppes! pro-
ceeding bes terminated, the Comminioner will issue and publish 8
certificate canceling any cleim of the patent finally determined to
be uapatentable, confirming any claim of the patent determined to
be patentable, and incorporating in the patent sny proposed emead-
ed or new claim determined to be patentable.

L4 @ @ L ©

. 37 CFR 1.570. Iszugnce of reexamination certificate after reexam-
ination proceedings. (8) Upon the conclusion of reexaminstion pro-

2200-67

it s (exe):
addedmdmrmmedtobeplmble.mme:m;

ut whlch have nnt_:

kgenm-"

(6) The conificase vl be maifed au the day.of s Suts 1 the -
MM“MWQWM&‘IM}Awdg

h oemﬁ}mwmwfmmmemormpm-;

mdmgand the cuntmofthe pateutsfqlloymg the:

a.eancelmyclumsdetermmedtobempﬂenmble,

b. conﬁrm any patent clmms dctermmed to be pat--l
entable; -

c moorpomtemtheputentmyammdedornew
claims detemmedtobepatentable; R

d. make any changm in’ the descnptxon appmved
during reexamination;

e. mcludeanymmcorydmlmmerﬁledbythe
patent owner;

ftefertoummendedclmmsheldmvahdonﬁml
holdmgbyanotherfommongmundsnotbasedon
patents or printed pubhcauons, S

g refertoany patent lems not mnmm

1. refer to patent clmms dependent on amended
claims, determined to be patentable.

If a certificate issues which cancels all of the claims
of the patent, no furither Office proceedings will be
conducted with regard to that patent or any reissue
application or reexaminsation request directed thereto.

If a reexamination proceeding is terminated by the
grent of a reissued patent as provided for in
§ 1.565(b), the reissued patent will constitute the reex-
amination certificate required by 35 U.S.C. 307 and
this section.

Biwv. &; Ceti 1528



mea‘u INID Gode 1451 (o0e »mm 301,08 Thef
title, name of inveator, international and U.S. clissifi--

cation; the > abstract, #nd’ the ‘list' of prior: art: docu-

ments sppeiir st ‘their respective INID vode ‘designs-
tnonsmuchthesameasupreseﬁlydonem'uﬁlnypu-;

R the ﬁlnﬁg date md nmnber of the request is.

by “Reezamination Request™; -

preceded
2. the pctent for which the cemﬁcamn xs now;.

mueduldennﬁedunderthchmdmg “Reexamma
tion Certificate for*; and

3 thepnorartdocumenﬂcltedatINmoode
[56]wﬂ1beonlythocewhcharepanof’th¢:egxi
amination file and cited on forms PTO-14 9_’V(andi
havenotbeencroenedoutbeeamethey‘w enot;

‘considered) and PTO-892.

Finally, the certificate will specify the claims con-

ﬁrmedupatenmblemdthoumce)led Any . new
clmmswmbepnnudmdan améended claims will be
printed i the amendments thereto. Arly prior
oourtdecxmwﬂlbendexmﬁedaswellasthecm-
tion of the court decisions. , ,

Higw. 4, Qet. 1906

mmwnhammamwmw

2292.. Distribation of Certificate
Acopydmemmmmmw
mpledtomheopynﬂhepuaunﬂmmmhmua
A copy-of the certificate will also be made a part of
mmmmﬁbyhﬂ%ew‘
to the: issuance of the certificate. .
fAcopyoNheoettiﬁutewﬁ!dsobeMMdedm-
all-depository libraries; and to those - foreign  offices
whwhhmmmhmgeagxmtwﬂhthells.;,
Patent and Trademark Office.: - : i

zzﬁsmmmmm

wiﬂhvethenmeelwtuahtqmmmm«
dﬁsﬁﬂehmmm&enﬂtduymwho

USC. 252“ apply equall in téexammauon and reissue
situations. - ]

2294 Tmnmm

Terminated reexaminstion files in which reexamina-
tion has been denied should be forwarded to the Files
Repository (Location Code 920) for storage thh the
patent file.

The files sent to the Files Rep “mygst have
exther(l)acemﬁcatedatemdnumber(ie a Reex-
amination Certificate has issued), or (2) the word
“Ferminated” written in green ink on the face of the
ﬁleatthetopbetweenthewﬁd“keem“mdthe
patent -number.  ‘The' Reezam Clerk in each group
should meke sure that an sppropriate refund hes been
made before the word “Terminated” is placed on the
file, and the file is sent to the Files Repository.
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to wid pulser to lacrense pulse off-tme for coch of sold
S 'asid 6 b Conlirmed. nmwwmmmmvum

et 10 Cierenct e s 3 G o

demﬁrmaﬁﬁam

off time ratio for said pulses, wherein the improvement
comprises means operatively commected to said gap on-off . time rotio, @ drive stage coupled between seid

,mmnzm%mm“mmm”nwawmmmwwamm

sive to said condition and operatively conmected be- W “mm means coanecied
tweenmdlm-mcm:ouedmnsmdwdpuherfor ,,,,,,,,,,,,,, mwm i ' s cos

increasing the ofi-time of ‘siid switch for each of said providing "m"’"""

pulses, but maintaining . its ‘on-time.for .each of said oﬂ'am&tn*w &: y

pulses constant, and for returning said puser wo'said , % Tme ¥ pulsé o

predetermined nﬁéaﬂ«mﬂo!mm ﬁmlm
3.lnmammmkrmmmamm "

workpiecce by passing machining power pulses-be.

tween (a tool electrode and said . YOTupieEce ect

dnelecmcmlamﬁlhdmnpomr ‘
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REEXAMINATIONS
AUGUST 3, 1982

Watier emclound in heavy bracken § 3 eppoure in the patent but Gorme vo post of (i cossamingtion specification; Mater pristed
in ialice indicates edditions mede by covsomination

BE 3,616,768 (31}
ELECTRICAL DISCHARGE MACIHENING SHORT
ammmmumsmormmm
w:::un.a-n.n' . %o Colg lodus-
Recxarsimatios Rogusst No. $6/600,808, Jul. 27, 1961,
Bee: for Potems We. 3.614,960, loswed

numinatien
Get. 19, 1071, Ser. Ne. 1,732, Jan. 9, 1070,
US. CL 2ie-40 P Int. Q1.2 B2SP 1/02

AS A RESULT OF REEXAMINATION, IT HAS
BEEN DETERMINED THAT:

The patentability of claims 1. 5 and 6 is confirmed.

Clzims 2, 3 and 4 are amended and determined to be pat-
entsble.

| o providing machiniag power pulses

imﬂ etuu:s oa-off time durstion scross & machining
gep, wherein the improvement comprises sensing for
shont circuit condition of said ‘:F responsive (0 said
condition, increasing the ofi-time of said pulses but main-
teining ssid on-time constant; and, subsequent to removal
of said condition, restoring the ofi-time of ssid pulses 1o
ssid predetermined lime duratioa.

B1 4,016,395 (12¢h)

WIRE ELECTRODE FEED FOR
ELECTRICAL DISCHARGE MACHINING
FmP.WMNﬁ&mn‘gMIM
Reexseninnticn e, 90/600640, Jel. 29, 1941,
Beenemiantion for Patent Neo. 6516,395, kuued

Age. 9, 1977, Ses. Wo, 532,260, Dee. 12, 1976,

U.S. Cl. 21969 W Tet. C1.° B23P 1/08

AS A RESULT OF REEXAMINATION, IT HAS
BEEN DETERMINED THAT:

The patemability of claims 2-5 is confirmed.
Claim § is determnined 10 be patentable as amended.

f. In en electrical discharge machiniag alus in-
cloding & machine (ool having & head whick provides

* rocking & out of it Jenttpoted posiion relste oo
its junl it ive to
to provide cmposmo'a

and ellow for initizl threading of the elecirode wire;
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ssid workpiece being mounted on & first table control-
iably movable im an ¥ anial direction, said figst table
being further mounted on & second tsble for con-
trolled movement in ¢ Y anisl direction; snd ssid
elecirode wire being maintained in a precisely edjust-
able, vertical path by a pair of guide rollers, each of
said guide roliers having its axis of rotation orthog-
ons) to the axis of rotstion of the other, ssid guide
rollers fusther moumied 8¢ points speced from the
upper aad lower surfaces of s9id workpiece, respec-
tively, each of said las! mentioned guide rollers being
edjustable and lockable in the anis? direction (0 pro-
vide for lg;mmm €0 & precise degree of the verti-
cal path of eid wise proximate (0 seid workpiece
and each of said lasy menitioned guide rollers havwing a
circumferentiol groove for retaining sald wire.
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