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2105 Patenuble Subject - Mltter—Micro-
organisms ;

ThcdecmoftheSupremeCourtmemondv
Chakrabarty, 206 U.S.P.Q. 193 (1980) held that micro-
organmmsproducedbygeneucengmeenngaremt
excluded from patent protection by 35 U.S.C. § 101.
Ituclearfrom&eSupremeCourtdecmonandm
ion that the question of whether or not an invention
embraces living matter is irrelevant to the issue of
patentability. The test set down by the Court for pat-
entsble subject matter in this ares is whether the
living matter is the result of human intervention.

In view of this decision the Office is issuing these
3u1delmesastohow3$USC 101 will be interpret-

'IheSupremcCourtmademefollowmgpomtsm
tthhaktaburtyomnm

t. Wbymmmammmum
the term ‘masufeciure’ in § 101 in sccordance with its dictionary
definition to mean “the production of articles for use from saw ma-
tesisls prepared by giving to these meterinls new forms, qualities,
mﬁm«mmmwmmmwm

.“lnchoom mhmwmnmmemdm
poﬁﬁonofmwr. modified by the comprehensive ‘eny,” Congress
phiﬂyoonmmedthmthepmhmwm«ibemwde

aoope.

3. “The Act embodied Jefferson’s philosophy thet ‘lageauity
should receive a liberal encouragement.” V Writings of Thomes Jel-
fereom, 8t 73-76. See Groham v. Jokn Deere Ca, 383 US. 1, 7-10
(1966). Subscquant petent stetuies ia (836, 18670, end 18% eaployed
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mummdMMdm

8 mm»mwgmm.,mu.s. 127(19‘8).
“Hete, by comtiant, the pateatee MM a mow bacteriom
with merkedly differest charactetistics from eny found in mature

and one baving the polential for significent wiility. His discovery is

;mmsmuthyunM

subject multey -derﬂml"

ArevnewoftheCourtsmementsaboveaswdlas
thewholeChnh:hutyopsnmteveals
(l)ThattheCmdndnothmxtmdecumtoge—

neucauyenpwdhvmgmgmm oo
(Z)WCmmwdambemtuprem-

tion of “menufacture™ and “  of matter™ in

Section 101 (Note esp. quotes 1, 2, and 3 above),

- (3) The Court set forth several tests for
whether patentsble subject maiter uader Section 101
is present stating (in Quote 7 above) that:

WWMWMWWMW
mmmmmwmwmmmmm
buman-zade nventions.”

Themmfmhbymemnm(mmny
the italicized portions):

*“The laws of mature, physical phenomena snd ab-

stract ideas™ are not patentable subject matter

"‘Anonnmﬂyoocurmgmmufmtmmcmpw-
tion of metter—s prodect of humss ingenuity—
having @ distinctive name, claamcwr lond) use.” is
patentsble subject matter.

*“A new minersl discovered in the earth or & new
plant found in the wild is not petentsble subject
matter. Likewise, Einstein could not patent his cele-
brated E=mc® sor could Newton heve patented
the law of gravity. Such discoveries are ‘manifests-
tions of . . . nature, free to all men and reserved
exclusivelytonone.‘”

*“However, the production of articles for use from
mwmﬁuﬂsmputedbygnvmgwmmmk
whetkcr by hand, labor or nwd@ery (empm

added) is a manufacture under Section 101.”




be_ lowered.. Thereqwemenu of 35 U.S.C. 102 snd
103-still - apply. The tests-outlined sbove simply mean
that a muonalmbasts‘ w:ll«be preseat for_ any §lOl de-

Dtehr, 450 US 175, szSPQl (l%l)andDiamond
v.: Bradley, 450 U.S. 381, 209 USPQ 97 (1981) signifi-
cantly affect an eissiines’s analysis vader 35 US.C.
101+ of - patent applications - involving  mathematical
equatxons,mﬂsemmuldmhmsmdeompmerm

grams, -

ln3SUSC 101 Congreshnsetfotththecate-
gonesofmvennonsordmovmwhtchmybeput-
entable as comsisting of “any new-and useful process,
machine, manufacture, or composition of matter, or
any new and useful improvement thereof.” Inventions
involving mathematical equations, - mathematical al-
gorithms or computer programs, if statutory at all,
would fell into the categories of statutory subject
matter as processes, machines or manufactures. In
construing 35 U.S.C. 101, the Supreme Court in Dig-
mond v. Diekr, 450 U.S. 175, 209 USPQ 1, 6 (1981)
end: Digmond. . v. Chakrebarty, . 447 1.8, 303, 206
USPQ 193 (1980), has applied a brosd interpretation
wmmmbjectmam:os“somchxdemyMg
under the sun that is made by msn.”

The Supreme Court also reitersted thet certain cat-
egories of inventive activity should ot be considered
statutory subject matier. As set forth in Diamond v.
Diehr, 209 USPQ 1, 7 (1981), “Exscluded from guch
patent protection are laws of nsture, physical phe-

nomena, and sbetract ideas.” Citing Parker v. Flook,
437 U.S. 584, 198 USPQ (1978); Gottschalk v. Benson,
409 U.S. 63, 175 USPQ 673 (1972). A “scientific truth,
orthemuhemamdexpmonofn,maotapatent-
able invention,” Mackay Radio Corp. & Telegraph Co.
v. Radie Corp. of America, 306 U.S. 86, 94, 40 USPQ
199, 202 (1939). In Gottschalk v. Benson, supra, the

'tm'y I this r
'USPQI (lﬁsl)demoa

elements andithm‘im lgnote the preseace.of the old

itself, is of Ho relevance in"determining

38 USC. lOl.(SeeDiava M MUSPQI
10 (1981)).

Hmecmofmapphmmmdimmdwldym
oae of the above judicially excluded grems of inven-
tive activity, it is clear that a pateat shall not issue.
However, a cleim is not -under 35 U.S.C.

101 merely because it mc!m a step(s) m' element(s)

law may be gleaned. fmm the Dmmud v. Daekr 209

clements in the snalysis.”. . "The ‘sovelty’ of any
dmntorstzpsmaprocms,orevenoftheprm
‘whether the

subject. matter of -a claim falls within the 101 catego-
rwsofposm‘bleputentabkwbjectmtter’ (emphws

lanmplemcnts or applies that formula in g s@ruct;xreor
proceaswhsch,whencons:deredasawhole,tsper
forming a fanction ‘which ‘the patent laws were de-
signed to protect’ (eg, transformmg or reducing an
article to a different state of thing), tlgeu the claum sat-
tsﬁesthereqmrememsowwi”““i :

3. “When a claim recites @ mathematical formula
(or scientific pnncxp!e or pbenomenon ‘of nature),
mqmrymustbemaﬂemtowhetherthechmnsseek»

ing patent protection for that formuls in the abstract.”

‘(Ifthe claim does seck protection for such a math-

ematical formula, xt would be non-wtatutory under 35
U. S C.101). *

& “A mathematical formula as such is not accorded
the protection of our patent laws . . . and this princi-
ple cannot be circumvented by attemphng 1o Lirnit the
use of the formula to & particular technological envi-
ronment.” . . . “Similarly, insignificant post solution
activity will not transform an unpatentable principle
into a patentable process

5. WhenaclamasmParkerv Flook 198 USPQ
193 (1978), is drawn “to a method for computing an
‘alarm limit® (which) is simply a number,” the claim is
nog-statutory under 35 US.C. 101 because Flook

“sought to protect a formula for computmg this
nember.”

6. “Itunoweommonplwethatmapp&cation of a
law of nature or mathematical formula to & known
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memmm&bewmdm
protatlion.” - «Funk Bros; Seed Co. v. Kelo Cai,
333.U.8. 1127, 76 USPQ 200 (1948);- Bibel Process Co.
v. Minnesota and Ontario Paper Co.; 261 U8, 45
(1923); - Cochrane v.. Deener. 94 U8 760 (1876);
Q'Reilly v. Morss, -15 How. &(l&ss)gndl.mv
Tatham, 14 How. 156 (1852).

35 U.8.C. 101 CrLamm ANALm

In determining ehg:bnhty for patent protection
under 35 U.S.C. 101, theSuptemerurtmDiammd
v. Diehr, 209 USPQ l (1981), requires that the “claims
mustbeconndereduawhole”Cénmtentwuhthn

the Court concluded that “s claim
drawn to subject matter otherwise statutory does mot
become non-statutory simply because it uses a math-
ematical . formuls, & computer program, -or - digital
computer.”™ Thus, the fact that a claim' speciﬁes that a
computer: performs certain: calculation . steps is irrele-
vant foe the purpose of determining: whether statutory
subject matter- hss been recited. The fact that an: ap-
plwaﬂon «discloses that a:mathematical formuls is im-
plémented :solely. by. computer pxogrammmg is likes
wuematemlﬁorthmpurpme 3 ~

Tthourt’smqmrementthatthc“chmsmm’be :

eoas:dmd ‘a8 8. whole”: in-effect: leaves: vishle  the

CCP’A’stwo»stepprocedureutforthmInnFm

man, 197 USPQ 464, (CCPA, 1978), as an appropriste

test for determining if 'a claim involving mathematics
and/or computer progreniming iz in compliance: with
35 1.8.C. 101. See also In re Walter, 205 USPQ 397 at
407 (CCPA, 1980), for clarification . of the second
such analysis, esch method or @pparatus’cisim must
be: amlyud to determine whether a mathemastical al-
gorithm is either “directly” or “indirectly” recited. If
the claim at issue fails to directly. recite a mathemat-
ical algorithm, reference must be made to the specifi-
cation in- order to determine whether claim langusge
indirectly recites mathemat:cal cdcuht:om, formnhs,
or equetions. - . - :

Ifagvenclmmdlrwtlyormduecﬂytecnaa
mathematical algorithm, the second step of the analy-
gis must be applied.: Under this step, 8 determination
must be made as to whether the claim as a whole, in-
cludmg all its steps or apparatus elements, merely re-
cités a mathematical algorithm, or method of calcufa-
tion. If so the claim does not recite statutory subject
matter under 35 U.S.C. 101.

The Supreme Court in Diamond v. Diehr, 209
USPQ 1 (1981), provides some guidance in determin-
ing whether the claim as s whole merely recites a
mathematical algorithm or method of calculation. The
Court suggests that if “a claim containing & mathemat-
ical formula implements or applics that formuls im a
structure or process which, when considered as a
whole, is performing a function which the patent laws
were designed to protect (e.g., transforming or reduc-
ing an srticle to 2 different state or thing), then the
claim setisfies the requirements of § 101.” (emphasis
added)

)1 st 89 (1980), eml m Redio Corp

iuv.m @mmwsus
86. M. ia USPQ' 199, 202° (1939), ined that
Wumm«mmm
gion of it, is mot a patentable invention, & novel and
useful - otructure’ created with' the éd of a ecientific
truth miay be.” In this regard, the OCPA noted in fn
re Walter, 205 USPQ 397 at 407, (CCPA, 1980), that
“If it appears that the mathematical sigorithm is im-
plemented in a specific manner to define structural re-
lationship between the physical elements of the claim

: (mapparumchims)ortoreﬁnemhmtchmsteps

(in process’ cleims), the claim being otherwise statu-

tory, the claim pesses muster under § 101.”
The Walter anslysis quoted sbove does not limit
pateatabiei subject matter to hlms in wluch stmctural

or non-essential post-solutlon activity. Thus, if the
claim would be otherwise statutory, id.,.albeit i inoper-
ative, or less useful thhout the g
likewise. presents statutory. subject matter when the al-
gorithm is included”. Also see In re. Panlo. 214 USPQ
673 at 676, (CCPA 1982). . .

In. regard 10 post-soluuon acuvny. the Suprcme
Court in Diehr indicated that: “insignificant- post-solu-
tion activity will not transform an unpatentable princi-
plemtoapatentableprocms” The clgims in Parker v.
Flook, : whlchwereheldtobenon-my recited a
poet-solution activity -of -updating ‘a2 number (i.e., an
alarm limit), a step relating more to & method of cal-
culation than to the physical process alluded to in the
claim preamble. In Diehr, the Supreme Court charac-
terized < the ‘post ' calculation - activity - of ' the type
claimed in Parker v. Flook as being “tcken post-solu-
tion activity.” In contrast, the post-solution. actmty in
the Diehr clsims consisted -of automatically opening a
rubber molding press, -8 step clearly tied in- with the
physical process of rubber molding. As stated by the
CCPA in In re Walter, 205 USPQ 397 at 407, (CCPA,
1980), “if the end-product of a claimed invention is a
pure nuimber, a8 in Benson and Flook, the invention is
non-statutory regnrdless of any post-solution activity
which makes it available for use by a person or me-
chine for other purposes.”

It must also be recognized that even though a claim
contains an application limiting preamble, even
though it does not cover every conceivable applica-
tion of a formula, or even though it does not totally
preempt the formuls, such a claim would be non-stat-
utory, if, when considered as a whole, it merely re-
cites a mathematical algorithm or method of calculs-
tion. As stated by the Supreme Court in Diekr, 209
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wﬁns; seismic
methods for mterpmnns'b”“““‘“ pro-
specting. The specific end use recited .in the pream-
bles does not save. the claims, from the holding in
Flook, since they are drawn o methods of calculation,
‘albeit improved. Examination. of each. chmﬁ demon-
smﬂmtmhmmmw thecll-
culatlons involved.” . st b
“Also, in Walter. k

ceptions, inter alis, m&themamlfofmnlna, methods of
calculation; and mere idess.” In: re’ Johnson' et al; - 200
USPQ 199:5t 210, 211 (OCPA, 1978).  Claims seeking
coveragé for a ‘computer program implemented: proc:

ess have been beld to be. by the CCPA in In
re Pardo, 214 USPQ. 673 (CCPA; 1982), In: re Toma,
197 USPQ 852 (CCPA 1978), and In. re Chatfield, 191
USPQ : 730 (CCPA, - 1976). In accordance with the
two-step. procedure : outlined . above, claims seeking
coverage for a computer program would be non-stat-
utory .under 35 U.S.C. 101, only if, when considered
as & whole, they merely recite a mathematical algo-
rithm, or a method of calculation which is not epplied
in-any manner to physical elements or process steps.
Such .an approach is the same as' that contemplated
for apparatus claims by the CCPA in In re Pardo, 214
USPQ 673 at 677 (CCPA, 1982). See also In re Brad-
ley and Franklin, 202 USPQ 480 (CCPA, 1979).

Certain computer program relsted claims may be
non-statutory under 35 U.S.C. 10t as falling within ju-
dicially determined e: outside the mathemst-
ics area. For example, consider the. followmg claims:

(1) “A computer program compriging the steps of:

a) associsting treatment rendered to & patient
with a fee, and
b) billing said patient in accordance with the

fee.n

Here the computer progrem is claimed, not in terms
of a specific instruction set, but alternstively as a

Mmm mmmmcm
ingthemof

Do M= 1,10 -

Do 80 M = 1,20

wltA(N) B(N) then CM) = B(M)

70 Continue * ¢ ¢ .

- This bare get of instructions feils to recite subject
matter that falls within any statutory cetegory. In this
regard, & bere: set of computer imstructions does mot
set forth e sequence of steps which -could be' viewed
as @ statutory procéss: Such ‘s.comiputer langusge list-
ing of instructions; when not associated: with'a com-
puting . machine - to : accomplish- & ~epecific purpone,
would not:comstitute s machine impleinented process;
bmwwﬁmmmmma
the mere:ides : or shstract intellectual  contept: cfa
programmer or as a collection of printed-mstter.

<Further-guidance .on handling-35-U.S.C:: lOlmes
mnyabobeglmedﬁomtheGCPAcdetnkdchm
analysis in‘the following decisions: Jn:ve Chatfiell, 1191
USPQ -730:(CCPA, 1976); In: re Johnson; -Parvick and
Lundsford, 200 USPQ 199 .(CCPA, -1979);  In :-re
Sarker;: 200 USPQ :132-(CCPA,:1978); I re: Gelovaich
and Arell; 201°USPQ:136 (CCPA;:1979); In re Bradley
and -Frankiiv, - 202 USPQ: 480: (CCPA, 1979)::In" re
Walter, 205 USPQ . 397 -(CCRA;1980). -Iin: re: Taner.
214 -USPQ 678 (CCPA; 1982); Ir re Pardo, 214 USPQ
673: (CCPA, .1982); -In : re Abele; 214 USPQ 682
(CCPA,  1982); - and In e Meyer 215 USPQ 193
(CCPA 1982). . - -

lnaddmontomdhng?aSUSC. lOlmmw
cordance with the above analytical approach; it
should be emphasized that: examiners must also care-
fully examine mathematical algorithm or computer
programming related applications to insure that they
comply with the disclosure requirements of Section
llZaswellasmenoveltymdmobvmmmqmre-
ments of Sections 102 and 103. ST -

2120 The Statntory Bars of “Public Use" and
“On Sale” 35 U.SC 1020:))

I usc 5102(5) “Apmonﬂnnbcmmledwapm

unless— © © * () the invention wes . . . in public vze or on ssle in

th:seountry,methmmyurpmrtothedsﬁeoﬂheappliu-
tion for patest in the United Stetes ® © .

Imonucnox_

The legal standards applied in judicisl decisions
treating public use and on sale issues lack uniformity.
Whatever may be advanced as a reason for this leck
of uniformity, the Patent and Trademark Office is still
confronted with the pragmatics of 37 CFR 1.56
(Chapter 2000) and the incressingly _active participe-
tion of “protestors” (Chapter 1900) in the patent ex-
amination process. One result has been the growing
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mmmmmmm'mm
myoaeefﬂ:emyﬁoeuoﬂwz(b)wuvay -

Aeeordmcly.gmdmemtlmmuoﬂ‘ued,
.'ofm‘, y-applied,: technical roles”, so: that

patent applicants and examiners have & common refer-
ence point from: which to foster. uniformity and coa-

Wyafdematleastwﬁhmﬂwﬁamewkof

_thepatatmmbonprmi SR

t‘etted to': interchmgeably Although thue mvmes
havé much'in: common, ‘each -has: certain attributes
whnchwmda!onemdrelatetodzﬂ'emgpohcyem-
sidertions.” Dart Industries'v. E.I.-duPont de Nemours
& Co., 179 USPQ 392, 396 (7th Cir. 1973). S

- For example, there may be a public use of an-inven-
m gheent. any sales activity. Likewise;: there miay be
a:non-public; e.g.,. “secret”; ‘sale or offer to sell-an in-
veation which nevertheless constitutes a statutory bar.
Hobbs . United States, 171 USPQ 713 720 (Sth Cu-
1971).

In similar fashion, not all “pubhc use and “on
sale” activities will necessarily occasion the identical
result. Although both activities affect how an inven-
tormaymeanmvmuonpnortotheﬁhngofapatem
application, ' “non/commercial” §102(b) activity may
tiot be viewed the seme as similar “commercial” ac-
tivity. Likewise, “public use” activity by an applicant
may not be cousidered in the same light as similar
“public nsc”acnwtybyoneothertlmnanapplmt.
Additionally, the concepts of “completion” and “ex-

perimental use” have differing significance in “com-
merctal” and “non-commercial” environments. - -
7 THE Poucv 'CONSIDERATIONS

A basac policy ‘consideration underlying § 102(!:)
permxtsanmventoraoncngracepenodtoﬁmsb
his inventive work in order to avoid the filing of a
patent application before his invention is complete or
perfected. Gen'l Elec. Co. v. United States, 206 USPQ
260, 272 (Ct. Cl. 1979). Therelsannddmomlpohcy
against premature “commercial exploitation™:
“[l]tuaeondmonaponmmvemonnghttotpmthe
shell mot explois bis discovery competitively elfer it is ready for pet-
mummwmmmy or legal wo-
nopoly . . . [f}f he goes beyond [the oae year grace] pesiod . . . he
fockeits his tight [to & petent) regerdless of how Hittle the public

B-ﬁ(l%’);dndnwv.m 123 US. 267, 275
(1887); Lorenz v. Colgate-Palmolive Peet Co., 77 USPQ
138, 144 (3d Cir. lm).'l'huum&:lywursow
mmammm ‘ i _

&A,Auto-'PamCa GSUSPQSJI Ssaddr
l%Thmmqmrymmtheexmmamepubhcbe-
comes informed is not of initial concern to the exam-
mu,mceapnmaﬂmeweofp&hcme({llu)
may be established regardless of the “source”. of
§ 102(b) activity. EIecmcSmageBatMyCa. Supra.

_Thcburdentoovercomethemaj&decasemthm

regard rests with an applicant (§ 2124). -

'l‘hecxtentthatthepubmbeomes“mfomd of
mmvenhonmm!vedmpu&cmeacﬂvuyhyme
other then an applicant depends epon the factual cir-
cumstances surrounding the sctivity. By way of ex-
ample only, in an allegedly “secret” use by a party
other than an spplicant, if a large number of the em-
ployees of such a party, who are not under a promise
of secrecy, are permitted unimpeded sccess o an in-
veation, with affirmative steps by the party to educate
others a3 to the nature of the invention, the public is
“informed”. Chemithon Corp. v. Proctor & Gamble
Ca, 159 USPQ 139, 154 (D.Md. 1968). affd, 165
USPQ 678 (4th Cir. 1970). -

Eveazfpublicmwﬂvnybyomothetﬂmmap-
plicent is not sufficiently “informing™, themmaybe
adequate grounds upon which to base a rejection
under §§ 102(f) and 102(g). See Duniop Holdings v.
Rewm Golf Corp., 188 USPQ 481 (7th Cir. 1975).
2122 Preliminery Handling

How TthE QuUEsTIONS MAY ARISE

Questions involving § 102(b) activity may arise
during the patent exsmination process in & number of
ways. An applicant or his sppointed

representative
myrmetheqwmommmplmoewnhﬂu“dMy
usibilities of 37 CFR § 1.56 (Chap-
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.,'Whenqwm«dpmmmonalemny
oecurmawmuetpma. facts presented may

(‘lthCarl9‘l3)

Asanmdtomeenmwmrwolvmgpubhcmor
on sale issues, an spplicant inay be required:to amswer
specific queitions posed by :the éxaminer-énd o ex-
plain-or sy any:evidence ‘slready of record:
35 USC:§132 37CFR§ilm(b);regudmgm
applications, see §1:175(b). Questions.cea bé posed to
& protestor only where' the protestor:has access and
protestor’s participation in the application began prior

to December.-8, 1981 :(gee §1901.06). M
mzhtshouldberuuwmdwthatwhichurmably
Wfortheexmmermmadwmmm-
mmty S
Aoneortwomon&:umepenodshonldbemby
the examiner for any resposnse to the .

unless the requirement is a part of an-Office action
having a shortened statutory period; in which case the
period for response to the Office action will apply
also to the requirement. If an applicant fails to re-
spond in & timely fashion 10 a requirement for infor-

mation, the application will be regarded as sban-

doned.3SUSC§l33
2123 Forms of Evidence

Evidence and/or information submitted to exsmin-
ers with regard to §102(b) activity may take the form
ofnﬂi&ﬁu,dechrum answers €0 in-

mmma. documents contsining offers for sale,
orders, invoices, receipts, delivery schedules; etc. Re-
gardless of the form im which such evidence ead/or

‘ ,
fo the coatrary by mwmmmm
each item of submitted evidence favorsble to patent-
ability must be reviewed criticelly by the exeminer
mmmmmwmmhm

gy 7 “’—.;*“:»: m“mmmw

“ownedm !PPMW pli toﬂw@lﬁoewithwm

Mm&mmmw:mmm
testimony - in this - regard may.-be - of - little: weight
against . substential . evidence -t0 the - o Fm- o
Theis, 204 - USPQ-188;. 193 (CCPA 1919);mc.
v. Lawrence Mfg.-Co, 178. USPQ 577, 581 (9th:Cir.
1973). .

I““’Mofdocumenmyevxdmeucm-

'Wbyntpphmt,owmmmam

aleacnvnynbyoneotherﬂxmmappmm

§102(b)" questions maybeapubhmproeeedmg

under37CFR§1292(§720)
Asanndtoresavmgmofamhmw ss well

&s to other related matters of §102(b) activity, an ep-
specific.

plicant may be required to answer questions
posed by the examiner and (o explain or supplement
any evidence already of record: 35 USC §132, 37
CFR §1.104 (b); regarding reissue
51175(b)-lnfornmmcmmmummw
ﬂntwhmhmmmablymﬁortheenmm
render a decision on patentability.. -
Aonemtwomnthumpenodshoﬂdbemby
the examiner for any response to. the
unless the requirements i$ a part of an Office action
having a shortened statutory period, in which case the
period for respomse to the Office action will spply
also to the requirement. If an applicant feils to re-
spondnanmdyfulnmtoareqmremmmrm
mation, the be regarded ss aban-
doned, 35 USC § 133.

2126 Determingtion of the Prima Facle Case

PREPONDERANCE V. CLEAR AND CONVINCING
Upon resoletion of any evidentiary issues of suthen-
ticity sad/or probative velue (§ 2123), the examiner

2100-6




necessary

validity. (35 USC §282) after a patent
Hobbs v. United States, 171 USPQ 713, 717-18 (5th
Cir. 1971). However in the examination of an applica-
nonbeforeapatéﬁtisuuu,theshndardbywhnchthe

‘ P | V il pa Iil
sﬁouldnotbeaﬂowedunlasandunﬁ!m it
tosuchdoubthavebeenrawedandovetcomemthe
oourse ‘of examiination and prosécation, §706."
* Thus, if the examiner’ determines that & prima faéie
caseemts,are;echonunder&lm)shouldbem&de
In response to this rejection, it i’ incumbeént bpon an
applicant to come forwiird with “objective eviderice™
dn re Rinekart, 189 USPQ 143, 147 (CCPA 1976); In
re Fielder, 176:USPQ ‘300, 302 (CCPA '1973) to'(1)
rebut/overcoiite, or (2) excuse,” the' prima focie case.
Rebaital evidence is submitted to contradict or ' dis-
prove the prima facie case. For example, an apphcant
may seek to show that alleged -§ 102(b) activity. (1)
took place within the one year grace period (§ 2126),
or (2) was not “public”, mthecaseof“pubhcuse
activity (§ 2125.02). Contrastcd to 'this is evidence al-
leging ““excised  conduct”, meaning . expenmental
use” (82128.01), where the existence of the prima
Jfacie case is not necessarily denied but it is advanced
byanapplmnt that circomstances attending § 102(b)
activity were such as to oomtttute a legally-reco 3
mzed“excuse”
Indetemumugwhethcrthepnmafmmeensts,
the examiner should mof be concerned imitislly with
any evidence of excused conduct. Bvidence of ex-
cused conduct becomes relevant only afler the estab-
lishkment of the prime focie case, when the burden
shifts to an applicant to show the conduct was ex-
cused by clear and coavincing evidence: In re Dybel,
187 USPQ 593, 598 (CCPA 1975); Strong v. Gen’l
Electric Co., 168 USPQ 8, 9 (5th Cir. 1970); § 2128.
This does not mean, of course, that excused conduct
should be overlooked entirely in evaluating evidence
of § 102(b) activity. However, before the evidence that
sucbcmdmtwasmmeduacmmmdbytkeem
iner, the initial siep of determining the exmistence of

Al priva facle waws mmm mmgm

demos), end.(2) 10 encase. € cae Ge.

clene and convincing evidenoe), mwm
ead apprecisted. um in Hobbe v. Unlsed
States, supre, the “clesr amd convincing evidence”
stendard is grester then the stapdesd for “prepondes-
ance of the evidemce™.

: Mmbythemofthemd'a
prima facie case must also be made in light of the &f-
fereat aspects of “public use”, “on sale”, and activity

- by ome other than an spplicsnt; as well as the import

of evidence of “commercial exploitation”; § 2121. -
- Documentary evidence is wormally presented with
reopecttothepnma,ﬁmemg.!iewever .esﬁmy

thomtahmonyofmappﬁemtswbjewvemm
may - be probative if sdequately: corroborated, it is of
httlewughtagamtmbmmdmcemﬂ.!em
trary: I re Theis; ZMUSPQ 188, 193 (CCPA: 1979);
Robbins Co. v. Lai M_ff;Ca 178 USPQ 577 581
(9tbCu- 1973). o

Bsrmxénmc A an FAcm CASE

mé';pﬁncipalmqmrywuhrespecttothepnma.
Jacie case (§8 2125-2127) will causé the examiner to
determine from the evidence: (1) exactly what was in
publlcnseoronsalemtheUmtedStatw,(Z)whm
public use or on sale activity took place; and (3)
whether any pending claims are anticipated by what
was found to be in public use or on sale. - .

W‘nhregardto(a)dxrectlyabwe,evennfmw
all of the claims of an applicstion are not deemed by
the examiner to be ‘anticipated by an invention found
to have béén in public use or on sale, a clasimed inven-
uonmustalsobecomderedwnhrapectmobvm
ness: In re Foster, 145 USPQ 166, 174 (CCPA. 1965);
InnComran. 208USPQ 867, 870 (CCPA. 1981); In
re Kaslow, 217 USPQ 1089 (CAFC 1983). A rejection
may be based upon the cbviousaess of claimed subject
matter in view of a § 102(b) invention, since such an -
invention becomes part of the prior art for purposes
of §103: Timely Products Corp. v. Arron, 187 USPQ
257, 267 (2d Cir. 1975); In re Kaslow, 217 USPQ 1089
(CAFC 1983). Furthermore, evidence of public use
activity by one other than an applicant may also con-
stitute sufficient grounds to support a rejection of
cleimed subject matter under §§ 102(s), 102(f), or
102(g). SeeDunl@Hdd:mv.RmGuv&m 188
USPQ 481 (7th Cir. 1975).
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WY 33”&!%) W e e

3% USC § o2, “Ap«mnhaﬂhmmapm
m—--"m*mu . in public we or on wle in

Asageneml i
comderedmpubkcmcoronnlemuhthabeen
reduced “to a reality”, ie., mml & workmg model. or

mrkmséoﬂdiﬁomaxgaehaw.m under ” ac
,mmmmyamMMuformm
’ “the: probability of feilure, unléss -by

o vntueofthevetyanyofanmvcammsprm

cal operativeness is clear: Field:v: Knowles, 86 USPQ
373, 379 (CCPA-1950); Steinberg v. Se:a, 186. USPQ
209, 212 (CCPA 1975).

-~ Although the test of an “actual” reducuon to prac-
tice may :be applicable-to'§ 102(b): sctivity, as where
the nature of a particular invention requires. develop-
ment over a considerable period of time_(In.re Josse-
rand, USPQ 3 (CCPA 1951)), the better test is
whether ‘or ot an invention is ‘“complete.” See also
Gen'l Elec. Co. v. United States, 206 USPQ 260 271
(Ct. CL 1979).

* The test for “oompleteness" of an invention is basi-
cally a matter of evaluating the subjective intent of an
inventor,. as ‘manifested by the objective -factual . cir-
cumstances -surrounding .the: development of the in-
vention. However, an inventor’s testimony alone with
regard to.such intent may be of little weight against
substanualevndencetothccontmry In re Theis, 204
USPQ 188, 193. (CCPA. 1979); Robbins Co. v. Law-
rence Mfg. Co., 178 USPQ.‘ 577, 581 (th Cir. '1973).
Since the test for ‘completeness” is often so intimate-
Iy related to the “experimental use exception™ and its
com parts,theexmnetshouldalsoreferto

§2128. 01 1 this' rcgml
‘ THE “Counm” INVENTION

'I‘hemtureofmmymvent:omlssuchthatm
“actual” reduction to practice prior to the filing of 8
patent application never takes place. For inventions of
this nature, the filing of the application serves gs a
“constructive” reduction to practice of the invention,
§715.07. Although there may be no reduction “to a

mhty"mthismuﬁon.objecuvefwm:rendmuﬁ
able to indicate the degree of confidence and certain-

pleteness” is present.

mmwmwmmmm

Langsets v, Marmes Corp., 141
USPEQ 903, 9m-i!(WD Wisc. 1964). However,
where perties enter into & comtract o comstruct a
device to meét certain performence factors, “com-
pleteness” maynotbepwmmﬂthemkwe

Bveaxxf"an"-venuon has been reduced “to a resli-

ty,tbemvmbmummly oompwe ambess
ane would know how the invention would work

‘upoamnmomlnrewbel 181USPQ593.598
,(CCPA 21975}. Such, knowledae is not synonym

"fdndmmwm”inthemmlnnm
204 USPQ 188, 195 n. 11 (CCPA 1979); Not'L Biscuit
g;ig\)r..menBakmgCa 42 USPQ 214, 215 (ist Cir.

The entire. guestion. of completm" may be
mooted, however, where an affidavit or declaration is
submitted by. an applicant :uader- 37 CFR § 1.131 to
swear behind a reference, § 715.-Such en sffidevit or
declaration may constitute, among other things, an ad-
mission that: an invention was complae”morcﬂm
one- year before the filing of an- - In re
Fogster, 145 USPQ 166, 173 (CCPA. 1965); Dart Indus-
tries v. E. I duPont de Nemours & Co., 179USPQ
392, 396 (7th Cir. 1973).

212802 “Inl’thliclhe”

35 USC §102(8. “A person shell be entitied 10 a patent
unlesg--- @ © © (b) the invention was . . . v public use or on sale in
this country, wethmywpmw&ematbeawﬁw
tion for putent in the United States © ® &.”

Thephrase“mpubhcuse“:soﬂmreferredtomm
entirety, without careful delinestion between its com-
ponent parts— “public” and “‘use”. -

The “public™ aspect of p%hcuse"wmddseemw
connote some impartation of knowledge to the public
regarding the workings of an invention. Accordingly,
there is a “public use™ of an invention when it is used
by the public (Peanock v. Dialogue, 27 U.S. 1 (1829))
or by an inventor himself in public (City of Elizabeth
v. American Nicholson Pavement Co, 97 U.S. 126
(1877)). A single “public wee™ of am invention is
within the mesning of the ststutory terms. Egber? v.
Lippmann, 104 U.S. 333, 336 (1881).

However, an invention does not have to be “know-
ingly” exposed to the public in order o constitute a
public use. There is a “public we” within the meaning
of § 102(b) even though by its very nsture an inven-
tion is completely hiddren from view 28 past of a
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 Jsinglass & Glue Co., 108 U.S. 462, 465(!983)).
vhethier of not the invention could have been ascer-
Mw:mofmepubﬁcnawdm
use (Mesallizing Eng's. Co. v. Remyon Beaving & Auto-
PamCo. 68 USPQ 54, 56 (2d Cir. 1946)). In similar
fashion sny “monsecret” wee of an imveation by ome
other then sn inventor in the ordimery course of a
business for trade or profit may be a “public use®™,
Bird Provisions  Co. v. Owens Country.Sausege, 197
USEQ 134, 138-40 (5th Cir. 19768). Additionally, even
a “secret” use by oune other than an inventor of a ma-
chmorptocentomkeapmductu‘pubhc if the
details of the machine or process are ascertainable by
: . or analysis of the product thst is sold or
publmlyduphyed,&llnmuv.SMN.MUSPQﬂO
(2d .Cir. .1940);  Dunlop . V. Ram Golf Corp..
188 USPA 481, 483-484 (7th Cir. 1975).. However, a
pnrdyprwatemeofanmvcnuoabyanmventorand
hie . immmediate family forthen-ownenjoymentmd
pleasure is - ot . necessarily - “public”. Bergstrom v.
Sears.Raebuck&Co.. 199 USPQ269(D an. 1918).

212503 “On Sele”

35 USC §la). “A persom M be entitled t0 2 patmt
m!eu—-“‘(b)themeahonwu . in public use or on sale in
theis country,’ mthnomywmwdnmdtheapphca-
tion for patent in the United Stateg ® ¢ &> | - -,

Unhkeqmnsof[mbhcme,theremnoreqme-
ment that “on sale” activity be “public”, Hobbs v.
United States, 171 USPQ 713, 720 (Sth Cir. 1971).
“Secret” on sale acﬁvity is still wim the statutory
terms.

lm'nouucnou

Anmvenuouxs“onsale"nfuwsold,whetherthe
patentownerhuknowledgethatﬂwaalewtuallym—
cludes the invention (CT.S. Corp. v. Eleciro Mat'ls,
202 USPQ 22, 38 (S.D. N.Y. 1979)), or whether the
sale if for profit (Strong v. Gen’l Electric Co., 168
USPQ &, 12 (Sth Cir. 1970)) or conditional (Henry
Francestown Soap-Stowe Co., 2 F. 78 (C.C.N.H. 1880))
Furthermore, the sale of even a single device may
coastitute 8 statutory bar. Conmsolidated Fruit-Jar Co.
v. Wrighs, 94 US. 92, 94 (1876); In re Theis 204
USPQ 188, 192 (CCPA 1979).

An outright sale of an invention is not the only act
within the ambit of § 102(b). Since the statute creates
@ bar when an invention is placed “on sale”, a mere
offer to sell is sufficient commercial sctivity (In re
Theis, 204 USPQ 188, 192 (CCPA. 1979); Akron Brass
Co. v. Elkhart Brass Mfg. Co., 147 USPQ 301, 305
(7th Cir. 1963); Gen"l Elec. Co. v. United States, 206,
USPQ 260, 271 (Ct. ClL. 1979), even though the offer

(tu@xlﬂﬁ?gh doctrine is not
muomd by the Office. . m m dﬁﬂmy w

Corp., 146 USPQ 152, 157 (C.D. Cal. Im

SIGNIFICANT FACTORS INDICATIVE OF “COMMERCIAL
ExprLorraTion”

As discussed in §2121, apolwycoandetmm
md!lﬂ:&)mtymm “commer-
“completed” invention

(5212501) 'meexwent ofcommctcmlacuvuywlndl
mnstttutes§l()2(b) onmle”mtmmdepmtupw
the circumstances of the activity—the basic indicator
bemgthembmemtgntofthemventorﬂowwer

 ceipts, dehvery schedules, etc. (§ 2123); -

(2) preparation of price lists (dkron Brass v. Elk-

- hart Brass Mg, 147 USPQ 301, 305(1&& 1965))

and distribution of pricé quotations (Ampheno! Corp.

v. Gen’l Time: Corp. 158 USPQ 113 ll? ('hb Cir.

1968)); - -

(3) display ofsamplwtoprospecuvecmomers

.. {Cataphote Corp.. v. DeSoto Chemical Coatings, 148

“USPQ 5217, 529.(9th Cir. 1966); Chicopee Mfg. Corp.

v. Columbus Fiber Mills Co., 118 USPQ 53, 65-67
(M.D.Ga. 1958));

(4) demonstration of models or prototypes (Gen’l
Elec. Co. v. United States, 206 USPQ 260, 266-67
(Ct.CL 1979); Red Cross Mfg. v. Toro Sales Ca., 188
USPQ 241, 244-45 (7th Cir. 1975); Philco Corp. v
Admiral Corp., 131 USPQ 413; 429-30 (DDel.
1961)), especially at trade comventions (Jaterropal
Corp. v. Simmons Co., 204USPQ562,563-65 {S.D.
N.Y. 1979)), and even though no orders are actual-
ly obtained (Monogram  Mfg. v. F&.H. Mfg. 62
USPQ 409, 412 (9th Cis. 1944));

(5) use of an invention where an admission fee is
charged (In re Josserand, 89 USPQ 371, 376 (CCPA
1951); Greenewalt v. Stauley 12 USPQ 122 (3¢ Cir.
1931)); and ,

(6) advertising in publmlty releases, btochums,
and various periodicals (In re Theis, 204 USPQ 188,
193 n. 6 (CCPA 1979); Interropal Corp. v. Simmons
Corp., 204 USPQ 562, 564-66 (SD.N.Y. 1979);
Alkron Brass v. Elkhart Brass Mfg., 147 USPQ 301,
305 (7th Cir. 1965); Tucker Aluminum Products v.
Grossman, 136 USPQ 244, 245 (9th Cir. 1963)).

The above activities may be determinative of “com-
mercial exploitation™ even though (1) prices are esti-

2100-9



delivery occur in a foreign coustry (Gandy v.

Belting Co., 143 U.S. 587, 593 (1892)), onn!e"
can be found if ' suhsuntulacu pmfatotytoa
salc”occnumﬂleUmtedSi&m.RMCo.vLaw-
rem:em Ca (178 USPQ §77, 583, (9tthr 1973).

(5212601) CTS" Cmp. v Pﬂm Int'l Carp. 201
USPQGC9(1thC:r 1979)
2126 Determination of Wlle. Pﬂﬁe Use or On
SuleAcﬂvityTookPhee
Indctermmngwhenpubhcmemmsaleacuwty
tookplace,thetlmepenodwhxchmtmbeoonmdered
uomywbd?aremeﬁlmgdmeofmapplmm

2126.01 “More Tham Ome Year Prior to the
‘Date of the Application for Pateat the
United States”

35 USC §102(8). “Apemondmllbeeamledm pm:m
unless— ¢ © ® (b) the invention wes . . . in public we or oz sele in
dmmuy,mdmmmmmﬁeazdﬂwapﬂkam
ﬁrmmmwm"‘"

The cnucaldate”forpurpomofwﬁvntyunder
35USC§102(b)moneympﬁmmmeeffecuve
filing date in the United States of an application for
patent. In computing the one yesr period, the general
nﬂeofexcludmgthedayonwhmhtheeventoccnrs
applies. R the termination point, 35 USC § 21
is dispositive. See §201.13; ExmrteOial«.l.’»l USPQ
41 (Bd.App. 1960).

Of course, an application for patent may be entitled
to the benefit of an earlier foreign filing date pursuant
to the provisions of 35 USC § 119, § 201.13. However,
for purposes of § 102(b), the “critical date” of an ap-
plication claiming the benefit of foreign priority is one
year before the actual filing date of the application in
the United Ststes, and no? the foreign priority date to
which the application may be entitled. 35 USC §§ 104;

119, first paragraph.
Thedetermtmuonofthe “critical date™ of an appli-

cation for purposes of § 102(b) is not always a matter
of merely looking to the spplication filing date. Con-

 matter”

w:mnﬁm the “gritical dete™, This is the result of
Muncie Gear Works v. Outhoard Motor Ca, 315 U.S.
159.5308?(2!.5(!941),%&3%&%
ed claimn because

‘Mwmﬁcmamdmmﬁem
mvention, . mummmmmmm

mdded-)
tI:lvMaMgthecMsthhethm

“the smendssents of December §, m&emwm

' wmnmmmmm Wwp-

M)
maboveqm&ommmm&
35!BC§132 S&Cdfa&mafddriau v. - Peerless
Wood Prodicts, 185 USPQ 712, 715~16 (6th Cir. 1975);
Feullner v. &mm&ma 195 USPQ
410, 413-15 (7th Cir. 1977); Chicopee Mz Corp. v.
Kendall Co., 129 USPQ 90, 93 (éth Cir. 1961); Azo-

plate Corp. v. Silverlith, 180 USPQ 616,631 (D. Del

1973).
The examiner should “be gmded by the ‘mew
reading. In re Goldman, 205 USPQ 1086
1089 (Comm. Pat. 1980). Accordingly, =
“‘where the invention bes been coutimously disclosed in the appli-
cation, e istervening public we or sale price to the clziming of the
mw&lmmah«'"
Thus, in - the cuhcnlda&e"forallcn-
cnmstamonlOZ(b)wuwty.theemwakould
ascertain the effective U.S. filing date to which specif-
wchmedmbpcsmmmmuﬂedmvmofﬂ:e
origingl disclosure, §§ 201.07, 608.04. The date which
-subject matter was “first clmed‘” in a

perticular 7
mwpﬁmmnmd&ummﬂve.

» Anticipated by ‘
ahmﬁwFondToBeianmw
 om Sale

Ahpendmgdaipmofmwphcahonmmbem
pared by the examiner with the invention found to
have been in public use or on sale. If any one claim of
the application is anticipated by this inveation, there
is a prima facie case with respect to that particular
claim.

Evidence of public use activity by one other than
an spplicant may also constitute sufficient grounds to
support a rejection of claimed subject matter under
§¢ 102(e), 102(8), or 102(g). See Dunlop Holdings v.
Ram Golf Corp., 188 USPQ 481 (Tth Cis. ms).m-
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mw&mfmmm
buied wpos the obviousness of clainsed ¢

InnCanmu.zOSUSPQ 867 (CGPA, 198& Iun

Kalom! ?USPQ IMQ(CAFC 1983) |

'l'he basis for excused actmty under 5'102(b) is that
apubhcuseoualewasfor“expemnental”pmpm
212801 TheExperiﬂenhlUseExeepﬁon

Asamemlrule,apnmﬁmcaseunderﬁusc
§102(b)e¢nnotbefoundbytheemmerunleumm-
vention is “complete”, §2125.01. Experin
tqumteoﬁenconductedby,mmventottodm
mine “completeness”, that is, Operability and/or use-
fnhus,uwellastoascemmxfﬁmher'“
orreﬁnementstoanmvenuonmaybenecemry
However, the extent of experimental activity. permissi-
ble under §102(b) depends upon the nature of an in-
veation and the scope and circumsiances of the par-
ticular activity conducted, viewed in light of the sub-
Jectwemtentofanmventor,andmtmemtemormo-
tives of a ive customer or t user. In re
MMUSPQ 188, 193 (CCPA 1979); Tool Rsch. &
Engy Co v. Homr Corp., 145 USPQ 249, 252
(S.D.Cal. 1964), aff°d, 151 USPQ 236 (9th Cir. 1966),
cert. denled, 387 U.S. 919(1967)

‘SIGNIFICANT FACTORS INmCAnva OF AR
. BxpeRIMENTAL PURPOSE

Various judicial decisions have enuncisted “sests”

whick sre comsidered indicative of experimental pur-:

* (lin pe Varn Proossing Patent
me iﬂWQﬁM% 1994, .
wnsnete fom the cume.
M(Mwmmm
ment Ca, 97 U.S. m(ls‘m—ouewudyﬂlofm
source is instructive. - ,
mwMucayvmmmm
peumvedemdexpamm
’(a)itheym #tht tumtioa_wa mh that any“

Somebwe:eomtdmmhwlngﬁhgmed the:s
hckofnnym “profit-motive™ in Cigy.of ‘Blizg-
beth for the proposition:thet true experiinestsl activity
cmotmvadmevﬂen@eofpmﬁ&lhwembam%
ﬁdeewenmhlwuwtymymvohemmm’:
income. fn-ve Dybel, 187 USPQ 593; 597n.5(CCPA=
1975). :0Of icourse, . the ‘extent aid ¢ii 66 pre-.
clpltatmgthemdumlmeomemybendwveofa

aswellastheextentot‘mw' . Iy e
vy fre W*.(Egbm
104 US. 333.(1881)); -

‘perim‘entalpurpoae(lm’lToothCmm&v Gay-
lord, 140 US. S§ (1891)) i ¥
Other udtcul opinions have supplemmted theae
factorsbyloohngtotheextentofany ;
(h)eprcuormphmtoblmuomphoedupona-
uger to. supply am inventor with the results of any
testing comducted- during an  experimientsl - period:
and the - extent of inguiry made by the imventor re-
garding the testing (Robbins' Co. v. Lawrence M-
Co., 178 USPQ 577, 583 (9th Cir. 1973)); . :
(n)duclomrebyanmvenmtoawremrdmg'
what the inventor comsiders ss wnsatigfciory oper-
-mdmemvmm(lnnDyuLanSPQ”&
599 (CCPA 1975} amd -+~ -
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4->metslwuldbegmdedbythe“plmdy forexpen—

meutal ? test:of :Robbins: Co. v. Lawrence My

Ca.; 178 USPQ'577; 582 (9th Cir. 1973); .In're. M:"

- 204 -USPQ :188, 194 (CCPA 1979). Accordingly, al-
legedmementalaetmtymthuehneramm

. wint be o Timited 4wk 1o futerfere with the effecitmion

ofﬁe’puicymdalmthemwofuﬂydmlm An ia-

mmuumwu.mdmm ]
“tool.” Koehring Co. v. Net 'I.Atmmatic Tool Ca. 149

8 competitive
USPQSS‘L”O(‘M!G: 1966)

ExrzmmuAcxmvansmuzmm

', “Come'non OF AN INVENTION =~

Whetherex acuvuyaneonunueaﬁeun
invention is “complete” ($2125.01) is a matter of scru-
uayofthesnbjecnvemtmtofmmventor viewed in
hghtoftheobjecuvefactualmrwmnamumrromd
ing the particular activity.

Omemmvenuonpwomofmeexpenmental
sugemdbwomesa“renhty”forpurpoaeuof
§102(b), later refinements or. improvements will not
excusethepﬁnm}bmme.lnnm&m
USPQ 188, 193-94 (CCPA 1979); Gould v. United
States, 198 USPQ 156 (Ct.Cl. 1978). However, if an
inveation' requires tesnngovcraconﬁ@mblepeﬁod
ofumeandtheevﬂmeshowsnom:nptbymm-
ventor t0 use the invention for commercial purpoees
during this period, the testing may be excused. In re
Josverand, §9 USPQ 371 (CCPA 1951)

Regardiess of intent, any “continued” expetimenui
activity must relate to the same invention which was
found to have been “complete”. In re Blaisdell 113
USPQ 289, 293 (CCPA 1957). The examiner is cau-
m-edthnminmwt’cmywthnrewdmy
mmmwmmmmmmm
to the contrary. In re Theis 204 USPQ 188, 193

polioy  sgainet ° exploliation” is
mount, §2121. MMHMHMMM
mentel ectivity, an inventor may mot commerically ez-
ploit .en invention more then cme year prior (o the
mma-manmmm
188, 194 (CCPA 1979y -
Asthedmuo!mwmnmm
ing §102(b) activity increases, the buiden on an appli-
cant to establish clear and convimciag evidence of ex-
pennmtﬂwnmtywﬁhrapeuwapuwmbe-‘
commndmcﬂtwmmeum:t&hcfomdt

) purpose’
oftheuleuexpermennl InreMZMUSPQl!S,
194 (CCPA. 1979); Robbins Co. v. Lawvence Mfg. Co.,
178 USPQ“5_77 582 (9th Cir. 1973). However, careful
scriting by the examiner of the objecuvefactual it
‘ SUTTOR i mhaalenml.SeeL
Ushako,ﬂ" v. United Staves,” 140 USPQ 341 (CLClL’
1964); Closd v. Smadard?ackagzngwrp. 153 USPQ.
317(7thCn- 1967). B

2128.02 Expuimnul quﬂu md the
Developnentofl’rotmm
Thecomtmcﬁonofaprototypc.ormodel.ohnm-
vention is not necessarily determimative of “comple-
tion”. Asducussedat§212501 themureofmany
inventions is such that an “sctual” reduction :
tice prior to the filing of a patent spplicatio
takes place. Thu&whereapromtypehunmm
made or tested, commercisl activity regarding
mvmﬁonmaywellconwmte""’ g
of suggestions rcgardmgmodiﬁcahou
notsigniﬁcnrsunderﬂoz(b) §212805 = _-
However, where an inventor has coafidence in the
utility and operability of an invention, which coafi-
dence is shared by & potential purchaser who begins
commercialization based upon information or draw-
mssmpplied by the inventor, prohibitive § 102(b) ac-
tivity is present. v. Marmet Corp., 141 USPQ
903, 910-11 (W.D.Wisc. 4); § 2125.01. _
Whereaprototypeofanmvmuoawbeencon-
structed, inquiry by the examiner should be upon the
general requisites of “completion” (§ 2125.01), which
do not require that the invention be st e stage of de-
for full scale - commercial production.
Johns-Manville Corp. v. Cerigin-Teed Corp., 196 USPQ -
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. G“ fact. ¢ !i
BEOTHE I8 00t Bechuerily. Innm 187 USPQ.

MWWWM%#MV
American Nicholson Povement Co., 97 U.S. 126 (1878)
(§ 2128.01), s significant determinative factor in ques-
tions of experimentsl purpose is the extent of supervi-
gion and conirol maintsined by an inventor over an

invention during an alleged period of experimentation
See also Root v. Third avenue RR. Coa, 146 U.S. 210
(1982). When an inventor relinquishes supervision and
control,subaequeutacumythbanmvenuonmwbe
scrutinized carefully by the examiner to determine
whether there is clear and convincing evidence that
such sctivity is reasonably consistent with the experi-
mentel purpose advanced by the inventor. Magnetics
v. drnold Ewg’g Co., 168 USPQ 392, 394 (7th Cir.
1971). However,onoeaperiodof experimental activi-
ty hes ended and and control hes been re-
linquished by an inventor without any restraints on
subsequent use of en invention, an unrestricted subse-
quent use of the invention is a § 102(b) bar. Jrn re
Blaisdell, 113 USPQ 289, 293 (CCPA 1957).

212804 The Experimental Exception and the
Tegtiag of an Inveation

Tecungofanmvenuonmthenormdcomextohu
developmtumﬂywﬂhmtheex-

perimental exception. Likewise, experimentation to
determine “utility™, as thet term is applied in 35 USC
§ 101, mey also comstitute permissible sctivity. See
Gen'l Motors Corp. v. Bendix Aviation Corp., 102
USPQ 58, 69 (N.D.Ind. 1954) For example, where an
invention relates to a chemicsl composition with no
known utility, i.e., & petent application for the compo-

mdmdduﬂymmﬁeemw
that sn imveslion was congi plete” by an
invertor at the time of the activity. See §2125.01.
Nevertheless, any modifications or refinements which
did result from such experimentsl activity must at
legst be a feature of the claimed invention to be of any
ive value. In re Theis 204 USPQ 188, 194
(CCPA 1979); Minn, Mining & Mfg. Co. v. Kent In-
dustries, 161 USPQ 321, 322-23 (6th Cir. 1969)

212806 Activity of an Independent Third Perty
leventor

The ststutory bars of § 102(b) are applicable even
though public use or on sale activty is by a parly
other than am spplicant, §2121. Where an applicant
presents evidence of experimental activity by such
other party, the evidence will not excuse the prima
Jacie case under § 102(b) based upon the sctivity of
such perty usless the activity was under the supervi-
gion and coatrol of the spplicant. Magnetics v. Arnold
Engl Co, 168 USPQ 392, 394 (7th Cir. 1971), Bourne
v. Jomes, 98 USPQ 206, 210 (S.D. Fla. 1953). aff’d, 98
USPQ 205 (5th Cir. 1953), cert. denied, 99 USPQ 490
(1953); comtra, Wawon v. Allen, 117 USPQ 68
{(D.C.Cir. 1957). Accordingly, the “ezpermientsl use
exception™ is personal to an applicant.

212807 Evidence im Support of Excused Activity

’meexmermw:lmyslooktotheobjeeuve
factusl circumstances glleged excused ac-

2100-13.
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action by the exuminer in'ceses involviag @ rejection
’Wmummmm why the
evidence is sufficient (6-support the prima focle cast,
Mmm&dymmmMmm

é:ier 35 USC § lOZ(b), !2127. Even lfaome*orhﬂ of
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