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This deals with the duties owed toward
thePatentandTr&demarkOfﬁcebytbemvemm’m
every other individual who is mbmme!y mvu!veﬂ
in the preparation or prosecution of the application
andwbommmadwﬁh&emvmmrmthemm
tor’s assignee. These duties, of candor and good fuith
anddudmurehavebeeawxmdmﬂmwﬁ,m

cmmismomrmder%ﬁmsﬁ.wlmdl%@f
TzﬂeSSoftheUmtedSmmCode.

Also covered is subsection (c) of § 1.56 involving
possible striking of aa application where signed or
sworn to in blank, or without sciusl review by the
applicant, or where slitered or partly filled in after

being signed or sworn to.

MChapwueatsmmbytheOMmmder
§ 1.56(d) of an application where it is establishes
a “fraud” has been practiced or stiempted to be prac-
ticed on the Office or where there has been any “vio-
lation of the duty of disclosure” through bad faith or
gross une; . The standard of proof reguired to
establish “fraud”™ $. “inequitable conduct™§ or “viols-
tion of duty of disclosure™ is treated in this chapter.
In sddition, some sids to ettorneys and agents for
helping ensure compliance with the duty of disclosure
are presented herein.
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dmonambycmmltmm@paﬁbhwm
hard and fast policies which cover every situstion. It
intent of the Offfice to apply § 1.56 in a reasons-
ble and fair manner carefully the facts and,
as much as possible, the intents and judgmenmts of
those bound by the duty of disclosure. Note In re
Stockebrand 197 USPQ 857 (Comr. Pats. 1978);
upheld in District Court for Mass; Digital

Corp. v. Parker, 206 USPQ 428 (E%&}'mdhterte-
versed by Court of Appeals for First' Circuit,
Equipment Corp. v. Diamond, 210 USPQ 521 (1981)
Also see Kansas Jack, Inc. v. Kulm, 219 USPQ 857,
861 (Fed. Cir. 1983):

‘thﬁadermmevdm&eanoflhemmmw
each case.” )

And, Orthopedic Equipment Co. v. All
Appliances, 217 USPQ 1281, 1287 (Fed. Cir. 1983):

“Aholdmgoffrwdormeqmubkcmwmqumwpponmme
undetlying facta™
$The Court stated in J.P. Stevens & Co. v. Lex
Tex, Ltd., 223 USPQ 1089, 1094 (Fed. Cir. 1984),
“Matgmhty and intent are factual issues subject to
the clearly erroneous standard of review."¢

2001 Duty of Disclosure, Candor, and Good
Faith [R-3]

p137 CFR § 1.56. Duty of disclosure; fraud: striking or rejection of ap-
ications.

(a) A duty of camdor and good faith toward the Patent and
Trademark Office rests on the inventor, on each sttorney or sgent
who perepares or prosecutes the ication: and on every other indi-
vidual who is substantively involved in the preparation or prasecu-
tion of the ication end who i associated with the inveantor,
with the sssignee or with enyone to whom there is an obligation to
assign the spplication. All such iadividuals have a duty to disclowe
to the Office information they sre aweare of which is material to the
examination of the application. Such information is material where
there is a substamtiel likelihood that a reasonsble examiner would
consider it important in deciding whether to allow the application
to issue oz & patent. The duty iz commnensurste with the degree of
involvement in the preparation or prosecution of the applicatica.

(b) Disclosures pursuant to this section may be mede to the
Office through an attorney or agent having respousibility for the
preparation ot prosecution of the application or through wn inven.
tor who i actiag in kis own behalf. Disclosure to such an sttoraey,
agesnt, or inventor shell satisfy the duty, with respect to the infor-
mation disclosed, of say other individusl. Such an attorney, agem,
or inventor has no duty to trassmit information which is not mate-
rial to the exemination of the applicatioa.

(c) Any application may be stricken from the files it

(1) An cath or declaration pursuant to § 1.63 i signed in blank;

(2) An outh or declaration pursvant o § 1.63 s signed without
review thereof by the person making the ouath or declaration;

(3) An ocath or declaration pursuant to § 1.63 is signed without
review of the specification, including the claims, es required by
§ 1.63x

or
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MMamewm
or wtempied

with which fand oa the Office was or the

duty of disclosure wes violeted theough bod Geith or grom segh-
i wpon enami-.
eation pursusat 1o 35 U.S.C. 131 sad 132, i is estabilished by cleas
mdmvm;wmmﬁumm“m«&‘

gence. The claime in on ehell be zejopted

tempted oa the Office in
necticn with aay

through bed feith or grow ssgiigence In cosnection with the eppli-
celion, of in consection with eny previow spplication upoa which
the epplication selics.

{e) The czaminstion of an spplication for complience with pare-
graph (d) of this section will noemally be delayed untdl such tdme as
(l)uﬂo&bermuusmruo!wd.or@)appeﬁmuqﬂyhﬁw—
seant o § 1.193(b) has been recelved snd the is other-
wise prepared for considerstion by the Boazd of Appeals, &t which
mmwwmuwtmmmmm

mmhm
the application

ant to peragraph (d) of this section including sny appesl purseant

to § 1.191. lfmappeal!makmdybm&ieduedmam.

oa other amy farther under. this section shall be

groumds, rejection.
umdmmﬂucewnhslws(c).

(OAnymofthepubmmymkwhvemappMﬁ&,:'
mmm%mmm(c)dmmbf'

filing a timely petifics ¥ weilke the wpplication from

m&m&ymﬁmndmymmmmwmum -

in the application file if the petition and sccompenying pepers (1)

the epplication to which the petition is direct- -

specifically identify
ed, and (2) are either served ypon the applicant in accordence with

§ 1.248, or filed with the Office in duplicate in the event service is

not possible. Any such petition filed by an attoreey or ageat must
16be in compliance with § 1.346. .
@)Apemonmmikemapp!mmfrommcﬁhmbmnedm

accordance with the second seatence of paragraph () of this sec-
tion will be considered by the Office. An sckuowledgment of the

entry of such a petition in & reissue application fle will be sent to
the member of the public filing the petition. A member of the
public filing such ¢ petition in an spplication for an origingl patent
will not receive sny communications from the Office relating to the
petition, other than the returs of & self-addressed postesrd which
the member of the public may include with the petition i order 0
receive an ecknowledgement by the Office that the petition has

been received. The Office will communicate with the spplicant re-

garding any such petition eatered in the eppliceticn file and may
teqmtheapplmntmmﬂtothe@ﬂicemmmmsedby
the petition. The active participation of the member of the public

filing a petition pursusnt to paragraph {§) of this section ends with
the filing of the petition end ro forther submission on behsalf of the

petitioner will be acknowledged or considered unless such submis-
sion raises new issoes which could not bave been earlier presented,
and thereby constitutes & new petition.

(h)Anymmberofmemlbbcmyseektohwethechmsman
spplication rejected pursuant to peragraph (@) of this section by
filing a timely protest in accordance with § 1.291. Any sech protest
filed by an attorney or agent must be in complisnce with § 1.346.

@) The Office may require applicant o supply informstion purse-
ant to puregraph (a) of this section in order for the Office to decide
any issues relating to paragraphs {c) and (&) of this section which
are raised by a petition or & protest, or are otherwise discovered by
the Office.

37 CFR 1.56 defines the duty to disclose informa-
tion to the Office and the criteria for rejecting an ap-
plication when that duty is violated.

Subsection 1.56(z) provides that a duty of candor
and good faith toward the Office rests on the inven-
tor, on each sttorney and agent who prepares or pros-
ecutes the application and on every other individual

2000-2




moéim<'wﬁhthemventorottheinmwr'lm
n&mﬁm_lﬁéﬁ_ vide

‘Section 1.56, asamendedmlﬂ'l representsamzre
codification of the existing Office policy and is con-
sistent with the prevmlmg case hw m the fedenl
courts.

'l'heCourtoprpedsmeTem Corp

CF&I Steel Corp, USPQ 412, 419 (lOth Clr

l979)n0¢ed .
‘tlntthefnctM:twuodyonlhrcht,lmmthmemuﬂ-
ment of Patent Office Rule 56, that patent spplicants were put
under an express obhmmon by rule to disclose material information,
is nat dispositive s, to plaintiff’s duties as an applicant beforé that
dste: Themcndedrulemerelyreptuentedacodxﬁuuonofem!
inig ‘cese law 'on thé obliggtion of applicants ¢ 'disclose pertinenit -
forwition of: prior art; o face: possible Javelidetion of-the patent
once issued. See Hazel-Atlag Glass Co v. Hartford-Empire Co., 322
US. 238, 61 USPQ241 (Sup. Ct.l9“);Admm!Corp Y. ngth
RadnoCorp 296'F. 2d 708, l3lUSPQ456(lOthCu' 196627 7
.In Dnscoll v. Cebalo,’ 221, USPQ 745, 750-751
(Fed. Cir. 1984, the Court citing True Temper coa-
cluded,
‘theregnlanon [Secnon l 56] essenually representsacodnﬁcanon of
lhe cl«nhands maxunasapplled fo patent appllcants"

The Court noted in Argus Chemwal Corp V. Flbre
Glass-Evercoat Co Inc., 225 USPQ 1100, 1102. (Fed.
Cir..1985),. . ..

'lntlnsaprelay tomtmy funherargunentthatmthepm
the standard for disclosure of known prior ast-only required that.a

reference which fully anticipated a patent, thereby destroying nov-
elty under 35 U.S.C. 102, was required to be’ dlsclosed to the PTO

under an gpplicant’s duty of candor.”"¢

The Court of Appeals for the Fedeml Curcuit stated
in Kansas Jack, Inc. v. Kuhn, 219. USPQ 857, 862
(1983), when evaluatmg conduct occumng from 1967
to 1971, -

Whereonewhoknew.orshould lmvelmown.thatap:eceof

prior art, or other information, would be material, i.e., important to
the PTO in mnhng its decision, a failure to disclose. that ert or in-
formation can be sufficient proof that a8 wrongful intent existed to
mislead the PTO, andmytaultmaﬁndmgofwhathncometo
be called fraud on the PTO."
See also U.S. Industries, Inc. v. Norton Co., 210
USPQ 94, 108, 110 (N.D. New York 1980); USM
Corp. v. SPS Technologies, Inc., 211 USPQ 130 131
(N.D. Diinois, E. Div. 1981).

The Court in Norton v. Curtiss, 433 F.2d 779, 167
USPQ 532, 544 (C.C.P.A. 1970) stated that

“[t]he ex parie prosecution and exsmination of a patent application
must niot be considered as an adversary proceeding and should not
be limited to the standerds required in inter partes proceedings.”
Thus, the “highest degree of candor and good faith”
is required of those participating in proceedings
before the Office: Kingsland v. Dorsey, 338 U.S. 318,

2000-~3

,uvclymwolmdummmmsn

Cc v Muntcmee Mmkm Co., !
us aos,ssUsPQ 133(1949). -
oo !mkumcumu

mmammmmlm.m
gated in the Federal Register Notice, 42 Fed. Reg.
5588 '(Jan. 28,‘ 1977), 955»0.&. umm. 22. 1977),
wes
“tommvetheqndﬁyndremhluyofmdpm
mepmmarypurposeofmmyofmepmvmoﬂhe
rules is to place prior art before the Patent and Trade-
mark  Office - for evaluation. : Tlmwasthepmpd
focus ‘of the now  cancelled reissue: provisions in
§l l75(a)(4),thepmtest provmmm§1291 theduty

tion. of vahdxty is. genetally strong wlum prior art is
before the Office, andweakwhen:tmm&,form
ple, see Bolkcom v. Carborundum Co.; 523 F.2d 492,
498, 187 USPQ 466, 471,:472 (6th Cir. 1975); and
John Deere -Co. of Kansas City v. Graham. 333 F.2d
529, 530, 142 USPQ 243,244-245 (8th" C:r 1964), af-
ﬁrmed 383 U.S: 1, 148 USPQ 459'(1966). - :

‘Under § 1. l75(a)(4) practice, the Board of §Patentd
Appeals pand Interfercnoesq would, where reissue ap-
plicant appealed an adverse dec:szon by an Exammer
on patentabxhty of the claims as patented render an
advisory opinion as to the propriety of the exaeminer’s
rejections. The C.C.P.A. has, however, refused to
review the Board’s advisory opinions. citing lack of
jurisdiction by the C.C.P.A. to entertain such appeals:
In re Dien, 214 USPQ 10, 14 (1982); In re Bose, 215
USPQ 1, 4 (1982).

1982 RULE CHANGES

The rule changes in 1982, pmmulgated in the Fed-
eral Register Notice, 47 Fed. Reg. 21746 (May 19,
1982), 1019 O.G. 37, April 6, 1982 (1) eliminated
§ 1.175(a)(4) and the so-called “no defect™ reissue ap-
plications thereby discontinuing the advisory actions
provided pursuant to subsection (a}{4); (2) amended
§1.291 by the addition of paragraph (c) indicating
participation by a member of the public ends with the
filing of a protest; and (3) amended §1.56 by revising
the title and paragraph (d), and adding new para-
graphs (e) through @), to provide for the rejection of
claims upon examination pursuant to 35 U.S.C. 131
and 132.
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- moad M" M“ﬁo disclose”™ material

“Mouheﬁmmr mmmuwmmw
WNVMMmmNW %M:?ﬁ
plication end who is emsocisted with the investor, mmm&
mw&hmmwwﬁu&mkummwmw
Individuals having a duty of disclosure are limited to
those who are “substantively involved in the prepara-
tion or prosecution of the application.” This is intend-
ed to make clear that the duty does aot extead to typ-
Mcmmdmwmwhoammhm
application. ~

This phrase, wmukmwuhthekstmmof
§ 1.56(a), is believed to provide an adequate indication
of the individuals who ate covered by the duty of dis-
closure. The word “with” in the first sentence
of §1 Sé(a) before “the assignee” and before “anyone
towhomthetemanobhgahoutoamgn?’tomake
clear .tbat the duty applies only to individuals, not to
g Formstance.thedutyofdmclomre
wouldnotapplywacorpotauoawimumﬁoaas
such. However, it would apply to individuals within
the corporation or institution who were substantively
involved i the preparation or prosecution of the ap-
plication, snd actions by such individuals may affect
the rights of the corporation or institution. Corporate
records or information which is kmown to, or reason-
ably should be known to, the individuals covered by
§ 1.56(a) falls within the duty of disclosure. Other cor-
porate records or information not knowa to the indi-
viduals covered by § 1.56(2) does not fall within the
duty of disclosure, unless such records or information
reasonably shiould have been known to such individ-
vals. See “Duty of Reasonable Inquiry™ in § 2001.02.

200102 Extent of Duty To Disclose [R-3]
37 CFR 1.56(a) provides,
“the duty hmmmuwnhthedewutmlmmt in the
preparation or prosecution of the upplication.”
. DUTY OF REASONABLE INQUIRY

Case law supports that there exists a duty of rea-

sonable inquiry. In Chas. Pfizer & Co. v. Federal
Trade Commission, 159 USPQ 193, 199 (6th Cir.
1968), certiorari denied 161 USPQ 832 (1969), the
Court stated,
“We agree with the Hearing Examiner that if Cysnemid's patent
representative did not know the true facts, he was nevertheless
under & duty to know them snd under & duty to reveal the truth to
the patent examiner."”

The court, in Movidyn Corp. v. Hercules, Inc., 185
USPQ 116, 122 (D. Minn., 4th Div. 1975), stated its
belief that
“where ignorance is the only excuse for e misrepresentation it is
not & sufficient excuse if it sppears from all the circumsiances of

the case that the party making the representstion wes faicly warned
thet it might not be true. Hercules failed in an affiemative duty to
investigate further the represeatstions it made to the Patent Office

Rev. 3, May 1986

mwswmmmmmmmmmm
attovaeys end socegt e conequentes.”

Likewise, in SCM Corp. v. MCmp.afAmm
:g?US?Q I%.M(S.D.NY 1970) the Coust indicat-

“% was bis {covmsel's] duty ¢o inform himsell . . . . He oould s

waidr«pm%ybymwmw&em

$The duty of disclosure extends to information tlm
nmmwml.saa)mmmm
have known” would be material: Kansas Jack, Inc. v.
Euha, 219 USPQ 837, 862 (Fed. Cir. 1983); In re Jer-
abek, mvsmmmc:r 1986).¢
Pmmlnl’mxmul-’ed.keg.ssss;sm
(Jen. 28, 1977), 955 Q.G. 1054 (Feb. 24, 1977) and as
coacurred with end stated by the Court in Tree
Temper Corp. v. CF&I Steel Corp., 202 USPQ 412,
419 (10¢h Cir. 1979), § 1.56 as amended in 1977

“merely repeeseated e codification of existing case law on the obli-
getion of spplicsmts to dsclose pertinent informetion or prior
art. . . )

Certainly the “duty of reasonsble inquiry™ such as
represented by the sbove cited cases is an intergral
part of and included in thé duty of disclosure. For in-
stance, if an spplicant or applicant’s sttorney is awere
of facts which indicate a reasonsble possibility that a
bar to patenting or information materisl to examina-

‘tion may exist, they are expected to meke reasonable

inquiries to ascertein such information and to submit
such to the Office.
2001&3-3]'1‘0 Whom Duty of Disclosure is Owed

37 CFR § 1.56(a) states that the “duty of cendor
and good fuith” is owed “toward the Patent and
Trademark Office™ and thet all such individuals have
a “duty to disclose to the Office” material informa-
tion. This duty “toward” and “to” the Office extends,
of course, to all dealings which such individuals have
with the Office, and is not limited to representations
to or dealings with the examiner. For example, the
duty would extend to proceedings before the Board
of * ¢ * Patent PAppeals and§ Interferences, the
Office of the Assistant Commissioner for Patents, etc.

2001.04 Information Under 37 CFR 1.56(a)

Subsection 1.56{a) sets forth

“a duty to disclose . . . nformation they are aware of which is ma-
terial o the examinstion of the spplication”™ {ezaphasis added).

The term “information™ as used in § 1.56 means all of
the kinds of information required to be disclosed and
includes any information which is “material to the ex-
amination of the application.” Materiality is defined in
§ 1.36(a) and discussed herein at § 2001.05. In addition
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on’ s intended to be sll en-

ewﬁmhrtothemedthetemu&s-
cussed: with respect - to. §1.291{a)  (see -§ 1901.02).
However, a8 discuseed in: § 2001.08, ¢ 1.56(a) is mot
limited ¢o information which would render the claims
‘unpetentable, but extends to amy: information “where
there is a substantial likelihood that a reasonsble: ez-
aminer would . consider it - important in - deciding
whether to allow the application to issue as a patent.”
¥t should be noted that the rules are not intended to
require information favorable. to patentability such as,
for example, evidence of commercial success of the
inveation. Similarly, the rulés are not intended to re-
quire, for example; disclosure of information concern-

mgthelevelofshllmthemforpurposesofdeter .

‘mining obviousness. -

-umtheymawmotwhxhuml&rhemmmﬂonoﬂbe
~nppmhon(emphmdded)." s il SITTWE i
“Material”- connotes somethmg more: than a tmnal
relanonslup It appeass commonly in’ co‘“ - X
Subsecuon 1:56(a) elucidates, -
i Sych mfmmmnumﬂwbuethereuasubsmt:ﬂhkeh-
:hoodmuammbieenmmerwnldmdetulmpoﬂmtmde-
ciding whether to;sllow the application to issue as a-patent.”. - -~

This sentence paraphrases the definition of- matenal
ity uvsed by the Supreme Court in TSC Industries. v.
Northway, 426 U.S. 438, 48 L.Bd. 2d:757,96 S. Cu.
2126, 44 U.S.L.W. 4852 (1976). Although in-that case
the court was concerned with rules promulgated by
the Securities and Bxchange Commission, the Court’s
articulation of materiality is believed consistent with
the prevailing concept that has been apphed by lower
courts in patent cases.

The definition of matemhty in § 1.56 has to be in-
terpreted in the context of patent law rather than se-
curities law.. Principles followed by courts in securi-
ties cases should not be. tramslated to patent: cases
automatically. It is noteworthy, however, that in for-
mulating the definition of materiality in. TSC Indus-
tries the Supreme Court noted. that the standard: of
materiality should not be so low that persons would
be “subjected to liability for insignificant omissions or
misstatements,” or so low that fear of liability would
cause management “simply to bury the shareholder i in
an avalanche of trivial information a result that it is
hardly conducive to informed decision making.”

Although the third sentence of § 1.56(a) refers to
decision of an exammer, the duty of disclosure applies
in the same manner in the less common instances
where the official making a decision on a patent appli-
cation is someone other than an examiner, e.g., a
member of the Board of Patent pAppeals and§ Inter-
ferences * ¢ ©, This is implicit in the duty “of candor

2000-5

ton c«:m 433 Fﬁd 779, 167
USPQ 532, 544 (C.CP.A. 1970) chasacterized “mate-

My”ubmof"aiﬁcdma, mdmdmﬁed

fimited oaly (0. those situations where there can be o dispute that
thetrnefwlxortheeompleﬁefm,lfmeyhadbeenhown,
would most likely have preveated the allowance of the particular

elumatune of ahetmvely, would provide e basis for holding

’of ﬁdms‘a.put from the ob3eeuve ‘patentsbility of the clgims at

y (where"pmuible) the mhjecﬁve“cmndmm of

: ‘plrncuhrl
1hé éxamdner'snd the applicant. Indications in the record that the

dﬁmsatmuemldnothvebeenallowedbmfotthechﬂenged
tations must not. be overlooked due:to any certainty on

‘misrepresen
the. part of the'. _reviewing . ‘ribunsl that‘thevclnmed invention,

viewed objectlvely, should Bave’ been patesited. If it can be detér-
mmedthattheehmwouldmhavelnenallowed ‘bt for the mis-
repraentmon.tbenthefamwerematmalregndleasofthw
effect on the objective question of patentability.”

Other courts have also treated the question of “ma-
teriality.” Thus, in In re Multidistrict Litigation In-
volving Frost Patent,::185: USPQ 729, 741 (D.Del.
1975);. the court cha.tactenzed the question of “materi-
ality > as follows;

: “Somevamhonoftheso-called“bntfor”testhnsappearedm

nmlyeverypatentfraudwe

& . @ @ © ®

“In other words, & finding of fraud is warranted if, but for the
misconduct of the patent applicant, the patent would not properly
have issued. This is what lns been referred to as an “objective but

for test™.
® .W; £ e

“The second “but for” test is the so-called “subjective test”. This
test requires a court to examine the effect which fraudulent repre-
sentations hiad upon the examiner. If misrepresentations caused the
examiner to issue the patent, then this kind of “but for fraud” will
e found.

[ ] @ L4 & ]

“The final “but for” test hes been labeled *the but it may have”
test, i.e., courts look to whether the missepresentations made in the
course of the pateat prosecution may have had an effect on the ex-
aminer.

€ [ [ ] ] L]
“Heace, in this Circuit, 3 misrepresentation which makes it “im

posgible for the Patent Office fairly to assess [the] application in the
prevailling stautory criteria . . . will, given the requisite intent, lead

to s finding of invalidity."
Citing Digital Equipment Co. v. Diamond, 653

F.2d 701, 210 USPQ 521 (st Cir. 1981), the Court of
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- mond; suprs at 716, 210 USPQ st $38)."

" The. Patent. and Trademark Office “standard™
forth in 17 CFR 1.56, as amended in 1977, “metely
represented a codification. of existing case law on the
obligation of applicants to disclose pertinent informa-
tion ‘o ‘prior art™: True Temper Corp V. CF&I Steel
202 USI 1979).

, 'r/zz F2d 1556 220, USPQ '289 300 (Fed Cir.
1983), cert. denied, 105 S. Ct..172. (1934)@ that: -
“[:}n contrast to cases where n!legatmnsof freud are based on the

Al mdlv:dua]s covered by-§1: 56 (see §2001 1))
have a duty to disclose to the Patent and Trademark
Office .all material information they are aware of, or
reasonably should have been aware of (see § 200.02),
regardless of the source of or how -they become
aware of the information. Materiality controls wheth-
‘er information must be disclosed to the Office, not the
circumstances under which or the source from which
the information is obtained. If material, the informa-
tion must be disclosed to the Office. The duty to dis-
close material information extends to information such
individuals are aware of prior to or at the time of
filing the application or become aware of during the
prosecution thereof.

Such individuals may be or become aware of mate-
rial information from various sources such as, for ex-
ample, co-workers, tradeshows, communications from
or with competitors, potential infringers or other third
parties, related foreign applications (see § 2001.06(a)),
prior or copending United States patent applications
(see § 2001.06(b)), related litigation (see § 2001.06(c))
and preliminary examination searches.

2001.06(a) Prior Art Cited in Related Foreign
Applications

Applicants and other individuals, as set forth in
§ 1.56, have a duty to bring to the attention of the
Office any material prior art or other information
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-Patent Office ia connection with the g
‘sponding Dutch applicatuon The Cﬂurt md. at 216
USPQ 985,

_Umted Suta d:sclomrc reqmrements."
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because - patentee’s: foreign

'cmddﬂnotdudmemWsUmdsm

counselortotbeomoepnotnncmdbythemtch
tee’s corre-

“Fmesgnummmysreprmungappmfavs.pmu
throughlocal at firms surely must be held o the same

'mdu&dwﬂmwm:pmytommmmma

doubkmdudofm%mtywouldmowﬁxmumeys

-amd - their. clients to eacape respomsibility for fraud .ot equitsble

ooMuctmmlybythkholdmgfmmthelomleowm
mation unfavorable to patentability and cliiming igmossnce . of

* The individuals.covered by 37 CFR. 1.5

V'duty to bring to the attention of the examiner, or

other Office official involved with.the examisation of
2 . particular . .application, . .information: within:: their
knowledge as to other copending United: States appli-
cations which are “material to the examination™ of the
application in question. Asset forth by .the court in
Armour&Co v Sw:ft&Co 175USPQ70 79(7t11
Cir.. 1972);. - ot rwen s
“wethmkthatltnlmfmtothebusyenmner.nomnuhowdﬂx-
gent and well informed he may be, 10 assume that he retaits détails
of every'pending file.in his mirid wheéi be is reviewing & particular
phcatlon . [T}he applicent has the burden of presenting. the
examiner wnh a complete and. accurate record to suppon the al-

’lowance of !ctters patent."

See also § 2004 at No 8 ;

Accordingly, the mdnvnduals oovered by § 1. 56(a)
cannot assume that the exaiminer of a particular appli-
cation is necessarily aware of other- applications “ma-
terial to the’examination™ of the application in- ques-
tion, but must instead’ bnng such other applications to
the attention of the examiner. For example; if a par-
ticular inventor has different applications’ pending in
which similar subject matter but patentably indistinct
claims are present that fact must be disclosed to the
examiner of each of the involved apphcanons Simi-
larly, the prior art references from ome application
must be made of record in another subsequent appli-
cation if such prior art references are “material to the
examingtion” of the subsequent application. _

Normaily if the application under examination is
identified as a continuation or continvation-in-part of
an earlier application the examiner will consider the
prior art cited in the earlier application. The examiner
must indicate in the first Office action whether the
prior art in & related carlier application has been re-
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viewed. Accordingly,
mmmummmwm

tenuonoftthatentandTrdemnkOiﬁce;mhs,
for example, evidence of pcmﬂﬂe prior public use or
sales, Guestions of in , prior art, allegations
of “fraud” §, “inequitable conduct”( or wohﬁon of

duty of disclosure”. Such -information might arise
during litigation in, for exmple, pleadmgs, admis-
sions, discovery including mtetrogawnes, deposmons
and other documents, and testimony.

Where a patent for which reissue is bemg sought
or has been, mvolvedmhng;ﬂouwhxchtmseda
queet:onmatenaltoexammmondtheremueapph-

cation, such as the validity of the pstent; or any alle-
gation of “fraud” §; “inequitable conduct”@ or “viola-
tion :of duty of disclosure”’; the existence of such liti
gation must be brought to the attention: of the Office
by the applicant at the time of, or shortly after, filing
the application; either .inthe reissue. oath or declara-
tion, or in a separate paper, prefaably accompanymg
the . apphcahon, ‘as filed. Litigation begun afier filing
of the reissve apphcatmn should be promptly brought
to the attention of the Office. The details- -and docu-
ments from the lmgatlon. msofar as they are “material
to the examination” of the reissue applic tion as de-
fined in 37 CFR 1.56(a), should accompany the appli-
cation as filed, or be submxtted as promptly thereaﬁer
as possible.

For example, the defenses raised against valldlty of
the patent, or charges of “fraud” or “inéquitable con-
duct” in the litigation, would normally be “material to
the examination™ of the reissue application. It would,
in most situations be appropriate to bring such de-
fenses to the attention of the Office by filing in the
reissue application a copy of the court papers raising
such defenses. As a minimum, the applicant should
call the attention of the Office to the litigation, the ex-
istence and the nature of any allegations relating to
validity and/or “fraud” $or “inequitable conduct”§
relating to the original patent, and the nature of litiga-
tion materials relating to these issues. Enough infor-
mation should be submitted to clearly inform the
Offfice of the nature of these issues so that the Office
can intelligently evaluate the need for asking for fur-
ther materials in the litigation. See § 1442.04.

Cleims

$2001.06(d) Information Relsting to
Copled from a Patent [R-3]

Where claims are copied or substantially copied
from a patent, 37 CFR 1.607(c) requires applicant
shall, at the time he or she presents the claims(s),
identify the patent and the numbers of the patent
claims. Failure to comply with 37 CFR 1.607(c) may
result in the issuance of a requirement for information
as to why an identification of the source of the copied
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through en attoraey of agent haviag responsibility for the prepera-
tion or prosecwtion of the spplication or through sa invesior who
is acting in his own behalf. Disclosure to such ea sttorney, agens,
or inventor shall satisfy the duty, with respect to the information
disclosed, of eny other individuel. Such e attoreey, agest, or in-
ventor hes Bo duty to tremsmit information which s wot materisl] to
the exsmination of the spplication.

200201 By Whom Made

37 CFR 1.56(b) makes clear that information may
be disclosed to the Office through an attorney or
agent of record or through a pro se inventor, and that
othermdwidualsmaysatxsfythclrdutyofdmclowre
totheOfﬁcebydmclosingmformatmntosmhmat—
torney, agent, or inventor who then is responsible for
discloging the same: (0:the Office. Information that is
notmatenalneednotbepassedalongtoth(}fﬁce.

2002.02 - Must be in Writing

It is clear that the “dlsclosures " to the Oﬁit:é
under 37 CFR 1.56 must be in writi.2 as pr&scn‘bed
by37CFR12wh1chreqmresthat

[a}ﬂbummmththehtem;ndTndmnkOﬁceshouldhe

transacted in writing. ® ¢ * The action of the . . . Office will be
Wexcluswelyon thewntten rwo:dmtheOfﬁce.

Further, as provxded in 37 CFR 14(b),

Since eachi application file should be complete in itself, a separate
copy of every paper to be filed in an application should be fur-
nished .for each application to which the paper pertains, even
though the contents of the papersﬁled in two or more applications
maybendenueal

200203 Information Disclosnre Statement

As stated in 37 CFR 1.97(g),

As & means of complying with the duty of disclosure set forth in
§ 1.56, applicants are encouraged to file an information disclosure
statemnent at the time of filing the spplication or within the later of
three months after the filing date of the application or two months
afier applicent receives the filing receipt. If filed separately, the dis-
clogure statement should, in sddition to the identification of the ap-
plication, include the Group Art Unit to which the applicstion is
assigned as indicated on the filing receipt. The disclosure statement
may cither be separaté from the speclﬁcatlon or may be incorporat-
ed therein.

While information disclosure statements are a pre-
ferred and one of the safest ways to comply with the
duty of disclosure, it is not necessarily essential to file
information disclosure statements under 37 CFR 1.97-
1.99 to comply with the duty of disclosure in 37 CFR
1.56.

For example, not commenting on the relevance of
information submitted, or not including a copy of the
document cited, will not necessarily constitute a fail-
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. Sepp. 944, 118 USPQ
1972), dﬁnmd 479 R.2d 1338, 178
USPQW(S&% 1973), certiorari denied 414 U.S.
874 (1974).
37 CFR 1.97(b) provides
(&) A disslosare sitement filed in eccordance with paragruph (e)

S'rummms No'r Luarep To Documnms

Information disclosure statements ave, of coume,
not limited to documents such as patents
ﬁmMprwﬂedmilWa)mformndmlome
mmumybeundwhrma“othetmfommu
tothemmaftheOfﬁoe. ‘

Updating of Ilfoﬂuﬁon Dhelulre
W(ﬂ-@]

Sembnl”prwndaﬂmﬁunympmnou-
suance of a patent, an applicant, pursuant to his duty
of disclosure under § 1.56, wishes to bring to the at-
tention of the Office additional patents, publications
or other information not previously submitted, the ad-
ditiona! information should be submitted with reason-
able prompiness. For example, applicants have a duty
of bringing to the attention of the Office any material
prior art or other information thcy become aware of
from related United States s related for-
eign applications, related litigation (see § 2001.06 (a),
(b), & (c)), or which is otherwise brought to their at-
tention. Applicants should keep the Office advised of
the status of any related litigation. pNote section
20034

200204 Foreign Patents and Publications

Applicants should be aware that where the informa-
tion being called to the Office’s attention is a foreign
patent or & publication, the relevance of such informa-
tion may mot be readily apperent or a copy readily
available. It maybe highly desirable if not necessary
in some cases, in order to ensure compliance with the
duty of disclosure and consideration of the informa-
tion by the CGffice, to provide any translation available
or explain the relevance of the art or provide a copy
of the document.

2003 Disclosure—When Made [R-3]

37 CFR 1.56 provides
All such individusls have & duty to discloee (0 the Office iufor-
mation they are awage of. . . .

As set forth in 37 CFR 1.97

applicents are encouraged to file an information disclosure state-
ment &t the time of filing the application or within the later of three

Rev. 3, May 1906

Clearly the “duty to disclose™ “information they
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though the duty of disclosure is expected to be ful-
filled promptly, the Court of Appeals for the Federsl
Circuit has held that it is possible in certain lmited
mwmﬂmwﬁemmpmnpmwm-

Rom&l{mCo.v ccywcamwco $722
F.2d 1556, 220 USPQ 289, 301 (Fed. Cir. l%3),een.
denied, 105 S. Cr. 172 (1984)¢* ¢ ¢

By submitting the information early in the examine-
uonmoem,x.e.,befmemmemtmmeapphv

cation if possible, the submitting party ensures that
the information will be considered by the Office in its
determination of the patentability of the application.
The presumption of validity is generally strong when
prior art was before and considered by the Office and
weak when it was not: Bolkcom v. Carborundum Co.,
523 F.2d 492, 498, 186 USPQ 466, 471, 472 (6th Cir.
1975). ,
37CFR199pmv1dwtlmtwhere

en applicent, pursesnt o his or ber duty of disclosere under § 1.56,

* wishes to bring to the sttention of the Office additionsl . . . infor-

mmmymmmmwm
be submitted . . . with reasonable prompiness (emphesis added).

See § 2002.03(a)
200301 Disclosure After Patent Is Granted
By Crrations of Prior ArT Unper § 1.501

Where & patentee or any member of the public (in-
cluding private persons, corporate entities, and gov-
ernment agencies) has prior patents or printed publi-
cations which the patentee or member of the public
desires to have made of record in the patent file, pat-
enteeorsuchmemberofthepubhcmayﬁleacxtaum
of such prior art with the Patent and Trademark
Office pursuant to § 1.501. Such citations and papers
will be entered without comment by the Office. The
Office does not of course consider the citation snd
papers but merely places them of record in the patent
file. Information which may be filed under § 1.501 is
limited to prior art patents and printed publications.
Any citations which include items other than patents
end printed publications will not be entered in the
patent file. See §§ 2202-2206.
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_Whalettunotapptoprmwmmpttosetfoﬂh
procedures by which sttorneys, agents, and other in-
dividuals may ensure with the duty of dis-
closure, the items listed below are offered as examples
of possible procedures which could help avoid prob-
lems with the duty of disclosure. Though compliance
wnththweproceduresmynotbemqwcd,theyue
presented as helpful suggestions for avoiding duty of
disclosure problems. ~

‘1. Many attorneys, both corporate and pnvate, age
mgieﬁusmdqmﬁomm ffor app

i —the ongrn ofthe invention and its point ofdcpar
‘ture from what was prmously known and in the

. priorart, -

—pombiepubhcmandsales, o

' —pnor pubhcat:on, knawledge, patents, forexgn

The checklist nsused bythe attorney to ensure that

the applicant has been informed of the duty of disclo-

sure and that the attorney has inquired of and cited

material prior agt.

The use of these types of aids would appear to be
most helpful, though not required, in identifying prior
art and may well help the attorney and the client
avoid or more easily explain a potenually embarrass-
mg and harmful “fravd” allegation.

2. It is desirable to ask questions about inventorship.
Who is the proper inventor? Are there disputes or
possible disputes about inventorship? If there are
questions, call them to the atiention of the Patent and
Trademark Office.

3. It is desirable to ask questions of the inventor
gbout the disclosure of the best mode. Make sure that
the best mode is described. The disclosure of the best
mode may be raised in litigation. See for example,
Carlson “The Best Mode Disclosure Requirement in
Patent Practice,” Vol. 60, Journal of the Patent Office
Society, page 171 (1978).

4. It is desirable for an attormey or agent to make
certain that the inventor, especially a foreign inven-
tor, recognizes his or her responsibilities in signing the
oath or declaration. Note that 37 CFR 1.69 requires
that,

{8) Whenever an individual meking an osth or declarstion cannot

English, the cath or declerstion must be in a lenguege
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5. It is desirable for sn sttorney or sgent ¢o careful-
ly evaluate snd explein to the applicant end others in-
wmmwmmwmmmw
est claims. Ask specific ‘about possible prior
art which might be material in reference to the broad-
est claim or claims. There is some tendency to mistak-
enly evaluste prior art in the light of the gist of what
is regarded ss the invention or merrower
tions of the clsims, rether than the art
againet the broadest claim with all of its reasonable in-
terpretations. It is desirable to pick ocut the broadest
cleim or claims snd measure the materiality of prior
art against o reasonably broad interpretation of these

6. It may be useful to evaluate the materiality of
prior art oy other information from the viewpoint
whether it is the closest prior art or other informs-
t:on.'nuswmmdtopmmemormorothumfor-
mation -in better perspective. However, '§ 1.56° may
milreqmrethembmmonofpnorartorothermfor-
mation which is not as close as that of the record.

KA Careshouldbctakentowethatpnormor'
othermformauonmmdmaspecnﬁcatxonormanm—
formation disclosure statement is properly described
andthatthemformauonrsnutmcorrectly or incom-
pletely characterized. It is particularly important for
an attorney or agent to review, before filmg, an apph-
cation which was prepared by someone else, e.g., a
foreign application. It is also important that an attor-
ney or agent make sure that foreign clients, including
foreign apphcants, attorneys, and agents understand
the requirements of the duty of disclosure, and that
the U.S. attorney or agent review any information
disclosure statements or citations to ensure that com-
pliance with § 1.56 is present. See Gemveto Jewelry

' Company, Inc. v. Lambert Bros., Inc., 216 USPQ 976

(S.D. New York 1982) wherein a patent was held in-
valid or unenforcesble because patentee’s foreign
counsel did not disclose to patentee’s United States
counsel or to the Office prior art cited by the Dutich
Patent Office in connection with the patentee’s corre-
sponding Dutch application. The Court stated, at 216
USPQ 985,

Foreign patent atiorzeys repraenﬁng applicents for U.S. patents
through local correspondent firms surely must be held to the same
standards of conduct which apply to their American counterparts; a
double standard of accountebility would allow foreign attorneys
and their clients (o escape respomsibility for freud or inequitsble
conduct merely by withholding from the local correspondent infor-
mation unfavorsble to petentsbility and climing ignoraace of
Undted Siates disclosure requirements.

8. Care should be taken to see thet inaccurate state-
ments or inaccurate experiments are not introduced
into the specification, either inadvertently or inten-
tionally. For example, stating that an experiment “was
run” or “was conducted” when in fact the experiment
was pot run or conducted is a misrepresentation of
the facts. No results should be represented 23 actusl
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examples shiodld wot bé deser {he past ten
SeeﬁﬁO@Ol(p)itemDmd'imm(l) ‘Also, misrepre-
sentations can oocur when experiments ‘which were
run or counducted: are inaccurately veported in the
wﬁmepwmmtnchmbym
out cae or more i See Steierman v. Connel-
Iy, 192/ USPQ 433 (PTO Bd. of Pat. Int. 1915); 192
USPQ 446 (PTO Bd. of Pat. Int.-1976). - L

'9. Donouelyupontheenmiuerohpmwuhrap-
plication to be aware of other
to the same applicant or assignee. It is desirable to
call such applications. to the attention of the examiner
even if there is only. a question that they might be
“materigl to the examination™ of the application the
exammernsconsxdenng Itxsdenmbletobepamcn-
larly careful that prior art or other information in one
application is cited to the examiner in other applica-
tions to which it. would be material. Do not assume
that an examiner. will necessarily remember, when ex-
amining a partlcnlar appheatwn, other. applications
whichtheexammerlsexammmg,orhasexmned.

._ ft & C

: cuse. apphcant-”t

s des;rable .and  safest to
subnut mformatlon Even thoughf e jattorney, agent,
or apphcant doesn’t cons:der it n

: ; f _and embarassmg
questxons can be avo:ded The court in U. S. Industries
v. Norton Co., 210 USPQ 94, 107 (ND N.Y. 1980)
stated “In short ‘the ‘question of relevancy in close
cases, shoujd be left to. the exammer and not the ap-
plicant.”

In. It may be desnrable to’ submxt mformatlon about
prior uses and sales even. if it: appears that they may
have been expenmental not’ ‘involve the specifically
clalmed invention, or not encompass a completed -
vention. pNoté Hycor Corp. v. The Schleuter Co.,
740 F.2d 1529 222 USPQ 553, 557-559 (Fed. Cnr
1984)¢

12. Submit information promptly An appllcant, at-
torney or agent who is aware of prior art or other in-
formation and its significance should submit same
early in prosecutnon, eg, before the first action by
the examiner, and not wait until after allowance. $Po-
tentially material information discovered late in the
prosecutlon should be. unmedmtely submitted. That
the issue fee has been paid is no reason or excuse for
failing to submit information. See Elmwood Liquid
Products, Inc. v. Singleton Packing Corp., 170 USPQ
398 (M.D. Fla., Tampa Div. 1971).¢

13. It is desirable to avoid the submission of long
lists of documents if it can be avoided. Eliminate
clearly irrelevant and marginally pertinent cumulative
information. If a long list is submitted, highlight those
documents which phave been specifically brought to
applicant’s attention and/org are known to be of most
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material information: In re Ruscetts and Jeany, 118
USPQ 101, 104 (C.C.P.A. 1938); In re von Lagenho-
ven, 458 F.2d. 132, 173 USPQ 426 (C.C.P.A. 1972);
Chromalloy American Corp. v. Alloy Surfaces Co.,
Inc 339 F. Supp. 859, 173 USPQ 295 (D. Del. 1972).

15 ‘Watch out for information that might be
deemedtobepnorartumderSectlm 102¢) and (g).

‘Section 102(f) of Title 35 United States Code may
be combined with Section. 103; sée Comning Glass
Works v. Schuyler,” 169 USPQ 193 @.D.C. 1971),
aﬂ’d in Cormng Glass Works ":’,_'Brenner, 175 USPQ

186 (NDOkla. 974), Dale ‘El tmmes v. RCL.
Electromes, ‘180 'USPQ 225 (Ist. Cir. 1973). and, Ex-
parte Andresen, 212 USPQ 100 (Bd. App 1981).

Note also that prior invention under § 102(g), may
be combined ‘with Section 103, such as in In re Bass,
474 F.2d 1276, 177 USPQ 178 (C.C.P.A. 1973)

pNote 35 U.S.C. 103, second paragraph as amended
by Public Law 98-622 dlsquahﬁes section 102(f)/103

" or section 102(g)/103 prior art which was, at the time

the second invention was made, owned by or subject
to an obhganon of assngmnent to, the person who
owned the first inveation: see 1050 O.G. 316.¢

16. Watch out for information picked up by the in-
ventors and others at conventions, plant visits, in-
house reviews, etc.; see, for example, Dale Electron-
ics, Inc. v. RC.L. Electromcs, Inc., 180 USPQ 225,
228 (1st Cir. 1973).

17. Make sure that all of the individuals who are
subject to the duty of disclosure, such as spelled out
in § 1.56 are informed of and fulfill their dety.

- 18. Finglly, if information was specifically consid-
ered and discarded as not material, this fact might be
recorded in an attorney’s file or applicant’s file, in-
cluding the reason for discarding it. If judgment
might have been bad or something might have been
overlooked inadvertently, a note made at the time of
evaluation might be an invaluable aid in explaining
that the mistake was honest and excussble. Though
such records are not required, they could be helpful
in recalling and explaining actions in the event of a
guestion of “fraud” $or “mequltable conduct™§ raised
at & later time.

2005 Alterations or Partly Filling in Applics-
tions After Execution [R-3]

Applications which have not been prepared and ex-
ecuted in accordance with the reguirements of Title
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impeoving the text of a translation of a foreign appli-
cation (for filing in the U.S.) afier execution is not
permitted without re-execution. There is no ressoa for
alterations or insertions afier execution which are not
drawn to new matter.

Effective February 27, 1983, Section 111 of Title
35, United States Code (amended August 27, 1982,
Public Law 97-247, sec. S, 96 Stat. 319) provides,

Appbcauonforpﬂcntalullbemde.o:auﬂwmedtobemde,
by the inventor. . 'l‘hefeemdoathaybesubmmednﬂerthe

specification end -y required drawing. .

Thus, §111 gand 37 CFR" lsuuameudedpmvm
time, where: necessary, forapphcantstoexecmthe
oath or declaration afier reviewing and understanding
-the contents- of the:specification, including claims, as
filed and as amended by any amendment specifically
referred to:in the oath or declsration, &s reguired by
37 CFR.1.63. A preliminary amendment which does
ot introduce new . matter may be.used to make cor-
rections after. filing and . it avoids any questxon as to
‘what was properly in. the applzcatxon at the tlme of
filing: See 37 CFR 1.118.’

" Prior to February 27, 1983 § 111 of Title 35, United
‘Statm Code fequired that, - , _

-[thhe applwanon must be signed by the appucant. ces

The same reguirement appeared in now removed 37
CFR 1.57 which specified that the signature to the
oath or declaration “will be accepted as the signature
to the application provided the oath or declaration
. . . is attached to and refers to the specification and
claims to which it applies. Otherwise the signature
must appear at the end of the specification after the
claims,”

The removal of § 1.57 does not remove, however,
the prohibition found in § 1.56(c) against slgmng the
oath or declaration (1) in blank: (2) without review of
said oath or declaration; (3) without review of the
specification, including the claims, as required by
§ 1.63(b); or against (4) altering the application papers
filed after signing the oath or declaration. If an appli-
cation is altered after execution of the oath or decla-
ration, and because of time considerations the applica-
tion must be filed before it can be resubmitted to ap-
plicants and a new oath or declaration signed, the ap-
plication could be filed without an ocath as provided
in § 111 and the application as filed resubmitted to ap-
plications for their review and understanding as re-
quired by § 1.63 and a new oath or declaration prop-
erly executed and filed.

37 CFR 1.52 and 1.56 furnish notice to the public
of the seriousness with which alternations of an appli-
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mxuwma&,mmmmm
force and effoct of law: Norton v. Curtiss, 435 F.2d
778, nmvmssz.m(ccrm 1970). 37 CFR
tsa(e)nm mmm.lmm

m
Mm u-n mm tigning of any
sccompanying coth or decluretion puresant o § 1.63 wluwdag
those epplicetion gepere end should be deted sad initieled or tigned
gmmmmmmammmmm
application papers are permissible igning of ea o
mmwmmmmms«e»m

the sigaing of the cath or declaration the application
pepers, amendments may only be made in the weaner provided by
§6 1.121 and l.m-uzs.

37 CFR 1.56(c) as amended February 27, 1983 pro-
vides,

. (c) Any application may be stricken from the files ift

(1) An osth or declaration pursusnt to § 1.63 is signed in blenk;

(2)Anoathordec¥mmnpmsmtto§lﬁmmdwuhom
review thereof by the persoan making the oath or declaration;

€3). An cath or declarstion purseant to § 1.63 is signed without
review of the specification, including the claims, es required by
5163(5)'

thppmpupetsﬁhdmmemmﬂmedmm
ugnmgofanmthordednnﬁonmmttoﬂﬁ:e&mgm
those application papers.

Section 1.56(c) is merely a restatement of portions
of § 1.56 as it prior to the 1977 rule change;
gee 42 Fed.: Reg.- 5588 (Jen. 28 1977). 955 OG 1054
(Feb. 22, 1977).

It is therefore necessary. that Me apphcanon, includ-

mg the oath or declaration, be executed in the form in

which it is filed or intended to be filed since it is im-
proper for anyone, including counsel, to complete or
otherwise alter application papers, including the oath
or declaration, after the applicant has executed the
same. The application filed must be the application
executed by the applicant and it is improper for
anyone, including the attorney or agent, to alter, re-
write, or partly fill in any part of the application, in-
cluding the oath or declaration, after execution by the
applicant. Execution of an application with a copy of
the drawings present, rather than the formal draw-
ings, is permissible as long as the copy conforms to
the formal drawings.- This avoids the necessity for
transmission, handling, and possible loss of, or damage
to, the formal drawings. See In re Youmans, 142
USPQ 447 (Comr. Pats 1960).

The filing of an application which has been altered
or partly filled in after being signed or sworn to is
considered by the Office to constitute serious miscon-
duct: Wainer v. Ervin, 122 USPFQ 608 (Comr. Pats.
1959). The Commissioner, in refusing to reconsider a
decision striking Wainer’s application stated,

“I¢ is true the penalty of striking an application has not ordinarily
been imposed in the case of an slterstion in some minor deteil
which cbviously does not sffect the significance of the epplication.
However, it is clear that one who alters an executed application
and then improperly files it without resubmitting it o the inventor
for reexecution may gein the advantage of an earlier filing dste
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USPQ 144 (Comr Pats. 1959) In deeaberg V.
Reynolds, 122 USPQ 381, 383 (C.C.P.A. 1959) the
court stated,

“It is the materiality of the change that should govern the Com-

missioner’s exercise of discretion in striking applications from the
ﬁles.mtcmhtynnqmuonofhwwhschmmtbedemdedonthe
facts. .

1 Inagreemgthh&eCommmomr’sdecmonnotto
'stnketheapphcatnon,thecourtalsoagreedmth.md
quoted, the s opinion that
“[’]tshouldbeemphwmd howeverﬁntwb:lethemaktyof
an sitcration of an may determine whether or not aa ap-
phunonshouldhemkm,tkuewudmmprmdcsmmdardqf
[propriety for an attorney” (emphasis sdded by Court). . .

The Court. recommended “the obviously safe
course of altering first and executing afterward.”

2006 AppliuﬁomSigedorSwmtohBlmk
or Without Review

‘As stated in §2005, applications whrch have not
been executed in accordance with the r: its of
Title 35 of the United States Code and Title 37 of the
Code of Federal Regulations may in appropriate cir-
cumstances, be stricken from the files as having been
improperly executed and/or filed. Prior to February
27, 1983 § 111 of Title 35, United States Code, re-
quired that the application must be signed by the ap-
plicant. The saine requirement appeared in now re-
moved 37 CFR '1.57 which specified that the signa-
ture to the oath or declaration would be accepted as
the signature to the application provided the oath or
declaration is attached to and refers to the specifica-
tion and claims to which it applies. Otherwise the sig-
nature must appear at the end of the speclﬁcatxon
after the claims.

Prior to February 27, 1983, the application “signed
by the applicant” was reguired to be a complete ap-
plication and not simply an oath or declaration signed
without remainder of the application. For example,
applicant could not properly sign an cath or declara-
tion and later associate it with a specification and/or
claims without the specification also being signed. Ap-
plications filed on or after February 27, 1983, will re-
ceive a filing date on the filing in the name of the
inventor(s) of (1) a specification containing a descrip-
tion pursuant to 37 CFR 1.71 and at least one claim
pursuant to 37 CFR 1.75 and (2) any drawing re-
quired by 37 CFR 1.81(a) in the Patent and Trade-
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(1) An cath or declaration pursuant 1o § 1.69 is signed in blank;

{) An outh or declaration purwuent to § 1.63 i signed withom
review thereof by the persca making the csth er declaration;

(3} An cath or decleration pursuamt to § 1.63 i signed withowt
mfmmwmmmuww

[+ 3

€4) The application papers filed in the Office are aliered sficr the
dewmmwwilﬂmw
those application papers. ;

Under 35 US.C. 111 in effect after February 27,

1983, spplicants still cannot execute an cath or decle-

ration attached to, or sssociated with, a foreign lan-
guage application and later-file such oath or declara-
tion--stteched’ to, or associsted : with, an -Englich-lan-

gusge application which las not been: executed. Ap-

plicant: can, where appropriate, utilize the procedure
set forth in § 608.01 for foreign lsnguage application.

As indicsted, such applications “may be stricken
&omtheﬁla"Thus,thxssecﬁonprowdwtbatstnk

ing of the application is- discretionary if there is no

“frand” present. Whether such applmauons will' in
fact be stricken will depend upon all the circum-
stances involved. However, the Office considers this
very serious misconduct. An cath or declaration
signed or sworn to in blank, or without actual review
of the oath or declaration and specification by the ap-
plicant clearly lacks compliance with 35 U.S.C. §§ 111
and 115. Such an application would cobviocusly not
comply with the requirements of 35 U.S.C. 111 of “an
oath by the applicant as prescribed by section 115 of
this title.” In view of the lack of statutory compli-
ance, no reason would exist for not striking an appli-
cation.

2006.01 Imtermational Applications Filed Under
the Patent Cooperation Treaty
The provisions of 35 U.S.C. 363 for filing an inter-

‘pational application under the Patent Cooperation

Treaty (PCT) which designates the United States of
America, and thereby has the effect of a regularly
filed United States national application except as pro-
vided in 35 U.S.C. 102(e), are somewhat different
than the provisions of 35 U.S.C. 111. Under 35 U.S.C.
363 and PCT Article 11(1), the signature of the inven-
tor is not required to obtain a filing date but must be
submitted later. The oath or declaration requirements
for an international application before the Patent and
Trademark Office are set forth in 35 U.S.C. 371(c)}{9)
and 37 CFR 1.70. See Chapter 1800.
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1054 (Feb. 22,
CF&I Steel. Corp 202 USPQ 412, 419 (i0th Cir.

mwhmm%hm ributab]
MMMMMGMMMMW
tionship between applicants for patent and the Patent
g?mkmmm“ofhmumg
importance subject, appropriate
the Office attempt to define, insofar as pomsible, its
substantive policy ia this area. This policy is, of
cmmsubjectwcwpuncuhﬂyamcom
the substantive law.

37 CFR 1.56, as amended in 1977, represented a
mere codificaton of the existing Office policy om
fraud and inequitsble comduct, which is consistent
with the prevailing case law in the federal courts. The
expanded wording of § 1.56 was intended to be help-
ful to individuals who are not expert in the judically
developed doctrines comcerning fraud. The section
should have ‘a stabilizing effect on future decisions in
the Office and may afford guidance to courts as well:
42 Fed.. Reg 5588, 5589 (Jan. 28, 1977). 955 O.G.
1977).Note'l‘rue Temper Corp. v.

1979); U.S. Industries, Inc. v. Norton Co., 210 USPQ
94, 108, 110 (N.D. New York 1980); USM Corp. v.
SPS Technologies, Inc., 211 USPQ 130, 131 (N.D. II-
linois, E. Div. 1981). Also, Kansas Jack, Inc. v. Kukn,
219 USPQ 857, 862 (Fed. Cir. 1983) $; and Driscoll v.
Cebalo, 221 USPQ 745, 750-751 (Fed. Cir. 1984).¢
The following language has been extracted from
the C.C.P.A. decision of Norton v. Curtiss, 433 F.2d
779, 167 USPQ 532, 543 (1970), because it reflects the
theme of the recent court decisions and writings on

_ the matter of fraud and ineguitable conduct in patent

prosecution:

“[The term (fraud) in rule S6 . . . refers to the very same types
ofconductwhlchthemm,mpateutmftmgementmn,wonld
hold fraudulent. . . . [Tjraditionally the concept of “frand” has
montoﬁenbeenusedbytbeooutu.mgeueul,torefettoatypecf
conduct so reprehensible thet & could alowe focm the besis of an
actionable wrong (e.g., the common law action for deceit). That
narrow range of conduct, now frequently referred to &8 (technicel)
or (effirmative) freud, is looked upon by the law a8 quite serious.
Because severe penalties are usually meted out to the party found
guﬂtyofsuchconduct,techmlfrwdugemaﬂyheldwwem
unless the following i clements are found to be present:
(1) & representation of a material fact, (2) the falsity of that repre-
sentation, (3) the intent to deceive oz, at least, & state of mind so
mklassmmecomeqmetwnnhddwbeﬂneqvad
intent (scienter), (4) a justifisble relisnce upon the misrepresentation
by the party deceived which induces him to act thereon, and (5)
injury to the party deceived 22 a result of his reliance on the mis-
cepresentation.

§"But the term ‘fraud’ is also commonly used to define that con-
duct which may be reised as o defense in an action et equity for
enforcement of & specific obligation.

“We have noticed thet unenforceability due to fraudulent pro-
curement is @ rether common defense. In such circumstences, we
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thelr (4 of the culpting between spplicanta
for prien end the Patet Office and thelr sorutiny of the coaduct
of epplicants in Hghe of thet relationship.”§
The Court of Appeals for the Federsl Circuil in
Kansas Jock, supen at 062, slated,
“Whete one who kuew, or should have knows, thet & piece of
prioe ent, or other information, would be material, i, important to
the FTO ia making s dechilon, & fillure o disclose et et or in-
formation cen be wilicient proof (et & wroaglul intent existed o
mislead the FTO, sad may remslt in o fading of whas bes come to
be called “frand”™ om the PTO. The fact fiader, however, must de-
termine not oely thet the undisclosed art or information was msate-
mmmuzmmwmmmwmm
mmdmmumm” R

‘It is clear that “technical” fmudrsgmamdsform-
vahdahngapateutandfmtejectmgmapphcam
vnder 37 CFR lJﬁTthomtof fmme
FedualCncm,mAmeriemHokt&DemckCo .
Sowa&Som.Inc.."‘MSZF‘ZdlSSO,ZZOUSPQ
763 (Fed. Cir. 1984), cert. denied 105 S.Ct. 95, 224
USPQ520(1984).hasnotedthuthetam“technmal
fraud” has caused some confusion and that the Court
“will attempt to couch future discussion . . . simply
mtermsof‘frmd’and“noﬁ'aud’”tNoteJP Steveus
& Co. v. Lex Tex, Ltd., 223 USPQ 1089, 1092-1093

(Fed. Cir. 1984).¢

201001 The Elements of “Technical” or “Af-
ﬂrmﬁve”Fmd[RJ]

1. REPRESENTATION OF A MATERIAL FACT
See § 2001.0S for a definition of “Material.”
2. FalSITY OF THE REPRESENTATION

Insofer as this element is concerned, the court in
Norton v. Curtiss, 433 F.2d 779, 167 USPQ 532, 345
(C.C.P.A. 1970) indicated that
“Whether the representations made to the Palent Olfice, either ex-
prwslyormphedly.wmhhe.uump!yaqwumoﬂmwbe
decided on the evidence submitted.”

3. TeE INTENT TO Dacmva OR, AT LEAST, A STATE
- OF MmD so RECELESS AS TO THE CONSEQUENCES
Toar IT Is Herp To Be THE EQUIVALENT OF
INTENT (SCIENTER)

The Norton Court, at 535, considered at lengih the
question of “intent.” Its language has been guoted ex-
tensively by other courts, e.g., In re Multidistrict Liti-
gation Involving Frost Patent, 185 USPQ 729, 742
(D.Del. 1978), and thus bears repeating here:

“The ate of mind of the one making the representations is prob-
ghly the most importent of the clements to be considered in deter-
mining the existence of fraud. Perhaps it is most of &l in the tradi-
tiomal element of scienter thet the existence of & Bducierytike duty
ghould have il effect. As we have alvesdy indicated, the procure-
ment of & patent involves the public tnteress, not caly in regard o
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ThnmtemembytbeNortonCouttuofenucal
importance insofar as the Office’s consideration of
“fraud” or “inequitable conduct” is concerned. As is
spparent, direct evidence of “deceptive intent” is dif-
ficult to obtain. More often than not, a decision as to
the presence or sbeence of “ deceptive intent” has to
be reachied afier review of all the circumstances.
Thus, the criteria set forth above from Norton
‘become extremely important. These are:

(a) The “inference  that  there was 3 ﬁ'amiulenx
:is warranted when (1) the circumstances are

al ercmt stated in. Kansas Jack Inc v :Kuhn_ 219

USPQ 857, 861 (1983) o -
“The intent element of fraud, however, may be pmven by a

-shbwing:of acts the natural consequences of which ore presufiably

intended by the actor. Statemeénts made with 'groes negligesice as to
their truth may establish such inteat. * © ¢ The duty of candor

owed the PTO being: romiging, it would:deal & deathblow

to that duty if direct proof of wrongful intent were reguired.”
$The C.AF.C, in In re Jerabek 229 USPQ 530

(Fed. Cir. 1986), in sustammg a unammous decision

by the Board, held -

" “intent need not be proven by direct evidence. .

gence is sufficient and can be shown where appellants attorney

knew or should have known that the withheld reference would
have been material to the PTO's consideration.”§

The Court of Appeals for the Federal Circuit citing
Kansas Jack stated in Rohm & Haas Co. v. Crystal
Chemical Co., * * *$722 F.2d 1556, 220 USPQ 289,
301 (Fed. Clr '1983), cert. denied, 105 S. Ct 172
(1984).¢

“While direct proof of intent to mislead is normally absent, such
submissions [of false materials] usually will support the coaclusion
that tke affidavit in which they were contained was the chosen in-
strument of an intentional scheme to deceive the PTO. In any
event, proof of the actual state of mind ® * * is not required.”

pNote also J.P. Stevens & Co. v. Lex Tex, Ltd,
223 USPQ 1089, 1092-1093 (Fed. Cir. 1984); Hycor
Corp. v. Schletter Co., 222 USPQ 553, 561 (Fed. Cir.
1984).¢

In other courts similar results have been obtained
using different language. Thus, in SCM Corp. v.
Radio Corp. of America, 167 USPQ 196, 207 (S.D.

. {GJross negli-
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323 (3vd Cir. 1972) the Coust looked at the “totality
Mmmm”mﬁmmtthm'ewmubm
tion “to disclose more- mfmm than was dis-

4. Jvmmnkumnwmemmmm
' Mmmmmanou

Whether or not the Office relied on the nnsrepre-
sentation is usually a question of fact, es is the ques-
tion of whether or not such reliance was “justifiable.”
Where the application is an application to reissue a
patent, reliance may be demoastrated if the examiner
issued the original patent relying pamally or totally
on the mxsrepraentatton “In other circumstances, reli-
ance may be demonstrated 1f for example, the exam-

view qf court opunons regardin "\’mjury » The Su-
preme"Court ‘stated in Precision Instrument Mfg. V.
‘Automotive Maintenance’ ,Machme Co 324 US. 806
65 USPQ 133, 138 (1945), ~

““A ‘patent by. its ‘very naturé is affected with a public xntemt. As
recognized by the Constitution, it is a special privilege. . . .'At the
snmeume,apa!ennsanexoephontolhegenemlmleagunst
nopalmmdtothenghttowcmtoafrecandopenmrkct.l‘he
fer-reaching social and economic consequences ¢ of a patent, there-.
fore, give the public a paramount interest in seeing that patent mo-
nopolies sprmg from backgrounds free from fraud or other inequita-
ble conduct and that such monopolies are kept within their legiti-
‘mate scope. The facts . . . must awordmgly be measured by both
public and private standards of equity.”- .

Based on its reading of the Supreme ‘Court, the
Norton court indicated, at 546,

“[Wlhere fraud is committed, Jinjury to the public through a
weakening of the Patent System is manifest.”

2010. &2 Ineqnimble Conduct; Unclean Hands

3]

It is clear that patents can be invalidated or held
unenforceable  and' applications - stricken or rejected
based on equitable principles. While the term “inequi-
table conduct” was dmpped from the proposed rule
change in 1977 of §1.56 “as covering too great a
spectrum of conduct to be subject to mandatory strik-
ing,” 42 Fed. Reg. 5588, 5590 (Jan. 28, 1977), inequi-
table conduct that is equivalent to fraud is intended to
come within § 1.56. Section 1.56 covers inequitable
conduct equivalent to fraud including conduct result-
ing from “bad faith or gross negligence,” even though
such conduct does not comstitute “‘techuical fraud”.
Prior to the 1977 changes the Court of Customs and
Patent Appeals had already interpreted “fraud” in
§ 1.56 to encompass conduct of this sort: Norton v.
Curtiss, 433 F.2d 779, 792, 167 USPQ 532, 543-544

2000-14




ments of techinicel fratid, but will now include & broader resge of
emdmwnhmeaddthmemu,ammw&e
eqmuesmvolvedmthepurncularwe L .

dlfl'enstotheeonducnheywmrwogmze
as being sufficient] eﬁrehmsiblesontoeanymthutheemse-
quences of technical fraud.”

Because of the nature of the relationship between
the applicant and. the Office, and the nature of the
patent . grant, appllcants -and others -involved with
preparation- and prosecution of the application have a
fiduciary relationship and duty toward the Office.
Such individuals are held to exercising a high degree
of “candor and good faith” in their dealings with the
Office. As stated by the Norton Court,

“Nevertheless, one factor stands clesr: the courls have become
more critical in their interpretation of the  existing be-
tween applicants for petent and. the Patent Office and thelr scrutiny
of the conduct of applicants in light of that relationship. Not unlike
thoseappunngbeforeoﬂneraﬁmmmuvemapplmnts
before the Patent Office srée being held to & relationship of coafic
dsuce and trust to that sgency. The indicated expansion of the con-
uptofﬁaudm’eusmmmmbytbemwmmm

nons!uy meaningful.” )

The courts have had oomnderab!e d:ﬂ‘icnlty in eval-
uating the conduct of applicents before the Office to
ascertain whether their deslings were sech a3 (o coa-
stitute “fraud”, “violstions of the duty of disclosure
or “inequitable conduct”. §In J.2. Stevens & Co., Inc.
v. Lex Tex Ltd., Inc., 747 F.2d 1553, 1559, 223 USPQ
1089, 1092-1093 (Fed. Cir. 1984), the Court adopted
the terminology “inequitable conduct” to identify a
breach of the duty of candor to the Patent and Trade-
mark Office in order to make it clear that such mal-
feasance is to be distinguished from common law
“fraud”.¢ As stated by the Court of Appeals in Digi-
tal Equipment Corp. v. Diamond, 210 USPQ 521, 538
(st Cir. 1981), “Questions of ‘materiality’ and ‘culpa-
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Americen Hoist & Derrick Co. v. Sowa & Soas, Tac.,
¢ & 99230 USPQ 763, 773 (Fed. Cir 1984). Ing citisg
Digital Equipment Corp. v. Diamond with spproval,
bthe Courtf stated,

mmWhummwwm&
comion of wmeterisdity, for it sppewrs to ba e lnondost, thas eacom-

pussing e olers, wnd becume et mekeddlity bowadery moR
m@mmmmwmmmm

The Patent md 'l‘udmk Office standard sot
MmS?CFRlSé,aamendedme “merely
represented a codification of existing case law oa the
obligation of spplicants to disclose pertinent informa-
tion or prior art”™: True Temper Corp. v. CF&I Steel
Corp., 202 USPQ 412, 419 (l0th Cir. 1979). Most
oﬂm,meqwmonmmwwhethﬂthem
cant&iledtodxocloaghothe\()ﬁeeutherfac&m

< > applicant, bt not known to
theexmnet 'l‘hefactthatsuchaduty—to-duclose
exmhnbeenemphmdmtwoSupremComDe-
cisions: Precision. Instrument Mfg. Co. v. Automotive
Maintensnce Machine Co., 324 US. 806, 65 USPQ
133 (l%S);andegslandv Doney, 338 US 318, 83
USPQ 330 (1949). :

Courts have held patents mvahd or nnenfo:wable
because facts were not disclosed to the Office; even
facts which ultimately may not have remdered the
claims unpatentable or invalid; for example, see SCM
Corp. v. Radio Corp. of America, 318 F. Snpp.433
449, 167 USPQ 196, 207-208 (S.D. N.Y. 1970) §; prior
art reference need not form the basis of a rejection in
order to be material: In re Kaufimsn, 212 USPQ 23, 25
(Com'r. Pats. 1981); the “no harm, no foul” argument
“is a myopic view of what is after all an equitable
doctrine,  the patent law equivelent of “unclean
hands™; A.B. Dick Co. v. Burroughs Corp., 228
USPQ 65, 78 (N. D. Hl. 1973): Driscoll v. Cebelo, 221
USPQ 745, 750 (Fed. Cir. 1984).¢ See, also, Duplan
Corp. v. Deering Milliken, Inc., 197 USPQ 342, 414-
415 (D.SC. 1977). Both * ® %the SCM and the
Duplan Corp.¢ decisions quoted as “law” the follow-
ing statement:

“Even though misrepresentations made to the Patent Office are
not legally material to the issusnce of 2 patent, nevertheless, this
court, being a court of equity, can and should refiese 8o enforce the
petent if the Court finds the patentee made intentional misrepresen-
tations to the patent exwminer, ie, if the palentee come into the
Corning Glass Works v. Anchor Hocking Glass
Corp., 203 F. Supp. 461, 149 USPQ 99, 106-107 (D.
Del. 1966) mod. other reasons, 153 USPQ 1 (3rd Cir.
1967).
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ot‘ grounds upos which findings: of “frand” or. “ja-
equitable condect” bave besn. m-wwﬂ

1 Nmnmmwﬂvmcnorﬁmm
' Use aNp SALE (35 U.S.C. 102()) . “
Aﬁndingof“frwd”maybebufedon’ihénmdis-
closure of evidemce of prior public use and/or sale.
See, for example, Walker §Process Equipment§, Inc.
v. Food Machinery Co., 382 U.S. 172, 147USPQ404
(196%); Monolith Portland Midwest Company
Kaiser Aluminum & Chemical Corp., 152 USPQ 380
(C.D. Calif: 1966, l%?),modiﬁedutoammmtbfat-
torney's fees at 160 USPQ 577 (9th Cir. 1969); United
States ‘v:’ Saf-T-Boom, 164 USPQ:283 (E.D: Ark.,'W:
DIV l970),afﬁrmedpercunamat416‘l usPQ- 195(8th

(sm Cir: 1970), certiorari denicd: 163’ USPQ ¥ (1970}
apd therelated decuon on the re_issne application; In

A 1975) ‘AS’ stated

“ﬂ]fmapplmntkmwxofpmrmwhxch phmlydencribedh:s
claimed invention or comes 50 :close thet 2 reasonable man would
uythatthemvennonwasnotongmalbutbndbeenmhcnpﬂed,he
wnllnotbeexcused for fuluretoduclosehxsknowledge

Snmlarly, the court in In re Clark 187 USPQ 209
(CCPA l975)at213 stated o

(W]edonotagreethnapplmtcould underthesmcoft.hc
law in 1956 or now, amend claims expréssly to avoid a Section 102
reference unknown to the czsminer and Jumﬁahly congider there
wes no duty to bring that reference to the examiner's attention.”

- Other courts have rendered similar decisions, see,
for example Penn Yan Boats, Inc. v. Sea Lark Boats,
Inc., 175 USPQ 260 (S.D. Fla. 1972), affirmed 178
USPQ 577 (5th Cir. 1973), cemoran denied 414 US
874 (1974).- . -

In Elmwood qumd Products, Inc. w. Smgleton
Packing Corp., 170 -USPQ 3968 (M.D. Fla., Tampa
Div. 1971), the Court held the patent “unenforecea-
ble” because of the failure to bring to the Offices’s at-
tention, an anticipatory reference obtained late in the-
prosecution of the U.S. application from counsel’s for-
eign patent associate.

The Court. of Appeals for the Federal Circuit in
Orthopedic Equipment Co. v. All Orthopedic Appli-
ances, 217 USPQ 1281, 1286 (1983) stated,

“Although inequitable conduct requires less stringent proofs as to
both materiality and intent than common law fraud, mere evidence
of simple negligence, oversight, or an erroneous judgment made in
good faith not to disclose prior arnt is not sufficient to render o
patent unenforceable.”
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Corp., 170 USE mw.um mmmrmw
cusiam st 179 USPQ 209 (9th Cir. im),m...
mdwonefhwat 52[/ o . |

Secuon 102 mfamcé” the: refaence becomes, at best,
a Secnon 103 referen -

*709 contemp! the Y
sary ‘conclusion’ is thn the” ’939 pcteut p
obvious . )
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“The specific act upon” which’ plaintiffs argue ‘frandulent procire-
ment’is defendanit Nortoni's failure to cité the *491 patent dumg ﬂ!e
ptmuonofthe’939pmtbefm'ethem0tfwe S

c" . c'io o‘

[l]tswdhtemlhedaymarguethnfaﬂmtomteamgmy
relevant prior art reference would mot violste the duty of candor
thereby rendermg a petent invalid or uncnforceable *

SeealaoneTemperCorp v. CF&ISteelCorp,
202 USPQ 412, 415, 421 (10th: Cir. 1979) wherein the
court inidicated that a duty to discloge a reference that
made the claimed invention obvious existed dunng
prosecution -which occurred .in the early sixties
(patent issued December, 1964). In Buzelli v. Minne-
sota Mining & Manufacturing Co., 182 USPQ 307,
311 (E.D. Mich. 1974), 186 USPQ 464 466-467 (6th
Cir. 1975), the Courts in.cossidering conduct occur-
ring during: prosecution of the 3,464,424 patent (1965-
1969) held that plaintifPs failure to disclose prior art
which would render the claims obvious, plus the false
assertion that no such art existed, constituted ineguita-
ble conduct before the Patent Office which rendered
the patent unenforcesble.

$The Court in Argus Chemical Corp. v. Fibre
Glass-Evercoat Co., Inc., 225 USPQ 1100, 1102 (Fed.
Cir. 1985) stated,

“In this eppeal we lay to rest any further argument thet in the

past the standerd for disclosure of known prior art only required
thet 8 reference which fully anticipated & patent, thereby destroy-
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mumwmmmzm, Jesed
m“&aué"mwmm for the filure to
dmlm!lOBpmmobvmydemmm-

wpponamjecuonofcmmy,’ ‘

to disclose such reference: however, & prioe art refer-
enceneedmtfomthebuisofuejectimmorderto
be deemed material: In re Kaufman, 212 USPQ 23, 25
(Comrl’m 1981). Note also A.B. Dick Co. v. Bur-
rouzhaCorp 228 USPQ 65, 75 (N.D. L. 1985); Dris-

coll v. Cebalo, 221 USPQ 745, 750 (Feb. Cir l984)¢

4 PuonAuronmtmnmmuonDncmsenm
: Im\mmmMANman ‘

Ingeneral thepmrarthastobebmghttothe
attention of the examiner 'in-an' adequate fashion.
Thus; in Penn Yan Boats, Inc. v. Sea Lark Boats,
Inc., 175 USPQ 260 (S Fla.1972) at 272,theCourt

unonwutohm'ytheWollltd
prior et petents @ the hope

“{T]he purpose mevmen
‘Pnlemmalonghnofalenedly
that the Patent. Examiner, having already sllowed the Stwart claims,
would: ignore :the list asd permit:the Stusrt patest to isse. Such
conduct clearly - vicktes the required. standard of candor-and fair
desling with the Pateat Office. Stusst hed s clear obligation to.cell
theWollardpatenuothemennonofthePatemOiﬁeemapmper
fashion. .

5 Mmanmmwmmu OF PRIOR ART OR Ormsn
- VY Iumnmnou f

Mnsrepresenmnom regardmg the “prior “@rt ‘can
render a’patent unenforceable as‘evident from Penn
Yan Boats, Inc.v. Sei Lark Boats. Inc:;, 175 USPQ
260 (S.D. Fla. 1972), affirmed 178 USPQ 577 (Sth er
1973), cemoran denied 414 U. S. 874 (1974) '

6 Mlsnanssawm'nons m Ammvns

Mlsreprwentauom in affidavits can result in find-
mgs of “fraud” or “inequitable conduct.’ In Timely
Products Corp.:v. Arron, 187 USPQ 257 (2ad Cir.
1975), a 37 CFR 1.131 affidavit averred that the appli-
cant had been “associated with another” in his work
prior to the reference’s filing date without disclosing
that the patentee of the reference was the “another.”

In SCM. Cotp. v. RCA, 167 USPQ 196, 206
(S.D.N.Y. 1970), the Court found that affidavits relied
upon by. Counsel to support his positiop omitted rele-
vant data and that Counsel “in all likelihood™ knew
the data was inaccurate. The Court indicated

“[I]nanyevem.heshoﬂdhaveknown . It wes his duty to
iaform himself. . . . He could not avoid ruponnbdny by teyiag not
10 “sce the details”.”

See also Cosden Oil & Chemical Co. v. American
Heochst Corp., 543 F. Supp. 522, 214 USPQ 244,
269-270 (D. Del. 1982).

In Chas. Pfizer & Co. Inc. v. Federal Trade Com-
missison, 159 USPQ 193 (6th Cir 1968), certiorari
denied, 161 USPQ 832 (1969), the Court found the af-
fidavits to be misleading. In Monsanto Co. v. Rohm &
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~ rejected sm argument that the

Haas Co. 172, USPQ. 323, 326 (rd Ci: nm».m‘
Court found that

“in 0l 1o offidnin vhwrered Yons o 25 ﬁmm
of 815 cams, guly 190 were ssbaitied. Conrt conlud-
€d thet this mmmnﬁw
ORI,

Crystal
& ¢ 9722 Fad lSSﬁZ%USPQm,SOl(Fed.Cu
1983), cert. denied 105 S.Ct. 172 (1984).¢ found, in
holding the petent invalld becamse of fraud on the
l'l’Odwiacpmmemeat, ’
mm-mammmmmmw

Mmmwwmmmmmhm
davit P wese not revesied to the PTO."

See also Armour & Co. v. Swift & Co., 175 USPQ
70, 77-78 (7th Cir. 1972).

7 MISREPRESENTATIONS IN PATENT APPLICATION
: o OATHS on Dacunnous

Mmepmsenutiom t amhcouon oaths or
dechraumhaveremltedin of “fraud.” See,
for example, Walker Products, Inc. v. Food Machin-
ery Co.;-382 - U.S. 172, 147 USPQ 404 (1963); United
States v. Saf-T-Boom, 164 USPQ 284 (E.D. Ark, W.
Div. 1970), affd. 431 F.2d 737, 167 USPQ 195 (8th
Cir. l910).lnSaf-T-Boomﬂ1erstrwtCourt.at284
the applicent signed the
oathmtgnoranceofntsoontemx,mdthhoutreadmg
1t,stanngthatappheant B
‘knewthﬂhewuapplmfmapumt.mdthﬂhememmg
an’ affidsvit 1o be submitted to the Patent Office. Regardless of
whether he resd the affidavit or kuiew what was ia it, he in cffect
represeated to the Patent Office that the facts steted in the affidavit
were true and correct to the best of his knowledge and belief, and
hemusthveknownﬂmtthehﬁemomcewwldmmigmm!yoa

the affidavie.” . -

Chromallo American Corp. v. Alloy Surfaces Co.,
173 USPQ 295 ¥, 307¢ (D.Del 1972), represents an-
other situstion in which a false cath resulted in a
holding that the patent was “unenforceable because it
was obtained from the Patent Office by clearly inequi-
table conduct™® ® ®, The patentee had falsely stated,
when filing a continuation-in-part (CIP), that no for-
eign applications cormspondmg to the parent applica-
tion had been filed. In fact & British counterpart had
been filed and issued more than one year prior to the
filing date of the C-I-P, thereby becoming a refer-
ence under 35 U.S.C. 102(b) for the claims containing
additional matter in the C-I-P. -~ -

However, while misrepresentations in oeths may
result in holdings of “freud” or “inequitable conduct™,
a mere mistske or an immaterial misrepresentation
will normally not. For example, a mistake or misrep-
resentation of an applicant’s residence, without more,
would normally not constitute “fraud” or “inequitable
conduct.” Similarly, in Langer v. Kaufman, 175
USPQ 172 (C.C.P.A. 1972), the Court found thaet,
under the circumstances, there present, an incorrect
statement in the oath that an application wes a con-
tinuation rather than a coatinuation-in-part did not

Ben. 3, My 1986




thas MUEGE il

*orton v. Cortss .. . wets forth the viglons oliments vebioh
MMWWMQMdM&Mdmu
ik the dlieged whempracnisilon Bt be maerkl ead .. . wles
m%mrmmh%wmmmwm
would aot showed suiarepresentn-
M"‘W'Wemmmgom mwm
m«foudm”

8 MmmmAm m PATENT S!mmm

Mlmpmnmmm specifications have re-
sultedmlomofnghutothe . See, for exam-
ple Steierman v. Coanelly et al, 192USPQ433(PTO
Bd. of Pat. Int. 1975); 192 USPQ 446 (PTO Bd. of
Pat. Int. 1976), wherein the Board of Patent Interfer-
erwes,mawardmgpﬂontytothejmpmy found,
at page 436, that
“ﬂnmmdchrlymmuaﬁn&ngthuwmmemm
selly performed his enperiments and the time s sppBcuticn was
filed, someone . ... decided the Connelly experisnental work would
notberepreducedenctlymtheﬁomellyetdappm

wﬂdmhwmlCmuy,MMndMy
mhcrs . had seen to it thet-the ex wwo:kbyConnelly
hadpmperlyappwedmlheComeuyetdappﬁm\Vemmt
dondone what occurred: Wemhopefu!,inmd,&umwﬂlm
‘encounter in any futute cases the type of loces * which oc-
curred in this case, because such “loose practice’ oaly 2dds to the
‘suspicion and hostility’ with which many.mcludmgiedeu!judges,
unfortunately appraach the patent system.”

‘See also Grefco Inc. v. "Kawanee Industries, Inc.,
499 F. Supp 844, 208 USPQ 218, 240 (Del. 1980),
affd. woopm.CA.’a cert. den. 213 USPQ 888 (1981).

2012 . Reissue Appliutions Involvhg Issues of
Fraud, * * * $ Ineguitable Conduct§ and/or
Violation of Duty of Disclosure [R-3]

Quesﬂom of “fraud” b, "meqmtable conduct™§ or
violation of “duty of disclosure” or “candor and good
faith™ can arise in reissue applications. © © ©

Reoumeum FOR “ERROR WITHOUT ANY
Dscarmm Imrmon"

Both 35 U.S.C. 251 aml 37 CFR 1. 175 promulgated
pursuant thereto, require that the error must have
arisen “without amy. deceptive intention.” In re
Heany, 1911 C.D. 138, 180, unequivocally states

“Where such & condition [fraudulent or deceptive imtention] is
shown to exist the right to reissue is forfeited.”

Similarly, the court in In re Clark, 187 USPQ 209,
213 (C.C.P.A. 1975) indicated,

“Reissue is not availsble to rescue & patentes who had presented
claims Hmited to avoid particelar prior art and then bed failed to
disclose that prior art . . . after that failure to disclose has resulted
in invelidating of the claims.”

It is clear that “fraud” caunot be purged through
the reissue process. See conclusions of Law 89 and 91
in Intermountain Research and Engineering Co., Inc.
v. Hercules Inc., 171 USPQ 577, 631, 632 {C.D. Calif.
1971).

Baw, 3, May 1986

duct”‘or“viohﬁonofdntyofduclowm in the

of the resulting in the patent
whwbusoughttobermedtwofthermnp—
itselfg
37CFR156(d)pmwda

(d)!@opuentwﬁlbextwedmuappﬁummm
with which frend o the Office was practiced o sttempted or the
duty of disclosure was violated through bed feith or gross meghi-
geace. The cleims in en shall be rejected if Gpoa exami-
widion persst to 39 U.S.C 130 aml 132, ¥ s esisblished by ‘clesr
ndcmvmmmehznym“pmﬁwdm&
tempted on the Office in compection with the applicetion, 6r id coa-
nection with sy peeviows applicetion upon which the applicaticn
relics, or (Z) that there wes any viclation of the duty of disclosure
mghwm“wughm-eomwﬂhmm

Clearly, where several patents or applications stem
from an original applicstion' which contained fraudu-
lent claims ultimately allowed, the docirine of unclean
hends bers allowance or: enforcement of any of the
claims of any of the applications or patents: Keystoune,
Driller Co. v. General Excavator Co:, 290 U.S. 240,
245, 19 USPQ 228, 230 (1933); East Chicago Machine
Tool Corp. v. Stone Container Corp., 181 USPQ 744,
748 (N.D. Hlinois, E.Div. 1974), modified, 185 USPQ
210. See slso Chromalloy American Corp. v. Alloy
Surfaces, Inc., 173 USPQ 295 (D.Del. 1972) and
Strong v. General Electric Co., 162 USPQ 141 (N.D.
Ga. 1969), affd 168 USPQ 8 (5th Cir. 1970) where
fraud or inequitable conduct affecting only certsin
claims or only one-of related patents was held to
affect the other claims or patent. Clearly, “fravd”

“practiced or attempted” in an application which
issues as a patent is “fra " “practiced or aitempted”
“in connection with” any subsequent spplication to
reissue that patent. The reissue application end the
patent are inseparable as far as questions of “fraud” §,
“inequitable conduct™ or “violation of the duty of dis-
closure”§ are concerned. See In re Heany, suprs; and
Norton v. Curtiss, 433 F.2d 779, 167 USPQ 532, 543
(C.C.P.A. 1970), wherein the Court stated,

“We take this to indicate that any conduct which will prevent
the enforcement of a patent afier the patent issues should, if discov-
ered eaclier, prevent the fssuance of the patent.”

Clearly, if a reissue patent would not be enforceable
after its issue because of “fraud” §, “inequitable con-
duct or “violstion of duty of disclosure§ during the
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aminer’s rejection of claims upon. examination pursu-
ant to 35 U.S.C. 131 and 132, a8 provided in 37 CFR
lSﬂd).budwcmrandcmvmmgmdeweofa
violation of the duty ofduclomredumgprouecntion

ofthepatenumghttoberemuedo

201201 Collateral Mne!

The Supreme Court in- monder-'l'ongue Lahorato-
ries, Inc. v. University of Illinois Foundation 402 U.S.
313, 169-USPQ 513/(1971) set foith the fule that once
apatenthasbecndechredmvahdmjudacmlmqmry
a collateral -estoppel barrier is ‘created: sgainst: further
litigation - involving the: patent, “unless the patentee-
plaintiff can demoustrate “thai he did not have” a fall
hn‘d::flir‘_cbm’cetm‘;;liﬁgatexwe:‘validity-roffhfm?patmtTin
“the’ earlier case,” -As siated in: Kaiser: Industries
€Corp.:v.:Jones: & ' Liughlin - Steel Co!p., 185 USPQ
343 362 (3rder. 1975),: ; 10 50

‘o fashiching fhe rolé®of Blonder-Tongue; quce=Whnefora
W%ﬁﬁc&“amﬁm inve-
lidity, sfier 8 thorough and equitsble judicisl inguiry, ereatesacol-
Iateral estoppel basvier to further litigation toenforce.lhatkpa

1 Under. 35 U.8.€.-251 -the. Commmnet qmue
a patent only fthae' ;EFTOL: W i
intention.” The Commissioner wﬂhout authonty to
feissue a . patent. when “ .
present during. prosecution. of thep parent apphcatwn
In re Clark, 187 USP(Q 209, (C.C.P.A. 1975), and In re
Heany, 1911 C.D. 138,.180.. Thus, the collateral estop-
pel barrier apphes where reissue is sought of a patent
which has been held invalid or umenforcesble for
“frand” or “violation of duty of disclosure” in procur-
ing of said patent. It was held in In re Kahn, 202
USPQ 772, 773 (Comr. Pats. 1979)

“Therefore, since the, Kahn pntent Wes. !nld mvabd. inter aha, for
‘fuluretodiscbnmtenll facts of which ® ® ¢ [Kshn] was
aware” this m:ybennkenunder:&‘lCFRlSGmthe
doctrine of collsteral estoppel as set forth in Blonder-Tongue supra.

e @ e e . s

The Patent and Trademnrk Ofﬁce . has found 1o clear justifi-
cation for not adhering to the doctrme ofcolweral estoppel under
Blonder-Tongue in this case. Applicant has bad his day in court.
He sppears to have had a full and fair chance fo litigate the validity

of his patent.”
Note § 2259 for collatetal estoppel in reexamination
proceedings.

2013 Protests Involving Issues of Fraud, * ¥ *
Dinequitable Conduct¢ smd/or Violation of
Duty of Disclosure [R~3]

37 CFR 1.291 permits protests by the public against
pending applications. 37 CFR 1.56(h) as promulgated
effective July 1, 1982 provides,

“Any member of the public may seek to have the claims in an
application refecied pursuant (o peragraph (d) of this section by

2000-19

mmmmuammm
mdmmwmgmm.mm-
cludes, of course, i the presence
of “fraud” or “inequiteble cosduct” or“womof
the duty of disclosure.”
31CFR156urevisedcffecﬁveJulyl 1982 limits
“petitions to strike” (§ 1.56(f) & (g) to violations of
peragraph (c), with any violations of peragraph (d)
being subject matter for protest under § 1.291 and for
rejection under paragraph (d); see § 2015,

Any promt filed alleging “fraud” §, “inequitable
conduct”§ or Sviolation of the duty of disclosure” can
be submitted by. mail to the Commissioner. of Patents
derademarks, Washmgmn, D.C 2023l,andshonld

.v,o‘i' remmed ‘for examination
by the Office of the. Assxstant Commnssnoner for Pat-
eats, be immediately. referred: to .that Office along
with the relevant files; see § 2022.01,

ferred . to. revxewed _

2014 Duty of Dnsclosnre in Reexamination Pro-
ceedings [R-3]
As provnded in 37. CFR l 555 the duty of disclo-
sure in - reexamination proceedmgs applies to the
patent .owner. That duty is a continuing obligation on
the part of the patent’ owner throughout the proceed-
ings. However, issues of * §*fraud”, “mequltable con-
duct™ or “violation of duty of disclosure”§ are not
considered in reexamination. See § 2280. If questions
of “fraud”, “inequitable conduct” gor “violation of
duty of disclosure”§ are discovered during reexamina-
tion proceedings, the existence of such questions will
be noted by the examiner in an Office action, in
which case the patent owner may desire to consider
the advisability of filing a reissue application to have
such questions considered and resolved. See § 2258.
For the patent owner’s duty to disclose prior or
concurrent proceedings in which the patent is or was
involved, see §§ 2282 and 2001.06(c). : .

RM.J&M“ w



wheteby any membct of tbe pilblxc can ﬁle arpetmon

to strike an application from

order to be entered in an apphcatton ﬁle, must’ (l) be
timely filed, (2) speclﬁcally identify the application to
which the petition is directed, and (3) be served on
the applicant or be filed with the Office i in duplxcate
in the event service is not possible. -

_ Paragtaph (D does not spec:ﬁcally limit a "tlmely
petition” to any parhcular pomt in the examination of
the application. Such petitions will generalfy be con-
sidered “timely” if they are filed before final reJectxon
or allowance of the application by . the examiner.
Whether or not a-petition filed after final rejection or
allowance of the application by the examiner is con-
sidered “tlmely will ~depend upon the circumstances
and the point in the prosecution at which the petition
is submitted.

Paragraph (f) requires that the petmon speclﬁcally
identify the application to which the petition is direct-
ed. While an identification by application serial
number is not $absolutely§ essential, the identification
must include emough specificity that the Office can
determine with certainty the application to which the
petition is directed. Paragraph (f) requires service of a
copy of the petition on the applicant, or a duplicate
copy in the event service is not possible, before the
petition will be entered. While the Office might, in
some circumstances, reproduce and serve a petition

Hev. 3, May 1906

o the spplicant, & mbmber of the public would beve
mmmmmwm~mmm
mmmmmmm 2
@ ef !m& TS B

mofﬂﬁpmvm&e()ﬂlcewm
d petitioner ment of the entry of &
petition to strike in a reissue application file. Howev-
er, the Office will not communicate with the member
ofthepnbhcﬁhﬂsmchapetmmmm:p-
plications, except for the return of sny seif-addressed
postcard which wes enclosed which merely acknowl-
edges receipt of the petition. The member of the
public filing the petition: will not be permitted to con-
tact the ‘Office as to the. disposition, .or status, of the
petition; of 10 perticipate in any: Office proceeding re-
hmgmthepmmmmerpapeuwﬂlbew
knowledged :-or * considered -unless -they: raise: mew
issues: which: could: not: have been. earlier: presented
mdﬂmrebycommteanewproperpeﬁum.hﬁere
hts relatitig to-the Office’s decision on the peti-
tion or applicant’s response to the petition ‘would not
qualify s .a new . proper: petition. The disposition of
the petition, oneeonehasbeenﬁledwﬂlunderpmu
graph (), be-an ex parte:
and theapphcant T

Ofﬁee thh ghe pplicant végarding a petition to strike

the applicatiori which has been enteéred in the applica-
tion file. Under paragraph (g) the applicint’ could ‘be
reqmredbytheOiﬁcetorapondtothepeﬂﬂon “Any
such response ‘'would ‘be ‘ex parte and would not be
served on ‘the meéinber of the public filing the petition.

Petitions to strike, in’ addmon to complying with
§ 1.56(D), should contain a statement of the alleged
facts involved, the point or points to be reviewed, and
the action requested Any briefs or memorandum in
support of the petition, and any ‘affidavits, declara-
tions, depositions; exhibits, or other materials in sup-
port of the alleged facts, should accompany the peti-
tion. ,

Petitions to stnke can be submntted by mail to the
Commissioner of Patents and Trademarks, Washing-
ton; D.C. 20231, and should be directed to the atten-
tion of the Oﬁice of the Assistant Commissioner for
Patents, Room 3-11A13.

Petitions under § 1.56(f) must, be immediately re-
ferred to the Office of the Assistant Commissioner for
Patents along with the relevant application files (see

2022.01).

$2016 Fraud, lnequiuble Conduct or Violation
g{ Duty of Disclosure Affects All Claims [R-

A finding of “fraud”, “inequitable conduct” or vio-
lation of duty of disclosure with respect to any claim
in an application or patent, renders all the claims
thereof unpatentable or invalid: Chromalloy American
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DUTY OF D&

Corp. v

tm;msamv.mmwm, 62 UEPQ
M!(NDG&M:W&,!GBUWQ!( Cir.
1970). In J.P. Stevens & Co., v. Lex Tex Ltd,, Inc.,
mSPQ 1089, 1093—1094(}"'&6.@1 l%),ﬂ!eemm

“Once a court coacludu tlm mmb& conduct
occurred, all the claims—not just the particulsr claims
to which the inequitable conduct is directly conmect-
ed—are unenforcesble. See generally, cases collected
in 4 Chisum, PATENTS, paragraph 19.03{6] at 19-85

n. 10 (1984). Inequiteble conduct “goes to the patent

nghtuawhole.mdepeudemlyofmcuhrclmms"
In re Clark 522 F.2d 623, 187 USPQ 209, 212
(CCPA).” .

TheConrtnotedetevensthatwhﬂem ;

“In re Multidistrict Litigation Involving Frost Patent. *
540 F.2d 601, 611, 191 USPQ 241, 249 (3rd. Cir.
1976) some. claxms were upheld d@ptte mndnsclesue
with respect. to. others The case is not _precedent in
thxs court.”

“ds ‘stated in Gernmveto' Jeweby Ca » Lambert Bms..
Inc., 542 F Supp 933 216 USPQ 976, 984 (SDNY
1982);: : : : > 3

“The gravemen of - the frwd:defme is. that the pat-
entee has fa.ded to discharge | his duty of dealmg with
the examiner in a manner free from the taint of “fraud
or other mgqmtable conduct’. If such conduct is es-
tablished - in connection with the prosecution of a
patent, the fact that the lack of candor did not direct-
ly. affect .all-the claims in the :patént has never been
the governing principle. It is the inequitable conduct
that generates the unenforceability of the patent and
we cannot think of any cases where a patentee partial-
ly mped the consequences of his wrongful acts by
arguing that he only committed acts of omission or
commission with respect to a limited number of
claims. It i an all or nothing proposition. [Emphasis
in original.]

Clearly, “fraud”, “inequitasble conduct” or “viola-
tion of duty of disclosure” with respect to any claim
renders all claims in an apphcatlon unpatentsble and
subject to rejection- in accordance thh 37 CFR
L 56(d) see 2033.¢

2019 Examination of Applieaﬁm Having Issues
Under 37 CFR 1.56(c) [R-3

Consideration of issues under 37 CFR 1.56(c) will
not normally, consistent with long standmg Office
practice, be deferred, but will occur prior to examina-
tion as to issues of patentability, or as soon as such
issues are discovered or identified. Similarly, consider-
ation of petitions to strike under § 1.56(c) will not
normally be deferred. Section 1.56(g) provides that
such petitions, when filed in conformance with
§ 1.56(f) will be considered by the Office.

Identification of Issues and Referral to Office of
Assistant Commissioner for Pateuts
As soon as possible issues under 37 CFR 1.57(c) are

identified to por by¢ the examiner (note §§ 2005 and
2006), the application should be forwarded to the

2000-21
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¢ Alloy Surfeces, Ine., 173 USPQ 293 (N.w

While issues of fraud §, meqmmb!le wnduct‘et
violation of the duty of disclosure do not arise in 8
large percentage of the spplications examined by the
Office, such issues arise with sufficient freguency that
examiners and other Office personnel should be cogni-
zant of such issues and how they are treated proce-
durally within the Office. A review of the preceding
sections of this Chapter will render it clear as to the
types. of issues which can be raised; or which can be
present. In addition, it is appropriate. to identify typi-
cal issues which can be raised, or which are preseat,
with some degree of frequency in: various types of ap-
phunonsmorderthatomcepermnelwﬂlbeoogm
mtofthesame S

202001 Typical Issues Present in Original Ap-
plications [R-S]

'l‘ypncal issues found in ongmal apphamans, ie,
apphauonsotherthantezssue,rehtetosuchmattm
as irvegularities in affidavits and allegations that im-
proper: inventors have been knowingly and freudu-
fently named. Inventorship. disputes typically arise
where one or more of the named inventors believe
that the inventive entity is improperly constituted, or
in circumstances where an unnamed individusl be-
lieves he or she should be named as an inventor and
alleges that the failure to do so occurred as a result of
bad faith. Another issve which arvices with some
degree of frequency is the failure to identify the
source of copied patent claims ss required by 37 CFR
1.205(b) and § 1101.02(d). Other issues arise through
the failure to disclose to the Office prior patents to
the same applicant or assignee, or prior abandoned or
copendmg applications of the same apphcant or as-
signee, which are “material to the examination” of the
application under consideration: Note Armour & Co.
v. Swift & Co., 175 USPQ 70, 79 (7th Cir. 1972).
® s ¢ pUndisclosed priord§ publications of the same
applicant and/or assignee are also the source of some
issues in original applications, as are prior public uses
and/or sales which are either not disclosed by the ap-
plicant, but are discovered by the Office, or are dis-
closed to the Office by someone other than the appli-
cant. Allegations that the oath or declaration is false
in some material respect also arise in original applica-
tions, e.g., an oath or declaration stating that no for-
eign application has been filed when foreign applica-
tions have in fact been filed.
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“!‘he m wm can be M or \wm can be
preseat, in refssue 8 inclode il of the issues
which can be § i originel applications sad
gome othérs ss well. In fact, the majority of “frand”
Cicionie s which i she B s applcacons

istues arise ace in reigsue

where the pagent is, or has been, iavolved in litiga-
um:.'l'hefwtthtmoxemuuof“frm or “viols-
tion of the duty of disclosure" arise in reissue applica-
tions then in original applications is not surprising in
view of the public accessibility of the reissue applica-
tions and ‘also the fact that the issues can be raised
with regard to both the original prosecution of the
patent and also the prosecution of the reissue applica-
tion. ' Probably ihe most common issues arise as a
result of the failure to disclose during the prosecution
of the original application which - resulted in the
patent the: existence of (1) prior art patents and/or
publications ‘kmown: t0 those individuals  covered by
37:CFR :1.56(a) during the pendency of the originsl
epplication : oz {2)- prior - public: use and/or-on ‘ele
issues which resalted from activities oa behslf of the
apphcant and/or the assignee more  then : one: year
prior, to_the effective filing date to which the claims
are entitled. For example, if the ongmal patent issues
without disclosure to the Office of prior patents or
publications, or, without disclosure of public use snd/
or on sale questions regarding activities more then
one yesr prior. to the. effective filing date to which the
claims’ are entitled, issues of “frand” or “violation of
the duty of disclosure™” are present in the reissue ap-
plication if the individuals identified in § 1.56(a) had
knowledge. of the information prior to the issuance of
the patent.

Other examples of issues whnch can arise are any
one or more of those set forth in § 2011. Any issue re-
lating to “fraud”. or “violation of the duty of disclo-
sure” which can be raised in litigation relating to the
patent can also be raised, or can be present, in Office
proceedings for reissuance of the patent.

202003 [Identification of Issues amd Referral to
Office of Assistant Commissioner for Patents
(R-3}

As soon as an issue of “fraud” §, “inequitable con-
duct’@ or “violation of the duty of disclosure” is
identified in, or with regard to, an application, the ap-
plication should be forwarded to the Office of the As-
sistant Commissioner for Patents. The application
should be accompanied by a brief memorandum iden-
tifying the issue(s) of “fraud” § “inequitable com-
duct™¢ or “violation of the duty of disclosure™ and
pointing out what facts and/or allegations raise the
issue(s)and where in the documents and/or other ma-
terials the facts and/or allegations can be located.

The brief memorandum should include the wording
of Form Paragraph 20.01.

Hee. 3, May 1966
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ferredtotheAthcommmimer’sOﬁieemdre-
turned for exsmination, need not be referred again,
mu!aﬂermeclouofpmnmbefmeheemm
er.eventhonghaddmoml“frmd”p. inequitable
conciuct“( or “violation of the duty’ ofdmcwsure
issues “are rsised. However, the initial referral must
nmbedehyed,butmustukeplaceassoonasthe
mucwxdenum
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dipt G ::
Assxstant Commmmet for Patents. the applmauon is
revxewed to_deteérmine what action is appropmte at
that stage of the exammzmon.

DEFERRAL OF “FrAUD” -, “INEQurrnus con-
“DUCT"§ OR “Vzounon o:= Duty oF Dzscmﬁm;

IssUES .

37 CFR 1. 56(e) as promulgated eﬂ'ecuve July, 1982
prowd&s,

“The exammum of an apphcauoa for oompknme wnth para-
graph (d) of this section will normally be delayed until such time as
(1) &l other matters are resolved, or (2) appellant’s reply brief pur-
suant to § 1.193(b) has been received and the wothcr
wise prepared forcomudenhonby&enoudoprpuls

New Section (e) continues the present Ofﬁce pohcy
of deferring consideration of issues of “fraud” P“in-
equitable conduct”¢ or “violation of duty of disclo-
sure” in any application until the other issues are re-
solved or the application is otherwise ready for con-
sideration by the Board of pPatent Appeals fand
Interferences@ (note § 1448).

Thus, under normal circumstances an apphcauon
referred to the Office of the Assistant Commissioner
for Patents would be returned to the group director
for examination along with any appropriate examining
instructions After completion of examination before
the examiner, or at such time as the application is oth-
erwise ready for consideration by the Board of
BPatenty Appeals pand Interferences§, the application
is returned to the Office of the Assistant Commission-
er for Patents (see § 2022.03) for consideration of the
issue(s) of “fraud” P, “ineguitable conduct™§ and/or
“violation of the duty of disclosure”. See In re Gabri-
el, 203 USPQ 463 (Comr. Pats. 1978); and § 2030.
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mumehhuummmwed.m
provided in . §1.56(g), petitions to' - strike . under
§1.56(g), which are -filed- in conformance 'with
snmwumwmmm.m.
adenmnw:!lnotnoruaybedelerred. =2

202101 Deferral of Decisions on Im of Con-

- duct Presented in Protests {R-3]

‘The - existmz Office policy of deferring consider-
ation of issues of “fraud” §, “inequitable conduct”§
and “violation ofduty of disclosure”, as provxded for
in 37 CFR 1.56(c) (see §2021), extends to such. issues

where ruentedmprotestsﬁledmderﬁlS«h)
1.291(a). Matters other than :“fraud”. §, "meqmtable
couduct”( or “vrohnon of the. _duty of disclosure”
raised .in a protest, for example,. patentablhty in llght
ofreferences, mﬂbetreutedbytheexmnerorother
appropriate official. Reqwts relating to - procedural
matters mvolvmg exammatlon of the apphcatl wxll

uble conduct”q or: ‘v:olatwn ‘of duty of dmclosure"
filed-after an “application lias been ‘initially reviewed
and returned for examination by the Office of the As-
sistant Commissioner for Patents will ordmanly be ac-
knowledged by the examining group, director. 8s .set
forth in §1.291(c). In Acknowledging such protest. in
a reissue apphcenon, the. group. dltector will indicate

Assistant Commissioner for Patents for- dec:slon on

the conduct issues after all other issues are resolved

or the application is otherwise ready for consideration

by the Board of PPatentd Appenls $and Interfer-

encesf.

2021.02 Suspenmon of Action Beunse of Litiga-
tion [R-3]

In order to avoid duplication of effort, action is
sometimes suspended because of the litigation. See
§ 1442.02. Under some circumstances, examination is
expedited. See § 1442.03. Under the expedited exami-
nation procedures, issues of “fraud” §, “inequitable
conduct”§ or “violation of the duty of disclosure” are
deferred until other issues are ® $resolved, or the ap-
plication is otherwise ready for consideration by the
Board of Patent Appeals and Interferences§ See
§1448 and §1.56(e).

202103 Returning Application to Group Direc-
tor for Examination [R-3]

Following the initial review by the Office of the
Assistant Commissioner for Patents of an application
containing possible issues of “fraud” §, “inequitable
conduct™@ or “violation of duty of disclosure”, under
most circumstances the application is returned to the
group director for immediate examination as to all

2000-23
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ﬂmedetﬁhof%eepmiceintbumméh—
cussed for e, in In re Schiegel, 200 USPQ 797,
800 (Come. Pats. 1977), and In re Gabriel, 203 USPQ
468 (Coumr. Pats. 1978).

2021.04 Reguirements for Information

Under some circumstances the initial review by the
Office of the Assistant Commissioner for Patents re-
veals the necessity, or dea'irability, of seeking more in-
formation . relating to- specific issues. Such issues re-
quiring more information include: (l) execution of an
spplication in blank or without review thereof, (2) al-
teration of apphcatlon papers after signing of the oath
or declaration prior to decision on § 1. 56(c) qmtlons,
and (3) mventorshxp or possnble pubhc use“and/or
sale, pnor to or as part of a decision returning the ap-

; enmmatmn :Such - reqmements for; in-

O%pmcedures, mparagraph(n)ofﬁl%aspro-
mulgated effective July 1, 1982. Authority for such
requirements, is provided by 35 U.S.C. 132. Reqmre-
ments for- mformatlon may‘_ be utlhzed where ‘rt ap-

order for the examiner 1o reach a proper. decxsaon, and
where it appears that such information may be avail-
able to applxcant "The requirements frequently take
the form of written quest:ons directed to those indi-
vrduals likely to have desnred mformatlon or to have
accas thereto. ‘

2022 Euninntion by the Exgniiner After
Return From the Office of the Assistant

Commissioner [R-3]

It is unportant that the examiner’s actions on applx-
cations returned for examination under this Chapter
be complete, thorough and set forth detailed reasons
for any conclusions reached by the examiner, Detailed
reasons are important since subsequent decisions by
the Office of the Assistant Commissioner for Patents
frequently refer to, and rely upon, the decision of the
examiner on issues such as whether or not the claims
aviod the prior art, and the materiality of prior art
references. The basis for the examiner’s decision, and
the reasons for reaching that decision, must be clearly
reflected in the examiner’s actions. The examiner must
be careful that no significant issues are overlooked
and that the materiality, or lack of materiality, of the
refernces is apparent from the actions. Any examining
instructions from the Office of the Assistant Commis-
sioner for Patents must be followed explicitly. In ad-
dition, the examiner must conduct a2 “normal” exami-
nation on the merits, including a thorough search of
the relevant prior art.
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afcttonbyt\héenminer‘ er in applications being exsmined
under the provisions of this Chapter should include
FormParsgmphzooz

202 Dqﬁmla[mndmmu
Comsdentaonofmymrelmugtopouibk"fnd“ormh-
uouofthedutyofdudmrenebemgdefeﬂed consistent with 37
CFRISG(e),pendingmo!monohﬂothermmmﬁwrof:p-
plicant, or the spplication being otherwise ready for consideration
by the Board of ¢Patent§ Appeals fand et which

Interferences§,
umcth:sanplmuonmﬂbcrefen@dwtheomceofmem
Commlssxonerforl’atemsforconmdenhonofmymchm

~~~~~ diﬁonﬂlmafl‘hud B, IneqnitdﬂeCon
-for__Viulatlon oftheDntyofDisc!mre

the exammer becom&s aware of , dmonal lssuw of
“fraud” §, “inequitable conduct”‘ or ‘fwolanon of
duty of disclosure”, ‘the examiner will note the exist-
eiice of such issues in the next Ofﬁce action. Howev-
er, the examiner will iot comment on the substantlve
merit of such issues, and will indicate that consider-
ation of such additional issues will be deferred until
all other matters before the examiner have been dis-
posed of or the application is otherwise ready for
consideration by the Board of § Patent§¢ Appeals pand
Interferencesq, at which time the case will be §re-
turned§ * to the Office of the Assistant Commissioner
for Patents for consxderatlon of such issues.

Form Paragraph 20.03 should be used in the office
action.

20,03 Examiner notes additional conduct issues

It is noted that additional issues as 10 conduct by or on behalf of
the applicant have been raised in [1]. Cousideration of these addi-
tional issues will be deferred untif all orther questions as (o patent-
abdny have been resolved in favor of epplicent, or the
is otherwise ready for comgideration by the Board of HPatent§ Ap-
peals gand Interferencesd, et which time this application will be for-
warded fo the Office of the Assistant Commissioner for Patents for
consideration of any quemons concerning conduct by or on behalf
of applicant.

Exsminer Note:

The blank should be filled with reference to the protest, declara-
tion, paper no., etc., in which the additional issue is raised.

This form paragraph should oanly be employed if the application
previously has been referred to the Office of the Assistant Commis-
sioner.

Rev. 3, May 1966
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closure” issues are resolved. The ection by the exam-

where oaly indicate that the
deumted/ckinu_avoiddwprmmﬁ:emjwﬁmof
Mm."hmtbyﬁwmmm
claims are allowable would be i where a
substantial issue such as “fraud” §, “inequitable con-
duct™@ or “violation of the duty of disclosure” re-
maing unresoived. Under no circumstances should the
examiner pass’ the application for issue without con-
sideration of, and & decision on, the issue(s) of “fraud”
0, -‘-‘meqmtable conduct"‘or“vwhtnmofthe duty of

. Ready ..
)Pntelc‘ Apmls dend Imerfumeo‘ [R-S]
When all - other matters except issues relating to

possible’ “frand™ P, “inequitable conduct™§ or “viola-
tion"of thie duty of disclosure” have been resclved in
favor of applicant, the examiner should close the pros-
ecutioni of the application on its merits using the fol-
lowing: language from Form Paragraph 20.04 in the
Office actlon :

20,04 Closing prosecution-conduct issues remain

In view of epplicant’s communication filed on [1}, claim [2] coa-
sidered toavo:dtherejecuonsorreeord mthea,pplmuon Accord-
ingly, prosecution before the examiner on the merits of this epplica-
tion is closed. Hmm.adeﬁmmmof\bemuﬂmgm
questions as to conduct by or on behalf of applicent remains out-

'l'his'applwauon is being referred to the Office of the Assistant
Commissioner for Patents pursusnt to MPEP 2022.03 for forther
consideration in regard to the question of conduct. Applicant will
be sent further communications in due course.

Ezsmiuse Neote:

Use cither this paregreph or the following peregraph 20.05 to
close prosccution.

In a reisgsue application filed with and containing
only 8 37 CFR 1.175(a){4) type osth or declaration
(note § 1414.02), and where all issues execpt those re-
Iating to possible “fraud” §, “inequitable conduct™§ or
“violation of duty of disclosure™ have been resolved
in favor of patentability, the examiner’s action should
include the following wording from Form Paragraph
20.06.

20,06 Reissue containing only 37 CFR 1.173(a)(4) and conduct issues

As e result of examination of this application, all cleims are con-
sidered to avoid the art of record. A determinstion of issues velat-
ing to questions of conduct by or on behalf of applicant remains

2000-24
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for immediate action by the essminer. who will rejoct this

tion s lackisig statutory basis for & reimee becasae 35 U.S.C.
MwMMd:mdnhimmh

Myormhopudveofhvm

When an ¢ is ready fmcowdmtnonby
the Board of.Patent&AppedsOmd Interferences@
e.g. apphcaut'srep)ybmfpunwwill%(b)haa
been received, the examiner should suspend the
appeal and forward the apj '
theAssmuntCommmmerfm' Patents wngthefol-
lowing language from Form Paragraph 20.07 in the
Ofﬁceachon ,

zaar Forwarding to Assisiant Canmmmer ﬁr Pczam aﬁer Recexpe
of Repiy Brief T

Tlm:pplmhoummdyfo:consdumbythenmrdof
QPmnApmk‘mdefm:ewofapph-
cant’s: Reply - Brief pursusnt to. 37 CFR '1.193() filed -
excepuha&muesremam:ehnngtoqumofcondmbyoron
bebalfofapplmt.Tbeappnluhembympeadedmdthmapph
cition ‘is being forwarded to the Office of the Assistant Commis-
sivder for Patents 'for éomsidersticn of vach isspes ez 37 CFR
l$6(e)) Apphmtwﬂbemtﬁr&smmdue
course.

Whete an - llcat:on, other than an appllcatlcm
under § 1. 175(a)(4), would have been in condition for
allowance ‘on first action-except for issues relsting to
posslble “fraud” §, “ineguitable conduct”d ‘or: “viola-

tion ‘of the duty of disclosure”, the examiner should
closetheprosecutzonoftheappkemononthements
using the following language from Form Paragraph
20.05 in the- Office actlon

2005 Closm.g- p.rmecmm-cvnduct issues remain
Prosecution before the examiner on the merits of this application
is clogsed. However.ademmanonofmeismrehﬁnstothe

question of conduct remains outstanding.

This application is being referred to the Office of the Assistant
Commissioner for Patent pursuant (o MPEP 2202.03 for consider-
ation in regard to the question of conduct by or oa behalf of sppli-
cant. Applicant will be sent further communications in due course.

Eszamlser Note:

Useenhcrthnpmgnphorpanmhmmwclmeptmecu
tion.

After mailing of the Office action, the application
should be transmitted via the supervisory primeary ex-
aminer and the group director to the Office of the As-
sistant Commissioner for Patents for consideration of
the question of “fraud™ §, “inequitable conduct™§ or
“violation of the duty of disclosure™. If additional in-
formation from the examiner is pecessary, or desira-
ble, to properly conduct the investigation, the applica-
tion may be returned to the examiner, by way of the
group director, to supply such information; such as
for the examiner's opinion as to “materiality” of cer-
tain prior art or information; or further examination as
to matters of patentability other than “fraud” §, “in-
equitable conduct”§ or “violation of duty of disclo-
sure”.
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If the application is a reissue application, the action
by the examiner may extend (o a determination as 00
whether the “érror™ required by 35 U.S.C. 251 has
been alleged and shown. Further, the examiner shoold
determine whether applicant has gverred in the reissue
oath or declaration, as reguired by 37 CFR
1.175(3)(6),41111 said “errose” arose “without any de-
ceptive intention.” However, the examiner should not
comment . .or .question .as to whether in fact the
averred statement as to lack of deceptive intention ap-
pwsconectortxuSeeﬁMMNandlm I any
question -of -conduct exists, the. -should be
rehredtotheOﬁieeoftheAss&thommmmr

for Pawnts pursuant to § 2020.03.

2029 Eumimtion 8 to Imes Relating to 37
- CFR156()

On receipt of an apphcauon contmnmg issues rela,t-
mgto§156(c),theapplwatxonwﬂlbeexammedasto
such issues, normally without deferment of such con-
sideration, by the Office of the Assistant Commission-
er for Patents (see § 2019).. The § 1.56(c) questions are
first investigated so that the Office has as many facts
ofreoordaspossxblem&cndmgtherssues.'l‘h:sm—
vestigation commonly includes a requirement for in-
formation where the initial mkugatnon indicates the
nwmty or desirability of acquiring further informa-
tion (note §8 2021.04 and 2031, and § 1.56(i)). During
the examination for compliance with § 1.56(c) the ap-
plication may be remanded to the Primary Examiner
for opinion(s) as to materiality, or for further action
where appropriate. ,

Where the investigation revesls that sufficient facts
and information are present to warrant striking the
application under § 1.56(c), an order to show cause
may be issued; see § 2032. If no satisfactory answer to
the “order to show cause” is received or if the prima
facie case is not overcome, a decision striking the ap-
plication under 37 CFR 1.56(c) may be issued. Where
the “order to show cause” is adequately rebutted or
the prima facie case shown not to exist, a “decision
refusing action under 37 CFR 1.56(c)” will normally
be entered. See § 2050.

2030 Esxamination as to Issues of “Fraud” or
Violation of the Duty of Disclosure [R-3]

An spplication conteining issues of “fraud” §, “in-

equitable conduct”§¢ or “violation of the duty of dis-

closure” will be returned to the Office of the Assist-
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and review § tw%MUI«MWI.Tﬁew

! 2020.03 to initially refer the application
to the Office of the Assistant Commissioner for Pat-
ents as soom @s an issue of “fraud” ¢, “imequitable con-
duct”¢ or “violation of the duty of disclosure” is
identified should not be overlooked by the examiner.
“Fraud” §, “inequitable conduct”§ and “duty of dis-
closure” questions are first investigated so that the
Office has as many of the facts of record as possxble
in deciding the issues. o

. See 88 2031 and 2033 '

EXAMINATION Wusm-: memr F.xAmNEns HAs
Cwsm Pmcunou Wrmom APFBAL

"d“ £ QPatent¢ Appeals
& other

§ 1:56 ave’ renotved wrthout appeal ‘the’ anary ‘Ex-
aminer will close the prosecution ‘of the application
on the merits using the language set forth in. §2022.03.

The application will then be returned to:the Office of
the Assistant Commissioner for Patents,' where the
prosecutron of the applxcatron‘vg;li be reopened to the

to § L.191. “See §1. 56(e) “Prior to redpemng the pros-
ecution applicant may be requlred ander § 1:56(i) to
supply information pursuant to §1. Sﬁ(a) in order for
the Office to’decide any issues’ present, see §2031. If
it is determined that a rejection pursuant to §1:56(d) is
reqmred the prosecutlon of the appheatxon will be re-
opened in order to make such a rejection; see §2033.
During the examination for compliance with § 1.56(d)
the application may be remanded to the Primary Ex-
aminer for opinion(s) as to materiality or other mat-
ters, or for further action wheré appropriste. An
appeal to the Board of pPatent¢ Appeals pand Inter-
ferences‘ may be taken from gny decision finally re-
jecting the claims pursuant to .§ 1.56(d), or wherein
the claims have been twice rejected; see § 1.191. The
normal appeal procedures will be followed. If it is
concluded that no rejection for failare to' comply with
§ 1.56(d) is appropriate, a decision refusing action
under 37 CFR 1.56 will be mailed to applicant; see
§2050. The application will then be returned to the
Examining Group Director for appropriate action by
the Primary Examiner; see § 2051.
EXAMINATION WHERE PRIMARY EXAMINER’S
REJECTION HAS BEEN APPEALED

Where the Primary Examiner’s rejection has been
appealed to the Board of $Patent¢ Appeals $and
Interferences§, the Primary Examiner will have sus-
pended the appeal (see § 2022.03) prior to the applica-
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for the Office to decide any issues present; see § 2031.
During the examination for compliance with § 1.56(d),
theapplmmumayberemudedtothem&-

aminer for opinion(s) as to materiality or other mat-
ters, or for further action where appropriate. If it is
dctermmedthatarejecuonpursuanttoﬂﬁ(d)mre-
quired, the decision . the clasims will, in ac-
cordance with § 1.193(c), constitute a supplemental
examiner’s answer introducing a new ground of rejec-
tion and removing .the suspension of the sppeal §:
note, for example, In re Jerabek, 229 USPQ 530 (Fed.
Cir. 1986, wherein the Court of Appeals for the Fed-
eral . Circuit -affirmed the Board of Appesls decision
sustaining the Special Programs' Examiner’s rejection
of all claims, upon examination pursuant to 35 US.C.
131 and 132 as provided in 37 CFR 1.56(d), for viola-
tion of duty of disclosure; which rejection was set
forth in & ‘Examiner's Answer under 37
CFR 1.193(c)¢ Appellant’s reply to the new ground
ofrejeeuonwrllbeduewnthmtwomomhsfmmthe
date- of the supplemental examiner’s amswer. Such
reply. will be.considered and responded to as neces-
S2rY.. Appellant may file a reply brief directed to any
such response within one month of the date of the re-
sponse of within such other time as may be set in the
response.See§ll93(c) If it is concluded that no re-
jection for failure to comply with § 1.56(d) is appro-
priate a decision refusing action under 37 CFR 1.56
will be mailed to appellant. That decision will also
remove the suspension of the appeal and the applica-
tion will be forwarded to the Board of pPatent§ Ap-
peals Pand Interferences§ for decision on the appeal.

2031 Requirement for Information

The investigation (see §§ 2029 and 2030) by the
Office of the Assistant Commissioner For Patents has
normally been by means of “Requirements for Infor-
mation” in the form of a written set of questions sent
to the spplicant and/or others which reguire or re-
quest information. Such “Requirements for Informa-
tion” are provided for in general by 35 U.S.C. 132,
and with respect to reissues specificelly by 37 CFR
1.175().

In comformance with existing Office practice, 37
CFR 1.56 was amended effective July 1, 1982 to in-
clude subsection (i) which provides,

(© The Office may require applicant to supply information pursu-
ant to paragreph (o) of this section in order for the Office to decide
any isgues reluting to peragraphs (c) and (d) of this section which
a;: raised by a petition or & protest, or are otherwise discovered by
the Office.

New paragraph (i) provides for the Office requiring
the applicant to supply information pursuant to para-
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203101 Form of Response :

Where the “Requirement for Information” containg
umnons directed to applicant’s registered attorpey or
agent,themwerssuppkedbycmmdmaybeover
_ counsel’s signature. Where questions are directed to
persons other than applicant’s registered attorney or
agent, the answers are required to be in the form of

sffidavits or declarations. - should be direct-
edtotheattentxmoftheOﬁiceoﬂheAssmantm

missioner for Patents.

2!)3102 'l'lmeforRespoue RS
" The “Requirement for Informatmn" wﬂl normally
set a time for response, usually one or two months de-

of the applications, e.g.,- telssue, litigation stayed, etc.
The time may be extended up to four months as pro-
vided in 37 CFR. 1.136(a), if a petition_for an exten-
- sion of time and the fee set in § 1. 17 are filed prior to
or with the response. However, for requirements in
reissue appllcatxons wherein ' the patent sought to be
reissued is involved in lmgatlon and applicant has
been notified in an Office action that an extension of
time cannot be obtained under § 1.136(z), any exten-
sion of time to respond must be obtained under
§ 1.136(b), which request will only be granted for suf-
ficient cause; see § 710.02(e).
2032 Order To Show Cause

Where the investigation reveals a prima facie case
exists that the oath or declaration was signed in blank,
or without review thereof and of the specification, in-
cluding the claims, or that the application filed in the
Office was altered after signing of the oath or declara-
tion; an “Order To Show Cause” why the application
should not be stricken under 37 CFR 1.56{c) may be
issued. Note §§ 2005 and 2006.

2032.01 Time for Response

A time for response will be set in the “Order to
Show Cause”, usually two months.
2032.02 Effect of Failure To Respond

Failure to respond or the filing of an insufficient re-
sponse may result in or necessitate a decision striking
the application from the files in accordance with 37
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application will be rejected spon examinstion pursu-
ant to 35 U.S.C. 131 and 132 oa the ground that ap-
plmthmmm&edtoemmmthehwm
occurs if it is established by clear and convincing evi-
demce (1) that eny “fraud §”, or “ineguitable com-

duct”¢ wee practiced or attempted on the Office in
conmection with the spplication, or in commection
with eny previous epplication upon which the sppli-
cation relies, or (2) that there was any “violation of
the duty of disclosure” through bed faith or gross
negligence in connection with any previous applica-
tion upon which the application relies. Under amend-
ed paragraph (d), any repctlon which would be made
would include all the claims in the applncanon.

For purposes of § 1.56(d), a reexamination proceed
ing on a patent would be considered gs being “in con-
nection with- the application”, insofar as consideration
of any subsequent reissue application .is.concerned.

- The phrase also includes within its scope the mere re-

filing ‘of the. subject ‘mattér of an’ application in an-
otheér apphcahon ‘without relymg in the second appli-
cation upon the first’ apphcatxon Thus, an- appropriste
rejection upon examiination pursuant ‘to 35 US.C. 131
and 132 based :on conduct or actions proscribed by
§ 1,96(d) could: not:be: avoided merely by refiling the
subject matter of the application in a second or subse-
quent application-which did not rely upon the earlier
appllcauon ‘The phrase “in connection with any pre-
vious application upon which the application relies” is
intended to include all applications upon which the
application under consideration relies, either du'ectly
or indirectly. For example, an application to reissue a
patent obvnously relies upon the apphcation which re-
sulted in the patent sought to be reissued. Likewise,
continuation applications, continuation-in-part applica-
tions, and divisional applications also rely upon one or
more parent applications.
STANDARD OF PROGF

The standards used in rejecting claims under
§ 1.56(d) as amended effective July 1, 1982 are the
same as those utilized by the Commissioner in striking
applications pursuant to § 1.56{(d) prior to July 1,
1982, i.e., clear and convincing evidence of “fraud §”,
“ineguitable conduct”§ or any “violation of the duty
of disclosure” through bad faith or gross negligence;
see § 2040.01.

No CrLamgs PREVIOUSLY REIECTED

Where the investigation reveals that a rejection
under § 1.56(d) is proper, and claims in the application
have not previously been rejected, the prosecution
will be reopened (if not previously reopened) and all
the claims in the application so rejected. If after con-
sideration of applicants response to said rejection, it is
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detérmined that the rejection"hss mot been'over
or adequately rebutted, or the (ot end lnformitio
remain such ae 10 warrant vejectios, & second normal
lyﬁmlmeeﬁmwﬂlbemw cant may appeal
from said wh&qﬁmlmmt.n
wdedia!l.lﬂ(u) ,
Cumsl'nmoustvkummkmwmm

Where the Primary Exammet has ptewously rejeet-
ed any or all of the claims in spplication on any
grounds, e.g., unpatenability over prior art, but such
rejection has been overcome, and the imvestigation by
the Office of the Assistant Commissioner for Patents
revesls a rejection upon examination pursuant to 35
U.S.C. 131 and 132 for violation of §1.56(d) is war-
ranted, a rejection of all the claims on’that ground
will be given. Apphcant can reply to- mch r_ejectxon
under § 1.111 ‘or may appeal such ft‘nal Tejection as
prov:ded by §l l9l(a) ‘

APPLICATION: Ommthse Rmmr POR Consmlzn-
A‘!'ION BY. Bom ‘OF .PATENI" APPEALS " MND

P

snderauon by the, Boatd of bPate.nt‘ Appeals )and
Interferenceq, and for, example, appellant’s reply brief
pursuant to-§ 1. l93(b) has. been. received, . the appeal
will be-suspended and the. application forwarded to
the Office: of the -Assistant  Commissioner- for ‘Patents
for examination pursuant to §:1.56(d); see § 1.56(c). As
provided in §1.56(¢), where an appeal has: already
been filed based on a rejection of any or all claims on
other grounds, any rejection under § 1:56(d) shall be
treated in accordarice with’ §1. 193(¢). Paragraph {©
of § 1.193 provides that any decision rejecting’ claims
pursuant to § 1.56(d) in an application already on
appeal from a rejection based on other’ grounds shall
constitute a supplemental examiner’s answer introduc-
ing a new. ground of rejection and ‘removing the sus-
pension of the appeal introduced pursuant to.§ 1.56(c)
gnote In re Jerabek, supra@ Prior to entering any
such supplemental examiner’s answer under paragraph
(c), the Office may require information from applicant
pursuant to paragraph (i) of § 1.56. Under paragraph
(c) of §1.193, the appellant may file a reply to the
supplemental examiner’s answer. Paragraph (c) pro-
vides that the appellant’s reply to the supplemental
examiner’s answer will be considered and responded
to as necessary with appellant being provided with an
additional month, or such other time as may be set,
within which to reply to any such response from the
Office. After introduction of a supplemental examin-
er’s answer pursuant to paragraph (c) and any replies
and response thereto, the application will be forward-
ed to the Board of pPatent§ Appeals pand Interfer-
encesd for consideration.
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i .bymee(ssu.&c. l3l).nue-
Mkhmmamwym-
cludes a duty to refuse patents in appropriate circums
stances. This duty was explicitly stated by the Court
of Appeals foe the District of Columbis in Draw-
baugh v. Seymnr&mmnowofmm%
CD 527, 534, 535 as follows:

“1t is the duty of the Comminioner of Patents, representing the
public, snd alto the private rights of the investor iavolved in the
peading spplication, as well g5 all other inventors baviag the senc-
tion of the Petent Office, to see that entire justice be doae to all
concerned. The law kas provided certsin official agencies 1o aid
end advance the work of the Patent Office; such as the Primary
Examiners, the Exuminers of Interferences, and the Examiners-in-
Chief: buttheyareal!subocdxmte,mdmbjecttoo!ﬁcu!d:recﬂon
g of Patenti, excenst in the free exerciie of their
wmﬁemmm&aremmmddm

objwﬁon’bemeam acted \lponby
theExamnenor,mt.nslusduytorefmethem

Thus, when the patent should ‘siot- issue for "any

idsue; whether’ the

substantial, reasonable ground, within the knowledge
or cognizance of theCo sioner,” “lt is his duty to

refuse the patent.”
o -31.CFR 1.5

Sectlon 1. 56(c) prov:dee that

Any appllcau may be stncken from the files if: (1) An oath or
déclsration pursuant to “§'1,63 is signed’ in blank; (2) An oath or
declaration pursuaint to' § 1 63 is signed without review thereof by
the person -making the oath or decligation; (3) An oath or declare-
uonmnuanttoﬂﬁus:gnedwﬂhoutrewewofthespeclﬁcatwn.
including the claims, as required by § 1,63(b); or (4) ‘The application

papers filed in the Office are altered after the signing of an oath or
declaratlon pursuant to § 1.63 referring to those application papers.

Thus; the authonty to, strike by the Commtssnoner
is discretionary in such cases if there is no. “fraud”
present. As noted in §§ 2005 and: 2006 the Office con-
siders this at least serious mlsconduet

Section 1.56(d) provides: - - - ~

- {d) No patent will be grentéd on an application in connection
wnthwhlchfmudontheaﬂicewaspmeucedocattempwdorthe
duty of disclosure was violated through. bad. faith or gross negll
gcnce The cleims in an application shall be rejected if upon exami-
nation’ pumumt to'35 US.C. 131 and 132, it is ésisblished by clear
and convincing evidence (1) that any fraud was practmd or at-
tempted on the Office in connection with the application, or in con-
nection with any previous spplicetion upon which the epplication
relies, or (2) that there wes any violation of the duty of disclosure
through bad faith or gross negligence in connection with the appli-
cation, or in connection with any previous epplication upon which
the application relies.

Thus, where it is established by clear and convinc-
ing evidence that “fraud” was practiced or attempted
on the Office, the application must be rejected. Simi-
larly, where there is clear and convincing evidence of
any violation of duty of disclosure through bad faith
or gross negligence, the application mus? be rejected.
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32(CCPA IMVIP tevens & Co. V.Lex'l’ﬂ.
Lid;, 223 USPQ 1089, 1092-1083 (Fed. Cir. 1986)¢
Coumwounn'sA rHORITY Tomum

mmmammywmmmm
epplications rests upon 3$ U.S.C. 6 and 37 CFR 1.56,
esteblished pursuant thereto. The authority has wot
been questioned by the courts. See Norton v. Certiss,
433 F.2d 779, 167 USPQ 332, 542, (C.CP.A. 1970)
andcuuc:tedthuﬂa

That the Commissioner’s authority to strike applica-
tnompanllelstlmofthecomtstoholdpeemtsm-
valid ‘or umenforcesble for “fraud™ or “inequitable
conduct”, is treated at length by the Court of Custom
andrl’,ate’nt Appeals in: Norton v. Curtiss, 167 USPQ
532.-The court found that & finding of “fraud” could
bemadethhmthe()ﬁiccwuhoutapnormhﬁnd»
mgbythemrt(pogciﬂ)

- At page S43, thecom’tstated o : -
“ﬂmtmyemductwhnhwﬁlpreventthemfommmtohpm
after the'patent issues should, if discovered eatlier, prevent the isa-

:npeof@hepncnt.’l‘heon!ymwmdtbem
fravd in Rule 56 which could follow is that the term refers to. the

verysametypesofeonductw)nch!hecouﬂsmpatentmfnngemem
suits; would bold fravdulent.™

dSee In re Jerabek, 229 USPQ 530 (Fed Clrl 1986)
wherein the Court of Appeals for the Federal Circuit
affirmiéd a Board: decision sustaining: the Special Pro-
gram Examiner’s rejection of all reissue claims, upon
examination - t t0.35.U.8.C. 131 and 132 as pro-
vided in: 37 CFR 1.56(d), for vxolatmn of duty dlsclo-
sure.§ :

2040.01 Standsrd of Proof [R-3]

37 CFR 1.56(d) sets forth:
“The claims in an application shall be rejected if upon examina-

dom. . . ., it is established by clear and convincing evidence that any
fraud was practiced or atiempted on the Office. . . . (emphases
added).

See Norton v. Curtiss, 167 USPQ 532, at 546, 547,
and, for example, In re Gabriel, 468 USPQ 468, 470
(Comr, Pats. 1978); note also Digital Equipment
Corp. v. Diamond, 210 USPQ 521, at 538 (lIst Cir.
1981). Chief Judge Markey spesking for the Court of
Appeals for the Federal Circuit in Environmental De-
signs, Ltd. v. Union Qil Co. Cal., 218 USPQ 865, 870
(1983) found the necessary standard of proof to be
“by clear and convincing evidence.” PAs stated by
the Court in American Hoist & Derrick v. Sowa &

Sons, 220 USPQ 763, at 770 (Fed. Cir. 1984),

“Neither does the sfanderd of proof change; it must be clear and
convincing evidence or its equivalent, by whatever form of words
it may be expressed” (emphasis in original).¢

204002 Collsteral Estoppel [R-3]

Where a patent has been held by a court to be in-
valid or unenforceable because of “fraud” §, “inequi-
table conduct§¢ or “violation of the duty of disclo-
sure,” an application for reissue of such patent may be
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loteral estoppel a5 sat forth in Blonder-Tongue,
m W%!mlim
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meSmmeAmmmUmMCFR
1.56(c)

If no satisfactory smswer to the “Order to Show
Cause” is received, oc if the prime facie case has vot
been overcome (see § 2032), the application may be
stricken in accordance with 37 CFR 1.56(c).

Deciston Rerusing Actior Unper 37 CFR 1.56(c)

" If a prima facie case of violation of§156(c)m
not exist, or the alleged violation is adequately rebut-
ted,adecmonwﬂlbeenteredmmeapplmmﬁie
refuangacﬂonunderﬂCFRlSﬂc)

2050 Dm Rejectim Anlicaﬁon Uldel' 37
CFR 1.56() or Refming Acﬁon Um 37

. CFR 1.56@) R3] .
Dsc:smn Rsmcm«s Armcm'mn Unper 37 CFR

e e, o L56(@) . ;
Ifaprmafac:ecaseof“fmud”.,f‘meqmmb!ccon-
duct™§ or “violation of the duty of disclosure™ exists,

the application will be rejeced under 37 CFR 1. 56(d)
The applicant must reply to: said rejection in order to
avoid abandoament of ' the application for non-re-
spoanse—see § 1.111. In applications where the claims
have been previously rejected on other grounds all of
which grounds have been overcome, applicant may
appeal the rejection under 37 CFR 1.56(d) as provid-
ed in § 1.191(a), even though not a final rejection. In
applications where claims have been previously re-
jected on other grounds and said prevmus rejections
are now under appeal, the rejection under 37 CFR
1.56(d) shall, as provided in § 1.193(c), constitute a
supplemental examiner’s answer introducing a new
ground of rejection §: note In re Jerabek, 229 USPQ
530 (Fed. Cir. 1986) wherein the Court of Appeals for
the Federal Circuit affirmed the Board decision sus-
taining the Special Program Examiner’s rejection of
all claims, upon examination pursuant to 35 U.S.C.
131 and 132 as provided in 37 CFR 1.56(d), for viola-
tion of duty of disclosure, which rejection was set
forth in a Supplemental Examiner’s Answer under 37
CFR 1.193(c)§. The appellant may, as provided under
37 CFR 1.193(b), file a reply brief thereto within two
moaths from the date of such answer. See § 1208.01.

DEecCISION FINALLY REJIECTING APPLICATION UNDER
37 CFR 1.56(d)

If no satisfactory answer to a rejection under 37
CFR 1.56(d) is received, or if the prima facie case of

Bev. 3, May 1986



Dmmmmmmumm 1.56

I o peima facie case of “fraud” §, “inequitible con-
duct”&or“v%uonofﬂndutyofm ‘does
not exist, or the alleged “fraud” §, “inequitdble con-
duct”@ or “violation of the duty. of disclosure” is.ade-
 will be entered in:the ap-

qua 8
phcatxon file stating that the Office has found mo clear .

and convincing evidence of “fraud” §, ‘meqmtable
conduct™§ or “violation of the duty of disclostire”™ ne-
cessitating rejectmg the appbcatmn under 37 CFR
1.56(d). . .
2051 AcﬁonAﬁerRenhﬁonefImes Under37
[%Fl;]l 56 (e) or (d) in Favor of Patentability
When-all the issues under 37°CFR 1:536{¢) or 1.56(d)
have been dec:ded in _:favor of patentabnhty, &8 after

phcant, wﬂl prepare and pass ‘the apphcatxbn or issue.

2052 * Action After Application is Stricken or Re-
jected; or Abandosed With Issues of Fraud §,
Londuct¢. or. Violatmn of the

. Duty . of Disclosm'e Unresolved - .
An application which has been stncken or rejected
pursuant to 37 -CFR-1.56 may be referred. to the
Office  of $Enarollment and Discipline¢ for consider-
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Publﬂul Omee DeeMou Rehting to 37
CFR 1.56 [R-3] _ ,

In both In re Altenpohl. 198 USPQ 289 (Comr
Pats. .1976), upheld in District Court for the District
of Columbia—Alteapohl v. Dismond (May 12, 1980)
BNA PTCJ No. 483, page A=12: (June 12, 1980), and
In re Stockebrand, 197 USPQ 857 (Coms. Pats. 1978);
upheld . in’ District Court for:Massachusetts—Digital
Equipment Cosp.. v. Parker,:206 USPQ 428 (1980)
andlaterreversedbytheCourtoprpealsforthe
First : Circuit-.eDigitalg Equipment Cogp.: v: Diamond,
210 USPQ 521 {1981). - the Officefound a failure to
comply with the duty of disclosure and the remsue ap-
plications involved: were strickesi: -+

lneachofthecases,lnreGabnel,ZO3USPQ463
468 (Comr. Pats. 1978);:In: re Kubicek, 200 USPQ 545
(Comr : Pats...1978),.:In. re.- Cebalo,: 201 USPQ ;395
(Comir.-Pats: -1977),-and-In' re-Lang, 203 USPQ 943
(Comr. Pats."1979)," (Note also” Carter V. Blackbum,
201 USPQ 544°(Bd. Pat. Intf. 1976)) the Ofﬁce found
no necess:ty to stnke the appllcahons pumuant to 37
CFR 1.56:

- §ln In re: Jerabek, 229 USPQ 530 (Fed. Cn’ 1986)
the Coirrt of Appeals for the Federal: Circuit affirmed
the  Board' decision sustaining .the Special: Program
Examiner’s ‘rejection -of all claims: upon ezamination
pursuant to 35 U.S.C. 131 and 132 as provided in' 37
CFR 1.56(d), for violation of duty of disclosure.¢
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