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1901 ‘Protest Un&c 37 CFR 1291 [R-sj |

‘37 CFR.- 1.291.: Prombyﬁepubhccgmmmdmgappm’
-(a) Protests by & member of the public against pending spplica- -

tions will be seferred to the examiner having charge of the subject

mistter involved. A protest specifically identifying the application to_

which 'the protest is directed will be eatered in thé application file

if (1) the’ protest is timely submitied; enid (2) the protest 5 either -

served-upon the applicant in sccordance with § 1.248, or filed with
tchfﬁcemduphcatemtheevmtmwelsmtpomble .
®) A protest submitted in accordance with the second. sentence

ofpamgraph(a)ofthissecuonmﬂbeconslderedbyzheOfﬁcexfn'
inclides (1) & listing of the patents, publications or other informa. -

tion velied upon; (2) a concise explanation of the relevance of -each
listed item; (3)acoyyofuchlnwdpuentorpubhcmonorother
item of information in written form or at least the pertinent por-
tions thereof; and (4) an English langusge translation of all the nec-
essary and pertinent parts of any non-English language patent, pub-
lication, or other item of information in written form relied upon.

{¢) An acknowledgement of the entry of & protest under pare-

graph (a) of this section in a reissue application file will be sent to.

the member of the public filing the protest. Amemberofthepnbhc
ﬁlmgaprotestunderparagmpb(a)ofthxs section in anappheauon
for an original patent will not receive any communications from the
Office relating to the protest, other than the return of self-addressed
postcard which the member of the public may include with the
protest in order to receive an acknowledgement by the Office that
the protest has been received. The Office will communicate with
the applicant regarding any protest entered in the application file
and may require the applicant to sepply information pursusat to
peragraph (a) of § 1.56, including responses to specific questions
nuedbytheprotes:.mordctfortheOﬂ'wetodecxdeanymues
raized by the protest. The active participation of the member of the
public filing a protest pursuant to paragraph (g) of this section ends
with the filing of the protest and no further submission on behalf of
theprmmrwﬂlbewknowledgedorcumderedun!easamhmb-
mission raises new issues which could mot have been earlier pre-
seated, and thereby constitutes a new protest.

37 CFR 1.248. Sewvice of papers; manner of service; proof of service,

(2) Service of papers must be on the attorney or agent of the
party if there be such or on the party if there is no attorney or
agent, and may be mede in any of the following ways:

(1) By delivering a copy of the paper to the person served;

(2) By leaving 8 copy at the usual place of business of the person
served with someone in his employment;

1900-1

(»mmmmmmmmmmw
lesving & copy # the person’s residence, with some person of sule-
ble age ead discretion who resides there;

(@) Transmimions by frat class mall. When service s by mell the
date of wailing will be regurded s the date of service.

{5y Whenever & shall be sathsfaciorily dhown 10 (he Commission-
er et nome of the above modes of oblaining or serviag the peper
upmuaﬂqmvmmybebympubkahedmtheoﬁcm‘

(b)Papas&edmther:mmd‘l’Mkommwﬁwm
required to be served shell contain proof of service. Proof of serv-
ice may sppesr o or be affived to papers filed. Proof of service
shall include the dete and wanner of service. In the cese of personal
service, peoot of service shell also include the nsme of any person
served, certified by the persoa who made service. Proof of service
may be made by (I) An ecknowledgement of service by or om
behalf of the person served or (2) a statement signed by the stior-
ney or sgent containing the informstion reguired by this section.

- §See section l646forscrvxceofpupemmmterfu—.
ences.§

$37 CFR¢® 1.291(a) gives recognition to the value
of written protests in bringing information to. the at-
tention of the Office and in.avoiding the issuance of
invalid petents. $37, CFR¢* . 1.291(a) provides that
pubhc protests agamst pending applications will be re-
ferred to the examiner having charge of the subject
matter. involved. and will, if timely submitted - and
either served upon the applicant or filed in duplicate
mtheeveutservwelsnotposmble,beenteredmthc
application file. New paragraph (b) of §37 CFR¢®
1.291 assures members of the public that a protest will
be fully. considered by the Office if it is submitted in
accordance with $37 CFR¢® 1. 291(a) and includes (1)
a hstmg of the patents, pubhcatxons or other informa-
tion relied upon; (2) a concise explanation of the rel-
evance of each listed item; (3) a copy of each listed
patent, publication or other item of information in
written form, or at least the pertinent portions there-
of; and (4) an English language translation of -all nec-
essary and pertinent parts of any non-English lan-
guage - document relied upon. A party obtaining
knowledge of an application pending in the Office
may file a protest against the application and may
therein call attention to any facts within protestor’s
knowledge which, in protestor’s opinion, would make
the grant of a patent thereon improper.

A protestor does not, however, by the mere filing
of a protest, obtain the “right” to argue the protest
before the Office. The degree of participation allowed
a protestor is, of course, solely within the discretion
of the Commissioner of Patents and Trademarks and
the Commissioner exercised his discretion to restrict
such participation effective December 8, 1981: “Inter-
im Reissue, . . . Protest, And Examination Proce-
dures. . . ., 1013 O.G. 18-19; Final rule: “Reissue,
Reexamination, Protest and Examination Procedures
in Patent Cases”, 47 Fed. Reg. 21746-21753, May 19,
1982. As provided effective December &, 1981 in said
“Interim . . . Protest . . . Procedures™, and in $37
CFRE* 1.291(c) as amended July 1, 1982, active par-
ticipation by a protestor “ends with the filing of the
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new protest. ¢!
scknowledgment of the entry of a protest in s reistve
spplication file (sce PMPEP¢E® 1901.05). The question
of whether or mot & patent will issue is & matter be-
tween the epplicent and the Office acting on behalf of
the public.

190101 Who Can Protest

Any member of the public, including both private
persons, corporate entities, and government sgencies,
may file a protest under 37 CFR 1.291. A protest may
be filed by an attorney or other tive on
behalf of an unnamed principel since §37 CFR¢®
1.291 does pot require that the principal be identified.

190102  Information Whick Cen Be W w,h

Protest

Anymformatmnwhlch mthepmmm’sopmm
would make the grant of 2 pa can be

teat improper
rehedonmapmtutunderﬂCFRtZ?t(z)Whﬁe

pﬂormdwmmmmchasmwntsmd

aremostoﬁenthcaubpctofpmm“‘ICFRf,
Protests

1.291(a) is not limited to prior art documents.
maybebasedonanyfactsorinfonnaﬁmadvemeto
patentabthty The contetit and substance of the protest
are more important than whether prior art documents,
or'some other form of evidence adverse to patentabil-
ity, aré being relied upon. The()ﬂicerecogmzathat
when evidence other than pnor art documents is
relied upon problems may arise as to authentication
and the probative value to assign to such evidence.
However, the fact that such problems may arise, and
have to be resolved, does not preclude the Office
from considering such evidence, nor does it mean that
such evidence cannot be relied upon in a protest
under 37 CFR 1.291. Information in a protest should
be set forth in the manner required by § 1.291(b).

The following are examples of the kinds of informa-
tion, in addition to prior art documents, which can be
relied upon in a protest under 37 CFR 1.291(a):

(1) Information demonstrating that the subject
matter to which the protest is directed was publicly
“known or used by others in this country . . . before
the invention thereof by the applicant for patent” and
is therefore barred under 35 U.S.C. 102(g) and/or 103.

(2) Information that the invention was “in public
use or on sgle in this country, more than one year
prior to the date of the application for patent in the
United States™ (35 U.S.C. 102(b)).

(3) Information that the applicant “has abendoned
the invention™ (35 U.S.C. 102(c)) or “did not himself
invent the subject matter sought to be patented” (35
U.S.C. 102(D)).

(4) Information relating to inventorship under 35
U.S.C. 102(g).

(5) Information relating to sufficiency of disclosure
or failure to disclose best mode, under 35 U.S.C. 112.

Rev. 3, May 1966
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the duty of disclosure” mnmnma)
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plication under 37 CFR 1.56(c) should not appesr in &
protest under §37 CFRG® 1.291, but should be submit-
ted in & “petition to strike™ under § 1.96(f), separate
fmmywm%mlﬂc)mwmmauw-
theoubwdec!mmmwmedmmmkwwm
review thereof or of the specification, including
claims, or that application pepers filed in the Office
were altered after the signing of the ocath or declars-
tion. Section 1.56(f) provides for filing a petition to
stnkemchmappmmmwn?CFRQ'
1.56(c).

Different forms of evidence may accompany, or be
mbmttedasapartofapmustmdetNCFR

1.291(a). Counventional prior art documents such as

patents and publications are the most common form

of evidence. However, other forms of evidence can
likewise be submitted. Some representative examples

of other forms of evidence are litigation-related mate-
risls such as complaints, answers, depositions, answers
tomﬁermgatorm,exhibats,trmsmmofhearmgsor
trials, court orders and opinions, stipulations of the
parties, etc. Where only a portion of the litigation-re-

lated materials is relevant to the protest, protestors

are encouraged to submit only the relevant portion(s).

In a protest based on an slleged public use or sale
by, or on behalf of, the applicant or applicant’s assign-
ee, evidence of such public use or sale may be submit-
ted along with affidavits or declarations indentifying
the source(s) of the evidence and explaining its rel-
evance and meaning. Such evidence might include
documents containing offers for sale by applicant or
applicant’s assignee, orders, invoices, receipts, deliv-
ery schedules, etc. The Office will make a decision as
to whether or not public use or sale has been estab-
lished based on the evidence the Office has available,
If applicant denies the authenticity of the documents
and/or evidence, or if the alleged public use and/or
sale:sbyapaﬂyoth&thanapphcmtmappbmt’
assignee, protestor may find it desirable or necessary
to proceed via 37 CFR 1.292 {public use proceedings)
rather than by a protest under 37 CFR 1.291.

While the forms in which evidence and/or informe-
tion may be submitted with, or as a part of, a protest
under §37 CFRQ‘ 1.291(a) are not limited, protestors
must recognize that such submissions may encounter
problems such es establishing authenticity and/or the
probative value to apply to the evidence. Obviously,
the Office will have to evaluate each item of evidence
and/or information submitted with a view as to both
its authenticity and what weight to give thereto.

Information which is subject to a court-imposed
protective or secrecy order may be submitted with, or
as a part of, a protest under § 1.291(a). Trade secret
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AprotestmderS‘ICFRlﬂt(l)muatbembmmed
in writing, should where possible specifically ﬁdentlfy
the application to which the protest is directed, and
should' include a listing of all patents, publications or
other information relied upon; a concise explanation
of the relevance of each listed item; an Eaglish lan-
guage translation of all relevant parts of sny non-Eng-
lish -langusge ‘document; and be accompanied by’ a
copy ‘of each patent, publication ‘or other document
relied upon.: Protestors are ‘encouraged ‘to use® form
PT0-1449 : “Information ‘Disclosure : ‘Citation” - when
preparing a protest under-§37 CFR¢* 1.291, especially
the ‘listing enumerated under’ $37 CFRE* 1.291(b)Y(1);
see PMPEP§® 609. In addition, the protest and’any
accompanyingpapers. should - cither (1) reflect that a
eopy. -of the: same has been served .upon:the :spplicent

or. upoa the. applicant’s attorney or agent: -of record; or
(2} be_filed with the Ofﬁce in: duplwate in. the event
service is not possible. e

It :is. important that any protest ag,amst a: pendmg
apphcatnon specnﬁcally .identify - the applmuon
which the protest. is directed with the. identification
bemg as complete as possible. If possible,. the follow-
ing information should be placed on the protest.

1. Name of Applicant(s). o _

" 2. Serial number of apphcatlon

3. Filing date of apphcatxon

4. Title of invention.

5. Group art unit number. (I known)

6. Name of examiner to whom the application is as-
signed. (If known)

7. Current status and location of application. (If
known)

8. The word “ATTENTION:” followed by the
area of the Office to which the protest is directed as
set forth below.

In addition, to the above information, the protest
itself should be clearly identified as a “PROTEST
UNDER 37 CFR 1.291(a).” If the protest is accompa-
nied by exhibits or other attachments these should
also contain identifying information thereon in order
to prevent them from becoming inadvertently separat-
ed and lost.

Any protest filed alleging “fraud” or “violation of
the duty of disclosure™ can be submitted by mail to
the Commissioner of Patents and Trademarks, Wash-
ington, D.C. 20231, and should be directed to the at-
tention of the Office of the Assistant Commissioner
for Patents, Building 3, Room 11A13. Protests based
on grounds other than “fraud” or “violation of the
duty of disclosure” can also be submitted by mail to
the Commissioner of Patents and Trademarks, Wash-
ington, D.C. 20231, aad should be directed to the at-
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for a patent which is involved in meem
mwmmmmﬁgmmmdmm
should be marked with the words “REISSUE LITI-
GATION.” The notations preferably should be writ-
ten in a bright color with a felt point marker. Any
“REISSUE LITIGATION" protest mailed to the
Office should be so marked and mailed to BOX 7 ia
sccordance with the O.G. Notice of January 4, 1980.
However, in view of the urgent nature of most “RE-
ISSUE LITIGATION" protests, protestor may wish
to hand-carry the protest to the appropriate area in
order to ensufe prompt reeuptmdavmdanyumec—
essary delays. In litigation-type cases, all responses
shouldbehandcamedtotheawropnatemmthe

INITIAL PROTEST SUBMISSION MUST BE

COMPLETE

It is extrcmely mpormnt that a protest be complete
and contain a copy of every document relied upon by
protestor, whether that document is a prior art docu-
ment, court- litigation: material, affidavit or declare-
tion, etc. since under $37. CFRQ’ 1.291{c) protestor
will not be given an opportumty to supplement or
complete any protest which is incomplete. Active par-
ticipation by protestor ends with the filing of the ini-
tial protest, as provided in $37 CFR@* 1.291(c), and
no further submission on behalf of protestor will be
acknowledged or considered unless such submission
clearly raises new issues which could not have been
earlier presented, and thereby constitutes a new pro-
test. Protests which will not be entered in the applica-
tion file include those further submissions in violation
of $37 CFR¢* 1.291(c) by which protestor seeks to
participate in the examination process. For example,
mere srguments relating to an Office action or an ap-
plicant’s response would not gualify as & new protest.
Likewise, additional comments seeking to bring in
farther or even new data or information with respect
to an issue previously raised by protestor would not
qualify as a new protest. Even new protests which
also ergue Office actions or responses or any matter
beyond the new issue should not be accepted. Im-
proper protests will be returned by the Examining
Group Director unless issues involving $37 CFR¢*
1.56 are involved in which case the return of the im-
proper protest will be made by the Office of the As-
sistant Commissioner for Patents. While improper
protests will be returned, a new protest by an earlier
protestor will be proper and can be entered if it is
clearly limited to new issues which could not have
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ignored, the submission of such documents with the
protest will obviously expedite and essure cousider-
ation of the documents, whick consideration might
not otherwise occur. Further, some documents which
ueavaxhbletoptotestormaynotbemaw&-
able to the Office.
Everyeﬁ'onshou!dbemmbynmmto
effect service of the protest upoa the attormey or
agent of record or upoa the applicant if mo attorney
or agent is of record. Of course, the copy served
upon applicant or upon. applicant’s attormey or agent
should be a complete copy. including a copy of each
prior art or other document relied upon in the same
manner as required by 37 CFR¢® 1.291(a) for the
Office copy. TheprotwtﬁledmtheOfﬁceshouldte-
flect, by ‘an sppropriate “Certificate of Service,” that
service has been made' as. provided in $37 CFR¢®
1.291(a). Only in those instances where service is not
possible should the protest be-filed in duphmte in
order that the Office can attempt service. .

1901.04 wmsmummbewmd

- A’ protest under 37 CFRQ" 1.291(z) must be
“timely submitted” in order to be ensured of consider-
ation. As a practical matter, any should be
subnuttedassoonaspossxbleaftertheptoteswrbe-
comes aware of the existence of the application to
which the protest is to be directed. By submitting a
protest early in the examination process, i.e., before
the Office acis on the application if possible, the pro-
testor ensures that the protest will receive maximum
consideration and be of the most benefit to the Office
in its examination of the application.

A protest with regard to & reissue application
should be filed within the two-month period follow-
ing announcement of the filing of the reissue applice-
tion in the Qfficial Gazette. If, for some reason, the
protest of the reissue application csmmot be filed
within the two-month period provided by 37 CFR
1.176, the protest can be submitted at a later time, but
protestor must be aware that reissue applications are
“special” and a later filed protest may be received
after action by the examiner. Any request by a protes-
tor in a reissue application for an additional specified
period in which to file a protest, beyond the two
month period following the announcement in the Offi-
cial Gazette, will be considered only if filed in the
form of a petition under 37 CFR 1.182 and accompa-
nied by the petition fee set forth in $37 CFR§*
1.17(h). The petition must explain why the additional
time is necessary and the nature of the protest intend-
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delay period of 37 CFR 1.176 in sppropriate circom-
stances. Accordingly, protestors to velstue applice-
tivas camnot ascume thet the full two-
w&ywiodafﬂm l.l?ﬁwﬂldwnysbe
aveilable.

depend upon the nature of the issues raised, the mate-
riality of any prior art or other documents, and the
pom-&meatwmmepmmmaocmm

itted. Gbviously if the serious nature of the issues

documents clearly anticipate or render obvious one or
more claims, the protest will not knowingly be ig-
nored. It must be recognized, however, that the likeli-
hood of consideration of & protest decreases g5 the
patent date approaches. If a protest is not timely sub-
mitted, it will be acknowledged as set forth in
PMPEPE® 1901.05, and referred to the examiner
having charge of the subject matter involved for
entry in the ﬁle.nfthepmmwﬂimtly
identifies the spplication, and for such consideration
as is warranted.

MMW[R-Q]
PmdeermdwExammer

Secuoa l.291(a) mvmm protests filed aguinst

pplications will be referred to the examiner

chrgeoftks%mm&amwo&ved.w
1.291(a) further provides that a protest specifically
identifying the application to which it is directed will
be entered in the spplication file, if (1) the protest is
timely submitted (see PMPEPE® 1901.04) and (2) o
copy has been served on applicant in eccordence with
37 CFR¢® 1.248, or a duplicate copy is filed with the
Offfice in the event service is not possible.

A protest where the application is specifically iden-
tified or can be identified with certainty, and which is
submitted in conformance with §37 CFR@® 1.291 (a)
and (b), will be considered by the Office.
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attorney o agent mp&m or h wm to moer-
mwmmmm If servioe hes not been
made end no deplicate hes bees filed, then the Office
maey request protestor to file such a duplicate before
the protest is referred to the examiner. Alternatively,
if the protest involves only a few pages, the Office
may, in its sole discretion, elect to reproduce the pro-
test rather thaa delay referring it to the examiner. If
duplicate protest papers are mailed to applicent or ap-
plicant’s attorney or agent by the Office, the applica-
tion file should reflect that fact, either by a letter
tranemitting the protest or, if no transmittal letter is
used; simply by an appropriate notation in the “Con-
mu”wmonoftheapplicauonﬁlewrw
Acknowkdgemeut qf Pmms't
Sectlon 1.291(c) ptovndw that an acknowhdgeuw
oftheentryofaprotestmaremue
be sent to protestor. Aoopyoftheacknowledgement
sent to protestor will be made of record in the veissue
application file and another copy sent to the applicant
or applicant’s attorney or agent. Protests filed in re-
issues alleging, or involving, “fraud” §, “inequitable
conduct™§ or “violation of the duty of disclosure”
will normally be acknowledged by the Office of the
Assistant Commissioner for Patents. Other protests in
reissues not alleging or involving “fraud™ or “viola-
tion of the duty of disclosure” will be acknowledged
by the group director of the examining group where
the application is pending.
However, as sct forth in the “Interim . . . Protest
. Procedures™ published December 8, 1981 (1013
0G 18-19) and as provided in $37 CFR¢® 1.291(c) as
amended July 1, 1982, protestor in an original (non-
reissue) epplication will not receive amy communics-
tions from the Office relating to the protest, or to the
ication, other than the return of a self-addressed
posicard which protestor may include with the pro-
test in order to receive an acknowledgement that the
protest has been received by the Office.
Applications and Status Thereof Maintained in Secrecy
The postcard acknowledging receipt of a protest
will not and must not indicate whether such applice-
tion in fact exists or the status of any such application.
Office employees must exercise care to ensure that
matters relating to applications are not discussed with
protestor or communicated in writing to protestor.
Original applications are, of course, reguired by 35
U.S.C. 122 to be “kept in confidence by the . . .
Office and no information concerning the same given
without authority of the applicant or owner unless
pecessary to carry out the provisions of any Act of
Congress or in such special circumstances as may be
determined by the Commissioner.” Thus, unless a pro-
testor has been gronted access to an original applica-
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may require the applicant to sepply information pur-
smnt to $37 CFR¢® 1.56(), and to $37 CFRE*
1.175(b) in reissue applications, including responses to
specific questions raised by the protest, in order for
the Office to décide any issues raised thereby. Under
§ 1:291(c) the exatniner ‘can reguire the applicant to
rwpondmtheprotwtmdmwerspemﬁcqm
msedbythepmm

Pmtertdlleges I'hmd”), “lneqmmble Conduct"¢ or
“Violation of Duty of Dzsclosnre”

“Those protests which gllege or involve “fraud” %
‘meqmtable conduct™§ or “violation of the duty of
disclosure,” xfnot:mtmllydnectedtothe%oeof
the Assistant Commissioner for Patents, are required
to be referred to that Office, along with the relevant
application files, ‘a8 soci as the issues’ ‘relating to
“fraud™ §, “ineguitable conduct”ﬁt.u' “violation of the
duty of disclosure” are recognized. “The Office’ cur-
rently follows a policy of deferriig consideration of
issues of “fraud” §, “inequitable conduct”§ or “viola-
tion of the duty of disclosure™ until such time as (1)
all other issues are resolved, or (2) appellant’s reply
brief pursuant to $37 CFRE® 1.193(b) has been re-
ceived ®*pand/ord the application is otherwise ready
for consideration by the Board of §Patent§ Appeals
$and Interferences§, at which time the appeal will be
suspended for examinastion pursuant to $37 CFR¢®
1.56(d). See 37 CFR 1.56(e). Accordingly, the Office
of the Assistant Commissioner for Patents will nor-
mally review the protest and return the application,
along with any appropmte examining instructions, to
the director of the exammmg group for immediate
action by the examiner.

1901.06 Examiner Treatment of Protest [R-3]

Current Office practice as defined in § 1.291(a)
gives recognition to the value of the written protests
in avoiding the issuance of invalid patents. However,
the fact that one or more protests has been filed in an
application, whether the application is an original ap-
plication or a reissue application, does not relieve the
examiner from conducting a rermael examination on
the merits, including the required search. pEvidence
submitted in a protest will be considered on the same
basis as other ex parte evidence: In re Reuter, 210
USPQ 249, 255 (C.C.P.A. 1981).¢
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lyreferthepmtestandthenpp!mvuthemper-
visory primary examiner; to the group director. B
(2) To ensure that either the protest or the apphca
tion file. wrapper indicates that a copy. of the protest
bas been served on applicant or applicant’s attorney
or.agent.. If & copy. is not indicated as: havmg been
aerved on applicant or applicant’s attorney.and is.not
ﬁledmduphcate,thenthemmmrshouldundenake
todetermine whether or not :service. has been made
by, contacting . applicant .or applicant’s attorney .or.
agent, but not. protestor. If it has, this should be noted
on. the. proteqt or on, applic Servi
hasn’t been made, the protest and . applu:anon , ﬁle
should be brought to the attention of the examining
group diréctor for ‘appropmte acﬁbn see QMPEPQ“
1901.05. -
+(3), Whether . the protest; raises issues . of “frand” P,
mequltable conduct”§: or “vnolatmn of duty of dis-
closure.” If any such issues are present and the appli-,
cation has -not. earlier -been. ‘referred .to. the Office .of
the Assistant Commxsswner for Patents, the. examiner
will_call :this to the attention of the supervisory pri-
mary examiner. for .such t'gfettal via the group dn'ec-
tor, see &MPEP“ 2020,03. .. . _
If a protest is filed.in a retssue app mtton and the
reissue applxcatmn is related to a patent mvolved in.a
pending _interference proceedmg, such.. application
should be referred to the Office of the Assistant Com-
missioner for Patents, before cons.ldenng the protest
and acting on the appllcatlons. , ,
Period for Comments by Applicant
If the primary examiner’s ‘initial review’ reveals that
the protest-is ready for consideration during the ex-
amination, the examiner may nevertheless consider it
desirable, or necessary, to" obtain appllcant’s com-
ments on the protest before further action. In such sit-
uations the examiner will offer applicant an opporiu-
nity to file comments within a set period, usually one
month, unless circumstances warrant a longer périod.
Form. Paragraph 19.01 can be used to offer appli-
cant an opportunity to file comments on the protest:

19.01 Period for comments on protest by applicant

A protest againat issuance of e patent based upoa this application
has been filed under 37 CFR 1.291(a) on (1], and & copy [2]. Any
comments or response applicant desires to file before consideration
of the protest must be filed by [3).
Exsminer Wote:

L Applicant (s normally giver, one month (o submit any comments,

unless circumstances in the case would warrant a longer period.
2. A copy of this action is not sent to the protestor. See 37 CFR

£271(c).
3. In bracket 2, insert either—has been served on applicant—or—is

attached hereto-,
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mnryexumnctnsnotpemutted,under)ﬂcmﬁ‘
1.291(c), to seek answers to questions which are not
before the primary examiner for decision. If any ques-
tions arise as. to a possible “violation:of the duty.of
disclosure” through withholding materiel information
thmeqwuonsmustberesolvedbytheOﬁioeofthe
Assistant Commissioner for Patents. The primary. ez~
aminer must use care in requiring information from
applicant pursuant to 937 CFRQ‘» 1291(0) to ensure’
that the ecasary o the decn-‘

'I'hep:otstunder 7Cﬁl129lﬂledon[l]hasbeencmsuiaed.
lnorderto:reachaﬁlllandpmperoonsnderanonoftbemw
raised therein, it is necessary to obtain ‘additionsal information from
apphcnnt ‘Tegarding’ these issties. In particular ‘[2]. Applicant’s re:

“ts - this ' réquifement: for information” must be filed. within
ONE MONTH of the date of this ieqmrement to avoid the issue: of
ﬂnndom:entoftheapphunon. R ; :
Examiver Notes. .. . .

While the exdminer namxally shaula' nal need ﬁlrther mﬁzrmauan
Jfrom applicant, under circumstances siich as issues relating to pnor use
or sale it may be necesmy 0 mk addmonal information.

Clanﬁcanon Sought me Prmestor Wxth Access |

If the. protestor. has access to the apphcatton, and
the - protestor. has parﬂclpated in the ptoceedmgs
before the Office prior:to-Dec. 8, 1981 the examiner
may communicate with the protestor in writing, with
a copy ‘to applicant, to seek clarification and/or addi-
tional information. necessary. to-properly consider the
protest. The following: suggested format can be used
by the examiner to seek clarification and/or additional
information from the protestor havmg access fo an
apphcatlon

“The protest, as filed on . has been
noted. However, clarification and/or additional in-
formation is desired. In particular (examiner ex-
plains). Any submission of the requested informa-
tion should be made within ONE MONTH of the
date of this letter and the submission must indicate
service on applicant.”

Protestor Not Permitted To Complete Incomplete Protest

As amended July 1, 1982, 37 CFR 1.291 does not
permit protesior to complete an incomplete protest,
nor to further participate in, or inquire as to the status
of, any Office proceedings relating to the initial pro-
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ftining 'group ”mmmhm m
mrxwmmmmwmamwemof
the improper protest will be made by the Office of
the Assistant Commissioner for Patests.
gaqﬁrnd Fham Oﬁce ofdmm Commmmrﬁr

tents ‘

Ifthepmteuhnsbeenrefetredtormmmuon
wnhemmlnmgmmucﬁons&omthemoftheu
sistant - Commisgioner for Patents, the eiaminer must
carefully consider and closely follow mck instructions
during the examination. ..
Treatmant of 'I"maebw Submmed Pmtm

Ifthemmhsbeenumelynbmmed,ne., befnte
ﬁm rejection or allowance; the examiner must :Con-
aid«eachofthepnorartorotheraocummmbm
ted in. conformance with. 37. CFR 1.291(b). At least
thosepnorartdocumentswhxchtheemmnerrehes
.on in rejecting claims will be made_ of record -
means of form PTO-892, unless protestor hs ; listed
such p"or art or other documents ‘on form PTO-
1449, in which case the examiner wﬂl plwe the exam-
iner’s initials adjacent the citations in the boxes pro-
“Vided ‘on’ the form PTO-1449 (see PMPEPE® -609).
‘Where 'the “ptior art or other documénts’ have ot
‘been cited ona PTO-892; or listed ‘and initialed on.a
PY0O-1449 'the examiner' will place a notation in:the
protest paper adjacent:to the. reference: to the docu-
.ments. The notation should include the examiner’s ini-
tials.and the term “checked.” The examiner will also
-indicate in the next Office action that all documents
submitted have been considered.

It is not intended that the examiner be overly tech-
‘nical in construmg .37 CFRé¢* 1291(b) and refuse
consideration of a protest because it does not include
all ‘of the contents enumerated by $37 CFR¢®
1.291(b). The examiner should consider the protest to
the extent it is helpful and valid even though one . or
more of the listed items is omitted. .

Where pnor art or other documents are consldered
by the examiner, even though not submitted in full
conformance with $37 CFR¢* 1.291(b), the examiner
must, for all those documents comsidered but not
listed on the form PT0O-892, (1) mark “checked” and
place the examiner’s initials beside each citation or (2)
where all the documents cited on a given page have
been considered, mark “All checked” and place the
examiner’s initials in the left-hand margin beside the
citations: see pMPEPE® 609. Where prior art or other
documents are listed by protestor on form PTQO-1449,
even though not submitted in full conformance with
$37 CFR¢* 1.291(b), the examiner must, for all those
documents considered place the examiner’s initials ad-
jacent the citations in the boxes provided on the form

1900-7
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on in detail.
WWWMRMWAM
lfmmuﬁkdmﬂﬁwtmmaﬂow
mof&eepplmﬂombutmmzhemwm-
mofthepmgumaybecowdered"nmdy”fm

purpose of entry in the application file although it
may not be considered by the examiner in view of its

late submission. No assurence can be given that any

protest submitied . after -finsl : rejection . or allowsuce
will be considered, although the exsmimer will not
knowmgb’lgnoredocumemswhwhcleulymte
ot - gender. obvious: one or. more claims. Clearly, the

‘extent:of the: consideration: given by the examiner will
depend upon the relevance.of the prior art documents
submitted dnd the point in time at which they are sub-
‘mitted:: See  PMPEPE* - 1901.04. - Documents - which

clearly anticipate or render obvious ome or more

eclanns will not be knowingly ignored. Prosecution of

applmﬁanmllbeteopenedwherenewmry

:m of Documents Not Submitted -

B (8 the protmt is not accompamed by a. copy of each
pnor art or other document relied upon as required

by 937 CFR(‘ 1.291(b), the examiner will consider
the documents submitted.. The protestor cannot be as-

sured that the examiner will consider the missing
document(s) However, if the examiner does so, the
examiner will either cite the document on form PTO-
892 or place a notation in the protest paper adjacent
to_the reference to the document which will include
the examiner’s initials and the term “checked.” If the
examiner considered a document not submmed the
next Oﬂice action will so mdlcate

Consideration of Protestor's Arguments

In view of the value of written protests, it is neces-
sary that the examiner give ‘careful consideration to
the points and arguments made on behalf of protestor.
Any Office action by the examiner treating the merits
of a timely submitted protest complying with $37
CFR¢* 1.291(b) must specifically consider and make
evident by detailed reasoning the examiner’s position
as to the major arguments and points raised by the
protestor. While it is not necessary for the examiner
to respond to each and every minute argument or
point, the major arguments and points must be specifi-
cally covered. The examiner will not, under any cir-
cumstances, treat or discuss those arguments or points
directed to “fraud” §, “inequitable conduct™§ or *“vio-
lation of duty of disclosure.”
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against which is filed after De-
mw&WMhmmm

procedures set forth in the “Interim . . . Protest .
Procedures”™ December 8, 1981 at 1013
0.G. 18-19, and published May 19, 1982 in 47 Fed.
Reg. 21746—21153 Any protest filed on or before De-
cember 8, 1981, mcludmgmhﬁedprmw
tion, will be: hmd!ed in accordance with practices in
effect prior to December 8, 1981, -

In accordanice with the limited perticipa-
tion in’ protests filed afier December 8, 1981, 37
CFR¢* 1.291(c) was amended eﬁecuvehly 1, 1982
10 provﬂe that: -

- “wﬁwpnnmpaﬂonofthﬁmembuof&epubhc
“i'ﬁlmglptow cends with the filiag of the pro-
test and wo further wbmwnim 'on behalf of the pro-
"-mwrwiﬂbeacknowledgedormﬁemdw“
~ such submission reises new issues which could pot

'havebeeneuherprmted andthetebycomm

& new protest.”
Mereargumeutsrelatmgtoan()ﬂiceacuonormap-
plmant’srespomemuldnotthfyuanewpmtest
The mere ﬁlmgofaprotewtdosnotgrantmm
protestor or relieve the Office of its obligations under
35 USC. 122 to maintain applications “in confi-
dence.” Nor does the miere filing of a protest auto-
matlcally mean’ that protestor will have any “right” to
participate to any particular degree. Amended $37
CFR¢* 1.291(c) does not permit protestor, or any
other member of the public, to contact or receive in-
formation from the Office as to the dmposxtxon or
status of the protest, or the application to which it is
directed, or to participate in any Office proceedings
relating to the protest. The disposition of the protest
will, once:thmbeenﬁledunderpmgﬁph(c),bean
ex parte matter between the Office and the applicant.
Where protestor has access to an application, for ex-
ample, a reissue application which is open to the
public and may be inspected under 37 CFR 1.11, the

proceedings may thereby be monitored.

Under amended §37 CFR¢* 1.291(c), applicant may
be required by the Office to respond to a protest. Any
response thereto would be ex parte and would not be
served on protestor. The ex parte nature of the re-
quirements for information under paragraph (c) differs
from past practice under which information could be
required, or requested, from applicant and ome or
more protestors.

1901.07(a) Service of Copies

In protests filed after December 8, 1981, the Office
will not serve copies of Office actions, or other docu-
ments mailed by the Office, on protestors; and will no

Rev. 3, May 1986

st 1013 0.G. wwﬂmm
lished Mey 19, :mmnmmﬁu
Inly 1, 1962, In peolests filed on /
8, lﬂi.m%dm
m,xmmmmwmmmmw
oB of beiiem m g, 1941, i shendonsd sod @
ication &5 Bled, any protest fled in
i mﬁmwmumduum
pmtest and will be governed by the procedures
Mﬁ%@a@mmuﬁhd.ﬂmdm
kamwmw,mmwﬁa

ber 8, 1981, mwmmmmm
with copies of Office actions or other documenis
mwmmmmz@nmm
Mgmdcnymgefmchrqmmgwﬂmm
sole discretion of, aad for the coavenience of, the
omsmawmmubymomwme
ommissioner for Patents or the growp di-
rector oaly where protestor has served copies of the
protest and any subseguent pepers on applicent. The
granting normally includes the requirement that each
of the parties serve copies of any papers filed on each
other, and is, as set forth above, within the sole dis-
cretion of, and for the convenience of, the Office.

When the protestor has been granted the right to
receive all Office correspondence the name and ad-
dress of the protestor should be added to the front of
the file at the correspondence box.

This will ensble the clerical personnel to see that
two eavelopes are needed an dusl mailing is required.
The protestor's name and address should be added i
pencil or red ink, However, the first line b
“PROTESTOR”

e.g. PROTESTOR

James Jones

ABC Corp.

720 Avenue C

New York, New York zip

Failure to put the word “PROTESTOR” sbove the
name and address could cause the Publishing Division
to assume that the first sddress was inadvertently not
cancelled and result in the Notice of Allowance being
sent to the Protestor. Use of the identifier “Protestor™
will result in the Publishing Division sending the
Notice of Allowance (multipart forms) to the Appli-
cant and a single copy to the protestor.
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make their first submission with regard to specific

issues as complete as possible in order to avoid the ne-
cessity of filing multiple papers.
Pretesters Limited to Single Subasission
Where a protest is filed after December & 1981,
protestor is limited to a single submission and thus
must make such submission as complete as possible:
see 37 CFR 1291(c) ss amended July 8, 1982
“Interim...Protest...Procedures™ December
8, 1981 at 1013 O.G. 18-19; and 47 Fed. Reg. 21746~
21753 published May 19, 1982. Under amended $37
CFRQ“' 1.291(c) protestor purtmpmon ends with the

allowed to complete any protest that is incomplete.
No further submission on behalf of protestor will be
acknowledged or considered unless such submission
clearly raises new issues which could not have been
earlier presented, and thereby constitutes a new pro-
test. Protests which will not be entered in the applice-
tion file include those further submissions in violation
of 37 CFR¢® 1.291(c) by which protestor seeks to
parﬂctpatemtheexammaﬂonprml’arexample,
mere arguments relating to an Office action or an ap-
plicant’s response would not qualify as a new protest.
Likewise, additional comments secking to bring in
further or even new data or information with respect
to an issue previously raised by protestor would not
qualify as a new protest. Even new protests which
also argue Office actions or responses or any matter
beyond the new issue should not be accepted. Im-
proper protests wﬂl be refused consideration and re-
turned by the group director unless issues
mvolvmg 37 CFR{® 1.56 are involved in which case
the return of the improper protest will be made by
the Office of the Assistant Commissioner for Patents.
While improper protests will be returned, a new pro-
test by an earlier protestor will be proper and can be
entered if it is clearly limited to nmew issues which
could not have been earlier presented, and thereby
constitutes a new protest.

1902 Protestor Participation in Interviews [R-3]

Under amended 37 CFR 1.291(c), protestor partici-
pation in interviews is not permitted where the pro-
test was filed after December 8 1981: see
“Interim...Protest... Procedures” published December
8, 1981 at 1013 O.G. 18-19; 47 Fed. Reg. 21746-21753
published May 19, 1982. In protests filed on or before
December 8, 1981, protestor participation is governed
by the rules and procedures in effect prior to Decem-
ber 8, 1981. Any such participation rights, in an appli-

1900-9

mmmmm
m&mu | )

hMﬁmMWMpﬂmmm
WWhere & m bas beem %ﬂ m an spplication

mﬁwmmmmm
8.1 |3

guidelines set forth below in PMPEPE® 1902.01.

Where copies of Office actions are being sent to a
protestor or where protestor is present at am inter-
view, a copy of the “Interview Summary Form™ and
other records made at the interview (excluding any
transcript) will be provided to the protestor. Where
protestor participates in an interview, protestor may,
or may not be required to, submit his or ker own
record of the interview which will be made of record
in the file.

(R-3]

Subject to the restrictions noted in OMPEP® 1902,
the authority for granting inter partes interviews re-
mmmmhmpdmor,udmmtedbyﬂm
Office of the Assistant Commissioner for Patents due
to a request included in a paper before the Office of
the Assistant Commissioner for Patents. Protestor par-
ticipation in interviews with examiners will not be or-
dimrilybepermitwdnnlesspmtwmhasmm
Jjustifying circumstances exist. Where authorized, such
parumpaﬁoamﬂbewcordmgtothefeﬂowmggmdc
lines. The “guidelines” are being issued so as to pro-
vide some uniformity as to the propriety of interviews
ead the manner i which any such interviews, if
granted, are to be conducted.

Partes Interviews [R-3]
As discussed in $MPEPR§ 1902, protestors are not

permitted to participate in interviews in applications
where the protest was filed after December 8, 1981.

for Iuter Partes Iuterviews

for Inter

Fev. 3, May 1966



However; where a protest-has been filed iin sn appli-
mmonmbefmwa. 1981, a protestor
having sccess to esid spplication may request to par-
ticipate in interviews in said application.

bmemmviewsmmmnydmwsm

l the primary esamiser who feels that an ister
partes interview would be useful,

2. the applicant who desires to have the protestoe
present,

3. mepfotestorwhodmwbemclndedum
interview,

4. the protestor who wishes to initiste an interview,
or

5. a Court with related litigation which desires an
interview be held.
~ Requests under categories 1, 2, and .5 should not-
mallybcgrantedsmcelttsthcpnmaryexammerwho
is requesting -an inter partes interview, the applicant
desiring the presence of the protestor at an interview,
or a. Courtdesmngthat the. parties ‘be permitted to
conductanmtervnewwnththcenmmer In any. of
these, sifuations, -the group. director should -normally
grant permission for an inter part&s interview: unless
other reasons are present which, in the group direc-
tor's oplmon, would _negate. the desirability of any
such interview. :

Requests uuder category 3 are most often encoun-

tered insofar as inter partes interviews are concerned.
Examplm of situations in which an inter partes inter-
view should normally be gtanted include those in
which:
" 1. the court has stayed the htlgatlon and/or has in-
vited or required defendant (or plamtlﬁ' in a declara-
tory Judgment action) to participate in the reissue pro-
ceedings and to be accorded “full participation™ in the
Patent and Trademark Office deliberations; ‘

2. the nature of the issues would appear to make
such an interview desnrable, as for example, issues re-
lating to public use, prior sale, mventorshlp and coma-
plex prior art; and

3. for other reasons where the examiner and group
director feel that the protestor’s participation would
be helpful.

Requmts under category 4 usually would not be
granted since a protestor cannot initiate an interview
with the examiner or attend such an interview absent
an agreement by the applicant to also be present and
participate.

In any event, for an inter partes interview to be
conducted a protest must have been filed in the applica-
tion by the protestor prior to December 8, 1981, and
the protestor must have access to the application.

1902.01(Mb) Circumstances Where Inter Partes
Interviews Would Normally Not Be Justified
Many protests are filed wherein there is no court
litigation involving the parent patent. In these situa-
tions, the decision as to whether or not to grant pro-
testor’s request to participate in an inter partes iater-
view must be considered from the particular facts of
each application.

Rev. 3, May 1966
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tes interview involve, for example, 35 USC
101, 251, end 112. here the
No intesviews will be Wwd peotestor
in an application after December 8,

1902.01(c) Nofice of I!mviews

Ifmeprmparwg)monatmymwvmwm
been previously approved, applicant must thereafler
request any interview in advance of the requested
interview date and must t at thet time that
protmtorhasrecemdacmalncm(bytelephme,nf
necessary)ofthemtervwwrequestmdbemoi&ed
anoppor&mtytopunmpate.l’mmmwdm
inform the Patent and Trademark Office in advance
whether or notpmwo:mtendsw participate in any
scheduled interview. In those situations where protes-
tor parttc:pmon ‘'has been approved, the examiner will
not hold any interview relatmg to matters of substance
with applicant or applicant’s- representative(s) unless
theexammernssahsﬁedtbatpmt&torhasmem
actual and timely notice of the interview and has been
oﬁ'eredanopportumtytopartmpate Of course, this
caveat does not relate to non-substantive matters such
as status inquiries, but does include subsequent inter-
views initiated by the examiner or applicant even if
only . for minor amendments such as those occurring
in examiner amendments. For minor matters, confer-
rence calls may be utilized if arranged by the parties.

For those interviews requested by the primary ex-
aminer and approved by the group director, the
schedulmg of the interview should be coordinated by
the examiner.

1903 Guidelines for Conducting Interviews

Once an inter partes interview has been scheduled,
the parties should be provided with guidelines by, or
at the direction of, the group director as to the
manner in which the interview will be conducted.
These guidelines should address the following points:

1. The issues the examiner desires particularly ad-
dressed.

2.A reqmrement that applicant or protestor identi-
fy to the examiner the issues which applicant or pro-
testor particularly wish to discuss prior to the inter-
view along with an indication that the other party has
been apprised of these issues.

3. A limitation es to the number of representatives
from each party permitted to participate at the inter-
view (normally no more than 2 or 3).

4. State that the supervisory primary examiner of in
the supervisory primary examiner’s absence, another
primary examiner, will sit in on the interview.
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1903.01 Rmdoﬂmm _

require each of tbepamwwmm. for the recoerd
and to the other parties, a short summery of what the
pariies feel transpired at the interview, unless a court
repoﬂerhmbeenal!owedatthem Apenod
of two weeks should be ample time for submissior
the comments.

If the director determines that a court reporter’s

is desirable at the interview (f requested and
peid for by any of the parties), thea a transcript of the
interview must be forwarded to the ezaminer as soon
as it is available and af no cost to the Patent and
Trademark Office. The party or parties requesting the
court reporter must agree, in advance, to bear the
total cost of the same, including the costs of any tran-
scripts, and must make all the necessary arrangements
for securing the reporter.

If a court reporter is not present, the primary exam-
iner must complete “Interview Summary Form PTO-
413" at the conclusion of the interview briefly sum-
marizing the issues discussed, without commitment
thereon, and provide each of the parties with a copy
thereof.

If the protestor has not been granted permission to
participate at an inter partes interview, but has been
granted service of all Office communications of sub-
stance, it is appropriate that a copy of any interview
summary be forwarded to the protestor as soon as
possible. Applicant still has the ususl respoasibility to
record the substance of the interview and protestor
has the opportunity to meake any observations or com-
ments in relation thereto.

1904 Protestor Participation Before the Board
of PPatent¢ Appesls Pend Interferenmcesd
[R-3]

A protestor cannot appeal a decision by the examin-
er adverse to the protestor to the Board of pPatentd
Appeals pand Interferences§ Further, where the pro-
test was filed afier December 8, 1981 in an applica-
tion, a protestor is not permitted by amended 37 CFR

1900-11

bmfmyahoreqw&xttheﬁmeofﬁhngthwwm-
ments or brief, to appesr at any oral hearing which
may be requested by the applicant. If a protestor does
not file such comments or brief, the protestor cannot
be present at any oral hearing. If a protestor does file
such a request, the Board of $Patent§ Appeals Pand
Interferences§, in its discretion, will decide whether
or not the issves on appeal are such thet protestor’s
peticipation at the hearing would be helpful. The
Board of pPatent¢ Appeals Pand Interferences§ will
notify protestor whether o not the request to appear
atthearﬂhmngmgm&edmd.lfgmmm
mucbtxmwnﬂbepetmtted mmm,nf

cemmenlsma that the "

or more rej under 37 CFR 1.196(b): note In re
Khoury o607 USPQ 942 (Com’r. Pats. 1980)

1904, a protestor

As pointed out in DMPEPO‘
cannot appeal to the Board of §Patent§ Appeals Pund
Interferences§ from an adverse decision of the exam-
iner. Further in an application where the protest was
filed after December 8, 1981, a decision by examiner
advememapmmwrxsfmal and under the restricted

mwmmedtmderam&edw

protestor_participa _
CFR L 291((:) is not pemmmhk to the Comumis
see “Interim . . . Protest . . . Procedures™



1981, & decision by mmmwawmﬁ
gthh;qﬁmem
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writing ex parte to protestor. Whereprmmhﬂm

filed a protest or otherwise participated in an applice-
tion prior to December 8, 1981, the examiner must
notcommumtcmanymmetwnhprotmor note
37 CFR 1.291(c).

mMummwmmmm

xm Citatlon of Prior Ast Under 37 CFR
1.501() {R-3]

37 CFR 1.501(s) permits any person at any time

mmmwm«mﬁwﬁamwm

Where protestor has pnmm:mthcapphcamn cahbl
on or before December 8, 1981 and has sccess to the ‘beari Y
apphcatwn,thcexammcrmaycommnnmatemwnmg oﬂhepaﬁcntSeemEWm-zm ,
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