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1701 Exeminers Not To Ezpress Opinlon on Ve-

Congress, in 35 U.S.C. 282, has endowed every
patent granted by the Patent snd Trademark Office
with & presumption of validity. Public policy demands
that every employee of the Patent and Trademark
Office refuse to express to any person any opinion or
view gs to the invalidity of any United States Patent
except in the course of examining a reissue or recxam-
ination application. The question of validity or inva-

'-'hdntynsexc!wvelyammermrthecomutodeter
_ 'of the examini

‘corps is cau-
uonedtobemmaﬂywaryofmymmy&anmy
person outside the ‘Pagent - and: Trademerk . Office (-

.cluding any employee of another government

agency), the answer to which iight indicate that a
ular patentshouldnothavebeenmued -

“"“Fisther, when & field of search for an invention is
“requested, Patent and Trademark Office ‘employees

should rouunely inquire whether the invention has

‘been patented in the United States.

Examiners are especially cautioned against answer-

ing inquiriés from any person outside the Patent and
“Trademark Office a8 to whether or not a certain ref-
" erence was counsidered and whether or not & claim

would have been allowed over that reference. This

'apphesmanythmgmthepatentedﬁle,mcludmgthe
‘extent of the field of search and any eniry relating

thereto. The record of a patented file must speak for
itself. Practitioners can be of material assistance in this
regard by refraining from making such inquiries of
members of the examining corps. Answers to inquiries
of this nature must of necessity be refused, and such
refusal should be considered neither discourteous nor
an expression of opinion as to validity. Searches sug-
gested to members of the public who conduct validity
searchwmnghtwenmeasabmsforconcludmg
that the examiner who examined the application
during its prosecution overlooked a pertinent area of
prior art during his or her search. This might adverse-
Iy affect the presumption of validity.

‘The exeminer who offers suggestions as to fields of
search might well find himself or herself in a position
where the offer to help might lead to statements made
by the examiner which adversely refiect on the patent
itself. These statements, while not part of the Patent
and Trademark Office written record, may result in
the examiner being sought for testimony in connec-
tion with litigation resulting from the issuance of that
patent. While § 1701.01 points out that the testimony
of examiners can be taken by deposition in appropri-
ate situations, the circumstances noted are not appro-
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situstions, m made by the exammr occur
after the fact (issusnce of the patent) and could only
lead to improper exsminer testimony sitce they
mwwwwmmm
er’s work methods md professional judgment
pointed out sbove, the determinstion of vakduy afa
UmMSMMuMytmmmm
tion by competent judicial authority.

1701.01 MmNmToTuﬁfquEx-
perts

Im&aspmpohcydmmtpemnexmn

ers to decide, as judges in the Patent and Trademark

to give opinions as expert witnesses in patent cases &
. the coerts, every examiner who shall testify s an

expert in a patent case pending in any court will be

-dmmed,m!euheordaeswhwwmﬁedm-

s

Wheneveranexammermaskedorsubpoenwdto
testify in e smit comcerning a patent, trademark regis-
tration, or application for ecither, the examiner is di-
rected to report that fact immediately to the Solicitor.
Where the suit involves a patent or an epplication for
a patent, the examinér must slsc promptly notify the
OfﬁceoftheDeputyAwstantComm!ssmnerforPab
eats.

Ako.emmmmaretemmdedthat.mvnewofthe
long established policy of the Patent and Trademark
Office to refuse to permit members of the staff of the
Patent and Trademark Office to testify in patent suits,
they should, before sllowing an application, determine
that the written record is accurate and complete.

Patent exsminers are forbidden to testify as patent
experts or {0 express opinions, in testimony or other-
wise, as to the invalidity of any issued patent. Patent
examiners have, in connection with litigation involv-
ing patent validity, been called to testify on factual
matters. In those cases, the practice had been to
permit the examiner to testify only upon the issuance
of a subpoens.

However, under current pratice, patent examiners
are permitted to testify on deposition in patent suits,
without the need for a subpoens, provided the follow-
ing conditions are satisfied:

(1) The party proposing to take the testimony
will state in writing, that the questions to be asked
of the examiner will be phrased to comply with the
permissible scope of inguiry as outlined in the pro-
tective orders contained in the Court opinions in In
re Mayewsky, 162 USPQ 86, 89, and Shaffer Tool
}gcl)ﬂu v. Joy Maaufacturing Co., 167 USPQ 170,



pmfembly.athuuhinydayspﬁonotheddeoa
the taking of the depodition is desired.
(3)'I‘hattheputyukingtbedepgu.iﬁonume
with the Solicitor to notice the deposition at & place
(4)'!'hattheputytahngthedeposmonmpplya
courtesy copy’ of depomonmnmwthe
Patent and Tradesark Office for its records,
. If the party desiriag to take the testimony . of the ex-
- amgner -does not.agree to the: conditions: eanmerated,
~thePatentandTudemuk0fﬁeewﬂlnotpamtthe
_examiner to be depoeed without & subpoena.
- See. glso Monsgato Company v: Dawaonw
Compeny et-al., 176 USPQ 349 (1972); and-Fisher &
PonerCompnnyv CommgGlus Woxks, 181 USPQ
329(1914). L :
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- Bxtract from 37 CFR 1.34], RezimctiouofAmmeysadw
(&) Pormer éxanviners: Mo perdon who hus served i the exninining
corgs of the:Petent and Tredemark Office will be registered’ eller
} mofhummr,xfremedbefoteuchmbe

iming group during his period of service therein; and (2) not o pre-
_mmmmmwmmuymm&ema
prosecution of say spplicstion of another filed within 2 years after
medﬂeheleftmhmmdmdtomhmwhm
the specific authorizetion of the Commisioner. Asociated sad re-
fsted clasess i other group may be required to be included i the
undectaking or designated clsses may be excleded. In case epplice-
tiom for registration or reimsistement is mede aficr resignation from
the Office, the sppliciat will ot be registered, ormnlwad.fhe
hes prepased or proseceted, or wesisted in the |

ecution of any MW&W&%M(&&
WIBUS.CM). .

See also § 305. _

The Patent Official Gazette reports every Tuesday
the patents and design patents issucd and defensive
publications published on that day. As to each patent,
the following information is given:

(1) the name and (2) the city and state of residence
of the applicant with the Post Office address in the
case of unassigned patents, (3) the same dats for the
assignee, if any, (4) the filing date, (5) the serisl
number of the applicetion, (6) the patent number, (7)
the title of the invention, (8) the number of claims, (9)
the U.S. clamification by class and subclass, (10) a ge-
lected figure of the drawing, if any, except in the case
of a plant patent, (11) & claim or claims, (12) interns-
tional classification, (13) U.S. patent application data,
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the Patent and Trademark Office relating to trade-
marks is published every Tuesday. It contains en illus-

.mdmwmwmma

list of trademasks -classified list of regis-
teredtndmhandl’atentand'l‘udmrkOﬁce
potices.
Orden:honldbe‘ddrmedandmmade
payable to Superintendent of Documents, U.S. Gov-
ernmmanOﬁoeWuhmamDC.m
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The PALM (Patent A

ﬁMomtomg)SyMutheauwmateddau

maiisge-
ment system used by the Patent end Trademark
Office for the retrieval and/or on-line updating of the
computerrecordofmhpatentapphamm
PALM System also maintains examiner time, activity,

docket and clerical backlog records.

Information retrieval from PALMsbymeansof
vndeodnphytermmals. Infommapdateuby

means of video display transactions snd, predominant-

ly,bymemoftransacﬂomenteredvmbarcode
readers(BCR).Amongotherntexm,clmﬁcmon.cx-
aminer docket, attorney, inventor, and prosecution
history data as well as the location of each application
canberetnevedandupdatedon-hnewnhPALM.
Docket Reports . ‘

'Ihéreoordmgofehangeutoemmerdockeuu
accomplished by PALM simulteneously with the re-
cordmgofmcomingmdoutgomg communications,
transfers of to and from dockets, and
other types of updating of the application record. The
status of each examiner’s docket can be determined by
means of on-line video display transactions and is sup-
plemented by periodic printed reports. Docket reports
that are generated by PALM include the individual
examiner mew, specisl and amended docket which
lutsapphcauommpmmyorder-themdmdualex-
aminer rejected application docket; the individual ex-
aminer new spplication profile, which lists the totals
of new applicstions in each docket, sorted by month
of filing; and various summaries of the above reports
at the group art unit, group, and corps levels.

Time and Activity Reports
All reporting of examiner time and activity is on a
bi-weekly besis. Each examiner’s examining and non-




examining time, as listed on the examiners’ Bi-Weekly
Time Worksheet, PTO-690E, is entered into PALM
for vse-in the computation of productivity date. The
bi-weekly reports produced include the individual ex-
aminer Time and Activity Report which Hsts, by
serial number, all applications for which actions have
been counted during the bi-weekly period. The type
of action counted for each application is elso indicat-

ed on the report. This report also includes examiner

time data, an action summary, and comulative summa-
ries to date for the current quarter and fiscal yeer.
Various summary reports at the group art unit, group,
and corps levels are also produced.

1705 Examiner Docket, Time, and Activity Re-
cordation
Counting of Actions

Actions prepared by examiners are submitted to
their - respective docket clerks for counting.  (See
“Types of Action” and “Actions Not Counted”
below which distinguishes between outgoing commu-
nications that are comsidered to be “actions™ from
those that are mot). With each action, the examiner
submits an Examiner’s. Case Action Worksheet, PTO-
1472, upon which he/she indicates the type of action
being taken: The docket clerk, thereafter, updates the
PALM record of the application and the examiner’s
production record by entry of the appropmte on-lme
bar code reader transaction.

Procedures For Reporting an Examiner’s Action

1. The Examiner Case Action Worksheet, PTO-
1472, is filled out by the Examiner and attached to the
case for processing by the docket clerk.

2. The docket clerk checks the Worksheet to verify
that the Examiner provided all necessary information
relating to that action.

3. The docket clerk places the coumnt date of the
action on the Contents flap of the file wrapper.

4. The docket clerk will enter the examiner’s action
for the case directly into PALM by using a Bar Code
Reader (BCR).

5. Each examiner’s action reported to the PALM
system will be listed by serial number on the biweekly
Examiner’s Time and Activity Report.

6. The Examiner should check his/her waeekly
Examiner Time and Activity Report to verify that all
cases worked on for the biweekly report period are
properly listed.

Types of Action to be Indicated on Examiner’s Case
Action Worksheet, PTO-1472

1. Non-Final

2. Restriction/Election Only

a—This is not an action on the merit. Other time
credit is given for time spent.

3. Final Rejection

4. Ex parte Quayle

5. Allowance

6. Miscellaneous Action
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a—Tor mm Memo (PO—BSO} and Decision

b—Whmmexmﬂnummaeﬁm.c.g.. BOR-
final and comcurrently aa initlel imterference memo
(PO-850) the examiner will complete & workshect in-
dicating, e.g., non-final and smother worksheet indi-
cating an interference action.

c—A worksheet should be filled out for patented
cases placed into interference.

9. Examiner’s Answer

a—If a supplemental or second Examiner’s Answer
is written, the sction will be mwl, but no disposal
credit will be received.

b—If prosecution is continued, after a Board of Ap-
peals or a Court Decision, the examiner marks the
worksheet, e.g., NON-FINAL with the next consecu-
tive action number. -

-10. Suspension = - *

a—m“nﬂglveammellmmacuoncredntm
the Biweekly Report. It will also be recorded in
PALM as & miscellaneous Office action and a letter of
suspension.

1. Allowance Aﬁqr Exgmmefs Answer, Board of
Appeals or Court Decision

a—The action number will be the next consecutive
action nember of the application.

b—This is not a disposal credit and is indicated as a
“non-counter” on the biweekly Enmmers Time and
Activity Report. )

12. Abandonment (Failure to Respond to Office
Action)

a—The actual date of sbandonment is the date the
Office action response period expired. See MPEP
711.04(a).

b—The action number reported should be the
action number of the last Office action to which the
applicant has failed to respond.

13. Express Abandonment

a—The examiner will automatically be credited
with a non-merit Office action for acknowledging the
Express Abandonment and an abandonment (disposal)
credit.

b—The actual date of sbandonment will be the date
of recognition of the letter. See MPEP 711.01.

c—The action number will be the next consecutive
action number of the application.

14. Abandonment After Examiner’s Answer, Board
of Appeals or Court Decision

&—The date of abandonment, is the date applicant/
appeliant response period expired. See MPEP
711.04(a).

b—The action number will be the next consecutive
action number.

c. This is not a disposal credit and is indicated as a
non-counter on the Biweekly Examipers’ Time and
Activity Report.




Ammmmummm-n%
peess Abandonment.
b—Thewcdwovd(Mmm)wmdm
that the examiner wubmits the spplication to the
docket clerk “for counting”. Sse MPEP 711.06.
16. Defensive Publication Denied
.—wmmmmmvem
tion—Dended and does mot also issue an Office action,
no action credit is received. The examiner then takes
up the case in normal order of action. -

b—If an Office action is made at the same time the
examiner denies the Defemsive Publication, oaly the
type of Office action is marked, e.g., noa-final.
17. Supplemeantal Office Action—Whea the Exam-
iner issues & supplemental Office action (which is the
same type of action previously issued) a note should
be attached to the applicstion. This will assist the
docket clerk in properly reporting

. Office action to the PALM system. A supplemental

action may be necessary when an spplicant’s response

and an examiner’s Office action cross in . the mail.
Also; & supplemental action may be necessary when
theenmmerbecomesawnteofanaddltmmlgmund
. of rejection afier the mailing of an Office action. -

Counting of First Action on the Ments (FAOM)

Office actions on the merits are:

() Non-Final .

(2) Final Rejection

(3) Ex parte Quayle

(4) Allowance : :
The first time an examiner performs one of the above
four merit actions, he/she receives credit for a First
Action on the Merits (FAOM) on the production re-
ports.

A second/subseqguent but First Action on the
Merits (FAOM) action usually occurs when the first

action is a restriction/election. The examiner indicates

the type of action (non-final, final rejection, Ex parte
Quayle and allowance) and the action number on the
worksheet and the PALM system will automatically
determine if it is an FAOM. The action will be listed
and credited on the Biweekly Examiners’ Time and
Activity Report as a Second/Subsequent FAOM.

Counting of Dispasals

An examiner’s [” count consists of three
items: (1) allowances, (2) abandonments, and (3) Ex-
aminer’s answers.

An examiner receives credit for a disposal upon
submission of a first Examiner’s Answer prepared in
an appesled application. These same items constitute
the “disposals™ for performance evaluation of examin-
ing art units and groups. However, disposals at the
Office level consist only of allowances and sbendon-
ments.

Actions not Counted

The following are not be counted as actions but are
reported to PALM by the docket clerk:
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this supplemental

Coock Type of foton Bolow

Kae-Fimd Reariction) D Fingh
Election Qnly Eejeciion

(1377 1] i ] (1]

Ex pars Hihwerance Wiscellonnaus

(*lw {2336} {3388}

O |[O=— Oz
{1386} {rese) (11731}
Suspenstca [ i
(1386) o - Aowmer (1370}

2 ° .mm LT Y g
I I . Abandonmant Ezuminer's Angwe?
{1sesy . 1506} (i)
© also erber ectud dute of Abundonmont belves
ol
' - QR wo
Defensive Publiestion Defensive Publicotion
Appeoved  (1586) - Dealed {2362)
° dlm emordute of spurovel balow ;
r—.ﬂ.—__ {See Examiner Preductiom
l haed var ¥ Reporeing Manual)

Qregn S5t U

(1) Examiner’s Amendments.

(2) Supplemental actions citing additionsl references
or correcting the data of references of record.

(3) Letters acknowledging receipt of communica-
tions from applicants, such as new or supplemental
oaths, orders for corrections of drawings, etc., which
do not bring the application up for action.

(4) Letters stating that the Notice of Allowance
will be sent in due course.

(3) Answers to petitions to revive or to make cases
special, amendments under 37 CFR 1.312 and to
status lefters.

(6) Actions in Reexamination applications.

(7) Actions in Patent Cooperation Treaty (PCT) ap-
plications.

(8) Transfers of individusl cases and patentability
reports are not counted as actions, but credit is given
for the time spent.

Correction Information
. If any information is either missing from or in-
correct on the biweekly Examiner Time and Activity
Report, the examiner should promptly notify the
docket clerk by providing all the pertinent informa-




mmammmmmm&u
sywiom . (0.5 exsmining hours, mm
wamber, type of action; eto.). g

2. mmmmwmm
mmmmmnmm

1umymmnhmmmuu-
woekly Exeminer Time sad Activity Report of a
quarter (except at the end of o fiscel year) or incor-
m,mmmmwymmm
clerk end his/her Supervisory Patent Exeminer
(SPE). The docket clerk will make the eppropriate
changes directly into the PALM system. The chaniges
will be listed on the pext biweekly Ezeminer Time
end Activity Report. However, these changes will not
be reflected in the last Quarter’s Report, the Examin-
u‘sSPEmaymud!ymakeanadﬁmtmthc
records to show these changes.
: 4InordertomethtallPALMrepom:mcor-
tectattheendofthemcalyear(r&mgpenod),aspe-
ciml correction: cycle is. provided oa the PALM
symlfanymfom:smmns&morm

rect on the last biweekly. Examiner Time and Activity

Report, the examiner should immediately motify: the
docket: clerk and his/her-SPE. These changes will be
mﬂectedmtheenmm’sﬁnalbnweeklyreportfor
thcenureﬁscalyear S

1706 DiscloeureDocmnents

The Patenta.nd TradematkOﬂ'wewcepmand pre-
serves, for a limited time, “Disclosure Documents”™ as
evidence of the dates of conception of i mventlons.

“THE PROGRAM

A paper dlsclosmg an invention and sxgned by the
inventor or inventors may be forwarded to the Patent
and Trademark Office by the inventor (or by any one
of the inventors when there are joint inventors), by
the owner of the invention, or by the attorney or
agent of the inventor(s) or owner. It will be retained
for two years and then be destroyed unless it is re-
ferred to in a separate letter in a related application
within two years. ,

The Disclosure Document is not a patént applica-
tion, and the date of its receipt in the Patent and
Trademark Office will not become the effective filing
date of any patent application subseguently filed.
However, like patent applications, these documents
will be kept in confidence by the Patent and Trade-
mark Office until a patent is granted.

This program does not diminish the value of the
coaventional witnessed and notarized records as evi-
dence of conception of an invention, but it should
provide a more credible form of evidence tham that
provided by the popular practice of mailing a disclo-
sure to oneself or another person by registered mail.

A Disclosure Document is available to the public
when an application which refers to it issues as &

patent.
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d&emmmdmkkguﬂ

- deteil o ensble a

pmhviqmdh«ytnmeﬁﬂddm
invention ¢o make snd use the imvention. When the

nature of the invention permits, 8 drawing or skeich
should be included. The wse or utility of the invention
shwtdbedaer&ed,upacwﬂymchemw-venm

Pmmrmowml)ocuuwr

The Disclosure Document must be limited to writ-
ten matier or drawings on paper or other thin, flexible
material, such 28 linen or plastic drafling material,
having dimensions or being folded to dimensions not

‘toemeeds%byl3mches(216by33cm.) Photo-
graphs also are acceptable. Each page should be num-

bered. Text and drawinigs should be sufficiently dark
topetmxtrepmduchonwnhmmonlymedofﬁce

Inaddmantothefeedescﬁbedbelow,thenmlo-
sure Document must be sccompanied by a stamped,
self-addressed envelope and a separate paper in dupli-
cate, signed by the inventor, stating that he or she is
themveutorandrequesmgthztthematemlbere-
cmvedfozpmcssmgund’ ‘the Disclosure Document
Program. The papers will be stamped by the Patent
andTradunarkOﬂicemthanldentlfymgnumberand
date of receipt, and the duplicate request will be re-
turned in the self-addressed envelope together with a
notice indicating that the Disclosure Document may
be relied upon oanly as evidence and that a patent ap-
plication should be diligently filed if patent protection
is desired. Themventor’s request mayukethefol-
lowmgfom ;

"Iheundemgned.bemgthemventorofthedm—
cMedmvenhomrequatsth:ttheenc!owdpapeuhe

-under the Disclosure Document: Program,
and that they be preserved for a period of two years.”
DISPOSITION

The Disclosure Document will be preserved in the
Patent end Trademark Office for two years and then
will be destroyed unless it is referred to in a separate
letter in a relsted patent application filed within the
two-year period. The Disclosure Document should be
referred to in a separate leiter filed in a pending appli-
cation by idenmtifying the Document by its ttle,
number, and date of receipt. Acknowledgment of re-
ceipt of such letters is made in the next official com-
munication of in a separate letter from the Patent and
Trademark Office. Unless it is desired to have the
Patent and Tredemark Office retsin the Disclosure
Document beyond the two-year period, it is not re-
quired that it be referred to in a patent application.



ndehwpﬁcaﬁmmm-—.or&)lwﬂ
the paper filed in the spplication referring to the Dis-
closure Document. The memorandum or copy is for-
warded to the Hesd of the Correspondence and Mail

Upon receipt, the aed Mail Divi-
sion prepares & retemtion lsbel (PTO-130) and &t-
taches it to the Disclosure Document, indicates oa the
forwarded memo or copy that the retention lsbel has
been applied and returns the memo or copy (o the
group. The returned memo or copy is stapled to the
imside left flap of the file wrapper so thet the examin-
er's atteation. is directed to it when the pext Office
action is prepared: If prosecution before the examiner
kss been concluded, a separate letter indicating that
the Disclosure Document will:be retained should be
senttotheapphcmtbythesroupcletk.

Aﬁertheacknow!edmlettermmled,tbeptpa
in the application file referring to the Dislosure Docu-
ment is noted with the peper number of the ackmowl-
edgment. The returned memo or. copy is stapled to
andretamedthhtheongmalpapermtheﬁlewrap—
petrefemngtotheDmlowreDocumen

Feg -

AfeeofSlO:schargedforﬁhngaD:sclosureDoc
ument. Paymient must’ ‘accompany the ' Disclosure

Document when it is submitted to the Patent and
Trademark Off ice.

WARNING TO INVENTORS

- The two-year retention period should not be con-
sidered to be a “grace period” during which the in-
ventor can wait to file his patent apphication without
possible loss of benefits. It must be recognized that in
establishing priority of invention an affidavit or testi-
mony referring to a Disclosure Document must usual-
Iy also establish diligence in completing the inveation
or in filing the patent application since the filing of
the Disclosure Document. -

Inventors are also reminded that any public use or
sale in the United States or publication of the inven-
tion anywhere in the world more than one year prior
to the filing of a patent application on that invention
will prohibit the granting of a patent on it.

If the inventor is not familiar with what is consid-
ered to be “diligence in completing the invention™ or
“reduction to practice” under the patent law, or if he
has other questions sbout patent matters, the Patent
and Trademark Office advises him to consult an sftor-
pey or agent registered to practice before the Patent
and Trademark Office. A Directory of Registered
Patent Attorneys and Agents Arranged by States and
Counties titled Attorneys and Agenis Registered to Prac-
tice Before the U.S. Patent and Trademark Office 1982
is available from the Superintendent of Documents,
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Philippines search exchange pro-

mwm
gram involves patent applications filed in the United

States which ave subsequently followed by corre-
spoading applications filed in the Republic of the
Philippines and patent applications filed in the Philip-
pines followed by corresponding sppli-
cations filed in the United States.

The program operates as follows:

The applicant files his application in the U.S. Patent

,dekaﬂioewmchdepmceutheawkca-

tion in the normel manner and cxamine the applica-
tion in the vsual time sequence.

If ihe spplicant should later file a conmpondmg ap-
plication in the Philippines Patent Office, he may
elect to use the special filing procedure. Under this
special filing procedure, applicant files his application
in the Philippines accompanied by a notice of election
to’ participate in the special: procedure; which notice
of election contains 8 certification thet tlie description
(excluding references to related epplications), claims
anddrawmgsareldenncaltothoseofthemrespmd
ing application originally filed in the United States.
The earlier filed application must be folly 1denuﬁed,
and, in applications without a claim of priority, a cer-
tified copy of the earlier filed U.S. application must
be submitted to the Philippines Patent Office. In addi-
tion, applicant must also agree that all amendments to
his U.S. apphcaﬁonwdlalsobemﬁemthmpectto
his application filed in the Philippines. -

In the U.S. Patent and Trademark Office, applicant
will regularly file two copies of each amendment, one
copy must be marked “Copy for Philippines Patent
Office.” Upon termination of prosecution, the U.S.
Patent and Trademark Office shall remove all copies
so marked from the U.S. file and promptly forward
the same to the Philippines Patent Office.

Election forms for paruclpatlon in this special pro-
gram must be signed in duplicate and simultaneously
accompany the application to be filed in the Philip-
pines.

Upon receipt of properly filed notice of election,
the Philippines Patent Office will notify the U.S.
Patent and Trademark Office of the election by for-
warding one copy of the election forms to the U.S.
Patent and Trademark Office. The Philippines Patent
Office will defer action on the Philippines application
pending receipt of information as to the disposition of
the application by the U.S. Patent and Trademark
Office. If no such information is received by the Phil-
ippines Office within a reasonsble amount of time
from the date of filing in the Philippines, the Philli-
pines Office may, either on its own initistive, or at ap-
plicant’s request, inquire as to the status of the U.S.




mmummmmmm
. pendent exsmination.

Ummwammwmwmu&m
and Tredemark Office, appropriste information will
be sent to the Philippines Patent Office which will in-
clude ell necessary identifying date, whether allowed
or sbendoned, motice of allowance, copies of docu-
ments cited during enaminstion, a copy of the last
office action and, whea secessary, any earlier actions
which msy be included by reference in the last action.
The Philippines Office will then make their own com-
plete office action based upon the claims as amended
with U.S. Patent and Trademark Office, performing
whatever checks desired and search for copending in-
terfering applications. Alternstively, the Philippines
may request applicent to show cause why the results
of the U.S. examination should not be accepted in the
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Philippiess. All avenues of sppeal will remain opea 0
the applicent.
gre cited snd

Where copending applications applied
during ezeminstion in the U.S. Patent snd Tredemark
Office, full examination will pot be forwarded to the
Philippines Patent Office, and the fact thet & U.S. co-
peading applicetion wes cited would be noted a8 a
matter of information, since such references are inap-
plicable in the Philippines.

Where the originates in the Philippines
Patent Office and is subsequently filed in the U.S.
Patent and Trademark Office, a similar procedure a3
lo:tliued above, consonant with U.S. Law, will be fol-

wed.

It is believed that this program will facilitate the
handling of U.S. origin applications filed in the Re-
public of the Philippines resulting in a savings in time
and expense of prosecution to U.S. applicants.





