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1601 Imtroduction: The Aect, Scope, of
Plants Covered cope, Type
- The right to a plant patent stems from:
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35 USC 161, Patents for plowts. Whoeves invesss ot discovers
meofphat.n-
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applytopcﬁenhforplu&,meptsm
Asexually pmpagated

produoedbymeansothettlnnfmmneds,mhuhy_

the rooting of cuttmgs, by layenng, buddmg. graﬂ:mg.

inarching, etc.
With reference to tuber pmpugtted plants, for

which a plant patent cannot be obtained, the term

“tuber™ is .used in its narrow horticultural sense as

meaiting a short, thickened portion of an underground’

branch. Such plants covered by the term “tuber prop-
agsted” are the Irish potato and the Jérusalem arti-
choke.'l'hnsexcepuonnsmadcheuuscthlsgmup
alone, among asexually reproduced plants, is prope-
gatedbythesamepartoftbeplantthatlssoldas

The term “plant” has been interpreted to mean
“plant” in the ordinary and accepted sense and not in
the strict scientific sense and thus excludes bacteria:
In re Arzberger, 1940 C.D. 653, 46 USPQ 32, 27
CCPA 13185.

35 U.S.C 163. Grant. In the case of a plant patent the grant shall
be of the right to exclude others from asexuslly reproducing the
plast or selling or using the plant 90 reproduced.

1602 Rules Applicable

37 CFR L.I6I. Ruksamlmbk. The rules relsting (o
forpatentforothermvenmorduoovmmaboapm&eto
spplications for patents for plants except @ otherwise provided.
1603 Elemeunts of a Piant Application

-An epplication for a plant patent comsists of the
same parts as other applications and must be filed in
duplicate (37 CFR 1.163(b)), but only one need be
signed and executed; the second copy may be a leg-
ible carbon copy of the original. Two copies of color
drawings must be submitted, 37 CFR 1.165(b). The
reasons for thus providing an original and duplicate
file is that the duplicate file is utilized for submission
to the Department of Agriculture for a report on the
plant variety, the original file being retasined in the
Patent and Trademark Office at all times.
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same w he mmﬁed within one moath. Failure to do
20 will result in loss of the filing date.

1604 Applicant, Outh

37 CFR 1.162 Applicont, eath or decloratipn. The spplicent for &
plant potest mest be the person who hes favested or discovered
sod sserwally repeodaced the new sad distinct vasiety of plent for
which e patent is sougin (or e peovided ia § 1.42, 143 aad 1.47).
The cath or declsration required of the applicest, in addition to the
sverments reguired by § 1.63, mun state that be or she s asenusl-
Iy reproduced the plant. Where the plast s & newly found plant the
m«mmmwﬁanwwmacmm
aaem.

!nanapphuuoaforaphntpatenttheremnbe
mtmventors.SeeExpu&eKlms,erdoprpeﬂs
decision in Plant Patent File 707.

1685 Specification and Claim

35 UsSC Iazmmuopmmm&de-
clared invalid for with section 112 of this title if the

description is &g complete gz is resscably pomible.
mmnmmmummmmm
plant shown snd described.

37 CFR 1.163. Specification. (8) The specification must coatsia 25
full and complete a disclosure a5 possible of the plant and the char-
acteristics thereof thet distinguish the ssme over related known va-
rieties, and its sntecedents, end must pesticulerly point owt where
end in what menner the variety of plant hes been asezuelly repro-
duced. In the case of e mewly found plant, the specificstion must
perticularly poist out the locstion end cherscler of the aren where
the plant was discovered.

() Two copies of the specification (includiag the claim) must be
submitted, but ouly cre signed onth or declarstion is reguired. The
second copy of the specification may be a legible carboa copy of
the original.

37 CFR 1.164. Claim. The claim shall be e formal terms to the
uewmddxsmctvmetyofmespecnﬁedphntuducnbedndﬂ
istics. More than one claim is not pereaitted. '

The specificstion should include a complete de-
tailed description of the plant and the characteristics
thereof that distinguish the same over related known
varieties, and its antecedents, expressed in botanical
termsmthegenerdformfoﬂowedmstmdsrdbom
cal text books or publications with the va-
rieties of the kind of plant involved (evergreen tree,
dshlia plant, rose plant, apple tree, etc.), rather than a
mere broad nonbotanical characterization such as
commonly found in nursery or seed catalogs. The
specification should also include the origin or parent-
age of the plant variety sought to be patented and
must particularly point out where and in what manner
the variety of plant has been asexusally reproduced.
Where color is a distinctive feature of the plant the
color should be positively identified in the specifica-
tion by reference to a designated color as given by a
recognized color dictionary.
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patent epplication is impeoper.
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ployed unlem required by the exsmizier. The drawing must disclose
all the distinctive cheracteristios of the plest capeble of visesl rep-
resentation.
. (b) The drawing may be in color and when color is o distinguish-
ing characterigtic of the new veriety, the drawing must be in coloe.
Nomdwbrdmwhpmbemmm
mey be made either in permanent water color or ofl, or in lew
thereof may be photographs miade by color photogrephy or proper-
ly colored on sensitized peper. Permeaﬂymounwdcolorphm
graphs are acceptable. Thepepermuycuemmeormpondn
ars:ee,gwughundquahtymthepeperteqwmrmherdnwm
1.84.

Allcolordrawmgsshonldbesomountedastopm-
vrdeatwomchmargmattbetopforofﬁeemarkmgs
whenthepatentrspnnted. e

1607 Specimens

37 CER Ilﬁmmmmmmyhemedwﬁ- _

nish specimens of the plant, or its Hower or {ruit, in & quantity snd
8t @ tme in its stege of growth = msy be designated; for study smd
imspection. Such specimens, propezly packed, must be forwerded im
conformity with instrections fursished to the spplicent. Wher it is
nmpouﬂietoforwndmhmphmmmbemldeavﬂa-
ble for official inspection where grown.

Specimens of the plant variety, its ﬂower or: frmt,

should not be submitted unless specxﬁcally called’ t'or'_

by theexammer )
1608 Enmination

37CFR L.167. Examm (a) Apphauom mybembrmued
bythePetentdendemrkOﬂicetotheDepamnemongnc‘!-
ture for study and report. .

(b)Aﬂidnmordechnm&uuthﬁedamculmnlorm
cultural experts regarding the novelty and distinctiveness of the va-
riety of plant may be received when the need of such affidavits or
declarations is indicated.

The authority for submitting plant appllcatlons 0
the Department of Agriculture for report is given in:

Executive Order No. 5464, October 17, 1930, Facilitating the consid-
eration of applications for plant patents. 1, Herbert Hoover, President
of the United States of America, under the suthority conferred
upon me by act of May 23, 1930 (Public No. 245) [now 33 U.S.C.
164], entitled “An act to provide for plant patents,”, and by virtue
of all other powers vested in me relating thereto, do hereby direct
the Secretary of Agriculture: (1) to fornish the Commistioner of
Patents such evailsble informstion of the Departinent of Agricul-
tare, or (2) to conduct through the sppropriste buresu or division
of the depariment such research. upon special problems, or (3) to
detail to the Commissioner of Patents such officers and employees
of the department, as the Commissioner may request for the pur-
pose of carrying said act into effect.

35 U.S.C. 164. Assistance of Depariment of Agriculiure. The Presi-
dent mey by Executive order divect the Secretary of Agriculture,
in accordance with the request of the Commissiones, for the pur-
pose of carrying into effect the provisions of this title with respect
to plants (1) to furnish availsble information of the Department of
Agriculture, (2) to conduct through the appropriste bureau or divi-
sion of the Department resessch upon special problems, or (3) to
detail to the Commissioner officers and employees of the Depart-
ment.
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date as the exmminer has thatwi!lemhle
the Agriculturel Research Service to render a report
on the application as to whether the variety of plant
disclosed in the application is distinct over known ve-
rieties of plant.

Themmalstep-tahngtheapp!muonupfor
action is for the examiner to brief the application on
the search brief cards (there being a printed form for
each of the plant subclasses in class 47). The sufficien-
cy of the specification and drawings are determined
as to their completeness and compliance with the
rules, and the applicant is advised of any deficiencies
in the disclosure. Transmittal of the: duplicate file to
the Department of Agr may be deferred until
such ume as the tpphennt submlts by appropmte

1609 Report ot Aglcultnnl Reseurch Service

The" report of the Agricultural Reséarch Service
(A R. S.) is usually aceompamed by the duplxcate filed
and drawmg The report rs in duphcate, the onglnal

) of the’

ie Teport i _ry.totheOfﬁce 1t1snota
part of the official record of the apphcatron and is
therefore not given a paper number and is not placed
in the original file. The carbon’ copy “of the report is
customarily utilized by the examiner in the prepara-
tion of his acnononmecaseandlsalsoretamedm
the duplicate file.

The report may embody cntncmms and objecuons

to the disclosure, may offer suggestions for correction
of_ such, may require specimens of the plant, flower or
fruit thereof, may require affidavits of recognized au-
thorities to corroborate the sallegations of the appli-
cant as to certain or all of the distinguishing features
of the variety of plant sought to be patented, may
state that the plant will be inspected by a field repre-
sentative of the Department of Agriculture, etc., or
the report may merely state that:

“Examination of the specification submitted indi-
cates that the variety described is not identical with
others with which our specialists are familiar.”

1610 The Action

The action on the application by the examiner will
include all matters as provided for in other types of
patent applications. See 37 CFR 1.161.

The action may include so much of the report of
the A.R.S. as the examiner deems necessary, or may
embody no part of it. In the event of an interview,




the enaminer, in his discretion, mey show the eutire
o the investor or

sttorney.
reference to the examination of the M the
must be such that it is directed to the “new
distinct variety of plant.” This b importent as

under no circumstance should the claim be directed to

& new variety of flower or fruit in coatradistinction to

the plant bearing the flower or the tree bearing the

firuit. This is in splte of the fact thet it is accepted and

mdbounimlpuhneetouy—!\mietyohpple

or & variety of blackberry—, to mean & variety of
apple tree or s variety of blackberry plant.

Where the application may be allowed a claim
which recites, for example—A new variety of apple,
characterized by ... may be amended by the insertion
of—tree—after “apple” by an examiner’s amendment.

By the same token, the title of the invention must
re!atetotheentxreplantandnottomﬂowerorfrmt,
thus: Apple Tree, Rose Plant.

Care should also be exercised that the specification
does not contsin unwarranted advertising, for exam-
ple, “the disclosed plant being grown in the XYZ
Nurseries of Topeka, Kansas.” It follows, also, that in
the drawings any showing in the background of a
plant, as a sign carring the name of an individual,
BUrsEry, etc., is objectionsble and deletion thereof is
required. Nor should the specification include lauda-
tory expressions, such as, “The rose is prettier than
any other rose.” Such expressions are wholly irrele-
vant. Where the fruit is described, statements in the
specification as to the character and quality of prod-
vcts made from the fruit are not necessary and should
be deleted.

The Office action is typed with an additional copy
which is placed in the duplicate file. The papers in
the duplicate file are not noted on the index at the
back of the duplicate file wrapper.

When it appears that the application must be resub-
mitted to the A.R.S., as when the report indicates that
the duplicate file and drawing are retained, applicant
is notified that response papers must be in duplicate.

Frequently the A.R.S. in its report states that in
view of its lack of sufficient information, data, speci-
mens, etc.,, its specislists are unable to determine
whether the variety of plant under consideration is
new and distinct and suggests that the Pateat and
Trademark Office require the applicant to submit affi-
davits or declarations from recognized experts as to
the newness of the variety. See 37 CFR 1.16%(b).

The report of the A.R.S. is not in the nature of a
publication and matters raised therein within the per-
sonal knowledge of the specialists of the A.R.S. are
not sufficient basis for a rejection unless it is first as-
certained by the examiner that the same can be sup-
ported by affidavits by said specialists. (37 CFR
1.107(b).) See Ex parte Rosenberg, 46 USPQ 393.
Board of Appeals decision in Plant Patent File 412.

1611 Issue

The preparation of a plant patent application for
issue involves the same procedure as for other appli-
cations (37 CFR 1.161), with the exception that where
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third edition, should be placed on the Issue Classifica-

being sent to

tion slip of all plant patent applicstions
fssue.

Anplmm:ammmmcmmanab-
stract whea forwarded to the Pateat Issue Division.

1612 UPOV Conveantion

On November 8, 1981, the 1978 text of the Conven-
tion for the Protection of New Varieties of Plants
(generelly known by its French scronym as the
UPOV Convention) took effect in the United States
and two other states, Ireland and New Zesland.
Twelve other states were already bound by the sub-
stantively similar 1961 text of the UPOV Convention:
Belgivm, Denmark, Federal Republic of Germany,
France, Isrsel, Italy, WNetherlands, South Africa,
Spain, Sweden, Switzerland and United Kingdom.
Over time, these twelve and other states arve expected
to adhere to the 1978 text.

Both texts guarantee to plant breeders in each
member state both national treatment and the right of
priority in ail other member states. In many states,
new plant varieties are protected by breeders’ rights
laws rather than patent laws. Accordingly, the Paris
(Industrial Property) Convention canmot always be
relied vpon to provide these and other rights.

Insofar as the patenting of asexually reproduced
plants in the United States is concerned, both national
treatment and the right of priority have been accord-
ed to foreign plant breeders since emactment of the
plant patent law in 1930 (now §§ 161-164 of title 35,
U.S.C.). The UPOV Convention does not yet apply
to the protection of sexually reproduced plants under
the Plant Variety Protection Act, 7 US.C. 232 et
seq., administered by the Department of Agriculture.

Application of the UPOV Convention in the United
States does not affect the examination of plant patent
applications, except in one instance. It is now neces-
sary as a condition for receiving a plant patent to reg-
ister a variety name for that plant.

The registration process in general terms consists of
inclusion of a proposed variety name in the plant
patent spplication. The examiner must evaluate the
proposed name in light of UPOV Convention Article
13. Basically, this Article requires that the proposed
variety name not be identical with or confusingly sim-
ilar to other names utilized in the United States or
other UPOV member countries for the same or a
closely-related species. In addition, the proposed
name must not mislead the average consumer as to
the characteristics, value or identity of the patented
plant. Ordinarily, the name proposed for registration
in the United States must be the same as the name




shon of the varmy m i m W Wﬁu ] mBnt. ‘
registration. Rules of Practice are now being deval-
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