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Errors m a patent may be corrected in four ways,
namely (1) by reissue, (2) by the issuance of a certifi-
cate of correction which becomes a part of the patent,
(3) by disclaimer, and (4) by reexamination.

1401 Reissue

35 US.C. 251. Reissue of defective patents. Whenever any patent
is, through error without eny deceptive intention, deemed wholly

1400-1

mwmwmu

mwwmmmmwmmm
&mﬂaemtofthemmﬁmm

1402 GroMfm-Fﬂhg[Rd] :
Ihemummmbwforﬁlmgaremueapplm-
tion are (1) the claims are too narrow or 00 broad;
(2) the disclosure coatains ineccuracies; (3) ® * ®ap-
plicant: failed ‘to or imcorrectly claimed foreiga priori-
ty-wapplmmtfnﬂedtomkerefmemorm-
oorrectly made reference to pnor copendmg apphm-

QAn attomeys fmlure to apprecma the full scope
of the invention was held to be an error correctable -
through reissue in In re Wilder, 222 USPQ 369 (Fed.
Cir. 1984).- The Patent and Trademark Board of Ap-
peals held in Ex ‘parte Scudder, 169 USPQ 814, 815
(1971) that 35 U.S.C. 251 -authorizes reissue’ applica-
tion to.-correct misjoinder of .inventors .where 33
U.S.C. 256 is madequate. Reissue may no longer be
necessary under the facts in Ex parte Scudder in view
of 35 U.S.C. 116 as amended effective November 8,
1984 by Public Law 98—622 which provides, inter
alia,

“Inventors may apply for a patent jointly even
though . . . (3) each did not make a contribution to
the subject matter of every claim in the patent.”

Note 37 CFR 1.45 as amended effective May 8,
1985 (Federal Register, Vol. 50, No. 45, 9368, 9369,
9379, March 7, 1985).¢

The correction of misjoinder of inventors in divi-
sional reissues has been held to be a ground for re-
issue: Ex parte Scudder, 169 USPQ 814. The Filing of
arassueapphcauon ¢ & ¢ pmay not be§ necessary if
the only change is to correct the mventorshnp since
this can be accomplished under the provisions of 35
U.S.C. 256 and 37 CFR 1.324.

A reissue was granted in Brenner v. State of Israel,
862 O.G. 661, 158 USPQ 584, where the only ground
urged was failure to file a certified copy of the origi-
nal foreign application to obtain the right of foreign
priority under 35 U.S.C. 119 before the patent was
granted.

Correction of feilure to adequately claim priority in
earlier filed copending U.S. Patent application was
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its, Yohagi, USPQ
(MA!WMM[&WM”!F%

257, wvmmmum
1603 Diligence in Fillag [R-3]

When a reissue application is filed within two years
fmmtbedm:ofthemmdmammmm
grounds of lack of diligence or delay in filing the re-
mﬂwﬂdnﬂmmﬂybemmmmof
evidence to the countrary: Ex parte Lafferty, 190
USPQ 202 (Bd. App. 1975); but see Rohm & Haas
Co. v. Roberts Chemical Inc., 142 F.Supp. 499, 110
USPQ 93 (S.W. Va. 1956)
245 F.2d 693, 113 USPQ 423 (4th Cir. 1957).

Hom.ammdmthemmof&s
USC.28L, - .-
Normmmebe

'

original pateat.

See § 1412.03 for bfoadening reissue pmctwe

$Note In re Beanett, 226 USPQ 413, 416 (Fed. Gir.
1985); In re Fotland, 128 USPQ 193 (Fed. Cir. 1985).¢

A reissee filed on the two yesr atniversasy dite is
considered - filed within two. yesrs: see Switzér & .

Ward v. Sockman & Brady, 142 USPQ 226 (CCPA

lm)fmam}armlemmtctferem .
1404 Sobmisston of “Where Rm‘
Mhmmﬁmﬁm }

Applicants and protestors (see § 1901.03) submitting
papers for entry in reissue applications of patents in-
volved in litigation are requested to mark the outside
envelope and the top right hand portion of the papers
with the words “REISSUE LITIGATION” and with
theOfﬁceorgroupm unit of the Patent and Trade-
mark Office in which the reissue is locat-
ed, e.g., Assistant Commissioner for Patents, Board of
PPatent§ Appeals fand In Examining
Group, * * ¢ Office of Publications, etc. Protestor's
pamc:pmon,mcludmgthesubmmonafpamxs
limited in sccordance with 37 CFR 1.291(c). Any
“Reigssue Litigation™ papers mailed to the Office
should be so marked and mailed to Box 7, Commis-

sioner of Patents and Trademarks, Washington, D.C.

20231. The markings perfersbly should be written in a
bright color with a felt point marker. Papers marked
“REISSUE LITIGATION" will be given special at-
tention and expedited handling. See §§ 1442.01-
1442.04 for examination of litigation related applica.
tions.

1410 Coutent of Relssue Application

37 CFR 1178 Application for veissue. An spplication for reisue
must contein the same patts reguived for an epplication for en origi-
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mhtmme:
wopeoftkchmoftheowmnﬂmﬁentuﬂmsap-“
phedfawﬁhmtwyws&mtbemwthey

mmmwmm |
$1410.00 Polesme Osth or Declers
ton, und Aspent of A Amigmess [R-3)

37 CER 1.872 Applioants, amigness. () A roome enth must be
signed snd swors @ of declrslion mwds by e lventor or lnves-
mmummmmua 143, 8.47), end
W COmRTed mmmdmmﬂm'
owming en vadidided intereit in the peiest, bot e relase cuth way
be mede and sworm @ or declarstinn mede by Qe assignee of the
mmwmmmmumw&wmmm
of the claims of the origing] patest.”

@)AMW&&WM&«WMMM
men@mww

The reissue osth must be signed sed swora 0 0T
mmwmmwwum >
wwepmwled m‘s'lCFR 142, 143md 1477 Where

rewneomhmybemademdmn;mmmmmw
made by the assignee of the entive interest. -

The reissue cath or declaration must be accompes-
nied by the written assent of all assignees. 35 USC.
111 and 37 CFR 1.53 provide, however, for sccording-
anappbcmonaﬁkngdmﬁ‘ﬁhdwhamwlﬁcm‘
including claim(s), and any required drawings. Thus,
wheremappbmﬂmmﬁledwﬂhm&mmthwdech-
plication otherwise complies with 37 CFR 1.53(b) and
mermmwrmmeAmmanmhwmmﬂm
a motice of missing parts setting a period of time for
ﬁhngthemmmgmmdformymmwm sur-
charge required under 37 CFR 1.53(d) end 1.16(e).
mmmewmmmdbmm ; ﬂm%w
it is not appurem that the

applicant may under appropriste cit nces peti-
tion to the Office of the Deputyamtﬁmmm«
sioner for Patents (MPEP section 1002.02(b)) for a
waiver under 37 CFR 1.183 with fee (37 CFR L.170)
of the requirement of 37 CFR 1.172, to permit the ac-
ceptance of the filing of the reissue application.

The reissue spplication can then be examined, but
will not be allowed or issued without the assent of all
the sssignees as by 37 CFR 1.172: N. B. Fas-
sett, 11 O.G. 420, 1877 C.D. 32; James . Wright, 10
0.G. 587, 1876 C.D. 217, 218.

Form paragraph 14.15 may be used to indicate that

the consent of the assignee is lacking.
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.13 Commnt of aasignen lacking SE
This applicstion s objected to wader 35 UL
mmwammmmmum

%mmmum-mucmmhmm

mé‘;m nmmmmmmmm
mmmumummmwmm

MW«MWQMMWW4

JTCFRII?&WWM@&MWW
cation must include the entire’ und claime of the potent,
with the matier W be omitted by relmwe enclosed in square brack-
ats; and eny sdditions mede by the wimse wmest be vadelingd, o
Mtkeohmd&emmwiﬁmadm“yhm
compared. Claims should not be reaumbered and the
WWWWMWMWMMW
mberedmemckm Nommﬁﬂhmodwdmtk

‘ meﬁkwrappemofaﬂmeappﬁeaﬁm
“REISSUE" above the Serial Number ou the

front of the file. “Reissue™ also appears below the

SenalNumberonmepnnzedhbdmﬂwﬁlcwrap-

pet..

Cutupsoftcopmoftbemmmlmt,thhoniy
amglemmofmemmmmymmm
ed on & separite sheet of paper may be used in pre-
paring the reissue specificetion end claims (o be filed.
It should be noted however that amendments to the
reissue application should not be prepared in this way.
After filing, the specification and claims in the reissue
application must be amended by © ¢ * Peither (1) sub-
mitting & copy of a portion of the description or aa
entire’ claim with all matter to be deleted from the
patent being placed between brackets and all matter
to be added to the patent being underlined, or (2) in-
dicating the¢ exact word or words to be stricken out
or inserted and the precise poimt where the deletion
or insertion is to be made must be specified in the
amendment as provxded in 37 CFR llZl(e) and (z).
However, insertions or deletions to the specification
or claims made prior to filing should be underlined or
bracketed, respectively,-as indicated in §1.173.

Examples of the form for a twice-reissued patent is
found in Re. 23,558 and Re. 28,488.

Entire words or chemical formulas must be showa
as being changed. Change in only a part of a woed or
formula is not permitted. Deletion of chemical formu-
iss should be shown by brackets which are substan-
tially larger and darker than any in the formula.

1411.01 Certificate of Correction in Original
Patent [R-3]

The spplicant should include amy changes, addi-
tions, or deletions that were made by & Certificate of
Correction to the original patent grant in the reissue
application without underlining or bracketing. The ex-
aminer should also make certain that all Certificate of
Correction changes have been properly incorporated
into the reissue application.

$Certificate of Correction changes should be made
before reissue changes without using underlining or
brackets. Since Certificate of Correction corrections
are party of the original patent and were msade before

1400-3

mmmmmeMMwmwm
of the omission of a festure of 0&' ® step in a method.
m&mwmnmw 751, 315
.S, 668,53031’626.

1412 mdam

Thc content of claims in a reissue application
somewhat fimited as indicated in §§ 1412.01-03. .

mz.m mmmmmmw
Invention

pctent.urequmdhy&!SUSC.ZSl Mdmm
mean thet the invention clsimed in the reissue mast
have been claimed in the original patent, although this
is evidence that appliceants considered it their inven-
tion. The entire disclosure, not just the claim, is con-
sidered in determining what the patentee cbjectively
intended as kis invention. The proper test is set forth
in In re Rowland, 526 F.2d 338, 560, 187 USPQ 487,
489 (CCPA l915),reqmmg mmuﬁyw?‘:;

282 F.2d 353, 127 USPQ 211 (CCPA l%ﬂ)Sma%m,
In re Richman, 161 USPQ 359, 363, 364 (CCPA

1969); end In re Wadlinger, Kerr and Rosingki, 181
USPQ 826 (CCPA 1974). pAs pointed out by the
CAFC in Ball Corp. v. United States, 221 USPQ 289,
295 (Fed. Cir. 1984), A
** The recapture rule bars the patentee from scquir-
ing, through reissue, claims that are of the ssme or
broader scope than those claims that were canceled
from the application. On the other hand, the
mmtmwfmmmqmam@nmukwm
are rarrower in scope than the canceled claims. If the
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‘im@

mpe of the original pateat
within two years from the gramt of m ormm!
pefent.”

: Aclamofaremueenhrgﬁthewopeofthe
claims of the patent if it is broader than such claims in
any respect, even though it may be narrower in other
respects or, in other words, if it contains within its
scope any conceivable apparatus or process which
would not have infringed the original patents: In re
Ruth, 278 F.2d 729, 126 USPQ 155, 156; 47 CCPA
1016 (1960); In re Rogoff, 261 F.2d 601, 120 USPQ
185, 186, 46 CCPA 733 (1958), and cases cited there-
in. Aclaxmbroﬁcnedmonehmmtnonmabmadmed
claish ‘even though it'may be nirrower ‘in oflier: fe-
spects. In a reissue application, filed within two years
of the originsl patent grant, broadened claims may be
:even . though such claims were not submit-
tedunnlmorethantwoywsaﬁerthepatentgrant
andwetcbrmdermscopeﬂnnboththeongmal
patent claims and | reissue claims originally
submitted: In re Doll, 164 USPQ 218, 220 (CCPA
1970). Q'I'he CAFC allowed cotrective filing of a
declaration executed by the. inventor as required by
35 U.S.C. 251 more than two, years.after the patent
grant,mmattemptedbroadcmgrussueﬁledmdex—
ecuted within the two years by the assignee: In re
Bennett, 226 USPQ 413, 416 (1985). Note In re Fot-
land, 128 USPQ 193 (Fed. Cir. 1985): A reissue, filed
under the prior 37.CFR 1.175(a)(4) practice within
two years after the patent grant, does not comply
with 35 U.S.C. 251 and does mot provide basis for
seeking to. enlarge the scope of claims after the two
years.§

A reissue application is considered ﬁled within two
years of the patent grant if filed on the two year anni-
versary date of the patent grant: see Switzer & Ward
v. Sockman & Brady, 142 USPQ 226 (CCPA 1964)
for a similar rule in interferences. -

Form Paragraphs 14.12 and 14.13 maybeusedm
rejections based on improper broadened reissue
claims.

1412 Rejection, 35 U.S.C. 251, broadened claims after two years

Claim 1] rejected under 35 U.S.C. 251 as being broadened in a
reissue application filed outside the two year statutory period.

Examiner Note:

The claim Bmisations that broadenm the scope should be identified
and explained. See MPEP 706.03(x) and 1412.03.

14.13 Rejection, 35 US.C. 251, broadened claims filed by assignee

Claim {1 rejected under 35 U.S.C. 251 as being claims which
have been improperly broadened in 2 reissue application made and
swora to by the assignee and not the patentee.

Rev. 3, May 1986

drewriag
ﬁmwm:mwwmmm

the size meauired lor ovigingd drmwing. -
(b)AmMMmhMgnamzhmwm

changes from the deawing of the putent, are restricted,
wumo@mmmmmmmmm

plication is desired, a letter transfer of the

mmmmmmmmm
with the reissue application.

If transfer of the ofiginal drawing is contemplated,
applicant must submit & copy of the original drawing.

The drawings of the original patent may be used in
lieu of new drawings, provided that po alteration
whatsoever is to be made in the drawings, including
canceling an entire sheet. -

thnmermmemreadyfmﬂhwmeethe
emmmmggroupmkestheformaltmmferofthe
original drawing to_the reissue case. See § 608.02(k).
Addltmwmeemofdmwmgsmybeaddedhutno
chmgﬁmbemademmcongmdmmtdmwmgs.

1414[RCo]m of Reisne M er Declmﬁm

37 CFR 1.173. Rmewthordeclammn.(a)d\ppliumsfmre-
muc.maddmonm “with " the ‘reguirements of § 1.63,
mmahoﬁhwxhthmapplmmammtmderwhmdec-
lsration as follows:. =

(l)wmmmmmﬂywmamemgmdmmmbe
whoﬂymparﬂymopmnveormvahd.mungsuchbelwfmdme
reasonswhy

(Z)Whmnuchmedthatsucbpntestsomopmveorm
valid “by resson of 2 defective specification or drawing,” particu-

larly specifying such defects.
(3) Whea it is cleimed Mmhpulemnmopemuveormvmd

“by reason of the patentee claiming more or less then he had a
nghttoclmmmtheplwut. distinctly specifying the' excess or in-

gufficiency in the claims. -

{4) [Reserved)

(5) Pearticularly specifying the errors relied vpon, and how they
arose or

(6) Stating that seid errors arose “without any decepuve inten-
tion™ on the part of the applicant.

(7) Acknowledging s duty to disclose informstion spplicant is
aware of which is msterial to the exsmination of the application.

(&) Corrcborating affidavits or declarations of others may be filed
and the exsminer may, in any case, reguire sdditions] informaution
matﬁdawtsordechuﬁonsconcemmgtheapplmﬂmformue

ltsobject

The reissue osth or declarstion is an . essential part
of a reissue application and must be filed with the ap-
plication or within the time set under 37 CFR 1.53.
The question of the sufficiency of the reissue oath or
declaration filed under 37 CFR 1.175 must in each
case be reviewed and decided personally by the pri-
mary examiner (see § 1414.03).

Reissue oaths or declarations must point out very
specifically what the defects are and how and when
the errors arose, and how and when errors were dis-
covered. If edditional defects or errors are discovered
after filing and during the examinsation of the applica-
tion, a supplementsl reissue cath or declaration must
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be filed p  out such defects: or errors and how
mmmmmmmmmym
mmuwmammmm
ual specification or claims réepresents an “error” in the
mwmmmasus.czsxmwww
dressed in the original, or & supplemental reissue oath
or declaration under 37:CFR1.175.4 The statements
in the oath: or declarstion’ must be of facts and mot
emdmlimbmomh,mﬂdtmmeompiy
ing with sections (8)(1) snd (®)(2) and/or (a)(3), must
also comply with sections (a}(5) and (a)(6), and (s)(7)
if filed on or afier July 1, 1982 (rote Federal
Vol. 47, No. 97, May 19, 1982, pages 21746m2t153).
§The reissue cath or declaration must, as stated in
37 CFR 1.175, also comply with 37 CFR 1.63, includ-
ing making the averments required by subsection
1.63(b) that applicants for reissue (1) have reviewed
and understand the comtents of the specification, in-
cluding the claims, ss amended by any amendment

specifically referred to in the oath or declaration; (2)

believe the named. inventor -or inveators to be the
ongmalandtheﬁrstmventorormventomofthemb-
Jectmatterwhlchlschnmedmdforwhnchapatenus
sought; and (3) acknowledge the duty to disclose in-
formation which is material to the examination of the
lppheauon in accordance with 37 CFR 1.56(z) and
L175(a)(7). See also MPEP section 602.4

37 CFR 1.175 was amended effective July ‘1, 1982
(Federal Register, supra) to eliminate paragraph (a)(4)
and Office consideration of the merits of “no defect”
reissue applications  filed on .or . after July 1, 1982.
Under amended § 1.175 an apphcant for reissue will
be required to file in the reéissue ‘application ‘a state-
ment under oath or declaration specifically averring a
defect in the patent, e.g., “a defective specification or
drawing,” and/or an “excess or insufficiency in the
claims.” v

141401 Reissue Oath or Declaration Under
§ 1.175 (aX1), (2)(2), & (@)3)

Reissue oaths or declarations, other than those filed
under former § 1.175(a)(4), must comply with section
(a)(1) and the appropriate sections (a)(2) and/or (a}(3).
All reissue oaths or declarations must, in addition,
comply with sections (a){5), (2)(6) and, if filed after
July 1, 1982, with section (@X7).

Subsection (a)(1) requires a statement that “‘appli-
cant verily believes the original patent to be wholly
or partly inoperative or invalid,” and in addition, “the
reasons why.” Suvbsection (s)}{(2) applies when it is
claimed that such patent is so inoperative or invalid
“by reason of a defective specification or drawing”;
and requires applicant to particularly specify such de-
fects. Subsection (a)(3) applies when it is claimed that
such patent is inoperative or invalid “by reason of
patentee claiming more or less than he had a right to
claim in the patent”; and requires applicant, in addi-
tion, to distinctly specify the excess or insufficiency in
the claims. The reissue oath or declaration should
specify how the reissue overcomes the defect in the
original patent, e.g., describe how the newly present-

1400-5

jom, 1.I756al)

The reissue onth of dechestion Gled with bl appli
fective became &t Hils & contain o waloment Yhal e o

lieves the originil patent to be wholly or partially i
mm-mmnmnwu

Fenminer Nole:

1. Use this when spplicent Guils 1o dllege  delece.

2. Paragraph 14.16 must Gollow. (copy in § 1446)

Failure to assert a difference in scope between ihe
original and reissue claims in the reissue cath or dec-
laration, has been beld to be a fatal defect. The patent
statutes afford no authority for the reissue of a2 patent
merely to add claims of the same scope as those al-
ready granted: Im re Wittry, 180 USPQ 320, 323
(CCPA 1974).

Under

141402 Relsgme Qath or Declaratio
§ L175a)@) (R-3] ‘
* Section 1.175 as amended effective July 1, 1882
eliminates paragrsph (a)(4). Under paragraph (a){4),
theOﬁicefoumlygaveadvmwyopmmmwem
ability over additional prior art without any changes
in the patent claims. $These opinioas, however were
heldtobeoalyadwsoryamdmtammkm
“(a)(4)” type y with 3§ US.C.

reissue does not compl
251: In re. Bosq 215 USPQ 1, 4 (CCPA 1982); in re
Dien, 214 USPQ 10, 12-13 (CCPA 1982).0 The OMQe
will not give such advisory ‘

filed on or afier July 1, 1932

Former § 1.175(a)4) recognized that reissues could
be filed to bave the patentsbility of the original
patent, without changes therein, considered in view of
prior art or other information relevant to pateatability
which was not y cousidered by the Office.

37 CFR 1.175(a)(4) was held to be within the rule-
making power of the Commissioner in Sheller Globe
Co. v. Mobay Chemical Corp., 204 USPQ 1052 (E. D.
Mich., Southcm Div., 1980).

A § 1.175(a){4) type reissue ocath or declaration
mnust

(1) state that “the applicant is aware of prior art or
other information relevant to patentebility, not previ-
ously counsidered by the Office, which might cause
the examiner to deem the original patent wholly or
partly inoperative or invalid”,

(2) perticularly specify “such prior art or other in-
formation’’; and,

(3) request “that if the examiner so deems, applicant
be permitted to amend the patent and be granted a re-
issue”. In addition a § 1.175(a)(4) type reissue cath or
declaration must comply with subsections (a)(5) and
(a)(6) of § 1.175.

However, no reissue application will be passed for
issue with only & § 1.175(a)(4) type cath or declara-
tion. Applications filed under § 1.175(a)(4) cannor be
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1414000

passad for jssve withour smendment, but will be reject-
wummm%ﬂm“mm

mwmmmmemmmm
ered by the examiner. If & reissue flled under
!l!1$(a)(4)kmded,mthnw&mmmtou
mmmmwmmm
under § £.175)(1), snd wapmw §81. !75
(a)(2) and/or (8)(3), and a supplems
ordeclammmmtbeﬁkdmumgtﬁewm

ate averments.
The supplemental reissue oath or declaration must

comply with paragraphs (a)(1) and (a)(2)/(=)(3). (a)(s)-
and (a)(6), and (a)(7) if filed after July 1, 1982, of

§ 1.175, relatmgtoactua!mmr&thcrthanpo%k
or “what might be deemed to be errors.” If the claims
are amended and a proper supplemental oath or decla-
ration is not filed, a rejection must be made on the
basis that the reissue oath or declaration is insuffi-
cient. The supplemental oath or declaration insures
oomphance with 35 US.C. 251 by providiag appro-
priate averments relatmg to actual errors rather than
powble errors.

Ifapphmtmwekingmmmvwwofpamcuhr
pnor art or other information, in 2 § L. 175(a)}(4) type
reissue, the reissue oath or declaration must point out

“what might be deemed to be errors™ in patentability
in view of such prior art or other information, and
how such possible errors arose or occurred (note
$ 1414.03). More specifically, the oath or declaration,
in appropnate circumstances, might state that some or
all claims might be deemed to be too broad and in-
valid in view of references X and Y which were not
of record in the patented files. Usually, a general
statement will suffice. But where appropriate, such as
where the pertinence of the new references X and Y
are not evident, more specificity sbout “what might
be deemed to be errors™ should be provided. Of
course the reissue applicant does not have to, and pre-
sumably does not, agree that “errors™ exist. However,
the reissue applicant does have to, in the reissue oath
or declaration of the subsection 1.175(a)(4) type, per-
ticularly specify “what might be deemed to be errors
relied upon.”

It is particularly important that the reissue oath or
declaration specify in detsil, as required by
§ 1.175(a)(5), how what might be deemed to be errors
arose or occurred. “How™ incledes when and under
what circumstances what might be deemed to be
errors arose or occurred. This means that the reissue
oath or declaration must specify the manner in which
that which “might be deemed to errors™ “arcse or oc-
curred.” For example, if the § 1.175(a){4) reissue was
filed for reexamination in view of prior art or other
information, the reissue oath or declaration must indi-
cate when and the manner in which the reissue appli-
cant became aware of the prior art or other informa-
tion and of the possible error in the patent; such as,
for example, through discovery of prior art or other
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Subsection ! 115(0)(6) specmny rcqwu that all
mﬁ“"x:)«),m%m%@
mﬁmy,mmmmmm
on the part of the applicant.” This requirement for an
sbsence of “deceptive intention™ Mduotheow
ho&ed,mmﬁmammypmufuywwp-
plication, i thmedme Ml'iﬁ(a)«)twe.
Note § 1414.03.

mmammm!d,mwlu!yl 1982, have
filed a reissue if he or she believed kis or her patent
was valid over prior art not previously considered by
the Office. The could have been used at
any time during the life of & patent. During litigation,
a federal court could stay court proceedings to permit
new art to be considered by the Office.

Congidered  under

1414.02(s) Information
$ 1.175(1)(4)
Effective July 1, 1982 § 1. 75(aX4) has been ehmmnt
Gd and the Office will not g‘ve admy opintons on

patentability in view of prior art or other information,
as previously provided for under § 1.175(a)}(4), on ap-
plications filed on or after July 1, 1982, including ap-
plications filed under 37 CFR 1.60 and 1.62. Reissue
applications filed after July 1, 1982 with only a
§ 1.175(a)(4) cath or declaration should be rejected by
using the wording of Form Paragraph 14.19.

1419 “No defect” reissue no longer exomined if fited on @raﬁer.wp
2, 1982

The [1] filed with this application i Mecuve becwase it fails
mmnamwnenuhmthe&pphm&bﬁw&uhmgmﬂm&mm
be wholly or partly i or invelid, a5 required weder 37
CER 1.175(a)(1), snd it fails to specify sctus! errors relied vpon, 23
required under 35 CFR 1.175{}{5).

The Potent end Trsdemuwk Office no longer examines “no
defect™ reissue applications wader prior section 37 CFR 1.75(a){@)
as to questions of patentability. This reissue application will rot be
examined a3 to questions of petentability until applicent specifically
avers & defect in the patent end specifies sctush errors, as opposed
to “what might be deemed to be ervors™.

Cleim £2] rejected us belng baved upon a defective reiwae [3],
a8 discussed above.

Exvaminer Note:

don-—
2. In bracket 2, lise all claims in the application.

1400-6
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3. This filed 6n or

peregreph applies o o veimes spplications
ldﬁ;tk.l‘ngsl lﬂznmtm“mdddwam)ofﬂ

No search or other rejectxons are made.
+ In-applications properly filed prior to July 1, 1982

undér subsection 1.175(a)(4), the types of mfommoa
contemplated under’ §'1.175a)4) include any informa-
tion, not previously considered by the Office, which
mxzhtcausetheexammettodeemthewgmdmtent
wholly or partly inoperative or invalid. While prior
art documents such as patents and publications are
most often the kinds of information which are the
subject of § 1.175(a)(4) type reissues, subsection
1.175(a)(4) is not limited to prior art documents. Any
information “which might cause the examiner to deem
the original patent wholly or partly inoperative or in-
valid” may be the subject of an (2)(4) type reissue.
For example, such mformatwn whxeh ‘might demon-
strate that:

(1) the patented subject mntter was pubhcly known
or used by others in tlns country before the: mventlon
thereof by applicant;

(2) the -patented subject matter was m publlc use or
on sale in this country, more than one year prior. to
the ‘date of the application for patent in"the United
Statee

3) the patentee had abandoned the invention or did
not hlmself or herself mvent the subject matter patent-
ed;

(4) before patentee’s invention thereof the mventton
was made in this country by another who had not
abandoned supptessed or concealed 1t, o

(5) the disclosure in the patént is msufﬁcxent in
some respect under 3 US.C. 112, -

(6) the patent otherwise lacks compliance with any
of the statutory requirements for patentability; =~

(M) “fraud” or “vxolatwn of the duty of disclosure”
is present.

The information may be in different forms, such as
patents or publications. However, the information
may also be based on other forms of evidentiary mate-
rial including, for example, litigation-related materials
such as complamts, answers, deposttxons, answers to
interrogatories, exhibits, tmnscnpts of hearings or
trials, court orders and opinions, stipulations of the
parties, etc. Of course, the reissue applicant does not
have to, and presumably does nof, agree that the
errors exist. Applicant does not have to express a per-
sonal belief as to the relevancy of the information; it
is sufficient that its relevancy has been or might be as-
serted by someone else such as, for example, an ad-
verse party in litigation. However, the reissue appli-
cant must particularly specify “what might be deemed
to be errors relied upon”, in the reissue oath or decla-
ration of the § 1.175(a)(4).

1414.03 Reguirements of § 1.175(a)(5) [R-3)

All reissue oaths or declarations must comply with
§ 1.175(a)(5) by “particularly specifying the errors
relied upon, and how they arose or occurred.” Sec-
tion 1.175(a)(5) has two specific requirements, both of
which must be complied with in the reissue oath or

1400-7

14140

declaration. This section requires applicasit o perticu-
Myspecity(l)“ﬁxeermrelﬁedm"mm
“how they arose or occurred.” PpAny change or de-
parture from the original specification or claims repre-
sents an “error” in the originel peteat under 35 U.S.C.
251 and must be addressed in the original, or supple-
mental reissue oath or “declaration.§

“If applicant is seeking to amend claims in view of
pamcularpnormnrothermformntwntheremsue
oath or declaration must point out such pnor art or
other information and “the errors relied on™ in view
of such prior art or other information. More specaﬁ
cally, the oath or declaration, in appropriste circum-
stances, might state that some or all claims are
deemed to be too broad and invalid in view of refer-
ences X and Y. Usually, a general statement will suf-
fice. But where appropriate, such as where the perti-
nence of the new refereaces X and Y are not evident,
more specxﬁcnty about "the errors rehed on" should

it'is pamcularly nnportant that the reissue oath or
declaration specify in detail how the errors arose or
occurred. “How™ includes when apd under what cir-
cumstances the errors ardse or occurred. This means
that the reissue oath or declaration must specify the
manner in which “the errors” “arose or occurred.”
For example, the reissue oath or declaration must in-
dicate when and the manner in which the reissue ap-
plicant becanie: aware of the prior art or other infor-
mstion and.of the error in the patent; such as, for ex-
ample, . through dxscovery of prior art or other infor-
mation subsequent.to issuance of patent,: knowledge of
prior art or- other . information before issuance of
patent with significance being brought out after issu-
ance by third party, through allegations made in Iiti-
gation involving the patent, etc. It is particularly im-
portant that the reissue oath or declaration adeguately
specify how the errors arose or occurred. If the re-
issue oath or declaration does not particularly specify
“how,” i.e., the manner in which the errors arose or
occurred, the Office will be unable to adequately
evaluate reissue applicant’s statement in compliance
with § 1.175(a){(6) that the “errors arose ‘without any
deceptive intention’ on the part of the applicant™; see
§ 1414.04.

Form Paragraphs 14.02 and 14.03 may be used
where the reissue oath or declaration fails to comply
with § 1.175(a)(5).

1402 Oath fails to specify errors, § 1.175(a)(5)

The reissue oath or declaration filed with this application is de-
fective because it fails to particularly specify the errors relied upon,
as required under 37 CFR 1.175(2)(5).

Eszaminer Note:

1. Use this paragraph when applicant has alleged an error in gen-
eral terms only, and has failed to supply sufficient details thereof.
Identify and elaborate.

2. Paragraph 14.14 must follow (copy at § 1444).

14.03  Oath fails to specify kow errors arose or occurred, § 1.175{(a)(5)

The reissue oath or declaration filed with this application is de-
fective because it fails to particularly specify how the errors relied
upon arase or occurred, as reguired under 37 CFR 1.175(@)($).

Rev. 3, Misy 19586



. Section ! 175(5)(’6) specifically requires tf
m : ar ‘wm dwxvc
seace of “ wmm"mwmbem
looked,meztuammypmdmymw»
plication. The examiner will determine whether the
reissue oath or declaration contains the required aver-
ment that the “errors arose ‘without any deceptive in-
tention',” although the examiner will not comment ss
to whether it appears there was in fact deceptive in-
teation or not (see § 2022.05). '

Form Paragraph l404maybeusedwtmethctc-
issue oath or declaration does mot comply with
§ L175(a)6).
14.0¢ - muhmmqnmmnmm@

., The reisses oath or declaration Bled with this epplication faills 1o
state thet the errocs arose “without any deceptive inteation”™ on the
wnofthe:pphcam.areqwedmderncmu'ﬂ(l)(&).

EWNM B

Paragraph 14.14 must follow (copy at § 1444).

1414.08 equirements of § 1.175(aX

Subsection 1. l75(a)(7) has been added effective July
1, 1982 (Federal Register, Vol. 47, No. 97, May 19,
1982, pages 21746 to 21763) to parallel the provisions
requiring the same acknowledgment of the duty of
dmclosuremtheoathordechmﬁanmmsweapp&ca
tions as in non-reissue applications. Reissue oaths or

declarations, whether original or supplementsl, filed
after July 1, 1982 should be checked by the examiner

for compliance with subsection 1.175(@)(7).
1415 Reissue Filing and Issue Fees [R-S]

35 U.SC 41 Patent Fees. (8) The Commisnion
following fees:

] ] ] @ L

Raev. 3, May 1906

&. Vo lowing omb adgios ar sdeme i, evonph in delgn or
& ® @ ] ]

L] ® [ ® ®
Basie Gow o ezl veiamn eppiinion:
® mm-nmmm L ]
By ctlns Gon o aal Gy BID00G

@ Tn ebdiion W Gr beiz Ging Y in o winne sppiicwion. Gor Teg av ey
prennmintion ot e inlogemdon: G whidh & e ems of e wember of

chaiimm i G cuigng peinag:
B & ol cutlny G PITENG
By wihur Gue v wnl eabiy. Ll )
B bn eddition @ Gz bumic Tisg foe & e colume epplication, o Slng or leter
of el claime Gedulnr ez oo b emem of

& endd sl b cuoom of G aepbw of dems i e eiginl . (Bae
uum)umwmwwa-mmwm

pupesk
By & el enticy G LY. ]
By otinr Gun o wnll ety P2
® @ L] (3 @

’!heapplicmtmwmﬂedtopmmﬁwerychm
that was issued in the original petent for a fee of
S‘Ql?ﬂtbyamﬂm&yﬁ?CFRl%ﬁ)]mdS‘bm
bymherﬁmnamnﬂ!enm,v amnmmem

chmwhchsmmwmm@fm-
d@peudmtc!mmthemgmﬂmmt,mfeem
$%17¢ by a small entity and $%934§ by other theo a
smdlwm-mdmadmmfwmmgwhw;ﬂm
tation of each claim (whether ind nt or d
ent)memwa&'%mdﬁmm
mmmmm‘mbya
mnmmmmmwmw than amnmmy
The Office has prepared a %mx 3.7 which
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37 CPR tmmwmmmm.m”
be to swrvender the oclgingl paest. The

wccomponied by
opplication should also be socompenisd by the originel patent, oe if
m«w&Muwwﬂﬁa&ymMmmg&c
effoce, spplication mey be sccepted for exsmination
shuence of the originel patest o the effidevit or declaration, but

The examination of the reissue application on the
merits is made even though the offer to surrender the
original patent, or an affidavit or declaration to the
effect that the original is lost or inaccessible, has not
been received. However, in such case the examiner
should require one of the sbove in the first action.
Either the original patent, or an affidavit or declara-
tion as to loss or inaccessibility of the original patent,
must be received before the examiner can aliow the
reissue application.

Form Paragraph 14.05 may be used to require an
offer to surrender the original patent.

14,05 No offer to surrender original patent

This reissue application was filed without an offer to surrender
the original patent or, if the original is lost or insccessible, an affi-
davit or declarstion to that effect which is required. The originsl
patcnt.oranaﬁ’ndawtordechnnonastolosorummhhtyof
the original patent, must be received before the reissue spplication
can be allowed. See 37 CFR 1.178.

Exssslner Note:

The examination of the reissue application on the merits is made
even though these requirements have not been met. This require-
ment should be made in the first Office action.

If applicant requests the return of the patent on
abandonment of the reissue application, it will be sent
to the applicant by the Mail and Correspondence Di-
vision, and not by the examining group.

An applicant may request that a surrendered origi-
nal patent be transferred from an abandoned reissue
application to a continuation or divisional reissue ap-
plication. The clerk making the transfer should note
the transfer on the “Contents™ of the abandoned ap-
plication. The Serial Number and filing date of the re-
issue application to which it is transferred must be in-
cluded in the notation. Where the original patent
grant is not submitted with the reissue application as
filed, patentee should include a copy of the printed
original patent. Presence of a copy of the original
patent is useful for the calculation of the reissue filing
fee and for the verification of other identifying data.

1417 Claim for Benefit Under 35 U.S.C. 119

A “claim” for the benefit of an earlier filing date in
2 foreign country under 35 U.S.C. 119 must be made
in a reissue application even though such a claim was
made in the application on which the original patent
was granted. However, no additional certified copy of
the foreign application is necessary. The procedure is
similar to that for “Continuing Applications” in
§201.14(b).

The heading on printed copies will not be carried
forward to the reissue from the original patent.

Rev, 3, May 1906

Poragraph (a)(7) hes been added e
1982 to §1. ETSMWQMM reguine:
.56 and require acknowledgmen
plicant is aware ofwm is materisl to me mmm-
tion of the

Reissue applicants may utilize 37 CFR §81.97-1.99
to comply with the duty of disclosure required by
$1.56 (note §$2002.03). This does not, however, relieve
applicant of the duties under §1.175 of, for example,
“particulacly specifying the errors relied upon, and
how they arose or occurred” in the reissue osth or
declaration, or particularly specifying how and when
applicant became aware of and/or came to appreciate
the relevancy of such prior art or other information.

While §1.97(a) provides for filing an information
disclosure statement within three months of the filing
of an application or two months after applicant re-

ceives the filing receipt, reissue applicants are encour-

aged to file information disclosure siatements at the
time of filing in order that such statements will be
available to the public during the two month period
provided by §1.176.

Section 37 CFR 1.175(b) provides that,

“(b) Corroborating affidavits or declarations of
others may be filed and the exsminer may, in any
case, require additional information or affidavits or
declarations concerning the application for reissue and
its object.”

Thus, applicant may under §1.175(b) file “corrobo-
rating affidavits or declarations of others . . . con-
cerning the application for reissue and its objects.” It
also provides that “the examiner may, in any case, re-
quire additional informstion or affidavits or declara-
tions concerning the application for reissue or its
object.”

37 CFR 1.56 as amended effective July 1, 1982 pro-
vides,

“(i) The Office may reguire applicant to supply in-
formation pursuant to paragraph {(a) of this section

1430 Reissue Files Open to the Public $and
Notice of Filing Reissue Announced in Offi-
cigl Gazetted [R-3)

37 CFR 1.11(b) provides that all reissue applica-
tions filed after March 1, 1977 “are open to inspection
by the general public, and copies may be furnished
upon paying the fee therefor. The filing of reissue ap-
plications will be announced in the Official Gazette.”
The announcement gives interested members of the
public an opportunity to submit to the examiner infor-
mation pertinent to the patentability of the reissue ap-
plication. The announcement includes the filing date,
reissue application and original patent numbers, title,

1400-10




mmdmeapﬁmbymexmw '!‘bmem-
Mueappﬁcmomawymﬂﬁepdorwmchl
1977 are not automaticelly open to inspection, but a
ﬁbﬂdpolwyufollowedbytheOfﬁceofﬁu'QAs-
sistant Commissioner for Patentsq in granting petitions
for access to such

For those reissue tions filed on or after
March 1, 1977, thefouowmg ptoeedure wnllbeob-
served:

lTheﬁhngofMl.remueapplmom'b,mchd
ing those filed under 37 CFR 1.60 and 1.62,¢ will be
announced in the Official Gazeste and will include cer-
tain identifying; data as specified in § 1.11(b). Any
memberofthegenera.lpd)hcmayreqwtmtoa
particular - reissue application  filed after March I,
1977. Smcenorwordofsmhreqmttsmtendedto
be kept, an oral request will suffice.

2, 'The reissue application files will ‘be maintsined in
theexammmggrwpsandmspect’xon‘thereofwﬂlbe
superv:sed by group personnel. Although no geueral
limit is placed on the amount of time spent reviewing
meﬁlw,theOﬂ'cemyxmposehmxtmOns,lfneees-
sary, e.g. where the application- is - actnvely bemg

-3, Where the reissue apphcatlon has feft me examin-
ing group for administrative processing, requests for
access should be directed to the appropriate supervi-
sory personnel in the’ vamon or ‘Branch where the
application is currently located. - :

4. Reguests for cOpm of papers in the reissue apph-
cation file must be in writing and addressed to. the
Commissioner of Patents and Trademarks, Washing-
ton, D.C. 20231 and may be either mailed or deliv-
ered to the Office mailroom. The price for copies
made by the Ofﬁce is *pfiftyg cents per page.

1431 Notice in Patent File [R-3]

37 CFR LI7. Nutice of reissue application. When an application
for a reissue is filed, there will be placed in the file of the original
patent g notice stating that an application for reissue has been filed.
When the reissue is granted or the reissue application is otherwise
terminated, the fact will be added to the notice in the file of the

original patent.

Whenever a reissue application is filed, a form
PTO-445 notice is placed in the patented file 1dent1fy-
ing the reissue appllcatlon by Serial Number and its
filing date. The pertinent data is filled in by the Ap-
phcauon *$Branch¢ When divisional or continuation
reissue applications are filed, a separate form for each
reissue application is placed in the original patented
file. When the reissue is issued or abandoned, it is im-
portant that the Record Room be informed by the ex-
amining group clerical staff of that fact by written
memo. Record Room personnel will update the form
PTO-445 in the patented file

1400-11

I p i ‘
Memmwmmwmmwmmw
mmmhmmm o

Section 1. lwmviduthnm oﬁmm if re-

i ; except
that division will not be reguired: see MPEP sections
1450 and 1451¢. Reissue applications are normally ex-
am:mdbythemmeexmmerwhomuedthewm

patent. In addition, the will be examined
wnhrespeettocomplnmethhﬁ“?l-—llﬂmht—
ing specifically to reissue applications; for example,
the reissue osth or declaration will be carefully re-
viewed for compliance with 37 CFR 1.175. Reissue
apphummmmnmmnwmbeacwdmby
the examiner before any other. special applications,
and will be acted on immedistely by the examiner,
mbmoﬂymmzm&hyaﬁerpubmaanfm
examining reissue applications.

1441 Two-Month Delay Period [R-3]

Section 1.176 provides that reissue apphwtloms will
beactedonbytheexammermadvanceofotherap-
plications, ie., “special”, but not soomer tham two
months after announcement of the filing of the reissue
has appeared in the Official Gazette. The two-month
delay is provxded in order that members of the public
may have time to review the reissue application and
submit pertmmt information to the Office before the
examiner’s action. However, as set forth in § 1901.04,
the public should be aware that such submissions
should be made as early as possible since under cer-
fain circumstances the two-month delay period of
§ 1.176 may be waived. The Office will entertain peti-
tions under 37 CFR 1.183 which are accompenied by
the fee (37 CFR 1.17(h)) to waive the delay period of
§ 1.176. Appropriate reasons for requesting such a
waiver might be, for example, that litigation has been
stayed to permit the filing of the reissue application.
Such petitions are decided by the Assistant Commis-
sioner for Patents.

Since the examining group * * * jto which the re-
issue application is assigned§ is listed in the Official
Gazette notice of filing of the reissue application, the
indicated examining group should retain the applica-
tion file for two months after the date of the Official
Gazette notice before transferring the reissue applica-
tion under the procedure set forth in § 903.08(d).

1442 Special Status

All reissue applications are taken up “special™, and
remain “special” even though apphcant does not re-

spond promptly.
Rev. 3, May 1986



i patent
beenﬂledizinvo%vedm!iﬁwiouamhfwthem
of that litigation. If the examiner becomes aware of
litigation involving the patent sought to be reissued
during examination of the reissue application, and ap-
plicant has not made the details regarding that litiga-
tion of record in the reissue application, the examiner,
in the next Office action, wﬂlmqmrercgardmgthe
specific details of the litigation.

Form Paragraph 1406 may be used fot wch an in-
quiry. , ,

1406 nga:m related mnue

The patent souglumbereumedby thuwp&matm[l}uwntwd
in litigation. Any documents” gd/or’ materials, including the
fenves raised againat’ validily of ageiat eufm:ub&y becume of
fremd or inequitable conduct, which would be meterial to the exam-
monofthuremueapplwummreqwredmbemdcdm
im response to this actioa.

Due to the related litigation status of this application, extensions
of time under the provisions of 37 CFR 1.136(s) will not be permit-
ted during the prosecution of this applncauon

Examiner Note:

In bracket I, insert enher-zs—or—has been—

If the additional details of the htlgatxon appear to
be material to examination of the reissue application,
the examiner may make such additional inquiries as
necessary and appropriate under 37 CFR 1.175(6).

Where there is htlgatxon, and it has not already
been done, the examiner should place a prominent no-
tation on the application file to indicate the litigation,
(1) at the bottom of the face of the file in the box just
to the right of the box for the retention label, and (2)
on the pink Reissue Notice Card form.

Applicants will normally be given one moath to re-
spond to Office actions in all reissue applications
which are being examined during litigation, or after
litigation had been stayed, dismissed, étc., to allow for
consideration of the reissue by the Office. This one
month period may be extended only upon a showing
of clear justification pursuant to 37 CFR 1.136(b). The
Ofiice action will inform applicant that the provisions
of 37 CFR 1.136(a) are not available. Of course, up to
three months may be set for response if the examiner
derermines such a period is clearly justified.

1442.02 Litigation Not Stayed

In order to avoid duplication of effort, action in re-
issue applications in which there is an indication of
concurrent litigation will be suspended automatically
unless and until it is evident to the examiner, or the
applicant indicates, that: (1) a stay of the litigation is
in effect; (2) the litigation has been terminated; (3)
there are no significant overlapping issues between

Yeew. 3, May 1966

mwmmmmwnmmnmwMu
permitied.

_ Form Pumaph_l“l mybemdmﬁaym

Iuvkwdmhnmmmdnmﬁamwwﬂdmﬁw
tion of effort between the two action in tis relse
is STAYED el sech time s it is evident 0 the czam-

application .
mert!m(l)amyoflhelmmmm Ma)mmmh

2re aze a0 . (4) slapoi
Mtheappmbemmed.

1442.03 Litigation Stayed [R-3]
sion because of litigation will be taken up for action
ahead of other “special” applications; this means that
all issues not deferred will be treated and
to immediately. Furthermore reissue applic
valved‘ i “!myﬁd litigution il

mhwmapﬁmmmmwe sgpeciall
terested in expedited processing in the Office where
litigation is stayed.

In reissue spplications with “stayed litigation,” the
Office will entertain petitions under 37 CFR 1.183,
which sre sccompanied by the fee under 37 CFR
;1‘7{11) to wmvethetwommh delay period under

1.176

Time monitoring systems have been put into effect
whmhwﬂlc@dymummeummdbywh
cants, protestors, and examiners in processing reissue
applications of patents involved in Htigation in which
the court has stayed further action. Monthly reports
on the status of reissue applications with related Litiga-
tion are required from each examining group. Delays
mremmpmngmtobefoﬁowedup

The purpose of these procedures and those defer-
ring consideration of certasin issues, entil all other

1400-12
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1442.04 HWWPM[R-G}
- Where the patent for which reissue is being sought
is, or has been, involved in litigation which raised &
question material to examinstion of the reissue appli-
cation, such as the validity of the patent, or any alle-
gation of fraud or inequitable conduct§, the existeace
of such litigation must be brought to the attention of
the Office by the applicant at the time of, or shortly
aﬂer mmewmmmmmm

ying
after filing of the reissue’
prommlybmughttothcmntmofthemﬁce The
details and documents from the litigation, imsofsr as
they are “material to the examination” of the reissue
application as defined in 37 CFR 1.56(a), should ac-
company the application as filed, or be submitted as
promptly thereafter as possible (note §1414.09). For
example, the defenses raised against validity of the
patent, or charges of fraud or inequitable conduct in
the litigation, would normally be “material to the ex-
amination” of the reissue application. It would, in
most situations, be appropriate to bring such defenses
to the attention of the Office by filing in the reissue
application a copy of the Court pepers raising such
defenses. As a minimum, the icant should call the
attention of the Office to the litigation, the existence
and nature of any allegations relating to validity and/
or “fraud" gor “inequitable conduct™§ relating to the
original patent, and the nature of litigation materials
relating to these issues. Enough information should be
submitted to clearly inform the Office of the nature of
thesenssuessotlmtthe()fﬁcecanmtemgemlyevaluo
ate the need for asking for further materials in the liti-
gation. Thus, the existence of supporting materials
which may substantiate allegations of invalidity or
“fraud” Por “inequitable conduct™¢ should, at least,
be fully described, or submitted. The Office is not in-
terested in receiving voluminous litigation materials
which are not relevant to the Office’s consideration of
the reissue application. The status of the litigation
should be updated in the reissue application as soon as
significant events happen in the litigation. Subsection
(i) added to 37 CFR 1.56 effective July 1, 1982 pro-
vides that the “Office may require applicant to supply
information pursuant to paragraph () of this section.™

1400-13

and mmmmmmwm olicitor may
be requested to obtain them from meeomt. 'mem-

formation thus obtained should be carefull
emdfmtsbmmxmmepmpomddmdmm-

mgmphmybemdfmmhmmqmy
“Itmmwmmmm‘memm
the patent sought to be reissued by this @ ’
(is) (has beem) involved in litigation. Any dos
md/mmhmmdmﬂmddmmmdmm

validity, or against en
mqulecmdmt,chhqubemM&ﬂmme

mmapphmﬂmbythe()ﬁce.‘ ® ‘mm
Mhmtmtheemmmufmemmmdwe

dure is msumwd by a patent mvmr who volwmumy
spplication a3 a consequence of related
patmthugwm However some District Courts have
required a patentee-litigant to file a reissue applica-
tion, for emmpk- Alpine Engineering Inc. v. Automar-
Building Components Inc, BNA/PTC) 367: A-12
(8.D. Fla. 19?8)' Lw@amewfﬂtmmCa wv. Peck-
ett, 202 USPQ 573 (D. Gsa. 1978); Choat v. Rome In-
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¢ Dl D § ne, mmm

PIZ‘Im:. \3 PmcouCap. 195 USPQ 525(D Del.
9.

FYslwr Contm!: Co., Imc. v. Control Components,
Ine., 196 USPQ 817 (S.D. Iowa 1977). (Note also 203
USPQ 1059 denying discovery during the stay). -

Alpine Engineering, Inc. v. Automated Building Com-
mmls, Inc, BNA/PTCY 367: A-12°(S.D. Fla. 1978).
{Dismissed 2 Decm Judgmient ‘suit- with order
for patentee to seek m in the Pateut md dee-
mark Office). :

AMI- Indtmmes. Iuc. LA E. A. Indusm’es. Im. 204
USPQ 568 (W.D. N.C. 1978). (With dicta that if suit
hadnotbeendamhndproceedmgswouldhavebeen
wtayed for Office consideration. -

Reynolds Metal Co. - v. Alammum Ca of Ammca.
198 USPQ 529 (N.D. Ind. 1978). -

Sauder -Indusivies, Tne . Carbomudum Co 201
USPQ240(ND Ohio, 1978). @

. Rohm and Haas Co..v. Mobil Oil Com. 201 USPQ
80 (D. Del. 1978). (With provision for limited discov-
ery on allegations of fraud for Office’s benefit). -

Lee-Boy Manufacturing Ca., Inc. v. Puckert, 202
USPQ 573 (D. :Ga. 1978). (Reissue ordered after dis-
covery and during wait for trial). -

Fas-Line Sales & Rentals, Inc. v. E-Z Lay Pipe
Corp., 203 USPQ 497 (W.D. Okla. 1979).

Choat v. Rome Industries, Inc, 203 USPQ 3549
MN.D. Ga. 1979) dlrected patentee to file reissue appli-
cation. -

In re Certain Htgk-VoItage Circuit Interrupters and
Components Thereof, 204 USPQ 50 (Int'l Trade
Comm. 1979).

1442.05(0) = Stays Denied

“Stays” were denied in the following sampling of
published “decisions™. ‘

General Tire and Rubber Co. v. Watson-Bowman As-
sociates, Inc., 193 USPQ 479 (D. Del. 1977).

Perkin-Elmer Corp. v. Westinghouse Electric Corp.,
BNA/PTCJ 376: A-11 (B.D. N.Y. 1978).

In re Certain Ceramic Tile Setters, No. 337-TA-41,
BNA/PTIC 385: A-21 (Int"l Trade Comm. 1978).

E.CH Will v. Freundlich-Gomez Machinery Corp.,
201 USPQ 476 (S.D. N.Y. 1978).

RCA Corp. v. Applied Digital Data Systems, Inc.,
201 USPQ 451 (D. Del. 1979) denied stay where a
patentee had not filed a reissue.

Rev. 3, May 1986

mwmnmmm.maywmwew
issue is & mewwmmmmnm
appmﬁmﬁdheretmmdto i .

mmmmmmmmdm
further act on the reissue until two months after an-

‘nouncement of the filing of the reissue fias appeared

mmeOfﬁmalGaMte seeMPEPsectmn lmmdﬂ

CFR L1764

Tbeenmmshonlddmm:fmmmmw

_rmthugatmandxfsothemthemof(ﬁmm,

supm).andwhetberthemueﬁkwbmw
ately marked. Note § 1404. o

The  examiner should determine nf a pmw M
heenﬁledandnfmntshonldbehmd!edamfonhm

§ 1901.06.

" The examiner sbould review the reissue application
for the presence of information or allegations, such ss
in a protest, which might raise questions as to:

1. Prior art within the knowledge of, orwhu:has-
tensibly should have been within the knowledge of,
applwant or applicant’s attorney or assignee during
prosecution of the original application, but which was
not brought to the attention of the Office;

2. “Fraud” or “inequitable” conduct on the part of
apphcant, ammnt’s sitorney or agent, or other par-
ties involved in the application;

3. “Violation of the duty of disclosure” under 37
CFR 1.56.

Where the review by the examiner reveals the pres-
ence of any such information or allegations, and the
application has not earlier been referred to the Office
of the Assistant Commissioner for Patents, the exam-
iner should call this matter to the attention of the su-
pervisory primary examiner for such referral, via the
group director (see § 2020.03).

The examiner should check that an offer to surren-
der the original patent, or an affidavit or declaration
to the effect that the original is lost or ineccessible,
has been received. An examination on the merils is
made even though the above has not been complied
with, but the examiner should reguire complisnce in
the first office action.

The examiner should verify that all Certificate of
Correction changes have been properly incorporated
into the reissue application.
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§1.178, aeeymmm & 141404('% «%ﬁ

declarations filed on or after July 1, 1962 mwst
m;z)%swithmwlyaddedwcﬁou(a)ﬁ)ofﬂ 178, see
i 1
The mmiw must check that each and every

U.S.C. 251 4nd st be pitticularly and’ disti
specificdind’ fuppanied in the: misina!, of 2 supple-

mesital, rciaueocthor under § 1.175. Any

changum,the ipecification mchmmemup-
récted ‘afid’ sﬁpporting ‘gid * changes  under' $1.1
OAnymhwpplemmmmthm&ecmmmbe
filed 'promptly, preferably at the time of or 8 soon as
posgible ‘after the changes in the specification ead
claims are filed.q If the examination reveals & Inck of
complisnce with any of the appropriate vequirements
of § 1.175, & rejection of all the claims should be made
onﬂmbamthatthemmthordwhrmmsm-
sufficient..” -+ -

“Use Form: nguphs 3401-1404 md Form Para-
graph 14.14 to reject under ® ¢ ‘QMUS.C 251¢

14.14 " Rejection, defective reissue oath/declaration

Claim [1] rejected as being based upon a defective reissue [23
under 35 U.S.C. 251. See 37 CFR 1.175.
" L In brecket 1, Hat ali cleims in the reimue application. See

MPEP 706.03(x). \

2. This paragraph should be preceded by at lesst ome of pese-
graphs 14.01-14.04. :

3. In beacket 2, insert elthor—~outh-—or-decluration.

Under no circumstances will any reissue application
be passed to issue”without full complisnce with

§1.175. No reissue ‘can be passed for issue
with only § 1.175(a)(4) type oath or declaration.

144401 Converdion from §1.175()}4) to (@)(1)

- Reguires New Oath or Declaration

In an application filed under former §1.175(a)(4),
which section was deleted effective July 1, 1982 (see
Federal Register, Vol. 47, No. 147, May 19, 1982,
pages 21746 to 21753), applicant must have requested
that if the examiner deemed the original patent to be
wholly or partly inoperative or invalid, that the appli-
cant be permitted to amend the patent and be granted
a reissue patent.

If applicant so amends the patent, applicant is re-
quired to file a new oath or declaration complying

1400-15

'Mm' wm.‘m
July 1, 1982, A wew

of the § 1. 175 aX(i), ()a @) ype,
tates the filiag of & sew omth or declarat ommty—
ing with §1.178 (a)(1), (@)(2) Wm’ (0)13)0 @)5)
(@)X6), end (@)(7) if filed after July 1,

of “validity: In re Doyle, 179 USPQ 227 232—233
(C.C.P.A. 1973); In re Sneed and Young, 218 USPQ
385, 389 (Fed. Cir) l983).01.ﬁevme, the fact that
durmgpmumof pam&theexmermmd

typemthmdechmxmcmmerbemdmme
Neither 35 US.C. 251 nor 37 CFR 1.175 sllow or
make provision for reissuance of a patent where there
is in fact no sctusl ervor: In re Wittry, 180 USPQ 320,
322, 323 (CCPA 1974). In view of the deletion of
§ L173(a){@) effective July 1, 1982, (e){@)-type reissue
applications cennot be filed after July 1, 1982.

Where a reissue application was filed as & result of
new prior art with no changes in the claims or specifi-
cution and the exsminer finds the claims patentshble
over the new art and no issues as to ble “fraud™
¥, “inequitable conduct™§ or “violation of duty of dis-
closure™ remain outstanding (see §2022.03), ﬂw appli-
cation will be rejected as lacking statutory basis
reissue because 35 US.C. ZSIdmwlwthomm-
issue of a patent unless it is deemed wholly or parily

Rev. 3, May 1986



mmmmmwwm:wmmmof
aﬁmwmmm(mn«nmmmm
mchhswofcoadmmmolwdhmofmﬁ«
ceat, the spplication will be returned o the examining
group and the examiner will then xe;eettheappm
tion as lacking statutory basis under 35 U.S.C. 251.

1447 Additional m«-m M‘ ar
37@31!&%%&%
@)Conobormﬁdamm&dammof«hasmbem

and the examiner wmay, hmywe.req&emwm

mam&m«mmem -ppmmtm
mdmob_ﬁct. '
Paragwph(b)ofﬂﬁﬁrecogmzesthemed,wﬁen
appropriate, for additional information or affidavits or
declarations; - during examination of reissue applice-
tions. Section 1.17%(b) provides that the examiner may
require additional information or affidavits or declara-
tions concerning the reissue application and its object.

37 CFR 1.56 (), 23 added effective July 1, 1982, pro-

vides that the “Office may require applicant to supply

iniformation pursuant to paragraph (a) of thmsectmn”

1448 Deferrsl of Fraud §, Inequitable Conduct(

~or Duty of Disclosure Issues [R-3]

Where an examines’s review ofarmapp!man
reveals information or allegations which might raise
questions as to possible “fraud” §, “inequitable con-
duct™¢ or “violation of duty of disclosure,” and the
application has not earlier been referred to the Office
of the Assistant Commissioner for Patents, the exam.
iner should call this to the attention of the supervisory
primary examiner for such referral via the group di-
rector (see § 2020.03).

The present Office policy is to delay consideration
of issues of fraud §, “ineguitable conduct™§ or failure
to comply with the duty of disclosure in any applica-
tion until (1) all other issues are resolved, or (2) appel-
lant’s reply brief pursuant to § 1.193(b) has been re-
ceived and §/or§ the application is otherwise ready
for consideration by the Board of §Patent§¢ Appeals
$and Interferences§, at which time the appeal will be
suspended for examination pursuant to paragraph (d)
of § 1.56: see § 1.56{e).

Accordingly, under this procedure, applications
having issues of fraud §, inequitable conduct§ or fail-
ure to comply with the duty of disclosure still will be
referred immediately to the Office of the Assistant
Commissioner for Patents. They will, however, be re-
turned promptly, slong with any appropriate examin-

Rev. 3, May 1966

o
CFR 1.56(s) wm m m in the pmmn will be
is

mwwsmhmmwwmmm
muwmummmmmhummhve
becndupuedofotmlthe ; &

uymhgluofamfmwﬂlbeﬁe&tedbytheem
iner or other official. Petitions relating to
psocednrdmattersmvdvmg the exsminstion of the
appmwﬂlbedwﬁedbythewmmp

tions which have been referred to
theOfﬁceefthe Assistant Commissioner for Patents
and which are required to be returned thereto before
allowance or after abandonment of the application
wﬂlhawanmmwmmefmoﬂbemm
requiring such return.

1449 Protest Filed in Relspue Where Patent is is
Interference

If a protest is filed in a reissue application related to
a patent involved in a pending interference proceed-
ms.thewmeawlmmslmmibem‘ﬂredmme
befmwnademgmemomandmnmmthcwph-
cation.

144901 Concurrent Office Proceedi

Swmlﬁﬁd)mmtf“armmm
tion snd a reexamination proceeding on which an
order pursuant to § 1.525 has been mailed are pending
concurrently on a patent, & decision will normally be
made to merge the two ings or 0 stay one of
the two proceedings.” See § 2285.

1450 Restriction snd Election of Species
The examiner may not require restriction in a re-

mueapaplmm(ﬁllflﬁm§lm). lfthemgmal
patent contains claims to different inventions which
the examiner may nevertheless consider independent
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mmanwmmmm'

mm« to the question’ of plursl inventions.
nmmhmmm

oﬂhlwm(il lﬂuﬂ!lﬂl}.ﬂﬂmﬁmz

plication -contaiss claims 10 o8 independent apd
thmm“mm&mmi
patent, these cleime may be trested by a suiteble re-
jmmmhumwwmmm
in the original petent,” ss evidencad by the claime in
thearmmlmlnwnwm 187 USPQ 487
(CCPA. 1975); lack of inoperativeness of, or defect in,
the. originel patent; lack of erroe; or mot being for
MthhwaMhanbemcwmﬂmm
patent, .

Reissue apphcant’ fadure to timely file a divisional
apphcatmnmnotcomderedtobemmgu
patent granted on elected claims to be partiafly inop-
erative .by repson of claiming less than they had a
right to. claim; and thus such applicant’s error is not
correctable by reissue of the original petent under 35
US.C. 251: In re Orita, Yobagi, and Enomoti, 193
USPQ 145, 148 (CCPA 1977); see also In re Mead,
581 F. 2d 257, 198 USPQ 412 (CCPA 1978).

Whentheongmalpatentcomamclumstoap&u-'

‘rality of species and the reissue application contains
¢lainis to the same species, election of species should
not be required even though there is no allowable ge-
neric claim. If the reissue application presents claims
tospecmnotclannedmtheougxm!patent,ehcﬁon
of species should not be required, but the added
claims may be rejected on an appropriate ground
which may be lack of defect in the original patent and
Iack-of error in obteining the original patent Most Slt-
u&ttonsrequuespeculmtment :
1451 Divisional Reissue Applications S

Aslspomtedoutmtheprecedmgwcuomthemm
iner cannot require restriction in reissue applications,
and if the. ongmal patent contains several mdependent
and dlstmct inventions they can only be granted in
separate reissues if the applicant demands it. The fol-
lowing rule sets forth the only possibility of divisional
rexssueapphcatxons

37 CFR L1177, Remmdamm. TheCoumtmermny.mlm
or her discretion, cause several patents to be issued for distinct end
separste parts of the thing patented, upon demand of the applicant,
end upon payment of the required fee for each division. Bach divi-
sion of a reissue constitutes the subject of a separate specification
descriptive of the part or parts of the invention cleimed in such di-
vigion; and the drawing may represent only such part or parts, sub-
ject to the provisions of §§ 1.83 and 1.84. On filing divisional re-
issue spplications, they shall be referred to the Commissiones.
Uarless otherwise ordered by the Commissioner upon petition aad
paymentofthefeesetfonhm§ll7(u),allthedwmonsofamue
will issue simultaneously; if there be any controversy as to one divi-
sion, the others will be withheld from issue entil the controversy is
ended, unless the Commissioner shall otherwise order.

Divisional reissue applications are required on filing
to be referred to the Office of the Assistant Commis-
sioner for Patents. Where such applications are for-
warded to the examining group or examiner without
having been so referred, they must be referred imme-

1400-17

Appropriste amendments to the continuing dsta en-
Rmmtobemadetodwmemwmdspecm

SICERLUIM#MWM
e @ e

(e)hmue both the portion and the
Mmmbemeadedbym&cr(l)mbmmugawpyofaw-
tioa of the description or aa entire claim with il matter to be delel-
ed from the peteat being pleced between brackets and of] mstier to
be edded to the patent being wnderiimed, or (2) iadicating the exnact
word or words to be stricken out or inserted sad the precise poiat
where the deletion or insertion is to be made. Any word or words
to be inserted must be enderlined. See section 1.173.

When a reissue patent is prmted, all underk
mmwpﬁnwdmlm!mandanbmmmpmm
as inserted in the application to show exactly which
wdxmmandde!ehomhavebemmadewthemmml
pmmt. ’merefore, a!l H'm”‘mu.j:, v

In re m i
mentstormmeapphmmm.

ORIGINAL DESCRIPTION AMENDED

(l)Snbmxtacopyofmemmemnmphbemg
amended with underlining and bracketing.

Scanning [is] are controlled by clocks which are,
in turn, controlled from the display tube line syn-
chronization. The signals resulting from scenning
the scope of the character are delivered in parel-
lel, then converted into serial mode through a
shift register wherein the shift signal frequency is
wntroﬂedbyaclockthﬂm,_}gm,mtmﬂed
fromﬂted&splnytubehms hronizelion.
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Coﬁmg:%img e , ifgert——, m—

Column 6, line 7, sher “is", imrt-—- o S

Claim 6, line 2, change [5] t0 = [
ORIGINAL CLAIM CANCELED

(1) Present entire claim within brackets.

[Claim 6. The apparatus of claim 5 wherein the first

or (2) direct cancelation of eatire claim.
Cancel claim 6.
- ADDING ADDITIONAL CLAIBS

Newclmmshouldbepremtedwnhundeﬁmmg

throughout the claim.

Claim 7. mmtmofcmsmcmm-_
ing electrodes attaching to said opposite faces of the
first and second piezoelectric elements.

Even though original claims may have been can-
celed, the numbering of the original claims does not
change. Any added claims are numbered beginning
with the number mext higher than the mumber of
claims in the original patent. If the dependeacy of any
original dependent claims changes, it is proper to

change the dependency to a later filed higher num-
bered claim. If new claims have been added (o the re-

issue application which are later canceled prior to is-
suance of the reissue patent, the examiner will renum-
ber any remaining new claims in numerical order to
follow the number of claims in the original patent.

AMENDMENT OR CANCELATION OF
ADDITIONAL CLAIMS

Any amendments to additional cluims presented in
the reissue application should be amended only by
specifying the words to be deleted or added and the
precise point of such deletion or insertion. Likewise,
any cancelation of additions! claims should be made
by specifying the number of the claim or cluims to be
canceled. Such amendments will be entered by the
clerical staff within the Patent and Trademark Office.

Examples of proper claim amendment in reissue ap-
plications.
A. Patent clsim.
Claim 1. A cutting means having a handle por-
tion and a blade portion.
B. Proper first amendment format.
Claim 1. A [cutting means] knife having a bone
handle portion and a notched blade portion.
C. Proper second amendment format.

Bev, 3, May 1906

patent
mewmc!ammmwdwﬂhmthecmﬁm
the patent text.§
1455 Allowsnce and Issue [R-3]

The fee for issuing each reissue patent, except @
design or plant patent, iz $250 by a small entity sad
stbyotherthmamﬂenmy

37 CER 118 . Potent isoue foes.

(nhhhmqumMmudmupu

By & wll cutity (§ 1.5¢%. $YWO02G

By other then o szl eatity 9360009
(&) Bume foe for bmelng o decign poteat:

By & sl eatity (§ LS(0). SHRL0G

By other than & waall eatity SR
&) loee foe (or buding o plomt poteat:

By & umall eatity (§ 1.9, “$1e000%

By other then 8 wmal] eatity SHT005Y

In all reissye applications prepared for issue, the
number of the originsl patent being reissuved should be
placed in the box provided therefor below the box for
the applicant’s name on the Issue Classification Slip
(form PTO-270).

The specifications of reissue patents will be printed
in such a manner as to show the changes over the
original patent by printing material omitted by reissue
enclosed in heavy brackets [[] and material added by
reissue in italics. Section 1.173 (see § 1411) requires
the specification of a reissue application to be present-
ed in a specified form, specifically designed to facili-
tate this different manner of printing, as well as for
other reasons.

The printed reissue specification will carry the fol-
lowing heading which will be added by the Pstent
Issue Division:

“Matter enclosed in heavy brackets [ ] appears in
the original petent but forms no part of this reissue
specification; matter printed in italics indicates the ad-
ditions made by reissue.”

The examiners should see that the specification is in
proper form for printing. Matter appearing in the
original patent which is omitted by reissue should be
enclosed in heavy brackets, while matter added by re-
issue should be underlined.

Any material sdded by smendment in the reissue
application which is later canceled should be crossed
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ldependmtchmmwummiam
pendent form. New claims should follow the number
of the highest numbered patent claims and be under-
lined to indicate italics. The provisions of § 1.173 that
claims should not be renumbered applies to the reissue
application s filed. When the reissue is allowed, any
claims remaining which are additional to the patent
claims are renumbered in sequence starting with the
number next higher than the number of claims in the
ongmal patent. Therefore, thc uumber of claims al-
lowed wzllnot ‘ ‘

At least one clann of an allowabie reissue apphca-
tion' must be dmgnated for printing in the Official ¢ Ga-
zéite.” Whenever possible, that ‘claim should be one
whwhhasbeenchmgedoradddbythemue A
canceled claim must not be dmgnated as the claim
for the Oﬁ?cml Gazette. co

“In the caseé of reissue applications which have not
been prepared in the indicated manner, the examiner
miay request from the’ apphcant a clean copy of the
reissne specification prepared in the indicated form.
However, if the deletions from the original patent are
small, the reissue apphcatlon ¢an be prepared for issue
by putting the bracketed inserts at the appropnate
places and suitably numbering the claims. -

All parent application data on the original patent
file wrapper should be placed on the reissue file wrap-
per, if it is still proper.

Thehstofreferencestobepnntedattheendofthe
reissue specification should include both the refer-
ences cited during the original prosecution as well as
the references cited during the prosecution of the re-
issue application. A patent cannot be reisssed solely
for the purpose of adding citations of additional prior
art.

NoTe.—Transfer of drawing, § 1413.

1456 Reissue Review

Al reissue cases are screened in Quality Review for
obvious oath or declaration informalities as well as
adherence to current reissue practices. A patentability
review will be made in a sample of reissue applica-
tions by the Quality Review Examiners. This review
is an appropriate vehicle for providing information on
the uniformity of practice and is helping to identify
problem areas.

1460 Effect of Relssue

35 US.C. 252. Effect of reissue. The surrender of the original
patent shall take effect upon the issue of the reimsued patent, and

terms g5 the court deems eguitsble for the protection of invesiments
made or business commenced before the grant of the reiigue.

1480 Certificates of Correction—Office Mistake

- 38 USC 254 Certificate of corvection of Patent and Trademark
Oiffice mistake. Whenever & mistake @0 @ petent, incwrred dizough
tbe&uhofthe?atentmd’rudmkome,uchﬂyww

sead, without charge, (0 be recorded in the records of patemts. A
printed copy thereof shall be attsched to esch printed copy of the
patent, znd such certificate shall be comidered a8 part of the origi-
nalputent.Everymhpﬂent.tngethermlhsuchcemﬁcue,le
have the same effect and operation in law on the trisl of actions for
umﬂmuﬁamgnﬁmemmmmmmﬂymdm
guch corrected form. ‘The Commissioner may issue a corrected
petent wuhoutchtgemlzeuofmdmlhkheeﬂ‘ectaacm
of correction.

37 CFR 1.322. Cemﬁcate of corvection of Qffice mastake.

{a) A certificate of correction uader 35 U.S.C. 254, may be issued
at the request of the patenitee or his assignee. Such certificate will
not be issued at the request or suggestion of anyone sot owaing
mmmmdnmwnt,mmmnmdtheommﬁmm
tifying the patentee (including any assignee of record) and affording
him an opportunity to be heard.

(b) If the nature of the mistake on the part of the Office is such
that a certificate of correction is deemed insppropriate in form, the
Commusmnermaymueacomcwdp«entmlienthefwfma
more appropriste form for certificate of correction, without ex-
pense to the patentee.

Mistakes incurred through the fault of the Office
are the subject of Certificates of Correction under 37
CFR 1.322. If such mistakes are of such a nature that
the meaning intended is obvious from the context, the
Office may decline to issue a certificate and merely
place the correspondence in the patented file, where it
serves to call attention to the matter in case any gues-
tion as to it arises.

Letters which merely call attention to errors in pat-
ents, with a request that the letter be made of record
in the patented file, will not be acknowledged.

In order to expedite all proper requests, a Certifi-
cate of Correction should be requested only for errors
of consequence. Letters making errors of record
should be utilized whenever possible.

Each issue of the Official Gazette (patents section)
numerically lists all United States patents having Ces-
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om&unhnhuﬂﬁnﬁmhmmm
e if the weme bed boen originally inwed in such correcied fovem.

37 CFR 1.323. Cenificate of corvection of opplicant’s misiake.
Whenever typographical wature or of

« 37 CFR 1.323 refates to the issuance of Certificates

of Correction for the correction of errors which were

aot the fault of the Office. A mistake is not of & minor

character if the requested change would materially

aﬁ‘ectﬂnewopemmnmgofthcputent.'l‘hefeefox

provulmg a correction of applicant’s mistake, other
than inventorship, is *$$29¢ (37 CFR l.w(a)).

- The Issue Fee Transmittal Form portion (PTOL~
85b) of the Notice of Allowance provides a space
(‘temZ)formgnmentdatawhtchshouidbecompkt-
ed in order to comply with 37 CFR 1.334. Unless an
assignee’s name and address are identified in item 2 of
the Issue Fee Transmittal Form PTOL-85b, the
patent will issue to the applicant. Assignment data
pmtedonthepatentwillbebasedsolelyonthein—
formation so supplied.

A request for correction of error arising from in-
complete or erroneous information furnished in item 2
of PTOL-85b will not be granted as a matter of
course and will be subject to adherence to all the re-
quirements of 37 CFR. 1.323.

35 US.C 236 Correction of named laventor

Whenever through error a persoa is named in an lssued patent as
the inventor, or through error an inventor is not nemed in an isued
patent and such error arcee without sny deceptive intention on his
part, the Commissioner may, ou application of all the parties and
mm&mmmmfdthefmumdwckmwmwemus
may be imposed, issue & certificate correcting such ervor.

The error of omitting inventors of neming persons who afe not
inventors shell not imvelidate the patent in which such error oc-
curred if it can be coerected a3 provided in this section. The court
before which such matter is called in question may crder correction
of the patent on notice and hearing of all parties coucerned and the
Commissioner shall issve 8 certificate accordingly.

37 CFR 1.324. Correction of inventorship in patent.

Whenever a patent is issued and it appears thet the correct inven-
tog or inventors were not named theough error without deceptive
mwmmwemndmemlwmvemmmvmmmem
missioner may, on petition of all the parties and the assignees and

whetherthemmafmhamw'ewwmmfym
mmeofaeemﬁu@eofwrmmwmbemw

‘apprope _umupwﬂhumqwst
Mthetepoﬂbefhmahul.lfmw&ﬁcﬂzmm
issue, the party making the request is so notified and
the request, report, if any, and copy of the communi-
cation to the peréon making the request are placed in
the file and entered thereon under “Contents™ by the
Certificate of Correction Branch. The case is then re-
mrmdtothemtentedﬁ!ee.lfawuﬁmtemwme,
it will be and forwarded to the person
mhngtberequmbyﬂwPubhshngwmhthat
case,mereqmt,thcrepmt,nfany,mdampyofthe

letter transmitting the certificate of correction to the
person making the request will be placed in the file
and entered thereon under “Contents”.

Applicants, or their attorneys or agents, are urged
to submit the text of the correction on a special Cer-
tificate of Correction form, PTO-1050, which can
serve as the camera copy for use in direct offset print-
mammwmmmmm
PTO-1050 must accompeny the reqwm m the
second part will be p!wed m the applicatic
internal use.

Awfom&dspmatﬂuboﬂmnoffmm
1050 has been provided for the patentee’s current
mailing address, and for ovdering any desired addi-
tional copies of the printed certificate. The fee for
each additional copy ordered is *§50§ cents per page.
The fee should accompany the reguest.

To facilitate the use of the Form PTO-1050, the
public may obtain s many copies as needed from the
Correspondence and Mail Division.

Where only a part of a request can be approved, or
where the Office discovers and includes additional
corrections, the appropriate alterations are made on
the form PTO-1050 by the()ﬁ'we 'I‘hepatemeersm-

satisfactory proof of the facts and payment of the fee set forth in tified of the ¢ on the Notification of A
§ 1.20(b), or om order of a court before which such matter is called hanges ‘ R pproval-
mm,&:&wmemmmlymmmmw in-part form PTOL-404. mmmﬂsmﬁw
inventors. proximately 6 weeks thereafter.

1400-20
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Porm PT0-1050 should be weed enciusively regard-
lose of the length or complexity of the subject matier.
Intricate chemical formulas or page of specification or
drawings may be reproduced and mounted on a blank
mpy&MlMF&lmmmthemmm
quently delayed issusnce since the text must be re-
typed by the Office oato a PTQO-1050.

The exact page end line number where the errors
oocur in the application file should be identified on
the request. However, on form PTO-1050, only the
geolumnmdﬁnenumberinthepﬁntedpuentshould

used.

The patent grant should be retained by the pateat-
ee. The Office does not attach the certificate of coe-
rection to patentee’s copy of the patent. The patent
grant will be returned to the patentee if submitted.

Below is a sample form illustrating a variety of cor-
rections and the suggested manner of setting out the
format. Particular attention is directed to:

a. Identification of the exact point of error by ref-
erence to column and line number of the. printed
patent or to ‘claim number and lme where a clmm is

" involved.

b Conservatnon ‘of space on the form by typing

" smgle space, begmnmg ‘two lines down from the

~printed message.

R N Startmg ‘the correction to each- sepatate
column as a sentence, and using semicolons to sepa-

. rate corrections within said column, where possible.

~d. Two inch space left blank at bottom of the last
sheet for signature of attesting officer.

e. Use of quotatlon marks to enclose the exact
subject: mattér to be deleted or corrected; use of
double hyphens (-- --) to enclose subject matter to
be added, except for formulas.

f. Where a formula is involved, settmg out only
that portion thereof which is to be corrected or, if
necessary pasting a photocopy onto form PTO-
1050.

The examiner’s comments are requested on form
PTO-306 revised, where, under 37 CFR 1.323, there
is a question involving change in subject matter.

UNITED STATES PATENT AND TRADEMARE OFFICE
CERTIFICATE OF CORRECTION
— Dated April 1, 1969
James W. Worth

It is certified that error appears in the above-identified patent and
that said Letiers Patent is hereby corrected as shown below:

In the drawings, Sheet 3, Fig. 3, the reference numeral 22§
should be applied to the plate element atisched to the support
member 207. Column 7, lines 45 to 49, the lefi-hand formuia should
appear as follows:

Rg

Patent No.

~cxz
CFz: /
Column 10, formula XXXV, that portion of the formula reading
CH CN
‘ should read
—C— —C—

1400-21

1531

Pormule HANVE, the poviien of the loomeds redding
“ o CHCH ~" shovid 1988 — ~CHCH~ - Columa I, lise 60
and columa 3, bnss 3, 8 and 33, for the cleim referemce wumernl
“¥, each occurrence, should read —l--, Column 10, Ume 16,
cencel beginning with “12. A eessor device™ to end including “tive
siripe.” in columen 11, line 8, and insert the following claim:

12. A control clrcult of the chuzecter set forth in claim 1 and

tion; and control meens responsive (o sgid sensor reley for ener-
gizing the top moving mesas for moviag wid wp from retracted
position to relsed position.

1490 Disclaimers [R-3]

35 USC 253 Disclaimer. Wheneves, without say deceplive in-
tention, & claim of @ patent is invalid the remsining claims shall not
thereby be rendered invalid. A patentee, whether of the whole or
any sectional interest therein, may, on payment of the fee required
by lew, make disclsimer of any complete claim, steting thercia the
extent of his interest in such patent. Such disclsimer el be in
writing, and recorded in the Patent ead Trademark Office; aad @t
shall thereafter be considered as part of the original patent to the
extentofthemterestpowdbythedmhnmmtandhythme
laiming under him. -

lnhkemanneranypetenteemapphcammydmhmmdedz
cate to the public the entire tetm, or any terminal part of the term,
ofthepmentgrmtedoﬂobegnmed.

37 CFR 1321, Statumy ducla:mer (a) A disclaimer under 33
U.S.C. 253 must be bythefeesetforthm§120(d)
andldenufythepatentmdthech:morclmmswhnhmdm-
claimed, and be signed by the person making the disclatener; who
shall state therein the extent of his or her interest in the patent. A
disclsimer which is not a discleimer of a complete claim or claims
mayberefusedrecordanon.Anonceofthednsclmmcnlenhed
in the Official. Gazette and stiached to the printed copies of the
specification. Inhkemnnerany pateritee or applicant may disclaim
or dedicate to the public the eatire term, oranytermmnlpenof
the term, of the patent granted or o be granted.

(b) A terminal disclaimer, when filed in an application to obviate
a double patenting rejection, must be accompenied by the fee set
forth in § 1.20(d) and include a provision that any patent granted
on that application shall be enforcesble only for and during such
period that said patent is commonly owned with the application or
patent which formed the basis for the rejecﬁon.

A disclaimer is a statement filed by an owner (in
part or in entirety) of a patent or of a patent to be
granted, in which said owner relinquishes certain
legal rights to the patent. There are two types of dis-
claimers; ®* * * #{1) & disclaimer under 37 CFR
1.321(a) used to disclaim an entire claim or claims of a
patent, and (2) a terminal disclasimer under 37 CFR
1.321(a) and (b) used to discleim or dedicate a portion
or the entire term of all of the claims of a patent.¢

STATUTORY DISCLAIMERS

Under 37 CFR 1.321(g) the owner of a patent may
disclaim a complete claim or claims of his pateat. This
may result from a lawsuit or because he has reason to
believe that the claim or claims are too broad or oth-
erwise invalid.

TERMINAL DISCLAIMERS

37 CFR 1.321(a) also provides for the filing by an
applicant or patentee of a terminal disclaimer which
disclaims or dedicates to the public the entire term or
any portion of the term of a patent or patent to be
granted.

Bev. 3, May 1966



mc«mwmmwmm
lssue Division is for the han dnﬂ
disclaimers Bled under 3% U.S.C. 293, whathe

case is pending or patented. This invelves:
370Wmﬁhmwim3s U.S.C. 233 ead
i;

2. Ncmfymg applicant or patestes when the dis-
claimer is informal and thus not acceptable;

3. Recording the disclaimers; and

4. Providing the disclaimer data for printing.
. Terminal disclaimers may affect the prosecution of
other applications. They are brought to the examiner’s
attention by the Publishing Division which attaches a
lebel to the file wrapper after having & title search
made, eéndorsing the paper on the “Contents” and oth-
erw:scmsunngthatthepatent,nfmd,willbepmp—
erly headed. _
TenmALDrscummmmrmchmxcum

PRACTICE ’

Smoe thie claims of pending applications are subpct
to cancellatxon, amendment or renumbering, a termi-
nal disclasimer directed to a particular claim or claims
will not be accepted; the disclaimer must be of a ter-
minal ‘portion of the term of the entire patent to be
granted. The statute does not provide for conditional
disclaimers and aocordmgly. a proposed disclaimer
which is made contingent on the allowance of certain
claims cannot be The disclaimer should
identify the disclaimant and his or her interest in the
application and should specify the date when the dis-
claimer is to become effective.

PA terminal disclaimer filed to obviate a double
patenting rejection is effective only with respect to
the application identified in the disclaimer. For exam-
ple, a terminal disclaimer filed in a parent application
has no effect on a continuing application claiming
filing date benefits of the parent application under 35
U.S.C. 120. If two (or more) pending applications are
filed, in each of which a rejection of one claimed in-
vention over the other on the ground of obviousness
type double patenting is proper, the rejection will be
mademeachapplmtlon Anapproptmtermmaldns-
claimer must be filed in each application. This is be-
cause a terminal disclaimer filed to obviate a double
patenting rejection is effective only with respect to
the application identified in the disclaimer. Moreover,
the filing of an appropriate terminal disclaimer in each
application will prevent 2 potential extension of mo-
nopoly in the last application to be issued.¢

Forus

STATUTORY DISCLAIMER
Form 3.43—Disclaimer in Patent

Rev. 3, May 1906

s st omt m = poge,

tw m m sREanIISIRG w m FVIITILIRATRADIZLELEDGD

mmmmmwmm Vour peti-
tioner, therefore, hereby discleims claim ..o Of
ssid patent.

TOMCWMWMTW.
Your = petitioner, teudmg

-------------------

for e Your petitioner hereby disclgims all
that portion of the term of any patent to be issued on
the said application subseguent to 19
The disclaimer must be accompanied by the statuto-
ry fee.
FormM 3.53—TERMINAL DiscLAIMER TO OBVIATE A
Dovere PATENTING REJECTION

To the Commissioner of Patents and Trademarks:

Your petitioner, , residing at
in the «county of
and State of

represents thet he is (here
state exsct interest of the disclaimant and, if he iz an
assignee, set out the liber and page or reel and frame
where the assignment is recorded) of epplication
Serial No. «.ovenee , filed on the ........ day of ... »

panofanyp&&entmtedmthenbwe-ndmﬁﬁedap—
plication, which would extend beyond the expiration
date of Patent No. ........ and hereby ageees that any
patent so granted on the sbove-identified application
shall be enforecable only for and during such period
that the legal title to said patent shall be the same as
the legal title to United States Patent No. ........, this
agreement to run with any petent granted on the
sbove identified application and to be binding upon
the grantee, its successors or assigns.
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