Examiner’s
120801 New Reference, Mew Objection or New Ground of Re-
Jjection in Examiner’s Answer
1208.02 Withdrawal of Final Rejection

1309 COral Hoarlng
1210 Actions Sebsequent to Exuminer’s Amswer Bt Belore Doard's

1211 Remsnd by the Boerd to Consider Amondment
1212 Remand by the Bosrd to Cousider Affidevits er Declazations
1213 Declsion by Beard

121301 Recommendations of Board

1213.02 Statement a5 to Rejection of an Allowed Claim
1214 Actions following Decision by Board
1214.01 New Ground of Rejection

1214.02 Procedure efter Decision

121403 = Rehearing and Reconsideration

- 1214.04 Examiner Reversed

1214.05 ' Cancellation of Withdrawn Clums
121406 Examiner Sustained in Whole or in Part
121407 Reopening of Prosecution

1218 Withdrawal or Disnlessl of Appeal

121501 Withdrawal of Appeal

1215.02 Claims Standing Allowed

1215.03 Partial Withdrawal

121504 Dismissal of Appeal

121508 Case Before the Court

1216 Appesals to Couzls
1216.01 To Court of Appeals for the Federal Circuit

121602 Civil Suits -

1201 Imtroduction

The Patent and Trademark Office in administering
the Patent Laws makes many decisions of a discre-
tionary nature which the applicant may feel deny him
or her the patent protection to which he or she is en-
titled. The differences of opinion on such matters can
be justly resolved only by prescribing and following
Jjudicial procedures. Where the differences of opinion
concern the denial of patent claims because of prior
art or material deficiencies in the disclosure set forth
in the application, the questions thereby raised are
said to relate to merits, and appeal procedure within
the Patent and Trademark Office and to the courts
has long been provided by statute.

The line of demarcation between appealable matters
for the Board of Appeals and petitionable matters for
the Commissioner of Patents and Trademarks should
be carefully observed. The Board will not ordinarily
hear a question which it believes should be decided
by the Commissioner, and the Commissioner will not
ordinarily entertain a petition where the question pre-
sented is an appealable matter. However, since .37
CFR 1.181(f) states that any petition not filed within
two months from the action complained of may be
dismissed as untimely and since 37 CFR 1.144 states
that petitions from restriction requirements must be
filed no later than appeal, petitionable matters will
rarely be present in a case by the time it is before the
Board for a decision. Note In re Hengehold, 169
USPQ 473 (CCPA. 1971).
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1202 Chesnels of Ex Parte Review

Buprasre ot
] | |
Wk of Cortiorert Wleld of Cartioras)
BULL. 21@1 2BUS.C. 1284
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If subsequent to the hearing, but prior to the deci-
sion, a Board member who heard the case becomes
unable to participate in the decision for some resson,
the applicant will be given the choice of having & re-
hearing or of having a different Board member substi-
tuted for the one who is incapacitated. -

Should a member die or otherwise become unavail-
able (for example, retirement) to recomsider a deci-
sion, it is the Board's practice to have the remaining
two Board members reconsider the case. Hoyever, if
there is disagreement concerning the position of the
Board on reconsideration, a third member may be
designated as a substitute for the absent member.

1204 -~ Administrative Handling

Ex parte appeals to the Board of Appeals, and all
papers relating thereto, are forwarded to the examin-
ing group for docketing. All appeal papers, such as
the notice of appeal, appeal brief and request for ex-
tension of time to file the brief are processed by the
appropriate examining group.

The clerk in charge of handling appeals in the ex-
amining group is solely responsible for completion of
all phases of appeal clerical procedure. All communi-
cations from the Board and all signed Office commu-
nications relating to appeals from the primary examin-
ers should be given to the group appeals clerk.

To insure that all records are current, memorandum
form PTO-262 is attached to the file wrapper when it
is remanded by the Board of Appeals. It is important
that this memorandum be promptly completed and
forwarded by the group if the application is allowed,
the prosecution is reopened, a continuation applica-
tion is filed or if the appeal is discontinued for any
other reason.

FR 1.192, the cleck wm notify the &

tumywrll continue tnbespwal
mdmmmthemw'rmk
Office, including appeal, if sny, to the Board of Ap-

A petition to make a case special afler the appeal
has been forwarded to the Bosrd of Appeals may be
addressed to the Board. However, no such petitica
will be granted unless the brief has beea filed and ap-
plicant has made the same type of showing required
by the Commissioner under 37 CFR 1.102. Therefore,
diligent prosecution is essentizl to a favorable decision
on a petition to make special.

1205 Notice of Appeal

JSUSCIuWImmMWW&AmWMa
patent, any of whoee cleims has beea twice rejected, may appeal
from the decisioa of the primary examiner w0 the Board of Appesls,
having once peid the fee for such appesl.

Exvract from 35 USC 41 Pateme fees (2) The Commission
shall chasge the following fees: G.Onamedﬁmthemm
the Boexd of Appeals, $115; in addition, on filing = briel in suppont
of the sppesl, $118, and on requesting sm orel hearing before the
Board of Appesls, $100.

37 CFR 1.7 Pasens agplication processing fees.

(e)Forfﬂmsammeofappalfmmtheummetmwe
Bosrd of Appeals:

By 2 small entity (§ 1.9() $57.50
By other than & smnall entity 11500
() In sddition to the fee for filing a wotice of appeel, for
filing & brief in support of an eppesl:
By a small entity (§l9(m . $7.50
By other then a umall entity 11500
m)memnmmewmmﬁbmm
Byamﬂm(!l?(m 35000
By other then a small entity 10000
L] @ L @ @

37 CER 1.198. Appeal to Board of eppeals. (&) Every applicant for
a patent or for reimue of 2 patent, or every owaer of a petent under
recxamination, eay of the claims of which have been twice reject-
ed, or who has been given a fizal rejection (§ 1.113), may, epon the
payment of the fee set forth in § 1.1%e), appeal from the decision of
the examiner to the Board of Appesls within the time allowed for

response.

(b) The sppeal in an application must ideatify the rejected claim
or cleims appesled, and must be signed by the applicent or duly su-
thorized attorney or agent. An appesl in & reexumination proceed-
ing must identify the rejected claim or claims appesled, snd must
be signed by the paieat owner or duly suthorized sttorsey or
agent.

{c) Except us otherwise provided by § 1.206, #n eppesl when
taken must be taken from the rejection of 2if cleims under rejection
which applicent or patent owner proposes w contest. Questions re-
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with 35 U.S.C. 306. Seemyzz'm
mmofammmmmmmgﬂmmof
: ‘ Jed. The v

wamhwmhmvmummmm
o ‘BOARD OF APPEALS - )

fo e application of:
Scmlm?asemm

Gmup Art Unit:
Commiszioner of Patents end Trademarks

Su-‘
Apﬂmtorp@m&mrhembyapmhtotheﬁm«do@w
dated of the Examinee finelly reject-

pmks from the desision
iag CIRIRS «eesencne
The itera{s) chwiwd below are approg

------------

................

3 Not required (Fee paid in prior appeal.)
O Charge o Depoeit Account No. cevecsnanens
{One additional copy of this Notice is enclosed herewith.)

(Sigmatuse (37 CFR 1.191®)

(Cotvespondznce eddress)
MatTERS HARDLED CONCURRENTLY WITH APPEAL

37 CFR 1.206 permits partial appeal in cases where
there are both finally rejected claims copied from a
patent and other claims not ready for appeal. See
§8 1210 and 1101.02(f).

Ex parte prosecution of an appeal under 37 CFR
1.191 may proceed concurrently with an interference

WWWNWMMW_
e m@fw” > ‘

mmmmm
eader 37 CFR 1.191.

The Notice e:ﬁ'Aww! ﬁh@ on [l] is mot acceplable
i
NWI!M&)WMMWMW

Notice of Appesl, the sppesl fee, the petition under 37 CFR
liManmmm%emMWM%mmdmw

m@bemmexmmﬁx@mmmt@m
of response set in oa Office action.

1208 Nosice of appeal unece
WWMAMQ?@[B]@M

WHICHEVER IS LONGER,
WITHIN WHICH TO MAKE THE NECESSARY CORREC-
TION TO AVOID DIS OF THE APPEAL. RO EBX-
TENSION OF THE ONE I8l TIME LIMIT MAY BE
GRANTED UNDER EITHER 37 CFR 1.136(a) OR @)

J:@ﬁed

ed uader 37 CFR LI9I(b).
APPLICANT IS GIVEN A TIME LIMIT OF ONE MONTH
FROM THE DATE OF THIS LETTER OR UNTIL THE EX-
PIRATION OF THE RESPONSE PERIOD SET IN THE LAST
OFFICE ACTION, WHICHEVER 1S LONGER,
AVOID DISMISSAL OF THE APPEAL. NO mmsmm oF
THE ONE MONTH TIME LIMIT. MAY BE GRANTED
UNDER EITHER 37 CFR 1135 @ OR ).
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An applicant or pateat owner in 8 mxmimﬁon
proceeding dimatisfied with the primary examiner’s
decision in the second m:r final xszm of Pﬁ or vg:vr
claims my sppeal to Board Amk 0F re

the examiner’s rejection by filing a notice of
appeal, signed by the spplicent, pmem owner or his
gr her)attomey and the required fee set forth in

1.17(e

The notice of appeal must be filed within the period
for response set in the last Office action, which is nor-
mally three months for applications. See § 714.13.
Failure to place an application in condition for allow-
ance or to file an appeal after final rejection will
result in the application becoming abandoned, even if
one or more claims have been allowed except where
claims suggested for interference have been copied.
The Notice of Appeal and appropriate fee may be

filed up to six months from the date of the final rejec-

tion, so long as an appropmte petmon and fee for an
extension of time is filed either prior to or with the

Notice of Appeal. Failure to file an appeal in a re-

examination proceeding will ruult in issuance of the

certificate under § 1.570.

Section 1.191 provides for appeal to the Board of
Appeals by the patent owner from any decision in a
reexamination proceeding adverse to patentabmty,
accordance with 35 U.S.C. 306. See also § 2273.

The use of a separate letter containing the notice of
appeal is strongly recommended. 'l'he wordmg of the
letter could be as follows:

N(mcs oF APFEAL FROM THE PRDMARY EXAMINER TO THE
BOARD OF APPEALS )

In re application of:

Serial or Patent No:

For:

Filed:

Group Art Unit:

To Commissioner of Patents and Trademarks

Sir:

Applicant or patent owner hereby appeals to the Board of Ap-
peals from the decision dated ............ of the Examiner finally reject.
ing claims ...

The item(s) checked below are appropriate:
1. OO An extension of time to respond to the final rejection was
obtsined oa ........ for .coeuees months(s).
2. [ Fee amount ......ceeenens
O3 Enclosed
[} Not required (Fee paid in prior appeal.)
) Charge to Deposit Account No. ......cccovriieens
{One additional copy of this Notice is eaclosed herewith.)

(Signature (37 CFRt 1.191(b})

- i
MATTERS HANDLED CONCURRENTLY WITH APPEAL

37 CFR 1.206 permits partial appeal in cases where
there are both finally rejected claims copied from a
patent and other claims not ready for appesl. See
§8 1210 and 1101.02(f).

Ex parte prosecution of an appeal under 37 CFR
1.191 may proceed concurrently with an interference

mmvolvmﬂwm.
the primery examiner who forwsrds the appes!
figs, in 2 memorandum to be placed in the file, that

the ssbject matter of the interference does ot conflici

with the matter of the appeal claims. See 37

CFR 1202, §1103. =

The Patent and Trademark Office does mot. ac-
receipt of a Notice of Appesl by separate

kaowledge
letter. However, if a self-eddressed Post Card is in-

cluded with the Notice of Appeasl, it will be date

stamped and mailed.
Form Paragraphs 12.01-12.07 may be used to indi-

cate defects in a Notice of Appeal.

1201 Netice of appeal unaccepiable—fee unpaid

The Notice of Appesl filed on [1] is not acceptable because the
sppezl fee required under 35 U.S.C. 41(e){(6) was not filed, or was
ot timely filed. Apphcmtmayobummemofmeundet
37 CFR 1.136(8) to file the Notice of Appesl end the
fee. The date on which the Notice of Appeal, the appeal fee, the
petition uader 37 CFR 1.36(2), and the petition fee are filed will be
the date of the responsé and also the daste for determining the
pesiod of extension and the corresponding amount of the fee. In no
case may an applicant respond later then the marimum €ix moaths
Motypmodorobmnanumonfamemwm
beyaad the date of response set in an Office action.

lzm:,MepfwluWMbk—mMmm el

The Notice of Appeal filed on [1] is not acceptable because there
!mbeanomondorﬁmlrejectmmmsapphcmou.:sreqmed
under 37 CFR L:191.

1283 Novice of appeal unacceptable—-—nor timely filed

The Wotice of Appeal filed on [1} is not acceptable because it
was filed afier the expirstion of the period set in the prior Office
sction. This applicetion will become absndoned unless applicant ob-
mnsmextmswnundet”CFRlBﬁ(a)Thedneonwhmhthe
Notice of Appesal, the appesl fee, the petition under 37 CFR
1.136(s), and the petition fee are filed will be the date of the re-
sponse and ales the dete for determining” the period of extension
and the corresponding amount of the fee. In no case may an appli-
cant respond later then the maximum six months statutory period
or obtuin an extension for more than four months beyond the date
of respoase set in an Office action.

1204 Noiice of appeal unacceptable—claims allowed

The Notice of Appesl filed [1] is not aceptable because a lcttcr of
allowability was meiled by the Office on {2].

12.05 Notice of appeal defective—unsigned

The Notice of Appeal filed on [1] is defective because it is un-
signed. A Ratification, properly signed, is required.

APPLICANT IS GIVEN A TIME LIMIT OF ONE MONTH
FROM THE DATE OF THIS LETTER OR UNTIL THE EX-
PIRATION OF THE PERIOD FOR RESPONSE SET IN THE
LAST OFFICE ACTION, WHICHEVER IS LONGER,
WITHIN WHICH TO MAKE THE NECESSARY CORREC-
TION TO AVOID DISMISSAL OF THE APPEAL. NO EX-
TENSION OF THE ONE MONTH TIME LIMIT MAY BE
GRANTED UNDER EITHER 37 CFR 1.136(a) OR (b).

12.06 Notice of appeal defective—claims unidentified

The Notice of Appesal filed on [1] is defective because it fails to
identify the appealed claims(s) as required under 37 CFR 1.191(b).

APPLICANT IS GIVEN A TIME LIMIT OF ONE MONTH
FROM THE DATE OF THIS LETTER OR UNTIL THE EX-
PIRATION OF THE RESPONSE PERIOD SET IN THE LAST
OFFICE ACTION, WHICHEVER IS LONGER, WITHIN
WHICH TO MAKE THE NECESSARY CORRECTION TO
AVOID DISMISSAL OF THE APPEAL. RO EXTENSION OF
THE ONE MONTH TIME LIMIT MAY BE GRANTED
UNDER EITHER 37 CFR 1.136 () OR (b).
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1267 Natice of Appesl dfectiva-iather roamns
mmuamww 1} ie daloctive bocsuse 11}
APPLICAWT I8 GIVEN A LT OF QUE WOMTH

FROM THE DATE OF THIS LETTER OR UNTIL THE BX.

PIRATION OF THE PERIOD POR RESPONSE SBT IN THE

LAST OFFICE ACTION, WHICHEVER 15 LONGER,

WITHIN WHICH 7O MAKE THE NECEIEARY CORREC-

TION TO AVOID DIZMISEAL OF THE APPEAL. NO EX-

TENSION OF THE ONME MONTH TIME LIMIT MAY BE

CRANTED UNDER EITHER 37 CFR 1.136 (e) OR (@)

1206 Appeal Brief

37 CFR 1.192. Appellant’s brigf. (a) The sppellent shall, within 2
months from the date of the motice of appeal vader § 1.191 ia an
application, reissue spplication, of patent under recsamination, or
within the time allowed for response to the action appealed froem, if
such time is later, file & brief in triplicate. The brief must be accom-
panied by the requisite fee set forth in § 1.1'Kf) and must set forth
the authorities and srguments on which the eppellant will rely to
maintsin his appeal. The brief muat include a concise explanation of
the invention which should refer to the drawing by reference char-
acters, and a copy of the clsims involved. The time periods set
forih herein are subject (o the provisions of § 1.136.

(b) On failure to file the brief, sccompenied by the requisite fee,
wnthntheﬁmeancwed.theappedmnnmddmmd

Where the brief is not filed, butmthmthepenod
allowed for filing the brief an amendment is presented
which places the case in conditioa for allowance, the
amendment may be entered since the application re-
tains its pending status during said period. Amend-
ments should not be included in the appeal briefs.
Amendments should be filed as separate papers. See
§§ 1207, 1215.01 and 1215.02.

The copy of the claims required in the brief should
be a clean copy and should not include any brackets
or underlining as required by 37 CFR 1.121(b).

Section 1.192 provides two months from the date of
the Notice of Appeal for the patent owner to file an
appeal brief in a reexamination proceeding. In a reex-
amination proceeding, the time period can be ex-
tended only under the provisions of § 1.550{c). See
also § 2274.

TiME FOR FILING APPEAL BRIEF

The usual period of time in which appellant must
file his or her brief is two months from the date of
appeal. However, 37 CFR 1.192 alternatively permits
the brief to be filed “within the time allowed for re-

sponse to the action appealed from, if such time is -

later”. These time periods may be extended under 37
CFR 1.136{a), and if § 1.136(a) has been exhausted,
§ 1.136(b).

In the event that the appellant finds that he or she
is unable to file a brief within the time allotted by the
rules, he or she may file a petition, with fee, to the
examining group, requesting additional time under
§ 1.136(a). Additional time in excess or four months,
will not be granted, unless extrzordinary circum-
stances are involved under §1.136(b). The time ex-
tended is added to the calendar day of the original
period, as opposed to being added to the day it would
have been due when said last day is a Saturday,
Sunday or Federal holiday.

If after an appeal has been filed, but prior to the
date for submitting a brief, an interference is declared,

MANUAL OF PATENT EXASMININ

PM lmfes'm or from any subsequent decision
of a reviewing court. If a petition for reconsideration
uﬁmmmehawdnyapwdlxmumﬂnmsthc
decmonpeﬂtm Imheevem that a seasonable pe-
tition to the Commissioner is filed with respect to the
Patent lntetfereme Examiner’s decision, a 30 day
petiod begins with the mailing of the decision on the
petition. See §§ 1105.01 and 1109.02.

Likewise, when an application is revived afier aban-
donment for failure on the pert of the appellant to
make appropriate action after final rejection, and the
petition to revive was accompanied by a Notice of
Appeal, appellant has two months, from the mailing
date of the Commissioner’s affirmative decision on the
petition, in which to file the appeal brief.

With the exception of the institution of an interfer-
ence or suggestion and timely copying of claims for
an interference, the appeal ordinarily will be dismissed
if the brief is not filed within the period provided by
37 CFR 1.192(a) or within such additional time as
may be properly extended.

Attention is directed to the fact that a brief must be
filed to preserve appellant’s right to the appealed
claims, notwithstanding circumstances such as:

(1) the possibility or imminence of an interference
involving the subject applwation. but not resulting in
withdrawal of the final rejection prior to the brief’s
due date;

(2) the filing of a petition for supervisory action
under 37 CFR 1.181;

(3) the filing of an amendment, even if it is one
which the examiner previously has indicated may
place one or more claims in condition for allowance,
unless the examiner, in acting on the amendment, dis-
poses of all issues on appeal;

(4) the receipt of a letter from the examiner stating
that prosecution is suspended, without the examiner
either withdrawing the final rejection from which
appeal has been taken, instituting an interference with
the subject application or suggesting claims for an in-
terference.

Although failure to file the brief within the permis-
sible time will result in dismissal of the appeal, if any
claims stand allowed, the application does not become
asbandoned by the dismissal, but is returned to the ex-
sminer for action on the allowed claims. See
§ 1215.04. If there are no allowed claims, the case is
sbandoned as of the date the brief was due. In a reex-
amination proceeding failure to file the brief will
result in the issuance of the certificate under § 1.570.

If the time for filing a brief has passed and the ap-
plication has consequently become abandoned, the ap-
plicant may petition to revive the application, as in
other cases of abandonment, and to reinstate the
appeal; if the appeal is dismissed, but the application is
not abandoned, the petition would be to reinstate the
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ArPEAL Buigr
A fee under § 1.17(f) is required when the brief is
fortheﬁmﬁmeinlpanicahruppﬁmion,ﬂ
92 provides that the appeliant shall file a brief
the authorities and oa which he or she

will rely to maintain his or her appeal, including a
of the invention which should

refer to the drawing by referemce characters, and a

copy of the claims involved. 37 CFR 1.192(g) requires

the submission of thiree copies of the appeal brief.
Forukcofoonvemewe.theoopyofthechnmm-

%

the ‘brief is received, it is forwarded to the group
wherentmenteredmt}wﬁle,andreferredtotheex-
aminér.

Appellants are remmded that their ‘briefs in ap-
pealed cases must be mwnsive to every ground of
rejection  stated - by ‘the - examiner, including new
groundssmedmhxsorheranswer o

' Where an appellant fails to respond by way of bnef

or reply brief to any ground of rejection, and it ap-
pears that the failure is inadvertent, eppellant shall be
notified by the examiner that he or she is allowed one
month to correct the defect by filing a supplemental
brief. Where this procedure has not been followed,
the Board of Appeals should remand the application
to the examiner for compliance. When the record
clearly indicates intentional failure to respond by brief
to any ground of rejection, for example, by failure to
file a supplemental brief within the one-month period
allowed for that the examiner should inform
the Board of Appeals of this fect in the answer and
merely specify the claims affected. '
‘Where the failure to respond by brief appears to be
intentional, the Board of Appesls may dismiss the
appeal as to the claims involved. Oral argument at a
hearing will not remedy such deficiency of a brief.

The mere filing of any paper whatever entitled as a
brief cannot necessarily be considered a compliance
with 37 CFR 1.192. The rule requires that the brief
must set forth the authorities and arguments relied
upon and to the extent that it fails to do so with re-
spect to any ground of rejection, the appeal as to that
. ground may be dismissed. It is essential that the

Board of Appeals should be provided with a brief
fully stating the position of the applicant with respect
to each issue involved in the appeal so that no search
of the record is required in order to determine that
position. The fact that appellant may consider a

Xn‘ o
om mmmmm.Mmmm
MmtﬁeMmemm
Appellant must traverse every ground of rejection
set forth in the final rejection. Orel srgument ot the
hearing will not remedy such a deficiency in the brief.
Ignoting or scquiescing in amy rejection, even oame
based upon formal matters which could be cured by
subsequent amendment, will invite a dismissal of the
appesl 8 to the claims affected. If this involves all of
the clsims, the ' in the case are considered
terminated as of the date of the dismissal. According-

'ly.myamwmﬁhdthmﬁawmﬂmbewpmd

with the application on appeal. If in his or her
bmfappellmtreﬁesonaomereferme,heouhem
e;pectedtoprovxdetheBomdwithatmomoopy
of it.

Once the brief has been filed, a petition to suspend
proceedings may be considered on its merits, but will
be granted only in exceptional cases, such s where
the writing of the examiner’s answer would be fruit-
luswthepmeeedmpwou!dworkahardsbaponthe

For reply brief see § 1208.00,

Form Paragraphs 12.08-12.17 maybeused in letters
concerning the appeal brief.
1208 Appmldnmmd—ﬁe umnd 20 allowed claims

The sppesl under 37 CFR '1.191 is dismimed because the fee for
filing the Brief, as regeired under 35 U.S.C. 41(a)(6), wes not sub-
mitted or timely submitted and the period for oblaining en exten-
sion of time to file the brief under 37 CFR 1.136 has expired.

As @ result of this dismiseal, the application is ABANDONED
gnce there are no sllowed claims.

1209 Appeal dismissed—foe unpaid, allowed claims

‘The sppes] vader 37 CFR 1.191 is dismined becuuse the fee for
filing the Brief, s voquired under 35 US.C. 41(a), wes not subuit.
m«mymmmmmmmma
time to file the briel uader 37 CFR 1.136 hes expired.

As e vesult of this dismisesd, the application is vetusued o the ex.
eminer for dispostion slace it containg ellowed claims. Prosecution
on the merits remaing CLOSED.

1210 Extension to file brief—granted

The request for en extension of time under 37 CFR 1.136(b) for
ﬁhnstheAppuanefmdera'lCFlezmedon 27 hos been
spproved for [2].

1211 Extension to file brigf—denied

‘The request for an extension of time under 37 CFR 1.136(b) for
filing the Appeal Brief uader 37 CFR 1.192 filed on [27 bes been
dissppeoved because no sufficient cause for the entension hes been
shown.

12.13  Brief defective—three copies lacking

The Appesl Brief filed on [23] is defective becawse the three
copies of the Brief required under 37 CFR 1.192{a) have aot been
submitted.

APPLICANT IS GIVEN A TIME LIMIT OF ONE MONTH
FROM THE DATE OF THIS LETTER OR UNTIL THE EX-
PIRATION OF THE RESPONSE PERICD SET IN THE LAST
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1214 medm

.pmm'm““’ﬂ;u & copy of the
uot boen

APPLICANT 1§ emAmmwmm
FROM THE DATE OF THI$ LETTER OR UNTIL THE EX-
PIRATION OF THE RESPONSE PERIOD SET IN THE
PRIOR ACTION, WHICHEVER IS LONGER, WITHIN
WHICH TO SUPPLY THE COPY OF THE APPEALED
CLAIMS TO AVOID DISMISSAL OF THE APPEAL. NO EX-
TENSION OF THE ONE MONTH TIME LIMIT MAY BE
GRANTED UNDER EITHER 37 CFR 1.136 () OR (b). ;

12.15 : Brigf defective—other reqsons -~ -,
TheAppedBmfﬁ!edon[l] umm[]
APPLICANT IS GIVEN A TIME LIMIT OF ONE MONTH

FROMWDATEOFTTHSLE!TERORUNT!LTHBEX—

PlRATlONOFTHBRBSPONSEPER]ODSETINTHE

PRIOR ' ACTION, 'WHICHEVER I8 'LONGER, WITHIN

WHICH TO SUPPLY . THE INDICATED CORRECTION TO

AVOID DISMISSAL OF. ‘nm APPEAL. NO EXTENSION OF

THE ONE MONTH TIME LIMIT MAY BE GRANTED‘

UNDEREITHBRS‘ICFRHSG(:)OR@).

_Eunsminer Note:

! The ‘second ‘biacker thould: 'discuss thie specific defect in’ the
Bndwchufnﬂnndmpeﬂmmmmmammm
other omisions. - .

I12.16:: Bdcfxmwbk—ﬁcupc& ‘

The Appeal Brief filed on 13 nmqnb!ebwwetheﬁee
reqmredunder31CFRll7(ﬂwunotumdyﬁled.TMappm
tion will become shendoned unless obiains an eztension of
umeunder37CFRll36(a)toﬁletheAppenanefTbedmon
which the Brief; the fee for filing the Brief; the petition under 37
CFR 1.136(a), and the petition fee are filed will be the date of the

response end also the date for determining the period of extension
and the corresponding amount of the fee. In no case may sn appli-
cant obtein am extension uader 37 CFR 1.136(g), for more than four
mthsbeyondthe two month period originally set for filing the
1217 Brief unacceptable—not timely filed

The Appeal Brief filed on [1] is unscceptable because it was
filed after the expiration of the required period for response. This
application will become abandoned unless applicant obtains an ex-
tension of time under 37 CFR L.136{g). The date on which the
Brief, the fee for filing the Brief, the petition uader 37 CFR
1.136(a), and the petition fee are filed will be the date of the re-
sponse and also the dete for determining the pesiod of extension
and the correspoading amount of the fee. In no case may en appli-
cant respond later than the meximum six month statutory period or
obtain an extension for more than four months beyond the date of
response originally set for filing the Brief.
1207 Amendment Filed With or After Appeal

To expedite the resolution of cases under final re-
Jjection, an amendment filed at any time afier final re-
jection but before an appeal brief is filed, may be en-
tered upon or after filing of an appeal provided the
total effect of the amendment is to (1) remove issues
from appesl, and/or (2) adopt examiner suggestions.
Of course, if the amendment necessitates a new
search, raises the issue of new matter, presents addi-
tional claims without cancelling a corresponding
number of finally rejected claims, or otherwise intro-
duces new issues, it will not be entered. Examiners
must respond to all non-entered amendments after
final rejection, and indicate the status of each claim of

claime tm would be flllag of
sppes! if filed in 8 soparste paper. 1t dhonld be noted
m»mm.mhmmm.

cursory review by the examiner, complisnce
requirement of a showing under 37 CFR 1.116(b) will
be expected of all amendments after final rejection.

If after appeal has been taken, a paper is presented
which on its face clearly places the spplicstion in con-
dition for allowamce, such peper should be entered

 and a notice of allowsbility (PTOL~-327) or en exam-

iner’s amendment promptly sent to applicant.
In accordance with the shove, the brief mest be di-
rected to the claims and to the record of the case as

* they appeared at the time of the appesal, but it may, of

wum.mMmﬁumwMuaMnmmey
chxmsorwmasdmedbyapphmt. e :
AnmelyﬁledwaiIlbereferredtotheumner
for his consideration of its propriety as to the appeal
nsmandforprepcnuonofanmmmer’smwenf
the brief is proper and the application is not sllow-
able. Theexammer’sanswerwnllmmllybeofthe
shortenedtypereferrmgtoandrelymgmtbcﬁml
action; it may withdraw rejection of chmo:myob-
jection or requirement as desired by the examiner.

Note § 1201. No new. gtound of rejecnon or objection
should be incorporated in the examiner’s answer with-
outexprmappmvalm each case by the supervisory pri-
mary examiner. See §1002.02(d)(3) and 1208.01. See
§ 714.13 for procedure on handling smendments filed
after finsl action and before appeal.

1208 Examiner’s Answer

37 CFR 1.193. Examiner’s answer. (a) The primary examines way,
within such time as may be directed by the Commissioner, furnish o
written siatement in answer to the appellant’s brief including such
explanstion of the invention cleimed znd of the references and
grounds of rejection o8 may be necewsary, supplying & copy o the
appellant. If the primesy examiner shall find that the sppeal & not
regular in form or does not relate to an eppealable action, be shatl
so state and a petition from sech decision may be taken to the
Commissioner as provided ia § 1.181.

() The appeliont may file 8 reply brief directed caly to such
new points of argument s may be raised in the examiner’s snswer,
within twenty days from the date of such answer. However, if the
examiness answer siates a new ground of rejection appeliant may
file & reply thereto within two moeths from the date of such
answer; such reply may include any amendment or materisl sppro-
priate to the new ground.

{c) Any decision pursuant to § 1.56(d) rejecting claims in an ap-
plication already under appeal of a rejection based oa other
grounds shall constitute a supplementsl examiner’s answer introduc-
ing & new ground of rejection and removing the suspension of the
appesl introduced pursuent to § 1.56(e), in which case sppellant
may file & reply thereto within two moaths from the date of the
supplementel examiner’s answer. Such reply will be considered and
responded 10 as necessary. Appeliant may file o reply buief directed
to any such response within one month of the date of the respouse
or within guch other time a5 may be set in the respome.
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fmuvmgwfﬁmeatexmcetobeofm
in the consideration of the merits of the issues oam

appeal. :

Non-examining time is allowed for all examiners
participating in am appesl comference. This includes
the examiner whoee spplication or reexamination pro-
ceeding is being reviewed during the conference.

- The group director has the discretion as to whether

or not appeal conferences are necessary in his group

and, if g0, in which instasces they are to be held.

If a conference. is beld, the primary examiner re-
sponsible . for  signing the - ezaminer’s answer should
wetghthcargummtsoftheotherexammersbutnns
his ¢

mmals below those of the
_the answer, thus: ABC

does, not_indicate, necessarily, concur-

rence with theposmontakmmthe answer.

If the examiner charged with the r&spons:bﬂxty of
preparing the answer reaches the conclusion that the
appeal should not be forwarded and the primary ex-
aminer approws, no ‘conference is held.

Before: preparmg the answer, the examiner should
make certain that all amendments approved for entry,
including those to the drawing, have in fact been
physically entered. The clerk of the board will return

to the group any epplication in. whxch approved
amendments have not been entered.

ANSWER

Thc examiner should furnish the appellant with a
written statement in answer to the appellant’s brief
within 2 months after the filing of the brief.

The answer should contain a response to the allega-
tions or arguments in the brief and should call atten-
tion to any errors in appellant’s copy of the claims.
Grounds of rejection not argued in the examiner’s
answer are usually treated as having been dropped,
but may be considered by the Board if it desires to do
so. The examiner should treat affidavits, declarations
or exhibits in accordance with 37 CFR 1.195, report-
ing his or her conclusions only on those admitted.
Any affidavits or declarations in the file swearing
behind a patent should be clearly identified by the ex-
aminer as being considered under either § 1.131 or
§ 1.204. The distinction is important since the Board
of Appeals will usually consider holdings on § 1.131
affidavits or declarations but not on § 1.204 affidavits
or declarations.

If the brief fails to respond to any or &ll grounds of
rejection advanced by the examiner, he or she should
follow the indicated procedure for handling such

tomlkc.theﬁnaldecnstmg ~

m-umunm ¢ the Gilure o respond e~
putionsl or is not corrected within the period
W the notice calling the defect 1o appellant’s
attention, the enaminer should emply isform the
Board of Appeals of this fact in his or ber answer and
tmm fack of response to smy ground of rejection
y result in dismisssl of the appesl s to the claims
alfaetad. the claims involved meed not be treated fur-
ther by the examiner in his or her answer. A dismissal
 the appeal will result if all the cleims are involved
and the Boerd concurs in the examiner’s coaclusion.

Because of the practice of the Patent and Trade-
mark Office in entering amendments after final action
under justifiable circumstances for purposes of appeal,
manycasescommgbeforetheBoudoprpeakfor
consideration contsin claims which are not the clasims
treated in the examiner’s final rejection. They are
cithier entirely new claims or amended versions of the
finally rejeeoedclnmorboth.'rhenewclmmsorﬁ-
nally rejected claims, ss amended, frequently. contain
limitations not im the claims treated in the final rejec-
tion and the arguments in‘the sppellant’s biief are di-
rected to- the anew claims. "Under ‘such: circumstances
the mere reférence in the examiner’s amswer to the
final rejection for a statement of his or her position
wouldluvetheBontd,msofatmthenewchnnsare
concerned, with an- uncrysulhzed ‘issue and without
the benefit of the examiner’s’ wew, wlnch comphcates
the task of rendering a decision.

Italsofrequentlyhappensthatanexammermll
statehlsorherposmonmtheanswermammner
that represents & shift from thé position stated in the
final rejection without indicating that the last stated
position supersedes the former. Such a situation con-
fuses the issue and likewise poses difficulties for the
Board since it is not clear exactly what the exammer (
ultimate position is.

" In view of the complete and thorough development
of the issues at the time of final rejection it is possible
to save time in preparing the examiner’s answer re-
quired by 37 CFR 1.193 by taking the following step:

A. Examiners may incorporate in the answer their
statement of the grounds of rejection merely by refer-
ence to-the final rejéction (or a single other action on
which' it is based, § 706.07). Only those statements of
grounds of rejection as appear in single prior action
may be incorporated by reference. An examiner’s
answer should not refer, either directly or indirectly,
to more than one prior Office action. Statements of
grounds of rejection appearing in actions other than
the aforementioned single prior action should be
guoted in the answer. The page and paragraph of the
final action or other single prior action which it is de-
sired to incorporate by reference should be explicitly
identified. Of course, if the examiner feels that some
further explanation of the rejection is necessary he or
she should include it in the answer but ordinarily he
or she may avoid another recital of the issues and an-
other elaboration of the grounds of rejection. The
answer should also include any necessary rebuttal of
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‘edecuately moet the arguments.
numwwmwmsbm
tiom, s required by 37 CFR 1.192, or. (2) fails to de-

mmmmemhmm».

Appeals.
‘l‘heexmncrlhouldreevaluatehuorhetpomm
mtheh;htoftheargumtspmsentedmthebrd‘,
end msesprudy wnthduw any rejections not ad-

Bourd 0 havmg been wrthdrawn

the case of multiple: rejections: of a cumulative nature,
the Bosrd may also remand for selection of the pre-
ferred -or best. ground: The Board may also. remand a
case (o the examiner for further search where it feels
that the most pertinent art has.not been cited.. . -+

Allcorrespondencew:ththeBoerdoprpeals,
whether by the examiner or the appellant must be on
the. record. No unpublished decisions which are un-
availsble to the general public by reason of 35-U.S.C.
lzzmbecltedbytheexammerortheappeihm
except that cither the examiner-or the appelisnt has
the right to cite an unpublished decision in an applics-
tion having common ownership with the application
on appeal. S :

When files are forwarded, soft copies and prints of
references therein should not be disturbed.

If an examiner’s answer is. believed to contain a
pew isterpretation or apphcauon of the existing
patent law, the examiner’s answer, application file and
an explanstory memorandum should be forwarded to
the group director for consideration, see § 1003, item
16. If spproved by the group director, the examiner’s
answer should be forwarded to the Office of the As-
sistant Commissioner for Patents for final approval.

A form suitable for the examiner's answer is as fol-
lows:

I RE APPLICATION OF

Filed Before the Board of Appeals

EXAMINER'S ANSWER

‘“This is an appeal from the final rejection of claims
........... Clgims ............ are allowable.”

“A correct copy of the appesaled claims appears on
page — of the appellant’s brief.” (If any claims are in-
correct, they should be correctly reproduced in the

mwnwummmmm

mmhdwwpywmw

s %8 roquired by 37 CFR L12I®).

“New References™ See § 1208.01.

(The cusminer’s snswer must cite all references
relied on in the appeal and csmnot refer to other
papers for this information. In citing noa-patent refer-
ences, the current location of the reference should be
specified by cless and subclass or, if not classified, the
particular location in the Office where & copy caa be
found. In addition, the citation should specify the pre-
cxsepageorptgesofthereferemerehedon.Omlt
lmmg of references not involved in the apptal)

-“Statement of the grounds of rejection.™ -

Referencemybemadetoaﬁnﬂrejecuonor
single ‘prior sction for & clesr exposition of the rejec-
tion. If not all of the prior rejéctions in such & ve-
ferred to prior action are inaintained, they should be
specxﬁcallymted_asnothemg apphed. Ifneceasary a8

and referencu may be mnde to present the examiner’s
case propedy prerhnent, a statement should be in-
cluded that s new ground ofrejecuon zs contamed in
the NSWEE.

Responae to ‘the allegatxons and’ srguments m the
bnef not already met by the final rejection.

. Ifa newground oftcjectzon is raised, see § 1208.01.

"For case having patentab:hty report, see § 705.01(a).

Request by the examiner. to prmt arguments at
the oral hearing.

1208.01 New Reference, New Objection or New
Ground of Rejection in Examines’s Answer

At the time of prepering the answer to an appeal
brief, the examiner may decide that he or she should
cite a new reference, raise a new objection, or apply a
new ground of rejection (new refereme, double pat-
enting, statutory bar or other reasom for rejection)
agamstsomeoralloftheappea]edclums.Allan—
swers _ citing new references or coataining new
grounds of rejecuon or objection must be routed over
the supervisory primmary examiner’'s desk for review
and approval. The mperv:sory primary examiner will
stamp “approved" and sign his or her approval. Note
§ 1002.02(d), item 3. If approval is given to the cita-
tion of new references, the answer will be mailed by
the group and will include copies of the new refer-
ences. Also, a PTO-892 must be completed for the
file for use by the printer in case of issuance as a
patent. The Board will return to the group director's
office any answer containing (1) any newly cited ref-
erence (for purpose) or (2) a new ground of rejection,
where such answer does not bear an approved stamp.

In order to introduce a new ground of rejection it
is necessary either to reopen the ex parte prosecution
before the examiner or to include the new rejection in
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the examiner’s answer, depending on existing circum-
stences. The choice of action to be followed will
mmmmummmwmm
ecution, (2) the uumberdchmma)ﬁwm
portance of the new ground of rejection, (4) the sig-
nificance of the new reference and (5) the nature of
the response to be expected. For example, if the refes-
ence is basic and materially better in meeting all of
the claims, reopening of the prosecution sad masking
the action final would ordinarily be approved if the
requirements for making an action final uader
§ 706.07(a) are met. Should appellant desire later to
have the Board review the examiner’s new final
action, the appellant must file a new Notice of Appeal
(without fee) and & new brief (without fee). On the
other hand, if the new reference anticipaws some but
not all of the claims or supplies a minor lack in art
already relied on, inclusion of the new ground in the
examiner’s answer would normally be the approved
procedure. Of course, if the new ground of rejection
~ applies to any claim shndmg allowed the ptowcuuon
should be reopened. -

Itmxmportantﬂlatthenewgroundmthwgardto
which: the: supervisory primary examiner has been
consulted: be: clearly -indicated as such so that the
Board: of ‘Appesals can readily identify those cases
where. appellant is entitled to a period of two months
for reply. Any new reference should be cmed under
the caption “New Reference(s).” :

Likewise when a ground of rejection: not involving
a new reference is raised for the first time in the
answer -after consultation with the supervisory pri-
mary examiner the fact that it is 2 new ground should
be clearly indicated, ' thus: THIS IS A NEW
GROUND OF REJECTION, or some . eqmvnlent
statement.

The examiner’s answer wluch includes 2 mew
ground of rejection should conclude with Form Pars-
graph 12.18:

12.18 New ground of rejection, examiner's answer

In view of the new ground of rejection spplicant has TWO
MONTHS from the mailing date of this answer within which to
file & reply. Such reply may include any smendment or materisl ap-
propriate to the new ground. Prosecution otherwise remains closed.
Failure to respond to the new ground of rejection will result in dis-
missal of the appeal of the clainms 0 rejected.

In the case of non-entry of any amendment filed in
response to a new ground of rejection, the examiner
should notify the appellant in writing to begin the two
month period for petition under 37 CFR 1.181.

REPLY BRIEF

Where a new ground of rejection is raised in the
examiner’s answer, the appelant, under 37 CFR
1.193(b) has two months within which he may file
reply brief. This time period may be extended under
37 CFR 1.136(a), and 37 CFR 1.136{b) once 1.136(s)
has been exhausted. The appellant’s reply, insofar as
the new ground of rejection is concerned, may in-
clude any amendment or material appropriate to the
new ground. Consideration will be limited to amend-
ments and facts pertinent to the new ground rejection.

twommhpawdﬁmpmmdwwm i.181.

Where new points of argument have been raised in
the examiner’s answer, appeliant may file a reply brief
wuhmtweuydnysfrmthemwwclamm.ﬂp-

in the examiner’s answer™ to which ssid reply briefs
are directed. 37 CFR 1.193(b) does not permit general
rebuttal of each statement made in the examiner’s
answer. :

Appellants are reminded that their briefs in ap-
peeledemsmustberaponmvetoeverygmundwf
rejection stated by the ezaminer, mcludmg new
grounds stated in his answer.

' Where an appellant fails to respond by way of briefl
or reply brief to any ground of rejection, and it ap-
pears that the failure is inadvertent, appellant shall be
notified by the examiner that he or she is allowed oae
month to correct the defect by filing a supplemental
brief. Where this procedure has not been followed,
the Board of Appesls should remand the application
to the examiner for ipliance. When the record
clearly indicates intentional feilure to respond by brief
to any ground of rejection, for example, by failure to
file a supplemental brief within the one-month period
allowed for that purpose, the examiner should inform
theBoardoprpenlsofth:sfwtmhxsorheranswer
and merely specify the claim affected. .

Whemthefaxluretompondbybnet‘appeatstobe
intentional, the Board of Appeals may dismiss the
appeal as to the claims involved. Oral argument at a
hearing will not remedy such deficiency of a brief.

In those situations where a reply brief is clearly un-
warranted (e.g, no new grounds of rejection or new
points of argument in the examiner’s answer), the ex-
aminer should refuse entry of the reply brief. See 37
CFR 1.193(b).

SUPPLEMENTAL EXAMINER'S ANSWER

Normally, when a reply bri_ef has been filed by the
appellant following an examiner’s amswer, the case
should be forwarded to the Board of Appeals without
any need for the preparation of a supplemental
answer by the examiner. The examiner should simply
write “noted” on the reply brief along with his or her
initials and the date. This will indicate to the clerical
staff and the Board of Appeals that the ezaminer has
seen the reply brief. However, where good reason to
respond is apparent, the examiner may issue a supple-
mental answer in response to the reply brief before
forwarding the case to the Board.

A supplemental examiner’s answer may not normal-
ly contain & new ground of rejection.

37 CFR 1.193. Examiner's answer
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(c)AnydecinoupmmMo!l.SG(d)Wchmhmap-
plication 'slready uader appesl of a rejection based om other

grounds shell constitute 2
ing & new ground of réjection end removiag. the wspension of the
agpes) introduced pursusat 1o § 1.56(e), in which case sppellant
may file & reply thereto within two months from the date of the

enaminet's smywer. Such reply’ will be comidesed and
responded to & necesiery. Appellsnt may flle » reply belef directed
wuymhmmhamwhofﬂnedueofﬂnm
or within such other time ss may be set in the response. . . .
Paragraph (c) of § 1.193 provides that any decmon
rejecting claims pursuant to § 1.56(d) in an application
already on appesl from a rejection based om other
grounds shall constitute a supplemental examiner’s
smswer introducing a new ground of rejection and re-
moving the suspension of the appeal introduced pur-
suant to § 1.56(e). Prior to entering any such supple-
mentsl examiner’s answer under paragraph (c), the
Office may require information from applicant pursu-
ant to paragraph (i) of § 1.56. Under paragraph (c) of
§ 1.193, the appellant may file a reply to the supple-
mental examiner’s answer. Paragraph (c) provides that
the appellant’s reply, to the supplemental examiner’s

answer: will be consndered and responded .to as meces- .

sary with appellant bemg provided. with an addmonal

month, or.such other time as may ‘be. set,. within
which to reply.to any such response from the Office.

Aﬁer _introduction .of a. supplemental . examiner’s
answet pursuant tc paragraph (c) and any replies and
response thereto, the application. will be forwarded to
the Board of Appeals for consideration. - .

1208.02  Withdrawsl of Final Rejection

The examiner may’ withdraw the final rejection at
any time prior to the mailing of the examiner’s
answer. It is possible that after reading the brief, the
examiner may be convinced ‘that some or all of the fi-
nally rejected claims are allowable. Where the exam-
iner is of the opinion that somé of the claims are al-
lowable, he or she should so specify in the examiner’s
answer and confine the arguments to'the remaining
rejected claims. If the examiner finds, upon reconsid-
eration, that all the rejected claims are allowable, or
where the appellant in the brief withdraws the appesl
as to some of the rejected claims and the examiner
finds the remaning claims to be allowable, the examin-
er should pass the case to issue. The Group Director
should approve and Board should be notified whenever
a remanded application is withdrawn from appeal under
any eircumstance. See §§ 706.07(c) to 706.07(e).

In applications where an interference has resulted
from the applicant copying claims from the patent
which provided the basis for final rejection, the rejec-
tion based on that patent should be withdrawn and
the appeal dismissed as to the involved claims.

1209 Oral Hearing

37 CFR 1.194. Oral hearing. (2) An orsl hearing should be re-
quested only in those circumstances in which the appellant consid-
ers such a hearing necessary or desirable for a proper presentation
of his appeal. An appeal decided without an oral hearing will re-
ceive the same considerstion by the Board of Appesls as appeals
decided after oral hearing.

(b) If appellant desires an oral hearing, appellant must file a writ-
ten reguest for such hearing accompanied by the fee set forth in

- gxgminer's snswer introduc.
bdnlfof.ﬁepthuy

Maw&wrammmmmnocsnm
%l.&?(g)w&ﬁummthmmeduofﬂmem%mf

an orel hearing and submits thesewith the fee

vequesis ,
i!il?@.momnmwmybepmumdby.ofm
if comsidered desireble bymmme‘

mmmm ~

(c)lfnmmmdfnfotonl'heuiu:hn beenumdym
by the kbeappealwnllbemgned or considerstion and
mtrmelppelhnthureqmed oral hearing and has mb-
mitted the Fee set forth in § 1.17(g), & da heanng be set,
mddae-oﬁcethereofgiventomeappelhn t end to the primery
ensminer. Hearing will be held &3 stated in the notice, and oral ag-
gument will be limited to twenty minutes for the appellant and ff-
teen minutes for the primary exsminer unless otherwise ordered
before the hearing begins.

; The following procedures are in effect under

1.194: ;

(1) In accordance with: § 1.192, appellants who
desire an.oral hearing must request and pay the fee
for an oral hearing within one month after-the date of
the examiner’s answer. This period can be extended
vnder 37 CFR 1. l36(a) P

{2} If the primery exammer mtends to prmnt
oral  argument, -the last paragraph of the. examiner’s
answer will indicate this intention.

(3) :Notice: of the: oral hearing will be glven to the

appeliant-and, at the same time, to the primary exam-

iner in those cases in which the primary examiner has

indicated an intention to present an oral-argument. .

.{4) Afier an oral hearing has been confirmed and
the date set as provided in § 1.194(c), the application
file will be delivered to the examiner via the appropri-
ate Group Director at least one week prior to the
date of the hearing for those cases in which the exam-
iner is expected to be present at the hearing. In-those
cases where the Board requests the presentation of an
oral argument by, or on behalf of, the primary exam-
iner, the appellant will be so notified. The Board’s re-
quest for an oral argument may, where appropriate,
indicate specific points or questions to which the ar-
gument should be particularly directed. The applica-
tion file will be returned to the Board before the hear-
ing.

(5) In those appeals in which an oral hearing has
been confirmed and either the primary examiner or
the Board has indicated a desire for oral argument,
such oral argument may be presented whether or not
appellant appears. If appellant desires to argue his or
her case before the Board, he or she must file a brief
and within one month of the examiner’s answer indi-
cate if he or she desires an oral hearing. If no request
has been made by appellant, the appeal will be as-
signed for consideration and decision. That is, the de-
cision will be rendered on the brief.

A notice of hearing, stating the date, the time and
the docket, is forwarded to the appellant in due
course. If appellant fails to confirm within the stated
time (14 days), the appeal is removed from the hear-
ing docket and assigned on brief in due course. No
refund of the fee for requesting an oral hearing will
be made. Similarly, after confirmation, if no appear-
ance is made at the scheduled hearing, the appeal is
decided on brief. Since failure to notify the Board of
waiver of hearing in advance of the assigned date re-
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APPEAL ' 12112

tults in a waste of the Board's rescurces, appelilant
should inform the Board of a change in plans at the
eesliest possible opportunity.

If the time set in the notice coaflicts with prior
eommitmeuu or if subsequent events meke appear-
e, the hearing may be rescheduled on
written request. However, | are discour-
asedandwﬂlnotbegrmwdmthenhenceofcon-
vincing reasons in support of the requested change.

If sppellant has any special request, such as for a
perticular date or day of the week, this will be taken
into consideration in setting the cases, if made known
to the Board in advance, as long as such request does
not unduly delay a decision in the case.

The arguments at the hearing may be presented by
appellant’s attorney or agent if he or she is duly au-
thorized in accordance with 37 CFR 1.34(s). :

‘Currently, twenty minutes ere allowed for appellant
to explain his or her position. If appellant believes
that additional time will be necesssry, a request for
such time should be made well in advance and will be
taken' into consideration in assigning the hearing date.
The final decision on whether additional time is to be
grantedremwnthmtlwdwcretxonofthesemor
member of the panel hearing the case. .

- Primary examiners are permitted to ptesent oral ar-
gumentsbeforetheBoardoprpealsmappeals
where the appellant has been granted an oral hearing.
After the appellant has made his or her presentation,
the examiner will be allowed fifieen minutes to reply
as well as to present a statement. which clearly sets
forth his or her position with respect to the issues and
re_]ectnons of record. Appeliant may utilize any allot-
ted time not used in the initial presentatlon for rebut-
tal.

Currently, up to two examiners are permitted to
attend any one heanng as observers, where the case is
related to the examiners’ field of technology.

Participation by examiners is considered to be desir-
able not only from the standpoint of improving the
overall presentation of the argument, particularly in
complex cases, but also for the educational and expe-
rience benefits to the examiners themselves.

In any appeal where oral argument is to be present-
ed by, or on behalf of, the primary examiner, the ap-
peliant will be given due notice of that fact.

The examiner’s request for an oral hearing should
appear in the last paragraph of the examiner’s answer.

The examiner should make a pencil notation “Ex-
aminer requests an Oral Hearing” on the face of the
file wrapper below the box for the examiner’s name
when an oral hearing is requested.

1210 Actions Subsequent to Examiner’s Answer
but Before Board’s Decision
JURISDICTION OF BOARD

The application file and jurisdiction of the applica-
tion are normally transferred from the examining
groups to the Board of Appeals at one of the follow-
ing times:

(1) Afier 2 months from the examiner’s answer, plus
mail room time, if a “new ground of rejection™ has

's snswer and o reply

(2) After 20 days from the examiner’s amswer, plus
mail room time, where Bo sew ground of rejection
bas been indicated in the examiner's amswer and no
reply brief has been timely filed.

(3) After a supplemental examiner’s answer has
been mailéd in reply to a timely reply brief.

(4) After the examiner has determined by initialing
and dating the reply brief, thset he or she will not pre-
pare & supplemental examiner’s answer in response to
a timely reply brief.

(8) After examination pursuant to § 1.56(e) where
the appeal has been suspended for examination for
compliance with § 1.56(d).

Any amendment, affidavit, or other paper relating
to the appeal, filed thereafter but prior to the decision
of the Board, may be comsidered by the examiner
only in the event the case is remanded by the Board
for that purpose.

DIVIDED JURISDICTION

" Where appeal is taken from the final rejection of
one or more copied claims only, jurisdiction of the
rest of the case remsains with the examiner, and pros-
ecution of the remaining cleims may proceed as
though the entire case was under his jurisdiction.
Also, wheretheexammereemﬁesmwntmgthat
there is no conflict of subject matter, an appes! to the
Board of Appeal may proceed concurrently with an
interference.

ABANDONMENT OF APPEAL

To avoid the rendering of decisions by the Board
of Appeals in applications which have already been
refiled as continuvations, appellants should promptly
inform the clerk of the Board in writing as soon as
they have positively decided to refile or to sbandon
an application containing an appeal awsiting a deci-
sion. Failure to exercise appropriate diligence in this
matter may result in the Board’s refusing an otherwise
proper reguest to vacate its decision.

Except in those instances where a withdrawal of an
appeal would result in abandonment of the applica-
tion, an attorney not of record in an application may
file a paper under 37 CFR 1.34(a) withdrawing an
appeal. In such instances where no allowable claims
appear in the application, the withdrawal of an sppeal
is in fact an express abandonment and does mnot
comply with 37 CFR 1.138.

1211 Remand by the Board To Consider Amend-
ment

There is no obligation resting on the Board to con-
sider new or amended claims submitted while it has
jurisdiction of the appeal. In re Sweet, 1943 C.ID. 333,
58 USPQ 327, 30 CCPA 1124. A proposed amend-
ment, affidavit, declaration, or other paper may be re-
manded for such consideration as the examiner may
see fit to give. Such an amendment, unless filed under
§ 1.193(b), will be treated as an amendment filed sfier
appeal. See § 1207.
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"If the proposed amendment s in effect sa sbandon-
mentdthewu.bvmmmwm
claims other claime being present which are patent-
gble in the opinion of the examiner, the ameadment
should be entered and the clerk of the Board notified
morderthuthecmmybemwdfmmtbe
Board's docket. -

1212 Remand by the Board To Conddef Affida-
vits or Declarations

37 CER 1.195. Affidavits or declarations after eppeal AffRdavits,
declarations, or eshibits submiited afier the case hes been sppealed
will not be edmitted without a showing of good sad sufficient rea-
mwhythcywmnotwlierpfmced. .

Affidavits or declarations filed with or afler appeal
but before the mailing of the examiner’s answer will
be considered for entry only if the appellant makes
the necessary showing under §1.195 as to why they
wetenotearlwrpresented Authority from the Board
is not necessary to consider such affidavits or declara-
tions. Affidavits or declarations. filed afier a final re-
jection and prior to a notice of appenl are handled as
provnded in §§ 715.09 and 716.

Inthccaseofafﬁdavntsordec&riuomﬁledafter'

the .application has been forwarded to.the Board. of
Appeals, but before a decision thereon by the Board
of Appeals, the examiner is without authority. to con-
snderthesamemtheabsenceofaranmdbythe
Board. When a case is remanded to the examiner for
the consideration of such affidavits or declarations,
the examiner, after baving gnven such consideration as
the facts in the case require, will retarn the case to
the Board of Appeals with his or her: snswer on
remand, a copy of which should be forwarded to the
appellant. If such an affivadit or declarstion is not ac-
companied by the showing required under § 1.195, the
examiner will not consider its merits. If the delay in
filing such affidavit or declaration is satisfactorily ex-
pleined, the examiner will admit the same and consid-
er its merits. If this affidavit or declaration is uccepted
a3 overcommg the reference, or references, used in
the final rejection, and a new reference having a filing
date prior to the date of invention established in the
record, or having a publication date more than one
year prior to the appellant’s filing date, is found, it
may be substituted for the ome overcome without
thereby reopening the case to further prosecution
before the examiner. Ex parte Bowyer, 1939 C.D. 5,
42 USPQ 526.

It is not the custom of the Board to remand affida-
vits or declarations offered in connection with a re-
quest for reconsideration of its decision where no re-
jection has been made under § 1.196(b). Affidavits or
declarations submitted for this purpose, not remanded
to the examiner, are considered only as arguments. In
re Martin, 1946 C.D. 180, 69 USPQ 75, 33 CCPA
842.

For remand to the examiner to consider appellant’s
remarks relating to a §1.196(b) rejection see
§ 1214.01.

1213 mwm

After consideration of the record including appel-
lant’s brief end the examiner’s answer, the Board
writes its decision, affirming the examiner in whole or
mpart,orrevmmgthemer’sdemxon,mmc-
times also setting forth a new ground of rejection.

Oa occasion the Board of Appeals has refused to
consider an appeal until afier the conclusion of a
pending civil action or appesl to the C.A.F.C. involv-
mgmendentmal wnhmd/orsxmihrtothosepre-
sented in the later appeal.- Such suspension of action,
postponing considerstion of the appeal unti] the Boerd
has the benefit of 8 court decision which may be de-
terminative of the isssues involved, has been recog-
nized as sound practice. An appellant is not entitled,
after obtaining a final decision by the Patent and
Trademark Office on an issue in-a case, to utilize the
prolonged pendency of a court proceeding as a means
for avoiding res judicata while relitigating the same,
or substantislly the same issue in another application.

An applicant may reguest that the decision be with-
held topermltthereﬁhngoftheapphcatxonatany
nmepnortothemaﬂmgofthedecmon Up to 30
days may be granted, although the time is usually lim-
ited as much as possible. The Board will be more
prone to entertain the application’s request where the
request is filed early, obvisting the necessity for an
oral hearing or even for the setting of the oral hearing
date. If the case has already been set for oral hearing,
the petition should include & request to vacate the
hearing date, not to postpone it.

In a situation where a withdrawal of the appeal is
filed on the same day that the decision is mailed, a pe-
tition to vacate the decision will be denied.

Since review of the decisions of the Board is com-
mitted by statute to the courts, its decisions are prop-
erly reviewable on petition only to the extent of de-
termining whether they imvolve obvicus error or
abuse of discretion. Reasonable rulings made by the
Board on matters restmg in its discretion will not be
disturbed upon petition. Thus, for example, the
Board's opinion as to whether it has employed a new
ground of rejection will not be set aside on petition
unless said opinion is found to be clearly unwarrant-
ed.

1213.01 Recommendations of Board
37 CFR 1.196. Decision by the Board of Appeals.

(c) Should the decision of the Boerd of Appeals include an ex-
plicit statement thet 8 claim may be dlowed in umended form, ap-
pellant shull have the right to amend in conformity with such siate-

1200-12




MMmummmmmumw
mdmmmmma

inafavonblyrecomm&edehmotherthmthe
forceofmchrwommdamExpamYoung, 18
Gour. 24, 31.
lnthesbaenceofmexprenreeommmdmon.a
remark by the Board thst a certsin feature does not
appear in a claim is not to be taken as & recommenda-
tion thet the claim be allowed.if the feature is sup-
plied by ameudment.ExparteNorlund 1913 C.D.
161 19206939
Appeﬂanunghttoamm:nconformxtyw:ththe
recommenghuonmay oulybeexercuedwnthmthe
penod aﬂowed‘for seekmg court revxew,. ordmuily

1213.02; SmaneatumkejecﬁonofmAIMed

byt

lhanldulnveknowledae myymdsfarqemg o
claim that it believes chould be considered, it wmay inclhide in'its de-
cision & stetement to.that effect and remend the ciise to the primary
examiner for coasideration thereof. In such event, the Board shall
letnpencd,notluthmonemonth,wnhmwhmhtheappeﬂmt
iay submit to the primery esainingt 'an sppropiisie amendnient, or
& ‘showisiy 'of: fects of “réasons, ~of -both, in order: to’avoid the
grounds eet:forth in the statement of the Boerd of Appeals. If the
mmqmm;echﬁepmﬁyaﬂoweﬂchmorch:mm
thebmofmchmmmt.theappeﬂmtmynppal:otbenmrd
of Appesls from the rejection. Whenever & decision of the Board of
Appesls includes 8 remand, thet decision sliall vot be considered a3
a fins) decision in the cese, but the Bossd of Appeals shell, upon
conclusion of the proceedings. before. the : primary €xaminer on
remand, cither adopt its decision as finsl o rendeér & new. decision
onallofﬂ:echmonappul,asumydwmappmpmte )

37 CFR 1. 196(d) provides express authonty for the
Boatdoprpealstomclude,mmdecmon,astate-
that |t beheves should be considered by ‘the pnmary
examiner. Section 1. l96(d) ‘also provndes that the
Board may remand the case to the examiiner for such
congideration, and that the appellant shall have an op-

rtumtytorupondtothegtomdsaetforthbytlw
Board prior to consideration by the examiner. If the
previously allowed claims are rejected by the examin-
er,therejecuonmaybeappmledtotheBoard

The section further provides that a decision of the
Board which includes a remand will not be consid-
ered as a final decision in the case, but that the Board,
following conclusion of the proceedings before the

examiner, will either adopt its earlier decision
as final or will render a new decision based on all ap-
pealed claims, as it considers appropriate. In either
case, final sction by the Board will give rise to the al-
ternatives availsble to an appellant following a deci-
gion by the Board.

thenoudmiuw o
SmllMd)dounottﬁecttthwd'saMhm
tymtenmsdawemtheptmryeumwwzthout
rendering & decision in appropriate circumstances.
Section 1.196(d) is not intended es sn instruction to
the Board to reexamine every allowed clsim in every
appealed application. It is, rather, intended to give the
Boudexmwauthontytowtwhmnbecomesap—
perent, during the consideration of rejected claims,
that one or more allowed claims may be subject to re-
jection on either the same or on different grounds
ﬁ'omthmeapplwdagunsttherejecwdem

1214 AeﬁmFollowhg Deekion byiﬂwi

if re-

_ 37CERI!9¢Dm:uonsbyﬁeBoardo/M ..... (b)Should
ﬂ:eBondoprpa]shnveknowledgeofmygmmdswtmvﬂved
in the sppeal for rejecting any sppealed claim, it may inclede in the
déchiion & sateshent 10 that effect with' its icasons for s holding,
wisich statement ‘shall: conptitute’ & réjection of the cleims. The ap-
pellast oy submit an appropriste amendment of the cluims 90 re-
jected or & showing of facts, or both, and have.the metter cousid-
ered by thé pritary examiner. The siatement sha¥l be binding vpon
ﬂ:ep:maryexmmerun!manmendmentordlowmgoﬂncnnot
mvuﬂyortecordbemdewmch.mdleopﬁmofﬂeprmry
exzmines, avoids the additionsl ground for rejection sisted in. the
decision. The sppellant may weaive such reconsideration before the
primary examiner and have the cese recomsidered by the Board of
Appeals upon the same record before them. Where request for such
reconsideration is made the Board of Appeals shall, if necessary,
renderanewdecmonwmchshallmcludedlgmmdsmwmch
& patent is refused. The sppellant mey waive reconsideration by the
Bodzd of -Appeals and -treat “the decision, including the edded
gmwsfonejecuongivmbythcnoudofl\ppmh.uaﬁnﬂde-
cision in the cage. -

A. A request for reconsideration by the Board must
be filed within thirty days from the date of the deci-
sion, the period set by § 1. l97(b) By proceeding in
this manner the appellant ‘waives his or her right to
further prosecution before the examineér. In re Green-
field, 1930 C.D. 531, 5 USPQ 474.

However, an appellant’s request for reconsideration
accompanied by an affidavit containing a showing of
facts to be added to the record does not afford recon-
sideration by the Board as a matter of right under
§ 1.196(b).The Board of Appeals has authority. to
remand the application to the examiner and the exam-
iner has authority to consider & new showing of facts
following a new rejection by the Board and withdraw
the Board’s rejection based on the appellant’s affidavit
and sccompanying remarks. In such an instance, the
examiner also has guthority to make any sppropriate
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Bew, ion under § 1.198 with the Group Digec-

: _thedecdwiﬁmmpMdyrmovu
Wsmuwmmmmm
substitutes & new. one under § 1.196(b), the sppells
if he or she elects to, proceed before the &
mwnkemhwﬁmwithin,thepubdformse
set in the Board's decision, which may not exceed six
montlmfromtheBomlsdecmon.Seelnre:pplm
tion filed July 13, 1950 at 693 O.G. 136, 1955 C.D. 3.
A shortened period for response of thirty days ordi-
narily is set in the Board’s decision. A rejection under
37CFR1196(b)meﬁ'ectnulllﬁutbeﬁnalrejecuon
and reopens the prosecution of the subject matter of
the claims 30 rejected by the Board of Appeals.

The appellant may amend the clgims involved, or
substitute new claims to avoid the art or reasons ad-
duced by the Board. Ex parte Burrowes, 1904 C.D.
155, 110 OG 599. Such amended or new claims must
be directed to the same subject matter as the appealed
claims, Ex perte Comstock, 1923 C.D. 82, 317 0.G. 4.

Argument without amendment of t_he claims so re-
Jected can rwult only m“’a ﬁnal rejectwn of the

Board. Thenewgroundofrejecmmsedbythe
Board does not reopen the prosecution except as to
that subject matter to wluch the niew rejectlon was
applied. ,

-C. Asa thm:l optlon, appellant may ‘treat such deci-
swnoftheBomdasﬁmlandﬁleeitheraduect
appeal therefrom to- the' C.C.P.A., or-a civil action
under 35 US.C. 145. In re Crowell 1930 C.D. 360,
397 O.G. 3. Where the appellant makes use of the
third option, he or she waives his or her nght to. re-
consideration by the Board, or by the examiner, dis-
cussed above. In re Hemz, 1910 CD 292 151 OG
1014.

1214.02 Procedore After Deexsion
37 CFR 1197, Action Jollowing decision. (a) After demnon by the
Boardoprpals,tbecaeshallheretumedtotlnprmryenmm-
eg, subject to the appellant’s right of appeal or other revnew, for
such further action by the appellant or by the primary examiner, as
the conadition of the case may require, to carry into effect the deci-
1 [ & ® L]

After an. appeal to the Board of Appeals has been
decided, a copy of the decision is mailed to the appel-
lant and the original placed in the file. The clerk of
the Board notes the decision on the file wrapper and

in the record of appeals, and then forwards the file to
the primary examiner through the office of the group
director immediately if the examiner is reversed, and
after 5 months if the examiner is affirmed or after a
decision on a request for reconsideration is rendered.

1214.03 Rehearing and Reconsideration

37 CFR L.197. Action following decision. . . . (b} A single request
for rehearing or recomsideration, or modificstion of the decision,
may be made if filed within thirty days from the date of the origi-
nal decision, unless that decision is 50 modified as o become.', in

Mnmmmmma 80 slates. Such
time may b extended undsr the provisions of 135. s

Aﬂeopmofmfummthcﬁhwmwmld
be retained therein.

Formmofﬁmtouppmlmthecomol‘lw-
peals for the Federal Circuit or commeice a civil
mmnmnm«ommtm&m

For requests for reconsiderstion by the examiner
see § 1214.04.

1214.0¢ Examiner Reversed

A complete reversal of the examiner’s rejection
bnngsthecmupfonmmeduteactmnbytbeem
iner.

'I'heenmmersMuldneverregardsucharevetsal
asachallengetomakeanewsearchtoumoverother
and better references. This is particularly so where
the application has meanwhile been transferied or as-
sngnedtoanexammetothcrthantheme'whoﬁmuy

full falth and credit to “his or her predecmsofs ‘Search.

“If the- exammulmspecnﬁcknowledgeoftbeexm
ence of a particular reference or references which in-
dicate non-patentability of any of the appealed-claims

as to which the examiner was reversed, he or she
should submit the matter to the group director for au-
thorization to reopen prosecutmn under 37-CFR 1.198
for the purpose of entering .the new rejection, Note
§§ 1002.02(c), item 2, .and 1214.07. The group. direc-
tor’s approval i is plwed on the actlon reopenmg pros-
ecution.

The exammet ‘may request. reconsxderatlon of the
Board - decision. Such a request should normally. be
made ‘within one month of the receipt of ‘the Board
decision in the group. The group director’s secretary
should therefore date stamp all Board decisions . upon
receipt in the group.

All requests by the examiner to the Board of Ap—
peals for reconsideration of a decision, must be ap-
proved by the group director and must also be for-
warded to the Office of the Deputy Assistant Com-
rmss:oner for Patents for approval before mailing.

It approved the Office of the Deputy ‘Assistant
Comuniissioner for Patents will mail a copy of the re-
quest for reconsideration to the appellant and forward
the apphcatlon ﬁle and the requ&st to the Board of

Appeals.
1214.08 Cancellation of Wlthdmwn Claims

 Where an appellant withdraws some of the ap-
pealed claxms, and the Board reverses the examiner on
the remaining appealed claims the withdrawal is treat-
ed as an authorization to cancel the withdrawn
claims. It is not necessary to notify the appellant of
the cancellation of the withdrawn claims.

121406 Exeminer Sustained in Whole or in Part

37 CFR § 1.197. Action following decision . . . (c) Proceedings are
considered terminsted by the dismiseal of an appeal or the failure to
timely file an appeel to the court or e civil action (§ 1.304) except
(1) where cleims stand allowed in an spplication or (2) where the
nature of the decision requires further sction by the examiner. In
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such cases, the date of ermination of procesdiags is the due on
which Ube s dismlsed or G dote on Wihich the Ume 0w

sppaal o the court or review by civil setion (§ 1.304) eiplios. 1 an
sppedl 10 the count or & civil estion hes been (led, procendings ere
mmmmmmummu

berg 1924 C.D. 85, 327 0.G. 216 :

The time for seeking review of a decision of the
Boerd of Appeals by the Court of Appeals for the
Federal Circuit or the District Court is the same for
both tribunals, that is, sixty days, or sixty days with
theextenmonpwwdedbyilﬂmtheeventapeu-

tion for recomsideration or rehearing is seasonsbly
ﬁledbeforetheBoard,oruextmdedbytheCommm-
sioner. See § 1214.03. Whee the time for seeking court
review. (plus two weeks to allow for information as to
the filing of an appeal or civil action, if any, to reach
the examiner) has passed without such review, being
sought, the examiner must take up the case for consid-
eration. The situations. which can arise will involve
one or more of the following six circumstances: . -

A.Noclatmstaudallowad. The. oceedmgsmthc
apphcaﬂonaretemmatedasofthedateoftheexpm
tion. of the time for filing court action. The applica-
nonxsnolangerconsnderedaspendmg It is to be
stamped abandoned. and sent. to abandoned. ﬁla with-

-B.. Clatms stand allowed. The appellant is not re-
quired to file a response. The examiner takes the case
up and passes it to issue on the claims which stand al-
lowed. ‘A red ink line should be drawn through the
refused claims and the notion “Board Decision” writ-
ten in the margin in red ink.

If uncorrected .matters of form whxch cannot be
handled without written correspondence remain in
the case, the examiner should take appropriate action
but prosecution is otherwise closed. A letter such as
set forth in Form Paragraph 12.20 is suggested:

12.20 Period for seeking court review has lopsed

The period for seeking court review of the decision by the Board
of Appeals rendered [1]3 has expired and no further sction has
been taken by epplicant. The pr as to the rejected claims
are considered terminated; see 37 CFR L.197(c).

The application will be passed to issue on allowed claim [2]
provided the followmg formel matiers are promptly corrected:
£33 Prosecution is otherwise closed.

Exsmioer Note:

In bracket I, enter the date of the decision.

In bracket 2, identify the allowed claims.

(Set a thirty day Shortened Statutory period for re-
sponse.)

C. Claims reguire action. If The decision of the
Board is an affirmance in part and includes a reversal
of a rejection that brings certain claims up for action
on the merits, such as a decision reversing the rejec-
tion of generic claims in a case containing claims to
nonelected species not previously acted upon, the ex-
aminer will take the case up for appropriate action on
the matters thus brought up, but the case is not con-

a0y

matters,

D, mm 1.196@) mcm. wm m Board
mm;mmjmmmmum)mam
action is teken with refecence thereto- spelian
mmmwwmmnmk
set in the Boards decision, the examiner should pro-
ceedmthemmdm&edfmmmm&ﬂ.mc.
§ oa which is appropriaste to the case. See

1214.01.

If the Board sustains the examiner’s rejection, but
also enters a new ground of rejection under 37 CFR
1.196(b), the filing of a request for reconsideration on
the sffirmed rejection will defer the end of the period
for appeal to the courts until 30 days after the deci-
sion on recoasideration, to allow time for the examin-
er to consider any amendments and/or evidence of-
fered to traverse the new ground of rejection.

E. Section 1.196(c) recommendation. Where the
Board makes a recommendation under 37 CFR
1.196{c) and no action is taken with reference thereto
bytheappelhntwuhmtheumepmmdform
review, ordmardymxtydaysﬁomthedateoftbede-
cision, the examiner should proceed in the manner in-
dicated for situations A; B, orC,dependmgonw!nch
is appropriate to the case. See § 1213.01.

F. Appeal dismissed. Whetetheappeallmsbeendm—
missed for failure to argue a ground of rejection in-
volving all the appesled claims see § 1215.04. _

‘The practice under situations A, B, and C is similar
tothepmctlceaﬁeradectsmnofthecourtomlmedm
§ 121601

In view of the above practice, examiners must be
very careful that applications which come back from
the Board of Appeals are not overlooked because
every case, except those in which all claims stand re-
jected after the Board’s decision, is up for action by
the examiner in the event no court review has been
sought. Consequently, when a file is received after de-
cision by the Board of Appeals, it must be examined
and appropriate precautions taken to indicate the pres-
ence of allowed claims, if any. This may be done by
writing the notation “Allowed Claims” or “Rejection
Reversed” on “Contents” of file wrapper immediately
below endorsement “Decision by Board™.

See §§ 1216.01 and 1216.02 for procedure where
court review is sought.

121407 Reopening of Prosecution

37 CFR 1.198. Reopening after decision. Cases which have been
decided by the Bouard of Appesls will not be reopened or reconsid-
ered by the primary exsmimer, except under the provisions of
§ 1.196, without the written authority of the Commissioner, and
then only for the consideration of matters not already adjudicated,
sufficient cause being shown. -

Sometimes an amendment is filed after the Board’s
decision which does not carry into effect any recom-
mendation made by the Board and which presents a
new or amended claim or claims. In view of the fact
that the prosecution of the case is definitely closed,
the appellant clearly is not entitled to have such .
amendment entered as a matter of right. However, if
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that the amendmient cennot be entered and stating the
reason why. The refusal should never be made to

P Form Ptngnph! 12119 shouid be used:

12,19 Amendment after board decision

The amendment filed [1] afer the Boesd's decision s refused
entry under 37 CFR 1.116{c) because prosecution is closed sad the
proposed clalm(s) reite new lssues which require further considers-
tiom or search.

Exsminer Nets:

. bdemtily the mew fesues.
mmismwkwmamxwalﬁmm
In.the event that claims stand allowed in the case
uaderthecondmomsetforthm§121406(puamph
B), the case should be passed to issue. -
Petmaumder37CFRH98mreopenorrecon-
gider prosecution of a patent application after decision
bytheBoardoprpeuls,wherenoeonttwnmha
been . filed, are decided. by gmup dtrector,

§ 1002.02(c), item 2.

The Commissioner also entetwns petmons under
37CFR1198toreopencermncmsmwhxchanap-
pellant has sought review under 35 U.S.C. 141 or 145.
This procedure is restricted to cases which have been
decided by the Board of Appeals and which are ame-
nable to settlement without the need for going for-
ward with the court procwdmg Such petitions will
ordinarily be granted only in the following categories
of cases:

1. When the decision of the Board of Appeals as-
serts that the rejection of the claims is proper because
the claims do not include a disclosed limitation or be-
cause they suffer from some other curable defect, and
the decision reasonsbly is suggestive that claims in-
cluding the limitation or devoid of the defect will be
allowsble;

2. When the decision of the Board of Appeals as-
serts that the rejection of the claims is proper because
the record does not include evidence of a specified
character, and is reasonably suggestive that if such
evidence were presented, the appealed cleims would
be allowsble, and it is demonstrated that such evi-
dence presently exists and can be offered; or

3. When the decision of the Board of Appeals is
based on a practice, rule, law, or judicial precedent
which, since the Board’s decision, has been rescinded,
repealed, or overruled.

Any such petition must be accompanied by the pro-
posed amendment, evidence, or argument said to justi-
fy sliowance of the claims. The petition further must
point out how the case falls within one of the preced-
ing categories. Failure to do so or failure of the case
to qualify as coming within one of the categories will
usually constitute basis for denying the petition. In

MANUAL OF PATENT BEXAMINING PROCEDURE

mmmmmwwmmmm
oonsideration of it

MW&QMMW&SUM 141,
or after trisl im a 35 U.S.C. 145 case.

In the case of sn appeel under 33 U.S.C. 141, if the
petition is granted, steps will be taken to reguest the
court to remand the cese to the Patent smd Trade-

mark Office end if 30 remended the proposed amend-
ments, evidence, and srguments will be emtered of
record in the application file for consideration, end
further action will be taken by the Board of Appeals
im the first instemce or by the examiner ss may be ap-
peropriate. In the cese of civil action uader 35 US.C.
145, steps will be taken for obtaining dismissal of the
action without prejadice to consideration of the pro-
posals.

1218 meﬁm

121501 Withdrawal of Appeal

Esxcept in those instances where a withdrawal of en
appeal would result in sbendonment of the spplice-
tion, an attorney not of record in an application may
file @ paper under 37 CFR 1.34(a) withdrawing an
appeal. In such instances where no sllowsbie claims
appear in the application, the withdrawal of an appeal
is in fact an express abandonment and does not
complyw:th31CFRll38exeeptwhereacmhnmng
application is being filed on the same date.

Where, after appesal has been filed and before deci-
sion by the Board of Appeals, an applicant withdraws
the appesl after the period for response to the final re-
jection has expived, the application is to be considered
abandoned as of the date on which the appeal was
withdrawn unless there are sllowed claims in the
case,

Where a letter abandoning the application is filed in
accordance with § 1.138, the effective date of ahan-
donment is the date of filing of such letter.

If & brief has been filed within the time
by 37 CFR 1.192 (or any extension thereof) snd an
answer mailed and appellant withdraws the sppeal,
the case is returned to the examiner.

To avoid the rendering of decisions by the Board
of Appesls in applications which have siready been
refiled as continuations, applicants should promptly
inform the clerk of the Board in writing as soon as
they have positively decided to refile or to sbandon
an application contsining an appeal awaiting a deci-
sion. Failure to exercise appropriate diligence in this
matter may result in the Board's refusing an otherwise
proper request to vacate its decision.

121502 Claims Stending Allowed

If the application coatains allowed claims, as well
as claims on appeal, the withdrawal of the appesl
does not operate s an abandonment of the applice-
tion, but is considered a withdrawal of the appeal 2
to those cleims and authority to the ezaminer
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121508 Pumm |
Awithdmwaloftheappedutomoftbe
claims on appeal operates a8 a cancellation of those
clumaftomthecaendthetpped‘emﬁaw‘uw
‘claims. The withdrawn claims will be
cmoeledfmmanwplwmbydirecnmdtheex
aminer when necessary without further action by the
applicant.
121504 Dismiseal of Appeal
lfnobnefuﬁledwn!mthehmepresuibedby3‘l
CFR 1.192, -the appeal stands dismissed by

operation.
of the rule. The letier (form PTOL-333) notifying the

appellant that-the appesl stands dismissed is mot en
action in the case and does not start any period for
reply. - If no cleims stand sllowed the application is
connderedu»abnndonedmﬂnedatethehrwfw

: ion O the epplicant that the applice-
ticn is abendoned is necesary. I claims stand allowed
in: the spplication; the failure to file e brief and conse-

quent dismissal of the ‘sppesl iz to:be trested s &
withdrawal -of the appeal and of any claim not stand-
ing allowed. Theapphccuonshouldbepnmdtomue
forthwuh Unléss appellant specifically withdraws the
appeal as to réjected claims, the ‘appesl should not be
dismissed until the eitended period (4 months under
37 CFR 1.136(a)) to file the brief has expired. -

‘However, if formal matiers remain to be attended
to,theexammershouldtakeappmpmtewﬁonon
such matters, setting & shortesied period for reply, but
theapphcauonmtobceonstderedcloswtoﬁmh«
prosecution exceptastosuchmatters. Alettersuchas
the following is suggested:

“In view of applicant’s failure to ﬁle a bnef within
the time prescribed by 37 CFR 1.192, the appeal
stands dismissed and the proceedings as to the reject-
ed claims sre comsidered terminsted; see 37 CFR
1.197(c).

'Th:sapphcaﬂonw:ﬂbepmedtomueonchm
(identify) which stand allowed provided the following
formal matter(s) is (are) corrected. Prosecution is oth-
erwise cloged.”

(Set out formal matter(s) requiring correction.)

(Set a thirty day shortened statutory period for re-
sponse.)

1215.05 Case Before the Court

When the case is before the court either on appeal,
35 US.C. 141, or in a civil action under 35 U.S.C.
145, the status of the application in the event of a dis-
missal must be determined according to the circum-
stances leading to the dismissal. In no event will the
application be considered abandoned as of a date
prior to the date of the dismissal by reason of the dis-
missal alone.

1216 Appeals to Courts

37 CFR 1.306. Time for appeal or civil action. (8) The tme for
filing the notice ead reasons of eppeal to the U.S. Court of Appesls

:
]
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§
{
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procesdings conducted uader 35 U.S.C. 146 (§ 1.303(c)), the
mwm-mmmummssusc 141,

Filaofmesamedtotheeoum,uthcrbyappul

provmomof37CFR §1198.

mammmmum
- and Trademarks

ThoselnvmgoecnsxontoseweontheCommmon
erofPatmtsderademarkspupemhavmgtodo
with court proceedings are reminded that proper
service by mail may. be effected only by mailing the
pepers to the Solicitor of the Patent and Trademarks
Office as coumsel for the Commissioner. RuleS(b)of
the Federal Rules of Civil Procedure provides in per-

tinent part:
Wbenevermduthaemlaserwceureqcnedorpemmedtobe
made upoa & perty represented by an sttorney the service ¢hall be
made upoa e sttorncy unless service upon the party himself is or.
dered by the court. Service upon the atiorey © © © ghall be made
by delivering & copy to him or by mailing ® to him at his last
kuown sddress ® ® ©, :
Rule 25(b) of the Federal Rules of Appellate Proce-
dure similarly provides, “Service on a parly repre-
sented by counsel shall be made on counsel.”
Aceordmgly,allservxceoopmofpapersﬁledm
court proceedings in which the Commissioner of Pat-
ents and Trademarks is a party which are served by
mail should be addressed: \

“(Name of Solicitor), Solicitor

U.S. Patent and Trademark Office

Washington, D.C. 20231.”

1216;0“} To Court of Appeals for the Federal Cir-
t

37 CER 1.301. Appeal to U.S. Court of Appeals for the Federal Cir-
cuil, Any epplicant or any owner of a patent involved in a reexami-
nation dissatisfied with the decision of the Board of Ap-
peals, end ey perty (o an interference dissstishied with the decision
of the Board of Petent Interferences, may appes] W the U.S. Court
of Appeels for the Federal Circuit. The appellant must teke the fol-
lowmgmps-mhmappal (e} In the Patent and Trademark
Office give notice to the Commiscioner sand fle the ressous of
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munderseouonl%,mdefmhofwhwhthedecw:ppaled
from shall | vmthefuﬂherptoeeedmpmthease. AR
35 US.C.U_MZ_Not&e ofappqal When sa sppesl n.takcn to the

forthmthcremmofappul. Uponmdetummmonthccoun
ghall refurn to the Commissioner a certificate of ifs proceedings and
decision, whick shall be entered of record in the Patent snd Trade-
merk Office and govern the further proceedings in the case.

37 CFR 1.302. Notice and reasons of agpeal. (8) When an appeal is
taken to the U.S. Court of Appeals for the Federal Circuit, the ap-
pellant shall give notice thereof to the Commissioner, and file in the
Patent and Trademark Office, within the time specified in § 1.304,
his or her rezsons of appeal specifically set forth in writing. .

(b)lnmwdmmmdmhcrcoumdmmenoucemdm
mmuﬁtbemvedupmvndedmilm '

If an appellant is dlssansf ed ‘with the decision of
the Board of Appeals and desires to have said deci-
sion reviewed on the record, he or she must file a
“Notice of Appeal” in the Patent and Trademark
Office, within 60 days after the date of the Board's
decision or 30 days from a decwwn on :econsxder-
ation, in order to have the Court of Appeals. for the
Federal Circuit consider his or her appeal. See 35
U.S.C. 142.

At the same time the original Notice of Appeal is
filed in the Patent and Trademark Office, the appel-
lant should file a copy thereof slong with the $65
docket fee with the Clerk of the Court of Appeals for
the Federal Circuit. The appeal is docketed and ac-
knowledged by the court upon receipt of a certified
listing of contents from the solicitor, who secures and
forwards same automatically upon receipt of the

original notice of appeal.

OF PATENT EXAMINING PROCEDURE

Afier the court hes heard and dicided the appesl, 8
oopyafhduﬂdminmwmmm Cradae
pelhm apm ¢ sehessing, m s ruling

ommunicated o the Cifice md to the ap-

Finally, thedakofﬂw(:omfmwudstothe
OﬂieeammmyoftmmnsdecMOnm
claims. This copy is a duplicate of the uncer-
tified copy first forwarded, unless modified as a result
of the petition for rehearing or possibly, altered to
correct some minor error. The date of receipt of this
copy by the Patent and Trademark Office marks the
conclusion of the appeal. Continentel Can Company,
Inc. v. Schayler, 168 USPQ 625. The decision of the
Court is published; but unless the application becomes
a patent, the Patent and Trademark Office does not
give the public access to the application file. Since a
ttamcnptoftheapphcmonbecomnpartofthe
court: record;: it may of course be i -there by
anyone, In re Mosher, 45 CCPA 701, 115 USPQ 140.
- The Solicitor - enters the certified : copy of the
Couusdecmmthcapphwmm'pamﬁleaud
mmmnmthepmarymmmer Tt

Acnow Fouowms Dncmon mr Coun'r

1 All chm rejected. 13 all clwm in the case stend
rejected,proceedmgsontheapphcmmmoomxd
eredtexmtmtedonthedaﬁeofrewptofthe(:ouns
certificate .and .the appl _,BMOpentosubse-
quent .amendment snd prasecut;on by : the . applicant
since the. application is no. longer considered pending.
Continental Can - Compeany, Inc. V. Schuyler, 168
USPQ 625: (D.C.D.C.: 1970). Exceptions may. occur
where the court mandate clearly indicates that an-
other action is to be taken.

2. Somzclmmallowed.lfsomeclmmmthecase
stand allowed, either by reversal of the Office deci-
sion by the Court or the Board of Appesls or by
having been allowed by the examiner, proceedings are
considered terminated as to the rejected claims.
Action by the applicent canceling the rejected claims
is not considered necessary. The examiner will pass
the case for issue forthwith on the allowed claims, the
applicant being advised of such action. The rejected
claims may be canceled by the examiner with an ap-
propriate notation on the margin, to avoid confusion
of the printer. However, if formal matters remain to
be attended to, the examiner should take appropriate
action on such matters, setting a 30 day shortened
period for reply, but the application is considered
closed to further prosecution except as to such mat-
ters. If all claims in the case stand allowed after the
Court’s decision formal matters if any should be taken
care of and the case passed for issue.

3. Remand. If the decision of the Court is such that
it brings certain claims up for action on the merits,
such as a decision allowing generic claims in a case
containing claims to non-elected species not previous-
ly acted upon, the examiner will take the case up for
appropriate action on the matters thus brought up, but
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the case is not considered open to further prosecation
except as to such matters, A remand by the Court is &
remand to the Board of Appeals and not to the exsm-
iner. The examiner may oaly act on the application if
it is remanded to him or her by the Board. Note In re
Fisher, 171 USPQ 292.

4. Reopening of prosecution. In unusual situstions it
may be desirable to reopen prosecution of en applica-
tion after a court decision. Office actions proposing to
reopen prosecution after a court decision must be for-
warded to the Deputy Assistant Commissioner for
Patents for approval. The Deputy Assistant Commis-
sioner for Patents will indicate his approval to reopen
on the Office action.

Dismissal OF APPEAL

After the appeal is docketed in the Court, failure to
prosecute the appesl, as by failure to print the record
or failure to file the brief, will result in dismissal of
the appeal by the Court; or there may be a dismissal
by the Court at the request of the appellant. The pro-
ceedings are considered terminated and the applica-
tion abandoned if applicable as of the date of dismiss-
al, see §1215.05.

After dismissal, if no claims stand allowed the
action taken by the examiner will be the same as set
forth in paragraph 1 above; if claims stand allowed
the action is in accordance with paragraph 2.

1216.02 Civil Suits

37 CFR 1.303. Civil action uuder 35 US.C 145, 146 306 (a) Any
epplicant or any owner of & patent involved in a reexamination pro-
ceeding dissatisfied with the decision of the Board of Appeals. and
any perty dissstisfied with the decision of the Board of Patent In-
terferences, may, instead of appealing to the U.S. Court of Appeals
for the Federal Circuit (§1.301), have remedy by civil ection under
35 US.C. 145 or 146, as appropriate. Such civil ection must be
commenced within the time specified in §1.304.

{b) If an epplicant in an ex parte case or an owner of a patent
involved in a reexamination ing has taken an appesa! to the
U.S. Court of Appeals for the Federal Circuit, he or she thereby
weives his or her right to proceed under 35 U.S.C. 145.

(c) If any adverse party to sa appeal taken to the U.S. Court of
Appeals for the Federal Circuit by & defeated party in an interfer-
ence proceeding files notice with the Commissioner within twenty
days after the filing of the defeated perty’s notice of appeal to the
court (§1.302), that ke or she elects to have all further proceedings
conducted as provided in 35 U.S.C. 146, certified copies of such
potices will be transmitted to the U.S. Court of Appesls for the
Federal Circuit for such action &s may be necessary. The notice of
election must be served gs provided in §1.248.

If an appellant is dissatisfied with the decision of
the Board of Appesls and desires to have said deci-
sion reviewed, within 60 days after the date of the
Board’s decision or 30 days after the date of the
Board’s decision on reconsideration, he or she must
file a complaint in the United States District Court for
the District of Columbia and have the marshall serve
a summons on the Commissioner of Patents and
Trademarks.

When a suit under 35 U.S.C. 145 is filed a notice
thereof signed by the Solicitor of the Patent amd
Trademark Office is placed in the spplication or
patent file. The file is kept in the Solicitor’s office
pending termination of the suit. When the suit is ter-
minated, a statement indicating the final disposition of
it by the Court is placed on the original notice by the
Solicitor and the application is returned to the exam-
iner, whose subsequent procedure is the same as
action following appeal, described in §1216.01. If the
exact date when proceedings were terminated is mate-
rial, it may be ascertained by inguiring at the Solici-
tor’s office.

The appellant ordinarily furnishes to the court a
certified copy of the file wrapper and contents at the
time of the trial (28 U.S.C. 1744). If the suit is dis-
missed before coming to trial, no disclosure of the ap-
plicatior to the public necessarily results. Unlike an
appeal to the U.S. Court of Appeals for the Federal
Circuit, the filing of a civil action does not require the
immediate filing of a transcript of the application. The
complaint, however, is open to the public.

Files subpoenaed by the Court may be sent to the
Court in care of a Patent and Trademark Office em-
ployee along with a certified copy, under stipulation
that the copy be retained by the court and the origi-
nal brought back to the Office by said employee.
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