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MANUAL OF PATENT EXAM
~ Slxth - Edmm

-lnatructiom, Regarding Revisio

This Revision incorporates the changes necessitated
Agreements Act, Public Law No. 103-465. Appendi atent |
Appendix L-Patent Laws have been updated 0 be cmm

revision of patent fees, effective October 1, 1895. Chapter
been rav:sed at thls time, howevar, to refiect the new |

This r_ev:_slon consnsts of replacement pages for the title pagein the
front of the Manual; the Table of Contents; entire Chapters 100
through 1800, 2100, 2200, 2400 and 2500; entire Appendices Ili-
List of Declsions, R-Patent Rules, and AI-PCT Administrative
Instructions; entire Index; and a_ portion of Appendix L-Patent
Laws

Chaptcrs 700 and 2100 have been added to the Sikzin Edition by
this Revision. Both chapters have been extensively revised from how
they existed in the previous Edition. Chapter 700 has been updated to
reflect current practice and to focus on the procedural or “h0w~to"
aspects of patent examination. Chapter 2100 has been restruct
expanded to provide a dstailed discussion of the legal pre
proper patentability determinations.

Péges which have been printed in this revision are labeled as “Rev. 1" on
the bottom. Sections of the Manual which have been changed by this
revision are indicated by “[R-1]" after the section title.

Additions to the text of the Manual are indicated by arows (><) mserted in
the text. Deletions are indicated by a single asterisk (*) where a single
word was deleted and by two asterisks (**) where more than one wmd was
deleted. The use of three or five asterisks in the body of the m mﬂ
rules indicates a portion of the law or rule which was not reproduced.

J. Michael Thesz, Editor
Manual of Patent Examining Procedure
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CHAPTER 100:

103 Language has been added d@&!mg with public acc
to provisional applications.

104 Language has been added dealing with public access
to provisional applications.

CHAPTER 200:
201 Revised to include provisional applications.

201.03 Revised to clarify that in a continuing application the
overlap of inventors is present so long as it exists at
anytime during copendency of the prior and
continuing application. 37 CFR 1.48 has been revised to
include correction of inventorship in provisional
applications. -

201.04 Revised to indicate that the term “parent” will not be used
to describe a provisional application.

201.04(b) This section has been added to describe provisional
applications.
201.06 " Revised to indicate that an application claiming the

benefits of U.S.C. 119(e) should not be called a “division® of
a provisional application.

201.06(a) Revised to indicate 37 CFR 1.60 or 37 CFR 1.62 may not be
used when filing an application claiming the benefits of a
provisional application under 35 U.S.C. 118(e).

201.06(b) Revised to incorporate amended 37 CFR 1.62 and to
‘ indicate an application which claims the benefits of a
provisional application may not be filed under the
provisions of 37 CFR 1.62.

s Rev.i, Se




201.07
201.08

201.11
201.13

202.02

£023.056

CHAPTER 300:

306.01

CHAPTER 400:

409.01(f)

409.03(b)

CHAPTER 500:

501
502

502.02

Revised to indicate an application claiming the benefits of
a provisional application under 35 U.8.C. 118(e) shou @ not
be called a scontinuation®.

Revised to indicate an application claiming the benefits of
a provisional application under 35 U.S.C. 116(e) should not
be called & “continuation-in-part®.

Language added dealing with claiming benefits of an
earlier filing date based upon a provisional

The list of countries for which 35 U.S.C. 119 pricrity is
granted has been updated. '

Language added dealing with notation on the file wrapper
when priority is claimed based on & provisional
application.

Revised to indicate a provisional application bscomes.
abandoned no later than 12 months after its filing date.

This section has been added to deal with assignment of an
application claiming the benefits of a provisional
application.

Revised to -clarify the rights of the legal r@pr@%ﬁm‘&w& of

a deceasad pro se joint inventor.

Revised to discuss the requirements of a declaration under

37 CFR 1.83 when there is a non-signing inventor.

Hevised to indicate the change of addresses for patent
related, trademark related and other correspondence.

Revised to cﬂ&wfy address for documents sent by pnvm@
courier.

Revised to ciarify correspondence signature r~guirements.
4 Rev.1, Sent.




504 Revised to emphasize that a provisional application will
not be examined. '

506 Revised to warn that the last day for pendency of a
provisional application may occur on a Saturday, Sunday, or
Federal holiday within the District of Columbia.

506 . Revised to discuss handling of incomplete provisional
applications.
510 | Revised to warn that the last day for pendency of a

nrovisional application may occur on a Saturday, Sunday, or
Federal holiday within the District of Columbia.

511 The list of Department of Commerce District Offices has
been updated.

512 Revised to include suggested format for Certificate of
Mailing to include addressing correspondence to the
Assistant Commissioner for Patents.

513 - Revised to clarify certificate of mailing procedures while
the Office is preparing to formally change addresses.

CHAPTER 600:

601 Revised to include guidelines for drafting a model
provisional application.

601.01 Revised to describe the handling of a provisional
‘ application which is entitled to a filing date but
has missing elements, and to indicate that a
nonprovisional application may be converted to a
provisional application.

601.03 Revised to indicate that, when a reproduction of a change
of correspondence address is filed in a plurality of
applications, the paper containing the original signature
may be retained by applicant.

602.05 Revised to indicate the Office no longer checks the date of

execution of the oath or declaration, so the issue of stale
oaths or declarations will not be raised.

5 Hev.1, S@Wﬁ 19885



603
. ,.declaratrcn mav be suspen

ewim to clarify that the requirement for an inventor whc
refuses or cannot be fcund to execute & sup| £

ded or W&W@d (37 GFH 1 183}

L Revrced to clarify the meaning of jomt inventdre. ie., that :
_some quantum of collaboration or connection is required,
~ and to.indicate each inventor named. in & joint. provremal
*;’f‘-éapplicatron must have made a contributlon to the suﬁect
:T‘j;}matter dreclosad . R .

‘.‘i%ifiRevrsed tc clarify the procedure for refundrng the frhng
- fee when applrcant ‘desires to wrthdraw the applrcatron

o whrch has not been processed

608.01

608.01(a)

608.01(p)

608.02

608.04

609

'~-’Ftavrsed to encourage the use: of the metrrc umts FRE
- folléwed by the - equrvalent English umts in. spacrfrcatron

',and to indicate  a filing- date will be given: to provisional -
applrcatron when fried m a Ianguage other than Englrsh

Revrsed to recommend that provrsronal applrcatlons L
follow the same general format as a nonprovisional -

application, although claims are not requrred

Revised to remove the utility ,gurdelmes because they have

~ been placed in MPEP § 706.02(a)(1), and to clarify that

mere reference to another document does not constrtute 'an
mcorporatlon by reference.

. Form paragraph 6.40 has been revised to reflect the

current' Office policy on informaticn on how to effect

* - drawing changes.

Revised to include that no amendment is permitted
in a provisional application after it receives a filing date.

Revised to include that Information Disclosure Statements
are not permitted in provisional applications, to clarify

that Examiners will consider information cited by or
submitted to the Office in a parent application when
examining a continuation or continuation-in-part

application, and to clarify when non-English information in

" a continuing application needs a concise explanation of

relevance.

6 Rev.1, Sept. 1995




2006
e infonmﬁon mm mwed to MPEP § 717%

Thie mmm bm mmd with ¢ o

best availabie pnor ‘art, dletmctlon between 35 U S .C. 102 e

03]-and, determmmg the effective filing date -of an |
ion. - The citation of case law has been removed =~
because it is covered in Chapter 2100. The form. paragraphs'
necessary for makmg a 35 U.S.C. 102 re}ectton have been S

-~ moved to section 706.02(i). -The form paragraphs -

- ;jyfnecessary for making a 35 U.S.C. 103 rejectlen have been |

705-0,2‘(;)', s

706.02(b)

706.02(c)

706.02(d)
- 706.02(e)

706.02(f)

706.02(g)

_'k‘Rewmten to provnde specmc guldance on determmlng
- whether to apply 35 U.S.C. 102(a) (b) or (e) based upon
~ printed publlcatlons or patents. ;

. Rewntten to provnde speclﬂc gundance on overcommg a

)_moved to sectlon 706. 02(m)

35 U.S.C. 102 rejection based upon pnnted ‘
publications or patents. '

_ Rewritten to provide specific guidance on rejections under |

35 U.S.C. 102(a) or (b) based upon knowledge by others or

. public use or sale.

t_ Rewritten to provide specific guidance on rejections undef
35 U.S.C. 102(c).

Rewritten to provide specific guidance on rejections under
35 U.S.C. 102(d).

Rewritten to provide specific guidance on use of
provisional rejections under 35 U.S.C. 102(e).

Rewritien to provide specific guidance on rejections under
35 U.S.C. 102(f).

7 ' _ Rev1, Sept. 1995



ST L ,aeusc m(g)

| 70602(5) ;’Fiewrittan to comoswata the turm
e ‘making a reMon under 35 USC wz

‘tﬁewritten to. prevrde speciﬁc gurdanee in me area of -
s 35 USC 103 ‘

ar - “E_Rewritten to prevude speeiﬁc guidance in the area ef
*’provrsmnal rejectlone under 35 U. S C. 102(9)/103 ‘

Rewrltten to provrde speclfuc gurdance on rejectrons under’ -
35 U.S.C.. 102(f)l103 35 USC 102(9)/103 and the sewnd s
o __;;_,pfaragraph of 35 U SC 103 , o S

E 7°6°2(')

. 70502(m) o Rewntten to consolldate the form paragraphs used for
R R ‘_:makmg a rejectlon under 35 U S. C 103 =

706.03_ ;,A | ':Rewntten to provrde specnflc gmdance on. re]ectlons not
| based on Pnor Art. - , N
706.03(a) ,Flewrltten to provude specrfrc guudance on rejectrons under _
’ 35 U. S C. 101. ' _ e V =

706.03(a)(1) Added to provide guudelmes for exammatlon of .
applications for compliance with the utility requlrements
. of 35 U.S.C. 101 and 35 U.S.C. 112.

| 706.03(0) ) Thls section has been rewntten t¢ provide specifuc
guidance on rejectlons under 35 U.S.C. 112, first paragraph.

706.03(d)  Rewritten to provide specific guudance on rejectlons under
35 U.S.C. 112, second paragraph. :

706.03(e) Removed because they are covered in section 2173. |
through '
706.03(j)

706.03(k) Rewritten and refers to Chapter 804 fer double patentmg
' rejections. _

8 Revt, sm 1995



o 5;},*706 oa(n);_ - Remove

L ,]706 03(0)};; r ha

Ftemoved because it ie covered in Chapters m and eeo.- 45

Added to addre_ss transitronal efter-fmal pract!ce ae

f:‘-result of:i_Publrc ‘Law No. 103-465

;,_;-;Fteweed- to mdrcate:;,that :,exammers should eearch ell
_applrcatrons ‘based on the actuel u.s. filmg date of. the .
apphcatron since apphcant mlght cancel the clalm for

o ‘:.:‘7_,_"§prl0l’lty as a result of the 2,0-year Patﬁﬂt te"“

707.05(c)

707.05(d)

708.02

709

© 710.01(a)

710.02(c)

710.02(d)

.’ '_”Revrsed to clerlfy that rt is recommended that the R
pertinent feature of references which are not used | e

as a basis for rejectron be pomted out bneﬂy

Revised to clarlfy the practlce regardmg cmng a referencef_

referred toina response ona PTO-892

Hevrsed to include Otf-ce polrcy on epplrcatrons relating o

. HIV/AIDS and cancer berng made special.
. Revised to clarity the -procedure for suspension of acti*oh._

- Revised to clarify hendlingef extensions of a 30-day‘

period for response. .

Revised to clarify policy on time limits set in erder tor
applicant to remit additional fees or correct an
unsigned or improperly signed amendment.

Revised to clarify the difference between
shortened statutory. periods and time limits.

o © Rew1, Sept. 1995

',','.tf',ﬂn to pmvide guidanee in the area of foreign_ 1 .
wrtheut Ilcenea L di e s




- 710.02(e) Ravim to ciadfy m a s
SRSt " be included in a petition for exter ision of
- general authorization fo charge any neces:
- "'be interpreted as a petition for extension of

~_-even though the time to correct informalities

. 'Notice of Allowability are subject to axtenﬂm ‘of time,
" the" statutory tnme penod for. payment iswe fee i

B nonextendable L

- 710.06 __”.j,}Hevmad to include proc@ﬂure whereby apphcam may ‘
S petition to reset the period for response when there was a
- .. delay in the U.S. Postal Service or where there was a late
e ;7'-_-:_,.-reca|pt of Offlce acﬂon Ca \

71101 - ';Re\nsed to clarify that a letter of exprass abandonment
- . ‘which -is not “timely filed - is not acceptable to expressiy
_ abandon the apphcatlon ' ,

711.05(c) Revnsed to reflect current procedures relating to petmons |
. 'to revive umntermonal or unavmdably abandoned
apphcatlons o
711.03(e) Added to deal with- petmons relating to revwal of

abandoned provisional appllcat:ons

713.01 Revised to emphasize that the attorney or applicant should
' indicate in advance of an interview what issues are
desired to be discussed by submitting, in writing, proposed
. amendment.

713.09 Revised to clarify that interviews may be held after the
shortened statutory period and prior to the maximum
_permitted statutory period of six months without an
extension of time.

714.03 Revised to clarify when a one month time limit should be
given to complete and/or correct an amendment after final.

715 Revised to include the effects of NAFTA and URAA
on affidavits or declaration filed under 37 CFR 1.131.

715.01(a)-(c) Rewritten to provide more specific guidance in the area of
37 CFR 1.131 versus 37 CFR 1.132.

10 | Rev.1, Sept. 1535



; Hawntken to prwm mam Mﬁc
. 87 CFR 1.131 effidavits establishir 1B er.
the whala invantion claimed or wmomm faimm wmﬁn P
the c!aum | EX : S e

fof 87 cF‘R 1.131 affidavits showing as much as'
- minimum: dlsclosure requnred by the spemfrcatwn to

__;,i\fu;ffRavnsed to clanfy who may make an afﬁda\nt under
37, CFR 1 131 and the formal requlrements therefor

,'Rewntten o provrde more Specmc gurdance regardmg a
i jpatent clalmlng the same mventlon RS

7 1 507(a)-(d) Flewntten to provude more speclflc guudance m the araa
. of the facts and documentary evrdence requlrad by

~ STCFR 1131, | o
715.69 o Revnsed to clanfy when affidavits under 37 CFR 1 131 mayi
‘ be presented ; | o
715.10 Added to clarify that an affidavit under 37 CFH 1. 131 must

be reviewed for evidence of prior public use or sale or
failure to disclose best mode.

716 . Rewritten and broken .down into numerous subsections to
' provide more specific guidance in the area of 37 CFR 1.132
affidavits or declarations traversing a rejection.

716.01 Added to .deal with the timeliness and consideration of
evidence submitted under 37 CFR 1.132.

716.01(a) Added to caution Examiners that objective evidence
| submitted under 37 CER 1.132 must be considered
whenever present.

716.01(b) Added to deal with the nexus requirement and evidence of
‘ nonobviousness submitted under 37 CFR 1.132. ‘

11 ) Rev.1, Sept. 1995
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Y avudence submitted under 37 GFFl 1 V132’

9 ‘-‘-;{jAdded to deal with weighing obmtlve evsm aubmlmd L
under 37 CFR 1.132. G |

Added to deal with the allegatmn ol‘ Uﬂ@xpectsd maults }1_,‘: ;‘.;

ddsd ‘to .sdsal wnth whan svadencs shows unexpectsd
esuns S T i TR

.02(b): :_;Added to deal wnth burden on appllsants to establlsh . .
S {j}unexpected results B B

X 71602(0) - i Tl'us sectlon has been addsd to dsal \mth ”elghmg sv;dencei-f'
E g:?}_fof expected and unexpected results LR IR SR it
71 602(d) o "Thls ssctlon has bsen addsd to deal wuth whsther

:unexpsctsd results are. commensurate m scope wrth ths
claimed mventlon | . |

71 6.02(9) Addsd to deal with comparmg the clalmsd subject mattsr
' _wnth the closest prior art. : _ -
716.02(f) Added to discuss the need for advantagss to be dlsclased or |
mhsrsnt

716.02(g) . Added to deal with the need for declaration or affidavit
' ~ form for evidence submitted under 37 CFR 1.132.

716.03 - Added to deal with the allegatidn of commercial success
submitted under 37 CFR 1.132.

716.03(a) Added to .deal with whether the commercial success is
commensurate in scope with the claimed invention.

716.03(b) Added to deal with whether commercial success is derived
from the claimed invention.

716.04 Added to deal with evidence establishing long-felt need
. and failure of others submitted under 37 CFR 1.132.

12 Rev.1, Sept. 1985



to Applléatuon Branch for ;‘correction of flle wrapper.

'held ina publlc use proceedmg
CHAPTER 800: L

803.03’-, | Added to deal with restnctlon requlrements mvclvmg
803.03(b)  ftransitional applucataons pursuant to 37 CFR 1. 129(b)

- 806.04()) Deleted since it did not reﬂect current practzce
CHAPTER 900
901.04 Revised to indicate that the 35 U.S.C. 102(3) date fdr non-

provisional applications claiming the benefit of a prior
provisional application ‘is the filing date of the provusuonal
appllcatuon :

903.08(b) Revised to indicate provisional apdlications are not
~ classified or assigned since they are not examined.

: 'Rewsed to clanfy that an. oral heanng :-ls -0 d"' :"anly ot



;-;nevised to damy that a dismissal of & petiﬁan a denial
. of-a petitiafs ‘without pmiudtw and othar intaﬂmutary B
orders are zn@t*fmat agancy dactsmns T

;by' the Graup Dnrectors

c)(2) ‘Added to mdlcate that the Group ﬂlrector of Group 1800 =
e ;dacldes petmons relatng to the sequence rules 'r

100202(f) | fRevused to clanfy whlch petmons and matters are declded -
R by the Chlef Admlmstratlve Patent Judge ‘ | B

1’002.02(p) ;V ~Added to clanfy whlch petltlons and matters are daclded
by the PCT Legal Admlmstrator ' S t

1002.02(q) - Added to clarify which petltnons are declded by the
Director of Office of National Application Review.

CHAPTER 1100:

1101 ' . Revised to clanfy that a provuslonal appllcatlon cannot
(include a request for.a SIR.

1111 . Revised to update the rights which are waived by the
initial publication of a SIR.

CHAPTER 1200:
1206 Revised to include that a statement identifying the real party

in interest and identifying all other appeals or interferences
known to appellant are required in an appeal brief.

14 Rev.1, Sept. 1995
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1208 ' Revised to include that a statement iging the
S . identification of the real party in and related
. and imerfmum ‘must ba mwm in an Examiner's

L 120303 ':‘flyﬂ‘ii;iRevisod to mcludo that the Examimr muat mtify ‘ § S
e the status of an amandment affidavit m‘ dac!araﬁon ﬁled AR
wﬁh“s"alReply Brlef " : L e

;. '} »}1209_ Revnsed to clanfy%{‘that request for aral heanng should be
T |Ie\d‘ as a saparate paper, to ciarify the curfent thce Pclscy

o rej‘ectlon' by the Board when the Board's de«r.:lsmnii also mcludes 4 =
.,f@.;an' aﬁlrmance : I R R e L AN

| »’12;_14.0‘6;‘ f.”;;,Rewsed fo clarify the procedures followmg a new grounds of
- rejection by the Board when the Board's declsnon also mcludes
- an affirmance. . » . » »

cunfea‘iaoo: |
1302.04  Revised to emphasize that a statement pertaining to an
earlier U.S. effective filing date under 35 U.S.C. 120 or

35 U.S.C. 119(e) should appear at the first sentence of the
description of the application. o

1302.09  Revised to remind examiners to review and correct the
application for any changes regarding prior U.S. application
priority at the time of allowance.

1309.01 This section has been added to deal with patent:terms and
extensions for applications filed on or after June 8, 1895.

CHAPTER 1500:

16504.10 Revised to indicate that a design application may not make a
claim for priority of a provisional application.

15 . Rev1,Sept.1995



,i,;‘yicHAp'ran 10 ‘, S
1708 "f Ftawsed to updata the gumum for Diactmum uecumw

ji.1-;?.20;;.» : Addad to daal with dissaminahon of Caun and Bcard

' 'dectslons

S 1 721 \_Added; to daal wnth treatment of Court and Board dactsmns

| “;CCHAPTER 1aoo

. : 18 ;1:71;: ,;The llst of PCT mambar states has been updated

1844Sample PCT lntematlonal Search Fteport form 210 has basn
. revised to indicate that, when' -multiple inventions are found
- the class/subclass of each mvantmn need not be Insted

1848 Revnsed to mdlcate tha Internatlonal Searchmg Authonty \mll o
RTINS ‘indicate if a sequence Ilstlng has bean saparately fumushed :

1865 ' Ftevnsed fo mdlcate that USPTO has agreed to serve as an
International Prellmmary Examining Authority for res:dsnts P
or nationals of Mexico, Trinidad and Tobago, in ‘addition to ths .
countries previously listed. '

1878  Revised to include guidance on filling out |tem il and item I
of PCT/NIPEA/408 form.

1878.02 Ftsvn sed to clarify that all interviews of substance must be
made of record by using a PCT/IPEA/428 form.

1879 Rewritten regarding preparing the Internatlonal Prellmmaw
| Examination Report.

1893.01(e) Revised to indicate that the PCT Legal Affair Branch decides
PCT related petitions.

1893.03(c) Revised to indicate that, when a certified copy of the prtority ,

document has been filed, the Examiner should acknowledge the
receipt in the next Office action.

16 Rev.1, Sept, 1995
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