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501 Papers Received by Correspondence and
Mail Division [R—1]

37 CFR 1.1. Alicommunicationstobeaddressedto Commiission-
er of Patents and Trademarks.

**>(a) All letters and other communications intended for the
Patent and Trademark Office must be addressed to “Commissioner
of Patents and Trademarks,” Washington, D.C. 20231. When
appropriate, a letter should also be marked for the attention of a
particufar officer or individual.

(b) Letters and other communications relating to international
applications during the international stage and prior to the
assignment of a national serial number should be additionally
marked “Box PCT”

(c) Requests for reexamination should be additionally marked
“Box Reexam.”

(d) Payments of maintenance fees in patents and other
communications relating thereto should be additionally marked “Box
M. Fee.”

(e) Communications relating to interferences and applications
or patents involved in an interference should be additionally marked
“BOX INTERFERENCE.”

(f) All applications for extension of patent term and any
communications relating thereto intended for the Patent and
Trademark Office should be additionally marked “Box Patent Ext.”
When appraopriate, the communication should also be marked to the
attention of a particular individual, as where a decision has been
rendered.

(g) All communications relating to pending litigation which are
required by the Federal Rules of Civil or Appellate Procedure or by
a rule or order of a court to be served on the Solicitor shall be
hand—delivered to the Office of the Solicitor or shall be mailed to:
Office of the Solicitor, BO. Box 15667, Arlington, Virginia 22215 or
such other address as may be designated in writing in the litigation,
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(b).Tn applications under seetlon 1(6) of the Trademark Act, 15

U.S.C. 1051(b), all statemients of use filed uinder section I(d) of the .~
~ Act; and: requests for extensions of tlme therefor, should bei.; :
addmonally marked “Box’ It o g

~(i) The fllmg of all provrsnonai appllcatlons and nny

- communications relating thereto should be addmonally marked “Box o
" Provisional Patent Appheanon

NOTE. — Sections 1.1 to’ l 26 are apphcahle to trademark o

* cases as well as to national and mternatlonal patent cages except'

for provisions specifically dlrected to patent cases. See § 1..9 for

" definitions of “national appllcation” and mternatlonal applica-

tion.”<

37CFR 1.4. Nature of caﬁespondénce‘ and signature require--. -
ments.

(a) Correspondence wnth the Patent and ’Ii'ademark Office
comprises: :

(1) Correspondence: relatlng to semces and facllmes of the .
Office; such as general inquiries, requests for puhhcatxons supplied
by the Office, orders for printed copies of patents or trademark
registrations, orders for copies of records, transmission of
assignments for recordmg, and the like, and

(2) Correspondence in and relating to a particular apphcatlon or
other proceeding in the Office. See particularly the rules relating to
the filing, processing, or other proceedings of national applications in
Subpart B, § § 1.31 to 1.378; of international applications in
Subpart C, §§ 1.401 to 1.499; of reexamination of patents in Subpart
D, §§ 1.501 to 1.570; of interferences in Subpart E; §§ 1.601 to
1.690; of extension of patent term in Subpart F, §§ 1.710 to 1.785;
and of trademark applications §§ 2.11 to 2.189.

(b) Since each application file should be complete in itself, a
separate copy of every paper to be filed in an application should be
furnished for each application to which the paper pertains, even
though the contents of the papers fifed in two or more applications
may be identical.

(c) Since different matters may be considered by different
branches or sections of the Patent and Trademark Office, each distinct
subject, inquiry or order shouid be contained in a separate letter to
avoid confusion and delay in answering letters dealing with different
subjects.

(d) Each piece of correspondence, except as provided for in
paragraphs () and (f) of this section, filed in 2 patent or trademark
application, reexamination proceeding, patent or trademark interfer-
ence proceeding, patent file or trademark regisiration file, trademark
opposition proceeding, trademark cancellation proceeding, of trade-
mark concurrent use proceeding, which requires a person’s signature,
must either:

(1) Be an originsl, that is, have an original signature personally
signed in permanent =k by that person; or

(2) Be a copy, such as a photocopy or facsimile transmission
(§ 1.6{d)), of an original. In the event that a copy of the original is
filed, the criginal should be retained as evidence of authenticity. If a
question of authenticity arises, the Patent and Trademark Office may
require submission of the original.
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(e) Correspondence requiring person’s s:gnature and rehmg to .

registration practice before the Patent and Trademark Office in patent
cases, enrcliment and dlsciphnary investigations, or disciplinary

proceedings must be submitted with an onglnal slgnature »

personally slgned in permanent ink by that person.

(f) When a document that is required by statute to be certified
must be filed, a copy, including a photocopy or facsimile
transmission, of t.he cemﬁcatlon is not acceptable.

**> In addition to the Office of the Solicitor, as spec:-

fiedin 37 CFR 1.1(g), the Office will now have three sep-

arate addresses. The addresses are as follows.

1) FOR PATENT APPLICATIONS AND PATENT -
RELATED PAPERS

Correspondence in patent—related matters under
the direction of the Assistant Commissioner for Patents
should be addressed to:

Assistant Commissioner for Patents

Washington, D.C. 20231

This change will affect correspondence such as: pat-

ent applications, responses to notices of informality, re-
quests for extension of time, notices of appeal, briefs in
support of an appeal, requests for oral hearing, exten-
sions of term of patent, requests for publication of Statu-
tory Invention Registration (SIR), requests for reex-
amination, statutory disclaimers, petitions to the Assis-
tant Commissioner for Patents, submission of informa-
tion disclosure statements, petitions to institute a public
use proceeding, petitions to revive abandoned patent
applications, and other correspondence related to pat-
ent applications and patents which is processed by orga-
nizations reporting to the Assistant Commissioner for
Patents.

2) FOR TRADEMARK APPLICATIONS AND
TRADEMARK-RELATED PAPERS

Correspondence in trademark—related matters un-
der the direction of the Assistant Commissioner for
Trademarks should be addressed to:

Assistant Commissioner for Trademarks

2900 Crystal Drive

Arlington, VA 22202-3513

This change will affect all trademark applications
and other trademark-related mail, except for trade-
mark documents sent to the Assignment Branch for re-
cordation and requests for certified and uncertified cop-

|es of trademark documents See Qllanzé.ﬂf_Addtﬁs&fm

pers, s, 11630G 80 Qune B, 1994).
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3) FOR ALL OTHER CORRESPONDENCE :

Unless otherwlse speclﬁed correspondenee that
does not fall into one of the categones deslgnated above
should be addressed to: :

Commissioner of Patents and 'Ii'ademarks

Washmgton, D.C. 20231 -

This change will affect such correspondence as: com-
munications with the Board of Patent Appea]s and Inter-
ferences -after jurisdiction of the application has been
transferred to the Board, patent services including cer-
tificates of correction, patent copy sales, assignments, li-
brary services, requests for lists of patents and SIRs in a
subclass, requests for the status of maintenance fee pay-
ments, as well as patent practitioner enrollment matters
including admission to examination, registration to
practice, certificates of good standing, and financial ser-
vice niatters including establishing a deposit account.

All correspondence with the PTO, except for com-
munications relating to pending litigation as specified in
37 CFR 1.1(g), may continue to be filed directly at the
Attorney’s Window located in Room 1B03 of Crystal Pla-
za 2, 2011 Jefferson Davis Highway, Arlington, VA.

Those who correspond with the PTQ are requested
not to mix correspondence which will have to be directed
to different areas (e.g., Patents and Trademarks) of the
Office in a single envelope. At the present time, use of
the wrong mailing address will not affect the filing date
assigned to any application or correspondence received
in the PTO, except as specified in 37 CFR 1.1(g).

The Office is currently preparing a notice of pro-
posed rulemaking to formailly change the address for pat-
ent—related correspondence. 37 CFR 1.1, 1.8, 1.10, and
1.51 have been waived to the extent that a certificate of
mailing under 37 CFR 1.8 or 1.10, for patent applications
and related patent documents, may be addressed either
to the Commissioner of Patents and Trademarks, Wash-
ington, D.C. 20231, or to the Assistant Commissioner
for Patents, Washington, D.C. 20231. See “Waiver of
Certificate of Mailing Requirement under 37 CFR
1.107, 1174 OG 92 (May 16, 1995).<

All mailed communications are received by the In-
coming—Mail Section of the Correspondence and Mail
Division, which opens and distributes all official mail.

Special boxes have been established to allow the for-
warding of particular types of mail to appropriate areas
of the Offiice as quickly as possible. A list of these boxesis
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: puhhshed weekly in the Oﬁ‘ictal Gazette. Only the specl
fied type of document for a partrcular box should be

. placed in an envelope addressed to that box.. .

- ¥any documents. other than the specnfied type rdentn-

approprrate area for Wthh they were mtended

502 Deposmng Correspondence [R--l]

37 CFR 1.5. Idennﬁcanan of applrcanon, patenit or registration.
(a) No correspondence rélating to an application should be filed

prior to whei notification of the application number is received from

the Patent and Trademark Office. When = letter directéd to the
Patent and Trademark Office concerns a prevrously filed application
for a patent, it must identify on the top page in a conspicuous
location, the application number (consisting of the series code and
the serial number; e.g., 07/123,456), or the serial number and filing
date assigned to that application by the Patent and Trademark
Office, or the international application number of the international

application. Any correspondence not containing such identification-

will be returned to the sender where a return address is available.

The returned correspondence will be accompanied with a cover letter

which will indicate to the sender that if the returned correspondence
is resubmitted to the Patent and Trademark Office within two weeks
of the mail date on the cover letter, the original date of receipt of
the correspondence will be considered by the Patent and Trademark
Office as the date of receipt of the correspondence. Applicants may
use either the Certificate of Mailing or Transmission procedure
under § 1.8 or the Express Mail procedure under § 1.16 for
resubmissions of returned correspondence if they desire to have the
benefit of the date of deposit in the United States Postal Service. If
the returned correspondence is not resubmitted within the
two—~week period, the date of receipt of the resubmission will be
considered to be the date of receipt of the correspondence. The
two—week period to resubmit the returned correspondence will not
be extended. If for some reason, returned correspondence is
resubmitted with proper identification later than two weeks after the
retuzn mailing by the Patent and Trademark Office, the resubmitted
correspondence will be accepted but given its daic of receipt. In
addition to the application number, all letters direcied to the Patent
and Trademark Office concerning applications for patents should
also state “PATENT APPLICATION,” the name of the applicant, the
title of the invention, the date of filing the same, and, if known, the
group art unit or other unit within the Patent and Trademark Office
responsible for considering the letter and the name of the examiner
or other person to which it has been assigned.

(b) When the letter concerns a patent other than for purposes
of paying a maintenance fee, it should state the number and date of
issue of the patent, the name of the patentee, and the title of the
invention. For letters concerning payment of a maintenance fee in a
patent, see the provisions of § 1.366(c).

(c) A letter relating to a trademark application should identify it
as such and by the name of the applicant and the serial number and
filing date of the application. A letter relating to a registered
trademark should identify it by the name of the registrant and by the
number and date of the certificate.
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(d) A letter relatmg to a reexarmnauon proceeding ahould _‘ ‘

identify it as such by the nuinber of the patent undergoing
- reexamination, the reczamination requcst control number assigned .-
~ to such proceeding, and, lfhrown,thegmupartumtandnameofjp o
theexammertowbrchlthasbeenasﬂgned. :
fied for each department are addressed to that depart- ;

ment, they will be- srgmficantly delayed in reachlng the‘ .

“{e) When a paper concerns an mterference, it should state the

‘names of the parties and the number of the interference. The name

of the examiner—in=chief assigned to the interference (§ 1. 610) and -

. ‘thenameofthepartyﬁhngthepapershouldappearconspnwusly
: ontheﬁmtpageofthepaper _

37 CFR16 Recezptofcon’e.spondence. o

(a) Date of receipt and Express Mail date of deposrt
Con'espondence received in the Patent and Tlrademark Office is

* stamped: with the date of receipt except as follows

(1) No correspondence is received in the Patent and Trademark
Office on Saturdays, Sundays, or Federal hohdays wrthln the Drsmct
of Columbia.

(2) Correspondence filed in accordance with § 1. 10 wrll be
stamped with the date of deposit as “Express Mail” with the United
States Postal Service unless the date of deposit is'a Saturday, Sunday,
or Federal holiday within the District of Columibia in which case the
date stamped will be the next succeeding day which is not a Saturday,
Sunday, or Federal holiday within the District of Columbia. ;

(3) Correspondence transmitted by facsimile to the Patent and
Trademark Office will be stamped with the date on which the
complete transmission is received in the Pateat and Trademark
Office unless that date is a Saturday, Sunday, or Federal holiday
within the District of Columbia, in which case the date stamped will
be the next succeeding day which is not a Saturday, Sunday, or
Federal holiday within the District of Columbia.

(b) Correspondence to be filed in an interference proceeding
which consists of a preliminary statement under § 1.621; a transcript
of a deposition under § 1.676 or of interrogatories, cross—interroga-
tories, or recorded answers under § 1.684(c); or an evidentiary
record and exhibits under § 1. 653.

(c) Correspondence delivered by hand. In addition to being
mailed, correspondence may be delivered by hand during hours the
Office is open to receive correspondence.

(d) Facsimile transmission. Except in the cases enumerated
below, correspondence, including authorizations to charge a deposit
account, may be transmitted by facsimile. The receipt date accorded
to the correspondence will be the date on which the complete
transmission is received in the Patent and TRademark Office, unless
that date is a Saturday, Sunday, or Federal holiday within the District
of Columbia. See § 1.6(a)(3). To facilitate proper processing, each
transmission session should be limited to correspondence to be filed
in a single application or other proceeding before the Patent and
Trademark Office. The application number of a patent or trademark
application, the control number of a recxamination proceeding, the
interference number of an interference proceeding, the patent
number of a patent, or the registration number of a trademark
should be entered as 2 part of the sender’s identification on a
facsimile cover sheet. Facsimile transmissions are not permitted and,
if submitted, will not be accorded a date of receipt in the following
situations:

(1) Correspondence as specified in § 1.4(e), requiring an
original signature;

(2} Certificate of documents as specified in § 1.4(f)

Rev. 1, Sept. 1995
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- 1.8@)Q)GINA)
- (4) Drawings subnutted under §§ 1 81 1 83 through 1 85
'1.152, 1.165, 1.174, 1.437,2.51, 2.52, or2.7% -
é)a request for reexamination ‘under § 1. 510'

(6) Correspondenee to be filed in.a’ “patent application subject' .
" to a secrecy order under §§ 5. 1 through 5.8 of this chapter and

dlrectly related to the secrecy ‘order content of the application;
- (7). Requests for cancellation or amendment of a registration
under section 7(c) of the Trademark Act, 15 U.S.C. 1057(c); and

ceruﬁcates of registration. surrendered for cancellation or amend- -

ment under- section 7(e) of the Trademark Act, 15 US.C, 1657(e);
8) Corrcspondcncc to be filed with the Trademark Trial and
Appeal Board, except the notice of ex parte appeal;

(9) Correspondence to be filed in an interference proceeding -

which consists of a preliminary statement under § 1.621; a transcript
of a deposition under § 1.676 or of interrogatories, cross—interrogato-
ries, or recorded answers under § 1684(c), or an evidentiary record
and exhibits under § 1. 653. :

(¢) Interruptions in U.S. Postal Service.

If interruptions or emergencies in the United States Postal Service

which have been so designated by the Commissioner occur, the Patent
and Trademark Office will cousider as filed on a particular date in the

(1) Promptly filed after the ending of the designated
interruption or emergency; and

(2) Accompanied by a statement indicating that such correspon-

dence would have been filed on that particular date if it were not
for the designated interruption or emergency in the United States Postal
Service. Such statement must be a verified statement if made by a
person other than a peactitioner as defined in § 10.1(c) of this chapter.

Applications >(provisional and nonprovisional)<,
amendments, and other papers may be sent to the Patent
and Trademark Office by mail >(see MPEP § 501)<, by
facsimile (sce MPEP § 502.01) or they may be deposited
in the Correspondence and Mail Division.

**The Patent and Trademark Office ZIP Code desig-
nation “20231” should be used when writing the Patent
and Trademark Office for any matter. In addition, the
sender’s own ZIP Code designation should be given.

Documents sent to the Office by private courier
should be addressed as follows:

Patent and Trademark Office
Correspondence and Mail Division
Crystal Plaza Building 2, Room 1A03
>2011 South Clark Place<
Arlington, VA 22202

All correspondence related to a national patent ap-
plication already filed with the Patent and Trademark
Office must include the identification of the serial num-
ber and either the serics code or the filing date assigned

Rev. 1, Sept. 1995

(3) Correspondence which cannot receive the beneﬁt of the‘
cemﬁcate ‘of mailing or trasismission as specified in §§ 1.8(a)(2)(ENA) |
: through (D) nnd (F), 1. 8(a)(2)(u)(A) and (D), and‘- '
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' toﬂreapphcanonbyﬂlcOﬁice.Anyoomspondencennt .
containing  the proper identification set  forth - in -
" 37CFR 1 5(a) must be sent by the group w1th a sxgncd B

note to the Oorrespondence Branch of the Mail Room

for return to the sender. Each paper -should be mspectcd B
to assure that the papers being retumed contam eithera - R :
* mail room date stamp or a group date stamp A minorer- -

ror in the identification of the applicatlon can be cor-

 rected by the group provnded the correct identification - |

can be quickly discovered. Examples of minor errors are
transposed numbers, typographical errors, and llstmg

' the parent apphcatlon number The failure to give any

serial number is not a minor error. The Office often ex- ’
periences difficulty in matching i mcommg papers with

- the apphcatlon file to which they pertam because insuffi-

cient or erroneous information is given. This applies es-
pecially to amendments, powers of attorney, changes of
address, status letters, petmons for extensnon of time,
and other petitions.

Frequently, there are errorsin the serial number or in
the group art unit number, or the incoming paper uses
the old group art unit number where an application has
been transferred and acted on by a different examining
group. _

Where the group art unit number is entirely omitted,
the routine operations of the Correspondence and Mail
Division must be interrupted solely for the purpose of
determining the location of the application so that the
communication can be properly routed. Under these cir-
cumstances, the efficiency of the Correspondence and
Mail Division is impaired and the incoming paper is
delayed in reaching its proper destination. Where such
papers are not essential to compliance with a statutory
period or time limit for response, they may be returned
for completion to identify the location of the files.

It would be of great assistance to the Office if all in-
coming papers pertaining to a filed application carried
the following items:

1. Application number (checked for accuracy).

2. Group art unit number (copied from filing receipt
or most recent Office Action).

3. Filing date.

4. Name of the examiner who prepared the most re-
cent Office Action.

5. Title of invention.
Applicants may be reminded of this provision by in-
cluding Form Paragraph 5.01.

500 ~ 4
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q 5.01 . ProperHeadmgforIncommgHzpers

It would be of great assistance to the Office lf all incoming :
papers. pertaining to-a filed: apphcauou carried the following items: -

1. Application number (checked for accumcy, >mcludmg series
. code and serial no.<)."
2. Group art unit number (copled from ﬁlmg recelpt or most
recent Office * >eommumcauon<)
3, Fllmg date o
4. Nzme of the exanuner who prepared the most recent Office
action. . :
5. Title of invention.

During pre—examination processing, drawings are

temporarily separated from the rest of the apphcatlon :

papers. To facilitate the matching of drawings with the
appllcatlon, it would be helpful if the applicant’s name,
docket number, and' the title of the invention were put on

the back of the drawmgs This may be done by writing -

lightly on the drawings or by using gummed labels.
When the Office receives formal or substitute draw-

ings for patent applications, a cover letter identifying the

drawings by application number should accompany

them. The application number should be placed on each -

sheet of drawings in accordance with 37 CFR 1.84(c). Itis
possible to associate the drawings with the files when this
information is missing.

Identifying indicia should include the application
number or the title of the invention, inventor’s name,
docket number (if any), and the name and telephone
number of a person to call. This information should be
placed on the back of each sheet of drawings with a mini-
mum distance of 1.5 cm (5/8—inch) down from the top of
the page.

Except for the later filing of the oath or declaration
and/or filing fee accompanied by the surcharge, under
37 CFR 1.16(e), which must be filed within the time setin
the request therefor, it is requested that the submission
of additional or supplemental papers on a newly filed ap-
plication be deferred until a filing receipt has been re-
ceived. It also would be appreciated if the filing of
additional papers relating to an allowed application
were deferred until a notice of allowance (PTOL~85) is re-
ceived.

Patent and Trademark documents which have no par-
ticular time or sequence requirements should be filed
with materials submitted in response to the statutory or
regulatory requirements. Examples are certified copies
of foreign documents to support priority in patent ap-
plications, changes of power of attorney, or changes in
mailing address following first action.

500-35

should identify the procccdmg involved by patent num- © .

- ‘berand reexammatlon request control numher

ISSUE BATCH NUMBER

Allpapetsﬁledbyapplmntmthe()fﬁceaftermcewmg‘

~ﬂ1eNouceofAllowmweandbefoxeﬂ1etrmeﬂ1eIM1eFee ~

RccelptlsreoelvedshouldmcludethelssueBatdl Number.
The Issue Batch Number is printed on the Notice of -
Allowance form under the headifig ¢ “Batch No.”. The
Issue Batch Number cons:sts ofa capxtal letter. followed
by two digits, for example; “A03” “D18”, “F427, “¥79.”

" Use of the Issue Batch Numbers is iimportant since the

allowed apphcatlons are filed by these numbers.
 Any paper filed after receiving the Issue Fee Receipt
should include the indicated patent number rather than
the Issue Batch Number. At this time in the processing,
the Issue Batch Number is no longer useful since the ap-
plication has been removed from the batch at the time
the patent number was assigned.
Iftheabcvesuggesuonsareadopted,ﬂlepmmngof
both new and allowed applications could proceed more ef-
ficiently and promptly through the Patent and Trademark
Office.

HAND-DELIVERY OF PAPERS

Any paper which relates to a pending application may
be personally delivered to an examining group. Howev-
er, the examining group will accept the paper only if: (1)
the paper is accompanied by some form of receipt which
can be handed back to the person delivering the paper;
and (2) the examining group being asked to receive the
paper is responsible for acting on the paper. Patent ap-
plications, including those filed under 37 CFR 1.60 and
1.62, may be delivered in person to the Mail Room, but
not to the examining groups.

The receipt accompanying a hand-delivered paper
may take the form of a card identifying the paper. The
identifying data on the card should be so complete as to
Ieave no uncertainty as to the paper filed. For example,
the card should contain the applicant’s name(s), *>ap-
plication< no., the filing date, and a description of the
paper being filed. If more than one paper is being filed
for the same application, the card should contain a de-
scription of each paper or item.

Rev. 1, Sept. 1995
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: 502.01

date stamped wrth the group date stamp Group person-

nel receiving a paper will check it against the receipt to
- make sure that the paper is accurately described onthe
reoerpt and that the receipt does not list papers whichare
not being filed. The receipt will be handed back to the
- person hand-dellvermg the paper The paper will be cor- - ,
‘related with the apphcatron and made an official paper ;
in the file, thereby avoiding the necessrty of processing =
and forwardmg the paper to the examnung group viathe -

~ Mail Room. -

I duplicate copies of a request for an extension of

time under 37 CFR 1.136(b) are hand-delivered to an ex-
amining group, both copies are dated, either stamped
approved or indicated as being denied, and signed. The
duplicate copy is returned to the delivering person re-
gardless of whether the request was signed by a regis-
tered attorney or agent, either of record or acting in a
representative capacity, the applicant, or the assignee of
record of the entire interest. ;

The examining group will accept and date stamp a pa-
per, other than an application, even though the paper is
accompanied by a check or the paper contains an autho-
rization to charge a Deposit Account. However, in such
an instance, the paper will be hand-carried by group per-
sonnel to the Office of Finance for processing and then
made an official paper in the file.

All such papers, together with the cash, checks, or
money orders, shall be hand-carried to the Cashier’s
Window, Room 2-1BO1, betwecen the hours of
10:00—11:00 a.m. and 2:00—3:00 p.m.

EXPRESS MAIL SERVICE

There are two types of Express Mail delivery offered
by the U.S. Postal Service — “Post Office to Addressee”
and “Post Office to Post Office.” The only type of service
which can be used for Express Mail directed to the Patent
and Trademark Office is “Post Office to Addressee.”
Tkis service provides for the use of a mailing label which
clearly indicates the date on which a particular paper or
fee was deposited.

The * address that should be used for Express Mail
sent to the Patent and Trademark Office is:

“Commissioner of Patents and Trademarks

Washington, D.C. 20231.”

> Alternatively, patent—related mail under the di-
rection of the Assistant Commissioner for Patents and
trademark—related mail under the direction of the As-

Rev. 1, Sept. 1995

Under thls procedure, the paper and recelpt will be '

MANUAL OF PATENTEXAMlNlNGPROCEDURE

‘ :srstant Commrssmner for ’Ii'ademarks, should be ad- ‘
dressedmacoordanoewrthMPEP§501 < s
“Post Office to Post-Office” Express Mail does no¢
provide for dehvery but instead is retained at the postal
 facility of the addressee for pickup. The Postal Service -
 does not notify the addressee that this type of Express -
~ Mail has been received and is awaiting pickup. i not

prcked up, this mail is held for 15 days: and then rctumed s
to the sender. :
Therefore, since the Patent and 'lrademark Office .

- does not have resources for picking up any mail, includ-

ing Express Mail, the“Post Office to Post Office” Ex-
press Mail will not reach the Patent and 'Ii'ademark Of-
fice.

See MPEP § 513 for the use of Express Mail under
the Certificate of Mailing procedure of 37 CFR 1.10.

502.01 Correspondence Transmitted by

Facsimile [R-—1]

37 CFR 1.6. Receipt of correspondence.

BEEEE

(d) Facsimile transmission. Except in the cases enumerated
below, correspondence, including authorizations o charge a deposit
account, may be transmitted by facsimile. The receipt date accorded
to the correspondence will be the date on which the complete
transmission is received in the Patent and Trademarsk Office, unless
that date is a Saturday, Sunday, or Federal holiday within the District
of Columbia. See § 1.6(a)(3). To facilitate proper processing, each
transmission session should be limited to correspondence to be filed
in a single application or other proceeding before the Patent and
Trademark Office. The application number of a patent or trademark
application, the contro! number of a recxamination proceeding, the
interference number of an interference proceeding, the patent
number of a patent, or the registration number of a trademark
should be entered as a part of the sender’s identification on a
facsimile cover sheet. Facsimile transmissions are not permitied and,
if submitted, will not be accorded a date of receipt in the following
situations:

(1) Correspondence as specified in § 1.4(e), requiring an
original signature;

(2) Certificate of documents as specified in § 1.4(f);

{3) Correspondence which cannot receive the benelit of the
certificate of meiling or transmission as specified in §§ 1.8(){(2)(E)A)
through (D) and (F); 1.8(2){2){(ii){A) 2nd {(D); and
1.8(a)(2)(Eii}A);

{4) Drawings submitted under §§ 1.81, 1.83 through 1.85,
1.152, 1.165, 1.17%, 1437, 2.3, 2.52, or 27

cxamination wnder § 1.510;
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(6) Correspondeoee to be ﬁled ina patent applmtton subjeet

to a secrecy order under §§ 5.1 through 5.8 of this chapter.and ‘

disectly related to the secrecy order coatent of the application;
(D) Requests for cancellation or amendment of a registration
under section 7(e) of the 'Ikademark Act, 13 US.C. 1057(e); and
certificates of registration surrendered for cancellation or amend-
ment under section 7(¢) of the Trademark Act, 15 US.C. 1057(e);

(8) Correspondence to be filed. with the 'ltademark Trial and |

Appeal Board, ‘except the notice of ex parie appeal. .

9) ‘Correspondence to be filed in an interference proceeding

which consists of a preliminary statement under § 1621; a transcript
of a depoition under § 1.676 or of interrogatories, cross—interrogato-
ties, of recorded answers under § 1.684(c); or an evidentiary record
and exhibits under § 1.653.

SfRd

The date of receipt accorded to any correspondence
permitted to be sent by facsimile transmission is the date
the complete transmission is received by an Office fac-
simile unit, unless the transmission is completed on a
Saturday, Sunday, or Federal holiday within the District
of Columbia. Correspondence for which transmission
was completed on a Saturday, Sunday, or Federal holi-
day within the District of Columbia, will be accorded a
receipt date of the next succeeding day which is not a Sat-
urday, Sunday, or Federal holiday within the District of
Columbia. For example, a facsimile transmission to the
Office from California starting on a Friday at 8:45 p.m.
Pacific time and taking 20 minutes, would be completed
at 9:05 p.m. Pacific time. The complete transmission
would be received in the Office around 12:05 a.m. East-
ern time on Saturday. The receipt date accorded to the
correspondence is the date of the following business day,
which in this case, would be Monday (assuming that
Monday was not a Federal holiday within the District of
Columbia).

37 CFR 1.6(d) specifies the types of correspondence
which may be transmitted by facsimile. These would in-
clude amendments, declarations, petiticns, issue fee
transmittals and authorizations to charge deposit ac-
counts. The situations where transmissions by facsimile
are prohibited are identified in 37 CFR 1.6(d)(1)—(9).
Prohibitions cover situations where originals are re-
quired as specified in 37 CFR 14 (¢) and (£), and situa-
tions where accepting a facsimile transmission would be
unduly burdensome on the Office. As a courtesy, the Of-
fice will attempt to notify senders whenever correspon-
dence is sent to the Office by facsimile transmission that
falls within one of these prohibitions. Senders are cau-
tioned against submitting correspondence by facsimile
transmission which is not permitted under 37 CFR 1.6(d)

0-7

soz.m -
since sueh eorrespondeme willnotbe aceorded areeenpt .
date,

. The followmg hst 1temxzcs types of eorrespondence o
wlnch may not be filed by facsimile transmission, and, if

- subnntted by facsnmnle, will not be acoorded a date of te-
: ceipt: :

Correspondence Relative to Patents and Patent ;
Appllcatlons Where Fllmg by Facsimile
'n‘ansrmssxon is Not Penmtted

A document that is reqmred by statute to be cer-
tified;;

(2) A national patent appllcatlon specnﬁcatlon and
drawing > (provisional or nonprovisional)< or other
correspondence for the purpose of obtaining an appllca-
tion filing date;

(3) Drawings submitted under 37 CFR 1. 81,
1.83-1.85, 1.152, 1.165, 1.174, or 1.437;

(4) Correspondence in an interference which an Ad-
ministrative Patent Judge orders to be filed by hand or

“Express Mail”; ‘

(5) Agreements between parties to an interference
under 35 U.S.C. 135(c);

(6) Correspondence to be filed in an mterference
proceeding which consists of a preliminary statement un-

~ der 37 CFR 1.621; a transcript of a deposition under

37 CFR 1.676 or of interrogatories, cross—interrogato-
ries, or recorded answers under 37 CFR 1.684(c); or an
evidentiary record and exhibits under 37 CFR 1.653;

(7) Correspondence to be filed in a patent applica-
tion subject to a secrecy order under 37 CFR 5.1-5.8 of
this chapter and directly related to the secrecy order con-
tent of the application;

(8) An international application for patent;

(9) A copy of the internationai application and the
basic national fee necessary to enter the national stage,
as specified in 37 CFR 1.494(b) or 37 CFR 1.495(b);

(10)A request for reexamination under 37 CFR
1.510.

Under 37 CFR 1.6(d)(4), drawings submitted under
37 CFR 1.81, 1.83-1.85, 1.152, 1.165, 1.174, or 1.437
may not be filed by facsimile in patent applications. Ho-
wever, applicants may submit by facsimile transmission
proposed drawing corrections for approval by the Office.

See MPEP § 1834.01 for a discussion concerning fac-
simile transmissions in PCT applications.
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502.02 .
502.02 Correspondence Signature
Requirements [R— 1]

37CFR14 Namzfcmmldammmmrmmnma

'f ttt#t

- (d) Each prece of correspondence, except as. provrded for ln,”
paragraphs (e) and (f) of this section, filed in a patent or trademnark o
application, reexamrnatron proceedmg. patent or ‘trademark mterfer-x e

- ence’ proceedrng, patent file or trademark regtstratmn file, trademark - ,
opposition pmewdmg, ‘trademark cancellation proceedlng, or frade-
mark concurrent use ptoceedrng, which requtres a person ’s srgnature,

must either:

(1) Be an original, that is, have an orlgmal sryrature personally '

signed'in permanent ink by that person; or

(2) Bea copy, such as a photocopy.or faesumle transmrssron ,'

(§ 1.6(d)), of an original. In the event that a copy of the original is
filed, the original should be retained as evidence of authenticity. If a
quest:on of authentrcuy arises, the Patent and Trademark Office may
require submission of the orlglnal

(e) Correspondence requiting person’s signature and relating to

registration practice before the Patent and ‘Trademark Office in patent
cases, enrollment and disciplinary investigations, or disciplinary
proceedings must be submitted with an original srgnature
personally signed in permanent ink by that person.

(f) When a document that is required by statute to be certified
must be filed, a copy, including a photocopy or facsimile
transmission, of the certification is not acceptable.

Correspondence filed in the Office, which requires a
person’s signature, may be an original, or a copy thereof.
The word original, as used herein, is defined as corre-
spondence which is personally signed in permanent ink
by the person whose signature appears thereon. Where

copies of correspondence are acceptable, photocopies or -

facsimile transmissions may be filed For example, a pho-
tocopy or facsimile transmission of an original of an
amendment, declaration >(e.g., under 37 CFR 1.63 or
1.67)<, petition, issue fee transmittal form, authoriza-
tion to charge a deposit account, etc., may be submitted
in a patent application. Where copies are permitted, sec-
ond and further generation copies (i.e., copy of a copy)
are acceptable. >For example, a client may fax a paper to
an attorney and the attorney may then fax the paper to
the office, provided the paper is eligible to be faxed (see
MPEP § 502.1).< The original, if not submitted to the
Office, should be retained as evidence of proper execu-
tion in the event that questions arise as to the authentic-
ity of the signature reproduced on the photocopy or fac-
simile ~transmitted correspondence. If a question of au-
thenticity arises, the Office may require submission of
the original.

When a document that is required by statute to be
certified must be filed (such as a certified copy of a for-
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elgn patent apphcatxon, pursuant to IBUS C 119 ora

- certified eopy of an international apphcatmn, pursuant ) -
o 35USC. 365) a copy of the ceruﬁcatron, includinga = . -~ -

- photocopy or facsimile transmrssmn, will not be accept- -+ -

~ - able. The reqmrement for an ongmal certrficatron does

' ‘ot apply to certifications such as reqmred underv L

37 CFR 18,1.10,1 60, 1 9‘7(e) and 3. 73(b), smce these

certrﬁcatrons are not requrred by statute. o PN

:503 Senal Number and Flling Receipt [R— 1] j' B

- 37 CFRILS4. Pansofapplwanontobeﬁledtogether ﬁlmgrecelpt a

() Itis deslrable that all parts of the complete application be
deposited in the Office’ together ‘otherwise a letter must accompany
each part, aecurately and clearly connectlng it with thé other parts of
the appllcatron See § 1. 53 wrth regard to completlon of an -

- application.

(b) Applicant will be mformed of the appheauon serial number
and filing date by a filing recelpt. . :

Applxcatxon numbers consisting of a s'eries codeanda
serial number are assigned in the Correspondence and
Mail Division immediately after mail has been opened.

If a self-addressed postcard is submitted with a pat-
ent application, that postcard will be stamped with both
the receipt date and serial number prior to returningitto
the addressee.

The identifying data on the postcard should include:
(1) applicant’s name(s); (2) title of invention; (3) number
of pages of specification, claims >(for nonprovisional
applications) <, and sheets of drawing; (4) whether oath
or declaration included; >(5) provisional application
cover sheet; < and (*>6<) amount and manner of pay-
ing the fee.

A return postcard should be attached to each patent
application for which a receipt is desired.

It is important that the return postcard itemize all of
the components of the application. If the postcard does
not itemize each of the components of the application, it
will not serve as evidence that any component which was
not itemized was received by the Office.

It should be recognized that the identification of an
application by serial number does not necessarily signify
that the Patent and Trademark Office has accepted the |
application as complete (37 CFR 1.53(a)).

*>A nonprovisional< application is entitled to a fil-
ing date as of the date of the identification of all of the
inventors and receipt of the specification, including
claims, and any required drawing. However, the filing re-
ceipt will not be mailed until the oath or declaration and
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- basic ﬁlmg fee have also been recerved The oath or dec- :

laration and flhng fee may be filed later than the remain-

ing applrcatron papers, | but if sO, they must be accompa-

‘nied by the required surcharge If the oath or declara-

tion, and/or filing fee, and appropnate surcharge arenot -
timely’ flled the apphcatron will be abandoned and nofil-- =~
ing recerpt will be mailed. Otherwrse, the filing receipt
will be mailed upon the timely receipt of the. oath ordec-

laration, and/or filing fee and surcharge

>A prevrsronal apphcatron is entitled to a filing date o

as of the date of the identification of all the inventors as
- required by 37 CFR 1.41 and recerpt of the specification

and any required drawrng(s), and a cover sheet identify-
ing the application as a provisional apphcatlon See
37 CFR 1.53(b)(2).<

In the Application Division, each application which
meets the requirements is given a filing date. It is impor-
tant, when referring to application files, to identify them
by their filing dates as well as by *>application< num-
bers.

The Application Division mails a filing receipt to the
attorney or agent, if any, otherwise to the applicant, for
each complete application filed, giving the serial num-

ber, filing date, and group to which assigned. See MPEP

§ 506.

Attorney docket numbers must be limited to a max-
imum of 12 characters to prevent truncation. The Pat-
ent Application Location and Monitoring (PALM) sys-
tem data base allows a maximum of 12 characters for
the attorney docket numbers. Spaces, slashes, and hy-
phens will no longer be included in the entered docket
number on the official filing receipt. In an application
where CASE or NAVY—-CASE appears before the
first character in the docket number, only the charac-
ters after CASE or NAVY—CASE will be entered on
the official filing receipt.

In the Application Division, the application papers
are placed in a file wrapper and certain data placed
thereon.

Applications which are entitled to a filing date and
are filed, whether by regular mail or “Express Mail”
under 37 CFR 1.10, by hand—delivery or otherwise,
will not be returned to applicant even if requested. See
37 CFR 1.59. Accordingly, applicants must be careful
not to file applications which are not intended to be
filed; e.g., duplicates of applications already filed.
Since 37 CFR 1.26(a) precludes refund of an applica-
tion filing fee when applicant desires to withdraw an

500-9
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‘apphcauon, any request by applreant not to process or

*>charge< an application filing fee because the ap-

plication was not intended to be filed must be in the
form of a petition under 37 CFR 1. 183 requestrng sus-

pension of the rules to’ ‘the extent that the filing fee not

be processed or charged ‘Any such petition must in-
" clude the fee set forth in 37 CFR 1. 17(h) and must be
raccompamed by an express abandonment of the ap- -
 plication in accordance with 37 CFR 1.138. In order
for'sucha petrtron to be granted, it must ordmanly be

filed and acted ‘upon prior to the date on which the ap- -

~ plication filing fee is processed or charged by the Of-

fice w1th regard to the apphcatron o
RETURN POSTCARD

Ifa recerpt of any paper filed in the Patent and
Trademark Office is desired, it may be obtained by en-

closing with the paper a self—addressed postcard iden-

tifying the paper. The Patent and Trademark Office
will stamp the receipt date on the card and place it in
the outgoing mail.

The identifying data on the card should be SO COm-
plete as to clearly identify the paper for which receipt is
requested. For example, the card should identify the ap-
plicant’s name(s), serial number, filing date; interfer-
ence number, etc., and the paper(s) should be identified
by specifying the type thereof, namely affidavit, amend-
ment, appeal, components of applications, brief, draw-
ings, fees, motions, supplemental oath or declaration,
petition, etc.

Upon retumn of a postcard receipt from the l’l‘O the
receipt should be promptly reviewed by the person who
filed the papers to ensure that each itemized paper was
received by the PTO. If the postcard receipt has been an-
notated to indicate that a particular paper was not re-
ceived, the postcard receipt will not serve as prima facie
evidence of receipt of that paper in the PTO. Likewise,
the postcard receipt will not sexve as prima facie evidence
of receipt of papers which are not adequately itemized.
For example, merely listing on the postcard “a complete
application” or “patent application” will not serve as a
proper receipt for each of the required components of an
application if one of the components is found to be miss-
ing by the PTO. Instead, each separate component; e.g.,
the number of pages of specification, number of claims
>(nonprovisional applications)<, number of sheets of
drawings, >cover shect (provisional applications), < etc.
should be itemized on the postcard.

Rev. 1, Sept. 1995
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504 E Assignment? of Applicatlon for
Exammation [R—l]

The Apphcatlon Dmsmn assngns >a nonprovnsnon—t "
al< application to the examining group to which it ap- -
pears to belong >Prov1s1ona] applncat:ons will not be ex-

505 “0ﬁce Date” Stamp of Receipt [R~1]

37CFR 1. 6 Receipt of correspondence

(a) Date of receipt and Express Mail date ofdeposu
Correspondence received in the Patent and Trademark Office is
stamped with the date of receipt except as follows:

(1) No correspondence is received in the Patent and Trademark
Office on Saturdays, Sundays, or Federal holidays within the District
of Columbia.

(2) Correspondence filed in accordance wnth § 1.10 will be
stamped with the date of deposit as “Express Mail” with the United
States Postal Service unless the date of deposit is a Saturday,
Sunday, or Federal holiday within the District of Columbia in
which case the date stamped will be the next succeeding day which
is not a Saturday, Sunday, or Federal holiday within the District of
Columbia.

(3) Comrespondence transmitted by facsimile to the Patent and
Trademark Office will be stamped with the date on which the complete
transmission is received in the Patent and Tredemark Office unless that
date is a Saturday, Sunday, or Federal holiday within the District of
Columbia, in which case the date stamped will be the next succeeding
day which is not a Saturday, Sunday, or Federal holiday within the
District of Columbia.

zReeR

The Office stamps papers and fees with the date of
their receipt in the Patent and Trademark Office. The
stamp is referred to as the “Office Date” stamp.

Rev. 1, Sept. 1995
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attadted to the paper for each document for whx:h a re—

“MPEP § 506), the “Offic
“filing date Appllcatlo ; 1
o "-'jf"'stamped in the examlmng groups' They st be ate
= stamped in the Mall Roo ‘_ -i-‘

- 506 Completeness of Origmal

~37CFR153. Senalnumberﬁlmgda;e,andcompkm ofa pplzca-f'g ST
tion.

' Trademark Office will be asmgned an appllcatlon number for

Appllcatmn [R-—l]

"‘>(a) Any appllcatmn for a patent recewed in the Patent and'

identification purposés,

(b)(1) The filing date of an apphcatnon for patent ﬂled under
this section, except fora provnstonal application, is the date onwhich: .
a specification containing a description pursuant to § 1. 71 and at
least one cleim pursuant to § 1.75; and any drawing required by
§ 1.81(a), are filed in the Patent and Trademark Office in the name
of the actual inventor or inventors as required by § 1.41. No new
matter may be introduced into an application after its filing date
§ 1.118), If ali the names of the actual inventer or inventors are not
supplied when the specification and any required drawing are filed,
the application will not be given a filing date earlier than the date~
upon which the names are supplied unless a petition with the fec set
forth in § 1.17(i) is filed which sets forth the reasons the delay in
supplying the names should be excused. A continuation or divisional
application (filed under the conditions specified in 35 US.C. 120 er
121 and § 1.78(a)) may be filed under this section, § 1.60 or § 1.62.
A continuation—in—part application may be filed under this section
or § 1.62,

(?)The filing dete of a provisional application is the date on
which: a specification as prescribed by 35 U.S.C. 112, first paragraph;
and any drawing required by § 1.81(a), are filed in the Patent and
‘Trademark Office in the name of the ectusl inventor or inventors as
reguired by & 1.41. No amendment, other than to make the
provisional spplication comply with afl eppliceble regelations, maey be
made to the provisional application after the filing date of the
peovisional application. If oll the names of the actual inventor or
inventors are not supplied when the specification aad wsy required
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drawing are ﬁled the provnsmnal appl:cauon will not be given a filmg
date eartier than the date upon which the names are supplied unless
a petition with the fee set forth in § 1.17(q) is filed which sets. forth
the reasons the delay in supplying the names should be excused.
MOA pmwsnonnl application must also include a cover sheet

identifying the applwatlon as a provisional application. Otherwise, -
the application will be treated as an npphcatmn filed nnder -

- § 1.53()(1). ,
(u)An appllcatlon for patent ﬁled under §1 53(b)(l) may be

treated as a provxsxonnl appllcatlon and be' accorded the onglnal '

filing date’ provided that a petition requesting the conversion, with
the fee set forth in § 1. 17(q), is filed prior to the easlier of the
abandonment of the § 1.53(b)(1) application, the payment of the
issue fee, the explratlon of 12 months after the filing date of the
§1 S3(b)(l) application, or the filing of a request for a statutory
invention registration under § 1.293. The grant of any such petition

will not entitle applicant to a refund of the fees which were properly

paid in the applu_:anon filed under § 1.53(b)(1).

(iii) A provisional application shall not be entitled to the right
of priority under § 1.55 or 35 U.S.C. 119 or 365(a) or to the benefit
of an earlier filing date under § 1.78 or 35 U.S.C. 120, 121 or 365(c)
of any other application. No claim for priority under § 1.78(a)(3)
may :

(c)If any application is filed without the specification, drawing
or name, or names, of the actual inventor or inventors required by
paragraph (b)(1) or (b)(2) of this section, applicant will be so
notified and given a time period within which to submit the omitted
specification, drawing, name, or names, of the actual inventor, or

inventors, in order to obtain a filing date as of the date of filing of

such submission, A copy of the “Notice of Incomplete Application”
form notifying the applicant should accompany any response thereto
submitted to the Office. If the omission is not corrected within the
time period set, the application will be returned or otherwise
disposed of; the fee, if submitted, will be refunded less the handling
fee set forth in § 1.21(n). Any request for review of a refusal to
accord an application a filing date must be by way of a petition
accompanied by the fee set forth in § 1.17(i), if the application was
filed under § 1.53(b)(1), or by the fee set forth in § 1.17(q), if the
application was filed under § 1.53(b)(2).

{d)(1) If an application which has been accorded a filing date
pursuant to paragraph (b)(1) of this section does not include the
appropriate filing fee or an oath or declaration by the applicant,
applicant will be so notified, if a correspendence address has been
provided and given a period of time within which w file the fee, oath,
or declaration and to pay the surcharge as set forth in § 1.16{e) in
order to prevent abandonment of the application. A copy of the
“Notice to File Missing Parts” form mailed to applicant should
accompany any response thereto submitted to the Office. If the
required filing fee is not timely paid, or if the processing and
retention fee set forth in § 1.21(]) is not paid within one year of the
date of mailing of the netification required by this paragraph, the
application will be disposed of. No copies will be provided or
certified by the Office of an application which has been disposed of
or in which neither the required basic filing fee nor the processing
and retention fee has been paid. The notification pursuant to this
paragraph may be made simultancously with any notification
pursuant to paragraph (¢) of this section. If no correspondence
address is included in the application, applicant has two months from
the filing date to file the basic filing fee, ocath or declaration and to
pay the surcharge as set forth in § 1.16(c) in order to prevent

500 - 11

. abandonment of the application; og, if no bnsic filing fec has been

. -paid, one year from the filing date to pay the processing and

. retention fee set forth in § 1. 21(l) to prevent dlsposal of the
. applmtlon ' :

@)ifa provmonal applmuon wlncb bns bwn wcorded & filing

- date pursuant to paragraph (b)(2) of this section does not include
the appropriate filing fee or the cover sheet requlted by § 1.51(a){(2),
. applicant will be so notified if a correspondence address has been

provided: and given a period. of time ‘within which to file the fee,
ooversheetandtopaythesumhargeassetforthmﬁ 1.16(}) in order ‘

to prevent abandonment of the application. A copy of the “Notice to

File stsmg Parts” form mailed to applicant should accompany any
response thereto submltted to the Office. If the required filing fee is
not timely paid, the apphcanon will be disposed of. No copies will be

 provided or certified by the Office of an application which has been

disposed of or in which the required basic filing. fee has not been
paid. The notification pursuant to this pnragraph may be made
simuitaneously with any notification pursuant to paragraph (c) of this
section. If no correspondence address is included in the application,
applicant has two months from the filing date to file the basic filing

. fee, cover sheet and to pay the surcharge as set forth in § 1. 16(1) in

order to prevent abandonment of the application.

(e)(1) An application for a patent filed under paragraph (b)(1)
of this section will not be placed upon the files for examination until
all its required parts, complying with the rules relating thereto, are
received, except that certain minor informalities may be waived
subject to subsequent correction whenever required.

(2) A provisional application for a patent filed under paragraph
(b)(2) of this section will not be placed upon the files for
examination and will become abandoned no later than twelve months
after its filing date pursuant to 35 U.S.C. 111(b)(1).<

INCOMPLETE >NONPROVISIONAL<
APPLICATIONS

If the >nonprovisional< application papers do not
identify all the inventors or include at least a specifica-
tion containing a description and at least one claim
and any required drawing, whether prescribed by
35 US.C. 113 or because it is described in the specifi-
cation, or if the submitted application papers are tco
informal to be given a filing date, the case is held in
the Application Division as an incomplete application
and the applicant is informed of the shortcomings of
the papers. No filing date is granted until the incom-
pleteness is corrected.

Form PTO-1123, Notice of Incomplete Application
Papers, is prepared and mailed by the Application Divi-
sion when >nonprovisional< application papers are
deemed incomplete under 35 US.C. 111>(a)<.

Rev. 1, Sept. 1995
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necessary to obtain a filing date are:
" Anidentification of the names of all of the mventors

A specification, 35 U.S.C. 112,

Ac1a1m,35USC 112. ©

A drawing, if required by 35 US.C. 113 or if de-
scribed in the specification. -

>See 37 CFR 1.53(b)(1).<

Even though an application purports to include the
component parts necessary to obtain afiling date, the ap-
plication will still be held to be incomplete and a filing
date will be refused if the component parts contain more
than minor informalities resulting in the application not
being acceptable for examination. See 37 CFR
1.53(*>c<). Thus, an application having one or more
pages of the specification omitted, or one or more fig-
ures of the drawing omitted, when filed would not be ac-
corded a filing date until the omission is corrected. If the
documents purporting to be a specification are so ob-
viously informal and incoherent that they would clearly
not constitute a specification as required by 37 CFR 1.71
and 35 U.S.C. 112, the application would not be accept-
able for examination and would not be accorded a filing
date until corrections are made. The filing date of the ap-
plication would be the date the corrections were made.

Filing dates are accorded to >nonprovisional< ap-
plications filed without the basic filing fee and without
the oath or declaration. In such cases, a notice is mailed
by the Application Division requiring that at least the ba-
sic filing fee and the oath or declaration be filed, accom-
panied by a surcharge (§ 1.16(e)). In those cases where
the basic filing fee is paid, but additional fees are re-
quired, a notice is mailed by the examining group, re-
quiring that the balance of the fee be paid. >See 37 CFR
1.53(d)(1).<

Occasionally, >nonprovisional< applications which
have already been signed by the inventors contain infor-
mal claims that the attorney or agent feels should not be
present in the application upon filing. However, since al-
teration after execution by the inventor and before filing
is prohibited, such applications must be filed by the at-
torney or agent in the form in which they were executed
by the inventors. *> A nonprovisional< application may
be filed with a preliminary amendment which is limited
to the cancellation of claims. This will diminish the num-
ber of claims to be considered for calculation of the filing
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Such mcompleteness may consist of the omnssxon of B
any one of the following parts of an application. The
component parts of *>a nonprovnsnonak apphcatlon :

_fee Any other changw to the appucatlon sh(mld be the
“subject of a separate amendment which may be entered
- after the filing fee has been calculated and the filing date
" granted. If a prehmmary amendment which cancels :

claims does not accompany the applu:atlon at the tlmek'
the apphcatlon is filed, the netification of insufficient

fee will inform the inventor, attomey, or agent of the )

possibility of correcting the insufficient payment by ei-

- ther (1) paying the additional required fee amount, or

(2) filing an amendment which caricels claims-to where
the remaining claims are covered by the fee submitted
upon filing. However, no refund will be made once the
fee for claims is properly paid, even though clanns are

“later canceled.

In the past, the Appllcatlon Division has revnewed
the claimed subject matter of newly filed >nonprovi-
sional< applications to determine whether a filing date
should be granted. Such applications included those
drawn to perpetual motion devices and methods of doing
business and applications for reissue signed by assignees
or filed more than 2 years after the grant of the patent
which appear to contain broadened reissue claims.

Under the current practice, a filing date is normally
granted in such cases if the >nonprovisional< applica-
tion is otherwise sufficient and then forwarded to the ex-
aminer for consideration and decision during the regular
course of examination.

>INCOMPLETE PROVISIONAL APPLICATIONS

If the provisional application papers do not include a
cover sheet or do not identify all the inventors or include
at least a specification containing a description and any
require drawing, whether prescribed by 35 U.S.C, 113 or
because it is described in the specification or if the sub-
mitted application papers are too informal to be given a
filing date, the case is held in the Application Division as
an incomplete application and the applicant is informed
of the shortcomings of the papers. No filing date is
granted until the incompleteness is corrected.

Such incompleteness may consist of the omission of
any one of the following parts of an application. The
component parts of a provisional application necessary
to obtain a filing date are:

A cover sheet identifying the application as a provi- -
sional application. See 37 CFR 1.53(b){(2)(i).

An identification of the names of all of the inventors.

A specification, 35 U.S.C. 112, first paragraph.
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A drawmg, if requu'ed by 35 U. S C. 113 or If de-
scribed in the specification; -

~ Even though an appllcatnon purports to mclude the'-.r, ‘
component parts necessary to obtaina fihng date, theap-
plication will still be held. to'be mcomplete and a filing
date will be refused if the component parts contain more
- than minor informalities resultmg in the application not -

being acceptable See 37 CFR 1.53(c). Thus, an applica-
tion having one or more pages of the specification
omitted, when filed would not be accorded a filing date
until the omission is corrected. If the documents pur-
porting to be a specification are so obviously informal
and incoherent that they would clearly not constitute a
specification as required by 37 CFR 1.71 and 35 US.C.
112, the application would not be acceptable and would
not be accorded a filing date until corrections are made.
The filing date of the application would be the date the
corrections were made. If all the names of the actual in-
ventor or inventors are not supplied when the specifica-
tion and any required drawing are filed, the provisional
application will not be given a filing date earlier than the
date upon which the names are supplied unless a petition
with the fee set forth in § 1.17(q) is filed which sets forth
the reasons the delay in supplying the names should be
excused. A provisional application will not be examined.
However, a provisional application which does not in-
clude a cover sheet identifying the application as a provi-
sional application will be treated as an application filed
under 37 CFR 1.53(b)(1).

NOTE: No amendment, other than to make the pro-
visional application comply with all the applicable regu-
lations, may be made to the provisional application after
the filing date of the provisional application. See 37 CFR

1.53(b)(2).<
INFORMAL APPLICATIONS

An application is informal if it is typed on both sides
of the paper, or is not permanent, legible, or reproduc-
ible. If such informalities are timely corrected, the ap-
plication is given the filing date on which the original in-
formal papers were filed.

The Application Division accords a filing date, as of
the date indicated by the “Office Date” stamp (sce
MPEP § S05), to application papers which include the
names of all of the inventors, a specification containing a
description and at least one claim >{noaprovisional ap-
plications)<, and any drawing required by 35 U.S.C. 113
or described in the specification but are informal be-
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--causetheydonotoomplywnthmerulesornotwes In
" such applications, the Application Division preparcs =~
~_form PTO-152, Notice of Informal Applucatwn, indi-
 cating the informality and. places it in the file wrapper. -
‘The examining group mails the letter to apphcant Fail-
“ure to correct the informality within the specified time

results in abandonment of the apphcatlon R

- The letter of transmittal: accompanying the filmg of

continuing apphcatlons should include such additional
information  as -the 1dent|ﬁcatlon by *>apphcahon< _
number of *>a provnsnona_l or< parent application, its
status, and location >(if known)< in the Patent and

Trademark Office. The supplying of this information will

simplify the processing of these applicafions »
50601 Return of Incomplete Appllcatlon

If arequest is made, the parts of an mcomplete apphca-
tion which has not been assigned a filing date ] may be re-
turned by the Application Division. They may be used by
the applicant as part of a later complete application if the
missing parts are later supplied. See 37 CFR 1.53.

506.02 Review of Refusal To Accord Filing
Date [R—1]

The filing date of the >provisional or nonprovision-
al< application is the date of receipt in the Office of the
application which identifies the names of all the inven-
tors and includes a specification containing description
pursuant to 37 CFR 1.71 and at least one claim >(non-
provisional applications)< pursuant to 37 CFR 1.75, and
drawings required by 37 CFR 1.81(a) or which have been
described in the specification>, and a cover sheet (pro-
visional applications)<. See 37 CFR 141(a) and
1.53(b)>(1) and (b)(2)<.

If any of these items are missing, applicant will be no-
tified to file them and the filing date will be the date of
receipt of the missing part(s). If the oath or declaration
for *>a nonprovisional< application was executed and
filed with the application, a supplemental oath or decla-
ration by the inventor is required in some circumstances;
¢.g., where the missing item is the claim, a page of the
specification, or a figure of the drawing, The supplemen-
tal declaration must identify the missing item and indi-
cate, as appropriate, that it accurately claims, describes,
or illustrates applicant’s invention. Sec MPEP § 608.02
where the application is filed without all the figures of
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57 :
the drawmg >An ertor in mventorshxp dom not raxse a

: fllmg date i lssue, unless no mventors is named or the ap-' :

phcatlon is ongmally filed under 37 CFR 1. 53(b) with “et
al.” as part of the inventive entity (eg. Jones et al. ) <

petition, accompanied by the petition fee (37 CFR
1.17(h)). Petitioner should provxde any arguments that .~
he or she has that the items noted 'were not missing or B
that a filing date should be assngned in the absence of
such items if they are believed to be unnecessary. If peti- -

tioner alleges that no defect exists, a request for refund
of the petition fee may be included in the petition.
For applications properly filed under 37 CFR 1.10,
the filing date is the date that the application was depos-
ited as “Express Mail” in the U.S. Postal Service, unless it
was deposited on a Saturday, Sunday, or Federal holiday

within the District of Columbia, in which case the filing

date is the next succeeding day which is not a Saturday,
Sunday, or Federal holiday within the District of Colum-
bia. If the proper procedures were not followed, the ap-
plication will receive a filing date as of the date it was re-
ceived in the Office. Any review of these matters would
be by way of petition, accompanied by the petition fee
(37 CFR 1.17(h)), providing whatever arguments and ev-
idence petitioner has that the application is entitled to a
filing date as of the date it was mailed via “Express
Mail.”

Any petition under this section should be marked
to the attention of the **>Special Program Law Of-
fice<.

507 Drafting Division [R—1]

The drawing >in a nonprovisional application< is
inspected by the Drafting Division for formal com-
pliance with the rules. If the drawing is satisfactory, it is
stamped “approved.” If the drawing contains defects
which are not so serious as to warrant holding the ap-
plication to be incomplete, the Draftsman checks the ap-
propriate notation on the “Notice of Informal Patent
Drawing” form PTO-948.

See MPEP § 608.02(a) and (b) for handling of
drawings so informal as to render examination of the
>nonprovisional < application impractical.

Rev. 1, Sept. 1995
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598 Distribution [R-—l]
The Mlcrograplucs Dmsaon prepares permanent,

] prmts made of the drawmgs of all eomplete apphcatlons Sl
Any review of the refusal to grant a filmg date as of L and secures the prmts in the file wrappers. The drawings .
the date of deposxt of the apphcatlon would be by way. of and flles are. then assembled and >nonprovxsmnal ap-

. phcatxons are< forwarded to the ¢ exammmg operatnon Con
" When anewor substntute drawmg isreceived, a print o
~is made and forwarded to the group tobe plaoed in the |
fileasanofﬁclalpaper R T
-As to the procedure to be: followed when a model 1s‘~.l; L
'ﬁled seeMPEP§60803 and§60803(a) R

. 508 01 Papers Sent to Wrong Group

If drawmgs, amendments, or other papers are dehv- L

ered to the wrong group, the current group assignment -
should be obtained from PALM and be placed on the -
paper and then forwarded to the appropriate group. The .
assignment indicated by PALM may be verified by calling
the group indicated before forwarding the paper.

508.02 Papers Received After Patenting or
Abandonment

After an application is patented or abandoned, any
incoming communication which is not to become part of
the record is sent to the Correspondence and Mail Divi-
sion for handling with the status of the application indi-
cated thereon.

508.03 Unmatched Papers [R—1]}

Unmatched papers >for nonprovisional applica-
tions< within a group should be frequently reviewed to
determine which should be sent to the Paper Correlating
Office (PCO).

Item 1 below treats the papers in the “Serial number
too high” category. Items 2—6 below are directed to all
other unmatched papers not in the “Serial number too

high” category.

1. Unmatched papers in the “Serial No. Too High”
category

This collection of papers being held by the group
should be reviewed at least once a week. Any paper hav-
ing a serial number which clearly should have alrcady
been received by the group should be removed from this
collection. Where the group does not have a correspond-
ing application for any of these papers, inquiry should be
made of the Application Division to determine the
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‘group of record If another group number is mdlcated V; -
the paper should be forwarded to thst group I the Ap-.
3 phcatron Drvrsron does not_yreld a new group number for-

senal number on these papers ls meorrect lnqulry This will help eliminate dupllcatlon of effortbyPCO,

~ should be made of the Applrcatron Division and PALM _personnel.”

to determme the group of record and the procedure set_ "‘forms or wrth mcompletely fnlle out A_transmrttalf’v_ _

out initem 1 above followed An exceptron to this prac-' - .
1ade where the paper has thereon the

tice should__ ]
name of an examiner in the: group In these srtuatlons, a

careful check of the group records and files as well as con- -
sultation with the indicated examiner should be made to de- -

termine the correct serial number. If this does not yield a
new serial number, the paper should be sent to the PCO.

3Unmatchedpapersmla!mgtocaserabmdonedﬁwn-

group

The ﬁle should be ordered from Files Repository. If

the file is not received therefrom, the paper should be
forwarded to the PCO.

4. Papers for applications which have been sent to the
Patent Issue Division

All papers for applications which PALM indicates to
be located in any of the locations 7400 through 7650
should be forwarded to the Publishing Division.

The instructions of this section (4) apply to all files in
Issue including those which have been assigned a Patent
Number and Issue Date. Papers requiring examiner re-
view and action will be returned to the examining group
after Publishing Division personnel have matched the
paper to the appropriate file.

S. Papers for applications which have been sent to the
Record Room

If PALM indicates that the application for a paper is
in the Record Room (location code 9210), the paper
should be forwarded to the Paper Correlating Office for
response.

6. Unmatched papers for cases which are known to be
pending in the group but cannot be located

Generally, these are applications which PALM indi-
cates are present in the group, but the file is not avai-
lable. These papers should be retained in the group for
processing.

: RECEIPTANDHANDLINGOFMAILANDPAPERS

forms may be retumed to the orrgr

509"2'_:P5ymélrlt'o_fFees S

“the Pubhc Servrce Center at (703) 308—4357

E“"h paper sent to the PCO ‘must have a PCO o -

_ 'Ii'ansmlttal ‘Form stapled thereto. Each' fonn at-
= tached to.a paper should be filled out as completelyo
. as possrble Transmrttal Forms attached to papersi
categories 1 and 2 must have an mdrcatron of the in-
_;-}'formatron obtained from both Appheatron Division’

“and' PALM. The PALM information should  be ‘in-
“serted in the: large space at the bottom of the Form:-

Papers recerved ~without . ‘transmittal

The latest fee sehedule can be obtamed by contaetmg B

37CFR1.22 Fees payable in advance ' - co
(a) Patent and trademark fees and charges payable to the Patent - =
and Trademark Office are requlred to be paid in advance, that is; at
the time of requesting any action by the Office. for which a fee or
chagge is payab!e with the exception that under § 1.53 applications.
for patent may be assigned a filrng date wrtbout payment of the basrc
filing fee. : ]
(b) All patent and trademark fees paid to the Patent and = -
Trademark Office should be itemized in each individual application,
patent or other proceeding in such a manner that it is clear for which -
purpose the fees are paid.

37CFR 1.23. Method of payment.

All payments of money required for Patent and Trademark
Office fees, including fees for the processing of international
applications (§ 1.445), should be made in U.S. specie, Treasury notes,
national bank notes, post office money orders, or by certified check.
If sent in any other form, the Office may delay or cancel the credit
until collection is made. Money orders #nd checks must be made
payable to the Commissioner of Patents and Trademarks.
Remittances from foreign countries must be payable and
immediately negotiable in the United States for the full amount of
the fee required. Money sent by mail to the Patent and Trademark
Office will be at the risk of the sender; letters containing money
should be registered.

37CFR 1.24. Coupons.

Coupons in denominations of three dollars, for the purchase of
patents, designs, defensive publications, sistutory invention registra-
tions, and trademark registrations are sold by the Patent and
Trademark Office for the convenience of the general public; these
coupons may not be used for any other purpose. The three~dollar
coupons are sold individually and in books of 50 for $150.00. These
coupons are good until used; they may be trensferred but cannot be
redeemed,
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509. 01 L
“37CFR1 26. Reﬁmds

(a)- Money paid in excess wnll be refunded but 2 mere chnnge s
-of purpose after the payment of money, as when a party desiresto . .
withdraw aiy appheuuon, an eppeal, or a request foroml heaxmg,will L
not ent:ﬂe a’paity t0 ‘demand such a return. Amounts-of twenty five
do&amor!esswillnotberetumedunlemspeaﬁmﬂyreqtmdmﬂma;
xeastmaliehme,mrwiﬂﬂmpayerbenoﬂﬁedofswhmmt;munﬂ B
overtwentyﬁvedollarsmayberetumdbycmkor,lfrequested,by_ o

credit to a, deposit acoount.
(b) [Reserved] . -

(c) If the Comimissioner decxdes not to institute a reexammauon :

proceeding, a refund ‘of $1, 690 will be made to the requester of the
proceeding. Reexamination requesters s should mdlcate ‘whether any
mﬁmdslmllldbemdebycheekorbycredlttoadeposxtawount

509. 01 Deposrt Accounts [R— 1]
37CFR 1.25. Deposit accouns.

(a) For the convenience of attorneys, and the general public
in paying any fees due, in ordering services offered by the Office,
copies of records, etc. deposit accounts may be established in the
Patent and Trademark Office upon payment of the fee for establishing
a deposit account (§ 1.21(b)(1)). A minimum deposit of $1,000 is
required for paying any fees due or in ordering any services offered
by the Office. However, a minimum deposit of $300 may be paid to
establish a restricted subscription deposit account used exclusively
for subscription order of patent copies as issued. At the end of each
month, a deposit account statement will be rendered. A remittance
must be made promptly upon receipt of the statement to cover the
value of items or services charged to the account and thus restore the
account to its established normal deposit. An amount sufficient to cover
all fees, services, copies, etc., requested must always be on deposit.
Charges to accounts with insufficient funds will not be accepted.
A service charge (§ 1.21(b)(2)) will be assessed for each month that
the balance at the end of the month is below $1,000. For restricted
subscription depesit accounts, a service charge (§ 1.21(b)(3)) will be
assessed for each month that the balance at the end of the month is
below $300.

(b) Filing, issue, appeal, international—type search report,
international application processing, petition, and post—issuance fees
may be charged against these accounts if sufficient funds are on
deposit to cover such fees. A general authorization to charge all fees,
or only certain fees, set forth in §§ 1.16 to 1.18 to a deposit account
containing sufficient funds may be filed in an individuzl application,
either for the entire pendency of the application or with respect to a
particular paper filed. An authorization to charge to & deposit
account the fee for a request for reexamination pursuant to § 1.510
and any other fees required in a reexamination proceeding in a
patent may also be filed with the request for reexamination. An
authorization to charge a fee to a deposit account will not be
considered payment of the fee on the date the autherization to
charge the fee is effective as to the particular fee to be charged
unless sufficient funds are present in the account to cover the fee.

An overdrawn account will be immediately sus-
pended and no charges will be accepted against it until a
proper balance is restored, together with a payment of
$10 (37 CFR 1.21(b)(1)) to cover the work done by the
Patent and Trademark Office incident to suspending and
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remstatmg the account and dealmg wnth charges wluch
may have been made in the meantime, ~

- For apphcatlons filed prior to February 27 1983 1f: R
§ ‘the Office discovers that a filing fee for an application -
‘was charged to an-account with insufficient fdnds, orto .
“an overdrawn account the ﬁlmg date of the apphcatlon: :
“will be mthdrawn - :

. For appllcatlons ﬁled after February 27, 1983 if there_ e
is an authonzatmn to charge the ﬁhng feeto a deposlt '

‘account which'is overdrawn or has insufficient funds, a -

surcharge (37: CFR 1. 16(e)) is, requu'ed in. addltlon to

- payment of the filing fee. Failure to tunely pay the ﬁlmg .

fee and surcharge will result i in abandonment of the ap-
plication. :

It is expected, however, that reasonab]e precauuons _
will be taken in all cases to avoid overdrafts, and if anac-.’
count is suspended repeatedly it wrll be necessary to.

- closeit.

Smularly, because of the burden p]aced on the Patent
and Trademark Office incident to the operation of de- -
posit accounts, a charge of ten dollars (37 CFR
1.21(b)(1)) will be made for opening each new account.

DEPOSIT ACCOUNT AUTHORIZATIONS

The rules of practice were amended effective Oct. 1,
1982, at 37 CFR 1.25(b) to state that: “A general authori-
zation to charge all fees, or only certain fees, set forth in
37 CFR 1.16 to 1.18 to a deposit account containing suffi-
cient funds may be filed in an individual application, ei-
ther for the entire pendency of the application or with re-
spect to a particular paper filed.” A general authoriza-
tion does not apply to document supply fees under
37 CFR 1.19, such as those required for certified copies,
to post—issuance fees under 37 CFR 1.20, such as those
required for maintenance fees; * to miscellancous fees
and charges under 37 CFR 1.21, such as assignment re-
cording fees>, or as a basis for a petition, such as a peti-
tion for an extension of time (see MPEP § 201.06(b), Ex-
tensions of Time)<.

Many applications filed prior to Oct. §, 1982, contain
broad language aunthorizing any additional fees which
might have been due to be charged to a deposit account.
The Patent and Trademark Office does not interpret
such broad authorizations, filed prior to Oct. 1, 1982, to
include authorization to charge to a deposit account the
issue fee or other fees in 37 CFR 1.16, 1.17, and 1.18 ex-
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cept these assocnated wnth the paper contammg the

.broad authorization. However, such a broad authonza- o

50902 SmallEntityStatus-—g_ff, S
o Deﬁnitions [R—l] _

tlonfiled manapphcatlon onor afterOct 1,1982, wnllbe S

mterpreted as authonzatlon to charge the i issue fee, as .
well as any other fee set forth in 37-CFR 1.16, 1.17, or * -
1.18. Feesunder37CFRl 19, 120 and 1.21 will notbe
charged as‘a result of a general authonzatlon under ~

37CFR1.25.

Ttis recommended that authonzatlons to charge fees
to deposit accounts include reference to the particular -

fees or fee sections of the rules which apphcant intends

to authorize. For example, if filing and processing fees

under 37 CFR 1.16 and 1.17 only are intended to be in-
cluded in the authorization, and not the issue fee under
37 CFR 1.18, the authorization could read: “The Com-
missioner is hereby authorized to charge any fees under
37 CFR 1.16 and 1.17 which may be required during the
entire pendency of the application to Deposit Account
No. .” Such an authorization would clearly ex-
clude issue fees under 37 CFR 1.18 while including all the
filing and processing fees listed in 37 CFR 1.16 and 1.17.
Similarly, if it were intended to authorize the charging of
fees relating only to a specific paper, the authorization
could read “The Commissioner is hereby authorized to
charge any fees under 37 CFR 1.16 and 1.17 which may
be required by this paper to Deposit Account
No. .” Such authorizations would cover situations
in which a check to cover a filing and processing fee un-
der 37 CFR 1.16 and 1.17 was omitted or was for an
amount less than the amount required.

It is extremely important that the authorization be
clear and unambiguous. If applicants file authorizations
which are ambiguous and deviate from the usual forms of
authorizations, the Office may not interpret the authori-
zations in the manner applicants intend. In such cases,
applicants could be subject to further expenses, peti-
tions, etc. in order to correct fees which were not charged
as intended due to an ambiguous authorization.

When statutory fees are to be charged to a deposit ac-
count, the processing of the application can be facilitated
by submitting the applicant’s transmittal letter or other
correspondence specifying the account to be charged in
triplicate. Submission of these documents in triplicate
will eliminate the need for the mail room to photocopy
the document and will thereby reduce the processing
time of incoming mail.
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Pubhc Law 97—-247 enacted August 27 1982, pro-

* vides that effective Oct. 1, 1982, funds available under
" the Act to the Patent and 'Itademark Ofﬁce “shall be
: used to reduce by 50 per eentum the payment of fees un-

L ,,by mdependent mventors and nonproﬁt orgamzatlons as ’ -
 defined in’ regulatlons establlshed by the Commnssnoner»
of Patents and 'Ii-ademarks ‘and by small business con-

cerns as deﬁned in Section 3of the Small Business Act
and by regulatlons established by the Small Business Ad-
ministration.” The fees which are. reduced include pat-
ent application flhng fees (37 CFR 1.16), extension of
time, revival, and appeal fees (37 CFR 1. 17), patent issue
fees (37 CFR 1.18), statutory disclaimer fee (37 CFR
1.20(d)), and maintenance fees on patents (37 CFR'
1.20). Other fees, established under section 41 (c) or (d)
of Title 37, United States Code, are not reduced for small

-entities since such a reduction is not permntted or autho- »

rized by Public Law 97-247.

Feeswhlcharenotreduoedmdudepennonandproc
essing fees (other than revival), 37 CFR
1.17(h)—(k), document supply fees, 37 CFR 1.19, cer-
tificate of correction fees, 37 CFR 1.20(a), request for reex-
amination fees, 37 CFR 1.20(c), miscellancous fees and
charges, 37 CFR 121, and international application fees,
37 CFR 1.445.

Public Law 97247 gave the Commissioner authority
to establish regulations defining independent inventors
and nonprofit organizations. These definitions have
been established as 37 CFR 1.9 (¢) and (e). The Small
Business Administration was given authority to establish
the definition of a small business concern. This defini-
tion is published in 37 CFR 1.9(d). A small entity for pur-
poses of paying reduced fees is defined in 37 CFR 1.9(f)
as an independent inventor, a small business concern, or
a nonprofit organization.

37CER 1.9,  Definitions.

**>(a)(1) A national application as used in this chapter means a
U.S. application for patent which wes either filed in the Office under
35 U.S.C. 111, or which entered the national stage from an
international application after complisnce with 35 US.C. 371.

(2) A provisional application as used in this chapter means a
U.S. national application for patent filed in the Office under 35
USC. 111().
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(3) A nonprovisional apphcatm as used in this chapter means
a U.S. national application for patent which was either filed in the
Office under 35 U.S.C. 111(a), or which entered the national stage

n. ,
(b)An international appllcatnon as used in this chapter means

an international application for patent filed under. the Patent -

Cooperation Treaty pnor to entering natlonal processmg at the
Designated Office stage.

(c) An independent inventor as used in thls chapter means any
inventor who (1) has not assigned, granted, conveyed, or licensed,
and (2) is under nio obligation under contiact or law to assign, grant,
convey, or license, any rights in the invention to any person who
could not likewise be classified as an independent inventor if that
person had made the invention, or to any concern which would
not qualify as a small business concern or a nonprofit organization
under this section.

(d)A small business concern as used in this chanter means any
business concern as defined by the regulations of the Small Business
Administration in 13 CFR 121.1301 through 121.1305, which define
a small business concern as one whose number of employees,
including those of its affiliates, does not exceed 500 persons and
which has not assigned, granted, conveyed, or licensed, and is under
no gbligation under contract or law to assign, grant, convey, or
license, any rights in the invention to any person who could not be

classified as an independent inventor if that person had made the

invention, or to any concern which would not qualify as a small
business concern or a nonprofit organization under this section.
Questions related to size standards for a small business concern may
be directed to: Small Business Administration, Size Standards Staff,
409 Third Sireet, SW, Washington, DC 20416.

(e) A nonprofit organization as used in this chapter means (1) a
university or other institution of higher education located in any country;
(2) an organization of the type described in section 501(c)(3) of the
Internal Revenue Code of 1954 (26 U.S.C. 501(c)(3)) and exempt from
taxation under section 501(a) of the Internal Revenue Code (26 US.C.
501(a)); (3) any nonprofit scientific or educational organization
qualified under a nonprofit organization statute of a state of this
country (35 U.S.C. 201(i)); or (4) any non-profit organization
located in a foreign country which wouid qualify as a nonprofit
organization under paragraphs (e) (2) or (3) of this section if it were
located in this country.

(f) A small entity as used in this chapter means an independent
inventor, a small business concern, or a non— profit organization.

(g) For definitions in interferences see § 1.601.<

INDEPENDENT INVENTOR

37 CFR 1.9(c) defines an independent inventor as
any inventor who (1) has not assigned, granted, con-
veyed, or licensed, and (2) is under no obligation under
contract or law to assign, grant, convey, or license any
rights in the invention to any person who could not like-
wise be classificd as an independent inventor if that per-
son had made the invention, or to any concern which
would not qualify as a small business concern or a non-
profit organization. The “rights in the invention” are the
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from an mternatmnal app!lcatlon after comphance w:th 35 US. C K
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- rights in the United States. Once an individual sole in-

ventor, or one of several joint. mventors, has. asslgned

granited, oonveyed or licensed, or comes under an ob-

ligation to assign, grant convey, or license, any nghts to
the invention to anyone who could not likewise obtain
status as a small entity, the mventor(s) will no longer be
entitled to pay feesi in the amounts estabhshcui foranin-
dependent inventor (37 CFR 1.9(c)). : :
Rightsin the mventlon mclude the nght to make, use, -

or sell the invention or the nght to exclude others from -

making, using, or selling the invention. Therefore, for
example, status as a small entity is lost by an inventor who
has transferred or has an obligation to transfer‘ a shop
right to an employer who could not qualify as a small en-
tity. '

37 CFR 1.9(c) permits an individual inventor to make
an assignment, grant, conveyance, or license of partial
rights in the invention to another individual or individu-
als who could qualify as an independent inventor or in-
ventors if they had made the invention. In addition,
37 CFR 1.9(c) permits an individual inventor to make an
assignment, grant, conveyance, or license of partial
rights in the invention to asmall business concern or non-
profit organization. Under the circumstances described
in the previous two sentences, the individual inventor
could still qualify as an independent inventor. However,
if the independent inventor assigned, granted, conveyed,
or licensed, or came under an obligation to assign, grant,
convey, or license, any rights to the invention to any indi-
vidual or organization which could not qualify as a small
entity (37 CFR 1.9(f)), then the inventor would no longer
qualify as an independent inventor.

SMALL BUSINESS CONCERN

37 CFR 1.9(d) provides that, in order to be a small
business, the number of employees of the concern, in-
cluding those of its affiliates, may not exceed S00 per-
sons. Concerns are affiliates of each other when either,
directly or indirectly, one concern controls or has the
power to control the other, or a third party or parties
controls or has the power to control both. For discussion
and example of what constitutes “control”, see the regu-
lations of the Small Business Administration. The num-
ber of employees of a business concern is determined by
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o countmg the numher of persons of the ooncem and its af- '
filiates employed on a full-time, part-tune, of tempo-
rary | basrs durmgfth : previous fiscal year of the concern.
te 'I’he'number of employeesistheaver-

“age over .the fiscal year of the: persons employed dunng_" ivities involve

_ cach of the pay. perrods of the fiscal year,

The deﬁnrtlon also requlres a. small busmess for thrs_ -
purpose to be one “which has not assrgned granted con-.
veyed, or hcensed andis under no obhgatron under con- o
tractor law to assrgn, grant ‘convey, or hcense, any rrghts Lo
inthe invention to any person who could not be classified -
asan rndependent inventor if that person had made the
invention,orto any concem which would not qualrfy asa.
‘small busrness concern or a nonprofit orgamzatron un- -

der this sectron

NONPROFIT ORGANIZATIONS

37 CFR 1. 9(e) defines a nonprofit organization by ‘
utilizing and broademng the definition contained in
35 U.S.C. 201(i). The term “university.or other institu- -

tion of higher education” as used in 37 CFR'1.9(e) means
an educational institution which (1) admits as regular
students only persons having a certificate of graduation
from a school providing secondary education, or the rec-
ognized equivalent of such a certificate, (2) is legally au-
thorized within the jurisdiction in which it operates to
provide a program of education beyond secondary
education, (3) provides an educational program for
which it awards a bachelor’s degree or provides not less
than a 2—year program which is acceptabie for full credit
toward such a degree, (4) is a public or other nonprofit
institution, and (5) is accredited by a nationally recog-
nized accrediting agency or association, The definition
of “university or other institution of higher education”
as set forth herein essentially follows the definition of
“institution of higher education” contained in 20 U.S.C.
1141(a). Institutions which are strictly research facilities,
manufacturing facilitics, service organizations, etc., are
not intended to be included within the term “other insti-
tution of higher education” even though such institu-
tions may perform an educational function or publish the
results of their work.

Nonprofit organizations also include organizations
of the type described in section 501(c)(3) of the Internal
Revenue Code of 1954 (26 U.S.C. 501(c}(3)) and which
are exempt from taxation under 26 U.S.C. 501(a). Orga-
nizations described in 26 U.S.C. 501(c)(3) include corpo-
rations, and any community chest, fund, or foundation,
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‘.or animals, no partof the net earnmgs’of which inuresto -
| ~-the beneﬂt of anyfprrvate_ shareholder or rndrvrdual no', .

‘-‘(mcludmg the pubhshrng or drstn'butmg,of statements), EN
-any. pohtrcal mmpargn on behalf of any candldate forj.'

pubhc office

' LOCATION OF SMALL ENTITY

Small entrtres may clann reduced fees regardless of
the country inwhich: they are located There is no restric-

tion requiring that the mdependent mventor, small busi-

ness Concern, or nonproﬁt organization be located in the
United States. The samedefinitions apply to ‘all appli-
cants equally in accordance with the Pans Convention
for the Protection of Industrial Property. -

TRANSFER OF RIGHTS

With regard to transfer of rights in the invention, the
rights in question are those in the United States to be
covered by the application or patent. Transfer of rights to
a Japanese patent, for example, would not affect small
entity status if no rights in the United States patent were
likewise transferred.

The payment of reduced fees under 35 US.C. 41 is
limited to those situations in which all of the rights in the
invention are owned by small entities; i.e., independent
inventors, small business concerns, or nonprofit organi-
zations. To do otherwise would be clearly contrary to the
intended purpose of the legislation which contains no in-
dication that fees are to be reduced in circumstances
where rights are owned by non—small entities. For exam-
ple, a non—smail entity is not permitted to transfer pat-
ent rights to a small business concern which would pay
the reduced fees and grant an exclusive license to the en-
tity.

If rights transferred to a non—small entity are later
returned to a small entity so that all rights are held by
small entities, reduced fees may be claimed,
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509.03

The term “license” in the defnmtlons mcludes nonex-
clusive as well as exclusive licenses and royalty free as
well as royalty generatmg licenses. Implied licenses to

use and resell patented articles purchased from a small
entity, however, will not preclude the proper claiming of
small entity status. Likewise, an order by an applicant to
a firm to build a prototype machme or product for the
applicant’s own use is not considered to constntute a li-
cense for purposes of the definitions.

RIGHTS HELD BY GOVERNMENT
* ORGANIZATIONS

Also, although the Federal government agencies do
not qualify as nonprofit organizations for paying re-
duced fees under the rules, a license to a Federal agency
resuiting from a funding agreement with the agency pur-
suant to 35 U.S.C. 202(c)(4) will not preclude the proper
claiming of small entity status.

Public Law 96—517 added a new chapter 38 of Title 35 of
the United States Code entitled “Patent Rights in Inventions
Made With Federal Assistance.” Under the provisions of the
statute, each funding agreement between a Federal agency
and an individual, small business firm, or nonprofit organiza-
tion must provide, infer alia, that “. . . the Federal agency shall
have a nonexclusive, nontransferable, irrevocable, paid—up
license to practice or have practiced for or on behalf of the
United States any subject invention . . .” See 35 US.C.
202(c)4).

Under the provisions of 37 CFR 1.9 and 1.27, an inde-
pendent inventor, small business concern, or nonprofit
organization cannot qualify for reduced patent fees if it
has assigned, granted, conveyed, or licensed or is under
an obligation under contract or law to assign, grant, con-
vey, or license any rights in the invention to other than an
individual who could be classified as an independent in-
ventor if that person had made the inveation, a small
business concern, or a nonprofit organization. The Fed-
eral agencies do not qualify as nonprofit organizations
for paying reduced patent fees under the rules. Applying
this construction to the licensing of an invention to a
Federal agency by an independent inventor, small busi-
ness concern, or nonprofit organization pursuant to a
funding agreement under 35 U.S.C. 202(c)(4) would pre-
clude their qualifying for paying reduced fees. This, how-
ever, would frustrate the intent of Public Law 97-247
and Public Law 96—517 when taken together.

Government organizations as such, whether domes-
tic or foreign, cannot qualify as nonprofit organizations
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as defmed in 37 CFR 1.9(¢). Thus, for exnmple, a govem- -
ment research facility or other gavemment—owned cor-
poration could not. quahfy 37 CFR 1.9(¢) was based

_ upon 35-US.C. 201(i); as established by Public Law
~ 96=517. The limitation to “an orgamzatlon of the type

described in section 501(c)(3) of the Internal Revenue
Code of 1954 (26 U.S.C. 501(c)(3)) and exempt from
taxation under section 501(a) of the Internal Revenue

" Code (26 US.C. 501(a))” would by its nature exclude the

U.S. government and its agencles and facilities, mclud-
ing research facilities and govemment corporations.
State and foreign governments and govemmental agen-
cies and facilitics would be similarly excluded. 37 CFR
1.9(e) is not intended to include within the definition ofa
nonprofit organization government organizations of any
kind located in any country. A university or other institu-
tion of higher education located in any country would
qualify, however, as a “nonprofit organization” under
37 CFR 1.9(¢) even though it has some government affil-
iation since such institutions are specifically included.

A wholly owned subsidiary of a nonprofit organiza-
tion or of a university is considered a part of the nonprof-
it organization or university and is not precluded from
qualifying for small entity status.

509.03 Claiming Small Entity Status [R—1]

37 CFR 1.27. Statement of status as small entigy.

(2) Any person secking to establish status as a small eutlty
(8§ 1.9(f) of this part) for purposes of paying fees in an application or
a patent must file a verified statement in the application or patent
prior to or with the first fee paid as a small entity. Such a verified
statement need only be filed once in an application or patent and
remains in effect until changed.

() Any verified statement filed pursuant to paragraph (a) of
this section on behalf of an independent inventor must be signed by
the independent inventor except as provided in § 1.42, § 143, or
§ 1.47 of this part, and must aver that the inventor qualifies as an
independent inventor in accordance with § 1.9(c) of this part. Where
there are joint inventors in an application, each inventor must file a
verified statement establishing status as an independent inventor in
order to qualify as a small entity. Where any rights have been
assigned, granted, conveyed, or licensed, or there is an obligation to
assign, graat, convey, or license, any rights to a small business
concern, a nonprofit organization, or any other individual, a verified
statement must be filed by the individual, the owner of the small
business concern, or an official of the small business concern or
nonprofit organization empowered to act on behalf of the small
business concern or nonprofit ctganization averring to their status,
For purposes of a verified statement wnder this paragraph, a license
to a Federal agency resulting from a funding egreement with that
agency pursuant to 35 US.C. 202{c){4) does not constitule a license
as set forth in § 1.9 of this part.
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{c) Any veﬂﬁed statement ﬁled pursunnt to pamgmph (a) of L

‘this section on behalf of a small business concern must (1) be signed

bytheowneroranofﬁcmlofthesmallbusmmcmcemcmpowered"
to act on behalf of the concern; (2) aver that the concern qualifies as -

-a sniall business concern as deﬁned in § 1. O(d), and 3 aver that "
exclusive’ Tights to-the mventlon have been conveyed to and remain . -
with the small busmess ooncem, or if the nghts are not excluswe, o
that all other nghts belong to small entltles ag defined i in§ 1. 9.
‘Where the rights of the small business coricern as & sinall entity are - -
not exclusive, a verified statemient must also be filed by the other .-
smali-entities havmg nghts avemng to-their status as such, For
- purposes of a verified statement under this paragmph ‘a license toa

Federal agency resulung from a fundmg agreement with that agency

pursuant to 35 US.C. 202(c)(4) does not constltute a Ilcense as set’

forthm§19ofthlspart

(d) Any verified statement filed putsuant to paragtaph (a) of
this section on behalf of a nqnproﬁt organization must (1) be signed -

by an official of the nonprofit organization empowered to act on
behalf of the organization; (2) aver that the organization qualifies as
a nonprofit organization as defined in § 1.9(e) of this part specifying
under which one of § 1.9(e)(1), (2), (3), or (4) of this part the
organization qualifies; and (3) aver that exclusive rights to the
invention have been conveyed to and remain with the organization or
if the rights are not exclusive, that all other rights belong to small
entities as defined in § 1.9 of this part. Where the rights of the
nonprofit organization as a small entity are not exclusive, a verified
statement must also be filed by the other small entities having rights
averring to their status as such. For purposes of a verified statement
under this paragraph, a license to a Federal agency resulting from a
funding agreement with that agency pursuant to 35 U.S.C. 202(c)(4)
does not constitute a conveyance of rights as set forth in this

patagraph.

37 CFR 1.27 provides in paragraph (a) that any per-
son seeking to establish status as a small entity, as de-
fined in 37 CFR 1.9(f) for the purpose of paying reduced
fees, must file a statement to that effect prior to or with
the payment of the first fee paid as a small entity.
37 CFR 1.27(b) provides specifically for inventors filing
statements claiming status as independent inventors,

37 CFR 1.27(c) provides for clalmmg status as a small
business concern.

37 CFR 1.27(d) provides for claiming status as a non-
profit organization. Under 37 CFR 1.27, as long as all of
the rights remain in small entities, the fees established
for a small entity can be paid. This includes circum-
stances where the rights were divided between an inde-
pendent inventor, a small business concern, and a non-
profit organization, or any combination thereof.

The statement claiming small entity status must be a
verified statement; i.e., an oath or declaration. It is not
required that a new verified statement be filed with each
fee paid, but rather, once a statement is filed in an ap-
plication or patent, small entity status remains in the ap-
plication or patent until the Office is notified of a change
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in status. Notnﬁcauon of change in status is reqmred by
37 CFR 1.28(b). -

_ >Statusasasmallentltymaybe establlshcdmapro-}i. R
S vmlonal appllcatmn by oomplymg with 37 CFR 127.< ;
">A nonprovisional “application. clamung benefitf

- under 35 U S. C 119(e), 120 121, 0r 365(c) of a prior ap-

' “plncauon may rely ona venﬁed statement filed i in the -

' prior application if the: nonprovisional appllcatlon in-
 cludes a reference to the verified statement in the prior .

appllcatlon, orincludes a copy of the venfied statementf
in the prior application, and status as asmall enuty isstill
properanddesnred <. SRR

The rules do not: authonze a patent attorney to slgn a
verified statement estabhshmg status as a small entityon

~ behalfof a client. The client has to sign the verified state-

ment. Paragraph (b) of 37 CFR 1.27 requires that any

| verified statement filed on beha]f of an independent in-

ventor must be signed by the mdependent inventor ex-
cept as prouded in 37 CFR 1.42, 1.43, or 1.47. Para-
graphs (c) and (d) of 37 CFR 1.27 require that any veri-

- fied statement filed on behalf of a small business concern

or nonprofit organization must be signed by an official of
the concern or nonprofit organization empowered to act
on behalf of the concern or organization.

The term “official” is intended to include any officer,
employee, or part—owner empowered to act on behalf of
a small business concern or nonprofit organization. For
example, an officer or employee of a corporation em-
powered to act for the corporation by its board of direc-
tors would be qualified to sign such a verified statement.

" 'The intent of paragraphs (b)—(d) of 37 CFR 1.27 is that

the verified statement be signed by the person in the best
position to know the facts as to whether or not status as a
small entity can be properly established insofar as the at-
torney’s responsibilities and duty to investigate are con-
cerned. :

37 CFR 1.28. Effect on fees of failure to establish status, or
change status, as a small entity.

**>(a)The failure to establish status as a small entity
(88 1.9(f) and 1.27 of this part) in any application or patent prior to
paying, or at the time of paying, any fee precludes payment of the fee
in the amount established for small entities. A refund pursuant to
§ 1.26 of this part, based on establishment of small entity status, of a
portion of fees timely paid in full prior to establishing status as a
small entity may enly be obtained if 2 verified statement under
§ 1.27 and a request for a refund of the excess amount are filed
within two months of the dete of the timely payment of the full fee.
The two—month time period is not extendable under § 1.136. Status
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'tsems

~asannallenutywwawcdforanyfeebythefaduretoembhshthe

statuspnortopaymg.atthenmeofpaylng.orwitlﬂntwomenthaof‘ S
the date of payment of, the fee. Status as a small entxty must be .
speclﬁeally established in each apphcatlon or patent in which the - -
status is avallable ‘and desired. Status as a small entity in ene:
apphcauon or patent does ot affect any other application or patent,l'*j -
including apphcatlons or patents ‘which: are: directly or. mdlrectly;
dependent upon the: apphcatxon or.patent- in which the status has'k'

e wnthout the ﬁlmg of a futther venﬁed statenmt pur-f
suant to 37 CFR 1.27, unless the. Office is nonfied ofa
; change m status. Under 37 CFR 1 28(a), status as asmall; 'k

been established.” A nonprovisional appllcatlon clalmlng benefit .- ‘up

under 35 U. SC. 119(e), 120,121, or 365(c) of a prior appllcatlonf‘ -
mayrelyon a verified statement filed in thepnor application if the - - -
nonprowslonal apphcatlon includes a reference to the verified

statemient in'the- pnor application or includes a copy of the verified : Ry :
Cin the pnor apphcatlon |f the nonprov:s:onal apphcatxonf ,

‘includes a reference to the: rified statement in the prior. -
! apphcatnon, or mcludes a copy. of the verifi ed statement,v : fj{ o
 in thie prior application, and status as a spall entityisstill . - N
- propér and desired<. 37 CFR 1. 28(b) reqmres that noti-

- fication of any change in status resultmg in loss of entltle-~ )

statement in ‘the: prior application and statug as a small entity is still, -
proper and desn‘ed ‘Once status as a. small entlty has beenﬁ
established in: ‘an: appltcauon or patent, the: status remains in that', =

application or patent without the filing of a further verified

statement pursuant to§1. 27 of tlns part unless the Offloe is notlfied
of a change'in statis,

(b)Once status as a stnall entlty has been established in an
apphcanon or patent, fees as a small entity may thereafter be paidin'

that application or patent without regard to a change in status vntil

the issue fee is due or any maintenance fee is due. Notification of
any change in status resulting in loss of entitlement to small entity

status must be filed in the application or patent prior to paying, or at
the time of paying, the earliest of the issue fee or any maintenance
fee due after the date on which status as a small entity is no longer

appropriate pursuant to § 1.9 of this part. The notification of change

in status may be signed by the applicant, any person authorized to
sign on behalf of the assignee, or an attorney or agent of record or
acting in a representative capacity pursuant to § 1.34(a) of this part.

(c)If status as a small entity is established in good faith, and
fees as a small entity are paid in good faith, in any application or
patent, and it is later discovered that such status as a small entity was
established in error or that through error the Office was not notified
of a change in status as required by paragraph (b) of this section, the
error will be excused (1) if any deficiency between the amount
paid and the amount due is paid within three months after the
date the error occurred or (2) if any deficiency between the
amount paid and the amount due is paid more than three months
after the date the error occurred and the payment is accompanied
by a statement explaining how the error in good faith cccurred and
how and when the error was discovered. The statement must be a
verified statement if made by a person not registered to practice
before the Patent and Trademark Office. The deficiency is based on
the amount of the fee, for other than a small entity, in effect at the
time the deficiency is paid in full.

(d)(1) Any attempt to fraudulently (i) establish status as a small
entity or (ii) pay fees as a small entity shall be considered as a fraud
practiced or attempted on the Office.

(2)Improperly and with intent to deceive (i) establishing status
as a small entity or (ii) paying fees as a small entity shail be
considered as a fraud practiced or attempted or the Office.<

37 CFR 1.28 provides guidance to the effect of failure
to establish or notify the Office of any change from small
entity status. 37 CFR 1.28(a) provides that once status as
a small entity has been established in an application or
patent, the status remains in that application or patent
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ment t0 small entity status be filed in the appllcatmn or
patent pnor to paying, oratthe tlme of paymg, the earli-

estof the i issue fee or any mamtenance fee due after the' S

date on which status as a. small entlty is no longer ap- -
propriate. Notification is not requlred if nghts toan in-
vention are transferred from one small entity to another

‘small entity but small entity status is not lost thereby.

This means that only four checks are requlred during the
pendency and term of a patent after mltlal establishment
of small entity status if such establishment was made
prior to payment of the issue fee.

- The Office will ordinarily require verified state-
ments claiming small entity status only from parties
holding rights in the invention. For example, if an in-
dependent inventor has transferred all rights in the in-
vention to a small business concern, the Office will not
require a verified statement from the inventor as well
as from the small business concern. A verified state-
ment from the independent inventor, however, will be
required in the situation where all rights in the inven-
tion have been transferred to an individual who files
the verified statement form entitled “Verified State-
ment (Declaration) By a Non—Inventor Supporting A
Claim by Another For Small Entity Status.” The lan-
guage of this latter form clearly shows that it is meant
to be filed in addition to another verified statement
form.

No confirming statement is required where there
has been no change in small entity status. Paragraph
(c) of 37 CFR 1.28 requires a verified statement ex-
plaining how error in good faith establishing smail en-
tity status and paying fees as a small entity occurred

500 - 22




only in srtuatrons where the exror is not eorrectedf
within 3—months of the date on which the error oc-
curred. “This - will - reduce paperwork and provrdes a:fk
3~month grace penod to correct errors with no ex- .
for‘-“correctron dunng that--' ~
' [pmpnate for: the_Patent and Trademark Ofﬁce to give -
. kradvrsory oplmons ‘as _
~ tus. Accordmgly, any person seekmg to establish status( R

- as a small entlty for, purposes of paying the feeinan .
’ _applrcatron or patent must file the venﬁed statement. o ’
- required by 37 CFR 1.27 and in so domg is self—certi- -

. fymg entltlement to small entity status

planatlons reqmred
3~month penod

37 CFR'1.28 also provrdes gurdance as to the effect
of rmproperly estabhshmg status as a small entlty The -
intent of the reduced fees for small entities is to soften
the impact of the fee increases under § 41(a) and (b)
of Title 35, Umted States Code, -as such sections are
amended by Public Law 97-247,. -upon those who are -
least able to absorb the increased fees without overall

damage to their abrlrty to participate in the patent sys-

tem through the filing, issuing, and maintaining of pat-
ents. Accordingly, any attempt to improperly establish

status as a small entity will be viewed as a serious mat-
ter by the Office and 37 CFR 1 28(d) indicates that
any attempt to fraudulently establish status asa small
entity or pay fees as a small entity will be considered as
a fraud practiced or attempted on the Office. In addi-
tion, improperly and with intent to deceive establish-
ing status as a small entity or paying fees as a small en-
tity will be considered as a fraud practiced or at-
tempted on the Office. Normally, the Office will not
question a claim to status as a smali entity. However, if
the Office must resolve such an issue in a question
arising before it, the Office will look to the actual or
practical status of the individual or organization claim-
ing status as a small entity rather than the professed or
apparent status.

Request for refunds, along with the verified state-
ments, should be addressed to the Commissioner of
Patents and Trademarks, Washington, D.C. 20231, and
directed to the attention of the Refund Section, Ac-
counting Division, Office of Finance.

The Patent and Trademark OGffice does not give ad-
visory opinions as to whether or not a specific individ-
val or organization qualifies for status as a small enti-
ty. In establishing reduced fees for independent inven-
tors, small business concerns, and nonprofit organiza-
tions, the Congressional consideration of the legisla-
tion which became Public Law 97—-247 indicated an in-
tent that the Patent and Trademark Office rely exclu-
sively on a self—certification that a patent applicant
qualifies as an independent inventor, small business
concern, or nonprofit organization. In addition, it was
also stated during Congressional consideration of the

| f" RECEIPT AND HANDLING OF MAIL AND PAPERS

In view.of |
nal consnderatron of the leglslatxon, it would be map-

to’ entltlement to small entrty stas

Small entlty status must not be estabhshed tmless the
person or persons signing the venfied statement canun-

equivocally make the requlred self—cemﬁcatron Any i

appropriately signed and filed verifi ed statement will be -

~considered by the Patent and ’Ii'ademark Ofﬁce tobea
- self—certification.

If a verified statement clarmmg small entrty status is -
filed in a language other than English, it must be accom-
panied by a verified English translation (37 CFR
1.69(b)). A non- Englrsh language verified statement
claiming small entity status will not be given any effect
until the verified English translation is filed and the full
fees will be due until then.

When small entity status has been established in er-
ror and small entity fees have been paid in error, the mat-
ter is to be addressed under 37 CFR 1.28(c). Although
the Office has noted that it will no longer conduct inqui-
ries under 37 CFR 1.28(c}(2), 1098 OG 502 (January 3,
1989}, a verified statement and payment of fee deficien-
cies (current fee level at the time of a complete submis-
sion minus the small entity fee paid in error) under
37 CFR 1.28(c)(2) are still required. A verified state-
ment by applicant’s attorney, an inventor or on behalf of
the assignee (37 CFR 3.73(b) does not apply) will be pre-
sumed to have been submitted on behalf of a party with
sufficient knowledge regarding the matters to be averred
to. Any paper under 37 CFR 1.28(c) should be addressed
to the attention of the **>Special Program Law Office,
Office of Petitions.<

A maintenance fee improperly paid as a small enti-
ty will be treated as a matter under 37 CFR 1.28(c)
and will not be considered to involve expiration of the
patent under 37 CFR 1.378.

Rev. 1, Sept. 1995
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: ‘Asabelowmedmvenm.lberebydecheumlquahfyasanuﬂependemmvmwrndeﬁnedm.?ﬂcm19(c)fm
purposesofpaymaredwedfeestodte?a&entandTudemukOfftedsxnbedm e T A

| Dlhespecxﬁcamnﬁledhuumﬂnmmnuetsllswdabove

D ﬂlelpplmonldmufledabove k

Im P ‘the patent identified above.-

lhavenotmmed.emud.cmveyedorueemedmdunundanoobhmmnunducmmrhwwmmn,mm Ol S
_convey of licenge, mynghumduemvammmmypasonwhowmidnﬂthfyummdepmdunmvmmn

CFR 1.9(c) if thas person had made the invention, orwmyconeanwhnchwouklnmqnmfys-mllms
munmda31CFRl9(d)oranon;mﬁ¢mnmnunduS?CFR19(e) L )

Enchpuson cumaauummnwmchlhavemm mnwd.conveyed.orhcemedorammmmobhgn-
mnundacmmahwmmngn mt.convey.orhcensemynﬂ:umtbemvenmuhswdbebw

D No such person, concerm, ormmzauonexms
D Esch such person, Concem oF Organizaticn is listed below.

Separate verified statements are required from each nisned pesson, mammhmgnmuwuwmm
uon sverrng W their sismus as small entides. (37 CFR 1.27)

I scknowledge the duty w file, in this epplicaion or patent, notification of eny chenge in Hatus regulting in logs of
enutlement o small ently sismms price O paying. or & the time of paying, the essliest of the issue for of shy mainte-
ngnce fee due afier the date on which siams as & emall entity is wo longer epgropriate. (37 CFR 1.28(6))

{ hereby declare thet al) statements made herein of my owa Imowledge e wee and thas all siatements made on inforoa- |
tion end belief are believed (o be wue: ard further thas these siniements were made with the knowledge tha willful false
wsternents end the like so made are punishable by fine or imprisoament, or both, under sscton 1001 of Tide 18 of the
United Stazes Code, and tha such willful false stements may jeopardize the validity of the spplication, any pelest
isguing thereon, oF any pasent o which this verified siztement is directed.

NAME OF INVENTOR NAME OF INVENTOR NAME OF INVENTOR
Signatuze of invense Signusure of Grvensoe Signsnwe of imeesow
Dae Dase Dae

PTO/SBR% (16-92)
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L L o mosmeqess
mmmn STATEMENT CLATVING SMALL ENTITY s*rnus mm(mmd) ks
_GICR10& Lﬂ(c))—SMALL BUSINESS CONCERN _ R S

: -:VSunloermNo
;_',_rme:» N e

| ln-d:yd.dnmlun R _ ;
mmomormmtnlmmm&dhehv . Lol
mmoﬁnﬂoﬂumﬂhnmmnmwcudbutmbehﬂfofdnmmldmnﬁdbebw P

_' NAME OF swu.x. BUSINESS coucann -
| ADDRESS OF SMALL BUSINESS concann

. : lmmmmwwemmm“mmuu.munmmommucrkm 12. N .
snd reproduced in 37CFR t 9(d).fwmdpmemthmMSumuﬁmom« ‘i Uk thie riumbes -
of employess of the concamn, Twhading Unse of in affilisws, doss not excasd 500 persons. Famofmumz.(lmumw-'
of employees of the busingss concern is the sverage over the previous fiscal year of the concem of the persons eraploved on a full ‘time,

| part-ume o lemporery basis during eech of w pey periods of the fiscal yemr, snd (2) concerns we effilises of each other whin eiter.-

,muyormdu‘cdy mmmhamd\cpwwmlﬂwoﬂu chmwmmﬂpbmh&cpwabml

both. .

lheebydcmmundmmwsmorluwhncumqudoﬁmmvuhﬂumnhmlmxdmnﬁddnve g
with regard o the mvention described in:

meﬁmﬁmmmmmmumuwe

Inben‘lmluldbyﬂum:dmuﬁ-dMhmmsmnmmhw&uhmﬁvﬂimmmuum!mnl
righss i the invenson must file sepereie verified statements avesting (o their status 62 @nell entitiss, end no rights w the Mvention ese held
by eny person, other then the nvensor, who would not qualify s @ independant inventor undsr 37 CFR 1.9(c) if thas pereon mede the
mvagion. o by eny concern which would not qualify es e srmsll biuniness concern wndee 37 CFR 1 Ndxuawommmzmm
37 CFR 1 9e).

Each person, concem or argenization having eny vights m the invention is lsted below:
-] no such person. concearn, or OYgEnization enists.
=] esch such person, concern or cpganization is listed below.

. Seperne vesified staiamants @re required from eech neped persen, concan or organization having rights b G invention averring
t© therr naus e small entives. (37 CFR 1.27)

hd:novhdpmmm&h&mucm«mmwﬁmwnotmywnmmﬂmhlouofcnmumnumn
@ity stams PEior © paying. of ¥ (e time of peying, Uw eslisst of te inrve fes or eny mentenance fos dus alftar Y date om which stas
s @ amall entity is Bo bonges epproprias. (37 CFR P25k

/ I herely daclese thet ol siusernans made herein of my own krowlsdgs ave true end Uit el stalemends made on infoemation wvd belief

e balisved w bs tras; and ferher s hese Ratsmenis ware made with the browledge thes willful felse ststemens @l S liks oo mads
are punishsble by fine or impriscamant, ar both, wnder esction 1001 of Tide 18 of the Usited Stains Code, @l vass such willfe] false
slatements mey jpopmdise te velidity of te epplication, mny paiees issuing Bierecn, o EaY paient W which s verified staeman) is
dizuctad,

| NAME OF PERSON SIGNING

| TITLE OF PERSON IF OTHER THAN OWNER

| ADDRESS OF PERSON SIGNING

| siGNATURE DATE ‘
N " T pates sod Tradasmark Offfioe; U.S. DEPARTMENT OF COMMERCE

PTO/SB/10 (10-92)
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~ VERIFIED STATEMENT CLAIMING SMALL ENTITY STATUS . clgoe Numbee (Oponal) |
(37 CFR L0 & 1.27(d))~NONPROFIT ORGANIZATION = - .~ ST

-Senal or Pstet No. :

Titbe: ' . ,

‘ 1 hereby declare that I am an official empowered to act on behalf of the nonprofit crganization identified below:
'NAME OF NONPROFIT ORGANIZATION i e :

ADDRESS OF NONPROFIT ORGANIZATION

TYPE OF NONPROFIT ORGANIZATION: I
[J UNIVERSITY OR OTHER INSTITUTION OF HIGHER EDUCATION ,
" [1 TAX EXEMPT UNDER INTERNAL REVENUE SERVICE CODE (26 U.S.C. 501(a) nd 501(cX3)) S
[} NONPROFIT SCIENTIFIC OR EDUCATIONAL UNDER STATUTE OF STATE OF THE UNITED STATES OF AMERICA
) : : .

(NAME OF STATE
(CITATION OF STATUTE ~ ' )

[1 WOULD QUALIFY AS TAX EXEMPT UNDER INTERNAL REVENUE SERVICE CODE (26 US.C. 501(a) and SOUONIF |
LOCATED IN THE UNITED STATES OF AMERICA R d

1 WOULD QUALIFY AS NONPROFIT SCIENTIFIC OR EDUCATIONAL UNDER STATUTE OF STATE OF THE UNITED §
STATES OF AMERICA IF LOCATED IN THE UNITED STATES OF AMERICA ‘
(NAME OF STATE )
(CITATION OF STATUTE )

lhnsbyd-chemmemoﬁtm-ﬁunonumﬁﬁdubonqmﬁrmsnmﬁlqﬂuﬁm-mmﬁm 1.%e) for
purposes of peying reduced fees © the United Stases Patent @nd Trademark Offics regarding the invention described in: ; ;‘

the specificetion filed herewith with tie ss listed above.
=i the
'™

spplication idenified ebove.
the patent idenisfied sbove.

lh-dxydocl.eMri;huundeeonmamhwhvcbmqudbcﬂmmhwimmmﬁtmmiuﬁmngmﬁmme
ehove dennified invention, If ¢ ﬁ?humubyﬂwmpommmizﬁmmmtuduﬁv&whwmammm
heving rights in the invention must denpcwvuiﬁndlumunmmwmummmmﬂmmﬁﬂuwm
invauionnmubymymommuhvm.whowﬂdmlqudify-uiwmmmnm 1.9¢(e) if that
pnnunmademehwauimnubymmwﬁchwﬂquunifynnmauh-hummﬁm 1.%{d) or & mongprofit
orgenizatwn wder 37 CFR 1.9(e).

Each person, concemn o argaization having sny rights in the invention is lisied below:

[} no much person, concarn, or orgenization exists.
] eash such person, concern or crganization is listed below.

lmwmm»&hwmmmmmctmmh\mmhnohmidummmll “
entify Slass QOT W paying, of of the tme of pe 'g.mmmammh.anymmum-ummvmﬂuu ‘
s o emall ensity is no longer epprogziste. (37 1.28(6)

luﬁymm-ﬂmmdnhuehofmyomhnwhdgcummmdlmm&mmmw :
nmmummﬂmmmw-mmmmmmupmmmmmmmum-: |

punishable by fins or impriscamens. oF both, undez section 1001 of Tide 18 of the United States Cods, end thet sech wiliful false susements

MthmdmmmmWMmmmommmmim

KAME OF PERSON SIGNING

TITLE IN ORGANIZATION OF PERSON SIGNING

ADDRESS OF PERSON SIGNING

SIONATURE DATE

PTO/SB/i1 (10-92) Pasans nd Trodomar: Office; U.S. DEPARTMENT OF COMMERCE
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: nomm (10—92)

E I:I mespectﬁc ‘ haemmulhuueuuslcdabove
s =n B u:eappnc-nomdmnﬁedabove R _
L l:l lhepnmm niennﬁednbove ' B

,flhaebydechnﬂmlwouldthfymmmd@pendemmvenmrudeﬁnedmﬁcml9(c)fcrpmposes'o¢p- gfecsunhef
:UmledSwe.sMKandTmnukOﬂice.nﬂlndmaded:eabovetdumﬁedmvmnon L :

-lhavenoussngned pmmd.oonveyedmhcumedmdunmdanoobhmmmdetmmahwnm mm.cmvey SRTEE
oz license, myn@mmdmmvmmnmanymwhowuﬂquuﬂxfyummdependemmvenuun&rB?CFRl9(c) A
 if that person had made the invention. or o any concern which would not qualify as & small business concérn under 37CFR| - -
- 1.9{(d) or & nonprofiz orgunization under 37 CFR 1.9(e). Noe: Sepamemﬁedmmmmreqm:edfmmexhpum B
7munomtgmuonhnmgnghuwmemvmmn-vmmgmmennuusumauennm (37CFR L27) ey

Elc.hpason mummuonnwhnhlhnvemnnd.mncd conveyed.alncemedorunundumobhgnnon
nndercomnctorhwnm@.mt.eonvey orlncemennynghumthemvmuonuhmdbelow

CJ no such| mnoragammonem :
1 each pemncmmnoro:mxuuomshswdhelow

1 ecknowledge the duty o file, mdumplmﬁmmmmnﬁmumofmychmgemm:naﬂnnginbﬁofeﬁuumem ‘
to ernall ety SRS BOOT O Paying, orutheumeol'puymg.Uuaﬂmtotmemteeamymunwmefeedueaﬁum |
dage on which siatus as & small entity is vo longer approprate. (37 CFR 1.28(0))

lhaebydeclnethaullswunenumdebaeinofmyownhaowhdge_mmmddmmmmemmgnm{mum 3
and belef are believed o be orue; end fusther that these suements were made with the knowledge thas willful false statements |
-and e like so made are punishable by fine or imprisonment, or both, under section 1001 of Tithz 18 of the United Swies Code. |
and that such willful false simements may jecpardize the validity of the spplication. eny patens issuing theseon, or sny patent ||
w which Uns venfied siatement 15 directed.

NAME OF PERSON SIGRING

ADDRESS OF PERSON SIGNING

DATE
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500 - 27 Rew. 1, Sept. 1995




MANUAL OF PATENT EXAMINING PROCEDURE

510
"510 Patent and 'l\'ademark Otﬁce Business
Hours [R— 1]

deg of Pape:s Durmg Unscheduled Closmgs of the
-~ Patent and ﬁademark Ojﬁce

The Patent and Ttademark Office workmg hours are
8:30a.m. to 5¢ O()p m., Monday through Friday, excluding
Fedetal holidays in the District of Columbia. Outside

these hours, -only Patent and Trademark Office em-

ployees are authorized to be in areas of the Patent and
Trademark Office other than the Public Search Rooms.

The hours for the Public Search Room are 8:00 a.m.
to 8:00 p.m., and the hours for the Trademark Search
Room are 8:00 a.m. to 6:00 p.m., Monday through
Friday, excludmg Federal holidays in the District of Co-
lumbia.

During working hours, all applicants, attorneys, and

other members of the public should announce their pres-

ence to the Office personnel in the area of their visit. In
the examining groups, visitors should inform the group
receptionist of their presence before visiting other areas
of the group.

When the Patent and Trademark Office is officially
closed by Executive Order of the President or by the Of-
fice of Personnel Management for an entire day because
of some unscheduled event, such as adverse weather
conditions, the Patent and Trademark Office will consid-
er that one day as a “federal holiday within the District of
Columbia” under 35 U.S.C. 21. Any action or fee due
that day will be considered timely for the purposes of
35 U.S.C. 119, 133, and 151 if the action is taken or fee
paid on the next succeeding business day on which the
Patent and Trademark Office is open.

When the Patent and Trademark Office is open for
business during any part of a business day bsiween 8:30
a.m. and 5:00 p.m., papers are due on that day even
though the Office may be officially closed for some peri-
od of time during the business day because of an un-
scheduled event. The procedures of 37 CFR 1.10 may be
used for filing applications.

Information regarding whether or not the Office is
officially closed on any particular day may be obtained by
calling (703) 305-4357.
>WARNING: Since a provisional application can be
pending for no more than twelve months, the last day of
pendency may occur on a Saturday, Sunday, or Federal
holiday within the District of Columbia which for copen-

Rev. 1, Sept. 1995

dency would reqmre thc nonprowsxonal appllcatxon to

' be filed prior to the Saturday, Sunday, or Federal holn— o "

day See 37CFR 1 78(a)(3) <

‘ REGULATIONS FOR ’IHE PUBLIC USE OF
RECORDS IN THE PUBLIC SEARCH ROOM
FOR PATENTS OF THE PATENT AND
TRADEMARK OFFICE :

The Patent and Trademark Ofﬁce has establlshed ’

Procedures and Regulations for using the facilities of the

Public Search Room for Patents. The procedutes for the

‘Search Room include the requirement that users obtain

and show, prior to entering the Search Room facilities, a
User Pass. This pass can be obtained at the rece‘p_tiohist_’s
desk in the lobby of Building 3. User Passes will be issued
to persons not under prohibition from using the search
facilitics who sign an application form and acknowledge
receipt of a copy of the noted Regulations. User Passes
are nontransferable and are valid until reissue or revoca-
tion for cause. Office employees must show their build-
ing pass in order to enter the Public Search Room.

The procedures also include the requirement that
persons entering and exiting the Search Room use desig-
nated lanes. Persons exiting the Search Room will auto-
matically pass electronic sensing equipment designed to
detect any marked documents or materials being re-
moved from the Search Room. The sensing equipment is
capabie of detecting marked documents and materials in
briefcases and parcels and under clothing. The equip-
ment does not use X—ray or other high energy radiation
and is, therefore, completely safe and harmless to per-
sons, photographic film, magnetic tape, and electronic or
mechanical devices such as wrist watches. New patents
are marked for sensing before being placed in the Classi-
fied files.

Whenever a marked document is transported past
the sensing equipment, Patent and Trademark Office of-
ficials and the security guards will be alerted to the re-
moval of the document, and a gate on the exit lane will
lock. Persons triggering the alarm will be asked to coop-
erate in identifying the source for the alarm. Failure to
cooperate when the alarm is triggered could result in
detention of the person, seizure of any briefcase or the
like, or other legal measures deemed necessary and ap-

propriate in the specific case.
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The regulations for the Search Roomare reprmted in

a Regulation brochure. It is available in the Search -
Room. In order to mamtam an environment eonduct_rve o

 to search, the Regulatrons,wrll be strictly enforced.

Although' these . procedures and ‘regulations may

cause some inconvenience, it is hoped that with under-

standing and cooperation they will result in improve-

ment in search facilities which will benefit all partlcr-
pants in the U.S. patent system.

Persons violating the regulations may be denled the
use of the facilities in the Public Search Room for Pat-
ents, and may further be subjected to prosecution under
the Criminal Code. Additionally, the name of any person
violating these regulations who is registered to practice
before the Patent and Trademark Office may be for-
warded to the Office of Enroliment and Discipline for
appropriate action under 37 CFR Part 10.

USE OF PATENT EXAMINING
GROUP FACILITIES

The primary function of the Patent and Trademark
Office is the examination of >nonprovisional< applica-
tions for patents and the issuance of valid patents based
upon a search and consideration of the best available
prior art. This can be accomplished only through main-
taining strict search file integrity within the patent ex-
amining group facilities.

Therefore, the regulations appearing below were es-
tablished for those authorized members of the public us-
ing the facilities of the patent examining groups.

Although these regulations may cause some inconve-
nience, it is believed that with the cooperation and un-
derstanding of the public, a more efficient and reliable
examination system within the patent examining groups
will resuit.

A copy of the following “Regulations for Users of the Pat-
ent Examining Group Facilities,” is posted in each of the Pat-
ent Examining Groups and the Public Search Room for Pat-
ents:

REGULATIONS FOR USERS OF THE PATENT
EXAMINING GROUP SEARCH FACILITIES

1. Group facilities are defined as those areas in Crystal
Clty where the Examining Groups are located.

2. The use of the Group facilities for search pur-
poses by members of the public is strictly limited to the
search of materials not available in the Public Search
Room for Patents or the Scientific Library and when it

300 - 29

* does not conflict with the regular busmws of Patent and

§10

Trademark personnel and only between the hours of 8 45
a.m. and 4:45 p.m. onregularbusmessdays. ;
3. Authorized Officials, under these Regulaﬂom, in- -
clude SupemsoryPatent Emmmers and Exmmnmg Grulm
4. Under appllcable statutes and regulatmns, in-
cludmg40 U.S.C. 486(c); 41 CFR Subpart 101-20.3; and
appropriate Sections of Department Orgamzatron Or-
ders 30-3A and 30-3B of the. Department of Com-
merce, the Regulatrons appearing below are established for
those members of the public using the Group Facilities.
A. All persons using these facilities are subject_ to
the Regulations Governing Conduct on Federal Proper-
ty, as specified in 41 CFR Subpart 101-20.3. ‘
B. All posted Official Notices are to be complied
with. :
C. Avalid User Pass must be prominently displayed

‘when searching in the Group Facilities. User Passes are

nontransferable and must be surrendered upon request
to authorized officials. ,

D. All persons holding User Passes must register
with the Group Receptionist, unless otherwise directed,
in each Examining Group where they search and must
sign a log (e.g., indicating time—in, time—out, name,
User Pass number, class(es) and subclass(es) searched).

E. No patents, records, or other documents of the
Patent and Trademark Office shall be removed from the
Group Facilities except by express written authorization
by an authorized official in the Examining Group where
the material resides. Such authorization will not be given
for U.S. patents and other material readily available
through the Scientific Library.

F. Smoking is not permitted except in designated
areas.

G. No food or beverages in any form are to be con-
sumed except in designated areas.

H. Loud talking, use of radios, and any other form
of activity which may disturb other members of the pub-
lic or Patent and Trademark Office personnel are forbid-
den.

I. Children brought into the Group Facilitics must
not be allowed to disturb others.

J. The presence or use of equipment such as dicta-

tion equipment, reproducing machines, typewriters, and
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§11

where its use does not conflict with Regulatron H.~

K. Patents and other documents must not be re-
moved from thenr shoes for any. reason other than for
cursory study thereof while kept in close proximate

association wnth the shoe and must not be moved out
of their normal sequence

* L. All patent shoes must be promptly replaced in

their proper location in the shoe case.

M. All textbooks, Joumals ‘and the like must be re-
turned to their proper location.

N. The reserving of seats and/or working areas is
prohibited.

O. All packages, briefcases, or other personal ef-
fects brought into the Group Facilities are subject to
search by authorized officials upon request and must be
removed when leaving the Group Facilities.

P. Allverbal requests for compliance with these re-

gulations or other posted Patent and Trademark Office
Notices pertaining to activity in the Group Facilities,
when made by authorized officials, must be promptly
complied with.

S. Persons violating these regulations may be denied
the use of the facilities in the Examining Groups and
Public Search Room for Patents, and may further be sub-
ject to prosecution under the Criminal Code. Addition-
ally, the name of any person violating these regulations
who is registered to practice before the Patent and
Trademark Office may be forwarded to the Office of En-
rollment and Discipline for appropriate action under
37 CFR Part 10.

If any individual is observed in violation of any of the
regulations, immediate compliance should be courte-
ously requested. If a verbal request is not complied with,
a note should be made of the individual’s name and
User’s Pass number, if possible (the User’s Pass is re-
quired to be prominently displayed) and report the inci-
dent to the Supervisory Primary Examiner, Supervisory
Applications Examiner, or other appropriate supervisor
who will take further action.

In addition, if any individual in a search area appears
to be a stranger and is not wearing a User’s Pass, some
identification, such as a Building or User’s Pass, should
be requested. If the individual refuses, notify a supervi-
sor. Consequently, all Office employees are expected to

Rev. 1, Sept. 1995

photographnc eqmpmcnt is prohnbrted wrthout pnor per-
mission from an authonzed official in the Examuung ‘
Group where the use is intended and then is: pernntted 3

carry their Bulldlng Passthh them at all tunes, especrally

- when searching outside of their assigned groups.

- Supervisors, when aware of violations of the posted

: regulatlons, should prepare- a memorandum detallmg

the facts of the mcldent and forward thrs memorandum
to the Deputy Assrstant Commlssroner for Patents via

their Group Director. Supemsory Patent Examlnersk_ -

and Group Directors are authorized to demand surren-
der of User Passes on—the—spot Kthe Superv;sory Pat-
ent Examiner exercises this functlon, the Group Direc-

tor should be 1mmed1ately notlfled followed up by a

memorandum as prewously set forth

'511 Postal Service Emergency Contingency

Plan [R-1]

" 35 US.C. 21. Filing date and day for taking action.

(a) The Commissioner may by rule prescribe that any paper or
fee required to be filed in the Patent and Trademark Office will be
considered filed in the Office on the date on which it was deposited
with the United States Postal Service or would have been deposited
with the United States Postal Service but for postal service
interruptions or emergencies designated by the Commissioner.

BREGE

37 CFR 1.6. Receipt of letters and papers.

L 321

(e) Interruptions in U.S. Postal Sewvice.

If interruptions or emergencies in the United States Postal Service
which have been so designated by the Commissioner occur, the Patent
and Trademark Office will consider as filed on a particular date in the

Office any correspondence which is:
(1) Promptly filed after the ending of the designated
interruption or emergency; and

(2) Accompanied by a statement indicating that such correspon-

dence would have been filed on that particular date if it were not

for the designated interruption or emergency in the United States Postal
Service. Such statement must be a verified statement if made by a
person other than a practitioner as defined in § 20.1(r) of this chapter.

37 CFR 1.6(e) provides a procedure under which cor-
respondence (papers and fees) which could not be filed
on a particular date because of an interruption or emer-
gency in the United States Postal Service which is so des-
ignated by the Commissioner, may be promptly filed af-
ter the ending of such a designated interruption or emer-
gency and be considered as having been filed on that par-
ticular date. Authority for such a practice is found in
35 US.C. 21(a), as amended by Pub. L. 97-247.
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The U S. Patent and 'lrademark Dfﬁee is establrshmg

the followmg contmgency plan for filing correspondence’ -
in the Office in the event ofa desrgnated interruptionor
emergency in'the mail servrce in the United States. Upon " :
determination by the Commrssroner of Patents and -

Tradémarks that such an emergency exists, a notice acti-

vating the plan will be issued by the Commissioner. The -
activating notice will be publtshed in the Wall Street -
Journal and made avarlable by telephone at area code
703, 557—INFO. Also, certain publlcatrons, patent bar -
groups, and other organizations closely associated with o
the patent system, will be notified. Termination of the

program will be srmllarly announced. Where the postal
emergency is not nationwide, the Commissioner will des-
ignate the areas of the United States in which the proce-
dures outlined below will be in effect.

U.S. Department of Commerce District Offices will
be designated, on an emergency basis, as receiving sta-
tions for filing correspondence in the U.S. Patent and
Trademark Office.

Upon determination that an emergency exists, the
following procedures may be followed: All correspon-
dence should be enclosed in a sealed envelope addressed
to the Patent and Trademark Office and deposited in one
of the District Offices. Such papers will be considered as
received in the U.S. Patent and Trademark Office on the
day of deposit. The District Office will date stamp each
envelope and the accompanying receipt card which com-
pletely identifies the deposited papers. The receipt card
will be returned to the depositor. Applicants or their rep-
resentatives should assure the legibility of the date
stamp.

District Office deposits should be limited to checks in
payment of issue fees, new application papers wherein
priority dates or statutory bars may be involved, amend-
ments where the 6—month statutory period for response
is about to expire, trademark oppositions, Section 8 affi-
davits, trademark renewals, and to other papers for
which the patent and trademark statutes do not provide
a remedy for failure to obtain a particular date.

Where papers originate from overseas, it is suggested
that the papers be mailed to a registered agent in Cana-
da, with a request that the papers be forwarded by couri-
er to the nearest District Office in the United States.

In regard to pending applications, if the time for tak-
ing any action or paying any fee expires during the period
that the Commissioner declares to be an emergency, the
time will be extended until 1-month after the end of the
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,emergency penod, promded that such extenswn does .
- not exceed the maximum penod for response provxded EATTI RN
-for in the statutés, '~ St
‘ Smee this extensron of trme thl be automatw, there e

, ~"'w1ll be no record in the 1ndw1dual files to mdrcate that a
" response filed during the extended perlod isinfact trme-' '
ly. In order to provide a complete record, applrcants or
their representatwes should file ¢ a‘paper referrmg to this - -
notice in each casein wluch a response is ﬁled durmg the
k extended period. f
'The addresses of the Department of Commerce Drs- 7
‘trict Offices, subject to subsequent changes, are as fol- :

lows:

ALABAMA

- Birmingham — Room 302, 2015 2nd Avenue North 3rd
floor, Berry Bldg 35203, Area Code 205 Tel 731-1331.

 ALASKA <
Anchorage — 222 West 7th Ave., >#23,< 99513—
*>7575<, Area Code 907 Tel 271-*>5136<.

ARIZONA
Phoenix — **>Phoenix Plaza, Suite 970, 2901 N Cen-
tral Avenue, 85012, Area Code 602 Tel 640-2513<.
ARKANSAS
Little Rock — ** >Suite 700, 425 W. Capital Avenue,
72201, Area Code 501 Tel 324—5794<.

CALIFORNIA
Los Angeles — Room *>9200<, 11000 Wilshire Boule-
vard *>90024<, Area Code **>310 Tel 235—-7104<.

**>Newport Beach — Suite 305, 3300 Irvine Avenue,
92660, Area Code 714 Tel 660—1688<,

San Diego — Suite *>230<, 6363 Greenwich Drive
92122, Area Code 619 Tel 557~5395.

San Francisco — 14th Fl., 250 Montgomery St. 94104,
Area Code 415 Tel 705—%>2300<.

>Santa Clara — 5201 Great American Pkwy., #456,
95054, Area Code 408 Tel 748—7450.<

COLORADO
Denver — Rm. 680, 1625 Broadway, ** 80202, Area
Code 303 Tel 844—*>6622<.

CONNECTICUT
Hartford — Room 610—B, Federal Office Building, 450
Main Street 06103, Area Code 203 Tl 240-3530.
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S FLOR]DA

¥ T

3 ae‘ar’v'éateg

: 128 Northt Osceola Avenue 34615 Area
Code 813 'le ‘ ;

| *SEola Park ;Centre, Suite 695, mo E
.- Robmson S 32801, Area Code 407 'Iél 648—6756<

'Iallahassee -
32399—2000 Area Code 904 'Iél 488—6469

Eht ‘GEORGIA

Atlanta — Suite 310, 4360 Chamblee—Dunwoody Rd,

30341 Area Code 404 'lél 452—910* >1 <:

Savannah —_— 120 Barnard Street ’A—107 31401 ‘Area .

; Code 912 Tel "*>652—4204<

: HAWAII
Honolulu —PO. Box 50026, 300 Ala Moana Boulevard
96850, Area Code 808 Tel 541-1782.

, IDAHO _
Boise — 2nd F1., Hall of Mirrors, 700 W, State St., 83720,
Area Code 208 Tel 334—3857.

ILLINOIS

¥

Rockford — 515 North Court Street, PO. Box 1747
611100247, Area Code 815 Tel 9878123

>Wheaton — c/o Hlinois Institute of Technology, 201 E.
Loop Road, 60187, Area Code 312 Tel 353—4332.<

INDIANA
Indianapolis — **>Penwood One, Suite 106, 11405 N.
Pennsylvania Street, 46032, Area Codc 317 Tl
582-2300.<

IOWA
Des Moines — 817 Federal Building, 210 Walnut Street
50309, Area Code 515 Tel 284—4222.

KANSAS
Wichita — 151 North *>»V<olutsia, 672144695, Area
Code 316 =1 269-6160.

KENTUCKY
Louisville — **>Marmaduke Building, 3rd Floor, 520
South 4th Street, 40202, Area Code 502 Tel 582-5065.<

Rev. 1, Sept. 1995
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«Boston
3 Northern
o '**>424—5990<

LOUISIANA

: _‘V'NOW Orleaos .—- ‘;**>HaleB«erderal B“Mm&SOy;}f s
- Magazine Strect, Room 1043, < 70130, A S04

- Rm, *>366G<, 107 w C'ames st Taienn

e World 'Itad_ T, =104
Ave < 02210 Are Code 61

Grand Raplds — 300.Monroe NW ;Rm‘.‘ 409 49503 Lk
Area Code 616 Tel 456-2411. - e
MINNESOTA

aneapolls — 108 Federal Bmldmg, 110 South Fourth )
Street 55401, Area Code 612 Tel 348— 1638.

MISSISSIPPI

. Jackson — **>201 West Capitol St., 310 Millsaps Bldg

39201-2005<, Area Code 601 Tel 965 -_4388

MISSOURI _ ~
St. Louis — **>8182 Maryland Avenue, Suite 303<, -
63105, Area Code 314 Tel 425~3302—4.

Kansas City — Room 635, 601 East 12th Street 64106,
Area Code 816 Tel **>426-3141<,

NEBRASKA :
Omaha — 11133 O Street 68137, Area Code 402 Tl
221—3664

NEVADA
Reno — 1755 E. Plumb Lane, #152, 89502, Area Code
702 Tel 784-5203.

NEW JERSEY
Trenton — 3131 Princeton Pike Bldg., 6, Suite 100,
08648, Area Code 609 Tel 989—-*>2395<.

NEW MEXICO

L2
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*>73116<, Area Code 405 Tel 231-5302.

Tolsa — 440°S. Housto,sf'74127 A}eaCodems

581 7650 :
OREGON :

Portland — one World Trade Centef, 1218, Salmon, o

Suite 242, 97204 Area Code 503 Tel *>326—3001<
PENNSYLVANIA o

Philadelphia — Suite 202, **>600 American Ave <,
King Of Prussia 19406, Area Code. 215 Tel~

962—*>499%0<.

Pittsburgh — 2002 Federal Building, 1000 Liberty Ave-

nue 15222, Area Code 412 Tel 644—2850.

PUERTO RICO _
San Juan (Hato Rey) — Room G—55—Federal Build-
ing, Chardon Ave. 00918, Area Code 809 Tel 766—5555.

‘ RHODE ISLAND
Providence — 7 Jackson Walkway 02903, Area Code 401
Tel 528—5104.

" Richmond — **>700 Centre, 704 . Franklm st
550, 23219, Area Code 804 Tel 771~2246.

\llt

R WASHINGI‘ON RN
Seattle —3131 Elliott Ave,; Suue290 98121 AmaCode, T T

206 Tel 553—561"‘>5<

. WESTVIRGINIA' Sl T
Charleston — 405 Capntol Street> Sunte807<25301'_ SRt

Area Code 304 Tel 347—5408

WISCONSIN ' ‘
Milwaukee — *>596< Federal Bldg., 517 East Wiwon—
sin Avenue 53202, Area Code 414 Tel 291—-3470.
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_ 512 Certiﬁcate ofMailingor
___'lkansmission [R=1]

K expmtron of set period of time by bemg'

(A) Deposited with the U.S. Postal Service with sufficiont |
postage as first class- mail’ ‘addressed to the Comrmssloner of ._'

‘Patents and 'n'ademarks, Washlngton, PC 20231 or.

(B) Transmitted by facsimile to the Patent and ’[kademark‘ :

Ofﬁce in accordance with § 1.6(d); and -

(i) The correspondence includes a ceruﬁcate for each ptece of

correspondencestaﬂngthedateof&poat transmission. The person

signing the certificate should have reasonable basis to expect that the

correspondence would be mailed or transmltted on or before the
date indicated., - - :

. (2) The procedure descn‘bed in paragraph (a)(l) of this section
does not apply to, and no benefit will be given to a certificate of
Mailing or Transmission on, the followmg' .

(i) Relative to Patents and Patent Appllcauons—

(A) The filing of a national patent application specification
and drawing or other correspondence for the purpose of obtammg
an application filing date;

(B) The filing of correspondence in an interference which an
examiner—in—chief orders to be filed by hand or “Express Mail”;

(C) The filing of agreements between parties to an
interference under 35 U.S.C. 135(c);

(D) The filing of an intemational application for patent

(E) The filing of correspondence in an international
application before the U.S. Receiving Office, the U.S. International
Searching Authority, or the U.S. International Preliminary Examin-
ing Authority;

(F) The filing of a copy of the international application and
the basic national fee necessary to enter the national stage, as
specified in §§ 1.494(b) or 1.495(b).

(ii) Relative to Trademark Registrations and Trademark
Applications—

(A) The filing of a trademark application; '

(B) The filing of an affidavit showing that a mark is still in
use or containing an excuse for non-—use under section 8(a) or (b)
or section 12(c) of the Trademark Act, 15 U.S.C. 1058(=), 1058(b),
1062(c);

(C) The filing of an application for renewal of a registration
vnder section 9 of the Trademark Act, 15 U.S.C. 1059;

(D) The filing of 2 petition to cancel a registration of a mark
under section 14, subsection (1) or (2) of the Trademark Act, 15
US.C. 1064;

Rev. 1, Sept. 1995

(1) conespoudenee_wm-be‘ms;dmd'as bemgtlmelyfiled it © T (B) Reserved.
(i) The correspondence is mailed or. transmltted prxor to e (b) In the event’

of the correspondence promptly after becoming aware, tbat the :

. " transmitted correspondence and. certlﬁcate, and
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(B)hmwphaﬁonemml(b)ofdw’n'mmkaa, EAE

-‘"ISUSc.wsl(b),thetﬁinaofmmmmwm”eﬁcmm;i«; ST
Il_ndctwcﬂmtl(c)oﬂhc'ﬂwﬂm,lsusc.IOSI(C),OEﬂwﬁﬁng-V

(l) ‘Informs. the Office: of e'preerous'mmhng ransmission -

Office has no evidence of receipt’ of the correspondence ‘ :
- (2) -Supplies an’ addmonal copy of the’ previol sly malled or:

(3)- Includes a statement which attests on a personal lmowledge' S
basns or to the satlsfact:on of the Comnnssroner to the previous .

timely mailing or transmission. Such. statement must be: averified
.statement if made bya person othér thana practltloner as deﬁned R

in§ 101(1') of this chapter If the correspondenee was sentby -

facsrmde transrmssmn, a copy of the sending umt’s report conﬂrmmg-.

tmmnmon may be used to support this statement. S S
(c). The Office may require. addmonal evrdence to determme if .

the correspondence was tlmcly filed e S .

A suggested format for a Certlficate of Malhng and

~ a Certificate of 'Ii'ansmlssron under 37 CFR 1.8 to be

included with the correspondence is reproduced be-
low.

Certiﬁcate otMailing

hereby certify that this correspondence isbeing deposlted withthe
United States Postal Service with suﬁiclcntpostageasﬁrstcless mail
in an envelope addressed to: .

**3 Assistant Commissioner for Patents<
Washington, D.C, 20231

(Date)\
Typed or printed name of person srgmng this certificate

Signature




_busmessbyanothernolatertbanmedatemdmted

or [ an mdmdual whoi upon mforinatnon and bellef expdcts the
cmespomncetobemaﬂcdortransmmedmthenormalcourseof

‘ Iherebycemfythatthmconespondencelsbemgdeposxtedwnththe o " JONSE
UmtedStatesPosmlSemcewnhmfﬁclentpostageasﬁrstclassmml-‘ U apply

in an envelope addressed to: -

s> Assistant Commxssxoher for Patents< ’
Washington, D.C. 20231

oB_____ .
(Date)
Typed or printed name of person signing this certificate '

Signature

Certificate of Transmission

I hereby certify that this cotrespondence is being facsimile trans-
mitted to the Patent and Trademark Office (Fax No.
(703),

I

of .
{Date)

Typed or printed name of person signing this certificate

Signature

Please refer to 37 CFR 1.6{d) aad 1.8(a)(2) for filing limitations con-
cerning facsimile transmissions and mailing, respectively.
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o z':foreign country prov:ded'f 1at the
e transn‘utted is not prohlblted- by - -
- facsimile and is not othewise precluded fmm reoemng =

the benefits under 37CFR 1 8. s e

It should be noted, howcver, that the Office wnll :
contmue its normal practice of stampmg the date of s
receipt (Mml Room Stamp) on all papers received

* through the mail or by facsimile except those fled un-

der 37 CFR 110 (See MPEP § 513). The date stamped =~ =
will also be the date which is entered on Office records -~~~
and from which any subsequent periods are calculated. -
For example, 37 CFR 1.192 gives an appellant 2
months from the date of the appeal to file an appeal .,
brief. For example, if the last day to rwpond toafinal o
rejection was November 10, 1976; and applicant depos-

ited a Notice of Appeal with fee in the U.S. mail on -
November 10, 1976, and so certified, that- appeal is-

timely even if it was not received in the Patent and
Trademark Office until November 17, 1976. Since the
dateofmeenptwﬂlbemdtocalmiateﬂxemeat' ,
which the brief is due, the brief was due on January 17,

1977. This is 2 months after the Mail Roomdate.




(A) Tbe certrfrcatron rcqurres a srgnature Spe-_

‘ cnfrcally, if thek certlfrcatwn appears on a paper that - %

- one for the‘pap" 2nd one for the certification. Al- s
' though not: spf,crfically requrred by 37 CFR1.8, itis -

assignee, or registered practrtloner

(B) When possible, the: certification should appear,.,
ona pomon of the. paper. bemg submrtted However, if .

: there is msufﬁcrent space to ‘make the cemfrcatlon on
the same paper, the certnﬁcatron should be ona separate o

sheet securely attached to the paper.

(C) Whenthe certificationiis presented ona separate .
sheet, that sheet must (1) be signed and (2) fully 1dent1fy RN
and be securely attached to the paper it accompanies.
The required identification should include the serial

number and filing date of the application as well as the

type of paper being filed, e.g., response to rejection or re- ,

fusal, Notice of Appeal, etc. An unsigned certrﬁcatron
will not be considered acceptable.

Moreover, without the proper identifying data, a

certification presented on a separate sheet will not be
considered acceptable if there is any question or doubt
concerning the connection between the sheet and the
paper filed.

If the sheet should become detached from the pa-
per and thereafter not associated with the appropriate
file, evidence that this sheet was received in the Of-
fice can be supported by submitting a copy of a
postcard receipt specifically identifying this sheet
and the paper and by submitting a copy of the
sheet as originally mailed. Attention is directed to
MPEP § 503 relative to the use of postcards as re-
ceipts.

(D) In situations wherein the correspondence in-
cludes papers for more than one application (e.g., a
single envelope containing separate papers responding
to Office actions in different applications) or papers for
various parts of the Office (e.g., a patent issue fee trans-
mittal form PTQO-858 and an assignment), each paper
must have its own certification as a part thereof or at-
tached thereto.

Although Form PTOL—858, Issue Feec Transmittal
Form, may contain a Certificate of Mailing thereon, a
separate Certificate of Mailing is required for all papers
included with this form, including formal drawings, since

Rev. 1, Sept. 1995
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" papersareseparatedmdﬂowtodaffexentareasofﬂre- L
- Office, Checkssubmxttedvnththcpapersdomtrequue S
- .aseparate certification. 2l
- (E) In situations wherem the correspondenee m-‘
a signature, two signatures are required, .cludes several papers dirccted to the same area of the -
. ;;Ofﬁee for the same apphcatron (for example, apro-
- posed response. under 37.CFR 1.116 and a ‘Notice of - e
preferved inat the certificate be signed by the apphcant, - Appeal), each paper should have its. own certtﬁcatron R
v ~asapartthereoforattached thereto. R
- Alternatively, the correspondence may be submrtted ]
;»rjwrth aeoverortransnnttalletterwhrchrtenuzesthepapers;- s
. (and on whlch is plaoed the certlﬂmte under 37 CFR 1 8

‘ Use of Stamped Cemﬁcatwn :
Some practltloners place the certification language ;

on the first page of a paper with an inked stamp Such a
“practice is encouraged because the certlﬁcatron ismot -
- only readrly visible but also forms an mtegral part of the

paper
R 'fOﬂicercedure_' _
Mail Room L

The Mail Room will contmue to date stamp the actu-
al date of receipt of all papers received by mail in the Of-
fice. No attempt will be made to retain the envelopes in
which the papers are received or to indicate on the pa-
pers the postal cancellation date (postmark).

However, the benefits of 37 CFR 1.8 or 1.10 apply
only to documents delivered to the Office by the U.S.
Postal service. A number of instances have been uncov-
ered where individuals are certifying that documents
were deposited with the U.S. Postal Service when, in fact,
the documents were hand—carried or delivered to the
Office via commercial couriers; e.g,, “Federal Express,”
“DHL,” “Purolator,” “Air Borne,” “UPS,” etc. In those
instances where documents include a Certificate of
Mailing under 37 CFR 1.8 or 1.10 but were delivered to
the Office by other than the U.S. Postal Service, Mail
Room personnel are placing a notice indicating that fact
on the correspondence involved to alert Office person-
nel that the benefits of 37 CFR 1.8 or 1.10 do not apply.
Processing Areas

When papers are received in an examining group, the
date of receipt in the group is stamped on the papers.

The date indicated on the Certificate of Mailing or of
Transmission will be used by the Offiice only to determine
if the paper was deposited in the United States Postal
Service or transmitted by facsimile within the period for
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response i the paper was actually reoerved in the Office

within the period for response, there is no need to refer '

to the Certnﬁcate

When papers are recerved inan exannmng group, the ‘ :
date of reeerpt inthe group should be stamped on the pa—_ '

_persasat present. . ,
If, however, the paper was recerved in the Patent and

Trademark: Office after the end of the period for re-

sponse, the paper should be mspected to determine if a

Certificate of Mailing or of Ti'ansrmssron has been in- ;
cluded. Where no such Certrﬁcate is found, the paperis

untrmely since applicant did not respond within the peri-
od for response. This may result in abandonment of the
application or other loss of rights.

In those instances where a Certificate of Mailing or
of Transmission does appear in the paper or a cover let-
ter thereto, a check should be made to determine wheth-
er the indicated date of deposit or transmission is within
the period for response. If the date indicated in the Cer-
tificate is after the end of the period for response, the pa-
per is untimely and no notation of the date need be
made. Where the date indicated on the Certificate is
within the period for response, the paper should be con-
sidered to be timely filed. A notation should be made ad-
jacent to the Office stamp indicating the date of receipt
(Mail Room Stamp) which notes the date stated on the
Certificate. This notation should be “C of Mail” or “C of
Fax” followed by the date. A paper with a certificate
dated November 10, 1976, would be noted next to the
Mail Room Stamp “(C of Mail. 11/10/76).” This notation
should also appear on the “Contents” portion of the file
wrapper.

If the period set for taking an action in the Patent and
Trademark Office ends on a Saturday, Sunday, or Feder-
al holiday within the District of Columbia (37 CFR 1.7),
the action will be considered to be timely if deposited in
the United States mail or transmitted by facsimile and
certified under 37 CFR 1.8(a) on the next succeeding day
which is not a Saturday, Sunday, or a Federal holiday.

It should be noted that the filing of a paper for the
purpose of obtaining a continuation or division applica-
tion under 37 CFR 1.60 or 1.62 is excluded from the Cer-
tificate practice under 37 CFR 1.8(a)(2)(i)A since it is
considered to be the filing of a national patent applica-
tion.

All Certificates of Mailing or Transmission filed in
applications should be placed in the file wrappers direct-
ly below the papers to which they refer.
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Group personnel receiving a band-—dehvered paper o
from other than U.S. PostalServreepersomrelslrnul«.'lnr~i DR
¥ specttbepaper to ensure that the benefits of 37CFR18 .~
~ or 1,10 are not accorded in error. Ifthepapereontarns a o
 certificate of marhngunder 37CFR1.80r1.10,thewords. -
““HAND DELIVERED” should be wntten adjacent to
: thegroupdatestamp G R
Apphcant should be notified i in the next Ofﬁce actron, o
3 when a paper containing a- Oertrﬁcate of Marlmg has

been denied the benefits under 37 CFR 1. 8or1.10 by in-

4 cludmg, for example, form paragraph S. 05

9 505 Beneﬁt of Cemﬁcate of Madmg Demed

- The> [1]< filed >[2]< is not entitled to the beneﬁts of 37CFR

>[3] < since itwas not delivered to the Patent and Trademark Office

bythe U.S.Postal Service. Therefore,thedateofrecelptrnthePatent

and Trademark Office has been used to determrne the trmelmess of
the paper. :

Misuse of a Certrﬁcate of Mailing 1 under 37 CFR 1.8
or 1.10 which appears to be more than a. one-time, inad-
vertent error should be brought to the: attentlon of the
Office of Enrollment and Drscrplme "

Original Mailed Paper Not Delivered

Paragraphs (b) and (c) of 37 CFR 1.8 concern the
situation where a paper containing a Certificate was
timely deposited in the U.S. mail or transmitted by
facsimile, but never received by the Patent and
Trademark Office. In the examining groups, all submis-
sions under these paragraphs should be considered and
the sufficiency thereof determined by the Group Direc-
tor.

513 Deposit as Express Mail With U.S. Pestal
Service [R—1}

35 U.S.C. 21. Filing date and day for taking action.

(2) The Commissioner may by rule prescribe that any paper or
fee required to be filed in the Patent and Trademark Office will be
considered filed in the Office on the date om which it was deposited
with the United States Postal Service or would have been deposited
with the United States Postal Service but for postal service
interruptions or emergencies designated by the Commissioner.

37 CFR 1.10. Filing of papers and fees by “Expwess Mail” with
certificate.

(a) Any paper or fee to be filed in the Patent and Trademark
Oftice can be filed utilizing the “Express Mail Post Office to
Addressee” service of the United States Postal Service and be
considered as having been filed in the Office on the date the paper
or fee is shown to have been deposited a8 “Express Mail” with the
United SMesPoﬁalServweunlmethedateryfdmtmaSmdey

Rew. 1, Sepe. 1955
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number of the “Express Mail” mailing label placed thereon prior to

marlmg, be addressed to the Commrssnoner of Patents and - ‘
Trademarks, Washmgton, D.C. 20231, and any such paper or fee
must also mclude a certificate of marlmg by “Er:press Mail” which

states the' date of marllng by “Express Mall” ar'rd is slgned by the
person mar]mg the paper or fee. . i

(c) The Patent and Trademark Oﬁice will aocept the certificate
of mailing by “Express Mail” and accord the paper or fee the
certificate date under 35 U.S.C. 21(a) (unless the certificate date isa

Saturday, Sunday, or Federal holiday within the Dlstnct of Columbia

~ see § 1.6(a)) without further proof of the date on which the .
mailing by “Express Mail” occurred unless a questron is present o

regarding the date of mailing. If more than a reasonable time has
elapsed between the.certificate date and the Patent and Trademark
Office receipt date or if other questrons regardmg the date of
mailing are present, the person mailing the paper or fee may be
required to file a copy of the “Express Mail” receipt showing the
actual date of mailing and a statement from the person who mailed

the paper or fee averring to the fact that the mailing occurred on the
date certified. Such statement must be a verified statement if

made by a person not registered to practice before the Patent and
Trademark Office.

37 CFR 1.10 provides a procedure for assigning the
date on which any paper or fee is deposited as “Express

Mail” with the United States Postal Service as the filing

date of the paper or fee in the Patent and Trademark Of-
fice unless it was mailed on a Saturday, Sunday, or a Fed-
eral holiday within the District of Columbia, in which
case the filing date will be the next succeeding day which
is not a Saturday, Sunday, or a Federal holiday within the
District of Columbia. Authority for the Commissioner to
establish such a procedure is provided in section 21(a) of
Title 35, United States Code, as amended by Pub. L

97-247 for any paper or fee required to be filed in the
Patent and Trademark Office. This procedure covers the
filing of all documents, including patent and trademark
applications, and fees since they are required to be filed
in the Patent and Trademark Office for processing.

The procedure, in 37 CFR 1.10(a), requires the use of the
“Express Mail Post Office to Addressee” service of the
United States Postal Service. This service provides for the use
of a mailing label on which the Post Office clearly indicates
the date on which it was deposited. 37 CFR 1.10(b) requires:
(1) That the number of the “Express Mail” mailing label be
placed on each paper or fee and (2) that a certificate of
mailing by “Express Mail,” signed by the person mailing
the paper or fee, be included on each paper or fee and
state the date of deposit as “Express Mail” in the United
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(b) Any paper or fee flled by “Express Mall" must have thc,’" )

States Poml Semee Bach cemficate must have anorig-
~inal s:gnature of the person actually mailing the paperor
.. fee (i.e., the person who actually deposits the paperor -
fec with the U.S. Postal Service). The Office hasencoun-
_tered instancesin which the Certificate of Mailing by Ex-

- press Mail was srgned by an attorney and the deposit was o
- made by the: attome}"s secretal'y or another ‘member of ST
- the attomey’s staff. This is 1mproper under the prov1-

sions of 37. CFR 1.10. This- sectlon drffers in that regard

: from37CFR18

~The requlrement that each paper or. fee have the L
number of the “Express Marl” marhng label and the cer-
tificate of mallmg by “Express Mail” included thereon is
necessary so that the Patent and 'Ii'ademark Ofﬁoe can.

- verify when each paper or fee was filed if questrons relat-

ing thereto arise. The number and certificate must be
placed on each separate paper and each fee transmittal
cither directly on the document or by a separate paper
firmly and securely attached thereto. In situations
wherein the ,correspondence includes several papers di-
rected to the same application (for example, the specifi-
cation, drawings, and declaration for a new application),
the correspondence may be submitted with a cover or
transmittal letter which itemizes the papers and on which
is placed the certificate under 37 CFR 1.10. It is not nec-
essary that the number and certificate be placed on each
page of a particular paper or fee transmittal. Merely
placing the number and certificate in one prominent
location on each separate paper or fee transmittal will be
sufficient.

Where there is 2 discrepancy between the certificate
date and the “Date—In” on the Express Mail label, the
Office will use the Date—In placed on the label by the
Postal Service as the date of deposit for the correspon-
dence. Therefore, care should be exercised so as not to
deposit an Express Mail package in an Express Mail re-
ceptacle or mailbox after the last pickup for a given day.
The guestion as to the treatment of such a situation was
covered in the final rule—making published on January
20, 1983 at 48 Fed. Reg. 2696—2714 and on February 10,
1983, at 1027 Off. Gaz. Pat. Office. The following com-
ment appears therein.

“Comment: One person questions what treatment
will be accorded a paper placed in an Express Mail box
receptacle after the box has been cleared for the last time
on a given day.”
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